




UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C.  20436 

I n  t h e  Matter o f  

CERTAIN NOVELTY GLASSES 
I n v e s t i g a t i o n  No. 337-TA-55 

COMMISSION DETERMINATION, ORDER, AND OPINIONS 

The U. S. I n t e r n a t i o n a l  Trade Commission conducted an i n v e s t i g a t i o n  

under t h e  a u t h o r i t y  o f  s e c t i o n  337 o f  t h e  T a r i f f  Act o f  1930 ,  as amended ( 1 9  

U.S.C. 1 3 3 7 ) ,  o f  a l l e g e d  u n f a i r  methods o f  compet i t ion  and u n f a i r  acts  i n  t h e  

unauthorized importat ion i n t o  o r  sale i n  t h e  United S t a t e s  o f  c e r t a i n  n o v e l t y  

g l a s s e s  11 by reason  o f  t h e  a l l e g e d  infr ingement  o f  common law trademarks, 

unlawful copying o f  t rade  d r e s s ,  and f a l s e  d e s i g n a t i o n  o f  o r i g i h ,  t h e  e f f e c t  

o r  tendency o f  which i s  t o  d e s t r o y  or  s u b s t a n t i a l l y  i n j u r e  an  i n d u s t r y ,  

e f f i c i e n t l y  and economical ly  o p e r a t e d ,  i n  t h e  United S t a t e s .  

1 9 7 9 ,  t h e  Commission determined t h a t  t h e r e  i s  a v i o l a t i o n  o f  s e c t i o n  337 - 21 

and ordered t h a t  nove l ty  g l a s s e s  which copy t h e  t r a d e  d r e s s  of Complainants'  

On June 2 7 ,  

g l a s s e s  b e  excluded from e n t r y  i n t o  t h e  United S t a t e s .  - 3/  

I/  These are p l a s t i c  tumblers used t o  serve beverages .  Each h a s  a 
compartment a t  t h e  bottom o f  t h e  glass which c o n t a i n s  e i t h e r  a small game, 
such as r c j u l e t t e ,  o r  r o c k s  ( c a l l e d  "On t h e  Rocks"). 
- 21 Chairman Parker  found no v i o l a t i o n  o f  sec. 337 i n  t h i s  i n v e s t i g a t i o n .  
31 Commissioner Hoore, i n  a d d i t i o n  t o  f i n d i n g  v i o l a t i o n  on t h e  b a s i s  o f  

unlawful copying o f  t r a d e  d r e s s ,  a l s o  found v i o l a t i o n  on t h e  b a s i s  o f  
in f r ingement  o f  common law trademarks and fa lse  d e s i g n a t i o n  o f  o r i g i n .  
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The purpose of the Commission determination, order, and opinions are 

to provide for the final disposition of the Commission's investigation of 

certain novelty glasses. 

Having reviewed th 

Determination 

record compiled in this investigation, in luding 

(1) the submissions filed by the parties, (2) the recommended determination of 

the administrative law judge, and (3) the transcript of the public hearing 

before the Commission on June 14, 1979, the Commission on June 27, 1979 

(Chairman Parker dissenting), determined-- 

1. That with respect to both respondents in investigation No. 

337-TA-55 there is a violation of section 337 of the Tariff Act of 1930, as 

amended, in the importation into and sale in the United States of certain 

novelty glasses by the owner, importer, consignee, or agent of either, the 

effect or tendency of which is to substantially injure an industry, 

efficiently and economically operated, in the United States; 

2 .  That the appropriate remedy for such violation is to direct that 

novelty glasses manufactured abroad which unlawfully copy the trade dress of 

complainants' novelty glasses be excluded from entry into the United States; 

That, after considering the effect of such exclusion upon the 3.  

public health and welfare, competitive conditions in the U.S. economy, the 

production of like or directly competitive articles in the United States, and 

U.S. consumers, such novelty glasses should be excluded from entry; and 
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4. That t h e  bond provided f o r  i n  s u b s e c t i o n  (g ) (3 )  o f  s e c t i o n  337 

o f  t h e  T a r i f f  A c t  o f  1930 be i n  t h e  amount o f  482 percent  ad valorem, f . 0 .b .  

Hong Kong. 

Order 

Accordingly ,  it i s  hereby ordered-- 

1. That nove l ty  g l a s s e s  manufactured abroad which unlawful ly  copy 

the  t rade  d r e s s  of complainants '  nove l ty  g l a s s e s  are excluded from e n t r y  i n t o  

t h e  United S t a t e s ;  - 4/ 

2. That every  6 months complainants provide t o  t h e  Commission 

in format ion ,  i n c l u d i n g ,  but not l i m i t e d  ' t o  a f f i d a v i t s  and samples,  as t o  

whether they are cont inuing  t o  use t h e  t r a d e  d r e s s ,  as d e s c r i b e d  i n  note  4, 

below; 

3. That t h e  n o v e l t y  g l a s s e s  ordered t o  b e  excluded from e n t r y  are 

e n t i t l e d  t o  e n t r y  i n t o  t h e  United S t a t e s  under bond i n  t h e  amount.of 482 

- 4/ Complainants ' t rade  d r e s s  c o n s i s t s  o f  t h e  fo l lowing :  
These g l a s s e s  are tumblers (approximately  3-1/2 i n c h e s  i n  h e i g h t  and 

3-1/2 i n c h e s  i n  diameter)  made o f  a clear p l a s t i c  o r  a c r y l i c  subs tance  and 
c o n s t r u c t e d  with a false bottom. I n s i d e  t h e  fa lse  bottom i s  e i t h e r  a c o l o r f u l  
facsimile o f  a gambling game or  rocks .  Those g l a s s e s  wi th  a game b e a r  a l a b e l  
d e s c r i b i n g  t h e  enclosed game ("Craps,"  "Big S i x , "  " R o u l e t t e , "  o r  "Jackpot") i n  
block-type l e t t e r i n g  approximately t h r e e - f o u r t h s  o f  an inch  i n  h e i g h t .  Those 
g l a s s e s  with  t h e  fa lse  bottom f i l l e d  with r o c k s  b e a r  t h e  l a b e l  "On t h e  Rocks" 
i n  t h e  same l e t t e r i n g  des ign  and o f  t h e  same s i z e  as t h e  game-type g l a s s e s .  
The l i g h t w e i g h t  cardboard boxes (approximately  7-3/8 i n c h e s  x 7-3/8 i n c h e s  x 
3-5/8 i n c h e s )  i n  which t h e  game-type g l a s s e s  are s o l d  hold f o u r  g l a s s e s  and 
u t i l i z e  a b l a c k  background wi th  c o l o r ,  photographic  reproduct ions  o f  t h e  
enc losed  g l a s s e s .  The c o l o r  photographs are o f  t h e  g l a s s e s  from t h e  s i d e  and 
top  p e r s p e c t i v e s .  

E x h i b i t s  o f  complainants '  t r a d e  d r e s s ,  which t h e  Commission cons idered  i n  
a r r i v i n g  a t  i t s  determinat ion ,  may b e  examined a t  t h e  Office o f  t h e  S e c r e t a r y  
during o f f i c i a l  b u s i n e s s  hours.  Photographs o f  complainants '  t r a d e  d r e s s  w i l l  
be  s e n t  t o  t h e  Customs S e r v i c e  i n  order  t o  f a c i l i t a t e  t h e  a d m i n i s t r a t i o n  O f  
t h i s  order .  
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p e r c e n t  ad valorem, f .o .b .  Hong Kong, from t h e  day after  t h i s  order  i s  

r e c e i v e d  by t h e  P r e s i d e n t  pursuant t o  s e c t i o n  337(g)  o f  t h e  T a r i f f  A c t  of  

1930 ,  as amended, u n t i l  such time as t h e  P r e s i d e n t  n o t i f i e s  t h e  Commission 

t h a t  h e  approves o r  disapproves t h i s  a c t i o n ,  b u t ,  i n  any e v e n t ,  n o t  later than 

60 days a f t e r  such d a t e  o f  r e c e i p t ;  

4 .  

t h i s  o r d e r ,  and t h e  opin ions  i n  support t h e r e o f ,  b e  served upon each p a r t y  o f  

r e c o r d  i n  t h i s  i n v e s t i g a t i o n  and upon t h e  U.S. Department o f  Heal th ,  

Educat ion ,  and Welfare, t h e  U.S. Department o f  J u s t i c e ,  t h e  F e d e r a l  Trade 

Commission, and t h e  S e c r e t a r y  o f  t h e  Treasury ;  and 

That  t h i s  order  b e  publ ished i n  t h e  F e d e r a l  R e g i s t e r  and t h a t  

5. That t h e  Commission may amend t h i s  order  a t  any time. 

By o r d e r  o f  t h e  Commission. 

Issued:  July 1 1 ,  1979 



OPINION OF COMMISSIONERS ALBERGER, MOORE, - 1/ BEDELL, AND STERN 

Procedural  His tory  

The present  i n v e s t i g a t i m  was i n s t i t u t e d  by the  United S t a t e s  

I n t e r n a t i o n a l  Trade Commission on July  5, 1978, on t h e  b a s i s  o f  a compla int ,  

and i t s  amendment, f i l e d  pursuant t o  s e c t i o n  337 o f  t h e  T a r i f f  A c t  o f  1930, as 

amended, by How Manufacturing,  Inc .  and P lus  Four ,  Inc .  (complainants) ,  both 

of Caro l  Stream, I l l i n o i s .  N o t i c e  o f  t h e  Commission's i n v e s t i g a t i o n  was 

publ ished i n  t h e  F e d e r a l  R e g i s t e r  o f  July  11, 1978 (43 F.R. 29840). 

The amended complaint  a l l e g e d  t h a t  u n f a i r  methods o f  compet i t ion  and 

u n f a i r  acts e x i s t e d  i n  the  importat ion i n t o  t h e  United S t a t e s ,  o r  i n  t h e  

subsequent sale,  o f  nove l ty  g l a s s e s ,  by reason o f  i n f r i n g i n g  common law 

trademarks, unlawful copying o f  complainants ' t rade  d r e s s ,  b e a r i n g  fa lse  

des ignat ion  o f  o r i g i n ,  and disparaging complainants '  products .  The effect  o r  

tendency of  such importat ion o r  sales was a l l e g e d  t o  des t roy  o r  s u b s t a n t i a l l y  

i n j u r e  an industry ,  e f f i c i e n t l y  and economically operated,  i n  t h e  United 

S t a t e s .  

The scope o f  t h e  Commission's i n v e s t i g a t i o n  was def ined  by the  

fol lowing language conta ined  i n  i t s  n o t i c e  o f  i n v e s t i g a t i o n :  

1/ Commissioner Moore concurs  i n  t h i s  opinion i n s o f a r  as it relates t o  t h e  
f inTing of  v i o l a t i o n  based on unlawful copying o f  t r a d e  d r e s s .  
has  a l s o  found t h a t  the  record  supports  f indings  o f  v i o l a t i o n  based on 
infringement o f  common law trademarks and fa lse  d e s i g n a t i o n  o f  o r i g i n  and, 
t h e r e f o r e ,  d i f f e r s  wi th  t h i s  opinion as t o  those  i s s u e s .  

However, h e  
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That ,  pursuant t o  s u b s e c t i o n  ( b )  o f  s e c t i o n  337 
o f  t h e  T a r i f f  A c t  o f  1930, as amended (19 U.S.C. 
13371, an i n v e s t i g a t i o n  b e  i n s t i t u t e d  t o  determine,  
under subsec t ion  ( c )  whether,  on the  b a s i s  o f  t h e  
a l l e g a t i o n s  set f o r t h  i n  the complaint  and t h e  
evidence adduced, there  i s ,  o r  t h e r e  i s  reason t o  
b e l i e v e  t h e r e  i s ,  a v i o l a t i o n  o f  s u b s e c t i o n  (a)  o f  
t h i s  . s e c t i o n  i n  the  unauthorized importat ion o f  
certain novel ty  g l a s s e s  i n t o  t h e  United S t a t e s ,  o r  i n  
t h e i r  subsequent sale by reason o f :  

(1 )  t h e  a l l e g e d  v i o l a t i o n  o f  the  complainants '  
common law trademark "On t h e  Rocks,  I' "Jackpot,  I' 

"Craps," " R o u l e t t e , "  and "Big S i x ; "  

( 2 )  t h e  a l l e g e d  unlawful copying o f  trade dress  
and packaging a s s o c i a t e d  with the  nove l ty  g l a s s e s  
produced and so ld  by the complainants which are t h e  
s u b j e c t  o f  t h i s  i n v e s t i g a t i o n ;  and 

(3) t h e  a l l e g e d  unlawful importat ion,  sa le  and 
o f f e r s  f o r  sale o f  nove l ty  g l a s s e s  b e a r i n g  fa l se  
d e s i g n a t i o n s  o f  o r i g i n .  

t h e  effect  o r  tendency o f  which i s  to destroy  o r  
s u b s t a n t i a l l y  i n j u r e  an industry  e f f i c i e n t l y  and 
economical ly  operated ,  i n  t h e  United S t a t e s .  

The p a r t i e s  named as respondents i n  t h e  n o t i c e  o f  i n v e s t i g a t i o n  were 

Yau Tak Ind. ,  L td . ,  and C. Y. Trading Company ( respondents ) ,  both  o f  Kowloon, 

Hong Rong. No answer t o  the  complaint  was f i l e d  by e i t h e r  respondent wi th in  

the  time permit ted under Commission r u l e s  210 .21 (a )  and 201.16(d) (19 CFR 

210.21(a)  and 201.16(d)) .  A d d i t i o n a l l y ,  n e i t h e r  respondent appeared o r  

p a r t i c i p a t e d  a t  any o t h e r  point  during the  i n v e s t i g a t i o n .  

Upon i n s t i t u t i o n ,  t h i s  matter was r e f e r r e d  t o  Adminis t ra t ive  Law 

Judge Donald K. Duvall  ( t h e  AW). A pre l iminary  conference  was h e l d  on August 

30, 1978, a t  which time t h e  complainants and t h e  Commission i n v e s t i g a t i v e  

a t t o r n e y  were p r e s e n t .  
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On November 1 7 ,  1978,  complainants f i l e d  a motion f o r  d e f a u l t  

judgment (Motion Docket No. 55-11 a g a i n s t  respondents on t h e  b a s i s  o f  

Commission r u l e s  210.21(d) and 210.51.  The Commission i n v e s t i g a t i v e  a t t o r n e y  

supported t h a t  motion. 

On January 3 ,  1 9 7 9 ,  t h e  ALJ f i l e d  h i s  recommended determinat ion 

pursuant t o  r u l e s  210.21(d) and 210.53(a) .  The ALJ recommended that--  

t h e  Commission grant  the  complainants '  motion f o r  
d e f a u l t  judgment (Motion Docket No. 55-1) as t o  a l l  
i s s u e s  and p a r t i e s ,  and determine t h a t  t h e r e  i s  a 
v i o l a t i o n  o f  S e c t i o n  337 i n  the  unauthorized 
importat ion and sale i n  t h e  United S t a t e s  o f  t h e  
accused novel ty  g l a s s e s .  

T h i s  recommendation o f  v i o l a t i o n  was based on h i s  conc lus ion  o f  law that--  

The accused glassware  i n f r i n g e  complainants '  common 
law trademarks, are packaged i n  a manner t h a t  u n f a i r l y  
c o p i e s  complainants '  t rade d r e s s ,  and f a l s e l y  
d isparages  complainants ' products.  

No except ions  t o  t h e  ALJ's recommended determinat ion were f i l e d .  

The Commission set June 7 ,  1 9 7 9 ,  a s  the  deadl ine  f o r  f i l i n g  w r i t t e n  

submissions concerning t h e  recommended determinat ion ,  r e l i e f ,  bonding,  and t h e  

p u b l i c  i n t e r e s t .  A h e a r i n g  was scheduled f o r  June 14,  1 9 7 9 ,  t o  hear  o r a l  

argument and o r a l  p r e s e n t a t i o n s  on t h e  same s u b j e c t s .  

The only w r i t t e n  submissions f i l e d  by the  deadl ine  were t h o s e  o f  t h e  

Commission i n v e s t i g a t i v e  a t t o r n e y  who b a s i c a l l y  supported t h e  recommenda t i on 

by t h e  ALJ o f  v i o l a t i o n  based on d e f a u l t  b u t  a l s o  argued t h a t  secondary 

meaning had been shown on t h e  record.  No o t h e r  w r i t t e n  submissions o f  a 

s u b s t a n t i v e  nature  were submitted f o r  the  Commission's c o n s i d e r a t i o n .  
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Complainants f i l e d  a motion on June 8,  1 9 7 9 ,  t o  reschedule  t h e  date  

o f  o r a l  argument and o r a l  p r e s e n t a t i o n  b e f o r e  t h e  Commission and t h e  deadl ine  

f o r  f i l i n g  w r i t t e n  submissions (Motion Docket No. 55-2).  

denied by the  Commission on June 1 2 ,  1 9 7 9 ,  because o f  t o  the  need t o  complete 

t h e  i n v e s t i g a t i o n  by the  s t a t u t o r y  deadl ine  o f  J u l y  11, 1979. 

The motion was 

I n  addi t ion  t o  n o t i f y i n g  the  p a r t i e s  and i n t e r e s t e d  Government 

agenc ies  o f  the  o r a l  argument and o r a l  p r e s e n t a t i o n s ,  t h e  Commission n o t i f i e d  

by l e t t e r  persons named i n  r e l a t e d  l i t i g a t i o n  i n  t h e  F e d e r a l  District Court  o f  

I l l i n o i s  o f  t h i s  i n v e s t i g a t i o n  and of  t h e i r  oppor tuni ty  t o  move t o  i n t e r v e n e .  

No response was rece ived  from t h e s e  persons.  

The o r a l  arguments and o r a l  p r e s e n t a t i o n s  were h e l d  on June 14, 1 9 7 9 ,  

wi th  the  complainants and t h e  Commission i n v e s t i g a t i v e  a t t o r n e y  appearing 

before  t h e  Commission. Pos thear ing  submissions were f i l e d  by complainants on 

June 2 2 ,  1979.  No o t h e r  pos thear ing  submissions were f i l e d .  

The I s s u e  o f  V i o l a t i o n  

Under s e c t i o n  3 3 7 ,  t h e  Commission must determine whether t h e r e  i s  a 

v i o l a t i o n  o f  t h a t  s t a t u t e  and, if t h e r e  i s ,  what s t a t u t o r y  remedy, if any,  i s  

appropriate .  A determinat ion o f  bonding must a l s o  b e  made f o r  a p p l i c a t i o n  

a g a i n s t  appropriate  imports during t h e  p e r i o d  o f  t h e  P r e s i d e n t i a l  review. 

Having considered the  ALJ' s recommended determinat ion  and t h e  record  

compiled i n  t h i s  proceeding,  we have determined t h a t  t h e r e  i s  a v i o l a t i o n  o f  

s e c t i o n  337 i n  t h e  importat ion i n t o  and t h e  sale i n  t h e  United S t a t e s  o f  

c e r t a i n  nove l ty  g l a s s e s ,  t h e  effect  o r  tendency o f  which i s  t o  s u b s t a n t i a l l y  

i n j u r e  an industry ,  e f f i c i e n t l y  and economical ly  o p e r a t e d ,  i n  t h e  United 

S t a t e s .  
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S p e c i f i c a l l y ,  we f i n d  t h a t  the  t rade  dress  o f  respondents '  products  

unlawful ly  c o p i e s  the  t rade  dress  o f  complainants '  products which has  t h e  

effect  o r  tendency t o  i n j u r e  s u b s t a n t i a l l y  an e f f i c i e n t l y  and economical ly  

operated industry  i n  t h e  United S t a t e s .  

1. Motion f o r  d e f a u l t .  The f i n d i n g s  o f  fac t  and c o n c l u s i o n s  o f  law 

o f  t h e  ALJ form a recommendation t o  t h e  Commission as t o  t h e  d i s p o s i t i o n  of  

t h e  i n v e s t i g a t i o n .  The e f f e c t  o f  g r a n t i n g  a d e f a u l t  motion i s  merely t o  

author ize  t h e  ALJ " t o  create c e r t a i n  procedural  d i s a b i l i t i e s  f o r  t h e  

d e f a u l t i n g  p a r t y  and t o  e n t e r t a i n ,  without  oppos i t ion ,  proposed f i n d i n g s  and 

c o n c l u s i o n s ,  based upon s u b s t a n t i a l ,  r e l i a b l e ,  and p r o b a t i v e  e v i d e n c e ,  wh'ich 

would support a recommended determination."  2 /  The Commission b a s e s  i t s  

f i n a l  determinat ion on i t s  own review o f  the  record as well as t h e  recommended 

- 

determinat ion o f  t h e  ALJ. A complainant i s  n o t ,  t h e r e f o r e ,  permit ted under 

t h e  r u l e s  " to  r e l y  s o l e l y  upon t h e  a l l e g a t i o n s  o f  i t s  complaint  t o  support  an 

a f f i r m a t i v e  determination.  ( f o o t n o t e  de le ted) "  3 /  - 
I n  t h i s  i n v e s t i g a t i o n ,  t h e  ALJ recommended t h a t  t h e  Commission make 

an a f f i rmat ive  determinat ion as t o  t h e  i s s u e  o f  v i o l a t i o n  o f  s e c t i o n  3 3 7 .  F o r  

t h e s e  r e a s o n s ,  we now turn our a t t e n t i o n  t o  s e c t i o n  337 and t h e  r e c o r d  i n  t h i s  

i n v e s t i g a t i o n  t o  determine if an a f f i r m a t i v e  f inding  o f  v i o l a t i o n  o f  s e c t i o n  

337 can b e  supported. 
. 

- -  2/  See Commission Opinion i n  Support of  Orders Terminat ing C e r t a i n  
Respondents,  Dec lar ing  t h i s  Matter More Complicated,  and Remanding T h i s  Matter 
f o r  F u r t h e r  Proceedings ,  i n  C e r t a i n  E l e c t r i c  Slow Cookers,  Inv.  No. 337-TA-42, 
a t  6;  C e r t a i n  At tachd Cases, Inv. No. 337-TA-49, USITC Pub. 955 .  

- 31 C e r t a i n  E l e c t r i c  Slow-Cookers,  supra n. 2 ;  a t  7 .  
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2 .  Unfair methods of competition and unfair acts within the ambit of 

section 337. 

and unfair acts in the importation into or sale in the United States of 

articles which have the effect or tendency of, substantially injuring an 

Section 337 provides a remedy for unfair methods of competition 

efficiently and economically operated industry in the United States. The 

terms "unfair methods of competition" and "unfair acts" have been held to have 

a broad and inclusive meaning. - 4/ Given this interpretation, section 337 is 

broad enough to include the unfair methods of competition and unfair acts 

alleged and included within the scope of this investigation, if proven. These 

methods or acts are unlawful copying of trade dress, infringement of common 

law trademarks, and false designation of origin. 

Commission have considered such acts as unfair under the law of unfair 

Courts and the Federal Trade 

competition. 

trade dress to fall within the scope of section 337. 

- 5/ This Commission has also considered unlawful copying of 

- 6/ 
3. Commission findings as to violation. 

(a) Unfair methods of competition and unfair acts. It is not unfair 

per se to copy a competitor's packaging or design features. The unfairness 

- -  4/ See In re von Clemm, 229 F.2d 441, 444 (1955). 
5/ e, e.g., Westward Coech Manufacturing Co. v. Ford Motor Co., 388 F.2d 

627-(1968) (infringement of common law trademark); Clairol Inc. v. Cosway Co. , 
Inc., 184 U.S.P.Q. 583 (1974) and Clairol Inc. v. Andrea Dumon, Inc., 163 
U.S.P .Q.  244 (1969) (unlawful copying of trade dress); and Truck Equipment 
Serv. Co. V. Fruehauf Corp., 536 F.2d 1210 (1976) and In re J. Merrell 
Redding, 14 FTC 32 (1930) (false designation of origin). 

- -  6/ See Certain Toy Vehicles, USITC Pub. 880 (1978). 
the unfair act was characterized as passing off or-simulation of design, 
rather than unlawful copying of trade dress. However, the elements involved 
in Toy Vehicles are the same as the ones presently before us: nonfunctional 
design features, secondary meaning, and likelihood of confusion. 

In that investigation, 
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arises when a competi tor  adopts a trade d r e s s  which i s  a l ready  be ing  used 

s u c c e s s f u l l y  by another competi tor ,  and when t h a t  s imulat ion  i s  l i k e l y  t o  

cause  confus ion  among buyers ,  who a s s o c i a t e  t h e  trade d r e s s  wi th  the  ear l ie r  

user .  I n  order  t o  r e c e i v e  p r o t e c t i o n  a g a i n s t  another  using the  same o r  

confus ingly  similar trade d r e s s ,  chree  e lements  must b e  shown. F i r s t ,  t h e  

trade d r e s s  must include nonfunct ional  d e s i g n  f e a t u r e s ,  i . e . ,  f e a t u r e s  of t h e  

product o r  i t s  packaging which are b a s i c a l l y  a r b i t r a r y  and do not serve  any 

p a r t i c u l a r  funct ion  except  t o  d i s t i n g u i s h  t h e  product  from o t h e r s .  Second, 

the  t rade  d r e s s  of t h e  product and i t s  packaging must have acquired  secondary 

meaning wi th in  the  p u b l i c ' s  mind, - i .e . ,  t h a t  t h e  p u b l i c  a s s o c i a t e s  a 

p a r t i c u l a r  t rade  d r e s s  ( c o l o r ,  shape,  s i z e ,  c o n t e n t s ,  etc.  o f  t h e  product 

and/or package) with  c e r t a i n  products and understands them t o  come from one 

source .  

publ i c .  Thi rd ,  t h e r e  must b e  a l i k e l i h o o d  t h a t  the  consumer w i l l  b e  confused 

as t o  the  source  o f  t h e  product which c o p i e s  t h e  t rade  d r e s s  o f  the  s e n i o r  

u s e r  who seeks  p r o t e c t i o n .  

It is  not necessary t h a t  t h e  i d e n t i t y  o f  the  source  b e  known t o  t h e  

Actua l  c o n f u s i o n  need not  b e  shown. 

I n  examining the  record i n  t h i s  i n v e s t i g a t i o n ,  it i s  apparent t h a t  

t h e  design f e a t u r e s  o f  t h e  complainants '  product  and package included 

nonfunct ional  f e a t u r e s .  

t o  provide a d i s t i n c t i v e  appearance by which consumers can i d e n t i f y  t h e  

g l a s s e s  as having come from one source .  

as such are designed t o  attract the  a t t e n t i o n  of t h e  u l t i m a t e  u s e r ,  t h e  

consumer. The design f e a t u r e s  are a r b i t r a r y  and have no r e l a t i o n  t o  t h e  

funct iona l  a s p e c t  o f  the  item, i . e . ,  t o  serve as a c o n t a i n e r  from which t o  

dr ink beverages .  I n s t e a d ,  t h e  design f e a t u r e s  merely  serve  t o  amuse t h e  

person using the  tumbler and ca l l  a t t e n t i o n  t o  t h a t  purpose by the  use  of  t o y  

games, r o c k s ,  movable o b j e c t s ,  and b r i g h t  c o l o r s .  The des ign  a l t e r n a t i v e s  f o r  

The primary purpose o f  the  complainants '  designs  i s  

These  products  are novel ty  items and 

- 
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amusing t h e  u s e r  are l i m i t e d  only by the  imagination o f  the  c r e a t o r  o f  t h e  

tumbler. 

The second element i s  secondary meaning. A review o f  t h e  law of 

u n f a i r  compet i t ion  i n d i c a t e s  t h a t  c o u r t s  have d i f f e r e d  i n  d e f i n i n g  what level  

of  proof  i s  necessary  t o  show secondary meaning. While some c o u r t s  have 

denied r e l i e f  where no a c t u a l  showing o f  secondary meaning was made, o t h e r  

c o u r t s  have a l s o  looked at t h e  behavior  o f  t h e  j u n i o r  competi tor  - 7/ and have 

r e l i e d  i n  p a r t  on a presumption o f  secondary meaning r a i s e d  by a showing of  

d e l i b e r a t e  and c l o s e  i m i t a t i o n  of t h e  s e n i o r  u s e r ' s  t r a d e  d r e s s ,  p a r t i c u l a r l y  

where t h a t  t rade  d r e s s  was d i s t i n c t i v e .  - 8/ These c o u r t s  have not  e l i m i n a t e d  

secondary meaning as an element o f  proof .  However, they have recognized the  

p r i n c i p l e  t h a t  c e r t a i n  presumptions can arise from t h e  c l o s e n e s s  i n  appearance 

of  t h e  products and t h e  i n t e n t  o f  those  who are copying t h e i r  compet i tor ' s  

t rade  d r e s s .  It i s  important t o  note t h a t  t h e s e  cases speak only  i n  terms of  

r e b u t t a b l e  presumptions,  and t h a t  it i s  p o s s i b l e  f o r  the  burden o f  proof  t o  

s h i f t  back t o  t h e  p a r t y  at tempting t o  show secondary meaning by p r e s e n t i n g  

some probat ive  evidence.  

I n  t h i s  case, t h e  record  reveals two t h i n g s  which l e a d  us t o  conclude 

t h a t  complainants have made a prima facie showing o f  secondary meaning w i t h  

7/ See  g e n e r a l l y ,  McCarthy, Trademarks and U n f a i r  Competi t ion,  sec. 15 
(1973 1. 

8/ E. R. Squibb & Sons I n c .  v. Premo Pharmaceut ical  Labs ,  I n c . ,  195 
U.S,P.Q. 545 (S.D.N.Y. 1977) (". . .proof  o f  i n t e n t  [ t o  copy] raises a 
presumption o f  secondary meaning,'' a t  550); S c h o l l  Inc .  v. Tops E. H. R. 
Corp.,  185 U.S.P.Q. 754 (D.C.N.Y. 1975) ("The fact t h a t  defendant d e l i b e r a t e l y  
and c l o s e l y  i m i t a t e d  p l a i n t i f f ' s  t r a d e  d r e s s  i s  a lone  s u f f i c i e n t  t o  e s t a b l i s h  
secondary meaning," a t  758); and C l a i r o l  I n c .  v. Cosway Co., I n c . ,  184 
U.S.P.Q. 583 (C.D.  Cal. 1974). 
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r e s p e c t  t o  t h e i r  t r a d e  d r e s s .  

meaning exists.  

behavior  which would l e a d  t o  a r e b u t t a b l e  presumption o f  secondary meaning. 

We s h a l l  d i s c u s s  t h e s e  elements s e p a r a t e l y  as fo l lows .  

The f i rs t  i s  the  evidence t h a t  secondary 

The second i s  the  evidence p e r t a i n i n g  t o  respondents '  

With respect t o  the  a c t u a l  proof o f  the  secondary meaning, t h e  

a f f i d a v i t  o f  Michae l  Wilson,  submitted i n  support of  complainants '  motion for  

d e f a u l t  judgment, i s  p a r t i c u l a r l y  r e l e v a n t .  M r .  Wilson i s  t h e  P r e s i d e n t  o f  

P l u s  Four Inc .  and t h e  Secre tary-Treasurer  o f  Howw Manufacturing Inc .  He 

s t a t e d  i n  h i s  a f f i d a v i t  t h a t  complainants introduced t h e s e  s t y l e s  o f  g l a s s e s  

between 1976 and 1 9 7 7 ,  t h a t  they have manufactured and s o l d  t h e  g l a s s e s  s i n c e  

t h a t  time, and t h a t  t h e y  have u t i l i z e d  t h e  d i s t i n c t i v e  packaging and des ign  

under c o n s i d e r a t i o n  i n  t h i s  i n v e s t i g a t i o n  s i n c e  t h a t  time. He f u r t h e r  s t a t e d  

t h a t  complainants '  products  have been widely a d v e r t i s e d  and promoted i n  

v a r i o u s  markets and a d v e r t i s i n g  media and, as a r e s u l t ,  have been widely and 

favorably  known by t h e  p u b l i c  and i n  t h e  g i f t w a r e  industry .  

While t h e  tes t imony of  an employee of  t h e  p a r t y  a s s e r t i n g  secondary 

meaning i s  u s u a l l y  g i v e n  l i t t l e  weight ,  - 9/  it is  e n t i t l e d  t o  some 

c o n s i d e r a t i o n .  

q u e s t i o n s  o f  a d v e r t i s i n g  e f f o r t s  and t h e  length  of time on t h e  market than  

they are on t h e  i s s u e  o f  a s s o c i a t i o n  by t h e  consumer o f  t h e  t r a d e  d r e s s  wi th  a 

p a r t i c u l a r  source .  

n o t  been on t h e  market f o r  a s u f f i c i e n t  per iod  of  time t o  a c q u i r e  secondary 

Moreover,  M r .  Wilson's  s ta tements  are less s e l f - s e r v i n g  on t h e  

While t h e  s ta tements  might sugges t  t h a t  t h e  products  have 

9/  Hot Shoppes, I n c .  v. Hot Shoppe, I n c . ,  203 F. Supp. 777 ( D . C . N . C .  1962) .  - 
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meaning, c o u r t s  have accorded " d i s t i n c t i v e "  products  special treatment .  

The fact t h a t  respondents had t h e  opportunity  t o  disprove these s t a t e m e n t s ,  

but  d id  n o t ,  leaves unrebutted t h e  presumption of  secondary meaning r a i s e d  by 

complainants.  

10/ - 

The record  shows t h a t  the  products have been on the  market s i n c e  1976 

and 1977 ( l ' 0 n  t h e  Rocks" and "Casino" glasses,  r e s p e c t i v e l y ) .  The record  a l s o  

shows t h a t  t h e  complainants achieved a respec t a b l e  sales l e v e l  and p r o f i t e d  

from t h o s e  sales s h o r t l y  after e n t e r i n g  t h e  market. The facts t h a t  (1) t h e s e  

glasses have been on t h e  market for  t h a t  per iod o f  time, ( 2 )  such a l e v e l  of 

sales h a s  been achieved,  and (3) they have d i s t i n c t i v e  c h a r a c t e r i s t i c s  

c a l c u l a t e d  t o  attract u s e r s  lead us t o  t h e  conc lus ion  t h a t  t h e  buying p u b l i c  

a s s o c i a t e s  t h e  trade d r e s s  o f  t h e s e  nove l ty  items wi th  products  from a s i n g l e  
* 

source .  

With respect t o  t h e  respondents '  behavior ,  t h e  ALJ found t h a t  

packaging by respondents o f  i t s  nove l ty  glasses incorporated  a c t u a l  

photographs o f  complainants '  glasses. We have a l s o  c a r e f u l l y  examined t h e  

packaging,  and we agree  wi th  t h a t  f i n d i n g  o f  t h e  ALJ. The u s e  o f  such 

photographs i n d i c a t e s  an i n t e n t  by respondents t o  copy complainants '  

packaging,  and t h e r e b y ,  t o  deceive  consumers as t o  t h e  source  o f  t h e i r  

products.  A s  noted above, d e l i b e r a t e  and c l o s e  i m i t a t i o n  o f  o t h e r ' s  trade 

d r e s s ,  or i n t e n t i o n a l  p a s s i n g  o f f ,  i s  s u f f i c i e n t  t o  raise a presunption o f  

lo/ S e e  C l a i r o l  Inc .  v. Cosway Co. I n c . ,  184 U.S .P .Q.  583 (C.D. Cal. 1974)  
wheZ t r c o u r t  s t a t e d  "Extens ive  use o f  a d i s t i n c t i v e  t r a d e  dress, even over  
a s h o r t  p e r i o d  o f  time, has  been accepted as a b a s i s  
meaning ." A t  586 .  
716 (2d C i r .  1955) .  

f o r  f i n d i n g  secondary 
-- See a l s o ,  Noma L i t e s  I n c .  v. Lawn Spray I n c . ,  222 F.2d 
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secondary meaning. 

t h e s e  presumptions o f  i n t e n t i o n a l  copying and secondary meaning. 

a/ Again we note  t h a t  no respondent appeared t o  rebut  

The t h i r d  element necessary t o  show unlawful copying o f  t rade  dress 

. is the  l i k e l i h o o d  o f  consumer confusion regarding the  s o u r c e  o f  a product.  

The t e s t  g e n e r a l l y  used i s  whether a reasonable  consumer under ordinary  

c ircumstances  would b e  l i k e l y  t o  b e  confused as t o  t h e  s o u r c e s  o f  the  

products.  g/ 
A review o f  the  record w i l l  support t h i s  f inding .  

I n  t h i s  i n v e s t i g a t i o n ,  we t h i n k  t h e  test  i s  very e a s i l y  met. 

The ALJ found t h a t  t h e  nove l ty  glassware  manufactured by respondents 

u t i l i z e d  the  t rade  dress  o f  t h e  complainants '  products  and packaging. The 

p h y s i c a l  e x h i b i t s  o f  complainants '  and respondents '  g l a s s e s  r e v e a l  t h e  

s t r i k i n g  s i m i l a r i t i e s  between the  nonfunct iona l  d e s i g n  f e a t u r e s  o f  t h e  g l a s s e s  

themselves and t h e i r  packaging. The g l a s s e s  from both sources  are n e a r l y  

i d e n t i c a l  i n  t h e i r  nonfunct ional  des ign  a s p e c t s ,  e . g . ,  s t y l e  o f  l e t t e r i n g ,  

s i z e ,  similar c o l o r s ,  and novel ty  f e a t u r e s  such as t h e  games and t h e  rocks .  

A d d i t i o n a l l y ,  t h e  packaging of  products  from both  s o u r c e s  u t i l i z e s  b l a c k  

backgrounds wi th  photographic reproduct ions  of t h e  e n c l o s e d  g l a s s e s .  

effect  o f  viewing the  two products ,  even when s i d e  by s i d e ,  i s  t o  create a 

genera l  impression t h a t  t h e  products  are i d e n t i c a l .  

The 

We f i n d  it l i k e l y  t h a t  a 

reasonable  consumer under ordinary  c i rcumstances  would b e  confused as t o  t h e  

source o f  t h e  two products .  

11/ E. R. Squibb C Sons Inc .  v. Premo Pharmaceut ica l  Labs  I n c . ,  195 

12/ McLean v. F l e m i n g ,  96  U.S. 245 (1877) .  
U.S.P.Q. 545 (S.D.N.Y. 1977) .  

JacGeline Cochran, Inc . ,  201 F.Supp. 8 6 1  (D.C.N.Y.),f'd -- i n  312  F.2d 125 
(2d C i r .  1962) .  

- S e e  a l s o ,  Jean Patou ,  Inc .  v. 
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For  t h e  above r e a s o n s ,  we t h i n k  t h a t  

s u b s t a n t i a l ,  r e l i a b l e ,  and p r o b a t i v e  evidence 

complainants have shown by 

t h a t  respondents unlawfully 

c o p i e d  t h e i r  t r a d e  d r e s s ,  and by doing so, committed u n f a i r  acts w i t h i n  t h e  

s c o p e  of s e c t i o n  337 .  

With r e s p e c t  t o  infringement o f  common law trademarks, complainants 

s e e k  p r o t e c t i o n  a g a i n s t  infringement by t h e i r  continuous u s e  of t h e  terms 

C r a p s , "  "Big S i x , "  " R o u l e t t e , "  "Jackpot,"  and "On t h e  Rocks" i n  c o n j u n c t i o n  

Common law trademarks can receive p r o t e c t i o n  under t h e  

I1 

w i t h  t h e i r  products.  

Lanham A c t ,  13/ b u t  only if t h e  trademark has  met t h e  cr i ter ia  n e c e s s a r y  t o  - 
become a common law trademark. Such cr i ter ia  are e i t h e r  t h a t  t h e  mark i s  

d i s t i n c t i v e ,  i . e . ,  an a r b i t r a r y  mark o r '  one c r e a t e d  f o r  t h e  express  purpose of - 
f u n c t i o n i n g  as a trademark, o r  t h a t  it has acquired  a secondary meaning. 

I n  our view, t h e  marks used by complainants are not  d i s t i n c t i v e ,  b u t  

mere ly  d e s c r i p t i v e .  They d e s c r i b e  t h e  games o r  a l l u d e ,  through a double 

e n t e n d r e ,  t o  t h e  rocks  included i n  t h e  g l a s s e s .  When a mark i s  not r e g i s t e r e d  

o r  is  n o t  i n h e r e n t l y  d i s t i n c t i v e ,  but  i s  merely d e s c r i p t i v e ,  t h e  burden t o  

e s t a b l i s h  secondary meaning f a l l s  on t h e  u s e r  o f  t h e  mark. 

o f  secondary meaning which we have reviewed i n  t h i s  i n v e s t i g a t i o n  ( e . g . , ,  - 
d i s t i n c t i v e n e s s  o f  t r a d e  d r e s s ,  a d v e r t i s i n g ,  l e n g t h  o f  time on t h e  market) 

14/ The evidence - 

g o e s  more t o  t h e  q u e s t i o n  o f  compla inants '  t r a d e  d r e s s  than t o  t h e i r  u s e  o f  

; - ; 
L ' A Z l o n  Apparel v. Lana L o b e l ,  I n c . ,  214 F.2d 6 4 9  ( 1 9 5 4 ) ;  and S c a r v e s  By 
Vera, I n c .  v. United Merchants & Manufac turers ,  Inc. 1 7 3  F.Supp. 625 ( 1 9 5 9 ) .  - -  14/ S e e  Supreme Wine Co. v. The American D i s t i l l i n g  Co., 310 F.2d 8 8 8  (2d 
C i r .  1962)  and Hiram Walker SI Sons ,  Inc. v.  Penn-Maryland Corp. 79 F.2d 836  
(2d  C i r .  1935) .  
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t h e  s p e c i f i c  words f o r  which they seek p r o t e c t i o n  a g a i n s t  trademark 

infr ingement .  We, t h e r e f o r e ,  determine t h a t  complainants have not made a 

s e p a r a t e  case o f  infr ingement  o f  common law trademark. 

Not having found secondary meaning f o r  the  a l l e g e d  common law 

trademarks,  we do not f i n d  it necessary t o  address t h e  q u e s t i o n  o f  l i k e l i h o o d  

of confus ion  which must a l s o  b e  demonstrated i n  order  t o  show common law 

trademark infr ingement .  

u n f a i r  method o f  compet i t ion  o r  unfa i r  act. 

Thus, with r e s p e c t  t o  t h i s  a l l e g a t i o n ,  we f i n d  no 

15/ - 
I n  addi t ion  t o  t h e  a l l e g a t i o n s  o f  unlawful copying o f  t rade  dress  and 

infr ingement  of  common law trademarks, complainants have a l s o  a l l e g e d  t h a t  

respondents have f a l s e l y  designated t h e i r  products  as t o  o r i g i n  by u s i n g  

photographs o f  complainants ' products and complainants '  trade d r e s s  on t h e i r  

packaging. We t h i n k  it unnecessary t o  determine whether u s e  o f  photographs of  

complainants '  products  does ,  i n  t h i s  i n v e s t i g a t i o n ,  c o n s t i t u t e  false 

des ignat ion  o f  o r i g i n .  - 16,' 

d e s i g n a t i o n  o f  o r i g i n  are subsumed i n t o  t h e  broader  a l l e g a t i o n  o f  unlawful 

I n  t h i s  case, t h e  elements showing fa l se  

copying o f  t rade dress .  

t rade  d r e s s  has  occurred and can b e  remedied under s e c t i o n  3 3 7 ,  we f i n d  it 

Hsving previous ly  determined t h a t  unlawful copying of 

unnecessary to reach a s e p a r a t e  conc lus ion  as t o  fa lse  d e s i g n a t i o n  o f  o r i g i n ,  

which would b e  remedied i n  t h e  same manner as unlawful copying o f  t r a d e  d r e s s .  

Having determined t h a t  t h e r e  exis ts  an u n f a i r  method o f  competit j .on 

o r  u n f a i r  act  i n  t h e  use by respondents o f  complainants '  t r a d e  d r e s s ,  we turn 

-5/ As noted ear l ier ,  a t  n. 1 ,  Commissioner Moore d id  f i n d  the  record  
s u f E c i e n t  t o  f i n d  infr ingement  o f  common law trademarks. 

16/  Commissioner Moore, as noted ear l ier ,  a t  n. 1 ,  d id  determine t h a t  t h e  
record supported a f inding o f  v i o l a t i o n  on t h e  b a s i s  o f  fa l se  d e s i g n a t i o n  o f  
o r i g i n .  
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our a t t e n t i o n  to  the  o t h e r  elements which must b e  shown by s u b s t a n t i a l ,  

r e l i a b l e ,  and p r o b a t i v e  evidence i n  order  t o  f i n d  a v i o l a t i o n  o f  s e c t i o n  337.  

( b )  Importation of art icles  i n  q u e s t i o n .  The record  shows t h a t  b o t h  

respondents were involved i n  the  importation o f  t h e  g l a s s e s  i n  ques t ion .  The 

names of both companies appear on t h e  var ious  customs i n v o i c e s  and shipping 

documents. - 171 

( c )  E f f e c t  o r  tendency t o  cause s u b s t a n t i a l  i n j u r y .  The r e c o r d  a l s o  

shows t h a t  a s u b s t a n t i a l  number o f  both types  o f  g l a s s e s  have e n t e r e d  t h e  

United S t a t e s .  We t h i n k  t h a t  the  number shown t o  b e  imported 18/ a r e  o f  t h e  - 
degree t h a t  would s u b s t a n t i a t e  a claim o f  a t  least a tendency t o  cause  

s u b s t a n t i a l  i n j u r y .  The record  i n d i c a t e s  t h a t  t h e  imports  i n  q u e s t i o n  

amounted t o  a s i g n i f i c a n t  p o r t i o n  o f  compla inants '  sales. - 191 Moreover, t h e  

r e c o r d  shows t h a t  complainants '  sales and p r o f i t s  have decreased s i n c e  the  

i n t r o d u c t i o n  o f  t h e  g l a s s e s  i n  q u e s t i o n  la te  i n  1977. I n  h i s  a f f i d a v i t ,  M r .  

Wilson stated t h a t  s u b s t a n t i a l  o r d e r s  r e c e i v e d  by complainants were e x p r e s s l y  

c a n c e l l e d  because  o f  the  imported g l a s s e s .  I n f o r m a t i o n  i n  the  sworn complaint  

would f u r t h e r  suggest  s u b s t a n t i a l  margins o f  u n d e r s e l l i n g  by respondents '  

imports .  There i s  no evidence on t h e  record  c o n t r a r y  t o  t h e  f o r e g o i n g  

ev idence  o f  i n j u r y  and c a u s a t i o n .  

171 See Complaint,  E x h i b i t s  G-N and P-W. 
181 A rev iew o f  t h e  customs i n v o i c e s  and o t h e r  sh ipping  documents a t t a c h e d  
- -  

t o  the complaint  shows t h a t  approximately 1600 dozen g l a s s e s  have been 
imported i n t o  t h i s  country.  
b a s i s  o f  information and b e l i e f ,  t h a t  more than  30,000 dozen g l a s s e s  have 
e n t e r e d  the  country. 
- 19/ This  i s  shown by comparing o f  complainants '  sales f i g u r e s  wi th  t h e  

estimated number o f  imports submitted by t h e  compla inants  i n  t h e i r  sworn 
complaint  and i n  M r .  Wi l son ' s  a f f i d a v i t .  There  is no ev idence  on record  t o  
rebut  t h e s e  f i g u r e s .  

M r .  Wilson i n  h i s  a f f i d a v i t  has  s t a t e d ,  on t h e  
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(d)  E f f i c i e n t l y  and economically operated industry  i n  t h e  United 

S t a t e s .  We have reviewed the  record  and agree  with the  f i n d i n g s  o f  fact and 

conc lus ions  o f  law of the  a d m i n i s t r a t i v e  law judge concerning t h e  i n d u s t r y  

involved.  We, t h e r e  f o r e ,  adopt those  f indings  and conc lus ions  i n s o f a r  as they 

re late  t o  t h i s  i s s u e .  

Remedy, P u b l i c  I n t e r e s t ,  and Bonding 

1. Remedy. We f i n d  t h a t  an e x c l u s i o n  order i s  t h e  a p p r o p r i a t e  

remedy f o r  the  v i o l a t i o n  o f  s e c t i o n  337 t h a t  we have found t o  exist. 

There fore ,  we have ordered e x c l u s i o n  from e n t r y  i n t o  t h e  United S t a t e s  o f  

n o v e l t y  g l a s s e s  which unlawfully copy the  t r a d e  dress  of complainants '  

products .  - 20/ The e x c l u s i o n  order  w i l l  .run u n t i l  t h e  Commission h a s  

determined t h a t  the  complainants no longer  use  t h e  t rade  dress i n  i s s u e  i n  

t h i s  i n v e s t i g a t i o n .  Accordingly ,  we have ordered the  complainants t o  r e p o r t  

every 6 months t o  the  Commission as t o  whether they are cont inuing  t h e  use  o f  

such trade dress. 

A cease and d e s i s t  order  would n o t ,  i n  our  judgment, b e  an  e f f e c t i v e  

o r  appropr ia te  remedy i n  t h i s  i n v e s t i g a t i o n  because  such order  would n o t  

inc lude  wi th in  i t s  scope domestic importers  not  named i n  t h e  i n v e s t i g a t i o n .  

- 201 Complainants' t r a d e  d r e s s  c o n s i s t s  o f  t h e  fol lowing:  
These g l a s s e s  are tumblers (approximately 3-1/2 i n c h e s  i n  h e i g h t  and 

3-1/2 inches  i n  diameter)  made of  c lear  plast ic  o r  a c r y l i c  s u b s t a n c e  and 
const ruc ted  wi th  a fa lse  bottom. I n s i d e  t h e  false bottom i s  e i t h e r  a c o l o r f u l  
facsimile o f  a g a d l i n g  game o r  rocks .  Those g l a s s e s  with a game b e a r  a l a b e l  
d e s c r i b i n g  the  enclosed game ("Craps," "Big  S i x , "  " R o u l e t t e ,  I' o r  "Jackpot")  i n  
block-type l e t t e r i n g  approximately t h r e e - f o u r t h s  o f  an  inch i n  h e i g h t .  Those 
g l a s s e s  with t h e  false bottom f i l l e d  wi th  r o c k s  b e a r  t h e  l a b e l  "On t h e  Rocks'' 
i n  t h e  same l e t t e r i n g  des ign  and of t h e  same s i z e  as t h e  game-type g l a s s e s .  
The l ightweight  cardboard boxes  (approximately  7-3/8 i n c h e s  x 7-3/8 i n c h e s  x 
3-5/8 inches )  i n  which the  game-type g l a s s e s  are s o l d  hold f o u r  g l a s s e s  and 
u t i l i z e  a b l a c k  background wi th  c o l o r ,  photographic reproduct ions  o f  t h e  
enc losed  g l a s s e s .  The c o l o r  photographs are o f  t h e  g l a s s e s  from t h e  s i d e  and 
top p e r s p e c t i v e s .  
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2.  P u b l i c - i n t e r e s t  f a c t o r s .  We are not aware o f  any p u b l i c - i n t e r e s t  

f a c t o r s  which would oppose t h e  i s suance  o f  an e x c l u s i o n  order  i n  t h i s  

i n v e s t i g a t i o n .  

3. We have determined t h a t  a bond i n  t h e  amount o f  482  

percent  ad valorem, f . 0 .b .  Hong Kong, should be  required  during t h e  60-day 

per iod i n  which the  P r e s i d e n t  may approve t h e  Commission's de terminat ion  o r  

disapprove it f o r  p o l i c y  reasons .  

t o  o f f s e t  any u n f a i r  compet i t ive  advantage accruing  t o  importers  o f  nove l ty  

g l a s s e s  which unlawfully copy complainants ' t rade  d r e s s  

Bonding. 

A bond o f  t h i s  amount i s  necessary  i n  order  



DISSENTING OPINION OF CHAIRMAN JOSEPH 0. PARKER 

The n o t i c e  o f  i n v e s t i g a t i o n  i n  t h i s  m a t t e r  sets  f o r t h  t h r e e  a l l e g a t i o n s  

o f  u n f a i r  acts a g a i n s t  the  named respondents:  infr ingement  o f  common law 

trademarks,  copying t rade  dress  and packaging,  and fa lse  des ignat ion  of 

o r i g i n .  A m a j o r i t y  o f  the  Commission has  determined t h a t  t h e r e  i s  no 

v i o l a t i o n  o f  s e c t i o n  337 o f  t h e  T a r i f f  A c t  o f  1930, as amended, with  r e s p e c t  

t o  the  a l l e g a t i o n s  o f  trademark in f r ingement ,  but  has  determined t h a t  t h e r e  i s  

a v i o l a t i o n  with r e s p e c t  t o  t h e  a l l e g a t i o n  o f  copying trade dress. The 

m a j o r i t y  d i d  not  f i n d  it necessary  t o  reach  a separate  conc lus ion  regarding  

the  i s s u e  o f  fa lse  des ignat ion  of  o r i g i n .  

de terminat ion  regarding trade d r e s s ,  and f i n d  t h a t  t h e r e  i s  no v i o l a t i o n  o f  

s e c t i o n  337 with r e s p e c t  t o  any o f  t h e  a l l e g a t i o n s  r a i s e d  h e r e i n .  

I d i s s e n t  from t h e  a f f i r m a t i v e  

Complainants i n  t h i s  i n v e s t i g a t i o n  design,  manufacture,  and s e l l  p l a s t i c  

g l a s s e s  which have,  as t h e i r  unique o r  novel  f e a t u r e ,  bottoms o r  b a s e s  which 

a r e  const ruc ted  t o  c o n t a i n  v a r i o u s  gambling games presumably f o r  the  amusement 

o f  t h e  u s e r  o f  t h e  g l a s s .  

i d e n t i f y i n g  the  game i n s i d e :  

Complainants a l s o  manufacture a similar g l a s s  wi th  pebbles  a t  i t s  b a s e  i n s t e a d  

O f  a g a d l i n g  game, on which t h e  i n s c r i p t i o n  "On t h e  Rocks" appears .  F o r  t h e  

purpose o f  t h i s  i n v e s t i g a t i o n ,  t h e s e  g l a s s e s  have been c o l l e c t i v e l y  r e f e r r e d  

t o  as novel ty  g l a s s e s .  

On t h e  o u t s i d s  b a s e  o f  each g l a s s  appears t h e  name 

" R o u l e t t e , "  "Big S i x , "  "Jackpot,"  and "Craps." 

Complainants began s e l l i n g  n o v e l t y  g l a s s e s  i n  1976, and about a year  and 
I 

a h a l f  l a t e r ,  imports o f  similar novel ty  g l a s s e s  s t a r t e d  appearing i n  t h e  
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marketplace .  Complainants are br inging  t h i s  a c t i o n  (as well as v a r i o u s  

concurrent  a c t i o n s  i n  t h e  F e d e r a l  Dis t r i c t  Court o f  I l l i n o i s )  i n  o r d e r  t o  

c u r t a i l  t h i s  s e l l i n g  o f  imported novel ty  g l a s s e s .  

As enumerated above, complainants have proposed v a r i o u s  l e g a l  t h e o r i e s  

f o r  d e f i n i n g  t h e  a l l e g e d  u n f a i r  acts from wh;ch they seek  p r o t e c t i o n :  

trademark in f r ingement ,  copying t rade  dress and packaging,  and false 

d e s i g n a t i o n  o f  o r i g i n .  Each o f  t h e  causes  OF a c t i o n  p r o s c r i b e s  commercial 

copying o f  c e r t a i n  f e a t u r e s  o f  a product o r  a package where t h o s e  f e a t u r e s  

have become a s s o c i a t e d  i n  t h e  mind o f  the  consuming p u b l i c  wi th  s i n g l e  

source .  The causes  o f  a c t i o n  vary  according t o  the  type  o f  f e a t u r e  t h a t  i s  

a l l e g e d  t o  b e  copied and are l a r g e l y  d u p l i c a t i v e  o f  each o t h e r .  

However, t h e  common element i n  t h e s e  three causes  o f  action--and t h e  key 

element i n  l i g h t  o f  t h e  record  p r e s e n t l y  b e f o r e  us- - is  whether a des ign  

f e a t u r e  has  achieved such r e c o g n i t i o n  i n  t h e  mind o f  t h e  consuming p u b l i c  t h a t  

t h e  products  b e a r i n g  such a design f e a t u r e  w i l l  b e  recognized as coming from a 

s i n g l e  source .  1/ This  r e c o g n i t i o n  f a c t o r  i s  known as "secondary meaning.'' 

With r e f e r e n c e  t o  t h e  facts i n  t h i s  i n v e s t i g a t i o n ,  it i s  incumbent on t h e  

- 

complainants to prove t h a t  t h e  design o f  t h e i r  nove l ty  g l a s s e s  h a s  achieved a 

secondary meaning i n  t h e  marketp lace  b e f o r e  any o f  t h e i r  proposed causes  o f  

a c t i o n  can succeed. A s  set f o r t h  below, I f i n d  t h a t  t h e  proof o f  secondary 

Armstrong P a i n t  & Varnish Works v. Nu-Enamel Corp. ,  305 U.S. 
meaning required  t o  e s t a b l i s h  trademark) ; Spangler  Candy 

Co. v. C r y s t a l  Pure Candy Co.,  235 F.  Supp. 18 (D.C.  Ill. 19641 ,  a f f ' d  i n  3 5 3  
F.2d 641 ( 7 t h  C i r .  1964)  (secondary meaning required  i n  p r o o f  o f  t r a d e  d r e s s  
copying) ;  L'Aiglon Apparel ,  Inc .  v. Lana L o b e l l ,  I n c . ,  214 F.2d 6 4 9  (1954)  
(secondary meaning required  i n  p r o o f  o f  false a d v e r t i s i n g  o r  p a s s i n g  o f f ) .  
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meaning i s  l a c k i n g  i n  t h i s  record ,  and t h e r e f o r e  f i n d  a g a i n s t  complainants 

w i t h  r e s p e c t  t o  each cause o f  a c t i o n  a l leged .  

A review o f  the  case law involv ing  the  i s s u e  o f  secondary meaning shows 

t h a t  t h e r e  i s  no d e f i n i t i v e  r u l e  f o r  determining i f  secondary meaning has  been 

achieved.  Courts have looked a t  d i r e c t  evidence o f  buyer r e c o g n i t i o n ,  such as 

consumer surveys. 21  This  record c o n t a i n s  no evidence of  consumer surveys. 

Courts  have a l s o  looked a t  i n d i r e c t  evidence o f  buyer r e c o g n i t i o n ,  such a s  t h e  

- 

l e n g t h  o f  time the  trademark o r  trade dress  has  been used,  t h e  amount o f  

s a l e s ,  t h e  e x t e n t  o f  p u b l i c i t y  o r  a d v e r t i s i n g ,  and statements  by w h o l e s a l e r s  

and re ta i le rs .  31 - 
I n  t h i s  i n v e s t i g a t i o n ,  t h e  combination o f  the  r e l a t i v e l y  s h o r t  per iod o f  

time on the  market, the  vague claim o f  a d v e r t i s i n g ,  the  low l e v e l  of s a l e s ,  

and t h e  absence o f  competent test imony o r  evidence t h a t  consumers have 

a s s o c i a t e d  complainants ' design f e a t u r e s  with  a s i n g l e  source  convince  me t h a t  

complainants '  des ign  f e a t u r e s  with a s i q g l e  source  convince me t h a t  

complainants  have not proved t h e  e x i s t e n c e  o f  secondary meaning as t o  t h e i r  

n o v e l t y  g l a s s e s .  The nove l ty  g l a s s e s  were only so ld  a year  t o  a year  and a 

h a l f  p r i o r  t o  t h e  appearance o f  respondents '  g l a s s e s  and i n  a very  seasonal  

market.  (Most sales appear t o  have been Christmas season sa les . )  Although 

- -  2/ S e e  Anheuser-Busch, Inc .  v. Bavar ian  Brewing Company, 264 F.2d 88 ( 6 t h  
C i r .  1 9 5 9 ) .  See  a l s o  In  re C e r t a i n  S t e e l  Toy V e h i c l e s ,  i n v e s t i g a t i o n  No. 
337-TA-31, U S m  pub. 8 8 0 ,  A p r i l  1978.  ~- 

3/ S e e ,  e . g . ,  Jewel Tea Co. v. Kraus ,  88 F.Supp. 1003 (N.D. Maine 1950)  mod. 
on o t h e r  grounds, 187 F .2d 278;  S t e r l i n g  Products  Co. v. Crest Mfg. Co., 3 1 4  
F.Supp. 2(E.. Mich. 1 9 7 0 ) ;  American Luggage Works v. U . S .  Trunk Co. 158 

- - -  

F,Supp. 50 ( D . C .  Mass. 1957) .  -- See a l s o  McCarthy, 1 Trademarks and U n f a i r  
Competi t ion,  a t  538  e t  seq.  -- 
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complainants '  counse l  s t a t e d  at  o r a l  argument t h a t  a d v e r t i s i n g  had been placed 

i n  150-200 magazines on a nat ionwise  b a s i s ,  t h e r e  i s  no evidence i n  t h e  record  

t o  t h a t  effect and there  i s  no evidence o f  t o t a l  a d v e r t i s i n g  expenditures  o r  

o f  a comprehensive a d v e r t i s i n g  campaign. 4 /  - F i n a l l y ,  although complainants '  

p r e s i d e n t ,  M r .  Michael  Wilson,  s t a t e d  by a f f i d a v i t  t h a t  complainants '  products  

* 

have been  "widely and favorably  known by the  p u b l i c  and i n  t h e  g i f t w a r e  

industry"  as a r e s u l t  o f  t h i s  a d v e r t i s i n g ,  I must g ive  h i s  s tatement  very  

l i t t l e  weight ,  i n  l i g h t  o f  a p p l i c a b l e  case law. It i s  well s e t t l e d  law t h a t  

s ta tements  by the  manufacturer,  o r  even d i s t r i b u t o r s ,  of  t h e  a r t i c l e  f o r  which 

a p r o t e c t e d  design o r  mark i s  be ing  sought are h i g h l y  u n r e l i a b l e  as be ing  

e i t h e r  b i a s e d  o r  se l f - serv ing .  5/ M r .  Wilson simply i s  not competent t o  speak - 
on b e h a l f  o f  the  consuming p u b l i c  regarding secondary meaning. 

Complainants and the  Commission i n v e s t i g a t i v e  a t t o r n e y  r e l y  on a number 

o f  cases where secondary meaning was i n f e r r e d  from i n d i r e c t  evidence.  - 6/  These 

cases can b e  d i s t i n g u i s h e d  as cases i n  which p l a i n t i f f  presented  s u b s t a n t i a l  

evidence o f  l a r g e  a d v e r t i s i n g  e x p e n d i t u r e s ,  e x t e n s i v e  promotion,  high sales 

4/  Although some cases have h e l d  t h a t  rapid  o r  "overnight"  r e c c g n i t i o n  can  
b e a c h i e v e d  through mass media e f f o r t s .  - see Premier-Pabst Corp. v. Elm C i t y  
Brewing Co., 9 F.Supp. 754 ( 1 9 3 5 1 ,  such an e f f o r t  does not appear t o  have been 
attempted i n  t h e  nove l ty  g l a s s e s  ;ndustry .  A s  an example o f  how e x t e n s i v e  an 
a d v e r t i s i n g  campaign might have t o  b e  t o  produce secondary meaning i n  a s h o r t  
per iod  o f  time, see Westward Coach Manufacturing Co. v. Ford Motor Co.,  338 
F.2d 627 (CCPA 1v68) .  
$ 1 5 , 0 0 0 , 0 0 0  i n  a d v e r t i s i n g  and promoting t h e  Mustang car and trademark. 

5/ A p p l i c a t i o n  o f  Meyer & Wenthe, I n c . ,  267 F . 2 d  945 (CCPA 1 9 5 9 ) ;  
A p F l i c a t i o n  o f  Duvernoy ti Sons ,  Tnc. 212 F.2d 202 (CCPA 1954) .  

6 /  S c h o l l ,  I n c .  v. Tops E.H.R. Corp.,  185 U.S.P.Q. 754 ( E . D . N . Y .  1 9 7 5 ) ;  
C l a i r o l ,  Inc .  v. Cosway Co.,  I n c . ,  184 U.S.P.Q. 583 (C.D.  C a l .  1 9 7 4 ) ;  C l a i r o l ,  
Inc. v. Andrea Dumon, I n c . ,  163 U.S.P.Q. 245 ( D . C .  Ill. 1969) .  

There ,  over  a 6 month p e r i o d ,  Ford spent  over  

f 
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volume, and a s u b s t a n t i a l  l e n g t h  o f  time on the  market. 7/  By c o n t r a s t ,  t h e  

t h e  p r e s e n t  record  r e v e a l s  v e r y  l i m i t e d  a d v e r t i s i n g ,  few sales,  and a s h o r t  

time p e r i o d  on t h e  market.  

d 

I n  c o n c l u s i o n ,  it i s  clear t o  me from t h i s  r e c o r d  t h a t  complainants have 

failed to prove t h a t  t h e i r  nove l ty  g l a s s e s  have acquired  secondary meaning i n  

t h e  marketp lace .  Without p r o o f  o f  secondary meaning, each o f  t h e  

compla inants '  causes  o f  a c t i o n  f a i l .  T h e r e f o r e ,  I have determined t h a t  t h e r e  

i s  no u n f a i r  act and, t h e r e f o r e ,  no v i o l a t i o n  o f  s e c t i o n  3 3 7 .  

7/ F o r  example, i n  C l a i r o l  Inc.  v. Cosway Co.,  I n c . ,  n. 6 supra,  t h e  c o u r t  
fo&d t h a t  p l a i n t i f f  had i n v e s t e d  over  f o u r t e e n  m i l l i o n  d o l l a r s  over  almost  a 
3 y e a r  p e r i o d  i n  media a d v e r t i s i n g  which included t e l e v i s i o n ,  r a d i o ,  and 
magazines ;  t h a t  t h e  readership  o f  t h e  magazines i n  which i t s  p r i n t e d  
a d v e r t i s i n g  appeared was i n  e x c e s s  o f  n i n e  hundred m i l l i o n ;  and t h a t  t h e  
shampoo which was t h e  s u b j e c t  o f  t h e  s u i t  had become t h e  t h i r d  l e a d i n g  shampoo 
i n  t h e  n a t i o n a l  shampoo market. 








