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1 
In t h e  matter of: 1 

1 
CERTAIN CHEMILUMINESCENT 1 
COMPOSITIONS AND COMPONENTS 1 Investigation No. 337-TA-285 
THEREOF AND METHODS OF USING, 1 
AND PRODUCTS INCORPORATING, 1 
THE SAME 1 

NOTICE OF HODIFICATION OF GEWERAL MCLUSION ORDER 

AGENCY: U.S. Internatianal Trade Commission 

ACTION: Notice 

SUHMARY: 
210.61 (53 Fed. Reg. 33073, Aug. 29, 19881, the Commission has 
modified paragraph 4 of the general exclusion order issued on 
August 17, 1989, in the above-captioned investigation. 

Notice is given that, pursuant to Commission interim rule 

ADDRESSES: 
exclusion order are available fo r  inspection during official 
business hours (8:45 am to 5:15 pm) in the Office of the Secretary, 
'J.S. International Trade Commission, 500 E Street, S.W., 
Washington, D.C., 20436, telephone (202)-252-1000, Hearing- 
impaired individuals are advised that information on this matter 
may be obtained by contacting the Commission's TDD terminal on 
(202)-252-1810, 

Copies of the Commissicr.'s order modifying the general 

FOR FURTHER INFORMATION CONTACT: William T. Kane, Esq., Office of 
the General Counsel, U.S. International Trade Commission, 500 E 
Street, S.W., Washington, D.C. 20436, telephone (2021-252-1116. 

SUPPLMENTARY IWFORXATXON: 
this investigation provides that articles that infringe certain 
specified patent claims, and/or packaging and related literature 
that infringe two registered trademarks, are excluded from entry. 
(&g 54 Fed. Reg. 35087-8, August 23, 1989.) On August 31, 1989, 
complainant American Cyanamid Company filed a petition for 
reconsideration requesting that the Commission modify paragraph 4 
of the general exclusion order. 
to the exclusion of products bearing complainant's trademark for 
"Cyalume," Registration Nos. 925,341, or 1,141,455. 

The general exclusion order issued in 

Paragraph 4 provides an exception 



The authority'for this action is conferred by section 337 of 
the Tariff Act of 1930, as amended (19 U.S.C. § 13371, and by 
Conunission interim rule 210.61 ( 5 3  

By order of the Commission, 

Secretary 
Issued: October 11, 1989. 

- 2 -  



UNITED STATFS INTERNATIONAL TRADE COLMISSIOM 
Washington, D.C. 20436 

In the Matter of: 1 
1 

CERTAIN CHEMILUMINESCENT 1 
COWPOSITIONS AND COMPONENTS 1 Investigation No. 337-TA-285 
THEREOF AND METHODS OF USING, 1 
AND PRODUCTS INCORPORATING, 1 
THE SAME 1 

\ 

MODIFICATION OF EXCLUSION ORDER 

Upon consideration of a petition for reconsideration filed by 

complainant American Cyanamid Company in the above-captioned investigation, 

the Commission has determined pursuant t o  interim rule 210.61 (53 Fed. Reg. 

33073, Aug. 29, 1988) to modify the general exclusion order issued on 

August 17, 1989. Paragraph 4 is modified 

4. Packaging or literature that would 
paragraph 2 of this Order shall be 

(a) the packaging or literature 
certification has been provided 
this Order: and 

to provide as follows: 

otherwise be excluded under 
allowed entry only if: 

accompanies articles for which a 
in accordance with paragrapn 3 of 

(b) the word "CYALUME" is only used in the following phrase: 

I1 has produced this product using chemicals 
obtained from CYALUME(TM1 products of American Cyanamid 
Company. American Cyanamid Company is wholly separate from 

and is not responsible for this product." 

with the word "CYALUME" not emphasized by being in a larger type, 
of a different color, or the like; and 



(c) if the chemiluminescent chemicals in the product are a 
mixture of (i) chemicals extracted from CYALUME(TM1 products; and 
(ii) other chemicals, the following phrase is added immediately 
following the phrase in (b): 

" - X chemicals extracted from CYALUME(TM) products (by 
volume); - % other chemicals. 'I 

By order of the Commission. Jg&Z@- Kenneth R. Mason 
Secretary 

Issued: October 11, 1989 
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AGXNCY: United States International Trade Commission 

ACTION: Notice 

SUMURY: 
exclusion order in the above-captioned investigation. The order 
prohibits the unlicensed importation from any country of certain 
chemiluminescent compositions, components thereof, products 
incorporating the same, and certain packaging and literature 
pertaining to such articles. 

Notice is given that the Commission has issued a general 

FOR E'URT€IER INFORMATION CONTACT: 
the General Counsel, U.S. International Trade Commission, 500 E 
Street, S.W., Washington, D.C. 20436, telephone (2021-252-1116. 
Copies of the Commission's order, the nonconfidential version of 
the opinion issued therewith, and all other nonconfidential 
documents filed in connection with this investigation are or  will 
be available for inspection during official business hours (8:45 am 
to 5:15 pm) in the Office of the Secretary, U.S. International 
Trade Commission, 500 E Street, S . W . ,  Washington, D.C., 20436, 
telephone (2021-252-1000. Hearing-impaired individuals are advised 
that information on this matter may be obtained by contacting the 
Commission's TDD terminal on (202)-252-1810, 

William T. Kane, Esq.,  Office of 

SUPPLEMWTARY IHFORMATIW: The Commission instituted this 
investigation upon the filing of a complaint on July 21, 1988, by 
American Cyanamid Company (Cyanamid), of Wayne, N.J. The complaint 
alleged violation of section 337 of the Tariff Act of 1930, as 
amended (19 U.S.C. 5 13371, in the importation and sale of certain 
chemiluminescent compositions and components thereof by reason of 
infringement of three registered trademarks and various claims of 
seven U.S. patents. Respondents named in the notice of 
investigation were Societe Prolufab of Seresnes, France (Prolufab) 
and Mr. Luc Noel of Los Angeles, CA (53 Fed. Reg. 32476-77, August 
25. 1988). 



The notice of investigation was mended to conform to the 
August 1988 amendments t o  section 337 (53 Fed. Reg. 43276, October 
26, 19881, and was also amended to include within the scope of the 
investigation products incorporating chemiluminescent compositions 
(54 Fed. Reg. 11822, March 22, 1989). 

On January 6, 1989, the presiding administrative law judge 
(ALJ) issued an initial determination (ID) finding respondent 
Prolufab to be in default. The Commission determined not to review 
the ID, thereby allowing it to become the determination of the 
Commission (54 Fed. Reg. 6181, February 8, 1989). The ID provided 
that Prolufab had waived its right to appear in the investigation, 
to contest the allegations at issue, and to be served with 
documents. On March 14, 1989, the Commission determined not to 
review an ID terminating the investigation as to one of the two 
respondents--Luc Noel--on the basis of a consent order (54 Fed. 
Reg. 11822, March 22, 1989). 

On March 22, i989, the ALJ issued an ID granting complainant's 
motion for summary determination regarding violation of section 
337. 
337 with regard to infringement of the following: 

The ID found that respondent Prolufab had violated section 

claims 1-5 and 7-10 of U.S. Letters Patent 3,749,679; 
claims 1, 2, 4, 6, and 8 of U.S.  Letters Patent 3,775,336; 
claims 1-6 of U.S. Letters Patent 3,888,786; 
claims 1, 4, and 5 of U.S. Letters Patent 4,313,843; 
claims 1, 2, 4, 6, and 7 of U.S. Letters Patent 3,729,426; 
claims 1 and 3 o f  U.S. Letters Patent 4,076,645; 
Registered Trademark Number 925,341; and 
Registered Trademark Number 1,141,455. 

The Commission decided to review only that portion of the ID 
relating to contributory infringement of the two registered 
trademarks listed above, thereby allowing the ALJ's findings with 
regard to all other issues in the ID, including patent 
infringement, to become the determination of the Commission (54 
Fed. Reg. 19250, May 4, 1989). The Commission invited submissions 
from the parties, government agencies, and the public on the issues 
of remedy, public interest, and bonding during the period of 
Presidential review. The Conmission received comments from 
complainant, from the Conmission investigative attorney, and from 
former respondent Luc Noel. No agency comments were received. 
Having considered these submissions, the Commission made its 
determination regarding the issue under review, remedy, public 
interest, and bonding, 
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The authority f o r  this action is conferred by section 337 of 
the Tariff Act of 1930, as amended (19 U.S.C. § 13371, and by 
Commission interim rules 210.56 and 210.58 (53 Fed. Reg. 33071-72, 
Aug. 29, 1988). 

By order of the Comission. 

-Kenneth R. Mason 
Secretary 
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UMTgD STATgS REERXATIOW TRADE COMMISSIOU 
Washington, D.C. 20436 

1 
In the matter of: 1 

1 
CERTAIN CHEMILUMINESCENT 1 
COMPOSITIONS AND COMPONENTS ) Investigation No. 337-TA-285 
THEREOF AND METHODS OF USING, 1 
AND PRODUCTS INCORPORATING, ) 
THE SAME ) 

ORDER 

The Commission, having reviewed a portion of the initial 
determination issued herein on March 22, 1989, and having 
considered the issues o f  remedy, the public interest, and bonding, 

It is DETERMINED: 

(1) The finding of the administrative law judge, that respondent 
Prclufab has contributorily infringed Registered Trademark 
Nos. 925,341 and 1,141,455, is affirmed. However, certain 
additional and different findings, as set forth in a separate 
opinion, are necessary. 

(2) The public interest factors enumerated in section 337(dI of 
the Tariff Act of 1930, as amended, do not preclude the 
issuance of the remedy ordered in this investigation. 

It is ORDERED: 

1. Chemiluminescent compositions, components thereof, and 
products incorporating the same that-- 

(a) infringe-- 
claims 1, 2 ,  4, o r  6 of U . S .  Letters Patent 3,775,336; 
claims 1, 2, 3, 4, 5, 7, 8, 9, o r  10 of U.S. Letters 

claims 1, 2 ,  3, 4, 5 ,  o r  6 of U.S. Letters Patent 

claims 1, 4, o r  5 of U.S. Letters Patent 4,313,843; or 

Patent 3,749,679; 

3,888,786; o r  



2. 

(b) contributorily infringe o r  induce infringement of-- 
claim 8 of U.S. Letters Patent 3,775,336: 
claims 1 o r  3 of U.S. Letters Patent 4,076,645; o r  
claims 1, 2, 4, 6, o r  7 of U.S. Letters Patent 3,729,426; 

are excluded from entry into the United States for the 
remaining terms of the respective patents, except as provided 
in paragraphs 3 or 5 of this Order o r  if importation is 
licensed by the patent owner: 

Packaging (whether o r  not such packaging contains 
chemiluminescent compositions, components thereof, or  products 
incorporating the same) and literature relating to 
chemiluminescent compositions, components thereof, o r  products 
incorporating the same, that bear U.S. Trademark Registration 
Nos. 925,341 o r  1,141,455 for "CYALUME" o r  colorable 
imitations thereof, are excluded from entry into the United 
States, except as provided in paragraphs 4 or  5 of this Order 
or  if licensed by the trademark owner: 

3. Chemiluminescent compositions, components thereof, or products 
incorporating the same that would otherwise be excluded from 
entry under paragraph 1 of this Order shall be permitted entry 
if the importer provides a certification to accompany the 
comercial invoice stating: 

I f  certifies that the chemiluminescent 
compositimk o r  components thereof that accompany this 
invoice ana that are described in paragraph 1 of Order of 
the U.S. International Trade Commission issued on August 
17, 1989, have,been extracted from CYALUME(TM) products of 
American Cyanamid Company. It 

4. Packaging or literature that would otherwise be excluded under 
paragraph 2 of this Order shall Se allowed entry only if: 

(a) the packaging o r  literature accompanies articles for 
which a certification has been provided in accordance with 
paragraph 3 of this Order: anti 

(b) the word I'CYALUME1l or  the colorable imitation thereof 
is only used in the following phrase: 

11 has produced this product using 
chemicals obtained from CYALUME(TM1 products of 
American Cyanamid Company. American Cyanamid 
Company is wholly separate from 
and is not responsible for this product." 

with the word l'CYALUME1l not emphasized by being in a larger 
type, of a different color, o r  the like: and 

- 2 -  



(c) if the CYALUME(”b1) chemicals in the product are not in 
pure, undiluted form, the following phrase is added 
immediately following the phrase in (b): 

% % CYALUME(TM) chemicals (by volume); - 
other chemicals. ‘ I  

5. The articles ordered to be excluded from entry into the United 
States according to this Order shall be entitled to entry 
under bond in the amount of 69 percent of the entered value of 
the imported articles, for the period starting on the day 
after this Order is received by the President pursuant to 
subsection (j) of section 337 of the Tariff Act of 1930, as 
amended (19 U.S.C. f 1337(j)), until such time as the 
President notifies the Commission that he approves o r  
disapproves this Action, but in any event, not later than  60 
days after receipt of this Order by the President; 

6 .  The Secretary shall serve copies of this Order upon each party 
of record in this investigation and upon the Department of 
Health and Human Services, the Department of Justice, the 
Federal Trade Conmission, and the U.S. Customs Service. 

7 .  Notice of this Order shall be published in the Federal, -. 

Secretary 

Issued: August 17, 1989. 
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UWI’KD STATES IHTgRblbTIONAL TRADE COMMISSION 
Washington, D.C. 20436 

1 
In the matter of: 1 

1 
CERTAIN CHEMILUMINESCENT 1 
COMPOSITIONS AND COMPONENTS 1 Investigation No. 337-TA-285 
THEREOF AND METHODS OF USING, 1 
AND PRODUCTS INCORPORATING, 1 
THE SAME 1 

1 

COMMISSION OPINION ON REGISTERED TRADEMARK I”GEMENT, 
REMEDY, TEE PUBLIC INTEREST, rn B0M)lX 

I. Procedural background. 

The Commission instituted this investigation upon the filing 

of a complaint on July 21, 1988, by American Cyanamid Company 

(Cyanamid), of Wayne, N.J. The complaint alleged the violation of 

section 337 of the Tariff Act of 1930, as. amended (19 U.S.C. 5 

1337), in the importation and sale of certain chemiluminescent 

compositions and 

three registered 

patents owned by 

components thereof by reason of infringement of 

trademarks and various claims of seven U.S. 

Cyanamid. Respondents named in the notice of 

investigation were Societe Prolufab of Seresnes , France (Prolufab) 

and Mr. Luc Noel of.Los Angeles, CA (53 Fed. Reg. 32476-77, Augus,t 

25, 1988). 

The notice of investigation was later amended (53 Fed. Reg. 

43276, October 26, 1988) to conform to the August 1988 amendments 

to section 337 contained in the Omnibus Trade and Competitiveness 

Act of 1988 (Public Law 100-4181 and to include within the scope of 



the investigation products incorporating chemiluminescent 

compositions (54 Fed. Reg. 11822, March 22, 1989). 

On January 6, 1989, the presiding administrative law judge 

(ALJ) issued an initial determination (ID) finding respondent 

Prolufab to be in default. The Comission determined not to review 

the ID, thereby allowing it to become the determination o f  the 

Commission (54 Fed. Reg. 6181, February 8, 1989). The ID provided 

that Prolufab had waived its right to appear in the investigation, 

to contest the allegations at issue, and to be served with 

documents. On March 14, 1989, the Commission determined not to 

review an ID terminating the investigation as to the other 

respondent--Luc Noel--on the basis of a consent order (54 Fed. Reg. 

1'1822, March 22, 1989). 

On March 22, 1989, the ALJ issued an ID (Order No. 25) 

granting complainant's motion for summary determination regarding 

violation of section 337. 

had violated section 337 with regard to infringement of the 

following: 

The ID found that respondent Prolufab 

claims 1-5 and 7-10 o f  U.S. Letters Patent 3,749,679: 
claims 1, 2, 4, 6, avsd 8 of U.S. Letters Patent 3,775,336; 
claims 1-6 of U.S. Letters Patent 3,888,786: 
claims 1, 4, and 5 of U.S. Letters Patent 4,313,843; 
claims 1, 2, 4, 6, and 7 of U.S. Letters Patent 3,729,426: 
claims 1 and 3 o f  U.S. Letters Patent 4,076,645: 
Registered Trademark Number 925,341 (the '341 mark) : and 
Registered Trademark Number 1,141,455 (the '455 mark). 

The Commission decided to review only that portion of the ID 

relating to contributory infringement of the two registered 

trademarks listed above, thereby allowing the ALJ's findings vith 

regard to all other issues in the ID, including patent 

- 2 -  



infringement, to become the determination of the Commission (54 

Fed. Reg. 19250, May 4, 1989).  The Commission invited submissions 

from the parties, government agencies, and the public on the issues 

of remedy, public interest, and bonding during the period of 

Presidential review. The Comission received comments from 

complainant, from the Commission investigative attorney, and from 

former respondent Luc Noel. No agency comments were received. 

11. Contributorv trademark infringement. 

The Commission's Federal mister notice provided that the 

Comission would review: 

whether respondent Societe Prolufab has 
contributorily infringe Registered Trademark Nos. 
925,341 or 1,141,455. 1 9 

A manufacturer o r  distributor contributorily infringes a 

trademark by intentionally inducing another to directly infringe 

the trademark o r  by continuing to supply a product to one whom it 

knows o r  should know is directly infringing the trademark. 2/ 

Here, Prolufab (falsely) told its importer and distributor that its 

l/ The 1971 registration for the ' 341  mark depicts the word 
'tCYALUMEt' in plain block letters, for use with "chemiluminescent 
materials for lighting purposes, such as lightsticks, light wands, 
light panels, etc." The 1980 registration for the '455 mark 
depicts the word 'tCyalumet' in stylized, curved letters. The "L" in 
"Cyalume" is taller than the other letters, and a teardrop is 
placed between the vertical bars of the "U". The registration 
states that the ' 455  mark is for use with a "chemical lightstick 
which, when activated, produces light." 

21 Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 
844 (1982) ; William R. Warner & Company v. Eli Lilly & Company, 265 
U.S.  526 r.1924); McCarthy, Trademarks and Unfair Competition, 2d 
Ed. (1984) § 25:2. 
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products contained genuine Cyalume chemicals manufactured by 

complainant Cyanamid. From this, one can infer that Prolufab 

intended that its distributor advertise o r  represent to the public 

that the chemicals in the products it was selling were from Cyalume 

products. At a minimum, Prolufab should have known that its U.S. 

distributor Nite Lite Novelty, Inc., was engaged in such 

advertising. z/ 
Although Prolufab's contributory role in any infringement 

seems clear, it still remains to determine whether Nite Lite's 

actions constitute direct trademark infringement, because 

contributory trademark infringement depends upon a finding of 

direct infringement. 

infringement is the notion of "likelihood of confusion." More 

The touchstone of direct trademark 

2/ Among Nite Lite's uses of "Cyalume" were the following: 

(1) an advertisement for Prolufab products in an amusement 
periodical stating: 

Made with CYALUME(R). 
Company. * 
*This Product should not be confused with the Lite Rope(R) a 
product of American Cyanamid Company. 

A product of American Cyanamid 

(ID at 88) .  

( 2 )  a flyer in a package of Prolufab necklaces sold by Nite Lite 
containing the following: 

Although our product is not to be confused with Lite Rope(R), 
please note that all of our glow products are made with the 
glow juice CYALUME(R) which is extracted from the GLOW 
STICK(R) made by American Cyanamid Company. 

(ID at 87). 

Although the ALJ determined that Nite Lite had directly 
infringed the "Cyalume" trademark, he did not use the test of 
likelihood of confusion. Rather, the ALJ found that Nite Lite had 
directly infringed the "Cyalume" trademark through "false and 

(continued . . . I  
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specifically, the test for trademark infringement is whether the 

alleged infringer's use of the mark is so similar to complainant's 

mark as to create the likelihood of confusion among an appreciable 

number of members of the public as to the source or  sponsorship of 

the product. 51 

for actions brought under the Lanham Act f o r  infringement o f  

registered trademarks. 

fact. 6/ 

The test is the same for common law trademarks and 

Likelihood of confusion is a question of 

In determining whether there is likelihood of confusion, the 

Commission has traditionally examined the following factors: 

(a) the degree o f  similarity between the desiznation and 
the trademark o r  trade name in 

( i 1 appearance : 
(ii) pronunciation of' the words used; 
(iiilverbal translation of the pictures or  

(iv) suggestion: 
designs involved: 

(b) the intent of the actor in adopting the designation: 
(c) the relation in use and manner of marketing between 

the goods and services marketed by the actor and those 
marketed by the other; 

(d) the degree of care likely to be exercised by 

I /  ( . . .continued) 
misleading use" o f  the mark in its advertisement and flyer. (ID at 
44) The ALJ also found that the use was a "misrepresentation of 
the source of those chemicals." (L) The scope of the 
investigation was limited to patent and trademark infringement, and 
did not include claims of passing off or  misrepresentation of the 
source of the compositions at issue. 53 Fed. Reg. 32476-7. 

Certain Reclosable Plastic Bags and Tubing (Reclosable Baas), 
Inv. No. 337-TA-266, USITC Pub. 2171 (March 19891, Unreviewed ID at 
44; McCarthy, supra, at 5 23:1, and cases cited therein. 

McCarthy, sums,  9 23:22. 

The factors in (a) have been referred to as "sight, sound, and 
meaning." Id,, 9 23:4. 
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purchasers. 

We believe that application of these factors leads to a 

conclusion that there is a likelihood of confusion between Nite 

Lite's use of  "Cyalume," and Cyanamid's use of "Cyalume" under the 

'341 and '455 marks. 

All of the factors either point toward a finding of likelihood 

of confusion o r  appear to be inapplicable to this case and, hence, 

neutral. With regard to appearance, Cyanamid uses "Cyalume'' with 

curved letters, whereas Nite Lite's use was in plain, printed type 

(see note 3, suora). However, since both uses contain the word 

"Cyalume," we believe Nite Lite's use of "Cyalume" is largely 

similar in appearance to Cyanamid's. 

"Cyalume" is of course the same f o r  complainant's and Nite Lite's 

use. Verbal translation and suggestion appear to be inapplicable 

factors in this case. The intent of Nite Lite in using the mark 

The pronunciation of 

"Cyalume" clearly appears to have been to make purchasers believe 

that the chemicals in its goods originated with complainant 

Cyanamid, because that is precisely what Nite Lite claims in its 

advertising and flyers. Moreover, the mark was used by Nite Lite 

on the exact same kind of goods as are sold by Cyanamid, which are 

presumably sold to the same kinds of customers. 

of purchasers (both distributors and end-users) appears only 

The degree of care 

81 Certain Coin-Operated Audio-visual Games and Components Thereof, 
Inv. No. 337-TA-87 (1981), at 9 (factors drawn from Restatement of 
Torts I 729); Reclosable Bags, USITC Pub. 2058 (Jan. 19881, 
Unreviewed ID at 41; Certain Heavy-Duty Staple Gun Tackers, Inv. 
No, 337-TA-137, USITC Pub, 1506 (March 19841, Unreviewed ID at 52; 
Vacuum Bottles and Components Thereof, Inv. No. 337-TA-108, USITC 
Pub. 1305 (November 19821, Commission Opinion at 25. 
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marginally relevant to likelihood of confusion here, in that 

careful examination of the mark would not allow a purchaser to 

better ascertain that the chemicals do not originate with Cyanamid. 

In sum, the factors strongly indicating a likelihood of confusion 

are: pronunciation, intent, similarity of goods, and appearance. 

Neutral factors are: translation, suggestion, and degree of care by 

purchasers. 

We find that Nite Lite's use of "Cyalume" has created a 

likelihood of confusion as to the source of its chemiluminescent 

products, and thus amounts to direct infringement of complainant's 

trademark. Therefore, on the basis of respondent Prolufab's 

representations to Nite Lite, we determine that Prolufab has 

contributorily infringed complainant's "Cyalume" trademark. The 

Commission therefore affirms the ALJ's determination with regard to 

contributory trademark infringement. 

111. Remedy. 

Both complainant and the IA have urged the Commission to issue 

a general exclusion order. e/ 
general as opposed to a limited exclusion order, the Commission has 

considered a complainant's (and the Commission's) interest in 

avoiding repeated section 337 complaints each time a new infringing 

party is discovered. Against this interest, the Commission has 

In deciding whether to issue a 

9/ Complainant's Brief on the Issues o f  Remedy, the Public Interest 
and Bonding at 9-23; Brief of the Commission Investigative Staff on 
Remedy, Bonding, and the Public Interest (IA's Brief) at 7-13. 
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balanced the public interest in avoiding the disruption of 

legitimate trade, that a general exclusion order might cause. 101 

In balancing these concerns, the Commission has issued a 

general exclusion order if the intellectual property at issue "is 

of a sort which might readily be infringed by foreign manufacturers 

who are not parties to the Commission's investigation." Certain 

Airless Paint SDr av PIXIIDS and Components Thereof (Sprav Punpq), 

Inv. No. 337-TA-90, USITC Pub. 1199 (Nov. 1981) at 17. The 

Commission has required a showing of "[l] a widespread pattern of 

unauthorized use of [the] patented invention and [2l certain 

business conditions from which one might reasonably infer that 

foreign manufacturers other than the respondents to the 

investigation may attempt to enter the U.S. market with infringing 

articles. I' at 18. 

Sprav P m s  provided that evidence o f  the first element ahave 

might include: 

(1) a Commission determination of unauthorized importation 
into the United States of infringing articles by numerous 
foreign manufacturers; o r  

( 2 )  the pendency of foreign infringement suits based upon 
foreign patents which correspond to the domestic patent 
in issue; o r  

(3) other evidence which demonstrates a history of 
unauthorized foreign use of the patented invention. 

provided that evidence of the second "business 

conditions" element might include: 

u/ Certain Dynamic Random Access Memories, Components Thereof and 
Products Containing Same (DRAMS), Inv. Na. 337-TA-242, USITC Pub. 
2034 (November 1987) Commission Opinion on Violation, Remedy, 
Bonding, and Public Interest at 84. 
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an established demand for the patented product in the 
U.S. market and conditions of the world market: 

the availability of marketing and distribution networks 
in the United States for potential foreign manufacturers; 

the cost to foreign entrepreneurs of building a facility 
capable of producing the patented article: 

the number of foreign manufacturers whose facilities 
could be retooled to produce the patented article; or 

the cost to foreign manufacturers of retoolin their 
facility to produce the patented articles. u7 
There is some evidence adduced in this investigation with 

regard to a widespread pattern of unauthorized use. Although the 

u/ L at 18-19. Complainant also argued that subsection (g)  (2) 
of section 3 3 7 ,  added by section 1342 of the Omnibus Trade and 
Competitiveness Act of 1988 (Public Law 100-4181, provides an 
additional basis for a general exclusion order, one that does not 
require examination of the SDrav ?U~DS factors. Complainant's Brief 
at 7-8. The provision reads: 

In addition to the authority of the Conmission to issue a 
general exclusion frcrn entry of articles when a 
respondent appears to contest an investigation concerning 
a violation of the provisions of this section, a general 
exclusion from entry of articles ... may be issued if -- 

(A) no person appears to contest an investigation 
concerning a violation of the provisions of this 
section, and 
(B) such a violation is established by substantial, 
reliable, and probative evidence. 

In response, the IA argued that examination of the SDrav PumDs 
factors is required even under subsection (g)(2), because the 
provision provides that the Commission n x ~  issue a general 
exclusion order following default, riot that it m u s t  do s o .  Reply 
Brief of the Commission Investigative Staff on Remedy, Bonding, and 
the Public Interest at 3. 

We believe that "may" indicates that the Commission retains 
some discretion over issuance of a general exclusion order under 
the provision. 
policy considerations apply in the issuance of a general exclusion 
order in both contested and default cases, we see no reason not to 
apply the SDraV Pmos test in a default case. 

This being the case, and because the same legal and 
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ALJ's ID considered infringement with regard to only a single 

respondent, during the remedy phase complainant submitted 

affidavits of additional instances of unauthorized foreign use and 

U.S. imports. u/ On the basis of these affidavits, it appears that 
several additional products manufactured in Japan, Korea, Taiwan, 

and Belgium may be covered by the patent claims at issue and yet 

are not derived from chemiluminescent compositions contained in 

Cyanamid's own glow sticks (a, are "unauthorized"). u/ 
However, we are hesitant to determine that the evidence establishes 

the existence of additional unauthorized infringing use, without 

the benefit of an ALJ finding (which was not made because the 

evidence concerned non-respon-dents) and without any other 

independent verification, such as a finding of infringement in 

another judicial proceeding. u/ 
By contrast, the second "business 

Sprav Pumps test militates strongly in 

2 1  The Commission may make additional 

conditions" prong o f  the 

favor of a general exclusion 

findings of fact during the 
remedy phase, on the basis o f  information already in the record o r  
information submitted for the purpose of the remedy phase. Certain 
Erasable Programmable Read-only Memories, Components Thereof, 
Products Containing Such Memories, and Processes for Making Such 
Memories, Inv. No. 337-TA-276, USITC Pub. 2196 (May 1989) at 118. 

u/ Complainant's Exhibit (CXI-X at 4-5; CX-Y at 4, 7-9; CX-AB at 
3-6. 

fi/ The Commission is also concerned about placing emphasis on this 
additional evidence because the firms to which it pertains, as non- 
respondents, have had no opportunity to appear in the investigation 
to challenge complainant's allegations. See Sprav P u m ~ s  at 18, n.1 
(Category (1) under first prong of SDrav P m s  test--&., a 
Commission determination of unauthorized importation of infringing 
articles by pumerous foreign producers--was added in part to 
encourage complainants to name as respondents all those believed to 
be violating section 3 3 7 . ) .  
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order in this investigation, U.S. demand for chemiluminescent 

products is substantial. s/ 
and the manufacturing process is relatively simple, costs of 

starting production from scratch are minimal. 141 

there is no evidence of any other barriers to entry into the 

business o r  into the U.S. market. Because of the low cost of 

production, numerous foreign manufacturers could produce 

chemiluminescent products. 

f o r  such products already exist. u/ 

Because the technology is well known 

Furthermore, 

In addition, U.S. distribution channels 

Based on our consideration of the S m a v  Pumps factors of a 

widespread pattern of unauthorized use, and business conditions 

conducive to further importation of infringing articles into the 

United States (to which we accord primary significance in this 

investigation), we determine that a general exclusion order is 

appropriate. 

The general exclusion order provides that articles that 

infringe the relevant claims of the s i x  patents at issue, and 

packaging and related literature that infringe the two registered 

trademarks, are excluded from entry, The order contains a 

provision by which an importer may enter articles covered by the 

patent claims by certifying that the articles were made 

chemicals extracted from complainant's Cyalume products 

using 

(and thus 

u/ ID, Finding of Fact (FF) 16. 
161 CX-B at 29-30; CX-G at 23; CX-0 at 54. 

u/ IA's Brief at 13. 
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are non-infringing) . la/' The order also takes into account that it 

is not trademark infringement to repackage or rebottle goods and 

use the trademark of the original goods on the repackaged goods in 

a limited manner designed to truthfully inform the public of the 

nature and source of the goods. 

. .  IV. Public inter est. 

Section 337(d) (19 U.S.C. Q 1337(d)) provides that the 

Comission is to exclude infringing articles -- 
unless, after considering the effect of such exclusion 
upon the public health and velfare, competitive 
conditions in the United States economy, the production 
of like or directly.eompetitive articles in the United 
States, and United States consumers, it finds that the 
articles should not be excluded from entry. W 

Complainant and...tb IA argued-thas.the public interest is not 

implicated by the sale of chemiluminescent compositions and 

products. Settled respondent Luc Noel argued that U.S. 

.'L8/ The Conxission has included certification provisions in several 
prior exclusions orders. a,.,-, Certain H b a c i d i l  Powder, Salts 
and Compositions for Use in Hair Treatment (ninoxldll 1, Inv. No. 
337-TA-267 ( 1988) , General Exclusion Order, paragraph 2 ; Certain 
Indomethacin, Inv. No. 337-TA-183 (19861, Order, paragraphs 2,3* 

Prestonettes, Inc. v :  Coty, 264 U.S. 359 (1924); McCarthy, 
suora, Q 25:8; m &Q, Bandag, Inc. v. A1 Bolser's Tire Stores, 
750 F.2d 903, 911 (Fed. Cir. 1984). 

a/ In only three prior investigations has the Commission found 
that the public interest precluded relief. a Certain Automatic 
Crankpin Grinders, Inv. No. 337-TA-60, USITC Pub. 1022 (Dec. 1979); 
Certain Inclined-Field Acceleration Tubes and Components Thereof, 
Inv. No. 337-TA-67, USITC Pub. 1119 (1980); Certain Fluidized 
Supporting Apparatus, Inv. No. 337-TA-182/188, USITC Pub. 1667 
(1984). 
present investigation. 

Those investigations are easily distinguished from the 

Complainant's Brief at 29-30; IA's Brief at 15-16. 
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consumers and the competitive conditions in the U.S. economy would 

be harmed by an exclusion order because the order would give 

Cyanamid a monopoly over production and sale of the products in the 

United States. 221 

We believe that chemiluminescent products used for novelty 

purposes do not raise issues of public health and welfare. As 

complainant admits, however, products manufactured under the same 

patent claims have uses that could conceivably raise public 

interest concerns. Articles made under these patent claims may be 

used for sea rescues and appear to have other (mostly unspecified) 

military, industrial, and consumer safety applications. w 
However, the record contains sparse evidence concerning the nature 

of such articles and almost no evidence concerning any importation 

of articles having these additional uses. The public interest 

exception in the statute provides that an order should issue unless 

it is found that the public interest precludes the order. 241 We 

do not believe that this can be said on the basis of the 

information in the record of this investigation. 

With regard to the argument of Luc Noel, the Commission has 

rejected arguments for denial of relief that are based solely on 

the fact that a second supplier would be shut out of the market by 

a/ Written Submissions by [Former] Respondent Luc Noel on the 
Issues of Remedy, the Public Interest, and Bounding [sic] at 3-4. 

CX-P at 14-16; CX-A at 35-37; CX-G at 13. 

241 a, Minoxidil, Comission Opinion at 9, n.5. ("Once the 
Comission has found a violation and selected a remedial order, 
that order will issue unless precluded by consideration of the 
public interest factors.") (emphasis in original) 
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an exclusion order. In Certain Aramid Fibez , Inv. No. 337-TA-194, 

USITC Pub. 1824 (1986) at 16, the Commission stated: 

[Clustomers' preference for a second source of a patented 
product does not provide generally a basis for denying 
relief under section 337. Although the Commission has 
recognized public interest exceptions to this rule, it 
has limited those exceptions to instances where the 
public as a whole suffered from the lack of availability 
of a patented article or complainant's product was an 
insufficient substitute for the imported product. 
(footnotes omitted) 

Here there is no evidence that complainant cannot supply the entire 

U.S. market f o r  chemiluminescent goods. With regard to whether the 

domestic article is a sufficient substitute for the imports, the 

record shows, if anything, that the domestic product is superior to 

Prolufab's imports. 211 Thus, we determine that the public 

interest factors do not preclude issuance of a remedy in this 

investigation. 

V. Bonding. 

Section 337(j) (3) provides that during the 60-day Presidential 

review period, infringing articles shall be entitled to entry under 

bond detemined by the Commission. The legislative history to the 

provision states that -- 
In determining the amount of the bond, the Commission 
shall determine, to the extent possible, the amount which 
would offset any competitive advantage resulting from the 
unfair method o f  competition o r  unfair act enjoyed by 

a/ FF 124; CX-0 at 39. 
Retroreflective Sheeting (Retroreflective Sheeting), Inv. No. 337- 
TA-268, USITC Pub 2121 (September 19881, Commission Opinion on 
Remedy, Public Interest, and Bonding at 10 (Commission rejected 
argument under public interest factors based on potential price 
increase from an exclusion order,), 

See also, Certain High Intensity 
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persons benefiting from the importation of the 
article. w 
Complainant urged a bond of between 81.5 percent and 123 

percent of entered value, based in part upon an estimate of the 

price Prolufab charges to its distributors. 271 

a bond in the amount of 69 percent of entered value. 

The IA argued for 

Determining the amount that would truly offset the competitive 

advantage accruing to Prolufab and its importers and distributors 

by reason of infringement in this case would be very difficult if 

not impossible. a/ If price data are available, the Commission 
has generally sought to impose a bond that would equalize the price 

of the infringing product with the price of complainant's 

product. 

a/ S. Rep. 1298, 93d Cong., 2d Sess. 198 (1974). 

221 Complainant's Brief at 32-35. 

a/ IA's Brief at 14-15. 

w Offsetting the competitive advantage would require determining 
how much would be charged if Prolufab and its importers and 
distributors sold a product in a way that did not infringe the 
patents and trademark. This could occur in at least two different 
ways, First, Prolufab could acquire Cyalume light-sticks, drain 
them, refill them, and resell them. Although there is evidence in 
the record that this has actually been done by some persons (CX-0 
at 7-17; FF 851, there is no evidence of the costs of such an 
operation or the prices at which the final products are sold. 
Second, Prolufab could buy Cyalume sticks and resell them to 
distributors as is. The resulting price for the product under this 
scenario is difficult to ascertain, although presumably the price 
would be higher than that at which Cyanamid's distributors sell its 
products, because the process would entail adding another 
middleman. 

a, PI&, Peclosable Barn, USITC Pub. 2171 (March 19891, 
Commission Opinion at 5; Retroreflective Sheetinq at 12. 
data are not available, the Commission has used other data, such as 

If price 

(continued...) 
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In this investigation, there is some information regarding the 

prices charged by distributors for complainant's and respondent's 

products. a/ Because the IA's recommended bond is derived from 
evidence of actual prices, whereas complainant's bonds are based 

upon a price estimate, the IA's figure appears to be more 

appropriate. 

Presidential review period should be set at 69 percent of the 

entered value of the imported products in question. 

Thus we have determined that the bond during the 

a/ ( . . .continued) 
royalty payments in settlement agreements. 
Here the agreement between Luc Noel and Cyanamid does not contain 
any provision f o r  royalty payments. 

x/ CX-0 at 38-40; CX-By Exhibit 2. 
somewhat suspect because it is not substantial, it is over one and 
a half years old, and because the products are not entirely 
comparable. &g CX-0 at 39. However, f o r  lack of a preferable 
alternative we base the bond upon this pricing information. 

P M  at 94-95. 

The price information is 
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vhich was published in the Federal Register on August 25, 1988 (53 Fed. 

Reg. No. 165 32476-77) and thereafter amended, the administrative law judge 

311 complainant's Motion No. 285-9 determines, as a matter of law, that 

there has Seer, a violation of 19 U.S.C. sections 337(a)(l)(B)(L) ana 

:a) (1)  (C)  by respondent Societe Prolufab (Prolufab) in the sale f o r  

imporration to the United States of certain chemiluminescent glow 

necklaces. In view of this summary determination further proceedings in 

this investigation, including a hearing on the matter of violation is 

unnecessary. 
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Introduction 

On January 6, 1989, complainant American Cyanamid Company (Cyanamid) 

pursuant to 19 C.F.R. sections 210.24 and 210.50, moved for a s m a r y  

determination of violation in its favor as a matter of law, contending that 

the pleadings and supporting exhibits demonstrate that there is no genuine 

issue as to any material fact respecting any of t.he issues to be 

determined, and that a trial would thus be unnecessary. (Motion Docket No. 

285-9). JJ 

The staff on January 18, 1989 submitted a response in support of 

complainant's Motion No. 285-9, in which it agreed that there is no genuine 

issue of material fact respecting any of the issues to be determined in 

this proceeding. 

No other response to complainant's Motion No. 285-9 was received. 

Hence, Motion No. 285-9 is uncontested. 

Complainant's Motion No. 285-9 relies on three volumes of exhibits 

containing sworn witness statements and exhibits thereto, as well as 

certain designated exhibits to the complaint. 

response attaches the confidential version of the complaint, as an exhibit, 

and a tabular appendix indicating which claims it contends are infringed by 

respondent Societe Prolufab's product. 

The staff's supporting 

1/ On February 17, 1989 complainant filed "Complainant's Second Motion 
and Supporting Memorandum For A Summary Determination of Violation of 5337 
(19 U.S.C. 913371, As Amended" (Motion Docket No. 285-12). Order No. 24 
which issued on March 22, denied Motion No. 285-12. 



Procedural Historv 

The Commission on August 19, 1988 instituted this investigation on 

whether there is a violation of section 337, naming as complainant Cyanamid , 

of Wayne, New Jersey, and naming as respondents Societe Prolufab (Prolufab) 

of Suresnes, France and Mr. Luc Noel (Noel) of Los Angeles, California. 

The complaint, which was filed on July 21, 1988 and supplemented 

thereafter, alleged violation of section 337 in the importation and sale of 

certain chemiluminescent compositions and components thereof, including 

glow necklaces, which allegedly directly infringe four U.S. patents, and 

which allegedly contributorily infringe, and induce infringement of, two 

other U.S. patents, The complaint also alleged violation of section 337 

rhrough contributory and induced infringement of the registered trademark 

CYALUME, by allegedly false representations that the imported 

chemiluminescent glow necklaces contain genuine CYALUME chemiluminescent 

inaterials extracted from Cyanamid's CYALUME products. (Complaint at 

2aragraphs 30-40). 

The Notice of Investigation published on August 25, 1988 was amended 

by initial determination (Order No. 3, which issued on September 19) to 

conform the scope of the investigation to the provisions of the Omnibus 

Trade and Competitiveness Act of 1988. A s  amended, the scope of this 

investigation was to determine whether there is a violation of sections 337 

(a) ( l ) ( B )  (i) and (a)(l)(C) in the unlawful importation into the United 

States, sale for importation, o r  sale within the United States after 

importation, of certain chemiluminescent compositions and components 

::?ereof. by reason of alleged direct infringement of claims 1-5 or 7-10 of 

2 



U.S. Patent No. 3,749,679 (the '679 patent), claims 1,2, 4-6 or  8 o f  U.S. 

Patent No. 3,775,336 (the '336 patent), claims 1-6 o r  10 of U.S. Patent No. 

3,888,786 (the '786 patent), claims 1, 4 o r  5 of U.S. Patent No. 4,313,843 

(the '843 patent) , and alleged contributory or  induced infringement of 

claims 1-2, 4, 6 o r  7 of U.S. Patent No. 3,729,426 (the '426 patent), 

claims 1, 3 or  4 of U.S. Patent No, 4,076,645 (the '645 patent), and U.S. 

Registered*Trademark Nos. 325,341 (the '341 trademark) , 1,133,583 (the 

' 583 trademark) and 1 , 141,455 (the '455 trademark) ; and whether there 

- exists an industry in the United States as required by subsection (a)(2) o f  

section 337. 

A preliminary conference was held on October 4, 1988 at which counsel 

f o r  complainant and the staff appeared. The two respondents Prolufab and 

Noel did not attend the conference. 

No responses to the complaint and notice o f  investigation,.as required 

under Commission rule 210.24, was filed in this investigation. 

A letter request dated October 8, 1988 from Continental 

Photostructures (Continental) of Brussels, Belgium, requested its 

intervention in the investigation, That request stated that one of 

Continental's customers is Prolufab who fills its necklaces and other 

products with liquids manufactured by Continental. 

intervention was denied in Order No. 7 which issued on October 31, 1988, 

particularly in view of Continental's statements that it had never exported 

its liquids to the United States and does not intend to do so until the end 

o f  the validity of the involved patents. 21 

The requested 

2/ Ccr.;:alnarit argued that, accepting Continental's statements as true, 
it is clear that Continental had not committed a violation of section 3.37 
and that there would be no jurisdiction over Continental, as a party 

3 



Respondent Prolufab was ordered in Order No. 10, which issued on 

3ecember 6 ,  1988, to show cause by December 28 why it should not be found 

I n  defauic Gnder the Commission rules for its failure to respond to the 
? 

complaint and notice of investigation, pursuant to Commission rules, and 

for its failure to respond properly to the discovery requests of 

zomplainant and the staff by answer o r  objection. 

noted the correspondence received from Mr. Paul Noel of Prolufab and found 

The show cause order 

:hat that correspondence did not meet the requirements of Commission rule 

210.21 for a verified response, nor did it contain the economic information 

affirmatively required by said rule. Among its various difficultly phrased 

and unverified contentions, Prolufab stated its intent to export to the 

United States necklaces containing genuine CYALUME brand chemiluminescent 

aaterial extracted from Cyanamid's CYALUME lightsticks. 

Yc response to the show cause order was received from Prolufab, 

despite the fact that a verified response to the complaint was more than 

tnree months overdue under Commission rules. Consequently, Prolufab was 

found in default for its failure to properly participate in the 

investigation under the Commission rules in Order No. 13 which issued on 

January 6, 1989. Because of the finding of default the administrative law 

judge found that Prolufab had waived its rights to contest the allegations 

at issue, to appear in the investigation, and to be served with documents. 

On January 31, 1989, the Commission issued a notice of its determination 

not to review the initial determination finding Prolufab in default. 

respcndent, an2 that Continental is in no different position than any of 
:nc -&).=- >+pliers of chemiluminescent liquids t o  respondent Prolufab 
whose businesses may be affected by an exclusion order, but lawfully s o ,  if 
their customers are found in violation of section 337. 
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Complainant and the remaining respondent Noel filed a joint motion for 

entry of a consent order against, and termination of the investigation as 

:a, ?Joe:. 

representatives, Noel admitted infringement of the intellectual property in 

issue by inporting o r  selling imported chemiluminescent products. 

Following modification to clarify the scope of the proposed consent order, 

the administrative law judge issued Order No. 11 on December 12, 1988 

granting the motion. The Commission on January 13, 1989 issued a notice of 

its determination to review and remand the initial determination granting 

the joint motion. 

reconsideration of the Commission's determination which on February 15 was 

denied by the Commission. 

In the consent order agreement signed by Noel and complainant's 

On January 30, the staff filed a petition f o r  

On January 6, 1989 Cyanamid filed its Motion No. 285-9 for summary 

determination to which this initial determination relates. 

Foilowing Cyanamid's filing of Motion No. 285-9, Cyanamid on January 

: 7 ,  1989, pursuant to 19 C.F.R. section 210.24, filed a motion to enter 

into the record evidence of non-respondent third party activities (Motion 

Docket No. 285-10). The staff opposed Motion No. 285-10. 

which issued on February 8, denied Motion No. 285-10. 

February 17, 1989 Cyanamid in its Motion No. 285-12 moved that the record 

pertaining to a UFO Ball/Minilit product and a Magic Light product, which 

were referenced in Motion No. 285-10, "be reviewed and determined 

summarily" as establishing additional violations of section 337. 

No. 285-12 was denied on March 22 in Order No. 24. 

Order No. 20, 

Thereafter on 

Motion 

On January 19, 1989, pursuant to 19 C.F.R. sections 210.22 and 210.24, 

Cyanamid filed a motion for leave to amend the notice of investigation such 
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that its scope pertains not only to "certain chemiluminescent compositions 

and components thereof" but also to "products incorporating the same" 

(Motion No. 2 8 5 - 8 ) .  The staff did not oppose Cyanamid's Motion No. 285-8 ,  

but recommended that it would-be more appropriate to hold in abeyance any 

ruling on the motion f o r  at least two weeks, pending a decision on the 

staff's petition to the Commission fo r  reconsideration of Order No. 11. 

February 15 an initial determination issued (Order No. 22) amending the 

notice of investigation and recertifying Order No. 11 to the Commission. 

On Earch 15 the Commission determined not to review the initial 

determinations amending the notice of investigation and terminating 

respondent Luc Noel from the investigation on the basis of the consent 

order agreement. 

On 

Issues Presented 

Pursuant to Motion No. 285-9 ,  Cyanamid put in issue the follo-: 

1. Whether there has been importation, sales for  importation or 

sale in the United States o f  articles, specifically in this case 

self-activated, glow-in-the dark necklaces, which contain 

chemiluminescent compositions and components which infringe the 

claims of Cyanamid's valid and enforceable patents and registered 

trademarks set forth in the Notice of Investigation; 

2. Whether respondent Prolufab and others have imported, sold 

for importation or  sold in the United States the aforesaid 

necklaces containing chemiluminescent compositions and components 

which infringe: 

(a) claims 1-5 or 7-10 o f  the ' 679  patent; 
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(b) claims 1, 2, 4-6 o r  8 of the '336 patent; 

(c) claims 1-6 or  10 of the '786 patent; 

(d) claims 1, 4 or  5 of the '843 patent; a 

3. Whether Prolufab and others have induced infringement o r  

contributed to the infringement of: 

(a) claims 1, 2, 4, 6 o r  7 o f  the '426 patent; 

(b) claims 1, 3 or 4 of the '645 patent; 

4 .  Whether Prolufab and others have induced o r  contributed to 

infringement of Cyanamid's registered '341, '583 o r  '455 

zrademarks; 

5.  Whether a domestic industry exists relating to 

chemiluminescent compositions and components thereof and 

processes utilizing the same protected by the aforesaid patents 

and trademarks. 

Complainant represented in Motion No. 285-9 that the above issues 

constituted all of the issues to be determined in this investigation 

regarding whether there has been a violation of section 337 of the Tariff 

Act o f  1930 as amended. However, since filing Motion No. 285-9, 

complainant filed Motion No. 285-12. On March 22, 1989 Motion No. 285-12 

vas denied Order No, 24). 

Background Technolom 

Cyanamid's CYALUME chemiluminescent o r  chemical light products under 

investigation contain solutions o f  chemical compounds which upon their 

mixture "luminesce", i.e. produce light without an external source of 
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energy, for a certain finite period of time (Barretz CX-A at 7-30; 

Essenfeld CX-D at 7-8; Granzow CX-F at 8-10, 20; Ware CX-P at 5-6, 11-12). 

The CYALUME products as sold contain two component chemical solutions 

which are kept isolated to prevent their intermixture and reaction, until 

light production is desired, 

solution is contained in an inner thin-walled sealed glass ampule and the 

second solution is contained within an outer flexible translucent plastic 

casing. The sealed glass ampule is placed inside the flexible plastic 

casing. A bending of the plastic casing sufficient to cause breakage of 

the thin walled glass ampule causes an intermixture o f  the two solutions 

which have been otherwise kept separate, and commences the 

chemiluminescence. (Id.) 

In the chemical light products the first 

The second solution contained in the outer container of all of CYALUME 

light products contains a critical key energy generating compound labeled 

CPPO and a fluorescer with solvent, and has been called the oxalate 

solution due to the presence of the CPPO. The first solution contained in 

the sealed glass ampule of all of CYALUME light products contains hydrogen 

peroxide and solvents and is called the activator or peroxide solution. 

( 1 4 . 1  

The critical energy generating compound labeled CPPO in the oxalate 

solution is an ester of oxalic acid, and is structurally represented and 

a 



chemically named as follows: 

.’ c 1. 1 +-:-“-‘-oc-l+l e1 

! 
0: 8 C t , 4  , S- tr 1 c h 1 oro-6-e u b o p r  n toxyp han y 1 1 exal at a as t a? 

The fluorescer in the oxalate solution is the compound which by 

excitation emits a glowing colored light. The particular color light 

emitted depends on the particular fluorescer compound used. (Id.) 

The chemical compound labeled 
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- .  \ 
rn ,*. I 

I?. the  actual use of the CYALUME products when the first and second 

. .  s o - . ~ t i c r , s  a re  mixed, a chemical reaction of the hydrogen peroxide with the 

C ? X  conrie?.ces. This reaction oxidizes the oxalate ester, forming: (1) a 

10 



intermediate and ( 2 )  the by-product 

The intermediate thereupon transfers its energy to 

-; ,,,e f:sorescer. so that the fluorescer is chemiexcited momentarily into an 

exciced state. When the excited fluorescer returns to its stable o r  ground 

state, it gives up energy by emitting a photon of light. In the process of 

the cantinuing reaction of CPPO and hydrogen peroxide, the fluorescer 

reverts from the stable to the excited states and back again to the stable 

state nany times. The fluorescer oscillates into those states without the 

flcorescer conpound being consumed or used up. 

chemiluminescence process proceeds the CPPO is gradually consumed by the 

chemical reaction. When all of the CPPO has been consumed in the chemical 

- 2 g ~ :  device, the chemiluminescent production of light ends. 

In contrast, as the 

. .  . (Id.) 

The oxalate component process schematic and combinations with 
-. :,uorescers for Cyanamid's finished chemiluminescent novelty products is 

represented as follows: 

11 



I:: ::?e accve schematic diagraT, 

Patents and Trademarks In Issue 

?'he ' 4 2 6  patent claims certain methods or processes for obtaining 

chemilminescent light emission the improvement of which is the use of a 

?arzic.:lzr tfle of organic fluorescer compound (FF 1). Claims 1, 2, 4, 6 

2nd 7 in issue read as follows: 

1. In a method f o r  obtaining chemiluminescent light emissicn, by 
reaction cf a hydroperoxide with a composition having the 
ixgredients, a chemiluminescent compound selected from tne group 
consisting of anhydrides, ami ies ,  O-acylhydroxy amines and esters 
of polycarbonyl acids, an organic fluorescent compound, and an 
organic solvent for said ingredients and said hydroperoxide, ail 
of said ingredients and hydroperoxide being in such ratios as to 
provide chemiluminescent light upon reaction, the imDrovement 
which ccmDrises the use of Dhenvlethvnvl substituted aromatic 
hvcrocarbons as the organic fluorescent compound. 

2 .  A chemiluminescent method according to claim 1 wherein said 
2henyiethynyl substituted hydrocarbon is an acene compound. 

+. ' A chemiluminescent method according to claim 2 ,  wherein said 
acene-type compound is 9,iO-bis(phenylethynyl)anthracene. 

6. A process according to claim 1, wherein the chemiluminescent 
compound is a bis-ester of oxalic acid and an alcohol 
characterized y an acid ionization constant in water greater 
than 1.3 x 10- ' 

P 
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7. 
bis(substituted-phenyl)oxalate, and ir. which said solvent 
comprises a dialkyl phthalate in which the alkyl substituents 
:hereof contain from one to about eight carbon atoms. 
added] 

A process according to claim 1 in which said ester is a 

[Emphasis 

The 9,:O-bis(phenylethynyl) anthracene of claim 4 is the fluorescer BPEA 

(see "Background Technology" above) 

The CPPO is a 

species of the corresponding chemiluminescent compound recitation in claims 

1 ,  6 and 7. 

The '336 patent claims a chemiluminescent light emission composition 

having a bisaryl oxalate ester, an organic fluorescent compound arid an, 

organic solvent for said ingredients, the improvement of which comprises 

the presexce sf a particular type of catalyst. It also claims a process 

for producing a highly intense chemiluminescent light from a reaction of 

a Sis aryl oxalate ester, (2) hydrogen peroxide, (3) an organic 

fluorescent compound, and (4) an organic solvent for said ingredients, the 

improvement of which calls for the step of adding to said reaction the 

particular type of catalyst recited in claim 1 (FF 3). Claims 1, 2, 4 ,  5, 

6 ana 8 in issue read: 

1. in a composition for reaction with hydrogen peroxide to 
produce a high intensity chemiluminescent light emission having 
the ingredients a bisaryl oxalate ester, an organic fluorescent 
compound, and an organic solvent for said ingredients, the 
improvement which comprises a catalyst which is a weakly basic 
salt of an acid having a log of the pKa value in water of 1 to 6, 
said catalyst being effective to prcvide a more uniform light 
output. 

2. The composition o f  claim 1 wherein said oxalate ester is a 
substituted aryl oxalate ester. 

4 .  
compound is 9,10-bis(phenylethynyl)anthracene. 

The composition of claim 1 wherein said organic 



5. 
compound is 9,lO-diphenyl-anthracene. 

The composition of claim 1 wherein said organic fluorescent 

6. 
sodium salicylate. 

The composition of claim 1 wherein said weakly basic salt is 

8. 
Iighz from a reaction of the ingredients comprising: (1) a bis 
aryl oxalate ester, (2) hydrogen peroxide, (3) an organic 
fluorescent compound, and ( 4 )  and organic solvent for said 
ingredients, the step of adding to said reaction of a catalyst 
which i s  weakly basic salt of an acid having a long o f  the pKa 
value in water of 1 to 6.  

in a process for producing a highly intense chemiluminescent 

The S,iO-Sis(phenylethpyl) anthracene of claim 4 is the fluorescer BPEA 

while the 9,10-diphenyl-anthracene of claim 5 is the fluorescer DPHA. CPPO 

I s  a species of rhe corresponding oxalate ester recitation in claims 1, 2 

and 8. 

T'ne '843 patent claims a composition, useful as a component for a 

chemical light device, said composition comprising at ieast a specific 

concentration cf hydrogen peroxide in a tertiary alcohol solvent and a 

?arclcular type of catalyst (FF 5). Claims 1, 4 and 5 in issue read: 

1. 
device, said cornposition comprising at least 0.01 M hydrogen 
2eroxide in a tertiary alcohol solvent and a catalyst in the 
cczcentration range from to M selected from the group 
consisting o f  sodium salicylate and tetrabutylannnonium 
salicylate. 

A composition, useful as component f o r  a chemical light 

4 .  
alcohol is tert-butyl alcohol. 

The composition defined by claim 1 wherein said tertiary 

5. 
scdiu~ salicylate. 

The composition defined by claim 1 wherein said catalyst is 

The '679 patent claims a composition to be reacted with hydrogen 

2eroxide in the presence of an organic solvent, said composition containing 

a particular compocnd and an organic fluorescer compound 

l ,  2, 3 ,  4,  5, 7 ,  8, 9 and 10 in issue read: 

(FF 7 ) .  Claims 
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. 

1. 
in the presence of a n  organic solvenc. said composition 
csntarning :he i?,g:eCients, a ccrr.?cxk sf che fornula: 

A composicion intended 5 3  be reacced with hydrogen peroxide 
. .  

_ . . -  

i_Cs&o 

where : 4F T. 

X represects electronegative substituents; 
'f represer.:s a carbalkoxy grou?: 
2 regresents a member selected frca the group 
consiszizg of hydrogen, alkyl, Stanched alkyl and 
a lkoxy  aikyl, 
m, n ar.d 9 are integers such t h a t  :ke combined Hamett 
sigma ccnstant value of the X, Y and 2 substituents on 
each phenyl group is between about 1.4 and 2.7, each o f  
said m and n being always at least one: and 
7 is an ixteger o f  a least 1 ,  and an organic 
fluorescenz conpomd, in effective amounts. 

2 .  
bis(pheny1)oxalate ester derivative wherein p is one. 

A con?osition as in claim 1 wherein said compound i s  a 

3. 
bis(2,4,5-tr ichloro-6-carboalkoxyphenyl)oxalate.  

A ccrnposition as in claim 1 wherein said compound is a 

4. A composiclcz as in claim 1 including, additionally, a basic 
catalyst. 

5. A conpositicn as in c?aLn 3 wherein s a i d  compound is selected 
from the grcup consisting of bis(2,4,5-crichloro-6- 
carbobutoxpheny1)oxalate and bis(2,4,5-ttichloro 6- 
carbopentoxyphenylloxalate. 

7. R e  composition o f  claim 1 ccmprislzg, additionally, an 
organic solvent. 

8 .  A composition as in clain 7 wherein said solvent ccrnprises a 
major proportion o f  a solvent selected f r o m  the group consisting 
o f  esters, aromatic hydrocarbons ar.d chlorinated hydrocarkcns. 

9. 
dialkylphthalate, said alkyl groups having from 1 to about 12  
carbon atoms. . 

The composition of claim 8 wherein s a i d  solvent is a 

10.  A ccmpositicn as in claim 1 wherein said flourescer i s  
selected frcm the group consisting of '?,lo- 
bis(pnenylethyny1)anthracene; 1 - xethoxy-9,lO- 
Sis(Fheny1thynyl)anthracene; 9,lO-diphenylanthracene. 
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Cne of the specific compounds recited in clain 5 is CPPO. 

species of the corresponding compounds recitation i:: c ! a h  1 ,  2 ar.d 3. 

2 . e  first and tkird recized compounds respecrively in claim ;3 a t e  the 

The C??9  is a 

fluorescer ??EA acd the fluorescer DPHA. 

The ‘786 patent claims a chemiluminescent composition f o r  reaction 

with a hydroperoxide to obtain chemiluminescent light, said coqcslrio:: 

comprising a certain ester compound, a certain anthracene suSstit:ted 

fluorescer azc an organic soivent !Ff 9 ) .  Clahs 1, 2 ,  3 ,  i(, 5 ,  5 and :3 

in issue read: 

1. A chemiLminescent compositicn f o r  reaction with 
hydrc3eroxlde to obtain chemi:+siinescent Light, said cczposition 
conprisizg (11 an ester o f  the formla:  

where A and B represenred aliphatic o r  aronatic ester grauss, a 5  
:: is a:: integer at least one, (2) a fluorescer comprisizg a 
b;s:phenylethynyllanthracene substituted by chloto, ffucro or 
lover alkyl, and (31 an organic solvent, said inqredier.ts bei-3 
present in sufficient concentration to obtain chemiluminescence 
vnen reacted with hydrogen peroxide. 

2. A composition according to claim 1. in which said 
chemiluminescent compound is a bis-ester o f  oxalic acid. 

3. A composition according to claim 2 in which said ester 
comprises an ester formed from oxalic acid and a phenol, said 
phenol characterized by an ionization constant in vatet greater 
than 1.3 x 

4. A composition according t o  claia 3 in which said 
bir(subrtituted-phenyl~ox~1ate comprises bis (2,4,5-trichloro-5- 
carbopentoxypheny1)oxalate. 

5 .  
ester is substituted with carbalkoxy groups. 

A composition according to claim 2 wherein said bis-phenyl 

6.  A composition according to claim 2 wherein said fluorescer is 



a monochloro o r  a dichloro derivative of 9,lO- 
bis(phenylethyny1)anthracene. 

10. A composition according t o  claim 3 wherein said fluorescer is 
2-chloro-9,10-bis(phenylethynyl)anthracene. 

The CPPO is recited in claim 4 and the corresponding compound recitation in 

claims 1, 2 ,  3 and 5 is generic to CPPO. 

The '645 patent claims a process for generating chemiluminescence, the 

improvement of which comprise reacting a particular oxalate with a peroxide 

component in suitable diluent in the presence of anthracene, the 

improvement o f  which comprises carrying out the reaction in sufficient 

diluent t o  provide a certain initial concentration of said oxalate (FF 

11). Claims 1, 3 and 4 in issue read: 

1. In a process for  generating chemiluminescence comprising 
reacting bis(6-carbopentoxy-2,4,5 trichlorophenyl) oxalate with a 
peroxide component in a suitable diluent in the presence of a 
9,10-bis(phenylethynyl)anthracene the improvement which comprises 
carrying out the reaction in sufficient diluent to provide an 
initial concentration of bis.(6-carbopentoxy-2,4,5- 
trichloropheny1)oxalate of about 0.05 to about 0.09 mole per 
liter of reaction mixture. 

3. 
bis(phenylethyny1)anthracene is 9,10-bis(phenylethynyl) 
anthracene. 

The improved process of claim 1 wherein the 9,lO- 

4 .  
(phenylethyny1)anthracene is 2-chloro-9,10bis-(- 
phenylethynyllanthracene. 

The improved process of claim 1 wherein the 9,lO-bis 

The specific compound recited in claim 3 is the fluorescer BPEA while the 

corresponding compound recitation in claim 1 is generic to the fluorescer 

BPEA. CPPO is recited in claim 1. 

The three federal trademark registrations in issue are for the 

trademark CYALUME f o r  certain specified chemiluminescent articles, with two 
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of the three registrations covering the mark in its special stylized form 

(FF 12-14). 

Bppropriateness of Summary Judement 

Summary judgement is as appropriate in a patent case as in any other 

case when it is shown that no genuine issue of material fact remains for 

decision and that the movant is entitled to judgement as a matter of law. 

D.M.I.. Inc. v. Deere & Co.,  755 F.2d 1 5 7 3 ,  225 USPQ 2 3 6 ,  238 (Fed. Cir. 

1 9 8 5 ) .  

In this investigation in which the complainant is requesting a general 

exclusion order 31 and in which no respondent appeared in the 

investigation, as required by Commission ntle 210.24, to contest the 

allegations of violation, the fact of violation is not presumed and must be 

established by substantial, reliable, and probative evidence pursuant to 

section 337 (g)(2). Comission rule 210.25(cI requires prima facie 

evidence of a violation to support a determination of a section 337 

31 The complaint as supplemented at 30 reads in part: 

That after a full investigation, the United States 
International Trade Cormnission make findings in 
accordance with the Tariff Act of 1930, as amended, and 

* * *  

(b) issue a general exclusion order 
permanently forbidding the entry of any 
chemiluminescent composition, component or 
product which infringes or  contributes to the 
infringement of any claim of any of 
Cyanamid's aforesaid patents and its CYALUM 
trademark; (Emphasis added) 
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violation. Commission rule 210.50(b) provides that summary determination 

sought by a movant shall be rendered if the pleadings and any depositions, 

admissions on file, and affidavits show that there is no genuine issue of 

material fact and that the moving party is entitled to a summary 

determination as a matter of law. 

determination must, under Commission rule 210.50(c), set forth such fzcts 

as would be admissible in evidence and shall show affirmatively that the 

affiant is competent to testify to the matters stated therein. 

Affidavits in support of a summary 

Validity and Enforceabilitv of the Patents and Registered Trademarks 

Complainant argued that there is a presumption of validity that 

attaches to the patents in issue which duly issued to Cyanamid as assignee. 

It further argues that the validity and enforceability of the patents have 

not been contested and hence that the patents are valid and enforceable. 

Complainant argued similarly that it is the owner of the three valid and 

subsisting federal trademark registrations in issue; that it has 

continuously used its CYALUME trademark since 1970, expending considerable 

sums for advertising and promotion of its chemiluminescent products bearing 

the CYALUME mark; and that while the validity of trademark registrations is 

not presumed in the manner that issued patents are presumed valid, two of 

the three registrations were incontestable. (Memorandum at 33-35). 

The staff argued that the validity and enforceability of the patents 

in issue have not been disputed, and that accordingly there is no material 

issue of fact respecting their validity and enforceability. 

argued that the three federal trademark registrations are prima facie 

evidence of the registrant's exclusive right to use the marks; and that 

The staff also 
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since no party has challenged the validity or  enforceability of the CYALUME 

narks, there is no genuine issue of material fact with respect to their 

valiciity or enforceability. (Staff Response at 12-13]. 

No defenses have been effectively asserted in this investigation as to 

the validity and enforceability of the six patents and three f eder a 1 

trademark registrations under investigation, and certificates submitted by 

complainant properly attest to complainant ownership. No proper response 

to the complaint and notice of investigation was filed which asserted 

defenses to validity and enforceability. 

In the case of Lannom Manufacturinv Co. Inc. v. U.S.. International 

Trade Commission, 799 Fed. 2d 1572, 231 USPQ 32 , 35-38 (Fed. Cir. 19861, 

the Federal Circuit reversed a Commission determination of invalidity for 

obviousness and indefiniteness in an investigation in which no defense of 

invalidity had been raised by the parties as to the patent there in issue. 

The Federal Circuit pointed out that section 337 expressly provides that 
- -  

"all legal and equitable defenses may be presented in all cases," and 

reasoned that the statutory intent behind section 337 was to entertain 

legal defenses raised by the parties to the same extent as in the courts, 

but with patents retaining their statutory presumption of validity before 

the Commission, pursuant to 35 U.S.C. section 282. 4' 

In the investigation of Certain Reclosable Plastic Bags and Tubing, 

Inv. No. 337-TA-266 (unreviewed initial determination 19881, it was held 

A/ 
independent party in a section 337 investigation, pursuant to Commission 
regulation. The Court also discussed and distinguished prior Commission 
investigations in which the staff had raised defenses of invalidity. Id., 
779 F.2d at 1574, 231 USPQ at 35, 37. The staff in this investigation 
supported, rather than opposed, a summary determination that the asserted 
patents and trademarks are valid and enforceable. 

The Lannom opinion noted that the staff has the rights of an 
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that the legal principle set forth in Lannom applies not only to 

unchallenged patents, but also to unchallenged federal trademark 

registrations. 

validity under 3 5  U.S.C. section 282 that can be overcome only by clear and 

Moreover, although a patent enjoys a presumption of 

convincing evidence, a federal trademark registration 51 does still enjoy a 

prima facie presumption of validity and ownership. The Trademark Act of 

1946, as amended (the "Lanham Act") provides that: 

Any registration ... of a mark registered on the principal register 
provided by this Act and owned by a party to an action shall be 
admissible in evidence and shall be prima facie evidence of the 
validity of the registered mark and of the registration of the 
mark, of the registrant's ownership of the mark, and of the 
registrant's exclusive right to use the registered mark in 
commerce on o r  in connection with the goods or  services stated in 
the registration..,, but shall not preclude a party from proving 
any legal o r  equitable defense or  defect, including those set 
forth in section (b), which might have been asserted if such mark 
had not been registered. 15 U.S.C. S1115a [as amended by the 
Trademark Law Revision Act of 1988, P.L. 100-6671. 

i hus  even though a federal trademark registration provides a more easiiy 

disproven presumption than a patent, the registration does provide a 

statutory presumption of validity that is in effect in the absence of a 

challenge by "a party ...p roving any legal o r  equitable defense o r  defect." 

Consequently, the presumption remains in force unless a party comes forward 

to challenge presumption. 

federal trademark registration is sufficient evidence of the ownership, 

Absent a party's challenge it is found that a 

validity and enforceability of a mark without further evaluation. 

5/ Federal trademark registrations 'on the principal register established 
by the Lanham Act enjoy the presumption of validity while marks registered 
on the supplemental register established by that Act enjoy no presumption 
of validity. 
register. 

The three registrations in issue are on the principal 
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Two of the three federal registrations in issue are the subject of 

incontestable rights of exclusive use pursuant to sections 15 and 33b of 

the Lanham Act, 15 U.S.C. sections 1065, 1115b. The statute provides a 

stronger presumption of validity f o r  the incontestably registered mark: 

[Tlhe registration shall be conclusive evidence o f  the validity 
o f  the registered mark and of the registration of the mark, of 
the registrant's ownership of the mark, and of the registrant's 
exclusive right to use the registered mark in commerce. 
conclusive evidence shall relate to the exclusive right to use 
the mark on or  in connection with the goods o r  services specified 
in the affidavit filed under the provisions of section 15, or in 
the renewal application f i led  under the provisions of section 
9....Such conclusive evidence of the right to use the registered 
mark shall be subject to proof  of infringement as defined in 
section 32, and shall be subject to the following defenses o r  
defects [list of defenses omitted]. Id., 61115b [as amended by 
Trademark Law Revision Act of 1988, P.L. 100-6671. 

Such 

In summary, as no legal  or equitable defenses to the patents and 

trademarks in issue have been asserted by any p a r t y  in the investigatian, 

the presumptions of  validity attaching ta all the intellectual p r q e r t y  

under investigation are found to remain in force.  Consequently, there is 

no genuine issue as to the validity and enforcdility of the intellectual 

property under investigation, and, summary determination of validity and 

enforceability of the patents and registered trademarks is appropriate for 

violation under section 337(a) (i) (B) (i) and (C ) .  

m s t i c  Industq 

With respect to the domestic industry there are two underlying issues, 

viz. the sufficiency of the domestic operations of the asserted industry, 

and whether the domestic operations exploit the intellectual property in 

issue. 
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Sufficiency of  the Damestic h e r a t i o n s  

Complainant Cyanamid argued that there is a substantial domestic 

industry in the United States consisting of that portion of Cyanamid's 

business devoted to the manufacture and sale of chemiluminescent 

compositions, components thereof and products incorporating the same and 

made under the claims of the patents in issue. 

the owner of the patents in issue and that it markets a variety of consumer 

It argued that: Cyanamid is 

products, e.g., novelty products, under its federally registered trademark 

CYALUME in the United States. Complainant cited its investments in 

advertising and promotion of such products, and relied on its response to 

the staff's interrogatory no. 8. 

Cyanamid's raw material sourcing, chemical production, toll manufacturing 

operations, and distribution and quality control functions, including 

Cyanamid's domestic manufacture of the comporients which are used as the 

oxalate ester and fluorescent solution in its chemiluminescent products, 

Complainant also cited the information of 

(Memorandum at 7,-8, 10-13, 36). 

The staff argued that there is a sufficient domestic industry with 

respect to the patents and trademarks in issue, principally relying on the 

allegations o f  the complaint and the statement of Cyanamid's Ware 

reaffirming those allegations. 

complaint did not refer to any foreign toll manufacturers which 

The staff argued that although the 

manufactured for the U.S. market, complainant's Motion No. 285-9 makes 

clear that one of Cyanamid's three toll manufacturers is located in Japan. 

Nevertheless it argued that given the new domestic industry criteria in 

amended section 337 and the evidence respecting domestic investment in 

plant and equipment and the employment of domestic labor and capital with 
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regard to production of the patented products at issue, there appeared to 

be no material issue of fact concerning the existence of a domestic 

i n d u s t r y  under section 337(a)(3) notwithstanding said foreign toll 

manufacturer. (Response at 20-23). 

The ahinistrative law judge determines that the attested portions of 

che complaint (see paragraphs 2-11) , specifically reaffirmed by Cyanamid's 
Ware in his sworn statement (CX-P, Tr. at 37) , are uncontested probative 

evidence which may be relied on to support the sufficiency of the domestic 

-operations of the involved industry pursuant to Commission rule 

210.50(c). 6/ Mr. Ware testified that he is the general manager for the 

Chemical Light Department of Cyanamid (complaint at 32 (Ware AffFdavi t ) )  

and hence such statements of detailed in format ian  an Cyanamid's QVP 

operations are within his area o f  competence. Ll 

Accordingly, the administrative law judge deternrirres that t h e r e  is no 

genuine material issue of fact and that Cyanamid's operations rekting to 

its CYALUME novelty products are sufficiently domestic in character UIlCter 

section 337(a)(3) (FF 16 to 32). 

6/ Under analogous FRCP 56(e) a verified complaint can constitute an 
evidentiary substitute f o r  an affidavit in support of sumnary 
determination, once competent and admissible information is shown. 28 
Federal Procedure. L. Ed. section 62:606. 

71 Complainant has also relied upon its response to the staff's 
interrogatory No. 8 (CX-S). However that response was verified merely 
"according to information and belief.'' 
information and belief are not sufficient to support a summary 
determination. Cable Electric Products. Inc. v.  Genmark. Inc,, 770 F.2d 
1015, 226 USPQ 881, 888 (Fed. Cir. 1985). 

Statements made according to 
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w o i t a t i o n  of the Inte llectual Propertv bv the Dame stic Ind ustry 

Complainant cited the statements of Drs. Bruce Baretz and Amy P. 

Essenfeld in support of its contentions that Cyanamid's CYALUME novelty 

chemiluminescent products correlate with the claims of the patents in 

issue. 

there is a substantial domestic industry involved in the manufacture and 

sale of novelty chemiluminescent products which contain compositions and 

components that utilize the patents and which are marketed under Cyanamid's 

registered CYALUME trademark. 

Cyanamid argued that the evidence establishes beyond doubt that 

(Memorandum at 13-15). 

The staff relied on Dr. Essenfeld's statement as demonstrating that 

Cyanamid's CYALUME chemiluminescent compositions and components are covered 

by claims of the patents in issue. 

Essenfeld analysis discloses that not every claim of the s i x  patents in 

issue is currently practiced by Cyanamid, a complainant need only 

demonstrate that it practices one o r  more claims of each patent in issue 

for purposes of establishing a domestic industry with respect to the 

involved patent. (Response at 23) 

The staff also argued that, while the 

Based on the uncontroverted testimony of Dr. Essenfeld, a Cyanamid 

research chemist who works on chemiluminescent products and who has a 

doctorate in organic chemistry (FF 361, the administrative law judge 

determines the following with respect to the identified intellectual 

property in issue. 

n e  '426 Patent 

The use of  Cyanamid's CYALUME novelty products that contain 

practices the method of obtaining chemiluminescent light emission o f  

generic method or process claims 1, 2 ,  6 and 7 of the ' 426  patent, with 
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claim 4 specifically reciting 

(FF 37-42). 

The '679 Patent 

A l l  the CYALUME novelty chemiluminescent product mixtures contain CPPO 

which is intended to be reacted with hydrogen peroxide, and also contain an 

organic fluorescer and solvent, in amounts sufficient to cause 

chemiluminescence, thus coming under the generic compositions o f  claims 1, 

2, 3, 4, 7 ,  8 and 9 of the '679 patent (FF 43-46, 48-50). The CPPO is 

are specifically recited in claim 5. CYALullE products 

covered by claim 10 of the '679 patent which specifically 

(FF 47-52). 

The '336 Patent 

All the CYALLIME novelty chemiluminescent pro& 

CYALUME product 

t rrixtnre s c n t a i n a  

composition f o r  reactian w i t h  hydrogen peroxide to produce ChFgniWmt 

light emission with the ingredients covered by generic claims 1, 2 and 6 af 

=he '336 patent. Because claim 4 is limited to EPEA, 

CYALUME product is covered by claim (ET 52-55] .  

products, in use, practice a process for  producing a highly intense 

chemiluminescent light from a reaction of ingredients accarding to the 

generic process claimed by claim 8 (FF 56).  

81 AIL the CreALlME 
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The '786 Patent 

All the CYALUME products that contain 

generic recitation for the fluorescer in claims 1 and dependent claims 2 to 

are covered by the 

6 of the '786 patent (FF 57-62). 

CPPO is inc,uded in the generic recitation of the 

ester in claims 1, 2, 3 and 5 as well as dependent claim 6 and is 

specifically recited in claim 4 (FF 63).  

The '645 Patent 

All of the CYALUME products that contain are covered 

by the generic recitation for the anthracene in claim 1 of the '645 patent. 

Claim 3, which is limited to BPEA, CYALUME product 

(FF 64-65). 

The '843 Patent 

Claim 1 of the '843 patent describes a composition useful as a 

component for a chemical light device comprising hydrogen peroxide in a 

tertiary alcohol solvent o f  at least a certain minimum concentration, and a 

catalyst, v&. sodium salicylate or  tetrabutylammonium salicylate, in a 

certain minimum concentration range. 

hydrogen peroxide in excess of .01M in a teritiary alcohol solvent, 

specifically tertiary butyl alchole. Thus complainant's Dr. Essenfeld, as 

one skilled in the art, testified that the molar concentration of the 

sodium salicylate catalyst in 

concentration range in claim 1 for the catalyst when taking the whole 

CYALUME products contain 

CYALUME products was within the stated 
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chemiluminescent system of activator solution and oxalate system together 

;FF 6 7 ) .  

Claim 4 of the '843 patent depends from claim 1 and further specifies 

that the solvent is tertiary butyl alcohol, which is contained in 

CYALUME products (FF 68). Claim 5 of the '843 patent also depends from 

ciaim 1 and specifies that the catalyst is sodium salicylate, which is 

cataiyst in CYALUME products (FF 67, 69). 

Registration No. 925.341 

Cyanamid. does use CYALUME as a trademark on the packaging for its 

novelty materials containing chemiluminescent compositions and companents, 

specifically its lightstick prodacts (FF 7 0 ) .  

Registration No. 1.141.455 

Cyanamid does use CYALUME as a trademark on t h e  packaging far its 

novelty chemiluminescent chemical lightsti& which when activated prodnce 

light. 

stylized lettering of the mark in the special form as depicted on Reg. No. 

1,141,455, despite the minor differences that such uses du not contain the 

stylized drop o r  flame design element within the U of CYALW, and do not 

contain the raised L extending vertically above the remaining letters, as 

shown in the registration (FF 71). Thus, the mark is used materially as 

registered. See, Ex parte The Hanna Paint Co., 103 USPQ 217 (Commr. Pat. 

1954); Trademark Manual of Examininn Procedure §1603.09. 

The uses o f  CYALUME submitted appear substantially identical to the 

Registration No. 1.133.583 

The motion for summary determination of violation, the memorandum 

thereon, and the response thereto do not specifically point out evidence 

that the mark CYALUME is in use by Cyanamid specifically with a "lantern 
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. .  ~:ke busing, sold separately, f o r  use with a chemical lightstick," which 

1s -,;?e specified subject matter of  Federal Reg. No. 1,133,583 and the 

a&'-< .,,..,scrative law judge can find no such evidence. 

Bne Industry 

The above exploited intellectual property overlap in terms of  the 

chemiimlnescent novelty products in, and with, which they are used. 

Coxequenzly, they constitute one industry for purposes of analysis under 

section 337. See, Certain DRAMS, Inv. No. 337-TA-242 (Corn. Opin. Nov. 5, 

1987 at 6 2 - 6 7 ) .  

Summarv 

,nere Ls 2 dozestic industry under section 337(a) ( 2 )  with respect to 3. 

Zyazamid's noveity chemiluminescent compositions and components and 

products incorporating the same which are protected by the following claims 

of  the patects and trademarks in issue: claims 1, 2, 4, 6 and 8 of the '336 

?acent; claizs 1, 2 ,  4, 6 and 7 of  the '426 patent; claims 1-5 and 7-10 of 

the ' 6 7 9  2atent; claims 1-6 of the '786 patent; claims 1 and 3 o f  the '645 

?atenc; claims 1, 4 and 5 of  the '843 patent; and registered trademark Nos. 

9 2 5 ,  341 and 1,141,455. Claims of the '786 patent and of the '645 

patent as well as trademark Federal Reg. No. 1,133,583 have not been shown 

to be practiced by the domestic industry. 

Wortation and Sale 

Complainant argued that the evidence of  record establishes that 

respcndent Prolufab has imported, sold f o r  importarion and sold within the 

United States glow necklaces which it manufactured in France. Cyanamid 

ciced declarations of  Poulin, Renard and Schrimmer as demonstrating that 
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Xenard 2dr;llts having been approached by Prolufab with respect to assisting 

?ro!cfab 13 importing such necklaces; and that Renard organized Crazy Light 

(Crazy Light) and began importing the Prolufab product on November 11, 

1987. tb-ereafter selling them to Nite Lite Novelties Inc. (Nite Lite) which 

was operaced by Poulin for Schrimmer, for distribution in the United 

States. 

1s confined by ?otllin's March 1 0 ,  1988 letter from Poulin to Cyanamid, 

wriic.: ,etter 2Cr;llts that the imported glow necklaces are manufactured by 

?ral.:fab azd imported by Crazy Light; and that a Mr. 

. 1 _ .  ,,,1- - 
2ecklaces ixpcrted from Prolufab and sent them to Cyanamid's Dr. Schmitt 

f o r  evaluation. Thus, Cyanamid concluded that uncontroverted evidence o f  

Cyanamid argued that this pattern of importation ana distribution 

. . .  . 

purchased 100 

q:anti-,ies cf each of the four colors of the chemiluminescent 

1 1 :  - - . -LT -a,len, - c .  sale f o r  importation o r  [sic] sale" within the United States 

s f z s r  Iz;ertatio~ has been adkcec (Memorandlm at 37-38). 
-. -r,e sz~ff argued that there is sufficient uncontroverted evidence of 

x l ~ o z t E z : C ? .  , sale for inpertation and sale within the United States after 

xi ,ssrzazicn so chat there is no genuine issue of material fact; that Nite 

,:-,e "as estajlished for the sole purpose of selling Prolufab's imported 

g l m  necklaces, and that such imported products were sold in the United 

Stztes; t'nac it is not aware o f  any evidence which would refute Cyanamid's 

assertlo?. that zecklaces containing chemiluminescent compositicns and 

cx?c?,enzs chereof were manufactured by respondent Prolufab and imported 

_ .  

- 1..-, 9 t h  the Lnited States by Crazy Light, which in turn sold them to Nite Lite 

Sot?. California corporations; and that it is not aware of any evidence, 

despite Prclufab's assertion in a letter dated August 11, 1988, which would 

refzte Cyanamid's assertion that the tubes of necklaces purchased from Nite 
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Lite. and later tested by Cyanamid, originated with Prolufab. The staff 

furzkier contended that the sworn statements of Poulin, Renard and Schrimmer 

<isclose that after importation the necklaces were sold by Crazy Light to 

Yite ',ice for fxther distribution to customers in the United States. 

(Staff Response at 9-11). 

?he administrative law judge finds that the uncontroverred and 

ciocwienced evidence of record establishes without any genuine factual issue 

that -,ne ?reach manufacturer respondent Prolufab has sold its 

cheniluninescent glow necklaces for importation to the United States, that 

:;?e necklaces were sold by Prolufab to the domestic importer Crazy Light, 
. .  un~c;? thereafter resold the necklaces to another California company Nite 

-:Le, for the purposes of subsequent distribution to U.S. customers (FF 72-  - .  

-. 85). ;ne sworn statements of Nice Lite's Poulin and Schrimmer, Crazy 

,ignt's Xenard, and Luc Noel all establish the importation and sale. Id, _ .  

Frclzfab even admitted exportation of its necklaces to the United States in 

Irs August 11, 1988 letter, page 1 to the Commission's Secretary written by 

Yr. ?ax1 Noel: 

The fact that we export chemiluminescent necklaces towards the U 
S A through the cited persons is of course exact. [See, 
att,achrner.ts to Order No. 41 

I:. conclusion, summary deternination is appropriate that respondent 

?r'cltifab has sold chemiluminescent necklaces for importation to the 'Jnited 

s--- caies, and that there has been subsequent importation of such necklaces 

- LA,,,, " t h  and sale of such necklaces within, the United States. 
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Patent Infrinaement 

,caplainant Cyanamid argued that it obtained samples of Prolufab's 

? L T . ~ ,  blue, green and orange color-emitting glow necklaces, through a Mr. 

. s c  April 2 9 ,  1988, which were subjected to analysis by various tests 
. .  :sr.c.;ctec =y Cyanamid under the supervision of Drs. van der Poll and 

Sranzow. Cyanxid cites their sworn statemencs and written reports for the 

resclts of chose analyses. 

Accordingly, 

Zyanamid Contended that direct literal infringement of the claims in issue 

of rhe '679, '336, '786 and '843 patents has been established. (Memorandum 

Additionally, Cyanamid contended that contributory infringement of 

'425 2nd '645 process patents is established by the proofs that the 

?rclufab products contain each of the components of the claims in issue of 

those patents, thus causing consumers to directly infringe such claimed 

processes by carrying out the steps thereof at the time of activation to 
. .  LnLtiate the chemiluminescent processes defined therein. 

the testimony of its Dr. Baretz as verifying that the compositions in both 

Cyanamid cited 

Cyanamid's and ?rolufab's products are expensive, specialty chemicals which 
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have no other use but as components of chemiluminescent compositions, and 

are :herefore not staple articles of commerce having substantial non- 

Lzfrlnging uses under 35 U.S.C.  section 271(c). Thus, Cyanamid concluded 

- - I -  ?rolxfab both contributed to infringement of the '426 and '645 process 

pazer.ts and induced infringement of said patents (Memorandum at 24-25). 

Complainant, in its supporting memorandum, also presented a refutation 
- .  

3: :.-*e allegations stated in "informal letters" of Prolufab 91 to the 

2 0 m , i s s i c r . ,  statir.g that the evidence proved the falsity of Prolufab's 

z-,egation chat its imported necklaces contain genuine Cyanamid chemicals; .. 

The staff argued that there is no genuine issue o f  material fact with 

respect to the direct infringement of the '679, '336, '786, and '843 

patencs, nor vith respect to induced or contributory infringement of the 

' 1 2 6  and '645 patents, by Prolufab's accused products. The staff cites its 

deposlticns of Drs .  Granzow and Essenfeld as demonstrating the great care 

raker, in conducting the well-documented tests of Cyanamid on respondent 

Prolufab's product. The staff argued that it is aware of no evidence which 

9/ 
of prolufab which were respectively Exh. 1 to the staff's response to 
Motion No. 285-4 and Exhs. A and C to Motion No. 285-4. 

See August 11, 1989, September 9, 1989 and September 15, 1989 letters 
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refztes the conclusions of the tests put forward by Cyanamid; that the 

r e s r h o n y  on the tests establishes that the Prolufab samples did not 

-V .A-a l . .  - c \ * c - - -  genuine CYALUME chemicals, despite Prolufab's unsubstantiated 

3sser tLor ;s  in its informal ietters to the Commission that its necklaces 

xereiy contained chemicals drained from genuine CYALUME lightsticks; that 

:re deposition testimony of Dr. Essenfeld demonstrates that the method of 

xse claim of the '426 and '545 patents would be directly infringed by at 

less: one of Prolufab's samples when said samples are used t o  generate 
. .  

a n  ,Ireni?~~inescence (Staff Response at 13-18). 

3 e  administrative law judge finds that the record establishes that 

Zyanamid 13 April 1988 received samples of the Prolufab made and imported 

2-0;; r.ecic!aces in green, blue, pink and orange c o l o r s ,  from Nite Lite, and 

- -  -..ereafter Cyanamid suSjected the necklaces to extensive scientific 

a r , i l y s i s .  

?.me o f  Nite Lite and a flyer for glow necklaces. 

The samples obtained were accompanied by a purchase order in the 

(FF 86-88). 

After consultation between Cyanamid's scientists over appropriate 

reszs f o r  anaiysis, Cyanamid conducted the following documented tests on 

::?e Trslufab manufactured samples: 

The supervisor Dr. Granzow as well as Drs. van der Pol: and Essenfeld 

and 3 .  Eiiiott testified as to the conduct and documented results of these 

z e s z s .  Id. This uncontroverted testimony establishes, without any genuine 

i a c z * ~ a l  issze ,  the contents of the Prolufab samples. 

The tested necklace samples were long and thin dianeter tubes 
. .  cx.z;:xng Ezn oxalate solution and an activator solution which were 
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seFarated from each other by a sealed glass ampule within the tubing. 

The 
. .  aifferent necklaces were labelled as emitting one of four chemiluminescent 

cs;zrs--pink, blue, green and orange--and those were labelled as samples A 

-P.rn.. uugh D, respectively. 

u/ 

Upon activation of the sample neckiace products 

5y flexing and shaking the two solutions, the Prolufab necklaces exhibited 

:heziluninescence (FF 88). 

3ased on the results of those tests Dr. Essenfeld, a holder o f  a 

tocIc!race in organic chemistry from M.I.T. and a Cyanamid research chemist 

".. y-. chernica: ; i g h c ,  applied the ciaims of the patents in issue to the 

?rolzfab sanple necklace in deposition testimony (FF 36, 89). No contrary 

evidence was received. 

The '679 Patent 

,,aim 1 of the '679 patent covers the chemical compositions in all " 3  

f o c r  imported necklace samples tested, since the necklaces contain tne 

:mpcar.C C?PC for reaction with hydrogen peroxide in the presence of a 

so1vez'L, as well as organic fluorescent compounds (FF 91). 
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<:si: 2 o f  the ‘579 patent which depends from claim 1 further 

spezlfles a bis(phenyljoxa1ate ester, which generically describes the CPPO 
. .  - -  -.. rr,e x i p o r t e d  necklace samples tested (FF 92). 

Zlairn 3 of :he ‘679 patent *.?ich also depends from claim 1 further 
. - .  s?ec:;:es :hat the compound is a bis(2,4,5-trichloro-6- 

cer~oa1Xox~henyl)oxalate which generically describes the CPPO in the 
- .  . _L , . i f ab  d.-_ zecklaces tested (FF 91). 

“lain 4 of the ‘579 patent also deper,ds from claim 1 and further 

specifies that the composition includes additionally a basic catalyst, 

vhlch the sampled zecklaces all contain i n  the form of sodium salicylate 

:?E 93). 

The Prolufab sample necklaces all contain CPPO specifically recited as 

3ne u ? f  the cornpour,cs in claim 5 of the ‘579 patent (FF 94). 

P? ,,aim 7, depending from claim 1, also applies to the Prolufab necklace 

sarcples due to the fact that they contain organic solvents in the oxalate 

solxticr: (FF 95). 

Claim 8, whicn depends from claim 7, applies to the Prolufab sample 

necklaces ana the soivents in the samples because they contain as a solvent 

z.. - -  ester and/or aromatic hydrocarbon (FF 96). 

r.1 LAaix 9, which depends frcm claim 8, also applies to the imported 

necklaces since the organic solvents in the sampled necklaces are solvents 

described as dialkylphthalate wherein the alkyl group can have from 1 to 

about 12 carbon atoms (FF 97). 

:lain 10, which depends from claim 1, further describes a limitation 

si the flxorescer as one o f  a group of three structures which includes DPHA 
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and BPEA. 

:he orange necklace sample contain the BPEA fluorescer (FF 98). 

The pink necklace tested contains the DPHA fluorescer, 111 and 

The '336 Patent 

The imporred necklace samples contained a chemiluminescent composition 

having the catalyst sodium salicylate which is a weakly basic salt as 

described in claim 1 of the '336 patent. 

which is a bisaryl oxalate ester recited in claim 1 and an organic 

The samples also contain CPPO 

fluorescent compound also recited in claim 1. 

necklace samples react with hydrogen peroxide to produce a high intensity 

chemiluminescent light emission, as the preamble of claim 1 states (FF 99). 

Such ingredients in the 

Claim 2 of the '336 patent depends from claim 1 and further requires 

that the oxalate ester be a substituted aryl oxalate ester, which applies 

generically to CPPO found in all the sampled necklaces (FF 1 0 0 ) .  
. 

Claim 4 of the '336 patent also depends from claim 1 and further 

requires that the organic fluorescent compound be the BPEA fluorescer which 

is in the imported necklace (FF 1 0 1 ) .  

Claim 5 o f  the '336 patent which also depends from claim 1 requires 

that the organic fluorescent compound be the DPHA fluorescer which is in 

rhe imported necklaces samples (FF 102). 

Claim 6 of the '336 patent, which also depends from claim 1, requires 

that the weakly basic salt catalyst be sodium salicylate, which is 

contained in all the imported necklaces sampled (FF 103) .  

independent claim 8 describes a process for producing chemiluminescent 

light from a reaction of ingredients comprising a bis aryl oxalate ester, 

hydrogen peroxide, an organic fluorescent compound and an organic solvent 
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for said ingredients, The claim further specifies the step of adding to 

the reaction a certain weakly basic salt catalyst. Such a chemiluminescent 

reaction occurs upon the activation of the sampled imported necklaces which 

contain compounds that are species of the generic compounds recited in 

claim 8 (FF 104) .  121 

The '786 Patent 

The imported necklace samples contain an oxalate 

solution for reaction with hydrogen peroxide to obtain chemiluminescent 

-light, and specifically the oxalate solution composition contains a 

as well as CPW and an organic solvent, said 

ingredients being present in sufficient amozmts to obtain cbmiluninescence 

when racted with kqd.ragexperoxi&, which is called far by the generic 

recitation of claim 1 o f  the '786 patent (FF 105). 

Claim 2 of the '786 patent depends fram claim 1 arrd it further 

requires that the ch&L.uminescent campasitian cantah a bis-ester of 

oxalic acid, which is generic to the CPPO in the imported green arret orange 

necklaces (ET 106). 

- 12/ 
chemiluminescent light from a reaction, this claim is not directly 
infringed by the importation of the chemiluminescent compositions, 
components arid necklace products incorporating the same. Instead, 
infringement results from the method of use of the necklaces to produce 
chemiluminescence by reaction. Consequently, importation and sale of the 
necklaces constitute contributory and induced infringement of claim 8. 
While the complaint and notice of investigation state direct infringement 
as KO claim 8 ,  pursuant to Commission rule 210.22(c) they are hereby 
amended by this initial determination to conform to the evidence presented. 
This issue was reasonably within the scope of the pleadings and the notice, 
as claim 8 was there specifically identified with the patent included as an 
exhibit to the complaint, and allegations of infringement as to other 
patents at issue analogously cover a method of use to produce 
chemiluminescent reaction. 

Since claim 8 of the '336 patent claims a process far generating 
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Claim 3 of the ' 7 8 6  patent depends from claim 2, further limiting the 

ester to an ester formed from oxalic acid and a phenol having more than a 

cerzain minimum ionization constant. This further limitation is generic to 

tne <?PO in the imported green and orange necklaces (FF 107 ) .  

Claim 4 of the ' 7 8 6  patent is dependent upon claim 3 and specifies 

:hat the CPPO in the green and orange necklaces sampled (FF 108). 

Claim 5 of the ' 7 8 6  patent depends from claim 2 and further limits the 

bis-phenyl ester to one substituted with carbalkoxy groups, which is 

generic to che CPPO in the Prolufab green and orange necklaces (FF 109). 

Ciaim 5 of the ' 7 8 6  patent depends from claim 2 and further specifies 

:hat :he fluorescer may be a rnonochloto o r  a dicnloro derivative of BPEA. 

This further claim limitation applies to the necklaces 

samples since they contain a (FF 1 1 0 ) .  

The '843 Patent 

Claim 1 of the '843 patent describes a composition useful as a 

component for a chemical light device, comprising at least 0.01 M hydrogen 

2eroxide in a tertiary alcohol solvent, and as a catalyst, either sodiuii 

salicylate o r  tetrabutylammonium salicylate, in a certain minimum 

contained 

solvent, 

concentration range. The Prolufab necklaces sampled each 

hydrogen peroxide in excess of .01M in a tertiary alcohol 

specifically tertiary butyl alcohol (FF 112 1. 

Cornplainant's Dr. Essenfeld gave uncontradicted test 

nolar concentration o f  the sodium salicylate catalyst was 

mony that t 

within the 

ne 
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ciaimed concentration range when taking the whole chemiluminescent system 

o f  accivator solution and oxalate system together, rather than the two 

components separately, and as one skilled in the art has so interpreted the 

claim. Id. The abinistrative law judge finds support for such an 

interpretation in the specification at col. 25, 1. 25-50. 

Claim 4 of the '843 patent depends from claim 1 and further specifies 

that the solvent is tertiary butyl alcohol, which is contained in the 

Prolufab necklaces sampled (FF 1 1 3 ) .  

Claim 5 of the '843 patent also depends from claim 1 and further 

specifies that the catalyst is sodium salicylate, which is the catalyst in 

the Prolufab necklaces sampled (F€ 114). 

The '426 Patent 

Claim 1 of the '426 patent claims a method f o r  ob ta in ing  

chemiluminescent light emission by the reaction of a hydroproxi& w i t h  a 

composition having the following ingredients: an organic f L u a r e s c w t  

compound which is a phenylethynyl substituted aromatic hydrocarbaa, a 

chemiluminescent compound which can include esters of palycarbanyl. acids, 

and an organic solvent for said ingredients and said hydroperoxide. The 

Prolufab made necklaces samples have CPPO which is ah ester 

of a polycarbonyl acid, which is a phenylethynyl substituted aromatic 

hydrocarbon, hydrogen peroxide, and organic solvents therefor (FF 115) .  

Thus, when the necklace products are used a chemiluminescent reacticrn 

process occurs as a result of reaction of the hydroperoxide with the 

organic fluorescer. 

Claim 2 of the '426 patent depends from claim 1 and further specifies 

that the fluorescer phenylethynyl substituted hydrocarbon is an acene 
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compound, which is generic to the fluorescers in the 

imported necklace samples (FF 116) .  

Ciaim 4 depends from claim 2 and further specifies that the acene-type 

fluorescer is BPEA which the imported necklace sample contains (FF 

Claim 6 depends from claim 1 and further requires that the 

chemiluminescent compound be a bis-ester of oxalic acid and an alcohol 

characterized by at least a certain ionization constant value. This 

further limitation is generic to the CPPO contained in the green and orange 

samples tested (FF 118) .  

Claim 7 of the '426 patent, which depends from claim 1, further limits 

the ester to a bisbubstituted-phenyl) oxalate, and states that the solvent 

comprises a dialkyl phthalate in which the alkyl substituents have from 1 

to about 8 carbon atom. The imported green and orange sampled necklaces 

contain a dialkyi phthalate and also contain CPPO which is specific to the 

ester recited in the claim (FF 119). 

The ' 6 4 5  Patent 

Claim 1 of the '645 patent claims a process f o r  generating 

chemiluminescence comprising reacting CPPO with a peroxide component in a 

suitable diluent in the presence of !la 9-1O-bis(phenylethynyl) anthracene" 

which reads on and as the improvement providing a 

sufficient initial concentration of CPPO of about 0.05 to about 0.09 mole 

per liter of reaction mixture. The imported necklace 

samples correspondingly contain 

diluent dibutylphthalate, and CPPO which in the green and orange necklaces 

sampled is in an initial unactivated concentration of a range of about 

hydrogen peroxide, a 
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moles per liter concentration in the reaction mixture, 

The claim 3 o f  the ' 6 4 5  patent depends from claim 1 and recites that 

the fluorescer is BPEA. The imported necklace has BPEA in 

accordance with the claim 3 (FF 1 2 1 ) .  

SUmmarV 

The imported blue, pink, arange and/or green Prolufda necklaces 

sampled (as they were specifically i k t i f i e d  &rave w i t h  specific chbr s  in 

issue) directly infringe claims 1-5, & 7-10 af the '679 patent, cbi.ms I, 

2, 4 ,  and 6 of  the '336 p a t e s t ,  clnimn 1-6 arrd 10 o f  the '786 patent, anct 

claims 1, 4' and 5 o f  the '843 patent e contrjibntarily infringe amt i e  

i n f r - h g a e n t  o f  method o f  use claim 8 of the ' 336  p a t e n t ,  cfaimn 1, 2 ,  4, 

6, and 7 of the '426 patent; and claims I, 3, of the '645 patmt. 

w i b u t a r v  -ed h- Infrinneern t 

Complainant argued that the Prolufab glow necklace samples obtained by 

Nr . 
the glow products "are made with the glow juice CYALUME which is extracted 

from the GLOW STICK made by American Cyanamid Company"; that the testimony 

of Nite Lite's Schrimmer and Poulin, and the testimony of the importer 

Renard, establish that Prolufab falsely assured them that the glow 

from Nite Lite included a promotional flier representing that 
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necklaces contained such genuine CYALUME chemicals; and that those false 

assurances induced and contributed to infringement of Cyanamid's CYALLJME 

rradenark in this country. Complainant further argued that the false 

representations are flagrant violations of Cyanamid's rights in that they 

falsely represent that Cyanamid is the source of the chemicals, falsely 

imply a sponsorship or approval by Cyanamid, pass off the chemicals as 

jeing the same as those symbolized by the CYALUME trademark, dilute 

Cyanamid's rights in the trademark, and misappropriate the goodwill and 

reputation of Cyanamid in both the trademark and the high quality novelty 

?roaucts symbolized thereby (Memorandum at 28-30, 40-42 ) .  

Co,mplainant also  argued that not only did Prolufab's false assurances 

induce and contribute to trademark infringement, but that the violations 

were exacerbated by linking inferior quality necklaces to the excellent 

;oodwill and reputation enjoyed by Cyanamid under its CYALUME trademark. 

Cyanamil cited the sworn statement of Ms. Elliott concerning tests showing 

:ne lower light outputs from the activated Prolufab necklaces as compared 

zc zhe CYALUME necklaces. (Memorandum at 30-31). 

The staff argued that there is no genuine issue of material fact that 

?rolufab's false assurances constituted contributory infringement of 

Cyanamid's trademark, and that the testing done by Cyanamid's scientisLs 

demcnstrates that the imported necklace samples did not contain Cyanamid's 

chemicals. 

aLLeged in the complaint are direct, contributory and induced trademark 

infringement and that the only recognized cause of action against one who 

induces trademark infringement is "contributory infringement", unlike the 

The staff further argued that the only non-patent unfair acts 
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patent statute's distinction for induced and contributory patent 

infringement. (Staff Response at 18-20). 

It is found that the evidence of record establishes sales of 

chemiluminescent necklaces within the United States. In connection with 

chose sales, the domestic distributor Nite Lite, acting on the assurances 

of respondent Prolufab, falsely advertised and promoted the necklaces as 

containing CYALUME chemicals extracted from Cyanamid's CY&UME night 

sticks, with resultant misrepresentation of the source of those chemicals 

(FF 126-132).  

chemicals by Nite Lite has been proven f a h e  by the ch¶iCiiL d y s h  

evidence of record which demonstrates that the P r a h f a b  made npcLface~ 

coztain chemicals 

This representation of  the use of genuine extracted CZALUlfE 

Accordingly, it is established tbat there has &Lrert trademark 

infringement under 15 U.S.C. sectian LIl4(1) in the false and d l - g  

use of the registered tra-k CYAUEfE in ccmnecticar With the =le, 

offering for sale, and advertising of related &encLlud.neneIccent necklace 

articles. 

complainant and the staff that the manufacturer af  those necklaces, 

Prolufab, has contributorily infringed by virtue of its false assurances 

which induced and foreseeably resulted in such direct trademark 

infringement in the advertisement and sale and offer for  sale of the 

imported product within the United States. 

The administrative law judge agrees w i t k  the cantentians of 

In support of the conclusion that there has been contributory 

infringement, the U.S. Supreme Court first held in a case, known as the 

"Coco-Quinine" case, that a manufacturer is liable for contributory 
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Lcfringernenz of another's trademark when it aids, induces or enables its 
. .  
I .  d-stribctcrs to infringe that trademark in connection with the subsequent 

. .  . .  Y - 3 - , , , ~ t c r ~ '  - -  - - c -  n resale of the manufacturer produced goods. William R. Warner 

-. . & C c .  v .  21: Lilly & Cc., 265.U.S. 526 (1924); see alsc, Inwood 

Laboratories Izc. v. Ives Laboratories Inc., 456 U.S. 844 (1982). 

IR addition, the pertinent subsection of the statute, Viz. 

337:a:(1: ( C ) ,  as added by the Omnibus Trade and Competitiveness Act of 1988 

specifically cavers registered trademarks. Thus it reads: 
- The importaticn into the United States, the sale for importation, 

sr the sale within the United States after importation, by the 
owner, importer, or consignee of articles that infringe a valid 
and enfcrceable United States trademark registered under the 
Trademark Act of 1946. 

This subsection clearly applies to Prolufab's contributory infringement 

its sale for importation of  the necklace articles in conjunction with its 

false representations about the genuine CYALUME character of the chemicals 

contained within the necklace articles, and the subsequent direct 

2.fringement and infringing sales in connection with false and directly 
. .  I r i f r i n g l z g  references to genuine CYALUME chemicals, within the United 

States, after importation of the necklaces. 

The administrative law judge finds that the record does not establish 

that zhe ?roiufab manufactured chemiluminescent necklace articles, as they 

were narked and sold by respondent Prolufab for importation to the United 

States, did at the time of such sale o r  importation themselves directly 

infringe the registered trademark CYALUME. However, such direct 

infringement within the United States was induced by Prolufab's sales f o r  

importation c f  the necklace articles in conjunction with its false 

representations concerning the contents of the necklace articles sold, and 
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vn ich  subsequently were the subject of directly infringing sales within the 

unlcsc States. 

izi?srzacion of the necklace articles, and the contributory infringement 

?reser,ced thereby which induced the subsequent directly infringing sales of 

::?e 7.ecklaces within the United States within the scope of subsection 

.. This establishes the unlawful character of s x h  sales for 

337:a) ::: ( C ) .  - !3/ 

- 13/ The administrative law judge notes that new subsection 337(a) (1) (c) , 
alznougn ir: refers to "articles which infringe", is not by its terms 
confiried to a certain type of registered trademarks, such as one in the 
configuration of an article. Instead, the subsection applies to marks 
registered under the Lanham Act of 1946, which by the terms of that Act 
also includes marks of different subject matter-- word, design o r  other 
symboi narks, or combinations thereof. A narrow interpretation of the 
sco?e of the subsection, which refers in part to articles that infringe a 
regisrered trademark, would be inconsistent with the statute's legislative 
:?is-,ory which indicates a broad intent to more effectively remedy acts of 
regisrered trademark infringement in connection with such imports. a, 
3mnibus Trade arid Competitiveness Act of 1988 §1341; Conf. Rpt on H.R. 3, 
Xpz. No. 100-576 at 633; Senate Committee on Finance Report No. 100-71 at 
12'-:3C (.June 12.  1987);  Report on S .  490 (April 20, 1988); H. 3?t. No. 
1 0 2 - ~ ;  at 153-156 (April 6, 1987). 

13 addition, a narrow interpretation of the subsection that focused 
o n l y  xi the ixfringing character at the moment of importatim would also 
ignore -,he fact chat the Customs Service itself already has the stgtutory 
aut:?cricy t3 deny entry to goods which bear marks infringing registered 
- r -  -iccenarks. E.E . ,  15 U.S.C. 1124; 19 CFR Part 133. If the scqe of 
subseccion 337(a) (1) (C) were limited only to products bearing infringing 
xarks at the time of importation, it would needlessly authorize the 
L.,..lssion ?my 9 in its section 337 remedies to direct the Customs Service to do 
vhat Lstons, without any adversary proceedings, already has the authority 
zo do. Such a narrow focus exclusively on the infringing character of the 
artic-es at the time of importation would ignore the fact that the new 5337 
subsectior, ir, the alternative expressly applies not only to the moment of 
importation, but also to the sales for importation, and sales after 
ImporEatlon within the United States; the alternative provision establishes 
zhat the directly infringing character of the sale of the articles under 
investigation nay be established subsequent to their importation. 

. .  
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Findines o f  Fact 

-. ir,e Zntellectual TroDertv at Issue 
,, 1. 6 . S .  Patent No. 3,729,426 (the '426 patent) entitled 

Chemiluminescent Fluorescer Substituted Organic Compounds issued to Zweig 

and Maulding on April 24, 1973  based on an application Ser. No. 7 1 2 , 9 2 2  

filed on April 20, i 9 7 0 ,  which application was "divided" from an "original 

application" filed on March 14, 1968. The ' 4 2 6  patent was assigned to 

Anerican Cyanamid Company. (Complaint, Fxs.  E, B1.) 

2. The asserted claims of the ' 4 2 6  patent at issue, all method or 

?recess claims fcr cbtaining chemiluminescent light, are claims 1-2, 4, 6-  

-. :lain 1 is the soie independent claim. The asserted claims are all 

vritten in Je?son form and claim as an improvement the use of a particular 

zype of organic fluorescer compound. The claims read as follows: 

1. In a method for obtaining chemiluminescent light emission, by 
reaction of a hydroperoxide with a composition having the 
ingredients, a chemiluminescent compound selected from the group 
consisting of anhydrides, amides, 0-acylhydroxy amines and esters 
cf poiycarbonyl acids, an organic fluorescent compound, and an 
orgariic solvent for said ingredients and said hydroperoxide, all 
of said ingredients and hydroperoxide being in such ratios as to 
provide chemiluminescent light upon reaction, the improvement 
vhich comprises the use o f  phenylethynyl substituted aromatic 
hydrocarbons as the organic fluorescent compound. 

2 .  
phenylethynly substituted hydrocarbon is an acene compound. 

A chemiluminescent method according to claim 1 wherein said 

C ,  

acer,e-type compound is 9,!0-bis(phenylethynyl)anthracene. 
A chemiluminescent method according to claim 2 ,  wherein said 

5 .  A process according to claim 1, wherein the chemiluminescent 
compound i s  a bis-ester of oxalic clcid and an alcohol 
characrerizeq by an acid ionization constant in water greater 
than 1.3x10-" 
7 .  A ?recess according to claim 1 in which said ester is a 
bis(substituted-phenylloxalate, and in which said solvent 
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conprises a dialkyl phthalate in which the alkyl substituents 
-:.ereof contain from one to about eight carbon atoms. - -  

3. 2 . S .  Tatect No. 3,775,336 (::?e '336 patent) entitled High 

I2ter.slty Zhemiiwixescent System with Weakly Basic Salt-Type Catalyst 

i s s u e d  tc Bollyky on November 27, 1973 based on an application filed on 

Sepcenber 7, ;971, which was a continuation of an abandoned application 

Ser. Nc. 813, 364 filed on April 7, 1969. The '336 patent was assigned to 

.herlca? Cyanamid Company. (Complaint, Exs. D, D1.) 

L. 3 e  claims of the '336 patent under investigation are claims 1-2, 

--5 and 8. Claim 8 is an independent claim written in Jepson form to a 

?recess for 2roducing a highly intense chemiluminescent light from a 

reacrlsz, with the improvenent o f  using a particular type of catalyst. The 

rernai2ir.g asserced claims are each to a composition, with the sole 

independent claim 1 1~. Jepson format claiming an improvement using a 

?articular type  of cztaiyst. Tne asserted claims read as follows: 

1. Ir, a composition for reaction with hydrogen peroxide to 
2rodnce a high intensity chemiluminescent light emission having 
?he ingredients a bisaryl oxalate ester, an organic fluorescent 
ccmpouna, and an organic solvent for said ingredients, the 
improvement which comprises a catalyst which is a weakly basic 
sait of an acid having a log of the pKa value in water of 1 to 6, 
said. catalyst being effective to provide a more uniform light 
cutput. 

2. The cornposition of claim 1 wherein said oxalate ester is a 
substituted aryl oxaiate ester. 

4 .  
compound is 9,10-bis(phenylethynl)anthracene. 

The composition of claim 1 wherein said organic 

5 .  
ccmpound is 9,10-diphenyl-anthracene. 

The composition of claim 1 wherein said organic fluorescent 

5. 
sodiun salicylate. 

The composition of ciaim 1 wherein said weakly basic salt is 
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8. 
light from a reaction of the ingredients comprising: (1) a bis 
aryl oxalate ester, (2)  hydrogen peroxide, (3) an organic 
fluorescent compound, and (4) and organic solvent for said 
ingredients, the step of adding to said reaction of a catalyst 
which is weakly basic salt of an acid having a long of the pKa 
value in water of 1 to 6.. 

In a process for producing a highly intense chemiluminescent 

5. U.S. Patent No. 4,313,843 (the '843 patent) entitled Superior 

Oxalate Ester Chemical Lighting System issued to Bollyky and Rauhut on 

February 2, 1982 based on an application Ser. No. 721,920 filed on 

September 9, 1976, that application was a division of abandoned application 

Set. No. 464,285 filed on April 26, 1974, which in turn was a continuation- 

in-part of abandoned application Set. No. 205,747 filed on December 7, 

1971, which in turn was a continuation-in-part of abandoned application 

Ser. No. 813,973 filed on April 7, 1969. The '843 patent was assigned to 

American Cyanamid Company. (Complaint, Fxs. G, G1.) 

6. The claims of the '843 patent under investigation are claims 1, 4- 

5 which claim a specific concentration of hydrogen peroxide in a tertiary 

alcohol solvent and a particular catalyst. Claim 1 is an independent claim 

to a composition, and claims 4-5 depend from claim 1. The asserted claims 

read as follows: 

1. 
device, said composition comprising at least 0.01 M hydrogen 
peroxide in a tertiary alcohol solvent and a catalyst in the 
concentration range from to M selected from the group 
consisting of sodium salicylate and tetrabutylanxmonium 
salicylate. 

A composition, useful as component for a chemical light 

4. 
alcohol is tert-butyl alcohol. 

The composition defined by claim 1 wherein said tertiary 

5. 
sodium salicylate. 

The composition defined by claim 1 wherein said catalyst is 
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7. U.S. Patent No. 3,?49,679 (the '679 patent) entitled Carboalkoxy 

Substituted Bis-Phenyl Oxalates as Superior Chemiluminescent Haterials 

issued to Rauhut based on an application Ser. No. 124,142 filed on March 

15, 1971, which was a cor;fanuation-in-part of Ser. No. 842,134 filed on 

July 16, 1969. The '679 patent vas assigned to American Cyanamid Company. 

(Complaint Exs. C, C1.1 

8. The claims of the '679 patent under investigation are claims 1-5 

and 7-10, which each claim a composition. The sole independent claim is 

claim 1 which claims a particular composition to be reacted with hydrogen 

peroxide and a fluorescer. The asserted claims read as follows: 

1. 
in the presence of an organic solvent, said composition 
containing the ingredients, a compound of the formula: 

A composition intended to be reacted with hydrogen peroxide 

X 8w-#L 
where: I. e 

X represents electronegative substituents: 
Y represents a carbalkoxy group: 
2 represents a member selected from the group 
consisting of hydrogen, alkyl, branched alkyl and 
alkoxy alkyl, 
m, n and q are integers such that the combined Hammett 
sigma constant value of the X ,  Y and 2 substituents on 
each phenyl group is between about 1.4 and 2.7, each of 
said m and n being always at least one: and 
p is an integer of a least 1, and an organic 
fluorescent compound, in effective amounts. 

2. 
bis(phenylloxa1ate ester derivative wherein p is one. 

A composition as in claim 1 vherein said compound is a 

3. 
bis(2,4,5-trichloro-6-carboalkoxyphenyl)oxalate. 

A composition as in claim 1 wherein said compound is a 

4. A composition as in claim 1 including, additionally, a basic 
catalyst. 

5 .  
from the group consisting of bis(2,4,S-trichloro-6- 

A composition as in claim 3 wherein said compound is selected 
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carbobutoxyphenylloxalate and bis(2,4,5-trichloro 6- 
carbopentoxyphenylloxalate. 

7. The composition of claim 1 comprising, additionally, an 
organic solvent. 

8. A composition as in claim 7 wherein said solvent comprises a 
major proportion of a solvent selected from the group consisting 
of esters, aromatic hydrocarbons and chlorinated hydrocarbons. 

9. 
dialkylphthalate, said alkyl groups having from 1 to about 12 
carbon atoms. 

The composition of claim 8 wherein said solvent is a 

10. A composition as in claim 1 wherein said flourescer is 
selected from the group consisting of 9,lO- 
bis(phenylethyny1)anthracene; 1 - rnethoxy-9,lO- 
bis(phenylethynyl1anthracene; 9,lO-diphenylanthracene. 

9. U . S .  Patent No. 3,888,786 (the '786 patent) entitled Chlorinated 

Bis(Phenylethyny1)hthracenes As  Fluorescers In Chemiluminescent Systems 

issued to Haulding on June 10, 1975 based on an application Ser. No. 

418,493 filed on November 23, 1973, which in turn vas a continuation of 

abandoned application Set. No. 261,888 filed on June 12, 1972. The '786 

patent was assigned to American Cyanamid Company. (Complaint Exs. E, El.) 

10. The claims of the '786 patent under investigation are claims 1-6 

and 10, which each claim a composition. Claim 1 is the sole asserted 

independent claim which claims a chemiluminescent composition comprising a 

certain ester compound, a certain anthrace substituted fluorescer and an 

organic solvent. The asserted claims read as follows: 

A chdluminescent composition for reaction with hydroperoxide to 
obt . in  chemiluminescent light, said composition comprising (1) an 
ester of  the formula: 

where A and B. represented aliphatic or aromatic ester groups, and 
n is an integer at least one, (2) a fluorescer comprising a 
bis(phenylethyny1)anthracene substituted by chloro, fluoro or 
lower alkyl, and (3) an organic solvent, said ingredients being 
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present in sufficient concentration to obtain chemiluminescence 
when reacted with hydrogen peroxide. 

2. A composition according to claim 1, in which said 
chemiluminescent compound is a bis-ester o f  oxalic acid. 

3. A composition according to claim 2 in which said ester 
comprises an ester formed from oxalic acid and a phenol, said 
phenol characterized by an ionization constant in water greater 
than 1.3 x 

4 .  A composition according to claim 3 in which said 
bis(substituted-pheny1)oxalate comprises bis(2,4,5-trichloro-6- 
carbopentoxypheny1)oxalate. 

5. A composition according to claim 2 wherein said bis-phenyl 
- ester is substituted with carbalkoxy groups. 

6. 
a monochloro o r  a dichloro derivative of 9,lO- 
bis(phenylethyny1)anthracene. 

10. A composition according to claim 3 wherein said fluorescer is 
2-chloro-9,10-bis(phenylethynyl)anthracene. 

A composition according to claim 2 wherein said fluorescer is 

11. U.S.  Patent No. 4,076,645 (the '645 patent) entitled Chemical 

Lighting Process and Composition issued to Vega on February 28, 1978 based 

on an application Ser. No. 758,253 filed on January 10, 1977. The '645 

patent was assigned to American Cyanamid Company. (Complaint, Exs. F, F1). 

12. The claims to the '645 patent under investigation are claims 1 

and 3-4, which each claim a process for generating chemiluminescence. 

Claim 1 is written in Jepson format and claims the improvement of carrying 

out a particular oxalate and peroxide reaction in sufficient diluent to 

provide a certain initial concentration of such oxalate. 

sole asserted independent claim from which claims 3-4 depend. 

Claim 1 is the 

The asserted 

claims read as follows: 

1. 
reacting bis(6-carbopentoxy-2,4,5 trichlorophenyl) oxalate with a 
peroxide component in a suitable diluent in the presence of a 
9,10-bis(phenylethynyl)anthracene the improvement which comprises 

In a process for generating chemiluminescence comprising 
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carrying out the reaction in sufficient diluent to provide an 
initial ccncentration of bis(6-carbopentoxy-2,4,5- 

liter of reaction mixture. 
C... -,Lcn:orophenyl)oxalate of about 0.05 to about 0.09 mole per , .  

3.  The improved process of claim 1 wherein the 9,lO- 
bis(?heny?ethynyl)anthracene is 9,10-bis(phenylethynyl) 
azzhracene. 

6 .  The improved process of claim 1 wherein the 9,lO- 
bis>henylethynyl)anthracene is 2-chloro- 
9,lObis(phenyletnyr,yl)anthracene. 

. -  
A ~ .  Federally registered trademark No. 925,341 f o r  the mark Cyalwne 

(5: block lettering- no special format) was registered on December 14, 1971 

is owned by herican Cyanamid Company. The registration states the 

specified goods with which the mark is used as follows: "chemiluminescent 

rnaterials fcr lighting purposes, such as lishtsticks, light wands, light 

?anels, erc." The certificate o f  registration indicates that a combined 

Seczion 8 and 15 affidavit has been filed and accepted f o r  this subsisting 

registration. (Complaint, Ex.  I.) 
- 14. reaerally registered trademark No. 1,133,583 f o r  the mark CYALUME 

(stylized) was registered on April 22, 1980 as owned by American Cyanamid 

Company. The registration states the specified goods with which the mark 

I s  used as follows: "lantern like housing, sold separately, for use with a 

chemical lightstick which, when activated, produces light." The 

certificate of registration indicates that a combined Section 8 and 15 

affidavit has been filed and accepted for this subsisting registration. 

{Compiaint, E x .  J.) 

15. Federally registered trademark No. 1,141,455 f o r  the mark CYALUME 

(stylized) was registered on November 18, 1980 as owned by American 

Cyanamid Company. The registration states the specified goods with which 
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the mark is used as follows: "chemical lightstick which, when activated, 

produces light." 

reqxlrec Section 8 affidavit has been filed and accepted f o r  this 

subslszlng registration. 

The certificate of registration indicates that the 

(Complaint, Ex. K.;  CX-U.) 

Domestic Operations 

16. Cyanamid's sales of chemiluminescent compositions and components 

:ir, chemical light products) 

Following are Cyanamid's annual 

prodcction, sales and inventory of its chemiluminescent products in total, 

as well as for its novelty chemiluminescent products, based on an 

a l l o c a t i o n  of novelty sales to total chemiluminescent sales: 

.. . 

17. Cyanamid's profit from its chemiluminescent novelty 2roducts 

operatiom and its overall profit from 511 chemiluminescent products are as 

f o l l o w s  : 
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18. Cyanamid has domestic facilities for its operations relating to 

cneciluminescent compositions and components at 

Additionally, Cyanamid 

:9. Current Cyanamid expenditures for chemiluminescent research and 

developnent are in excess of 

research, Cyanamid's chemiluminescent research and development is conducted 

I:: its Chemical Research Center in Stamford Connecticut which contains a 

Eotal 3f 400 thousand square feet of usable space. 

Along with other 

(Complaint at 5 ) .  

20. Cyanamid has a total of devoting 

substantiaLly 2.11 of their work time to the manufacture, sales, marketing, 

research aEd development, quality control, and inventory of 
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:nenil-ci>.escent compositions, components and products. 

?ayro-, azd fringe benefits for such employees is over 

Cyanamid's annual 

. .  

who devote s;bstantially all of their time to 

operaclons related to the manufacture of chemiluminescent products. 

payroll an2 frlnge benefits f o r  

Annual 

il. Cyanamid's chemiluminescent products contain chemiluminescent 

co;r?osizLoFs and csrqonents, generally an oxalate ester, a fluorescer, an 

acz lvator  and a cacalyst, which when mixed together emit chemiluminescence 
I .  3: ' ' - e  ,:,emical Light" for a finite duration. Finished chemiluminescent 

prodccts consrise a sealed flexible plastic envelope which contains within 
_ .  . 

it a -;q.ad. solution of the oxalate ester, and also contains a sealed glass 

cabe con:ainir,g a liq;;iL solution of ocher components. At the time of use, 

-,he aiastic er.velope is flexed in order to break the inner glass tube and 

nix its concents with the other solution, thus initiating the reaction and 

chemiiminescezce. Novelty consumer products incorporating 

chemiluninescent compositions and components are used f o r  recreational and 

entertainment purposes in the form of "glow in the dark" light sticks, 

necktlices, bracelets, rings, earrings, bowties, eyeglass frames, footballs, 

others. (Com?laint at 2-3.) 

22. 
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33. The specific organic compounds used in Cyanamid's novelty 

cnemil-minescent products, and particulsrly those used in its oxalate 

solution and synthesized by Cyanamid were identified by Cyanamid's Dr. 

3aretz. C ? P O ,  namely, Bis(2,4,5-trichloro-6-carbopentozyphenyl~oxalate 

ester, is the same oxalate ester compound used in all of Cyanamid's CYALUME 

Cyanamid 

aakes CYALUME chemical light products in a variety of colors. All such 

? r o l u c ~ s  use one of the following fluorescers to emit light of a certain 

color : 

3 
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When the above flurorescers are put in clear casing 

=he chemical light seen by the user will be the co lo r  of the fluorescer. 

!lowever, by absorptive effects and color interference the color viewed can 

be changed by putting a certain colored fluorescer pigment into the molded 

?,lastic casing; 

In the CYALUME light products one solution contains the oxalate ester 

ana a fluorescer with solvent and a second solution which is isolated from 

rhe First contains the hydrogen peroxide, the catalyst and solvents. (Dr. 

Baretz CX-A at 7-35, 58-59). 

34. 

6 1  



35 .  
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ExPloitation of the Intellectual Property by the Domestic Products 

36. In a sworn statement Cyanamid's D r .  Amy Essenfeld testified that 

she was familiar with the chemical compounds shown on Baretz Ex.  1, CX-A, 

Ex.  I, and used in Cyanamid's chemical light products, 

ana that she recognized the various combinations of CPPO [oxalate ester] 

with the fluorescers shown in Baretz Ex. 2, CX-A, Ex. 2, as being the 

chemicals used in Cyanamid's chemical light novelty products. Dr. 

Essenfeid stated that she has a doctorate in organic chemistry from M.I.T., 

ana chat she has been employed with American Cyanamid since 1985 as a 

research chemist working on new improvements and new colors in the area of 

chemiluminescence specifically related to the CYALiTME product line. 

stated that American Cyanamid is and it has been for a considerable period 

of time currently engaged in commercially manufacturing and selling the 

novelty chemical light products diagramed on Baretz Ex. 2 ,  and that that 

activity involves using the claims of the patents at issue which she 

applied in her testimony. (CX-E at 33; CX-E at 3-5; CX-D at 6-7, : I ) .  

She 

The '426 Patent 

37. 
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4 0 .  

41. 

4 2 .  

The ' 6 79  Patent 

4 3 .  
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50. 
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The ' 336  Patent 

52. 

54.  
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The ' 7 8 6  Patent 
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5 6 .  

The ' 843 3atent 
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Registration No. 925.341 

70. Cyanamid does use CYALUME as a trademark on the packaging for its 

novelty products containing chemiluminescent compositions and components, 

specifically its lightstick products. 

Registration No. 1.141.455 

71. 

(CX-XI . 

Cyanamid does use CYALUME as a trademark on the packaging for its 

novelty products, specifically being chemiluminescent chemical lightsticks 

which when activated produce light. 

substantially identical to the stylized lettering of the mark in special 

form as depicted on Reg. No. 1,141,455, although such uses do not contain 

the stylized drop design within the u of CYALUME, and do not contain the 

raised L extending vertically above the remaining letters. 

The uses of CYALUME submitted are 

(CX-XI. 

-ortation and Sale 

72. Mr. Michael Schrimmer, president of Chemical Light Inc. of 

Illinois, testified in his deposition concerning the importation and sale 

of glow necklaces manufactured by Prolufab. Chemical Light Inc. is a 

company whose prime business is to purchase and distribute to CYALUME 

Novelty glow products manufactured by Cyanamid. 

salesman employed by Chemical Light and previously employed by Liquid 

Light, Ed Poulin, was involved with him in setting up a company, Nite Lite 

Novelty, Inc. to sell glow necklaces manufactured by Prolufab and to be 

imported by a company called Crazy Light whose principal was Jerome Renard, 

also formerly of Liquid Light, and thereafter the necklaces to be resold to 

Nite Lite. (CX-M at 5-13.) 

He testified that a 
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73. The sale of these necklaces originally began in 1987 through Mr. 

Poulin in the name of Chemical Light, and after being advised by Cyanamid 

c?f LES ?atent on the activation method for the glow in the dark device, in 

Augxsi 1987 Mr. Schrimmer advised Cyanamid by letter that he would cease 

seiling che French necklaces, according to his testimony. Thereafter in 

Septemjer 198'7 Mr . Schrimmer participated in discussions with Mr . Poulin, 
anC VitZ i?:. Renard concerning importation o f  the French necklace through 

-razy Lignt and sale by Nite Lite, and Mr. Schrimmer lent money for Nite 

,;:e's Fcrchase of glow necklaces f o r  importation f o r  subsequent sale in 

:ne iJ.S. under the name of Nite Lite. According to Mr. Schrimmer's 

depcsizion zestinony, a mutual decision was made to start Nite Lite Novelty 

.- 1,. order to 

received aapents from the sales of such necklaces by Poulin and Poulin was 

z s  receive a fixed price per necklace, according to Schrimmer's testimony. 

,CX-X s c  12-19.: 

. .  

r 

. .  

iegally import a necklace into the country. Mr. Schrder 

7 4 .  A leaflet was printed by Cyanamid to beware of imitations and Mr. 

Sckrimer cnderstood this to be directed to the imported French necklaces. 

3pon :he instructions of Mr. Schrimer, in March 1988 Mr. Poulin sent a 

letter zo Cyanamid's Mr. Ware stating that there was no intent to infringe 

:he ?atents o r  trademarks of Cyanamid, requestir.2 advice on ary information 

ccnfirning infringement and representing that Prolufab was manufacturing 

cne French r.ecklaces and selling them to Crazy Light who thereafter 

imporzed them and resold them to Nite Lite. 

K:.; 

(CX-M at 29; Complaint Ex. 

75. Upon ?lr. Poulin's being served with process in a district court 

infringement suit based on the glow necklaces, Mr. Schrimmer stated that he 
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instructed Mr. Poulin to cease sales of such necklaces, and thereafter Mr. 

Schrimmer fired him from Chemical Light for his failure to cease such 

sales. Nite Lite imported the necklaces and another product, a bracelet 

combination cocktail stirrer product from Prolufab. (CX-M at 29-35.) 

76. Mr. Edward Poulin testified in a sworn declaration that he joined 

Chemical Light Company as a sales representative in May-June 1987 for 

selling CYALUME luminescent light sticks and similar products, after 

working as a sales rep. for Liquid Light Company and its sales of 

chemiluminescent light sticks and necklaces. (CX-I at 2.) 

77. In October 1987 the company Nite Lite Novelties, Inc. was formed 

with Mr. Schrimmer's authorization for the purpose of acting as a 

distributor selling an imported French glow necklace which he had 

previously been imported, according to Mr. Poulin's declaration. Mr. 

Poulin was named president of this company although he continued to sell 

CYALUME light sticks as a representative of Chemical Light. The product 

was actually imported by Jerome Renard of Crazy Light Company who would 

place orders on behalf of Nite Lite Novelty directly with the French 

supplier and manufacturer which was Societe Prolufab of Suresnes, France. 

Mr. Poulin would place orders with Crazy Light, and Mr. Renard of Crazy 

Light would then wire funds to pay for the product which would be shipped 

by air freight to Los hgeles, where the product would be kept in Mr. 

Poulin's home as inventory from which customer orders were shipped by Nite 

Lite. (CX-I at 2-5.) 

78. At some point, Mr. Poulin stated, Cyanamid became aware of the 

imported glow necklaces and made a 

was not a genuine CYALUME product. 

complaint to its distributors that it 

In March 1988 Mr. Schrimer sent Mr. 
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Pouiin a letter with instructions that it be retyped on Poulin's stationary 

ana serit to Mr. Ware of Cyanamid, and Mr. Schrimmer did so about four weeks 

later. (CX-I at 5-6). 

79. From November I987 ur,til the initfation of Cyanamid's lawsuit 

against hi3 ir, June 1988, Mr. Poulin attested that Nite Lite Novelty Inc. 

sola approximately 200-250 thousand imported necklaces. 

payxents t3 himself, Messrs. Schrimmer, Renard, and to Luc Noel for his 

consultirig services in assistance relating to the importation of this 

-2roduct. (CX-7-9. ) 

Poulin attested to 

80. Mr. Jerome Renard, a French citizen residing in Los Angeles, 

zestified in a sworn deciaration that he was previously employed from 1983- 

84 until 1986 as an operations manager of Liquid Light Company in the 

novelty chenil*minescent business, coordinating production of necklaces and 

bracelets. in late 1984 Liquid Light became a distributor f o r  Cyanamid 

novelcy chemical light products, such as necklaces, bracelets, and four- 

inch light sticks. Since Prolufab was a part owner of Liquid Light, as 

part of his employment he would stop and visit the French company on his 

travels to France. After he left Liquid Light, Mr. Renard attested, 

Prolufab approached him in 1987 about assisting in the importation of 

Prolufab glow necklaces into the U.S., and he agreed to participate and in 

April or May 1987 formed a company called Crazy Light Company f o r  this 

purpose. 

the French necklaces from Prolufab and sell them to a U.S. distributor, 

according to Renard's declaration. (CX-J at 1-3.) 

His agreement with Prolufab was basically that he would purchase 

81. Mr. Renard then approached Mr. Schrimer, who is the largest U.S. 

distributor of novelty chemical light products, and they verbally agreed on 

73 



distribution, with Mr. Renard importing the French necklaces and selling 

them to Mr. Schrimmer's company, as Mr. Renard attested. Starting in May 

1987 u n t i l  JxIy of that year when Cyanamid objected to the dealing with 

those necklaces on the grounds that they infringed Cyanamid's then 

mexpired device patent and covered the light sticks generally, regardless 

o f  the chemical contents. (CX-J at 3 . )  

82. Thereafter Nite Lite Novelty Inc. was organized for the purpose 

o f  inporting the French necklaces after November 11, 1987, the scheduled 

expiratior! date for the device patent, as Mr. Renard declared, After 

November 11, 1987 Mr. Renard began purchasing quantities of the French 

necklaces from Prolufab and having them air-freighted into Los Angeles for 

delivery t o  Mr. ?oulin who was operating Nite Lite Novelty Inc. The funds 

f o r  the purchases were first received from Nite Lite and then Mr. Renard 

woulC bank-wire the funds to Prolufab's account in Paris in payment for the 

necklaces, as Mr. Renard declared. Mr. Renard attested to the payments 

nade to himself and Mr. Luc Noel, who provided consulting services in order 

to assist in the fulfillment and shipments o f  the orders made for the 

Frencn necklaces, and who is a son of Paul Noel. (CX-J at 3-4.) 

83. Mr. Renard imported and sold to Nite Lite Novelty from November 

1987 until early June of 1988 approximately 200-250 thousand necklaces, as 

M r .  Renard declared. (CX-J at 4 . )  

84. Invoices/purchase orders expressly from Nite Lite Novelties Inc. 

of record evidence sales of green, blue, pink, and orange necklaces to 

domestic customers. Those invoices state: 

OUR NECKLACES ARE NOT A PRODUCT OF AMERICAN CYANAMID CO. BUT ARE 
MADE FROM THE "GLOW JUICE" EXTRACTED FROM THE CYANAMID GLOW 
STICK. 
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(CX-B, EX. 2 ;  CX-L, Ex. 4) .  

85. Judith Walden and Harlen Dismuke of Liquid Light Inc. of  

Zalifornia gave sworn declarations 

Mr. Luc Noel 

worked at Liquid Light until February 1987. 

cestified, during this time Mr. Luc Noel repeatedly proposed that Liquid 

Xgnt import chemiluminescent products which Prolufab makes using chemicals 

xilace by Europear! chemical manufacturers, o r  import such chemicals from 

Prolufab, but thar; Walaen and Dismuke refused to do so because o f  its 

relationship with Cyanamid and Cyanamid's chemical patents. 

Liquid Light Mr. Luc Noel had himself brought back from France some 

finished necklaces his father had been making at Prolufab and some jars of 

chemicals to prove to Walden and Dismuke the ability to so manufacture and 

As Ms. Walden and Mr. Dismuke 

Before leaving 

import. 

that Luc Noel also left the company. 

necklaces can economically be made from chemicals extracted from the wide 

diameter CYALUME six inch light sticks, with from 10-12 necklaces made from 

a single CYALUME light stick. However, European bulk chemicals are cheaper 

Messrs. Renard and Poulin left Liquid Light at about the same time 

Small diameter chemiluminescent 
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* -  < than sach extracted chemicals, according t= 3s. ~a.,Jen's testimony, and use 

of bulk chemicals avoids the awkwardness aric scra? material involved in 

extraction. (Dismuke CX-B at 8-13, ;9-20; Kalden CX-0 at 1-6, 13-47, Ex. 

Patent Infrinnement 

86. In April 1988 Cyanamid's then director of scientific services Dr. 

Schmitt received numerous samples of the Prolufab made and imported glow 

necklaces in green, blue, pink and orange colors, from Nite Lite Novelty, 

through Mr. The samples obtained 

on April 28, 1988 marked 88419A-D were accompanied by a purchase order in 

the name of NiteLire Novelties Inc. and a flyer for Glow Necklaces. Part 

of scientific services at Cyanamid is the pilot plant support group, and 

chis group regularly analyzes all the materials 

(Dr. Schmitt CX-L at 5-18, 

EXS. 1-4.) 

87. Cyanamid's Dr. Schmitt discussed the analysis tests f o r  such 

sample necklaces with the group leader of scientific services for the pilot 

plint, Dr. Granzow, as well as Dr. van der Poll, a research chemist with 

that group. 

cests, which were stated to be accepted in the field and validated in 

Cyanamid's experience, to analyze the contents of the necklace samples: 

Upon consultation, it was decided to conduct the following 

These 

analytical procedures were conducted by the group under the supervision of 
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3r. Granzow who provided a detailed statement and report as to the test 

results. 

The group does a large volume of testing and performed 

samples en the competitor samples which were marked with an evidence number 

8841A through D (hereafter A-D) as designating the samples pink, blue, 

green and orange necklaces, respectively. Dr. van der Poll received the 

sarrqles frcm Cr. Schmitt and distributed them to others in the group f o r  

further tests. Cyanamid's Ms. Elliott also testified as to the conduct and 

documented results of the tests she conducted on the 

chemiiuninescent output and intensity of the activated sample necklaces 

versus the comparable Lite Ropes of Cyanamid. Dr. Granzow attested that 

the identification of the sampled chemicals is positive and certain. (Dr. 

Sc'nmitt CX-L at i l - 1 3 ,  17-19, U s .  2, 5; D r .  Granzow CX-F at 6, 8, 10-31, 

Ex. 1; Dr .  van der P o l l  CX-N at 5-41, Exs. 1-2; Ms. Elliott CX-C at 3-25, 

Exs. i-5.) 

88. The attested results of these Cyanamid tests indicate that the 

rested necklace samples were long and thin diameter tubes containing an 

oxalate solution and an activator solution which were separated from each 

other by a sealed glass ampule within the tubing. 

samples contained an oxalate solution composed of C P P O ,  one o r  more 

The tested necklace 

fiuorescers, and dibutyl phthalate. The necklace activator solutions 

contained hydrogen peroxide, sodium salicylate, and tertiary butanol. The 

different necklaces were labelled as emitting one of four chemiluminescent 

colors--pink, blue, green and orange--and these were labelled as samples A 
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through D, respectively. 

Upon activation of the sample necklace products by 

flexing and shaking the two solutions, the Prolufab necklaces exhibit 

chemiluminescence. (CX-D, Exs. 1-2; CX-N, Ex. 1; CX-C, Exs. 2-5.) 

89. Cyanamid's Dr. Essenfeld testified concerning the application of 

the patent claims at issue to the sample French necklaces, according to the 

scientific analysis of those necklace contents established by Cyanamid test 

results. 

color, B f o r  blue color, C for green color, and D for the orange color. 

The Prolufab necklace samples included samples marked A for pink 

The samples contained an outer casing of over 19 inches long and a diameter 

of 3.3mm, and an inner separating glass capillary over 18 inches long and 

l.0mm in diameter. Plastic connectors f o r  the ends o f  the tube were 

included with the samples for their use as a necklace. The necklaces 

contained an activator solution and separate oxalate solutions. (CX-D, Ex. 

90. The only known commercial use of the fluorescers 

is f o r  chemiluminescence, according to 

Cyanamid's Dr. Baretz. There is no practical reason for using them for 

other purposes, due to their relative expense to manufacture, their 

sensitivity to sunlight which prevents a usefulness as commercial pigments, 

and there are available different inexpensive fluorescers for other 

purposes like detergents, paint pigments, etc. Updated literature searches 

are regularly performed on such chemiluminescent fluorescer compounds, and 
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:he literature indicates no commercial application for such fluorescer 

:ompounds other than chemiluminescence. (Baretz CX-A at 65-69). 

The ' 6 79  Patent 

91 .  Dr. Essenfeld testified that the compound formula stated in claim 

1 of the ' 6 79  patent is a generalized format which includes the compound 

CPPO. The Hamnett sigma constant referred to in the claim pertains to a 

measure of the electronegativity of certain atoms as to which there is a 

rating system. 

there are adjacent to one another in the molecule. The Prolufab samples 

all contain CPPO as confirmed by the results of mass spectroscopy tests. 

The CPPO contains electronegative chlorine substituents, and a carblalkoxy 

grou:, wnich is the carbopentoxy group. (CX-D at 12-15). 

The p integer in the claim refers to how many carbonyls 

92. The Prolufab sample necklaces all contain CPPO, so the p integer 

f o r  :ne carbonyls Ls I, as Dr. Essenfeld applied claim 2 of the '675, 

patent. (CX-D at 15). 

93. The reported analysis of the Prolufab samples show the presence 

of sodium salicylate as the catalyst, as Dr. Essenfeld testified in 

applying claim 4 of the ' 679 patent. (CX-D at 16). 

94. The Prolufab sample necklaces all contain 2,4,5-trichloro-6- 

carbopentoxy substitution within the CPPO, as shown by the Cyanamid test 

results, as Dr. Essenfeld stated in applying claim 5 o f  the ' 6 79  patent. 

{CX-D at 16).  

95 .  The Prolufab sample necklaces contain organic solvents, 

?rlncipally cibutylphthalate, DBP, and in a minor amount dimethylphthalate, 

3MP. according 

parent. (CX-D 

to Dr. Essenfeld's application of claim 7 o f  the ' 6 79  

at 17-18). 
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96. The mass spectroscopy results show that the solvents found in the 

Prolufab samples are an ester and an aromatic, the DBP and DMP, as Dr. 

Essenfeld applied the '679 patent's claim 8. (CX-D at 17.) 

97. The mass spectroscopy results also show that the solvents are 

within the class of solvents described by a dialkylphthalate where the 

alkyl group can be between one and 12 carbons, according to Dr. Essenfeld's 

application of claim 9 of the '679 patent. (CX-D at 17-18). 

98. Sample D contained 

as Dr. Essenfeld testified in applying claim 10 of 

the '679 patent. (CX-D at 18-19). 

The '336 Patent 

99. The necklace samples contained a chemiluminescent system having 

the catalyst sodium salicylate which is a weakly basic salt and according 

to the literature it has a log of the pKa value in water of 1 to .6, 

according to Dr. Essenfeld's application of the '336 patent's claim '1. 

Such a catalyst helps to increase the light output. 

claim refers to a bisaryl oxalate ester which includes CPPO. 

20-21). 

The preamble of the 

(CX-P at 

100. The CPPO in the sample necklaces is a substituted aryl oxalate 

ester., according to D r .  Essenfeld's application of claim 2 of the '336 

patent. She testified that the aryl substitution refers to the phenyl 

ring, and in the CPPO the substitution here is 2,4,5-trichloro-6- 

carbopentoxy substitution. (CX-D at 21.) 

101. 
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102. 

103. The necklaces samples contain sodium salicylate as confirmed by 

as Dr.  Essenfeld applied claim 6 of the '336 

patent. (CX-D at 2 2 . )  

104. The step of adding a weakly basic salt catalyst to the reaction 

of a bis aryl oxalate ester, hydrogen peroxide, an organic fluorescer and 

an organic solvent f o r  such ingredients actually takes place upon the 

mixing and combining of the two different solutions the oxalate and the 

activator solutions, as Dr.  Essenfeld stated in her application of the 

process claim 8 of the '336 patent. (CX-D at 22-23), 

The ' 786  Patent 

105. The necklace samples contain hydroperoxide, which is hydrogen 

peroxide, for reaction with an ester of the formula presented in the claim, 

which in the samples is CPPO, as Dr. Essenfeld attested in applying claim 1 

of the '786 patent. 

Measurements and light output tests show 

that the necklace samples contain ingredients in sufficient amounts to 

produce chemiluminescence. (CX-D at 23-24). 

106. The samples contain CPPO which is a bis ester of oxalic acide 

because it contains two ester groups in the molecule, as Dr. Essenfeld 

attested in applying claim 2 of the '786 patent. She testified that b i s  
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ester of oxalic acid generally means that such a molecule is formed by 

taking oxalic acid with two carboxylic acid groups and combining this with 

two alcohol o r  phenol molecules to form two ester bonds. (CX-D at 24). 

107. The necklace samples contain CPPO in which the ester is formed 

from oxalic acid and a phenol where the phenol has three electronegative 

chloro substituent groups on the phenol, thus its ionization constant is 

greater than 1.3 times 10 to the minus 10, considering the three 

substituents and the literature ionization constant value of 1.28 times 10 

to the minus 10, as Dr. Essenfeld testified in applying claim 3 of the '786 

patent. (CX-D at 26.) 

108. The necklaces samples contain CPPO which specifically is 

ester, as Dr. Essenfeld indicated 

in applying claim 4 of the '786 patent. (CX-D at 2 6 ) .  

109. The results confirm that the CPPO molecule in 

the necklace samples have carbalkoxy groups on it in the sixth position, 

being a carbopentoxy group, according to Dr. Essenfeld's application of 

claim 5 of the '786 patent. (CX-D at 26). 

110. 

111. 
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n e  '843 Patent 

112. The samples each contained a tertiary alcohol solvent, 

specifically tertiary butyl alcohol butanol, as well as hydrogen peroxide 

in the t. butanol as a solvent, with the activator molar concentration of 

hydrogen peroxide being in excess of .01 M, and the system molar 

concentration of the sodium salicylate catalyst being 1.3 and 1.71 times 10 

to the minus 4 according to Dr. Essenfeld's calculations based on the 

weight percentages found through analysis, and in her application of claim 

1 of the '843 patent. (CX-D at 28-32, 46-50). 

113. The necklaces samples upon analysis contained only tert-butyl 

alcohol and no other tertiary alcohol, accordhg to Dr. Essenfeld's 

application of claim 4 of the '843 patent. 

114. The necklace samples upon analysis contained the specific 

catalyst sodium salicylate, as Dr. Essenfeld testified in her application 

of claim 5 of the '843 patent. (CX-D at 33). 

(CX-D at 32-33). 

The '426 Patent 

115. The sample necklaces contain esters of polycarbonyl acids, 

specifically the CPPO, according to Dr. Essenfeld's application of claim 1 

of the '426 patent. 

stated in the claim-- anhydrides, amides, 0-acylhydroxy amines, and esters 

of polycarbonyl acids-- it has been found that the esters of 

She testified that of the various chemical groups 

are superior in light output, (CX-D at 33-34.) 

116. 
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117 .  

118. The samples contain CPPO which contains a bis-ester of oxalic 

acid and an alcohol characterized by an acid ionization constant in water 

greater than 1.3 times 10 to the minus 10, according to Dr. Essenfeld's 

testimony applying claim 6 of the '426 patent. (CX-D at 24, 28-32, 35- 

36, ) .  

119. Green and orange imported necklace samples contained the solvent 

DBT, dibutylphthalate, which is a dialkyl solvent in which the alkyl 

substituent contains 4 carbon atoms, and they also contain CPPO which is a 

3is(substituted-phenyl)oxaiate, according to Dr. Essenfeld's attested 

application of claim 7 of the '426 patent. (CX-D at 36.) 

The '645 Patent 

120. 
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121 .  

122 .  

Prolufab Necklaces Sampled Do Not Contain Genuine CYLUME 

123 .  

124. 
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125. 
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Contributorv Trademark InfrinFement 

126. Invoices/purchase orders evidencing sales of green, blue, pink, 

and orange necklaces to domestic customers expressly from Nite Lite 

Novelties Inc. are o f  record with the following statement: 

OUR NECKLACES ARE NOT A PRODUCT OF AMERICAN CYANAMID CO. BUT ARE 
MADE FROM THE "GLCIW JUICE" EXTRACTED FROM THE CYANAMID GLOW 
STICK. 

(CX-B, EX. 2; CX-L, Ex. 4) .  

127. The flyer contained with the sample necklaces purchased by 

Cyanamid from Nite Lite Products Inc., is headlined GLOW NECKLACES and in 

part states as follows: 

Although our product is not to be confused with Lite Rope(R1, 
please note that all of our glow products are made with the glow 
juice CYALUME(R) which is extracted from the GLOW STICK(R1 made 
by American Cyanamid Company. 

(CX-L, EX. 4 . )  

128. Upon first being involved with the French product Mr. Schrher 

obtained assurances from the French, written asscrances translated and 

presented by Crazy Light, that the chemical used inside their necklace was 
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pure undiluted CYALUME extracted from a CYALLJME light stick, and so Mr. 

Scnrimmer testified he did not intend to infringe upon rights involved in 

the CYALUME product. (CX-M at 43-45.) 

129. After receipt of Cyanamid's beware of imitations notice 

concerning its Lite Rope necklaces, and upon the instructions o f  Mr. 

Schrimmer, in March 1988 Mr. Poulin sent a letter to Cyanamid's Mr. Ware 

stating that there was no intent to infringe the patents o r  trademarks of 

Cyanamid. The letter stated in part: 

As you probably know, Nite Lite Novelties Inc. acts as a 
distributor of imported glow necklaces and does not have anything 
to do with their direct importation or  manufacture. 
assured by both the manufacturer (Prolufab) and the importer 
(Crazy Lights) that the necklaces do contain genuine Cyalume 

I have been 

product, 

(Complaint, Ex. K1; CX-M at 26-28.) 

130. Nite Lite Novelty Inc. regularly advertised the sale of the 

imported glow necklaces in trade magazines and newspaper such as Amusement 

Business, Rollerskating Rink Association, and others, according to Mr. 

Poulin's sworn statement. These ads were composed and printed in 

conjunction with Mr. Schrimmer. Flyers additionally were used to promote 

the sales of the imported French glow necklaces. A classified 

advertisement in the May 21, 1988 edition of Amusement Business expressly 

promotes GLOW NECKLACE and states that the necklace is: 

Made with CYALLJME(R1. A product of American Cyanamid Co.* 
"This Product should not be confused with the Lite Rope(R1 a 
product of American Cyanamid Co. 

(Complaint, Ex. M; CX-I at 6.) 

131. Prolufab ' s  principals assured Mr. Renard, according to his 

testimony, that the product shipped to fill his orders did after November 

11, 1987 contain genuine CYALUME chemicals of Cyanamid which had been 
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extracted from its CYALUME light stick products and then refilled into the 

imported glow necklaces. Mr. Renard then ,repeated this assurance to Mr. 

Schrimmer, and both were then under the belief that the products did not 

infringe other patents of Cyanamid covering the chemicals used in light 

sticks, as stated by Mr. Renard. (CX-J at 4 . )  

132. In a signed and issued consent decree against Mr.  Luc Noel, he 

admitted having: 

"actively induced (and as a result received financial benefits 
from) other defendants named herein to purchase and import such 
glow necklaces from Societe Prolufab, 26 Rue Emile Declaux, 92150 
Suresnes, France, and has joined with the principals of Prolufab, 
namely Paul Noel and Eric Noel, in giving knowingly false 
assurances to his co-defendants herein, which they relied upon, 
that such necklaces contained genuine chemicals extracted from 
plaintiff's [Cyanamid's] products . . . . ' I  

The consent order against Luc Noel was entered in the United States 

District Court for the Central District of California by the Honorable 

Consuelo Marshall on September 20, 1988. Similar consent judgments were 

signed by Messrs. Schrimer, Poulin and Renard and entered by that court 

against themselves and Nite Lite Novelty Inc., Crazy Light and Chemical 

Light Inc. in which the defendants admitted that they purchased and 

imported chemiluminescent glow necklaces from Societe Prolufab, but stated 

that they received formal assurances from Prolufab, which they relied upon, 

that such necklaces contained genuine chemicals extracted from the 

plaintiff Cyanamid's products. (CX-TI. 
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-M, DETENINA TION AND ORDER 

Based on the foregoing findings o f  fact, conclusions of law, the 

=pinion and the record as a whole and pursuant to Commission rule 210.50, 

it is tne administrative law judge's determination that, as a matter of law 

there has Seen a violation of sections 337(a) (1) (B) (i) and (a) (1) (C )  by 

respondent Prolufab in the sale for importation of certain glow necklaces 

which were thereafter imported and sold in the United States, and which 

infringe cr induce and/or contributorily infringe the following 

intellectual property as to which there is a protected industry in the 

Uniriec? States: claims 1, 2, 4, 6 and 8 o f  the '336 patent, claims 1-5 and 

7-13 o f  the '679 aatent, claims 1-6 of the '786 ?atent, claims 1, 4 and 5 

sf zhe '843 patent, claims 1 and 3 of the '645 patent, claims 1, 2, 4, 6 

161 17/ ana 7 of the '426 patent and registered '341 and '455 trademarks. - 

- i6/ 
which the domestic industry does not exploit o r  practice, cannot be the 
subject of a violation under section 337. 

Thus, these claims o f  the 
patents a t  issue which are infringed by Prolufab necklaces are not the 
subject of a violation of section 337, because they are not practiced by 
the domestic industry. While the Omnibus Trade and Competitiveness Act o f  
1988 liberalized the requirements f o r  a domestic industry in "articles 
protected by the patent,'' still the Act retained the requirement that some 
domestic industry must be shown. 
separate definitions of the scope of the-patent's protection, and the 
praczice, infringement and validity of separate claims is determined 
separately under the patent law, ggg, 35 U.S. C. sections 112, 271, 282. 
The domestic industry issue focuses on whether the intellectual property 
right covers the domestic activity, (Report of Senate Committee on Finance 
on S.490, Rpt. No. 100-71, 100th Congr., 1st Sess., June 12, 1987 at 128- 
:29), and here the coverage of 

"he intellectual property as to which infringement has been found, but 

This includes 

The claims of a patent constitute 

on the domestic industry has not been shown. 
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Motion No. 285-9 is granted. 

Further, it is ORDERED that: 

1. In accordance with Rule 210,44(b), all material heretofore 

marked in camera because' of business, financial, and marketing 

data and considered confidential business information under Rule 

201.6(a), is to be given ~JJ camera treatment; 

2. The Secretary shall serve a copy of the public version of 

this Initial Determination upon all parties of record and the 

confidential version upon all counsel of record who are 

signatories to the protective order issued by the administrative 

law judge in this investigation; and 

3. 

administrative law judge by Friday March 31, 1989 those bracketed 

portions of the subject initial determination which contain 

confidential business information to be deleted from the public 

version o f  this initial determination. 

initial determination are not so designated, the party will be 

deemed to have no objection to removal of a confidential 

designation and protection therefor. 

Counsel f o r  the parties shall submit to the office of the 

If portions of the 

This INITIAL DETERMINATION is hereby CERTIFIED to the Commission. The 

pleadings o f  the parties are not certified, since they are already in the 

Commission's possession in accordance with Commission Rules of Practice and 

Procedure. 

This initial determination shall become the final determination of the 

Commission pursuant to Commission rule 210.53(h) thirty (30) days after the 

service thereof on the parties, unless the Commission, within thirty (30) 
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days after the date of such service shall have ordered its review of the 

initial determination or o f  certain issues therein, pursuant to Commission 

rules 210.54(b) or 210.55, or by order shall have changed the effective 

date of the initial determination. 

Administ 1 t i v e  Lav Judge 

Issued: Harch 22, 1989 
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