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1 Investigation No. 337-TCI-174 
In the Matter of 

NOTICE OF TERMINRTION OF INVESTIGClTION; 
ISSUANCE OF GENERAL EXCLUSION ORDER 

AND FIVE CONSENT ORDERS 

AGENCY: U.S. International Trade Commission 

* ACTION: Notice is hereby given that the U.S. International Trade Commission 
has issued five consent orders, has issued a general exclusion order, and has 
terminated the above-captioned investigation. 

FOR FURTHER INFORMATION CONTACT: P . N .  Smithey, Esq., Office of the General 
Counsel, U.S. International Trade Commission, telephone 202-523-0350. 

SUPPI. EMENTARY INFORMATION : 

Backqrt-rid. Investigation No. 337-TA- 1.74 was conducted to determine 
whether there is a violation of section 337 of the Tariff Act of 1930 
(19 U S a c .  1337) in the importation or sale of certain woodworking machines 
by reason of alleged unfair acts and practices by Taiwan and U.S. companies. 
(See 48 F.R. 55786, Dec. 15, 1983; 49 F.R. 20767, May 31, 1984.) The 
complainant was Delta International Machinery Corp. (See 49 F.R. 23463, June 
6, 1984.) The respondents arid intervenors included 1 South African company, 
29 Taiwan companies, and 21 U.S. companies. Most of the respondents settled 
with Delta or were dismissed for other reasons. 

On February 7, 1985, the presiding administrative law judge (ALJ) issued 
an initial determination (ID) holding the remaining respondents in default and 
holding certain respondents in violation of section 337. 
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On April 1, 1985, the Commission determined to review portions o f  the ID . 
concerning coarnon-law trademark infringement (i .e., external design appearance 
marks), patent infringement, misappropriation, definition o f  the domestic 
industry, injury, and tbe alleged violation of section 337 by Taiwan 
respondent Leroy International Corp. The Commission also determined not to 
review portions of the ID concerning common-law trademark infringement (the 
term "Contractor's Saw"), registered trademark infringement, false and 
deceptive advertising, passing of f ,  efficient and economic operation, default, 
and the dismissal of two' respondents, To supplement the ALJ's  discussion of 
those issues, the Commission adopted certain findings of fact proposed by 
Delta and the Commission investigative attorney. (See 50 F.R. 14172, Apr. 10, 
1985 I ) 

Between April 22 and 30, 1985, Delta and the Commission investigative 
attorney filed briefs on the issues under review and on the issues of remedy 
the public interest, and bonding. Although the Commission solicited written 
comments from the public and other Federal agencies concerning remedy, the 
public interest, and bonding (see 50 F.R. 14172, Apr. 10, 1985), no such 
comments were received. 

On June 17, 1985, upon review o f  the ID, the record, and the arguments o f  
the parties, the Commission affirmed the ID in part, and held that there is a 
violation of section 337 of the Tariff Act of 1930 in the importation or sale 
of certain woodworking machines. The Commission also reversed the ID in 
part-i.e., with respect to the issue of common-law trademark infringement 
(design appearance marks). (The Commission determined that there is no 
violation of section 337 by reason of the infringement of Delta's alleged 
common-law trademarks in the overall external designs of its 10-inch table saw 
and 14-inch band saw.) The Commission also determined that there is no 
violation of section 337 by Taiwan respondent Leroy International Corp. 

e 

Commissioners Eckes and Rohr also determined that there is no violation 
of section 337 in the importation or sale of the accused wood planing machines. 

The Commission also determined that the appropriate remedy for the 
violation of section 337 found to exist in this case is a general exclusion 
order pursuant to section 337(d) and that public interest considerations do 
ilot preclude such relief. The Commission also determined that, during the 
Presidential review period provided for in section 337(g), the articles 
directed to be excluded would be permitted to enter the United States under a 
bond in the amount of 268 percent of the entered value of the articles. 

Between March 28 and April 2 ,  1985, complainant Delta and the following . 
Taiwan respondents moved to terminate the investigation as to those 
respondents on the basis of consent orders incorporated into settlement 
agreements signed by Delta and the following respondents: Formosan United 
Corporation, Good Will Mercantile Co., Show Soon Enterprises Co., Ltd., 
Fortune Development Corp., King Feng Fu Machinery Works Coo, Ltd., and King 
Tun Fu Machinery Co. The motions were unopposed. 

* I '  

A notice soliciting written comments on the proposed consent orders was 
published in the Federal Resister o f  May 30, 1985 (50 F.R. 23085), and was 
served on other Federal agencies. No comments were received. 

7 .. 



3 

Upon review of the consent order motions, the 
content of each motion, settlement agreement, 

Commission determined that the 
and proposed consent order 

complied with the Commission's rules. The Commission also did not find any 
indication that the parties' settlements were not in the public interest or 
that the public would be adversely affected.by issuance of the proposed 
consent orders. 
consent orders. 

The Commission accordingly granted the motions and issued the 

Termination of respondents Formosan United Corporation, Good Will 
Mercantile Co., Show Soon Enterpriser Co., Ltd., Fortune Development Corp., 
King Feng Fu Machinery Works Co., Ltd., and King Tun Fu Hachinery Co. on the 
basis of consent orders furthers the public interest by conserving the 
resources of the Commission and the parties. 

Having disposed of all pending matters, the Commission terminated the 
investigation on June 17, 1985. 

Public inspection. Copies of the consent order motions, the settlement 
agreements, the consent orders, the nonconfidential version of the ID, the 
Commission's Action and Order and Commission Opinion in support thereof, 'as 
well as all other nonconfidential documents on the record of the investigation 
are available for inspection during official business hours ( 8 : 4 5  a.m. to 
5 : 1 5  p . m . )  in the Office of the Secretary, Docket Section, U.S. International 
Trade Commission, 701 E Street NW., Washington, DC 20436, telephone 
202-523-0471, 

By order of the Commission, 

Secretary 

Issued: June 18, 1985 





UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 20436 

In the Matter of ) 
1 

CERTAIN WOODWORKING MFICHINES 1 
) 

Investigation No. 337-TA-174 

COMMISSION ACTION AND ORDER 

-- Background 

The subject investigation was conducted to determine whether there is a a 

violation of section 337 of the Tariff Act o f  1930 (19 U.S.C. S 1337) in the 

importation or sale of various woodworking machines arid integral components 

thereof, by reason of alleged patent infringement, registered and common-law 

trademark infringement, false representation of manufacturing source, passing 

o f f ,  and false and deceptive advertising, the alleged effect or tendency of 

which unfair acts and practices is to substantially injure an industry, 

efficiently and economically operated, in the United States. ,i/ 

The original complainant was Rockwell International. Corp. De1.ta 

International Machinery Corp. was substituted as the complainant after Delta 

----- ----- ---- - -- - ----- ---- ----.. -- ------ - 
1/ 48 Fed. Reg. 55786 (Dec. 15, 1983). See giho 49 Fed. Reg. 20767 

(May 16, 1984) and verified revj sed amended complaint I 
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acquired Rockwell's Power Tool Division and 

rights. 2/ The respondents and intervenors 

the subject patent and trademark 

included 1 South African company, 

29 Taiwanese companies, and 21 U.S. companies. L/ Most of the respondents 

settled hith Delta or were dismissed for other reasons. Q/ 

On February 7, 1985, the presiding administrative law judge (ALJ) issued 

an initial determination (ID) holding the remaining respondents in default and 

finding certain respondents in violation of section 337, 

On April 1, 1985, the Commission determined to review portions of the ID 

concerning common-law trademark infringement (i.e., external design appearance 

marks), patent infringement, misappropriation, definition of the domestic 

0 industry, injury, and the alleged violation of section 337 by Taiwan 

respondent Leroy International Corp. 2/ 

The Commission also determined not to review those portions of the ID 

concerning common-law trademark infringement (the term "Contractor's Saw"), 

registered trademark infringement, false and deceptive advertising, passing 

off, efficient and economic operation, default, and the dismissal o f  two 

respondents. To supplement the ALJ's discussion of those issues, the 

Coinmission adopted certain findings of fact proposed by Delta and the 

Commission investigative attorney. P_/ 

-_ - --- -- - 2/ 49 Fed. Reg. 23463 (June 6, 1984). 
- 3/ See n. 1, supra and 50 Fed. Reg. 7969 (Feb. 27, 1985). 
%/ Id-.; 49 Fed. Reg. 32692 (Aug. 15, 1984); 49 Fed. Reg. 35874 (Sept. 12, 

1 9 8 4 ) ;  49 Fed. Reg. 39118 (Oct. 3, 1984); 49 Fed. Reg. 39928 (Oct. 11, 1984); 
49 Fed. Reg. 40678 (Oct, 17, 1984); 49 Fed. Reg. 50314 (Dec, 27, 1984); 
50 Fed. Reg. 1138 (Jan. 6, 1985); 50 Fed. Reg, 3423 (Jan. 24, 1985); 
50 Fed. Reg. 9142 (Mar. 6, 1985); 50 Fed. Reg. 20303 (May 15, 1985). 
- 5/ 50 Fed. Reg. 14172 (Flpr. 10, 1985). , 
$,/ Id. 
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Between March 28 and April 9, 1985, Delta and the following Taiwan 

retwndents filed joint motions for consent orders directed to those 

respondents: 

- 

-- 
. _ *  1 .  Formosan United Corporation (Motion No. 174-72°C"). 
2- 2. Good Will Mercantile Co. (Motion No. 174-73"C"), 
-$ 3. Show Soon Enterprises Co,, Ltd. (Motion No. 174-7411C11)I 
--$ -. 4 .  Fortune Development Corporation (Motion No. 174-75°C"). 
.+ 5 .  King Feng Fu Machinery Works Co., Ltd, (Motion No. 174-77°C"). 

6. King Tun Fu Machinery Co. (Motion No. 174-77"C") I 

Between April 22 and 30, 1985, Delta and the Commission investigative 

% 

attorney filed briefs on the issues under review and on the issues of remedy, 

the public interest, and bonding. Although the Commission solicited writtev 

comments from the public and other Federal agencies concerning remedy, the 

public interest, and bonding, - 7 /  none were received. 

e 

This Action and Order provides for the Commission's final disposition of 

all matters pending in investigation No. 337-TA-,174 I 

AC f ION 

l* Consent -order motions 

Inasmuch as the consent order motions are unopposed and raised no issue 

that requires findings of fact, the Commission determined on May 17, 1985, 

that certifying the motions to the administrative law judge for an ID would 

serve no useful purpose and would unnecessarily delay the final disposition of 

the motions. E/ The Commission therefore decided to rule on the motions 

directly and waive the provisions of rules 210,51(b)(2) and 211.20(b) (19 

C.F.R. 21OaS1.(b)(2), 46 Fed. Reg. 46123, Nov. 23, 1984, and 19 C.F.R. . ' 

S 211.20(b)), which require that motions for termination and the entry of 

-. - 
7 /  T.4 
I f  .LU.  -- - 8/ See 50 Fed. Reg. 23085 (May 30, 1985). 
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be submitted to an administrative law judge for an initial 

ahe Commission also has determined that the content of each motion, 
*- - .- 

settiement agreement, and proposed consent order complies with the 

w s s i o n l s  rules. 
1 -- 

The Commission also has found that there is no indication 
IL. - -  -... 9 

- 2 .  
t- the parties' 'settlement is not 'in tha publ-ic interest or that'tKe public 

.-A. - - -  
~auld be adversely affected by issuance of the proposed consent order. g/ The 

Cornmission therefore has determined to grant the motion$ and to issue the 

consent orders. 

2. Review of ID and violation of section 332 

Having adopted portions of the violation ID and reviewed other portions 
0 

thereof, and having considered the arguments of the parties and the record 

compiled in this investigation, the Comission has determined that there,is a 

violation of section 337 in the importation or sale of certain woodworking 

machines and integral components thereof, by reason of the unfair acts of 

common-law trademark infringement (i,e., the term "Contractor's Saw"), patent 

irrfriiigement, registered trademark and logo infringement, passing off , and 

false and deceptive advertising, the effect or tendency of which is to 

substantially injure an industry, efficiently arid economically operated, in 

the United States. 

The Commission has determined that there is no violation of section 337 

-by Taiwan respondent Leroy International. The Commission also has determined . 

- -. --.--.- ..-------. - -._.----. -..-- 
9/ Public inspection copies of the motions, settlement agreement, and 

proposed consent order, arid a notice soliciting written comments thereon, were 
served on other Federal agencies on May 22, 1985. The aforesaid notice was 
published in the Federal Reqister of May 30, 1985 (SO Fed. Reg. 23085). 
No comments were filed. _. 
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that there is no violation of section 337 by reason of the infringement of 

Delta's alleged common-law trademarks in the overall external designs of its 

10-inch table saw and 14-inch band saw. 

Commissioners Eckes and Rohr also have determined that there is no 

violation of section 337 in the importation or sale of the accused wood 

planing machines. 

The Commission has determined further that- 

1. The appropriate remedy for the violation of section 337 in this case 
i s  a general exclusion order pursuant to subsection (d) of section 337; 

2. The public interest considerations enunciated in subsections (d) and 
(f) of section 337 do not preclude such relief; 

3. The bond during the Presidential review period shall be 268 percent 
of the entered value of the articles covered by the exclusion order. 0 

ORDER 

In accordance with the foregoing action, j.t is hereby ORDERED THAT--- 

1 .  Motions Nos, 174-72"C," -73"C," -74"C," -75"C," and -77°C" are 
granted ; arid 

2. The proposed consent order appended to each motion shall be 
issued. 

It is further ORDER€D THAT-- 

1 .  Wood planing machines that infringe claims 1, 2, 3, 4, 
or 5 of U.S. Letters Patent 4,436,126 (such as those 
depicted in Exhibits N-P) are excluded from entry into the 
United States for the remaining term of the patent (i,e., 
until March 13, 2001), except under license from the 
pat en t owner ; 

2. Blade guard assemblies that infringe claims 1, 2, 3, 
5, 6, 7, 8,  9,  10, 11 ,  12, 13, or 14  of the U.S. Letters 
Patent 3,754,493 (whether imported individually or as part 
of a woodworking machine) are excluded from entry into the 
United States for the remaining term of said patent (i.e,, 
until hug. 28, 1990), except under license from the patent 
owner; 
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3. Adjustable height fences that infringe claims 1, 2, 3, 
or 4 of U.S. Letters Patent 4,174,100 (whether imported 
individually or as part of a woodworking machine) are 
excluded from-entry into the United States for the 
remaining term of said patent (i,e., until Nov. 13, 1996), 
except under license from the patent owner; 

- 4. Woodworking machines and their packaging, instruction 
; and user manuals, and promotional material that infringe- 

a. 

b. 

C. 

d. 

complainant Delta International Machinery 
Corp.'s common-law trademark "Contractor's 
Saw" or colorable imitations thereof E/; or 
the registered trademark "Uni saw" 
(Registration No. 369,416); or 

the registered trademark "Rockwell" 
(registration No. 765,006); or 

the registered "Rockwell" logo (registration 
No. 1,031,246), which is depicted in 
exhibit Q to this Action and Order- 

are excluded from entry into the United States, except 
under license from the owner of the aforesaid trademarks 
and logo; 

5. The articles ordered to be excluded from entry into 
the United States pursuant to paragraphs 1-4 above shall 
be entitled to entry under a bond in the amount of 268 
percent of the entered value of the subject articles from 
the day after this order is received by the President 
pursuant to subsection (9) of Section 337 of the Tariff 
Act of 1930 (19 U.S.C. §1337(g)(2)), until such time as 
the President notifies the Commission that he approves or 
disapproves this action, but, in any event, not later than 
60 days after receipt of this action; 

6. The Commission may amend the foregoing provisions of 
this order in accordance with the procedure described in 
section 211,57 of the Commission's Rules of Practice and 
Procedure (19 C.F.R. S 211,57); and 

7. The Secretary shall serve copies of this Commission 
Action and Order, the Commission Opinion in support 

-..---. .--...-.-- -- -- - 10/ E . g . ,  "Contractor's Special." 
0 
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thereof, and the attached notice upon each party o f  record t o  t h i s  
invest igat ion,  and s h a l l  publ ish notice thereof i n  the Federal 
Reqi ster . 

Secretary 

Issued: June 18, 1985 
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SATES PATENT AND TRADEMARK OFFICE 

Page 1 of 2 

r(ut n o r  rpw~ in the abow-idtntified Wflnt and thrt said Letters Patent is hereby 

&im 5 as folbws: 

A Mdcnassing machine for wood comprising: 

(8) an ebngrtcd kd Over which thc W d  putcs, said bed king fixed 

mOwmnt in a vertical direction; ' @g&iW 

(b) an qpcr  housing vcr~crrlly Spaced from, and mvabk I+ and down 

vi* r w t  to, said elongated kd; 
0 

(c) a cutter and drive roller mounted in srid *per busing for 

m ~ t i m  about vpuate puallcl axes, said cutter and said drive roller being adapted 

r e s p e d d y  remove a thickness from wood passing over the bed and to move said 

wood along said bed put said cutter; 

(d) motor meant for driving said cutter and said drive roller, said 

motor means king supported by and being adapted to move rq, and down with said 
I 1 *per housing, thereby simplifying the driving of said cutter and said drive roller; 



a- said wpcr housing to ovtrril renuin in UI sccuateiy prcdetcrmimd 

to u i d  bcd- 

On the title page '4 Claims" should read -5 Claims-. 

Signed and Scaled this 

rurl/ti Day of  Jun1984 
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1 
3,754,493 

2 
* CIRCULAR SAW BLADE GUARD A further object Of the Present invention resides in 

c 

providing a blade guard askmbly according to the prin- 
ciple obJect with a blade guard supporting link provid. BACKGROUND OF THE INVENTION 

The p r w n t  invention relates 10 blade guard assem- ing respective end pivotal connections to the k e d  split- 
blies for motor driven, table type. circular saws in S ter and blade guard designed to resist lateral shifting 
which workpieces supported on the table workpiece 
support surface are hand fed into a high speed rotating 
saw blade whid-protrudes through a narrow blade pas- 
sage formed in the table usually in centered relation to 
the side edges of the table. In  such saw, the high speed 
rotating blade is a source of continuous danger to the 
operators and shop personnel whenever the saw ir o p  
eraling and many serious, even maiming injuries have 
resulted due to the carelesner of operators and shop 
personnel. partkularly where no safety guards are pro- 
vided, or ineffective safety guards typical of the prior 
art have been provided. 

lneffectiveneaa of the prior art safety gwrds provided 
results from several factors in the guard structures 

movement of [he link and guard relative to the ke; 
splitter and to limit pivotal movement of the guard be- 
tween a normal position in which the guard is sup- 
ported by the work support surface of the tabk in 

0 straddling relation to the blade passage and a limit posi- 
tion, determined by the supporting link which wi l l  pre. 
vent the blade guard from being swung to an inoperate 
posit ion. 

A further object of the present invention resides in 
J the provision o f  a rigid metal. guard supporting link of 

inverted channel shaped configuration in c r m  section 
provided at its opposite ends with coaxially aligned, lac. 
erally spaced passages and an encompaasing blade 
guard of inverted channel soawd confiruration formed 

heretofore provided. One of the principal facton con- 20 rn the area of  iu pivoul cont i r t ion co’ the guud su& 
tributing to ineffectivenerr haa been the provision o f  porting link with inwardly thickened wall portions lot- 
guard structures which interfere with clear viribility of erdly dimenaioncd to provide m a  bearing contact 
the saw blade during use and are so constructed that with the outer frcr of the dependent link sidewalls to 
they may be readily removed or swung to an inopera- thereby eliminate side play between the pivotally re- 
tive position by a seasoned operator who, becauw o f  an 25 lated blade guard and supporting link and coaxially 
exaggerated sense of operating skill or his familiarity through rpcrtured to provide opposed pivot pin mount- 
due to day-today use of such saws, discounts the immi- ing openings to presa fittingly receive a pivot pin 
nent danger. A further contributing factor haa been the thereby relegating pivotal wear to the link passages and 
flimsy linkage systems provided to mount the guard for the portions d the pivot pin cooperating therewith. 
its necessay rising and falling movement aa the work- 30 Another object of the present invention resides in 
piece is fed to the sae blade or u the angular relative providing the pivot pin of the preceding d j e c t  in the 
adjustment of the blade and table are effected to make form o f  a herded pin having a shank of a length pester 
bevel cuts. than the crof8-sectiorul width of the blade guard 

Typical examples of such prior art guard usemblies whereby the shmk end remote from the head will pro- 
are shown in U.S. Pat. Nor. 2,352,235 to H.E. tautz. 3J trude beyond the outer side face o f  one guud sidewall 
2.623.555 to W.A. Eschenburg and 2.787.305 to T.A. when the head is seated againat the other sidewall and 
Heu et  al. (impairing visibility of the blade and readily providing the projecting shank end with a pres fitted 
swingable to an inoperative position depending at the cap nut seated against the one g w d  sidewall thereby 
back of the table). preventing ready removal o f  the blade guard. 

A still further object of the present invention resides 
made by providing ( I ) transparent guards aa shown in in providing the guud supporting link of the previous 
US. Pat. Nor. I .240,430 to P. Erickson. 2.876.8 10 to object wi th  a pivotal connection to the kerf splitter in 
J.M. Peterson et al. and 3.105.530 to R.E. Petenon et the form of a sleeve bushing fixedly supported in a 
ai.; ( 2 )  a centrally pivoted guard as shown in U.S. Pat. through p p u y c  in the kerf splitter with its opposite 
No. 2,754,857 to H.A. Joslin; ( 3 )  ashortenedside plate ” ends projecting from the opposite faces of the kerf 
ils shown in U.S. Pat. No. 2.786.496 to W.A. Eschen- splitter sufliciently to fit between and have bearing 
berg; ( 4  ) swing links internally of the guard mounted contact wi th the opposite link sidewalls and a pivot pin 
on a ke r f  splitter to limit movement of the guard u dimensioned have a journalled fit in the sleeve bushing 
shown in U.S. Pat. No. 1,496,212 to S. French and wi th  i t s  opposite ends pressure fitted into and protrud. 
2.593.596 to G.V. Alson; and (5) a saw guard engage- ing beyond the coaxially aligned link passages to re- 
dbk wi th  a portion of the kerf splitter to limit upward ceive in p re r  fitted engage spring washen bearing on 
movement as shown by U.S. Pat. No. 1.381.612 to G.A. the outer sidewall faces of the link thereby relegating 
Anderson. None of these efforts, however, provide a pivotal wear to the bushing and the portion of the pivot 
wholly satisfactory guard or an inexpensive reliable ~5 pin coopenting therewith and preventing ready re. 
structure which adequately prevents the opentor from mow1 of the link. 

Efforts to overcome these deficiencies have been ‘O 

BRIEF DESCRIP710N OF THE DRAWINGS 
readily removing the guard or swinging it to an inoperr- 
tive Dosition. 

SUMMARY OF THE INVENTION 
The present invention hor for ita principal obpct the 

provision of a safety guard asaembly for a circular table 
saw non-removably mounted on the kerf splitter which 
is fixedly secured through a mounting bracket at a rela- 
t i ve l y  inaccessible point beneath and inwrd ly  of the 
rear table edge to maintain a position in The plane of 
rOtYtiOn of the saw blade in all angularly adjusted pori- 
tions of the saw blade relative to the table of the saw 

Further obpcu of the inventmn wi l l  appear from the 
6o following dernption and appended claims when read 

in conjuncuon with the accompanying drawings 
wherein: 

FIG. 1 ir a ride elevational view of a table type circu- 
lar saw illurtrating the blade guard and kerf splitter as- 

65 sembly of the present invention in operative mounted 
position; 

FIG. 2 is  an enlarged sectional view taken substan- 
tul ly on line 2-2 of FIG. 1 to illustrate the details of 
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the p , v o c ~ ~  connection provided to non-removably be provided by applying wired tamper seals to prevent 
mount the blade guard support link and anti-kickback removal of the cabinet walls. 
fingen on the kerf splitter: As best seen in FIGS. 1 and 2, hook shaped mounting 

F I ~ ,  3 is plan view of the blade guard supporting arm 26 is an integral put of a plate-like kerf splitter 28 
link employed 10 mount the blade guard on the kerf S Of general C-haped Configuration u viewed in FIG. 1, 

the hook shaped a m  26 comprising the depending 
stem and lower inturned end of the C-shape. The upper 

.splitter: 

inturned end 29 takes the fom of an elongated arm e x .  
tending forwardly XEIOu the rear trble edge in the 

pivoul connection provided to non-removably 10 plane Of rotYiOn Of Saw blade 16. The lower free end 
mount the guard to the pivot pin journalled in the Fortion of a m  29 defines 8JI arcuate fowardly and U p  

blade guard supporting link; and wardly divider blade portion 31. Divider blade portion - FIG. 6 is a rear end vieb of the guard member show. 31 extends arcuately upwardly and Cowardly from a 
ins the kerf splitter in dotdash lines to illustrate the paint 32 bin@ jurt above the work support surface of 
bearing engagement of the rear end of the guvd mem. 15 table 13 at the rear Of the blade slot in insert plate 17 
ber and kerf splitter in iU nomai guarding p i t i o n  in in the PIrne .long an afCu9w 

path generated around the rotational axis of the blade con(pct with the saw table. 
on a radius Jightly greater than the radius of the outer- 

DESCRlPTfON OF THE PREFERRED mort peripheral p8th of the b l d a  when set at its maxi- 
EMBODIMENT 20 mum depth of cut. Ihe upper free end of a n  29 is de- 

With continued mference to the drawinp wherein fined b Ve*al fd width end Wment 33 bisected 
the ume reference numerals are employed throughout by the rouciod @8m Of b18de This configuration 

tk rcverd pa the bide of arm 29 r o u r a  UI operative kerf splitter which will  
guard and splitter w m b l y  of this invention &signaled enter the S8w kedin a workpiece it P M  
by numeral 10 is shown applied to a tilting ubor table 2J rearwardly arcu.C@ -gment Of bide 
u w  1 I of the type shown and derribed in U.S. Pat. No. 

( 

FIG. 4 is a plan view of the blade guard; 
FIG, 5 is 111 enlarged sectional view taken substan- 

on line 3-3 of FIG. 1 illustrating the detailr o f .  

roucion Of the 

to indicate the 

l6 lbOve the an am Of 

3.58 1,784 issued June 1, 197 1 to Edward C. Warrick 
et J. Saw 11 compriws a support b w  and cabinet 12 

Inurn laterJ subilicy to the side pressures in P u t -  
the Porrionr Of the workpiece defining the develop 

fixedly mounting a work support table 13 provided with To adapt the ked  splitter 28 to mount the biade dependent front and rear trunnions 14 (the rear trun- 
nion only being illustrated) supporting a tilt bracket IS 35 Of *' invention* a through circulu p w e  

36 (FIG. 2 )  is provided in the upper free end portion mounting a drive motor, a blade arbor and drive means of a n  29, rearwudly of end segment 33. P-ge 36 inctuding a saw blade 16 arranged to project upwardly 
closely receives, preferably through a pres fit. the ht-  
erally centered circulu step shoulder 37 of stepped 

through the blade opening convcntionally provided in 3s 
table 13 by a slotted insert plate 17. Bracket IS  in the bushing having uI 39a As best illustrated saw also carries the depth of cut and tilt con- wen in FIG. step 3, is dimenrioned 
trols (not shown) for raising and lowering the blade rel. 
atively to the table and tilting the blade relatively to the kerf splitter 28 ad at OM end, the right end as rcen in 
table, such controls being operable u disclosed in the 40 FIG. with a rdi81 4o abuttingly 
aforcsaid patent by operation of the respective hand overlying the portion of 29 defining purrge to 

automatically position bushing 38 axially with respect wheels 18 and 19 and clamp lever 21. 
The blade guard and splitter assembly 10 is in the to k e d  splitter a 

form of unitary assembly u will be hereinafter de- 

ing saw 
30 

the exact thicknerr of the meul plate uwd to 

38 is lorn& with oppositely directed 
mibed in detail a d  IS fixedly secured 10 the end face 45 shoulden 41 of equal and lest+r diameter thur step 
O f  movable tiit bracket 15 through a bracket shoulder 37 respectively extending uially from the 
22 bo'ted Io bracket Is by bok and which is pres- 

As &St Ken in FIG. 1. the bolted end of bracket 22 lies 

faces of step shoulder 37 and r A i a  flange 39 to respec. 
ently provided on some saws to mount existing splitters. diameter end step shoulden 42 of equal dim 

ameter a d  length equidiSmtIy axially spaced from the 
within the rear cabinet 24 which is slotted at IS 50 longitudinal center of bushing 38, It follows that the op- 

utcmbiy and re- porite end faces of bushing 38 define respective planes 
movat after bracket z2 is bolted lo bracket I s  and the equidistantly spaced from and parallel to the side faces 
dependent hooked shaped mounting arm 26 Of blade of kerf spiitter 28 and the coincident plane of rotation 
guard and kerf splitter auembly 10, is bolted 27 and of blade 16. Thu laterally centered relationship of 
27' to hracket 22.' It followS. therefore. that Once feu " bushing 38 m d  kerf splitter U relative to the pime of 
cabinet wall 24 is in Place bolu 23 and 27 are not ' rotation of blade I6 adapu bushing 38 to journallingly 
readily accessible to an operator who may decide 10 re- support a prir of mti-kickback fingen 43 on the re- 
move the blade gurrd and splitter urcmbly from spective step shoulden 42 with a double end coil b ia-  
bracket IS. It also will be appreciated that mOUntifIl 6o ing spring U (FIG. 2) disposed therebetween. As best 
bracket 22 adapt8 the blade guard and Splitter assembly Ken in FM. 2, biuing spring U comprirs respective 
IO for redy  mounting on the rear tfunnion Of other end coilr 45 loorely surrounding step shoulden 41 and 
tilting arbor saws or even concealed portions of the joined at their adjacent inner ends by an integd con- 
support base of tilting table saws. Such concpled nector run 46 formed midway between coili 4s with a 
mountings provide reasonable assurance that ir~espon- bndging run W disposed to abuttingly engage the 
aible operaton will not circumvent law 01 code regula- upper edge 47 of kerf splitter 28. The opwite outer 
tionr requiring an adequate guard during all sawing op- ends of coils 45 are bent axially outwardly to fonn re- 
crationr and further assurance in the saw illumted can spective anchor hooks 48 engaged-behind the respcc. 

tive 

iU UPWr edge to Permit 

6J 

1 

3 a  
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live antl.klckback fingers 43 are provided with or can be adapted to receive the 
mally bias fingers 43 to their dependent positions bracket 22. This final assembly operation is effected by 

FIG. 1 and yieldingly retain fingem 43 against grasping guard 35 permitting the free end of link SI to 
shifting movement off of step shoulden 42. It will depend below the guide sidewalls 54 and 55. The ends 

be that this assembly of bushing 38, kick- I of  bushing 38 carried by kerf splitter 28 are then en- 
back fingem 42 and biasing spring 44 on kerf splitter 38 tered between the depending end of link 51 and bore 
provider a unitary subassembly& that can be con- 39 is aligned with puslges 58. A plain ended pivot pin 
strutted in advance of mounting the guard 3S and that 64 (FlGS. I and 2). dimensioned to closely fit p a g e s  
the close fit of bushing 38 in p u u g e  36 of kerf splitter 58 and have a puma1 fit in bore 39, is entered endwir  
28 materially limits tilting of the journal mount pro- IO into one pasage 58 and p m d  through bore 39 and 
vided for anti-kickback fingen 43 Iscuring their proper the oppai te p-ge 38 to dispose its opposite ends 

protruding equidistantly beyond the opposed link side- 
t o  assure a rigid non-tilting pumalled mounting o f  walls 52. The resulting structure provides free pivoting 

guard 35 on kerf splitter 28* the present invention pro- o f  pin 64 and link S I  relative to burhing 38 carried by 
vides a blade guard supporting link S I  (FIGS. I I 5  splitter 28. Completion of  this pivot connection is ef- 
through 3 and S) of  channel shaped configuration in fected by prem fitting respective spring washen 65 or, 
cross-section as best seen in FIGS. 2 and 5. Referring if desired, p m  fitted cap nuts onto the opposite ends 
for the moment to these latter figurn. it w i l l  be seen into end butted enpgement with the outer faces of link 
that the spacing of the dependent sidewalls S2 of link sidewalls 52 thereby providing a second pivot connee 
5 I is such that the inner sidewall faces freely but 20 tion that cannot be disconnected on whim by an opera- 
c l ~ ~ ~ l y  engage the opposite end faces of bushing 38 tor 
while the outer sidewall faces freely but closely engage The resulting splitter-guard Ysembly is mountable u 
the opposing planar walls of inwardly protruding. inte- a unit on bracket 22. When once installed and the cabi- 
gral lands 53 (FIGS. 4 and 5 )  formed on the inner faces net back wall 24 is recurad in place to enclose at leut 
of dependent sidewalls S4 and I S  of channel shaped 2s the innermost bolt connection 27, a guard urcmbly is 
guard 31. provided which cannot be readily removed or diman- 

As beskseen in FIGS. 1 and 3, the connecting web 56 tied to enable the saw to be operated without a guard. 
of link 51 terminates inwardly from one end of depen- In addition, the guard 3S cannot be grasped and swung 
dent sidewalls 52 to provide an abutment end face 57 upwardly and rearwardly to a non-guarding position at 
lying in a plane inwardly offset relative to the aligned 30 the rear of table 13 since the notch 57 in the web 16 
passages 58 provided in sidewalls 52 at said one end which straddler kerf splitter 28 engagesthe upper edge 
and extends forewardly terminating in the transverse of the kerf splitter to l imit the rearward p ivodmove-  
plane defined by the opposite ends of sidewalls 52. A ment of guard 3J to a forwardly inclined position indi- 
pair of aligned journal passages 59 are provided in side- cated by the dotdash linc position D of FIG. 1. From 
walls 52 inwardly of the opposite ends of sidewalls S2. 35 this position. the guard upon release will be weight bi- 
Preferably the axes of the aligned paurges 58 and 59 ased to automatically swing forewardly and down- 
are disposed to l ie in a common plane parallel to web wardly into full blade guarding position designated A in 
J6 centered vertically relative to link sidewalls SZ. As- FIG. 1 wi th  the lower edge of guard sidewall 55 in full 
sembly of guard 35 with link 51 is preferably first com- length bearing engagement with table 13. 
pleted tu provide a unitary subwembly by inserting the 'O To further u u r e  full gurading operation of the guard 
link cnd containing journd psusges 59 into position yscmbly of this invention, the rear end of guard 35 ir 
between lands 53 to align passages 59 with the aligned provided with an end wall 71 (FIGS. 1 and 6) having 
through guard passages 61 (FIGS. 4 and 5).  P w g e s  a laterally centered vertical slot 72 formed at iu lower 
61 are formed in the guard sidewalls at a point fore- end with a divergent entrance moulh 73 and delimited 
wardly of the longitudinal center of guard 35 to impart 45 at iu upper end by a thickened bridging end wall 74 
a clockwise biasing weight component to the forward spaaced from top wall 75 a distance to assure full butt- 
end of  guard 35 for a purpose which wi l l  presently ap- ing engagement w i th  the upper edge of kerf splitter 28 
pear. Passages 61 are of a diameter slightly less than when guard 35 is in its normal guarding position A 
that of passages 59 and a headed pivot pin 62 having (FIG. I ) .  Assuming a workpiece W (FIG. 1) is  fed 
a tight. preferably press fit. with passages 61 and p w -  along table I3 into the saw, the upper leading corner 
ing frecly through link passages 59 i s  provided to jour- o f  the workpiece wi l l  contact the 45. angular front 
nal link 51 for pivotal movement. Head 63 of pin 62 edges 76 of  guard sidewalls 54 and 55 forcing guard 3s 
abuts the other face of guard sidewall 54 and shank 64 and link 51 to swing upwardly more or leu  u a unit 
protrudes beyond guard sidewall 5s. The protruding around a fulcrum point 77 (FIG. I ) formed by the en- 
shank end is then capped with a p m s  fitted cap nut 6s gagement of  the rear comer of bridging end wall 74 
set home to firmly aburringly engage the outer face Of with the upper edge of kerf splitter 28 until lhe front 
sidewall  55. This construction Secures pivot pin in the end of guard 35 reaches position B o f  FIG. I. A t  the 
thickened sidewall portions of guard sidewalls 54 and time this poaition is reached the upper leading corner 
55 while the cap nut assures a pivot connection that w i l l  have reached a position below and slightly fore- 
cannot be disconnected on the whim of an operator by wardly of a vertical plane containing the pivot u i s  of 
driving pin 62 out o f  guard 35. pin 62. Guard 35 wi l l  be maintained in proper strad- 

The unitary subassembly of guard 3s and link 51 is dling relation to the saw blade by link 51 and the c o o p  
[hen assembled with the unitay subassembly of kerf erative engagement of slot 72 and kerf splitter 28 dur- 
SPlitter 28 and kickback lingers 43 to provide a Unitary 6s ing this movement to house the blade ahead of  work- 
splitter-guard assembly that can be readily installed U piece W which itself houses the descending blade seg- 
a unit and packaged separately for marketing with the ment within tha developing saw kerf in the workpiece. 
saw or as a replacement item for existing saws which Relativepurndling movement of link S I  around pivou 

shown in FIG. 2 to nor- , 

operation at all times. 
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62 and takes place to permit this initial swinging adjustment and adjustmenu approaching the maximum 
movement. As the leading edge of the workpiece passer adjustment. the longer sidewall SS asures greater pro. 
S u ~ c , e n t l ~  close to the aforementioned plane contain. tection than would be provided by sidewalls of equal 

the axis of pivot 62, the weight biasing component length. 
of [he forward end of guard 3s becomes effective to S It wi l l  be appreciated from the preceeding descrip. 

guard 31 clockwise around pivot 62 to position tion that the present invefItiOn provides a blade guard 
of FIG, 1. In this position, link S I  wi l l  occupy an up- assembly that LUUns maximum protection of the oper. 

ratdly and forwardly inclined position relative to the ator during dl Uagt  Of such saws and in addition a 
edge of guard sidewdl SS which assumes a pori- blade guard assembly which can neither be flipped 10 

[io,, parollel to table 13 in edge bearing engagement I O  an inoperative position nor readily removed by careless 
with *e upper surface of the workpiece. In thk pori- or thoughtleu operators. 
tion, bridging end wall 74 of  guard s lo t  72 wi l l  have While these highly desirable advantages can be se. 
moved upwardly out o f  engagement with the upper cured irrespective of the material employed in produc. 

-dge of kerf splitter 28 with the lower portion of slot 72 ing the guard 3s itself. it is preferable that guard 3S be 
s t i l l  in cooperative engagement with splitter 28 to aid I S  made of a distinctively colored (preferable an alen or. 
link 51 in maintaining guard 3s in straddling guarding ange color) see through plut ic material. for example a 
psition relative to saw blade 16, the emerging saw thermoplastic polyarbonate resin such as General 
teeth and the developing saw kerf. I t  follows therefore Electric Company’s LEXAN. possessing a combination 
that the opentor is fully protected against cont.Et with of toughness, impact strength. heat resistance, dimen- 
the blade in this position of guard 3s. 20 sional stability and good electrical properties. While in 

AS the trailing end of the workpiece reacher the normal usage the meul  mounting link SI  and its spaced 
aforedd plane. the biasing weight component of the journal pasages cooperating with the respective 
forward end of guard 31 becomes effective to impart fixedly mounted pivots 62 and 64 are adequate to resist 
funher clockwise swinging movement to the freely SUI. any side t h ~ s t a  applied to the guard 3s which might 
prided guard 35 around pivot 62 causing g w d  35 to 2s tend to shin guud 35 laterally relative to the kerf split. 
mume a fonwardly and downwardly inclined position ter 28 into the blade from either side, unusually heavy 
across the trailing u,pper corner of the workpiece. In side thrusts applied to the splitter itself in performing 
this position, the guard is s t i l l  in straddling relation to iu kerf paning function in  heavy duty cutting opera. 
the blade and developing saw kerf to fully protect the tions could conceivably tlex the kerf splitter arm 29 10 
opetptor from the saw teeth emerging from the saw 30 an undesirable latenlly inclined position. To guard 
kerf developing in the upper end surface and trailing against any such unusual operating conditions, the arm 
end of the workpiece. As the workpiece p a w s  beyond 29 reinwardly of  divider blade portion 31 may Wpro. 
the back end of sidewall SS, the rounded forward end vided with a downwardly protruding lug 81 fitted into 
of sidewall SS wi l l  have contacted the work support a suitable slot in table insert I7 or the table itself or iu 
surface of table 13 and the weight component of the 3 s  lower edge could be formed to engage in an upwardly 
guard 35 and link 51 wi l l  become effective to cause opening slot (not shown) extending rearwardly in the 
counter clockwise swinging movement of guard 3s table support surface in the plane of rotation of blade 
around pivot 62 and clockwise swinging movement of 16. 
link SI  around pivot 64 thereby lowering the rear end The invention may be embodied in other specific 
of guard 35 to its normal guarding position A of FIG. 40 forms without departing from the spirit or euentiai 
1. During this lowering movement, a rolling action characteristics thereof. The present embodiment is 
takes place between the rounded foreward end of therefore to be considered in all respects u illustrative 
guard sidewall S I  and table 13 until guard 3s reaches and not restrictive, the r o p e  of  the invention being in- 
position A of FIG. I .  dicated by the appended claims rather than by the fore- 

The relatively wide lateral sprcing of link journal pas- ‘’ going description. and all changes which come within 
sager 58 and S9 along the respective pivot pins 64 and the meaning and range of equivalency of the claims a n  
62 will adequately resist the sidewise canting forces im- therefore intended to be embraced therein. 
poscd on guard 3S and link S I  due 10 the canting forces What is claimed and desired to be secured by Letten 
applied to the longer guard sidewall 5s as a conse- Patent is: 
qucnce of its supporting engagement wi th table 13 and 1. A safety blade guard for table type circular saws 
the workpieces. Tilting of either the blade 16 or table having a work support table providing an elongated 
13 to erect a bevel cut in the workpiece takes place blade passage and a motor driven saw blade arranged 
around an axis P (FIG. 6) lying along the intenection for depth of cut adjustment through the blade passage 
of the table work support surface and the plane of rota- ss at varying angular adjustments relative to the plane of 
tion of blade 16 in a clockwise direction Y viewed from the table work support surface comprising.a support 
the rear of the saw and in FIG. 6. As a consequence. the bracket fixedly secured relative to the saw bide be. 
guard and splitter assembly assume an PngUlu relation, nearh the table and having a plate-like portion extend- 
IO the work table Y indicated by the inclined line I3 of ing revwardiy beyond the rear edge of  the work sup. 
FIG. 6 illustrative of the maximum 45. bevel angle. port table, a kerf splitter plate fixedly secured to said 
Since the operator stands at the front of the saw to the support bracket at a relatively inaccessible point be. 
left side of  the plane of rotation of the blade and the neath the rear edge of the ubi. and including an up- 
table support surface falls away from the longer side wardly and fonwrrdly directed portion disposed to 
wall SS relatively speaking in all angular adjustmenu overlie the table in the plane of rotation of the saw 
the longer guard wall remains the supporting wall& a11 65 blade at the rear of the saw b i d e  and terminating at its 
angular positions except for those approaching the forward end in an arcuate portion overhanging in radi- 
maximum position to fully protect the operator’s h a n d  ally spaced relation the rear segment of the blade ex- 
holding the workpiece. Even in the maximum angular posed through the blade pasaage; link means pivotally 
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DESCRIlTION OF THE PREFERRED 
EMBODIMENT 

FIG. 1 showr a ponlon of a u b k  YW 10 with a gauge 
12 mounted on front and rear guide rub 14 and 16 
rapcuvely. Work $ruga of this type have k e n  used 
for m y  y u n ,  with the guide rulr and clamping 
brackeu krng of mrny forms. These shown h e r e  are 
more fully dacnbed in U.S. Pat. No. 2,630,1145. the 
specification of which my k referred to for a fuller 
understanding of the operairon. The above-mentioned 
patent. mgned to a predecessor of the wignee of thu 
application. is hereby incorporated by reference. 
These gauges are most frequently used on table saws 

in the wwoodworlong field and are adjutably XI (and 
fixed in place) varying d w n c n  from the saw blade to 
guide the workpiece put the YW blade. The gauge 
usembly I2 is most often wed for npptng a Ion5 length. 
but CUI be used for a stop for cuttitig off. or for making 
k v e l  cuts  In dl the operations, however, the front 
clamping bracket 18 and the rear clampina bracket (not 

2 - 

clamping brackets 31 the front and rcar by machine holtr 
30. The louer part 32 of rul 22 hu the shape shown in 
PIG. 3. with UPtlndlng legs 34 adapted to clovly fit 
inside the downwardly depending legs of lop 28. Thee 

S upstanding l e e  are outwardly offut at 36 so that the 
outer facn 38 of the bottom portion o f  lower part 32 are 
co-planar with the vertical faces of the lop part 28 of 
rul 2% A stiffening rib 40 runs honrontally longitudi. 
ndly &ween legs 34. and cuitable fastenen 42 extend 

10 through venicaily elongated opening9 44 in lower pan 
3% Thesc fatenen snugly lit holes 46 in the down. 

shown) &e locked in the clamped positionhy handle 20. 60 
With the populrnty of laminates and veneen. ex- 

tremely thin shmu of matend are krng worked on by 
carpcnten ud othen. This mans that the elongated 
rail 22 of the p u g e  assembly 12 must have a minimum 
of c h a n c e  from the top U of table 26 of the ww IO. In 65 
the instant invention. rul 21 is made in two pieces. The 
top portion z1 hu a channel-shaped configuration. uith 
the open side facing the saw table 26. I t  iq fired IO the 

wardly depending legs of the top rail portion U Whm 
the r u t e m  42 are drawn up tightly, they pull the 
Jepmdrng kgs of top 28 into snug fncuonal engage. 
men1 with upurnding ley34af louer p ~ w n  32. From 
thu description. it will be that the \crticrl p i t ion-  
ing of the top 21 of rul 22 with respect to the table 
surface 24 depends on the mrnufa~turing and assembly 
tolerances of the gulde rub 14 and 16, the clamping 
brackets (only the ftont onc 18, u shown). md top za 
itself. Thw, the ability to adjust the lower p a  32 of rul 
22 becomes almost a nrerrrty, with the increase$ use of 
extremely rhn mucndr u mentioned above. It should 
be observed h e n  that the n h  and grooves shown an the 
extenul s& frca of the two p u u  of ml 22 were 
merely seicted to gwe a ngid sectmn, yet with light 
waght for of moving the guide over the SIW table. 
The extenoc surf~ca could jwt aa well be pbrur. so 
long u the upper a and lower 32 PIN of mil 22 are 
co-plmu on each face. Also, the recess 48 in the bottom 
surface IS a convenience lo reduce fnctlond contact 
with the uble top 24. The nb 40. however. is necnwy 
io provide support to the legs 34. 

At the ends of the lower put  3% where the f l e s  of 
the lower put embrace the u ~ u n d i n g  leg 50 of front 
clamping bncker and at the rear clamping bracket 
which is not shown. the upstanding legs 34, the stiffen- 
ing nb 40. and the oflset, or connecting portion 36 is 
removed, u is the bottom planar surface 48 of lower 
pur 32. Thu l a v a  the two outer portions Y to enclose 
the lower portion of kg 50. A fastener 5% similar to 
futenen 4% IS used to kccp t h e e  outer portions in 
place. A similar construciion is at the back end. T h e  
fastmen 52 do not engage the legs of the clamping 
brackets, merely keeping the portions 38 snug to the 
brackets. 

From the above dacnption it can k cetn [hat. after 
initial assembly of the guard (or fence) in place over rhe 
saw u b l c  or whenever it is desired to adjust the clear. 
ance of the rail 22 over the table top 24. the fvtenerr 42 
and the fastenen S2 can be slightly loosened and the 
lower pan 32 of the rul can be vertically poqitioncd 
where desired. The fasteners are then cnugged up. and 
the guide 1s ready fat use. The accumulated manufac. 
tunng and assembly tolerances are accurnmodatcd, and 
an accuraie guide suitable for excepcionally thin thects 
of matenal is ready for use. 

I claim: 
1. A g u g e  adapted for UIC with a machine tool hav- 

ing a worktable. gauge suppnrting means wparatc from 
the table hut Kcured thereto adjacent both the front and 
the rear edges thereof. said m a s  providing gauge 
clamping surfaca therealong. urd gauge heins movable 
over sad  table. sad gauge k ~ .  ing front dnd rcJr clamp- 
ing brackctc. and a two-part rail member connecting 
said clamping brackctr. said two-part rail niembcr com- 
prising. a Jowriuardly open channcl-thapd upper 
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Company. a corwralion duly oicanized under the brr 13. 1938. 
laws of the Stare of Wlsconsin and locoled at ?Ail- ThP trade-mark Is appllcd or rl?lxd to the 
aaukce. Wlsconsin. and dolnq buincu a t  S00-634 ioods  and. or the package containlng the some by 
East Vicnna Avenue. Milwaukce. Wlsconsln. h w  stamptfw. p r i n t l a  or strncillne the w e  there- 
adopted and uscd the trade-mark s h m n  in the on. cr by nfnxina to the goo& rndior  the pncki?e 
accompanying driwing. for CIRCULAR SAWS 3 printcd lolnl, or by placing In the package b 
AND SAW TABLES, In Clay 23. Cutlrrg, ma- circular having the trade-mart  thermn or by 
chfnery. and tools, and parts thereof. and prescntj pl?cinq thcrcon dccrlcomanlb transfen or metal 
herewith tlve specimens shoalnu the trade-mart name plates bearing the m8rk. 
u rctually used by applicant upon the ~oodr. and 
r q u c s t s  that  the same be registered in the Unl!ed 
States Patent Omcc in accorclance wtth the act By HEROERT E. TAUTZ. 
of February 20, 1905, hl amended. 

DELTA MANUFACTURING COMPANY. 
Prestdmt. 

. .  



765,006 states Patent Office R&nd Feb. 18, 1964 

Sr. No. W$ll, 11ld fume LO, 1962 

mLd Mlcl&cmrb# Compmy (?mmyIvrnu cor- For: TOOLS FOR BORING. SAWING. SHAPING 
AND SURFACE FINISHING MATERIAIS. PARTS 
THFREOF AND ATTACHMENTS AND r1CCF.S- 
WIllES THERETO. in CLASS 23. 

Fim UII Ucc. 13, 194% in commcrcc Dcr. 13. 194% 
Owner ol Reg. Hcn. Zf1.232, 6RJ,JOI, and olhon. 

a n. frurycocr A’* 
fiitdur#(. 

I 



EXHIBIT 0 
I 

* 

lot. CL: I 

Prior U.S. CL: 21,23,24 

United States Patent Office 
Reg- No. 1,031,246 

Registered Jan. 27, 1976 

TRADERIARE 
Principal Register 

a 

c 

Rwknll lntrmriorul Corporation (Delrwon corpora= 

600 Gnni k. 
?ituburLh, h IS219 

For: SEWING MACHINU AND COblPOVEhT 
? A R B  THEREOF; INTERNAL COhlBUSllON EN- 
GINES; POWER TOOIS FOR BORING, SEWNO. 
SHAPING AND SURFACE FINISHIKG MATERIALS 
AND PARTS TWERTOf; SHOP-TY?E VACUUM 
CtMNERS AND DUST COLLECTORS: CRASS 
TRIMMERS: LAWN EDGERS; HEDGE TRIhIAIERS; 
SEWER PLpE CLEANING MACHINS AND PARTS 

tion) 
TtlEREOF: LAUNDRY WASHING AND DRYING 
MACHINES AND ?ARl3 THEREOF; DISHWASH- 
ERS AND PARTS THEREOF, AND GARBAGE 01s 
Y O S U  AND PARTS m E R E O F 1  & CLASS 7 (US  
CLS. 21.21 and 24). 

First WI Feb. 19. 1973: in commem Frb. 19. 1971. 
Ouarr of Reg. Noc 890,49?,96l,SIf and others. 

Sei. No. %UJ, filed June SI 197s. 

CHARLES R. F O \ L E R  Supervisor) E-uminer 
RICHARD A. STMSER Examiner 





WF No. OSOJAsh-1 . 
SETTLEMENT AGREEKENT 

08 to84 
Lk 7 This agreement is entered into this day of I 

1984 by and between Delta International Machinery Corporation 

(hereafter call& 'Delta*) hcving its principal place o f  business 

at 400 North Lexington Avenue, Pittsburgh, Pennsylvania, 15206, 

Formosan united COrDOr&ieR,fter called *Trading Company*) , -9 and 
c 

... 
arm 

m)CII8 

-irn 
d i r . r ¶ ?  De:. i 2 1  I.,..-. 

NO* 8.2. # i d  T i ,  L.rn¶ 337, 
having its principal place cf business at ns'. "LUV !* .it'!. I 

Taiwan, Republic of China. 

- KHEREAS, the Unite6 States International Trade Commission 

(hereafter called *ComissioEC) bas initiated an investigation 

under S337 of  the Tariff Act of 1930, as amended (19 U.S.C. 

5 1 3 3 7 1 ,  based on a Verified Complaint and a Verified Revised 

mended Complaint (hereafter collectively called aComplaints') 

filed by Delta seeking relief agahst certain alleged methods of 

unfair competition and alleged unfair acts of a number of  respon- 

dents including Trading Company; 

WHERSAS, Delta and Trading Company desire to resolve all of 

the matters between them raised by such Compiaints and to resolve 

their claims and differences celatinc; thereto; 

NOW THEREFORE, Delta arid Trading Company in consideration of 

the mutual promises and covenants herein set forth, do hereby 

agree 8s follows: .. 
1. As used in this agreement, the terms l0'inch tilting arbor 

Saw, 10 inch table saw, 14 inch band raw, 6 inch jointer, shaper, 

8 inch bench raw, dirk/bult finisher and planer shall meaR thcse 
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,articular machines SO designated in Delta's Conplaints and in 

issue in the Commission Investigation No. 337-TA-174. 

2. Trading Company agrees that it has Leen directly or 

indirectly exporting Or offering to export to the United States 

and/or selling to others for exportation to the United States cfie 

or more of the woodworking machines of the type identified in 

paragraph 1 above (hereafter called 'exported wachines") the: 

Delta asserts are confusingly similar in trade dress to corres- 

ponding Delta woodworking machines of the type identified in 

paragraph 1. The exported 10 inch table saws have in certain 

instances been sold under the term "Contractor's Saw." Tradir.s 

Company acknowledges that Delta alleges that such exported ma- 

chines are confusingly similar in trade dress with such Delta 0 

machines and that Delta further alleges that the importation i r , to  

the United States and marketing an8/or sale of such machines ir. 

the United States infringes Delta's rights in and relating to the 

design appearance, shape and trade dress of such machines. 

3.(a) Trading Company agrees that the blade guards incor- 

porated on the 10 inch table saws and 10 inch tiltins arbor saw 

herein are alleged by Delta to infringe Delta's United States 

Letters Patent No. 3,754,493. 

(b) Trading Company agrees that the adjustable-height f s x e  

incorporated on the 10 inch tilting arbor saw herein is allesec by 

Delta to infringe Delta's United States Letters Patent No. 

4,174,100. 
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.'. 
I 

(c) Trading Company agrees that the planer herein is 

alleged by Delta to infringe Delta's United States Letters Patent 

NO, 4,436,126. 

4. Trading Company further agrees that the use of the term 

"Contractor's Saw" i s  alleged to infringe Delta's asserted common 

law tradirnark rights in such term, 

5 .  (a) Trading Company agrees that after October 15, 1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer to any 

othez company for exportation to the United States any of the 

exported machines referred to in Paragraph 2 above or any other 

machines of the types subject to this investigation hcving al- 

legedly confusingly similar trade dress. If Tradir.5 Company has e 

participated in the export of a particular machine that has been 

manufactured by a Taiwanese manufacturer (hereafter called a 

"settling manufacturer") who has settled with Delta and such 

agreement between such manufacturer and Delta sets forth a lcter 

dete allowing export of such particular machine, then such later 

date shall be applicable as to Trading Company's sale as to that 

particular machine originating from such settling manufacturer. 

(b) Delta agrees that Trading Company may supply such 

replacement parts and/or complete machines of the accused design 

as replacements to the extent necessary to satisfy Tradins Com- 

pany's obligations to United States importers regarding warranties 

granted to ouch importers and returns of machines from such 

importers, provided that no such rqlecements of the accused 

machines shall be exported from Taiwan after March 15, 1985. If 
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rrading Company exports more than fifteen (1s) such replacement 

machines of the accused design, then Trading Company shall pro- 

vide, through it6 attorney, notification to Delta's attorney of 

such export and the number of machines exported and shall, upon 

request, provide to Delta's attorney sufficient documentation 

6howing the destruction of the accused machines for which such 

replacement machines have been provided. 

6.(a) Trading Company agrees that after October 1 9 ,  1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer t6 any 

other company for exportation to the United Stater any further (a) 

blade guards that Delta alleges infringe Delta's United States 

e 
Letters Patent No. 3,754,493 or fences that Delta alleges infringe 

Delta's United States Letters Patent No. 4#174,100 as part of or 

separate from c saw, or (b) planers that Delta alleges infringe 

Delta's United States Letters Patent No. 48436,126. 

(b) If Trading Company has participated in the export of a 

particular machine that has been manufactured by a Taiwanese 

manufacturer (hereafter called a 'settling manufacturer") who has 

settled with Delta and such agreement between such manufacturer 

and Delta sets forth a later date allowing expcrt of such parti- 

cular machine, then such lcter date shall be applicable as to 

Trading Company's sole as to thct particular machine originating 

from such settling manufacturer. 

7. Trading Company agrees that after October 1 5 ,  1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer to any 
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other company 'for exportation to the United 'States any woodworking 

machines of the type identified in paragraph 1 above which are 

allegedly confusingly similar to Delta's woodworking machines of 

the type identified in paragraph 1 above, and will within thirty 

(30) days after signing this Agreement cease use of  the term 

"Contractor's Saw" or any other allegedly confusingly similar 

term. 

ly export to the United States andlor sell to other companies for 

export to the United States those machines of new design obtafried 

from the settling manufacturers with respect to which Delta has 

indicated that such settling manufacturers can export to the 

United States. 

Delta agrees that Trading Company can directly or indirect- 

8. Trading Company represents that it has not used and agzees 
0 

thet it will not use any of the registered trademarks in issue 

includiRg Delta's registered trademark Unisa @. 
9 . ( a )  Trading Company agrees that it will not in any way 

indicate or imply that any of the wooCworking machines directly or  

indirectly exported, marketed and/or sold by Trading Company are 

manufactured by or under license from Delta or Rockwell or sub- 

stantially identical or substantially similar in appearance, 

design and/or trade dress to woodworking machines made and/or sold 

by Delta or Rockwell or that any parts of accessories for wood- 

working machines made and/or sold by Rockwell or Dcltt will fit or 

can be used with the woodworking machines exported, marketed 

arrdlor 8old by Trading Company. These restrictions #hall Rot 

prohibit Trading Company, at its own risk, from indicating or 

communicating that any expendable pirts such as saw blades f o r  
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woodworking machines made and/or sold by Delta will fit on or can 
. 

be used with the woodworking machines exported, marketed and/or 

sold by Trading Company, providing such expendable parts do in 

fact fit. Such limitations shall include but not be limiteO to 

Trading Company'# 8dvertising 8nd communications, both oral and 

written,,with potential or actual customers. Nothing contained 

herein shall be construed as an admission by Trading Compcny that 

Trading Company has in any way indicated or inplied that the 

subject machines are or were manufactured by or unCer license from 

Delta. 

(b) Delta agrees that, in written or Oral CoRmrunication with 

present or potential customers or in its advertisins or public 

statements, Delta will not state, discuss, or refer to its settle- 

ments in this action unless Delta alsc states conspicuously in the 

same communication that the terms of the settlement agreements 

0 

prohibit the Taiwanese industry from exporting to the United 

States machines confusingly similar to Delta's products or which 

infringe Delta's patents but do not prohibit the Taiwanese in2us- 

try from exporting machines that are not confusingly s h i l a r  in 

appearance to Delta's products and do not infringe Delta's 

patents. 

10. Delta and Trading Company agree to join in a Notion in 

the Coiimission's investigation for entry of a Consent Order as 

between Delta and Trading Company and termination of the investi- 

gation as to Trading Company . This Consent Order shall be in a 

form such as the Consent Order attached hereto as Exhibit A 

incorporated by reference herein or in a form otherwise mutually 
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', agreed upon by the respective attorneys for Delta and for Trading 

Company . 
11. X f  at any time after October 1 5 ,  1984, Delta believes 

that woodworking machines, which Delta alleges infringe upon 

Delta's trademark and/or patent rights, being importec? into the 

United States originated from and/or were sold by Trading Company, 

then Delta may inquire of Trading Company directly or through its 

present attorney in the United States if any such woodworking 

machines originated from and/or were sold by Trading Conpany and 

Trading Conpany shall respond to such inquiry, providing the 

information requested within 30 days of such request. 

12. Any controversy or claim including but not limited to all 

claims 

relating to this Agreement, or the breach thereof, shall be 

settled by arbitration in accordance with the Rules o f  the Ameri- 

can Arbitration Association; such arbitration shall be held in 

Pittsburgh, Pennsylvania before a single arbitrator and judgment 

upon the award rendered by the Arbitrator may be entered in any 

Court and/or tribunal in any country having jurisdiction over any 

of the parties. 

ment shall not in any way restrict and/or limit and/or prevent 

Delta or Trading Company from seeking any other appropriate relief 

and/or action from or by the Coinmission. 

for damages and/or any other relief arising out of or .. 

This provision in this paragraph of this Agree- 

13. Delta releases and discharges Trading Company, together 

with its predecessors, euccessors and assigns, together with the 

officers, directors, agents and employees of any of them from any 

and all legal or equitable claims that Delta may have or may hzve 
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had with respect to Trading Company's sales of the woodworking 

machines or other unfair acts covered hereby for any conduct that 

may have occurred up to the date of the signing of this agrcefient 

by Delta. 

manufacturer, trading company, exporter, importer, purchaser or 

custome; from which Trading Company purchases or to which Trading 

Company sells any of the woodworking machines covered hereby 

and/or any portions thereof. If Trading Company breaches this 

Agreement, then this release by Delta to Trading Company shall 

become null and void. Trading Company releases and discharges 

Delta, together with its predecessors, successors, affiliated 

companies and assigns, together with its officers, directors, 

agents and employees of any of them, from any and all causes of  - 
actions an8 claims for damages that Trading Company may have 

against them relating to or arising out of  the present investi- 

gation before the Comnission and the matters raised therein. If 

Delta breaches this Agreement, then the release by Trading Company 

This release ohall not in any way extend to any other 

to Delta shall become null and void. 

14. As to the subject matter of this agreement, this agree- 
P 

* '  

ment sets forth the entire understanding and agreement of Delta 

and Trading Company, and there are no restrictions, promises, 

representations, warranties, covenants or understandings other 

than those expressly set forth or referred to herein. 

agreement supersedes all prior agreefients and understandings 

between the parties with respect to this subject matter. 

This 

15. This agreement shall be governed by the law of the 

Commonwealth of Pennsylvania as to all matters, including but not 

' .  
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limited to matters of validity, construction, effect rnd perfor- 

mance; provided however, that thir paragraph does not rpply to m y  

matters under the United States patent laws and/or other Irws of 

the United States with respect to which the Feder.1 Courts have 

preemptive and exclusive jurisdiction. 

16.*Thir agreement may be executed in two or amre counter- 

parts each of  which shall be deemed an original, but a11 of which 

together shall constitute one and the m u n e  instrument. 

17. Subject to applicable law, thir agrecmnt my be 8menGed 

or modified only by written agreement of  Delta and Trading Company 

signed by both parties or by the party to be charged. 

18. Nothing contained in this agreement nor the ret of making 

this agreenent nor the entry of the Consent Ordar purruwat hereto 

shall be deemed to constitute any admission by either party hereto 

as to the accuracy, or lack of accuracy, of 48) 8ny allagrtion or 

e 
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contention of Delta 8s met forth in any of the Complaints or of 

(b) any allegation or contention of  Trading Company as set forth 

in its answer thereto, . 
IN WITNESS WHEaOF, this Settlement Agreement has been 

executed by the parties on the dates shown below. 

DELTA INTERNATIONAL MACHINERY 

CORPORATI ON 

r? . .. 

' .. 
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[Exhibit A] 

BEFORE THE UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, DOC. 

In the Matter of  1 
1 
1 Investigation No. 337-TA-174 

CERTAIN WOODWORKING MACHINES * 1  

CONSENT ORDER TO CEASE AND DESIST 
DIRECTED TO RESPONDENT F> 1 

The complainant, Delta International Machinery Corporation 

ration (hereafter called 'delta') 8 ant! respondent f n w  - 4  

(hereafter called 'Trading Compcny"), having entered into an 

agreement which resolves the dispute between Delta and Trading 

Company that i s  part of the subject matter of the current investi- 

gation, have jointly requested entry of this Consent Order with 

respect to the dispute between them. A copy of the agreement is 

submitted herewith 

IT IS HEREBY ORDERED AND DECREED THAT AS BETKEEN DELTA AKD 

TRADING COMPANY: 

1. The United States International Trade Commission (here- 

after called aCommission') has jurisdiction over the rubject 

matter of  the investigation including the dispute between Delta 

m d  Trading Company pursuant to 19 U.S,C.  SI337 in that such 

.. 
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dispute involves Claims of  unfair competition and unfair acts in 

the importation of articles under 19 U.S.C. S1337. The Commission 

has jurisdiction over Trading Company for the purposes of issuing 

and enforcing this Consent Order to Cease and Desist. 

this proceeding and settlement are in the pub-lic interest. 

Further, 

2. Delta has alleged, and Trading Company has Cenied, that 

Delta is the owner of common law trademark rights in the design 

appearance, shape and trade dress of Delta's woodworking machines 

in issue in the current investigation. 

3. Delta has alleged, and Trading Company has denied, that 

Delta is the owner of common law tradenark rights in the term 

"Contractor's Saw." 
a 4. Delta has alleged, and Trading Company has denied, that 

Delta is the owner of the full right, title and interest in and to 

United States Letters Patents No. 3,754,453, No. 4,174,100, and 

No. 4,436,126. 

5 .  Delta has alleged, and Trading Company has denied, that 

Trading Company has infringed Delta's rights in an6 relating to 

the design appearance, shape and trade dress of one or more of 

Delta's woodworking machines in issue and has infringed Deltc's 

rights in and relating to the term "Contractor's Saw." 

L 

6. Delta has alleged, and Trading Company has denied, that 

Trading Company 

andlor indirectly participating in the exportation to the United 

States of woodworking machines that are confusingly similar to cne 

or more of Delta's woodworking machines in issue and in the use of 

the term 'Contractor's Saw." 

has unfairly competed with Delta by directly 

s > '  
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7. Delta has alleged, and Trading Company has denied, that to 

the extant that Trading Company sells the subject 10 inch table 

law, the 10 inch tilting arbor law, afid/or the planer, Trading 

Company ha8 infringed Delta's United States Letters Patents No. 

3,754,193, No. 4,174,100, and/or No. 4,436,126, and has thereby 

unfairly-competed with Delta. 

8. Consistent with the terms and conditions of the attached 

agreement between Delta and Trading Company, Trading Company, its 

affiliated and associated companies, their officers, directors, 

agents, servants, employees, or any of them, and all persons 

acting in concert or participation with them or with any of the 

foregoing, are hereby ordered to cease and desist from engaging in 

all of the unfair methoas of  competition and unfair acts here 

allegedly involved, as set forth above, to the extent provided in 

the attached agreement. 

9. Delta and Trading Company hereby waive all rights to 

appeal or to otherwise challenge the validity of this Consent 

Order . 

. 



I 
e 

1, * .  . 
m 

. 
***,, 

- 14 - 
10. The.ru1.s and regulations of the Commission regarding 

enforcement and aodiiication of final ~ommirsion letions are 

rpplicable to this Consent O r d e t .  
\ 

11. This investigrtion i s  hereby terminated with respect to 

% s p e d :  June 18 ,  1985 

Kenneth E. MeeOa . 
Secretary 

' .. 
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[Exhibit A] 

BEFORE THE UNITED STATES INTERNATIONAL TRADE COMMISSION 
* WASHINGTON, D.C. 

In the Matter of 1 
1 
) Investigation No. 337-TA-174 

CERTAIN WOODWORKING MACHINES 1 

CONSENT ORDER TO CEASE AND DESIST 
DIRECTED TO RESPONDENT 

The complainant, Delta International Machinery Corporation 

(hereafter called 'Delta'), and respondent ~ D O D  WILL M€R/X# Tu&- c c ,  

(hereafter called 'Trading Company"), having entered into an 

agreement which resolves the dispute between Delta and Trading 

Company that is part of the subject matter of the current investi- 

gation, have jointly requested entry of  this Consent Order with 

respect to the dispute between them. 

submitted herewith 

A copy of the agreement is 

IT IS HEREBY ORDERED AND DECREED THAT AS BETWEEN DELTA AND 

TRADING COMPANY: 

1. The United States International Trade Commission (here- 

after called oCommissiona) has jurirdiction over the rubject 

matter of the investigation including the dispute between Delta 

and Trading Company pursuant to 19 U.S.C. S1337 in that 8uch 
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dispute involvbs claims of unfair competition anti unfair acts in 

the importation of articles under 19 U.S.C. Sl337. 

has jurisdiction over Trading Company for the purposes of issuing 

and enforcing this Consent Order to Cease and Desist. 

this proceeding and settlement are in the public interest. 

The Commission 

Further, 
- 

2 ,  Delta has alleged, and Trading Company has denied, that 

Delta is the owner of common law trademark rights i n  the design 

appearance, shape and trade dress of Delta's woodworking machines 

in issue in the current investigation. 

3. Delta has alleged, and Trading Company has denied, that 

Delta is the owner of common law trademark rights in the term 

"Contractor's Saw." 

4. Delta has alleged, and Trading Company has denied, that 
., 

Delta is the owner of the full right, title and interest in and to 

United States Letters Patents No. 3 8 7 5 4 8 4 9 3 ,  No. 48174,100, and 

NO. 4,436,126. 

5. Delta has alleged, and Trading Company has denied, that 

Trading Company has infringed Delta's rights in and relating to 

the design appearance, shape and trade dress of  one or more of 

Delta's woodworking machines in issue and,,has infringed Delta's 

rights in and relating to the term "Contractor's Saw." 

6. Delta has alleged, and Trading Company has denied, that 

Trading Company has unfairly competed with Delta by directly 

and/or indirectly participating in the exportation to the United 

States of woodworking machines that are confusingly similar to one 

or more of Delta'c woodworking machines in issue and in the use of 

the term "Contractor's Saw." 0 
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7. Delta has alleged, and Trading Company has denied', that to 

he extent that Trading Company sells the subject 10 inch table 

saw, the 10 inch tilting arbor saw, and/or the planer, Trading 

Company has infringed Delta's United States Letters Patents No. 

3,794,493, No. 4,174,100, and/or No. 4,436,126, and ha8 thereby 

unfairly competed with'Delta. 

- 

- 
8. Consistent with the terms and conditions of the attached 

agreement between teltr! and Trading Company, Trading Company, its 

affiliated and associated companies, their officers, directotm, 

agents, servants, employees, or any o f  them, and all persons 

acting in concert or participation with them o r  with any of the 

foregoing, are hereby ordered to cease and desist from engaging in 

all of the unfair methods of competition and unfair acts here 

allegedly involved, as set forth above, to the extent provided in 

the attached agreement. 

0 

9. Delta and Trading Company hereby waive all rights to 

appeal or to otherwise challenge the validity of this Consent 

Order . 
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10. The ru'les and regulations of t h e  Codmission regarding 

tnforcernent and modification of final Commission actions are 

applicrble to  t h i r  Consent Order. 

11. This invertig4tion is hereby terminated with respect to 

Kenneth R. Mason 
Secrc tar? - .  , *  

IsSupd; June 18. 1985 
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SETTLEMENT AGREEMENT 

This agreement i s  entered into this ,&-A day of , 
1984 by and between Delta International Machinery Corporation 

(hereafter called 'Delta') having its principal place of businesr 

at 400 North Lexington Avenue, Pittsburgh, Pennsylvania, 1 5 2 O E ,  

and p : ?:: 
6''p WILL /cl€ir'(lch/r/Lc' co. 

ereafter called "Trading Company"), 

having its principal place of business at v. E. f i ~ l r  (-1.8 ? ~ I ( M L I . ' ~ / - ~  

Taiwan, Republic of China. 

WHEREAS, the United States International Trade Commission 

(hereafter called 'Commission") has initiated an investigation 

under S337 of the Tariff Act of 1930, as amended (19 U.S.C. 

s 1 3 3 7 ) #  based on a Verified Complaint and a Verified Revised 

Amended Complaint (hereafter collectively called 'Complaints") 

filed by Delta reeking relief against certain alleged methods of 

unfair competition and alleged unfair acts of a number of respon- 

dents including Trading Company; 

0 

WHEREAS, Delta and Trading Company desire to resolve all of 

the matters between them raised by such Complaints and to resolve 

their claims and differences relating thereto: 

NOW THEREFORE, Delta and Trading Company in consideration of 

the mutual promises and covenants herein 8et forth, do hereby 

agree as follows: 

1. As used in this agreementlethe terns 10 inch tilting arbor 

raw, 10 inch table raw, 14 inch band saw, 6 inch jointer, shaper, 

8 inch bench 8aw8 dirk/belt finirher and planer shall mean those 
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particular rnwhines so designated in Delta's Complaints and in 

issue in the Commission Investigation No. 337-TA-174. 

2.  Trading Company agrees that it has been directly or 

indirectly exporting Or offering to export to the United States 

and/or selling to others for exportation t o t h e  United States one 

or more of the woodworking machines of the type identified in 

paragraph 1 above (hereafter called 'exported machines') that 

Delta asserts are Confusingly similar in trade dress to corrcs- 

ponding Delta woodworking machines of the type identified in 

paragraph 1. 

instances been qold under the term 'Contractor's Saw. 

The exported 10 inch table saws have in certain 

Trading 

Company acknowledges that Delta alleges that 8uch exported ma- 

chines are confusingly similar in trade dress with such Delta 

machines and that Delta further alleges that the importation into 

the United States and marketinu andior sale of such machines in 

the United States infringes Delta's rights in and relating to the 

0 

design appearance, shape and trade dress of ruch machines. 

3.(a) Trading Company agrees that the blade guards incor- 

porated on the 10 inch table saws and 10 inch tilting arbor saw 

herein are alleged by Delta to infringe(De1ta's United States 

Letters Patent No. 3,754,493. 

(b) Trading Company agrees that the adjustable-height fence 

incorporated on the 10 inch tilting arbor saw herein is alleged by 

Delta to infringe Delta'6 United States Letters Patent No. 

4,174,100. 
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(c) Trading Company agrees that the planer herein is 

alleged by Delta to infringe Delta's United States Letters Patent 

NO. 4,136,126. 

4. Trading Company further agrees that the use of the term 

.Contractor's Saw" f8 alleged to infringe Delta's asserted common 

law trademark rights in such term. 

5.- (a) Trading Company agrees that after October 15, 1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer to any 

other company for exportation to the United States any of the 

exported machines referred to in Paragraph 2 above or any other 

machines of the types subject to this investigation having al- 

legedly confusingly similar trade dress. If Trading Company has 

participated in the export of a particular machine that has been 

manufactured by a Taiwanese manufacturer (hereafter called a 

0 

"settling manufacturer") who has settled with Delta and such 

agreement between such manufacturer and Delta sets forth a later 

date allowing export of such particular machine, then such later 

date shall be applicable as to Trading Company's sale as to that 

particular machine originating from such settling manbfacturer. 

(b) Delta agrees that Trading Company may supply such 

replacement parts and/or complete machines of the accused design 

as replacements to the extent necessary to satisfy Trading Com- 

pany'# obligations to United States importers regarding warranties 

granted to ruch importers 8nd returns of machines from ruch 

importers, provided that no auch replacements of the accused 

machines shall be exported from Tahwan after March 15, 1985. If 
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Trading Company exports mote than fifteen (15) such replacement 

machines of the accused design, then Trading Company shall pro- 

vide, through its attorney, notification to Delta's attorney of 

such export and the number o f  machines exported and $hall, upon 

request, provide to Delta's attorney sufficient documentation 

showing the destruction of the accused machines for which such 

replacement machines have been provided. 

6.(a) Trading Company agrees that after October 15, 1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer to any 

ather company for exportation to the United States any .further (a) 

blade guards that Delta plleges infringe Delta's United States 

Letters Patent No. 3,754,493 or fences that Delta alleqcs infringe 

Delta's United States Letters Patent No. 4,174,100 8s part of or 

separate from a saw, or (b) planers that Delta alleges infringe 

Delta's United States Letters Patent No. 4,436,126. 

0 

(b) If Trading Company has participated in the export of a 

particular machine that has been manufactured by a Taiwanese 

manufacturer (hereafter called a 'settling manufacturer") who has 

settled with Delta and such agreement between such manufacturer 

and Delta sets forth a later date allowing export of such parti- 

cular machine, then such later date shall be applicable as to 

Trading Company's sale as to that particular machine originating 

from ouch settling manufacturer. 

7. Trading Company agrees that after October 1 5 ,  1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, rhip or transfer to 8ny 
e 
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other company for exportation to the United States any Woodworking 

rachines of the type identified in paragraph 1 above which are 

allegedly confusingly rimilar to Delta's woodworking machines of 

the type identified haparagraph. 1 above, and will within thirty 

(30) days after signing thi8 Agreement cease use of the term 

"Contractor's Saw" or any other allegedly confusingly similar 

term. 

ly export to the United States and/or sell to other companies for 

export to the United States those machines of new design obtained 

from the settling manufacturers with respect to which Delta has 

indicated that such settling manufacturers can export to the 

Delta agrees that Trading Company can directly or indirect- 

United States. 

8. Trading Company represents that it has not used and agrees 
0 

that it will not use any of the registered trademarks in issue 

including Delta's registered trademark Unisa @. 
9 . (a )  Trading Company agrees that it will not in any way 

indicate or imply that any of the woodworking machines directly or 

indirectly exported, marketed and/or sold by Trading Company are 

manufactured by or under license from Delta or Rockwell or sub- 

stantially identical or substantially simjlar in appearance, 

design and/or trade dress to woodworking machines made and/or sold 

by Delta or Rockwell or that any parts of accessories for wood- 

working machines made and/or sold by Rockwell or Delta will fit or 

can be used with the woodworking machines exported, marketed 

and/or sold by Trading Company. These restrictions rhall not 

prohibit Trading Company, at its own risk, from indicating or 

communicating that any expendable parts such as saw blades for 



woodworking machines made and/or sold by Delta will fit on or can 

)e used with the woodworking machines exported, marketed and/or 

sold by Trading Company, providing such expendable parts do in 

fact fit. Such limitations shill include but not be limited to 

Trading Company's advertising and communications, both oral and 

written, with potential or actual customeri. Nothing contained 

herein shall be construed as an admission by Trading Company that 

Trading Company has in any way indicated or implied that the 

- 

subject machines are or were manufactured by or under license from 

Delta. 

(b) Delta agrees that, in written or oral communication with 

present or potential customers or in i t s  advertising or public 

statements, Delta will not state, discuss, or refer to its settle- 

ments in this action unless Delta also states conspicuously in the 

same communication that the terms of the settlement agreements 

prohibit the Taiwanese industry from exporting to the United 

States machines confusingly similar to Delta's products or which 

infringe Delta's patents but do not prohibit the Taiwanese indus- 

try from exporting machines that are not confusingly similar in 

appearance to Delta's products and do not Infringe Delta's 

patents . 
10. Delta and Trading Company agree to join in a Motion in 

the Commission's investigation for entry of a Consent Order as 

between Delta and Trading Company and termination of the investi- 

gation as to Trading Company. 

form such as the Consent Order attached hereto as Exhibit A 

incorporated by reference herein or in*a fofm otherwise mutually 

Thir Consent Order shall be in a 



agreed upon by the respective attorneys for Delta and for Trading 

Company . I 

11. If at any time after October 15, 1984, Delta believes 

that woodworking machines, which Delta alleges infringe upon 

Delta's trademark anUlor patent rights, being imported into the 

United States Originated from and/or were sold by Trading Company, 

then Delta may inquire.of Trading Company directly or through its 

present attorney in the United States if any such woodworking 

machines originated from and/or were sold by Trading Company and 

Trading Company shall respond to such inquiry, providing the 

- 

information requested within 30 days of such request. 

12. Any controversy or claim including but not limited to all 

claims for damages and/or any other relief arising out of  or 

relating to this Agreement, or the breach thereof, ahall be 

settled by arbitration in accordance with the Rules ,of the Ameri- 

can Arbitration Association; such arbitration shall be held in 

Pittsburgh, Pennsylvania before a single arbitrator and judgment 

upon the award rendered by the Arbitrator may be entered in any 

Court and/or tribunal in any country having jurisdiction over any 

of the parties. 

ment shall not in any way restrict and/or limit and/or prevent 

This provision in this paragraph of this Agree- 

Delta or Trading Company from seeking any other appropriate relief 

and/or action from or by the Cokission. 

13. Delta releases and discharger Trading Company, together 

with ito predecessors, successors and assigns, together with the 

officers, directors, agents and employees of any of them from any 

and all legal or equitable claims that Delta may have or may have 

. .  

0 
> #  
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had with respect to Trading Company's sales of the woodworking 

yachines or other unfair acts covered hereby for any conduct that 

fray have occurred UP to the date of the signing of this agreement 

by Delta. 

manufacturer, trading company, exporter, importer, purchaser or 

customer from which Tracing Company purchases or to which Trading 

Company seils any of the woodworking machines covered hereby 

and/or any portions thereof. 

This release shall not in any way extend to any other 

If Trading Company breaches this 

Agreement, then this release by Delta to Trading Company shall 

become null and void. Trading Company releases and discharges 

Delta, together with its predecessors, successors, affiliated 

companies and assigns, together with its officers, directors, 

agents and employees of any of them, from any and all causes of 

actions and claims 

against them relating to or arising out o f  the present investi- 

gation before the Commission and the matters raised therein. If 

for damages that Trading Company may have 0 

Delta breaches this Agreement, then the release by Trading Company 

to Delta shall become null and void. 

. 14. As to the subject matter of this agreement, this agree- 

ment sets forth the entire understanding and agreement of Delta 

and Trading Company, and there are no restrictions, promises, 

representations, warranties, covenants or understandings other 

than those expressly set forth or referred to herein. 

agreement supersedes all prior agreements and understandings 

between the parties with respect to this subject matter. 

This 

IS. This agreement shall be governed by the law of  the 

Commonwealth of Pennsylvania as to all matters, including but not 
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limited to matters Of validity, construction, effect and- perfor- 

mance; provided however, that this paragraph doer not apply to any 

matters under the United States patent laws and/or other laws of 

the United State8 with respect to which the Federal Courts have 

preemptive and exclusive jurisdiction. 

I 

16. This agreement may be executed in two or more counter- 

parts each of which shall be deemed an original, but all of which 

together shall constitute one and the same instrumant. 

17. Subject to applicable law, this agreement may be amended 

or modified only by written agreement of Delta and Trading Company 

signed by both parties or by the party to be charged. 

18. Nothing contained in this agreement nor the act of  making 

this agreement nor the entry of the Consent Order pursuant hereto 

shall be deemed to constitute any admission by either party hereto 

as to the accuracy, or lack of accuracy, of (a) any allegation or  

. . . .  . .  



: - contention of Delta a8 ret forth in any of  thp Complaints or of 

'b) any allegation or contention o f  Trading Company as set forth 

in i t s  answer thereto. 

IN WITNESS WHEREOF, t h i s  Settlement Agreement har been 

executed by the parties on t h e  dater shown below. 

DELTA INTERNATIONAL MACHINERY 

CORPORATION 

- 'I 

.. 
. . d  
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(Exhibit A 1  

BEFORE THE UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, D.C. - 

In the Matter of 

) Investigation No. 337-TA-174 
CERTAIN WOODWORKING MACHINES 1 

e 

CONSENT ORDER TO CEASE AND DESIST 
DIRECTED TO RESPONDENT FDm a 

The complainant, Delta International Machinery Corporation 

(hereafter called "Delta"), and respondent- OaRPaRpnm 

(hereafter called "Trading Company"), having entered into an 

agreement which resolves the dispute between Delta and Trading 

Company that is part of the subject matter of the current investi- 

gation, have jointly requested entry of thir Consent Order with 

respect to the dispute between them. 

submitted herewith 

A copy of  the agreement is 

IT IS HEREBY ORDERED AND DECREED THAT AS BETWEEN DELTA AND 

TRADING COMPANY: 

1. The United States International Trade Commission (here- 

after called .Commission") has jurisdiction over the subject 

matter of the investigation including the dispute between Delta 

and Trading Company pursuant to 19 U.S.C. S1337 in that ruch 
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dispute involves Claims of unfair competition and unfair acts in 

the importation Of articles under 19 U.S.C. S1337. The Commission 

has jurisdiction over Trading Company for the purposes of issuing 

and enforcing this Consent Order to Cease and Desist. 

this proceeding and settlement are in the public interest. 

Further, 

2. Delta has alleged, and Trading Company has denied, that 

Delta is the owner of common law trademark rights in the design 

appearance, shape and trade dress of Delta's woodworking machines 

in issue in the current investigation. 

3. Delta has alleged, and Trading Company has denied, that 

Delta is the owner of common law trademark rights in the term 

"Contractor's Saw." 

4. Delta has alleged, and Trading Company has denied, that 

Delta is the owner of the full right, title and interest in and to 

United States Letters Patents No. 3,754,493, No. 4,174,100, and 
L 

No. 4,436,126. 

5. Delta has alleged, and Trading Company has denied, that 

Trading Company has infringed Delta's rights in and relating to 

the design appearance, ehape and trade dress of one or more of 

Delta's woodworking machines in issue and has infringed Delta's 

rights in and relating to the term "Contractor's Saw." 

6, Delta has alleged, and Trading Company has denied, that 

Trading Company has unfairly competed with Delta by directly 

and/or indirectly participating in the exportation to the United 

States of woodworking machines that are confusingly similar to one 

or more o f  Delta'r woodworking machinep in issue and in the use of 

the term mContractor'r Saw.' 
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7 .  Delta has alleged, and Trading Company has denied, that to 

the extent that Trading Company sells the subject 10 inch table 

saw, the 10 inch tilting arbor saw, and/or the planer, Trading 

Company has infringed Delta's United States Letters Patents No. 

3,754,493, No. 4,174,100, and/or No. 4,436,126, and has thereby 

unfairly competed with Delta. 

8. Consistent with the terms and conditions of the attached 

agreement between Delta and Trading Company, Trading Company, its 

affiliated and associated companies, their officers, directors, 

agents, newants, employees, or any of them, and all persons 
e 

acting in concert or participation with them or-with any of the 

foregoing, are hereby,ordered to cease and desist from engaging in 

all of the unfair methods of competition and unfair acts here 

allegedly involved, as ret forth above, to the extent provided in 

the attached agreement. 

.. 
- 

9 .  Delta and Trading Company hereby waive all rights to 

appeal or to otherwise challenge the validity of this Consent 

Order . 



. 
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10. The roles and regulations of the Comiscion regerrding 

enforcement and modification of final Commission actions are 

applicable to t h i r  Consent Order. 

11. Thir investigation i s  hereby terminated with respect to 
- €TRnNE EVaDRmr CLRPaRAnQJ. 

,“,e 

... .. 

I .  

Kenneth R. Mason, 
Secretary ‘ . .  

Issued: 111ne I R -  1985 
.. . 

* 

e 



UP NO. 0504Ash-1 

' SETTLEMENT AGREEMENT 

Thi6 agreement-ir entered into this 30th day of October 8 

1984 by and between Delta International Machinery Corporation 

(hereafter called "Delta") having its principal place of business 

at 400 North Lexington Avenue, Pittsburgh, Pennsylvania, 1 5 2 0 & #  
s 

*r* 3 
0 6  u 

and FDm - -(hereafter called 'Trading Company") 8 

loth Floor. Fartuprc Building, 52, 
W- 3 having its principal place of business at-. 2 .  f%&gk.lE. Rd, T a i k i  Jdr.rs 

Taiwan, Republic,of China. 

WHEREAS, the United States International Trade Commission 

(hereafter called "Commission") has initiated an investigation 

under S337 of the.Tariff Act of 1930, as amended (19 U.S.C. 

S 1 3 3 7 ) ,  baeed on a Verified Complaint and a Verified Revised 

u 

Amended Complaint (hereafter collectively called "Complaints') 

filed by Delta seeking relief against certain alleged methoes of 

unfair competition and alleged unfair acts of a number of respon- 

dents including Trading Company; 

WHEREAS, Delta and Trading Company desire to resolve all of 

the matters between them raised by such Complaints and to resolve 

their claims and differences relating thereto: 

NOW TXEREFORE, Delta and Trading Company in consideration of 

the mutual promises a'nd covenants herein set forth, do hereby 

agree as follows: 

1. A6 used in this agrement, the terms 10 inch tilting arbor 

saw, 10 inch table law, 14 inch band law, 6 inch jointer, shaper, 

8 inch bench aaw, diskbelt finisher and planer shall mean those 
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pazticular machines so designated in Delta's Complaints and in 

issue in the Commission Investigation No. 337-TA-174. 

2. Trading Company agrees that it has been directly or 

indirectly exporting or offering to export to the United States 

and/or selling to others for exportation to the United States one 

or more of the woodworking machines of the type identified in 

paragraph 1 above (hereafter called 'exported machines') that 

Delta asserts are confusingly similar in trade dress to corres- 

ponding Delta woodworking machines of the type identified in 

paragraph 1. 

instances been sold under the term 'Contractor's Saw." Trading 

The exported 10 inch table saws have in certain 

Company acknowledges that Delta alleges that such exported ma- 

chines are confusingly similar in trade dress with such Delta 
0 

machines and that Delta further alleges that the importation into 

the United States and marketing and/or sale of such machines in 

the United States infringes Delta's rights in and relating to the 

design appearance, shape and trade dress of ruch machines. 

- 

3.(a) Trading Company agrees that the blade guards incor- 

porated on the 10 inch table saws and 10 inch tilting arbor saw 

herein are alleged by Delta to infringe Delta's United States 

Letters Patent No. 3,754,493. 

(b) Trading Company agrees that the adjustable-height fence 

incorporated on the 10 inch tilting arbor saw herein is alleged by 

Delta to infringe Delta'r United States Letters Patent No. 

4,174,100m 
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(e) Treding Company agrees that the planer herein is 

alleged by Delta to infringe Delta's United States Letters Patent 

NO. 4,136,126.  

4 ,  Trading Company further agrees that the use of the term 

.Contractor's Saw" i s  alleged to infringe Delta's asserted common 

law trademark rights in such term. 

5. {a) Trading Company agrees that after October 15, 1984, it 

will not directly or  indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer to any 

other company for exportation to the United States any of the 

exported machines referred to in Paragraph 2 above or any other 

machines of the types subject to this investigation having al- 

legedly confusingly similar trade dress. If Trading Company has 

participated in the export of a particular machine that has been 

manufactured by a Taiwanese manufacturer (hereafter called a 

0 

. 

"settling manufacturer") who has settled with Delta and such 

agreement between such manufacturer and Delta sets forth a later 

date allowing export of such particular machine, then such later 

date shall be applicable as to Trading Company's sale as to that 

particular machine originating from such settling manufacturer. 

(b) Delta agrees that Trading Company may oupply such 

replacement parts and/or complete machines of the accused design 

as replacements to the extent necessary to satisfy Trading Com- 

pany's obligations to United States importers regarding warranties 

granted to such importers and returns of machines from such 

importerr, provided that no such replacemento of the accused 

machines shall be exported from Taiyan after March 1 5 ,  1985. If 
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trading Comp4ny export8 vlore than fifteen (15)' such replacement 

machines of the accused design, then Trading Company shall pro- 

vide, through its attorney, notification to Delta's attorney of 

such export and the number of  machines exported and shall, upon 

request, provide to Delta's attorney sufficient documentation 

rhowing the destruction of the accused machines for which such 

replacement machines have been provided. 

6.(a) Trading Company agrees that after October 1 5 ,  1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly sell, provide, ship or transfer to any 

other company for exportation to the United States any further (a) 

blade guards that Delta alleges infringe Delta's United States 

w 

Letters Patent No. 38754,493 or fences that Delta alleges infringe 

Delta's United States Letters Patent No. 4 ,1748100  as part of or 

separate from a 6aW8 or (b) planers that Delta alleges infringe 

Delta's United States Letters Patent No. 4,436,126. 

0 

b 

(b) If Trading Company has participated in the export of a 

particular machine that has been manufactured by a Taiwanese 

manufacturer (hereafter called a "settling manufacturer") who has 

settled with Delta and such agreement between such manufacturer 

and Delta sets forth a later date allowing export of such parti- 

cular machine, then such later date shall be applicable as to 

Trading COmpany'6 sale as to that particular machine originating 

from such settling manufacturer. 

7. Trading Company agrees that after October 15,  1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly rell, providp, ,hip or transfer to any 
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other company for exportation to the united States any woodworking 

machines of the type identified in paragraph 1 above which are 

allegedly confusingly similar to Delta's woodworking machines of  

the type identified in paragraph 1 above, and will within thirty 

(30) days after signing this Agreement cease use o f  the term 

mContractor's Saw" orany other allegedly confusingly similar 

- 

term. 

ly export to the United States and/or sell to other companies for 

Delta agrees that Trading Company can directly or indirect- 

export to the United States those machines of new design obtained 

from the settling manufacturers with respect to which Delta has 

indicated that such settling manufacturers can export to the 

1 

United States. 

8. Trading Company represents that it has not used and agrees 

that it will not use any of the registered trademarks in issue 

including Delta' s registere; trademark Unisa@. 

9.(a) Trading Company agrees that it will not in any way 

indicate or imply that any of the woodworking machines directly or 

indirectly exported, marketed and/or sold by Trading Company are 

manufactured by or under license from Delta or Rockwell or sub- 

stantially identical or substantially similar in appearance, 

design and/or trade dress to woodworking machines made and/or sold 

* 

by Delta or Rockwell or that any parts of accessories for wood- 

working machines made and/or sold by Rockwell or Delta will fit or  

can be ured with the woodworking machines exported, marketed 

m d / o r  rold by Trading Company. These restrictions rhrll not 

. prohibit Trading Company, at its awn risk, from indicating or 

communicating that any expendable parts such as saw blades for 



doodworking machines made and/or sold by Delta will fit on or can 

be used with the woodworking machines exported, marketed and/or 

sold by Trading Company, providing such expendable parts do in 

fact fit. Such limitations shall include but not be limited to 

Trading Company's advertising and communications, both oral and 

written, with potential or actual customere. Nothing contained 

herein shail be construed as an admission by Trading Company that 

Trading Company has in any w6y indicated or implied that the 

subject machines are or were manufactured by or under license from 

Delta. 
e 

(b) Delta agrees that, in written or ora1 commtanication with 

present or potential customers or in its advertising or public 

statements, Delta will not state, discuss, or refer to its settle- 

ments in this action unless Delta also states conspicuously in the 

same communication that the terms of the settlement agreements 
u 

prohibit the Taiwanese industry from exporting to the United 

States machines confusingly similar to Delta's products or which 

infringe Delta's patents but do not prohibit the Taiwanese indus- 

try from exporting machines that are not confusingly similar in 

appearance to Delta's products and do not 'infringe Delta's 

patents. 

10. Delta and Trading Company agree to join in a Motion in 

the Commission's investigation for entry of a Consent Order as 

between Delta and Trading Company and termination of the investi- 

gation as to Trading Company. this Consent Order shall be in a 

form such as the Consent Or-der attached hereto as Exhibit A 

incorporated by reference herein or inea f o m  otherwise mutually 



agreed upon by the r.cspective attorneys for Delta and fgr Trading 

company 
I 

11. If at any time after October 158 1 9 8 4 ,  Delta believes 

that woodworking machines, which Delta alleges infringe upon 

Delta's trademark and/or patent rights, being imported into the 

United States originated from and/or were sold by Trading Company, 

then Delta may inquire.of Trading Company directly or through its 

present attorney in the United States if any such woodworking 

machines originated from and/or were sold by Trading Company and 

Trading Company shall respond to such inquiry, providing the 
e 

information requested within 30 days of such request. 

12. Any controversy or claim including but not limited to all 

claims for damages and/or any other relief arising out of or 

relating to this Agreement, or  the breach thereof, shall be 

oettled by arbitration in accordance with the Rules of the Ameri- 

can Arbitration Association; such arbitration shall be held in 

c 

Pittsburgh, Pennsylvania before a single arbitrator and judgment 

upon the award rendered by the Arbitrator may be entered in any 

Court and/or tribunal in any country having jurisdiction over any 

of the parties. 

ment shall not in any way restrict and/or limit and/or prevent 

This provision in this paragraph of  this Agree- 

Delta or Trading Company from seeking any other appropriate relief 

and/or action from or by the Cobission. 

13. Delta releases and discharges Trading Company, together 

with its predecessors, successors and assigns, together with the 

officers, directors, agents 8nd employees of any of  them from any 

and all legal or equitable claims that Delta b y  have or may have 
e 



had with respect to Trading Company's sales Of the Woodworking 

mchines or other unfair acts covered hereby for any conduct that 

may have occurred up to the date of  the signing of this agreement 

by Delta. 

manufacturer, trading company, exporter, importer, purchaser or 

This rdeate shall not in any way extend to any other 
- 

customer from which Trading Company purchases or to which Trading 

Company dells any of the woodworking machines covered hereby 

and/or any portions thereof. If Trading Company breaches this 

Agreement, then this release by Delta to Trading Company shall 

become null and void. Trading Company releases and discharges 

Delta, together with its predecessors, ~ U C C ~ S S O ~ S ,  affiliated 

companies and assigns, together with its officers, directors, 

agents and employees of any of them, from any and all causes of 

actions and claims for damages that Trading Company may have 

against them relating to or arising out of the present investi- 

v 

0 

- 
gation before the Commission and the matters raised therein. If 

Delta breaches this Agreement, then the release by Trading Company 

to Delta shall become null and void. 

14. As to the subject matter of this agreement, this agree- 

ment sets forth the entire understanding' and agreement of Delta 

and Trading Company, and there are no restrictions, promises, 

representations, warranties, covenants or understandings other 

than those expressly ret forth or referred to herein. This 

agreement supersedes all prior agreements and understandings 

between the parties with respect to this rubject matter. 

15. This agreement shall be governed by the law of the 

Commonwealth of Pennrylvania a8 to aJl matters, including but not 
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limited to matters of  validity, construction, effect and perfor- 

mancej provided however, that this paragraph does not apply to any 

matters under the United States patent laws and/or other laws of 

I 

the United States with respect to which the Federal Courts have 

preemptive rnd exclusive jurisdiction. 
- 

16. This agreement may be executed in two or more counter- 

parts each of which shall be deemed an original, but all of which 

together shall constitute one and the same instrument. 

17. Subject to applicable law, this agreement may be amended 
1 

or modified only by written agreement of  Delta and Trading Company 

signed by both parties or by the party to be charged. 

18.  Nothing.contained in this agreement nor the act of making 

this agreement nor the entry of the Consent Orde’r pursuant hereto 
\ 

rhall be deemed to’ constitute any admission by either party hereto’ 

as to the accuracy, or lack of accuracy, of (a) any allegation or 
- 

. .  
. .  . .  
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contention of Delta as set forth in m y  of the Complaints or of 

(b) any allegation or contention of Trading Company as set forth 

in its answer thereto. 

IN WITNESS WHEREOF, this Settlement Agreement has been 

executed by the parties on the dates shown below, 

DELTA INTERNATIONAL MACHINERY 

October sth, 1984 
Date: 

BY * *- APPEAR TO THE SPECIAL 

'NOTARY TO BE THOHOVGHL 
'COYVERSANT WITH THE 
~ N G L I S H  . LANGUAGL 



BEFORE THE UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON I D. C. 

I n  t h e  Matter of 1 
) I n v e s t i g a t i o n  No. 337-TA-174 

CERTAIN- WOODWORKING MACHINES 1 

CONSENT ORDER TO CEASE AND DESIST 
DIRECTED TO R E S P O N D L L  'NTS N EN CH NERY WORK CO. LTD. 

A N D m G  TUN k'ci MACHINLHY COMPANY 

The complainant I Delta Internat ional  Machinery C o r p o r a t i o n  

( h e r e a f t e r  c a l l e d  l l D e l t a l t )  and respondents  King Feng Fu 

Machinery Works Co. I Ltd. and King Tun Fu Machinery Company- 

( h e r e a f t e r  j o i n t l y  c a l l e d  " E x p o r t e r " )  having e n t e r e d  i n t o  an 

agreement which resolves t h e  d i s p u t e  between Delta and E x p o r t e r  

t h a t  i s  p a r t  of t h e  subject matter of t h e  current i n v e s t i g a t i o n ,  

have j o i n t l y  r e q u e s t e d  entry  o f  t h i s  Consent Order w i t h  r e s p e c t  

t o  t h e  d i s p u t e  between them. A copy o f  t h e  agreement i s  sub- 

m i  t t e d  h e r e w i t h  . 
I T  I S  HEREBY ORDERED AND DECREED THAT AS BETWEEN DELTA AND 

EXPORTER: 

1. The United S t a t e s  In ternat iona l  Trade Commission 

( h e r e a f t e r  c a l l e d  ltCommissionlt) h a s  j u r i s d i c t i o n  over t h e  s u b j e c t  

matter of t h e  i n v e s t i g a t i o n  i n c l u d i n g  t h e  d i s p u t e  between Delta 
. .  

and E x p o r t e r  pursuant  t o  19 U.S.C. 51337 i n  t h a t  such d i s p u t e  

involves claims o f  u n f a i r  c o m p e t i t i o n  and u n f a i r  acts i n  t h e  

i m p o r t a t i o n  o f  a r t i c les  under 19 *U. S. C. 51337. The Commission 

- 12 - E x h i b i t  A 



has j u r i s d i c t i o n  over Exporter for  t h e  purposes  of i s s u i n g  and 

e n f o r c i n g  this  Consent O r d e r  t o  Cease and Desist. F u r t h e r ,  t h i s  

p r o c e e d i n g  and s e t k l e m e n t  are i n  the p u b l i c  i n t e r e s t .  

2. Delta has a l l e g e d ,  and Exporter has d e n i e d ,  t h a t  Delta 

i s  t h e - o w n e r  o f  common law trademark r i g h t s  i n  t h e  d e s i g n  appear- 

ance, shape and trade dress of Delta's woodworking machines i n  

i s s u e  i n  t h e  c u r r e n t  i n v e s t i g a t i o n .  
- 

3 .  Delta has a l l e g e d ,  and Exporter has d e n i e d ,  t h a t  Delta 

i s  t h e  owner o f  comnlon law trademark r i g h t s  i n  t h e  term "Contrac -  

t o r ' s  Saw." 

4.  Delta h a s  a l l e g e d ,  and Exporter  has d e n i e d ,  t h a t  Delta 

i s  t h e  owner o f  t h e  f u l l  r i g h t ,  t i t l e  and i n t e r e s t  i n  and t o ,  

' U n i t e d  S ta tes  Letters P a t e n t s  No. 3 , 7 5 4 , 4 9 3 ,  No, 4 , 1 7 4 , 0 0 0 ,  and 

No. 4 , 436 ,126 .  

5.  Delta has a l l e g e d ,  and Exporter  has d e n i e d ,  t h a t  Ex- 

p o r t e r  h a s  i n f r i n g e d  Delta's r i g h t s  i n  and r e l a t i n g  t o  t h e  d e s i g n  

a p p e a r a n c e ,  shape and trade dress o f  one  o r  more of  Delta's 

woodworking machines  i n  i s s u e  and has i n f r i n g e d  Delta's r i g h t s  i n  

and r e l a t i n g  t o  t h e  t e r m  " C o n t r a c t o r ' s  Saw. I' 

6 .  Delta has a l l e g e d ,  and Exporter has d e n i e d ,  t h a t  

E x p o r t e r  has u n f a i r l y  competed w i t h  Del ta  by d i r e c t l y  and/or 

i n d i r e c t l y  p a r t i c i p a t i n g  i n  t h e  e x p o r t a t i o n  t o  t h e  U n i t e d  S t a t e s  

of woodworking machines  t h a t  are c o n f u s i n g l y  similar t o  one o r  

more of Delta's woodworking machines  i n  i s s u e  and i n  t h e  u s e  of  

t h e  term " C o n t r a c t o r ' s  Saw. I' 
0 

7. . Delta has a l l e g e d ,  and Exporter has d e n i e d ,  t h a t  

Exporter has u n f a i r l y  competed by i n f r i n g i n g  one o r  more of  
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Delta's U n i t e d  States Letters P a t e n t s  No. 3 , 7 5 4 , 4 9 3 ,  No. 

4 , 1 7 4 , 1 0 0 ,  and No. 4 , 4 3 6 , 1 2 6 .  

8.  C o n s i s t e n t  w i t h  t h e  terms and c o n d i t i o n s  o f  t h e  

attached agreement between Delta and E x p o r t e r ,  Exporter ,  i t s  

a f f i l i a ted  and a s s ~ c i a t e d  c m p a n i e s ,  t h e i r  off icers,  d i rec tors ,  

a g e n t s ,  s e r v a n t s ,  employees, o r  any o f  t h e m ,  and a l l  p e r s o n s  

a c t i n g  i n  c o n c e r t  o r  p a r t i c i p a t i o n  w i t h  them or  w i t h  any of  t h e  
- 

f o r e g o i n g ,  are hereby ordered t o  cease and desist  from engaging 

i n  a l l  of t h e  u n f a i r  methods o f  c o m p e t i t i o n  and u n f a i r  acts here 

a l legedly  i n v o l v e d ,  as set forth  above, t o  t h e  e x t e n t  provided i n  

t h e  attached agreement.  
. ,  

9. Delta and Exporter hereby waive a l l  r i g h t s  t o  appeal or- 

t o  otherwise c h a l l e n g e  t h e  v a l i d i t y  o f  t h i s  Consent  Order.  

10.  The r u l e s  and r e g u l a t i o n s  of  t h e  Commission r e g a r d i n g  

enforcement  and m o d i f i c a t i o n  o f  f i n a l  Commission a c t i o n s  are 

a p p l i c a b l e  t o  t h i s  Consent  Order. 

11. T h i s  i n v e s t i g a t i o n  i s  hereby t e r m i n a t e d  w i t h  respect t o  

King Feng Fu Machinery Works Co., Ltd.  and King Tun Fu Machinery 

company. 

**. -- 

Kenneth R. Mason 
Secre tarn 

June 18, 1985 I s s u e d :  
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SETTLEMENT AGREEMENT 

T h i s  agreeme,nt i s  e n t e r e d  i n t o  t h i s  f i f t h  day o f  September ,  

1984 b y  and between Delta In ternat iona l  Machinery C o r p o r a t i o n  

( h e r e a f t e r  c a l l e d  "Deltag1) having i t s  p r i n c i p a l  p l a c e  of  b u s i n e s s  

a t  400 North Lexington Avenue , P i t t s b u r g h  , P e n n s y l v a n i a ,  15208 , 
and King Feng Fu Machinery Works Co. , L t d .  and King Tun Fu 

Machinery Co. , b e i n g  two s e p a r a t e  c o r p o r a t i o n s  under common 

ownership and c o n t r o l  ( h e r e a f t e r  c o l l e c t i v e l y  c a l l e d  " E x p o r t e r t 1 )  

having t h e i r  p r i n c i p a l  p l a c e  o f  b u s i n e s s ,  r e s p e c t i v e l y ,  a t  4 5 ,  

S e c t i o n  1 ,  Chung Ching Road, T a y a ,  Taichung Hsien, Taiwan,  

R e p u b l i c  o f  China and 1 4 1  S e c .  1 ,  Chunssan Road, T a n t z u ,  Taichung- 

Hsien, Taiwan,  R e p u b l i c  o f  China. 

WHEREAS , t h e  U n i t e d  S t a t e s  In ternat iona l  T r a d e  Cammission 

( h e r e a f t e r  c a l l e d  "Commission") h a s  i n i t i a t e d  an i n v e s t i g a t i o n  

under 5337 oc t h e  T r a d e  A c t  o f  1930 as mended ( 1 9  U . S . C .  5 1 3 3 7 ) ,  

b a s e d  on a V e r i f i e d  Complaint and a V e r i f i e d  R e v i s e d  Amended 

complaint  (he re afte  r c o l l e c t i v e l y  c a l l e d  ' 'Complaints 'I) f i l e d  by 

Delta s e e k i n g  r e l i e f  a g a i n s t  certain a l l e g e d  methods o f  unfa i r  

Competit ion ind a l l e g e d  u n f a i r  acts o f  a number of respondents  

i n c l u d i n g  E x p o r t e r .  

WHEREAS, Delta and E x p o r t e r  d e s i r e  t o  resolve a l l  o f  t h e  

matters between them r a i s e d  by such C c m p l a i n t s  and t o  r e s o l v e  

t h e i r  claims and d i f f e r e n c e s  r e l a t i n g  t h e r e t o :  

N U 4  THEREFORE, Delta and E x p o r t e r ,  i n  c o n s i d e r a t i o n  o f  t h e  

m u t u a l  promises  and covenants h e r e i n  set f o r t h ,  do h e r e b y  a g r e e  
e 

as fol lows:  



1. As u s e d  ~ i n  _ _ _ _  t h i s  agreement ,  - _ _  t h e  terns 10 i n c h  t i l t i n g  

arbor saw, 1 0  i n c h  table saw, 1 4  i n c h  bandsaw, 6 i n c h  j o i n t e r ,  

s h a p e r ,  8 i n c h  bench saw, d i s k b e l t  f i n i s h e r  and p l a n e r  s h a l l  

mean those p a r t i c u l a r  machines so d e s i g n a t e d  i n  Delta's Com- 

. 

p l a i n t s -  and i n  i s s u e  i n  t h e  Commission I n v e s t i g a t i o n  No. 

3 3 7 -T A- 1 7  4. - 
2. Exporter agrees t h a t  it has been  d i r e c t l y  o r  i n d i r e c t l y  

e x p o r t i n g  t o  t h e  U n i t e d  States and/or s e l l i n g  t o  o t h e r s  f o r  

e x p o r t a t i o n  t o  the Uni ted  S ta tes  t h e  f o l l o w i n g  a c c u s e d  wood- 

working m a c h i n e s :  10 i n c h  table saw, 10 i n c h  bench saw, 6 i n c h  

j o i n t e r ,  1 4  i n c h  bandsaw and s h a p e r  (hereafter called "exported 

m a c h i n e s " )  t h a t  Delta asserts  are c o n f u s i n g l y  similar i n  trade 

dress t o  Delta woodworking machines.  The 10 i n c h  table saw s o l d  

by Exporter i s  s o l d  by Exporter under  t h e  t e r m  " C o n t r a c t o r ' s  

Saw." Exporter acknowledges t h a t  Delta alleges t h a t  such ex- 

ported machines  are c o n f u s i n g l y  similar i n  t rade dress w i t h  such 

Delta machines  and t h a t  Delta f u r t h e r  a l leges  t h a t  t h e  importa-  

t i o n  i n t o  t h e  U n i t e d  States and m a r k e t i n g  and/or sale o f  such  

machines  i n  t h e  U n i t e d  S ta tes  i n f r i n g e s  Delta's r i g h t s  i n  and 

r e l a t i n g  t o  t h e  d e s i g n  a p p e a r a n c e ,  shape and trade dress o f  such 

machines .  

3. (a )  E x p o r t e r  agrees t h a t  t h e  blade guards  i n c o r p o r a t e d  on 

the 10 i n c h  table saws and 10 i n c h  t i l t i n g  arbor saw h e r e i n  are 

alleged by Delta t o  i n f r i n g e  Delta's U n i t e d  States Letters P a t e n t  

No. 3 , 7 5 4 , 4 9 3 .  

(b) Exporter agrees t h a i  t h e  a d j u s t a b l e - h e i g h t  f e n c e  

i n c o r p o r a t e d  on t h e  10 i n c h  t i l t i n g  arbor saw h e r e i n  i s  a l leged  

- 2 -  



by Delta t o  i n f r i n g e  Delta's Uni ted  States Letters P a t e n t  No. 

4 , 1 7 4 , 1 0 0 .  

(c)  E x p o e e r  agrees t h a t  p l a n e r  h e r e i n '  i s  al leged by 

Delta t o  i n f r i n g e  Delta's Uni ted  States Letters P a t e n t  No. 

4 , 4 3 6 , 1 2 6 .  

4 .  Exporter f u r t h e r  agrees t h a t  t h e  u s e  o f  t h e  term 

l l C o n t r a c t o r ' s  Saw" i s  a l leged t o  i n f r i n g e  Delta's asserted cormon 

law trademark r i g h t s  i n  such term.  

- 

5 .  (a)  Exporter  agrees t h a t  upon t h e  e x e c u t i o n  of  t h i s  

agreement by t h e  part ies  h e r e t o  f o r  t h e  10 i n c h  table saw, upon 

e x e c u t i o n  o f  t h i s  agreement by t h e  parties hereto f o r  t h e  6 i n c h  

j o i n t e r ,  a f t e r  November 1 ,  1 9 8 4  f o r  t h e  shaper ,  upon e x e c u t i o n  o f ,  

t h i s  agreement  by Delta f o r  t h e  1 4  i n c h  bandsaw (subject t o  para- 

graph 1 2 B ,  below) , and af ter  February  1 ,  1 9 8 5  f o r  t h e  10 i n c h  

bench saw, it w i l l  n o t  d i r e c t l y  or  i n d i r e c t l y  export t o  t h e  

Uni ted  States o r  d i r e c t l y  or  i n d i r e c t l y  s e l l ,  provide ,  s h i p  or  

t r a n s f e r  t o  any o t h e r  company f o r  e x p o r t a t i o n  t o  t h e  Uni ted  

States  t h e  10 i n c h  table saw, t h e  6 i n c h  j o i n t e r ,  t h e  shaper, t h e  

1 4  i n c h  handsaw and t h e  10 i n c h  bench saw referred t o  i n  Para- 

'graph 2 above o r  any other machines  o f  t h e  t y p e s  s u b j e c t  t o  t h i s  

i n v e s t i g a t i o n  having  a l l e g e d l y  c o n f u s i n g l y  similar trade dress. 

(b) Delta agrees t h a t  Exporter may s u p p l y  such replace- 

ment par ts  and/or complete machines  o f  t h e  a c c u s e d  d e s i g n  as re- 

p lacements  t o  t h e  e x t e n t  n e c e s s a r y  t o  s a t i s f y  Exporter's ob l iga-  

t i o n s  t o  U n i t e d  S ta tes  i m p o r t e r s  r e g a r d i n g  w a r r a n t i e s  g r a n t e d  t o  

such importers and r e t u r n s  o f  machines  from such  importers, pro-  

vided t h a t  n o  such r e p l a c e m e n t s  of t h e  a c c u s e d  machines  s h a l l  be 

e 
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exported from Taiwan af ter  March 1 5 ,  1985 .  If Exporter exports 

more t h a n  f i f t e e n  ( 1 5 )  such  replacement  machines  o f  t h e  a c c u s e d  

d e s i g n ,  t h e n  Exporter s h a l l  p r o v i d e ,  through i t s  a t t o r n e y ,  n o t i -  

f i c a t i o n  t o  Delta's a t t o r n e y  o f  such  export and t h e  number o f  

machines  exported and s h a l l ,  upon r e q u e s t ,  provide t o  Delta's 

a t t o r n e y  s u f f i c i e n t  documentation showing the d e s t r u c t i o n  o f  t h e  

a c c u s e d  machines  for  which such r e p l a c e m e n t  machines  have been  

provided . 
6 .  Exporter  agrees t h a t  a f t e r  F e b r u a r y  1 ,  1 9 8 5 ,  it w i l l  

n o t  d i r e c t l y  or i n d i r e c t l y  export t o  t h e  U n i t e d  States or  direct -  

l y  or i n d i r e c t l y  s e l l ,  p r o v i d e ,  s h i p  o r  t r a n s f e r  t o  any o t h e r  

company f o r  e x p o r t a t i o n  t o  t h e  U n i t e d  States any f u r t h e r  (a) 

blade g u a r d s  t h a t  Delta alleges i n f r i n g e  Delta's U n i t e d  States  
0 

Letters P a t e n t  No. 3 , 7 5 4 , 4 9 3  or  f e n c e s  t h a t  Delta alleges i n -  

f r i n g e  Delta's U n i t e d  States Letters P a t e n t  No. 4 , 1 7 4 , 1 0 0  as p a r t  

of or  separate fran a saw, or (b) p l a n e r s  t h a t  Delta alleges 

i n f r i n g e  Delta's U n i t e d  States Letters P a t e n t  NO. 4 , 4 3 6 , 1 2 6 .  

7 .  Exporter  agrees t h a t  a f ter  t h e  r e s p e c t i v e  dates set 

forth  i n  paragraph 5 ( a )  a b o v e ,  it w i l l  n o t  d i r e c t l y  or i n d i r e c t l y  

export  t o  t h e  U n i t e d  S t a t e s  or  d i r e c t l y  o r  i n d i r e c t l y  s e l l ,  pro-  

v i d e ,  s h i p  o r  t r a n s f e r  t o  any o t h e r  ccmpany f o r  e x p o r t a t i o n  t o  

t h e  U n i t e d  States t h e  6 i n c h  j o i n t e r ,  t h e  10 i n c h  table saw, t h e  

shaper,  t h e  1 4  i n c h  bandsaw and t h e  10 inch bench saw, w h i c h  are 

a l l e g e d l y  c o n f u s i n g l y  similar t o  Delta's 6 i n c h  j o i n t e r  , 10 i n c h  

table saw, shaper ,  1 4  i n c h  bandsaw, and 8 i n c h  bench saw, respec- 

t i v e l y ,  and w i l l  w i t h i n  t h i r t y  ' ( 3 0 )  days af ter  s i g n i n g  t h i s  

Agreement cease u s e  o f  t h e  tern " C o n t r a c t o r ' s  Sawn or  any other 
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I 

a l l e g e d l y  c o n f u s i n g l y  similar t e r m .  Delta agrees t h a t  Exporter 

C M  d i r e c t l y  or  i n d i r e c t l y  e x p o r t  t o  t h e  U n i t e d  States and/or 

s e l l  t o  other companies f o r  export t o  t h e  Uni ted  States  t h e  10 

i n &  table saw as shown and described i n  attached E x h i b i t  B, and 

the 10 i n c h  bench saw as shown and described i n  attached E x h i b i t  

c, t h e  -6 i n c h  j o i n t e r  as shown and descr ibed  i n  attached E x h i b i t  

D ,  t h e  14 i n c h  bandsaw as shown and described i n  attached E x h i b i t  

E ,  and t h e  shaper as shown and described i n  attached E x h i b i t  F. 

8. Exporter agrees t h a t  t h e  m o d i f i c a t i o n s  made i n  t h e  10 

i n c h  table saw, 10 i n c h  bench saw, 6 i n c h  j o i n t e r ,  14 i n c h  

bandsaw and shaper as shown i n  E x h i b i t s  B, C ,  D, E ,  and F w i l l  

n o t  affect t h e  q u a l i t y  and/or performance o f  these machines .  

0 
9 .  Exporter r e p r e s e n t s  t h a t  it has n o t  d i r e c t l y  o r  i n d i -  

r e c t l y  e x p o r t e d ,  marketed and/cr  s o l d  and agrees t h a t  i n  t h e  

fu ture  it w i l l  n o t  d i r e c t l y  o r  i n d i r e c t l y  e x p o r t ,  market and/or 

s e l l  woodworking machines  c o n f u s i n g l y  similar i n  appearance  t o  

Delta's 10  i n c h  t i l t i n g  arbor saw, d i s k b e l t  f i n i s h e r  and p l a n e r ,  

and Exporter f u r t h e r  r e p r e s e n t s  t h a t  it has n o t  u s e d  and agrees 

t h a t  it w i l l  n o t  u s e  any o f  t h e  registered trademarks i n  i s s u e  

i n c l u d i n g  Delta's registered trademark U n i s a p .  

10. (a )  Exporter agrees t h a t  it w i l l  n o t  i n  any way i n d i c a t e  

o r  imply t h a t  any o f  t h e  woodworking machines  d i r e c t l y  o r  i n d i -  

rect ly  e x p o r t e d ,  marketed and/or sold by Exporter are manufac- 

t u r e d  by o r  under  l i c e n s e  from Delta or  Rockwell o r  s u b s t a n t i a l l y  

i d e n t i c a l  o r  s u b s t a n t i a l l y  similar i n  a p p e a r a n c e ,  d e s i g n  and/or 

t rade  dress t o  woodworking machines  made and/or 

Rockwell o r  t h a t  any parts or accessories 

machines made and/or s o l d  by Rockwell o r  Delta 

s 

sold by Delta or 

for  woodworking 

w i l l  fit o r  c a n  
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be u s e d  w i t h  t h e  woodworking machines exported marketed and/or 

s o i d  by Exporter. These r e s t r i c t i o n s  shal l  n o t  p r o h i b i t  Ex- 

p o r t e r ,  a t  i t s  Wft r i s k ,  fran i n d i c a t i n g  or communicating t h a t  

any e x p e n d a b l e  parts  such as saw blades f o r  woodworking machines 

made and/or  so ld  by Delta w i l l  fit on or  can be u s e d  w i t h  t h e  

woodworking machines  exported, markoted and/or sold by Exporter ,  

p r o v i d i n g  such expendable parts  do in fact fit. Such l i m i t a t i o n s  

shal l  i n c l u d e  b u t '  n o t  be l imi ted  t o  Exporter's a d v e r t i s i n g  and 

communicat ions ,  both oral  and w r i t t e n ,  w i t h  p o t e n t i a l  or  a c t u a l  

custaners. Nothing c o n t a i n e d  h e r e i n  s h a l l  be c o n s t r u e d  as an 

a d m i s s i o n  by  Exporter t h a t  Exporter has i n  any way i n d i c a t e d  or  

implied t h a t  t h e  subject machines  are or -re manufac tured  by or, 

under l i c e n s e  frw Delta. 

~ 

(b) Delta agrees t h a t ,  in w r i t t e n  or  ora l  communication w i t h  

p r e s e n t  or  p o t e n t i a l  c u s t o m e r s  or  i n  i t s  a d v e r t i s i n g  or p u b l i c  

s t a t e m e n t s ,  Delta w i l l  n o t  s t a t e ,  d i s c u s s ,  or  refer t o  i t s  

s e t t l e m e n t s  i n  t h i s  a c t i o n  unless Delta a lso  states c o n s p i c u o u s l y  

i n  t h e  same communication t h a t  t h e  terms o f  t h e  settlement 

agreements  p r o h i b i t  t h e  Taiwanese i n d u s t r y  from e x p o r t i n g  t o  t h e  

United States machines c o n f u s i n g l y  similar t o  Delta's p r o d u c t s  o r  

which i n f r i n g e  Delta's p a t e n t s  b u t  do n o t  p r o h i b i t  t h e  Taiwanese 

i n d u s t r y  from e x p o r t i n g  machines  t h a t  are n o t  c o n f u s i n g l y  

i n  appearance  t o  Delta's .products  and do n o t  i n f r i n g e  

p a t e n t s .  

11. Delta and Exporter agree t o  j o i n  i n  a Motion 

similar 

Delta' s 

i n  t h e  

Commission's i n v e s t i g a t i o n  f o r  e n t r y  o f  a Consent Order a s  

between Delta and Exporter and t e r m i n a t i o n  o f  t h e  i n v e s t i g a t i o n  
. - 6  - 



as t o  Exporter .  T h i s  Consent Order sha l l  b e  i n  a form such as 

t h e  Consent  Order attached hereto as E x h i b i t  A i n c o r p o r a t e d  'by 

m f e r e n c e  h e r e i n  o r  i n  a form o t h e r w i s e  m u t u a l l y  agreed upon by 

t h e  respective a t t o r n e y s  f o r  Delta and f o r  Exporter.  

12 . -  If a t  a n y . t i m e  af tes  November 3 0 ,  1984  f o r  t h e  10 ' inch 

table saw and 6 i n c h  j o i n t e r ,  December 1 5 ,  1 9 8 4  f o r  t h e  shaper,  

 arch 3 0 ,  1 9 8 5  f o r  t h e  14 i n c h  bandsaw, and March 1 5 ,  1 9 8 5 ,  f o r  

t h e  10  i n c h  bench saw, Delta believes t h a t  woodworking machines  , 
which Delta alleges i n f r i n g e  -upon Delta's trademark and/or p a t e n t  

r i g h t s ,  b e i n g  imported i n t o  t h e  U n i t e d  States o r i g i n a t e d  from 

and/or were s o l d  by Expor ter ,  t h e n  Del ta 'may i n q u i r e  o f  Exporter 

d i r e c t l y  or  through i t s  p r e s e n t  a t t o r n e y  i n  t h e  U n i t e d  States i f  

any such  woodworking machines  o r i g i n a t e d  from and/or were s o l d  by 

Exporter  and E x p o r t e r  sha l l  respond t o  such i n q u i r y ,  p r o v i d i n g  

- 

t h e  i n f o r m a t i o n  r e q u e s t e d  w i t h i n  30  days of s u c h  r e q u e s t .  

12A. Delta and exporter  agree t h a t  t h e  d e s i g n  f o r  t h e  table 

of t h e  10 i n c h  bench  saw shown i n  E x h i b i t  C i s  acceptable here- 

under as an i n t e r i m  d e s i g n  o n l y .  After  November 3 0 ,  1 9 8 5 ,  

exporter w i l l  cease p r o d u c t i o n  o f  10 i n c h  bench  saws of  s a i d  

table d e s i g n  f o r  t h e  U.S. market. After November 3 0 ,  1 9 8 5 ,  

exporter 's  1 0  i n c h  bench saws f o r  U . S .  market w i l l  have a table 

of ei ther a s o l i d  c o n f i g u r a t i o n ,  w i t h o u t  h o l e s ,  o r  e lse of  a 

c o n f i g u r a t i o n  having  h e x a g o n a l  ho les  o r  o t h e r  holes t h a t  are 

n e i t h e r  s q u a r e  n o r  r e c t a n g u l a r .  

12B. N o t w i t h s t a n d i a g  any p r o v i s i o n s  hereof - t o  t h e  c o n t r a r y  , 
Delta .and exporter agree t h a t  a l l  1 4 - i n c h  band saws s u b j e c t  

h e r e t o , w h i c h  KFF may export  on o r  a f ter  A p r i l  1 ,  1985  shal l -  be 

0 
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f i t t e d  w i t h  a rear 8UppOrt c o v e r  of t h e  type shown i n  E x h i b i t  E, 

page 6 ;  and t h e y  f u r t h e r  agree t h a t  KFF s h a l l  n o t  export more 

t h a n  500 s u b j e c t  bandsaws w i t h o u t  rear s u p p o r t  c o v e r s  between t h e  

date of Delta’s exdbcution hereof and March 3 1 ,  1 9 8 5 ,  i n c l u s i v e  

( * i n t e r i m  bandsaws”):  and they f u r t h e r  a g r e e  t h a t  KFF s h a l l  

provide t o  Delta’s a t t o r n e y ,  t o  be h e l d  i n  c o n f i d e n c e ,  a l i s t  o f  

the U.S. importers of i n t e r i m  bandsaws; and they  f u r t h e r  agree 

that KFF s h a l l  p r o v i d e  i n  a t imely manner t o  t h e  importers of t h e  

- 

i n t e r i m  bandsaws a rear s u p p o r t  c o v e r  of t h e  type shown i n  

E x h i b i t  E, page 6 ,  ready for i n s t a l l a t i o n ,  together w i t h  a l e t ter  

t o  each importer s t a t i n g  t h a t  i n s t a l l a t i o n  o f  the covers on t h e  

i n t e r i m  bandsaws i s  necessary t o  a v o i d  i n f r i n g i n g  Delta’s  as-, 

s e r t e d ri gh ts  he re i n  

13. Any c o n t r o v e r s y  or  claim i n c l u d i n g  b u t  n o t  l i m i t e d  t o  

all claims f o r  damages and/or any other re l ief  a r i s i n g  out  o f  or  

r e l a t i n g  t o  t h i s  Agreement, or  t h e  breach thereof,  s h a l l  be 

se t t led  by a r b i t r a t i o n  i n  a c c o r d a n c e  w i t h  t h e  R u l e s  of  t h e  

American A r b i t r a t i o n  A s s o c i a t i o n ;  such a r b i t r a t f o n  s h a l l  be h e l d  

i n  P i t t s b u r g h ,  P e n n s y l v a n i a  before a s i n g l e  a rb i t ra tor  and 

judgment upon t h e  award r e n d e r e d  

i n  any C o u r t  and/or t r i b u n a l  i n  

over any of t h e  parties .  T h i s  

t h i s  Agreement s h a l l  n o t  h any 

p r e v e n t  Delta or Exporter from 

by t h e  A r b i t r a t o r  may be e n t e r e d  

any c o u n t r y  having  j u r i s d i c t i o n  

p r o v i s i o n  i n  t h i s  paragraph of  

way restrict and/or l i m i t  and/or 

s e e k i n g  any other appropriate 

re l ie f  and/or a c t i o n  from or by t h e  Commission, 

14. Delta releases and d isch i rges  Exporter,  together w i t h  

i t s  predecessor%, ~ U C C ~ S ~ O ~ S  and a s s i g n s ,  together w i t h  t h e  
1 . - 8 -  I 



officers,  d i rec tors ,  a g e n t s  and employees of any o f  them from any 

and a l l  legal  or  e q u i t a b l e  claims t h a t  Delta may have or  may have 

had w i t h  respect t o  Exporter's sales of t h e  woodworking machines  

or  o ther  u n f a i r  act c o v e r e d  hereby for any conduct  t h a t  may have 

o c c u r r e d  up t o  t h e  date o f  t h e  s i g n i n g  o f  t h i s  agreement  by 

Delta. T h i s  release s h a l l  n o t  i n  any way e x t e n d  t o  any other 

manufac turer  , t r a d i n g  company exporter ,  i m p o r t e r ,  p u r c h a s e r  or  

c u s t m e r  fran which Exporter p u r c h a s e s  or t o  which Exporter se l ls  

any of t h e  woodworking machines covered hereby and/or any por- 

t i o n s  thereof.  If Exporter breaches t h i s  Agreement,  t h e n  t h i s  

release by Delta t o  Exporter s h a l l  become n u l l  and vcid. Ex- 

p o r t e r  releases and discharges Delta,  together w i t h  i t s  prede- ,  

cessors,  s u c c e s s o r s ,  a f f i l i a t e d  ccmpanies  and a s s i g n s  , t o g e t h e r  

w i t h  i t s  of f icers ,  directors ,  a g e n t s  and employees o f  any of 

them,  from any and a l l  c a u s e s  of a c t i o n s  and claims f o r  damages 

that  Exporter  may have a g a i n s t  them r e l a t i n g  t o  or  a r i s i n g  out  of 

t h e  p r e s e n t  i n v e s t i g a t i o n  b e f o r e  t h e  Commission and t h e  matters 

raised t h e r e i n .  If Delta breaches t h i s  Agreement,  t h e n  t h e  

release by Exporter t o  Delta s h a l l  become n u l l  and void. 

15. AS t o  t h e  s u b j e c t  matter of t h i s  Agreement,  t h i s  Agree- 

ment sets f o r t h  t h e  e n t i r e  unders tanding  and agreement o f  Delta 

and Expor ter ,  and there are no r e s t r i c t i o n s  , promises , r e p r e s e n -  

t a t i o n s ,  w a r r a n t i e s ,  c o v e n a n t s  or  u n d e r s t a n d i n g s  o t h e r  t h a n  those 

expressly set  f o r t h  o r  referred t o  h e r e i n .  T h i s  Agreement 

s u p e r s e d e s  a l l  p r i o r  agreements  and u n d e r s t a n d i n g s  between t h e  

p a r t i e s  w i t h  respect t o  t h i s  s u b j e c t  matter. 

- 9 -  



16. T h i s  Agreement s h a l l  be governed by t h e  law o f  t h e  

Commonwealth o f  P e n n s y l v a n i a  as t o  a l l  matters, i n c l u d i n g  b u t  n o t  

l i m i t e d  t o  matters .of v a l i d i t y ,  c o n s t r u c t i o n ,  effect and perfor-  

mance ;  provided however,  t h a t  t h i s  paragraph does n o t  apply t o  

any matters under t h e  U n i t e d  States p a t e n t  laws and/or other  laws 

of t h e  Cinited States w i t h  respect t o  which t h e  Federal C o u r t s  

have preemptive and e x c l u s i v e  j u r i s d i c t i o n .  
- 

17 .  T h i s  Agreement may be e x e c u t e d  i n  two o r  more c o u n t e r -  

p a r t s  each o f  which s h a l l  be deemed an o r i g i n a l ,  b u t  a l l  o f  which 

together s h a l l  c o n s t i t u t e  one and t h e  same ins t rument .  
. .  

18 .  s u b j e c t  t o  a p p l i c a b l e  law, t h i s  Agreement may be amended 

o r  modified o n l y  by w r i t t e n  agreement  o f  Delta and Exporter- 

s i g n e d  by both parties  o r  by t h e  p a r t y  t o  be charged. 

1 9 .  Nothing c o n t a i n e d  i n  t h i s  Agreement n o r  t h e  act  o f  

making t h i s  Agreement n o r  t h e  e n t r y  o f  t h e  Consent Order p u r s u a n t  

hereto s h a l l  be  deemed t o  c o n s t i t u t e  any a6rnission by e i ther  

p a r t y  hereto  as t o  t h e  a c c u r a c y ,  or  lack o f  a c c u r a c y ,  o f  (a)  any 

a l l e g a t i o n  o r  c o n t e n t i o n  o f  Delta as set  forth i n  any o f  t h e  

Complaints  o r  o f  (b) any a l l e g a t i o n  or  c o n t e n t i o n  o f  Expor ter  as 

s e t  f o r t h  i n  i t s  answer thereto. 

0 
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I N  WITNESS WHEREOF, t h i s  S e t t l e m e n t  Agreement has been 

executed by t h e  p a r t i e s  on t h e  d a t e s  shown below. 

DELTA INTERNATIONAL MACHINERY 
CORPORATION 

Date : 3/r/?r 

Date: 

Date: d A / r  

. _ -  
K I N G  F G FU MACHINERY WORKS 

co. , Y T D  . 

. - 11 - 
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mOtT;ti€n 
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SPECIFICATIONS: 
width 6' OeDth '5- 

Cutting capacity Speaa 6000r D m 18000cuts'min 
380C. o rn I1400c~ts. min 

Tablc sur focc 39L.'L x I * *  w 

KING FENG FU MACHINERY WORKS CO., LTD. 
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Safety blade guard (upper) Blade Mckrng and tension ad~ustrng mechanrsm 
. * I  

SPECIFICATIONS: 
1 TrbhWu I bn io*, mt 45. 

Motor I HHP or HHP 1 
I 2400 FPM (50 HZ) 

2880 FPM (60 nz) I singlo: 
I I . "  

I Not 87 Kga (191 Ibr) I Weight I 

KING FENG FU MACHINERY WORKS CO., LTD. 
NO 45 SEC 1. CHUNO CHIN no , TA VA. T A s n u N o  HSIEN. TAIWAN. no  c 

TEL (015) bbo1&8 -1W5  TELEX 51215 KFFCO 
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[Exhibit A ]  

BEFORE THE UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, D.C. - 

. 
In the Matter of 1 

1 
) Investigation No, 33t-TA-!?4 

CERTAfh' WOODRORRZNG MACHINES ) 

1 
I 

CONSENT ORDER TO CEASE AND DESIST 
DIRECTED TO RESPONDEX? %*+:\[ ' 6rrh 'FA I .  c c '.,I r r n  0 

Thc complainant, Delta International Machinery Corporation 
4 - A  

- . .e  -- (kereafter called "Delta") , ar.d respondent- fie& (e!! &fl* :-e, L-k( 
(hereafter called 'Tradicg Company"), having entered into an 

agreement which resolves the disl;ute betweer. Delta and Trading 

Congany that is part of the subject matter of the current investi- 
I 

gation, have jointly requested entry o f  this Consent Order  w i t h  

resacct to the dispute between them. A copy of the agreement is 

subflitted herewith 

, 

IT IS HEREBY ORDERED AND DECREED THAT AS BETWEEN DELTA AXC 

TRADING COMPANY: 

1. The United States International Trade Commission (here- 
J 

aftcr'crllad oCommission*) has jurisdiction over the subject 

matter o f  the investigation including the dispute between Delta 

and Trading Company pursuant to 19 U.S.C. 51337 in that such 

0 
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. 
dispute involves claims of unfair competition and unfair acts in 

tha importation Of articles under 19 U.S.C. Sl337. The Commission 

has jurisdictfon over Trading Company for the purposes of issuing 
8nQ enforcing t h i 8  Consent Order to Cease and Desi$f. 

thfr proceeding and settlement are in the public interest. 

Further, 

2. Delta has alleged, and Trading Compariy has denied, tnat 

Delta i s  the owner of common law trademark riykts in the design 

appearance, shape and trade dress of Delta's woodworking rnachmes 

in iesue in the current investigation. 

3 0  Delta has alleged, and Trading Coiripany nas denied, t h a t  

Delga i s  the owner o f  c o m o n  law trademar); rights in the tern 

'Contractor's Saw." 
0 

4 .  Delta has allesed, a ~ d  Trading Company has denied, tkat 

Golta is the owner of the fuil right, title and interest in ant to 

C n i t d  States Letters Patents No. 3,754,493, No. 4 , 1 7 4 , 1 0 0 ,  an5 

So. 4,436,i26. 

5. Delta has allege*, and Trading Cor*Epany has denied, that 

Trading Con?any has infringed Delta's rights in and relating to 

the dssign appearance, shape and trade dress of one or more of 

tulta's wcodworking machines in issue and has infringed Deltc's 

r ights  in and relating to the term "Contractor's Saw." 

6. Delta has alleged, and Trading Company has denied, that 

. TrsGing Company has unfairly competed with Delta by directly 

and/or indirectly participating in the exportation to the United 
States of woodworking machines that are confusingly similar to one 

or more of  Delta's woodworking machfncs i n  i s sue  and in the use of 

the term 'Contractor's Saw.' 



.' 
I 

7 .  Delta has a l l e g e d ,  and T r a d i n g  Company has denied ,  t h a t  t G  

th. ;  e x t e n t  tha t  Trading Company se l ls  the subject 10 i n c h  t a b l e  

saw, t h e  10 inch t i l t i n g  arbor daw, a n d / o r  t h e  p l a n e r ,  T r a d i n g  

Company has i n f r i n g e d  D e l t a ' s  U n i t e d  States  Letters P a t e n t s  NO. 

3,154,493, No. 4,174,100, and/or No. 4 , 4 3 6 , 1 2 6 ,  and has thereby 

u n f a i r l y  competed w i t h  Delta. 

8 .  C o n s i s t e n t  w i t h  the t e r n s  arid condi t i cns  of the a t t a c h e 6  

a g r e m e n t  between Delta and Trsdirig Cox~panjr, T r a d i n g  Company, i t s  

a f f i l i c t e d  and a s s o c i a t e d  c o n g a n i e t ,  t h e i r  off icers,  d i r e c t o r s ,  

a g e n t s ,  s e r v a n t s ,  cnployces, or any of them, 8nd a l l  p e r s o n s  

a c t i s g  i n  concert or p a r t i c i p a t i o n  w i t h  t h e m  cr w i t h  any o f  t h e  

f o r e g o i n g ,  are hereby ordered t o  c e a s e  and desis t  from engcgir.5 i n  

iiii c f  t h e  u n f a i r  methods of  c o r , ? e t i t i o n  and u n f a i r  acts here 

a l l e g e d l y  i n v o l v e d ,  as set  fcrtt; a b o v e ,  to t h e  e x t e n t  p r o v i d e d  i n  

the a t t a s h e d  agreoment.  

5.  D e l t a  dad T r a d i n g  Coz.?any h e r e b y  w a i v e  a l l  r i g k i t s  to 

a,speiL or  t o  otherwise c h a i i s r . S e  the v a l i d i t y  o f  t h i s  Consent 

. 

m 
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10. Tho rule8 and regulations of the Commission regarding 

anforcement and modification of final Commission actions are 

rpplicrbla to thi, Consent Order. 

11. Thia invattigatioc is hereby terminated w i t h  respect to 
- 

Kenaeth R. Maem 
Secretary 



WP No. 0504A~h-1 

SETTLEMEKT AGREEMENT 

.ic * This agreement is'entered into this 'a.tL day of h C e b t k f  

1384 by and between Delta International Machinery Corporation 

!hrzcfter called "Delta") hrving its principal place of busir!ess 

at doc\ North Lesfngtm Avenue, Pittsburgh, Pennsylvania, 15206, . 

- e b.cs.ing its principal place of business at bTWF[.@hr-Y PZ!'.Ci 7 Lqc;, 
&I.$: 

TAlptrr. Th\bAK  . F*. i , 
.L ,&iwan,, fie2ublic of China. : 

a 
. MAEREAS, the United States International Trade Commission 

(hereafter called "Ccmmission") has iriitiated an investigation 

;:.der S 3 3 7  of the Tariff Act o f  1930, as amended'(19 U . S . C .  

'4i3371, based on a Verified Complaint and a Verified Revised 

;-=snaeo Corr,?laint (hereafter collectively called "Complaints") 

file5 by Delta seeking relief agairst certain alleged methoZs of 

c - . f a i r  ctzpstition and alleged unfair acts o f  a number of res;on- 

inc1udir.g Trading Company; 

WSEREAS, Delta and Trading Company desire to resolve a l l  of 

the ratters between then raised by such Complaints and tc resolve 

their claims and differences relating thereto; 

NOW THEREFORE, Delta and Trading Company in Consideration of 

the mutual promises and covenants herein set forth, do hereby 

' aqree as follows: 

1. As used in this agreement, the terns 10 inch tilting arbor 

saw, 10 inch table law, 14 inch band saw, 6 inch jointer, shaper, 

8 inch bench 88w, disk/belt finisher 8nd planer shall mean those 



- 2 -  

kart ieular  machines SO designated i n  Delta'r CoKplaintr and i n  

issue i n  t h e  Conmission Investigation No. 337-TA-174. 

2 .  Trading Company agrees that  i t  has been d i r e c t l y  or 

indirect ly  exporting or  offering to  export t b  t h e  United States 

and/or s e l l i n g  t o  others for  exportation t o  t h e  United States one 

Or more of the woodworking machines of t h e  type identified i n  

ssrsgraph 1 above (hereafter cal led 'exported n.achines") t h a t  

Delta a s s e r t s  are confusing11 timilcr i n  trsCe dress t G  corres- 

ponding Delta woodworking machines o f  the type  idontif ie8 i n  

par;;graph 1. The exported 10 i n c h  table saws have in certain 

i n s t a x a s  been s o l d  w d c r  the term "Contractor's Saw." 

Company acknowledges t h a t  Delta al leges that  s u c h  exported ca- 

chines are confusingly similar i n  trade dress w i t h  such  Delta 

5'raeir.g 

0 

mchines and that  Delta furthe: a l leges  t h a t  the importatior. inta  

t?.s United S ta tes  and marketing and/or sa le  o f  s u c h  machines i n  

tke U n i t e d  Stetes ' infr inges  Delta's r i g h t s  it, and re1atir.g t o  the 

Cesisn appearance, shape am5 t r a d e  dress o f  s u c h  machinas. 

3 . (a)  Trading Company agrees that  t h e  blaZe guards incor- 

porated on the 10 i n c h  table  saws and 10 icch ti ltins arbcr raw 

herein are alleged by Delta t o  i n f r i n g e  Delta's United States 
* 

Letters Patent No. 3 , 7 5 4 , 4 9 3 .  

(b)  T r a d i n g  Company agrees that  t h e  adjustable-heigtt fence 

incorporated on the 10 inch t i l t i n g  arbor saw herein i s  alleqed b y  

Delta t o  infringe Delta's United States  Letters Patent No. . 
4,174,100. 

I 
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(e) Trading,Company agrees that the planer hcreirr is 

alleg. 5 by Delta to infringe Delta's United States Letters Patent 

r;o. 4,436,126. 

4 .  Trading Comp'any further agrees that the use of the term 

"Contractor's Saw' i s  alleged to irfringe Delta's asserted corPmon 

law tradhmark rights. in such term. 

5 .  (a) Trading Company agrees that after October 15, 1SE4 ,  it' 

will not directly or indirectly export to the United States ox 

directly or indirectly s e l l ,  provide, ship or transfer to any 

other company for exportation to the United States any of the 

exported machines referred to in,Paragraph 2 above or any other 

machines of the types subject to this investigation having al- 
0 legedly confusingly similar trade dress. If TraCing Conpany has 

participated in the export of a particular machine that has beer. 

aanufactured by a Taiwanese manufacturer (hereafter called a 

"settling manufacturer") who has settled with Delta and such 

igrecrent between such manufacturer and Delta sets forth a lcter 

date allowing export of such particular machine, then such later 

date shall be applicable as to Trading Sompany's sale as to that 

particular machine originating from such settling manufacturer. 

(b) Eelta agrees that Trading CoRpany msy supply such 

replacelrent parts and/or complete machines o f  the 'accused design 

aq replacea.ents to the extent necessary to satisfy Trading Com- 

pany's obligations to United States importerr regarding warranties 

granted to such importers and return8 of machines from such 

importers, provided that no ruch replacements of t h e  accused 

machines shall be exported from Taiwan after March lS, 1985.  If 

c 
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Trading Compiny exports more than fifteen ' (19)  such repiacement 

machines of the accused design, than Trading Company aha11 pro- 

vide, through its attorney, notification t o  Delta's attorney of 

such export and the number of  machines exported and shall, upon 

request, provide to Delta's attorney sufficient documentation 

showing -the destruction of the accused machines for which such 

replacement machines have been provided. 

6 . ( a )  Trading Company ag-ees that after October 15, 1984, it 

will not directly or indirectly export to the United States or 

air%-ctly or indirectly sell, provide, shrp or transfer to any 

ather cozpany for exportation to the United States any further (a) 

blade guards that Delta alleges infringe Delta's United States 

Letters Patent No. 3,754,493 or fences that Delta alleges infringe 

Cclta's United States Letters Patent No. 4,174,100 as part o f  or 

scFsrate fro= a saw, or (b) planers that Delta alleges infrinse 

Delta's Unit>d States Letters Patent So. 4,436,126. 

(b) If  Trading Company has participate6 in the export of a 

particular machine that has been manufactured by a Taiwanese 

Kancfacturer (hereafter called a "settling manuf8cturer") who has 

settled with Delta and such agreement between such manufacturer 

and Delta sets forth a later date allowing export of such Farti- 

a l a r  machine, then such later date shall be applicable as to 

Trading Company's sale as to that particular machine originating 

from such settling manufacturer. 

7. Trading Company 8greer that after October 15, 1984, it 

will not directly or indirectly export to the United States or 

directly or indirectly rcll, provide, ship or transfer to any 

9 
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other company for exportation to the United States any woodworking 

machines of the type identified in paragraph 1 above which are 

allegedly confusingly similar to Delta's woodworking machines of 

the type identified in paragraph 1 above, and will within thirty 

(30) days after signing this Agreement cease use of the term 

'Contractor'r Saw" or any other allegc3ly confusingly similar 

term. Delta agrees that Trading Company can directly or indirect- 

ly expert to the United States and/or sell to other companies for 

export to the Unlted States those machines of new design obtained 

from the settling nanufacturers with respect to which Delta has 

indicated that such settlingi tanufacturers can export to the 

United States. 0 

8. Trading Cocpany represents that it has not used and agreeg 

that &t will not use any of the registered trademarks in issue 

including Delta's registered trademark Unisa @. 
9.(a) Trading Company agrees that it will not in any way 

indicate or imply that any of the woodworking nachines directly or 

indirectly exported, marketed and/or sold by Trading Company are 

manufactured by or under license from Delta or Rockwell OT sub- 

stantially identical or substantially similar in appearance, 

design and/or trade dress to woodworking machines made cnd/or solc. 

by Delta or Rockwell or that any parts o f  accesscries for wood- 

working machines made and/or sold by Rockwell or Delta will fit or 

can be used with the woodworking machines exported, marketed 

and/ur sold by Trading Company. There restriction8 rhrll not 

prohibit Trading Company, at i t s  0th rirk, from indicating or 

communicating that any expendable parts such as saw blades for  
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woodworking machines made and/or sold by Delta will fit cn or can 

be used with the woodworking machines exported, marketed andlor 

sold by Trading Company, providing such expendable parts do in 

fact fit. Such limitations shall include but not be limited to 

Trading Company's advertising and communications, both oral and 

written, with potential or actual customers. Nothing contained 

herein shall be construed as an admission by TraCing Colr.,-any that 

Trading Company has in any way indicated or icplied that the 

subject machines are or were manufactured by or under license froa 

(b) Delta agrees that, in written or oral commaication with 

present or potential customers or in its advertising or public 

statements, Delta will not state, discuss, or refer to its settle- .. 
ments in this action unless Deltc also states conspicuously in the 

same cormmication that the terms of the settlemmt agreemnts 

prohibit the Taiwanese industry from exporting to the United 

States machined confusingly similar to Delta's praducts or which 

infringe Delta's patents but do not prohibit the Taiwanese indus- 

try from exporting machines that are not confusingly rinilar in 

appearance to Delta's Froducts and do not infringe Delta's 

patents. 

10. Delta and Trading Company agree to join in a Notion in 

the Commission's investigation for entry of a Consent Order as 

between Delta and Trading Company and terminrtion of the invstti- 

gation as to Trading Company. 

form such- as the Consent -Order attached hereto IS Exhrbit A 

incorporated by reference herein or in a form othewira mutually 

This Consent Order shall be in a 
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upcr; by t h e  r e s p e c t i v e  attorneys for Delta and f j r  T r a d i n g  

Corr.pany 

11. If a t  any  time after  October 158 1 9 8 4 ,  Delta b1zlieves 

that woodworking m a c h i n e s ,  w h i c h  Delta alleges i n f r i n g e  upon 

Delta's trademark 8 n d / o r  p a t e n t  t i g h t s ,  b e i n g  imported i n t o  the 

U n i t e d  States  o r i g i n a t e d  from andlor were s o l d  by T r a d i n g  Cornpar.,., 

t h e n  Dclta may i n s u i r e  of  T r a d i n g  Ccxpany d i r e c t l y  or t h r c v q h  i t s  

yrasent a t t o r n e y  an the U n i t e d  States i f  any sucn  woodworking 

a s c h i n e s  o r i g i m t e d  from a n d / o r  ware sold by T r a d i n g  Cocpany a n 8  

T:adit.g Company shall r e s p o n d  to such i n q u i r y ,  p r o v i d i n g  the 

a r . f o r z s t i o n  r e q u e s t e d  w i t h i n  30 deys of  s u c h  request. 

12 .  Ar.y c o n t r o v e r s y  o r  claim i r i c l u d i n g  b u t  not l i m i t e d  t o  all 

claias f o r  damages a n d / o r  any other re l ief  a r i s i n g  o u t  of or 0 

r e i a t i n g  t o  t h i s  Agreemcnt ,  or t h e  b r e a c h  thereof ,  s h a l l  be 

se t t l cd  by a r b i t r c t i o n  i:: a c c o r d a n c e  w i t h  t k e  Rules of the Ameri- 

can A r b i t r a t i o n  A s s o c i a t i o n ;  such a r b i t r a t i o n  s!- .all  be h e l d  zr! 

P i t t s k u r g h ,  P e n n s y l v a n i a  b e f o r e  a sir,gle arb i t ra tor  and j u d g m n t  

~ F G Z  the award r e n d c r e d  by t h e  Arbi trator  may be er.tered i n  arry 

C c a r t  ar.dlor t r i b u n a l  i n  a n y  c o u n t r y  h a v i n g  j u r i s d i c t i o n  o v e r  arby 

af the p a r t i e s .  

r e n t  shall n o t  i n  any way restrict  csd/or l i m i t  ar.d/ar p r e v e n t  

&:ta br T r a d i n g  Company from s e e k i n g  any  other appropriate  r c l i e .  

and, 'or  a c t i o n  from or  by the Cokmisrion. 

T h i s  p r o v i s i o n  i n  t h i s ' p a r a g r a p h  o f  t h i s . A s r a e -  

1 3 ,  Delta releases and d i s c h a r g e s  T r a d i n g  Company, together 

w i t h  i t s  p r e d e c c s o o r 8 ,  8 u c c e s s o r s  and ~ s s i g n s ,  together w i t h  the 

o f f i cers ,  d L r e c t o r o ,  a g e n t s  and employees of  a n y  of them from any 

arid a l l  legal  or equitable claims t h a t  Pelta may have or may have 
e 
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had w i t h  respect t o  Trading  Company's sa les  of  the woodbxking 

machines or other u n f a i r  ac t s  covered hereby f o r  any cor4uct that  

may have occurred up t o  the date of the s igning  of t h i r  agreement 

by Delta. 

ma~iufacturet, trading company, exporter, importcr, pur& iser or  

customer from w h i c h  Trading Company purchaser or t o  whicn Tradinq 

Coapany sel ls  any o f  the woodworking machines covered her&:# 

and/or any portions thereof. If  Trading Company breachee- t h i s  

Xgruxent,  then t h i s  release by Delta t o  Trading Conpany shal l  

become n u l l  and void. Trcding Company releases and discharges 

Delta, together w i t h  i t s  predecessors, successors, a f f i l i a t e d  

czmpanies and assigns, together w i t h  i t s  o f f i c e r s ,  directors ,  

agents and enployees of any o f  them, from any and a l l  causes o f  

action; and claims for  danages t h a t  Trading  Conpany may have 

against them relating t o  or arising out of the present investi-  

g a t i o n  before the Cowairsion and the matters raised therein. If 

Delta breaches t h i s  Agreenent, then the release by Tradi.:g Conpar,:. 

t o  Delta s h a l l  become n u l l  a34 void. 

T h i s  release shal l  not i n  any way extend t o  r a y  other 
- 

. 

0 

1 4 .  As t o  the subject matter o f  t h i ' s  agreement, t h i ,  agree- 

zent s e t s  forth the ent i re  undcrstanCing and agreement of  Delta 

and Trading  Company, and there are no r e s t r i c t i o n s ,  prom-.scs, 

representations, warranties, covenants or understandings other 

t h a n  those expressly s e t  forth or referred to herein. 

agreement supersedes a l l  prior agreements m d  understandings 

between t h e  part ies  with respect to  t h i s  subject matter. 

T h i s  

- 1 5 .  T h i s  agreement s h a l l  be govcrned by t h e  law of t h e  

Commonwealth of Pennsylvania 18 t o  a l l  matters,  i n c l u d i n q  but not 
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l i m i t e d  t o  matters of v a l i d i t y ,  c o n s t r u c t i o n ,  e f fec t  and perfor- 

mance; p r o v i d e d  however ,  t h a t  t h i s  paragraph does n o t  apply t o  any 

matters u n d e r  t h e  U n i t e d  States p a t e n t  laws a n d / o r  other laws of 

the U n i t e d  S t a t e s  w i t h  respect t o  w h i c h  t h e  Federal C o u r t s  have 

preemptive and e x c l u s i v e  j u r i s d i c t i o n .  
- 

l b . - T h i s  agreement may be e x e c u t e d  in two or more c o u n t e r -  

p a r t s  each o f  which s h a l l  be d e e m d  a n  o r i g i n a l ,  b u t  a l l  o f  w h i c h  

together s h a l l  c o n s t i t u t e  o n e  and the sane i n s t r u m e n t .  

17, S u b j e c t  t o  a p p l i c a b l e  law, t h i s  a q r c c m n t  may be amended 

or modified o n l y  by written agreement  o f  Delta arid T r a d i n g  Company 

s i g n e d  by both part ies  o r  by the p a r t y  t o  be charged.  

18 .  Nothing  c o n t a i n e d  i n  t h i s  agreement  n o r  t h e  a c t  of making 

t h i s  agreement  n o r  the e n t r y  of the C o n s e n t  Oreer p u r s u c n t  hereto .. 
s h a l l  be deemed t o  c o n s t i t u t e  any a d m i s s i o n  by e i ther  party hereto 

as t o  t h e  a c c u r a c y ,  or l a c k  of  a c c u r a c y ,  o f  ( a )  any  a l l e g a t i o n  or  

" 



! ;  
Contentron of Delta as set forth in any of tho Complaints or of  

(b) any allegation Or Contention of Trading Company r i  set forth 

in i tr answer thereto. 

' 

IN WiTNESS WHEREOF, this Settlement Agreemeht has been 

executed by theaparties on t h e  dates shown below. 



I, Kenneth R, Masa~, her&y certify that the attached Final  DetepplM ' 
pnl the follawirrg parties via f i r s t  Class mail, and air mail where necessary, m 

tim was servsd 

me 19, 1985. 

Behalf of Carplainant 

John D. Nies Esq 
LeBlanc Nolan Shur & Nies 
1911 Jefferson Davis Highway 
Suits 700 
Arlington VA 22202 

Behal E of Respondents 

David Simn. Es 
Brt;pan Abel I .%ay & Simn 
1156 15th S c . .  Nw 
Washington. D.C. 20005 

Alan E. Branigan 
Griffin Branigan & Butler 
P. 0, Box 2326 
Arlington. VA 22202 

Behalf of RespondFnt 

Toolcoa International. Inc. 
377 N. Anaheim Blvd 
Orange. C4 92668 

Behalf o€ Rtspondent . .  

. Trtnd-Lines. Inc. 
170 GrPrr;rcial St. 
Mal&n M4 02148 

Behalf of Respondent 

Fort Bragg Rent-A1 I .  Inc. 
1855 North Hi&my 1 
P 0. Box 1790 
Fort Bragg. CA 95437 

Behalf oE Respondent 

Pro Shop Power Tools 
313 North Route 83 
Eldurst IL 60126 

&&a1 f of Big Joe Ind Tool Corp. 

Leonard 2 Fingctr. Esq 
Finger, h a l l .  Ghen & Forlano 
River Oaks Bank Bldg 
2001 Kirby Drive. Sui tc  506 
Houston. TX 77019 

Behalf of Mailing List 

Thk Liquidator Inc. 
No 10 
12005 N.E. 12th S t .  
Bellviw MA 98005 

Behalf of Mailing List 

Liquidation Bureau, Inc 
3602 N 35th Avenue 
Phocnix, AZ 85017 

' .. 



I 

Behalf of  Astro Pneumtic Tool Co. 

Alvin G. Gremwald. hq. . . 
Ikrothy 'burpson. a q . .  . 
Greerrwald 6 -son 
6300 Wilshire Blvd - 12th Floor 
b s  Angeles, CA 90048 

Behalf of Grizzly kaports, t i c .  

Gary S. Kindness- Esq. 
Ckistensen. O'Connor.. Johnson 6 Kindness 
2701 Weatin Bldg. 
2001 Sixth Avenue 
Seattle, MA 98121 

Behalf of  Ccnplainant 

Gary M. Hoffnan. Esq. 
Odin Fel- 81 P i t t l m  
10505 Judicial Drive 
Fairfax. VA 22030 

. .  



!e. Charles S. S t a r k  

m- 7115, Min Justice 
mnnrylvania Avenua C Tenth Straet ,  N.Y. 
Wuhington, D.C. 20S30 

AntAttrurt DiV./U.S. a p t  O f  JWtiCa . 
- 

I 

Ebuard ?. Glw, J r . ,  kq. 
& s t  Dir for tntl  Antitart 
F.d.r.1 Trade Camisifon 
moa' 502-4, Wan Building 
Wuhington, D.C. 20S60 

Darr.1 J. Stinstead, fsq. 
a p t . o f  Itealth and Wumur Svcs. 
~ o o c a  5362,  Mrth Building 
330 Independence Avenue, S.W. 
Washington, 3.C. 20201 

Richard Abby,  Erq. 
Chie f  Counsel 
3.3.  Customs Sewice 
1301 Consti tution Avenua, N.W. 
Washington, D.C. 20229 

.. . . 





. 

PUBLIC INSPECTION COPY i - .  . ..., 

UNITED STClTES IN'TERNATIONAL TRADE COMMISSION --- 
Washington, D.C. 20436 

In the Ratter of 

CERTWN WOODWORKING HACHINES 1 
Investigation No. 337-TA-174 

~DDITION~L VIEWS OF VICE' CHC~IRMRN LIEBELER 

While I join in the majority's decision, I do not join in their opinion 

in regard to the domestic industry or injury or tendency to injure. I believe 

t h t  it is appropriate to define seven separate industries in this case, one 

based on each of the seven intellectual property rights held by 

complqinant. A/ The seven industries are ( 1 )  the registered trademark 

"Rockwell"; (2) the registered trademark "Unisaw"' (3) the common-law 

trademark "Contractor's Saw"; (4) the registered Rockwell logo; (5) the '493 

patent; (6) the '100 patent; and (7) the '126 patent. 

With regard to tho industry issue, I note that there is evidence on the 

record that woodwcwkirq machines that infringe the two registered trademarks, 

the one common-law trademark, and the registered logo have been imported into 

1/ See Comp1ainant"s findings of fact (CFF) 24-25, 52, 122-29, 131, 132, 
13;, 1 3 3 . 2 ,  134-35, 136-37. 
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2 .  

the United States and sold to consumers. 2/ 

establish injury and tendency to injure for these industries. Similarly, 

This evidence is sufficient to 

there is evidence on the record that establishes that woodworking machines 

that infringe the three patents have been imported into the United States and 

sold to consumers. 3/ This is sufficient to establish injury and tendency,,to. 

. **L 0 <.,. . 1 
injure for these three industries. 

Consequently, I find that the importation and sale of the subject 

woodworking machines (that is, certain band saws, table saws, tilting arbor 

saws, and planers) that infringe any of the seven intellectual property rights 

have the effect or tendency to substantially injure a domestic industry. 

I ?  
* %  

> I  

. i, 

2/ See initial determination of Feb. 7, 1985 (ID) at 22-26 (adopted by the 
Coimission-see 50 Fed. Reg. 14172 (Flpr. 10, 1985); Commission inveitigative 
attorney's findings of fact 22-48; CFF 123-130.2, 146, 147.2. 

3/ See I D  at 26-27; Transcript of evidentiary hearing at 169-72; CX 37; CX 
38; CFF 142-45. 

I ' I  
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In the Flatter of 1 

CERTAIN WOODWORKING RKHIMES 1 
1 Investigation No. 337-TFI-174 

OPINION OF VICE CHAIRMAN LIEBELER, COmYlISSIONER ECKES, 
COlVmISSIONER LODWICK, AND COMMISSIONER ROHR 

Bac k q round 

Investigation No. 337-TA-174 was conducted to determine whether there is 

a violation of section 337 of the Tariff Act of 1930 (19 U.S.C. 3 1337) in the 

importation or sale of certain 14-inch band saws, 10-inch table saws, tilting 

arbor saws, 8-inch motorized bench saws, 6-inch jointers, shapers, disk/belt 

finishers, wood-planing machines, blade guards, and vertically adjustable rip 

fences. A/ 2/ 

The investigation was instituted on the basis of a complaint alleging 

unfair acts and unfair methods of competition in connection with the 

importation or sale of the subject articles, having the effect or tendency to 

1/ 48 Fed. Reg. 55786 (Dec. 15, 1983); 49 Fed. Reg. 20767 (May 16, 1984). 
-- Sec-infra n. 155 regarding elimination of the subject motorized bench saws, 
jointers, shapers, and disk/belt finishers from controversy, 

CLZconclusion of law in the initial determination concerning the violation of 
section 337 in this investigation; CFF-complainant's proposed finding of 
fact; CPX-complainant's physical exhibit; CX-complainant's documentary 
exhibit; Exh.-exhibit; IAFF-Commission investigative attorney's proposed 
finding of fact; IAPX-Commission investigative attorney's physical exhibit; 
IAX-Commission investigative attorney's documentary exhibit; Tr,-transcript 
(of the evidentiary hearing, unless otherwise indicated); ll-paragraph. 
Citations to the record appearing in this opinion are representative but may 
not be complete listings of all evidence supporting the findings and 
conclusions discussed herein. 

2/ The following abbreviations will be used in this opinion: 
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2 
substantially injure a domestic industry. The unfair acts under investigation 

included alleged patent infringement, common-law and registered trademark 

infringement, false representation of manufacturing source, passing off, and 

false or deceptive advertising, 3/ 

Fifty-three firms were named as parties in the investigation. The 

original complainant was Rockwell International Corp. 

Machinery Corp. was substituted for Rockwell after Delta acquired Rockwell's 

Power Tool Division and the asserted patent and trademark rights, A/ The 

following U.S. and foreign companies were named as respondents o r  were allowed 

Delta International 

to intervene in the investigation: s/ 
1. 
2. 
3. 
4. 
5, 
6. 
7. 
8, 
9. 

10 * 
11 * 
12 8 

13. 
14. 
15 I 
16 I 
17, 
18. 
19 * 
20. 
21. 
22 I 
23. 
24. 

The Tool Guys 
Barrett Tool & Die Manufacturing Corp. 
Sid Tool Co., l'nc,, d/b/a Manhattan Supply Co. 
Industrial Industries International, Inc. 
Conover Woodcraft Specialties, Inc. 
Wilton Corp. 
Wilke Machinery Co. 
American Machine and Tool Co. 
Harbor Freight and Salvage Co., 

CTT Tools, Inc. 
C.0,M.B. Company 
Equipment Importers, Inc,, 

Toolcoa International, Inc, 
Big Joe Industrial Tool Corp. 
Trend-Lines, Inc. 
Fort Bragy Rent-All, Inc. 
Pro Shop Power Tools Co. 
The Liquidator, Inc, 
Liquidation Bureau, Inc. 
Grizzly Imports, Inc , 
Astro-Pneumatic Tool Co, 
Tops Equipment & Tools Co., Ltd. 
Nu Way Machinery Corp. 
Tien Chien Enterprises Co., Ltd. 

d/b/a Central Purchasing, Inc. 

d/b/a Jet Equipment and Tools 

(U.S.A.) II  

II 

II 

II 

II 

II 

II 

II  

II 

II 

II 

II 

II 

II 

I I  

II 

II 

II 

II 

II 

(Taiwan) 
II 

II 

.- 
3/ 48 Fed. Reg. 55786 (Dec. 15, 1983); 49 Fed. Reg. 20767 (May 16, 1984); 

4/ 49 Fed. Reg. 23463 (June 6, 1984). See CFF 20-21, 24-25, 123-28, 

5/ 48 Fed. Reg. 55786 (Uec. 15, 1983); 49 Fed. Reg. 20767 (May 16, 1984); 

VerTfied Revised Amended Complaint; CFF 23-28. 

131, 132, 133, 134, 135, and 136. 

Verrfied Revised Amended Complaint; 50 Fed. Reg. 7969 (Feb. 27, 1985). 
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2 5 .  
26 .  

27 .  
2 8 .  
29 .  
3 0 .  
3 1 .  
3 2 .  
3 3 .  
34 I 
35.  
3 6 .  
37 I 
3 8 .  
39 .  
4 0 .  

4 1 .  
4 2 .  
43 I 
4 4 .  
45 * 
46 .  
47 .  
4 8 ,  
4 9 .  
5 0 .  
5 1 ,  

3 
Yung Li Hsing Electric Works Co., Ltd. (Taiwan) 
Chiu Ting Machinery Co., Ltd. 

(a/k/a Ju Ting Machinery Works Coo, Ltd,) I I  

Upsix Industrial Coo , Ltd, 
Shih Hsin Machinery Industrial Co., Ltd. II 

Dankey International Incorporated 
Kuang Yung Machinery Co., Ltd, 
Shen Kung Machinery Industrial Co., Ltd. II 

Taiwan Sheng Tsai Industrial Co,, Ltd, - II 

Rexon Industrial Corp. I1 

Formosan United Corp, II 

Good Will Mercantile Co. I1 

Show Soon Enterprises Co., Ltd. 
Fortune Development Corp, I1 

King Fen9 Fu Machinery Works Co., Ltd. 
King Tun Fu Machinery Co. II 

Ju Ting Machinery Works Co., Ltd, 
(a/k/a Chiu Ting Machinery Co., Ltd.) II 

Sheng Fen9 Woodworking Machines Co., Ltd, I1 

Allied Manufacturers International Corp. 
Tomita Enterprise Co., Ltd, II  

Soun Ping Machinery Co., Ltd. I I  

Strophe Enterprise Co., Ltd. II 

Leroy International Corp. II 

World Wide Supplies Co., Ltd. II 

TU1 Industrial Co., Ltd. (intervenor) 
Ma0 Shan Machinery Industrial Co., Ltd. (intervenor) I' 
Union Tool Exporters, Ltd. (intervenor) II  

Tauco Manufacturing Co,, Ltd. (South Africa) 

II 

I I  

II 

I I  

II 

II 

II 

During the course of the investigation, the three intervenors and 

twenty-seven of the respondents settled with Delta and were terminated from 

the investigation on the basis of consent orders, €j/ Six other respondents 

- 
6/ Those respondents and intervenors included The Tool Guys, Barrett, Sid, 

Indistrial Industries, Conover, Wilton, Wilke, American Machine and Tool, 
Harbor Freight, CTT, C.O.M.B., Tops, TUI, Mao Shan, Union, Nu Way, Tien Chien, 
Equipment Importers (Jet), Yung Li Hsing, Chiu Ting, Upsix, Grizzly, Shih 
Hsin, Dankey, Kuang Yung, Astro-Pneumatic, Shen Kung, Taiwan Sheng Tsai, 
Rexon" and Ju Ting, See 49 Fed. Reg. 35874 (Sept. 12, 1984); 49 Fed. Reg. 
39118 (Oct. 3 ,  1984); 49 Fed. Reg. 39928 (Oct. 11, 1984); 49 Fed. Reg. 40678 
(Oct, 17, 1984); 49 Fed. Reg. 50314 (Dec. 27 ,  1984);  50  Fed, Reg, 1138 
(Jan, 9 ,  1985); SO Fed. Reg, 3423 (Jan. 24,  1985);  SO Fed. Reg. 7969 
(Feb, 27,  1985), as amended at 50  Fed. Reg. 10236 (Mar. 14,  1985);  50  Fed. 
Reg. 9141,and 9142 (Mar, 6 ,  1985);  50  Fed. Reg. 14172 (Apr. 10, 1985);  5 0  Fed, 
Reg. 20303 (May 15, 1985) .  
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were dismissed for lack of evidence of a section 337 violation. z/ 
During the final stage of the investigation, Delta and six more 

respondents filed joint motions for the entry of consent orders. g/ 

addition, Delta conceded that there was no evidence of a icrction 337 violation 

In 

by one nonsettling respondent. 9/ Consequently, at the khd of the 

investigation, Delta's allegations were focused on the agtivities of eight 

respondents: 

1. World Wide 
2, Toolcoa International 
3, Big Joe 
4 ,  Trend-Lines 
5. Fort Bragg 
6 .  Pro Shop 
7. The Liquidator 
8. Liquidation Bureau 

(Taiwan) 
(U ,s.cI. ) 

I1 

ll 

I1 

11 

I1 ' 

I1 

fin evidentiary hearing was conducted between December $ and 7, 1984. No 

respondents appeared; Delta and the Commission investigative attorney (IA) 

were the only participants. 

On February 7, 1985, the presiding administrative law judge (ALJ) issued 

an initial determination (ID) holding all remaining respondents in default and 

finding all remaining respondents except Strophe and Soun Ping to be in 

violation of section 337. The ALJ determined that Strophe and Soun Ping 

should be dismissed. g/ 
On April 1, 1985, in response to a petition for review filed by the IA, 

the Commission decided to review portions of the ID concerning infringement of 

7/ Those respondents included Tauco, Rllied, Tomita, Sheng Feng, Strophe, 
and-Soun Ping. See 49 Fed. Reg. 32692 (Rug. 15, 1984); 50 Fed. Reg.  3423 
(Jan. 24, 1985); initial determination of Feb. 7, 1985, at 4; 50 Fed. Reg .  
14172 (Apr. 10, 1985). 

Fenq Fu, and King Tun Fu. 
the end of the investigation. 
June 17, 1985, at 3-5, 

9/ That respondent was Leroy International. 

- 8/ Those respondents included Formosan, Good Will, Show Soon, Fortune, King 
The requested consent orders were not entered until 

See Commission Action and Order of 

s4Q infra n.134. 
- lo/ ID at 4 ,  
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common-law trademarks in the external design appearance of complainant's 

10-inch table saw and'14-inch band saw. The Commission also decided to 

review, on its own motion, portions of the ID concerning patent infringement, 

misappropriation, definition of the domestic industry, injury, and the alleged 

violation of section 337 by respondent Leroy International. ll-/ 

The Commission determined not to review portions of the ID concerning 

infringement of the common-law trademark "Contractor's Saw,'' registered 

trademark infringement, false and deceptive advertising, passing off, 

efficient and economic operation of the domestic industry, default, and the 

dismissal of respondents Strophe and Soun Ping. g/ Those portions of the ID 

have become the Commission's determination on the issues discusjed 

therein. s/ However, to supplement those portions of the ID, the Commission 
has adopted certain findings of fact proposed by Delta and the IFI. H/ 

Delta and the IA filed briefs on the issues under review and the issues 

of remedy, the public interest, and bonding. g/ The Commission had requested 

such briefs from all parties, s/ but the respondents did not file any. 

- 1 1 /  50 Fed. Reg. 14172 (Apr. 10, 1985). 
~ - 12/ Id. 
- 13/ See 19 C.F,R. S 210,53(h). 
- 14/ CFF 77-130.2, 146-47.4, 157-73; IAFF 1-17, 22-48, and 227-42. (50 Fed, 

Req, 14172, Rpr. 10, 1985). 
15/ See memorandum of Complainant Delta International Machinery Corp. in 

Response to the Notice of the Commission's Decision to Review (Delta's Review 
Brief); Memorandum of Complainant Delta International Machinery Corp. on 
Remedy, the Public Interest, and Bonding (Delta's Remedy Brief); Reply of 
Complainant Delta International Machinery Corp. to Briefs of the Commission 
Investigative FIttorney (Delta's Reply Brief); Brief of the Commission 
Investigative attorney on the Issue of Violation (Is's Review Brief); Brief of 
the Commission Investigative FIttorney on the Issues of Remedy, Bonding, and 
the Public Interest (IFI's Remedy Brief); Reply Brief of the Commission 
Investigative Rttorney ( I R I S  Reply Brief). 
- 16/ 50 Fed. Reg. 14172 (Apr. 10, 1985). 
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The Commission also solicited written comments from the public and other 

Federal agencies concerning remedy, the public interest, and bonding. u/ No 
comments were received. 

This opinion sets forth our views concerning the issues under review, as 

well as the issues of remedy, the public interest, and bonding. u/ u/ z/ a/ 

Common-law trademark infringement 

A trademark is defined at common law as it is under the Lanham Act: "any 

word, name, symbol, or device, or any combination thereof, adopted and used by 

a manufacturer or a merchant to identify his goods and to distinguish them 

from those manufactured or sold by others." a/ 
or ownership, guarantees quality or constancy, and entitles the owner to 

advertise goods bearing the mark. s/ 

CI trademark indicates origin 

A mark is deemed established and protectible upon proof that: ( 1 )  the 

complainant has a right to use the mark; (2) the mark is inherently 

distinctive or has acquired secondary meaning; ( 3 )  the mark is not primarily 

- 17/ Id. - 18/ -- See also the Fldditional Views of Vice Chairman Liebeler, 
19/ The Commission's decision to grant the six consent order motions pending 

atThe end of the investigation is discussed in the Commission fiction and 
Order of June 17,  1985. (See also 50 Fed, Reg. 16639, June 27,  1 9 8 5 . )  

opinion. 

the evidentiary hearing to contest the allegations made by complainant. See 
Tr. at 1-2. As required in a default case, Delta has made a prima facie case 
of a violation of section 337.  (See 19 C.F.R. f 2 1 0 . 2 5 ( b ) . )  fi default case 
may limit the precedential significance of the Commission's determination as 
compared with the precedential value of determinations made in a fully 
1 i tigated case. 
22/ 15 U.S.C, 1127; 1 McCarthy, Trademarks and Unfair Competition, 5 3 : l  

(2% Ed, 1984); Certain Sinqle Handle Faucets, Investigation No. 337-Th-167, 
USITC Publication 1606, ID at 34-35 (Nov. 1984) (Single Handle Faucets); 
Certain Trolley Wheel Rssemblies, Investigation No. 337-Th-161, USITC 
Publication 1605, ID at 34-35 (Nov. 1984) (Trolley Wheel Assemblies). 

2J/ The findings of fact adopted in support of this opinion are cited in the 

ZlJ This is a default case, i.e.,,.the named respondents did not appear at 

- 23/ Noto, supra, no22. 
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functional; and (4) the mark is not generic. a/ The basic test for 
ipfringement is the likelihood of confusion in the minds of a substantial 

number of reasonable buyers. g/ 

The marks under review are the overall external designs of Delta's 

10-inch table,saw and 14-inch band saw. a/ The FILJ determined that Delta had 

established common-law trademark rights in both designs. E/ The Commission 
has reviewed portions of the ID concerning functionality and secondary 

meaning. We affirm the FlLJ's conclusion that the designs in question are 

primarily nonfunctional but reverse the conclusion that the designs have 

acquired secondary meaning. 

Functionality 

The 'concept of functionality historically has been expressed in terms of 

utility, &/ 
in In re Morton-Norwich Products, 1nc.-i.e., whether competition will be 

In that regard, the Commission has adopted'the test enunciated 

hindered by preventing others from copying the design or configuravn in 

question. E/ 
Morton-Norwich listed the following factors as relevant considerations in 

determining functionality: ( 1 )  whether the utilitarian advantages of the 

design are touted in advertising; (2) whether the particular 1 sign results 
a 

from a comparatively simple or cheap method of manufacture; (3) whether there 

- 24/ Singlc Handle Faucets at 35; Trolley Wheel Flssemblies at 35. 
a/ Single Handle Faucets at 47; Trolley-Wheel Flssemblies at 35, 
g/ ID at 12-17 and CL 3. 
a/ In re Dennison Mfg. C o . ,  39 F.2d 720 (C.C.P.FI. 1930); Sparklets Corp. v. 

a/ See In' re Morton-Norwich Products, Inc., 671 F.2d 1332 (C.C,P.A. 1982); 

- 26/ See CFF 37-38. 

Walter Kidde Sales Co., 104 F.2d 396, 399 (C,C,P,Fl. 1939). 

Faucets at 36; 'Trolley Wheel FIssemblies at 36-37. 
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exists a utility patent which discloses the utilitarian advantage of the 

design for which production is sought; and (4) whether commercial alternatives 

arc available. %/ The foregoing factors are aids in determining 

functionality; a/ no single factor is dispositive. 
In the present investigation, the ALJ concluded that the configuration of  

each saw is overall nonfunctional because: ( 1 )  the design features of each 

saw are neither necessary nor utilitarian; (2) each saw can be produced more 

cheaply using other designs; and (3) alternative designs havd been used in 

competitors' saws, without affecting the quality of performance. u/ 
The ID lists the design features that the CILJ found to be 

nonfunctional. =/ However, it does not discuss whether aspects of any 

feature are functional. The Commission reviewed the issue of functionality 

because, in this case, a mere listing of nonfunctional design features is not 

sufficient. a/ 
individual components of each asserted design mark. 

Set forth below is our assessment of the f,unctionality of the 

- 30/ Morton-Norwich at 1340-41. - 31/ Id. at 1340. 
32/ ID at 16-17. - 33/ g. at 9-10. 
a/ Recent decisions by the United States Court of Appeals for the Federal 

Circuit (CAFC) indicate that the best way of analyzing the 
functionality of a complex overall design may be to do so from the standpoint 
of the design's facto functional features, In Textron, Inc. v. U . S . I . T . C . ,  
NO. 84-1261, - F.2d - (Fed. Cir. 1985), the CAFC stated that- 

fure 

[WJe do not retreat from the position that the 
determination of whether an overall design is functional 
should be based on the superiority of the design as a 
whole, rather than on whether each design feature is 
'useful' or 'serves a utilitarian purpose.i [In pe 
Teledyne, Inc., 676 F.2d at 971; tlorton-Norwich, supra, 
671 F.2d at 1339.1 We merely acknowledge, as this cgurt 
did in similar circumstances in Teledyne, that the best way 
the Commission may have had to analyze the & iure 
functionality o f  a complex overall design was to do so from 
the standpoint of its de facto functional features. 

Textron, slip opinion at 14. 
(Footnote Continued) 
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1 .  Table Saw 

Circular handwheels havinq three spokes. Several of Delta's "legitimate" 

competitors use circular handwheels having three spokes (webbs). g/ However, 

there are commercially acceptable alternative designs available. %/ Certain 

settling respondents, for example, have agreed to change the design of their 

handwheels to knobs or to solid wheels or to wheels having more or fewer than 

three spokes and have agreed that these modifications will not affect the 

quality or performance of their machines. u/ 
handwheels is therefore nonfunctional. 

The design of Delta's 

Appearance of the blade guard. The design of Delta's blade guard is 

disclosed and claimed in one of the patents under investigation-i.e., U.S. 

Letters Patent 3,754,493 ('493 patent). =/ Under Morton-Norwich, the 

existence of a utility patent covering a design is evidence of its 

(Footnote Continued) 
The appropriateness of analyzing functionality from the standpoint of the 

individual design components was tacitly reiterated in New England Butt Co. v. 
U.S.I.T.C., No, 83-1402, slip opinion, - F.2d - (Fed. Cir. 1985), In 
affirming the Commission's conclusion of the functionality of the overall 
design mark at issue in that case, the CAFC made the following observations 
concerning the Commission's approach: 

The fiLJ did indeed examine the utilitarian nature of each 
of the twenty-two components claimed by New England Butt to 
constitute its trademark. However, the purpose of this 
examination was to determine the functionality of each 
feature as reflected in the machine's overall appearance. 
The Commission reviewed each of the relevant components and 
found that each component is functional or irrelevant for 
trademark purposes. [Footnote omitted.] , . . . The 
Commission then analyzed the braider's overall 
configuration to see if the particular design is 
functional, by turning to the analysis set forth in Morton 
Norwich, supra at 8-9. 

New England Butt, slip opinion at 10. 
- 35/ IAFF 60-63. 
- 36/ IAFF 64. 
- 37/ IAFF 65. 
- 3 8 /  CX 1. See also IAFF 110-11. 
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functionality. g/ The specific shape of the blade guard used by Delta is not 

required by the '493 patent, however. */ Furthermore, Delta's legitimate 
competitors and the settling respondents use blade guards having a different 

shape than Dclta's. 411 The shape of Delta's blade guard is therefore 

nonfunctional. - 

The transparency of Delta's blade guard is functional, however, because 

it is a safety feature. 

from inadvertently contacting the saw blade 4J/; the transparency of the blade 

guard permits the saw qser to see the work in progress. 

The blade guard prevents the person using the saw 

Appearance of the ribbed surface on the extension winss. Delta 

advertises that the ribbed surface prevents warping and distortion. a/ Use 

of ribbed surfaces also results in lower production costs because of reduced 

surface areas to be wchined. */ 
4 

The appearance of the ribs (i.e., size and location) is nonfunctional, 

however, Althouqh Competitors place ribs on the extension wings of their 

saws, the appearance of the ribs on their saws differs from the appearance of 

tho ribs on Dolta's saws. s/ Furthermore, the modifications agreed to in the 

various settlement agreements demonstrate that numerous other rib designs are 

available for use. %/ 

Rounded quide bar. The table saw design in question has two bars: one 

in the front and one in the rear. The adjustable rip fence under 

- 39/ 671 F.2d 1340-41. - 40/ See CX 1; IRFF 112. - 41/ See IFIFF 113. 
- 42/ IAFF 110. - 43/ IAFF 66-67. - 44/ IAFF 67. - 45/ IAFF 68-72. e/ IAFF 73. 
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i nves t i gat ion  g/ i s  attached t o  these guide ba r s .  (The r i p  fence i s  

adjustable from side to side, so that the person us ing  the saw can set  the 

width o f  the wood to  be r ipped.)  Guide bars  are necessary t o  keep the r i p  

fence properly al igned, i . e . ,  perpend,icular t o  the f ront  and rear  o f  the 

machine. %/ - 

D e l t a ' s  guide bars are cy l indr ica l , ,  and theybare. provided with an 

incremental sca le  on the top o f  the f ront  bar in order t o  a s s i s t  the worker in 

sett ing  the des i red cutt ing width. s/ 
leqjtimate competitors are s imi la r  to  DeJta ' s  in appearance, and Delta  has 

allowed s e t t l i n g  respondents t o  r e ta i n  the cy l i nd r i ca l  guide bars  with 

The guide bars on the machines o f  two 

incremental scala3 having qradations s im i l a r  to  ,those found in a r u l e r .  B/ 
The quide bars  on theytable saws o f  two other,<competitors are  angular with 

incremental sca les .  %/ The cy l i nd r i ca l  shape o f  the guide bars  i s  

nonfuncti,onal. However, the placement o f  incremental scales on such guide 

bars i s  funct ional .  

The des ign  and appearance o f  the lever  used t o  adjust  and move the r i p  

- fence, 

t o  the f r on t  and rear  guide bars, t ightens anjA,+straightens the fence in  the 

desired pos i t ion ,  and then locks the rear  o f  the fence, z/ Delta  a l leged 

Delta  uses a ,single contro l  lever  (handle)- that attaches the r i p  fence 

only that the external conf igurat ion o f  the clamp and lever  has trademark 

s i gn i f i cance.  

f ront  and rear  guide bars and the locking mechanism us ing  one lever ,  s/ 
The clamp i s  the component that attaches the r i p  fence t o  the 

- 47/ See -- infra t h i s  opinion at 32, - 48/  IAFF 88-89, - 49/ IAFF 8 9 .  - 50/ IRFF 90-92. - 51/ IAFF 93-94. - 52/ IAFF 95.  - 53/ Id. 
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Delta's clamps are round in contour, whereas the clamps of most of 

De 1 ta ' s competitors are general ly rectangular in contour I %/ 

confiquration of the lever (or levers in the case of those using two levers) 

is also different from Delta's. %/ The use of alternativO configurations by 

other competitors, inclding settling respondents, E/ indicates that the 
external configuration of the clamp and lever is nonfunctional. 

The 

Appearance of the miter game. Miter gauges are used to set the angle of 

the material to be cut as it hits the blade. E/ The m o a t  commonly used 

wngles are 90 degrees, 45 degrees left, and 45 degrees right. =/ Delta's 

miter gauges have three s m l l  protrusions to enable the user to quickly set 

the gauge at the three mppt cornonly used angles. g/ The miter gauge also 

has a bar that is placed in grooves on either side o f  the saw blade. a/ The 
size of this bar is set by industry standard. 6J/ 

The miter gauges o f  a11 of  Delta's domestic competitors and the settling 

respondents have the three s m l l  protrusions and a gauge bar. E/ The primary 
difference between Delta's miter gauges and those used by other companies is  

the configuration of the handle (knob). Delta uses a short cylindrical handle 

and the others, including the settling respondents, use a long cylindrical 

handle. e/ 

- 54 /  IAFF 95. ;  98-103. - 55/ IAFF 98-104. - 56/ IRFF 105. 
E/ IAFF 83, - 58/ Id. 
59/ See Tr. at 97, 105-06. 

6J/ Tr. at 106. 
62/ Tr. at 96-97; CX 49 at 1-4, 7-8;  SCX 34 at 27; CX 30, Exh. F ;  CX 32, 

- z/ fd. 

E x r  B at 2; CX 34, Exh. C-7.) - 63/ IAFF 84-07. 
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The only aspect of Delta's miter gauge that appears to be nonfunctional 

is the configuration o'f the handle. 6s stated previously, the three 

protrusions facilitates the setting of the miter gauge at the three most 

commonly used angles, and the configuration of the gauge bar is set by 

industry standard. Consequently, those aspects of the miter gauge are 

functional. 

Location of the controls. The location of the controls was selected on 

the basis of ease of operation-a fact that Delta has advertised. e/ 
evidence of the functionality of the location of the controls. 

This is 

The 

advertisements for other companies' machines depict similar locations for 

controls; the sole difference is that some are of a left-hand configuration, 

and the others, a right-hand configuration. (The right-hand configuration is 

the most commonly used.) e/ 
Further evidence of the functionality of the location of the controls is 

the fact that Delta's agreements with the settling respondents permit the 

respondents to retain the location of the controls on their machines, although 

the respondents are required to change the appearance of the controls. a/ 
The location of the controls is therefore functional. 

Desiqn, location, and color scheme of identification name plate and blade 

angle gauge at the front of the machine. There is no evidence on the record 

with respect to the color scheme of the identification name plate and blade 

angle guide for machines other than Delta's and one settling respondent. t i J  

However, the color scheme used by Delta (black, white, and red) appears to be 

nonfunctional. 

- 64/ IFlFF 74-75, e/ ICIFF 76-80. 
- 66/ IFlFF 81, 
E/ IAFF 109# 
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The locat ion  o f  the blade angle gauge a t  the f ront  o f  the machine appears 

t o  be functional,  however, f o r  the same reasons that the locat ion  of  the 

controls  a re  funct ional .  E/ 
As indicated above, the fol lowing aspects o f  De l t a ' s  tab le  saw are 

funct ional:  (1) the transparency o f  the blade guard; ( 2 )  the conf igurat ion of 

the miter gauge (except the shape and s i ze  o f  the handle); and (3) the 

locat ion  of  the controls  (handwheels, gauges, and switches). 

Nevertheless, we f i nd  the des ign  o f  the table  saw i s  o ve ra l l  

nonfunctional, a s  evidenced by:  

shape of the blade guard; ( 3 )  the appearance o f  the extension wings; ( 4 )  the 

(1) the appearance of  handwheels; ( 2 )  the 

rounded guide bars ;  (5)  the appearance o f  the r i p  fence lever  and the rounded 

configuration o f  the r i p  fence clamp; (6) the appearance o f  the handle on the 

miter gauge; and ( 7 )  the co lor  scheme and des ign  of the name p late  and blade 

angle gauge. 

neither necessary nor u t i l i t a r i a n ;  De l t a ' s  table saw can be produced more 

cheaply us ing  other designs;  and a l ternat ive  des igns  have been used in  

competitors' table saws without af fect ing  the qua l i t y  o f  performance. 

Moreover, most o f  the design features o f  the table saw are 

We affirm the ALJ's conclus ion that the external des ign  o f  De l t a ' s  table 

saw i s  overa l l  nonfunctional. 

2. Band Saw 

De l ta ' s  " s l im l ine ' '  des ign  leaves most of the adjustment contro l s ,  the 

frame ( including reinforcing webbs), and the blade guides exposed to  view, fi/ 
The design uses four  l ight cast ings  a s  housings (two f o r  the f r on t  and rear  

top housings and two f o r  the f ront  and rear bottom housings) and an external 

- 68/ See IAFF 1 0 6 4 8 .  
e/ IAFF 124, 131, 132, 134.  
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"C" casting as the frame to join the top and bottom portions of the saw 

together. The tops and bottoms of each of the four housings are a 

near-perf ec t arc. 7CJ 

The miter gauge for Delta's band saw is the same as that utilized on the 

table saw. Consequently, we find the appearance of the miter gauge to be 

functional in part. (As stated previously, the three protrusions on the miter 

gauge serve the purpose of facilitating the setting of the miter gauge at the 

three most commonly used angles. 

industry standard.) In addition, we also find the specific appearance (i,e,, 

transparency) of the blade guide to be functional per se, 

The configuration of the gauge bar is set by 

Nevertheless, we affirm the ALJ's conclusion that the external 

configuration of Delta's band saw is overall nonfunctional. We note that the 

table saw's overall design is not covered by a utility patent. Furthermore, 

the utilitarian advantages of the overall design are not touted in advertising. 

In addition, band saws can be produced more cheaply using other 

designs, 7lJ and alternative designs have been used in competitors' saws 

without affecting the quality of performance. z/ 
nonfunctionality of Delta's slim line band saw design lies in the fact that 

the components of the saw are left exposed to view (whereas the nonaccused saw 

designs (e.g., "bathtub" designs) place the components within housings). =/ 

The bathtub designs tend to be more massive, and the settlement designs 

The arbitrariness or 

are heavier and require more steps in production than the slim line 

design. B/ There appears to be, however, effective competition from 
producers utilizing bathtub designs. Furthermore, settling respondents have 

E/ IAFF 119,  - 71/ See ICIFF 127. 
g/ See IAFF 119-22, 128, 137.  
- 73/ IAFF 119, 124, 131, 132, 134.  - 74/ See_ qenerally IAFF 119, 121-135, 
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agreed to modify their designs and have agreed that the specified 

modifications will not' affect the quality or operation of the imported 

machines. E/ These factors lead us to conclude that the design of Delta's 
bdnd saw is overall nonfunctional. 

Secondary meaning 

lllthough nonfunctional, the designs in question are not entitled to 

trademark protection unless they have acquired secondary meaning. B/ To 

establish secondary meaning, it must be shown that a substantial number of the 

relevant consumer group associates the mark with a single source. a/ 
party seeking protection for its proposed mark must show that there is 

The 

substantial evidence of secondary meaning, not merely a remote possibility. fs/ 

Proof of secondary meaning may be shown by direct and/or circumstantial 

evidence, Direct evidence includes statements of buyers and also may include 

professionally conducted consumer surveys. E/ Circumstantial evidence may 
include evidence of the nature and extent of the seller's advertising and 

promotional efforts, the size of the seller, number of sales made, amounts 

spent in advertising, length of use of the mark, and similar evidence tending 

to show wide exposure of the relevant buyer class to the mark in 

question. B/ 
inference that secondary meaning has been established. el/ 

Such evidence is relevant but will not necessarily justify an 

- 75/ IllFF 133, 137. 
76/ See Single Handle Faucets at 40; Trolley Wheel Assemblies at 41; 
- 77/ Sinqle Handle faucets at 40; Trolley Wheel Assemblies at 41; 1 PlcCarthy, 

- 78/ Note, supra, n.77. - 79/ Single Handle Faucets at 41; Trolley Wheel Assemblies at 41-42; 1 
McCarthy, supra, $ 15.11. 

1 KCarthy, supra, S 15:l. 

supra, 5 1S:ll. 

80/ Note,, supra, n. 79. - 81/ Trolley Wheel llssemblies at 42; 1 McCarthy, supra, 5 s  lS:ll, 15:16. 
- 
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In determining that the overall designs of Delta's table saw and band saw 

had acquired secondary meaning, the ALJ relied on: ( I )  a survey study in 

which a net unduplicated 2 5 . 8  percent of the total interviewees correctly 

identified photographs of Delta's band saw and a net unduplicated 2 9 . 9  percent 

correctly identified Delta's table saw; ( 2 )  evidence of the length and extent 

of Delta's use of the product configurations, sales of the machines, and 

advertising; and (3) evidence of respondents' intentional copying of the 

Delta's designs in controversy. g/ 

We conclude that the factors cited by the FILJ do not provide adequate 

support for a finding that the designs in question have acquired secondary 

meaning. 

1 .  Survey 

To establish that the designs in question have acquired secondary 

meaninq, Delta was required to show that a substantial number of persons in 

the relevant consumer group associate the designs in question with a single 

source. %/ The relevant consumer group for the subject saws includes home 

craftsmen, home builders, tradespeople in factories and industrial arts 

classes, cabinet shops, and maintenance shops. u/ 
The survey conducted by Delta in the present investigation defined the 

survey universe as consisting of males over 25 years of age who had used their 

82/ ID at 13-15, (a also ID at 6 n.4; CFF 37-68, 78-79.1,  83; rebuttal 
CFF37.1-38 .2 ,  47 .1-47 .3 ,  55 .2 -55 .4 ,  5 6 , l - 5 7 . 4 ,  6 2 . 1 ,  6 5 . 1 ,  6 6 , l  .) The FILJ 
also commented that the fact that respondents have engaged in passing off is a 
further indication that the product configurations in question have acquired 
secondary meaning. ID at 35 .  

83 /  Single Handle Faucets at 40; Trolley Wheel Assemblies at 41; 1 McCarthy, 
supra, $ 1 5 : l l .  
- 84/  CFF 77.  
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band saw o r  table saw within the preceding s ix  months. e/ The universe 

not express ly  include persons who were contemplating the purchase of a 

table saw o r  band saw. Universes s imi lar  t o  t h i s  have been found by courts t o  

be flawed because they were restr icted to  past purchasers and d i d  not include 

"potential  purchasers, I' i . e . ,  persons contemplating purchase, %/ 

I n  defense o f  the universe used, Delta pointed out that the "custom 

woodworker, I' "remodeler," and "other" categories made up more than 50 percent 

of the survey respondents and that it reasonably could be assumed that: 

(1) home remodelers and owners o f  various i ndu s t r i a l  shops would be l i k e l y  t o  

own more than one band saw o r  table saw; (2) a f te r  a period o f  extensive use 

of a table saw o r  band saw, a saw owner would seek t o  replace the used saw 

w i t h  a newer model; and ( 3 )  it is l i k e l y  that one who has extensively used a 

table saw or band saw eventually would become a purchaser o f  such a saw. E/ 
These assumptions were intended to demonstrate that, i n  addit ion  to  being 

"owners," the survey respondents to whom the assumptions applied were a l s o  

"potential purchasers."  Delta d i d  not c i t e  any evidence on the record that 

would support i t s  assumptions. 

Even assuming, arsuendo, that De l t a ' s  assumptions are wel l  founded, they 

do not account for  the other major category, home-users. I n  light o f  the 

85/ Interviewers were to ld :  " I n  order t o  qua l i f y  f o r  interview, the man 
must e i t he r  own h i s  own t oo l  o r  use it often enough t o  consider it ' h i s  
own' .I1 CX 63 at 7 .  

86/ I n  Universal  C i ty  Studios,  I n c .  v .  Wintendo Co . ,  L t d . ,  the plaintiff 
conducted a survey among persons who had purchased o r  leased the defendant's 
"Donkey Kong" game in  order t o  determine whether they associated the game with 
the p l a i n t i f f ,  who owned the r i g h t s  t o  "King Kong." The U , S .  Court o f  FIppeals 
f o r  the Second C i r c u i t  held that the universe was too r e s t r i c t i v e ,  because it 
was l imited to past purchasers o r  lessees and d i d  not include persons who were 
contemplating the purchase o r  lease o f  the product i n  quest ion,  746 F.2d 112, 
118 (2d C i r .  1984) .  - 87/ De l t a ' s  R e p l y  B r i e f  at 4-5. 
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expense and durability of the saws in question, e/ it reasonably can be 
inferred that once a home-user has purchased one of the saws in question, he 

is not likely to be in the market for a second saw of the same type. e/ This 
inference is supported by the fact that those home-users deposed by Delta who 

offered testimony concerning the types and numbers of-woodworking machines 

that they owned did not, own more than one 14-inch band saw or 10-inch table 

saw at the same time. %/ 

Home-users account for a substantial portion of the market for the saws 

in question. Delta estimates that approximately of the 

end-users of the subject table saw and band saw are home-users. 9lJ In the 

survey, approximately 44.2 percent of the total respondents seeing photographs 

of the band saw and 44.8 percent of those seeing photographs of the table saw 

described themselves as "home craftsman." %/ 

88/ The retail prices of Delta's table saw and band saw range from $600 to 
$800. Tr. at 240-41. 
proposed findinqs of fact), 284. -- See also CFF 160. 

InGstigation No. 337-TA-152, the Commission approved universe criteria 
similar to that used in the present investigation. The survey universe in 
that case consisted of women 21 years of age and over who were users of 
plastic food storage containers. USITC Publication 1563 at 80 (1984). 
Plastic Food Storaqe Containers is distinguishable from the present 
investigation, partly because the universe in that case was factually much 
broader than the universe in the present investigation. More importantly, it 
reasonably can be inferred that, given the nature of the product in question 
(plastic dishes), the relevant universe in the Plastic Food Storage Containers 
survey would be more likely to include potential purchasers of the articles in 
question than would the universe in the present investigation. 

%/ CPX 11, Tr. at 5; CPX 13, Tr. at 5, 6, 8; CPX 15, Tr. at 3; CPX 22 at 4, 
5. The only home-user deponents who reported purchasing more than one of the 
saws in question initially had purchased a Taiwan band saw or table saw, had 
been dissatisfied with the saw, and had returned it to the vendor or resold 
the saw and purchased a Delta saw as a replacement. CPX 11, Tr. at 5, 6, 7; 
CPX 13, Tr, at 6, 7, 8 10; CPX 22 at 4, 5, 11-13. 

See also IAFF 280, 282, 277 (on page 52 of the IRIS 

89/ Delta argued that in Certain Plastic Food Storage Containers, 

u/ CFF 77; Tr. 184-85. 
92/ CX 63 at F i g ,  8 ,  
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The universe used in Delta's survey in the present investigation skews 

the survey results because owners and extensive users of expensive machines 

such as the table saw or band saw at issue in this investigation have intimate 

knowledge of the appearance of the table saws and band saws and their 

components and are most likely to recognize the product configuration at 

issue. %/ 

Delta cites Brooks Shoe Co. v. Suave Shoe Co. as support for the position 

that the survey universe was appropriately limited to Owners of the saws in 

question. E/ CI survey universe defined as "owners-of-the-product" may be 

acceptable or unacceptable depending on the situation. 

(i,e,, persons contemplating purchase) must be included in I survey that is 

offered as evidence of secondary meaning. 

Potential purchasers 

In the broad range of'consumer 

qoods, shoes are relatively short lived. (61 person customarily owns more than 

one pair at a time, perhaps several types concurrently, and even duplicates 

within the same type.) Present owners of shoes generally, and owners of a 

particular type of shoe (such as athletic shoes), are likely in the future to 

purchase additional shoes generally or of a type previously purchased; there 

is a high coincidence of owners and potential purchasers. 

may be sufficient to validate a survey even though the universe as defined did 

That coincidence 

not expressly include potential purchasers, 

93/ In Brooks Shoe Co. v. Suave Shoe Co., the plaintiff Conducted a survey 
amzq spectators and contestants at a track meet to determine the degree of 
recognition of the "V" design used on the sides of Brooks" shoes. The court 
held that the plaintiff's survey was not statistica'lly random because the 
survey universc consisted of persons most likely to recognize the mark in 
question (i,e., spectators and contestants at the track meet) instead of those 
persons whose opinion would fairly represent the opinions of consumers of 
athletic footwear. 533 F. Supp. 75, 80 ( S .D .  Fla. 1980). 

whsh consisted of owners of athletic shoes. 
Fla. 1980). 

94/ In Brooks Shoe, the court accepted defendant's survey the universe of 
533 F .  Supp. 75, 80-81 (S.D. 
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The opposite is to be expected when the product in question is 

comparatively expensive and relatively long lived, as are the woodworking 

machines that are the subject of this investigation. Present Owners are not 

likcly to purchase additional products of the same type or to soon purchase 

replacements; there is a low coincidence of owners and potential purchasers, 

(a low coincidence is particularly true as to owners who are home-users, as 

discussed above.) 

these characteristics will effectively exclude potential purchasers to such a 

degree as to render the survey invalid. 

A survey universe defined as the owners of a product having 

I 

The reliability of the survey is diminished further by the fact that the 

survey did not utilize control photographs-i.e., pictures of similar types of 

machinery manufactured by other companies. Although the survey contained 

internal controls (e.g., interviewees were asked the reason why they 

identified the saws in question as being a particular brand or the product of 

a particular manufacturer), control photographs should have been used to 

ascertain the extent to which the public associates woodworking machines with 

Rockwell/Delta exclusively. Delta's sales of the subject machines are second 

only to those of Sears, Roebuck, 6 Co. s/ That circumstance increased the 
likelihood that an interviewee would answer "Rockwell" and/or "Delta" in 

response to the key question on the basis of familiarity with the brand names 

rather than recognition of the product configuration. %/ 

- 95/ IaFF 164. 
96/ On additional consideration which diminished the reliability of the 

survey was the fact that the interviewers were not given sufficiently specific 
instructions about selecting persons to approach as possible interviewees. 

CX 63 at 7 and Exh. B at 1. See also IAFF 149-50. The absence of such 
guidelines gave interviewers too much discretion. Such discretion has the 
potential for bias. 

(See also IAFF 165.) 
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Yet another factor that leads us t o  conclude that the survey i n  t h i s  case 

i s  not en t i t l ed  to  substantial  weight as d i r ec t  evidence of  secondary meaning 

i s  that, even accepted a t  face value, the percentages o f  correct responses are 

re l a t i ve l y  low. There i s  no prescribed recognit ion  rate f o r  determining what 

weight a survey i s  ent i t led t o  a s  evidence o f  secondary meaning. However, t h e  

percentages of correct responses in t h i s  investigation-a net unduplicated 

2 5 . 8  percent for  the band saw and a net unduplicated 2 9 . 9  percent f o r  the 

table saw-are re l a t i ve l y  low in  l ight o f  the narrowness o f  the universe and 

compared w i t h  survey recognit ion rates  g i ven  substant ia l  weight as evidence o f  

secondary meaning in previous invest igat ions.  E/ 
I n  Cer ta in  Heavy-Duty Staple Gun Tackers, the Commission accepted a 

survey a s  evidence o f  secondary meaning even though the recognit ion l eve l s  at 

the var ious survey locat ions were 14 ,  30; and 4 0  percent. s/ Delta  argued 

that those f i gures  are s imi la r  t o  the percentages of correct responses in each 

- 97/ I n  S i ng l e  Handle Faucets, the Commission re l i ed  on a survey in  which the 
responses were 63 percent correct (after  adjustments f o r  "good guessers") 
among plumbers, who accounted f o r  75 percent o f  the purchases o f  the products 
at i s sue.  S i ng l e  Handle Faucets a t  41-44. The Commission a l s o  accepted a 
second survey in which correct responses amounted t o  34 percent. However, the 
Commission viewed the second survey merely as an adjunct t o  the f i r s t  one, 
s ince it corroborated the re su l t s  o f  the f i r s t  survey but d i d  not  have a s  high 
a degree o f  r e l i a b i l i t y .  Id. at 43-44. I n  Cer ta in  Sneakers With Fabr ic  
Uppers and Rubber Soles,  I nves t i gat ion  No. 337-Th-118 (Sneakers), the 
Commission s imi la r l y  placed substant ia l  re l i ance  on a survey having a correct  
recognit ion rate  of over 67  percent. USITC Pub 1366, Views o f  the Commission 
at 8-12 (Mar .  19831, See a l s o  Certa in  Cube Puzz les,  I nves t i gat ion  No, 
337-Th-112, (Cube Puzzles), in which the Commission accepted surveys having 
correct response rates of 33,  4 0 ,  and 72 percent. USITC Publ icat ion  1334, 
Views o f  Chairman Eckes and Commissioner Haggart at 13-14, Views o f  
Commissioner Stern  at 1 (Jan. 1983) .  

U S E C  Publ icat ion  1506, I D  at 29-43 (Mar .  1 9 8 4 ) .  
98/ Certa in  Heavy-Duty Staple Gun Tackers, I n ve s t i ga t i on  No. 337-TA-137, 
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geographic area where the survey in the present investigation was 

conducted. E/ 
Staple gun tackers are low-priced, relatively high-volume products, m/ 

whereas the subject table saws and band saws are expensive items with a 

smaller volume of sales and a relatively sophisticated market. m/ Consumers 

are less likely to make a purely random purchase of an expensive item and thus 

would be presumed to have more familiarity with the expensive item prior to 

purchasing it. 

The universe in the present investigation was limited to persons who had 

used their own table saw or band saw within the last six months (or those who 

had used one often enough to consider it his own). 

an intimate knowledge of the appearance of the table saws and band saws and 

their components. Consequently, it is more likely that they would correctly 

identify a table saw or band saw by its appearance as being a Delta product 

These persons would have 

than would a more representative (i.e., broader) universe. Yet, only the net 

unduplicated 2 5 . 8  percent of the survey respondents correctly identified the 

band saw and a net unduplicated 2 9 . 9  percent correctly identified the table 

saw. 1021 

99/ In the present investigation, recognition rates at the various locations 
we; 3 7 . 3  (San Francisco, CFI), 36 (Columbus, OH), 28 (Boston, MA) and 18 
percent (Fairfax County, VFI) for the table saw. CFF 60 .  For the band saw, 
the recognition rates were 3 3 . 3  (Fairfax County, Virginia) 2 5 . 6  (San 
Francisco), 34 (Columbus), and 14 percent (Boston). CFF 63. 
- 100/ See USITC Publication 1506, findings of fact 17-19, 69, 129,  149-50. 
101/ CfF 77; IAFF 158, 279-80, 282, 277 (on page 52 of the IA's proposed 

102/ Staple Gun Tackers also is distinguishable from the present case because 
findings of fact), 284, 287 ,  

t h e 1 4  percent recognition rate at one survey location in that investigation 
(San Diego, CFI) could have been attributed to the fact that the complainant's 
staple guns had been sold at that location only for a few months prior to the 

(Footnote continued) 
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The net unduplicated 2 5 . 8  and 2 9 . 9  recognit ion rates in t h i s  case are 

low, consider ing tha t ' De l t a ' s  sa les  o f  the subject saws are second only t o  

those o f  Sears ,  Roebuck 6 Co.;  m/ the product configurations i n  quest ion 

have been used s ince 1945 and 1970 respectively;  u/ and the survey universe 

was l imited,  in  effect, t o  those persons who would be most l i k e l y  t o  g i v e  the 

correct  response. 

I n  sum, we conclude that the survey i n  t h i s  invest igat ion  i s  ent i t led  to  

l i t t l e  weight a s  d i rect  evidence o f  secondary meaning. 
I 

2 .  Extent of sa les  and adver t i s inq  

Delta  has engaged in  extensive advert i s ing  and sa les  of the subject 

machines. De l ta  contends that the length o f  use of  the marks, the volume o f  

sa les  o f  the subject machines, and the nature and extent o f  i t s  adver t i s ing  

supports a finding o f  secondary meaning. =/ 
(Footnote continued) 
survey. Staple Gun Tackers at 43.  For that reason, the pres id ing  ALJ stated 
that even i f  rates  i n  excess o f  25 percent were required, the 30 and 40 
percent recognit ion  rates a t  other locat ions  s a t i s f i e d  that requirement and 
the 14 percent recognit ion rate  in San Diego should not be discounted o r  used 
to  d i s c red i t  the r e l i a b i l i t y  o f  the survey a s  a whole. Id. 

1945 throughout the United S tates .  See CFF 39-40 and 4 2 .  Dr.  Sorenson 
t e s t i f i e d  that in select ing var ious s i t e s  where the interviews were to be 
carr ied out, he sought geographic areas where Delta  was doing wel l  in terms o f  
sa les  penetration, as  well  a s  areas where De l ta  was not doihg so we l l .  Tr .  at  
331-32; ICIPX 18 at 36 .  He a l s o  t e s t i f i e d  that survey interviews in  each 
geographic area were conducted outs ide s tores  and lumberyards where De l ta '  I 

products were so ld  and presumably outs ide s tores  where Delta  t oo l s  were not  
so ld.  Id. 
141-48; rebuttal  CFF 55 .2 -55 .3 . )  

Delta  d i d  not c i t e  any spec ia l  or unusual circumstance that would account 
fo r  the 14 and 18 percent recognit ion  rates  at par t i cu la r  geographic locat ions  
i n  t h i s  case, however. 

Delta  has been s e l l i n g  i t s  tab le  saw s ince 1970 and i t s  band saw s ince 

This  was done to  achieve the proper m i x .  Id. (m genera l l y  IRFF 

- 103/ IRFF 164 ,  (See a l s o  IAFF 165 . )  - 104/ CFF 39-40 and 42 .  - 105/ See De l ta ' s  Review B r i e f  at 21-23; CFF 47-51.1; rebutta l  CFF 47.1-47.3.  
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Mere length of use of the mark and the extent of promotional efforts is 

rarely dispositive. e/ 
efforts in establishing in the minds of the consuming public an association 

between the asserted mark and a single source. =/ 

The issue is the effectiveness of such promotional 

For the reasons discussed below, we find that the evidence of Delta's 

advertising, sales, and promotional efforts in this case are not sufficient 

alone or in concert with the other evidence in this investigation to establish 

secondary meaning. 
1 

Delta's advertisements and promotional materials-as well as the saws 

themselves-carry the registered mark "Rockwell" and the registered Rockwell 

logo. - loa/ 
contain the common-law word mark "Contractor's Saw." m/ 

Delta's table saws and promotional materials therefore also 

As Delta has 

pointed out, it is well settled that a product can utilize more than one 

trademark without diminishing the identity of each. L O /  However, when 

alleged configuration marks are used in connection with strong, existing word 

marks, the alleged configuration mark must create a commercial impression 

separate and apart from the other existing marks in order to receive 

common-law trademark protection. E/ 

106/ See Certain Vertical Milling Machines and Parts, Attachments, and 
Accessories Thereto, Investigation No. 337-Tk133, USITC Publication 1512, 
Views of the Commission at 19-20 (Mar. 1984) (Vertical Milling Machines); 
Cortain Braiding Machines, Investigation No. 337-TA-130, USITC Publication 
1435, ID at 61 (Oct. 1983) (Braiding Machines). See Carter-Wallace, Inc. 
v. Proctor 6 Gamble Co., 434 F.2d 794 (9th Cir. 1970). - 107/ Vertical Milling Machines at 19-20; Braiding Machines at 61. 
- 108/ IAFF 176. (See also IAFF 177,) 
- 109/ Note, supra, n. 108. 
110/ See Proctor d Gamble Co. v. Keystone Automotive Warehouse Corp., 191 

U.S.P.Q. 474 (lTAB 1976). 
111/ See Certain Vacuum Bottles and ,Components Thereof, Investigation No, 
3ZTA-108, USITC Publication 1305, Commission Opinion at 10-14 (Nov,  1982) 
(Vacuum Bottles); Vertical Milling Machines at 28-29; Braiding Machines at 63; 
Petersen Manufacturing Co. v. Central Purchasing, Inc., 740 F.2d 1541; 
Application of McIlhenny Co., 278 F.2d 953 (C.C.P.A. 1960). 
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In the present case, in some instances, the size and placement of the 

strong word marks in promotional materials makes the product configuration 

obscure by comparison. The table saw and band saw are depicted in silhouette 

and, in some instances, certain features of Delta's table saw and band saw 

designs are not readily discernible. ,llJ/ In addition, features in the rear 

of the saws are not depicted at all. m/ 
Certain design elements that are most clearly distinguishable in some of 

Delta's advertisements (e.g., the handwheel elements, the identification 

plate, and rounded guide bars on the table saw) are the same as-or are very 

similar to-features used by Delta's legitimate competitors or certain 

settling respondents. m/ Such similarities lessen the likelihood that 
Delta's advertisements foster an association between the product 

configurations depicted and a sinqle source. 

Furthermore, the mere presence or visibility of specific components of 

the asserted product confiqurations in Delta's advertising materials does not 

necessarily support a finding of secondary meaning. m/ The mate,rials in 
question must draw attention to the nonfunctional aspects of the product 

configuration. m/ There is nothing in Delta's advertisements that 
highlights or focuses the consumer's attention specifically on the design 

features that are claimed to have trademark significance. =/ 
- 112/ IflFF 179-81 
- 113/ Id. - 114/ CX 49; IflCX 1 at 112-22; IACX 5 at 14-20, 23-30; IACX 34 at 17, 23, 27, 

- 115/ See Trolley Wheel assemblies at 48; New England Butt at 11; Textron at 

- 116/ Note, supra, n.115, 
117/ fllthough Delta's vice president testified at the evidentiary hearing that 

38-41. See also Exh. B to IRIS Reply Brief; CX 32 at 4-5. 

17. 

Delta's advertising places emphasis on the appearance of the products in 
question, he also testified that the purpose of depicting the machines in 
Delta's advertisements is to "show the functions of the machine" (emphasis 
added) and "to discuss its features and benefits.'' Tr, at 196. (See a& 
IAFF 177,) 
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In sum, we find that Delta's evidence of extensive advertising and 

prolonged use of the marks in question are not entitled to substantial weight 

as 'circumstantial evidence that the configurations in question have acquired 

secondary meaning. 

3. Intentional copyinq 

Although the ALJ c'oncluded that the saw configurations are not inherently 

distinctive, the ID states that evidence of direct copying "strengthens the 

presumption of secondary meaning" in the designs of the saws at issue. 

(Emphasis added,) u/ 
There is judicial precedent for the proposition that if respondents find 

it beneficial to trade on the appearance of an external product configuration, 

secondary meaning exists in that design. E/ The ALJ's language also is not 
without Commission precedent. In Sinqle Handle Faucets, 'the Commission stated 

that- 

The Commission has recognized that intentional copying may 
also be probative of secondary meaning, and in those 
instances where there is a showing of deliberate and close 
imitation of the senior user's mark, may even give rise to 
a presumption of secondary meaning. m/ 

However, the product configuration mark in Single Handle Faucets pas 

strong and there was other substantial evidence of secondary meaning. g/ 
Similarly, in other cases in which the Commission regarded evidence of 

- ll8/ ID at 14; see also ID at 33-34. 
119/ See Truck Equipment Service Co. v. Freuhauf Corp., 536 F.2d 1210, 1220 

- 120/ Sinqle Handle Faucets at 46. - 121/ 2. at 40-46. 
n.13 (8th Cir. 1976), cert. denied 429 U.S. 861 (1976). 
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intentional copying as being probative of secondary meaning, the existence of 

both a stronq mark and'other substantial evidence of secondary meaning also 

supported the finding. E/ 
In this case, evidence of intentional copying, absent a: strong mark and 

other substantial evidence of secondary meaning, is not sufficient to support 

a finding of secondary meaning. g/ 

Infrinqement 

Under Commission rule 210.53Xh) and pursuant to the Commission's notice 

of review published in the Federal Resister of CIpril 10, 1985, the 

Commission's decision not to review the portions of the ID concerning 

infringement would have caused those portions of the ID to become the 

Commission's determination on the issue of infringement. m/ However, our 

122/ See Staple Gun Tackers at 50-51; Sneakers at 8-12; Cube Puzzles, Views 
ofhairman Eckes and Commissioner Haggart at 14-15, Views of Commissioner 
Stern at 1; Vacuum Bottles at 17-19; Certain Novelty Glasses, Investigation 
No, 337-TA-55, USITC Publication 991 at 1 1  (July 1979). See also Trolley 
Wheel Assemblies at 48-49. 

noted that there was other substantial evidence of secondary meaning, in 
addition to evidence of intentional copying. 536 F.2d at 1220, n.13. 
123/ The ALJ commented that the fact that respondents have engaged in passing 

offis a further indication that the product configurations in question have 
acquired secondary meaning. ID at 35. 

off, and each exists independently of the other. Vertical Milling tbchines et 
38; Braiding Machines at 64-65. In the present investigation, the evidence in 
the record shows that, in most instances, passing off (as well as false or 
deceptive advertising) was accomplished by the use of Delta's registered 
trademarks and logo and common-law word mark. See ICIFF 227-39, 240-42; CFF 
123-130.2, 146-147.4. Consequently, even if passing off were to constitute 
proof of secondary meaning, such secondary meaning in this case could not be 
imputed to the product configurations in question. Thus, we find that the ALJ 
erred in concluding that proof of passing off, in and of itself, proves that 
the configurations at issue have acquired secondary meaning. 

Czmission also adopted Delta's findings of fact 77-122 to supplement the 
discussion in the ID concerning the issue of infringement. 50 Fed. Reg. 14172 
(Apr. 10, 1985). 

Similarly, in Truck Equipment Service Co. (note, supra, n.l19), the court 

Under Commission precedent, secondary meaning is irrelevant to passing 

124/ 19 C . F . R .  210.53(h); 50 Fed. Reg. 14172 (CIpr. 10, 1985). The 



PUBLIC INSPECTION COPY - Confidential Business Information Deleted 
29 

reversal of the ALJ's finding of secondary meaning supercedes any finding of 

infringement. 

Patent Infringement 

The patent claims in controversy are- 

claims 1-3 and 5-14 of the aforementioned '493 patent; 

claims 1-4 of U.S. Letters Patent 4,174,100 (the '100 patent); and, 

claims 1-5 of U.S. Letters Patent 4,436,126 (the '126 patent). 

Patents are presumed valid. fM/ The burden of establishing invalidity 

rests on the party asserting such invalidity. m/ The validity of the 
subject patents was not in dispute in this investigation, since the 

respondents defaulted and the IA did not take a position on the patent 

issues. The ALJ correctly determined that in the absence of clear and 

convincing evidence of invalidity, the statutory presumption of validity 

prevails. m/ 
The unenforceability of a patent for equitable reasons must be proven by 

clear and convincing evidence. m/ In the absence of such allegations and 
evidence, the ALJ correctly determined that each of the patents in controversy 

is in full force and effect, m/ 

- 125/ 35 U . S . C .  282. - 126/ Id. 
127/ Certain Apparatus for Installing Electrical Lines and Components 

Therefor, Investigation No. 337-TA-196, ID (Order No. 5) at 7 (Dec. 27, 4984) 
(50 Fed. Reg. 6072, Feb. 13, 1985); Certain Methods for Extruding Plastic 
Tubinq, Investigation No. 332-TA-110, USITC Publication 1287 at 5 (Sept. 1982). - -  128/ See J. P. Stevens d Co., Inc. v. Lex Tex Ltd., Inc., 747 F.2d 1553, 1559 
(Fad. Cir. 1984). 
- 129/ ID at 26. 
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Our infringement findings are set forth below. 

'493 patent 

The '493 patent is directed to a safety blade guard assembly for a 

circular table saw. m/ The patented blade guard assembly is nonremovable 
and is mounted on a kerf splitter that is fixed securely at a relatively 

inaccessible point beneath the rear table edge. The assembly has a 

blade-guard-supporting linkage connected to the kerf splitter and blade guard 

so as to limit pivotal movement of the guard between a normal operating 

position and a limit position determined by the supporting link, which 

prevents the blade guard from being swung to an inoperative position. 

The record shows that settled domestic respondent Jet has imported into 

the United States and marketed Taiwan-manufactured table saws and tilting 

arbor saws incorporating a blade guard assembly that infringes claims 1, 2, 3, 

5, 6, 7 ,  8 ,  9, 10, 11, 12, 13, or 14 of the '493 patent. - 131/ Nonsettling 

domestic respondents Pro Shops, Trend-Lines, and Fort Bragg sell Jet's saws 
c 

' 

incorporating an infringing blade guard. =/ We affirm the QLJ's finding of 

130/ CX 1. Delta uses the patented blade guard assembly on its table saw and 
itstilting arbor saw sold under the registered trademark "Unisaw." 

terminated from the investigation on the basis of a consent order, See 50 
Fed, Reg. 20303 (May 15, 1985). The portions o f  the ID concerning 
infringement of the '493 patent were still under review by the Commission, 
however. Our finding of infringement with respect to' Jet is based on the 
evidence on the record and adverse inferences drawn by virtue of Jet having 
defaulted in this investigation. 
132/ Tr. at 150; CPX 14 at 7 and Exh. 2 ;  CX 28 at 6; CX 29 at 2, 4 ,  7, and 
1 T C P X  26 at 6. 

See CFF 
131-32. 
131/ Tr. at 169-72; CX 37-38. Subsequent to the issuance of the ID, Jet was 
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infringement with respect to the these respondents and claims 1-3 and 5-14 of 

the ' 4 9 3  patent. =/ 1351 

1 .  
i 

- 1 3 3 /  ID at 27 .  
The ALJ's conclusions of law listed additional domestic and foreign 

respo'ndents as having imported or sold saws incorporating an infringing blade 
guard, CL 1 8 .  Infringement of the '493 patent by those additional 
respondents was not discussed in the text of the ID. 

those respondents is sparse, and affirmation of the ClLJ's conclusion of 
infringement with respect to those respondents would have to be based 
primarily on adverse inferences drawn by reason of the re3pondents having 
defaulted in this investigation. The Commission has stated previously, 
however, that- 

The evidence of record concerning infringement of the ' 493  patent by 

[Tjhe effect of a finding of default is not necessarily to 
allow a complainant to rely solely upon the allegations in 
his complaint and require the presiding officer to make a 
finding of violation based upon those allegations. Rather, 
'[t]he effect of a finding of a default is to authorize the 
presiding officer to create certain procedural disabilities 
for the defaulting party and to entertain, without 
opposition, proposed findings and conclusions, based upon 
substantial reliable and probative evidence, which would 
support . . . a determination.' 

Staple Gun Tackers at 1 3 .  

Shops, Trend-Lines, and Fort Bragg. 

theID. nor Delta's prehearing and posthearing submissions contained any 
information about alleged unfair acts and practices by Leroy in the 
importation or sale of the subject woodworking machines in the United States. 
Both Delta and the IA have conceded that there is no evidence of a section 337 
violation by Leroy. Delta's Review Brief at 46; IA's Review Brief at 6 1 .  We 
therefore reverse the ALJ's holding that Leroy has violated section 337.  

a n d 5 - 1 4 .  
all 14 claims of the ' 493  patent have been infringed. Cllthough Delta in fact 
argued to the ALJ that all 14 claims of the ' 4 9 3  patent had been infringed, 
Delta's Review Brief states that the allegation of infringement with respect 
to claim 4 was inadvertent. Delta's Review Brief at 46,  n.11. Our 
infringement findings thus are limited to the claims recited in the notice of 
investigation, 

Our finding of infringement therefore is limited to respondents Jet, Pro 

134/ With regard to the effect of a finding of default, we note that neither 

135/ The notice of investigation limited the ' 493  patent issues to claims 1-3 
48 Fed. Reg. 55786 (Dec. 15, 1 9 8 3 ) .  The I D  states, however, that 
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' 100 patent 

The I100 patent i s  d irected t o  a r i p  fence having a bottom sect ion that 

i s  adjustable i n  height with respect to  the work table.  m/ The fence 

structure has supporting members separate from, but attached to,  the table at 

the f ront  and raar  edges o f  the table.  filthough the fence structure i s  

attached t o  the table,  it can be moved over the surface o f  the table.  The 

fence structure has 2 par t s .  The f i r s t  part i s  a downwardly open 

channel-shaped upper member, and the second part i s  a table-engaging lower 

member adjustably f ixed t o  the upper member. 
I 

The record shows that domestic respondents For t  Brag$ and Trend-Lines 

have so ld  Jet  tilting arbor saws that incorporate an adjustable he ight  fence 

which in f r inges  claims 1-4 of De l t a ' s  '100 patent. E/ We therefore affirm 

the FILJ's finding o f  infringement w i t h  respect t o  the '100 patent. E/ 

'126 patent 

The ' 1 2 6  patent re la tes  t o  a light, portable wood th ickness ing  machine 

( i , e . ,  a wood planer). M/ The planer has a bed, over which the wood i s  

passed, and an upper housing.  A cutter  and feed r o l l e r s  a re  located in the 

upper housing. 

extendinq from the base. 

The upper housing i s  s l idab ly  supported on d number of pillars 

The record shows that set t led  Taiwan respondent Shou Soon has exported t o  

the United States a wood-planing machine that in f r inges  c la ims 1-5 o f  

136/ CX 2 ,  Delta  uses the patented fence on i t s  tilting arbor  saw so ld  under 
the reg i s te red  trademark "Unisaw". See CFF 133-34. 
- 137/ CFF 142-44. - 138/ CL 18. - 139/ CX 3. Delta  s e l l s  the patented machine a s  the "RC-33 Planer. "  See CFF 

135-36. 
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the '126 patent. m/ We therefore affirm the ALJ's finding of infringement 
with respect to the '126'patent, =/ 

Misappropriation 

The scope of a section 337 investigation is defined by the Commission's 

notice of investigation. pJ/ The notice in this investigation lists "false 

representation of manufacturing source'' as one of the unfair acts and 

practices to be investigated. m/ False representation of manufacturing 

source was not mentioned in the ID,,nor was it discussed in the parties' 

prehearing and posthearing submissions to the CILJ. Delta's submissions to the 

CILJ and the ID discussed ''misappropriation." m/ 
The question is whether misappropriation is within the scope of the 

investigation. 

investigation because the charge of false representation of manufacturing 

Delta argued that misappropriation is within the scope of the 

source is broad enough to encompass it and misappropriation was raised in the 

complaint. J45/ In the alternative, Delta requested that the Commission amend 

the notice to include misappropriation. w/ 
The 14 argued that misappropriation is not covered by the notice of 

investigation, and acceptance of Delta's arguments regarding that charge is 

unnecessary since misappropriation is simply redundant in light of the other 

unfair acts included in the notice. M/ 

- 140/ Tr. at 177; CX 23, 37, 40. - 141/ ID at 26-27; CL 16. - 142/ 19 C.F.R. s 210.21. - 143/ 48 Fed. Reg. 55786 (Dec. 15, 1983). - 144/ ID at 27, - 145/ Delta's Review Brief at 40-42. - 146/ Id. - 147/ IcL's Review Brief at 58-60. 



PUBLIC INSPECTION COPY - Confidential Business Intormation Deleted 
34 

He have determined that misappropriation is not within the scope of the 

investigation and that the notice will not be amended to include it as an 

additional charge. 

On the basis of Delta's arguments, the ID defines misappropriation as 

follows: 

[A] property right which the complainant relies upon 
because of a substantial investment of time, effort, and 
money in the commercial creation. When that right is 
appropriated at little or no cost and the creator of the 
right is injured, a case of misappropriation exists. m/ 

In contrast to the Delta and the CILJ's definition of misappropriation, 

the Commission has treated charges of false representation of source and false 

designation of source as inferred common-law trademark infringement. u/ 
The CILJ's definition o f  misappropriation does not correspond exactly to 

the Commission's interpretation of false representation of source or false 

designation of source in previous investigations. Nevertheless, the 

activities found to constitute misappropriation overlap with the activities-of 

the unfair acts and practices listed in the notice of investigation, =/ In 
determining that certain respondents had engaged in misappropriation, the CILJ 

made the following findings: 

1. Respondent Jet has appropriated the design and configuration of 
Delta's machines and the use of the name "Contractor's Saw," and has 

\ 

- 148/ 1 HcCarthy, suora, S 10,23; ID at 27. 
lr)9/ See, o.g., Trolley Wheel CIssemblies at 53; Braiding Machines at 79; 

Sneakers at 21; Vacuum Bottles at 28. 
Investigation No. 337-Th-139, USITC Publication 1507 at 43 (Mar. 1984). CIS 
such, complainants have been required to show a likelihood of confusion 
concerning the source of the subject products (as well as demonstrating the 
other elements of  common-law trademark infringement). Id. Failure to 
establish the existence of a common-law trademark has precluded a finding of  
false designation of source. Id. 

See also Certain Caulking Guns, 

7 150/ See e.g,, ICIFF 227-42. 
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been distributing tilting arbor saws with copies of substantial 
portions of Delta's instruction and user manuals; 

2. Respondents Fort Bragg and Trend-Lines have been selling the 
Jet machines; and 

3. Other settled respondents [not identified in the ID] also have 
used various Delta instruction and user manuals in marketing their 

i products. =/ 
As indicated in the ID, some of the respondents charged with engaging in 

misappropriation have settled with Delta. Fllthough Fort Bragg and Trend-Lines 

have not settled with Delta, the fact remains that the acts of alleged 

misappropriation overlap with other unfair acts listed in the notice of 

investigation. 

amended to include misappropriation. &/ 

amended. 

Delta thus would not gain additional relief if the notice were 

The notice therefore will not be 

Definition of the Domestic Industry &/ 

The Commission has determined that there is a domestic industry. The 

Commission has reviewed the ALJ's definition of the domestic industry e/ in 
order to clarify its scope. 

The present investigation involves the importation of certain table saws 

table saws, band saws, tilting arbor saws, and planers. -/ In addition, it 

involves the following intellectual property rights: 

- 151/ ID at 27-28; CL 23. - 152/ -- See infra this opinion at 48-54, - 153/ Vice Chairman Liebeler finds seven separate domestic industries in this 
case. See Fldditional Views of Vice Chairman Liebeler. She does not join the 
majority's discussion o f  domestic. industry. - 154/ See ID at 31 and CL 24, 26,  
155/ Although the investigation also covered a disk/belt finisher, 8-inch 

motorized bench saw, shaper, and 6-inch jointer, Delta neither alleged nor 
proved unfair acts and unfair competition with respect to importations or 
sales of such machines. Delta's consent order settlements with various 
respondents (see supra nn, 6, 8 )  have removed those machines from contention. 
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2 reg i s t e red t rad ema r k s --"Un i saw 'I and I' Roc k we 1 1 'I ; 
1 registered logo--the Rockwell logo; 
1 common-law' phrase trademark-"Contractor' s Saw"; 
2 alleged common-law product configuration trademarks-table saw 

3 patents--'493 blade guard patent, '100 rip fence patent, and '126 
design and band saw design; and, 

planer patent. 

In previous investigations involving patents or trademarks, the relevant 

domestic industry has been defined in terms of the exploitation of the patents 

or trademarks in controversy. -/ In investigations involving other unfair 

methods of competition such as false advertising or passing off, the 

Commission has defined the domestic industry in terms of complainant's U.S. 

facilities devoted to the production and sale of the article that was the 

I 

subject of the unfair act (e.g., false advertising or passing off). w/ The 
Commission also has stated that the domestic industry should be limited to 

those products that are the subject of the unfair acts. m/ 

- -  156/ See, e.g., Staple Gun Tackers at 66; Trolley Wheel hsemblies at 56-57; 
Plastic Food Storage Containers at 76; Braiding Hachines a t  85; Vacuum Bottles 
at 29; Certain Miniature, Plug-In Blade Fuses, Investigation No. 337-TCI-114, 
USITC Publication 1337, Commission Opinion at 34 (Jan. 1983) (Plug-In Blade 
Fuses); FIpparatus for Installing Electrical Lines; Certain Softballs and 
Polyurethane Cores Therefor, Investigation No. 337-TR-190, ID at 63-64 (Feb. 
19, 1985) (50 Fed. Reg. 16171, Clpr. 24, 1985); Certain Bag Closure Clips, 
Investigation No. 337-T(r-170, ID at 38 ((rug. 9, 1984) (50 Fed. Reg, 35872, 
Sept. 12, 1984) (Bag Closure Clips), 
- -  157/ See Plug-In Blade Fuses, Commission Opinion at 33-34 and Recommended 
Determination at 26-27. 

158/ See Single Handle Faucets at 56; Staple Gun Tackers at 66; Plastic Food 
S G a q e  Containers at 76. 
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I f  these guidel ines are applied i n  the present invest igat ion,  the 

Commission conceivably could determine that there are multiple industr ies  i n  

t h i s  case. J5J/ 

The in te l lec tua l  property r i gh t s  i n  controversy are exploited i n  the 

fol lowing manner: 

band saw table saw planer t i l t i n s  arbor saw 

"Roc kwe 11" 'I Roc k we 1 1 'I "Rockwell" "Rockwell" 

des ign  mark design mark ' 126  patent "Unisaw" 
'I 1 ogo I) logo" 1 090 logo" 

'493 patent ' '493 patent 
"Contractor 's  Saw" '100 patent 

Both Delta  and the ICI argued, however, that the Commission should f ind 

that there i s  only one domestic industry.  De l ta  argued that the 'domestic 

industry should be defined as- 

De l t a ' s  United States operations involved i n  the 
manufacturing, tes t ing ,  marketing, sa les  and serv ic ing  o f  
the Delta 10 inch table saw, 14 inch band saw, tilting 
arbor saw, other machines marketed under the name 

159/ The separate industr ies  would be a s  fol lows:  
(1)"Rockwell" reqistered trademark: There would be one industry comprising 
a l l  the a r t i c l e s  of commerce that have the Rockwell mark and a r e  the subject 
of the unfa i r  import competition. 
(2 )  ' 4 9 3  patent: This  patent re lates  t o  the blade guard component used on the 
table saw and the bench saw. Therefore, the a r t i c l e s  o f  commerce would be 
these two saws, and the industry would comprise the table saw and band saw. 
( 3 )  I100 patent: This patent re lates  t o  the adjustable height r i p  fences, 
which are integra l  components o f  the t i l t i n g  arbor saw. 
a r t i c l e  of commerce, and the domestic industry would be defined as  being only 
the t i l t i n g  arbor saw. 
( 4 )  ' 126  patent: Since t h i s  patent covers the planer, the industry would be 
defined as being only the planer.  
(5) common-law trademark "Contractor ' s  Saw": This  i s  used only on the table 
saw. Therefore, the industry would be only the table saw, 
(6) registered trademark "Unisaw": Since t h i s  i s  used only on the t i l t i n g  
arbor saw, the industry would be only the t i l t i n g  arbor saw. 
( 7 )  alleqed common-law conf iqurat ion mark f o r  the band saw: 
inte l lectual  property r i g h t  would r e s u l t  i n  one industry,  i . e . ,  the band saw. 
( 8 )  alleqed common-law conf iqurat ion mark f o r  the table saw: 
inte l lectual  property r i g h t  would r e s u l t  i n  one industry, i . e . ,  the table saw. 
See 1 6 ' s  Review B r i e f  a t  45-46, 

Therefore, the 

Th i s  al leged 

Th i s  al leged 
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"Contractor's Saw" or utilizing the "Rockwell" trademark 
or "Rockwell logo." Rdditionally, the domestic industry 
consists of those operations described herein devoted to 
the exploitation of Delta's three U . S .  patents in 
issue. E/ 

The I6 argued that the industry should be defined more narrowly to encompass 

Delta's facilities devoted to the production and sale of the table saw, band 

saw, tilting arbor saw, and planer. =/ 

For the reasons discussed below, we have defined the "domestic" industry 

as being one industry. 1621 163/ m/ 

160/ Delta's Review Brief at 32-33. 

- 161/ IRIS Review Brief at 4 7 .  
162/ Commissioners Eckes and Rohr determine that planers are not a component 

(a generally Delta's Review Brief at 
30-33, ) 

(a qenerally Icl's Review Brief at 43-47.) 

ofthe domestic industry. 
a "domestic industry" in a section 337 investigation it is necessary for 
complainants to satisfy the "nature and significance of the business 
activities" test in Certain Miniature, Battery-Operated, Rll Terrain, Wheeled 
Vehicles, Investigation No. 337-TA-122, USITC Publication 1300, Opinion of 
Chairman Eckes et al. at 8-11 (Oct. 1982). This standard should be met by 
each component of a domestic industry if the industry is to be defined, as it 
is here, as one industry comprising several component parts. 

In this investigation, the brunt (exact figures are confidential) of the 
production costs for planers are associated with activities in Brazil. 
Moreover, the planer "activities" of complainant in the United States are 
unsubstantiated by quantifiable data in the record. 

Complainant has stated that the motor and component parts and the molds, 
dyes and castings for planers are produced in the United States. Complainant 
has also stated that assembly and servicing takes place in the United States. 

There is little or no quantifiable evidence of record to support the 
contention that these "activities" constitute a substantial portion of costs 
associated with the production of the planer. The fact that the major portion 
of the production costs are incurred in Brazil and the fact that other 
"activities" of the industry are based on broad but unsubstantiated assertions 
by complainant lead us to conclude that planers are not a component of this 
industry. 
163/ Commissioner Lodwick finds that there is one domestic industry which 
comprises Delta's U,S. production, sale, and service of the subject table saw, 
band saw, tilting arbor saw, and planer. 

The "nature and significance" test of Certain Mininature Battery Operated 
Flll Terrain Wheeled Vehicles, Investigation No. 337-TA-122, i s  not a 

It is our conclusion that in order to be considered 

(Footnotes continued) 
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Delta's exploitation of the registered trademark "Rockwell" and the 

registered "Rockwell" logo relates to all of Delta's power tools. =/ The 
table saw, band saw, and tilting arbor saw also have been the subject of 

passing off and false or deceptive advertising by certain respondents. =/ 

The patented components in controversy-i I e. , blade guard and ad justable 

height rip.fence-apparently can be sold separately as replacement parts. 

However, there is no evidence that respondents have imported or sold such 

components individually, and there is no indication that they will be. 

Furthermore, data concerning sales by Delta of these components also appear to 

be scant,-if not nonexistent. The IA reported that he was unable to find any 

information on the record concerning the price at which the subject components 

are, or would be, sold by Delta. =/ In sum, the products that are in 
competition with the infringing imports and that are the subject of 

(Footnotes continued) 
mathematical standard. Therefore, the fact that the "major portion" of the 
production costs of the planer are incurred in Brazil does not in and of 
itself preclude finding in accord with that standard that the planer is part 
of a U,S. industry which produces a number of related (here, woodworking) 
machines. The record establishes that Delta's U.S. business activities 
pcrtaininq to the planer include production at a level which, expressed as a 
percent a,f total production cost, ought not to be dismissed as insignificant. 
(Exact figures are confidential.) Other numbers would have helped the 
Commission, Hard facts, as forged in a well-tried fully-litigated case, would 
have been useful. But a prima facie default case affords little tempering, 
and a finding must often be fashioned out of adequate, but softer evidence. 
164/ The exclusion order covers planers because Chairwoman Stern also has 
included planers in her definition of a single industry and Vice Chairman 
Liebeler included planers in three of the seven industries she found. See the 
Opinion of Chairwoman Stern at 36-43 and the Additional Views of Vice Chairman 
Liebeler at 1. 
- 165/ See CFF 126-29, - 166/ See CFF 146-147.4; IAFF 227-42. - 167/ See In's Reply Brief at 14. 
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respondents' passing off and false or deceptive advertising are table saws, 

band saws, tilting arbor saws, and planers. 

Cln additional factor supporting definition of a single industry is that 

Delta's exploitation of the subject trademarks and patents overlaps, to a 

certain extent, with respect to the woodworking machines in controversy, 

CI further reason for finding a single industry is the fact that the same 

facilities and resources are used in the manufacture of the products at 

issue. * 
I 

*, - 168/ +HW# 

".'M/ IfO/ 

We determine that when several industries can be defined on'the basis of 

the exploitation of various intellectual property rights a& there i s  

considerable overlap with respect to the products associated with the 

industries defined in terms of these intellectual property rights, it may be 

appropriate to define the industry in terms of the commonly shared property 

right that extends to a grouping of products. In this investigation, the 

registered trademark "Rockwell" and the registered Rockwell logo are used in 

connection with all of the products which remain as subjects of this 

investigation: band saw, table saw, tilting arbor saw, and planer. (None of 

the other intellectual property rights are used in connection with each of 

- 168/ See ICIFF 244; CFF 168; IClX 26 at 8 .  
- 169/ See senerally CFF 148-154, 168-69; ICIX 26 at 8 .  
- 170/ Note, supra, n.162, 
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those products.) We find, therefore, that the most appropriate definition of 

the domestic industry 'in this investigation is one industry. l7J/ =/ 

Complainant Delta manufactures three of the four products we have 

included in our definition of domestic industry completely within the United 

States, and virtually all of complainant's manufacturing costs for these 

products arc domestically sourced. m/ Thus, viewing the industry as a 
whole, it is clear that the domestically related operations are not only 

significant, but substantial. m/ m/ 
I 

171/ See Plug-In Blade Fuses, in which the FILJ found two industries relating 
tatwo types of intellectual property rights or unfair methods of 
competition: (1) patent and (2) trademark and passing off. The patent 
definition included two products; the definition based upon passing off 
included only one. Recommended Determination at 26-27. The Commission, 
although acknowledging that the two technical definitions were acceptable, 
chose to define the industry according to the broader patent definition. 
in this case, no argument was presented as to why any particular commercial 
realities argued in favor of adopting either the broader or narrower 
definitions: See USITC Publication 1337 at 33-34. 

mztate in favor of defining separate industries by products despite the fact 
that they have a trademark in common, the record in this investigation 
provides no basis for applying the "commercial realities" test that was first 
articulated in Certain Apparatus for the Continuous Production of Copper Rod, 
Investigation No. 337-TA-52. The Copper Rod "commercial realities" test 
referred to the intrinsic interrelationships between certain of the separate 
design and production patents-and, ergo the potentially separate 
industries-involved in that investigation. Since all were viewed as part of 
the ultimate production and sales effort relating to one product, the 
Commission found that the separate patents constituted one industry. See 
USITC Publication 1017 (Nov. 1979), Commission Memorandum Opinion at 53-55. 
However, it is entirely possible that in another investigation strong 
"commercial reality" factors might well argue in favor of segmenting a broad 
group of fairly diverse products into groups of industries narrower than that 
arrived at by basing the definition on a commonly shared trademark alone. 
Thus, our finding is specifically limited to the facts of this investigation. 
173/ The planer is produced in part in Brazil using components made in the 

United States. Tr. at 58, 114-15, 306; IACX 28 at 1-2; CFF 149, 169. 
174/ Note, supra, n.162. 
175/ Note, supra, n.163. 

FIs 

172/ Although it is possible that the "commercial reality" factors might 

- - 
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Injury =/ 

The ID indicates that "the domestic industries for the Delta 10 inch 

table saw, 14 inch band saw, planer, blade guard assembly, and adjustable 

height fence are substantially injured and there exists a tendency to 

substantially injure these domestic industries." m/ The issue of injury was 
reviewed because the ID does not reflect the fact that the Commission has 

separate standards for affirmative findings of present injury and a tendency 

to injure. The ID also does not discuss the issue of causation. 

For the reasons discussed below, we determine that the record contains 

substantial evidence to support a finding that the effect or tendency of 

respondents' unfair acts is to substantially injure a domestic industry. 

Effect 

Evidence of present injury includes, but is not limited to, lost sales, 

declining sales volume, increased imports, decreased production profitability, 

and level of market penetration by imports. E/ 
The record contains general information concerning lost sales, -/ Many 

of Delta's distributors are carrying the subject imported machines. =/ 
176/ Vice Chairman Liebeler does not join the Commission majority's 

discussion of effect or tendency to injure. 
Chairman Liebeler joins in the discussion of causation only to the extent that 
it is consistent with her additional views. 

Jewelry, Investigation No, 337-TA-195, ID at 64-67 (Mar. 6, 1985) (50 Fed. 
Reg. 15235, CIpr. 17, 1985) (Cloisonne Jewelry); Certain Softballs and 
Polyurethane Cores Therefor, Investigation No. 337-TA-190, ID at 79-80 (Feb. 
19, 1985) (50 Fed, Reg. 16171, Apr, 24, 1985) (Softballs); Bag Closure Clips 
at 43; Single-Handle Faucets at 60; Trolley Wheel Assemblies at 61; Staple-Gun 
Tackers at 60; Certain Drill Point Screws For Drywall Construction, 
Investigation No. 337-TA-116, USITC Publication 1365 at 18 (March 1983). 

See her Additional Views. Vice 

- 177/ CL 26. 
178/ Apparatus for Installing Electrical Lines at 23-25; Certain Cloisonne 

- -  179/ See ICIFF 264-77; CFF 193-99. 
- 180/ CFF 195, 197; IAFF 269-71. 
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Moreover, since the subject imports are substantially Underselling Delta’s 

machines, Delta has lost sales to corporations and State and local 

jurisdictions that purchase solely on the basis of price (provided that the 

product in question meets certain specifications). w/ 

-- p. - 182/ The planer was 

not introduced until 3981. =/ 3 
f 

6. - 184/ 

Furthermore, the imported machines have been underselling Delta’s 

machines by as much as 50 percent in some instances. =/ YYYYYYYYYYYVYYYYYUY 
*-- 

.. -. E/ 
The volume of Taiwan woodworking machines (including the accused 

machines) has increased from year to year since 1980. E/ 
-w, it appears that Delta had substantial excess capacity for each 

of the machines at issue. m/ 

During ww”+ 

- 181/ IAFF 272-75; CFF 190; Tr. at 280-81, 283, 289-91. 
- 182/ IAFF 287. - 183/ See CFF 193. - 184/ Id.; IAFF 265-66. 
- 185/ IAFF 278-80. See generally IAFF 278-86. 
- 186/ Id: 
187/ CFF 178; IAFF 293; Tr. at 250; CX 62. 
importations and sales is not known, Since 
adverse inferences have been drawn, and the 
the IA have been accepted. - l88/ CFF 177.1; IhFF 290. 

The precise volume of infringing 
the respondents have defaulted, 
estimates prepared by Delta and 
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-S-. - l 8 9 /  Accordingly, we f ind that the subject imports 

have injured the domcstic industry.  

. Tendency 

When an assessment of the market i n  the presence of the accused imported 

product demonstrates relevant conditions o r  circumstances from which probable 

future in ju ry  can be inferred, a tendency t o  subs tant ia l l y  injure the domestic 

industry has been shown. E O /  Relevant condit ions o r  circumstances include, 

but are not  l im i ted  to,  fore ign  cos t  advantages and production capacity, 

a b i l i t y  of the imported product t o  undersel l  the complainant's product, 

increased f o re i gn  capacity, and the intent to penetrate the U.S. market. =/ 
The record contains evidence that fo re ign  manufacturers and importers 

have lower cos t s  f o r  a number o f  reasons. By copying De l t a ' s  products from 

d ie s  that can be used repeatedly, fo re ign  manufacturers avoid development 

cos t s ,  and thus are  able t o  keep t he i r  overhead cos t s  Pow. The fo re ign  

manufacturers a l s o  have lower labor cos t s .  =/ 
The record indicates that many ex i s t i ng  Taiwan manufacturers have the 

a b i l i t y  t o  increase production o r  t o  begin production of the accused machines 

if they de s i r e .  =/ Furthermore, there are  a substantial number of nonparty 

- 189/ IAFF 289; CFF 192. Note, supra, nn,183-84 regarding the planer,  
190/ The l e g i s l a t i v e  h i s to ry  o f  sect ion  337 ind icates  that "[wlhere unfair 

m z o d o  and act s  have resulted in  a conceivable loss  o f  sa les ,  a tendency ta 
substant ia l ly  injure  [a domestic industry] has been established.' '  Trade 
Reform Act o f  1973, Report of the House Committee on Ways and mans, H.  Rep. 
No.  571, 93d Cong., 1 s t  Ses s .  78 (1973), c i t i n q  I n  r e  Von C l em,  108 U.S.P.Q. 
3 7 1  (C,C,P,f3, 1955). See a l s o  Bally/Midway M f g .  Co. v .  U.S.I.T.C., 219 
U , S .P ,Q .  97, 102 (C.A.F.C. 1983). 

6 r S o f t b a l l s  at 83-84; Bag Closure C l i p s  at 46; Single-Handle Faucets at 6 3 ;  
Trol ley Wheel Assemblies at 63; Staple-Gun Tackers at 63. 

191/ Clpparatus f o r  I n s t a l l i n g  E l ec t r i ca l  L ines  at 25-26; Cloisonne Jewelry at 

- 192/ See genera l ly  CFF 158-58.1, 176-77, 179, 180. - 193/ CFF 176-77; Tr .  152-53, 157. 
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companies that allegedly manufacture, export, import, or sell the accused 

machines, 

constitute only a small percentage of the total sales of the accused Taiwan 

In fact, it appears that the sales of the named respondents 

imports. E/ 
The United States is the largest market for Taiwan woodworking machines. 

Approximately 85 percent of such machines are exported to the United 

States. -/ In addition, there are numerous means of marketing the imported 

machines in the United States; an organized distribution network is not 

required, The imported machines are sold to domestic distributors (e.g., 
I 

mail-order houses) in container load quantities. a/ In addition, many of 
Delta's distributors carry the infringing imported machines, =/ Moreover, 
as stated previously, the Taiwan machines have significantly undersold Delta's 

products. =/ Thus, the record also establishes that there is a tendency to 
substantially injure the domestic industry. 

Cau sat i on 

Injury to complainant must be causally related to respondents' unfair 

acts. E/ We find that the injury to the domestic industry in this case is 

causally related to respondents' unfair acts and unfair methods of competition. 

- 194/ CFF 174-75; I D  at 11; IFIFF 299-303; CPX 19 at 56-57. - 195/ IAFF 296; CFF 178. 
- 196/ CFF 179. 
197/ Note, SuDra, n.178. - 198/ Note, Supra, nn.185-86. 
199/ 19 U.S.C, S 1337; E Softballs at 71; Roller Bearings at 84-90; Trolley 

- 

Wheel fbscmblies, Commission Opinion at 7-8; Certain Spring Clssemblies and 
Components Thereof, Investigation No. 337-TA-88, USITC Publication 1172 at 
43-44 (Aug. 1981); Certain Centrifugal Trash Pumps, Investigation No. 
337-Th-43, USITC Publication 945 at 9, 21-22, and 24 (Feb. 1979); Certain 
Combination Locks, Investigation No, 337-TCl-45, USITC Publication 943 at 8-12 
(Feb. 1979). 
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The IA argued that there i s  no causal connection between the condit ion of 

thc industry  and respondents' infringement o f  the '100 adjustable r i p  fence 

patent and the ' 4 9 3  blade guard patent, f o r  the fol lowing reasons: (1) those 

patents cover integra l  components of  certa in  saws; ( 2 )  sa les  o f  saws are not 

made on the b a s i s  of whether o r  not they include the subject patented 

components; and ( 3 )  since there are no imports o f  these components other than 

a s  incorporated in to  the subject saws, there i s  no evidence o f  any 

head-to-head competition between the imported and domestically produced 

components. 

there can be no losses  that are attr ibutable  t o  respondents' infringement o f  

I n  the absence of such sa les  and competition, the I A  argued, 

the component patents.  =/ 
We find that the requ i s i te  causal nexus e x i s t s  between the condit ion o f  

the industry and respondents infringement o f  the '100 and ' 4 9 3  patents,  The 

patented components i n  question are in tegra l  components o f  a r t i c l e s  in  

commerce-i.e., table saws and tilting arbor saws. U , S .  consumers purchased 

the imported saws because they were led t o  bel ieve that the imported saws were 

produced by Delta  o r  were the equivalent o f  De l t a ' s  machines. Furthermore, 

there i s  no evidence on the record that supports the I A ' s  contention that 

respondents' infringement o f  these components i s  t o t a l l y  i r re levant  t o  t he i r  

success i n  s e l l i n g  these saws. I n  fact ,  there i s  evidence on the record 

ind icat ing  that the addit ion  o f  the adjustable-height r i p  fence t o  the 

imported t i lt ing arbor saws enhanced the sa les  o f  the imported machine at the 

expense o f  at l ea s t  one o f  complainant's saws. Indeed, the evidence on the 

record indicates that i n i t i a l l y ,  the imported t i l t i ng  arbor saws d i d  not  have 

the subject fences but subsequently incorporated them; and subsequent to that 

- 200/ I A ' s  Review B r i e f  at 50 and 52; IA's Reply B r i e f  at 7-10. 
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time, the sales of the imported saws that incorporated the infringing fences 

increased over sales o f  those that did not. E/ 
The other causation issue is whether the importation or sale of the 

accused woodworking machines by settling respondents should be taken into 

account in determining whether a domestic industry has been injured. In 

previous investigations, the Commission has taken the position that there must 

be a prima facie finding of an unfair act with respect to articles imported by 

a settled respondent before those articles may be considered in determining 

injury, a/ In addition, the aggregation of such imports is discretionary, 
depending upon the facts in each case, =/ 

In the present investigation, thirty-six parties have entered into 

consent order settlements with Delta. a/ 
unreviewed portions of the ID and the supporting findings of fact, certain 

settling respondents have engaged in patent infringement, common-law trademark 

infringement ("Contractor's Saw"), passing off, or false or deceptive 

Fls discussed above and in the 

advertising. 2051 

Since we have adopted the portion of the ID finding all respondents in 

default, we have drawn adverse inferences, finding that the effect or tendency 

- 2 0 1 / . T r .  at 246, 284. 
=/ See Bag Closure Clips, 49  Fed. Reg. 35872 (Sept. 12,  1984) (notice of 
the Commission's decision not to review the ID). 

203/ - -  See Certain Food Slicers and Components Thereof, Investigation No. 
337-TO-76, USITC Publication 1159 (June 19811, Commission Memorandum Opinion 
at 19 (even if imports of settled respondents aggregated, no effect or 
tendency to substantially injure); Softballs at 71-79.; Trolley Wheel 
fissemblies at 10 (even though most of the imports came from the settled 
importer because the settlement agreement did not cover the exporter, the 
Commission in its discretion found a tendency to injure) Cf., Views of 
Chairwoman Paula Stern at 19 (dissenting). 
209/ See supra nn.6, 8. 
@/ See supra this opinion at 29-33; CFF 123-30.2, 146-147.4; IAFF 22-48, 

227-42. 
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I of presettlement importations or sales by those respondents for which there i 

a Commission finding of an unfair act is to substantially injure a domestic 

industry, 

Remedy 

Delta and the IA requested a general exclusion order pyrwant to section 

337(d) (19 U.S.C. S 1337(d)) and cease and desist orders pursuant to section 

337(f) (19 U.S.C. 5 1337(f)). For the reasons discussed below, we find that a 

general exclusion order alone is the appropriate remedy for the violation 

existing in this 'case. 

General exclusion order 

Since Certain Airless Paint Spray Pumps And Components Thereof, 2*/ the 

Commission has determined whether to issue a general exclusion order by 

balancing complainants' interest in obtaining complete protection from ell 

potential foreign infringers against the inherent potential of a general 

exclusion order to disrupt legitimate trade. Complainants have been required 

to prove (1) a widespread pattern of unauthorized use of its patented 

invention, and (2)  the existence of business conditions from which it could be 

inferred that foreign manufacturers other than the respondents might attempt 

to enter the U . S ,  market with infringing articles, =/ In assessing the 
potential disruption of lawful trade, the Commission has taken into account 

(1 )  the feasibility of administering and enforcing the proposgd order, and 

(2) the possibility of a chilling effect upon foreign trade ih noninfringing 

articles resulting from business uncertainties created by the order. 

=/ Investigation No. 337-TA-90, USITC Publication 1199 at 17-20 (Nov. 1981). 
207/ See, -, Cloisonne Jewelry; Single Handle Faucets; Staple Gun Tackers; 

C z a i n  Amorphous Metal Alloys and Amorphous Metal Articles, Investigation No. 
337-TA-143, USITC Publication 1664 (Nov. 1984). 
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The c r i t e r i a  art iculated i n  Paint Spray Pumps have been met i n  the 

present inves t i gat ion  

There i s  a pattern o f  widespread unauthorized use of  the respondent's 

patents and trademarks. 2OJ/ 611 the accused woodworking machines and 

apparatus were found to  inf r inge the subject patents o r  trademarks. h l l  

current respondents and most of  the former respondents have imported the 

accused machines into the United States o r  so ld  such machines i n  the 

United S tates .  Furthermore, there are numerous nonparty companies that 

manufacture o r  import woodworking machines which al legedly inf r inge the 

subject patents o r  trademarks. I n  fact,  sa le s  o f  the named respondents 

const itute only a small percentage of  the to ta l  sa les  o f  the accused Taiwan 

I 

imports. =/ 
Business  conditions are such that it reasonably can be inferred that 

foreign manufacturers other than the respondents might attempt to  enter the 

u , ~ .  marke t  with in f r ing ing  a r t i c l e s .  m/ There i s  an establ ished demand f o r  

2OJ/ I n  Paint  Spray Pumps, the Commission sa id  that among the evidence that 
might be presented to prove a widespread pattern of unauthorized importation 
use are:  (1 )  a Commission determination o f  unauthorized importation into  the 
United States o f  in f r ing ing  a r t i c l e s  by numerous fore ign  manufacturers; o r  ( 2 )  
the pendency of fore ign  infringement s u i t s  based upon fore ign  patents which 
correspond to  the domestic patent i n  i ssue; ( 3 )  other evidence which 
demonstrates a h i s to ry  o f  unauthorized fo re ign  use o f  the patented invention. 
USITC Publ icat ion  1199 at 18-19. 

conditions included: 
U . S .  market and conditions o f  the world market; ( 2 )  the a va i l a b i l i t y  o f  
marketing and d i s t r i bu t i on  networks i n  the United States f o r  potential  fore ign  
manufacturers; ( 3 )  the cost  to  fore ign  entrepreneurs of  bu i ld ing  a f a c i l i t y  
capable of producing the patented a r t i c l e ;  ( 4 )  the number o f  fore ign  
manufacturers whose f a c i l i t i e s  could be retooled to  produce the patented 
a r t i c l e ;  o r  (5) the cost t o  fore ign  manufacturers of retool ing  the i r  f a c i l i t y  
to produce the patented a r t i c l e s .  USITC Publ icat ion  1199 at 18-19. 

m/ See De l t a ' s  Remedy Br ief  a t  12.  See a l s o  IhFF  299-303; CFF 174-75, 177. 
21O/ I n  Paint  Spray Pumps, the Commission sa id  that evidence o f  such business  

(1) establ ished demand f o r  the  patented product i n  the 
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the machines in controversy, as indicated by Delta's unit sales of the subject 

machines u/ and the estimated volume of imports of the subject machines. 212/ -- 
The barriers to entry into the U . S .  market by foreign manufacturers are 

low, fm organized distribution network is not required. The imported 

machines are sold to domestic distributors in container-load quantities, m/ 
Sincc many of the domestic distributors are mail-order houses, substantial 

overhead is not required. Moreover, many of Delta's distributors carry the 

infringing imported machines. =/ 
The cost of production for foreign manufacturers of the infringing 

machines is relatively low, and foreign manufacturing facilities can easily be 

adapted to produce such machines. Many of the foreign manufacturers operate 

in "cottage" industries where they primarily assemble already manufactured 

parts purchased from suppliers. Following assembly, the manufacturers package 

the machines and arrange to export them to the United States. =/ 
It appears that foreign manufacturers and importers are able to keep 

their costs down in a number of ways. Delta submits that, judging by the many 

direct copies of Delta's machines which the former and current respondents 

(and others) have marketed in the United States, the parts that the foreign 

manufacturers assemble are manufactured from dies developed through the direct 

copying of Delta's parts. By copying Delta's products, foreign manufacturers 

avoid development costs, and thus are able to keep their overhead down. u/ 
211/ See IAFF 287 and 293 .  - 212/ See Tr. at 250; CX 62; IAFF 293.  
E/ 179.  
- 214/ CFF 195, 197; IFlFF 269-71. =/ CFF 158-58.1, 175-77, 179-80, 195.  - 216/ CFF 158-58.1, 166, 179-80. 
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In addition, since service networks for the imported machines are 

ineffective or nonexistent, importers are able to reduce their costs. 2171 

Thus, by copying Delta's machines (i.e., infringing the patents in 

controversy) and engaging in passing off and false or deceptive advertising, 

respondents and other nonparty foreign manufacturers and U.S. importers can 

( 1 )  trade on the goodwill established by Delta, and (2) sell the imported 

machines at prices that are significantly lower than Delta's because of their 

lower costs. 

Therefore, foreign producers other than the respondents may reasonably be 

expected to attempt to enter the U.S. market with infringing materials. The 

Commission therefore finds that Delta has met its burden under Paint Spray 

Pumps. 

The question then becomes whether Delta's interest in obtaining complete 

protection from all potential foreign infringers is outweighed by the inherent 

potential of a general exclusion order to disrupt legitimate trade. We find 

that it is not. 

There is no indication that enforcement of the order will be unusually 

difficult or onerous. Infringement of Delta's common-law trademark 

"Contractor's Saw," the registered trademarks, and/or the registered logo can 

be determined by visual inspection of the imported machines in question. 

Infringement of the '126 wood planer patent can be determined by visual 

inspection, Infringement of the '100 adjustable rip fence patent can be 

detected by visual inspection for correspondence with the patent claims in 

controversy and by testing the fence to see whether its height can be 

- 217/ See CFF 158,l. 
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adjusted. 

the height of the fence can be adjusted, the fence is infringing.) 

(If the elements of the claims are present in an imported fence and 

Infringement of the '493 blade guard patent can be determined by visual 

inspection and by testing an imported blade guard to determine whether it 

rotates up to 90 degrees from its rotating position. (Blade guards that 

rotate more than 90 degrees are noninfringing. ale/) 

The possibility of a chilling effect upon foreign trade in noninfringing 

articles is an importanlt consideration, as the Commission noted in Paint Spray 

Pumps. m/ However, we find that Delta has demonstrated a need for obtaining 

comprehensive relief and that the burden of proving noninfringement should be 

imposed on would-be importers of woodworking machines. 

I 

For the sum of the foregoing reasons, we determine that general rather 

than limited exclusion is warranted in this investigation, 

Clarification of General Exclusion Order 

Paragraph 4 of the general exclusion order issued in this 

investigation E O /  is intended to cover the types of imported woodworking 

machines that were found to be in violation of section 337 by reason o f  

infringement of Delta's common-law or registered trademarks or the registered 

Rockwell logo. Paragraph 4 reads in pertinent part as follows: 

4. Woodworking machines and their packaging, instruction and user 
manuals, and promotional material that infringe- 

a. complainant Delta International Machinery 
Corp.'~ common-law trademark "Contractor's 
Saw" or colorable imitations thereof [footnote 
omitted]; or 

m/ See Delta's Remedy Brief at 14; I f i ' s  Remedy Brief at 7. 
- 219/ Paint Spray Pumps at 17-18. =/ Commission fiction and Order of June 18, 1985 at 6 ,  W 4. 
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b, the registered trademark "Unisaw" 

(registration No. 369,416); or 

c. the registered trademark "Rockwell" 
(registration No. 765,006); or 

d. the registered "Rockwell" logo (registration 
No. 1,031,246), which is depicted in 
exhibit Q to this Action and Order- 

are excluded from entry into the United States, except under license 
from the Owner of the aforesaid trademarks and logo . . , . 

To dispel any confusion regarding the scope of paragraph 4, we wish to 

clarify that the term "woodworking machines" as used in paragraph 4 refers 

only to the types of woodworking machines regarding which we have found a 

violation of section 337 on the basis of common-law or registered trademark 

infringement or infringement of the Rockwell registered logo-i.e., table 

saws, band saws, and tilting arbor saws. 

Cease and Desist Orders 

In some investigations, the Commission has issued both an exclusion order 

and cease and desist orders. =/ 
allege that substantial inventories exist, and may attempt to obtain evidence 

on this point through discovery requests, but will be thwarted by the fact 

that the respondents either default or refuse to cooperate with discovery, 

such cases, where the complainant both alleged that substantial inventories 

exist and there is evidence that complainant took steps to develop such 

In default cases, the complainant may 

In 

information on the record, the Commission may find it appropriate to draw 

- -  221/ See, e.g., Certain Airtight Cast-Iron Stoves, Investigation No. 
337-TFI-69, USITC Publication 1126 (Jan. 1981); Certain Molded-In Sandwich 
Panel Inserts and Methods for Their Installation, Investigation No. 337-Th-99, 
USITC Publication 1246 (May 1982) and USITC Publication 1297 (Oct. 1982), 
aff'd, Young Engineers, Inc. v. U.S,I,T.C., 721 F,2d 1305 (Fed. Cir. 1983); 
Plastic F O O ~  Storage Containers, 
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adverse inferences against the respondents on this issue. fkcordingly, the 

Commission may find through adverse inferences that substantial inventories 

exist. 

In the present default investigation, Delta and the I6 argued that both 

remedies are necessary to provide relief from different unfair acts and 

practices: cease and desist orders would prohibit the domestic respondents 

from engaging in false or deceptive advertising and passing off, and a general 

exclusion order would prevent the importation and sale of articles that 

infringe complainant's patents and trademarks. =/ 
Delta did not allege that the nonsettling domestic respondents have 

amassed substantial inventories of the woodworking machines in question. In 

fact, Delta characterized domestic respondents' mail-order operations as "low 

inventory" mail-order houses, =/ 
were available for most nonsettling domestic respondents, Delta did not argue 

that it had sought to obtain evidence on the specific issue of inventories, 

hlthough Delta noted,that no sales figures 

that the lack of such evidence was due to respondents' default, and that the 

Commission should draw adverse inferences concerning the level of 

inventories. Therefore, we do not find it appropriate to issue cease and 

desist orders in this investigation. 

The Public Interest 

Before issuing an exclusion order (or a cease and desist order), the 

Commission must consider the effect that such order would have on the public 

hcalth and welfare, competitive conditions in the U . S .  economy, the production 

- 222/ Delta's Remedy Brief at 20; 1 6 ' s  Remedy Brief at 9-10 and Exh. 6 ,  
a/ See Delta's Remedy Brief at 17 and CFF 202. 



PUBLIC INSPECTION COPY - Confidential Business Inrormation Deleted 
55 

uf like or directly competitive articles in the United States, and U.S. 

consumers and determine whether the effect would be such that the proposed 

order should not be issued. E/ 
We find that there are no overriding public interest considerations that 

warrant denial of relief in this investigation. 

The public health and Ltelfare 

The legislative history of section 337 states that the public interest is 

paramount in the administration of section 337. The public health and welfare 

and the assurance of competitive conditions in the U.S. economy must be the 

overriding considerations, =/ 
As the IA points out, the woodworking machines in controversy are not 

essential for the preservation of the public health and welfare. We note, 

however, that blade guards are safety features of certain woodworking 

machines. Nevertheless, the proposed relief does pJ present a significant 

risk of harm to the public, since blade guards are integral components of the 

subject saws; there is no indication that saws can be sold without blade 

guards; and Delta has the capacity to meet current and future domestic demand 

for its products. =/ 
Competitive conditions 

As stated, the effect of a proposed remedy on competitive conditions in 

the U . S ,  economy is one of the considerations that Congress intended to be 

224/ 19 U.S.C. § 1337(d) and (f)(l); 19 C,F,R. 5 210a58(a)(2) (49 Fed, Reg. 

- 225/ S. Rep. No. 1298, supra, at 193, 197. =/ See CFF 168, 160-61, 170-71; IAFF 290. 

46123, Nov. 23, 1984). 
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overriding in the Commission's determination of whether to grant or deny 

relief under section 337. The legislative history of section 337 indicates 

further that exclusion of imported articles should not be order.ed in cases 

where there is evidence of price gouging or monopolistic practices. a/ 
FI general exclusion order would not have an adverse impact on competitive 

conditions. There is no evidence of price gouging or monopolistic practices 

in this case. Delta is the second largest seller of the subject woodworking 

machines, but it experiences competition from domestic as well as foreign 

companies. 

unfair methods of competition; it would not affect legitimate competition from 

I 

f3 general exclusion order would eliminate only unfair acts and 

Delta's U.S. or foreign competitors. 

U.S. production of like or directly competitive articles, 

There is no indication that the proposed relief would have any effect on 

this aspect of the public interest. 

U. S , consumers 

U.S. consumers would not be adversely affected by issuance of a general 

exclusion order. Delta has the capacity to supply domestic demand for its 

machines, and it has an adequate distribution network. Moreover, the proposed 

relief will have no effect on the sale of domestic and imported machines that 

compete fairly with Delta's products. Consumers' choice of machines thus 

would not be constricted. 

- 227/ S. Rep. No, 1298, supra, at 137. 
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Bonding 

Sect ion  337(9) provides for  the e n t r y  of inf r ing ing  a r t i c l e s  upon the 

payment o f  a bond during the 6 W a y  Pres ident ia l  r e v i e w  period. 2 2 /  I n  

determining the amount o f  the bond, the Commission general ly  establ i shes  an 

amount s u f f i c i e n t  t o  "of f set  any competitive advantage re su l t i ng  from the 

unfair method of competition o r  unfa i r  act  enjoyed by persons benef i t t ing  from 

the importation. I' 229/ 

Complainant Delta in i t ia l ly  requested a bond in  the amount of 258 percent 
I 

of the entered value o f  the a r t i c l e s  concerned. Delta arrived at that f i gu re  

by taking i n t o  account the average landed cost  for  the infringing products 
' 

versus the average pr ice,  f . 0 . b .  warehouse, f o r  the Delta  machines. &O/ In 

i t s  reply br ief ,  however, Delta took the po s i t i o n  that the Commission should 

impose bonds in the amounts recommended by the IA. =/ 
The IA has requested a d i f f e ren t  bond f o r  each of the machines in 

controversy: 

band saws 
table saws 
tilting arbor saws 
planers 

325 percent (entered value) 
212 percent 
129 percent 
120 percent I1 

I8 

I1 

The IA a r r i ved  at these f i gu re s  by  comparing the average s e l l i n g  pr ice  o f  each 

type o f  the accused machines t o  domestic importers and De l t a ' s  d i s t r i b u t o r  

pr ices  f o r  s im i l a r  machines. =/ 
The IA d i d  not recommend bonds f o r  adjustable height r i p  fences or blade 

guards, because there i s  no evidence from which he could determine what the 

. .  .*' - 228/ 19 U.S.C, 5 1337(g)(3) .  - 229/ S .  Rep. No. 1298, supra, at 198; 19 C.F.R. 5 2 1 0 0 5 8 ( a ) ( 3 ) .  - 230/ De l ta ' s  Remedy B r i e f  at 21-22. =/ De l t a ' s  Reply Br ief  at 25.  - 232/ I A ' s  Remedy B r i e f  at 57 n.1. 
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appropriate bonds should be. (He noted that there i s  no evidence in the , 

record of the pr i ce  a t  which e i ther  respondents o r  Delta s e l l ,  o r  would s e l l ,  

blade guards o r  r i p  fences. 2 2 / )  And there i s  no evidence in the record that 

a l legedly  i n f r i ng i ng  blade guards or  r i p  fences are being imported separate 

and apart from saws. ) 

We have determined that a s ing le  bond should be in  the amount o f  268 

percent o f  the entered value of the a r t i c l e s  directed to be excluded. That 

amount represents an average of the various bond amounts proposed by the ICI 

and i s  very  c l o se  to the s ing le  bond amount o r i g i n a l l y  proposed by Delta,  m/ 

7 233/ See IA's Reply B r i e f  at 1 4 .  m/ I n  determining t o  issue a s ing le  bond in  the amount o f  268 percent o f  
the entered value of the a r t i c l e s  concerned, we took into account the fact 
that t h i s  i s  a default case and that data concerning the exact volume o f  
importations, sa le s ,  and pr i ces  o f  the accused imports are somewhat sparse. 
Since the precise volumes of importations o f  planers and tilting arbor saws 
are not known, we have not taken into account those.machines in ca lcu lat ing  an 
average amount f o r  the bond. 

I n  determining to issue a s i n g l e  bond, we-took i n t o  account the fact  that 
Customs' personnel previously have advised the Commi'isian s t a f f  that a s ing le  
bond would avoid a potential enforcement problem. 
however, thc Commission may determine that multiple bonds are  appropriate. 
Note, supra, n.21.  

In another inves t i gat ion ,  
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In the Matter of 1 
1 

CERTAIN WOODWORKING MACHINES 1 
Investigation No. 337-TA-174 

OPINION OF CHAIRMOMAN STERN 

Backsround 

Investigation No. 337-TA-174 was conducted to determine whether there is 

a violation of section 337 of the Tariff Act of 1930 (19 U,S.C. $ 1337) in the 

importation or sale of certain 14-inch band saws, 10-inch table saws, tilting 

arbor saws, 8-inch motorized bench saws, 6-inch jointers, shapers, disk/belt 

finishers, wood-planing machines, blade guards, and vertically adjustable rip 

fences. I/ 21 

The investigation was instituted on the basis of a complaint alleging 

unfair acts and unfair methods of competition in connection with the 

importation or sale of the subject articles, having the effect or tendency to 

1/ 48 Fed. Reg. 55786 (Dec. 15, 1983); 49 Fed. Reg. 20767 (Hay 16, 1984). -- See-infra n. 157 regarding elimination of the subject motorized bench saws, 
jointers, shapers, and disk/belt finishers from controversy. 

CL-conclusion of law in the initial determination concerning the violation of 
section 337 in this investigation; CFF-complainant's proposed finding of 
fact; CPX-complainant's physical exhibit; CX-complainant's documentary 
exhibit; Exh.-exhibit; IAFF-Commission investigative attorney's proposed 
finding of fact; IAPX-Commission investigative attorney's physical exhibit; 
IAX-Commission investigative attorney's documentary exhibit; Tr.-transcript 
(of the evidentiary hearing, unless otherwise indicated);q-paragraph. 
Citations to the record appearing in this opinion are representative but may 
not be complete listings of all evidence supporting the findings and 
conc lur ions discussed herein. 

2/ The following abbreviations will be used in this opinion: 
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substantially injure a domestic industry. The unfair acts under investigation 

included alleged patent infringement, common-law trademark and registered 

trademark infringement, false representation of manufacturing source, passing 

off, and false or deceptive advertising, 2/ 

Fifty-three firms were named as parties in the investigation. The 

original complainant was Rockwell International Corp. Delta International 

tlachinery Corp. was substituted for Rockwell after Delta acquired Rockwell's 

Power Tool Division and the asserted patent and trademark rights. A/ '' 
following U . S .  and foreign companies were named as respondents or were allowed 

to intervene in the investigation: 5/ 

The 

1. 
2 .  
3 .  
4 .  
5 .  
6 .  
7 ,  
8 .  
9 .  

10. 
11.  
12 * 

1 3 .  
1 4 .  
15 a 

16.  
17.  
18 .  
19 1 

20.  
2 1 .  
22 * 
2 3 .  

The Tool Guys 
Barrett Tool C Die Manufacturing Corp. 
Sid Tool Co., Inc., d/b/a tlanhattan Supply Co. 
Industrial Industries International, Inc. 
Conover Woodcraft Specialties, Inc. 
Wilton Corp. 
Wilke Machinery Co. 
American Machine and Tool Coo 
Harbor Freight and Salvage Co., 

C7T Tools, Inc. 
C.O.M.B. Company 
Equipment Importers, Tnc., 

Toolcoa International, Inc. 
Big Joe Industrial Tool Corp. 
Trend-Lines, Inc. 
Fort Bragg Rent-fill, Inc. 
Pro Shop Power Tools Co. 
The Liquidator, Inc. 
Liquidation Bureau, Inc. 
Grizzly Imports, Inc. 
fistro-Pneumatic Tool Co. 
Tops Equipment C Tools  Co., Ltd. 
Nu Way Machinery Corp. 

d/b/a Central Purchasing, Inc. 

d/b/a Jet Equipment and Tools 

(U.S I A .  ) 
11 

11 

II 

11 

11 

11 

II 

II 

11 

11 

11 

11 

11 

11 

11 

11 

11 

(Taiwan) 
11 

- 
3/ 48 Fed. Reg. 55786 (Dec. 15, 1983);  49 Fed. Reg. 20767 ( M y  16,  1984) ;  

s/ 49 Fed. Reg. 23463 (June 6 ,  1984) .  See also CFF 20-21, 24-25, 123-28, 

?/ 48 Fed. Reg. 55786 (Dec. 15, 1983);  49 Fed. Reg. 20767 (Hay 16,  1984) ;  

Verified Revised Amended Complaint; CFF 23-28. 

131, 132, 133, 134, 135, and 136.  

Verified Revised Amended Complaint; 5 0  Fed. Reg. 7969 (Feb. 27,  1 9 8 5 ) .  
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2 4 .  
2 5 .  
26 I 

2 7 .  
2 8 .  
2 9 .  
30, 
3 1 .  
32 I 

3 3 .  
34 .  
35 I 

36 .  
3 7 .  
3 8 .  
39 9 

4 0 .  

4 1 .  
4 2 .  
43 .  
4 4 .  
45 .  
4 6 .  
47 * 
4 8 .  
4 9 .  
5 0 .  
5 1 .  

3 
Tien Chien Enterprises Co., Ltd. Taiwan 
Yung Li Hsing Electric Works Co., Ltd, 
Chiu Ting Machinery Co., Ltd. 

(a/k/a Ju Ting Machinery Works Co., Ltd.) 
Upsix Industrial Co,, Ltd. 
Shih Hsin Machinery Industrial Co., Ltd. 
Dankey International Incorporated 
Kuang Yung Machinery Co., Ltd. It 

Shen Kung Machinery Industrial Co., Ltd. 11 

Taiwan Sheng Tsai Industrial Co., Ltd. 
Rexon Industrial Corp. 
Formosan United Corp, 
Good Will Mercantile Co. 
Show Soon Enterprises Co., Ltd. 
Fortune Development Corp. I1 

King Feng Fu Machinery Works Co., Ltd. II 

King Tun Fu Machinery Co. I1 

Ju Ting Machinery Works Co., Ltd. 
(a/k/a Chiu Ting Machinery Co., Ltd.) II 

Sheng Feng Woodworking Machines Co. Ltd. II 

Rllied Manufacturers International Corp. 
Tomita Enterprise Co., Ltd. II 

Soun Ping Machinery Co., Ltd. 11 

Strophe Enterprise Co., Ltd. II 

Leroy International Corp. II 

World Wide Supplies Co., Ltd. :I 

TU1 Industrial Co., Ltd. (interwenor) 
Mao Shan Machinery Industrial Co., Ltd. (intervenor) 'I 

Union Tool Exporters, Ltd. (intervenor) II 

Tauco Manufacturing Co., Ltd. (South Africa) 

II 

I1 

I1 

I t  

I1 

II  

11 

II 

11 

tI 

I1 

I1 

During the course of the investigation, the three intervenors and 

twenty-seven of the respondents settled with Delta and were terminated from 

the investigation on the basis of consent orders. g/ Six other respondents 

- 
g/ Those respondents and intervenors included The Tool Guys, Barrett, Sid, 

Industrial Industries, Conover, Wilton, Wilke, Clmerican Machine and Tool, 
Harbor Freight, CTT, C.O.H.B., Tops, TUI, Mao Shan, Union, Nu Way, Tien Chien, 
Equipment Importers (Jet), Yung Li Hsing, Chiu Ting, Upsix, Grizzly, Shih 
Hsin, Dankey, Kuang Yung, Astro-Pneumatic, Shen Kung, Taiwan Sheng Tsai, 
Rexon, and Ju Ting. See 49 Fed. Reg. 35874 (Sept. 12,  1984);  49 Fed. Reg. 
39118 (Oct. 3 ,  1 9 8 4 ) ; 3  Fed. Reg. 39928 (Oct. 11, 1984) ;  4 9  Fed. Reg. 40678 
(Oct. 17,  1984); 49 Fed. Reg. 50314 (Dec. 27 ,  1984) ;  50 Fed. Reg. 1138 
(Jan. 9 ,  1985) ;  50  Fed. Reg. 3423 (Jan, 24, 1985) ;  5 0  Fed. Reg. 7969 
(Feb. 27, 1985) ,  as amended at 5 0  Fed. Reg. 10236 (Mar. 14,  1985);  
50  Fed. Reg, 9141 and 9142 (Mar. 6, 1985) ;  5 0  Fed. Reg. 14172 (Apr. 10, 1985) ;  
50  Fed. Reg. 20303 (May 15, 1985) .  



4 
were dismissed for lack of evidanca of a section 337 violation# z/ 

During the final stage of the investigation, Delta and sin more 

respondents filed joint motions for the entry of consent orders, j /  In 

addition, Delta conceded that there was no evidence of a section 337 violation 

by one nonsettling respondent. j /  Consequently, at the end of the 

investigation, Delta’s allegations were focused on the activities of eight 

respondents: 

1 ,  World Wide 
2, Toolcoa International 
3, Big Joe 
4, Trend-Lines 
5. Fort Bragg 
6, Pro Shop 
7. The Liquidator 
8, Liquidation Bureau 

(Taiwan ) 
( U , S . A . )  

II 

I1 

I1 

11 

I1 

11 

An evidentiary hearing was conducted between December 5 and 7, 1984, No 

respondents appeared; Delta and the Commission investigative attorney (IA) 

were the only participants. 

On February 7, 1985, the presiding administrative law judge (ALJ) issued 

an initial determination (ID) holding all remaining respondents in default and 

finding all remaining respondents except Strophe and Soun Ping to be in 

violation of section 337. The ALJ determined that Strophe and Soun Ping 

should be dismissed. E/ 
On April 1, 1985, in response to a petition for review filed by the 16, 

the Commission decided to review portions of the ID concerning infringement of 

7 /  Those respondents included Tauco, Allied, Tomita, Sheng Feng, Strophe, 
and-Soun Ping. 
(Jan. 24, 1985); initial determination of Feb. 7, 1985, at 4; 50 Fed. Reg. 
14172 (Apr. 10, 1985). 

Fen; Fu, and King Tun Fu. 
the end of the investigation. a Commission fiction and Order of 
June 17, 1985, at 3-5; 50 Fed. Reg. 26639 (June 27, 1985). 

$/ That respondent was Leroy International. See infra n.137. 

See 49 Fed. Reg. 32692 (Aug. 15, 1984); 50 Fed. Reg, 3423 

8/ Those respondents included Formosan, Good Will, Show Soon, Fortune, King 
The requested consent orders were not entered until 

10/ ID at 4 .  
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common-law trademarks in the external design appearance of complainant's 

10-inch table saw and 14-inch band saw. The Commission also decided to 

review, on its own motion, portions of the ID concerning patent infringement, 

misappropriation, definition of the domestic industry, injury, and the alleged 

violation of section 337 by respondent Leroy International. AI/ 

The Commission determined not to review portions of the I D  concerning 

infringement of the common-law trademark "Contractor's Saw," registered 

trademark infringement, false and deceptive advertising, passing off, 

efficient and economic operation of the domestic industry, default, and the 

dismissal of respondents Strophe and Soun Ping. lJ/ Those portions of the I D  

have become my determination on the issues discussed therein. z/ However, to 
supplement those portions of the ID, I have adopted certain findings of fact 

proposed by Delta and the IA. a/ 
Delta and the IA filed briefs on the issues under review and the issues 

of remedy, the public interest, and bonding. s/ The Commission had requested 
such briefs from all parties, E/ but the respondents did not file any. 

- 1 1 /  50 Fed. Reg. 14172 (Apr. 10, 1985). - - 12/ Id. 
- 13/ See -- 19 C.F.R. 
- 14/ CFF 77-130-2, 146-47.4, 157-73; IAFF 1-17, 22-48, 227-42. (50 Fed. Reg. 

210.53(h). 

14172, Apr. 10, 1985). 
15/ See Memorandum of Complainant Delta International Machinery Corp. in 

Response to the Notice of the Commission's Decision to Review (Delta's Review 
Brief); Memorandum of Complainant Delta International Machinery Corp. on 
Remedy, the Public Interest, and Bonding (Delta's Remedy Brief); Reply of 
Complainant Delta International Machinery Corp. to Briefs of the Commission 
Investigative Attorney (Delta's Reply Brief); Brief of the Commission 
Investigative Attorney on the Issue of Violation (16's Review Brief); Brief of 
the Commission Investigative Attorney on the Issues of Remedy, Bonding, and 
the Public Interest (In's Remedy Brief); Reply Brief of the Commission 
Investigative Attorney ( M I S  Reply Brief). - 16/ 50 Fed. Reg. 14172 (Apr. 10, 1985). 
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The Commission also solicited written comments from the public and other 

Federal agencies concerning remedy, the public interest, and bonding. - 17/ No 

comments were received. 

This opinion sets forth my views concerning the issues under review, as 

well as the issues of remedy, the public interest, and bonding. g/ B/ E/ 

Common-law-trademark infrinqement 

A trademark is defined at common law as it is under the Lanham Act: "any 

word, name, symbol, or device, or any combination thereof, adopted and used by 

a manufacturer or a merchant to identify his goods and to distinguish them 

from those manufactured or sold by others." 2J/ A trademark indicates origin 

- - 17/ 50 Fed. Reg. 14172 (Apr. 10, 1985). 
18/ My reasons for granting the six consent order motions pending at the end 

ofThe investigation are the reasons set forth in the Commission Action and' 
Order of June 17, 1985 at 2-3. (See also 50 Fed. Reg. 26639, June 27, 1985.) 

opinion. 

evidentiary hearing to contest the allegations made by complainant. (See Tr. 
at 1-2.) In default cases, the Commission nevertheless requires that the 
complainant submit sufficient evidence and make sufficient argument to make 
out a prima facie case of a violation of section 337. 
210,25(b). Complainant Delta has done that here. The establishment of a 
Erima facie case, though sufficient here, is not necessarily dispositive.with 
respect to similar questions of law which may arise and be more fully 
litigated in contested cases. 
21/ 15 U.S.C. § 1127; 1 tlccarthy, Trademarks and Unfai-r Competition, S 3:l 

(2nd Ed. 1984); Certain Single Handle Faucets, Investigation No, 337-TA-167, 
USITC Publication 1606, ID at 34-35 (Nov. 1984) (Single Handle Faucets); 
Certain Trolley Wheel Assemblies, Investigation No. 337-TA-161, USITC 
Publication 1605, ID at 34-35 (Nov. 1984) (Trolley Wheel Assemblies); Certain 
Heavy-Duty Staple Gun Tackers, Investigation No. 337-TA-137, USITC Publication 
1506, ID at 16-17 (Mar. 1984) (Staple Gun Tackers); Certain Vertical Milling 
Machines and Parts, Attachments, and Accessories Thereto, Investigation No. 
337-TA-133, USITC Publication 1512, Views of the Commission at 8-9 (Mar. 1984) 
(Vertical Hilling Machines); Certain Cube Puzzles, Investigation No. 
337-TA-112, USITC Publication 1334, Views of Chairman Eckes and Commissioner 
Haggart at 4, Views of Commissioner Stern at 1 (Jan. 1983) (Cube Puzzles); 
Certain Vacuum Bottles and Components Thereof, Investigation No. 337-TA-108, 
USITC Publication 1305, Commission Opinion at 4 (Nov. 1982) (Vacuum Bottles). 

- 19/ The findings of fact adopted in support of this opinion are cited in the 

20/ This is a default case. The named respondents did not appear at the 

See 19 C.F.R. S 
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or ownership, guarantees quality or constancy, and entitles the owner to 

advertise goods bearing the mark. a/ 
A mark is deemed established and protectib1.e upon proof that: ( 1 )  the 

complainant has a right to use the mark; (2) the mark is inherently 

distinctive or has acquired secondary meaning; (3) the mark is not primarily 

functional; and (4) the mark is not generic. B/ The basic test for 
infringement is the likelihood of confusion in the minds of a substantial 

number of reasonable buyers. 24/ 

The marks under review are the overall external designs of Delta's 

10-inch table saw and 14-inch band saw. %/ The RLJ determined that Delta had 

established common-law trademark rights in both designs. a/ The Commission 

has reviewed portions of the ID concerning functionality and secondary 

meaning. I affirm the ALJ's conclusion that the designs in question are 

primarily nonfunctional but reject the conclusion that the designs have 

acquired secondary meaning. 

-_ - -- ---. - 
- 22/ .- Note, supra, n.20. 
=/ Single Handle Faucets at 35; Trolley Wheel Rssemblies at 35; Staple Gun 

Tackers at 17; Cube Puzzles, Views of Chairman Eckes and Commissioner Haggart 
at 7, Views of Commissioner Stern at 1; Vacuum Bottles at 5. 

24/ Single Handle Faucets at 47; Trolley-Wheel Rssemblies at 35; Staple Gun 
Tazers at 52; Certain Sneakers With Fabric Uppers and Rubber Soles, 
Investigation No. 337-TA-118, USITC Pub 1366, Views of the Commission at 16 
(Mar. 1983) (Sneakers); Cube Puzzles, Views of Chairman Eckes and Commissioner 
Haggart at 7 and 19, Views of Commissioner Stern at 1. 
a/ See CFF 37-38. 
- 26/ ID at 12-17 and CL 3. 
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Functionality 

The concept of functionality historically has been expressed in terms of 

utility. E/ In that regard, the Commission has adopted the test enunciated 
in @ r e  Morton-Norwich Products, 1nc.-i.e., whether competition will be 

hindered by preventing others from copying the design or configuration in 

question. E/ 
Morton-Norwich listed the following factors as relevant considerations in 

determining functionality: ( 1 )  whether the utilitarian advantages of the 

design are touted in advertising; ( 2 )  whether the particular design results 

from a comparatively simple or cheap method of manufacture; (3) whether there 

exists a utility patent which discloses the utilitarian advantage of the 

design for which production is sought; and (4) whether commercial alternatives 

are available. a/ The foregoing factors are aids in determining 
functionality; g/ no single factor is dispositive. 

In the present investigation, the ALJ concluded that the configuration of 

each saw is overall nonfunctional because: ( 1 )  the design features of each 

saw are neither necessary nor utilitarian; ( 2 )  each saw can be produced more 

cheaply using other designs; and (3) alternative designs have been used in 

competitors' saws without affecting the quality of performance. 3J/ 

-- 
27/ In re Dennison Mfg, Co., 39 F.2d 720 (C.C.P.A. 1930); Sparklets Corp. v. 

Walter Kidde Sales Co., 104 F.2d 396, 399 (C.C.P.A. 1939). 
g/ See In re Morton-Norwich Products, Inc., 671 F.2d 1332 (C,C.P.A. 1982); 

Single Handle Faucets at 36; Trolley Wheel Assemblies at 36-37; Staple Gun 
Tackers at 20-21; Vertical Milling Machines at 23; Certain Braiding Machines, 
Investigation No. 337-TA-130, USITC Publication 1435, ID at 42-43 (Oct. 1983) 
(Braiding Machines); Cube Puzzles, Views of Chairman.Eckes and Commissioner 
Haggart at 9 n.25, Views o f  Commissioner Stern at 1; Vacuum Bottles at 19-21. - 29/ Morton-Norwich at 1340-41. 
- 30/ Id. at 1340. 
$l-/ ID at 16-17. 
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The ID lists the design features that the ALJ found to be 

nonfunctional. &?/ However, it does not discuss whether aspects of any 

feature are functional, In this case, a mere listing of nonfunctional design 

features is not sufficient. s/ Set forth below is my assessment of the 
functionality of the individual components of each asserted design mark. 

g/ IO at 9-10. 
33/ Recent decisions by the United States Court of Appeals for the Federal 

Circuit (CAFC) indicate that the best way of analyzing the _d_e &e 
functionality of a complex overall design may be to do so from the standpoint 
of the design's de facto functional features. In Textron, Inc. v. U.S.I,T.C., 
NO. 84-1261, - F.2d - (Fed. Cir. 1985) ,  the CAFC stated that- 

[WJe do not retreat from the position that the 
determination of whether an overall design is functional 
should be based on the superiority of the design as a 
whole, rather than on whether each design feature is 
'useful' or 'serves a utilitarian purpose.' [In re 
Teledyne, Inc., 676 F. 2d at 971; tlorton-Norwich, supra, 
671 F.2d at 1339.1 We merely acknowledge, as this court 
did in similar circumstances in Teledyne, that the best way 
the Commission may have had to analyze the de jure 
functionality of a complex overall design was to do so from 
the standpoint of its de facto functional features. 

Textron, slip opinion at 14. 

individual design components was tacitly reiterated in New England Butt Co. 
V.  U.S.I.T.C., NO. 83-1402, - F.2d __  (Fed. Cir. 1985), In affirming the 
Commission's conclusion of the functionality of the overall design mark at 
issue in that case, the CAFC made the following observations concerning the 
Commission's approach: 

The appropriateness of analyzing functionality from the standpoint of the 

The CILJ did indeed examine the utilitarian nature of each 
of the twenty-two components claimed by New England Butt 
to constitute its trademark. However, the purpose of this 
examination was to determine the functionality of each 
feature as reflected in the machine's overall appearance. 
The Commission reviewed each of the relevant components 
and found that each component is functional or irrelevant 
for trademark purposes. [Footnote omitted.] . . . . The 
Commission then analyzed the braider's overall 
configuration to see if the particular design is 
functional, by turning to the analysis set forth in Morton 
Norwich, supra at 8-9. 

New England Butt, slip opinion at 10. 



C i r cu l a r  ---- handwheels havinq three spoJgs. Several  of D e l t a ' s  " legit imate"  

competitors use  c i r c u l a r  handwheels having three spokes (webbs). M/ However, 

there a re  commercially acceptable a l te rnat i ve  des igns  avai l .able.  %/ Certa in  

s e t t l i n g  respondents, f o r  example, have agreed to  change the des ign  o f  t he i r  

handwheels t o  knobs o r  t o  s o l i d  wheels o r  t o  wheels having more o r  fewer than 

three spokes and have agreed that the a fo resa id  modi f icat ions  w i l l  not  af fect  

the qua l i t y  o r  performance o f  t he i r  machines. 36/ 

handwheels i s  therefore nonfunctional,  

The des ign  o f  D e l t a ' s  

FIppearance of the blade ward_. The des ign  o f  De l t a ' s  blade guard i s  

d i sc lo sed  and claimed i n  one o f  the patents under invest igat ion- i .e,,  U . S .  

Let ter s  Patent 3 , 7 5 4 , 4 9 3  ( ' 4 9 3  patent). E/ Under Morton-Nondch, the 

existence o f  a u t i l i t y  patent covering a des ign  i s  evidence o f  i t s  

funct iona l i t y ,  3J/ The spec i f i c  shape o f  the blade guard used by De l ta  i s  not  

required by the ' 4 9 3  patent, however, %/ Furthermore, D e l t a ' s  leg i t imate 

competitors and the s e t t l i n g  respondents use blade guards having a d i f f e ren t  

shape than D e l t a ' s .  4J/ The shape o f  D e l t a ' s  blade guard i s  therefore 

nonfunctional.  

The transparency of D e l t a ' s  blade guard is funct iona l ,  however, becacse 

it i s  a safety feature.  The blade guard prevents the person using the saw 

-- -- - - 34/ IAFF 60-63. - 35/ IAFF 6 4 .  - 3 6 /  IAFF  65.  - 37/  CX 1 .  See aJs2 IAFF 110-11 .  - 3 8 /  6 7 1  F.2d  1 3 4 0 - 4 1 .  
39/  Set CX 1 ;  IAFF 1 1 2 ,  
- E/ See IAFF 1 1 3 .  
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from inadvertently contacting the saw blade fi/; the transparency of the blade 

guard permits the saw user to see the work in progress. 

eppearance ,of the ribbed surface on the extension win*. Delta 

advertises that the ribbed surface prevents warping and distortion. %/ Use 

of ribbed surfaces also results in lower production costs because of reduced 

surface areas to be machined. s/ 
The appearance of the ribs (i-e., size and location) is nonfunctional, 

however. Although competitors place ribs on the extension wings of their 

saws, the appearance of the ribs on their saws differs from the appearance of 

the ribs on Delta's saws. g/ Furthermore, the modifications agreed to in the 

various settlement agreements demonstrate that numerous other rib designs are 

available for use. s/ 
Rounded guide bar. The table saw design in question has two bars: one 

in the front and one in the rear. The adjustable rip fence under 

investigation s/ is attached to these guide bars. (The rip fence is 

adjustable from side to side, so that the person using the saw can set the 

width of the wood to be ripped.) Guide bars are necessary to keep the rip 

fence properly aligned, i.e., perpendicular to the front and rear of the 

machine. c/ 
Delta's guide bars are cylindrical, and they are provided with an 

incremental scale on the top of the front bar in order to assist the worker in 

setting the desired cutting width, */ The guide bars on the machines of two - 
4lJ IAFF 110. 
- 42/ IAFF 66-67. 
43/ IAFF 67, - 44/ IAFF 68-72. s/ IAFF 73. 
.- 46/ - See - infra this opinion at 33. 
c/ IAFF 88-89. - 48/ IAFF 89. 
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legitimate competitors are similar to Delta's in appearance, and Delta has 

allowed settling respondents to retain the cylindrical guide bars with 

incremental scales having gradations similar to those found in a ruler. SA/ 

The guide bars on the table saws of two other competitors are angular with 

incremental scales. =/ The cylindrical shape of the guide bars i s  

nonfunctional. However, the placement of  incremental scales on such guide 

bars is functional. 

The design and appearance of the lever used to adjustand move the rip 

- fence. 

to the front and rear guide bars, tightens and straightens the fence in the 

desired position, and then locks the rear of the fence. x/ 
only that the external configuration of the clamp and lever has trademark 

significance. 

front and rear guide bars and the locking mechanism using one lever. z/ 

Delta uses a single control lever (handle) that attaches the rip fence 

Delta alleged 

The clamp is the component that attaches the rip fence to the 

Delta's clamps are round in contour, whereas the clamps of most of 

Delta's competitors are generally rectangular in contour. s/ The 

configuration of the lever (or levers in the case of those using two levers) 

are also different from Delta's,. e/ 
other competitors, including settling respondents, s/ indicates that the 
external configuration of the clamp and lever is nonfunctional. 

The use of alternative configurations by 

- 49/ IFIFF 90-92. - 50/ IAFF 93-94. z/ IAFF 95. 

- 53/ Id.; IFlFF 98-103. 
-- 54/ IFIFF 98-104. z/ IFlFF 105. 

52/ Id. 



13 
Rppearance o f  the miter gauqe,. Miter  gauges are  used t o  se t  the angle o f  

the material  t o  be cut as  it h i t s  the blade. E/ The most commonly used 

angles a re  90  degrees, 45 degrees l e f t ,  and 45 degrees r i g h t .  =/ De l t a ' s  

miter gauges have three small protrus ions  t o  enable the user  t o  qu ick ly  set  

the gauge at the three most commonly used ang le s .  E/ The miter gauge a l s o  

has a bar that i s  placed in grooves on e i the r  s i de  o f  the saw blade. E /  The 

s i z e  o f  t h i s  bar i s  se t  by industry standard. E/ 
The miter gauges o f  a l l  o f  D e l t a ' s  domestic competitors and the s e t t l i n g  

respondents have the three small  protrus ions  and a gauge bar.  u/ The primary 

d i f ference between De l t a ' s  miter gauges and those used by other companies i s  

the conf igurat ion  o f  the handle (knob). De l ta  uses  a short  c y l i n d r i c a l  

handle, and the others,  inc lud ing  the s e t t l i n g  respondents, use  a long 

c y l i n d r i c a l  handle.. $2/ 

The only aspect o f  D e l t a ' s  miter gauge that appears t o  be nonfunctional  

i s  the conf igurat ion  o f  the handle. A s  stated prev ious ly ,  the three 

protrus ions  serve the purpose o f  f a c i l i t a t i n g  the se t t i ng  o f  the miter  gauge 

at the three most commonly used ang les,  and the conf igurat ion  o f  the gauge bar 

i s  se t  by industry  standard. Consequently, those aspects  of the miter  gauge 

are  funct iona l .  

-- Location o f  the cont ro l s .  The locat ion  o f  the contro l s  was selected on 

the ba s i s  of ease o f  operation-a fact  that De l t a  has advert i sed.  @/ Th i s  i s  

--- - - 56/ IAFF 8 3 .  

58/ See T r ,  at 9 7 ,  105-106, 

g/ T r .  at 1 0 6 ,  
61/ T r .  at 96-97; CX 49 at 1-4, 7-8; SCX 34 at 27;  CX 3 0 ,  Exh. F ;  CX  3 2 ,  

57/ Id. 

- E/ Id, 

E x C  B at 2; CX 34, Exh, C-7.) 
$2/ IRFF 84-87. 
- 63/ IAFF 74-75. 
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evidence of the functionality of the location of the controls. The 

advertisements for other companies' machines depict similar locations for 

controls; the sole difference is that some are of a left-hand configuration 

and the others, a right-hand configuration, (The right-hand configuration is 

the most commonly used.) E/ 
Further evidence of the functionality of the location of the controls is 

the fact that Delta's agreements with the settling respondents permit the 

respondents to retain the location of the controls on their machines, although 

the respondents are required to change the appearance of the controls. E/ 
The location of the controls is therefore functional. 

Design,&ation, and color scheme of identification name plate and blade 

anqle gauqe at the front of the machine. There is no evidence on the record 

with respect to the color scheme of the identification name plate and blade 

angle guide for machines other than Delta's and one settling respondent. 6J6/ 

The color scheme used by Delta (black, white, and red) appears to be 

nonfunctional. 

The location of the blade angle gauge at the front of the machine appears 

to be functional, however, for the same reasons that the location of the 

controls are functional. %/ 

As indicated above, the following aspects of Delta's table saw are 

functional: (1) the transparency of the blade guard; (2) the configuration of 

the miter gauge (except the shape and size of the handle); and (3) the 

location of the controls (handwheels, gauges, and switches). 

-- ---- - - 64/ IAFF 76-80. 
E/ IAFF 81. 
I 66/ IAFF 109. 
E/ See ICIFF 106-08. 
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Nevertheless, I find the design of the table saw is overall 

nonfunctional, as evidenced by: ( 1 )  the appearance of handwheels; ( 2 )  the 

shape of the blade guard; (3) the appearance of the extension wings; (4) the 

rounded guide bars; (5) the appearance of the rip fence lever and the rounded 

configuration of the rip fence clamp; (6) the appearance of the handle on the 

miter gauge; and (7) the color scheme and design of the name plate and blade 

angle gauge. Moreover, most of the design features of the table saw are 

neither necessary nor utilitarian; Delta's table saw can be produced more 

cheaply using other designs; and alternative designs have been used in 

competitors' table saws without affecting the quality of performance. 

I affirm the ALJ's conclusion that the external design of Delta's table 

saw is overall nonfunctional. 

2. Band Saw 

Delta's "slim line" design leaves most of the adjustment controls, the 

frame (including reinforcing webbs), and the blade guides exposed to view. %/ 

The design uses four light castings as housings (two for the front and rear 

top housings and two for the front and rear bottom housings) and an external 

"C" casting as the frame to join the top and bottom portions of the saw 

together, The tops and bottoms of each of the four housings are a 

near-perfect arc. e/ 
The miter gauge for Delta's band saw is the same as that utilized on the 

table saw. Consequently, I find the appearance of the miter gauge to be 

functional in part. (As stated previously, the three protrusions on the miter 

gauge serve the purpose of facilitating the setting of the miter gauge at the 

-.- - 68/ IAFF 124, 131, 132, 134. 
e/ See IAFF 119, 
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3 most commonly used angles. The configuration of the gauge bar is set by 

industry standard.) In addition, I also find the specific appearance (i.e,, 

transparency) of the blade guide to be functional per E. 

Nevertheless, I affirm the ALJls conclusion that the external 

configuration of Delta's band saw is overall nonfunctional. 

table saw's overall design is not covered by a utility patent and the 

utilitarian advantages of the overall design are not touted in advertising. 

I note that the 

In addition, each saw can be produced more cheaply using other 

designs, a/ and alternative designs have been used in competitors' saws 
without affecting the quality of performance. 7J/ The arbitrariness or 

nonfunctionality of Delta's band saw design lies in the fact that the 

components of the saw are left exposed to view (whereas all of the nonaccused 

saw designs (e.g., "bathtub" designs) place the components within 

housings). z/ 
The bathtub designs tend to be more massive, and the settlement designs 

are heavier and require more steps in production than the slim line 

design. z/ There appears to be, however, effective competition from 
producers utilizing bathtub designs. Furthermore, settling respondents have 

agreed to modify their designs and have agreed that the specified modifications 

will not affect the quality or operation of the imported machines, B/ 
factors lead me to conclude that the design of Delta's band saw is overall 

These 

I nonfunctional. 

- 70/ See IAFF 127.  

- 72/ IAFF 124, 131, 132, 134.  - 73/ See qenerally IFlFF 119, 121-135. 
- 74/ IAFF 133, 137.  

G/ See IAFF 119-122, 128,  137.  
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--. Secondary meaning 

Although nonfunctional, the designs in question are not entitled to 

trademark protection unless they have acquired secondary meaning. a/ To 

establish secondary meaning, it must be shown that a substantial number of the 

relevant consumer group associates the mark with a single source. 2/ The 
party seeking protection for its proposed mark must show that there is 

substantial evidence of secondary meaning, not merely a remote possibility. E/ 
Proof o f  secondary meaning may be shown by direct and/or circumstantial 

evidence, Direct evidence includes statements of  buyers and also may include 

professionally conducted consumer surveys. =/ Circumstantial evidence may 

include evidence o f  the nature and extent o f  the seller's advertising and 

promotional efforts, the size of the seller, number of sales made, amounts 

spent in advertising, length of use o f  the mark, and similar evidence tending 

to show wide exposure of the relevant buyer class to the mark in 

question, 72/ Such evidence is relevant but will not necessarily justify an 

inference that secondary meaning has been established. a/ 
In determining that the overall designs of  Delta's table saw and band saw 

had acquired secondary meaning, the ALJ relied on: (1) a survey study in 

which a net unduplicated 25.8 percent of the total interviewees correctly 

identified photographs of Delta's band saw and a net unduplicated 2 9 . 9  percent 

- -  75/ See Single Handle Faucets at 40; Trolley Wheel Clssemblids at 41; 

- 76/ Single Handle Faucets at 40; Trolley Wheel Clssemblies at 41; 1 McCarthy, 

-- 77/ Note, supra, n . 7 6 .  
78/ Single Handle Faucets at 41; Trolley Wheel Assemblies at 41-42; 1 

- 79/ Note, supra, n . 7 8 ,  - 80/ Trolley Wheel Assemblies at 42; 1 McCarthy, supra, at Sf 15.11, 15,16 .  

1 McCarthy, supra, 15:l. 

supra, 15:ll. 

McGrthy, supra, at S 15.11. 
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correctly identified Delta's table saw; (2) evidence of the length and extent 

of Delta's use of the product configurations, sales' of the machines, and 

advertising; and (3) evidence of respondents' intentional copying of the 

Delta's designs in controversy. E&/ 
I conclude that the factors cited by the ALJ do not provide adequate 

support for a finding that the designs in question have acquired secondary 

meaning . 

1. Survey. 

The proper survey "universe" is that segment of the population whose 

characteristics are relevant to the mental association at issue. 

the wrong universe is of little probative value in litigation, 82J 

A survey of 

The relevant market for the subject saws includes home craftsmen, home 

builders, tradespeople in factories and industrial arts classes, cabinet 

shops, and maintenance shops. E/ Evidence on the record indicates that many 
woodworkers (professionals as well as hobbyists) own or are familiar with a 

variety of woodworking tools. g/ 

The universe of the survey conducted in the present investigation 

consisted of males over 25 years of age who had used their own band saw or 

table saw within the preceding six months. s/ The IA argued, among other 
things, that: (1) the survey universe was too restrictive because it included 

.-- 
81/ ID at 13-15. (See also ID at 6 n.4; CFF 37-68, 78-79.1, 83;yebuttal 

The ALJ CFF37.1-38.2, 47.1-47.3, 55.2-55.4, 56.1-57.4, 62.1, 65.1, 66.1.) 
also commented that the fact that respondents have engaged in passing off is a 
further indication that the product configurations in question have acquired 
secondary meaning. ID at 35. - 82/ 2 HcCarthy, supra, 32.47. - 83/ CFF 77. - 84/ IAFF 158. 

85/ Interviewers were told: "In order to qualify for interview, the man 
must either own his own tool or use it often enough to consider it 'his 
own' , I '  CX 63 at 7. 
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only persons who already owned a saw (or those who used one often enough, 

based upon the interviewer's judgment, that they could be considered the 

equivalent of owners)-i.e., persons who would be most likely to give the 

correct answer, and it did not include all potential purchasers; (2) the 

survey involved an improper grant of discretion to the interviewers; and 

(3) the figures, even if accepted at face value, are not substantial enough to 

support a finding of secondary meaning. E/ 
To establish that the designs in question have acquired secondary 

meaning, Delta was required to show that a substantial number of persons in 

the relevant consumer group associate the designs in question with a single 

source. E/ Moreover, the relevant consumer group must include potential 
purchasers as well as past purchasers. 

Delta estimates that approximately of the end-users of 

its table saw and band saw are home-users. g/ In light of the expense and 

durability of the saws in question, 8B_/ it reasonably can be inferred that 

once a home-user has purchased one of the saws in question, he is not likely 

to be in the market for a second saw of the same type. This inference is 

supported by the fact that those home-users deposed by Delta who offered 

testimony concerning the types and numbers of woodworking machines that they 

owned did not own more than one 14-inch band saw or 10-inch table saw at the 

same time. s/ The only home-user deponents who reported purchasing more 

-- -- 
86/ IA's Review Brief at 22-42; ICI's Reply Brief at 3-5. (See also ICIFF 

87/ Single Handle Faucets at 40; Trolley Wheel CIssemblies at 41; 1 McCarthy, 
140-65. ) 

supra, S 15:ll. 

$ 8 0 0 .  T r ,  at 240-41. 
proposed findings of fact), 284. See also CFF 160. 

5. 

I 88 /  CFF 7 7 ;  Tr. 184-85. 
89/ The retail prices of Delta's table saw and band saw range from $600 to 

S S  also ICIFF 280, 282, 277 (at page 52 of the Ia's 

-- 90/ CPX 11, T r ,  at 5; CPX 13, Tr. at 5, 6, 8; CPX 15, T r .  at 3; CPX 22 at 4, 



table  saw, had been d i s s a t i s f i e d  w i t h  t h e  yaw, and had retlirned it t o  t h e  

vendor o r  r e s o l d  the saw and purchased a Delta saw as a replacement. 91:' -- 

Del ta  po inted out that more than 50 percent o f  the survey respondents 

came under categor ies  other than home user--,e.,  the "custom woodworker," 

"remodeler," and "other" categor ies ,  jJ2/ Del ta  argued that it reasonably can 

be assumed that (1) home remodelers and owners o f  var ious i n du s t r i a l  shops 

would be l i k e l y  t o  own more than one band saw or table saw; (2) a f t e r  a period 

of extensive u se  of a table  saw or band saw, a saw owne- would seek t o  replace 

the used saw w i t h  a newer model; and (3 )  it i s  l i k e l y  that one who has 

extensively used one of a table  saw or band saw eventual ly  would become a 

purchaser o f  such a saw. 23/ 

De l t a  d id  not  c i t e  any evidence on the record that would support i t s  

assumptions. Furthermore, even assuming, arquendo, that D e l t a ' s  assumptions 

are  wel l  founded, the fact remains that home-users account f o r  a substant ia l  

port ion  o f  the market f o r  the saws i n  quest ion  ( i n  the survey, 4 4 . 2  percent o f  

t o t a l  respondents seeing photographs o f  the  band saw and 4 4 . 8  percent o f  those 

seeing photographs of the table  saw descr ibed themselves a s  ''home 

craftsman" E/) and i t  reasonably can be in fe r red  that saw owners i n  the 

home-user category are  the l e a s t  l i k e l y  potent ia l  purchasers o f  a second saw 

o f  the same type. 

---- 
91/ CPX 11, T r .  at 5, 6 ,  7 ;  C F  13,  Tr. at 6 ,  7 ,  E 10; CPX 22 at 4, 5 ,  11-13. 

-- 92/ CX 63 at F i g .  0 .  
93/ D e l t a ' s  Reply B r i e f  at 4-5 .  
-- %/ CX 63 at F i g .  0 .  

CPx11,  T r .  at 5, 7; CPX 13, T r .  at 10-11. 
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Courts have found universes similar to that in the present investigation 

to be flawed because they were restricted to past purchasers and did nut 

include potential purchasers. %/ In the present investigation, since the 

universe was limited to persons who had used their own table saw or band saw 

within the past six months, the universe was too restricted since it did not 

expressly include persons who were contemplating the purchase of a table saw 

or band saw. 

An additional flaw in the survey universe in the present investigation is 

that it was restricted to past purchasers (or extensive users that were the 

equivalent of owners), a group which includes those.who would be most likely 

to recognize the product configurations at issue. %/ Owners and extensive 

-.- - 
95/ In Universal City Studios, Inc. v. Nintendo Co., Ltd., the plaintiff 

cozucted a survey among persons who had purchased or leased the defendant's 
"Donkey Kong" game in order to determine whether they associated the game with 
the plaintiff, who owned the rights to "King Kong." The U.S. Court of Appeals 
for the Second Circuit held that the universe was too restrictive, because it 
was limited to past purchasers or lessees and did not include persons who were 
contemplating the purchase or lease of the product in question. 746 F.2d 112, 
118 (2d Cir-. 1984), 

%/ In Brooks Shoe Co. v. Suave Shoe Co., the plaintiff conducted a survey 
among spectators and contestants at a track meet to determine the degree of 
recognition of the "V" design used on the sides of Brooks' shoes. The court 
held that the plaintiff's survey was not statistically random because the 
survey universe consisted of persons most likely to recognize the mark in 
question (i.e., spectators and participants at the track meet) instead of 
those persons whose opinion would fairly represent the opinions of consumers 
of athletic footwear. 533 F. Supp. 75, 80 (S.D. Fla. 1980). 

Delta cites the Brooks Shoe decision as support for its position that the 
survey could appropriately be limited to owners of the saws in question. 
Although the court in Brooks Shoe accepted defendant's survey, the universe of 
which consisted of owners of athletic shoes (533 F.Supp. 80-81), the survey 
universe in this investigation is clearly distinguishable. In Brooks Shoe, 
the products that were the subject of the survey-shoes-obviously have a 
substantially shorter product lifespan than the woodworking machines that are 
the subject of this investigation. This is a critical distinction, because 

(Footnote continued) 
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users of expensive machines such as the table saw or band saw at issue in this 

investigation would be among the group of persons having intimate knowledge of 

the appearance of the table saws and band saws and their components. 

Consequently, owners and extensive users are obviously the most likely to 

recognize the Delta saws in question by their appearance. 

The reliability of the survey is diminished further by the fact that the 

survey did not utilize control photographs-i.e., pictures of similar types of 

machinery manufactured by other companies. Fllthough the Qurvey contained 

internal controls (e.g., interviewees were asked the reason why they 

identified the saws in question as being a particular brand or the product of 

a particular manufacturer), control photographs should have been used to 

ascertain the extent to which the public associates woodworking machines with 

(Footnote continued) 
the difference between ownership and potential ownership of a relatively 
disposable consumer item is substantially less significant than the difference 
with respect to products that have a substantially longer product lifespan, 
such as saws. 

shoes. Consequently, the universe in Brooks Shoe consisting of owners of 
athletic shoes was very broad. In the present investigation, there are 
substantially fewer articles and producers of the articles in question (table 
saws and band saws), and the class of persons who have used their own table 
saw or band saw within the last six months i s  a small subgroup of the 
potential market of woodworkers and woodworking enthusiasts. Thus, in order 
to be comparable with the broad and representative universe in Brooks Shoe, 
the universe in the present case would have to have included all woodworkers 
and woodworking enthusiasts and not be limited to owners or frequent users. 

Delta argued that in Certain Plastic Food Storage Containers, 
Investigation No. 337-TA-152, the Commission approved universe criteria 
similar to that used in the present investigation. The survey universe in 
that case consisted of women 21 years of age and over who were users of 
plastic food storage containers. USITC Publication 1563 (hug. 1984) at 80. 

Plastic Food Storage Containers is distinguishable from the present 
investigation, partly because the universe in that case was factually much 
broader than the universe in the present investigation. More importantly, it 
reasonably can be inferred that, given the nature of the product in question 
(plastic dishes), the relevant universe in the Plastic Food Storage Containers 
survey would be more likely to include potential purchasers of the articles in 
question than would the universe in the present investigation. 

Furthermore, there are numerous brands, makers, and types of athletic 
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Rockwell/Delta exclusive1.y. Delta's sales of the subject saws are second only 

to those of Sears, Roebuck 6 9J/ 'That circumstance increased the 

likelihood that an interviewee would answer "Rockwell" and/or "Delta" in 

response to the key question, on the basis of his familiarity with the brand 

names rather than recognition of the product configuration, 

CIn additional consideration that diminished the reliability of the survey 

was the fact that the interviewers were not given sufficiently specific- 

instructions about selecting persons to approach as possible 

interviewees. E/ For example, the decision regarding which nonowner saw 
users to interview was left to the discretion of the interviewer and was not 

based on any clear guidelines. Interviewers were told that "in order to 

qualify for interview, the man must either own one tool or use it often enough 

to consider it his own." 92/ Even if owners were the appropriate universe, 

there should have been guidelines for the interviewer to determine whether the 

potential interviewee's use of the saw in question reasonably could be 

considered the equivalent of ownership. The absence of such guidelines gave 

interviewers too much discretion. Such discretion has the potential for bias. 

Yet another factor which leads me to conclude that the survey in this 

case is not entitled to substantial weight as direct evidence of secondary 

meaning is that, even accepted at face value, the percentages of correct 

responses are relatively low. There is no prescribed recognition rate for 

determining what weight a survey is entitled to as evidence of secondary 

meaning. However, the percentages of correct responses in this 

97/ ICIFF 164. - 98/ See ICIFF 149-50. 
- 99/ CX 63 at 7. 

(See also ICIFF 165.) 
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investigation--..a net undupli,cated 25 .8  percent f o r  the band saw and a net 

unduplicated 29 .9  percent f o r  the table Saw---are re l a t i ve l y  low i n  l i g h t  o f  

the narrowness o f  the universe and compared with survey recognit ion  rates 

g i ven  subs tant ia l  weight a s  evidence o f  secondary meaning in previous 

inves t i gat ions .  

I n  Staple  Gun Tackers,, the Commission accepted a survey as evidence of 

secondary meaning even though the recognit ion  l e ve l s  at the var ious survey 

locat ions  were 14, 30, and 40  percent. m/ De l t a  argued that  those f i gu re s  

are s im i l a r  t o  the percentages o f  correct responses in each geographic area 

where the survey in the present inves t i gat ion  was conducted, E/ 
Staple  gun tackers are  low-priced, r e l a t i v e l y  high-volume products, m/ 

whereas the subject table saws and band saws are  expensive items with a 

smal ler  volume o f  sa les  and a r e l a t i v e l y  sophist icated market. @/ Consumers 

are  l e s s  l i k e l y  t o  make a purely random purchase o f  an expensive item and thus 

-- --- --- -I-- 

100/ I n  S i n g l e  Handle Faucets, the Commission r e l i e d  on a survey i n  which the 
responses were 63 percent correct (after  adjustments f o r  "good guessers " )  
among plumbers, who accounted f o r  75 percent o f  the purchases o f  the products 
at  i s s ue .  S i n g l e  Handle Faucets at 41-44, The Commission a l s o  accepted a 
second survey i n  which correct responses amounted t o  34 percent. However, the 
Commission viewed the second survey merely as an adjunct t o  the f i r s t  one, 
s ince it corroborated the r e s u l t s  o f  the f i r s t  survey, but d i d  not have a s  
high a degree o f  r e l i a b i l i t y .  I d .  at 43-44. I n  Sneakers, the Commission 
s im i l a r l y  placed substant ia l  ref iance on a survey having a correct  recogn i t ion  
rate  o f  over 67 percent. Sneakers at 8-12. See Cube Puzzles in  which 
the Commission accepted surveys having correct  response r a te s  o f  33, 4 0 ,  and 
72 percent, Cube Puzz les,  Views o f  Chairman Eckes and Commissioner Haggart at 
13-14, Views o f  Commissioner S tern  at 1. 

were 37.3  (San Francisco,  CA), 36 (Columbus, OH), 28 (Boston, MFI) and 18 
percent (Fairfax County, VA) f o r  the table  saw. CFF 60. F o r  the band saw, 
the recognit ion  rates  were 3 3 . 3  (Fa i r fax  County) 25.6 (San Francisco)  3 4  
(Columbus), and 14  percent (Boston). CFF 6 3 .  

.- 101/ Staple  Gun Tackers at 29-43. 
102/ I n  the present invest igat ion,  recogn i t ion  r a te s  at the var ious  locat ions  

1=/ See Staple Gun Tackers supra at f i n d i n g s  o f  f a c t  17-19, 69, 129, 149-50. 
104/ CFF 77; IAFF 158, 279-80, 282, 277 (on page 52 o f  the I f l ' s  f i n d i n g s  o f  

fact),  284, 287. 
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would be presumed to have more famil.iarity with the expensive item prior to 

purchasing it 

The universe in the present investigation was limited to persons who had 

used their own table saw or band saw within the last six months (or those who 

had used one often enough to consider it his own). These persons would have 

an intimate knowledge of the appearance of the table saws and band saws and 

their components. Consequently, it is more likely that they would correctly 

identify a table saw or band saw by its appearance as being a Delta product 

than would a more representative (i.e,, broader) universe. Yet, only the net 

unduplicated 25.8 percent of the survey respondents correctly identified the 

band saw and a net unduplicated 29.9 percent correctly identified the table 

saw. &5/ 

The net unduplicated 25.8 and 29.9 percent recognition rates in this case 

are low considering that Delta's sales of the subject saws are second only to 

-. --- --- - 
105/ Staple Gun Tackers also is distinguishable from the present case because 

the14 percent recognition rate at one survey location in that investigation 
(San Diego, California) could have been attributed to the fact that the 
complainant's staple guns had been sold at that location only for a few months 
prior to the survey. Staple Gun Tackers at 43. For that reason, the 
presiding ALJ stated that even if rates in excess of 25 percent were required, 
the 30 and 40 percent recognition rates at other locations satisfied that 
requirement, and the 14 percent recognition rate in San Diego should not be 
discounted or used to discredit the reliability of the survey as a whole. Id. 

Delta has been selling it3 table saw since 1970 and its band saw since 
1945 throughout the United States. CFF 39-40 and 42. Dr. Sorenson testified 
that in selecting various sites where the interviews were to be carried out, 
he sought geographic areas where Delta was doing well in terms of sales 
penetration, as well as areas where Delta was not doing so well. Tr. 331-32; 
IAPX 18 at 36. He also testified that survey interviews in each geographic 
area were conducted outside stores and lumberyards where Delta's products were 
sold and presumably outside stores where Delta tools were not sold. Id. This 
was done to achieve the proper mix. Id. (e qenerally ICIFF 141-48; rebuttal 

Delta did not cite any special or unusual circumstance that would account 
for the 14 and 18 percent recognition rates at particular geographic locations 
in this case, however. 

CFF 55.2-55.3.) 
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those of Sears, Roebuck C Co,; =/ the product configurations in question 

have been used since 1945 and 1970, respectively; E/ and the survey universe 
was limited, in effect, to those persons who would be most likely to give the 

correct response. 

In sum, I conclude that the survey in this investigation is entitled to 

little weight as direct evidence of secondary meaning, 

2. 

Delta has engaged in extensive advertising and sales of the subject 

Extent of sales and advertising 

machines. Delta contends that the length of use of the product 

configurations, the volume of sales, and the nature and extent o f  its 

advertising supports a finding of secondary meaning, =/ 

Here length of time and the extent of promotional efforts are rarely 

dispositive. =/ The issue is the effectiveness of Delta's prolonged use of 
the marks and promotional efforts in establishing in the minds o f  the 

consuming public an association between the asserted mark and a single 

source. K O /  

For the reasons discussed below, I find that the evidence of Delta's 

advertising, sales, and promotional efforts in this case are not sufficient 

alone nor in concert with the other evidence in this investigation to 

establish secondary meaning. 

Delta's advertisements and promotional materials-as well as the saws 

themselves-carry the registered mark "Rockwell" and the registered Rockwell 

-- - 
..- 106/ IRFF 164. 
- 107/ CFF 39-40 and 42. 
- lOe/ See Delta's Review Brief at 21-23; CFF 47-51.1; rebuttal CFF 47.1-47.3. 
109/ See Vertical Milling Machines at 19-20; Braiding Machines at 61. See 

(See also IFIFF 165.) 

a-F- Carter-Wallace, Inc. v .  Proctor C Gamble Co., 434 F.2d 794 (9th Cir, 
1970). - 110/ Vertical flilling Machines at 19-20; Braiding tlachines at 61. 
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logo. =/ 

the common-law word mark "Contractor's Saw.'' g2/ 

Delta's table saws and promotional materials therefor also contain 

As Delta has pointed out, 

it is well settled that a product can utilize more than one trademark without 

diminishing the identity of each. =/ However, when alleged configuration 
marks are used in connection with strong existing word marks, the alleged 

configuration mark must create a commercial impression separate and apart from 

the other existing marks in order to receive common-law trademark 

protection. -/ 

In the present case, in some instances, the size and placement of the 

strong word marks in promotional materials makes the product configuration 

obscure by comparison. The table saw and band saw are depicted in silhouette, 

and in some instances, certain features of the table saw or band saw are not 

readily discernible. =/ In addition, features in the rear of the saws are 
not depicted at all. .m/ 

Certain design elements that are most clearly distinguishable in some of 

Delta's advertisements (e.g., the handwheel elements, the identification 

plate, and rounded guide bars on the table saw) are the same as-or are very 

similar to-features used by Delta's legitimate competitors or certain 

settling respondents. =/ Such similarities lessen the likelihood that 
- - 1 1 1 /  IAFF 176. 
- 112/ IAFF 176. 
113/ Proctor 6 Gamble Co. v. Keystone Automotive Warehouse, Inc., 191 

114/ See Vacuum Bottles at 10-14; Milling flachines, supra, at 28-29; Braiding 

(See also IAFF 177.) 
(See also IAFF 177.) 

U 7 P . Q .  474 (TTAB 1976). 

Maxines at 63; Petersen Manufacturing Co. v. Central Purchasing, Inc., 740 
F.2d 1541; flpplication of McIlhenny Co., 278 F.2d 953 (C.C.P.A. 1960), 
- 115/ IAFF 179-81. 
- 116/ Id. 
117/ See IA's Reply Brief at 5-7 and Exh. B at 1-38; CX 32 at 4-5; CX 49; 

I= 1 at 112-22; IACX 5 at 14-20, 23-30; IACX 34 at 17, 23, 27, 38-41. 
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Delta's advertisements foster an association between the product 

configurations depicted and a single source 

Furthermore, the mere presence or visibility of specific components o f  

the asserted product configurations in Delta's advertising materials does not 

necessarily support a finding o f  secondary meaning. llJ/ The materials in 

question must draw attention to the nonfunctional aspects of the product 

configuration. =/ There is nothing in Delta's advertisements which 

highlights or focuses the consumer's attention specifically on the design 

features that are claimed to have trademark significance. L O /  

In sum, I find that Delta's evidence of extensive advertising and 

prolonged use of the marks in question is not entitled to substantial weight 

as circumstantial evidence that the configurations in question have acquired 

secondary meaning. 

3. Intentional copyinq 

Rlthough the RLJ concluded that the saw configurations are not inherently 

distinctive, the ID states that evidence of direct copying "strengthens the 

presumption of secondary meaning" in the designs of the saws at issue. =/ 

There is judicial precedent for the proposition that if respondents find 

it beneficial to trade on the appearance o f  an external product configuration, 

-..- -- l l 8 /  See Trolley Wheel Flssemblies at 4 8 ;  New England Butt at 11; Textron at 
17. 
- 119/ Note, supra, n. 118. 
120/ Fllthough Delta's Vice President testified at the evidentiary hearing 

that Delta's advertising places emphasis on the appearance o f  the products in 
question, he also testified that the purpose o f  depicting the machines in 
Delta's advertisements is to "show the functions of the machine" (emphasis 
added) and "to discuss its features and benefits." Tr. at 196. (See a& 
IFlFF 177.) 
I _  121/ ID at 14 (emphasis added); see ~1s 33-34. 
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secondary meaning exists in that design. E/ The FILJ's language also is not 
without Commission precedent. In Single Handle Faucgtz, the Commission stated 

that.- 

The Commission has recognized that intentional copying may 
also be probative of secondary meaning, and in those 
instances where there is a showing of deliberate and close 
imitation of the senior user's mark, may even give rise to 
a presumption of secondary meaning. =/ 

However, in Single Handle Faucets, the mark was strong and there was 

other substantial additional evidence of secondary meaning. E/ Similarly, 
in other cases in which the Commission regarded evidence of intentional 

copying as being probative of secondary meaning, the existence of both a a 

strong mark and other substantial evidence of secondary meaning also supported 

the finding. E/ 
In this case, evidence of intentional copying, absent a strong mark and 

other substantial evidence of secondary meaning, is not sufficient to support 

a finding of secondary meaning. =/ 
--- --- - 122/ See Truck Equipment Service Co. v. Freuhauf Corp., 536 F,2d 1210, 1220 

- 123/ Single Handle Faucets at 46 .  - 124/ Single Handle Faucets at 40-46. 
125/ Staple Gun Tackers at 50-51; Vacuum Bottles at 17-19; Sneakers at 20; 

n. 13 (8th Cir. 1976), cert. denied 429 U.S. 861 (1976). 

. 

Certain Novelty Glasses, Investigation No. 337-TA-55, USITC Publication 991 at 
11 (July 1979), See also Trolley Wheel assemblies at 48-49. 

Similarly, in Truck Equipment Service Co. (note, supra, n.122), the court 
noted that there was other substantial evidence of secondary meaning, in 
addition to evidence of intentional copying. 536 F.2d at 1220, n.13. 

offis a further indication that the product configurations in question have 
acquired secondary meaning. ID at 35. 

off, and each exists independently of the other. Vertical Hilling Machines at 
38; Braiding Machines at 64-65. In the present investigation, the evidence in 
the record shows that, in most instances, passing off (as well as false or 

126/ The ClLJ commented that the fact that respondents have engaged in passing 

Under Commission precedent, secondary meaning is irrelevant to passing 

(Footnote Continued) 
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Infrinqement 

Under Commission rule 2 1 0 . 5 3 ( h )  and pursuant to the Comnii.ssi.on's notice 

of review published in the Federal Register of April 10, 1985, the 

Commission's decision not to review the portions of the ID concerning 

infringement caused those portions of the ID to become the Commission's 

determination on the issue of infringement. lZL/ 

Patent Infringement 

The patent claims in controversy are- 

claims 1-3 and 5-14 of the aforementioned ' 493  patent; 

claims 1-4 o f  U.S. Letters Patent 4 ,174 ,100  (the '100 patent); and, 

claims 1-5 of U . S .  Letters Patent 4 ,436 ,126  (the ' 1 2 6  patent). 

Patents are presumed valid. l2J/ The burden of  establishing invalidity 

rests on the party asserting such invalidity. E/ The validity of the 
subject patents was not in dispute in this investigation, since the 

respondents defaulted and the IA did not take a position on the patent 

issues. The ALJ correctly determined that in the absence of clear and 

- 
(Footnote Continued) 
deceptive advertising) was accomplished by the use of Delta's registered 
trademarks and logo and common-law word mark. See IFlFF 227-39, 240-42; CFF 
123-130.2,  146-147.4.  Consequently, even if passing off were to constitute 
proof of secondary meaning, such secondary meaning in this case could not be 
imputed to the product configurations in question. Thus, I find that the C\LJ 
erred in concluding that proof of passing off, in and o f  itself, proves that 
the configurations at issue have acquired secondary meaning. 

C66ission also adopted Delta's findings of fact 77-122 to supplement the 
discussion in the ID concerning the issue o f  infringement. 5 0  Fed. Reg. 14172 
(Flpr. 10, 1985) .  

127/ 19 C.F.R. 210 .53 (h ) ;  50 Fed. Reg. 14172 (Rpr. 10, 1985).  The 

- 128/ 35 U . S . C .  fi 2 8 2 .  
- 129/ Id. 
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convincing evidence of invalidity, the statutory presumption of validity 

prevails. , K O /  

The unenforceability of a patent for equitable reasons must be proven by 

clear and convincing evidence. =/ In the absence of such allegations and 
evidence, the QLJ correctly determined that each of the patents in controversy 

is in full force and effect. &/ 

Ply infringement findings are set forth below. 

'493 patent 

The '493 patent is directed to a safety blade guard assembly for a 

circular table saw. l3J/ The patented blade guard assembly is nonremovably 

mounted on a kerf splitter that is secured fixedly at a relatively 

inaccessible point beneath the rear table edge. The assembly has'a 

blade-quard-supporting linkage connected to the kerf splitter and blade guard 

so as to'limit pivotal movement of the guard between a normal operating 

position and a limit position determined by the supporting link which prevents 

the blade guard from being swung to an inoperative position. 

The record shows that settled domestic respondent Jet has imported into 

the United States and marketed Taiwan manufactured table saws and tilting 

arbor saws incorporating a blade guard assembly that infringes claims 1, 2, 3, 

- 
130/ Certain Apparatus for Installing Electrical Lines and Components 

TheFefor, Investigation No. 337-TR-196, ID (Order No. 5) at 7 (Dec. 27, 1984) 
(50 Fed. Reg, 6072, Feb. 13, 1985); Certain Methods for Extruding Plastic 
Tubing, Investigation No. 332-TA-110, USITC Publication 1287 at 5 (Sept .  1982), 
131/ See J.P. Stevens 6 Co., Inc. v. Lex Tex Ltd,, Inc., 747 F.2d 1553, 1559 
(Fed, Cir. 1984). 
- 132/ ID at 26. 
133/ CX 1 .  Delta uses the patented blade guard assembly on its table saw and 
itstilting arbor saw sold under the registered trademark "Unisaw." See CFF 
13 1-32 I 
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5 ,  6 ,  7 ,  8 ,  9 ,  10, 11, 12, 13, or 14 of the ' 4 9 3  patent. E/ Nonsettling 
domestic respondents Pro Shops, Trend-Lines, and Fort Bragg sell Jet's saws 

incorporating an infringing blade guard, E!/ I affirm the ALJ's finding of 

infringement with respect to the aforesaid respondents and claims 1-3 and 5-14 

of the ' 4 9 3  patent, E/ H/ 1381 

- 
134/ Tr. 169-72; CX 37-38. Subsequentto the issuance of the ID, Jet was 

terminated from the investigation on the basis of a consent order. S s  5 0  
Fed. Reg. 20303 (May 15, 1985) .  The portions of the ID concerning 
infringement of the ' 493  patent were still under review by the Commission, 
however. My finding of infringement with respect to Jet is based on the 
evidence on the record and adverse inferences drawn by virtue of Jet having 
defaulted in this investigation. 

CG-26 at 6 .  
135/ Tr. 150; CPX 14 at 7 and Exh, 2;  CX 28 at 6 ;  CX 29 at 2 ,  4 ,  7, and 13; 

-- 136/ ID at 2 7 .  
The ALJ's conclusions of law listed additional domestic and foreign 

respondents as having imported or sold saws incorporating an infringing blade 
guard. CL 18 .  Infringement of the ' 493  patent by those additional 
respondents was not discussed in the text of the ID. 

those respondents is sparse, and affirmation of the FILJ'r conclusion of 
infringement with respect to those respondents would have to be based 
primarily on adverse inferences drawn by reason of the respondents having 
defaulted in this investigation. The Commission has stated previously, 
however, that- 

The evidence of record concerning infringement of the ' 493  patent by 

[Tjhe effect of a finding of default is not necessarily to allow a 
complainant to rely solely upon the allegations in his complaint and 
require the presiding officer to make a finding of violation based 
upon those allegations. 
default is to authorize the presiding officer to create certain 
procedural disabilities for the defaulting party and to entertain, 
without opposition, proposed findings and conclusions, based upon 
substantial reliable and probative evidence, which would 
support . . . a determination.' 

Rather, '[tlhe effect of a finding of a 

Staple Gun Tackers at 1 3 .  

Shops, Trend-Lines, and Fort Bragg. 

theID nor Delta's prehearing and posthearing submissions contained any 
information about alleged unfair acts and practices by Leroy in the 
importation or sale of the subject woodworking machines in the United States. 
Both Delta and the IFI have conceded that there is no evidence of a section 337 
violation by Leroy. Delta's Review Brief at 46; 1 6 ' s  Review Brief at 6 1 .  I 
therefore find, contrary to the ALJ's holding, that Leroy not has violated 
section 337 ,  

a;;d'-5-14. 

fly finding of infringement therefore is limited to respondents Jet, Pro 

137/ With regard to the effect of a finding of default, I note that neither 

1 3 8 /  The notice of investigation limited the ' 4 9 3  patent issues t o  claims 1-3 
48 Fed. Reg. 55786 (Dec, 15,  1983) .  The ID states, however, 

(Footnotes continued) 



PUBLIC INSPECTION. r'Y - Conf identi.3.i Bus iness  Inf \ation ,Deleted 

33 
'100 patent 

The '100 patent i s  d i rected t o  a r i p  fence having a bottom sect ion  that  

i s  adjustable  i n  height w i t h  respect t o  the work t ab le .  jl/ The fence 

st ructure  has supporting members separate from, but attached to,  the table  at 

the front and rea r  edges o f  the t ab le .  Although the fence st ructure  i s  

attached t o  the table,  i t  can be moved over the surface o f  the t ab l e .  The 

fence st ructure  has two parts. The f i r s t  part i s  a downwardly open 

channel-shaped upper member, and the second part i s  a tab le  engaging lower 

member adjustably f i xed  t o  the upper member. 

The record shows that domestic respondents Fort Bragg and Trend-Lines 

have s o l d  Je t  t i l t i ng  arbor saws that incorporate an adjustable  he ight  fence 

that i n f r i n ge s  claims 1-4 o f  D e l t a ' s  '100 patent.  =/ I therefore  affirm the 

FILJ's conclus ion  o f  infringement w i t h  respect to  the '100 patent.  -/ 

'126 patent 

The '12.6 patent r e l a te s  t o  a l i g h t ,  portable wood th ickness ing  machine 

( i , e , ,  a wood planer). lS/ The p laner  has a bed over which the wood i s  

passed and an upper housing.  FI cutter  and feed r o l l e r s  are  located in  the 

-I __.- 

(Footnotes continued) 
that a l l  1 4  c la ims o f  the '493 patent have been i n f r i nged .  although De l t a  in  
f a c t  argued t o  the ALJ that a l l  14 cla ims of the '493 patent had been 
inf r inged,  D e l t a ' s  Review B r i e f  s t a te s  that the a l l e g a t i o n  o f  infringement 
w i t h  respect t o  c la im 4 was inadvertent.  D e l t a ' s  Review B r i e f  at 46, n-11. 
My infringement f i nd ing s  thus are  l im i ted  to  the claims r e c i t ed  in  the not i ce  
o f  i n ve s t i ga t i on .  

t h e r e g i s t e r e d  trademark "Unisaw". 
139/ CX 2 .  De l t a  uses the patented fence on i t s  t i l t ing arbor saw s o l d  under 

See CFF 133-34. 
- 140/ CFF 142-44. 
- 141/ CL 18. 
- 142/ CX 3 ,  De l t a  s e l l s  the patented machine as the "RC-33 P laner . "  See CFF' 

135-36. 
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upper housing. The upper housing is supported on a number of pillars 

extending from the base. 

The record shows that settled Taiwan respondent, Show Soon, has exported 

to the United States a wood-planing machine that infringes claims 1-5 of the 

'126 patent. =/ I therefore affirm the ALJ's finding of infringement with 
respect to the '126 patent. H/ 

flisappropriation 

The scope of a section 337 investigation is defined by the Commission's 

The notice in this investigation lists "false notice of investigation. E/ 
representation of manufacturing source" as one of the unfair acts and 

practices to be investigated. "False representation of manufacturing 

source" was not mentioned in the ID, nor was it discussed in the parties' 

prehearing and posthearing submissions to the FILJ. Delta's submissions to the 

FILJ and the ID discussed "misappropriation." m/ 
The question is whether misappropriation is within the scope of the 

investigation. Delta argued that misappropriation is within the scope of the 

investigation because the charge of false representation of manufacturing 

source is broad enough to encompass it and misappropriation was raised in the 

complaint. m/ In the alternative, Delta requested that the Commission amend 
the notice to include misappropriation. =/ 

- - 143/ Tr. 177; CX 23, 37, 40. 
- 144/ ID at 27-28, CL 23. 
- 145/ 19 C.F.R. 210.21. - 146/ 48 Fed. Reg. 55786 (Dec. 15, 1983). - 147/ ID at 27. 
-- 148/ Delta's Review Brief at 40-42. - 149/ Id. 
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lhe IA argued that "misappropriation" is not covered by the notice of 

investigation, and acceptance of Delta's arguments regarding that charge is 

unnecessary since misappropriation is simply redundant in light of the other 

unfair acts included in the notice. l!52/ 

I determine that "misappropriation" is not within the scope of the 

investigation and that the notice will not be amended to include it as an 

additional charge. 

On the basis of Delta's arguments, the ID defines "misappropriation" as 

follows: 

[A] property right which the complainant relies upon 
because of a substantial investment of time, effort, and 
money in the commercial creation. When that right is 
appropriated at little or no cost and the creator of the 
right is injured, a case of misappropriation exists. l5J/ 

In contrast to the Delta and the ALJ's defintion of "misappropriation," 

the Commission has treated charges of false representation of source and false 

designation of source as inferred common-law trademark infringement. LSl/ 

The ALJ's definition of "misappropriation" does not correspond exactly to 

the Commission's interpretation of false representation of source or false 

designation of source in previous investigations. Nevertheless, the 

activities found to constitute "misappropriation" overlap with the activities 

-- 150/ 16's Review Brief at 58-60. 
- 151/ 1 McCarthy, supra, S 10.23; ID at 2 7 .  
-- 152/ - See, e.q., Trolley Wheel hssemblies at 53; Braiding Machines at 79; 
Sneakers at 21; Vacuum Bottles at 28. 
Investigation No. 337-TR-139, USITC Publication 1507 at 43 (Mar. 1984). As 
such, complainants have been required to show a likelihood of confusion 
concerning the source of the subject products (as well as demonstrating the 
other elements of common-law trademark infringement). Id. Failure to 
establish the existence of a common-law trademark has precluded a finding of 
false designation of source. Id. 

See also Certain Caulking Guns, 



PUBLIC INSPECTION COPY - Confidential Business Information Oeleted 
3 6  

the unfair acts and practices listed in the notice of investigation. L52/ In 

determining that certain respondents had engaged in "misappropriation," the 

FlLJ made the following findings: 

1. Respondent Jet has appropriated the design and 
configuration of Delta's machines and the use of the 
name "Contractor's Saw," and has been distributing 
tilting arbor saws with copies of substantial 
portions of Delta's instruction and user manuals; 

2. Respondents Fort Bragg and Trend-Lines have been 
selling the Jet machines; and, 

3. Other settled respondents [not identified in the ID] 
also have used various Delta instruction and user 
manuals in marketing their products. e/ 

A s  indicated in the ID, some of the respondents charged with engaging in 

misappropriation have settled with Delta. Although Fort Bragg and Trend-Lines 

have not settled with Delta, the fact remains that the acts of alleged 

misappropriation overlap with other unfair acts listed in the notice o f  

investigation. Delta thus would not gain additional relief if the notice were 

amended to include misappropriation. =/ I find that the notice therefore 
should not be amended. 

Definition of the Domestic Industry 156/ 

The present investigation involves the importation of certain table saws, 

band saws, tilting arbor saws, and planers. =/ In addition, it involves the 
following intellectual property rights: 

-- -.----. .- - 150/ See e.g., IAFF 227-42. 
- 154/ ID at 27-28; CL 23. 
- 155/ - See ---- infra, this opinion at 49-54. 
- 156/ See ID at 31 and CL 24, 26. 
157/ Fllthough the investigation also covered a disk/belt finisher, 8-inch 

m z r i t e d  bench saw, shaper, and 6-inch jointer, Delta neither alleged nor 
proved unfair acts and unfair competition with respect to those machines. 
Delta's consent order settlements with various respondents (Le5 supra, nn. 6, 
8,) have removed those machines from contention. 
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2 registered trademarks--"Unisaw" and "Rockwel I . " ;  
1 registered logo-the Rockwell logo; 
1 common-law phrase trademark-."Contractor's Saw"; 
2 alleged common;-law product configuration trademarks-table saw 

design and band saw design; and, 
3 patents-'493 blade guard patent, '100 rip fence patent, and '126 

planer patent. 

In previous investigations involving patents or trademarks, the relevant 

domestic industry has been defined in terms of the exploitation of the patents 

or trademarks in controversy. E/ In investigations involving other unfair 
methods of competition such as false advertising or passing off, the 

Commission has defined the domestic industry in terms of complainant'3 U.S. 

facilities devoted to the production and sale of the article that was the 

subject of the unfair act (e.g., false advertising or passing off). E/ The 
Commission also has stated that the domestic industry should be limited to 

those products that are the subject of the unfair acts. =/ 
I have dissented from decisions in which this approach has resulted in an 

artificially narrow and arguably result-oriented definition of domestic 

industry. w/ On the other hand, in some cases-particularly those involving 

158/ a, e.g., Staple Gun Tackers at 66; Trolley Wheel Assemblies at 56-57; 
P G t i c  Food Storage Containers at 76; Braiding Machines at 85; Vacuum Bottles 
at 29; Certain Miniature, Plug-In Blade Fuses, Investigation No. 337-TA-114, 
USITC Publication 1337, Commission Opinion at 34 (Jan. 1983) (Plug-In Blade 
Fuses); Apparatus for Installing Electrical Lines; Certain Softballs and 
Polyurethane Cores Therefor, Investigation No, 337-TA-190, ID at 63-64 (Feb. 
19, 1985) (50 Fed. Reg. 16171, Apr. 24, 1985); Certain Bag Closure Clips, 
Investigation No, 337-TA-170, ID at 38 (Aug. 9, 1984) (50 Fed. Reg, 35872, 
Sept. 12, 1984) (Bag Closure Clips). 
159/ See Plug-In Blade Fuses, Commission Opinion at 33-34 and Recommended 

Determination at 26-27. 
-- 160/ &e Single Handle Faucets at 56; Staple Gun Tackers at 66; Plastic Food 
Storage Containers at 76. 
161/ See Certain Headboxes and Papermaking Machine Forming Sections for the 

Continuous Production of Paper, And Components Thereof, Investigations N o s ,  
337-TA-82 and 82A, Dissenting Opinion of Commissioner Paula Stern, USITC 
Publications 1138 (Apr. 1981) and 1197 (Nov. 1981) (exploitation of patent 
resulted in production of two attachments for papermaking machine, only one of 
which was subject to import competition). 
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trademarks-the number of products related to exploitation of the intellectual, 

property right may be very great, and there may be so little interrelationship 

between the various products that segmentation into more than one industry may 

be appropriate. =/ In such cases, I believe that a more narrow demarcation 

of the industry in terms of commercial realities-such as the different 

markets in which the various products are sold-may be appropriate. 

In previous investigations involving patented components of an article of 

commerce that arguably are themselves separate articles of commerce, the 

Commission has found that if ( I )  the components are integrally related to the 

article of commerce in which they are incorporated and (2) the components are 

not marketed to a significant degree as separate articles, it will define the 

domestic industry in terms of the larger article of commerce. ,m/ 
In this case, the "Rockwell" trademark and registered logo are common to 

all of the domestically-produced articles of commerce that are the 

counterparts to the imports under investigation, as well as to other products 

regarding which no complaints of unfair import competition have been raised. 

Thus, I have examined the issue of whether the industry should be defined to 

include all operations related to the "Rockwell" trademark and logo. The 

record contains little, if any, information regarding the similarities, if 

any, with respect to the characteristics and marketing of these other 

machines. In future investigations, the IF\ should develop a record on this 

162/ See, s,g., Certain Portable Electronic Calculators, Investigation No. 
337:TFl-198, Unreviewed ID of Flpr. 18, 1985; Certain Gremlin Character 
Depictions, Investigation No. 337-Th-201, Unreviewed ID of Dec. 10, 1984. 
163/ See, e?,%, Certain Personal Computers and Components Thereof, 

Investigation No. 337-TA-140, USITC Publication 1540 (Mar. 1984) at 41-43; 
- C.f. Certain Modular Structural Systems, Investigation No. 337-Tn-164, USITC 
Publication 1668 (June 1984), Commission Memorandum Opinion at 8-15. 
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i s s ue .  However, a s  a pract i ca l  matter, much o f  the data on the i ndu s t r y ' s  

economic performance was provided f o r  a l l  "Rockwell" machines a s  opposed t o  

only those that correspond to  the imports under i n ve s t i ga t i on .  =/ 

A s  the IA po int s  out,  the Commission conceivably could determine that 

there are  mul t ip le  indus t r ie s  i n  t h i s  case. E/ The separate indus t r ie s  

would be a s  fo l lows  

( I )  "Rockwell" reg i s te red  trademark: There would be one industry  comprising 

a l l  the a r t i c l e s  of  commerce that have the Rockwell mark and are  the subject 

o f  the u n f a i r  import competition. 

( 2 )  I493 patent: Th i s  patent re la tes  t o  the blade guard component used on the 

table saw and the bench saw. Therefore, the a r t i c l e s  o f  commerce would be 

these two saws, and the industry would comprise the tab le  saw and band saw 

( 3 )  '100 patent: Th i s  patent re la tes  to the adjustable  he ight  r i p  fences, 

which are i n teg ra l  components o f  the t i l t i ng  arbor  saw. Therefore, the 

a r t i c l e  o f  commerce and the domestic industry would be def ined as being only 

the t i l t i ng  arbor  saw. 

( 4 )  ' 126 patent: S ince t h i s  patent covers the p laner,  the industry  would be 

defined a s  being only  the p laner.  

(5) common-law trademark "Contractor ' s  Saw": Th i s  i s  used only on the tab le  

saw. Therefore, the industry would be only the tab le  saw. 

(6) req is tered trademark "Unisaw": S ince t h i s  i s  used only  on the t i l t ing 

arbor saw, the industry  would be only the t i lt ing arbor  saw. 

( 7 )  al leqed common-law conf iqurat ion  m,ark f o r  the band saw: 

in te l lec tua l  property r ight would r e s u l t  i n  one indus t ry ,  i . e . ,  the band saw. 

Th i s  a l leged 

.--. - ----- - 164/ See CX 18,  66-70. 
- 165/ -. See I n ' s  Review B r i e f  at 45-46. 
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( 8 )  &lesed common-law confiquration mark for the table saw: This alleged 

intellectual property right would result in one industry, i.e., the table 

Both Delta and the 113 argued that the Commission should find that there 

is only one domestic industry. Delta argued that the domestic industry should 

be defined as- 

Delta's United States operations involved in the 
manufacturing, testing, marketing, sales and servicing of 
the Delta 10 inch table saw, 14 inch band saw, tilting 
arbor saw, other machines marketed under the name 
"Contractor's Saw" or utilizing the "Rockwell" trademark or 
"Rockwell logo." Additionally, the domestic industry 
consists of those operations described herein devoted to 
the exploitation of  Delta's three U.S. patents in 
issue. =/ 

The IA argued that the industry should be defined more narrowly to encompass 

Delta's facilities devoted to the production and sale of the table saw, band 

saw, tilting arbor saw, and planer. -. 168/ 

Delta's exploitation of the registered trademark "Rockwell" and the 

registered "Rockwell" logo relates to all of Delta's power tools. E/ The 
table saw, band saw, and tilting arbor saw also have been the subject of 

passing off and false or deceptive advertising by certain respondents. m/ 
166/ The intellectual property rights in controversy are exploited in the 

following manner : - 
band saw 
"Rockwell" 

table saw 
" Rockwell" 

planer 
I '  Roc kwe 1 1 'I 

tiltinq arjbor saw 
' I  Roc k we 1 1 'I 

" logo" 'I logo'' I' logo'' " logo'' 
design mark design mark '126 patent "Un i saw" 

'493 patent '493 patent 
"Contractor' s Saw" '100 patent 

167/ Delta's Review Brief at 32-33. 

- 168/ IA's Review Brief at 47. 

__. 170/ &e- CFF 146-47.4; ICIFF 227-42. 

(See cienerally Delta's Review Brief at 
30-33 * ) 

(See generally 1 6 ' s  Review Brief at 43-47,) 
- 169/ See CFF 126-29. 
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The patented components in controversy--i.e., blade guard and adjustable 

height rip fence-apparently can be sold separately as replacement parts 

However, there is no evidence that respondents have imported or sold such 

components individually, and there is no indication that they will be. 

Furthermore, data concerning sales by Delta of these components also appear to 

be scant, if not nonexistent. The IA reported that he was unable to find any 

information on the record concerning the price at which the subject components 

are, or would be, sold by Delta. m/ 
The vast majority of the patented components in controversy are utilized 

in the production of their respective saws as original equipment. 

addition, these components are integrally related to the functioning of  the 

In 

saws in which they are used. =/ They were specifically designed for the 
subject Rockwell saws and apparently cannot be used or are not used in saws 

other than the saws that they were designed for. 

An additional factor supporting the definition of  a single industry is 

that Delta's exploitation of the subject trademarks and patents overlaps, to a 

certain extent, with respect to those machines. Further, the same facilities 

and resources are used in the manufacture o f  the products at issue. w"M 

-** iHwwWiww*- 

- 171/ See IA's Reply Brief at 14. 
- 172/ CFF 131.1-31.2; CX 1 and CX 12; SX 40, 46 at 2-5, 48 at 3 ,  item (9). - 173/ IAFF 244; CFF 168; I A X  26 at 8 .  
-- 174/ S S  generally CFF 148-56.1, 168-69; I A X  26 at 8. 
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When several industries can be defined on the basis of the exploitation 

of various intellectual property rights, and there is considerable overlap with 

respect to the products associated with the industries defined in terms of 

these intellectual property rights, it may be appropriate to define the 

industry in terms of the commonly shared property right that extends to a 

grouping of products. In this investigation, the registered trademark 

"Rockwell" and the registered Rockwell logo are used in connection with all of 

the products that remain as subjects of this investigation: band saw, table 

saw, tilting arbor saw, and planer. None of the other intellectual property 

rights are used in connection with each of those products. Therefore, the 

most appropriate definition of the domestic industry in this investigation is 

one industry comprising the machines which bear the "Rockwell" trademark and 

logo. E/ 

175/ See Plug-In Blade Fuses, in which the ALJ found two industries relating 
totwo types of intellectual property rights or unfair methods of 
competition: ( 1 )  patent and (2) trademark and passing off, The patent 
definition included two products; the definition based upon passing off 
included only one. Recommended Determination at 26-27. The Commission, 
although acknowledging that the two technical definitions were acceptable, 
chose to define the industry according to the broader patent definition. As 
in this case, no argument was presented as to why any particular commercial 
realities argued in favor o f  adopting either the broader or narrower 
definitions. See USITC Publication 1337 at 33-34. 

favor of defining separate industries by products despite the fact that they 
have a trademark in common, the record in this case provides no basis for 
applying the "commercial realities" test that was first articulated in Certain 
Rpparatus for the Continuous Production of Copper Rod, Investigation No. 
337-TA-52. The Copper Rod "commercial realities" test referred to the 
intrinsic interrelationships between certain of the separate design and 
production patents-and, ergo the potentially separate industries-involved in 
that case. Since all were viewed as part of the ultimate production and sales 
effort relating to one product, the Commission found that the separate patents 
constituted one industry. See USITC Publication 1017 (Nov. 1979), Commission 
Memorandum Opinion at 53-55-HoweverI it is entirely possible that in another 
case strong "commercial reality" factors might well argue in favor of 
segmenting a broad group of fairly diverse products into groups of industries 
narrower than that arrived at by basing the definition on a commonly-shared 
trademark alone. 

It is possible that the "commercial reality" factors might militate in 
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Complainant Delta manufactures three of the four products I have included 

in my definition of domestic industry completely within the United States, and 

virtually all of complainant's manufacturing costs for these products are 

domestically sourced. m/ Thus viewing the industry as a whole, it is clear 
that the domestically related operations are not only significant, but 

substantial. m/ 
I therefore find that there is a single domestic industry consisting of 

Delta's U.S. facilities dedicated to the exploitation of the "Rockwell" 

trademark and logo. 

Injury 

The ID indicates that "the domestic industries for the Delta 10 inch 

table saw, 14 inch band saw, planer, blade guard assembly, and adjustable 

height fence are substantially injured and there exists a tendency to 

substantially injure these domestic industries." m/ The issue of injury was 
reviewed because the ID does not reflect the fact that the Commission has 

separate standards for affirmative findings of present injury and a tendency 

to injure. The ID also does not discuss the issue of causation. 

For the reasons discussed below, I determine that the record contains 

substantial evidence to support a finding that the effect or tendency of 

respondents' unfair acts is to substantially injure a domestic industry. 

176/ The planer is produced in part in Brazil using components made in the 
United States. Tr. 58, 114-15, 306; IRX 28 at 1-2; CFF 149, 169. 
177/ Even standing alone, the planer passes the "domesticity" test 

articulated in Certain Miniature A1 l-Terrain Battery Operated Wheeled 
Mehicles, Investigation No. 337-TFI-122, USITC Publication 1300, at 5-11 (Oct. 
1982), - aff'd - sub -- nom, Schaper Mfg. Co. v. U.S.I.T.C., 717 F,2d 1368 (Fed, Cir. 
1983). However, future records on the "nature and significance" issue should 
be developed with greater specificity and clarity. - 178/ CL 26. 
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Effect -- 
The record contains general information concerning lost sales. l-73/ Many 

of Delta's distributors are carrying the subject imported machines. K O /  

Moreover, since the subject imports are substantially underselling Delta's 

machines, Delta has lost sales to corporations and state and local 

jurisdictions that purchase solely on the basis of price (provided that the 

product in question meets certain specifications). m/ mt)t)c)tmm-)(*****MW 

m---YYYUYYUYYUYYYYY-YY e - 182/ 

was not introduced until 1981. E/ -Bp 
The planer 

---. - l84/ The volume of Taiwan woodworking 

machines (including the accused machines) has increased from year to year 

since 1980. E/ 
Furthermore, the imported machines have been underselling Delta's 

machines by as much as 50 percent in some instances. m/ i+w"- 
4t"t-- it* 

- - - 179/ See IAFF 264-77; CFF 193-99. 
- 180/ CFF 195, 197; IhFF 269-71. 
- l8l/ IAFF 272-75; CFF 190. 
-. 182/ IAFF 287, 
I_ 183/ &e CFF 193. - 184/ Id.; IRFF 265-66. 
185/ CFF 178; IAFF 293; Tr, at 250; CX 62. The precise volume of infringing 
importations and sales is not known. Since the respondents have defaulted, 
adverse inferences have been drawn, and the estimates prepared by Delta and 
the IA have been accepted. 
_* 186/ IFlFF 278-80. 
--- 187/ Id. 

See snerally IAFF 278-86. 
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Importantly,  during ~ ~ * ~ , ~ . ~ , ~ * ~ ~ * . M - M , * , ~ ~ , * ~ * ,  i t  appears that Delta  had 

sub s tan t i a l  excess  capacity f o r  each o f  the machines a t  i s s ue .  E/ wwit"-H 

*M**mt*jmm-. -- l89/ Accordingly, I f i n d  that the subject imports 

have injured the domestic industry.  

Tendency 

When an assessment o f  the marke t  in the presence o f  the accused imported 

product demonstrates relevant condit ions o r  circumstances from which probable 

future injury  can be inferred, a tendency t o  sub s tan t i a l l y  injure  the domestic 

industry may be found. Relevant condit ions o r  circumstances include, but a re  

not l imited t o ,  foreign cost  advantages and production capacity,  a b i l i t y  o f  

the imported product t o  underse l l  the complainant 's  product, increased f o r e i g n  

capacity,  t he  intent t o  penetrate the U.S. market, and the l i k e l y  impact o f  

such penetrat ion on the domestic industry.  xO/ 

The record contains evidence that f o r e i g n  manufacturers and importers 

have lower co s t s  f o r  a number o f  reasons.  By copying D e l t a ' s  products from 

d i e s  that  can be used repeatedly, foreign manufacturers avoid development 

co s t s ,  and thus are able t o  keep t h e i r  overhead co s t s  l o w .  The f o r e i g n  

manufacturers a l s o  have lower labor  c o s t s .  The record ind icates  that many 

e x i s t i n g  Taiwan manufacturers have the a b i l i t y  t o  increase production o r  t o  

begin production o f  the accused machines if they de s i r e .  E/ 

- 188/ CFF 177.1;  IAFF 290. 
- leg/ IAFF 289; CFF 192. Note, supra, nn.183-84 regarding the p laner.  
190/ Apparatus for  I n s t a l l i n g  E l e c t r i c a l  L i n e s  at 25-26; Cloisonne Jewelry at  

6 Y T S o f t b a l l s  at 83-84; Bag C losure  C l i p s  at 46; Single-Handle Faucets at 63; 
T ro l l ey  Wheel Assemblies at 63; Staple-Gun Tackers at 63.  -- 191/ See qeneral ly  CFF 158-58.1, 176-77, 179, 180. 
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The United States is the largest market for Taiwan woodworking machines, 

Approximately 85 percent of such machines are exported to the United 

States, =/ 

machines in the United States; an organized distribution network is not 

In addition, there are numerous means of marketing the imported 

required. The imported machines are sold to domestic distributors (e.g., 

mail-order houses) in container-load quantities. E/ In addition, many o f  

Delta's distributors carry the infringing imported machines. =/ Moreover, 

as stated previously, the Taiwan machines have significantly undersold Delta's 

products. m/ Thus, the record establishes that having already substantially 
injured the domestic industry at current levels o f  importation there is 

clearly a tendency to substantially injure the domestic industry in the future, 

Causation 

I find that the injury to the domestic industry in this case is causally 

related to respondents' unfair acts and unfair methods of competition. 

The IA argued that there is no causal connection between the condition of 

the industry and respondents' infringement of the '100 adjustable rip fence 

patent and the '493 blade guard patent for the following reasons: (1) those 

patents cover integral components of certain saws; (2) sales of saws are not 

made on the basis of whether or not they include the subject patented 

components; and (3) since there are no imports of these components other than 

as incorporated into the subject saws, there is no evidence of any 

head-to-head competition between the imported and domestically produced 

components. In the absence of such sales and competition, the IFI argued, 

- - 192/ IRFF 296; CFF 178. - 193/ CFF 179. 

- 195/ IAFF 278-80. 
- 194/ CFF 195, 197; IFIFF 269-71. 

Leg generally IAFF 278-86. 
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there can be no losses that are attributable to respondents' infringement of 

the component patents. -/ 

The IA makes an interesting and good argument. However, in this 

investigation I find that the requisite causal nexus exists. The patented 

components in question are integral components of articles in commerce-i.e., 

table saws and tilting arbor saws. U.S. consumers purchased the imported saws 

because they were led to believe that the imported saws were produced by Delta 

or were the equivalent of Delta's machines. Furthermore, there is no evidence 

on the record that supports the In's contention that respondents' infringement 

of these components is totally irrelevant to their success in selling these 

saws. In fact, there is evidence on the record indicating that the addition 

of the adjustable height rip fence to the imported tilting arbor saws enhanced 

the sales of the imported machine at the expense of at least one of 

complainant's saws. Indeed, the evidence on the record indicates that 

initially, the imported tilting arbor saws did not have the subject fences, 

but subsequently incorporated them; and subsequent to that time, the sales of 

the imported saws that incorporated the infringing fences increased over sales 

of those that did not. m/ 
The other causation issue is whether the importation or sale of the 

accused woodworking machines by settling respondents should be taken into 

account in determining whether a domestic industry has been injured. In 

previous investigations, the Commission has taken the position that there must 

be a prima facie finding of an unfair act with respect to articles imported by 

-- - 196/ S e e  In's Review Brief at 50, 52; 16's Reply Brief at 7-10. 
I_ 197/ Tr. at 246, 284. 
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a settled respondent before those articles may be considered in determining 

injury, m/ Futher, the aggregation of such imports is discretionary, 

depending upon the facts in each case. J99/ 

In the present investigation, thirty-six parties have entered into 

consent order settlements with Delta. m/ A s  discussed above and in the 

unreviewed portions of the ID and the supporting findings of  fact, certain 

settling respondents have engaged in patent infringement, common-law trademark 

infringement ("Contractor's Saw"), passing off, or false or deceptive 

advertising I 

Since I have adopted the portion of the ID finding all respondents in 

default, I draw adverse inferences and find that the effect or tendency o f  

presettlement importations or sales by those respondents with respect to which 

I have found an unfair act is to substantially injure a domestic industry. 2 g /  

- Remedy 

Delta and the IA requested a general exclusion order pursuant to section 

337(d) (19 U.S.C. 1337(d)) and cease and desist orders pursuant to section 

337(f) (19 U.S.C. f 1337(f)). For the reasons discussed below, I find that a 

general exclusion order alone is the appropriate remedy for the violation 

existing in this case. 

-.. 
198/ Bag Closure Clips, 49 Fed. Reg. 35872 (Sept. 12, 1994) (notice of the 

Commission's decision not to review the ID). 
199/ See Certain Food Slicers and Components Thereof, Investigation No. 

337-TA-76, USITC Publication 1159 (June 1991), Commission Memorandum Opinion 
at 19 (even if imports of settled respondents aggregated, no effect or 
tendency to substantially injure); Softballs at 71-79; 
- 200/ See supra nn.6, 8 .  =/ See supra this opinion at 30-34; CFF 123-30.2, 146-147.4; IAFF 22-48, 
227-242, 
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General exclusion order 

Since Certain Airless Paint Spray Pumps And Components Thereof, =/ the 
Commission has determined whether to issue a general exclusion order by 

balancing complainants' interest in obtaining complete protection from all 

potential foreign infringers against the inherent potential of a general 

exclusion order to disrupt legitimate trade. Complainants have been required 

to prove ( 1 )  a widespread pattern of unauthorized use of its patented 

invention, and (2) the existence of business conditions from which it could be 

inferred that foreign manufacturers other than the respondents might attempt 

to enter the U.S. market with infringing articles, =/ In assessing the 
potential disruption of lawful trade, the Commission has taken into account 

( 1 )  the feasibility of administering and enforcing the proposed order and 

(2) the possibility of a chilling effect upon foreign trade in noninfringing 

articles resulting from business uncertainties created by the order. 

The criteria articulated in Paint Spray Pumps have been met in the 

present investigation. 

There is a pattern of widespread unauthorized use of the respondent's 

patents and trademarks. =/ All the accused woodworking machines and 

apparatus were found to infringe the subject patents or trademarks. fill 

-- m/ Investigation No. 337-TA-90, USITC Publication 1199 at 17-20 (Nov. 1981). 
203 /  See, e,, Cloisonne Jewelry; Single Handle Faucets; Staple Gun Tackers; 

Certain Amorphous Metal Rlloys and Amorphous Metal Articles, Investigation No, 
337-TA-143, USITC Publication 1664 (Nov. 1984). 

might be presented to prove a widespread pattern of unathorized importation 
use are: ( 1 )  a Commission determination of unauthorized importation into the 
United States of infringing articles by numerous foreign manufacturers; or (2) 
the pendency of foreign infringement suits based upon foreign patents which 
correspond to the domestic patent in issue; (3) other evidence which 
demonstrates a history of unauthorized foreign use of the patented invention. 
USITC Publication 1199 at 18-19. 

202/ In Paint Spray Pumps, the Commission said that among the evidence that 
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current respondents and most o f  the former respondents have imported the 

accused machines i n t o  the United States o r  s o ld  such machines in  the 

United S t a t e s ,  Furthermore, the re  a re  numerous nonparty companies that 

manufacture o r  import woodworking machines that a l legedly  i n f r i n ge  the subject 

patents o r  trademarks. 2=/ I n  fact, i t  appears that  the s a l e s  o f  the named 

respondents con s t i t u te  only a small percentage of  the t o t a l  s a l e s  o f  the 

accused imports from Taiwan. =/ 

Business  condit ions  are such that it reasonably can be inferred that 

foreign manufacturers other than the respondents might attempt t o  enter the 

U . S .  market w i t h  infringing a r t i c l e s .  =/ There i s  an establ i shed demand f o r  

the machines i n  controversy,  a s  indicated by D e l t a ' s  u n i t  s a l e s  o f  the subject 

machines E/ and the  estimated volume o f  imports o f  the subject machines. 20,9/ 

The ba r r i e r s  t o  entry i n to  the U . S .  market by f o re i gn  manufacturers a r e  

low. Rn  organized d i s t r i b u t i o n  network i s  not required. The imported 

machines are so ld  t o  domestic d i s t r i b u t o r s  in  container-load quan t i t i e s  

Since many o f  the domestic d i s t r i b u t o r s  a r e  mail-order houses, substant ia l  

overhead i s  not required. Moreover, many o f  D e l t a ' s  d i s t r i b u t o r s  carry the 

i n f r i n g i n g  imported machines. m/ 

- 205/ See De l t a ' s  Remedy B r i e f  at-12. See a l s o  I A F F  299-303; CFF 174-75, 177.  

=/ I n  Paint Spray Pumpt, the Commission s a i d  that evidence o f  such business  
, LOA/ Id. 

condit ions included: (1) establ i shed demand f o r  the patented product in the 
U . S .  market and condit ions  o f  the world market; ( 2 )  the a v a i l a b i l i t y  o f  
marketing and d i s t r i b u t i o n  networks in the United S ta te s  f o r  potent ia l  f o re i gn  
manufacturers; (3) the cost  t o  f o re i gn  entrepreneurs o f  bu i l d i n g  a f a c i l i t y  
capable o f  producing the patented a r t i c l e ;  ( 4 )  the number o f  f o r e i g n  
manufacturers whose f a c i l i t i e s  could be retooled to produce the patented 
a r t i c l e ;  o r  ( 5 )  the cost to f o re i gn  manufacturers of r e t oo l i n g  t h e i r  f a c i l i t y  
t o  produce the patented a r t i c l e s .  USITC Pub l i ca t i on  1199 at 18-19. - 208/ See IAFF 287,  293 .  
- 209/ See T r .  at 250; CX 62; IAFF 293.  
- 210/ See g e n e r a l h  CFF 179, 195,  202; IAFF 269-71. 
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The cost of production for foreign manufacturers of the infringing 

machines is relatively low, and foreign manufacturing facilities can easily be 

adapted to produce such machines. Many of the foreign manufacturers operate 

in "cottage" industries where they primarily assemble already manufactured 

parts purchased from suppliers. Following assembly, the manufacturers package 

the machines and arrange to export them to the United States. 2 2 /  

In addition, since service networks for the imported machines are 

ineffective or nonexistent, importers are able to reduce their costs. =/ 
Foreign producers other than the respondents may reasonably be expected 

to attempt to enter the U.S. market with infringing materials. I therefore 

find that Delta has met its burden under Paint Spray Pumps. 

The question then becomes whether Delta's interest in obtaining complete 

protection from all potential foreign infringers is outweighed by the inherent 

potential of a general exclusion order to disrupt legitimate trade. I find 

that it is not. 

There is no indication that enforcement of the order will be unusually 

difficult or onerous. Infringement of Delta's common-law trademark 

"Contractor's Saw,'' the registered trademarks, and/or the registered logo can 

be determined by visual inspection of the imported machines in question. 

Infringement of the '126 wood planer patent can be determined by visual 

inspection, Infringement of the ' 1 0 0  adjustable rip fence patent can be 

detected by visual inspection for correspondence with the patent claims in 

controversy and by testing the fence to see whether its height can be 

adjusted. (If the elements of the claims are present in an imported fence and 

.- 
2 2 /  S e e  qenerally CFF 158-58.1, 175-77, 179, 180, 195; IRFF 269-71. - 212/ See CFF 158.1. 
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the height of the fence can be adjusted, the fence is infringing.) 

Infringement of the '493 blade guard patent can be determined by visual 

inspection and by testing an imported blade guard to determine whether it 

rotates up to 90 degrees from its rotating position. 

rotate more than 90 degrees are noninfringing. 2 2 / )  

(Blade guards that 

The possibility of a chilling effect upon foreign trade in noninfringing 

articles is an important consideration, as the Commission noted in Paint Spray 

-- P u m p s .  a/ However, I find that Delta's demonstrated need for obtaining 
comprehensive relief outweighs the potential burden on trade in this situation. 

For the sum of the foregoing reasons, I determine that general rather 

than limited exclusion is warranted in this investigation. 

Clarification of General Exclusion Order 

Paragraph 4 of the general exclusion order issued in this 

investigation %/ is intended to cover the types of imported woodworking 

machines that were found to be in violation of section 337 by reason of 

infringement of Delta's common-law or registered trademarks or the registered 

Rockwell logo. Paragraph 4 reads in pertinent part as follows: 

4. Woodworking machines and their packaging, instruction and user 
manuals, and promotional material that infringe- 

a. complainant Delta International flachinery 
Corp.'s common-law trademark "Contractor's 
Saw" or colorable imitations thereof [footnote 
omitted]; or 

b. the registered trademark "Unisaw" 
. (registration No. 369,416); or 

- - 213/ See Delta's Remedy Brief at 14; 16's Remedy Brief at 7. 
214/  Spray Pumps at 17-18. 
- 215/ Commission Action and Order of June 18, 1985 at 6, ll 4. 
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c. the registered trademark "Rockwell" 
(registration No. 765,006); or 

d o  the registered "Rockwell" logo (registration 
No. 1 , 0 3 1 , 2 4 6 ) ,  which is depicted in 
exhibit Q to this Action and Order- 

are excluded from entry into the United States, except under license 
from the owner of the aforesaid trademarks and logo , , . , 

To dispel any confusion regarding the scope of paragraph 4, I wish to 

clarify that the term "woodworking machines" as used in paragraph 4 refers 

only to the types of woodworking machines regarding which we have found a 

violation of section 337 on the basis of common-law or registered trademark 

infringement or infringement of the Rockwell registered logo-i.e., table 

saws, band saws, and tilting arbor saws. 

. Cease and Desist Orders 

In some investigations, the Commission has issued both an exclusion order 

and cease and desist orders. m/ However, the Commission has generally 
issued cease and desist orders only where there is evidence on the record of 

substantial inventories. E/ In default cases, the complainant may allege 

that substantial inventories exist and may attempt to obtain evidence on this 

point through discovery requests, but will be thwarted by the fact that the 

respondents either default or refuse to cooperate with discovery. 

cases, where the complainant both alleged that substantial inventories exist 

and there is evidence that complainant took steps to develop such information 

In such 

216/ E, e.q., Certain Airtight Cast-Iron Stoves, Investigation No. 
=/ -.Cloisonne Jewelry at 6 ;  Staple Gun Tackers, Commission Opinion at 5 ;  

3 K T A - 6 9 ,  USITC Publication 1126 (Jan. 1981);  Plastic Food Storage Containers. 

Certain Molded-In Sandwich Panel Inserts and Methods For Their Installation 
(Molded-In Sandwich Panel Inserts), Investigation No. 337-TA-99, USITC 
Publication 1246 (May 1982) ,  Commission Opinion at 21-23; Molded-In Sandwich 
Panel Inserts, supra, (Modification Proceeding), USITC Publication 1297 
(Oct. 1982) ,  Commission Opinion at 18-19. 
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on the record, it may be appropriate to draw adverse inferences against the 

respondents on this issue. =/ Accordingly, the Commission may find through 
adverse inferences that substantial inventories exist and issuance of a cease 

and desist order is appropriate. 

In the present default investigation, Delta and the IA argued that both 

remedies are necessary to provide relief from different unfair acts and 

practices: cease and desist orders would prohibit the domestic respondents 

from engaging in false or deceptive advertising and passing off, and a general 

exclusion order would prevent the importation and sale of articles that 

infringe complainant's patents and trademarks. %/ 

Delta did not allege that the nonsettling domestic respondents have 

amassed substantial inventories of the woodworking machines in question. In 

fact, Delta characterized domestic respondents' mail-order operations as "low 

inventory" mail-order houses. =O/ Although Delta noted that no sales figures 

were available for most nonsettling domestic respondents, Delta did not argue 

that it had sought to obtain evidence on the specific issue of inventories or 

that the lack of such evidence was due to respondents' default and that the 

Commission should draw adverse inferences concerning the level of 

inventories. Therefore, I do not find it appropriate to issue cease and 

desist orders in this investigation. 

Ike-Public Interest 

Before issuing an exclusion order (or a cease and desist order), the 

Commission must consider the effect that such an order would have on the 

m/ See Cloisonne Jewelry, Commission Opinion, Chairwoman Stern's n.17, 
- 219/ Delta's Remedy Brief at 20; IA's Remedy Brief at 9-10 and Exh. B. m/ See Delta's Remedy Brief at 17 and CFF 202. I 
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public health and welfare, competitive conditions in the U.S, economy, the 

production of like or directly competitive articles in the United States, and 

U.S. consumers and determine whether the effect would-be such that the 

proposed order should not be issued. =/ 
I find that there are no overriding public interest considerations that 

warrant denial of relief in this investigation. 

The public health and welfas 

The legislative history of section 337 states that the public interest is 

paramount in the administration of section 337. The public health and welfare 

and the assurance of competitive conditions in the U.S. economy must be the 

overriding considerations. =/ 
As the IA points out, the woodworking machines in question are not 

essential for the preservation of the public health and welfare. I note, 

however, that blade guards are safety features of certain woodworking 

machines. Nevertheless, the proposed relief does not present a significant 

risk of harm to the public, since blade guards are integral components of the 

subject saws; there is no indication that saws can be sold without blade 

guards; and Delta has the capacity to meet current and future domestic demand 

for its products. =/ 
CoEpe t i t i ve cond i t.i ons 

As stated, the effect of a proposed remedy on competitive conditions in 

the U.S. economy is one of the considerations that Congress intended to be 

- - 
221/ 19 U.S,C. S 1337(d) and (f)(l); 19 C,F.R. S 210.58(a)(2)  (49 Fed, Reg, 

- 222/ S o  Rep. No. 1298, supra, at 193, 197. 
a/ See CFF 168, 10-61, 170-71; IAFF 290. 

4612i3,  NO^. 23, 1984). 
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considered in deciding whether the public interest should override the 

Commission's determination to grant relief under section 337, The legislative 

history of section 337 indicates further that exclusion of imported articles 

should not be ordered in cases where there is any evidence of price gouging or 

monopolistic practices. =/ 

A general exclusion order would not have an adverse impact on competitive 

conditions. There is no evidence of price gouging or monopolistic practices 

in this case. Delta is the second largest seller of the subject woodworking 

machines, but it experiences competition from domestic as well as foreign 

companies. 

Q:, production of like or directly competitive articles. 

There is no indication that the proposed relief would have any effect on 

this aspect of the public interest. 

U.S. consum= 

U.S. consumers would not be adversely affecteG by the issuance of a 

general exclusion order. 

its machines, and it has an adequate distribution network. Moreover, there 

are domestic and imported machines that compete with Delta's products that are 

not affected by this determination. Consumers' choice of machines thus would 

not be constricted. 

Delta has the capacity to supply domestic demand for 

Bondinq 

Section 337(9) provides for the entry of infringing articles upon the 

payment of a bond during the 6O-day Presidential review period. 22J/ In 

-- a/ Id. at 197. 
- 225/ 19 U.S.C. f 1337(g)(3). 
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determining the amount o f  the bond, the Commission genera l ly  e s tab l i shes  an 

amount s u f f i c i e n t  t o  "o f f set  any competitive advantage r e s u l t i n g  from the 

un f a i r  method o f  competition o r  un fa i r  ac t  enjoyed by persons benef i t ing  from 

the importation. I' =/ 
Complainant De l ta  i n i t i a l l y  requested a bond in the amount o f  258 percent 

o f  the entered value of the a r t i c l e s  concerned. De l ta  a r r i ved  at that f i gu re  

by taking i n t o  account the average landed cos t  f o r  the infringing products 

versus the average p r i ce ,  f . 0 .b .  warehouse, f o r  the De l ta  machines. =/ I n  

i t s  reply  b r ie f ,  however, De l ta  took the po s i t i o n  that the Commission should 

impose bonds in the amounts recommended by the IA. =/ 
The I A  has requested a d i f f e ren t  bond for  each o f  the machines in  

controversy : 

band saws 
table  saws 
t i l t ing arbor saws 
p laners  

325 percent (entered value) 
212 percent II 

129 percent II 

120 percent I1 

The I A  a r r i ved  at these f i gu re s  by  comparing the average s e l l i n g  p r i ce  o f  each 

type o f  the accused machines with domestic importers and D e l t a ' s  d i s t r i b u t o r  

p r i ces  f o r  s im i l a r  machines. @/ 

The I A  d i d  not  recommend bonds f o r  adjustable  he ight  r i p  fences or  blade 

guards, because there i s  no evidence from which he could determine what the 

appropriate bonds should be. m/ And there i s  no evidence in the record that 

226/ S .  Rep. No. 1298, supra, at 198; 19 C . F .R .  5 210e58(a)(3) ( 4 9  Fed, Reg. 

=/ D e l t a ' s  Remedy B r i e f  at 21-22. 
- 228/ -- De l t a ' s  Reply B r i e f  at 25. e/ I A ' s  Remedy B r i e f  at 57 n.1. 
230/ There i s  no evidence in  the record o f  the p r i c e  at which e i ther  

rFpondents  o r  De l ta  s e l l ,  or would s e l l ,  blade guards o r  r i p  fences,  
I A ' s  Reply B r i e f  at 14. 

46123, Nov.  23, 1984). 

See  
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-- 

a l leged ly  infringing blade guards o r  r i p  fences a re  being imported separate 

and apart  from saws. 

I determine that a s i ng l e  bond should be in the amount o f  268 percent o f  

the entered value of the a r t i c l e s  d i rected t o  be excluded. =/ That amount 

represents  an average of the var ious bond amounts proposed by the IR, and i s  

very c lo se  t o  the s i ng l e  bond amount o r i g i n a l l y  proposed by De l ta .  23J/ 

, -  - 231/ The s i ng l e  bond would avo id  a potent ia l  enforcement problem. I n  Pa int  
Spray Pumps, the Commission ordered bonds in d i f f e r en t  amounts f o r  each 
a r t i c l e  covered by the exc lus ion  order i n  that case .  See USITC 
Pub l i cat ion  1199, Commission fiction and Order at 3 .  C x o m s  subsequently 
advised the Commission of i t s  object ion  t o  mul t ip le  bonds. s.3 Le t te r  of 
Dec. 9 ,  1981, from Richard R .  Roset t ie ,  D i r ec to r ,  Customs Duty fissessment 
D i v i s i o n  t o  Commission I n ve s t i ga t i ve  Attorney Harold Brandt. 
=/ I n  ca lcu la t ing  an average amount f o r  the bond, I ignored the 120 percent 

bond proposed for planers,  s ince the prec i se  volume of  importations o f  p laners  
is unknown. I a l s o  d i d  not take i n to  account the 129 percent bond proposed 
f o r  t i l t i ng  arbor saws, s ince the actua l  volume o f  importations o f  such saws 
i s  not  known. 
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[ inwrtlgatlon NO. 337-TA-2041 

'% ertrin Pull-Type Golf Cart8 and 
/heels Therefor; Commission 

Decision Not TO Review lnitkl 
Determination Tcrmlnatlng 
Respondent8 on The Bar18 Of a 
Settlement Agreement 

AGENCY: International Trade 
Commission. 
SUMMARY: Decision not to review initial 
determine tion terminating two 
respondents on the basis of a settlement 
agreement. 
ACTION: The Commission has 
determined not to review the 
administrative law judge's initial 
determination (ID) (Order NO. 7) 
terminating the above-captioned 
investigation with respect to 
respondents Diversified Products 
Corporation and Glotex International, 
Incorporated, on the basis of a 
settlement agreement. 

FOR FURTHER INFORMATION CONTACT: 
Carol McCue Verratti, Esq., Office of the 
General Counsel, US. International 
Trade Cornmission telephone 202-523- 
0079. 

VUPPUEMENTARY INFORMATION: on 
'9bruary 5,1985, complainants Ajay 
'>terprises Corporation and Spherex, 
,nc., and respondehts Diversified 
Products Corp. (DP) and Glotex 
International, h c .  (Glotex), filed a joint 
nmtion to ter$inate the investigation as 
to respondents DP and Glotex on the 
basis of a settlement agreement. The 
administrative law judge (ALJ) issued an 
ID granting the joint motion for 
termination on March 5,1985. No 
petitions for review or comments from 
Government agencies or the public were 
received. 
. Copies of the ALJ's ID and all other 

nonconfidential documents filed in 
connection with this investigation are 
available for inspection during official 
business hours (8:45 a.m. to 5 3 5  p.m.1 in 
the Office of the Secretary, U.S. 
International Trade Commission, 701 E 
Street NW., Washington, DC 20436, 
telephone 202-523-01 61. 

Issued: April 3,1985. 

By order of the Cornmission. 

Kenneth W. Mason, 
Secrplnry 

9 DOC. 854625 Filed 4-9-85; 8.45 am] 
dwo COOL 70109)-Y 

[Invwtigltlon No. 337-TA-1021 ' 

Certrln Spring Balance Arm Lamp 
Heads; Commisslon Decision Not to 
Review initial Detenninrtion; 
Termination of investigrtlon 
AQENCY: International Trade 
Commission. 
ACTION: Termination of certain 
respondents on the basis of settlement 
agreements; termination of the 
investina tion. 

~ _ _ _ _ ~  

SUMMARY: The US. International Trade 
Commission has determined not to 
review an initial determination (ID) 
(Order No. 9) terminating seventeen 
respondents on the basis of settlement 
agreements. The ID granted the 
following joint motions filed by 
complainant Lux0 Lamp Corp. and 
named respondents: Motion to terminate 
BC Imports, Inc. (Motion No. 19241, and 
motion to terminate Prestigeline, Inc. 
(Motion No. 192-51, filed October 19, 
1984: motion to to Terminate Fleco 
Industries, Inc., L ikTron ,  Light World 
Inc., and Light Fantastic of Texas 
(Motion No. 192-7); motion to terminate 
Sansui Industries Co., Ltd. (Motion No. 
192-8), and motion to terminate J.K. Gill 
(Motion No. 192-9)- f ihd October 26, 
1984: motion to terminate Associated 

'Graphics, Inc. (Motion No. 192-101, filed 
October 31,1984: motion to terminate 
City Electric, Inc. (Motion No. 192-11), 
filed November 9,1984; motion to 
terminate Pay 'n Pak Stores, Inc. 
(Motion No. 192-121, filed November 23, 
1984; motion to terminate Advanced 
Tool Technology, lnc. (Motion No. 192- 
14), filed December 3,1984; motion to 
terminate Lightways, Inc. (Motion No. 
192-15). filed January 14.1985; motion to 
terminate Sternlite C o p  (Motion No. 
192-18), motion to terminate Lighting 
Bug, Ltd.. Inc., and Lighting Resource 
(Motion No. 192-'19), and motion to. 
terminate J&D International (Motion No. 
192-20), filed January 20,1985. 
Complainant Lux0 also filed Motion No. 
192-13, November 28,1984, withdrawing 
the complaints a s  to respondents 

Corp., and Golden H&Y Co. The 
administrative law judge issued the ID 
granting the aforementioned motions for 
termination on February 22,1985. There 
being no remaining respondents, the ID 
also terminated the investigation 

Tim Yaworski, Esq ., Office of the 
General Counsel, U.S. International 
Trade Commission, telepone 202-523- 
0311. 
SUPPLEMENTARY INFORMATION: This 
action is taken under the authority of 
section 337 of the Tariff A d  of  1930 (19 

- Lighting Sou?ces, Charming Products 

FOR FURTHER INFORMATION CONTACT ' 

~~~ 

U.S.C. 1337) and Commission rule 
0 210.51 (19 CFR 210.51). Notice of  the ID 
was published in the Federal Register of 
March 6,1985{50 FR sl41). No petitions 
for review of the ID were filed nor were 
any comments received from 
Government agencies or the public. 

of the ID and all other nonconfidential 
dcuments filed in connection with this 
investigation are available for 
inspection during official business hours 
(845 a.m. to 5:15 p.m.) in the Office of 
the Secretary, US. International Trade 
Commission 701 E Street NW., 
Washington, DC 20436, telephone 202- 
523-0161. 

Copies of  the nonconfidential version 

. 

Iseued: April 1,1885. 
By qrder of the Commirsion. 

Kenneth R. Mason, 
Secmtay. 
[FR Doc. 115-8823 Filed 4 4 4 %  845 am] 
BILLING co# 70MY 

. .  = .  
CInve$tigltlon No. m-TA-1741 

Certaln Woodworking Machiner; 
Commission Decirlon to Review lnlthi 
Determination; Schedule for Flllng of 
Written Submi~ion8 on Review Issues 
and on Remedy, the Public Interest, 
and Bonding 

AQENCY: Interna tional Trade 
Commission: 
ACTION: Notice is hereby given that the 
Commission has determined to review 
portions of the administrative law 
judge's initial determination that there is 
a violation of section 337 of the Tariff 
Act of 1930 in the !hove-captioned 
investigation. 

Authority: The authority for the 
Commission's disbosition of this matter 
is contained in section 337 of the Tariff 
Act of 1930 (19 U.S.C. 1337) and in 
f f 210.53--56 of the Commission's Rules 
of Practice and Procedure (49 FR 46123 
(Nov. 23,1984) to be codified at 19 CFR 
210.53--56) 
FOR FURTHER INFORMATION CONTACT: 
P.N. Smithey, Esq. Office of he General 
Counsel, U S .  International Trade 
Commission, telephone 202-5234350. 

February 7,1985. the presiding 
adminstrative law judge issued an initial 
determination (ID) hglding that there is 
a violation of section 337 in the 
importation and sale of certain 
woodworking machines. The 
Commission investigative attorney 
petitioned for review of certain parts of 
the initial determination pursuant to 
0 210.54(a] of the Commission's rules. 

SUPPLEMEWARV INFORMATION: 
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After examining the petition for 
review and the response thereto, the 
Commission has concluded that the 
following issues warrant review: 

1. Whether the overall design 
appearances of the complainant's 10- 
inch table saw and 14-inch band saw 
are nonfuctional and have acquired 
secondary meaning; 

2. The definition of the domestic 
i&stq; 

'Vhether there is an effect or 
t e n & p a y  to substantially injure the 
domestic industry; 

4. Whether the Commission should 
entertain the Complainant's arguments 
concerning misappropriation, in light of 
the fact that misappropriation is not one 
of the alleged unfair acts and practices 
listed in the notice of investigation: 

5. Patent infringement, including the 
question of whether the Commission 
should entertain the complainant's 

infringement of  claim 4 of  U.S. letters 
Patent 3,745,493, in view of  the fact that 
claim 4 is not listed in the notice of 
investi ation; and 

International Corp. should be found to 
be in violation of  section 337. 

The Commission's review will be 
limited to tbe above issues. No other, 
issues will beconsidered. 

In connpc'tion with the portions of the 
ID that the Commission determined not 
to review, the Commission has adopted 
the following findings of fact proposed 
by the parties: 

infringeent (i.e.. the overall design of 
the 'Iwinch table saw and the 14-inch 
band saw), likelihood of confusion-the 
complainant's proposed findings 77-122; 

infringement (Le.. the term "Contractor's 
Saw")-the Commission investigative 
attorney's proposed findings 2 2 4 8 ;  

infringement-the complainant's 
proposed findings 123-130.2.146, and 
147.2 

4. False and deceptive advertising- 
the complainant's proposed finding6 - 
146-147.4 and the Commission 
investigative attorney's proposed 
findings 227-239 

5. Passing off-the Commission 
investigative attorney's proposed 
find:ngs 240-242 

6. Efficient and economic operation- 
the somplainant's proposed findings 
157-173: and 

7.  The parties-the Commission 
investigative attorney's proposed 
findings 1-17. 

The Conimission also hereby amends 
conllusiona of lew 1&11 in the ID lo 
w d d e  the activities of the respondents 

- arguments concerning the alleged 

6. W fl ether respondent Leroy 

1. Corpmon-law trademark 

2. Common-law trademark 

3. Registered trademark 

as indicated in the discussion on pages 
24-26 of the ID and in the findings of  
fact adopted listed hereinabove in 
connection with registered trademark 
infringement. 

If, at the conclusion of  the review, the 
Commission finds that a violation of 
section 337 has occurred, it may issue (1) 
an order that could result in the 
exclusion of the subject articles from 
entry into the United Sfates andlor (2) 
cease and desist orders that could result 
in one or more respondents being 
required to cease and desist from 
engaging in unfair acts in the 
importation and sale of such articles. 
Accordingly, the Commission is 
interested in receiving written 
submissions that address the form of  
remedy, i f  any, that should be ordered. 

If  the Commission concludes that a 
violation of  section 337 has occurred 
and contemplates some form of  remedy, 
it  must consider the effect of that 
remedy upon the public interest. The 
factors that the Commission will 
consider inclqde the effect that an  , 

exclusion order and/or cease and desist 
orders should have upon (1) the public 
health and welfare, (2) competitive 
conditions in the U.S. economy, (3) the 
U.S. productionpf articles that are like 
or directly competitive with those that 
are the subject of the investigation, and 
(4) U.S. consumers. The Commission is 
therefore interested in receiving written 
submissions concerning the effect, if 
any, that granting a remedy would have 
on the public interest. 

violation of section 337 has occurred 
and orders some form of remedy, the 
President has 60 days to approve or 
disapprove the Commission's action. 
During this period, the subject articles 
would be entitled to enter the United 
States under a bond in an amount 
determined by the Commission and 
prescribed by the Secretary of  the 
Treasury. The Commission is therefore 
interested in receiving written 
submissions concerning the amount of  
the bond that should be imposed. 
Written Submissions 

The parties to the investigation and 
interested Government agencies are 
encouraged to file written submissions 
on the legal issues under review and on 
the issues of  remedy, the public interest, 
and bonding. The complainant and the 
Commission investigative attorney are 
also requested to submit a proposed 
exclusion order and/or a proposed 
cease and desist order for the 
Commission's considera tion. Persons 
other than the parties and Government 
agencies may file written submissions 
addressing the issues of remedy, the 

If the Commission finds that a 

public interest, and bonding. The filing 
deadlines are as follows: 

Tuesday, April 16, 1985-written 
submissions on the review issues; 

Tuesday, April 23, 1985-written 
submissions concerning remedy, the 
public interest,and bonding: and 

Tuesday, April 30,1985-reply 
submissions on the review issues and 
reply submissions on remedy, the public 
interest, and bonding. 

Commission Hearing 

a public hearing in connection with the 
final disposition of this investigation. 

Additional Information 

.- Persons submitting written 
submissions must file the original 
document and 14 true copies thereof 
with the Office of  the Secretary not later 
than the close of business on or before 
the deadlines stated above. Any person 
desiring to submit a document (or 
portion thereof) to the Commission in 
confidence must request confidential 
treatment unless the information has 
already been granted such treatment by 
the administrative law judge. All such 
requests should be directed to the 
Secretary to the Commission and must 
include a full statement of the reasons 
why the Commission should grant such 
treatment. Documents containing 
confidential information approved by 
the Commission for confidential 
treatment will be treated accordingly. 
All nonconfidential written submissions 
will be available for public inspection in 
the Office of the Secretary to the 
Commission. 

Notice of this investigation was 
published in the Federal Register of 
December 15,1983 (48 FR 55786). See 
also 49 FR 20767 (May 16,1984). 

Copies of  the nonconfidential version 
of the administrative law judge's initial 
determination and all other 
nonconfidential documents filed in 
connection with this investigation are 
available for inspection during official 
business hours (8:45 a.m. to 5 3 5  p.m.) in  
the Office of the Secretary, U.S. 
International Trade Commission, 701 E 
Street NW., Wzshington, DC 20436, 
telephone 202-523-0161. 

The Commission does not plan to hold 

Issued: April 3, 1985. 
By order of the Commission. 

Kenneth R. hfason. 
Secretary. 
[FR Doc. 85-8626 Filed 4-485; 8:45 am] 
I)ILLING CODE TOxI-02-Y 
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I N'? ZOD UCT I C!i 

T h i s  i s  an invest igat ion under Section 337 of t ; ? ~  ~ a r i f f  Act of 1 9 3 0  

(19 u . S . C .  S 1 3 3 7 ) .  The coinslainant a l l e g e s  t h z i - ,  ia th? l a s t  f i v s  years 

woodworkicg machines bezan t o  ar.rive i n  the United S t a t e s  from Taiwan and 

t h a t  those machines are co?ies of machines nade by Delta and i t s  

predecesscr Rcckwell. 
. 

The i n i t i a l  ccmplaint i n  the present invest igat ion was f i l e d  on 

November 1 0 ,  1 9 8 3 ,  by Rcckwell Internation21 Cor-araticn ("Rcckwell")  an8 

nemed 22 procosed respondents. The conplainant's wocdworking machines i n  

issue were then mzde by the lower T o o l  Division o f  Rockweli. O n  

December 1 2 ,  1 9 3 3 ,  the Coxmission issued a Notice o f  Invest igat ion 

i n s t i t u t i n g  tke present invest igat ion.  

O n  F&iua ry  1 3 ,  1,084, Rcckwell s u b m i t t e d  i t s  Amended Complaint aeding 

2 2  p r o p s e e  resFndents  and a l legat ions  r e l z t i n s  t o  two patent 

infringement claims. Rcckxell  s u b m i t t e d  a motion seeking t o  add four 

more res_con&nts t o  Sting the t o t a l  number o f  proposed res;ondents t o  

4 8 .  Three edditional  Taiwanese coinpenies have s ince  intervened i n  the 

a c t i o n ,  bringing t5e  t o t a l  numSer o f  naned respmdents t o  51.  



I n  Order No. 12, issued on April  4 ,  1984, an i n i t i a l  62terninet ion 

was n a 5 ~  granting Com?lainant's Z4otion t o  Ainend the Coxplaint a x ?  Notice 

o f  Inves t igat ion  ai?d thereby acding the patent infr inseasnt  issues r a i s r d  

i n  Rockwell's Amended Complaint.. O n  A p r i l  6 ,  1951, 2cck.nell submitted t o  

the Comission the Veri f  ied Revised Jmendee! Complaint. 

On A p r i l  9, 1984, both the o r i g i n a l  Taiwanese respondeats as well as  

the newly added Taiwanese res:&ndents f i l e d  a motion seeking to declare  

the present invest igat ion xore conglicated.  On A p r i l  2 4 ,  1 9 3 4 ,  Order NO. 

1 3  granted t h e  Motion. The i n i t i a l  l e tern inat ion  on the merits i s  

therefore  due February 1 5 ,  1985. 

The Power Tool Division o f  Rockwell Internat ional  Corporation has 

been sold t o  Cel ta  Internzt ional  Machine:y C o r p r a t i o n  (nEeltan)L'  a 

newly const i tuted corporation incorporated undsr the laws o f  the  S t a t e  of 

Minnesota. On X?cy 9, 1984, Order No. 16 grented Complainant's blotion t o  

Anend the Corplaint and Notice of Invest igat ion t o  subst i tu te  Delta for 

Rockwell as the nmed conplainant. 

On May 8 ,  1984, a notice was issued by t h e  Comission indicating i t s  

deterainat icn not t o  review the i n i t i a l  deterxinat ion granting - 

- 1/ Deltz and i t s  ere2ecessozs w i l l  be re ferred  t o  a s  "De1t.z." 
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On ~ a y  2 2 ,  1 9 3 4 ,  a not ice  was issued by the Conxission Estermining r.ot t o  

review tho i n i t i a l  det trEinet ion designating the p r e s e n t  invest igat ion a s  

being more ccrn?licated.- 2/ 

0 

I. ALLEGATIONS 

The ax,sn<ed csnplaint  a l l e g e s  that  the 51 respondents, and unnaned 

manufacturers, t:cding companies and iaFcr ters  have ensaged i n  unfair  

ccapet i t ion  by ccimon law trademark infringement i n  the capying the 

configuration Of Del ts ' s  machines; infringenent o f  the reg is tered  

trademarks for  L'nisaw, Rockwell, 2nd the Rockwell logo,  and the ccrnon 

law tradenark "Ccntractor 's  Saw"; misagpopr ia t ion ;  passing o f f ;  f a l s e  

advertising;  and patent infringement. 

11. mSPONDENTS 

The remainAng resFonL2nts against whon Celta  i s  pursuing  i t s  case  

are : 

2/ P-bbraviaticns: dep. = De2osition; CX = Cem?lainant's e x h i b i t ;  C?X = 
Complainanc's phys i cz l  e x h i b i t ;  S Y  = S t a f f  e x h i b i t ;  S1X = Staff physical  
e x h i b i t ;  Tz. = Transcript .  
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. 

World Vide Supplies Co. , L t Z .  ("77orl8 Wide") ; 
Show Soon Enterprises Co., L t d .  ("Show Soon") ;  
Leroy Internat ional  Corpora t ion ("Leroy") ; 
Toolcoa Internat  ional , Inc. ( "Toolcoa") : 
aiq Joe Industr ia l  Tool  Corporation ( " B i g  Jae") ; 
Trend-Lines, Inc. ("Trend-Lines") ; 
For t  Gragg R t n t - A l l ,  Inc. ( "Fort  Bragg") ;  
Pro Shop Power Tools Comgany ("P:o Shop");  
Fortune Develosment Corporation ( "For tune") ; 
Goodwill Mercantile Co. ("Goodwill") ; 
Formosan United Corpordtion ( "Fcrinosan") ; 
The Liquidator Inc. ("The LiquiZator " )  ; . 
Liquidation Bureau, Inc. ("Liquidation Bureau");  . .  
King Feng Frr Machine Works Co., L t d .  ("i(r"F"1; and 
K i n g  Tun Fu EA.achinery Co. (owned by KFF and a l s o  raEerred t o  a s  

"KPF") .Y 

Respondents S t r q h e  Enterprise Co. Ltd.  and Soun ?ing Machinery Co. Ltd .  

were accused i n  the ccmplafnt ,of  unfair  a c t s  involving azchines w h i c h  were 

taken out o f  i s sue  'cy Delta and the Commission inves t igat ive  attorney a t  the 

Prehearing Conference. See Tr. 85-86. No evidence was o f fered  knd no 

argument is  beins ncde t o  show that  Strophe and Soun P i n g  v iolated Sect ion 

337. Accor2inglyr the invest igat ion i s  terminated a s  t o  Strophe ar.d Soun P i n g .  
* f  

I n i t i a l  determinations have been issued terninat ing the invest igat ion as t o  - .  

a l l  o f  the other respcndents, e i ther  on the basis o f  consent orders ,  or for . 

. .  other reasons. 

I n  Order No. 40,  a notion for  defeul t  was granted i n  part .  Five Bomestic 

respondents were found t o  be i n  d e f a u l t ,  but  no sanctions were irnFosed. Delta 

-~ ~ 

3/ 
t h a t  a sett lement agreement between X E  and Cel ta  had been rezched, but the 
se t t lenent  s t i l l  has not been resolved and hence KFF i s  s t i l l  a resgondent i n  
t h i s  investigation.  See Order No. 54. 

A t  the Prehearing Conference, Counsel for KFF and Del t s  represented 

4 



has not soucht any s p e c i f i c  evidentiary senct ions ,  but  i s  e n t i t l e a  t o  a 

fint2ir.c of d e f a u l t  as t o  these res:priZznts. CrJixTission Rule 210.53(c) 

Accoreingly, it i s  hereby deternine? that  the following p a z t i s s  ere i n  CPfaglt: . 

Toolcoa In ternat iona l ,  Inc. 
Tort Bragg Rent-All, Inc. 
Pro Sho? Power Tools Ccmpany 
The Liquidator,  Inc. 
LiquiCatizn ~ u r e a u ,  Ice. 

O n  t k e  f i n a l  de:! o f  the hearing, E s l t a  nade an oral notion t o  fir.? i n  

d e f a c l t  tke raziaining respondents. No respondents w2rt present a t  the 

evidentiary h a d &  The motion was granted without cpposit ion (Tr. 381). 

Eowevsr, the Ccirmission's rr2w default  r u l e ,  e f f e c t i v e  November 23, 1 9 8 4  

. -IC 

( 1 9  C.F.R. S 2 1 0 . 2 5 ) ,  apFarently r e q u i r e s  that  an oreer t o  show cause be issued 

pr fcr  t o  a f i r .ding o f  default .  If any responzent wishes t o  a t tengt  t o  show - 

cause wky i t . should  not be found i n  d e f a u l t ,  it may do so by f i l i n g  a p e t i t i o n  

for review o f  t h i s  i n i t i a l  deters inat ion.  I t  i s  found t h a t  the renaining 

r e s p n e e n t s  8:e in Zefault .  Again, no s p e c i f i c  sanctions have been r a q ~ e s t e z  

or imposd.  

Whether any res;or.dent is found f o r z a l l y  t o  be in e e f a u l t  woule not change 

the octcsme o f  t h e  investigation.  'vihether c m g l a i n a n t ' s  bnreen i s  dsr'ined-in 

te-ms of ruttin5 on a priaa f x i e  czse of vio la t ion  Or carrying tach i ssue  by 
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a prepondzrance of the evidsnce, conplainant w i n s ,  as explained herein. >io 

res,wndent offered any tvidence. 4/  

111. BACKGROUXD 

A.  Delta's,  History 

Delta ,  a wholly-owned subsidiary cf '?entair Corporation, acgui:eZ the 

Powez Tool Division of  Rcckwell Internat ional  Corporation i n  April  o f  1384. 

( C o l l i n s ,  T r .  5, 241.5' Delta is primarily involved i n  the manufacturing 

and s z l e  of woodworking machines. ( C o l l i n s ,  'Tr.  6, 1 3 - 1 4 ,  25-26; Zoucheron, 

dep., p. 4; Mueller,  dep., p. 5 ) .  I t s  corsora te  heEdquarters are  lccateci i n  

P i t t s b u z g h ,  Tennsylvania, and it has plants  i n  Tupelo, Miss i ss ippi ,  and 

L iner ia ,  B r a z i l .  (Con?. para. 4 ;  Conmission Determination, May 3 1 ,  1984). 

Delta has been making woodworking machines for ove: 5 0  years.  The Delta 

Manufacturing Company, was s tar ted  i n  Milwaukee, Wisconsin, by a man named 

4/  . Except for the several  i ssues  raised by the s t a f f  a t torneys ,  i n f r a ,  
t h i s  was e s s e n t i a l l y  a defaul t  case .  While Comgiainant presented a s o l i d  
prima -- f t c i e  foiindation for  t h i s  opinion,  through probative documents and 
credible  witnesses,  the record has not been elucidated by t h e  search l ight  o f  
cross-exzmination asd argument by opFcsing counsel. Since extensive f i n d i n g s  
a r e  therefore unnecessary and unzesirable ,  I adopt the f i n d i n g s  proposed by 
complainant which are  consis tent  w i t h  t h i s  opinion (e.g. ,  comglainant's 
prcposed f i n d i n g s  30-36.1, 86, 90.1,  201). 

5/ Delta 's  saws are  referred t o  a s  "Del ta , "  "Delta/Bcckwell,"  or 
"Rockwell." 
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T a u t z .  About 1929, Mr. Tautz began marketing a jigsaw. Rockwell ourch=s 

Delta Manufacturing Company i n  1945 and used the Delta nane u n t i l  it sold i t s  

power Tool Division to  Delta International  Machinery Corporation. (Col l i f i s ,  

Tr. 5, 2 1 ) .  

Rockwell assisfied t o  Delta a l l  common law and reg is t i red  trademarks 

re lat ing to  woodworking machines a s  well as  the three patents i n  issue i n  t h i s  

investigation.  (Col l ins ,  Tr. 27-29 ;  CX 7 ,  8 ,  9, 10). Additionally, 2ockweli 

gave Delta a l i cense  to use the registered tradenark "Rockwell" as  well as  the 

reg is tered  tra6emark for the "Rockwell logo" for use i n  marketing these 

woodworking machines for a two year t rans i t ion  period. (Col l ins ,  Tr. 2 6 - 2 7 ;  

CX 5 ,  6, 7 ) .  

B, Delta's Business 

Delta has been a major force i n  the woodworking machinery industry. 

(Col l ins ,  Tr. 6 - 7 ,  10-11, 39-45; CX 101, p. 1 ;  CX 1 ;  CX 2;  C x  3; CX 68;  Day, 

Tr. 2 9 9 ) .  It develo3s new n.achines and improves the sa fe ty  o f  exis t ing 

products. (27heatley Tr .  430-44;  C o l l i n s ,  Tr .  5 5 ;  Brickner,  Tr. 117-17. 

During the past  f ive  years Delta s3ent $ [  I per year on advertising (C 

its woodworking machines. (Jodkin, Tr. 3 8 7 ;  S a i r ,  Tr. 263: CX 67). As par t  

of i t s  e f f o r t  to  support i t s  d i s t r ibut ion  network, Delta a l so  ac t ive ly  

par t i c ipates  i n  nat ional ,  regional and local trade shows. ( B a i r ,  Tr. 189; CX 

53) . 
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Delta has a reputation for manufacturing f ine  q u a l i t y ,  dtirable prodccts 

and Froviding r e l i a b l e  service .  (Col l ins ,  Tr .  6 ,  13-14, 25-26; CPX 3 9 ,  

Bouchsron, dep.,  p .  4 ;  CPX 2 8 ,  :dueller, dep., p. 5). Delta naintains  a 

nationwiee network of service  centers  through w h i c h  its woodworking nzchines 

can be ser;ticed. (Col l ins ,  T r .  1 5 ,  2 0 - 2 1 ;  CX 15, 57, 5 8 ) .  It maintains an 

extensive inventory o f  replacensnt parts  for  a l l  cr' i t s  wo6dworking machiffes 

a t  Del ta 's  Fazts  supply centers  i n  Xemphis, Tennessee, and Van Nuys, * *  

California.  ( C o l l i n s ,  T t .  1 8 - 1 9 ,  2 1 - 2 2 ) .  - Delta stocks parts f o r  iks  newet a s  

wel l  a s  i t s  older mceels which  are  e i t h e r  no'longer manufactured o t  have %e&: 

modified, i n  order t o  ensure t h a t  parts  w i l l  be avai lab le  t o  users for the 

expected l i f e  o f  the machifies. (Col l ins ,  T r .  45-46). These p a r t s  zrs shisped 

to the custcmer's locat ion w i t h i n  2 4  hours o f  placing the orzer ,  (Collinsi 

Tr.  18-19, 2 1 - 2 2 ) .  

Delta maintains a national  telephone hot l ine  w h i c h  receives  apptoxiaately 

8 , 0 0 0  c a l l s  p e r  month i n q u i r i n g  about p a r t s ,  accessor ies  or technica l  advice.  

( C o l l i n s ,  T r .  18-19, 2 1 - 2 2 ) .  

C. Delta 's  Prcducts 

- 
Delta intrcduced i t s  1 0  i n c h  t a b l e  saw i n  1 9 7 0  and I t s  1 4  inch Sand saw i n  

1 9 3 5 .  (Col l ins ,  T r .  8 -11 ;  CX 1 ,  2 ,  4 ) .  
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, The externa l  configurations o f  the Delta 1 0  i n c h  table saw and 1 4  i n c h  

band saw are d i s t i n c t i v e .  (Brickner,  Tr. 73-74, 93-95? SX 1 ,  pp. 5-6, 7 -8 ) .  

Delta has sold over [ ] of each o f  these machines over the past f i ;re  (C 1 

years. ( C v  4 7 ,  4 8 ;  Col l ins ,  Tr. 1 2 ;  Bricknor, Tr. 1 1 0 ;  CPX 1 2 ,  Wyman, de?., 

pp. 8 - 9 ;  B a i r ,  Tr. 199-200). 

Since the ear ly  1 9 7 0 ' s ,  Delta has used the mark "Contractor's Saw" for i t s  

1 0 "  table  saw. ( S a i r ,  Tr. 1 9 9 - 2 0 0 :  CX 47) I t  i s  recognized by consmt:s a s  

an i d s n t i f i c a t i o n  for  a D e l t a  table saw, (CPX 2 8 ,  Yueller ,  Zep., p. 6 ) .  IC 

addition,  D g l t a  has used the registered trademarks Unisaw, Rockwell and the 

Rockwell logo w i t h  i t s  wocdworking machines. (Col l ins ,  Tr. 2 7 ;  CX 4-7).  

The following i s  a sumery o f  the d i s t i n c t i v e ,  nonfunctional appearance 

features of each o f  these two Delta machines: 

( i )  Delta 's  1 0  Inch Table S ~ : J :  

the design o f  the tabletop and extension wincs; the desicjn, loca t ion  

and colors  of the handles and adjustmnt  knobs; the design o f  the fezce of the 

saw; t5e design and appearance of t h e  z i t e r  qauqe; and the design of  tfie guide 

r a i l s  for t.h.e fence nounted on the front  and back of  the machine and extending 

alonq the tabletop. (Srickner,  Tr. 93-95; S X  1 ,  pp. 5-6). 
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( i i )  Delta 's  1 4  I n c h  3and Saw: , 

the curved covers and the design o f  the cast ing and the slim 

appearance t h a t  they provide: the design cf the bracing support; the  

appearance o f  the miter gauge; aad the d e s i g n  o f  the guide f c r  the blade. 

(Br icknet ,  Tr .  73-74; SX 1, pp. 7-8). 

D. Patents i n  ISSCP 

The three United S t a t e s  patents assigned t o  Celta w h i c h  are  i n  issue i n  

the ?resent invest igat ion a r e  United S t a t e s  L e t t e r s  ?aL,ent 210. 3,754,493 

("'493 Patent") e n t i t l e d  "Circular Saw Slade Guard" issued A u g u s t  28, 1373; 

United S t a t e s  Let ters  Patent No. 4,174,100 ("'100 Patent")  e n t i t l e d  

"Adjustable Fenco"  issued Novemker 13, 1979; and Cnite6 S t a t e s  Let ters  ?atent 

No. 4,436,126 ( " ' 125  Patent")  e n t i t l e d  "IJood Thicknessing Piachine" issilo6 

March 13, 1984. (Col l ins ,  T r .  10-11; CX 1 - 3 ) .  

E. Unnenec? Iscorters an5 >!anufzcturers. 

After f i l ins o f  the Aiiended Csmplaint, Delta tecase  aware o f  acieit ional  

par t ies  who aanufacture, import and/or dist: iSute Into  the  United S t a t e s  the  

i n i t a t i c n  wocdworking aacnines i n  issue.  ( s a i r ,  Tr.  236; SX 5 0 ;  CX 78; CX 65; 
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CX 59). Since  these e n t i t i e s  have  o ~ l y  recent ly  besn discovered,  tl".~ ~ a : , e s  of  

these a2.dit ionsl  ixsorttrs 2r.d mnufactursrs have not been adze3 as  nmsd 

reslpndents i n  t h i s  investigation.  

The following i s  a pa:tial l i s t  o f  the current ly  known manufecturers, 

importers end d is t r ibutors  of ths modworking nachines i n  i ssue who z r ~ !  not 

part o f  Ciis investigation:  Zioyal Unitco In ternat iona l ;  T e s t - 2 i t e  ~ c o l  C O . ;  

Benchmark Tool  Co.; AC Sales  C m p n y ,  I n c . ;  TAB Xerchandising; Foreign 

Enterprise USA, I n C . ;  Xevada EquiFnent Wholesalers;  Fcrexost Tool  Co.; Trade 

Associates ,  Inc. ;  Tools Unlimited; E.cckvald Machins Tool Corp.; Sacte r"s*Tcol ;  

Post Tool  and Su??ly Co.; Wholcsale A-erica, I n c . ;  Power Tool  S p e c i a l i s t s ;  Ti7s 

. 4- 

k c h i n e r y ;  CFS; Gebi ie l  Overseas Corp. ;  Lennon and Snoap Co.; Limenack Cor?.; 

Longitude T:aining, Co. I Ltd.; ?!!.chir.e Korld,  I n c . ;  and Worlc! Sunshine 

Enterprise.  (Eirickner, Tr. 158; CPX 1 9 ,  Ruffner,  de?., pp. 54-58; CX 78; SX 

SO) .  

F7. CCP'IIXG OF EXTEF3Z.L DESIGN OF DELTA 'S PiCOD;iGXSI>~G bLACBIi,iES 

Over the p a s t  few years ,  a rapidly iricreasing flow of imitation 10 i n c h  

tab le  saws and 1 4  i n c h  band saws from Taiwan have been imcorted and sold i n  

the U n i t o d  S ta tes .  (CPX 20, Boots, d 2 ? . ,  9. 9 3 ;  CX 6 2 ;  Brickner ,  T r .  148-1;o; 

CX 8 2 ;  CX 78; CX 2 9 ,  F?. 2, 3 ,  2 2 - 2 1 ,  23; CX 29,  ??. 3, 4 ,  11-13, 20, 23). 

These i n i t a t i o n  machines have c r e a t e 2  confusicn w i t h  Delta's machines w h i c h  
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have com.on l a x  tradena:X r ights  w i t h  r e s ~ e c t  t o  t h e i r  xonfunctional d t s i g n  

aFpearznces. AS a r e s u l t ,  these irngortec! i n i t a t  ion machines have violakzd 

Delta 's  traZerI2rk t i g h t s .  

A.  Conqon Law Tradenarks i n  External  Oesicn 

I n  crber t o  e s t s b l i s h  a cmiion law trzdemark i n  the 6esiG.n of  the 

woodworking machices f n  i s sue ,  Delta inust show that  the desisn i s  e i ther  

inherently d i s t i n c t i v e  or has acquired B saconeary meaning w i t h  the consciiing 

p u b l i c .  

1.  d i s k  i n c  t i v e  appear2nce 

Delta 's  14 i n c h  band saw and 1 0  i n c h  t e b l e  ssw have o v e r a l l  design 

appezrances d i f f e r ~ n t  from the designs of t h e i r  dcmestic brand competitors'  

machines. For e x m p l e ,  the band sews sold by Pxzrmat ic  and Sears ,  De l ta ' s  

two l a r g e s t  c o n a e t i t o r s ,  have per ts  enclosed i n  t h i c k  covers.  S imi lar ly ,  the 

t a b l e  saws sold by ?owematic ,  Sears and CeWalt are  d i f ferent  from th2 Delta 

1 0  i n c h  tab le  saw. (Br ickner ,  Tr. 73-104; CPX 29, Navestead, de?., F.  8 ;  CTX 

9, 10: CPX I ,  2; cx 4 9 ,  SO). 

- 
Even if prcduct shapes nay be in5e:ently d i s t i n c t i v e ,  however (ses 

Textron, Inc. v. USfTC (CAZC Z2nuar;l 2 4 ,  1 ? 8 5 ) ,  s l i p  opinion a t  n.5, p .  1 5 ) ,  

12 



the record here does not e s t a b l i s h  that  the  d s s i g n s  'rierz " a r b i t r a r y  o: 

I h i d .  fsnciful ,  devised for  the solo pir;=ose of functioning as a tra lenar !< . "  - 
pp. 1 5 - 1 6 .  

2. secondary n e t n i n q  

Seccndary neanir.5 e x i s t s  when t h e  p u b l i c  a s s c c i z t e s  a particula:  desi';=_n or 

configuration w i t h  c e r t a i n  p:oducts or ~ s s o c i a t e s  them w i t h  a s i n s l e  socrce. 

Minieture D I c q - 1 ~ .  BlaCe ?uses ,  Inv. No. 337-TA-114,  2 1 3  U.S.P.Q. 732, 803, 

a. ativertisina 

ExteKSiVe advertising can?aigns and prcmotional e f f o r t s  have ex;osed 

these Frcductc t o  the purchasing p u b l i c .  ( E a i r ,  Tr. 1 9 6 - 9 8 ,  2 0 4 - 0 5 ,  2 6 6 ;  C?:< 

30-33; Jodkin, Tr. 387; CX 53-55; CX 67). The advertisexents placed by Delts  

have emphasized the design o f  Delta's 14 i n c h  band saw 21ld 1 0  i n c h  t a S l e  sag. 

>!any o f  these edvert isments  use p ic tures ,  s i lhouet tes  or l i n e  t:rFe drawings 

of these machines i n  w h i c h  nei ther  " R c c k w o l l "  nor "Deltz"  appear on the 

zachine i l l u s t r a t i o n s .  (Elair, T r .  204-05, 266, 270-71; CX 55;  CPX 2 0 - 3 3 ) .  

Consequently, the zdvertising offor% of Delta cause users t o  a s s c c i a t s  th5 

machines, base l  on t h e i t  designs,  w i t h  !?cckvell/Delts.  (C?X 1 2 ,  V p z n ,  de?., 

p. 6; CPX 15, Johnson,.i?ep., pp. 4 - 5 ;  C?X 28, S l u ~ l l e z ,  Cep., 3. 13; C?X 11, 

Weber, dep., p. 4 ) .  

13 



b. in tent iona l  c o y i q  

a 

Direc t  evidence o f  intent icnal  copying strengthens the presm?tion 

t h a t  there is  secondary neaning i n  the designs o f  the macnines. Sinqlt-Eandle 

Faucets, I n v .  No. 337-TX-167 ( 1 9 8 4 ) ,  a t  46. Delta 's  1 4  i n c h  band saw an2 1 0  

i n c h  tab le  saw w2ze in tent iona l ly  copied by Je t .  (CTX 21, Piccicni, de?. ex. 

1 2 8 ;  Brickner,  Tr. 105-07, 150;  SX 1, p. 23; CX 2 S ,  29; CPX 1 4 ,  Elack, de?. p. 

2, ex. .1 ,  2). 6/ 

inechines, there i s  an inference that  secondary meaning e x i s t s  i n  these 

designs. Sed, T r u c k  Ecui>ment Service  Co. V .  Freuhauf Corg. ,  536 F.2d 1 2 1 0 ,  

1 2 2 0  n. 13 ( 8 t h  C i r , ) ,  c e r t .  denied, 4 9 2  U.S.  8 6 i  (1976); idcCEirthJ*, Tradernarks 

and Unfair Con9etition (1973) 5 1 5 : 1 2  a t  688. 

Because res~ondent ;  trade on the appearance o f  Delta 's  

c. survev stuay 

A survey stcrdy by Dr. Robert Sorensen shows seccndary ineaning e x i s t s  

i n  the design and appearance of the Dslta 1 4  i n c h  Sand saw and 10 i n c h  t ab le  

saw. (Sorensen, T r .  322; CX'63, p. 5). Under the r e s u l t s  o f  t h s  scrvey,  the 

.6/ The Get 10 i n c h  t a b l e  saw i s  sold by Pro Shop, Trend-Lines, a@ P o r t  
Braqg.  Trend-Lines a lver t i sed  the band saw and tha table  saw as 
"Rxkwel l -s tyle"  and Pro Shop advertised t h a t  the nrachines closely resemble 
Rockwells. 

14 



Delta 1 4  i n c h  wood. c u t t i n g  band SEW and the D e l t a  10 i n c h  tab12 saw were  

c o r r e c t l y  ident i f i ed  a s  a Rockwell or Delta by a s i s n i f i c a n t  nunher of  ~ ~ T S O ; ? S  

who regular ly  use wood c u t t i n g  band saws or tab le  saws. (CX 6 3 ,  p. 1 9 ) :  

25.8% i d e n t i f i e d  the band saw c c r r e c t l y  and 2 9 . 9 %  ident i f i ed  ths tab le  saw 

correc t ly .  (Sorensen, T r .  352 ,  355-58; CX 8 7 ;  CX 1 0 0 ) .  With both w x e r  saws, 

appearance was the most s i g n i f i c a n t  reason given for  the "Delta" or  "3ccI-:well" 

ident i f i ca t ions .  (CX 63, p .  32). 

Only e few interviewees i d e n t i f i e d  one of Ce1ta's conFetitors a s  the 

source or bran8 o f  the band saw; hence i t  can be concluded t h a t  5uessir.g vas 

not a factor  i n  the r e s u l t s  s ince  msny other brands s e l l  a s  well 0;: b s t t e r  

than Q e l t a .  (Sorensen, T r .  352; CX 63, p. 19). 

T h i s  study shows t h a t  Del ta ' s  wood c u t t i n g  1 4  i n c h  band saws and Celta's 

1 0  i n c h  t e b l e  saws do p s s e s s  secondary meaning nong t h e  individuals who 

regularly USB these two p w e r  too ls .  Eased on t h i s  study and the other 

evidence, secondary aesning has been estebl ished i n  t h e  Zesign and 

configuraticn of  Delk:ats 10  i n c h  t a S l e  saw and 14 i n c h  band saw. 

B. External P.?dearance of Machines Not Generic 

- 
Tr;e Bresence i n  the narket of  a subs tant ia l  nuncer o f  comgeting Sroduct 

designs shows t h a t  the p u b l i c  does not a s s c c i a t e  one coc f igurat ion  with t 3 i s  
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p r o d u c t .  Hsavv-Dutv S t s p l e  Gun Tackers, a t  19-20. Here, t h e r e  a r e  s e v e r a l  

comFeting c c n f i q u r e k i o n s  such as  t ' rcse  f ron ? o w e m a t i c ,  sears  and Dei\;ait. 

( S r i c k n e r ,  T t .  73-104; CX 49; CX 5 0 ) .  T h e  d e s i g n s  of t h e  14 inc5 b a d  saw end 

1 0  i n c h  t a b l e  sdw a re ,  t h e r e f o r e ,  n o t  g e n e r i c .  

C. K o n f u n c t i o n e l i t : ~  cf E x t e r n a l  A p x . a r a n c e  

Tradenark  r i g h t s  i n  t h e  c o n f i g u r a t i o n  cf a p r o d u c t  c n l y  can be e s t a b i i s h e d  

if it is not f u n c t i o n a l ,  ?he q u e s t i o n  i s  "whether  c o m p e t i t i o n  w i l l  be  

h i n d e r e d  by p r z v e n t i n g  o t h e i s  frcm cogying t h e  e e s i g n  or  c o n f i g u r a t i o n . "  

Sincle-Handle  Paucet-s, a t  36. 

- *- 

Delta h a s  

i n t en t i o  ne 111' 

because t h e s e  

i n t e n t i o n a l l y  no t  r edes igned  i t s  14 i nch  Dam? saw, and h a s  

designed.  t h e  1 0  i n c h  t a b l e  saw, t o  look l i k e  i ts  e a r l i e r  models ,  

d e s i g n s  d i s t i n g u i s h  t h e  De l t a  machines  from c o m p e t i t o r s '  

p roduc t s .  ( C o l l i n s ,  T r .  1 1 - 1 2 ;  CX 47, 48; S r i c k n e r ,  T r .  6 4 ,  1SO; 3 a i r ,  Tr. 

258). Other  d e s i g n s  xould have been cheape r  t o  mass produce ,  b u t  D e l t a  wanted 

t o  keep t h e  d i s t i n c t i v e  d e s i g n  of bo th  machines .  ( B r i c k n e r ,  Tr. 8 0 ) .  

Delta's l e g i t i m a t e  c o m p e t i t o r s  i n  t h e  United-  S t a t e s  (e& Sears, 

Powermatic, end CeNalt) use d i f f e r e r i t  c o n f i g u r a t i o n s  on  t h e  1 0  i z c h  t a b l e  saw 

and 14 i nch  b a d  s2.w. ( B r i c k n e r ,  Tr .  73-104; C?X 29, Naveatead,  de?.  , p. 8 ;  

C x . 9 ;  C?:< 10;  C?X 1 ;  CPX 2; CX 49, 50). The c o n p s t i n g  band saws h a v i  a 
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been success fu l ly  marketed for  years. (3r i ckncr ,  T r .  7 3 - 1 0 4 ) .  

Settleaent agreezents betxesn :esFcndents acd Delta provFZt that  ~ : - . G s s  

resgondents w i l l  redesign the e x t s r a a l  ccnf igurat ions  o f  tkei:  inz?chi;..es. 

i s  t d d i t i o r d  e*ri*enca of the existence o f  feasible a l t e r n a t i v e  d e s l g z s .  

(Br icknet ,  Tr. 1 3 1 - 1 5 4 ;  CX 3 0 - 3 6 ,  9 7 - 9 9 ) .  

T S ~ S  

?he dcs i j in  of the Delts. 14 i n c h  Sand saw and 1 0  i n c h  table saw zre 

nonfunctional. Vacuun B o t t l e s ,  219 U.S.P.Q. 6 3 7 ,  6 4 8  (U.S.I .T.C.  1 3 8 2 ) ;  

Bra id i rs  b!achines, Inv. No. 337-TA-130, at  43-44  (1983).  The tes ign  fca tur ts  

are neithar necessary nor u t i l i t e r i a n .  (C?X 2 9 ,  Navestesd, deg.,  p. 8 ) .  T?.e 

saws can be produced r a r e  cheaply u s i n g  other designs. (9ricknerI T:. 2 0 ) .  

Moreove:, nmerous other competitive designs have been ussd in m a r k e t i ~ g  both 

of these SEWS without a f fec t ing  tho qual i ty  of  cerfotnance.  

D. Infrincexent or' Delta's Trzc?emrks i n  Sxternal Deaicn 

The exiictr.ess in apseararxe is a:: indicat icn t k t  t h e  r e s ~ c ~ - Z e n t s  

intent ional ly  copied the Delta rnac3ines. (3ric!tner,  81-85, 1 0 5 - 1 0 7 ;  CS 39, 



Ruffnet, dep., s?. 6 - 1 2 ;  CX 2 8 ,  2 9 ;  CDX 6 ) .  Ees;ondents' 10 inch t a b l e  szws 

are identical i n  design end aapeerance t o  Celta's 10 inch t s b l e  sew. 

(Srickner, T r ,  lC)5-107, 150; CX 2 8 ,  p .  8; C?X 29, R c f f n e z ,  de?., p. 6 - 1 2 ;  cx 

28, 29, 4 5 ,  9 5 ;  Sx 13; C P ~  2 8 ,  >!ueller, d21).f F?. 5-6; sx 3 ) .  

Both the Jet 10 inch table saw =nZ J e t  14 i ~ c n  band SEW sold by pro shop,  

Port Zragg ,  T:cnd-Lines and Liquidation aureau were intenkionally cspied f r c x  

Deltz Zesigns.  

inch band saw contains cestings identical to those on t5e Delta inachice 

indicating t?at t h e  Taiwanese rnamfactnrer used cspies of Delta moltis ar.5 

dies. This is evieezcec? by s n t l l  protxsions on the J2t machines w h i c h  are 

(CTX 21,  Piccioni, de?. ex. 128; sx i, p .  2 3 ) .  The  et 1.4 

1 .  

nonfunctional t h r e  b u t  which are  used on the C s l t a  nachina for 

micro-adjustxent cauges. (CPX 21, Piccioni, dep.  ex. 1 2 8 ;  SX 1, p. 23). 

Intentional cosying provides additional scgFort for a finding of likelihccd of 

confusion because it supports t5e inference tSat the nark's cqiers inken?cd  

to cauee confgsicn. Snezksrs, Inv. No.  337-TA-118 (1983), at 2 0 ;  Eit?er:?-Dut;r 

* e  . 

I .  

Stapler Guns-, a t  55. 
". - 

Trend-Lines advertised the 10 i n c h  table saw and 14 inch band saw in one 

catalog as "Rockwell-style." (arickcer, Tr. 150; CX 2 8 ,  29; CTX 14, Black, 

dep., 2. ex.  1, 2 ) .  One o f  Toolcoa's distributors, blarketing Tool Trends, 

characterized Taiwanese manufactured band saws and table saws as having tha 

sane design 8s the R c c k w e l l  mechinos. @air, Tr. 2 4 9 ;  C:: 9 5 ) .  Other 
- 
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. 
Consumers and even Delta d is t r ibutors  have been confused as t o  the o r i g i n ,  

brand or saonsorshig o f  Taiwanese prcducts. (C?X 2 3 ,  ?~!u~ller, dEp., pp. 5-6; 

CTX 29,  Witham, de?., p. 4-8;  C?X 1 2 ,  Wynen, dep., p?. 5-9; CX 8 9 ;  a r i ckner ,  

Tr.  163-57; C3X 1 5 ,  Johnson, eep., pa. 4-9: CPX 20, Eoucheron, de? . ,  pp.  4-7; 

CX 90; Collins, Tr. 47-48: O."eil, Tr. 3 9 5 ,  4 0 6 ,  418-421; King, T r .  277; a a i r ,  

Tr .  209-211; C?X 29, Ejavssteaa, de?., p?. 1 - 1 2 ,  1 4 - 1 8 ) .  C n l y  a very f t w  

i n c i d e a t s  are  neezed t o  prove l ikel ihood cf confusion. 

Containers, Inv. ?lo. 337-T?--152 (19241, at 55. Eere ,  cor.fusion ex is tea  axong 

even exFerienced vocdworkbrs who purchszd  machines through mail or  phone 

P l a s t i c  Fscd S k c r aae  

- 
. 

order conganies. 

(O'Neil, T:. 395, 418-421; C?:S 29,  Navestead, dep., gp. 10-12, 14, LE!). 

Confusion was evidenced by warrenty s e r v i c e  reqces ts  t o  Celta f o r  Taiwaxese 

maofrfr.es. (Collins, Tr .  47-48: K h g ,  T r .  277; B a i r ,  T r .  209; O'Xei l ,  Tz. 

399). 

Taiwanese h i t a t i o n s  fi:st were introduced i n t o  th:e - m r k e t .  

418-421; Bait, Tr. 211). - 

Confusion existed a t  showroom l c c a t i o n s  mong cgnsuxers. 

Delta's distributors and sales re?resentzt ives  w2re ccnfused %hen t h e  

( O ' N e i l ,  Tr .  

Advertiseneats of  t h e  respondents ar.5 m n y  unntied p r t i e s  F n v i c s  an 

asscc ic t ion  tetween the i n i t a t i o n  nachices and the De l t a  m c k i n e s .  

- 
( 3 r i c k n e r ,  
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de)., pp. 2 5 - 2 8 ,  46-47; S a i r ,  Tz. 2 2 2 - 2 3 5 ;  CTX 17, M a u ~ e r ,  de?., p. 2 5 ;  

:.;heatlet/, Tr. 457-58, 4 6 3 ;  CX l o ? ;  C:; 23 ,  pp. 2 2 ,  2 3 ;  C:: 2 9 ,  pp. 9-11, 2 0 ,  

2 3 ) .  These advertisszsnts contain l i t t l e  indication of tk.e brand. or E ~ U ~ C O  of 

the prcducts.  (C?X 1 4 ,  Black, Sa? . ,  p. '5; CX 2 8 ,  2 9 ;  C I X  16, Fol lack ,  i??., 

pp. 25-28 ,  46-47:  E a i r ,  T:. 2 3 2 - 2 3 5 ) .  

R e s F c d e n t s '  band saws 2r.d tab le  saxs have been sold t5roagh. 'nai . l  or pkone 

oreers.  ( S r i c k n s r ,  Tr. 148-150). The customer s.eEs onl:i tkie a lver t i senent  or 

c a t a l c g  and never the ,  ec tual  nechine ??=ior t o  y r c h a s e .  (CPX 17, -Xauger ,  

dep., p. 2 8 ) .  T h e s e  advertisenents rare ly  display 2 nanuzactuisr's nane and 

rare ly ,  if ever ,  r e l a t e  tkat  t h i  mechine is "nade i n  Taiwan." Xsny o f  these 

ccmpanies re2resent  thenselves t o  _he " l iquidators"  or "salvage coim*mies;" 

se1lir.g overstocks of  zuthgrized d i s t r i b u t o r s ,  inventories of  d is t ressed  

companies 2x4 other salvage or unclzim.?d nerchandise~at  l c w . ~ r i c e s ,  t h u s '  I 

fostczing i??ressicns that t h e s e  machines a r e ,  i n  r e a l i t y ,  autbrFzed4Delta  

mzchines. (Yhea t i ey ,  Fr. 448-50;  CX 1 0 3 ;  CX 2 9 ,  pp. 10, 1 1 ) .  . I  

' ,  . . .  

mny of tne showroom businesses x i v e r t i s e  the s&ie wey as 'mei l  orEe'r 

houses. They neither disglz? l a b e l s  nor indicate  the o r i g i n  of  the F r e d w k s  

but emphasize the ag?earanca o f  tke prcduct. ("?le=tley, 9. 463). Sven when 

t S e  mechines are dis-slayed s i s e - b y - s i l e  i n  the showracxs w i t h  Celta n a c h h a s  , 

customers have b e e n  mis led .  (O':?eil, Tr.- 3 9 5 ,  4 0 5 ) .  , r  

i 
k *  
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~ h e s a  machines are sold t o  a wide var ie ty  of cc)nstlmrs: Seginzing 

users.  (Bair ,  Tr. 252). '%hen prcs2ect ive  purchasers arc  i n  pa:t 

discr iminat ing,  an6 i n  p a t t  c a s a a l ,  however, the l a t t e r  group should be the 

measuring rcd."  3A C a l h a n ,  t 'nfair C o m e t i t i c n ,  Trademarks an2 !-!onowllss 

(4th ed. 1 5 8 4 )  5 20.09, p. 44 .  Even so, some of tt.,e more esserienccd, and 

thereby dlscrizi inating bwyers, In t h i s  lnves t igat i cn  have bePn confused a s  t o  

t h e  source or brand o f  the Taiwanese imitat ions .  (CPX 28, i lueller ,  de?. ,  s p .  

5-6 ;  CPX 29,  ;<itham, dep., pp. 4-a; C?X 12, W-vran, de?.,' P?. 5-8; cx e% 
.. ,**- - 

Brickner,  Tr. 153-64; CTX 15, Johnson, dep., pp. 4-9; L D X  3 0 ,  BOUCkerGn, de?.,  

~ p .  4-7; O ' N e i l , , T r .  418-21: King, T r .  277; B a i r ,  Tr. 209, 211). 

Soae custcmers base purcf.,ases of these machines o n  reco l lec t ions  of tne 

design of C e l t a  products froz t h e i r  childhocd or youth. 

b e e n  used in sc?.ool shop classes for years.  ( R i n g ,  Tr .  285, 286). 

Delta band saws have 

When t x o  prcdccts  c rea te  e s s e n t i a l l y  t h e  s m e  c o m e r c i a l  impression, as  

here,  an infricgement has cccurred.  Likelihocd of confusion miiy even result 

if dif ferent  labels are used on the  prodgcts. TLT Xanufackuticq Cowany V .  

A.T.  C ~ O S S  ca., 137 U.S.T.Q. 763, 771 (D.R. I .  19751, a f f l s .  557 ~ . 2 e  5 3 3  (ist 

Ci:, 197.31: Trcck E q u i g x n t  Serv ice  Ca. v. Freuhauf Coraoration, 536 F.25 

1210,  1220-21 (8th Ci:.) cert .  d e n i e z ,  429 U.S. 861 (1976). 
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apaearence t o  Celts's m c S i n e s ,  have inconspicuons label ing.  ( C X  23;  cx 2s; 

cpx 6 ) .  Even f o r  those t h a t  do have l e g i b l e  l a b ? l s ,  use of those i a h s l s  does 

not d ispe l  the confusion. The i d e n t i t y  o f  the s h a p s ,  CVPR w i t h  l i f f e r s n t  

l a b e l s ,  i s  l i k s l y  to  lead t o  confcsion as t o  or ig in  kecailsa of the consurrers' 

reccgnit ion cf c e l t a ' s  design:- Soarce P e r i i e r ,  S.X. v. tu'aters of  S a r a t c c a  

Sarincs ,  Inc., 217 U.S .2 .Q.  6 1 7 ,  620 ( S . D . S . Y .  1 9 8 2 ) .  

7 /  

Dcltz's l o n e s t i c  conpet i tcrs  in tha woodworking industry includir.9 tke 

l a r g e s t  Zcmstic i n x k o t e f ,  Sea:s, sell nachines nanufactured in Taiwan. 

(Br icknet ,  Tr .  159-60: 3 a i r ,  T i .  2 3 7 ,  2 4 2 - 4 3 ) .  I t  i s  not unreasonable for  

customers t o  t h i n k ,  upon secling the Taiwanese imitat ions ,  t h a t  Delta is d o i n 2  

t h e  sane. (C'Neil,  Tr. 395, 4 0 0 - 0 4 ;  R i n g ,  Tr. 276 :  CPX 1 2 ,  Wyman, ee?., pp. 

5-8; CX 89;  Eric'kner, Tr. 163-54). 

. I  

Delte has csed the t:aZe!nark "Contractor 's  Saw" w i t h  i t s  10" tab le  saw 

s ince  1 9 7 0 .  ( B a i r ,  TE. 199-200; CX 47). Pro Shop, Trend-Lines, Fort Eras?, 

7 /  Li2ton S y s t e l i l ~ ,  IZC. (1. :41Lrl?~0l Cor?. , 227 U.S.2.Q. 97 (C.A.F.C. 
1 9 8 4 ) ~  2oes n c t  preclude a f i n e i n g  of l ike l ihocd  of C a n f C s i G n .  * L i t t l e  
evieence cf ti;e l ike l ihccd  of  confusion was found. Cefendsnt's trade name 
was so reccgnizzble i n  t h e  xsiket that there would be l i t t l e  ch?ance that the 
cocsuner, in s s e i q  that  l a b e l ,  ;.oul'6 t h i n k  i t  was othe: tSan a Xhir lgco l  
pr cduc c . 
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B i g  Jce and Show Scon have i n f r i n g e d  upcn  Delta's r i g h t s  i n  t h a t  comimii la ;J  

trademark by i d e n t i f y i n g  t h e i r  own t a b l e  saws as " C o n t r a c t o r ' s  Stx "  i n  

a d v e r t i s i n g ,  s a l e s  l i t e r a t u r e  and i n s t r u c t i o n  manuals. (3r ic! iner  , T r .  1.15-51; 

1CX 23, p. 6 ;  CX 2 9 ,  pp. 2 ,  13,  2 5 ;  CPX 11, Slack ,  dep., p.  2 ;  CX 2 ,  29 ,  p. 7; 

" C o n t r a c t o r ' s  Saw" is a d i s t i n c t i v e  nane s ~ d  deserves: trader;r.a:X 

] u n i t s  of the Celta 1 0  inch !C) p r o t e c t i o n .  r L 

" C o n t r a c t o r ' s  Saw" have been so ld  per y s s r .  None of D e i t e ' s  com2etito:s hlve 

ever  used the nexe excegt to i d e n t i f y  s Tai:ganrse i m i t c t i o n  1 0  inc5  table 

saw. ( 3 a i r ,  Tr .  199-200; CX 47). 

" C o n t r z c t o r ' s  SBIJ" has a n  e s t a b l i s h e d  secondary meaning. C c n s u 2 : l : s  

a s s o c i a t e  t he  nanz w i t h  Del te .  (i3a.Fr, Tr .  1 9 9 - 2 0 0 ;  CX 47). Even i f  tbe mark 

is  d e t e r n i c e d  t o  be " Z e s c r i p t i v e "  of the  proZuct ,  a comon l a v  tzadexark may 

e x i s t  i f  secondary m a n i n g  is  e s t a S l i s h e d  i n  t he  mark. ZlcCarthy, L s u c r 3 ,  a t  

5 11.5.- e/ 

- 8/ A s u b s t a n t i a l  p o r t i c n  of these u n i t s  a r e  sold t o  hcme c r s f t smen  end 
d o - i t - y c c r s a l f e r s .  ( B a i r ,  Tr.  184-85; CPX 29 ,  Savestead,  d e s . ,  p. 7). 
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The res2ondezts who ham u s i d  the name "Contrtctor's Saw" or "Contractarts 

S 2 e c i a l "  he*:e done SO w i t h  nechines w h i c h  a r e - s i T i l z r  i n  appearazze t o  Delte's 

10 i n c h  t*Contrector 's  Saw." ' ( 3 r i ckner ,  Tr. 142-51; CX 2 8 ,  p , .  5 ,  3 7 ,  41,  2 1 9 ;  

CX 2 9 ,  pp. 2 ,  2 5 ;  C??X 1 4 ,  E l n c k ,  Cep., p.  2 ,  ex. 1 ,  2; CX 2 ,  1 3 ,  2 9 ,  p.  7; 3:i 

1 9 ;  CX 45, 2. 2.1; C?X.28, blueller, dq., pp. 5-6; SX 6 ,  7 ,  1 4 ) .  These 

circuzstai ices Frove seccnsery neanirq an2 a l i k e l i h c c d  of confasion.  

Conseqcentl:?, t?.e res2onlent.s' use cf t k s  nerk "Contrectcr's Saw" or  

"Ccntractar 's  Scec ia l "  has infringed Celta'.s r ights  in.scch mark. 

A. Unisaw 

Delta has omed and usee! the feSerz1ly  reg is tcred  trademark "Unisaw, witr. 

the 1 0  i : x h  tiltixj ar tor  sa:? s ince  1 9 3 8 .  (CX 4 ) .  Federe l  r e s i s t r a t i o n  or' 3 

trade.?iark g i v e s  r i s s  to a r e b u t t a b l e  s ta tutory  2rzsunption o f  ownershi?  or' t h e  

nark.  I t  providss " g r i m  f a c i e  evidence o f  the v a l i d i t y  o f  thP regiskrafion, 

the r s g i s t i a n t ' s  ownership of thc nerk of tha rogistrank's  exclusiv5 r i g h t  t o  

us2 t h e  nark."  4A C a l h a n ,  s w r a ,  5 2 5 . 0 5  a t  2 0 .  Tile use o f  the inark f o r  

f i v e  years after r e g i s t r a t i o n  c3nvzrts  the rebc t tab le  prcsuxption o f  cwnershir ,  

into  an ir.contcs:able r f s h t  t~ cse  the mark. 15 U.S.C. 5 1064.  The  t e s t  f a r  

infringemRt or' 5. fo8eraU.y r e g i s t e r e 2  trademark is I lkel ihcoZ o f  c o n f u s i c n .  

McCerthy, supra, a t  S 23:23.  



~ o r t  aragg hes  used t h e  i'nisaw tradeinark i n  a d v z r t i s i n S  a Taiwsnese 

i J i t a t i o r .  10 i n c h  t i l t i n g  erbor s a i ~ .  (CX 2 8 ,  2 9 ;  S r i c k x r ,  T r .  151). As a 

* .  t r a d e m r x  nas been i n f r i n s e d .  

Cel ts  has an e x c l u s i v e  l i c e n s e  to u s 2  tks f e d e z z l l y  r e r j i s t i r s d  "2cckwell" 

t r a d s n a r k  ezd the f e d e r a l l y  r e g i s t e r e d  Rockwell LOSO tredmerk o n  t h e  nnachioss 

i n  i s sue  3rd i n  adve r t i s inc j ,  sales l i t e r a t u r e  end i n s t r u c t i o n  n a n u a l s  f o r  a 

perio6  of two y e a r s .  (CX 5,  7; C o l l i n s ,  T r .  2 7 ) .  B i g  Joe and F o r t  3ras5 have 

used t h e s e  federal  trecienarkz cr close i m i t a t i o n s  of t h  t r e d e n a r k s  w i t h  the . 

sale of t h e i r  inschines 2nd have ,  t h e r e f o r e ,  i n f r i n s e d  Delta's ricjnts. (CPX 

2 8 ,  Slue l l e r ,  d e ? . ,  2:p. 5-6; CX 8 0 ;  1 5 - U . S . C .  5 1127). 

9 i g  Joe, i n  i t s  advertisements, d i s p l a y s  a S l x r e d  l a b e l  on i t s  1 0  i n c h  

t a b l e  saw which 1coks l i k e  i t  szys Scckvell Zi .8  looks like i k  has thP Rcck*mll 

loso on i t .  (C?X 2S ,  blue l le r ,  d e p . ,  p?. 5-6; CX SO) .  The 1abe l i r .g  on t h e  

machine i s  n o t  d i s t l n p u i s h a b l e  f r o n  t h 2  Rcckwell  t rademaik  cr R c c k w e l l  lcgo 

and, t k e r a f a r e ,  there is an i n f r i n q e r i e n t .  ?ro Shop alsc bas  t e e n  u s i n g  t:?e 

na;ile "i;cckwell" i n  its a Z v e r t i s 2 n e n t s  t k c r e b y  i n f r i n g i n g  u?on 3 e l t a ' s  r i g h t s .  

(CX 2 8 , ? .  6 ) .  
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Additicnall:?, t h e  e2:ly J e t  instruct ion man'clals f ~ r  t k z  Tsiwzn9se 1 0  i7.25 

t i 1 t i R q  arbor S ~ W  i n c l u d e d  ?ictx:es of the R ~ c ! < * ~ / e l l  naehine wit:? the Rsc!<i;.zli 

tradenirks aid "Xcckwell lcgo." These mangals we:? su2glied by ?ort aragq ~ z c !  

Trend-Lizes w i t h  t h a  s a l e  o f  uTet t i l t i n g  arko r  saxs w h i c h  T o r t  ar-.cg s o l l  

under C e l t s ' s  Unisaw traeenark. (C3X 1 4 ,  Black, de?. ex. 2;  CX 2 9 ,  p.  7; sx 

39; CY 7 9 ) .  :>est aci-,ions, a l s o ,  c o n s t i t a t e  izfricgeinents o f  ths r?qist.t-:ed 

tradenark. 

A patent is prezu?& val id  aild i n  abserxe o f  evidence es tab l i sh ing  

i n v a l i d i t y ,  the r i g 5 t  t o  prevent others  from i n f r i t q i n g  the pakent c l a i m  is 

established.  35 U . S . C .  S 2S2 .  T h e  v a l i d i t y  or' the p'tents here has n c t  keen 

contested. All throe Fatents are i n  full force ar,d effsck. (CX 1-3; Collins, 

Tr .  10-11). 

Anyone who, witkout a x t h o r i t : ~ ,  "inakes, uses or sells any patented 

invention w i t h i n  the Unitrd S ta tes "  during t h e  tern o f  the patent ,  there fore ,  

i n f r i ~ g e s  the patent.  15 U .S .C .  5 251(a).  Additionally, anycne who e i t h s r  

ac t ive ly  i d u c e s  the infriRqerent or' a zakent  clsim or s e l l s  a patentid - 
groduct kncwizq t h t  the prc2sct  w i l l  be used i n  en infr ingexent  of the Fatent  

c l a i a  sball ke l i a b l e  for "inducment cr' infzirqenent"  or "contriDutorL7 
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in f r inger i ien t . "  15 U.S.C. 5 2 7 1 ( b )  ( c ) .  Thus, r 'o re i sn  n a n G f a c t u r e r s  and  t r a d i ?  3 

companies who i zduce  p e t m t  i n f r ingemen t  t h r o q h  manufec turs  and expo: t a:--. 

l i a b l e  though they have n o t  c ~ x ~ ~ i t t e Z  any 2::s i n  th-2 UniteC ststss. -  SO^, 

(L'SITC 1362). 

Pro  Shcp, Trecd-Lizes ,  F o r t  3 r a g  and i3ig Joe 5211 1 0  i n c h  t a ' c i e  sews 2r.d 

t i l t i n g  ar'ror SBYS which incor ;ora te  a b l a d e  yuard which i n f r i n z e s  u p n  e v e r y  

claim cf Delta's 493 F a t e n t .  ( Z r i c k n e r ,  T r .  150, 169-72; CX 37,  38; CX 2 8 ,  p .  

6 ;  C?X 14, B l a c k ,  de?. p .  7, ex. 2 ;  CX 2 9 ,  F?. 2, 4 ,  7). Show Soon exaorts  

i n t o  t h e  Uni ted  S t a t e s  a wood p l a n i n s  ziashine w:?lch i n r ' r i n z s s  q o n  Dzlta's 

'126 p a t e n t .  ( 3 r i c k n t r ,  F r .  1 7 7 ;  CX 37; C:< 4 0 , C X  23). 

A .  b I i  s acp r OD r i a t k n  

The b a s i s  of t h e  rn i szppropr i e t ion  d c c t r i n e  is t h e  p r c p e r t y  r ight which tke 

c o n p l a i n a n t  r e l i e s  q o n  becailse of a s u b s t a n t i a l  inves'Ls;.ent cf t i n e ,  e f f o r t  

and noney in the ccmerciel c r e a t i o n .  

l i t t l e  01: nc cas t  an6 t:?e c r e a t o r  of t h e  r i g h t  is i n j u r e d ,  e czss of - 
" a i s a p s r c p r i t t i o n "  e x i s t s .  1 !IcCarthy, supra,  5 19: 23. Jct 32s ac?rozriated 

t k e  Zes i sn  and c c n f i g z r a t i o n  of D e l t a ' s  inazhines and the u s e  of tke zzze 

When t h a t  r i g h t  is agFrogriatod a t  
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Brasg and Trend-Lines have k e n  selling; t k s e  Je t  nechines. (CPX 1 4 ,  X e c k ,  

?e? . ,  ex. 2; CX 2 9 ,  p.  7; SX 33; CX 79). Other set t1 ir .g  respondents have also  

used various C i l t a  i c s t ruc t ion  and user nanuals  i n  narXeting t h e i r  p r c ; d u c t s .  

B. 

ais Joe Pzis FuSliah?d s a e c i f i c a t i o n s  i:! adyertisenents w h i c h  wera 

i d s n t i c a l  t o  C ? l t a  nachine s?ccFfications whenI i n  f a c t ,  rcssondents'  rnachizes 

did not have those  i e e n t i c a l  s p e c i f i c a t i z c s .  (CTX 2 8 ,  Hueller ,  dep., pp. 7, 
m 

1 0 ) .  Various r e s p n z e n t s   ha.^ proviecd f a l s e  notor s s e c i f i c a t i o n s ,  e . g . ,  

providing B 1 h? (horsepoxer) l a b e l  when the a c t u a l  horsepoxer cf ths rr.otor 

was o c l y  1/2. (SX 3 ) .  Liquidation Bureau, as  well as meny othsr 

d i s t r i b u t o r s ,  has f a l s e l y  represented tbe " interchzngeaSi l i ty"  or' Cel ta  

replacmenk ? a r t s  w i t h  parts on t h e i r  c!:n nechines. (ar i ckner ,  Tz. 155-156; 

l iquidatcr "  o f  consumr prcticcts thereby atternpting t o  deceive customers in to  

t h i n k i n c ;  the i r  s r o d u c t s  are  brand r!m?s. (CX 90). 

LiquiGation Euredu, 3 i g  Joe er.2 other  c s F a n i e s  using l iqui2at ion  tyge- 

marketing have used advertising w h i c h  si;.es misleading i rprcss ions  t o  

purchasers. (CX 28, p?. 10, 22, 23; cx 29, 9:. 9. 2 0 ,  2 3 ) .  S h i l a r l y ,  



N i I l i n c  E ! x h i ? e S ,  In-r. No. 337-TA-133 (1984), e t  41; Ai r t i i ght  Czst-Irc~. 

Stov22, 215 G . S . 2 . Q .  953, 966 (iJSZ?C 1930). 

IX. PP-SSiXG O?F 

L i q J i d a t i o n  B u r g e u ,  Tren l -L ines ,  Ira S h c p  and. B i g  Joe  i n t e 9 d e d  t o  2 e c e i v s  

c u s t c x r s  throxjh t h i  use of r e ? r s s e n i a t i o m ' t h a t  ths nachines were, i n  fzct, 

Deltz. xzchines ,  t h t  the m a c h i n e s  were  ae5s i n  C e l t s  p l a n t s  ci  that t h i y  were 

j u s t  l i k e  Celts nactines. (Sr i ckner ,  Tr .  148-50; CX 2 8 ,  p. 6; CX 23, pp. 2, 

25; C I X  14, alack,  de?. ,  p. 2 ,  ex. 1, 2; SX 19; CX 45, p.  2 4 ;  CSX 23, .siu.t.llt?r, 

de?., 7 ~ .  5-7, 1 0 ;  Kheatley, Tr .  44C -50 ;  CX 1 0 3 ;  CX 2 9 ,  pp. 19, 11). 

Yrend-Linzs ad.vert l sed the nrchir,es a s  "Xoc!well-style."  (Br ickner ,  Tr. 150; 

Fort  Bragg ar,d Tiend-Lines,  contr ibute2  t o  the " p a s s i n q  o f f "  of the t i l t i n g  

arbor sa:.! by pack=sinyl tke mach i r . e s  i n  issue with Celta  i n s t r u c t i o n  manuals 

These ects  c c n s t i t u t e  the u n f a i r  a c t  of " p a s s i n g  o f f . "  Plastic 7 ~ 5 6  S t o r z c e  

C o n t a i n e r s ,  a t  70 ;  Cxke S U Z Z ~ ~ S ,  219 Z . S . P . 2 .  a t  334. 
- 
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D e l t a ' s  1 0  i r?zh t a b l e  sa;./', 14 itch ban2 ze-4, t h e  patinted b l a d e  5na:d, t>,e 

p a t e n t e i  adjust i lble h e i c n t  fence  and a s o r t i o r .  of =?,e p a t e n t e d  g l a n z r  a r s  

manufactared a t  D e l t a ' s  f z c i l i t i p s  a t  Tupelo, Xissizsi??:  (3r ic: iner,  T:. 114; 

Cay ,  Tr. 2 9 2 ) .  ? a r t s  f o z  these produc t s  a r e  purchased  f r ~ g  dcaesric ver.dors 

by Delta. (Day, T r .  291 ) .  A d d i t i o n a l l y ,  almost a l l  of the  machines 2nd t c o l s  

a t  t h e  Tapelo  p l a n t  a r e  d c m e s t i c z l l y  prcCiucs2. ( ~ a y ,  T r .  2 3 2 ) .  T h e  p lant  

. . I  

enploys  [ I peop le .  (Day, Tr. 2 4 6 ,  307-3083. (C 1- 

~ e l t a  has  tiio d i s t z i b g t i o n  centc?rs ,  i n  ;-!eir,p'nFs, Ter,ness2?, an5 Var, ::~ys, 

C a l i f o r n i a ,  and c o r p o r a t e  he2dquar t e r s  l o c a t e d  i n  Pi t t sDurg3 ,  Tennsylvznia .  

(CX 1 0 0 ) .  f h s s e  d c n e s t i c  f a c i l i t i c . ~  a r e  in;.olved i n  the  d e s i s n ,  nanufa=tgre, 

assembly, pcckaging, q u a l i t y  c s n t r o l ,  r e p a i r ,  m r X e t i ? g  and sclles cf the C o l t ; :  

iT.achines, p a r t s  a r e  a c c e s s o r i e s .  ( 3 z i c k n e r ,  T r .  120-125; 2 a y ,  Tr. 2 9 4 ;  CX 

1 9 ) .  Del t a  also r s i n t a i n s  a na5icnwiCe neth-ork oE z :? rox ia t e ly  1,OCC d e s l e r s  

and d i s t r i b c t o r s  and an e x t r n s i v e  Z o z e t t i c  s s r v i c s  r.e:vor:c f o r  all of i t s  

p roduc t s .  (Collies, Tr. 2 0 ;  E s i r ,  T r .  184). The f a c i l i t i e s  a r s  involvsd  i n  

t h e  d i s t r i b u t i n n  and s a l e  of a l l  Delta F r c l u c t s .  

Thouah a p r t i o n  of i t s  RC-33 p l a n e r  i s  a s n u f a c t a r e d  in Brazil, O P ~ V ~ C ? ~  3(: 

and 4C2 of t S e  d o l l a r  v a l c e  of t h e  r iach ine  i s  prcdcceci In t 3 e  L 'n i te i  S t a t e s .  
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( a r i c k n c r ,  Tr. 111-115; C o l l i n s ,  T:. 58;  Day, T r .  3 3 5 - 3 0 6 ) .  A d d i t i o n a l l y ,  =:le 

domestic e n g i n e e r i n g  an2 d i s t r i t u k i o n  systems a r e  used  i n  the  d s s i g n ,  

marketin:  and s z l e  o f  t h e  RC-33 p l a r . e r .  

The  d o m e s t i c  i n 2 u s k r y  c z f e c t e d  i s  Delta's u n i t e 5  S t a t e s  o p e r a t i o n s  

i n v o l v e d  i n  t h e  m a n u f z c t u r i n g ,  t e s t i n g ,  m a r k e t i n g ,  s a l e s  a r i l  s e r v i c i n g  3: k h e  

D e l t a  products  i n  i ssue.  Heevy-rJutv S t t ~ l e  G u n  Tackers, a t  6 6 .  

E. E f f i c i e n t  and Zzoncmic O?erakion 

D e l t a  h a s  bn E f f i c i e n t  a n 8  cconoxlc c p e r a t i o n  i n  t h n  d m e s t i c  i r , d t ; s t r y .  

Over the p a s t  s e v e r a l  y e a r s  i t  nodernizcc i  i t s  p l a n t  a t  Tu2elo w i t h  s t a t e  oE 

t h e  a r t  m n u f a c t u r i n g  e q u i p s n t .  ( C a y ,  T r .  3 0 5 ;  C c l l i n s ,  Tr. 4 3 ;  CX 70). The 

i n v e s t m n t s  have reduceci c c s t s ,  i n c r e a s e d  c e p a c i t y ,  and i n c r e a s e d  t h e  

e f f i c i e n c y  of  t h e  m a n n f a c t u r i n c j  o p e r a t i o n .  ( C o l l i n s ,  Tr. 3 9 - 4 5 ;  Day, T r .  

2 9 9 - 3 0 3 ) .  Fron 1 9 5 2  to  1 9 8 5 ,  D e l t a  hes i n v e s t e d  [ 13 o f  i t s  a n n u a l  g r o z s  

r e v e n g e s  on such i r i p r o v e n e n t s .  (Dsy, Tr. 2 9 9 - 3 0 3 ) .  T h i s  i n v e s t n e a t  will 

i n c r e a s e  t o  [ 1% of i t s  9ross r e v e n u e s  i n  the  next four years. 
4 

? r o g r m  t o  irnprove D e l t a ' s  c p e r a t i c n s .  (Day, Tr. 305-306). Delta is an  

i m o v a t i v e  corr ,pny v h i c h  has i n t r o d u c e d  s s v e r ~  new m i c h i n e s  i n  the l a s t  two 

y e a r s  and has invest22 o v e r  [ 1% o f  i t s  a n n u a l  gross r c v e n u e  i n  new p r o d i i c t  
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d e v e l o p r , e n t  ar.6 i s ? rovessn t .  ' (Ccllins , Tr. 1 8 - 1 9 ;  S a i r  T r .  184-185, 2 5 3 ;  

cp,y 29,  x2.*.7esteed1 de?.  , a t  7). Celts ei ; . .phsizes custorsr  sz tv ice  5.1 a 

national  ~etwor:.; cf s s r v i c e  f z c i l i t i e s  hsviny r e a i i l y  z v a i l a i j l e  rs=qi:  and 

r e F l a c e a e n t  parts. ( S r i c k n i z ,  7 : .  1 2 0 - 1 2 5 ;  Day, Tr. 2 9 4 ;  CX 19; C o l l i n s ,  T r .  

1 8 - 1 9 ,  2 1 - 2 2 ) .  Zxcept for d e c l i n i n g  salss  i n  the proriucts i n  issue due t o  ths 

infr insenents ,  tk?a oserat icr ,  h t s  Seen ? to f i : =Xe  and hts a s i g n i f i c a n t  u?t:!rn 

i n  the last tuo f i s c a l  y e a r s .  (Jcekin, T r .  399-390; CX 7 1 ;  CX 7 6 ;  3ai ,r ,  T r .  

2 4 4 - 2 4 7 ;  King,  T r .  2 8 4 ;  E s i r ,  Tr. 2 4 6 ,  253). 

C. 

Delta 's  mezkct s h r - ~ !  i n  a l l  of the pro2ucts i n  i ssue has becn s e v 3 r e l y  

Ercded. (CX 7 1  revis&;  Xing,  Tz. 2 8 4 - 2 3 5 ;  Eair, T r .  2 4 4 - 2 4 7 ,  2 5 3 ,  2 6 8 ) .  

Kany of Delta's dis t r ibutors  have pcrc'nasid Taiwanese i z i t z t i c n z  i n  ? l a c e  of 

Delta rrachines. (Bair, T r .  2 4 5 ;  K i n g ,  T z .  2 7 7 ,  2 8 3 - 2 8 5 ;  G'Neil ,  T r .  4 3 7 ;  CX 

9 6 ) .  pdenty or' the largest woodP;orkii..g mcchine  d i s t r i h k c r s  i n  the United 

S t a t e s  a e t  and decised that they wculd i n p o r t  "Delta iook-al ike"  1 0  itch t e b l e  

S ~ W S ~  13 i r x h  b e d  saws, ? l i n e r s  and other xackinss .  Z = c h  d i s t r i h t o r  agr3cd 

t o  purchase a t  l e z s t  50  o f  etch machim. ( C ' N e i l ,  Tr. 409-4131. 
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F. . Coiir.cn L a s  Ccnficuraticz Tredsmarks 

T h e  C s m i s s i o n  stzff a t t s r n e y s  j o i i i  i s s u e  w i t h  Delka ,  a s s e r t i n g  t h a t  it 

does not heve cc::z.cn law tra2eriark r i g h t s  i n  the d s s i g n  a n d  c o n f i q ~ r a t i o n  of 

i t s  1 0  inch t a b l e  sa.; and i t s  14 i n c n  bez-d saw. T h y  arsue t h a t  the t x o  L!elxa 

m a c h i n e s ' a r e  n o t  i n h s z e n t l y  d i s t i n c t i v e  i n  t h a t  a l l  bard saws are  th= s zxe  azci 

all t s b l e  ssxs  a r e  t h e  s m e .  

E s p e c i e l l y  w i t h  the 14 i n c h  b a n i  saws, t h e  ;:;ac:?izes a r e  qcits different 

or f c n e i f u l ,  d e v i s e d  for the sole puraose of f u n c t i o n i n g  as a t radenark . "  
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The s t a f f  ettorneys f ixd  faul t  w i t h  the survey by Cr .  Sorensan, aigui..?s 

that thc 'survqt d i d  not use " c c n t r o l s "  1 O/ that  tk-2 u n i v e z s s  i s  t c o  nar:ow;- 

(pictures o f  C Q C i ? G t i C J  machines); t h t  the Fsrcentage of  tkosa i c te rv ie *+ .ed  xho 

correc t ly  idsntif iecl  the d e s i g n  of  thc Delta nackincs i s  tco  low t o  t e  

probative; and that  tk:s interviewers had d i s c r e t i o n  f n  chcosing t h s e  t o  

interview. 

The survey WBS proseriy directs:  at  p o t e n t i a l  purchesers o f  16 inch table  

1CJ Staff counsel aEsum, without record c i t a t i o n ,  that one 'w'ho owris ax ?  
uses his o:rn 10 .ir,ch t a b l e  saw c: 14 i ~ c h  bar,d saw i s  no2 l i k e l y  t o  pcrchase 
another, 2nd tkat  tke uni=rerse of the S U ~ : J = ~  excludcs p o t e n t i a l  2crehasers.  
The record shows, LCd t h a  cont:ary, that  witnesses typicall : ;  may buy nore 2ian 
one saw. (C3X 11, Wejer d e p . ,  p 5 ;  C?X 13,  Molitor de?., F.  10; C?X 13, 
johnson t ie?. ,  p. 4). Even if there were proof i n  t h o  record that  the szws .?is 
a l i f e t i n e  pcrckzse,  the unive:se of the surrey include8 tkose w h  u ~ 2 2  E SBV 

Girned by scmeone e l s e  as well 2s those who cwnsd the SBW. 



i n t e z v i e v e e s  scch a s  every third psrson. (Sorensen, T r .  325, 3 3 2 ;  s?x 13, 

Sorensen,  de?. a t  2 2 ) .  

o f t e n  enoush t o  consider his cwn was usad i n  t h e  survey stuey t o  a . ; o i ~  

g c e s s i n g .  (s?x 1 8 ,  Sorenssn, de?., a t  2 3 ) .  D r .  Eorensen :qa;.ted the 

teczuss t h i s  sti:?;ey xes  a stcd:r i n  seccnZtar:_t neaning. ( S c r i m e n ,  Tr. a t  3 3 9 ) .  

- 
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c. Li !<e l i : l cod  o f  Conr':.sion 

. .  i m i t s t i o z  m c k i z e s  i ~ y r t - c . 5  f r a n  T s i x z R  a re  alxost L s e n t i c z l  to csx?lainant's 

i n  e x t e r n a l  d s s i g n ,  a r d  o f t e n  a re  s o l i  by nail.  o r d e r  hous is  advert:slns . .  cnl:r e 

p i c t u r t  cf l c c k - a l i k e  m c h i n e ,  without sk0wir.g thz br3r.d naae cr - , lac? of 

manufactgrz. (3;ihestiey T r .  41a-450, 437-453, 40'3; S r i c k n c z ,  T r .  149-150; c:: 
2 8 ;  CX 2?; CX 7 2 ;  CX 83, C2.Y 1 7 ,  Mnu~er 2e?. ,  at 23; King Tr. 2 7 9 - 2 9 0 ) .  11/ 

F u r t t i r x c r e ,  e v e n  i f  t - i -2~  knc;; ika: t k e  lcok-al i !< ,e  nzchines ha:72 d i f f g r e n t  

branc',s,  or a r e  ix2c:tzZ f r c x  T a i w m ,  t h e  ~-rchasers a r c  l i k e l y  tc c . c r ~ c l u f i s  

t h a t  t h ?  nzchizes 2 : ~ s  mede t.17 or for C e l t s  under  l i c e n s e .  ( ~ r i c ' s n e r ,  ~ r .  

159-160; S a i r ,  T r .  237, 2.12-22.3; O ' > ; ? i l ,  T r .  4 0 0 - 4 3 4 ;  K i n g ,  T i .  2 7 6 ) .  

A.T. Cross  Co. v. .?Cnzthen ' 3 r e 2 1 ~ y  Pens,  I n c . ,  176 3.S .r .Q.  15, 17 (2t C i r .  

1972). And, s t a t e m e n t s  by ressondents a n d  o t k e r s  t ! ia t  the l o o k - a l i k e  rnachinzs 

from Ta iwan  a r e  t h e  szme d e s i g n ,  u s e  t:?? same p a r t s ,  or a r e  a s  ~ o c d  2s  

D e l t a ' s ,  c e r t a i n l y  d d  t o  t h i s  l i k e l i h o o d  o f  c o n f c s i o n .  Scipra, a t  2s. la, 2 3 .  

- 
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cc., Ltd, ' 

3. Cczi?lainantI Deltz? Ia ternat ione l  Hechlnery Corporat io2 ,  k:as 

t r sdenark  r i g h t s .  
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Trsnd-L ints ,  l o r t  Bragg, 3ig Jse a n d  Shcw Scon, i ? c z : p r a t i n g  tF.2 n - 1 ~ 5  

coxpe t i t i on  ur.der 1 3  U.S.C. 1337(a).  

reglstzref i  ,tr=.denark r i G k t s ,  ir! v i o l a t i o n  of 15 U.S.C. § 1 1 1 4 ( 1 )  ( a ) .  



18. T o i t  S r e g q  m d  Trend-Lines i ~ p r t  and/or  s e l l  t a b l e  sei;s w h i c h  

i r : c o r F r a t p .  an a d j u s t a b l z  h e i c h t  f e x e  i n f r i n g i n g  c o n g l a i n s n t ' s  F a t e n t  r i g h t s .  

19. U n i t e d  S t a k e s  ?ntent i n f i i z s e z s n t  i s  e n  u n f z i r  a c t  or xzthoZ cf 

c c m p e t i t i o n  u z d s r  1 9  U.S.C. 5 1337(a). 

21. ?.cs?on2enksI B i c j  Joe I L i q u i d a t i o n  Eureau ar.2 T r e c d - L i n e s  I kavs 

falsely and/or d e c c ? t i - i e l y  a d v e r k i s 2 d  t h e i r  i n p o r t e d  14 izch h a 1 5  sews and 

22. 2 e s F r . d e n t s I  T r e n d - L i n e s ,  Tro Shop and F o r t  Eras5 h*:e p a s s e d  off 

a r e  c n f s i r  ac t s  cr s?tkods of c c n g e t i t i o n  ur.der 1 9  U.S.C. 5 1337(a). 

4 2  



Cor?., air; Jce in2ust : ia l  Tcol Cor?., and King l e c g  Fu :.kc:?ine iiorks C3., L t E .  

Thc record i n  t k i s  C E S C  c o n s i s t s  of ell exhibits i ? e n t i f i c c !  i n  tk.7 

4 3  
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