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This is an initial determination issued by a Commission 

administrative law judge that the Commission determined to 

review in part. That part of the initial determination the 

Commission did not reviewed has, therefore, become the 
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Commission's Rules of Practice and Procedure (19 C.P.R. 5 

210.53(h)) and the notice published in the Federal Reqister 

on April 24, 1985 (50 Fed. Reg. 16,171). 
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Public Version 

UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 
' 1  

CERTAIN SOFTBALLS AND 1 
POLYURETHANE CORES THEREFOR ) 

Investigation No. 337-TA-190 

IN IT I AL DETERMINATION 

Sidney Harris, Administrative Law Judge - 
P 

Pursuant to the Notice of Investigation, this is the administrative 

judge's Initial Determination in the Matter of Certain Softballs and * 
Polyurethane Cores Therefor, 19 C . F . R .  S 210,53(b). cp 

Q) 

The administrative law judge hereby determines that there is no violation 

of S 337 of the Tariff Act of 1930, as amended, in the importation of certain 

softballs with polyurethane cores into the United States, or in their sale, by 

reason of infringement of U.S. Letters Patent 3,976,295 the effect or *ndGy;, 

of which is to destroy or substantially injure an industry, efficient& an+; e, 

c -. 

= ir, 

economically operated, in the United States. -- c 

c- 

\ 8  - 
r. I I 
c :;, ; 47 





O n  A p r i l  3, 1984, Ldnnom. Manulsctur raq ZO. i Inc ; ,  Tullahoma, Tennessee, 

€ i led a complaint and 3 motlon for temporary t e i i e f  pursuant to Section 337 of ' 

the Tar i f f  Act o.E 1 9 3 0 ,  as amended !19"U.S.C.'S 1337): The complaint al leges 

unfair methods of c q . e t i t i o n  and-unfair acts 1% the impartation of certain 
-- P 

softbal ls  and aolyucethane cafes the'refor. into the United States ,  or i n  their  

s a l e ,  by reason o€ alleged (14 d i r e c t  infringement of claims 3 ,  4 ,  5, and 10 

o f  U.S. .Letters Patont 3,976,4295 -ttbe '29% Fatent) , (2) contributory 

infringement of said c la jhs  o h t h e  '2'9-5 gatent,  (31 infrinqcment of  fedtrr l  

trademark Registration NO. 1 , 0 2 9 , 7 6 7 ,  ( 4 )  faLsF' deceptive advertising in . - .. 

violation of 15 U.S .C.  5 1125(a)h and state-,liaw, ( 5 )  product dirpar'qement i n  

violation of  1 5  rJ.3.C. 5 l l 2 5 ( a l  and s ta te  .law, and (6 )  fa lse  designation of  

oriqin ,  la lse  description of  qoods, of , l a i se  ,teprescnta,tions on qoods or 

containers af qoods i n  violation a€ 1 5  U.S.C. 5 LlZS(a). The complaint 

Curther I l lages t h a t  t h e  oEEocc_ or tendency of  the unfair methods of 

competition and unfair acts  i s  t o  destroy or substantially injure an industry, 

e f f i c ient ly  and economically OQerated, in the Vnited Stat?$. 

O n  nay 1, 1 9 9 4 ,  the Commission ordered pursuant to 19 U.S.C. 5 1337tb) 

t h a t  an investigation be instituted to determine whether there is a violation 

$ .  . 



( 3 )  infringement Of the ' 7 6 7  trademark, ( 4 )  false and deceptive advertising, 

and (5)  false representation, the sffact Or tendency of which is to destroy or 

substantially injure an efficiantly and econonicaLly operated domestic 

industry, Notice o l  fnvestigation, 49 Ped, Reg. 2 0 , 0 1 6  (Hay 11, 19841 ,  The 

Commission, pursuant to 13 C.F.R. S 210.24(e), also !**warded to the O f f i c e  of 

Administrative Law Judges complainant's motion tor temporaty relief under 19 
- 

U.S.C. 5 1337(e) and ( I 1  lor  an initial determination pursuant to 19 C.F.R, 

5 210.531b). T h e  Notice of Invertiqrtion rnd Complaint were served on 

parti+s and interested qovernment agencies qithet by first-clrss mil or rir 

mail on May 8, 1984, Thc'Notice of ~nvertiqation Y8S also publisheb .. in the - 
Federal Register on May 11, 1984. 

. . - .  

- 
L 

fb. 
The following prsons vtre  named as respondents in this investigation: 

Comp Le t a  3e c chants Cor po r a t ion 
9th Floor 
No. 319 ChunpHsito East Road, See. 4 
Taipei City, Taivan 

Success Chcmic?l Co., Ltrl. 
Room 403 
fan thin Building, 31-1,  See. 2 
Shin Shang North Road 
Taipei City, Taiwan 

Reqent Sports Co. 
HcluppaUqtc New YOtk 11787 

Diamond Spotts Co. 

10602 Humbolt Street 
Los Anqeles, California 90720 

P o  0. BOX 637 

. 

Keith Kleppe L Associates 
23272 Vista Grande Drive, Unit B 
Laguna Hills, California 92653 

2 
I 



Team West 

Redmont, washinqton 98052 
e .  0. aox 62  

George Tylez Snterprises 
2 9 5 0  S o u t h  jamaca Court, S u i t o  100 
AUroca,  Colorado 80014 

8 . 0 .  Y i c k o l s c n  L Associates 
4111 t r a r l  Ridge Circle 
Ames, Iowa j O O L 0  

Dan Spilta L Associates 
1121 Dallas Drive, Suite 5 
Denton, Texas 76201 

%ets-Rupp, !?e* .. . 
4901-05  Distribution' Drive 
Tampa, f l o r  rda .33605 

Dave Hiddloton b Associstcr 
e .  0. BOX 173 
Willow Grove, Pennsylvania 19099 

Paul fhauqhnes? 5 Associa:es 
36 Grove Circ le  
9rbintc00, Yassachusetts 0 2 1 8 4  

a- 

9y I n i t i a l  Deterxination of  the administrative law judge m July 27, 1904, 

the Notice o l  fnvrstigatian was amended t o  include the follovinq person &I 0 

resgondent i n  this inocstiqation: 

Tusa. Inc. 
Kaohsiunq, Taiwan ' 

Republic o f  China 

OrdrC No. 3. This I n i t i a l  Determination inadvtrently was not s r r v d  011 

parties u n t i l  December 2 9 ,  1984. flemorandum, O f f i c e  of the Seccetrty 

(Dec. 2 8 ,  1 9 8 4 ) .  

3 



Harold Bcandt, Esq.,  Untair Import Investigations Division, u,s. 

International trade Commission, was desiqndted the Commission investigative 

attorney. A s  o f  A u q u s t  1 7 ,  1984, Robert 0. Litowitt ,  Esq . ,  replaced Harold 

B r a n d t  35 '.he S t a f f  attorney. 4 9  Fed. Reg. 3 4 , 3 1 5  ( A u q .  29,' 19841 ,  Pursuant 

to  Rule 2 L 0 . 4 ( 5 )  , the Commission investigative attorney is a separate and - 
independent party to this proceeding. 

Chief Administrative Ldv Judqs Donald K. D u v a l l  on May 11, 1984 ,  

designated himseLL to preside over this investigation, Order NO. 1 ,  49 Ped. 

Reg. 2 1 , 8 0 9  (Nay 23, 1 9 8 4 ) .  For coasons of.administrative necessity,  Judge 

Ouvall on July 23, 1 9 9 4 i .  aesiinated Administrative Law Judge Sidney Harris to 

preside over this rnvestiqatron. Order No, 6 ,  4 9  Ped. Reg. 30 ,811  (Au9. I ,  
'L 

1984)  

O n  May 3 1 ,  1 9 8 4 ,  respondent Diamond Sports Cilcd a motion to terminate 
. -  

this  investigation pursuant to Rule ZlO.jl(a) or, a l ternat ively ,  t o  dismiss 

complainant's motion for temporary r e l i e f  pursuant to Rule 210 .24 .  Motion 

Nos. 130-2," 130-3. Diamond Sports a'sserted that this  

t e p p a t e d  #cause f 11 the complaint vas not properly 

Rula 210.12 and f 2 )  complainant vas barred from 5 337 

I '  

. l  

invertigition should be 

fiLed i n  accordance w i t h  

r o l i e f  by the doctrine 

of mclean hands. The administrative law judge denieL respondents' motion for 

the follovinq reasons: (1) the decision of the Commission t o  inst i tute  a 

S 337 invcstrqation is conclusive and not w i t h i n  the purview of  the 

administrative law judge: and ! 2 )  allegations of bad fa i th  and inequitable 

conduct & a i  on-the f inal  determination as to whether there i s  a violation of 

I - ,  
,? ' 

4 



5 337 a n d ,  as such, must avait the completion of the investigation. Order NO. 

The Preliminaty Conference i n  the Yatter o f  Certain Softballs  and 

polyurethane Coros  Thorofor vas held on June 1, 1984 .  Appearances were noted 

for the record by complainant Lannom, the Commission..iavestigative attorney, 

and one respondent, Diamond Sports. Complainant withdrew i ts  motion for a 
.* 

temporary exclusion order (Motion No. 190-1) and agreed to an expedited 

hearing on permanent rolieE s e t  f o r  November 5 ,  1984. Prelim. Con€. T r .  

3 0 - 3 1 ,  40: see Order No. 1 ,  a t  1 (June 28,  19841 .  - 
- On J u l y  11, 1 9 8 4 ;  r tskndent  Diamond Sports Eiled a motion to  terminate - 

this inwstiqation as to respondcnts Keith Kleppe 6 Associates, Team West, 

8 . 0 .  Mickelson 6 Atsoc :a t~s ,  Geocqe TyJer Entecprises, Dan Spika C Associates, 

Mets-Rupp, Paul Shaughncsty 6 AsSociates,,and Dave Middleton 6 Associates, 

. collectively knovn as respondent Diamond Sports' mrnu€acturing 

representatives. Yotion No. 190-11. Diamond Sports asserttd that relief 

aqainst or discovery o f  these respondents vas not necessary or appropriate 

because they acted o n l y  as manufactgting representatives €or Diamond Sports. 

3rder NO. 11, issued A u q U S t  8 ,  1984;denied this  motion because respondents, 

as agents ol 5iamond Sports, had participated i n  the sale of the allegedly 

infringing sof tbal ls .  

On August 1 3 ,  1 9 8 4 ,  respondent 8.0.  Mickelson 6 Associates filed a motion 

to request leave to make an appearance and respond to the complaint. Motion 

No. 190-13. 9,0, Mickelson asserted that i t  was under the impression that  i t  

' I  ' 5  



did not need to f i l e  an appearance and response i n  th is  proceeding since none 

O E  the allegations of  the complaint were d i rsc ted  a t  i t .  Order No. 1 2 ,  issued 

August 2 1 ,  1 9 8 4 ,  granted respondent's motion and ordered i t  to respond 

immediately to  complainant's interroqatories and requests for production of 

documents. 

On October 3 ,  1984, complainant and respondent Diamond Sports f i l ed  a 

joint  mot'ion to terminate this investigation as to Diamond Sports  and i ts  

manufacturing representatives on the basis of a licensing agreement. Motion 

NO. 190-19. O n  October 19,  1984, the administrative law judge issued an 

I n i t i a l  Oetcrrninatron t $ r s - i n d t i n g  this invertiqation as to respondent Diamond LI 

. - .  

- 
Sports. Order No. 16. The administrative Law judge, however, denied the - .  

I 

motion to tarrninato a s  to respondent manufacturing representatives because 

these respondents had not entered into a sublicense agreement w i t h  Diamond 

Sports nor a consent order agreement w i t h  Lannom. .Assurances by knnom and 

Diamond t h a t  such respondents w i l l  no longer commit the unfair acts alleged i n  

the complaint are tenuous grounds upon vhich to terminate an inVeStiq8tiOn 

under Section 3 3 7 . "  

to review the I n i t i a l  Determination terminating Diamond Sports was filed on 

Yovember 2 1 ,  1984. 49 Cad. .Req. 46,819 (Nov. 28, 1984). 

- I d . ,  a t  3. Notice of the Commission's Determination not 

A Prehearinq Conference was held on October 30, 1984, Appearances were 

noted for the record by complainant tannom and She Commission investigative 

attorney. Counsel for respondent Diamond Sports also noted i t s  appirrance 

w i t h  regard to the testimony of  Frank Hardy, Presidrnt of Diamond Sports. 

I 

6 



pursuant to the representations made by complainant in its Preheating Brief, 

the Eollovinq issues were withdrawn Erom consideration in this investigation: 

(1) direct and contributory infrinqement of claim 10 of the '295 patent: 

(21 infrinqment of t5e '767 trademark: (31 false and deceptive advertising; 

and ( 4 )  false representation, erehearing COnf. Tr. 8-15. Complainant also 

clarified €or the record that as to the respondents located in Taiwan (Tusa, 
& 

Success chemicals, and Complete Merchants), i t  no longer considered sales by 

them to Diamond Sports to constitute an unfair act. Complainant restricted 

its case aqainst these three respondents to-sales by them to non-licensees of 

complainant, - I d .  at' 12113.: - s'es Hearinq Tr. 7-11. - - 
The administrative l a w  j9dqo also discussed at the Prehear'inq Conference 

hi; earlier request that complainant and the Commission investigative attorney 

supplement the record by submitting a complote Eile wrapper of the patent a t  

issue and 3ther involvod patont applications. PrehearLng Conf. Tr .  16-21. 

Complainant objected to production of this information for the following 

reasons: (1) tho statutory presumption 3s to the validity of a patent does 

not require the person assertinq the validity of the patent to produce the 

patent file vrappers or any other evidence (Prehearing Conf. Tr. 19): and 

(2 )  the Administrative Procedure Act, 5 U . S . C .  5 556, does not grant 

administrative law judges the power to enter evidence or order the government 

investigative attorney to present certain evidence ( id . ) .  
The administrative law judqe overruled complainant's objection based upon 

the Commission policy set forth in Certain Food Slicers and Components 

7 



Thereof, vhich  stated that i n  those investigations i n  w h i c h  respondents do not 

actively participate,  complainant and the Commission investigative attorney 

required to  make a reasonable of fort  to produce " ' substant ia l ,  re l iable  

- 

and probative evidence suff ic ient  t3 establish a prima facie case of  violation '' 

by respondents.' 

complaint except where c r i t i c a l  information cannot be obtained af ter  a 

The complainant cannot rest  on the alleqations i n  the 
J+r 

reasonable e f for t . "  i n v .  NO. 337-TA-76,  Comm'n Decision a t  5 (19811, p o t i n q  

from Certain Window Shades and Components Thereof, f n v .  No, 337-TA-83, a t  5 - 
(1991): see Prohearing Conf. Tr. 16-18, 20-21.  

also pointed out that iC ;as not uncommon for ludges and administrative law 

ludqcs  to enter their own exhibits i n  evidence. Prohearing Conf, Tr. 20. The . 
adrninistrativc law jgdqe concluded that because of the p u b l i c  nature of 5 337 

The administrative law judge 

e c 

investigations, " [ t lho  parties must produce d suff ic ient  qupntum of evidence 

to render an appropriate Cocision i n  the case." fd. a t  21. The decision o f  

the administrative lav judqe t:, require complainant to submit, a file wrapper 

for the patcnt a t  issue and rolated patent applications, together w i t h  

technical references aontioned in tho t i l e  wrappers, is supported by Rule 

210.20(c) of the Commission Rules of Practice and Procedure. 

There shal l  accompany the submission of the .original o f  each 
:omplaint based upon the alleged unauthorized importation or sale o f  
an a r t i c l e  covered by, or produced under a process covered by, the 
claims of a valid Y . S .  l e t t e r s  patent the €ollowinq: 

. * *  

(2)  One (1) cer t i f i ed  copy of the Patent and Tradcmark~OfEice. 
t i le  wrapper for each involved U.S .  letters patent . . . : and 

8 
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( 3 )  Four ( 4 )  capios of each patent and applicable pages of oach 
technical reference mentioned i n  the f i l e  vrapper o l  each 
involved U.S. l a t ters  patent. 

49 fed. Reg. 46 ,123 ,  a t  46,128-29 (Nov. 2 3 ,  1934). 

The Hearing i n  the M a t t e r  of Certain SOft5allS &-Polyurethane Cores 

therefor commenced before Admin,istrdtive Law Judge Sidney Harris immediately 
.- 

after  the Prohearing Conference. Complainant, the Commission investigative 

attorney, and, for 3 limited purpose., .respondent Diamond Sports,  noted their 

appearance. T h e  Hearing concluded on. November 2 ,  1984. On October 3 1 ,  1984, 

complainant al12ged unfait: surprise i n  the questioning of staf t  counsel and 

moved to s tr ike  the testimony qivcn by 41r. Heald, President of Worth Sports, . 
. 9 .  - 

that morning re l i t inq to  the issue of patent val idi ty ,  Tr. 203-07. Sta f f  

counsel asserted there vas no surprise since complainant vas informed of the 

nature of tho  questioning i n  f t a l f ’ s  Preherring Statement and i n  the 

October 12, 1384 doposition O C  H r .  Woa1d.i’ Tr. 208-09; Sx 1 ,  The 

administrative law judge oEferec1 complainant the opportunity to recess the 

tcstimony of Y r .  H*ald u n t i l  the conclusion of  the remaining witnesses’ 

testLmony or m t i l  a reasonable time thereaftsr .  T r .  2 1 0 ,  216, Complainant 

declined t h o  o f f o r  claiming that the continuance vould not cur2 the damage, 

tr. 216. 

- 1/ 
the ‘295  patent. Tr, 211-12. Diamond S p c t s  entered into a settlement 
aqrcement w i t h  complainant i n  September 1984 and was terminated as a 
respondent on October :9, 1984,  Tr. 209. During this  period s t a f f  C O U n S t l  
became more active k n  developinq evidence necessary Lor an adequate record. 
Id 

Respondent Diamond Sports had taken a position contrary to the validity of  

- 
9 



surprise  is not a ground for exclusion under Rule 4 0 3  o f  the federal Rules 

of  Evidence. A continuance, i n  lieu of exclusion, is the appropriate remedy. 

Complainant has the burden of shoving ( 1 )  that  there is  a c t u a l ,  not merely 

l e g a l ,  surprise, ( 2 )  t h a t  a continuance vould not be an adequate remedy, and 

(3) t h a t  the admission o l  the material vauld be unfa i r .  10 J. Moore, Moorc's 

Fedora1 Practice S 403.14  [Zd ed. 1 9 7 9 ) .  Complainant has made no such showing 

i n  this  case. 

- 
Complainant has not sufEered actual surprise i n  the testimony ot 

Mr. Heald. F i r s t ,  the patents a t  issue and their his tor ies  are required to be 

f i led w i t h  the tommission*pur*suant to 19 C.F.R. 5 210.20. 

Sports had continuously contested the v a l i d i t y  oE the patent u n t i l  trrninited 

as a respondent two weeks before  the hearinq i n  th is  investigation. F i n a l l y ,  

Second, Dirmmd 
.c .C . 

the stafE attorney had used the same l ine o f  questioning while deposing Mr. 

Herld ( 3 x  1) and 41r. Hardy (SX 1) i n  mid-October and had informed complainant 

of the  nature o l  the questioning i n  i ts Prehearinq Statemen$. Complainant has 

had constructive 3nd actual  notice that patent validity vould be an issue i n  

this  investigation. Camplainant's motion to s tr ike  vas appropriately denied. 

This I n i t i a l  Determination i s  bared on the entice record of  this 

proceeding. Proposed Eindinqs not herein adopted, either i n  form or i n  

substance, are e i t h e r  speci f ieal ly  dealt w i t h  i n  t h i s  I n i t i a l  Detrrmination, 

or are rejected as not supported by the evidcncc or as involving immaterial 

mat tars . 

I' 10 
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The findings O f  fact  include references to supporting evidentiary items in 

the record. Such references are intended to serve as  guides to the 

dewsitionst exhib i t s ,  and testimony S u p p o r t i n g  the findings of f a c t ;  they do 

not necessarily represent complete summaries of the evidence supporting each 

f i n d i n g .  Some findings o f  fact  are contained w i t h i n  the body of t h i s  opinion, 

The following abbreviations are used i n  this I n i t i a l  Determination: 

CX - Complainant's ExhAbit (followed by i t s  number and the 
reterenced page ( s )  

CPX - Cornplainant's Physical Exhibit 

I a .) - Sta f f  Cdutsel's Exhibit . .  

SPX - Sta f f  Counsel's Physical E x h i b i t  

FF - F i n d i n q  o f  Fact 

Tr. - Transcript 

3P f N I ON 

I .  Introduction 

This investigation concerns the importation into or sale i n  the United 

States of certain sof tba l l s  composed of polyurethane cores and leather covers 

w h i c h  are alleged to infringe U.S. Letters Patent 3 , 9 7 6 , 2 9 5  (the '295 

patent). These unfair methods o f  competition and unfair acts  are alleged to  

have the e f f e c t  or tendency to destroy or substantially in jure  an industry ,  

e f f ic ient ly  and economically operated, i n  the  United States.  

The product i n  issue i s  a polyurethane core s o e t b a l l  w i t h  a leather 

cover. FP 17. Complainant Lannom Nanufacturing Co. (Lannom) produces and 
* I  
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sells  16 different varieties o f  a polyurethane core softball with a leather 

cover. fi 18. Prior to the introduction of the polyurethane core softball, 

softball cores were made tither from cark or kapok. FF 20 .  The major 

advantaqes of t!?e polyurethane core softballs over cork .or kapok core 

softballs is that they are much more durable FF 28, and the resilience or 

Liveliness can be varied by manipulation of the chemicals used to make the 

coco. sx 4. 

c 

There were originally 12 respondents named in this investigation. An 

additional respondent, Tusa, was added by amendment to the complaint and 

Notice of Investiqation:oi.'July 27, 1984. Order NO. 8. The principal 

respondent Diamond Sports has Seen terminated on the basis oL a settlement 
- - . 

aqreement. Order NO. 16 (Oct. 19, 1 9 8 4 ) .  None of the remaining respondents 

entered a formal appearance or  participated in the hearing on this matter. 

Nevertheless, none of these remaininq respondents have been found in default, 

nor has the administrative law lrtdqe imposed sanctions. Instead, the 

administrative lav judqe has instructed both complainant and the Commission 

investigative attorney that it is the practice of the Commission to'require a 

reasonable effort on their part to produce substantial, reliable, and 

probative evidence sufficient to establish a prima facie case of violation of 

5 337 by respondents. "The complainant cannot rest an allegations in the 

complaint except where critical information cannot be obtained after a 

reasonable effort." Certain Food Slicers and.Companents Thereof, Inv. No. 

337-TA-76, Comm'n Memorandum Opn., U . S . I . T . C .  Pub. 1159, at 5-6 (June 1981). 

' I  12  



f I . , -'.J u c i sd ic t ion 

Pursuant to 5 337 of the Tari f f  Act o l  1 9 3 0 ,  as amended, the U.S. 

~ntornational  Trade Commission has jurisdict ion over unfair methods o f  

competition and unfair acts  i n  the importafion into or sa le  i n  the United 

j ta tes  o f  products the e f f e c t  or tkndency of  w h i c h  i 9 e . d  destroy or 

substantially injure an industry, e f f i c ient ly  and economically operated, i n  

the United States.  fherefoce, ' the* Commission has jurisdict ion to  investigate 

the gnfair methods of competition and unfair acts  alleged i n  the complaint and 

-r) 

se t  forth i n  the Notice of Ihvi?stiqation to.determine vhtther there exists  a 

violation of 5 3 3 7 .  
. - .  . . a .  - ,  - - 

The record indicates that the complaint and Notice of Investigation vas 

properly served as to the remaining respondents i n  this investigation vith the 

exception of Tasa. !Jevertheless, the power o f  the Commission to enter an 

exclusion order against goods is.based on 2 rem, rather than personal, 

~ u r ~ s d r c t i o n .  

the accused polyurethane core sof tba l l s  that have been imported or sold i n  the 

3 n i t e d  States whether 3r not a person has been named a s  a respondent or 

The Commission, therefore, has i n  rem ]urisdiction over any of  -- 

received actual notice of the investiqation. 

Trade Comm'n, 209  U.S.P.Q. 469 (C.C.P.A. 1981) . 
Sealzd Air Cotp. V. U.S. Int'l 

.. - 

For this  reason, I f i n d  that the U.S .  International Trade Commission has 

subject matter ;uc isdiction over the polyurethane core sof tba l l s  that have 

Seen imported into or sold i n  the United States .  

1 3  



111. 0,s. Letters Patent 3,976,295 

u . S .  L b t t C C S  Patent 3,976,295 (the ' 295  patent) ,  entit led "Game B a l l , "  

issued On August 24 ,  1984, i s  assigned to complainant. FP 4 6 .  Jesse H .  

Heald, J r . ,  vice president of complainant's Worth Ba&division, i s  named as 

the inventor of the ' 2 9 5  patent. Weald, Tr. 2 4 :  CX 2. ,Mr..Weald has been an 

employee of complarnant since 1970 vhcn he joined the company to become 

product development manager. H t a l d ,  TC. 13, 122: FF S l .  Before joining 

Lannom, Mr. Heald served as a.research enqireer lor s i x  years a t  Arnold 

Enqineer i n q  Dtvelopment'Center where he became familiar w i t h  elyurethane foam - 
plastics  and the ease v i t h  w h i c h  those plast ics  can be molded. FF S4-3S; . 

. 9 .  . 

- ... 

Heald, Tt. 123: Heald De?. ,  Sx 1. a t  22. 

A.  Claims 3 ,  4 ,  and 5 of the ' 2 9 5  Patent 

The unla i r  acts alleged by complainant are limited to ipfringement o f  

claims 3 ,  4 ,  and 5 o f  the ' 295  patent. Opn., a t  6.  Independent Claim 3 of 

the ' 295  patent discloses a composite bal l  comprised of  a stitched leather 

cover and a spherical polyurethane core of such density and resi l ience that it  

i n  e f fec t  duplicates the appearance, dimensions, and physical playing 

character is t ics  ot a conventional cock or kapok core sof tba l l  'so as to be 

usable i n  organized kague play." FP 47: SX 4 :  CX 2: Heald, Tt. 20 ,  123. As 

specified i n  the claim, t h e  patented b a l l  should be essential ly the same as 

the rebound, vciqht,  hardness, s i t e ,  feel, and sound of a 'conventional 

softball . "  FP 47.  

* I  
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Accordinq to dependent claim 4 ,  the polyurethane c3re portion of the 

patented ball o f  claim 3 i s  equal to 9 0  percent of the diameter of the 

finished composite bal l .  FF 18 .  Dependent claim 5 discloses the p l y c o r e  o f  

:laim 3 as being formed from a mixture of isocyanate v i t h  a blend of cata lyst  

and blovinq aqent. FF 4 8 .  

B. Backqround of the Invention Claimed in the ‘ 2 9 5  Patent 

While servinq as complainant’s product development manager i n  1970,  Jesse 

Heald souqht to develop a l i v e l i e r ,  more durable, and more consistent 
. .. . - performinq sof tbal l  than Gas character is t ic  of existing conventiona1,balls. 

The manufacture of  such a bal l  would require less  labor and vould t h u s  reduce 
- - . 

costs  of manufacture. S x  1 5 ;  Heald, T r .  2 0 ,  122.  A t  that time, vir tual ly  a11 

sof tbal ls  contained cores formed of compressed cork or kapok and contained a 

yarn vindinq v h i c h  vas covered vith leather,  or other suitable materials. 

SPX 33, Muhlfelder De?., a t  13-14,;’ Mr. Heald f e l t  that introduction of  a 

sof tbal l  w i t h  a polyurethane core would enable complainant to compete 

- 2 /  
1 3 - 1 4 .  I n  that year, and up u n t i l  1960 ,  so f tba l l s  were Eormad out of kapOk, a 
compressed fabric material w h i c h  vas wound v i t h  a yarn wrapping and encased i n  
a leather stitched cover. SPX 3 3 ,  Muhfelder Dcp., a t  1 4 .  I n  1 9 6 0 ,  Dudley 
Sports Company introduced the cork centered soEtballs w h i c h  captured part of 
the market held by the kapok bal l  and became on& of the standard 
constructions. I d .  Cork softbal ls  are the sof tba l l  of choice for use i n  slow 
pitch sof tbal l  i n  certain areas of the United S ta tes ,  and i n  all parts of the 
United States for use i n  f as t  p i t c h  sof tbal l .  FF 3 3 1 - 3 6 ;  SPX 33, Muhlfelder 
Dcp., a t  12, 21. 

Softball  emerged as a popular sport i n  1 9 2 0 .  SPX 33, Muhfelder Dcp., a t  

- 



successfully v i t h  i t s  major competitors i n  the burqeonanq sof tbal l  market. 

Heald, Tr. 121. Prior to  i t s  introduction of  the polycore ball, complainant 

had not been successful i n  i t s  attempts to competP i n  the market for top grade 

soEtballs. E 
Mr. Heald undertook to develop a pOlyUC2thdne cc:? sof tbal l  by drawing on 

his experience w i t h  polyurorhano foam plast ics  gained during his previous 

employment as a research enqinoor. Hcald, Tr. 122-23;  set FF 5 4 .  Mr. Hcald 

has no formal training as a chemist, b u t  vhile a t  Arnold, he used polyurethane 

foam as an rnsulatinq material and became familiar w i t h  the case of molding 
.. 

such plastrcs into r i g i d  b u t  ' f lexible shapes. FF 55: Heald, Tr. 123. He .-. - 
. .  acted as d consultant to complainant to design an aluminium ball bat f i l l e d  

w i t h  polyotothane foam. 
& 

I n  1 9 7 0 ,  Mr .  Heald contactod Flexible Products Company, inquired about the 

p o s s i b i l i t y  of using polyurethane to make a Core €or s o € t b a l l s ,  and asked 

Flexible Products to provide d polyurathane foam system. FF SB ;  Heald, 

Tr. 130. In rosponse to this  request, Flexible Products supplied Mr. Heald 

v i t h  an isocyanate and a poly01 catalyst .  Heald, Tr. 131. Xsoeyrnrte, a 

plastic  inqradient, is the basic constituent o f  poiyurothane, Poly01 Catalyst  

i s  the substance w h i c h  in i t ia tes  the establishment of  the g e l  reaction. 

FF 59: Heald, r r .  4 9 5 ,  513-14. A blowing agent is added t o  the catalyst  t o  

cause the foaming reaction necessary for the production o f  polyurethane foam. 

In the polyurethane system crnployed i n  the production of polycorer, the 

blowing agent is vater. FF 59:  Heald, Tr. 131-32. 

I 16 



yr. Heald vas unable to formulate a polyurethane core sof tba l l  w i t h  the 

requisite l ivel iness and durability character is t ics  w i t h  the materials 

i n i t i a l l y  supplied by Flexible Products. Heald, Tr. 1 3 3 .  He therefore 

embarked on a " t r i a l  and error" development e f for t  with Flexible Products and 

other companies, including Freeman Chemical Company zsd Reynolds Chemical, 

directed to creating a new polyurethane bal l  core. FF S o ,  6 0 :  Herld, T r .  1 2 7 ,  
'..) 

1 3 4 ,  1 4 1 - 4 2 .  T9ey reported on the results  of impact, compression, and 

durability tes t s .  ';he companies supplied tes t  cores w h i c h  they f e l t  met the 

specifications desirod by Hr. Heald. FF 60-65; SX 2 2 ;  Heald, Tr. 134-35. 
. a .  

Y r ,  Heald informed FloKib'le Products t h a t  the core should rebound w i t h  
c - 

20-30  percent o f  the height from w h i c h  i t  vas dropped, based i n  a 20 Lect drop 

t e s t ,  w h i c h  he said covered the range o f  rebound of what was available i n  a 

cork ball. FF 6 3 :  Heald, T r .  136-38. He also supplied figures Lor desired 

surEace hardness and compression stronqth. Heald, Tr. 1 3 7 .  Compression 

strength is  calculated based upon t3e amount of deflection that occurs vhen a 

bal l  is compressed between two f l a t  plates that press toqether to approximate 

the force that occurs vhen a ba l l  is h i t  w i t h  a bat. Heald, Tr. 133.  

Complainant also s u p p l i e d  F l e x i b l e  Products vith a t e s t  mold so that  Flexible 

Products could experiment w i t h  fabrication o f  polyurethane cores. FF 61 :  

Heald, Tr. 135. 

By 1972 Hr. Hoald had molded 'crude" so f tba l l  Cores. SX 1, a t  10. The 

Cores provided by Freeman Chemical had problems w i t h  durabil i ty and shape 

retention. SX 1 ,  a t  16-17. The problem vas solved by Flexible  Products.- 3/ 

- 3/ U . S .  Letters Patent 3 , 6 4 4 , 1 6 8  (Bonk) dated February 22, 1972 e n t i t l e d  
'Varied Density Polyisocyanate Foam Structure,' revealed recent advances i n  
self-skinned polyurethane "which combines the advantages oL Labrication by 
molding ( i n  various shapes) i n  a one-step procedure w i t h  h i g h  structural 
strength.' (Emphasis added.) SX 1 3 .  ' 

17 



Heald, f r o  144, 1 4 6 .  

The ef forts  to develop a polyurpthane core sof tba l l  continued u n t i l  

1973 or early 1 9 7 4 ,  when two prototype cores were developed. sx 2 2 ;  sx 

la te  

2 3 .  

~ ~ ~ ~ n q  the time the development e f for t s  vere underway, Mr. Heald was no, aware 

t h a t  others had obtained patents on similar baseballa and sot tbal ls  using 

coros of r i g i d  b u t  res i l i ent  axpanded closed cell plastic materials which 

"simulated regulation bal ls"  (Tr. 1 2 5 - 2 6 ) :  however, his counsel ci ted the 

poolcy and Prctrastck patents, vhich  disclose such b a l l s ,  as part OE the 

paront application w h i c h  led to the ' 2 9 5  patent.1' 

Heald also had not seen.the Kohrn patent v h i c h  discloses Q sottball core made 

of polyurethane and f i l l e r ,  w h i c h  has the same "balance," "sound,' 

" f l ex ib i l i ty"  and " f l i g h t  character is t ics"  as tradit ional  so f tba l l s ,  but w i t h  

improved durability over such b a l l s ,  u n t i l  about one month before the hearing 

in this invcstrgation.Heald, tr. 2 4 1 .  He vas aware that others had made golf  

r) 

SX 6 :  SX 8 :  SX 91. Mr. 
. - .  

- 

balls  o f  solid polyurethane. Heald, tr. 1 2 6 ,  I f  Mr. Heald had been aware 

that others had made toEtballs w i t h  cores of  polyurethane 

and other plastic  materials,  i t  "possibly" would have assisted h i m  i n  his 

development of a polycore bal l .  Heald, Tr. 125-26. 

Commercial production of  polyurethane cores began a t  Lannom i n  June 1974. 

F f  67:  S X  56. The equipment used to fabricate the cores a t  that time included 

4 /  The oatent examiner d i d  not l i s t  these patents as part o f  the prior art.  



d meterin9 system to  dispense the plast ic  components in the proper amounts 

into a container and an e l e c t r i c  appliance ( a  m i l k  shake type mixer) to 

thorouqhly mix the ingredients beforo they vere poured into a mold. FF 6 7 .  

the molds wore clamped and the mixture was allowed to cure i n  the mold for ten 

minutes. Heald, T r .  1 5 7 .  This procedure, i n c l u d i n q  ice of the m i l k  shake 

mixer, vas the technique employed by Lannom d t  the time ,Mr. Heald i n i t i a l l y  

applied for patent protection for his b a l l  construction and method of 

manufactur inq.2' 

r) 

Heald, Tr. 683  , 684 . 
. a .  

C .  Patent Office History of  ' 2 0 3  Application - - 
Mr. Heald's i n i t i a l  application, f i led J u l y  1 0 ,  1974,  vas-entitled 'Ball 

and Method oE Making Same," and was designated No. 487,203 (the ' 203  

application).  FF 69:  SX 91. rhe application recited that the invented ball 

'had desired character is t ics  essent ia l ly  identical to prior conventional 

balls, b u t  having uniformity of construction, cost  and durability advantages 

over prior knovn conventional balls ."  SX 91. The applicant vas required by 
. 

the examiner a t  the f i r s t  o f f i c e  action to e lec t  between the method and 

product claims and chose to proceed w i t h  the product claims. FF 79. 

On December 1 0 ,  

vere rejected under 

1974, the examiner notified the applicant that a l l  claims 

35 U.S.C. SS  1 0 2 ,  1 0 3 ,  and 112. FF 8 0 .  Tht examiner 

- 5/ 
polyurethane core . I t  is not knovn vhen complainant f i r s t  applied a leather cover to a 

Heald, T r .  156. 
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found pursuant to 3s U.S.C. S 1 0 3 ,  t h a t  " leather"  i s  an obvious substitute €or 

" v i n y l "  as a cover and noted that the Fechner and Bonk patents 'show urethane 

ar, t icles ."  SX 91. The rejection under 35 U.S.C. S 112 related to ambiguity 

as  to  the meaninq of 'conventional" so f tba l l .  In response to the 5 112 

rejection t h e  a p p l i c a n t  stated a conventional so€tba)+;"can only mean a b a l l  

of the type meeting the specif ications and having  the character is t ics  Q €  'the 
- 

b a l l  required by the o fE ic ia l  rules o f  . softbal l . "  FP 82: SX 91. The 

a p p l i c a n t  d i d  not, however, submit. any rules. W i t h  r e S p k t  to the rejections 

under SS 1 0 2  and 1 0 3 ,  the applicant stated t h a t  the reference patent, which 

disclosed use of polyurethane foam i n  various shapes. for bal ls  and..playthings, - 
d i d  not disclose how to make a s o f t b a l l  €torn polyurethane fdam .that hrr the 

. 9 .  

- 
, .  same rebound qualit ies  as a conventiohal . . softba,ll.'" FF 6 3 :  SX 91. 

After reconsid5rrtion the examiner aga in  rejected \the.'claims stating . ' 

'there i s  no definite  line between conventional and non-conventional .'. . 
softballs ."  PP 8 4 :  Sx 91. All claims were further ,rejected!undcr 3 9  U.S.C. * - ' .  

5 103 as obvious over Pechner. SX 91. Essential ly w h a t  is'now independent 

claim 3 of  the ' 2 9 5  patent was also r e j e c t e d  as obvious under HoltvoiqHt ' (see  

i n f r a )  since use of a leather cover was an obvious substitute Por- the - 
reference cover: t h a t  i s ,  when leather is used there i s  no difference between 

the reference and the structure claimed. FF 8 5 :  S X  91." In response .the 

a p p l i c a n t  stated t h a t  persons of s ici l l  i n  the a r t  understood that 

"conventional' so f tba l l  means balls  "constructed i n  accordance-with, the 

o f f i c i a l  sof tbal l  rules" and that balls "not constructed 'in accordance w i t h  

I 
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the official CUlOS e . . are referred to by terms such as 'practice' and 
'sandlot' to distinguish them from conventional balls," Applicant further 

noted that "[J.S. Patents 2,743,931 [?ietraszeLl and 2,153,599 [Pooleyl 

illustrate the use oL 'practice' to describe non-conventional baseballs [or 

softballsl." 

objections of the examiner were all based on the same premise, 'that the term 

FF 8 7 ;  SX 91ei' The applicant also noce3 the various 

'conventional' as applird to . softballs is so broad as to encompass a 

wide variety of ball constructions." 3X 91. Consequently, as prrt of the 

response to the examiner's second rojection, an affidavit of Mr. Keald d8ted 

September 6, 197S,  was submitted concerninq the understandinp s f  those in the - 
trade regarding the meaning of a conventional soEtbal1. The affidavit recited. . 
that the term "conventional softball" means a "ball which has the physical 

. 0 .  

- 

characteristics provided in Rule 3, Sec. 2 of the Official Softball Rules of 

The International Joint Committee on Softball. Balls having the appearance of 

conventional soltballs Sut net conforming to the standards of organized 

softball, are not 'conventional' or 'official'." SX 91. Finally, the 

applicant's counsel admitted that the application presented diEficulties in 

defining the scope of the claims solely in terms of the claim lrnguaqe. The 

applicant's counsel stated that the application is "a 

- 6/ 
balls" which seek to simulate the Eunctional characteristics of traditional 
yarn wound softballs. SX 6; S X  8 .  

In tact these patents refer not only to practice balls but also to 'play 

21 
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class ic  example of how the scope o f  coverage provided by the particular claim 

language must Se interpreted i n  l i g h t  of the specif ication and prosecution 

history of  the application." sx 91.  

The examiner again rejected the application and the applicant appealed to 

the Board o t  Appeals. About one month l a t e r ,  the applicant abandoned the '203 

application, f i led a continuation i n  part application (the ' 705  application) 

and on that same day the '295 patent was issued. 

uI.c 

FF 89-90.L/ SX 4 ;  SX 91: 

sx 111. I n  issuing the patent, the examiner recited that 'for the purport 

ot  eliminating indetiniteness" that may be involved w i t h  the phrase 

"conventional sof tbai l "  ,the wbcds " includinq a core o f  cork or kapok, yarn - 
windings, a leather C O V ~ C "  vere to be inserted a f ter  the word'"softballa i n  .. 
claim 3 of  the application. - SPO FF 9 0 .  The t i t l e  vas also to be changed to 

game ball .  S X  111. 

0. The Presumption ot Validit:) 

Complainant's patent enloys a presumption ot validity pursuant to 

3 s  U.S.C. 5 282.  The Court o f  Appeals tor the Federal Circuit  has explained 

the operation of the presumption as Eollows: 

The presumption o t  validity afforded by 35 U.S.C. S 282  does not 
have independent evidentiary value. Rather, the presumption places 

- 7/ F o  new at t idavits  rolatinq to so f tba l l s ,  one from M r .  Heald and one from 
an o t f i c i a l  of  a sot tba l l  association, were included i n  the ' 7 0 5  application. 
FF a3: sx 91;. 

22 



the burden of g a i n 9  forvdrd, a s  v o l l  as the burden oE persuasion, 
upan tha party assortinq invalidity. [Citation omittod.1 We do not 
agree that the presumption is af lected where prior a r t  more relevant 
than that considered by the examiner i s  introduced. Rather, the 
offending party is more l ikely  to  carry the burden of persuasion. 

;SIH Equipment, S .A .  V. U.S. I n t ' l  trade Comm'n, 218 U.S.P.Q. 678 (Fed. Cir.  

1 9 8 3 )  - 7- 

The Patent and Trademark Office 's  decision to issue a patent is  ent i t led 

to  deferenc9 only w i t h  respect to evidence bearing on validity which was 

considered i n  determininq whether to qrant the patent. American Hoist L 

Derr ick  Co. V .  Sova and Sons, Inc., 220 U . S c . P . Q .  763, 771 (Fed. Cir. 1984). 
- - -  

.... 
E. The ' 2 9 5  Patent is Invalid Under 35 0,S.C. 5 112 

(1) Enabloment Requirement. 

The f i r s t  paraqraph of  5 112 contains vhat is known as the enrblement 

0 

.. 

requirement. I t  provides that the patent specif ication shal l  contain a 

written description o€ the invrntion and of the manner and process oL making 

and us ing  i t  " i n  such f u l l ,  clear,  concise and 'exact terms as to enable any 

person ski l led i n  the a r t  to w h i c h  i t  pertains . ; . to make and use the same." 

The patmt describes as the method of manufacture mixinq o f  the chemicals 

i n  the mold. Heald, Tr.  700-01 .  According to  Mr. Heald, however, if th i s  

m 9 t h o d  were uti l ized it  vould be d i f f i c u l t ,  i f  not impossible, to produce a 

spherical core w h i c h  could serve as the core of a so f tba l l .  Heald, Tr. 723, 

747-48. Mr. Heald vas avare that good mixing i s  essent ia l ,  otherwise there 

would not be proper polymerization, and that i t  vas desirable to complete the 



mixing v i t h i n  Lo to 20 seconds. FF 7 0 :  Heald, Tr. 7 0 0 ,  7 0 3 :  Sx 2 4 ( C ) .  Mixinq 

i n  the mold is unsatistactory for i t  can only be done i n  the lower halt ot  the 

mold; aggross1':o mixing veuld cause the mixture to S p i l l  over the side. The 

mold is "not really amenable to good handling for mixing purposes.' Heald, 

T C .  706. Poor mixing  vould a f fec t  inost of the imporuot physical properties 

of the core,  i n c l u d i n q  durabil i ty,  density, and hardness+ as well as the 
- 

uniformity of these qual i t ies  throuqhout the core. Tuten, Tr. 502-06, 526,  

5 2 9 ,  S36-37. When complainant Eirst  began manufacturing polyurethane sof tba l l  

cores,  Mt. Heald issued manufacturing instructions that provided for the 
.. . . e .  

ingredients to be dispensed i'nto a cup, t h e n  mixed i n  a m i l k  shake type - - 
mixer. SX 2 4  (C). Included i n  the moldinq instructions were ihc tollowinq 

instructions: 

INPORTANT: Thorough mrxinq is extremely important to proper 
quality. A pour [ s i c ]  mix w i l l  r e s u l t  i n  a weak ball w h i c h  can 
easi ly s p l i t  when h i t  v i t h  a bat. 

A t  the  time of  the ' 2 0 3  application complainant was u s i n g  meterinq devices 

w h i c h  dispensed precis9 amounts ot the chemical into a papercup which ver t  

mixed together r a p i d l y  by m i l k  shake type mixers. nr. Heald believed this 

type of mixing to be the best method for molding a polycore .softball .  Heald, 

T r .  693-94,  697 .  T h i s  information was communicated by Mr. 'Heald t o  I .  

complainant's attorney ( t t .  6 9 6 )  yet i t  was not included i n  the ' 2 0 3  

application: instead, mixing i n  the mold vas described as the method of  making 

the polycore. FF 5 1 - 5 2 .  
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complainant never commercially produced cores by m i x i n g  i n  the mold; i t  

became clear the re ject ion rate vas such that a more e f f i c i e n t  mixing method 

was necessary. Heald, T r .  7 0 0 - 0 6 .  The plast ics  process i s  dependent upon 

thotouqh mrxrng of the ingredients. I f  there AS poor  mixing "there would be 

areas w i t h i n  tho . . . core where one component vouLd be out of ra t io  

w i t h  . . . the other." Heald, Tr. 699-700: PP 7 0 .  Generally, this would 

result  i n  a loss of  strmqth and other flaws. Heald, T r .  7 0 0 .  Thorough 

mixing is needed to ensure a uniform Structure. Heald, T r .  147. m. Tuten, 

complainant's expert witness and an employee of complainant's chemical 

supplier, stated that s t i t r inq  by hand i s  "very ine€fect ive , "  that he doer not -  

even do i t  i n  the laboratory vhen making experimental samples, and that he i s  

not avafe ot any hand mixinq.  Tuten, r r .  502-03.  M r .  Tuten stated that a 

. . e .  

- . 

polyurethane Eoam cote cannot duplicate a conventional so f tba l l  without proper 

' mixing. T u t t n ,  Tr. 504 .  Proper mix ing  cannot be achieved by mixing i n  the 

mold since this  would have to  be done by hand and one could not  achieve proper 

mixing without spi l l ing s a t e r i a l  ov9t  the side o f  the lower h a l f  ot the mold. 

The polyurethane cores were i n  production a t  the time ot the '203 

application. FF 72;  Heald, Tr. 7 1 9 .  There i s  no evidence, other then 

Nr. Heald'r statement (Heald, Tr. 7011 ,  that complainant ever performed hand 

mixing i n  the mold. There are no mix ing  instructions i n  the ' 29s  patent 

beyond the mention that mixing in  the mold is the method used to make the bell 

disclosed i n  the ' 2 9 5  patent specif ication.  FF.51-51: see FF 92 .  Mr. Tuten, 

i n  makinq laboratory samples, dispenses the ingredients in a cup and mixes 
- 
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using a milk shake type mixer. Tuten, Tr. 502, 537. Only limited quantities 

for test purposes were allegedly made by hand mixing. The milk shake mixer 

came next as an economical way to do mixing to get cornplainant started in 

manufacturing. Heald, TI. 725-26. Lannom purchased its first mass production 

pour machine in February 1975 and prior to that time had made about 1000 dozen 

cores using a milk shake type mixer. SX 58(C). Thus, complainant never made 

any cores for commercial purposes by hand mixing or by hand mixing in the mold. 

That the patent specification does not enable persons of ordinary s k i l l  in 

the art to produce the patented article is illustrated by the experience of 

Diamond Sports and Success Chemicals in attempting to make the "Game Ball' 

described in the '295 patent. The President of Diamond Sports, now a licensee 

of complainant but formerly the principal respondent, set out to duplicate 

C complainant's product with various Taiwanese companies and individuals. 

C FF' 226; 

c Hardy, Tr. 307, 373-74, 378-79. It took about of experimental work 

c to approximate complainant's product, although one of the companies, 

c respondent Success Chemicals, 

C .z' SX 3, at 6, 37-39; Hardy, 

C 

c - 8/ Success Chemicals Co. 
C , as suggested by staff counsel (Post Hearing Br., at 26); it is 

(Footnote continued to page 27) 
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Tr. 371. T h i s  goes far beyond any reasonable experimentation. Certain 

Limited-Charge Cell  Culture Microcarriers, Inv .  No. 337-TA-129, 2 2 1  U.S.P.Q. 

1165,  1 1 7 1  ( 1 9 8 3 ) .  Certainly, Success Chemicals would be a person of a t  l e a s t  

C ordinary s k i l l  i n  the a r t  of  plast ic  forming. 

C 

C Hardy, Tr. 375-79 ;  see 
FF 229. 

Mr. Heald's statements t h a t  one could produce acceptable cores i n  the mold 

by hand i n  l i g h t  of the testimony of Messrs. Tuten and Hardy, both cal led as 

expert witnesses by complainant, and i n  l i g h t  of other parts of Mr. Heald's 

testimony, are not credible.  I n  providing for mixing i n  the mold, the '295 

patent specif ication indicates a positive e f f o r t  to prevent persons from 

manufacturing the patented game ba l l  so that it could be used, as intended, 

for league play. 

manufacture of sat is factory quality b a l l  cores by persons of ordinary s k i l l  i n  

the ar t .  For t h i s  reason the '295 patent is invalid under 35  U.S.C. S 112. 

The mixing method described would i n  e f f e c t  prevent 

(2 )  Best Mode. 

Section 112 of T i t l e  3 5  of the United States Code requires that the 

patent specif ication "set  forth the best mode contemplated by the inventor of 

carrying out h i s  invention." The inventor must not conceal a ,preferred 

(Footnote continued from page 26) 
C a chemical company producing 
C 
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carrying out his invention: The inventor must not Conceal a'preferred ' ' ' 

embodiment Of his invention. In re Gay, 3 0 9  F.2d 769, 135 U.S.P.Q. 311, ,315 

(c;C.P.A. 1 9 6 2 ) .  The '295 patent specification does not s e t  forth the best ' 

method of making the qame bal l .  

The patent specif ications refer t o  use of a cotton yarn cover over the 

polyurethane core w h i c h  i n  t u r n  is to be covrred w i t h  cowhide, b u t  a t  the time 
.e 

of the ' 2 0 3  application complainant had ceased usinq a thread winding around 

the polycocc. Heald, t r .  715-18. .Elimination of the winding would eliminate 

signif icant labor costs  i n  producinq the patented bal l  and may mike it  more ' 

d i f f i c u l t  to manufacturi iamt' bal ls  w i t h  particular rebound specif ications.  

Prior ta the introduction of  the polyurethane core s o f t b a l l ,  a l l  softballs  h i d -  

some 4 i n d  o f  yarn winding i n  vhich the stitchinq on the leather cover was 

- - . 

anchored. The windinq vas eliminated by complainant prior to the '203 

application vhen an anchorless s t i t ch  was developed. 'E 
Inclusion of  the yarn w i n d i n g  i n  the patent specif ications and h i l u r e  to 

disclose the anchorless s t i t ch  i s  not suff ic ient  concealment of the preferred 

embodiment to f i n d  the patent invalid. Nevertheless, i t  does create a 

misleading imprassion concerning the best mode of carrying out the i'nvcntion. 

( 3  1 

The patent is invalid under 35 U . S . C .  S 112 because it  is 

indefinite.  The second paragraph o f  S 112 provides that the patent claims 

shal l  "particularly" p o i n t  out and " d i s t i n c t l y "  claim "the subject matter 

I ndaf i n  i teness . 



w h i c h  the applicant regards as his invention." The broad goa l  of the second 

paragraph of 5 112 1s to ensure that an inventor informs the p u b l i c  of the 

limits of the patent. Claims must be def ini te  so that i t  is known w h i c h  a r t  

may be practiced vithout Eea.r of infringement. General Electr ic  Co. V.  Wabash 

corp., 304 U . S .  3 6 4 ,  37 U . S . P . Q .  466,  468 (1938): D..-Chisum, Patents,  S 8.03 

(1984).  Definite claims establish the boundar.ies of the. invention and thereby 
. -  

give notice to others in the f ie ld  of what is actually protected. Remgo Co., 

L t d .  V .  Yolins Machine Co., fnc., 211 U.S.P.Q. 3 0 3 , .  3 2 1  (3d C i r .  1981),  ctrt. 

denied, 4 5 4  U.S. 1055 (1981):  Norton Co. v:Bcndix Carp., 1 7 1  U . S . P . Q .  449 ,  - 
. . 9 .  

450 ( 2 d  Cir.  1 9 7 1 )  . I f  .a* patent established by indefinite claims vcre - 
.- 

enforced, the o l fec t  would be to create ' (a1 zone o f  uncertainty [ into]  w h i c h  .* 

enterarise and invention.would enter only a t  the risk of 

infrinqement . . . .* T h i s  would discourage invention i n  the field. - Union 

Carbon v .  Binney 6 Smith Co., 317 U.S. 228, 55 U.S.P.Q. 3 8 1 ,  38s  (1942). 

Complainant contends that a l l  so f tba l l s  v i t h  a polyurethane core, 

i n c l u d i n g  those w i t h o u t  a 1aaths.r cover (Sx  1 ,  a t  3 4 1 ,  arc infringements of 

claims 3 ,  4 ,  or 5 of  ,the ' 2 9 5  patent. Complainant, Reply Br., a t  9.  H O W f V C t ,  

only bal ls  w h i c h  essent ia l ly  d u p l i c a t e  the dimensions, weiqht and perfotmance 

characterist ics  of  convmtional so f tba l l s  usable i n  leaque play are ent i t led 

to patent protection. .FF 47-48. I n  attempting to use arnbiquous patent claim 

language, complainant i s  attempting to obtain a monopoly over all polycore 

sof tbal l  sales i n  the United States when the patent monopoly is limited to a 

particular and distinct *conventional" sof tbal l .  

29 ' I  



?be '295 patent claims a composite b a l l  having the "appearance, physical 

characteristics and dimensions oE a conventional softball" comprising a core 

of  polyurethane foam and a leather cover wherein the core is of  such density 

and resilience to give the ball "essentially the same rebound, weight, 

hardness, size, foe1 and sound qualities as said conventional softball so as 

to be usable in organized league play of softball.' FF 47: SX 4. The patent 
T*r- 

office history also reveals that the complainant in an affidavit dated 

September 6, 1975, defined the term "conventional softball' to mean a "ball 

which has the physical characteristics provided in Rule 3, See. 2 of the 

Official Softball RuLes-.of:Thi) International Joint Committee on Softball," 

although as already indicated a copy of the tules was not submitted with the 

application. FF 97. The rule cited in the aEfidavit provides that 'the ball 

-- 
0. 

must conform to dimensional and weight limitations and must be made of 

specified materials." FF 91. The affidavit, however, is subject to 

misinterpretation because in the same sentence it states that 'such b a l l 8  have 

specific performance characteristics such as percent rebound and compression 
. 

strength (hardness) and any ball not having such performance characteristics 

is nor considered to bt or referred to as a conventional softball by those in 

the art." SX 91. The, rules not having been submitted, the exrminer could get 

the impression from this alfidavit that the Official Rules provided 

specifications for such performance characteristics, when there were no such 

spec i t ica t ions. 

The applicable league rules, ol course, specified only the circumference, 

site, and weight of the ball, and that it have a cork or kapok center, vound 



with yarn, and a leather cover e 

Softball Association ( A S A )  prescribed the requirements for an official ball as 

In 1974, the of Eicial r iles of the Amatuer 

follows : 

Sec. 2. THE OFFICIAL SOFTBALL SHALL BE A REGULAR,  SMOOTH-SEAM 

INCHES NOR MORE THAN 12 1/8 INCHES IN CfR-ERENCE, AND SHALL 
WEIGH NOT LESS THAN 6 1 /4  OUNCES NOR MORE i X A N  7 OUNCES. The 
center of the ball may be made of either 11 quality long fibre 
kapok oc a mixture of cork or rubber, or other materials as 
approved by the Joint Rules Committee on Softball, hand or 
machine wound with a fine quality twisted yarn and covered with 
latex or rubber cement. The cover of the ball shall be the 
Einest quality #1 chrame tanned horse or cow hide cemented to 
the ball by application of cement to the under side of the 
cover and sewedowrth vaxed thread'of cotton or linen. 

CONCEALED STITCH OR FLAT SURFACED BALL, NOT LESS THAN 11 7 /8  

- -- . * .  

FF 75:  SPX 3 1 .  At that time there were no published specifications governing .* 

other pecEormance characteristics of soEtballs such as rebound, hardness, 

sound, or feel in the rulebook of any softball association. Heald, Tt. 55-60, 

The patent examiner had refused to recommend the issuance of a patent on 

the basis of the '203 application on the ground, among others, of lack of 

definiteness of the term "conventional SoEtball" in the claim language. 

SX 91: S C ~  FF 8 4 .  

application. 

Complainant appealed and then abandoned the '203 

SPe FF 89.  A new application - the '705 application - was Eiled 

and was virtually identical to the rejected '203 application. PF 90: SX 111. 

In issuing the patent, the examiner recited that "for the purpose of 

climinating indefiniteness" (emphasis added) that may be involved with the 

phrase "conventional softball," the words "including a core of cock or kapok, 

' I  
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y a r n  w i n d i n q s ,  

i n  claim 3 of the application. 

merely made clearer the general types of balls w h i c h  were i n  use a t  the time 

leather cover" were to be inserted a f ter  the word "sof tba l ln  

See FF 90,z' The added words, however, 

of issuance of the ' 2 9 5  patent. Softballs  that had cork  or kapok centers,  

yarn w i n d i n g ,  and a hather  cover, received automatic league approval if  a 

license fee were paid to the league. Such balls were checked only for 
- 

n a t e r i i l s ,  content, s i z e ,  and weight. Heald, T r *  90-91. A ba l l  w i t h  a 

polyurethane core vould toquire special  LCdgUC approval. Thus, the 

additional words d i d  not ensure that the reference was to 2 b a l l  that had 

particular and distinct :p&aying and performance character is t ics  as recited i n  

t h o  claim language. 
'L .. 

9. 

In an af f idavit  f i led w i t h  the ' 7 0 5  application, Nr. Heald stated t h r t  the 

term "conventional so f tba l l "  was defined i n  h i s  prior af f idavit  i n  the ' 2 0 3 %  ' 

application.2' that the polycore ba l l  could not be distinguished from 

conventional b a l l s ,  and that such balls  had enjoyed commercial success and had 

been appravhd for use by two so l tba l l  leagues. In another af f idavit  f i l e d  by 

Y r .  Ramsey ol the United States  Slow P i t c h  Sof tbal l  Association, he staxed 

9/ The t i t l e  was a l s o  to be changed to  game ball. 

- lO/ The af f idavit  refers  to a prior aff idavit  f i l e d  October 22,  1975. NO.. 
aff idavit  bearing such a date is i n  the f i l e .  The only af f idavit  of Mt. Hcald 
i n  the ' 2 0 3  application t i l e  relating to the definit ion o f  the term . 
'conventional so f tba l l "  is dated September 6 ,  197S, and it  w i l l  be presumed 
that this is the af f idavit  vhich is referred t o  i n  h i s  a f f idavit  i n  the ' 705  
application f i l e .  a FF 8 7 .  

- 
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t h a t  complainant's polyeore bal ls  vate sSSentially indistinquisable from prior 

conventional sof tbal ls .  FF 8 8 ;  S X  111. 

aff idavit  €ai led to s ta te  that complainant's polyurethane sof tba l l s ,  vhich he 

S ignif icant ly ,  Mr. pamsay i n  his 

f iald tested,  had the same rebound Characteristics as a 'conventional' 

sof tbal l .  Id, . ,  

Mr. Heald and Mr. Ramsey indicated i n  their a l f idavi ts  that there are 

performance c r i t e r i a  w h i c h  can be sensed by playing the game. However, the 

law requires a clear delineation of  the patented subject matter. Subjective 

c r i t e r i a  vhich may be f e l t  by some durinq p!ay or allegedly observed while 

vatchinq games do not suf I i ce  to put  the p u b l i c  on notice as to vhat actually - 
i s  included under the patent. 

. . a .  

- 
Mr. Hardy, President of Diamond S p o r t s ,  called by complainant as an expert 

i n  the sof tbal l  industry, stated t h a t  Diamond Sports polyurethane core bal l s  

do not haw essent ia l ly  the same character is t ics  as Conventional sof tbal ls  i n  

that there are substantial differences between Diamond Sports' bal ls  and cork 

and kapok bal ls .  S X  3 ,  at  35. Mr. Hardy stated that there are 'pretty good' 

differences between the kapok b a l l  and qiamond Sports' polyurethane b a l l s ,  b u t  

the differences are not as qreat between cork and the golyurethane core 

I d .  The Capok centered ba l l  i s  very s o f t  and has a d u l l  sound as - balls  .- 

- 11/ Diamond's Spot t s '  polycoce ba l l s  'are essent ia l ly  the same as COmplainant'S 
polycore b a l l s ;  the only difference may be i n  the q u a l i t y  of  thread used. 
Tr. 4 1 ;  SX 64-66, 
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compared to the 'polycore ball. 

of the two balls. 

the cork ball and, in order for  the polycore ball to replace the cor4 ball, 

There is also a .majorg differen- in the feel  

- Id. Furthermore, the polycore 'ball has a harder feel than 

players have to get used to it and accept the harder feel. Id at 10. The 

yarn winding gives a llexible Eeelinq with cork vhich is not present with 

polyurethane. %id., at 36. 

.' - 
Ther5 is contusing and conflictinq evidence concerning the nature of the 

rebound characteristics O C  cork centered softballs in use at tho time of the 

'203 application. The coefficient of restiption (referred to 81 COR) ir an 

industry standard in'use Tot 'the past two years but not known at the 'time of 

the '203 application and 'the '295 patent which describes or mearures the 

degree of softball rebound or ball liveliness. At the time of the '203 

application, complainant used a - 2 0  foot drop test to calculate percentapt 

-4. 

rebound. Tr.  116-19. this drop test vas used by cornplainant and Chemic81 

companies in developinq the prototype polycores (see ,  %, SX 17) and w8s in - 
general use in 1973 and 1 9 1 4 .  Heald, Tr. 451. Mr. Heald stated that there i s  

a direct mathematical relationship between the percentage rebound calculated 

usinq the 20 foot drop rest and COR in that COR is the square foot of the 

pacwntaqe rebound. Heald, T r .  117-19. For example, a COR of 0.50 would be 

equal to 25 percent rebound. Heald, Tt. 117. However, other evidence 

contradicts Mt, Heald. In a comparison o€ Diamond Sports' and complainant's 

balls, b o t h  the drop test and COR were calculated by complainant and the two 

do not appear to be in the mathematical relationship described by Mr. Heald. 
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j x  64-66. For example, the COR 0 . 5 0  bal ls  had a 37 or 3a percent rebound, 

whereas aCCOrdln9 to  Mr. Weald they should have about a 2 5  percent rebound. 

sx 65.  The dLfferonce is  substantial and serves to  point out the widespread 

conf;rsion about the rebound character is t ics  oE a 'conventional softball '  as 

shovn by tho folloving examples. 
4 

Nr. Heald has stated that 25  to 35 percent vas the rebound tanqe of the 

conventional sof tbal l .  Heald, T r .  55. However, i n  contrast ,  when developing 

the prototype polycotes he asked the Freeman Chemical Co. to develop cores 

w i t h  20 to 3 0  percent rebound to Cover the conventional b a l l  spectrum. Hcald, 

T C .  36-38. The rebound-characteristics o f  a polyurethane core so t tba l l  can be 

widely varied depending upon the ra t io  of the chemicals. SX i-, a t  9: SX 4 .  

Diamond Sports produces three or four di f ferent  polycore bal ls  each w i t h  

different C0Rs.- 12' FF 198-99. 

Diamond Sports produces a 0.44 COR b a l l ,  vhich is the leas t  l i v e l y  ball 

and known as a short Eield ba l l .  I t  is the most prevalent polycore b a l l  i n  

the United States and accounts for about two t h i r d s  of all Diamond Sports' 

12/ Ut. Hardy has stated the range o€ the COR o f  cork centered sof tba l l s ,  
depending u p o n  how they are made, is about 0 . 4 3  to 0 . 4 6  or 0.47 .  Hardy, 
Tr. 269, 272. However, the averaqe COR of  a cock centered bal l  is 0.45 or 
0.46 [SX 3 ,  a t  2 8 )  and the maximum COR of the cock ba l l  is about 0.46 ( S X  3 ,  
a t  3 6 ) .  The normal range of  cork is a COR o f  0.44 or 0 . 4 5 .  Hardy, 
Tr. 381-82. Mr. Heald has t e s t i f i e d  that the COR range ot conventional cork 
bal ls  is €tom 0 .42  to  0 . 4 8 .  Heald, Tr.' 114. 

- 
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sales  of  p l y c o r e  bai1s.z '  Diamond S p o r t s  also makes d 0.48 COR m i d - f i e l d  

b a l l  and the more l i v e l y  0.50 and 0.52 COR b a l l s .  Heald, rr. 2 6 2 - 6 3 ,  271: sx 

3 ,  a t  2 8 .  Complainant mak@s similar COR balls .  Heald, Tr. 47; sx 64-66. 

Rather than dupllcating conventional so f tba l l s ,  i t  appears t h a t  the b a l l s  

a c t u a l l y  p u t  into  production by complainant were morc * . i v e l y  then previously  

used softballs .  Two polyc3ces wet5 chosen for. product ion,  one w h i c h  exhibi ted 

an 80 inch rebound (the l i v e l i e r  b a l l )  and a less l i v e l y  core w h i c h  e x h i b i t e d  I 

a rebound i n  the 65  to 7 5  i n c h  tanqe u s i n g  the 2 0  foot drop test.  Heard, . 

rr. 140-41, 7 2 0 .  Even the lower range of  the low rebound bat1 (about 27 

percent using the 2 0 '  foot-drop tes t )  was l i v e l i e r  t h a n  the top_ rebound range 

of  cork b a l l s ,  since, u s i n g  MI. Heald's method of c a k u l a t i o n ,  a 27 percent 

. 9 .  - 
. 

rebound is equivalent to  a COR of over 0 . 5 2 ,  s u b s t a n t i a l l y  above the maximum 

COR o f  any cock centered b a l l .  " g a l l  l iveliness vas an essential ingredient* 

i n  his invention. Yr. Heald tested for i t  and prepared a research report on 

t h o  subgect,  sent  i t  to the soEt5all league, and ,requested t h y  adopt a b a l l  

Liveliness standard. Heald, rr. 758-52. Players l i k e  a l i v e l y  soEtball 

because t h e y  l ike scorinq more r u n s  ( S X  1, a t  251  and liveliness i s  a *Very 

.. 
13/ Only since 1982 h a v t  there been published leaque rebound standards for the 
restricted flAght b a l l ,  or  for any soEtbdl1. SX 9 3 ;  Keald, Tr. 91. Very . 
recently, rebound speciLications for a l i v e l i e r  .ball have been approved by the 
American Softball  Association, w h i c h  are just  now qoinq into ef fect .  Heald, 
T I .  91. The 0.44 COR b a l l  is used not o n l y  i n  tournament p l a y ,  but also when 
there  i s  a shor t  playing f i e l d ,  or because of the simple desire to use a 
leaque approved ball. Keald,  Tr. 91-92 .  

- 
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impactant pctCbtmance c h a r a c t e r i s t i c  . . . to determine vhether or not [ the  

b r i l l  real ly is an acceptable el i te-type ball ."  sx 1, a t  49. w ,  Hedld 

tecoqnitecl that added b a l l  l i v e l i n e s s ;  uhich could be created w i t h  a polycoce 

b a l l  but not ptesent i n  the cock OC kapok balls, Would change the nature ot 

the game: 

me rebound than vas an observable q I a l i t y  Or property 
witnessed i n  actual  play,  Used i n  a game,, a b a l l  with 
much hiqhet rebound, much Livelier vould r e s u l t  in  more 
h & t s ,  more homeruns, lonqat games, and this  would be an 

. observable end result .  (Emphasis added.) 

Ieald,  Tr.  713. 

l i v e l i n e s s  into t!!e game, I I t  tends to be more popular w i t h  pkaytrs tha t  want . 
amte h i t s  and runs. The polyeore b a l l  is generally unbahnced ana tends to 

waff le  a l i t t l e  i n  the a i r ,  vheteds the cork and kapok ba l l s  have truer f l i g h t  

charac ter i s t i cs .  SPX 3 3 ,  Huhlfedlet Dee., a t  1 4 ,  22-23. The polyeore b a l l  

"rsally chanqes the game" i n  that it Lengthens it and makes it l i v e l i e r .  The 

nature of the game i s  changed by use oE the polycote b a l l ,  and there i s  some 

reluctance to  do that i n  Nev England. 

The, polyuret,hane s o f t b a l l  introduces a greater degree o t  
8 ' a  

. *  

1 4 /  SPX 33r at. 33.- 

The only Standard features oL "conventional softballsa were the 

circuqference s i t e  and veight, the inclusion of yarn vindings ,  and a leather 

- 14/ Hr. Ramsey's omission of the rebound charac ter i s t i cs  i n  his a f f idavi t  i n  
the ' 705  application is also consistent  w i t h  t h i s  finding. SX 111. 
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covec.2' Thrte were substantial differences betveen the cork and kapok 

centered balls in rebound, hardness, and sound qualities. SX 3, at 35. There 

were also diCfgcences among the cock balls depending upon how they were made. 

I d .  Since the Official Rules contained no performance standards for 

"requlation" 01: "conventional" balls, even the cork h a l l s  that vere accepted 

for league play varied i n  their performance qualities. Hardy, Tr. 381-82. 

- 
. .- 

The leagues also did not deny approval of  kapok centered balls although 

performance characteristics were different than c o r k  centered balls. I f  a 

ball made of there materials met the size and weight requirements, the aajor 

obstacle to league approval ;as payment of. the license fete Heald, Tt, 90-92: 

spx  3 3 ,  at 33-34, 53:  SX 1, at 60. As complainant's expert Mr. Tutcn raid, - 

originally there wer6 not many specific requirements €or the ball other than 

. 9 .  - c .. - 

it be "playable." Tutrn, Tr. 497. At the time of the '203 application, 

softballs varying widely in performance characteristics, were league approved 

and thus usablo in organized league play. 

The patent oEfice examiner had Cound the term "conventional. too 

indefinite, but had changed his opinion upon dmendment o f  the claim language 

to specify that the conventional soltball had a cock or kapok center, yarn 

windinq, and a 1ea.ther cover,. FF 90-91. A copy of the rules c i ted  in the 

. 

- 15/ Circumference size and weight also varied, In some parts of  the country 
16 inch Circumference balls were used and in other parts an 11 inch ball was 
used. Hcald, Tr. 60-61, 
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affidavit submitted with the '203 application to support the distinctiveness 

of the term "conventional softball" vas not submitted to the examinerr Heald, 

TC. 753. thus, the examiner was not avare that the various cork and k a p o k  

centered balls that would be included in the term "conventional softball," 

even with the amended language, differed substantially in performance 

characteristics, The examiner never realized that there. were no official 
- 

rules or standards governing the various performance qualities vhich a ball 

usable An organized league play was supposed to have and that there uas no 

single conventional softball that possessed distinctive and particular 

performance character istiis, ' 

The rebound quality of a softball is an important pecEormance 

characteristic vhich separates different balls. Mr. Hardy, when asked iC 

Diamond Sports' pol~core tof tbal ls  have the same characteristics as 

coventional softballs when new, stated: " I f  it is the proper COR ball." 

Hardy, Tr. 2 7 1 .  The trade is aware of the COR of the ball by the variour 

thread colors and by the softball association vhose name is on the ball. 

Hardy, Tr. 2 7 1 - 7 3 .  Mr. Heald has stated that the 0.44 COR ball, the most 

prevalently sold ball, i s  generally "deader" than conventional softballs had 

been. Heald, Tr. 92, There was no convantional softball that had particular 

and distinct performance characteristics any more than there is presently one 

such ball , 

Where the patent is a combination of old elements, as it is in this 

investigation, the particularity and distinctness of the claim language is 



especially impartant. 

V . S . P . Q .  5 ( 7 t h  C i t e  1 9 7 1 ) .  Because such patents lend themselves eas i ly  to*  

Rockvell V I  Nrdland-Ross Corp., 4 3 8  F.2d 645,  653, 169 . 

abuse, they merit "very close scrutiny.. Halliburton Co. V. Walker,  

329 u.S.  1 ,  7 1  U . S . P . Q .  1 7 5 ,  1 7 9  ( 1 9 4 6 ) .  !4oceovet, the claim language must be 

cleat when read i n  l i q h t  of the disclosure of  the pa%-?t spekification. 

Yedtronic, Inc. V .  Daiq Cocp., 2 2 1  U . S . P . 3 .  595 (0. M i n n .  1983) .  The only 

infarmation qiven i n  the ' 295  patent specif ication that p o s s i b l y  re later  to 

- 

performance c r i t e r i a  are Lour examples " o l  bal ls  havinq different [ res i l iency]  

characterist ics"  as a rosult  of varying the rat io  o f  isocyanate to catalyst .  

the f i r s t  example has a - res i l i ence  of  3 1  percent, the second of  23 percent, 

the third o f  2 1 . 5  percent, and the fourth o f  2 0 . 5  percent. However, nothing . 

is said in the specif ication about which, i f  any, have the resi l ience of a 

. 9 .  - .. . 

"conventional sof tbal l . "  The inventor, Mr. Heald ter t iEicd that conventional 

softballs  have a rebound percentaqe from 25 to 3%pcrcent. T h u s ,  only the 

f i r s t  example vould € i t  his definit ion.  The ' 2 9 5  patent Specification does 

not c l a r i f y  the ambiquous and indefinite claim language. 

Claim lanquaqe concerninq f l e x i b i l i t y  or res i l ience  is especially hard t o  

define without a c k a r  standard o l  measurement, Claims referring to g e l i s t i c ,  

f l ex ib le ,  relatively impermeable, polyurethane polymer foam parts ,  having good 

resistance to plast ic  deformation' have been determined to be indef inite. 

Scheller-Globe Corp. v .  Yilsco Mf3. Co., 206 U . S . P . Q .  4 2 ,  5 2 ,  6 3  (E.D; Wis. 

19191, aff 'd i n  part (on patent invalidity)  rev'd i n  part (on atgorney fees) 

636 F.2d 1 1 7 ,  208 U . S . P . Q .  5 5 3  ( 7 t h  Cir.  1980). In tha,t case, the meaninq and 
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. c  

scope of the term were unclear because there was no standard w i t h  w h i c h  to 

distinguish those materials w h i c h  had the patented character is t ics  from those 

that d i d  not. I;d. Similarly, in the present investigation, complainant has 

not suff iciently defined a standard by w h i c h  patented  sof tbal ls  may be 

distinguished from nonpatented polycore sof tbal ls .  <iTce no performance 

c r i t e r i a  for a "conventional" so f tba l l  existed a t  the time of the ' 2 0 3  
- 

application and issuance of the ' 295  p a t e n t ,  i n  l i g h t  o f  the circumstances, i t  

would be unreasonable to f i n d  that  .the claims a t  issue s e t  out and 

circumscribe a particular area' w i t h  d reasonable degree of precision and 

par t i c u  Lac i t y  . . e .  

. - .  - - 
FOC these reasons, use of the term "conventional softball '  i n  the '295 

patent c l a i m  does not' serve suff iciently '  i o  par t i c u l a r l y  p o i n t  out and 

dist inct ly  claim the invention of the patentee. The patent therefore is  
- .  . 

invalid. 

P. V a l i d i t y  of the '295 Patent Under 35 U.S.C. S 103 

The '295 patent is i n v a l i d  because the subject matter as a whole would 

have been obvious to a person having ordinary s k i l l  i n  the a r t .  

Under 35 U.S.C. 5 103, a patent  may not be obtained i f  the differences 

between the subject matter sought 'to be paten'ted and the prior a r t  ace such 

that  the subject matter as a Whola vould have been obvious a t  the time the 

invention was made to a person having ordinary s k i l l  i n  the ac t  to w h i c h  the 

subject matter pertains. The t e s t  for obviousness, established by the Supreme 
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court i n  Graham V .  John Oeere b Co. ,  383 U.S. 1, 148 U.S.P.Q.  95-99 (1966), 

involves a.deterinination of: (1) the scope and content o f  the prior a r t :  

( 2 )  the differences between the prior a r t  and the claims a t  issue; and (3) the 

level of  ordinary s k i l l  i n  the a r t .  

(1) Scope and Content o l  the  Prior A r t .  

( a )  Scope of the Art. 

The patent in suit and the prior a r t  applied to its claims by 

the Patent and rcademark Office (PTO) offers a convenient starting point for 

ascertaining the scope ink:  content of the, prior ar t .  Orthopedic Equipment 

Co., Inc. V.  United S ta tes ,  702 F.2d 1005, 217 U.S.P.Q. 193, 196 (Fed. Cir. - 

1983). The invention of the '295 patent is entit led 'Game Ball. and is 

.. .. .. . .  

identified as being w i t h i n  the "Eield ot balls per se." 

9 .  ?he prior a r t  references c i ted by the PTO during prosecution of the '295 

CX 2 ,  col. 1 ,  l i n e  

patent include patents disclosing soEtballs ,  p last ic  core gol f  balls (used t o  

practice or simulate the f l i g h t  patterns of  regulation ba l l s )  , and children's 

play balls and toys v i t h  plast ic  cores,  together w i t h  a patent that 

demonstrat*$ the method of making and u s i n g  r i g i d  9ut res i l ient .c lored c e l l  

poLyurrthane of uniform denqity i n  a variety ot sh8p.s. 

A second factor bearing on the determination of the relevant prior a r t  

concerns what  persons skilled i n  the a r t  would have been familiar w i t h  a t  the 

time of the invention. Orthopedic Equipment, 217 U.S.P.Q. a t  196, The 

evidence indicates that persons engaged i n  sof tba l l  and baseball product 



development Were aware of materials employed i n  the construction o f  types  of 

game balls other than baseballs and sof tbal ls .  Heald, Tr. 126; Muhlfelder 

Dep., S P X  33, a t  23. ' For example, J .  Muhlfelder, Vice President of J. deBeer 

and Sons, Inc., a competitor of complainant, indicated that i n  developing a 

plast ic  coco ba l l  w i t h  d cock center ,  deBeer looked to qol fbal l  technology for 

quidance. Sex 33,  a t  3 0 .  
v. 

I t  is also appropriate in ascertaining the relevant a r t  to consider the 

nature oE the problem v h i c h  confronted the inventor a t  the time of  h i s  

invention. Graham, 383 U . S . P . Q .  a t  196. He.re, Mr. Heald has tes t i f i ed  that 

the impetus vas a desire to develop a nev type of bal l  construction based on 

his experience i n  molding p las t i cs ,  v h i c h  would enable complainant to compete 

i n  the top of the l ine  or more expensive sof tba l l  market. Heald,EPr. 121. 

Accordingly, it vould have been natural to examine developments i n  a l l  area8 

of bal l  and plast ics  technoloqy i n  attemptinq to arrive a t  a solution to this  

problem 

Thus, even thouqh the invention of  the '295 patent is directed 

speci f ica l ly  to  the Eield of sof tbal ls  and baseballs,  each of the above 

€actors supports the conclusion that the relevant a r t  for the purpose of 

evaluating obviousness is the a r t  i n  the t ie ld  of  bal ls  generally and use oL 

plast ic  materials i n  constructing b a l l s .  FF 94 .  

(b) Content of  the Prior Art. 

Of the prior a r t  references cited by the PTO during examination 
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16/ of  the '295 patent, the followinq ace the most pertinent:. 

( i )  Dillon -- U.S. Letters Patent NO. 3,069,170 (Sx 7). 

Dillon discloses d bal l  formed of multicellular foamed 

polyethylene, polypropylene, or copolymer for 9 O l f t  baseball ,  

sof tbal l  or other use the advantaqes o f  vhieh'over prior ba l l s  are ,  

amon9 others,  resistance to "repeated impact," excellent  weight 

"uniformity," and "balance." The patent's specif ication teach a way 

to fabricate balls by p l a c i n q  a polymer mixture and blewinq agent 

into a mold. 
. . .- 

( i i )  Crau -- ~ ; ~ : ' t e t t e r s  Patent NO. 2,138,004 (SX IO.)* e - -  
Crau discloses a cork core s o l t b a l l  around vhich a st i tched 

leather cover is applied. 

( i i i )  Bonk 0- U.S. Letters Patent No. 3 , 6 4 4 , 1 5 8  (SX 13).  

Bonk discloses the met5od of  making riqid'-but resiLicnt ' 

structural polyurethane foam i n  a variety of  shapes i n  a one piece 

molding process wherein the core has uniform close-d cells and a 

microcellular s k i n  is  formed by the pr9ssinq of the expanding 

polyurethane foam against tbe walls a enclosed mold. 

- 16/ Other patwts  c i ted  as references durinq prosecution of  the '295 patent 
were Feqan (2,08l,S31) ( Sx  9) Fechner ( 3 , 1 8 5 , 4 7 6 )  ( SX  111, and Holtvoight 
( 3 , 5 1 8 , 7 8 6 )  (SX 12) . 
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1 7 /  ( iv )  Gentiluemo -- U.S.  Letters Patent 3 , 9 4 0 , 1 4 5  (Sx 1 4 ) . -  

Gentiluemo discloses a polyurethane centered qolE bal l  approvdd 

by the United s tates  Golf Asso,eiation for par three qolf  courses. 

The b a l l  i s  designed to have the same "click" sound and simulate the 

f l r q h t  pattern o f  requlation balls  molded in the same or similar way 

as the core of  t h e  ball i n  the '295.patent. The difEerences betveen 

thrs patent and the ' 2 9 5  patent at5  that i n  the ' 2 9 5  patent the 

polyurethane core is covered w i t h  leather,- whereas there is no cover 

on the polyurethene or other material of the Gentiluemo patent, and 

the core AS o f ' a  s i r e  suitable €or use as a softball-rather than a 

go1 € ba 11. 

. -  - - 
, 1 .  - 

Other relevant pr ior  a r t  ieferences that were not ci ted during prosecution 

of  the ' 295  patent include: 
7 

( * I )  Kohrn -- Canadian Patent No. 632,220 issued Dec. 5,  1961 (Sx 5 ) .  

Kohrn 

and method 

discloses a new and improved baseball and sof tbal l  core 

of nakinq same. The core is comprised of  SO to 90 percent 

17/ Although s t a f €  counsel suqqests that Gentiluemo i s  not prior a r t  as t o  the 
' 2 9 5  patent because Centiluemo's publication date,  February 2 8 ,  1 9 7 6 ,  is l a ter  
than the f i l i n q  date of  the '295  patent's parent application, the examiner 
Listed it  as prior a r t .  Moreover, the relevant date is not the date ot f i l i n g  
o f  the parent application but  the f i l i n g  of  the continuation-in-part '705 
application, because the claims made in . the  ' 2 0 3  application were rejected dnd 
then granted a f ter  modifications made i n  the ' 705  application. The date of 
f i l i n g  of  the ' 705  application is  February 20, 1976, and the date of f i l ing  o f  
Gentiluemo as listed by t9e examiner is February 2 8 ,  1 9 7 4 ,  SX 111. 

- 
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polyurethane ( i n c l u d i n q  a polyisocyanate and a poly-functional 

m a t e r i a l )  and a LO to  50 percent f i l l e t  material consisting of cotton 

flock and micro-ballons. ?he stated object  of this  invention is to 

produce a b a l l  (baseball or sof tba l l )  vhich  when covered w i t h  an 

outer protective coating, such a s  v i n y l  or any other suitable 

coveting, w i l l  produce a bal l  exhibitinq the f l i g h t  character is t ics  

and the “crack“ sound of prior a r t  bal ls .  Kohrn Ls obviously more 

relevant to the-subject  matter of the ‘795  patent than the prior a r t  

a- 

ci ted by the PTO. . 

( v i )  pooley - - *  .iris. Letters Patent, NO. 7,743,931 iarued nay 1 ,  L956 - . . a .  

- (SX 6 ) .  

Pietrastek -- U.3. Letters Patent Ho. 2,753,599 issued July  L O ,  
1956 ( S X  8 ) .  

rheoe references disclose a method of making a bal l  (either 

sof tbal l  or gol fba l l )  vhich is designed t o  closely simulate 

“requlation b a l l s , ’  The bal l  contains a core of expanded cell 

plast ic  dipped i n  nylon to Lorn an outer coating. The bal l  is 

desiqned for practice and to  simulate tha’ ‘ C l i q h t  pattern of 

regulation balls  v i t h  improved dimensional s t a b i l i t y .  These 

references are mora relevant to the subject matter of  the ‘793 patent 

then the prior ac t  c i ted by the PTO because they disclose molded 

plast ic  core sof tbal ls  designed to simulate the f l i g h t  pattern of 

regulation ba 11s. 

( v i i )  uolley -- U.S. Letters  P 8 t r n t  No. 3,647,279 (SX 8 9 ) .  

a 
I 
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Holley is directed to a paintod golf  bal l  structure and method 

for making same. I t  pertains most direct ly  to a method of painting 

solid polyurethane golf b a l l s ,  b u t  contains claims directed to a 

so l id ,  painted polyurethane ball. Holley appears to be a t  l eas t  as  

relevant as the a r t  ci ted by the examiner dur.nq prosecution o f  the 

'235 patent because i t  shows use of a polyurethane core i n  a b a l l  

construe tion. 

-- 

( 2 )  Differences Between the Claimed Subject Matter and the Prior Art. 
. .  

The claims of t h ; ' . ' 2 9 5  patent a t  issue here disclose a composite - - 
soLtball  having the appearance, physical character is t ics ,  and dimensions of a 

conventional so f tba l l  comprising: (1) a core made from f lexible  and r e s i l i e n t  

polyurethane foam: and ( 2 )  a leather stitched cover. FF 97 .  

The use of a leather stitched covering w i t h  a so f tba l l  is specif ical ly 

disclosed by Grau. FF 101.  

are obvious substitutes for one another. 

Leather and v i n y l  or other synt'hetic materials 

Kohrn discloses polyurethane foam as a suitable substance for use i n  

formulating sof tba l l  ceres ,  although i t  teaches t h d  combination of 

polyurethane - and f i l l e r  material i n  a sof tbal l  core. FF 9 6 .  Speci f ica l ly ,  

claim S of the Kohrn patent teaches that the f i l l e r  content should comprise LO 

to  SO percent OE the finished core. The objective of the Kohrn patent i s  to 

produce a ba l l  o f  "homogeneous" construction, w h i c h  is  "durable, pl iable,  yet 

tugged," and has the f l i g h t  character is t ics  and "crack' sound of prior a r t  



balls .  f t  SuggeStS t h a t  a Cover o f  v i n y l  Or other suitable material could be 

applied to the Cote, although the preferred embodiment uses a uniform 

non-stitched plast ic  v i n y l  coating. SX 5, c o l e  1 ,  lines 38-50: col. 5 ,  l ine 

16, col .  6 ,  l ine 1 8 ,  

Since a "suitable cover" i n  view of the prior a t c  .ould include either a '. .IC 

v i n y l  or leather cover,18' the only differenc-e between Kohrn and the '295 

patent is the inclusion i n  the p l a s t i c  material of  10  to  SO percent f i l l e r .  

I f  the f i l l e r  i o  removed from Kohrn there are no differences between the two 

patents. 

patent. 

softball  core is claimed w h i c h  is created by placing a mixture of polyurethane . 
and diisocyanate and f i l l e r  " i n  a mold having an inner spherical surface . . . 

I t  appears.that the claims of  Kohjn would anticipate the '295 . 0 .  

For example, i n  .'claim 8 of  the Kohrn patent, a moldel. baseball or - - 
& 

[ t o ]  produce a solid, impact res is tant ,  durable, tough core adaptable for use 

i n  a Saseball [or sof tba l l l . "  SX 5 ,  a t  4 .  The polyurethane cote i n  the ' 295  

patent reads on claim 8 of  the Kohrn patent and the ' 295  patent merely 

eliminates one olement of  Kohrn, the filler.. 19/ 

13/ Mr. Heald also appears to hold this view. SX 1, a t  3 4 .  - 
19/ Pietcaszek, Poolcy, and Dillon re la te  to practice or ?lay bal ls  fabricated 
from plastic  materials which simulate the appearance of  regulation balls.  
Holley suggests solid polyurethane as a suitable substance for forming b a l l  
coros. They are very similar to  the Heald patent, but not quite as Close as 
Kohrn. 

- 
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Elimination of the f i l l e r  is obvious in view of  Holley, Gentiluemo, and 

gonk. FF 104-05- In Bonk, the prior a r t  is described as follows: 

recently the production o E ,  selE-skinned r i q i d  polyurethanes has 
been described, 
operation from a polyurethane Eoam reaction mixture and are 
molded under such conditions that an outer noncellular s k i n  is  
prodyed on the surE.ace of the Eoam w h i c h  conkacts the mold 
walls. T h e  inner core of the molded object  is cel lular .  rhe 
production oE such salf-skinned polyurethane Eoams, otherwise 
known as integrally skinned foams, represents a marked advance 
i n  the a r t  i n  that it  greatly simpliEier the production of 
molded structural  units oE a wide variety of shapes. However, 
the skinned Eoams so produced suffer the disadvantage that they 
have re lat ively  Low structural strength properties and, more 
part icular ly ,  have low resistance to deformation by heat. The 
number o l  applic$tions to w h i c h  the material can be p u t  is 
there fore limited. 

These Eoams are derived i n  a single molding 

- - 
We have now provided a novel structural  material w h i c h  

combines the advantaqes of Eabrication by molding i n  a onc-step 
Procedure, v i t h  n i g h  structural strength . . . . (Emphasis 
added. 1 

- 
sx 13.  U n t i l  the Bonk 2atent was issued i n  1972, the durability problem 

involved i n  producing a sof tba l l  polycore was not solved. Heald, Tr .  1 4 4 - 4 6 :  

Sx 1 ,  a t  17, Before this problem was solved i n  1973  the “ba l l s  failed a f t e r  

l i t t l e  usage and would not hold their shape wcll.“ SX 1, a t  16-17. Mr. Heald 

does not reca l l  how the durability problem was solded. Heald, Tr. 1 4 5 .  

. .  

(31 L e v e l  of 9rdinary S k i l l .  

The Court of  Appeals for the Federal C i r c u i t  (CAPC) has indicated 

that the following factors may a i d  i n  developing a picture of the level o f  

s k i l l  for the ordinary person i n  an ar t :  

I 
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(11 the educational background of the persons W t k . i n q  i n  the f i e l d ;  

( 2 )  the r a p i d i t y  v i t h  which innovations are made: 

(3 )  the sophistication of the technology involved; and - 

( 4 1  the types of problems encountered i n  the ar t .  

Where the prior a r t  re f lec t s  the level of s k i l l  i n  t-art it may be te l ied 

a3an and expert testimony may not be required. Chore Time Equipment tnc. V .  

Cumberland Corp. ,  713 F.2d 774 (Ted. Cir*  1 9 8 3 ) .  

An examination of the game bal l  a r t ,  and particularly the softball a r t ,  

reveals that the level  of s k i l l  of  the ordinary person i n  the a r t  is 

relatively low. 
. . . .  . 

Persons involved i n  product development i n  the b a l l  f i e l d  do - - 
not appear to possess any specialized or spec i f i c  t ra in ing  or educational . . 
backgrounds. James Muhlfelder tes t i f i ed  that his COmpany, J. deBeer i Sons, 

employs one person vho i s  devoted to teseatch and development. T h i s  employee 

has no engineering degree and has developed h i s  knovledqe of b a l l  construction 

and technology d u r i n g  his 2 5  year tenure v i t h  the company, SPX 3 3 ,  a t  2 4 .  

Mr. !4uhlfelderr v i t h  a l i b e r a l  a r t s  degree and an international economics 

background, has participated i n  ball development. & Similarly, Frank 

Hardy, President oL Diamond S p o r t s ,  v i th  a backgtodnd as a phy.sica1 education 

instructor and expetiente as 'a bal l  player, has developed baseballs and 

sof tbal ls .  Hardy, rt. 260. 

Jesse Heald, who has a degree i n  aerospace engineering and s i x  years 

experience as a resident engineer dealing v i t h  p las t i cs  (Heald, Tr. 14, 1 2 3 1 ,  

posssesses a more technical background than that of Messrs. Muhlfelder and 

so 



Hardy. Indeed, Mr. Haald's quaLifications appear to exceed, rather than 

approxlmater those O f  persons of  ordinary s k i l l  i n  the a r t .  

complainant's Counsel noted dur i n 9  the course o f  the hearing, Mr . Heald should 

be considered a person of "more than ordinary s k i l l . "  Tr. 237. 

T h u s ,  as 

The fact  that persons are able to engage . i n  sof tbal l  product development - 
without specif ic  technical training i s  an indication oL the level of 

sophistication and the nature of  problems encountered i n  the f ield.  

Evidently, the level  of  technical sophistication is not great. The relevant 

prior a r t . c e f l e c t s ,  however, that persons 05 s k i l l  i n  the a r t  were aware that  

plast ics  technology could' be 'applied to ball construction. 

The bal l  game a r t  is not one i n  w h i c h  innovation has been frequent. In - 

the sof tbal l  f i e l d ,  four major innovations have occurred i n  the l a s t  65 

years: (1) introduction of the kapok bal l  i n  the 1920's: 12) introduction o€ 

the cork bal l  i n  the 1960's: ( 3 )  introduction oL the polyurethane core ball  i n  

1974: and ( 4 )  introduction of an.E.V.A. surlyn plast ic  centered b a l l  about two 

years ago. SPX 33, a t  1 4 .  

The profi le  o f  the aerson of ordinary skill that emerqes from the factors 

discassed above is  3f a person w i t h  a c o l l q e  de9r.e who is  employed i n  the 

game ball industry. He or she is  essent ia l ly  a layperson that has gained 

experience over time i n  the manuCacture and production of game balls  and would 

have been awarc of the use of plast ic  materials i n  bal l  construction. 
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(4 1 

Secondary considerations are also assessed in evaluating 

Secondary Consider at ions. 

nonobviousness under 5 103. These considerations include: 

( 1 )  commercial success of products produced under the patent: 

( 2 )  lonq felt but unresolved need for 'the pa9nted invention: 

( 3 1  failure of others to arrive at a solution to the problem solved 

by the patented invention: and 

( 4 )  industry acquiescence. in the validity of the patent. 

Graham, 383 u.S. at 17-18. 
~ - . .. .  . 

Some of the secondary considerations support the conclusion of obvioUSneSS - - 
vhile others do not. First, complainant's polycore ball has enjoyed 

considerable commercial success since its introduction into the market, 

Heald, Tc. 32, 731. Complainant was able to sel l  20,000 of its patented 

. polyurethane core soCtballs in the first year followinq the product's 

introduction. PP 107:  Heald, Tr. 731. In 1983, 38.4 pecceng of all softballs 

sold in the United Statrs are polyurethane core soEtballs with ,leather 

Covers. FF 107, 165. 

There is no evidence that complainant's introduction of the polycote was 

preceded by a lonq-felt need in the softball industry t3 find a synthetic 

substitute for the traditional cork or kapok softball. FP 57, 108: Heaid, 

Tr. 125. WhiL9 the industry, with the notable e.xception of Diamond Sports, 

bas avoided infringing the '295 patent, it is unclear vhether the industry's 

position can be interpreted as acquiescence to the patent's validity. The 

principal competitors have developed alternative type of plartic-core 
I 
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C 

C 
C 
C 
C 
C 
C 
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softballs -- the Surlyn and Dyna-Core balls -- which they believe are more 

desirable balls. Muhlfelder Dep., SPX 33, at 23-27. 

Diamond Sports has been given a license as pact of a settlement agreement 

in this investigation which provides that if complainant obtains a general 

exclusion order, it will pay a> fee of per dozen for polyurethane core 

softballs imported into the United States. . 

. The royalty rate of p e r  dozen 

is lower than the fee originally sought from Diamond Sports and others (Heald, 

Tr. 199, 230) and constitutes about percent of  the selling 

price of complainant's pol,yurethane softballs. SX 39. It would be an 

20/ understatement to say that the royalty.to be received is *- 

Spaldinq, the only company other than Diamond Sports to have taken an 

express license under the patent, appears to have accepted a licewe at a 

nominal rate in order to avoid the high cost of litigation. FF 109-11; Heald, 

T r .  182, 192, 218; SX 45; SX 67-68. Another so-called licensee, Rawlings, 

declined an express license and opted to purchase its requirements fOK cores 

, -  

! *  

- 20/ As part of the licensing arrangement, complainant promises . 

See Opn., at 74-79. 
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from complainant. FF 112: Heald, Tr. 229. Similarly, complainant's other 

*licensees, '  i n c l u d i n g  Wilson, Regent, S tee le ,  MeGregor, and Seamco, are 

implied licensees. FF 113-14: 180;  Heald, f r .  211. 

Although plast ic  companies familiar with polyurethane foam systems, such 

as Reynolds Chemical and Freeman Chemical, were uortiy a t  the behest of 

complainant t o  develop a polyurethane core for r o t t b a l l s ,  complainant ' i n  

a c t u a l i t y  was not seekinq to duplicate the existfnq conventional sof tbal ls  but 

to produce a l ive l ier  and more durable ball,. A f t t t  the commercial success of 

this b a l l  competitors developed their o m  pIastic-core l ive ly  softballs .  
. e -  : 

T h u s ,  on balance, the' secondary considerations do not support c - .. - 
nonobviousness. There has been commercial success, but there has been no l o n i  : 

f e l t  need or. fai lure of others to find a solution to a problem solved by the 

' 2 9 5  patent. There a lso  has been no industry acquiescence. 

( SI Conc1us.ion As to Qbv iousness . 
As the CAFC has noted, the question of nonobviousness i8 a simple one 

to as4 but d i f l i c u l t  to answer. CAFC precedent instructs t h r t  the proper 

analysis of the nonobviousness question begins wit5 the presumption thrt the 

person ot  ordinary s k i l l  i n  the a r t  a t  the time of  the patentee's invention is 

presumed to have before him a l l  of t h e  relevant prior a r t .  The next inquiry 

is whether, armed v i t h  this  information, it would have been nonobvious to this 

person of ordinary s k i l l  i n  the a r t  to coordinate the teachings of the prior 

a r t  elements i n  the same manner as the claims i n  suit. Orthopedic Equipncnt, 

237 U.S.?.Q. a t  199. 

1 
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The CAFC has cautioned that the strong temptation to rely on h i n d s i g h t  in 

evaluating obviousness must be resisted: 

I t  i s  vronq to use the patent i n  suit as a guide through the maze o f  
prior a r t  references i n  the f i g h t  way so as to achieve the resul t  of  
the claims in suit. Monday morning quarterbacking i s  quite improper 
when resolving the question of nonobviousness i n  a court of law. 

* 
I d .  

combining the teachinqs of the prior a r t  absent.some suqgestions or incentive 

The court has also cautioned that obviousness cannot be established by - 
to do so. ACS Hospital Systems, Inc. v .  Montefiore Hospital, 732 P.2d 1572 

(Fed. Cir. 1 9 8 4 ) .  

In the prasent invcstiaation,  the prior a r t  does suggest that  the - - 
references could be combined i n  s u c h  a way as to  produce a softball suitable 

€or use i n  oEf ic ia l  leaque play. Also ,  the 'Kohrn ball core 

i s  essential ly indistinguishable from the ' 2 9 5  patent b a l l  core,  Kohrn 

anticipates Heard since merely dropping one element o f  the Kohrn 

combination -- tha € i l l e r  -- could not avoid infringement. Kohrn discloses a 

"suitable cover" €or the core w h i c h  obviously could include leather. The 

Opn., a t  47-49. 

Kohrn sof tbal l  core is designed to simulate the f l ight  of traditional balls, 

Removal of the t i l l e r  i n  the Kohrn core is also obdious i n  view of Dillon, 

Holley, and Gentiluemo, ana the disclosure of new structural  polyurethane foam 

i n  Bonk. 

The evidence adduced by s t a f f  counsel has overcome the presumption of  

validity,  and the '295 patent is obvious and invalid under 35 U.S.C. S 103. 
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G. unfair  Acts - ~nfr,ingement of the ' 2 9 5  P a t e n t  

rhe p r i n c i p a l  respondent and importer of the alleged i n f r  i n q i n q  soEthalls,  

Diamond S p o r t s ,  has been granted  a license by complainant as part of a 

settlement i n  this  invest igat ion.  the settlement does not constitute a 

determination oE whether there has been a violation b F - 4  337 of the T a r i f E  Act 

of  1930, a s  amended, Nevertheless, under certain circumstances, a set t led 

respondent's importations and sales should be taken into account i n  

determining whether a violation of 5 337 has occurred i n  an investigation. 

Certain  trol le j '  Whe*l Assemblies, Views of  the Commission, Inv.  No. 

0 

. 0 .  

337-TA-161, a t  8-11 '(Auq.. 29,. 1981) . A S  indicated below, it  does not appear - - 
appropriate to take into account Diamond Sports' importations. Opn,, at. .  

71-79. For purposes of j u d i c i a l  economy and eff iciency and imordet to 
. 

properly assess the conduct o f  respondents Tusa and S.uccess Chemicals, 

however, the a d m i n i s t r a t i v e  l a v  judge w i l l  consider whether Diamond Sports, has 

committed u n f a i r  acts  . 9 . 
The u n f a i r  acts alleged are infringements oE the ' 2 9 5  patent. 1.f that 

patent i s  v a l i d ,  and for purposes of this  discussion ve vi11 assume its 

val idi ty ,  the i n i t i a l  question i s  vhether Diamond Sports has caured~sottbal lr  
. 

to be nade and sold w h i c h  have infringed claims 3 ,  4 ,  or 5 of the ' 2 9 5  

patent. Mr. Hardy, President of Diamond Sports, has himself provided the 

answer t o  this  question: When asked i f  his polycote bal ls  have essential ly 

the same qual i t ies  as a conventional sottball ,  Mr. Hardy responded, i f  it is 

the proper COR bal l .  Thus, we must determine w h i c h  balls  duplicate the 

construction and performance character is t ics  of a conventional sof tbal l .  

' I  
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O n l y  two sources ex is t  i n  Taiwan for the manufacture of polyurethane 

Cores, Success Chemicals Co. and Mansui Chemplas Co. FF 219: . 
Diamond Sports'  so f tba l l s  are made ent ire ly  from cores supplied by Success 

Chemicals (Hardy, Tr. 274)  and Diamond Sports through Tusa 

Qpn., a t  74-78. 

There i s  some evidence t h a t  cores manufactured by Mansui have been 

manufactured into sof tba l l s  and shipped into the United States and that more 

may be coming.  FF 235-40. Complainant al leges t h a t  the ba l l s  w i t h  the Mansui 

cores infringe the '295 patent. There is a substantial question whether the 

quality of the Mansui core renders it  unusable for league play and 

consequently not w i t h i n  the claim language of the '295 patent. Mr. Tuten, a 

chemist and expert witness cal led by complainant, examined what i s  believed to  

be a Mansui core by gouging out some of  the material and inspecting the 

condition of the core interior.  FF 119; Tuten, Tr. 525-31; CPX 11. He stated 

that while the materials used appear to be good, the quality of molding 

appeared to be poorer then he could produce i n  the laboratory: - i .e. ,  without 

use of the automated 'pour machine that s i g n i f i c a n t l y  improves the quality of  

mixing. Tuten, Tr. 529. The machining of  the mold used t o  make the core is 

poor and rough spots on the inside of the mold tend to cause a i r  entrapment, 

w h i c h  may a f fec t  the performance of the bal l .  Tuten, Tr. 535-36. What 

appears to be poor molding can a l so  resul t  from poor mixing. Poor mixing can 

result  i n  nonuniform density and hardness, leading to a core w h i c h  would 

exhibit inconsistent physical properties s u c h  as hard spots,  s o f t  spots, or 
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heavy spots, all of which can affect the performance and flight 

characteristics Of the bal l .  Tuten, Tr. 526-31, 534-36; - see FT 7 0 .  

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C and the inspection of the only Mansui core produced 

in evidence, softballs with Mansui's polyurethane core are not usable in 

organized league and do not essentially duplicate "conventional softballs." 

c G/ . SX 3, at 29. 

- 22/ I f  this hearsay turns out to be true, the cores again would have to come 
from Mansui. 
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The claims Of the ' 295  patent do not include a l l  so f tba l l s  w i t h  a 

polyurethane core and leather cover as claimed by complainant (Reply Br . ,  

a t  91,  b u t  only those w h i c h  duplicate conventional so f tba l l s  and. are usable i n  

organized league play. The evidence as described above shows that the Mansui 

C O C O  is unreliable i n  i t s  rebound qual i t ies  and lowe: .;r deader than even the 

restricted f l i g h t  ba l l .  Therefore, so f tSa l l s  made from the Mansui 

polyurethane cores do not duplicate conventional so f tba l l s  and are not U6able 

i n  organized league play. Softballs  made from t h i s  core do not infringe 

claims 3 ,  4 ,  or 5 of . the  ' 2 9 5  patent. . . a .  

The mort d i f f i c u l t  qukt ion is whether leather covered softball4 us ing  - 
Success Chemicals' polyurethane cores infringe the ' 2 9 5  patent claims. 

& 

FF 118. When asked i f  Diamond Sports' so f tba l l s  duplicate the essent ia l  

characterist ics  of the conventional s o f t b a l l ,  M r .  Heald indicated this was 

true for the ba l l  w i t h  equivalent rebound character is t ics  i f  it is the proper 

COR bal l .  Rebound is one oL the essent ia l  Leatures of  a bal l ' s  playabil i ty.  

In slow p i t c h  s o l t  b a l l ,  the game i n  w h i c h  the polycore b a l l  is used, 

virtually everyone up a t  bat hits the ball .  FF 3 4 .  Thus,  rebound o f f  the bat 

and o f f  the playing f ie ld  is crucia l .  Diamond Sports makes four balls, each 

with a different COR rebound qual i ty ,  0.44: 0 .48:  0 .50 ,  and 0.52. 

Mr. Heald stated that the 0.44 COR b a l l  is adeadera than the 

aconventionala ba l l .  Thus,  this b a l l  would not duplicate the essential  

characterist ics  of  t h e  convmtional so f tba l l  and would not infringe the ' 2 9 5  

patent. However, Diamond Sports' mid-field 0.48 COR b a l l  appears Sufficiently 

I 
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close to the conventional cork ball so that it could be said to functionally 

duplicate a conventional ball.- 2 3/ 

, Complainant alleges that hiqher COR polycore softballs, those that rebound 

more than "conventional" softballs, ace covered by the '295 patent under the 

doctrine of equivalents. Tr. 132. The doctrine of m i v a l e n t s  allows a 

patent holder to hold as an infringement a product or process that does not 
- 

correspond to the literal terms oE the claims of the patent but performs 

substantially the same functions in substantially the same way to obtain the 

same result. The purpose of the doctrine is to prevent others from practicing 

frauds on patents. Chisuh; supra, 5 18.04. 
* . . .  . - 

-..) 
. .  

Application of this doctrine is determined by the degree of the . 
invention. Chisum, supra, S 18.04(2) Pioneer patents receive .the broadest 

protection while small improvements receive fewer equivalents. John Zink * 

Co. v. National Airoil Burner Co., 613 P.2d 947, 205 U . S . P . Q .  494 (5th Cis. 

1980): Atvim fndus., Inc. V. Bernr A i r  King Cocp., 525 F.2d 182, 188 U.S.P.Q. 

49, 51, 52 (7th Cir. 1975) (patent receives narrow range of equivalents = . 

because it was at best minor improvement over prior art). Patents which 

consist of continuations of old elements are often c1assi.Eied vith narrow or 

small improvements and thus receive fewer equivalents than other- inventions. 

Chisum, supra, 5 18.04(2). 

- 23/ As discussed above, however, the evidence concerning the rebound 
characteristics of the conventional cork softball is confusing and conflicting. 
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Claim 3 specif ies  t h a t  the ' 295  patent covers so f tba l l s  w i t h  polyurethane 

Cores and performance characterist ics  w h i c h  essential ly duplicates those o f  

mconventional" sof tbal ls  usable i n  league p l a y .  

or 'resilience" of these sof tbal ls  i s  an important performance c r i t e r i a .  

The rebound charac ter i s t i c ,  

Claim 3 speci f ica l ly  limits patent  coverage to those o f t b a l l s  w h i c h  have a 

rebound character is t ic  or " l ivel iness"  equivaLent to conventional bal ls .  
4 

Nevertheless, complainant argues t h a t  respondents' s o f t b a l l s ,  w h i s h  arc 

l ive l ier  than conventional so f tba l l s ,  the COR 0.50 and 0 . 5 2  b a l l s ,  are covered 

by the patent by virtue of the doctrine oL equivalents. 

Tha burden of persuas?ron 'rests on complainant.  Complainant must establish 
m a 

by a preponderance of the widence t h a t  respondents' more l ively sof tbal ls  are '  .. 
the physical or functional equivalent of the patented sof tbal ls .  DUplan 

core. V. Oeerinq Milliken, fnc., 197  U.S.P.Q. 3 4 2 ,  349 (0.  S.C. 1977) aff 'd  i n  

esrt (patent v a l i d i t y )  I rev'd i n  part (ant i trust )  2 0 1  U.S.P.Q. 6 4 1  (4th C i c .  

19791, Cett. denied 205 U.S.P.Q. 96 ( 1 9 8 0 ) .  This burden has-not been met. -- 
One of the elements of Claim 3 is t h a t  the rebound character is t ic  of  

patented balls is equivalent to that  of 'conventional' sof tbal ls .  

Respondents' COR 0.50  and 0.52 softbal ls  are more Lively, &, have a greater 

t h a n  'conventional' rebound character is t ic .  Thus, one o f  the patented 

elements i s  c lear ly  missing. 

the doctrine o l  equivalents cannot be applied. I d .  The '295 patent never 

claimed to cover a l l  sof tbal ls  w i t h  a polyurethane core ceqardless a€ 

resiliency. Claim 3 l i m i t e d  the ' 2 9 5  patent to those sof tba l l s  peCfOCming 

When one of the patented elements i s  missing, 

- 
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like *conventional' softballs. Therefore, respondents' 0.50 and 0.52 COR 

softballs vhieh admittedly have greater resiliency than 'conventional* 

softballs are  not covarsd by the patent under the doctrine of equivalents. 

Assuming €or discussion pur?oses the validity of the '295 patent and the 
. ..- 

absence of the license agreement between complainanl.r9d Diamond Sports, I 

vould tind that Diamond Sports end Tusa infringed claim 3 of the '295 patent 

i n  the manufacture and sale of the 0.48 COR ball. I vould also find that 

Success Chemicals is a contributory infringer in that it manufactures the 0.48 

COR ball cores knoving thfy vi11 be made into softballs by Tura 8nd w i l l  be 

shipped to Diamond Sports lor sale in the United States. Softbrllr m8dr from 

the Hansui polyurethane core do not duplicate conventional softballs and are 

. . - .  . e .  

- 

not usable in league play: therefore, they do not infringe the '295 patent. 

IV.  Importation and Sale 

. 
To invoke the subject matter jurisdiction of the Commission and to support 

a finding that a violation of 5 337 exists, complainant must establish that 

the accused product has been imported and/or sold in the United States. 19 

The evidence of record indicates that all remaining respondents to this 

investigation have imported, sold, or offered turell allegedly infringing 

polyurethane core softballs in the United States except Regent Sports. The 

evidence submitted by complainant as to Regent Sports demonstrates that 

rcppondtnt hrd imported from Taiwan a finished polyurethane core softb.11 with 
1 
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a leather cover. CPX 1-2. Complainant, however, a f ter  inspec t ing  the core o f  

the Regent Sports s o f t b a l l ,  testiEied that the 1979 date on the core indicated 

that the core was probably manufactured by Lannom. FF 270. Complainant has 

a lso  tes t i f i ed  that Regent Sports had purchased from complainant approximately 

400 polyurethane cores pursuant to an implied l icense agreement to produce 

sof tbal ls .  FF 180. The package w h i c h  contained Regent Sports' so f tba l l s  

states t h a t  the sof tba l l  has a "Polycore" and is produced under complainant's 

C '295 patent. FF 271. 

C t h a t  Regent Sports had a polyurethane core s o f t b a l l  manufactured i n  

Taiwan is not necessarily inconsistent w i t h  the above f a c t s ;  the Regent Sports 

so f tba l l  states on i ts  cover that i t  is made i n  Taiwan. I t  could have been 

assembled i n  Taiwan from Lannom cores supplied by Regent Sports from the 

United States.  Therefore, the evidence indicates that Regent Sports purchased 

from complainant under an implied l icense to produce sof tba l l s  w i t h  

polyurethane cores,  shipped those cores to Taiwan i n  order to produce a 

f i n i s h e d  s o f t b a l l ,  then imported the finished polyurethane core sof tbal ls  back 

to the United States where they were appropriately advertised under the 

implied license as produced under the ' 2 9 5  patent. 

DOME ST I C  INDUSTRY 

The Commission has customarily defined the domestic industry i n  

patent-based investigations as the domestic operations of the patent owner and 

i ts  licensees devoted to the exploitation of the patent. Certain Methods for 
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E x t r u d i n g  Plastic T u b i n p ,  fnv.  No. 337-TA-110, 218 U.S.P.Q. 3 4 8  (L982); 

certain S l i d e  Fastener Stringers and Machines and Components Thereol, I n v .  No. 

337-TA-85,  216 U.S.P.Q. 907 (1981) :  E H.R. Rep. NO. 93-571, 93 Cong. ,  1 s t  

sess. 78  (1973). T h e  domestic industry is not l i m i t e d  to manufacturing per se 

but encompasses d i s t r i b u t i o n ,  research and development. and sales. Certain 

Porsonal Computocs, Inv. No. 337-TA-140, a t  3.8 ( 1 9 8 4 ) ;  Plastic Tubing ,  supra,  

The Commission a l s o  does not adhere t o  any r i g i d  formula i n  determining the 

I, 

scope of the domestic industry as i t  is not precisely deLined i n  the statute,  

but vi11 examine each case i n  l i g h t  of the rea l i t i es  of the marketplace, 

S l i d e  Fastener Strinqers,'supra: Cer ta in  Apparatus for the Continuous 

Production o f  Copper R o d ,  Inv. No. 337-TA-52,  206 U.S.P.Q. 138 (1979). 

* . * .  : - - . .  

L 

Lannom employs approximately 237 i n d i v i d u a l s  a t  i t s  Tullahoma, Tennessee, 

fac i l i ty  who ace p r i m a r i l y  engaged i n  the production of polyurethane coresI . 

the making of l e a t h e r  so f tba l l  covers,  the appl icat ion of leather covers t o  

polyurethane cores,  the packaging and s h i p p i n g  of P i n i s h e d  sof tbal ls ,  and the 

administrative and management duties surrounding production and sale of 

softballs.  FF 124. Lannom operates a tannery i n  Tullahoma, Tennessee, w h i c h  

employs IO0 individuals who produce a l l  the Leather covers used by Lannom for 

polyurethane core sof tbal ls  sold under the WORTH trademark. FF 131. Lannom 

also employs 20 i n d i v i d u a l s  to sell the polyurethane core sof tbal l  throughout 

the United S t a t e s .  FF 130. F i n a l l y ,  Lannom conducts extensive research and 

development v i t h  regard to the technology associated v i t h  poLyurethane cote 

softballs.  FF 135-36, 
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In 1983, Lannom products accounted for 40 petcent of the total United 

States market Eor softball products. FF 166. Lannom's 1983 annual gross 

profits from the sale of polyurethane core softballs equaled c 

C company's total gross profits and percent o f  its total sales. FF 169, 

c 171. Of the softballs produced by Lannom in 1983, percent were 

c polyurethane core softballs. FF 168. percent of the softballs 

FF 167, 

percent of the 

sold by Lannom are polyurethane core softballs with leather covers. 

171. 

Lannom has granted a number of companies either an expressed or implied 

license to manufacture polyurethane core softbails, including McGregor 

Athletic Products, the Wilson Division of PepsiCo, Spaulding Sports Company, 

Rawlings Sporting Goods Company, Regent Sports, Steele Sports, Seamco, and 

AMF. FF 180. The administrative law judge, however, is unable to find that 

any of complainant's licensees should be considered part of the domestic 

industry in this investigation. AS of the institution of this investigation, 

Only one company, the Wilson Division of PepsiCo, continues to purchase 

polyurethane cores for softballs from Lannom. ET 181-82. Though there i s  

evidence of record that Wilson has purchased and plans to purchase a 

significant quantity of polyurethane cores from Lannom (FF 181-821, there is 

no substantial evidence that Wilson utilized these cores to manufacture a 

polyurethane core softball with a leather cover to compose a conventional 

softball usable in official league play. See FF 183. The only exhibit of a 

Wilson softball features a polyurethane core enclosed by a nonleather cover. 

SPX 20. 
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ALL the components used i n  the manufacture, production, and assembly of  

polyurethane core sof tba l l s  by Lannom originate €tom sources inside the united 

states.  FF 1 3 7 - 3 8 .  The ac tua l  assembly of the polyurethane core sof tba l l s ,  

however, t a k e s  place a t  complainant's f a c i l i t i e s  i n  Port-au-Prince, Hait i ,  

Port Cort is ,  Honduras, and Luc ia ,  Jamaica. FF 1 5 5 .  X n n o m  sel ls  the 

polyurethane cores together w i t h  the leather covers and materials needed to  
w 

st i tch and adhere the covers to the cores to its offshore f a c i l i t i e s  operated 

by a f f i l i a t e d  companies. FF 156.  The polyurethane cores are then covered to 

produce a finished product and re-sold to complainant. 

Complainant stamps and pqkkag'es the finished product in the United States and - 
distributes i t  throughout the country. FP 140. 

PF LSS-Sb, 161. . a .  

L -- 
Section 3 3 7 ( a )  requires that the unfair methods O C  competition and unfair 

acts have the oCLect or tendency to injure substantially an industry i n  the 

Uni ted  Statos. The Commission has c l a r i f i e d  the definition of a domestic 

industry by requiring an i n q u i r y  into the nature and significance of 

complainant's business a c t i v i t i e s  i n  the United States as they r e l a t e  to the 
. 

a r t i c l e  i n  question. Certain Miniature, Battery-Operated, All-Terrain, 

Whecled Vehicles, I w .  No. 337-TA-122,  Comm'n Dec., a t  5-11 (1962): Certain 

A i r t i g h t  Cast-Iron Stoves, . I n v .  No. 337-TA-69 (1981). A f i n d i n g  that 

complainant u t i l izes  offshore f a c i l i t i e s  to a s s i s t  i n  the production of the 

- 

patented a r t i c l e  does not i n  and of i t s e l f  preclude the administrative law 

judqe from making an i n i t i a l  determination that complainant's domestic 

operations constitute a domestic industry under S 3 3 7 ,  Such a determination 

' I  
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requires additional analysis ,  however, when the exploitation of the patent 

takes place outside the United s tates .  

Claim 3 of  the ' 295  patent defines the relevant industry as those domestic 

operations designed t 3  exploit the production ot (1) a composite b a l l ,  

( 2 )  havinq the appearance, physical characterist ics , .and dimensions of  a 

conventional s o f t b a l l ,  0 )  comprising a spherical core member formed oC 
w 

f lexible  and res i l i ent  molded polyurethane foam and a leather cover portion 

enclosing and stitched over the core,  ( 4 )  such that the composite b a l l  has 

essential ly the'same rebound, weight, hardness, s i z e ,  f e e l ,  and sound 

q u a l i t i s  as a conventional s o f t b a l l ,  (5)  so as to be usable i n  organized 

league play. FF 4 7 .  The '295 patent therefore is  a combination patent. A . 
combination patent protects only aqainst the operable assembly of the whole 

. . 9 .  - ". - 

a r t i c l e  and not the manufacture of  i t s  parts. Deepsouth P a c k i n g  Co. V .  

Laitram Cor?., 406 U . S .  5 1 8  ( 1 9 7 1 1 ,  rehearing denied, 409 U.S. 902 (1972) .  

The a c t i v i t i e s  of Lannom i n  the United S ta tes ,  i n c l u d i n g  the molding of 

polyurethane cotes and the c u t t i n g  of hather  into figure eight patterns w i t h  

s t i t ch  holes stamped into the leather,  are not protected under the ' 295  

patent. I t  i s  not c n t i l  the cores are stitched and adhered to the leather 

covers t o  constitute a conventional SoPtball usable i n  o f f i c i a l  League play 

that' there allegedly exis ts  an invention under the ' 2 9 5  patent. 

Section 337, however, i s  an international trade statute and not a patent 

statute.  I t  is not designed to protect patents per se b u t  domestic 

industries. There ex is t s  i n  the United States a s ignif icant  domestic industry 
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that is inextricably tied to the eventual exploitation of the '295 patent. 

For example, the stated cost in 1984 to Worth Haiti to purchase the total 

materials to produce a polyurethane core softball from Worth Tullahoma was 

per dozen. E?' 158. The per dozen price for the polyurethane core slug 

was ; thread, : leather cover, : cement, : freight, 

: packing, : and hot press, . CX 21(C) The total labor cost 

to Worth Haiti for the sewing and cleaning of the finished polyurethane core 

softballs was F'F 159. Worth Haiti sold the finished softballs to 

Worth Tullahoma for per dozen. FP 161. The profit to Worth Haiti 

therefore was . F'F 162. After Worth Tullahoma purchased the finished 

softballs, it incurred the following additional costs per dozen units: duty, 

: freight, : cleaninq/gradinq, : packing materials, : 

packing labor, : stamping labor, . CX 21(C)  The total cost to 

Worth Tullahoma in 1984 for a dozen finished polyurethane core softballs was 

, which includes the profit to Worth Haiti. PF 163. 

For this reason I find that Lannom's domestic operations related to the 

manufacture, research, and development of the component parts for the 

production of a polyurethane core softball with a leather cover demonstrating 

the characteristics of a convention soEtball usable in official league play, 

and the distribution and sale of this same finished softball, constitute a 

domestic industry under S 337. 
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VI. Efficient and Economic Operation 

In order to prevail under 5 337, a complainant must establish that the 

relevant domestic industry is efficiently and economically operated, The 

guidelines set forth by the Commission to assess whether a complainant's 

domestic industry is efficiently and economically operated include: (1) use 

of modern equipment and manufacturing facilities; (2) investment in research 

and development; (3) profitability of the relevant product line; 

(4) substantial expenditures in advertising, promotion, and development of 

consumer goodwill; and (5)  effective quality control programs. x, Certain 

Methods for Extruding Plastic Tubing, Inv. No. 337-TA-110, 218 U.S.P.Q. 348 

(1982); Certain Coin Operated Audio Visual Games and Components Thereof, Inv. 

No. 337-TA-105, 216 U.S.P.Q. 1106 (1982): Certain Slide Fastener Stringers and 

Machines and Components ThereoE, Inv. No. 337-TA-85, 216 U.S.P.Q.,907 (1981) .  . 

The machinery and equipment used by,Lannom in the fabrication, packaging, 

and marketing of polyurethane core softballs are state of the art and valued 

c at approximately . FF 128, 134. The raw materials used for 

production of polyurethane cores are stored in large heated tanks, each of 

which contains an agitator to ensure the chemicals remain homogeneous. When 

production begins, the materials are pumped into the mixing chamber of a pour 

machine where an auger type mixer combines the two ingredients, isocyanate and 

p o l y o l ,  at high speed. FF 142. A timing mechanism meters the amount of 

isocyanate and poly01 entering the mixing chamber to mix the proper ratio of 

the ingredients. FF 143. Following thorough agitation, the mixture is 
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C 

C 

C 

C 

C 

C 

' C  

dispensed into the lower half of a two-piece spherical mold. 

the mold i s  then placed on the lower half .  The mold is spun to  coat the 

inter ior ,  clamped s h u t ,  and placed on a four-tiered rotating carousel 

The top half of  

developed by complainant spec i f i ca l ly  for use i n  molding polyurethane cores. 

The core is cured as it rotates i n  the carousel. FF 144 .  Employees p u l l  each 

polyurethane core and perform a quality inspection. ET 145 .  

Lannom's s ta te  of  the a r t  approach t o  molding polyurethane sof tba l l  cores 

is a result  of ongoing research and development designed to improve the 

quality and consistency of i ts  product. ET 13s. Complainant is  currently 

conducting research designed to expand the l ive l iness  levels  of polyurethane 

core sof tba l l s  to s a t i s f y  new market demands and to  develop a polyurethane 

core sof tba l l  which w i l l  reduce in jur ies  i n  y o u t h  softball leagues. E" 136. 

Lannom has increased i ts  share o f  the t o t a l  so f tba l l  market frola 

percent i n  1978 to  percent in 1983. FF 168. As complainant's percentage 

share of the to ta l  so f tba l l  market increased, so f tba l l  sa les  as a percentage 

share of Worth Sports to ta l  sales increased. FF 169. For example, i n  1978, 

so f tba l l  sa les  comprised percent of Worth Sports t o t a l  sales; i n  1 9 8 3 ,  

sof tba l l  sales comprised percent of Worth Sports t o t a l  sales.  ET 169. 

percent of the, so f tba l l s  now sold by Worth Sports are 

polyurethane core sof tba l l s  w i t h  leather covers. ET 127. For 1981, gross 

prof i t  on sof tba l l s  equalled , or percent o f  t o t a l  company gross 

prof i t :  for 1982, , or percent o f  t o t a l  company gross profit :  and 

for 1983, , or percent of t o t a l  company gross profit .  FF 171. 
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The advertising and promotional expenses of Worth Sports from 1978 through 

c 1983 demonstrate that it  has spent over for this  six-year period 

on promotional p r o d u c t s ,  shows, advertising, and catalogs i n  an e f for t  to s e l l  

the polyurethane sof tba l l .  FF 170 .  

A s  of 1983, polyurethane core sof tba l l s  constituted 3 8 . 4  percent of the 

t o t a l  sof tbal l  market i n  the United States.  FF 165. Lannom possesses the 

present capacity to f u l l y  s a t i s f y  current and future demand for polyurethane 

core sof tbal ls .  FF 154.  Spec i f i ca l ly ,  complainant now operates four of its 

s i x  injection molding machines i n  full time production of 1 2 - i n c h  plyurethane 

sof tba l l  cores and is able ,  w i t h i n  a short time span, to increase production 

by employing additional s h i f t s  to operate the injection molding machines or by 

converting i ts  f i f t h  and s i x t h  machines to production of 12-inch polyurethane 

sof tba l l  cores. FF 146-53,  176-78. 

For the foregoing reasons, I f i n d  that the domestic industry is 

e f f i c i e n t l y  and economically operated pursuant to the provisions of  S 337. 

VII. I n j u r y  

As a Einal element i n  a .S 337 act ion,  complainant must show that the 

respondents' u n f a i r  methods of competition and unfair acts  have the e f f e c t  or 

tendency to destroy or substantially injure the domestic industry .  19 U.S.C. 

§ 1337(a) .  Injury requires proof separate and independent from evidence of  an 

unfair ac t .  Complainant m u s t  establish a causal relationship between 

respondents' unfair acts  and the injury suffered as a result  of s u c h  ac t s .  
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Certain String Assemblies and Components Thereof and Methods of Their 

xanufactur?, Inv, NO. 337-TA-88, 216 U.S.P.Q. 225, 243 (1981). 

, There has been Substantial discussion by the Commission whether to include 

the importation and sale of allegedly infringinq products by respondents who, 

after the institution of an investigation, have settled with complainant. See 

certain Foam Earplugs, Notice of COmmiSSAOn Decision Not to Review, 
- 

Supplementary Information, Inv. No. 337-TA-184 (Jan. 22, 1985): Certain Bag 

Closure Clips, Notice of Commission Decision Not to Review, Supplementary 

Information, Inv. No. 337-TA-170 (Sept. 7, 1984) : Certain Trolley wheel 

Assemblies, views ot'thc Commission, Inv, NO. 337-TA-161, at 8-11 (Aug. 29, 

1984). On October 19, 1984, the administrative law judge issued an Initial 

Deterfininat ion which recommended that the Commission terminate this 

s 

*. 

investigation as to respondents Diamond Sports. Order No. 16. Lannom and 

Diamond Sports had entered into a settlement agreement that qranted respondent 

the exclusive r i g h t  and license to import, use, and sell throughout the United 

States polyurethane core softballs a s  set forth in claims 3 through 15 o f  the 

'235 patent. Lannom retained the riqht to manufacture and sell softballs in 

the United States under its trade name. Id., at 1-2. Notice of the 

Commission's decision not to review this initial determination' was published 

- 
in the Federal Register on November 28, 1984. 19 Fed. Reg. 46,819. Pursuant 

to 19 C.F.R. 5 210.51(b) ( 7 1 ,  an order of termination based upon a licensing 

agreement shall not constitute a determination as to violation of 5 337. 

The Commission's recent decision in Trolley Wheel Assemblies overruled the 

administrative law j,udqe's determination not to include importations by a 
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settled respondent i n  an assessment,of injury because such an inclusion would 

be inconsistent w i t h  the Consent Order Agreement entered into by the parties.  

Certain Trolley wheel Assemblies, Views of the Commission, I n v .  

NO. 3 3 7 - T A - 1 6 1 ,  a t  7 ,  8 (Aug. 29, 19841 :  see i d . ,  I n i t i a l  Determination, 61-62  

(Hay 3 1 ,  l984) .  The Commission reviewed i ts  ear l ie r  '*ision i n  Certain Food 

S l i c e r s ,  Inv.  No. 337-TA-76,  and stated that consideration of  a sett led 

respondent's imports may be appropriate depending upon the facts  presented. 

Certain TCOlLey Wheol Assemblies, Views o f  the Commission, Inv. No. 

337-TA-LS1, a t  9-10 [Auq, 29 ,  1984) , citinq.'Certain Food S l i c e r s ,  USXTC Pub. 

1159, a t  19 (June 1 9 8 1 ) ;  'The Commission speci f ica l ly  noted it.s disagreement, . -  

however, w i t h  the premise se t  Eorth i n  Certain Heavy Duty Staple Gun Tackers, 

. a .  

- 
fnv.  NO. 337-TA-137, that the imports o f  set t led respondents are relevant i n  

every instance. E, a t  LO. 

The Commission i n  Trolley Wheel Assemblies concluded that consideration of 

the imprtrt ion by the set t led respondent was appropriate because 

( 1 )  virtually a l l  the L n f r i n q i n q  imports came from the set t led respondent and 

( 2 )  the set t led respondent was the i.mporter, not the or iginal  source, of the 

i n f r i n g i n g  imports and the settlement agreement d i d  not e f f e c t  or limit the 

original source. Certain Trolley Wheel Assemblies, Views of the Commission, 

Inv. No. 337-TA-161, a t  10. The supplementary information provided by the 

Commission i n  i ts decisions not to review the i n i t i a l  determinations in - Foam 

Earpluqs and Bag Closure C l i p s  goes beyond i ts  determination i n  Trolley Wheel 

Assemblies. The Commission noted in those cases t h a t  before the imports of 

I 
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sett led respondents,could be considered, there must be a f i n d i n g  of an unfair  

a c t  w i t h  respect to the a r t i c l e s  imported. Because the statements of the 

commission i n  Foam Earplugs and Bag Closure Clips are provided as-  

"supplementaty  information" and are not meant to a l ter  the basic premise of 

the Cornmission's decisions i n  Food S l i cers  and Ttollcy Wheel Assemblies, these 

two cases w i l l  be i n t e r p c e t e d  t o  be consistent w i t h  Trolley Wheel Assemblies. 
.-*. .. 

A respondent might  be re luc tant  to enter settlement or consent order 

agreements pursuant to 19 C . F . R .  5 5  210.51(b) and (c)  i f  l a t e r ,  a f ter  a 

hearing i n  the investigation a t  w h i c h  respondent was not represented, the 

Commission determineb that: thk importation of certain a r t i c l e s  by the. se t t l ed  

respondent constituted an unfait method of competition. 
= 

Rule; 21O.Sl(b) and - 
t 

(c )  provide t h a t  orders based upon such agreements shal l  not constitute a 

determination as to violation of  5 337. A tinding that respondent had 

committed an unEair act,  together w i t h  a'finding t h a t  such impottr injure the 

domestic industry, constitutes in e f f e c t  a conclusion that the set t led 

respondent violated 5 337. Such a conclusion i s  a n t i t h e t i c a l  t o  the 

Commission's purpose to a f f e c t  amicable settlements between the parties and 

m i g h t  lead to  unintended legal consequences i n  other forums. The 

determination as to whether an unfair act  exis ts  should be directed to the 

original source of the imports i f  that foucce is not limited by the agreement 

between complainant and the sett led respondent. Therefore, introduction o f  a 

sett led respondent's importations provides secondary evidence as to the e f t e c t  

or tendency of the unfair acts committed by the original  source to injure the 

domestic industry. 

I 
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Diamond Sports is now a licensee of Lannom. The activities of Diamond 

Sports at this time no longer allegedly injure the domestic industry as 

defined under 5 337. According to the evidence, Diamond Sports imports 

virtually all of the allegedly infringing products relevant to this 

investigation but is not the original source for these imports. FP 196-97, 

203. Diamond Sports obtains all of its completed polyurethane core softballs 

from respondent Tusa. FF 204. Tusa purchases the polyurethane cores for its 

softballs from respondent Success Chemicals, FF 220. Respondents Keith 

Kleppe 6 Associates, Team West, George Tyler Enterprises, B.O. Mickelson 6 

Associates, Dan Spika 6 Associates, Metts-Rupp, Dave Middleton 6 Associates, 

and Paul Shaughnessy h Associates, act as manufacturer representatives from 

which Diamond Sports products may be purchased. FF 220. For the following 

reasons, I find that an assessment of the importation and sale of allegedly 

infringing polyurethane core softballs with leather covers by settled 

respondent Diamond Sports is not relevant to a determination of injury in this 

investigation as to any of the remaining respondents. 

Two companies in Taiwan produce polyurethane cores for balls. FF 219. 

One of these companies, Success Chemicals, is a respondent in this 

c investigation. 

C 

C 

C 

,c 
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C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

* c  

C 

C 

C 

C 

C 

Tusa, located i n  Kaohsiung, Taiwan, has a f a c i l i t y  approximately 

square feet i n  s ize  and i s  engaged i n  the business of adhering and 

s t i t c h i n g  leather covers to polyurethane cores t o  produce finished sof tbal ls .  

FF 207-208. 
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C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

The respondent manufacturing representatives handle the DIAMOND baseball 

and softball on an exclusive basis. Hardy, Tr. 257; see FF 200. Diamond 

Sports has an oral agreement with each manufacturing representative as to 

commissions and terms for dismissal. Id. Each representative works in a set  

geographical area and solicits business for Diamond Sports' products. FF 200; 

Hardy, Tr. 258. The respondent manufacturing representatives only carry 

samples of polyurethane core softbaLls and have no inventory. 

258. These respondents do not distribute or ship softballs sold by Diamond 

Sports, or have any responsibilities other than soliciting sales for Diamond 

- 

- 

Hardy, Tr. 
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swr ts. Id. Diamond Sports’ manufacturing representatives have never 

distributed polyurethane core softballs for any other company that imports 

such balls into the United States. - Id., at 258-59. For the above reasonsr 

complainant moved to terminate these respondent manufacturing representatives 

“in view of the fact that the only unfair acts alleged against these 

manufacturers’ reps pertain to their agency relationship to Diamond and since 

Diamond has been terminated as a Respondent . . . .. Counsel for Complainant, 

Tr. 259. 

According to Paragraph I11 of the Settlement Agreement entered into 

C between Diamond Sports and Lannom, 

C 

C 

C It is clear that the acts of- 

the respondent manufacturing representatives ace limited to soliciting sales 

for Diamond Sports. These respondents fall within the provisions of Parrrgraph 

I11 of the Settlement Agreement as sublicensees.of Diamond Sports who are 

necessary to effectuate the manufacture, saler and.distribution of its 

polyurethane core softballs. Diamond Sports is not in any way associated with 

the other remaining respondents or non-respondents involved in this 

investigation. FF 204. 
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C 

C Moreover, complainant has 

stated that it no longer considers sales by respondents TuSa, Success 

Chemicals, and Complete Merchants to Diamond Sports as constituting unfair 

acts. Prehearing Conf. Tr. 12-13. Therefore, Eacts concerning the 

importations by Diamond Sports of allegedly infringing articles should not be 

considered in determining the effect or tendency of unfair acts to injure the 

domestic industry. 

For this reason, the administrative law judge has decided not to include 

specific evidence as to the importations by settled respondent Diamond Sports 

in an assessment of injury.- 24/  The administrative law judge will refer, 

however, to the activities of Diamond Sports when they provide general 

evidence important as a whole to the determination of injury in this 

investigation. 

& 

A.  Substantial Injury 

Several factors are relevant to a determination of substantial injury to a 

domestic industry, including, but not limited to: (1) declining sales: 

- 24/ The facts of Diamond Sports' importations, however, are clearly apparent 
in this opinion and the accompanying findings of fact. In summary, Diamond 

(Footnote continued to page 80) 
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(2) los t  customers: ( 3 )  decreased employment: and (4) decreased production and 

proEitability.  

(1984); Certain D r i l l  Point Screws €or Drywall Construction, Inv .  NO. 

337-TA-115 (1983): Spring Assemblies, supra, 216 U.S.P.Q. a t  242-45. While 

the Commission requires that a causal nexus be established between the alleged 

E . 3 . ,  Certain Vertical  M i l l i n g  Machines, Inv. NO. 337-TA-133 

injury and the unfair ac t  i n  the importation of a product, the Commission a l s o  . 

recognizes that "[ulnder patent law, a patent is a lawful monopoly, and the 

Owner of a valid patent is  entit led to  100 percent of the domestic market €or 

the product covered by the patent. T h u s ,  a l l  sales of  infringing a r t i c l e s  

covered by a patent r ightfully belong only to t h e  patentee." Spring 

Assemblies, supra, 216 U.S.P.Q. a t  243. 

tannom has not experienced a decline i n  i t s  sales  o f  polyurethane core 

sof tbal ls  w i t h  leather covers. Lannom over the l a s t  four years has steadily - 

increased i ts  sa le  of polyurethane core sof tbal ls .  ET 174 .  I n  a tcn-month 

c period from July 1 ,  1983, through April 27, 1984, Lannan sold dozen 

c polyurethane core s o f t b a l l s ,  c lose to dozen more than it s o l d  during 

the twelve months o f  July  1 ,  1982, through June 17, 1983. FF 174. I n  

comparison, Diamond Sports, t h e  sole importer of  any significance of  allegedly 

(Footnote continued from page 79) 
c Sports began importing polyurethane sof tba l l s  to the United States 
C FF 203. By October 1984, it sold dozen and 
c had dozen i n  inventory. ET 196-97. The t o t a l  importations up to that  
c time were dozen. FF 231. 
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C i n f r i n g i n g  polyurethane core s o f t b a l l s ,  from u n t i l  October 1984 

C sold dozen polyurethane core s o f t b a l l s  i n  the United States and 

C maintained an inventory of dozen. FF 196-97. Complainant's argument 

t h a t  additional evidence of  los t  sa les  would have been found i f  respondents 

Complete Merchants, Regent Spor ts ,  Success Chemicals, and Tusa participated i n  

discovery i s  unpersuasive. Complainant is i n  a position to  know whether it 

has los t  Sales or customers to these respondents. Mr. Heald, President o f  

worth Sports, t e s t i f i e d  that he is not aware of  any l o s t  sa les  of polyurethane 

core sof tbal ls  to any company other than Diamond Sports .  FF 193. Mr. Heald 

was aware that Worth Sports had los t  sa les  because of  the gaining popularity 

of the surlyn core sof tba l l  sold by Dudley and the introduction of  a new 

plas t i c  core sof tba l l  sold by deBeer. FF 194-95. 

Lannom has identified a number of establishments that it allegedly l o s t  as 

customers because of  the purchase of so f tba l l s  from Diamond Sports. FF 191. 

The record is uncertain as to the precise type of s o f t b a l l  each of the lost 

customers purchased from Lannom and the sof tba l l  they subsequently purchased 

from Diamond Sports.- 25' 

the number of los t  customers or the volume of business l o s t  would represent a 

substantial injury to the domestic industry because there is no re lat ive  

The record is a lso  incomplete as to whether either 

comparison made to the t o t a l  number of  complainant's customers or the t o t a l  

- 25/ Lannom makes cork, surlyn, and p l y c o r e  sof tba l l s  and Diamond Sports  makes 
cork and p lycore  sof tbal ls .  FF 1 8 ,  40 -42 ,  198-99; Cx 24; Sx 88. 
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number of softballs sold. 

Appeal No. 84-1261. 

be less in d patent-based investigation than in one where the holder of rights 

See Textron, Inc. v.  U.S. Int'l Trade Comm'n, 

The quantum of proof to establish substantial injury may 

is not entitled to entirely exclude competitors from use, but even in 

patent-based investigations "the domestic industry must normally establish 

that the infringer holds or threatens to hold, a significant share of the 

domestic market . . . or has made a significant amount o f  sales of the 

articles." 2, at 20. Lannom has not identified for the record any 

customers lost because of sales made by any company other than Diamond 

Sports. FF 193. 

There is no evidence in the record of decreased employment in the domestic 

industry because of the activities associated with respondents and 

non-respondent competitors. 

Complainant has not suffered decreased productivity or profitability 

because of the activities associated with respondents and other competitors. 

C Gross profits for Lannom's polyurethane core softballs have because 

c the average selling price per unit per order has FP 172. 

Mr. Dale, general manager of the Worth Ball Division of Lannom, testified that 

c this in gross profits may be explained by the fact that the 

C 

C FF 172. 

C 

SX 88. Also,  
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the fact that complainant has demonstrated it has sufficient present capacity 

to meet the projected growing market demand for polyurethane core softballs 

(TF 1541 does not dimonstrate that there is an underutilization of the 

domestic industry. The capacity is based upon additional shifts or alteration 

of equipment. FF 146-53, 176-78. 

For the Coregoing reasons, I find that the effect of the importation and 

sale o€ allcqedly intrinqinq polyurethane core softballs with leather covers 

does not substantially injure the domestic industry. 

. = .  

8. Tendency to SubStHntially Injure 

When an assessment of the market in the presence of the accused imported . 
product demonstrates relevant conditions or circumstances from which probable 

future injury can be inferred, a tendency to substantially injure the domestic 

industry has been shown. Certain Combination Locks, Recommended 

Determination, fnv. No. 337-TA-47, at 24 (1979). Relevant cbnditions or 

circumstances may include foreiqn cost advantage and production capacity, 

ability of the imported product to undersell complainant's product, or 

substantial manufactdring capacity combined with the intention, to penetrate 

the United States marlret. 

No. 337-TA-110, U.S.P.Q. 348 (1982): Reclosable Plastic Bags, fnv. No. 

337-TA-22 (19771: Panty Hose, Tariff Comm'n Pub. No. 471 (1972). The 

leqirlative history of Z 337 indicates that "twlhere unfair methods and acts 

Certain Methods €or Extruding Plastic Tubing, fnv. 

have resulted in conceivable loss O C  sales, a tendency to substantially injure 

I 
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such i n d u s t r y  has been established." H.R. Rep. 93-571, 93 Cong., 1s t  Sess. 78 

(1973), c i t i n g  In re Von Clemm, 108 U . S . P . Q .  371  (C.C.P.A. 1955) :  see a l so  

Bally/Midway Mfg. Co. v. U.S. I n t ' l  Trade Comm'n, 219 U.S.P.Q. 97,  102 (Fed. 

c i r .  1983) .  

(1) Foreign Cost Advantage. 

Complainant's 1985 catalog price l i s t  of fers  polyurethane core 

sof tba l l s  w i t h  a top grade leather cover as follows: (1) 1-50 dozen, $49.32 

to $49.92 per dozen: (2) 51-95 dozen, $45.12 to  $45.72 per dozen; ( 3 )  96-299 

dozen, $44.28 to  $44.68 p e r  dozen: and ( 4 )  300 dozen and up, S42.24 t o  $42.84 

per dozen. SX 88. By comparison, Diamond Sports o f fers  similar quality 

polyurethane core s o f t b a l l s  for its 1985 Early Order Program a t  lover price 

C levels :  (1) 1-99 dozen, per dozen: ( 2 )  200-399 dozen, pcr 

C dozen: ( 3 )  400-599 dozen, per dozen: and ( 4 )  600-999 dozen,. pcr 

dozen. FF 202. Price l i s t s ,  however, do not necessarily demonstrate cost 

advantages i n  the foreign production of an a r t i c l e  vis-a-vis the domestic 

production of the same or similar ar t ic le . -  26/ 

The 1984 accounting cost  to Worth Tullahoma to purchase from Worth Haiti  a 

C dozen completed polyurethane core sof tba l l s  was . FF 161. Diamond 

Sports imports to  the United States polyurethane core sof tba l l s  purchased i n  

- 26/ Complainant has not reduced i t s  prices to meet the prices s e t  by Diamond 
Sports 
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C 

C 

C 

Taiwan from Tusa for per dozen. FF 210. The t o t a l  1984 labor and 

material cost to Worth Haiti to produce a dozen completed polyurethane core 

sof tba l l s ,  however, was . FP 160. Therefore, the t o t a l  prof i t  i n  1984 

i n c l u d i n g  overhead accrued by Worth Haiti i n  i t s  sa le  of these sof tba l l s  to  

Worth Tullahoma Was . FF 162. Worth Hait i  has recognized a prof i t  o f  

for 1983, for 1982, for 1981, and for 1980. FF 1 6 2 .  

Mr. Dale, general manager of the Worth B a l l  Division, explained these wide 

variations i n  prof i t  as a result  of 

. FF 164. 

Cx 21(C).  I t  is therefore apparent 

from the record that the price paid by complainant to Worth Haiti i s .heavi ly  

C affected by the degree to 

C 

C . 
The cost  t o  Diamond Sports to  purchase a polyurethane core sof tba l l  in 

C Taiwan of per dozen presupposes that the Taiwanese manufacturers set 

their  prices based upon cost plus a prof i t  margin. T h i s  price should be 

compared to the cost  to  Worth Tullahoma to purchase sof tba l l s  from Worth Haiti  

C absent the to Worth Haiti .  The cost  of labor 

C and materials to Worth Haiti only amounts to per dozen. S t i l l ,  the 

difference between Diamond Sports' purchase price and Worth Haiti 's  t o t a l  

c cos t ,  demonstrates that 
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there exis ts  to Some degree a foreign cost  advantage should a Taiwanese 

manufacturer of polyurethane core sof tba l l s  w i t h  leather covers s e l l  direct ly  

to the U n i t e d  States.  See a lso  Opn., a t  88-91. The exact magnitude of  that 

cost  advantage, however, is  unknown but  appears small. The administrative law 

judge f i n d s ,  therefore, that there is  a foreign cost  advantage i n  the 

production of a completed polyurethane core s o f t b a l l ,  though not as 

signif icant as alleged by complainant. 

( 2 )  Foreign Production Capacity. 

The foreign capacity for the production of  polyurethane core 

sof tba l l s  w i t h  leather covers appears on the surface to  be enormous but  is 

actually limited by a number of factors.  

The to ta l  production i n  Taiwan €or polyurethane core baseballs and 

c sof tba l l s  exceeds dozen a month,  or dozen polyurethane core 

bal ls  a year. FF 239. Host of the ba l l s  produced w i t h  a polyurethane core 

are baseballs,  however, and while s t i t c h i n g  f a c i l i t i e s  are f l ex ib le  enough i n  

Taiwan to  s w i t c h  t o  sof tba l l s  (FF 2 3 9 )  , to do so makes the untenable 

assumption that these firms would stop t o t a l  production of  baseballs. 

Companies or individuals a lso  may s o l i c i t  orders i n  the United States but may 

not as yet be i n  the business or may never go into business i f  they do not 

c receive substantial orders. 
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C The appearance of a multitude 

of companies soliciting completed polyurethane core soetballs from Taiuan is 

therefore not truly representative of the number of companies actually in the 

business . 
A number of Taiwanese manufacturers of completed polyurethane core 

softballs with leather covers have been named during this investigation. 

FF 251-58, 260-67. These companies are responsible only for adhering and 

stitching covers to polyurethane cores to make a finished softball. 

FF 251-58, 260-67. Only two companies in Taiwan, Success Chemicals and 

Mansui, produce polyurethane cores. FF 219. This fact immediately limits the 

potential size of the foreign production capacity no matter how many companies 

exist uhich attach covers to cores. 

Secondary evidence indicates that Success Chemicals has the capacity to 

produce 120,000 dozen polyurethane cores a year. FF 223, 234. Less reliable 

hearsay evidence indicates that Mansui, which was never made a respondent to 

this investigation, has the capacity to produce 200,000 dozen polyurethane 

C cores a year*- 27' FF 234. 

- 27/ The evidence reqarding Mansui's production capacity is particularly 
unreliable. No witness has testified to observing that it has an automated 
pour machine and is in full production of polycores which are shipped to the 
United States. Only one or possibly two ball cores, identified as Mansui 
cores, have been shown in use in this country. Various smaller non-respondent 
companies are said to be selling polycore softballs in the United States, but 

(Footnote continued to page 881 
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C 

C 

C 

C 

C 

C 

C 

C 

C 

Opn., a t  75-79, 

The polyurethane cores produced by Mansui are noticeably inferior t o  those 

produced by Success Chemicals or Complainant. 

inferior Mansui core does not infringe the ' 2 9 5  patent because it is unusable 

for o f f i c i a l  league play. Opn., a t  56-59. As such, leather covered sof tba l l s  

u t i l i z i n g  the Mansui polyurethane core do not compete w i t h  complainant's 

polyurethane core sof tbal ls .  . 

The 

For the above reasons, the foreign production capacity available does not 

have the tendency to injure substantially the domestic industry. 

(Footnote continued from page 87)  
c no re l iab le  evidence of the sales  of  s u c h  ba l l s  has been produced. 
C 
C 
C 

T h i s  hearsay is not given m u c h ,  i f  any, weight i n  the absence o f  any proof o f  
s ignif icant sales i n  the United States of so f tba l l s  w i t h  Mansui cores. If  
Mansui does not have an automated pour machine its production capacity would 
be very limited. See a lso  Opn., a t  56-59. 
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(31 Ability to Undersell. 

A number of companies other then Diamond Sports have had polyurethane 

core softballs produced in Taiwan for the purpose of importation to and sale 

in the United States. FF 241, 269. There is insufficient evidence to 

conclude, however, that these companies undersell complainant's softballs. 

C Coast Marketing, a catalog-type companyj that it 

sold polyurethane core softballs with leather covers for 832.50 per dozen. 

FF 268. 

phone order, a large part of the difference in price between its softballs and 

the softballs sold by Lannom or Diamond Sports appears due to its lower 

overhead by reason of its different method of distribution. It also sells a 

lower quality b a l l .  Opn., at 89. The evidence suggests that the market for 

Because Coast Marketing sells directly to retaiiers through mail or 

softballs is price conscious. FF 43-45. It would therefore f o l l y  that if 

one company sells softballs at significantly lower prices, it would be able to 

capture a major proportion of the market should the other companies fail to 

follow suit. 

complainant i n  order to take advantage of this market characteristic. Coast 

Marketing offers softballs at a price level dramatically lower than both 

Lannom and Diamond Sports. Coast Marketing has failed, however, to have any 

impact on the market for softballs even though it has been selling leather 

covered polyurethane core softballs produced in Taiwan for a year and a half 

to two years longer than Diamond Sports. PF 269. 

Diamond Sports offered softballs below the price quoted by 
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For example, Coast Marketing's impact on the polyurethane core sof tba l l  

market is so insignif icant that Mr. Dale, general manager.for the Worth B a l l  

Division, had not seen a Coast Marketing sof tba l l  u n t i l  two weeks prior to  the 

hearing i n  t h i s  investigation. 

the Coast Marketing sof tba l l  does not appear to  be a top grade ball .  Hardy, 

TK. 417. I t  is probably made w i t h  a Mansui core and therefore has unreliable 

f l i g h t  character is t ics  making it  unusable for league play. Opn., a t  56-59. 

It also has an inferior leather cover. CPX 11. The example o f  a Coast 

Marketing polyurethane core s o f t b a l l  on record therefore demonstrates that 

this company's s o f t b a l l  does not compete w i t h  the domestic industry a t  issue 

i n  this investigation. As s u c h ,  the evidence that Coast Marketing s e l l s  a 

polyurethane core s o f t b a l l  for $32.50 is irrelevant to  a determination of 

whether there is a tendency to substantial ly injure the domestic industry. 

Dale, Tr. 600. Mr. Hardy a l so  t e s t i f i e d  that 

There are a number o f  Taiwanese firms that have offered t o  s e l l  wholesale 

polyurethane core sof tba l l s  w i t h  leather covers. ET 246,  257, 259, 262. 

Respondent Complete Merchants has o f  feted polyurethane core sof tba l l s  a t  

S22.92 per dozen, F.O.B. Taiwan (though there is some evidence t o  suggest that 

Complete Merchants has i n  the past offered t o  s e l l  s o f t b a l l s  for as low as 

C per dozen). ET 246, 248-49. Morrison Enterprises has offered "SOLID 

PU CORE" softbal ls  w i t h  a water proof leather cover for 526.20 per dozen, 

P.O.B. Taiwan. 

chrome tanned leather covers for $21.50, F.O.B. Taiwan, w i t h  a minimum 

purchase o f  500 dozen. FF 262. 

ET 259. Tayang has offered polyurethane core sof tba l l s  w i t h  
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The t o t a l  labor and material cost  to Worth Haiti to produce a dozen 

C 

C 

C 

C 

C 

C 
C 

completed polyurethane core sof tba l l s  i n  1984 was . FF 160. Worth 

Tullahoma purchases from Worth H a i t i  a dozen polyurethane core s o f t b a l l s  for 

, but t h i s  price is 

. a .  two associated companies. FF 161 ;  Opn., a t  

84-85. Minus prof i ts  to Worth H a i t i ,  complainant would be able to  purchase 

sof tbal ls  i n  1984 for $22 .95 ,  a price lower than the price charged by Morrison 

Enterprises,  equivalent to that o f  Complete Merchants, and higher t h a n  that of 

Tayang.- **’ The s o l i c i t a t i o n s ,  however, are probably lower than the pr ice  to  

Worth Tullahoma ( 

29/ 1.- 

Nevertheless, the administrative law judge f i n d s  that there is  substantial 

doubt whether these so l i c i ta t ions  represent genuine o f fers  t o  produce top 

quality bal ls  at the stated price. 

- 28/ We do not know if  these so l i c i ta t ions  represent persons actually i n  the 
business, or seeking to secure a large enough order to permit entry into the 
business. Hardy, Tr. 372. Mr. Hardy has tes t i f i ed  that h e  also has been 
sol ic i ted to purchase a t  about per dozen, b u t  yet entered into an 
agreement to  purchase from Tusa a t  per dozen. 

- 29/ A n  additional charge o f  51.84 was incurred by complainant i n  1984 i n  
transporting the completed polyurethane core sof tba l l s  t o  the United States  
and preparing the f i n i s h e d  product. FF 161, 1 6 3 ;  Cx 21(C) .  T h i s  additional 
cost  included d u t y ,  f re ight ,  cleaning/grading, packing materials and labor, 
and stamping labor, but there is no evidence of  record that a person 
purchasing sof tba l l s  from Taiwan would not incur some i E  not a l l  of these same 
costs.  CX 2 1 ( C ) .  For example, Complete Merchants charges an extra 80.60 per 
dozen sof tba l l s  for individually designed boxes for the sof tba l l s .  FF 248. 
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C Therefore, there is insufficient evidence to conclude that, 

C foreign manufacturers of polyurethane cores with leather covers have the 

ability to undersell complainant. 

(4) Manufacturing Capacity and Intention to Penetrate Market. 

The evidence demonstrates that there is a substantial capadity to 

assemble polycore softballs combined with an intention to penetrate the United 

States market. The capacity to manufacture polyurethane' cores# however, 

severely limits the ability of companies other than Diamond Sports to 

penetrate the market. 

The following Taiwanese companies currently stitch leather covers to 

C polyurethane cores: (I) SakUKai, dozen per month (PP 26018 (2) 

C Tayang, no estimate as to capacity (FF 263); ( 3 )  Well-Sun, dozen per 

C month IFF 267):  (4) Tusa, dozen per month 

C (FF 208): ( 5 )  Cortins,- dozen per month (PF 251) ;  30/ 

C (6)  dozen per month (FF 2 5 5 ) :  and (7 )  dozen 

per month (FF 2 5 8 ) .  The tollowing non-respondent companies also have an 

unknown quantity of polyurethane softballs produced in Taiwan for sale in the 

United States or are making arrangements for manufacture in Taiwan and 

' .  

- 30/ Mr. Heald has testified that Cortina has stated it would not ship polycore 
balls to the United States until the patent situation has been resqlved. SX 
I, at 74-75. 
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C 
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shipment to the United States :  (1) (FF 241 ,  2 5 6 ) ;  ( 2 )  Baden (FP 2 4 1 ,  

256 ,  2 6 6 ) ;  (3 )  (FF 2 7 3 ) ;  ( 4 )  (FF 2 4 1 ) :  (5) ( PF 

241 ,  2 6 7 ) ;  ( 6 )  (FF 2 4 1 ) ;  (7) (FF 2 4 1 ) ;  and (8) (FF 2 4 1 ) .  The 

evidence of  vhether s u c h  companies have actually imported and, i f  so, the 

quantity of  such imports, is extremely sketchy and unreliable and has not been 

confirmed by evidence of sa les  i n  the United.States. I n  any 

event, the above companies would be severely limited i n  the extent to w h i c h  

t h e y  can exploit the market for polyurethane core sof tba l l s  w i t h  leather 

covers by the fact  that only two Taiwanese companies produce a polyurethane 

core ,  Success Chemicals and Mansui, and that only one of  these companies, 

Success Chemicals, produces a polyurethane core w h i c h  competes w i t h  t h e  cotes 

manufactured by complainant. Qpn., a t  56-62. Success Chemicals 

- See Sx 1 ,  a t  63.  

Opn., a t  74-79. 

Therefore, there currently ex is t s  a substantial capacity to assemble 

sof tba l l s  i n  Taiwan and an intention to penetrate the United States market. 

Notwithstanding these intentions, there has been no penetration of  the United 

States market for polyurethane core sof tba l l s  w i t h  leather covers usable i n  

o f f i c i a l  league play by companies other than Diamond Sports,  and there is no 

indication of any capabil i ty to do so apart from Diamond Sports. 

The intention to  penetrate the United States market may generate 

suf f i c ient  interest  by one of  the remaining respondents or non-respondent 
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competitors to create a polyurethane core s o f t b a l l  w i t h  a leather cover usable 

i n  o f f i c i a l  league play. Either the Commission investigative attorney or 

complainant have argued that:  (1) South Korea, the Philippines, Indonesia, 

Thailand, and Mainland C h i n a  a l l  have the potential  to produce polyurethane 

c core sof tba l l s ;  (2 )  South Korea has w h i c h  could make the 

transition into production of  polyurethane cote s o f t b a l l s ;  ( 3 )  pour machines 

for production of polyurethane cores are available from Germany or Japan w i t h  

a two or three month lead time for o n l y  $30 ,000;  ( 4 )  companies which are 

presently se l l ing sof tba l l s  could begin to  market polyurethane core s o f t b a l l s  

from Taiwan through their  existing market channels. These argument,s are all 

rejected as being theoret ical ,  not factual. Hypotheticals are not factual 

bases upon which to make a determination of whether a tendency to 

substantially injure exis ts .  

& 

For t h e  Eoreqoing reasons, I f i n d  that there is insufficient evidence to 

suggest that a tendency to substantial ly injure the domestic industry exis ts .  
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FINDINGS OF FACT 

I .  J u r i s d i c t i o n  

1. The U.S. I n t e r n a t i o n a l  Trade Commission pursuant t o  S 337 o f  the 

T a r i f f  Act of 1930 ,  as amended, h a s . j u r i s d i c t i o n  over the s u b j e c t  matter of  

this i n v e s t i g a t i o n  because the a l l e g e d  u n f a i r  acts- and unfair  methods of  

* 

competition involve  importations o f  certain s o f t b a l l s  and polyurethane cores 

therefor into the United S t a t e s .  Notice o f  I n v e s t i g a t i o n ,  49 Pad. Reg. 2 0 , 0 7 6  

(May 1 1 ,  1 9 8 4 ) .  

. .. 
. - .  

XI. The Par t ies  

A .  Complainant and f n t e r 9 s t e d  Persons.  

2. Lannom Manufacturing Company, Inc., (Lannom) is a corporation 

organized and e x i s t i n g  under the laws of  Tennessee w i t h  i ts  p r i n c i p a l  p l a c e  o f  

b u s i n e s s  l o c a t e d  a t  Tullahoma, Tennessee 37388. Worth S p o r t s  Co. and Lannom 

Tannery are  two d i v i s i o n s  o f  Lannom. 

(Apr. 3 ,  1 9 8 4 ) .  

Complaint,  Docket'No. 1042 ,  a t  3 

3 .  Worth S p o r t s  Co., a d i v i s i o n  o f  Lannom, i s  r e s p o n s i b l e  for 

developing,  manufacturing, producing,  a d v e r t i s i n g ,  and marketing s p o r t i n g  

goods, including s o f t b a l l s ,  i n  the United S t a t e s .  Complaint,  Docket No. 1 0 4 2 ,  

a t  3 (Apr. 3 ,  1984)  

4 .  Lannom Tannery, a s u b s i d i a r y  of Lannom, produces leather for 

covering s o f t b a l l  products.  Complaint,  Docket No. 1 0 4 2 ,  a t  3 (Apt. 3 ,  19841. 
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B. Respondents. 

5. Respondent Success Chemicals Co., L t d . ,  located a t  Room 403,  San 

C h i n  Bldg.  31-1, Sec. 2 ,  S h i n  Sheng North Rd., Taipei C i t y ,  Taiwan, 

C manufactures polyurethane sof tba l l  cores. ; FF 118 ,  219-23. 

6. Respondent Complete Merchants Corporation, located a t  9 t h  Floor,  

No. 319 Chung-Hsiao East Rd., Sec. 4 ,  Taipei C i t y ,  Taiwan, has offered to  s e l l  

polyurethane core sof tba l l s  w i t h  leather covers. Hardy, Tr. 315;  PF 246-50. 

7. Respondent Tusa, Inc., located a t  Kaohsiung, Taiwan, Republ ic  o f  

China, adheres and s t i t ches  covers, including leather covers, to  polyurethane 

cores to  manufacture finished polyurethane core softballs.  Order No. 8 

( July  27, 1984) :  FF 204-08. 

8. Respondent Regent Sports Company, located a t  Hauppauge, New York 

11787, manufactures polyurethane core sof tbal ls .  CPX 1-2: FF 120-21, 270-72. 

9. Respondent Keith Kleppe b Associates, located a t  23063 La Cadena, 

Laguna Hills, CA 92653, is a manufacturer representative for the sale of 

products produced by Diamond Sports. CX 26-27; FF 200. 

10.  Respondent Team West, located a t  P.O. Box 62,  Redmond, WA 

98052, was a manufacturer representative for the sa le  of products produced by 

Diamond Sports. CX 26-27: TF 200. 

11. Respondent George Tyler Enterprises,  located a t  5650 Syracuse 

Circ le ,  Suite 122, Englewood, CO 80111, is a manufacturer representative for 

the sa le  of products produced by Diamond Sports. CX 26-27: FF 200. 

12. Respondent B.O. Mickelson 6 Associates (now known a t  The 

Mickelson Group), located a t  455  W. Jackson, Suite 2 0 5 ,  Naperville, IL 60540, 

is a manufacturer representative for the sale  of products produced by Diamond 

SpottS.  CX 26-27; FP 200. 
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13.  Respondent Da.n Spi4a  6 A s s o c i a t e s ,  l o c a t e d  a t  1121 Dallas Drlve, 

Sui te  5 ,  Denton, TX 76201, i s  a manufacturer r e p r e s e n t a t i v e  for the riare O f  

products produced by Diamond Sports.  CX 26-27: PF 200. 

1 4 .  Respondent Xet t s -Rupp,  Inc., 4901-05 D i s t r i b u t i o n  D r i v e ,  Tampa, 

FL 33605,  is a manufacturer r e p r e s e n t a t i v e  for the sale of products  produced 

by Diamond S p o r t s ,  CX 26-27: FF 200. 

I S .  Respondent Dave Middleton 6 A s s o c i a t e s ,  l o c a t e d  a t  P.O. Box 473, 

Wil lov  Grove,  PA 1 9 0 9 0 ,  is a manufacturer r e p r e s e n t a t i v e  for the S a l e  o f  

products produced by Diamond S p o r t s .  CX 26-27: FF 200. 

16. Rqspondent ,,Paul Shauqhnas'sy L A s s o c i a t e a ,  l o c a t e d  a t  36 Grove .. 8..  . 
C i r c l e ,  B r a i n t r e e ,  )3A'  02184,  is a manufacturer r e p r e s e n t a t i v e  for the sale of 

5 
products produced By Diamond S p o r t s ,  CX 26-27: FF 200. - 

1 
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111. Product i n  Issue 

17. The product i n  issue is a polyurethane core softball  w i t h  a 

leather stitched cover purportedly covered by claims 3, 4, and 5 of the '295 

patent. PP 47-43. 

18. Complainant manufactures and s e l l s  16 'different variet ies  of a 
5.. 

polyurethane core softball  w i t h  a leather cover. The model designation9 of  

those balls are :  PX-1; PX-1D: PX-1XX: PX-2; RF-80; PX-2D1 PX-3: PX-4: PX-St  

PX-11: Px-16: PX-14: CSX-16: CSX-16Y8 PX-1-81 PX-11-8. Dale, Tr. 640. 

19. Complainant's polyurrthrne core roftballr hrve k e n  ~pptoved for 

o f f i c i a l  league :play $y the Urteur Sof t b r l l  AS80~htfOn (ASA) p ,  the United 

States  Slow P i t c h  S i f t b a l l  Association (USSSA) , and the h t ionr l  Collegia< 

Athletic Association. Beald, Tr. 311. t 

. .  

. - . 
20. Prior t o  the introduction of the polyurethane core roftball, all 

softball  cores vere made either of  cork or kapok. Muhlfelder Dep., SPX 3 3 ,  

Tr. 13-14. 

21. The core of a cork sof tbal l  i s  formed by mixing granulated cork 

w i t h  a binding agent to form a sphere and v indinq  reinforced thread rround the 

cork sphere. A conventional leather cover i s  applied to the cork core to fora 

a f inished b a l l .  Heald, Tr.  19.  

22. A conventional kapok softball  has a core o f  coapreored f iber  

wound w i t h  yarn. The core is covered w i t h  a leather cover to form I f i n i a h e d  

b a l l .  Heald, T r .  19. 

23. I t  i s  i.mpossible to see any difference ktween I cork or krpok 

core softball and a new polyurethane core softball. Herld, Tr. 22,  97; Hardyr 

Tr.  271 ,  348, 3 5 0 ,  380. 
4 
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2 4 .  I n  today's sof tbal l  industry, rebound i s  expressed i n  terms of  a 

bal l ' s  coeff ic ient  o f  rest i tution Or COR. COR i s  tested i n  a laboratory using 

timing gat2s and a computer. A bal l  i s  propelled through a t iming g a t e  to a 

t a r g e t  on a wall against w h i c h  the b a l l  rebounds. The computer registers  the ; 

inbound and outbound speeds. COR i s  the difference between outbound speed and 

i n b o u n d  speed expressed as a percentage. CX 23, h 6 .  

25. Both Diamond Sports and complainant manufacture a variety of 

softball  models w i t h  COR0 ranging from 0.44 to 0 .52 .  Uardy, Tr. 263: Dale, 

Tr. 644.  

26. The WORTH P X  2 and the DIAMOND D-100 mid-range have COR8 of  0.48 

and are considered mid-range b a l l s .  Dale, Tr. 643:  Hardy., Tr. 263,  The WORTH - 
RX-80 and DIAMOND 9200-6  are restricted f l ight  balls  w i t h  COR of  0 , 4 4 *  The 

- . a .  .. 

Worth PX-1 and Diamond D-1OOW are 0.52 COR balls and are considered l i v e l y  

balls.  Dale, Tr. 644:  Hardy, Tr. 263.  

27.  The term "convantional sof tbal l "  has a different meaning today 

then it d i d  i n  1974. I n  1974  the term referred to cork or k a p o k  core 

s o f t b a l l s .  Today the term conventional sof tbal l  embraces polyurethane core 

softballs .  lea ld,  Tr.  174.  

28. One major advantage o f  the polyurethane core sof tbal ls  is that 

it i s  a t  least  5-10 times more durable t h a n  conventional cork or kapok 

sof tbal ls .  Heald, Tr. 20:  Hardy, Tr. 265. 

29. A laboratory tes t  may be used to  measure softball  durability. A 

p i t c h i n q  machine is used to propel a bal l  a t  a speed of 105 mph acro8s a nine 

foot distance to a s t e e l  plate. The ball  i s  then inspected for deterioration 

and defect.  Th,is procedure is repeated u n t i l  a defect is observed. 
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Durability i s  determined a s  a function o f  how many times a ball ern bo 

subjected to the above procedure without e x h i b i t i n g  a defect, 

table i s  an estimate of the durability o f  the various types of S O f t b 8 l l S  

currently sold: 

The following 

, 

Core Type Number of  Repetitions U n t i l  Defect 

Kapok 

Cork 

Sur lyn  

Polyurethane 

Hardy, Tr. 264;..Heald, Tq. 20. .. .- 
30, Accordifiq to the estimates a 

T 
1 5-1 8 

S5-60 

110-130 

the ASA, approximate-y 40 p e r m t  
9. 

of the softballs  sold today i n  the United States are polyurethane care 

softballs  w i t h  leather covers. Hardy, Tr. 266, 410: Heald, Tr. 32*  

31.  Estimates of the t o t a l  United States market for softballs  ranqr 

from 7 0 0 , 0 0 0  dozen to 1.5 million dozen. Muhlfelder Dep., SPX 3 3 ,  Tr. 36; 

Hardy, Tr. 152 .  

32. According to estimates of the ASA, the market demand of 

polyurethane core softballs is increasing. Hardy, Tr. 268, 401; Rerld,  Tr. 33.  

33. The two primary var iet ies  of  the game of  softball played i n  the 

United States are slow pi tch  and fast p i t c h  softball .  Muhlfelder kp., 

Tr. 20: Hardy, Tr. 457-456. Approximately 88 percent of  the softball played 

in the United S ta tes  1s slow p i t c h ,  and the popularity o f  t h a t  var ie ty  of  

S o f t b a l l  i s  growing. Hardy, Tr. 458. 

34 .  Polyurethane core softballs  have enjoyed popularity aa a slow 

p i t c h  b a l l .  Hardy, Tr. 268; Muhlfelder Dep., Tr. 20.  In the slow p i t c h  game, 

a softball  is h i t  more frequently t h a n  in fast  p i t c h .  Muhlfelder Dep., SPX 
'I 

3 3 ,  
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Tr. 20: Hardy, Tr. 3 8 0 .  The polycore bal l ' s  superior d u r a b i l i t y  as  comparad 

to cork.or kapok balls  makes polyurethane core balls  particularly well suited 

to the slow p i t c h  game. Hardy, Tr. 3 8 0 ,  460. 

3s. Polyurethane sof tba l l s  have not been ve l1  accepted for use i n  * 

fast  p i t c h  softball  because they  tend to be s l ick  and unbalanced. Huhlfelder 

* bep., T r ,  2 2 .  

36. Cork or kapok core sof tbal ls  are  more popular i n  the northern, 

nottheastern, and midwestern areas of the United States.  Heald, Tr. 31; 

Hardy, Tr. 4 0 4 :  Muhlfelder..Dep.,.Tr. 12;  Polyurethane core softball8 are 

popular i n  the southern, ,'southwestern a'nd western regions of  the United 

States. 

i s  largely due to the p o p u l a r i t y  of  slov p i tch  sof tbal l  i n  the south and to  

I 
. - .  

* . Hardy, Tr. '403; Muhlfelder Dep., Tr. 13. T h i s  qkgraphical dividon 

complainant's e a r l y  sales e f f o r t s  w h i c h  were concentrated there. rd, 
37. A number o f  sof tbal l  companies s e l l  a b a l l  containing a S U t l y n  

p las t i c  core or surlyn composite core. Heald, Tr. 63-64. 

38. Sur lyn  i s  a thermoplastic and is manufactured into sof tba l l  

cores through an injection molding process. Heald, Tr. 62. A surlyn core 

sof tbal l  was introduced by Dudley Sports Company about three years ago. fb., 
Tr. 100, 101. Lannom subsequently introduced a surlyn ba l l ,  the P o l y 4  red 

dot sof tbal l .  Id., Tt. 101. 

39. J. deBeer c Sons, Inc. ,  manufactures a bal l  w i t h  a cork center,  

surlyn inner covering, and leather outer cover. Muhlfelder Dfp., SPX 3 3 ,  

Tr. 23. 

40. The WORTH surlyn ball  i s  designed for use i n  slow p i t c h  so f tba l l  

and competes for sales w i t h  cork and polyurethane core b a l l s .  Ueald, Tr. 1 0 3 .  
I 
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4 1 .  The WORTH s u r l y n  core bal l  has received ASA approval. ffeald, 

Tt. 93. 

42.  S u t l y n  core balls do not exhibit as high  a durability as 

Polyurethane core sof tbal ls .  Dale, Tr. 5 8 5 .  Complainant plans  t o  discontinue. 

manufacture and sale o f  surlyn core balls .  Dale, Tr. 587. 

4 3 .  Polyurethane core sof tba l l s  compete for sa l t s  in the marketplace 

w i t h  cork core and surlyn core balls .  Dale, Tr. 644.  Most softball p h y e t S  

demnd a high  q u a l i t y  b a l l  but are not brrnd C O n 8 C i O U S  and w i l l  make 

purchasing decisions based on price when choosing between bal ls  of comparable 

q u a l i t y .  Hardy,** T t ,  ;4-13t . .  
4 4 .  There arc a t  least  tvo classes of so f tba l l  eonsumera, leagucs' or 

A league w i l l  generally rrlect a bail 
J 

organizations and individual  consumers. 

w i t h  a certain type of  core a t  the beginning of a mason and w i l l  make 

purchasing decisions based largely on the prices ot competing brrndr of thrt 

type ball. Hardy, Tr. 4 1 3 .  

4 5 .  I n d i v i d u a l  consumers w i l l  r8ke purchasing decisions based on 

price without much consideration tor the composition of a ball 's  core. Hardy, 

Tr. 413. 
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IV.  V a l i d i t y  of  the ' 295  Patent 

A. The Patent 

46. Complainant i s  the wner by assignment of  U.S. Letters P a t e n t  

3,976,295 (the ' 295  patent) issued to Jesse B, Xeald, J r . ,  on August 2 4 ,  

1976. CX 2. 

47. Independent claim 3 is  representa tm of the claims of  the '295 

patent directed to softballs .  C l a i m  3 recites:  

3.  A composite bal l  having the appearance, physical 
characterist ics  and dimensions o f  a conventional softball  
i n c l u d i n g  a core of cork or k a p o k ,  yarn windings, and I 
leather cover comprising a spherical core member formed of 
flexib1.e aqd res i l ient  molded polyurethane foam and a 
leath8f 'cover portion enclosing and stitched over' srid core 
portion vherein said core portion is formed.-of polyurethane = 
foam of such dens i ty  and resi l ience as to g i v e  said 
composite b a l l  essential ly the same rebound weight,  
hardness, s i t e ,  fee l  and sound qualit ies  as arid 
conventional so f tba l l  so as t o  be usable i n  orqrnited 
league play  o f  softball .  

.- - 

cx 2. 

40. Claims 4 and 5 of the '295 patent  are dependent claims and 

rec i te  : 

4. The composite ball  o f  c l a i m - 3  wherein the diameter of 
said core member is equal to a t  least  90 percent of the 
dirmeter of  the finished composftc b a l l .  
5. The composite of claim 3 wherein sa id  spherical core 
member is formed from a mixture of isocyanate and a mixture 
of c a t a l y s t  and blowing agent. 

cx 2. 

B. Specif i c a t  ion 

49. The specificaticn of the '295  p a t e n t  reveals t h a t  Application 

Set. No. 659,705 f i l e d  February 20, 1976, w h i c h  matured into the '295 patent ,  

i s  a continuatloon of abandoned Application Ser. No. 4 8 7 , 2 0 3  (the ' 203  

appl icat ion)  f i l e d  July 20, 1974. CX 2. 
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5 0 .  The specification o f  the ‘295  patent i s  identical t o  that 

contained i n  the ‘ 2 0 3  application. According to  the specification, the 

primary objective o f  the ‘ 2 9 5  patent i s  t o  provide a “new and improved bal l  

construction and new and improved method of fabricating either a baseball, or : 

softbal l  or similar bal l  having desired chacacterist ics  essential ly identical 

t o  prior conventional b a l l s ,  but having uniform- of construction, cost  and 
, .  

durability advantages ovet p t i o r  known conventional b a l l s , *  CX 2. 

51.  The specification discloses t h i t  the objective of  the ‘295 

patent can be achieved by combining three ingredients - isocyanate, 8 poAyol 

c a t a l y s t ,  and witer. - in’certain specified ratios i n  a hollow rphr t i ca l  =Ad 

to  form a polyurethane core of the desired weight and res i l ience ,  to whicca  

leather cover can be stitched. CX 2 ,  col. 1 l ine  60, col .  2 l i n e  2 5 ,  
- . 

52. The examples of  the ‘ 2 9 5  patent instruct that polyucethrne core3 

exhibiting the character is t ics  necessary t o  practice the invention are formed 

by placing measured amounts of  isocyanate and a mixture of  catalyst  and 

blowing agent into a mold, and mixing the isocyanate and the catalyst-blowing 

agent blend i n  the mold i t s e l f .  CX 2, -1. 3 l ine 2 s .  

C. Background of the Invention 

53.  Jesse Heald, Jr., is the president of complainant’s Worth . 

Division and vice president of complainant. He has been employed by 

complainant since 1970. Herld, T r .  1 4 .  

5 4 .  Prior t o  h i s  employment w i t h  complainant, Mr. Heald v8s employed . 
for s i x  years as an aerospace engineer w i t h  Arnold Engineering, Inc., Of 

Tullahoma, Tennessee. Heald, Tr. 123: SX 1. 
I. 
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550 While employed a t  Arnold, Wr .  Heald became familiar w i t h  

polyurethane foam plastics and learned that polyurethane foam can be molded t o  

form a r i q i d  f lexible  object .  Heald, Tr. 113.  

56. Mr. Heald f i r s t  considered f inding  a substitute for conventional: 

sof tbal l  cores i n  1970 while employed as  the product development manager for 

complainant. A t  t h a t  time he had no formal t ra tnhg  as a chemist. Heald, Tr. 

121-22. 

5 7 ,  Mr. Heald vas not aware i n  1970 that any of complainant's 

competitors were seeking to f i n d  a substitute for conventional cork of krpok 

softbal l  cores. : Weald, Tr. 125.  . .  
58. Mr. Herld spoke to  three p l a s t i c s  companies.:-- Flexible Prodnets 

-0 . (Flexible) ,  Reynolds Chemical Co. (Reynolds) , and Freeman Chemical Co. 

(Freeman) about the p o s s i b i l i t y  of usinq polyurethane foam as a subrtance for 

fabricating sof tbal l  cores. Heald, Tr. 130. 

f9.  Isocyanate is a basic constituent of polyurethane. Poly01 

catalystr  when blended w i t h  water and mixed w i t h  isocyanate, i n i t i a t e s  the 

chemical reaction w h i c h  causes the formation of polyurethane. Water is a 

blowing agent w h i c h  causes a foamfnq reaction, Heald, Tr. 131. 

BO. During this period, Mr. Heald and chemical companies developed 

by t r i a l  and error specifications of the bal l  he sought to produce, including 

hardness and rebound. Heald, T r .  134, 141. 

61. Lannom supplied sof tbal l  molds t o  Flexible so that they could 

conduct experiments aimed a t  developinq a polyurethane core. Heald, Tr. 135. 

62. Flexible vas not involved i n  fabricating polyurethane ball  cores 

prior to k i n g  contacted by Mr. Heald i n  1970. Heald, Tr. 135.  
, I  
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63. Mr. neald informed Flexible that  he vas seeking t o  develop a 

Cote t h a t  vhen dropped from a 20 foot height would rebound 20-30 percent of 

the distance from w h i c h  it vas dropped. Heald, Tr.  136. 

. 

64. Complainant received sample cores from Reynold8 i n  1972. These , 

samples vere deemed unacceptable because their compression strength and 

d u r a b i l i t y  vere deficient .  Heald, Tr.  165; SX 1s- 

65. Each of  the companies t h a t  was engaged i n  the development o f  a 

polyurethane softball  core on Lannom's b e h a l f ,  as vel1 as k n n o m ,  experienced 

problems i n  developing a core exhibiting adequate durability. r lexible  

ultimately solve'd tha d u r a b i l i t y  proble'm. Beard, Tr. 144. (Hr. ,888ld docs 
. e .  - 

not recal l  hov the d u e a b i l i t y  problem vas soloed.) Reald; Tr. 145 .  - . - 
66. The ratio of ingredients and the quality of the mixing of . 

ingredients are important to achieving good d u r a b i l i t y  i n  I polyureth8nQ 

core. €Scald, Tr. 146. 

67. Commercial production of polyurethane softballs began i n  1974. 

A t  t h a t  time the equipment used to fabricate polyurethane core8 included 

metering systems t o  dispense the two plast ic  components (isocyanate and poly01 

c a t a l y s t )  i n  the proper amounts, a simple m i l k  shake type mixer t o  aix the two 

components thoroughly together, and a mold. Ueald, Tr. 131. 

68. After knnm developed an acceptable prototype Of the 

polyurethane sof tba l l  core, k n n o l a  and Flexible entered into 8 Written 

agreement under w h i c h  terms Lannora agreed to purchase the materials needed to 

produce polyurethane coras for softballs exclusively from Flexible. r l e x i b l e  

i n  t u r n  agreed to  continue development efforts  on behal f  of knnola. The 

agreement provided i n  relevant pact: 
I 
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A l l  chemical, processing and prototype development coats 
s h a l l  be borne by Flexible.  Design, mold, machine and 
finished product testing costs  s h a l l  be the responsibility ’ 

of Lannom. Flexible vi11 supply I reasonable q u a n t i t y  of 
Samples to Cannom without charge for screening and 
preliminary testing. 
production evaluation and f i e ld  testing shall  be purchased 
by Lannom a t  the usual price schedules. 

Additional quantities for limited 

Flexible personnel ( technical  and service) shall  be 
available to consult w i t h  Lannom as.tequiced a t  a 
reasonable frequency. Lannom personnel shall  have access 
to  Flexible f a c i l i t i e s  a s  required. 

(This agreement is no longer i n  existence,  nor i s  any other agreement ktveen 

the parties.)  SX 70; Ueald, Tr. 169-70. 

. - 8 -  . 
0 
0 

0.  Prosecution Hist& of the ‘ 2 9 5  Patent 

69. Application S e r i a l  NO. 4 8 1 , 2 0 3 ,  the parent application 02 the --* 

patent i n  s u i t ,  was f i l ed  July  10,  1974. M r .  IIeald participated in the 

prorecution of this application by supplying his attorney w i t h  a description 

o f  his invention including the mechanical properties of  polyurethrne core 

softball  molding techniques and manufacturing operations. Eeald, Tr. 688,  

689-90 . 
70. M f ,  Reald t e s t i f i e d  that thorough mixing for a t  l eas t  10-20 

seconds vas integral to achieving good quality cores.  One result of poor 

mixinq is incorrect polymerization. Heald, Tr. 700, 702. 

71. The spccification o f  Application Ser ia l  No. 487,203, w h i c h  is 

identical to  the specification of  the ‘2915 patent, describes mixing of the 

irocyanate and poly01 catalyst  i n  the sof tbal l  core mold and does not mention 

U8e of an e l e c t r i c  mixing appliance. CX 2. 
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72. As o f  J u l y  10, 1 9 7 4 ,  complainant was Producing softb811 cores i n  

accordance w i t h  example 1 and example 3 or 4 described i n  Application Ser ia l  

. No, 487,203. T h e s e  cores were 5-10 times more durable t h a n  the cores of 

conventional sof tbal ls .  Heald, T r .  718-19. 

73. A s  of J u l y  1 0 ,  1974, no published or o f f i c i a l  specifications 

existed concerning the hardness or rebound char-ristics of softballs .  

Heald, Tc. 710. 

7 4 .  As of July  1974,. the term "conventional. sof tbal l  referred to  8 

composite sof tbal l  containing a core of  cork or kapok and a covereonrirt ing 

of chrome vhite ,kanninq leather w h i c h  complied v i t h  the specificrtion8 ret 

forth i n  the o f f i c i a l  softball  rules published by sanctioning otganirationi ,  

such as  the Amateur Softball  Association and the United State$ Softbal l  

. - .  

- 0  

. 

Association. Heald, Tr. 59. 

7s. The o f f i c i a l  rules of  the ASA for 1974 provide w i t h  respect t o  

the o f f i c i a l  sof tbal l  as fol lovs:  

Section 2. The o f f i c i a l  sof tbal l  shall  be a regular, 
smooth-seamed, concealed stitch or f l a t  8 U t f a C e d  b a l l ,  not 
l ess  t h a n  11 inches nor more t h a n  12-1/2 inches i n  
circumference, and shall  weigh not less  than 6-1/4 ounces 
nor more than 7 ouncer. The center o f  the b8l l  my be lard@ 
of either I1 q u a l i t y  long fibre kapok or a mixture of  cork 
and r u b k r ,  or other materials approved.by the Joint Ruler 
Committee on Sof tba l l ,  hand or machine wound w i t h  8 t h e  
quality twisted yarn and covered w i t h  la tex  Ot r u b k r  
cement. The cover o f  the b a l l  shall  be the f inest  q u r l i t y  
11 chrome tanned horse or cow hide cemented to  the bal l  & 
application of cement to  the under side of the cover and 
seved w i t h  waxed thread of  cotton or linen. 

SPX 31, a t  48. 

76. The o f f i c i a l  Ruler of the ASA for 1982 provide w i t h  r e 8 P e t  to  

o f f i c i a l  so f tba l l s  a s  follows: 
* I  
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sec. 2 .  The OFFICIAL SOFTBALL shall  be a regular, smooth 
seamed, concealed stitched or f l a t  surfaced bal l .  The 
Center of the b a l l  may be made of  either No. 1 q u a l i t y ,  
long f ibre k a p o k  or mixture of cork and rubber, hand or 
machine wound, v i t h  a fine quality twisted yarn,  and 
covered w i t h  latex or rubber cement; or it may be made of  
Other materials approved by the Amateur Softball  
Association of  America. The cover of  the ball  shall  be the 
f inest  quality,  No. 1 chrome tanned horsehide cowhide 
cemented to the b a l l  by a p p l i c a t i o n - o f  cement t o  the 
underside of the cover, and sewed d t h  vaxed thread of 
cotton or linen. 
synthetic material.  

The cover o f  the b a l l  may also be made of 

NOPE: The RF-80 (Restricted Plight) b a l l  must be used in 
A.S.A. men's slow p i t c h  tournaments. This b a l l  must meet 
a l l  of the specifications noted above and must parr the 
Amateur Softball  Association o f  America b a l l  test procedure. 

- THE OFFICIAt' :SIZE AND WEIGHT OF THE SOFTBALL FOLLOWS: 

SOFTBALL SIZE WEIGRT - ". - 
Minimum : Maximum : Hinimum : Maximum 

(30.16 cm): ( 3 0 . 8 0  cm) : (177.19 gm): (198.34 gm) 
12" . 11 7 / 8  : 12 1/8 6 1 / 4  : 7 02. 

16" 15 3/4  : 16 1/4 9 0 2 .  : 10 02.  . 
( 3 8 . 7 4  ern : (41.28 cm) : (255.15 g a l :  (283.50 qm) 

sx 93.  

7 7 .  The specifications provided by the ASA are' the ones most videly 

followed. Heald, T r .  59. 

78 .  During the time Lannom vas developing i t s  polyurethane core 

sof tbal l ,  Mr. Heald i s  unaware of  any other sof tbal l  companies t h a t  Yere 

undertaking s i m i l a r  or related development. Heald, Tr .  161, 162, 

7 9 .  I n  the f i rs t  office action dur ing  prosecution of the '203 

application (the o f f i c e  action marked September 27, 19841, the examiner 

required applicant t o  elect  between seeking product claims or method C h h S .  

SX 91. In response t o  the examiners restr ic t ion requirement, applicant 

eltcted to pursue the product claims. The method claims (claims 8-11) were 

vithdrrwn. SX 91, Response t o  Restrlction Requirement (Sept. 9 1  1974) 
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80 .  I n  the second o f f i c e  action dated December 10, 1974, the 

remaining claims (claims 1-7, 12, and 1 3 )  were rejected under 35 U.S.C. 5 

112. The claims vere also rejected under 35 U.S.C. 5 102 a s  ant i c ipated  by 

0.S. Letters Patent No. 3,518,786 (Holtvoiqt) and for obviourntrr under 3 5  : 

U.S.C. S 103  on the grounds that  claims were unpatentable over Boltvoigt in 

view of U.S .  Letters Patent No. 3?069,170 (Dill- SX 91. 
-- 

81.  The claims of the Holtvoigt patent are direc ted  to polyurethane 

children's b u i l d i n g  blocks. The specif ication,  hovever? discloser r sphere 

made from polyurethane. The Dillon patent was directed to r ball  fomd of a 

synthetic substqncc, S X  * O l e  
. = .  

82. Respondihg to the off ice action of December..~lO, 1974, r p p l i ~ i b t  
4 

amended claims 1 and 12 t o  specifically recite a leather stitched cover as thb  

means for enclosing a polyurethane core, thereby to-in9 a canporite b11. I n  

anrrcring the examiners rejection under 3S U.S.C. S 112, rpplicrnt rr9u.d that  

the scope of the claims i n  question could be easily ascertained by a perron of  

skil l  i n  the a r t  because the scope of the claims i n  question -8 l ln i ted by 

Use Of the term "conventfonal softball." That term? applicant asserted, hrd r 

clear and unambiguous meaning to a perron of skil l  i n  the art .  SX 91. 

Applicant responded to  the anticipation and obviousness 8 3 .  

rejections by arguing that neither the Roltvoiqt patent  seprrrtely nor the 

-1tvoigt and bi l lon patents together t r u g h t  construction of r rrhibitfng 

the characteristics of a conventional s o f t b i l l  or baaeball formed by 

polyurethane and a cover. SX 91. 
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84. I n  the f i n a l  o f f i ce  action dated J u l y  23, 1975,  the examiner 

rejected claims 1 ,  3 ,  4, 6, 7,  and 1 2  under 35 U.S.C. S 112 on the ground t h a t  

the patent failed to permit persons of s k i l l  i n  the a r t  to def ini te ly  

determine w h a t  features a b a l l  must possess to be 'a conventional so f tba l l  o r ,  

baseball.' sx 91. 

85. The examiner rejected claim 6 as d c i p a t e d  by the Holtvoigt 

patent and as unpatentable under 35 U.S.C. 5 103 over U.S. Letters Patent No. 

3,081,531 (Fechner) and the Dillon patent. He also rejected claim 1 ,  3 ,  4 ,  6, 

7 as unpatentable under S 103 over the fechner patent and rejected claims 1 

and 12  as unpatentable. under S 103 over the Holtvoigt patent. 

patent disclosed a soft polyurethane game b a l l  containinq"a handle i n  the - 
center. S X  91. 

The ?echner 
. *  . - .  - 

- 

86. Responding to the f ina l  o f f i c e  action,  appl icant  amended C l l i l a 8  

1 and 1 2  to speci f ica l ly  rec i te  that the core of the bal l  is to be formed of 

"polyurethane" foam of such density and res i l ience  as t o  give said bal l  

essential ly the same rebound and weight as a conventional baseball or 

softball .  SX 91. 

87. f n  attempting to overcome the 35 U.S.C. 5 112 re jec t ion ,  

applicant submitted an af f idavit  s t a t i n g  t h a t  those of  s k i l l  i n  the a r t  

c lear ly  understood the term "conventional" baseball t o  mean a ball  having the 

physical character is t ics  specified i n  the o f f i c i a l  rules ,  and that the persons 

understood the term "conventional sof tbal l "  to refer  t o  a ball  vhfch had the 

physical chatacter is t ic  provided i n  Rule 3 ,  Sec. 2 of the o f f i c i a l  Softball  

Rules Of the International Joint Rules Committee On Sof tbal ls .  SX 91;  CX 21  

A f f i d a v i t  of  Jesse t i .  Heald, Jt.,  September 9 ,  1975. 
1 
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88. During prosecution of the '295 patent, the president of the 

United States Softball Association submitted an affidavit in vhich he stated 

that complainant's polyurethane core softballs were "essentially 

indistinguishable from previously used conventional softbal~s in that they 

have essentially the same dimensions, weight, hardness, sound and feel as 

conventional softballs of the type previously empkyed in league play." 

Reference to whether they have the same rebound ~characteristicr was 

specifically omitted. SX 62. 

89. Applicant addressed the 35 U.S.C. S 102 and's 103 rejection by 

arguing that n o m  of .the:references c i k d  by the examiner, either rlonr or in 

combination, taught & suggested that polyurethane could k used to form b' 

ball having the characteristics of a conventional baseball or r o f t b l l .  

. - .  

- 
The 

rejections were not withdrawn and the application was abandoned. SX 91. 

90. Serial No. 659,705, the application from vhich the '295 -tent 

issued, was filed on June 9, 1976. The examiner allowed all of tho claiaa 

(claims 1-15] of the application without rejections after applicant'r attorney 
.' 

in a telephone interview with the examiner agreed to amendments intended to 

eliminate a perceived indefiniteness involved with the phrases mconventional 

baseball" and "conventional softball." SX 111, Office Action, May 15, 1976. 

91. After electing in Application Ser. No. 487,203 to proceed with 

the product claims, applicant filed application Set. No. 674,919, 8 

continuation-in-part o t  the '203 application. The specification of this 

application was similar to that of the ' 295  application, but defined the teras 

regula tion baseball and conventional softball by specif i d l y  referring to the 

official baseball and official softball rules. Moreover, the Specification 

specifically discloses a specific test for ascertaining rehound percentage, 
I 

cx 2. 
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92. The ' 2 0 3  application vas ultimately re jected,  i n  part,  under 3 5  

U.S.C. 5 1 1 2  €or fai lure "to set forth an enabling embodiment and the best 

mode for carrying out applicants alleged improved process." Moreover, the 

specification vas found deficient because it was not c lear  on the nature and 

technique of  molding applicants foamable urethane resin reaction mixture. 

.bL Sx 112, September 6 0  1977. 

93. Applicant also f i l e d  Application Ser ia l  No. 618,432, No. 

896,371, and No. 896,366 directed to its polyurethane core ball  and method for 

fabrication of  such balls.  Each application was rejected i n  part  under 3S 

u.S.C.  s 112 band on insufficient disclosure t o  enable one skil led i n  the 8 S t  

to make and use the atleqed invention. According to the Patent and Trademark 

Office,  the specifications of  each of the above applications fa i led to set - 

forth an enabling embodiment or the best mode of carrying out applicant's 

.* \ .. . 

0. 

6 

alleged improved process. SX 92. 

E. Scope of the Prior Art 

94.  Game bal ls ,  inc luding  s o f t b a l l s ,  baseballs,  practice balls,  as 

well as molding of  plastic  ~natcr ia ls ,  comprise the pertinent a r t  for the 

purpose of evaluating nonobviousness of  the claims 3 ,  4 ,  and 5 of the '295 

pa tent . 

F. Content of the Prior Art 

95. The following game balls or polyurethane articles are prior a r t  

w i t h  respect to  the '295 patent: 

(1) Canadian Patent No. 6 3 2 , 2 2 6  issued to  Robert C. Kohrn on 

Decembkr S, 1961. SX 5 .  
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( 2 )  U.S. Letters Patent No. 3 , 0 9 9 , 1 7 0  islrued to  J . A .  Dillon,  

J r . ,  on December 1 8 ,  1962. SX 7. 

( 3 )  0,s. Letters Patent No. 3 , 6 4 7 , 2 2 9  issued to  Danforth Rolley 

on March 7 ,  1972. SX 8 .  

( 4 )  U.S. Letters Patent No. 2,7S3,S99 issued to  T.A. 

Pietraszek, e t  a l . ,  on J u l y  10,  1956.  S, 9 .  

( 5 )  U.S.  Letters Patent No. 2 , 1 3 8 , 0 0 4  issued to  G.D. Crau, J r . ,  

on November 24,  1938. SX 10.  

(6 )  U.S. Letters Patent No. 3 , 1 8 5 , 4 7 6  issued to  W.A .  rrthner on 

May 2S,: 1965.. S X  1 1 .  
* 9 .  

(7) U,’.S’. Letters Patent No. 3 ,S18 ,786  irsu.ed to J.E. R o l t o ~ g t  . - 
on July 7 ,  1970. SX 12. . 

(8 )  U.S. Letters Patent No. 3 , 6 4 4 , 1 6 8  issued t o  Bonk, et  al., 

on February 22 ,  1972 (structural  polyurethane i n  vrriou8 8h.pe8) . 
SX 1 3 .  

( 9 )  U.S. Letters Patent No. 2 , 0 8 1 , 5 3 2  irrued to ?e98n i n  May 

1937. SX 9. 

(10 )  U.S. Letters Patent No. 3 , 9 4 0 , 1 4 5  issued to  Gentiluemo on 

February 2 8 ,  1976. 

(11) U.S. Letters Patent No, 2 ,743 ,931  issued to  Oooley on 

m y  1, 1956. SX 6. 

96. Of the pertinent prior a r t ,  the Kohrn, Rolley, Pooley, rnd 

Pietrastck patents were not cited by the examiner during prosecution Of the 

‘ 2 9 5  patent. CX 2 ;  SX 111. 
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G. Differences Between the Invention Disclosed 
i n  Claims-3, 4 ,  and 5 of the ' 295  Patent 

9 1 .  Claims 3 ,  4 ,  and 5 of the ' 2 9 5  patent disclose a composite 

sof tbal l  comprised of a solid polyurethane core and stitched ierther cover 

t h a t  duplicates the characterist ics  found i n  conventional sof tbal ls  as defined 

by the o f f i c i a l  rules of the International Joint Rules Committee On 

Softballs .  CX 2: A f f i d a v i t  o f  Jesse Rerldt SX 91. 
*- 

98. The Kohrn patent  discloses a baseball and sof tbal l  w i t h  a core 

COmpCi8ed of polyurethane and f i l l e r  material such as cotton f l o c k  O r  

micro-ballons encased i n  a uniform non-stitched v i n y l  coating. SX 5. 

- 99. me oiiion 'and Pietraszek patents disclose a molded' p l a s t i c  - 
practice golf bal l  and practice baseball. SX 7: SX 9. - . . 

100. The Holley patent discloses a painted g o l f  ball  made of solid 

polyurethane. SX 89. 

101. The Grau patent discloses a conventional cork and kapok 

sof tbal l  w i t h  leather covet. S X  10. 

102. The Fechner patent discloses a spherical b a l l  w i t h  an internal 

res i l i ent  hand grip. It is a soft spongy ball  that resembles 8 conventional 

Core sof tbal l  w i t h  a stitched leather cover. SX 11. 

103. The Holtvoigt patent is directed to a c h i l d ' s  safety play b l o c k  

with a soft r e s i l i e n t  form core and p las t i c  cover. The Roltwigt  patent a lso  

discloses a p l a s t i c  foam sphere w i t h  a v i n y l  cover. SX 12. 

104. The Bonk patent discloses a ' r i g i d  structured polymeric material 

i n  a variety of shapes. SX 1 3 .  

10s. The Ftgan patent discloses a conventional softball .  SX 9. 

I 
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H. Level Of S k i l l  i n  the A f t  

106. The person o f  ordinary s k i l l  i n  the p e r t i n e n t  a r t  as of J u l y  

, 10, 1974,  vas a person employed i n  the b a l l  manufacturing industry  vho 

possessed a c o l l e g e  degree and vho had e x p e r i e n c e  i n  the manufacture and 

production o f  b a l l s .  Muhlfelder Dep., SPX 3 3 ,  T r .  2 4 :  Hardy, T r .  260. The 

person o f  o r d i n a r y  ski l l  would have been aware t n d t  p l a s t i c s  technology could 

be appl ied i n  the f a b r i c a t i o n  of game b a l l s ,  but would not n e c e s s a r i l y  possess 

any s p e c i a l i z e d  t r a i n i n g  i n  or knowledge of  p l a s t i c s  technology. 

I .  Seconda r y  C o n s i d m a  t ions - . .  
107. Since.' i t s  i n t r o d u c t i o n ,  complainant 's  p a t k t e d  ball h 8 8  enfbyed - 

0 

cons iderable  commercial s u c c e s s .  Complainant vas a b l e  to se l l  2 0 , 0 0 0  dozen 

polyurethane core s o f t b a l l s  i n  the f i r s t  yrrr fo l lowing  the ptadUCt'8 

in t roduct ion .  Heald, Tr. 731. S a l e s  o f  the patented polyurethane core 

s o f t b a l l  p r e s e n t l y  account  for about 40 p e r c e n t  oL a l l  Sof tbal ls  rold i n  the 

United S t a t e s .  Heald, Tr. 32.  

108. There i s  no evidence t h a t  complainant 's  invention was proceeded 

by a long f e l t  need i n  the s o f t b a l l  industry  a s  a substitute for convention81 

cork or kapok softballs. 

109. I n  1977 the Spaulding d i v i s i o n  o f  Questot Corp. vas granted a 

non-exclusive license under the ' 2 9 5  p a t e n t  i n  exchange for 8 110 ,000  lump sum 

payment. Heald, Tr. 1 8 2 ,  192:  SX 45. 

110. During n e g o t i a t i o n s  v i t h  S p r u l d i n q ,  complainant hrd sought a 

p e r i o d i c  roya l ty  o f  50.50-$1.00 per  dozen b a l l s .  Heald, Tr. 199. 

I 
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111. During licensing negotiations, Spauldinq through its attorneys, 

characterized the '295 patent as "admittedly weak." SX 67; Sx 68. Spaulding 

questioned the sufficiency of the patent's disclosure. Heald, T r .  218. 

112. Rawlings, a manufacturer of sporting equipment, declined an 

offer from complainant for an express license under the '235 patent, but 

agreed to purchase its requirements for polyureCtf%e cores from complainant, 

thereby acquiring an implied llcenae to manufacture polyurethane core 

softballs with leather covers.. Heald,  Tr. 225. 

113. Wilson Sporting Goods purchases its requirements for 

polyurethane soLtball copes from compla'inant thereby acquiring an implied . * .  

license to manufactute. polyurethane core sottklls with h8thec covers. SU 
.a 

83(C)t FF 180-83. 

114. The following companies have in the past purchased polyurethane 

softball cores from complainant: MeGregor, Stetle, Regent, Seamco. iieald, 

Tr. 211. 

. 
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v. Infringement 

1 1 5 *  Thomas E. Tuten is the laboratory manager of the urethane 

division of Flexible Products, Marietta, Georgia. Mr. Tuten is  responsible 

for quality control and testing and evaluation o€ final products, including . 

rigid and flexible polyurethane foam systems. Mr. Tuten har been employed by 

Flexible Products for the last  three years. CX-, a t  3. 

116. In 1976, Hr. Tuten received a bachelor of acience degree in 

chemistry from the Georgia Institute of Technology. CX 34, at 3, 

117. Mr. Tuten was asked by cocaplainmt to deterrine the coaporition 

CX 34. nt. Tuten of CPX 1, CPX 4,: COX . .  5, CPX 6, CPX 7, CPX 8, CPX 9, CPX 10. 
0 tested these items by .conducting povder scan8 through i n f m r d  0 

4 

Spectrophotometry, Shore durometer readings, and visual in8ptt,tiOn. CX 34,  

at 5, 9, 

118. CPX 4-6 are softball cores manufactured by Succera Chemicals, 

Mr. Tuten determined that they were formed of solid polyurethane form. CX 3 4 ,  

a t  7, 8,  1 3 .  

119. CPX 7 and 8 are softbell cores manufactured by Mn8uf 

Chemplas. 

foam. CX 34, at 15, 17. 

Mr. Tuten determined that they were made of  solid polyurethanr 

120. CPX 1 i o  a softball core w i t h  a leather cover. CX 34, a t  17. 

nr. Tuten determined that the core was made of solid polyurethane f-m. 

CX 3 4 *  at 18. 

121. CPX 1 is a Regent polyurethana core softball. Ita core was 

manufactured by complainant and was sold to Regent by cotaplaimnt. 

'I 
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122. CPX 9 is a sof tbal l  core and cover obtained from Tayang 

Sporting Goods. Hr. Tutcn  determined that the covet was made of  leather and 

that the core was formed of solid polyurethane foam. CX 34, a t  18,  

CPX 10 is a sof tbal l  core and cover. 123. The cover carr ies  the 

logo "Baden." Mr.  Tuten determined the cover was made of leather and t h a t  the 

core was formed of  solid polyurethane loam. CX dT, a t  19,  20.  
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V I .  Domestic I n d u s t r y  and Ef f i c ient  and Economic Operation 

124. Lannom has approximately 237 employees located a t  i t s  

TullahOmar Tennessee , f a c i l i t y  who are primarily engaged i n  the production of 

polyurethane cores,  the making of  leather sof tbal l  covers,  the application of 

leather covers to polyurethane cores,  the packaging of  s o f t b a l l s ,  and 

administrative and management duties surrounding production and sa le  o f  

sof tbal ls .  Heald A E f ' t ,  CX 1 ( C ) ,  a t  2 ;  Dale A f f ' t ,  CX 1 0 ,  a t  2-3; Heald, 

Tr. 15-16, 90; Dale, Tr. 575. 

125.  Forty-seven percent of  Lannom's t o t a l  employees are engaged 

primarily i n  the production of so f tba l l s .  

A f f ' t ,  Cx 1 0 ,  a t  3 .  

Heald A f f ' t ,  CX 1 ( C ) ,  a t  2: Dale 

C 126 percent of the sof tba l l s  produced by Lannom's 

employees i n  1983 were polyurethane cote so f tba l l s .  Heald A f f ' t ,  CX 1 ( C ) ,  a t  

2: Dale A f f ' t ,  CX 1 0 ,  a t  3 ;  CX 7 1 ( C ) .  
- 

C 127. Approximately petcent of complainant's sa les  of  so f tba l l s  i n  

the current year have been OE polyurethane core sof tba l l s .  Dale, Tr. 580-83 .  

c Approximately percent of  the sof tba l l s  sold by Lannom i n  the current year 

c have been surlyn p las t i c  core ba l l s  ( I d . ,  a t  5 8 1 ) :  l ess  than percent of - 
sof tba l l s  sold by Lannom i n  the current year have been "mush"  b a l l s ;  

c approximately percent o f  the sof tba l l s  sold by Lannorn i n  the current year 

c have been polyurethane core bal ls  w i t h  non-leather covers: approximately 

percent of the sof tba l l s  sold i n  the current year have been p i t c h i n g  machine 

bal ls .  I d . ,  a t  582. - 
128. The machinery and equipment employed by Lannom i n  the 

fabrication,  packaging, and marketing of  polyurethane core softballs are 

c valued a t  approximately . Dale, Tr. 635-37; CX 12 (C) : SX 8O(C). 
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129. The buildings and warehouse used by Lannom in Tullahoma, 

Tennessee, for the production and storage of polyurethane core softballs were 

constructed at a cost of approximately . Heald Aff't, CX l(C), at 2; 

Dale Aff't, Cx 10, at 3; 888 Dale TK. 635-37; CX 12(C); SX 80(C) ;  -- see also SX 

26 (a)- (b) . 
130. Lannom employs 20 individuals to sell the polyurethane core 

softball in various locations throughout the United States. Heald Aff't, 

CX 1(C), at 2; Dale Aff't, CX 10, at 3; Heald, Tr. 18, 24-25. 

131. Lannom's tannery, located in Tullahoma, Tennessee, employs 100 

individuals and produces all the leather covers used on Lannom's polyurethane 

core softballs sold under the WORTH trademark. Dale Aff't, CX 10, at 3; 

Heald, Tr. 15; Dale, Tr. 570. 

132. Lannom employs approximately 47 Tullahoma, Tennessee, residents 

SX SS(C); see also Dale, Tr. to sew covers on to polyurethane softball cores. 

551-52. Sewers are paid on a piece rate of per dozen balls. SX 44(C); 

see Dale, Tr. 548. The offshore cost of sewing is per dozen. FF 159. - 
The domestic sewers are maintained to permit Lannom to have a manual sewing 

capacity in Tennessee and out of loyalty to the local families that have for 

many years engaged in this activity. Dale, Tr. 551-52. In 1983, these 

domestic sewers assembled 9,364 polyurethane core leather softballs. SX 54(C). 

133. The polyurethane core softball produced by Lannom is more 

economical to fabricate then the prior known conventional softballs. The 

polyurethane core softball provides uniform quality control and lasts lmger 

than prior known conventional softballs. Heald Aff't, CX 1(C), at 1. 
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134.  The machines and faci l i t ies  used by Lannorn i n  t h e  manufacture 

of polyurethane core sof tba l l  products are 'state of  t h e  art.. 

machinery used to manufacture these a r t i c l e s  was developed by Lannom. Heald 

A f f ' t ,  cx 1 ( C ) ,  a t  5; Dale A f f ' t ,  Cx 10,  a t  3;  Reald, T r .  32; cx 11(C).  

Some of t h e  

135. Lannom's "s tate  of the art' approach to the molding of 

polyurethane sof tbal l  cores i s  a resul t  of ongoing research and development 

conducted by Lannom to improve the quality and consistency of t h i s  product. 

Dale A f f ' t ,  CX 1 0 ,  a t  3 .  

136. Lannom has conducted extensive research and developrent as  t o  

the technology of  polyurethane sof tba l l  cores,  including: (1) expanding the 

l ivel iness  levels of polyurethane core softballs to  s a t i s f y  the new demands of 

various types of sof tbal l  games; ( 2 )  developing a polyurethane core 8Oftball 

w h i c h  w i l l  reduce injury levels i n  youth leagues (c.Q., current research 

involves 'dynamic cushions,' which w i l l  have a minimal  affect on the way the 

game is played while reducing the sof tbal l ' s  e f f e c t  when it inpacts on a 

person's body, and "double molding," which employs a hard polyurethane core 

surrounded by a softer  polyurethane shel l  to provide a cushion); and ( 3 )  

developing a 1 6 - i n c h  "clincher" polyurethane core softball to meet demand i n  

the Chicago area. Dale A f f ' t ,  CX 10, a t  5-6. 

137. ~ l l  the components used i n  the manufacture, production, and 

assembly of Lannom's polyurethane core softballs originate from sources i n  the 

United States: 

C (a) polymers and isocyanates: 

C 
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C (b)  c a t a l y s t s :  

C 

C . 
C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C .  

C 

C 

C 

C 

C 

C 

(c) vinyl: 

( d 1 thr ead : 

(e) adhesives: 

( E) staples: 

. 

. 

(9) wax and methylene chloride: 

. 

0 

( h )  polyols and surfactants: 

. 
( i 1 pigments : 

( j 1 hides : 

(k) chrome: 

. 
( 1 )  soda acid and soda ash: 

(m) '  s a l t :  

( n )  lime: 

CX 10;  see Dale, T r .  555-60. - 

. 

. 

. 
. 

42 3 



138. The injection mold mrchines.uocd by knnom for the fabrication ' 

of polyurethane softball  cores vas manufactured by North American Urethane, a 

division of Edge Industries, Grand Rapids,  Michigan. CX 1 0 ;  Daler Tr .  

575: cx 12. 

139.  Charles Dale, general manager of  the Worth B a l l  Division of 

Lannom Manufacturing Company, has overa l l  rupemhory responsibility for 

complainant's Tullahoma ball  manufacturing operatiohs rnd foreign af f i l ia tes  

that  are involved in the assembly of polyurethane core softballs. ne is also 

the employee most familiar v i t h  complrinant's productionr sale, and profit8 

respecting polyurethane Fore softballs.  
# 

Dale, Tr .  553, 579-80. 
, ' *  

140. The following steps i n  the production of pplyurethane core e 

-e softballs are performed a t  Lannom's Tullahoraa faci l i t ierr  
k 

(a)  c u t t i n g  of leather into f igure e ight  patterns wi tb  stitch 

holes stamped into  the leather (Dale, Tr. 570-7213 

(b) molding o f  polyurethane cores (Heald, TI. 1s; SX 24(C))t 

(e) stamping and packaging of f inished bal ls  (s Daler Tr. S 5 3 ) ;  

( d )  warehousing and shipping o f  polyurethane cores (Eeald, 

Tr. 1 5 ;  E Dale, T r .  5 5 3 ) .  

See also SX 28 (C) . -- 
141. Complainant uses the following equipment in the production of 

polyurethane core softballs: large chemical storage tanks; pour Dachiner; 

molds; and mold carousels. Dale, Tr.  560-63. 

142. The raw materials tor production of polyurethane cores rre  

- stored i n  large 20 ,000-40 ,000  gallon t a n k s .  Dale, Tr. 561. Each of these 

large tanks ir heated and contains an agitator to inrure t b a t  the chemicals 

k i n g  stored remain homogenous. a, a t  S63. 
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materials are  transferred into small t a n k s .  a t  561. Prom there the 

materials are  pumped into the mixing chamber of  the pour machine, where there 

i s  an auger type mixer w h i c h  mixes the tva ingredients a t  high speed. Weald, 

Tr .  2 4 :  Dale ,  Tr.  591: see SX 2 4 ( C ) .  . 

1 4 3 .  A t iming  mechanism meters the amount of irocyanate and polyol 

w h i c h  enter the mixing chamber, ensur ing  the p r q r  rat io  of ingredients for 

the formulation of  a polyurethane core. Dale,  Tr.  5618 Sx 2 4 ( C ) .  

1 4 4 .  Following thorough agitation,  the isocyanate poly01 mixture .is 

dispensed through a pour herd into the lower h 8 l f  of a tuo-piat8 rphrricrl  

metal mold. Dal’e, .Tt. 541. 

and the mold is spun’ to coat the interior part of the IBOla. I&, rt S61, -Th8 

mold is clamped shut and placed on a compartment of a four-tiered motorized, 

rotating carousel. The crrousel was developed 

by cornplainant for use i n  the molding of polyurethane cores. Dale, Tr. 562. 

The top of the laold i s  plactd on th8 low8r h a l f ,  - . 0 :  

. - 

fd., a t  561; Hedld, Tr .  86-87. 

The core i s  cured as the mold rotates i n  the carousel for a period of eight 

minutes. E, a t  5 6 3 :  SX 24W 

145,  Graders p u l l  each polyurethane core out of  the r8Ck to visually 

inspect them. They a l s o  bounce 8 few cores on the floor to insure that they 

have a “good crack.. If the twist ing process i s  not properly completed so 

t h a t  there is a fault  on the outside of  the core or if  there is serious a i r  

entrapment in the core or i f  there i s  any foreign subrtance i n  the Cote, the 

grader w i l l  discard the core. 

to see if the ratios between the isocyanate and the polyol reflect  specific 

The graders ,also weigh sample cotes and check 

characterist ics ,  Dale, Tr. 567-68; S C ~  SX 2 4 ( C ) .  
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1 4 6 .  There are  currently s i x  pour machines operating rt 

complainant's Tullahoma, Tennessee, facility. tour pour archints r r e  devoted 

to toll time production of 12-inch polyurethane softball cores. Dale, Tr. 

591, One pour machine i s  devoted to full tine production of 16-inch and 

14-inch polyurethane softball cores. Id,, at 591. A sixth pour machine is 

used to manufacture profile molded balls, h., pitching mrchine b a ~ b a l l s  and 

softballs. &, at 593, 631- 

141. Complainant's pour machines were purchased on the follouing 

dates and at the follouinq prices: 

Coat - .  Machine .NO; Date of  Purchase 

1 '  Feb. 28, 1975 11<287.60 

2 AUg. 3 1 ,  1975 $18,101.7S 

3 Aug. 31, 1977 $13,600. 00 

4 AUq. 31, 1977 $28 851 12 

S June 30, 1978 822,078.34 

6 my.31, 1981 

Sx 59; Dale, tr. 631. &me of these machines were pUrCh8Sed new, while Others 

were previously owned and used for other rpplications when bougbt by 

complainant. L,, at 634. 

14eL The pour machlne used to manufacture 16-inch and 14-inch cores 

could be converted to manufacture 12-inch softball cores within one dry. 

Dale, Tr. 591-92. 

119. The pour machine used to manufrcture profile aolded b l l s  could 

be converted to the production of 12-inch polyurethane corea i f  n.w p-8 were 

added and a nett,carousel were obtained. New pumps could be 0bt8ined in two 

weeks, while a new carousel could be Obtrined in four to ai% w k o .  Dale, Tr. 

593. 

,' 126 



150. Additional carousels would be needed to  mass produce cores w i t h  

these machines and could be built  i n  four to S i x  weeks. Dale, Tr. S91-94. 

The cost of purchasing a new mold carousel would be approximately S30,OOO. 

I d . ,  a t  592-931 6 3 8 .  - 
151. Each converted machine could produce an additional 120,000 

dozen cores a year u s i n g , a  s ingle shi f t  of w6rkeFr. Dale, Tt. 594. 

152. Lannom has the a b i l i t y  to add a new pour machine to i t 8  

existing f a c i l i t y  and have the machine rolling i n  eight to ten veekr. Dale, 

Tr. 594-55. 
I 

153. The e?timated cost of obtaining a new pour maachine is 
, c  

II J20,000-SS0,000. Dadi, Tr. 633 .  a- 

-* 
154.  Complainant possesses the  present capacity to fully r r t i s t y  Or 

exceed the domestic market demand for polyurethane core softballs. Herld, Tr, 

3 2 ;  FF 1460S3, 176-78. 

155. Complainant maintains the following facilities outside the 

U n i t e d  S ta tes  a t  w h i c h  polyurethane core softbal ls  w i t h  'leather cover8 are 

assembled : 

(a)  Worth Hait i ,  Port Au Prince, Hai t i :  

(b) Worth Rondurar, S.A. , Port Cott is ,  .RondwaS: 

(cl Lannom Jama ica , t u c i a  , Jama ica. 

156. Complainant ships the raw materials needed for construction of 

polyurethane core sof tba l l s ,  such  as cores, covers and threads, to its 

offshore f a c i l i t i e s ,  where the balls  arc assembled. Dalec Tr. 5691 CX 1 0 ( C ) ~  

157. Complainant employs 60 persons a t  Lannom Jamaica, 350 persons 

Herld, TI. 16-17; SX 60: 
t 

a t  worth Hait i ,  and 400 persons a t  W o r t h  iiondurar. 

Response to  Interrogatories 61 1 5 .  
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158. The t o t a l  s t a t e d  or  accounting cost to Worth Haiti to purchase 

from worth Tullahoma a dozen P X - 1  s t y l e  polyurethane cores, t o g e t h e r  w i t h  the 

c materials needed to stitch l e a t h e r  c o v e r s  to t h e  c o r e s  i n  1984 was i 

C 1983 ,  ; 1982 ,  ; 1981 ,  : and 1980 ,  . cx 2 0 ( C ) ;  cx 

2 1 ( C )  . 
159. The cost of labor  to Worth H a i t i  t o  stitch a dozen PX-1 s t y l e  

polyurethane c o r e s  t o  leather c o v e r s  i n  o r d e r  to produce a completed a o f t b a l l  

t 1981 ,  : and 1980 ,  c i n  1984 was ; 1 9 8 3 ,  t 1982 ,  . 
cx 20 (C) :  cx 2 1 K )  . 

160. The to ta l  labor and material cost to Worth Haiti to produce a 

C 

C 

C 

C 

dozen completed PX-1 s t y l e  polyurethane core S o f t b a l l 8  i n  1984 was i 

1983 t i 1982 ,  : 1981 ,  : and 1980 ,  . Pp 158-59; cx 
20 (C) i C x  2 1  (C)  i see Dale, Tr.  623-24. - 

161. The to ta l  cost t8 Worth Tullahoma to purchase from Worth Haiti 

a dozen completed PX-1 s t y l e  polyurethane core s o f t b a l l s  in 1984 was I 

1983 i 1 9 8 2 ,  ; 1981 ,  i and 1980,  . cx 20[C) ;  

C x  2 1 ( C ) ;  see Dale, Tr .  628. - 
162. The t o t a l  profit inc luding overhead accrued by Worth Haiti i n  

its sale of a dozen completed PX-1 s t y l e  polyurethane core s o f t b a l l s  to Worth 

c Tullahoma i n  1984 was ; 1983 ,  i 1982 ,  i 1 9 8 1 ,  t and 1 9 8 0 ,  

C . ET 160-61: CX 20(C):  CX 21(C) ;  set Dale, Tr .  624-25. . 

163. The f ina l  cost to Worth Tullahoma i n  i t a  production of  a dozen 

c PX-1 s t y l e  polyurethane core s o f t b a l l s  i n  1984 was i 1983 ,  ; 1 9 8 2 ,  

C : 1 9 8 1 ,  : 1980, . CX 2 1 ( C ) ;  set bale, Tr .  597. 
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164. The discrepancy between the change i n  the f inal  cost for the 

production OP a dozen PX-1 style  polyurethane core sof tba l l s  is explained by 

two factors: 

. Dale, Tr. 625-27; see CX 21(C). - 
165. I n  1983, the polyurethane core. so f tba l l  constituted 38.4 

t 

percent of the to ta l  so f tba l l  market i n  the United States.  Heald A f f ' t ,  CX 

1 ( C ) ,  a t  5;  see Heald, Tr. 32; Hardy, Tr. 410. 

166. Lannom products account for percent of t h e  to ta l  United 

States market for all sof tba l l  products i n  1983. Dale A f f ' t ,  CX 10,  a t  5 ;  

Heald, Tr. 77; Dale, Tr. 666-68; CX 7 1 ( C ) .  

167. Lannom's sof tbal ls  constitute percent of i t s  1983 t o t a l  

sales.  Heald A f f ' t ,  CX 1 K ) ,  a t  3: Dale A f f ' t ,  CX 1 0 ,  a t  5: CX 7 1 ( C ) .  

168. A chart indicating sales of so f tba l l s  by Worth Sports f tan 1976 - 
6 

through 1983 shows Worth Sports' t o t a l  so f tba l l  u n i t  sa les ,  the share 

represented by polyurethane core s o f t b a l l s ,  and Worth Sports' share of the 

t o t a l  sof tbal l  market: 

Total Softball  
Year U n i t  Sales (doz) 

1978 
19.79 
1980 
1981 
1982 
1983 

- 
Total Poly-X Poly-X Units as Total Softbal l  

U n i t s  (dozl Percent o f  Total Market Share 

CX 71 (C) ; SX 27 (C) 
169. A chart indicating sales o f  so f tba l l s  by Worth Sports from 1978 

through 1983 shows Worth Sports' to ta l  so f tba l l  s a l e s ,  Worth Sports 

polyurethane core sof tba l l  sa les ,  and Worth Sports so f tba l l s  sales as a 

percentage of  i ts  to ta l  sales.  
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C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

Poly-X U n i t s  As 0 Total Softball  - Year of  Total Softballs  S Sales 

1978 
1979 
1980 
1981 
1982 
1983 

CX 71(C)  ; SX 27 (C) 

170. The advertising and promotional 

Total I Softbal l  Sales AS 
Worth Sales 9 Total Sales 

expenses of  Worth Sports from 

1978 through 1983 demonstrates that Worth Sports has s p e n t  i n  the range of 

(1979) to (1982) , or a to ta l  o f  for a 

six-year period, on promotional products, shows, advertising, and catalogs i n  

an e . f fot t  to s e l l  the Poly-X softbal l .  CX l S ( C 1 ;  SX 85 (C) . 
171. Lannom's current annual gross prof i ts  for t h e  sale o f  

polyurethane core sof tbal ls  exceeds , Hcsld A f f ' t ,  CX 1 ( C ) ,  a t  3 ,  

Speci f ical ly ,  for 1981, gross prof i t  on sof tba l l s  equaled , or 

percent of to ta l  company gross prof i t  of : for 1982, , Or 
percent of t o t a l  company gross profit  ot : and for 1983, 

, or percent of to ta l  company gross prof i t  of . cx 

3(C); - see Heald A f f ' t ,  CX 1 ( C ) ,  a t  3.  

difference between sel l ing price and cost of sa les ,  which includes d i r e c t  

labor and materials. Dale, Tr. 617.) 

(Gross profits  is defined as the 

172. Gross prof i ts  for Worth Sports' polyurethane core softballs 

have because the average selling price per u n i t  has One 

possible explanation for t h e  i n  Worth Sports' gross prof i ts  is that 

the 

. Dale, T r .  621-22, 646-47. 
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173. Lannom's net profits for the sale of polyurethane softballs 

C 

C 

C 

C 

C 

C 

C 

C 

C 

exceeds . Heald Aff't, cx 1 ( C ) ,  at 3 ;  Dale Aff't, CX 10,  at S: Dale, 

Tr. 619-20. (Net profits is defined as gross profits less expenses. Dale, 

Tr. 619.1 

174. Lannom has steadily increased its sale of  polyurethane core 

softballs over the last four years as reflected below: 

(a) July 1 ,  1980 - June 1 9 ,  1981: dozen valued at 

. 
(b) July 1, 1981 - June 2 9 ,  1982: dozen valued at 

(c) July 1, 1982 - June 1 7 ,  1983: dozen valued at 

. 
(d) July 1, 1983 - April 2 7 ,  1984: dozen valued at 

. 
Dale Aff't, CX 10, at 3-4: CX 1 3 ( C ) .  

175. Lannom's estimated output of polyurethane softball cores for 

1984 is approximately dozen. Dale Aff't, C x  10, at.4; Dale, Tr. 

583-84 e 

176. Lannom's maximum capacity for producing polyurethane softball 

cores, working one shift five days per week, is approximately dozen 

per year. Dale Aff't, CX 10, at 4 .  

177. Lannom, by adding a second shift to its current facilities, 

could expand its rate of polyurethane core production to approximately 

dozen p e r  year. Dale Aff't, CX 10, at 4.  

178. Lannom, by adding a third shift to its current facilities while 

operating those facilities at their maximum potential, could produce 

approximately . dozen polyurethane softball cores per year. Dale Aff't, 

Cx 1 0 ,  at 4 .  
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179. The United S t a t e s  market for a l l  types  of softballs of any core 

composition is approximately  dozen per year.  Dale A f f ' t ,  CX 10 ,  a t  

4 .  

180. The fo l lowing  companies have purchased from Lannom polyurethane 

cores for the purpose of producing f i n i s h e d  s o f t b a l l s :  

(a) McGregor Athletic  Products :  1980 ,  dozen valued a t  

i 1 9 8 1 ,  dozen valued a t  Dale A f f ' t ,  CX 1 0 ,  a t  

4. 

(b )  Wilson Division of PepsiCo,  fnc.: July  1,  1981 - 
December 31,  1 9 8 1 ,  dozen valued a t  ; January 1,  

1982 - December 31,  1982 ,  dozen valued a t  1 

January 1 ,  1983 - December 3 1 ,  1983 ,  dozen valued a t  

; January 1 ,  1984 - A p r i l  3 0 ,  1984 ,  dozen valued a t  . 

i July  1 ,  1984 - 1985 ,  dozen. Dale, A f f ' t ,  CX 10,  

at  4 ;  see Heald,  Tr. 219-22;  Dale, Tr. 653. 

(c) Spaulding S p o r t s  Company. SX 45(C); FF 109.  

(d) Rawlings Spor t ing  Goads Company. See  Heald,  Tr. 222-25: - 
Dale, Tr.  656-57;  FF 112. 

(e) R e g e n t  S p o r t s  Company. 

( f )  S t e e l e  Spor ts .  S e e  Heald,  Tr.  226-27. 

(9) Seamco. S e e  Heald,  Tr .  232-33. 

- 
- 

( h )  Am. S e e  Dale, Tr.  656.  - 
Complainant suppl ied  these companies with polyurethane cores with an "implied' 

license to manufacture polyurethane core s o f t b a l l s  with l e a t h e r  covers .  

Cx 1 0 ,  para.  13: Sx 115.  
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181. . Complainant. supplies polyurethane cores to Wilson with an 

'implied' license to manofacture polyurethane core softballs with leather 

Covers. CX 1 0 ,  para. 13. For the years 1981 to present, ralcs of 

polyurethane Cores to Wilson have been as follows: 

Year - 
July 1981-0ec. 31, 1981 

Jan. 1, 1982-Dec. 31, ,1982 

Jan. 1, 1983-Dec. 31, 1983 

Quanti tx 

dozen 

dozen 

dozen 

Jan. 1, 1984-April 30, 1984 dozen 

Value 
(in Dollars) 

182. Since April 30, 1984, complainant has received orders from 

Wilson for more cores. Dale, Tr. 653. 

183. Wilson manufactures and sells leather cover polycore balls and 

vinyl cover polycore balls. Dale, Tr. 654. 

184. The cost to Wilson of obtaining polyurethane softball cores 

from complainant is about per dozen Cores. Dale, Tr. 658. The cost to 

Worth Haiti in 1984 for polycores is per dozen. CX 21(C) . 
185. percent of the polyurethane core softballs produced by 

Lannom are sold under private labels. Dale, Tr. 614-15. 

186. Polyurethane core softballs are primarily used in slow pitch 

softball games. Slow pitch softball comprises 90 percent of the softball 

played. Hardy, Tr. 268-69: see id. at 458-59: FP 33-35. -- 
187. The polyurethane cote softballs sold by Worth Sports has been 

approved for organized league play by the Amateur Softball Association of 

America, the United States Slow-Pitch Softball Association, the NCAA, the 

National High School Federation, and Little League, Inc. Heald, Tr. 31: Heald 

Aff't, CX IK), at 4; Dale Aff't, CX 10, at 5 ;  Cx 17: CX 18, 
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188. The number one ranked company according to sales of softbel ls  

i n  the Uni ted  States is Worth Sports: number two is Dudley; number three is a 

toss-up between Wilron, deBeer, rnd Diamond Sports, The above coapanies are 

then followed by small companies such  as Steele,  Westar, went, rranklin 

Sports, and nCGregor, w i t h  Stcele being the number OM company foe this mall 

: 

eolapany sales group. 'After that you are g e t t i - m  really bad funk' and 

small salrs, SO.59 to  $1.00 ba l l s  rt dircount storor. Ur. D81e jurt rwently 

heard of a company named Baden srlling softballs. D r l e ,  Tr. 670-728 

Muhlfclder Dcp., SPX 3 3 ,  Tr. 10. 

189. The nrrrPa; one ranked ckpany according to ules.of . 0 .  - 
polyurethane core softballs i n  the U n i t e d  States i s  Worth-Sportst number too 

is Wilson: t i e d  tor number three i s  Df8810nd Sports and Steele. nr. Dale 

understands that  Coast Marketing and Baden both sell polyurethane core 

softballs,  but since he i s  not sure about them he uould h o e  to put them on 

the bottom. Dale, Tr. 674-75. 

I 
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VXI.  Injury 

190. There are no substantial differences between the- polyurethane 

core softballs  w i t h  leather covers manufactured and s o l d  by complainant and 

the polyurethane core softballs  w i t h  leather covers imported and sold by 

Diamond Sports. Heald, Tr. 46; Hardy, Tr .  424. 

191. The following customers of complainant have purchased sof tbal ls  

c from Diamond Sports: 

C 

C 

C 

C 

C . Heald, Tr.  49-51, The record is uncertain, however, as to t h e  

precise type of s o f t b a l l  each of these companies purchased from Lannm and the 

precise type of sof tbal l  they subsequently purchased from Diamond Sports. 

Heald, Tr.  81-82: see Hardy, T t .  413-14. - 
192. Diamond Sports has replaced Worth Sports as the supplier for 

polyurethane core softbal ls  i n  one league. Hardy, Tr .  414. 

193. Mr. Heald, President, Worth Sports, is not aware of any los t  

sales of the polyurethane core softball to  any company other than  Diamond 

Sports. Heald, Tr.,  84. 
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194. Worth Sports has lost some sales because of the gaining 

popularity of the surlyn core softballs sold by Dudley. Heald, Tr. 102; - see 

Muhlfelder Dep., Tr. 11. 

195. Worth Sports has lost some sales because of the introduction of 

a new plastic composition ball by the deaeer Company. Heald, Tr. 102-03. 

196. From December 1983 until October 2, 1984, Diamond Sports 

c imported into the United States approximately dozen polyurethane core 

softballs. Hardy Aff't, CX 23(C), at 19; see Hardy, Tr. 267. - 
197. Diamond Sports' present inventory of polyurethane cote 

c softballs is approximately dozen. Hardy, Tr. 267. 

198. In its 1984 cataloq for baseballs and softballs, Diamond Sports 

offered four types of polyurethane core softballs: (1) D100-U POLY-D 

(traditional lively flight, white stitch, recommended for fast of slow pitch, 

adopted by the ASA): ( 2 )  D100-B POLY-D (traditional lively flight, blue 

stitch, recommended for slaw pitch, licensed by USSSA); ( 3 )  D100-R POLY-D 

. (traditional lively flight, red stitch, recommended for slow pitch): and 

( 4 )  D2OO-G POLY-D (gold stitch, recommended for slw pitch,.ASA licensed 

RF80). All ot the above softballs also feature chrome white lacquered 

leather. CX 24. 

199. In its 1985 catalog Lor baseballs and softballs, Diamond sports 

offered seven types of polyurethane core softballs featuring the .Special 

Molded Poly-D Cores.. 

softballs offered in the 1984 catalog: 0100-W; D100-R: D200-G ASCI. The four 

other softballs had the following distinguishing characteristics: 

(1) D100-B-MID (blue stitch, recommended for slow pitch, USSSA licensed with a 

coefficient of restitution equal to 0.48); (2 )  D100-B-MAX (same 

Three of the softballs corresponded directly to 
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characterist ics  as  0100-8-MID except v i t h  a coeff ic ient  of resti tution equal 

to 0,521,: (31' 02OO-G USSSA (same characterist ics  as 02004 ASA except it i s  

licensed by USSSA) : ( 4 )  D111-8-MAX (same characterist ics  as DlOO-B-MAX except 

t h a t  this  is an eleven-inch sof tba l l ) .  The 1985 catalog l i s ted the 

coeff ic ient  of restitution for the 0100-W softbal l  as 0.52, 0100-R as  0.48,  

and the D2OO-G ASA as 0 . 4 4 .  A l l  of tbe.above &al l3  also feature chrome 

white lacqixted leather. CX 26; E Hardy, Tr. 262-63. 
i 

200. Diamond Sports 1984 catalog l is ted eight "M8nufacturers Reps" 

from w h i c h  i t s  products could be purchased and their respective salor 

te r r i tor ies :  (1.1 Keith Kleppc'6 Associ'ates (Hawaii, California,  Nevada, 

Arizona) t Team West .(Alaska, Washington, Oregon, Idaho, Montana) ; ( 3 )  George 

Tyler Enterpriser ( U t a h ,  Wyoming, Colorado); ( 4 )  B.O. Nickelson L Associates 

. . .  . 0 .  

. 
(North Dakota, South Dakota, Nebraska, Minnesota, Iowa, Mirsouri, Wirconsin, 

I l l i n o i s ,  Michigan,  Indiana, Ohio) ; (5) Dan Spika 6 Associates (New MexIco, 

Texas, Oklahoma, Kansas, Arkansas, Louisiana, Mississippi) I (6) Uottr-Rupp, 

Inc. (Kentucky, Tennessee, Alabama, Florida, Georgia, Sduth Qrol ina ,  North 

Carolina, Virginia, West Virginia) ; ( 7 )  Dave Middleton 6 Aa8ociate8 (Maryland, 

Delaware, Wew Jersey, Pennsylvania, New York) t and ( 8 )  Paul Shrughnesry & 

Associates (Connecticut, Rhode Island, Massachusetts, Vormont, New Rampahire, 

Maine. C X ' 2 4 ,  'Diamond Sports' 1985 catalog l ists only seven ~U8nutrcturers 

Reps." Team West no longer s e l l s  Diamond Sports' products; inrterd, Keith 

Kleppc 6 Associates represents Diamond Sports i n  Team West's five s tate  sales 

territory.  I t  also appears from the 1985 catalog that some of the 

manufacturer representatives changed their location and on@ repreSmt8tive t 

B.O. Hickelson 6 Associates, is now known as The Hickelson Group. CX 26. 
1 
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201. Diamond Sports Early Order Program listed prices good through 

November 3 0 ,  19831 for orders Of the D l O O - W  POly-D, DIOO-8 Poly+, and D2OO-G 

C Poly-D softballs  as follws: (1) 1-99 dozen,  per dotent. (2)  100-299 

C dozen, per dozen: (3) 300-599 dozen, per dozen: and (4 )  600-1499 

C dozen, per dozen. First t ine orders placed by a Dealer after 

C December I, 19838 had added to a l l  qGntity-based prices. Dealers Yfte 

C extended a percent discount on their order if payment accompanied t h e  

order. CX 25(C) .  

202. Diamond Sports Early Order Program for 1985 lirted price8 for 

orders accepted from A u g u s t  1,  1984, t o  Novemkr 30, 1984, for ordeps of t h e  

D l O O - W  POly-D, D l O O - D  Poly-D MAX O r  H I D  Range, DIOO-R POly-D, and D2OO-G 

C Poly-D as follows: (1) 1-99 dozen, per dozen; (2) 200-399 dozen, 

C per dozen: (3) 400-599 dozen, per dozen: and ( 4 )  600-999 dozen, 

C per dozen. Orders placed after November 3 0 ,  1984, had added to 

C a l l  quantity-based prices. Dealers were extended a percent dircount on 

c theft order i f  payment accompanied t h e  order or a percent discount if 

payment was w i t h i n  30 days. CX 2 7 ( C ) .  

203. Diamond Sports f i rs t  began importing polyurethane cote 

C softballs from .in 0ardy A f t ' t ,  a 2 3 ( C L  a t  8 .  

204. Diamond Sports obtains all of its cmpleted polyurethane core 

C softballs from Tusa Corporation located i n  Taiwan. 

C Rardy, Tr .  273-74. Tusa MY subcontract out to another company for 

s t i t c h i n g  purposes, b u t  Diamond Sports only puccha8er polyurethane core 

softballs  from Tusa. Id. a t  274. - 
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205. Diamond Sports decided to  import polyurethane core sof tba l l s  

from because of . That is,  the price Hr. 

Hardy was quoted for a polyurethane core sof tbal l  produced i n  Haiti was 

a dozen, F.O.E. Haiti ,  whereas the price he was quoted for a finished product 

produced i n  Taiwan was a dozen. Hardy A f f ' t ,  CX 2 3 ( C ) ,  a t  8-9; - see 

Hardy, Tr. 282-84, 288-89. 

206. Diamond Sports has purchased polyurethane core s o f t b a l l s  from 

two companies located i n  Korea, . Hardy A f f ' t ,  CX 2 3 W r  a t  15. 

207. Tusa, located i n  Kaohsiung, Taiwan, has a f a c i l i t y  

approximately square fect i n  size.  

Hardy, Tr. 273, 325. 

208. Tusa's maximum capacity for the production of polyurethane core 

sof tbal ls  i s  approximately dozen per month. Hardy, Tr. 325.26, 

357. 

209. Tusa's number one customer is 

Hardy, Tr. 325. 

210 . Qiarond 

Sports purchases so f tba l l s  from Tusa for per doten. Diamond Sports has 

been quoted p e r  dozen by others. Hardy, Tr. 333. 

211. Diamond Sports does not have 

Hardy, Tr. 333-34. 
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212. 

Hardy, Tr. 

339. 

213. Mr. Hardy, President of Diamond Sports, is also 

Hardy, Tr. 3530 

214. At the present time, TUSa is producing do ten ba 11 s 

per month of which approximately dozen are softballs with polyurethane 

cores. 

Hardy, Tr. 358. 

215. . 

366-68, 369. 

216. 

.Hardy, Tr. 368-69. 

217 

Haray, Tr. 

Hardy, Tr. 356. 
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C 218. 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

Hardy, Tr. 356-57. 

219. There are only two companies in Taiwan that produce 

polyurethane cores for balls in Taiwan, Success Chemical and Mansui. 

; see Hsu Dep.., Tr . 45. 
220. TUSa purchases its polyurethane core for its softballs from 

Success Chemicals. ; Hardy, Tr. 273-74. 

221. Success Chemical, located in Hsinchu, Taiwan, has a 

square foot facility. Success Chemical produces a polyurethane core within 

its facilities and . Success Chemicals has 
. 

Dep., TC. 10-11, 34. 

i Hsu 

222 . 
Hardy, Tr. 372, 374, 375-79; see - 

Hsu Dep., Tr. 34. 

223 . 
Success Chemical is capable of producing 

8,500-10,000 dozen polyurethane cores per month. 

HSU oep., Tr. 11-12. 

C 

C 

C 

. c' 

' C  
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C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

C 

225. 

226. 

Hardy, Tr.  360-61, 319-90; SX 3, a t  25. 

m r d y r  TCa 

376,  378-79; see also Hsu Dep., TC. 14. -- 
227. S u c c e s s  Chemicals s t a t e d  t h a t  its product l ist  inc ludes  

r e s p e c t i v e l y .  Success  Chemicals used the phrase  'Superior to Worth RED 

DOT/BLUE DOT/GOLD DOT.' CX 2 9 ,  L e t t e r  from M.S. L i n ,  Attorney-at-Law, t o  Paul  

P a  Kil!ner, Esq. (May 158 i 9 8 w  see cx 3 0 .  - 
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228. 

Hardy, Tr. '375.76, 394-95. 

229 

Hardy, Tr. 382-83. 

230 

Hardy, 

Tr. 385-86. 

231. Diamond Sports has purchased dozen polyurethane cores 

from Success Chemical. Hardy, Tr. 437-39, 451. 

232. Success Chemical has sold polyurethane cores to  

Hardy, Tr. 386-87. 

233.  

Hardy, Tr. 370-71. 

234. I n  a telex dated October 1 ,  1984, from Taiwan International 

Patent and Law Office to Paul F. Kilmer, ESq., Success Chemicals was reported 

to  have one polyurethane core s o f t b a l l  molding machine w i t h  an annual 

production capacity of 1,440,000 cores (120,000 dozen) and Manrui Chemplas war 

reported to have two polyurethane core sof tbal l  molding machines w i t h  an 

annual production capacity of 2 , 4 0 0 , 0 0 0  cores (200,000 dozen). 

Kilmer A f f ' t ,  a t  2.  

CX 5 0 ;  8 ~ f  

14 3 



235 .  Mansui Chemplas CO., L td . ,  has been established for f ive to s i x  

years and began producing polyurethane cores for softballs  and baseballs since 

1983. 

sof tbal l  and basebal l  factories.  HSU Dep., Tr. 26D-28FV 44-46: CX 29, Letter 

from M.S. L i n ,  Attorney-at-Law, to P a u l  E'. Kilmer, Esq. (May 1 5 ,  1984). 

A l l  of ManSUi's  polyurethane cores are supplied to local Taiwanese 

236. The d u r a b i l i t y  of a Mansui polyurethane core is approximately 

ha l f  that  of the durability of a polyurethane core produced by Success 

Chemicals, and the core's COR is unreliable and low. Hardy, Tr.  400-01, 

451-52; Sx 3 ,  a t  26-28. 

237. 

Mansui currently has two pour machines. 

i see Hsu Dep., Tr.  27E,  46. 

There are two 

possible sources from which these companies can acquire polyurethane cores, 

C Success Chemicals and Mansui. 

C 239. 

C 

C 

C 

C I d . ,  a t  24. - 
240. The primary market for polyurethane core softballs is t h e  

United States. Hardy A f f ' t ,  CX 23(C) , a t  15. 
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241. 

C Hardy A f f ' t ,  CX 23(C), a t  16-18. 

242. The wage rate  for a s t i tcher  i n  Taiwan is  approximately $1.40 

c per dozen. i Hardy, Tr.  282,  341. 

243. An experienced stitcher i n  Taiwan is capable of s t i t c h i n g  40 

c balls  a day. ; Hardy, Tr. 341-42. 

244. There are no companies i n  the Uni ted  States that produce 

baseballs and sof tbal ls  t h a t  have been sewn i n  the United States. Dale, Tr.  

553-54. 

245. There are no substantial  barriers which would i n h i b i t  a company 

already i n  the business of s e l l i n g  sof tbal ls  from importing polyurethane core 

sof tbal ls  into the United States from Taiwan. Hardy, Tr.  270; see Muhlfelder - 
Dep., SPX 33,  Tr. 48-49. 

246. I n  a letter  dated December 29, 1983, Complete Merchants 

Corporation, located a t  P.O. Box 55-123, T a i p e i ,  Taiwan, Republic  of  C h i n a ,  

informed Midway Sporting Goods Mfq. Co. of Milwaukee, Wisconsin, that it was 

the o n l y  company i n  Taiwan who manufactured "the P.U. Softball  Cores and the 

complete Balls."  Complete Merchants offered three polyurethane core 

sof tbal ls ,  w h i c h  it labeled as the "Poly-D Core S o f t b a l l " :  (1) CS-101W w i t h  

white stitch, 'Recommended use for A.S.A. t r a d i t i o n a l  l i v e l y  f l i g h t  sof tbal l , "  

"Superior to  Worth Red D o t , "  and "Adopting i n  Diamond D-100W Poly-D 

softbal ls" ;  ( 2 )  CS-101 B w i t h  blue stitch, "Recommended use for U.S.S.S.A. 

tradit ional  l ively  f l i g h t  s o f t b a l l , "  "Superior to Worth B l u e  D o t , "  and 

"Adopting i n  Diamond D-1008 Poly-D sof tba l l " ;  and CS-202 G w i t h  gold st i tch,  
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'Recommended use for A.S.A. RF-80 restricted flight softball,' "Superior to 

Worth Gold Dot,' and 'Adopting in Diamond D-2OOG Poly-D softball.' CX 14. 

See FF 250. 

247. The polyurethane core softballs offered for sale by Complete 

Merchants were made in Taiwan by Success Chemical Co., Ltd. CX 14. 

248. The polyurethane core softballs were offered for sale by 

Complete Merchants at the price of $22.92 per dozen, F.O.B. Taiwan. An extra 

charge of $0.60 p e r  dozen was added for a designed individual box. Complete 

Merchants also offered 'different discount i n  different order.* CX 14. 

C 249 Complete Merchants has offered to 

C sell as low as per dozen polyurethane core softballs. 

C 

250. The statements made by the 'responsible person' representing 

Complete Merchants that Complete Merchants had a purchasing agency agreement 

with Diamond Sports and had purchased polyurethane care softballs from Sakurai 

. Athletic Mfg. Co., Ltdmr Tayang Sporting Goods Co., Ltd., and Well-Sun Sports 

Mfg. Co., Ltd, are not reliable evidence given that Complete Merchants has not 

yet obtained a corporate license in Taiwan and that Mr. Hardy has never spoken 

with anyone at Complete Merchants and purchases softballs only from TUSa. 

HSU Dep., Tr. 14-16, 34-35; cx 29, Letter fran M.S. Lin, Attorney-at-Law, to 

Paul F.  Kilmer, Esq. (May 15, 1984); Rardy, Tr . .  440; Fp 203. 

C 251. Cortina, 

C 
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C 

C 

C 

C 

C 

C 

252. Cortina 

253 

C 

C 

C 

Hardy, Tr.  289-90,  291. 

b r i n g s  i n  254. employs 12 to 15 persons  on its premises.  

chrome white tan l e a t h e r  and does its own c u t t i n g  and g l u e s  the cover to the 

core . also has a warehouse or packaging/stamping area. Hardy, Tr. 290. 

255. The s t i t c h i n g  performed by relies e n t i r e l y  on the c o t t a g e  

industry.  

estimates, according to Mr. Hardy, that it could produce dozen 

s t i t c h e d  s o f t b a l l s  per month, and b e l i e v e s  that by January I, 1983,  it can 

stitch dozen per m o n t h ,  polyurethane core or any combination of core 

types. Hardy, Tr.  291 ;  see i d . ,  a t  435. -- 
256. M r .  Hardy has seen boxes of l e a t h e r - c o v e r e d ,  polyurethane core 

s o f t b a l l s  d e s t i n e d  for 

297-98, 434-35. 

a t  t h e  f a c i l i t y .  Hardy, Tr, 2 9 4 ,  

257. I n  a d i s c u s s i o n  h e l d  between Jesse H. Heald, Jr., P r e s i d e n t ,  

Worth S p o r t s ,  and an i n d i v i d u a l  named John Chung, during e a r l y  September 1 9 8 4 ,  

Hr. Chung represented t h a t  he had access to a c a p a c i t y  to provide 2 4 0 , 0 0 0  

dozen s o f t b a l l s  per year .  

had t r i e d  to e s t a b l i s h  export sales to the United S t a t e s .  The company name 

Mr. Chung was involved w i t h ’ a  t rading company w h i c h  

was Kooney, Inc. Mr,  Chung also i n d i c a t e d  t h a t  he had been a f f i l i a t e d  w i t h  
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Complete Merchants Corp. i n  t h e  past and had been involved w i t h  Diaamnd Sports 

i n  their early ef torts  to establish manufacturing i n  Taiwan. Heald, 

TK,. 43-45; -- see also C x  1(c) ,  a t  6; Hardy, Tr .  440. 

C 258 , located i n  Taiwan, has a square feet f a c i l i t y  

c and employs i n d i v i d u a l s  who are not stitchers.  production capacity 

c for the s t i t c h i n g  of balls is approximately . dozen per month. Hardy, 

T K O  295-97. 

259. In a le t ter  dated March 27, 1984, Morrison Enterprises Corp., 

located a t  123 Kung Kuan Road, Taichung,  Taiwan 400, Republic of C h i n a ,  

informed Lannom that it had been i n  t h e  sporting goods industry for over ten 

years and was able to offer Lannom a 'SOLID PU CORE" sof tbal l  w i t h  a 

waterproof leather cover for $26.20 per dozen, F.O.B. Taiwan. 

Heald, Tr. 39-40. 

CX 8; 8ef 

260. Sakurai, located i n  Taiwan, has recently purchased a 

C square feet f a c i l i t y .  Sakurai production capacity for the 

c s t i t c h i n g  of balls is approximately dozen per month. 

C 

261. Sakurai Athlet ic  Mfg. Co., L t d . ' s ,  factory had specialized i n  

the manufacture of softballs and baseballs for up to three years. Sakurai 

A t h l e t i c  purchased its polyurethane cores from Success Chemicals. Inspetction 

of Sakurai Athletic's faci l i t ies  revealed that  they were manufacturing 

products for Steele and Diamond Sports. Hsu Dep., Tr.  16-19; CX 29, Letter 

from M.S. L i n ,  Attorney-at-Law, to P a u l  F. Kilmer, Esq. (May If,  1984) .  

262. I n  an undated price quotation, Kaohsiung Tayang Co., Ltd. ,  

located a t  Factory 9-21, Song Bun Road, Lann Bun Isuen, Meau Song Shiang,  

Kaohsiung Hsien, Taiwan, Republic of C h i n a ,  and Tayang Sporting Goads Co., 

Ltd.8 located 
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BOX 562,  offered the following solid polyurethane core softballs with chrome 

tanned leather covers: 

Taiwan: P l Z R ,  Red stitch, traditional flight, slow pitch, $21.50 P.O.B. 

P l Z G ,  Gold stitch, restricted flight, $21.50 P.O.B. 

Taiwan: and PLZW, White stitch, traditional lively flight, fast and slow 

pitch, 821.50 P.O.B. Taiwan. The above prices are based on a minimum purchase . 

of 500 dozen. If the minimum purchase is less than 500 dozen, the above 

prices are P.O.R. Raohsiung. CX 9: - see Heald, Tr. 42-43. 

263. Tayang's factory in Taiwan prepares balls for stitching of the 

covers to the cores by cutting and punching holes in the leather, winding 

baseballs and yarn, and adhering the cover to the core. After the balls 

return from the stitching factories/stations, employees at Tayang package the 

C balls and 

C The site of Tayang's facilities are approximately square 

C feet. 

264. Tayang Sporting Goods Co., Ltd., has been established for ten 

years and produced mainly baseballs for export. Tayang had produced 

polyurethane core softballs for one to two years but the orders and quantity 

were not large. 

that used the mark L.M.G. 

from Success Chemical. Hsu Dep., Tr. 1 9 ,  39-40; CX 29,  Letter from M.S. Lin, 

Tayang's did business with a U.S. company, CEMID or CEMIG, 

Tayang'S polyurethane cores may have been purchased 

Attorney-at-Law, to Paul F. Kilmer, Esq. (May 15,  1 9 8 4 ) ;  see CX 31. - 
265. Well-Sun, located in Taiwan, has a production capacity for the 

C stitching of balls of dozen per month. 
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C 

266. Well-sun Sports Mfg. Co., Ltd. ,  has been established for s i x  to 

seven years and their products, including softballs, are exported mainly to 

Europe and the United States. 

and one of their b i g  c l ients ,  according to Ms. H S U ,  i s  Diamond Sports, but 

currently they are only producing BAOEN branded polyurethane core softballs. 

Well-Sun has produced polyurethan-e core balls, 

HSU Dep., Tr. 23A-25C. 40-44: cx 29, Letter from M.S. L i n ,  Attorney-at-Law, to 

Paul P, Kilner, Esq. (May 1 5 ,  1984) .  

267. 

C 

C 

C Hardy, Tr. 422-25: see i d , ,  a t  270, 301. 

268. Coast Marketing, located i n  San Jose, California, is a 

C catalog-type company. Coast Marketing 

C to determine its price on softballs,  

dozen for softballs w i t h  leather covers and $22.50 per dozen foc softballs 

was quoted $32.50 per 

w i t h  WC covers. Coast Marketing se l ls  a softball w i t h  what is called a 

C synthetic core. 

269. Coast Marketing has been selling a leather covered polyurethane 

core softball for a year and a half to two years longer than DiaImnd Sports. 

Hardy, Tr. 433.  

270. CPX I, a disassembled R e g e n t  Sports' softball ,  vas inspected by 

complainant to determine the softball's colnposition and physical 

characteristics. After t h i s  inspection, complainant concluded that Regent 

Sports' softball had a leather cover w i t h  a core formed of polyurethane foam 

plastic and demonstrated the same rebound, weight,  s ize,  and hardness 

characteristics as a conventional softball. Beald, Tr. 33-37. 
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271. CPX 2 ,  the package w h i c h  contained the Regent Sports' s o f t b a l l ,  

s tates  that the sof tba l l  has a "Polycore* and is produced under U.S. Patent 

3,976,295. CPX 2; see Heald, Tr. 37-38. 

' 272. The polyurethane core of  CPX 1 ,  the disassembled Regent Sports' 

softbal l  i n  w h i c h  complainant inspected t h e  so f tba l l s  composition and physical 

character is t ics ,  has a 1979 date on it that indicates a p o s s i b i l i t y  that t h e  

core was purchased from Lannom. Tr. 109-10; Dale, Tr. 659-60. 

C 273 

C 

C Hardy, Tr. 331. 

274. The market for so f tba l l s  outside the United States is as 

follows: Europe, 10~000-20,000 dozen p e r  year: New Zealand, a few thousand 

dozen per year; Central America, 20,000-30,000 dozen per year; Australia, a 

few thousand dozen per year. Canada is the largest  market outside the United 

States ,  but no estimate of the market s i z e  appears i n  t h e  record. Hcald, Tr. 

. 78-79; cf. id . ,  a t  470-71. - -  
275. There is no evidence of  record w h i c h  demonstrates that there 

are f a c i l i t i e s  i n  Haiti for the production of polyurethane cores. It  appears 

that for those sof tbal ls  manufactured in Haiti that feature polyurethane 

cores,  t h e  cores are produced f i r s t  i n  t h e  United S ta tes ,  shipped to Xait i  t o  

be combined w i t h  covers, t h e n  shipped b a c k  to the United States.  

A f f ' t ,  CX 23(C), a t  8. 

See Hardy - .. . 

276. Though Indonesia, Korea, Mainland China, and the P h i l i p p i n e s  

are places where sof tba l l s  could be produced because of low labor rates? no 

polyurethane core sof tba l l s  are currently b e i n g  manufactured i n  those 

countries. Hardy, Tr. 494-45; -- see i d . ,  a t  284. 
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CONCLUSIONS OF L A W  

1. The U.S. International Trade Commission has jurisdiction as pertains 

to the subject  matter of t h i s  investigation and i n  rem jurisdiction over the 

polyurethane core sof tbal ls  with leather covers that  have been imported into 

or sold i n  the United States. 19 U.S.C.  5 1337(a). - ' -- 
2.  Patents are presumed v a l i d .  35 U.S.C.  5 282. 

3 .  The presumption o f  v a l i d i t y  afforded patents does not have 

independent evidentiary v a l u e ,  but rather a l t e r s  the burden of persuasion ruch 

t h a t  the evidence m u s t  demons'trate invalidiiy. 

r t a d e  Comm'n, 218 U.S.P.Q.. '678 (Fed. C i r .  1 9 8 3 ) .  

SSIH Equipment, SA. V .  Intel - . 9 :  

See Opn., a< 22-23. . 
4 .  The ' 2 9 5  patent is  invalid under 3 5  U.S.C.  5 112 for failure to . 

provide: ( 1 )  i n  f u l l ,  c l ear ,  concise and exact terms the minner 8nd process 

of making and used the invention so as to enable any person s k i l l e d  i n  the 

r5lcvant prior a r t  to make and use the invention (Opn., a t  23-27); and ( 2 )  

claims t h a t  p a r t i c u l a r l y  p o i n t  out and d i s t i n c t l y  claim the invention (Opn., 

a t  2 3 - 4 3 )  . 
5.  T h e  ' 2 9 5  p a t e n t  is i n v a l i d  under 35 U.S.C. S 103 becrure the subject 

matter of the patent as a whole vould have been obvious to a perron havinq 

ordinary s k i l l  in the art .  Opn., a t  41-55. 

6. Even i f  the '295 patent was v a l i d ,  only those Leather covered 

sof tbal ls  of  COR 0 .48  manufactured w i t h  polyurethane cores produced by Succers 

Chemicals would infringe the patent. Opn., a t  S6-62. The polyurethane corer 

produced by Mansui are unusable i n  organized league play  and therefore do not 

infringe claims 3 ,  4 ,  or 5 ot the ' 2 9 5  patent. Opn., a t  56-61. . 
, I  
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7. S a h r  by respondants Tusa and Su+CCe'SS Chemicals to settled respondent 

Diamond Sports do not constitute an unfair act. Opn., at 71-79. 

8. Pursuant to 5 337, industry is defined as the domestic operations of 

the owner and licensees devoted to the exploitation of the intellectual 

property riqht at issue examined in light of the realities of the 
'u.3, 

marketplace. Opn., at 63-68. - 
9. The domestic operations of complainant rela.ted to the manufacture, 

research, and development of the component parts for the production*of a 

polyurethane core soetball with a leather cover demonstrating the 

characteristics of a'coqvcntibnal softball Gsable in official league play, and 
. * -  

the distribution and sale Of this same finished softball, con<titute a - . . domestic industry under 5 337.' Opn., at 63-68. 

LO, The domestic industry must be, pursuant to 5 337, efficiently and 

economically operated through use of modern equipment and facilities, 

investment in research and development, profitability of the relevant product 

line, substantial. expenditures in advertising, promotion, and development of 
. 

goodwill, and effective quality control. opn., at 69-71. 

11. The relevant domestic industry is efficiently and economically 

operated. Opn., at 69-71. 

12.  Respondents' unfair methods of competition and unfair acts must have 
I 

the eftect or tendency under 5 337 to destroy or substantially injure the 

domestic industry. Opn., at 71-94. 

13. The importation and sale of allegedly infrinqing polyurethane core 

softballs does not have the effect or tendency to substantially injure the 

relevant domestic industry. Opn., at 79-94. 
I 

153 



. .  

INITIAL DETERMINATION AND ORDER 

... . .  
eased on the focegoinb opinion, findings of fact, conclusions of law, and 

the record as a h o l e ,  and having considered all pleadings and arguments as 

well as proposed Eindings of fact and conclusions oE law, it is the 

administrative law judge's INITIAL DETERMINATION th-here is no violation of 

5 337 of the Tariff Act of 1930, as amended, in the hportation into or sale 

w 

in the United States of Eertain softballs and polyurethane cores therefor, 

The administrative law judge hereby CERTIFIES to the Comaisrion thir 

Initial Determination tq9ef.her with the recerd of the exhibits accepted into 
- . 0 .  

evidence dur ing the courre.'of the hear inq in this investigatiolh. - - . 
In accordance with Rule flO.44(bl a11 material found to be confidential . 

by the administrative Law judge under Rule 210.6(a) is to be given in camera 

treatment €or five years from the termination date o€ this ihvertigation. 
-- 

The Secretary i s  instructed to serve a public version of this Initial 

Determination upon a l l  parties of record and the confidential version upon all 

counsel of record who are  siqnatorier to the protective order issued by 

Administrativo taw Judge Donald K .  Duvall on Hay 11, 1984. 

This Initial Determination shal l  become the determination of the 

Commission 30 days after its date of service unless the Commission within 

those 30 days shall have ordered r e v i w  of this Initial Determination, or 

certain issues herein, pursuant to 19 C.F.R. 5 5  2 1 0 , 5 4 ( b )  or 210.59. 

' 19 C.F.R. S 210,53(h) 0 
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Any party to this invcstiqation may request a review by the Commission oE 

this Initial Determination by filing with the Secretary a petition for review, 

except that a party uho has defaulted may not petition for reviev of any issue 

reqardinq vhich the party i s  in default. A petition O C  review shall be filed 

within LO days after the service of this Initial Determination. 19 C.F.R. 

9 5  210.54  (dl 

so ordered. 

. * .  

. 9 :  

Administrat+ Law Judge 

Issued: February 19, 1985 
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. .  

CERTAIN SOFTBALLS AND POLYURETHANE CORES THEREFOR 337-TA-1?0 

CERTIFICATE OF SERVICE 

I ,  Kenneth R. Mason, hereby c e r t i f y  t h a t  the a t t a c h e d  Order was served  upon 
Robert  D. L i t o v i t z ,  Esq. ,  and upon the f o l l o v i n g  parties v i a  f irst  class mail, 
and a i r  mail where necessary, on March 7 ,  1995. 

U.S. f n t e r n a t i o n a l  Trade Commission 
7 0 1  E S t r e e t ,  N, W. 
Washington, D.C. 20436 

FOR COMPLAINANT L A N ”  MANUFACTURING CO. , INC.  : 

Nathaniel  A. Humphries, Esq . ;  Edward,G. Fenwlck, Jr., Csq.; 
Paul  F. Kilmer, Esq. 
%ISON, FENWICK d LAWRENCE 
310 OFC Bui ld ing  
1730 Rhode I s l a n d  Avenue, N.W. 
Washington, D.C. 20036 

I l i c h a e l  A. Hertzberg,  Esq.;  Gary W. C h r i s t i a n ,  E s q , ;  
S t u a r t  E. Benson, Esq. 
GRAHAM d JAMES 
1050-17th S t r e e t ,  N.W.,  S u i t e  1200 
Washington, D.C. 20036 

. 
RESPONDENTS 

Comp l e t  e Ve rc han t s Corpora t ion  

No. 319 Chung-Hsiao E a s t  Rd., Sec.  4 
T a i p e i  C i t y ,  Taiwan 

9th F l o o r  - .  

Success  Chemical Co., Ltd. 
Room 403 
San Chin Bldg. 31-1, Sec .  2 
Shin Sheng North Rd. 
T a i p e i  C i ty ,  Taiwan 

FOR B.O. MICKELSON h ASSOCIATES: 

John W. B o y l e s ,  Esq. 
RUBEN, KAPLAN d ROSEN 
1711 Golf Road, S u i t e  403 
Skokie , I l l i n o i s  60076 

(Cont d) 



CERTAIN SOFTBALLS AND POLYURETHANE CORES THEREFOR 

CERTIFICATE OF SERVICE - Page 2 

Regent S p o r t s  Company 
Hauppauge, New Iork 11787 

K e i t h  Kleppe i Associates 
23272 Vista Grande Drive,  Unit 0 
Laguna Fulls ,  California 92653 

Team Nest 
P.@. Box 62 
Redmond, Vashlngton 98052 

George T y l e r  E n t e r p r i s e s  
2950 South Jamaca Court ,  S u i t e  100 
Aurora, Colorado 80014 

Dan 'Spika & Associates 
1121 Dallas D r i v e ,  S u l t e  5 
nenton,  Texas  76201 

Met s-Rupp , Inc.  
4901-05 D i s t r i b u t i o n  Drive 
Tampa, F l o r i d a  33605 

Dave Hiddleton & Associates 
P.O. Box 473 
Willow Grove, Pennsylvania  19090 

e .  

337-TA-190 

Paul  Shaughnessy L Associates 
36 Grove Circle 
B r a i n t  ree, Massachuset ts  02184 



wr. Chbrles s. S t u k  
Antitnut Div./U.S. a p t  o f  Jumtico 

7115, Hain Jwtico 

Washington, D.C. 20530 
PeMSylVbIlib Av8nua L TOfbth Str80tr N.Y. 

4 

Darrel J. S t i n s t e a d ,  Erq. 
Dapt o f  Health and H u m a n  Svcs.  
mom 5362 ,  North Buildinq 
330 Independence Avenue, S.W. 
Washington, 3.C.  20201  

Richbrd A b k y 4  Esq. 
Chief Counsel 
3.S.  Custom Service 
1301 C o n s t i t u t i o n  Awnw, N.Y. 
Xbrhington, D.C. 20229 






