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VIEWS OF CWJRXOMAN STERS, C O ? I M I S S I O N ~ R  LCDWICK AND 
C O M M I  S S IOSSR ROH2 

C B U S E  will: :ne a~ove-ca?zi.onei invest ipazioc  snocic ncz D e  c e n i c a r e c  as aoatec 

_ .  
as  i r e s ~ i :  o f  c reexa=~si: :oc c e r r i f i c a c e  2mencicg a i -  tire claims o f  m e  

22:en: 0;: i;nicr, Erie iaves:igation wzs Dasec. 

EjacKground 
- 

:>is invest igat ion was i n s t i t u t e a  ~y :ne ~ o m i s s i o r .  02 i t s  own m o t i o n 4 r :  

June i f ,  1353. - :/ 

aecermination o f  wnetner :nere i s  a v i o l a t i o n  o f  s e c t i o n  337 of i h e  T a r i f f  A c C  

The nocice o f  invest igacian aef inec  its scope as tr.e 

O f  1?33 (15 ;'.S.C. § L337) i n  the importation o f  certain apparatus f o r  flow 

injec:ron analysis  ana com?onents t h e r e o f ,  o r  in their  s a l e .  5y YeaS0n:Of - 
C. 

, -  . -- .- .= - 
c -. - a l  legec: r-- 

(1) Direct  infringement or' claims 1-6 o f  U . S .  L e t t e r s  Patent  : ' . -- - - 4 , 0 1 3 , 4 1 3  (tne '413 p a t e n t ) ;  - .  
( *l 
+' - -  

( 2 )  Contributory infringement o f  claims 1-8 o f  U.S. LetteF-7 Patgnt I .e . ' - .  - 
' P3 
- c3 

4 , 0 1 3 , 4 1 3 ;  and 

( 3 )  Induced infringement o f  c l a i m  1-8 of U.S. Letters Patent 
4 , 0 1 3 , 4 1 3 ,  

tne e f f e c t  or tendency o f  w h i c h  i s  t o  d 'es t rdy  ' o r  s u b s t a n t i a l l y  i n j u r e  an 

inaustry ,  e f f i c i e n t l y  and economically operated,  i n  the United S t a t e s .  The 

fo!lowin.g firffis were named respondents i n  the n o t i c e  o f  i n v e s t i g a t i o n :  

- 1/ 48 F. R. 28560 (June 2 2 ,  1983). 



( 4 )  Tecator A B ,  Hoganas, Sweden. 

( 5 )  Pernovo, Perstorp New Business Development, Inc., Sherman Oaks, 
Caiif. 

I -  . .  . . .  , . -  - 
i--.&", ~ar:iss agree: z c  ~:::g=:s 0:.1]- claims - ,  i and 8 c f  the '413 

paten:. During =ne course o f  ;ne i n v e s : i g a z i o z ,  respondents fiiec 2 request 

p2Zei.i: unaer 35 L.S.C. $ 9  332-36;. Tne ?TO reexamination proceeding was still 

psncing wnen, or. A ? r i l  2 !  198L, the AL; fiiec an initial tetermina:ior (ID) 

fincing t vio1a:ron of sec:ior! 237 based on h i s  finding of infriagement o f  

ori&iriai :iaims 2 ,  7 anc E o f  the '413 patent. On May 2 ,  1984, the Commission 

suspenaea the invesciga:ion pending the outcome of the reexamination 

proceeding, the com?ietion o f  wnicn was imminent. The reexamination 

proceeaing was conplezec on Augusi 2 & ,  1984, with the issuance by tne PTO of 

Reexar&ina:ion Cert ificate 2; 6,013 ,L13, i copy of which' is annexed hereto, 

which amended all the original claims of the '413 patent and added several new 

claims. On September 2 7 ,  1984, the Commission ordered the Commission 

investigative attorney to show cause why the investigation should not be 

terminated as abated as a result of the reexamination certificate amending all 

tne original claims of the '413 patent. - 2 /  The Commission investigative 

- 2 /  49  F.R. 39117 (0c:ober 3 ,  1984). 



invescigat ioc  as naving abated as i r e s u l t  o f  :he anenamen: o f  a i ;  the 

o r i g i n a l  claims o f  the '413 patent by the reexamination c e r t i f i c a t e  ana ( 2 )  t o  

vaca:e c n e  IE. Acccraingly, t h 2  Commissior. issued ac appropriate Act ior .  and 

k a t r  anc Federal 3egLs:er notice. 

Discussior: 

ReexaninaLioz proceedings are  f o r  :ne purpose o f  a e t e r z i n i n g  c h e  

ps:enzaoiii:y c f  claims i n  issued patenrs over c e r t z i n  types o f  p r i o r  a r t .  Nc 

case la% has Deen  cite^, and none has been f o u n d ,  wnicn def ines  the e f f e c t  o f  

arnendiq claims ir. a reexamination proceeding. Tne reexanination s t a t u t e  (35 

L . S . C .  9 s  302-3971 provides, i n  pertinent ? a r c ,  a s  F3ilows: 

I n  a reexamination proceeding under t h i s  chapter ,  wnen the time 
for  appeal has expired o r  any appeal proceeding has t e r n i n a t e d ,  the 
Comissioner w i l l  issue and publish a c e r t i f i c a t e  cancel ing any 
c l a i n  o f  t h e  patent f i n a l l y  determined t o  be unpatentable,  
confirming any claim of the paten: determinet t o  be p a t e n t a b l e ,  and 
incorporating i n  the patent any proposed amended or  new cla im 
determined t o  be patentable.  (35 U . S . C .  5 307(a)I 

Tnus, there a r e  three separate c l a s s e s  o f  claims deai: w i t h  by a 

reexamination c e r t i f i c a t e ,  and each c l a s s  i s  t r e a t e d  d i f f e r e n t l y .  

c l a s s ,  ( o r i g i n a l )  claims f i n a l l y  determined t o  be unpatentable,  a r e  

The f i r s t  

"cancelled".  The second c l a s s ,  ( o r i g i n a l )  claims f i n a l l y  determined to  be 

patentable ,  a r e  "confirmed". The t h i r d  c l a s s ,  amended or new cla ims proposed 

<' 
_ . .  . 

3/ On OctoDer 22, 1 9 8 4 ,  the Commission invest igat ive  at torney f i l e d  a 
reTuest f o r  ieave t o  f i l e  a reply t o  respondents' response, t o  which  
respondents f i l e d  an opposition on October 2 5 ,  1984. ' 



procrsaing) ,  are  “L?~orDcrz:rc ir: t n S  pacer,:.” Tnns, amenaec cl2Lms 2 , ~ s  

zreaLec l iKe new claims. Fur:ner ,  ?j C . S . C .  S 3 C i ( D )  makes :ne interveciag 

r i g h t s  provision o f  35 U . S . C .  9 252 (governing the e f f e c t  o f  r e i s s u e  paten:s) 

applicable t o  amended and new claims i n  reexamination c e r t i f i c a t e s :  

Any proposec ansriaec o r  netj clairc de:ermined :c be patentable 
2nc i n c o r p o r a t ? ~  :r.zc E I;a:en: i o l l o c i i n g  a reexamina:ioz proteecing 
w i , ,  cave :ne s a x  ;rre:: as t n i :  sDecified ir. seczior. 2 5 2  o f  cnis  
t i : i e  f o r  r e ~ s s u e c  pz:z?-=s oc :ne r z g n t  o f  m y  person wno n a a e ,  
pilicr.asec. o r  usec azy=r.ing pacen:ec D]; sucn proposed amended or new 
c i a i n .  o r  xno z a a i  s u ~ s z a n c r a l  prep2ra:ion f o r  tne same, p r i o r  t o  
lssuance o f  a cer:iflca:e under tne provisions o f  subsection ( a )  o f  
t n i s  sec:ion. .35 U . S . C .  s 3 0 7 ( b > ]  

_ _  - -  

Tne c i c e a  35 U.S.C.  0 252 reads as fol lows:  

- .  Tne surrender 0: :ne o r i g i n a l  patent s h a l l  take e f f e c t  upon :ne 
i ssue o f  t n e  reissued pi:en:, ani, every reissued pazent s h a l l  nave 
:ne same efr’ecc ant  operation i n  iaw, on  the triai-  o f  acr ions  for 
causes t n e r e a f t e r  a r i s i n g ,  as i f  tne same nad been o r i g i n a l l y  
granted i n  suck: amenaec form, b u t  i n  s o  f a r  as the claims of the 
o r i g i c a l  and re issuec  patents are i d e n t i c a l ,  such surrender s h a l l  
n o t  a f f e c t  any actiori then pending nor abate any cause o f  a c t i o n  
then e x i s z i n g ,  ana :ne reissued patent ,  t o  the  extenc t h a t  i t s  
claims a r e  i d e n t i c a l  q i t h  the o r i g i n a l  p a t e n t ,  s h a l l ’ c o n s t i t u t e  2 

continuation tnereof and nave e f f e c t  continuously from tne date o f  
the o r i g i n a l  patent.  

No reissued patent s h a l l  abridge or a f f e c t  tne r i g h t  cf any 
person o r  nis successors i n  business who made, purchased o r  used 
p r i o r  t o  tne grant o f  a r e i s s u e  anytning patented by :he re issued 
p a t e n t ,  t o  continue the use o f ,  o r  i o  s e l l  t o  others t o  be used o r  
s o l d ,  the s p e c i f i c  t h i n g  s o  made, purchased o r  used, unless  the 
making, using o r  s e l l i n g  o f  such t h i n g  infringes a v a l i d  claim o f  
the reissued patent w h i c h  was i n  the o r i g i n a l  patent. The court 
before which such matter i s  i n  question may provide for t h e  
continued manufacture, use o r  s a l e  o f  the t h i n g  made, purchased o r  
used as s p e c i f i e d ,  o r  for the manufacture, use o r  s a l e  of which  
s u b s t a n t i a l  preparation was made before the grant of the r e i s s u e ,  
and i t  may a l s o  provide f o r  the  continued p r a c t i c e  of any process 
patented b y  the r e i s s u e ,  p r a c t i c e d ,  or f o r  the p r a c t i c e  of w h i c h  
s u b s t a n t i a l  preparation was made, pr ior  t o  the g r a n t  o f  t h e  r e i s s u e ,  
t o  the  extent and u n d e r  such terms as  the  court deems e q u i t a b l e  f o r  
the protection o f  investments made or business commenced before  the 
grant o f  the r e i s s u e .  



- _  anc I anc rn-s s n o u l t  D E  g i v e n  continuo25 PZZCC:. I f  ::is i s  tne c a s e ,  t h e  

inv2s:iga:ior. snoulc no: terminate. 

attorney and respondents agree that  the term " ident ica l "  i n  35 U.S.C. 5 252 

mea75 " w i t n o u :  suDstan:Lve cnange" as s e t  ou: by :he Cour: o f  Appeals for  t n e  

BO:;, :ne Coninission i n v e s t i g a t i v e  

nowever, 0:: now S s a t r l s  Sox applies t c  x i s  CISS,. In Sea:zit Box :ne CA?C 

h e i c  as  ioliows: 

Since we are n o t  asiced t o ,  we d o  n o t  nave t o  decide exac:il; 
wnai " i a s n t i c a l "  does mean, I: i s  c l e a r ,  t h o u g n ,  t n a t  " i d e n r i c a l "  
meacs a t  n o s t ,  " w i t h o u t  substantive change." Seatz ie  B o x ,  i n  
oroadecing i c s  c i a i a s '  scope EO cover n o t  o n l y  spacer blocks 
"greater  than" b u t  a l so  "substanzial ly  equal t o "  :he diameter o f  :he 
p i p e s  i n  2 Dundle ,  has ,  i n  o u r  v i e w ,  made substantive Cnange t o  i t s  
claims. The or ig ina l  claims cannot reasonably be read as intending,  
but for  soae inaccuracy i n  t h e i r  express ion,  the same coverage as  
the re i ssue  claims. Here, the addition i s  not a matter  o f  a mere 
c l a r i f i c a t i o n  o f  language t o  make s p e c i f i c  wnat was always i m p l i c i t  
o r  inherent.  

We h o l d ,  there fore ,  that Seaztie  Box's broadened r e i s s u e  
c la ims,  w i t n  the added words "su5s:antiaLiy equai t o , "  a r e  n o t  
" i d e n t i c a l "  t o  i t s  or ig ina l  c la ims,  assuming " i d e n t i c a l "  means 
" w i t h o u t  substantive change .I1 [Emphasis supplied].  

The pr inc ipa l  amendment t o  claim 2 was t o  amend the l a s t  c lause  t o  read 

"said valve providing means f o r  the sample flow system to  be washed o u t  while 

k the valve i s  t rans ferr ing  a sample i n t o  t h e  reac t ion  flow system" instead o f  

"thereby p r o v i d i n g  means for  the sample f l o w  system t o  be washed out wnile t h e  

4/ Tne term " i a e n t i c a l "  occurs o n l y  i n  the f i r s t  paragraph o f  35 U . S . C .  
9 252, and, arguably, o n l y  the second paragraph may have 5een made appl icab le  
by 35 U.S.C. 9 307(b). However, the second paragraph o f  35 U.S.C. 5 252 
r e f e r s  t o  "a v a l i d  claim o f  the reissued [reexamined] patent which  was i n  the 
or ig ina l  patent , "  a phrase which has been treated s i m i l a r l y .  S e e ,  Chisum, 
Patents 9 15.O5111-[21. - - 



L 

i 

L .  . .  
v a i v i  i s  :ransterring i saa?le in:@ :tie re2c:ior. z io i i  syszez." A s  :c c,~=zs ; 

anc 6 .  tnese vere p r i z r i p z l l y  ameniei c c  L r s e r z ,  respec: iveiy,  t h e  phrases 

"main:2inizg tne integri : : :  cf siic sanpie por:ion between s a i d  t r a n s f e r  szep 

and said mixing step" ant  'hainzaining t h e  i n t e g r i t y  o f  s a i d  volume o f  sample 

between said transfer  s tep anti s a i d  mixing s tep."  

I: is apparent that  tne pacent owner ( the  U . S .  Department o f  Agr1cui:ure) 

. -  amenaet c i a i n s  2 ,  T ,  znc t z.2 overcorns :he examiner's rejec:ior. o f  the 

o r i g i n a ;  c?zrms as  unparez:asle over cerzain p r i o r  a r t .  Taa: t h e  c la ims,  as 

so  amenaec, were then founc  c c  be paten:able over that p r i o r  art c i e a r i y  

implies a change i n  coverage, i . e . ,  a substantive change. 

. .  

We cannot accep: :ne argment that  the scope o f  amended claims 2, 7 and 8 

is the same as that  o f  o r i g i n a l  claims 2 ,  7 and 8.  To do so  would ignore the 

prosecution h i s t o r y  o f  :ne reexamined '413 patent ,  w h i c h  e s t o p s  the pa:ent 

owner from denying tnac substantive changes were made, an estoppel  w h i c h  

operates whether o r  not m e  examiner was wrong i n  making the r e j e c t i o n s  he 

d i d .  - 6 1  

appealed the examiner's f i n d i n g  o f  unpatentabi l i ty  o f  the o r i g i n a l  claims 

under 35 U.S.C. § 306, rather  tnan acquiescing i n  i t  b y  amending those claims. 

If the patentee :hought the examiner was wrong, h e  should have 

Thus, the claims o f  the reexamined '413 patent are  not i d e n t i c a l  t o  the 

o r i g i n a l  claims o f  the '413 patent.  Because t h i s  i n v e s t i g a t i o n  and the I D  a r e  

based exclusively  on the o r i g i n a l  claims and not the reexamined c l a i m s ,  t h i s  

invest igat ion must be terminated as  abated and the I D  must be vacated.  

51 See papers Nos. 8 ,  13 (both) and 14 o f  the reexamination proceeding, - -  
attaches as ExniDits D-G o f  respondents' response, and the May 10 ,  1984,  PTO 
n o t i c e  o f  a l l o w a b i l i t y  and reasons f o r  allowance, attached a s  E x h i b i t  2 o f  the 
Commission i n v e s t i g a t i v e  at torney 's  submission. 
- -  6 1  See,  Chisum, Patents ,  9 18.05[21 [ a ] .  



r . -  L .  

Sx,;seq~en: ~2 :?E r;iins 3: =ne iziz: i .  5ez?zrbxzti9z {IS: by :he 

kdnFnist:axive La-& judge ( A X )  ir. i n y .  No. 237-T&--151 jut before final 

2omissior. action on the ID, the Pacent and TradeTark Office issue a 

reexamination certificate amending all of the original claims of the patent on 

which ',ie investigatioc was base.  The q.xszi3r. '&fare the Cmnission is 

w.ilSther the issganze of this certificacl r s ~ i z s s  terriinacim of Inv. No. 

337-TA-151 as abdzd. 

we are unable to concur wit5 the 3m.ission rajcxip's deternination thaz 

ternination is mandatd. 

finiier of fact in the first instance, ad hzs done sc in the past, the 

Co,m.ission operates most effectively wher, i: =ielqst?s the initial factual ane 

legal determinations in unfair traiie g a c t i c e  cases ta an Administrative Law 

Judge. 

has provided us with his determination and analysis. 

proceure should not be foregone in t5e absence of exigent circvmtances. 

such exigencies are present in this case. 

Although the ,Con.issioE 'nes the authority to act as 

The 2omission is able to make a mre reasoned decision after the ALJ 

This step in the 

No 

We would therefore follow the recornendation of +& Commission 

Investigative Attorney and remand the case to the A L J  for the limited purpose 

of determining whether the cause of action is abated as a result of the 

issuance of the reexaxmination certificate. 
1 

'Response of CIA to Commission's Order To Show Cause Why The 
Investigation Should Not Be Terminated As Having Abated, Inv. NO= 
337-TA-151, at 3 (Oct. 9, 1984). 
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P 

washing out the sample now systrm whik the valve k 
injecting a tample into tbt r d o n  flow syrtrm 

fluid sunples, comprising: 50 
2 An xppstanrs for rapid aualysis of a plurrlity of 

L t ssmpie flow systcm for introduEing s m p l s  se- 
quentially into rhe systun comprising I device fur 
holding a scria' of s smpla  ml+iLDs for automati- 
cally induing said devicc to advzncc each sample 
into poririoo in rquence for king inpoduced into $5 
the system, a wash solution rerrvok. and mems 
for introducing said samples and wash solution into 
h e  systen; 

p i a  with reagent and for anrlyzbg the r@ 60 
s ts lpla  comprising a rample rolvcnt r w o i r ,  a! 
lest one reagcnt reservoir, a mix= for mixing 
stmple k?d reagent, means for w f c n i n g  rolvcnt 
and reagent from the reservoirs to the mixer tnd 
for providing a continual flow of fluid i t  a constant 65 
rate through the reaction now spstem when tbc 
apparatus 
io the mixu for reacting sample and rcagcnt snd 

b. i rerction flow system for r w t i n g  csid fluid 

in operation, a reaction coil c ~ n n s t e d  . 



30 . .  
f l o w  vnerr. inciuaei mar,' to rsin=:r: :ne 0,' 
soid miumc of sam$c a i: JOC inn: stsi=' wive tc saic' 
mxer  wi~nou! air ~gmer.raiccr . _  . 

10 Tne c?mr=:us qf ciarz :. 2 or 3 whe& &* prc 

piumiirp of pfcrogcnuys inciudxng E- ~ . g m  wn- 
nccrabie w either &' sampie f i w  w e n  or &' d z  
fiow gpncrr; a suvnc* p o r u p ~  mnnecubk LO d d  m e -  
tion jjow qmwz c tniz' m g - 7  connMobie to d 
sam.de flow +rterr; unercir: eacn pyrogovq~ bcomcs c 40 
pan of iu rupecriivc -tern unen mnneetd tivrcrc and 
uneru'n sa12 win i nckae meam w cDnnrt d /us: 
p s s g e w y  IO toil sampic f low SpreR wniie u m d g  
said secund porropovq~ to toid rcOcdOn f i w  gmew; 
to lner&m connen said jz  pusagwy  w said reOCtiOn 45 

f l o w  -em uhiie wnncctinz d tizirri F g q  w said 
sompie j l ow  synem uhez said fin: -gm,v anroins 
wrid wolume of sotomple oniy IO tkre5y nonrfvroid w k m ~  
from said fim pprsogcvoy to toid sample sol& in sad 
reueIwnjlowgynem and ~opcmitw?ad sample fmwqmern 50 
10 be d e d  out through said t h i r d p s n g w  v h  roid 
volume of sampie k being injeacd into said rcocrion frol 

11. line appamtlu of claim I ukreir: said d n f r o u  
F e r n  mm.Driscs a reaction f iow COFLuit connected 10 said 55 
mivr a reagent conduit connect& zo said Mcrion /lev 
conduit dowrstrcun: from =id w k  for the p r p a w  ofsaid 
intrduction of reagent to renct with =id d u m e  o/sompk 
to form said reacted sampir 

w t e m  comprises a reaction flow cwdrriz conneczd w said 
. vaiw. a reagenr conduit, connected IO said r u e i o n  flow 
condui! dourstream from said mlu for t h r p u ~  ofsoid 
trnnsfer of said reagenr 10 react wilt uid known w l u m ~  o f .  
sample to form snid reacted sampk  

13. ne nppumrw of claim I /  or 12 wherein wrid reat- 
tion f low qystem includes meam 10 maintain tnr in1v.V 
of said volume of sampie d itflo*r from said wive to the 

~ U i c  eiemer.u am' c o r i a  ir: stik &n a+ E 35 

12 Tne appuratw of claim 2 wizrein soid nocrion f low 60 

65 
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I, Kemet':: K. hk30i. .  nere3;. cer=:ry . -  :ha: :ne atzae'nec Cor,r.:ssiec 
. -  - .- , hienorancur. O F z l c r . .  was s e r v e c  U?OR the :c-iot;:ng ?er:les 1-22 T X S :  

class n a i l ,  ant a i r  mail w h e r e  necessary,-or,  Xovecber 2C, !9S-. 
I 
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UNITED S T A E S  INTERNXTIOSL TRADE C O ~ S S I O K  
wasningtor, 0 . C .  20436 .. 

1 
In t h e  Matter o f  1 

1 
CERTAIN APPARATUS FOR FLOW INJECTION ) 
ANALYSIS AND COMPONENTS THEREOF 1 

Inves t igat ion  No. 337-TA-151 

COMMISSION ACTIOPI' AND ORDER 

?rocedurai History 

On June 1 6 ,  1983, tne  Commission i n s t i t u t e d  the above-capcloned 

inves t igat ion  on i t s  ovn motion. 48 F.R. 28560 (June 22, 1983). The n o t i c e  

o f  inves t igat ion  defined i t s  scope a s  the  determination o f  whether there i s  a 

v i o l a t i o n  o f  s e c t i o n  337 o f  the Tariff Act o f  1930 (19 U.S.C. s 1337)  i n  the 

importation o f  c e r t a i n  apparatus f o r  flow i n j e c t i o n  a n a l y s i s  and components 

t h e r e o f ,  o r  i n  t h e i r  s a l e ,  b y  reason o f  al leged:  

(1) Direct infringement o f  claims 1-6 o f  U.S. Letters Patent  

4,013,413 ( t h e  '413 patent )  ; 

(2)  Contributory infringement o f  claims 1-8 o f  U.S. U t t e r s  Patent  

4,013,413 ; and 

(3)  Induced infringement o f  claims 1-8 o f  U.S. Letters Patent  

49013,413 j 

the  e f f e c t  or tendency o f  w h i c h  i s  t o  destroy or s u b s t a n t i a l l y  i n j u r e  an 

industry ,  e f f i c i e n t l y  and economically operated,  i n  t h e  United States. 

following firms were named respondents i n  the  n o t i c e  o f  i n v e s t i g a t i o n :  

The 



(1) Perstorp AB, perstorp, Sweaer,, 

( 2 )  Pernovo, Perstorp New business Deveiopment AB, Perstorp , Sweden. 

( 3 )  BifoK AB, Sollentuna, Sweaen. 

(4) Tecator AB, Hoganas , Sweden. 

(5)  Pernovo, Perstorp New Business Development, Inc. ; Sherman M k s ,  . 

Calif. 
. I  

I , 1. - 1  

(6) Tecator, Inc,, Herndon, Va. 

On April 2, 1984, the presiding officer filed an initial determination 

(ID) finding a violation of section 337. Or. May 2, 1984, the Commission 

suspenaed this investigation pending outcome of a reexamination pqoceeding 

before tne Patent and Trademark Office (PTO) involving the '4/3 patent. 49 

F . R .  20763 (May 16, 1984). That proceeding was completed 00 August 28, 1984, 

with the issuance b y  the PTO of a reexamination certificate (No. B1 

4,013,4131, amending all the original claims of the '413 patent and adding new, 

claims . 
A review of the reexamination certificate suggested that.this 

investigation should be terminated as having abated, since all.origina1 claims 

O f  the '413 patent had been amended. Accordingly, the Cormnission ordered: 

(1) that the Commission investigative attorney show cause,why the 

investigation should not be terminated as abated as a result of the amendment 

of all original claims o f  the '413 patent in the reexamination certificate and 

( 2 )  that the deadline f o r  the Commission's determination regarding whether to. 
t 

review the presiding officer's ID of April 2, 1984, was extended until 

November 2, 1984. 



Having consiaerea t h e  submissions received as a resul t  o f  tne order t c  

snov cause and t n e  record as a whole, including the PTO reexamination 

c e r t i f i c a t e ,  the Commission has determined (1) t o  terminate t h i s  investigation 

as having abated as a resul t  o f  the amendment o f  a l l  the or ig ina l  claims o f  

t n e  '413 patent by t n e  reexamination c e r t i f i c a t e  and (2) t o  vacate the 

presiding o f f i c e r ' s  I D .  

Order 

Accordingly, i t  i s  hereby ORDERED THAT-- 

I .  Investigation No. 337-TA-151 i s  terminated as having abated as 
a resul t  o f  the amendment o f  a l l  or iginal  claims o f  U . S .  
Letters  Patent 4,013 4 3  i n  reexamination c e r t i f i c a t e  B1 
4,013,413.  

2 .  Tne I D  f i l e d  b y  the presiding o f f i c e r  on A p r i l  2 ,  3.984, i n  Inv.  
No. 3 3 7 - T A - 1 5 1  i s  vacated. 

3. The Secretary shall serve copies o f  this Commission A c t i o n  and 
Order upon each party o f  record t o  t h i s  invest igat ion and 
publish not ice  thereof i n  the Federal Register .  

By order o f  the Commission. 1- enneth R. Mason 

Issued: November 5,  1984 

Secretary 

t 
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PERNOVO, PRESTORP NEW BUSINESS DEVELOPMENT I N C . ,  TECATOR AB, 
TECATOR INV.: 
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