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U N I T E D  STATES I N T E R N A Y I O N A L  TRADE CON?lTS'STON 
Washington, D-C. 20436 

I n  the  Matter  of 1 
* 1 

CO:IpOXENTS THFREOF AND 1 
SONAR UNlTS U T I L L Z l N G  SAID 1 '  
ST.UIILIZED I!uI,L U N I T S  1 

CERTAIN S T A B I L I Z E D  HUT.T, UNITS AND ) I n v P  s t i g i ~  t i on No. 3 3 7 -TA-1 0 3 

CO~-l?lISSION ACTION A K D  WDER 

Introrluct i o n  

The United S t a t e s  I n t e r n a t i o n a l  T r n d e  Comiission has c m r l i d c d  i t s  

i n v e s t i g a t i o n  under s e c t i o n  337 af the T a r i f f  Act o f  1910 (19 U . S . C .  6 1 3 3 7 ) ,  

of a l l e g e d  u n f a i r  methods of competi t ion a n d  u n f a i r  a c t s  i n  t h e  uni2uthorized 

importa t jon  of c e r t a i n  s t a b i l i q e d  h u l l  u n i t s  and components t h e r e o f  i n t o  the  

United S t a t e s ,  o r  i n  t h e i r  s a l e  by t h e  owner, importer ,  cons ignee ,  o r  agent  o f  
I 

e i t h e r ,  the a l l e g e d  e f f e c t  or tendency o f  w h i c h  i s  t o  destroy oc s i ! b s t a n t i a l l y  

in j l l re  an i n d u s t r y ,  e f f i c i e n t l y  end t -cononjcal ly  operated ,  f n  t!?e I l n i t c d  

S t a t e s .  The Commission's i n v e s t i g a t i o n  conceriied n l  l e g a t i o n s  t h a t  s t a b i l i z e d  

h u l l  u n i t s  imported o r  sold by respondents Fui-uno Electric Co. of Japan and 

Fumno U.S.A. a r e  covered by c e r t a i n  c l a i m s  of U.S. k t i e r s  Patent  3 , 5 5 3 , h 3 8  

( h e r e i n a f t e r  the '638 patent ) .  The '638 patent  is owned hy complainant 

Western Harine E l e c t r o n i c s ,  Lne. ( W E S W ) ,  o f  S e a t t l e ,  Rishington.  
e 

t 

8 

1 



I 

2 

T h i s  Act ion  and Order provides  f o r  the f i n a l  d i s p o s i t f o n  O f  f n v e s t f g n t i o n  

No. 337-TA-103 by the Commission. It i s  hased upon t h e  Commission's unanimous 

determinat ion ,  m:ide i n  pl lhl ic  s e s s i o n  a t  the Commission meet ing o f  Fray 20, 

1382, t l j a t  thr-re is no v i o l a t i o n  o f  s e c t i o n  337.  

Act ion  

I!nving 1-eviti.r.ed t h e  rt3cord cotnpiled and i n f o n a t i o n  developed i n  t h i  s 

i n w s t i g n t j o n ,  i n c l u d i n g  (1) the  si1F;missions f i l r d  by t h e  p a r t i e s ,  (7) t h e  

t rznscr ipt  of t h c  e v i 2 e n t i a r y  hear ing  hefoi-e t h e  a d m i n i s t r a t i v e  l.aw judge 

(r7,J) and the e x h i b i t s  which were a c c e p t e d  i n t o  e v i d e n c e ,  (3 )  t h e  ALJ's  

~ecc:nnellded d e t e r n i n n t i o n ,  and (4)  t h e  arguments and p r e s e n t a t i o n s  made a t  t h e  

Connission's p u b l i c  h e a r i n g  on A p r i l  2 8 ,  1 9 8 2 ,  t h e  Commission, on Yay 20, 

1.982, unnni~,:ously d e t c m i n e d  that  w i t h  r e s p e c t  t o  respondents  Furiino E l e c t r i c  

Co. of Japan and Furuno U.S.A., the respondents  i n  i n v e s t i g a t i o n  No. 

337.-TA-103, there is no v i o l a t i o n  of s e c t i o n  337  o f  the  T a r i f f  Act o f  1 9 3 0  i n  

the importgt ion i n t o  and s a l e  i n  t h e  Uni ted  S t a t e s  of  c e r t a i n  s t a b i l i z e d  h u l l  

u n i t s  and c o m p o n ~ n t s  t h e r e o f  and s o n a r  u n 3 t s  u t i l i z i n g  s a i d  s t a h i l i z e d  hull 

u n i t s .  

Order 

Accordingly ,  i t  i s  hereby ORDERED THAT-- 

1. I n v e s t i g a t i o n  No. 337-TA-103 is te rminated  a s  t o  a l l  
issues and a l l  respondents ;  

2. The S e c r e t a r y  shall s e r v e  t h i s  A c t i o n  and Order and t h e  
Commission Opinion i n  support t h e r e o f  upon each p a r t y  of 
record i n  th i s  i n v e s t i g a t i o n ,  and upon t h r  U.S. Department 
of  !Tealth and 1Tti;nan S e r v i c e s ,  t h e  U.S. Department o f  
Just ice ,  the F e d e r a l  Trade Commission, and t h e  U.S. 
Customs S e r v i c e ;  .ind 
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. 

3. The Secre tary  s h a l l  publish notice  of t h i s  A c t i o n  and 
Order i n  the Federa l  Register. --- 

By o r d e r  of the  Commission- 

..,’ 

I s s u e d :  June 9 ,  1982 





UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 20434  

I n  t h e  Matter o f  1 
) 

CERTAIN STABILIZED HULL UNITS AND 1 
COMPONENTS THEREOF AM) SONAR UNITS 1 
UTILIZING SAID STABILIZED HULL UNITS 1 

\ 

I n v e s t i g a t i o n  No. 337-TA-103 

F 

COMMISSION OPINION 

I. Procedura 1 His tory 

On A p r i l  2 9 ,  1 9 8 1 ,  compla inant  Western Marine E l e c t r o n i c s ,  I n c .  (WESMAR), 

f i l e d  a complaint  w i t h  the Commission a l l e g i n g  that Furuno E l e c t r i c  Co. o f  

Japan and Furuno U.S.A. ,  I n c .  ( c o l l e c t i v e l y  referred t o  h e r e i n a f t e r  as Furuno) 

had v i o l a t e d  s e c t i o n  237. The Commission i s s u e d  a n o t i c e  of  i n v e s t i g a t i o n  

w h i c h  was publ i shed  i n  t h e  Federal Pegister  on June 10, 1981 ( 4 6  F.R. 30737) .  

The i n v e s t i g a t i o n  was t o  determine  whether there i s  a v i o l a t i o n  o f  s e c t i o n  337  

i n  t h e  unauthorized i m p o r t a t i o n  o f  c e r t a i n  s t a b i l i z e d  h u l l  u n i t s  and 

components thereof, o r  i n  their sa le ,  by r e a s o n  of-- 

t h e  a l l e g e d  in f r ingement  o f  s a i d  s tabl ized h u l l  u n i t s  o f  claims 1 ,  
11,  1 2 ,  and 14 of  U.S. letters  P a t e n t  3 , 5 5 3 , 5 3 8 ,  and the 
c o n t r i b u t i o n  t o  t h e  infr ingement  o f  these claims by components 
thereof,  

the effect o r  tendency of w h i c h  i s  t o  destroy o r  s u b s t a n t i a l l y  i n j u r e  an 

i n d u s t r y ,  e f f i c i e n t l y  and e c o n o m i c a l l y  operated, i n  t h e  United States.  - 1/  

1/ The f o l l o w i n g ' a b b r e v i a t i o n s  are used ie t h i s  opinion:  ALJ 
A d G i n i s t r a t i v e  L a w  Judge; RD = ALJ's recommended d e t e r m i n a t i o n ;  CX * 
complainant 's  e x h i b i t ;  RX = respondents '  e x h i b i t ;  TR t r a n s c r i p t  of  
e v i d e n t i a r y  h e a r i n g  before ALJ; CTR = t r a n s c r i p t  of  Apri l  2 8 ,  1 9 8 2 ,  h e a r i n g  
before t h e  Commission on  v i o l a t i o n ,  remedy, p u b l i c  i n t e r e s t ,  and bonding. 
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On August 1 3 ,  1 9 8 1 ,  t h e  complaint  and n o t i c e  of  i n v e s t i g a t i o n  were 

amended t o  d e s c r i b e  more a c c u r a t e l y  Furuno's d e v i c e s  and t o  show how t h o s e  

d e v i c e s  a l l e g e d l y  i n f r i n g e  WESMAR's '638 patent  . 
Meanwhile, on July  8 ,  1 9 8 1 ,  Furuno U.S.A." f i l e d  a ' r e q u e s t  with t h e  U.S. 

P a t e n t  and Trademark Office (PTO) f o r  a reexaminat ion of  claims 1 ,  11 ,  12  and 

1 4  o f  WESMAR's ' 638  p a t e n t  under 35  U.S.C.  5s 302-307. On November 10 ,  1 9 8 1 ,  

t h e  PTO granted  Furuno's r e q u e s t  f o r  reexaminat ion and on December 7 ,  1 9 8 1 ,  

i s sued  an  i n i t i a l  o f f i c e  a c t i o n . , l /  - 
An e v i d e n t i a r y  hear ing  was held  i n t e r m i t t e n t l y  b e f o r e  t h e  ALJ d u r i n g  

December. 

o f  claims 1 and 11 of t h e  '638 p a t e n t  from t h e  i n v e s t i g a t i o n  because  of 

WESMAR's i n t e n t i o n  t o  amend t h o s e  two claims during t h e  reexaminat ion 

proceedings. The l e t t e r  s t a t e d ,  however, t h a t  t h i s  withdrawal would n o t  

affect claim 1 2  as t h a t  claim would b e  amended t o  combine claims 1 and 11 with  

it. 2 /  

WESMAR o n  February 10, 1 9 8 2 ,  f i l e d  a l e t t e r  r e q u e s t i n g  withdrawal  

- 
On February 1 2 ,  1 9 8 2 ,  respondent Furuno f i l e d  a motion t o  reopen t h e  

proceedings b e f o r e  . the  ALJ i n  o r d e r  t o  submit as a d d i t i o n a l  ev idence  11 new 

p r i o r  ar t  p a t e n t s  concerning  guide members on o i l  w e l l  d r i l l i n g  equipment. 

WESMAR d i d  not  oppose t h e  motion. 'me ALJ on February 1 7 ,  1 9 8 2 ,  granted  t h e  

motion i n  Order  No..12. 

On March 1,  1 9 8 2 ,  t h e  ALJ submitted h e r  recommended d e t e r m i n a t i o n  t h a t  a . .  
. I  

-. i 

v i o l a t i o n  o f  s e c t i o n  337 does  n o t  exist .*  She found claim 12 i n v a l i d  and not 

i n f r i n g e d  and claim 1 4  v a l i d  but not  in f r inged.  She adopted v a r i o u s  f i n d i n g s  

1/ See  d i s c u s s i o n  a t  pp. 8-9. 
- 2 /  WESMAR l e t t e r  t o  Commission r e c e i v e d  March 10 ,  1982 .  
- -  
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of fact and c o n c l u s i o n s  o f  law of  complainant ,  respondents ,  and t h e  Commission 

i n v e s t i g a t i v e  a t t o r n e y  ( C I A )  - 1/ 
On A p r i l  1 2 ,  1982 ,  WESMAR moved t o  reopen t h e  record  t o  add E x h i b i t  7 6 ,  

t h e  f inal  a c t i o n  by t h e  PM, dated  March 2 6 ,  1 9 8 2 ,  i n  t h e  reexaminat ion  of the 

WESMAR patent .  I n  h i s  final d e t e r m i n a t i o n ,  t h e  patent  examiner a c c e p t e d  claim 

12 rewritten i n  independent form. 

v a l i d  o v e r  a combination of two p r i o r  ar t  p a t e n t s ,  t h e  Kessler and TJilliams 

p a t e n t s  

The p a t e n t  examiner a l s o  found claim 14 

On A p r i l  2 8 ,  1 9 8 2 ,  t h e  Commission h e l d  a p u b l i c  hear ing  on v i o l a t i o n ,  

remedy, p u b l i c  i n t e r e s t ,  and bonding. A t  t h i s  h e a r i n g ,  t h e  Commission granted 

WESMAR's motion t o  reopen t h e  record  as  t o  E x h i b i t  76. On May 20, 1952,  t h e  

Commission unanimously determined t h a t  a v i o l a t i o n  of s e c t i o n  337 d o e s  not  

exist 

11. Summary of t h e  Commission's F i n d i n g s  

Having reviewed t h e  record  compiled and in format ion  developed i n  t h i s  

i n v e s t i g a t i o n ,  we f i n d  t h a t  claim 12  i s  i n v a l i d  because t h e  guide members 

d i s c l o s e d  i n  t h e  claim are obvious i n  l i g h t  o f  11 p r i o r  a r t  p a t e n t s  which show 

guide  members on o i l  well d r i l l i n g  equipment. 

because  t h e  u n i v e r s a l  j o i n t  on t h e  Furuno d e v i c e s  cannot  b e  read on t h e  

e lement  i n  o r i g i n a l  claim 1 which ca l l s  for mounting means journaled  t o  s a i d  

C l a i m  12 i s  not  i n f r i n g e d  

support  means. 

p a r t  of claim 12 which ca l ls  for v e r t i c a l  s c a n  d r i v e  means is a means p l u s  

f u n c t i o n  c l a u s e  and under 35 U . S . C  s 112 must b e  const rued t o  c o v e r  o n l y  t h e  

The Furuno devices a l s o  do n o t  i n f r i n g e  claim 12 because  t h e  

1/ RD a t  62. - 
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s p e c i f i c a t i o n  o f  t h e  '638  patent  and e q u i v a l e n t s  t h e r e o f .  The g e a r i n g  

mechanism on t h e  Furuno d e v i c e s  i s  n o t  made i n  accordance wi th  t h e  

s p e c i f i c a t i o n  which d e s c r i b e s  t h e  v e r t i c a l  s c a n  d r i v e  means o r  e q u i v a l e n t s  

t h e r e o f  

We f i n d  claim 1 4  v a l i d  and unobvious o v e r  t h e  combination o f  the Kessler 

and Williams p a t e n t s .  C l a i m  1 4 ,  however, i s  n o t  in f r inged hy Furuno models 

105, 106 and 107 because element 2 o f  claim 14 i s  not  met as t h e  o s c i l l a t o r y  

d r i v i n g  element o f  t h e  t ransducer  i s  n o t  mounted f o r  r o t a t i o n  about  a n  axis 

perpendicular  t o  t h e  v e r t i c a l  axis of  t h e  frame. 

106 and 107 and r e v i s e d  models 106 and 107 do n o t  i n f r i n g e  claim 14 because  

t h e  claim calls  f o r  a t ransducer  d r i v e  means, and t h i s  p a r t  o f  claim 14 is a 

means p l u s  f u n c t i o n  c l a u s e .  

c l a u s e  must be construed t o  c o v e r  o n l y  t h e  s p e c i f i c a t i o n  of  t h e  ' 6 3 8  p a t e n t  

and e q u i v a l e n t s  t h e r e o f .  

i s  not  made i n  accordance wi th  t h e  s p e c i f i c a t i o n  of  t h e  '638  p a t e n t  o r  

e q u i v a l e n t s  thereof  

F u r t h e r ,  Furuno models 105 ,  

Under 3 5  U.S.C. 5 1 1 2  a means p l u s  f u n c t i o n  * #  

The t r a n s d u c e r  d r i v e  mechanism of  t h e  Furuno d e v i c e s  

We conclude t h a t  t h e r e  is no domest ic  i n d u s t r y  because t h e  products  now 

b e i n g  produced by WESMAR are not  made in accordance  wi th  t h e  s p e c i f i c a t i o n  o f  

t h e  ' 638  patent  o r  i t s  e q u i v a l e n t s -  

p r e s e n t l y  manufactured by WESMAR were e q u i v a l e n t  t o  t h e  s p e c i f i c a t i o n  o f  t h e  

'638 patent  and defined t h e  domest ic  i n d u s t r y  as t h e  f a c i l i t i e s  devoted t o  t h e  

product ion and sale o f  WESMAR's c u r r e n t  l i n e  o f  s t a b i l i z e d  h u l l  u n i t s ,  we 

would have found t h a t  i n d u s t r y  e f f i c i e n t l y  and economica l ly  operated  and 

s u b s t a n t i a l l y  i n j u r e d .  

If we had determined t h a t  t h e  products  



5 e 111. The products  and t h e  '638 p a t e n t  

A s t a b i l i z e d  h u l l  u n i t  i s  a scanning s o n a r  device t h a t  is supported by a 

mechanism t h a t  mainta ins  d i r e c t i o n a l  aiming o f  a n  a c o u s t i c  t ransducer  i n  s p i t e  

of t h e  p i t c h i n g  and r o l l i n g  o f  t h e  boat  upon which i t  i s  mounted. l/  

s imply ,  a s t a b i l i z e d  h u l l  u n i t ,  which i s  a t t a c h e d  t o  t h e  h u l l  of a b o a t ,  is 

More - 
w 

one component of a s o n a r  system. The u n i t s  are employed by commercial 

f i shermen t o  l o c a t e  s c h o o l s  o f  f i s h .  The system i n c l u d e s  a n  a c o u s t i c  

t ransducer  which i s  lowered from a boat  i n t o  t h e  water where i t  p r o j e c t s  sound 

waves. These waves pass through t h e  water u n t i l  t h e y  encounter  submerged 

o b j e c t s  and are r e f l e c t e d  back t o  t h e  t r a n s d u c e r  and p r o j e c t e d  on a s c r e e n  on 

t h e  f i s h i n g  v e s s e l .  

The t r a n s d u c e r  i s  d i r e c t i o n a l ,  i .e . ,  the sound t h a t  i t  produces travels 

. 

through t h e  water i n  a narrow beam t h a t  i s  analagous t o  a beam of  l i g h t  

produced by a f l a s h l i g h t .  A f isherman may a d j u s t  t h e  e l e c t r o n i c  equipment t o  

change h o r i z o n t a l l y  o r  v e r t i c a l l y  t h e  d i r e c t i o n  i n  which t h e  t ransducer  

. p r o j e c t s  i t s  sound waves. When the f isherman a d j u s t s  t h e  v e r t i c a l  d i r e c t i o n  

i n  which t h e  t r a n s d u c e r  p r o j e c t s  i t s  sound waves, i - e . ,  moves t h e  face of t h e  

t ransducer  up o r  down, t h e  o p e r a t i o n  i s  c a l l e d  t i l t i n g  t h e  transducer .  

he  moves t h e  t r a n s d u c e r  h o r i z o n t a l l y ,  i .e . ,  moves t h e  t r a n s d u c e r  i n  a c i r c l e ,  

he  i s  scanning o r  t r a i n i n g  t h e  t r a n s d u c e r ,  which i s  u s u a l l y  a continuous 

motion. The f isherman may a l s o  both  t i l t  and s c a n  t h e  t r a n s d u c e r  a t  t h e  same 

time w h i l e  i t  i s  s t a b i l i z e d  a g a i n s t  t h e  p i t c h  and r o l l  o f  t h e  v e s s e l .  

When 

" S t a b i l i z i n g "  means holding t h e  t r a n s d u c e r  i n  s u b s t a n t i a l l y  the same 

p o s i t i o n  r e l a t i v e  t o  t h e  ocean f l o o r  r e g a r d l e s s  o f  t h e  p i t c h  and roll of t h e  

11 A b o a t  p i t c h e s  when i t  moves, bow t o  s t e r n  and rolls when i t  moves s i d e  t o  - 
side 
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vessel.  If a sonar unit  is not s t a b i l i z e d ,  the pitching and r o l l i n g  causes 

apparent movement of the f i s h  o r  other objects on the screen, even though the 

true position o f  the object  i s  unchanged. 

The WESMAR '638 (or Sublett) patent describes a gravity  s t a b i l i z e d  h u l l  

u n i t  which solves the problem of  s t a b i l i z i n g  the transducer against t h e  p i t c h  

and the r o l l  of the vessel  by pendulously suspending the transducer. Such 

pendulous suspension permits the transducer t o  pivot against the p i t c h  and 

r o l l  o f  the boat t o  maintain the desired angle of transmission f o r  the sound 

waves 

The specif ication o f  the '638 patent s t a t e s  that i n  this  h u l l  u n i t  the 

transducer i s  freely  suspended from the "frame." 

moved for  scanning the transducer. 

a s p e c i f i c  gear mechanism which sends motion from a motor on a platform above 

The entire frame can be 

The specif ication then goes on t o  describe 

the pendulum through the frame t o  t i l t  the transducer without substantial ly  

affecting the pendulous suspension of the transducer. 

The entire gear mechanism i s  encased by what is known a s  a housing. The 

lower part of  the housing i s  the sound dome. The sound dome encases most of 

the gear mechanism, except for  the motor. I n  the sound dome there i s  a 

d i e l e c t r i c  l i q u i d  which prevents the transducer's sound waves from bouncing 

o f f  of  the dome. On the outside of the housing are f i n s  which permit the free 

flow of water past the housing a s  the housing i s  raised and lowered within the 

well  o f  the boat. The f i n s  a l s o  prevent l a t e r a l  movement w i t h i n  the well  of a 

boat when the housing i s  raised and lowered. 

The WESMAR model which conforms t o  the '638 patent specif ication i s  the 

SS-220. Since 1 9 7 8  WESMAR has been producing and s e l l i n g  new devices which 
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are no l o n g e r  made i n  accordance  w i t h  t h e  s p e c i f i c a t i o n .  - 1/ In t h e s e  new 

models t h e  frame, t h e  t r a n s d u c e r ,  and t h e  tilting motor are a l l  pendulously  

supported from a yoke. The t i l t i n g  motor i s  now placed below t h e  p l a t f o r m  and 

i s  encased w i t h i n  t h e  sound dome and a l s o  has  a new gear arrangement t o  t i l t  

t h e  transducer .  A l l  c u r r e n t  WESMAR s t a b i l i z e d  sonar  u n i t s  u s e  t h i s  type of 

d e v i c e .  T h i s  new mechanism i s  d e s c r i b e d  as " t h e  motor i n  t h e  o i l . "  

IV. Respondents ' Products 

In 1977  Furuno Japan began t o  manufacture and s e l l  a s t a b i l i z e d  h u l l  u n i t  

w i t h  a mechanism f o r  pendulously support ing  t h e  t r a n s d u c e r  as d i s c l o s e d  i n  

U.S. Letters P a t e n t  4 , 1 4 4 , 5 1 8  ( t h e  ' 518  o r  Minohara p a t e n t )  owned by  Furuno 

Japan. This  p a t e n t  was i s s u e d  on March 1 3 ,  1 9 7 9 ,  o v e r  t h e  WESMAR ' 638  

patent .  The p a t e n t  d e s c r i b e s  t h e  t r a n s d u c e r  as supported from a u n i v e r s a l  

j o i n t  l o c a t e d  i n  a shaft coming down from two motors l o c a t e d  on a p l a t f o r m  

above t h e  u n i v e r s a l  j o i n t .  The p o s i t i o n  of t h e  t r a n s d u c e r  can  he  c o n t r o l l e d  

through t h e  shaft t o  t i l t  t h e  t ransducer .  The t r a n s d u c e r  c a n  b e  scanned and 

t i l t e d  a t  t h e  same time. The d e v i c e  d e s c r i b e d  i n  t h e  '518 p a t e n t  was s o l d  hy 

Furuno as i t s  FH-105 u n i t .  All o f  t h e  Furuno d e v i c e s  involved  i n  t h i s  

i n v e s t i g a t i o n  are covered by t h e  '518 p a t e n t  i n  t h a t  a l l  t h e  d e v i c e s  support 

t h e  t r a n s d u c e r  from a u n i v e r s a l  j o i n t .  

Furuno later  imported o t h e r  models which b a s i c a l l y  i n c o r p o r a t e  t h e  same 

mechanism as i n  t h e  FH-105. These models are t h e  FH-106/107 models which 

c o o r d i n a t e  t h e  arrangement o f  t h e  scanning motor and t h e  t i l t i n g  motor by 

- 1/ S t i p .  1 7 ,  1 8 ,  1 9 ,  Prehear ing  TR 2 4 ,  TR 1 3 7 5 ,  RD a t  52. 
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d i f f e r e n t i a ;  g e a r i n g ,  and a r e v i s e d  model of  t h e  FH-106/107 which has  two 

metal ears o r  cheeks  which res t r i c t  t h e  movement o f  t h e  u n i v e r s a l  j o i n t  and 

a l l o w  t h e  t r a n s d u c e r  t o  swing pendulously o n l y  about  a n  axis parallel  t o  t h e  

t i l t  axis  o f  t h e  t ransducer .  

The Furuno mechanism i s  encased by a housing as t h e  W E S W  d e v i c e  i s .  

The housing is lowered and r a i s e d  by a d r i v e  motor from a well i n  t h e  v e s s e l ' s  

h u l l  f o r  scanning.  

housing and " f i n s "  o r  " r i b s "  are a l s o  a t t a c h e d  t o  t h e  upper housing of t h e  

Furuno device .  

A "guide piece" i s  a t t a c h e d  t o  t h e  s h a f t  above t h e  upper 

V. Reexamination 

On November 10, 1 9 8 1 ,  t h e  PTO g r a n t e d  Furuno's r e q u e s t  f o r  

reexaminat ion.  The p a t e n t  examiner found t h a t  a s u b s t a n t i a l  new q u e s t i o n  o f  

p a t e n t a b i l i t y  was r a i s e d  regarding  claims 1,  11 and 12 o f  t h e  WESMAR p a t e n t  i n  

v iew of t h e  t e a c h i n g s  o f  U.S. Letters Patent  2 , 8 3 2 , 9 4 4  (Kessler) and B r i t i s h  

p a t e n t  No. 8 9 7 , 7 3 9  (Oldenburg).  As t o  claim 1 4 ,  t h e  p a t e n t  examiner found 

t h a t  no q u e s t i o n  o f  p a t e n t a b i l i t y  had been r a i s e d  because  t h a t  claim was n o t  

obvious  in l i g h t  o f  t h e  Kessler p a t e n t .  

under 35 U.S.C. 5 1 1 2  s i n c e  t h e  s t a t u t e  e x p l i c i t l y  permits a n  e lement  in t h e  

claim t o  be  expressed  as a means f o r  performing a s p e c i f i e d  f u n c t i o n .  

F u r t h e r ,  claim 1 4  was n o t  i n d e f i n i t e  

WESMAR d i d  n o t  f i l e  a s ta tement  i n  response t o  t h i s  d e c i s i o n  w i t h i n  the 

a l l o t e d  time. The p a t e n t  examiner ,  t h e r e f o r e ,  on December 7 ,  1 9 9 1 ,  in an  

i n i t i a l  o f f i c e  a c t i o n  rejected claims 1 and 11, but  found claims 12 and 14  

patentab le .  I n  h i s  d e c i s i o n ,  t h e  examiner found t h a t  claim 1 was ohvious in 

l i g h t  o f  Kessler and claim 11 was unpatentab le  o v e r  Kessler in view o f  the 



9 

B r i t i s h  p a t e n t  (Oldenburg) because  i t  t o o  was obvious.  As t o  claims 1 2  and 

1 4 ,  t h e  p a t e n t  examiner found t h a t  claim 1 2  was not  obvious  i n  l i g h t  o f  t h e  

Kessler p a t e n t  and t h e  B r i t i s h  p a t e n t  and t h a t  claim 14 was n o t  obvious  in 

l i g h t  o f  Kessler. - 11 

On March 2 6 ,  1 9 8 2 ,  i n  t h e  PTO's f i n a l  a c t i o n ,  t h e  p a t e n t  examiner 

r e i t e r a t e d  h i s  earl ier  c o n c l u s i o n  t h a t  claim 1 2  was v a l i d  in l i g h t  of Kessler 

and the B r i t i s h  p a t e n t  and a l s o  found claim 12 v a l i d  i n  l i g h t  o f  t h e  11 p r i o r  

a r t  p a t e n t s  f o r  o i l  well d r i l l i n g  equipment. 'he p a t e n t  examiner a l so  

determined t h a t  claim 1 4  i s  v a l i d  i n  l i g h t  o f  t h e  combination o f  t h e  Kessler 

and Williams p a t e n t s .  E! 

VI= U n f a i r  methods o f  compet i t ion  or u n f a i r  acts 

A. Claim 1 2 - - v a l i d i t v .  

C l a i m  1 2  h a s  beeu r e w r i t t e n  i n  independent form from former claims 1 ,  11, 

and 12  t o  r e a d  as f o l l o w s :  

(1) A s o n a r  system f o r  i n s t a l l a t i o n  i n  a marine v e s s e l ,  which 
comprises  : 

a n  a c o u s t i c  t ransducer  f o r  g e n e r a t i n g  a sonar  scanning beam and 
f o r  d e t e c t i n g  sound waves r e f l e c t e d  from o b j e c t s ;  support means, 
mounting means journaled  t o  s a i d  support  means and mounting said 
t r a n s d u c e r  from s a i d  support  means such  t h a t  s a i d  support means and 
t r a n s d u c e r  are independently p i v o t a b l e  about a t r a n s v e r s e  axis ;  
v e r t i c a l  s c a n  d r i v e  means o p e r a b l y  coupled t o  said t ransducer  t o  
r o t a t e  s a i d  t ransducer  about  a t r a n s v e r s e  axis f o r  v e r t i c a l  scanning 
without  a f f e c t i n g  t h e  independent p i v o t a b i l i t y  o f  s a i d  t r a n s d u c e r  
and support  means; h o r i z o n t a l  s c a n  d r i v e  means operably  coupled t o  
s a i d  t r a n s d u c e r  t o  r o t a t e  s a i d  t r a n s d u c e r  about  a v e r t i c a l  a x i s  
perpendicular  t o  s a i d  t r a n s v e r s e  axis f o r  h o r i z o n t a l  scanning 
without  a f f e c t i n g  t h e  independent p i v o t a b i l i t y  o f  s a i d  t ransducer  
and support  means; 

- 11 CX No. 6 8  a t  pp. 2 and 3. - 2 1  S e e  d e t a i l e d  d i s c u s s i o n  i n  CX 76 a t  3 ,  4 
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( 1 1 )  
a ship adjacent the keel and open a t  the lower end; 

an elevator well  adapted for  mounting w i t h i n  the h u l l  of 

a water-tight housing enclosing said transducer and transducer 
drive means mounted within said elevator well;  

a l i f t  mechanism connected to  said housing f o r  raising and 
lowering the housing within the elevator w a l l  t o  advance said 
transducer to a scanning position below the keel of a ship and to  
retract the housing to a rest  position w i t h i n  said well  for  
protection of said transducer when n o t  i n  use; and 

(12) guide members attached t o  said housing and abutting the 
inner walls of the elevator well  to prevent l a t e r a l  movement o f  the 
housing w i t h i n  the well  and permit free f l o w  o f  water past the 
housing a s  the housing i s  raised and lowered. 

Claim 12 o f  the '638 patent, which now includes claims 1 and 11, concerns 

guide members of the h u l l  unit which are attached to the housing and abut the 

inner walls o f  the elevator well  t o  prevent l a t e r a l  movement of the housing 

w i t h i n  the well  and permit free flow o f  water past the housing as the housing 

i s  raised and lowered. 

Claim 12 i s  obvious under 35 U.S.C. S 1 0 3  i n  l i g h t  of 11 prior a r t  

patents which disclose guide members i n  o i l  d r i l l i n g  equipment. 1 /  21 

Section 103 states  that a patent cannot be obtained: 

I f  the differences between the subject matter sought to be patented 
and the prior a r t  are such that the subject matter as a whole would 
have been obvious a t  the time the invention was made to a person 
having ordinary s k i l l  i n  the a r t  to which the subject matter 
pertains 

I n  Graham V. John Deere Co., 383 U.S. 1, 1 7  ( 1 9 6 6 1 ,  the Supreme Court s e t  

forth the steps to be followed t o  determine whether a patent i s  ohvious. 

1 /  Furuno Physical exhibits  K-U. 
21 We agree w i t h  the A W  and the patent examiner that claim 12 i s  not 

- See RD a t  1 8 .  

4 
inyalid  i n  l i g h t  of the British patent (Oldenburg). See RD a t  17. 



"Under 1 0 3 ,  t h e  s c o p e  

d i f f e r e n c e s  between t h e  

11 

and c o n t e n t  of t h e  p r i o r  a r t  must b e  determined,  

p r i o r  ar t  and t h e  claims a t  i s s u e  are t o  b e  

a s c e r t a i n e d ;  and t h e  l eve l  o f  o r d i n a r y  s k l l l  i n  t h e  p e r t i n e n t  a r t  reso lved . "  

It must t h e n  b e  determined whether t h e  d i f f e r e n c e s  between t h e  claims a t  i s s u e  

and t h e  p r i o r  ar t  would have been  obvious  t o  a h y p o t h e t i c a l  p e r s o n  w i t h  

ordinary  s k i l l  i n  t h e  p e r t i n e n t  ar t  a t  t h e  time t h e  i n v e n t i o n  was made. 

I n  making a d e t e r m i n a t i o n  as  t o  obviousness ,  t h e  Commission must f i rs t  

determine whether g u i d e  members i n  o i l  well d r i l l i n g  equipment are analogous 

t o  guide  members f o r  s t a b i l i z e d  h u l l  u n i t s  and are t h u s  p a r t  o f  t h e  r e l e v a n t  

p r i o r  art  t o  b e  cons idered .  The Supreme Court addressed a similar i s s u e  i n  

t h e  la t ter  h a l f  o f  i t s  John Deere o p i n i o n  when i t  cons idered  t h e  companion 

case, Calmar, I n c .  V. Cook Chemical Co. - 1/ I n  t h a t  case t h e  primary i s s u e  on 

appeal  was whether a pump s p r a y e r  w i t h  a screw-n cap f o r  l i q u i d  i n s e c t i c i d e s  

was obvious i n  l i g h t  of a p l a s t i c  overcap used t o  cover and p r o t e c t  pour 

spouts. The patent  owner argued t h a t  t h e  i n v e n t i o n  was n o t  obvious  because 

t h e  p r i o r  art  r e l a t e d  t o  l i q u i d  c o n t a i n e r s  having pour spouts  r a t h e r  than  pump 

s p r a y e r s  for i n s e c t i c i d e s .  The Court found t h a t  "so r e s t r i c t e d  a view o f  t h e  

a p p l i c a b l e  p r i o r  a r t  is not j u s t i f i e d .  The pro'blems confront ing [ inventor]  

Scoggin and t h e  i n s e c t i c i d e  i n d u s t r y  were n o t  i n s e c t i c i d e  problems; t h e y  were 

mechanical  c l o s u r e  problems." Graham V. John Deere Co., 383  U.S. 1,  3 5  

(1966). In determining t h e  p r i o r  a r t ,  t h e  Supreme Court ,  r a t h e r  than f o c u s i n g  

1/ T h i s  case was cons idered  by t h e  Supreme Court in t h e  Graham v. John Deere 
opin ion ,  383 U.S. a t  26-37. 
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on t h e  f i e l d  o f  endeavor f o r  which t h e  d e v i c e  was t o  b e  used ,  focused on t h e  

actual problem t o  be  so lved  by t h e  i n v e n t o r -  1/ - 
The problem addressed by claim 1 2  i s  n o t  one s o l e l y  of  s t a b i l i z i n g  a 

sonar  u n i t ,  but one o f  moving an o b j e c t  w i t h i n  a well t h a t  c o n t a i n s  a l i q u i d .  

It i s  a guiding problem. Claim 1 2  of t h e  '638  p a t e n t  refers t o  "giiide 

members." In t h i s  case, t h e  11 p a t e n t s  are found i n  PTO Class 3 0 8 ,  "machine 

elements, b e a r i n g s  and guides." - 2 /  Although t h e s e  11 p a t e n t s  d e a l  wi th  o i l  

well d r i l l i n g  technology  which i s  o u t s i d e  t h e  f i e l d  o f  t h e  i n v e n t o r ' s  

p r i n c i p a l  endeavor,  t h e y  d e a l  w i t h  t h e  same problem. As t h e  ALJ s t a t e d  i n  h e r  

RD: 

M r .  S u b l e t t ,  t h e  i n v e n t o r ,  t e s t i f i e d  t h a t  t h e  problem t o  b e  
solved by claim 12 was f i n d i n g  a way t o  mount t h e  sound dome r i g i d l y  
i n s i d e  a well "so t h a t  i t  s t i l l  s l i d e s  up and down, and then  a l s o  
a l l o w s  room f o r  t h e  water t o  move back and f o r t h . "  
re ferences  from t h e  w e l l - d r i l l i n g  f i e l d  submitted by Furuno d e a l  
w i t h  a similar problem: 

(TR 565.) The 

t h e  s t a b i l i z a t i o n  o f  a "sucker-rod'' i n s i d e  

1/ - See  In re K y l s t r a ,  8 7  F.2d 4 8 7 ,  32  USPQ 382  (C.C.P.A. 1 9 3 7 )  where t h e  
CCFA found a p a t e n t  f o r  a machine gun f i r i n g  mechanism t o  be analogous a r t  t o  
a patent f o r  a street car d i s t a n c e  r e g i s t e r  because  t h e  a c t u a l  art;  i.e.,  t h e  
problem t o  be s o l v e d ,  was one of  numbering o r  count ing ;  and i n  Tn re  H e l d t ,  
433  F.2d 808, 167 USPQ 676  (C.C.P.A. 1 9 7 0 1 ,  where t h e  CCPA found a patent  on 
g o l f  c l u b  s t o r a g e  t u b e s  t o  be  analogous t o  a p a t e n t  f o r  sewage d i s p o s a l  
systems because  t h e  problem t o  b e  solved was t h a t  o f  r e i n f o r c i n g  s t r u c t u r e s .  
See  a l s o  In re Wood and E v e r s o l e ,  599  F.2d 1 0 3 2 ,  1 0 3 6 ,  202  USPO 1 7 1 ,  1 7 4  
(C.C.P.A. 1 9 7 9 ) ;  Stevenson V. I n t e r n a t i o n a l  Trade Commission, 612 F.2d 546, 
550, 204 U.S.P.Q. 2 7 6 ,  2 8 0  (C.C.P.A. 1 9 7 9 ) ;  Certain S t e e l  Toy V e h i c l e s ,  Inv. 

-- 
NO. 337-TA-31, USITC Pub. 8 8 0 ,  197  U.S.P.Q. 8 7 3  ( 1 9 7 8 ) -  

2 /  Attached t o  i t s  posthear ing  b r i e f ,  Furuno submitted a PTO p u h l i c a t i o n ,  
Inzex  t o  C l a s s i f i c a t i o n ,  U.S. Dept. o f  Commerce P u b l i c a t i o n  ( A p r i l  1 9 7 2 ) ,  o f  
which t h e  Commission t a k e s  o f f i c i a l  n o t i c e .  ?he  11 p r i o r  art p a t e n t s  are from 
Class 3 0 8  "machine e l e m e n t s ,  b e a r i n g s  and guides . "  Oil well d r i l l i n g  a r t  i s  
found i n  Class 175. 
Furthermore,  t h e  11 p r i o r  a r t  p a t e n t s  are found under "wells c e n t e r i n g  
guide" a t  p. 372  o f  t h e  Index. 

See Index t o  C l a s s i f i c a t i o n ,  pages  224-225 and 372. 
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L 

a tube  o r  well w h i l e  a l l o w i n g  f ree  movement o f  f l u i d  around t h e  
s t a b i l i z i n g  guide s t r u c t u r e .  
t h e  s o l u t i o n  t o  one i s  p e r t i n e n t  t o  t h e  o t h e r .  1/ 

The problems are c l e a r l y  similar and 
- 

Furthermore,  t h e  A'iJ a l s o  found t h a t  " t h e r e  is nothing compl ica ted  ahout 

t h e s e  d e v i c e s ,  *' and s t a t e d :  

The a l l e g e d  i n v e n t i o n  o f  claim 12 involved  a simple mechanica l  
guiding problem, how t o  guide  t h e  sound dome up and down i n  a well, 
and a l l o w  water t o  move around it. 2 /  - 

We b e l i e v e  t h a t  persons  o f  o r d i n a r y  s k i l l  i n  t h e  a r t  would l o o k  a t  d e v i c e s  

t h a t  have so lved  similar problems,  t h a t  i s ,  h e  o r  she  would have looked t o  t h e  

a r t  of guides  and such ar t  i n c l u d e s  guiding  a s u c k e r  rod i n s i d e  an  o i l  well  

w h i l e  a l lowing  t h e  free movement o f  l i q u i d  around t h e  s t r u c t u r e .  The 11 

p a t e n t s  are,  t h e r e f o r e ,  p a r t  o f  t h e  r e l e v a n t  p r i o r  a r t  t o  b e  cons idered  when 

applying t h e  obviousness  t e s t  set f o r t h  i n  John Deere, supra ,  a t  11. 

We a l s o  a g r e e  w i t h  t h e  ALJ's determinat ion  t h a t  in l i g h t  o f  t h e  guide  

members d i s c l o s e d  in t h e s e  11 p a t e n t s ,  e s p e c i a l l y  t h e  Conrader p a t e n t  (Furuno 

Phys. Ek. L ) ,  t h e  Smith p a t e n t  (Furuno Phys. JIx. ?I), t h e  Oshorne patent  

(Furuno Phys. Ex. T ) ,  and t h e  L e a t h e r s  p a t e n t  (Furuno Phy. Ex. U), " [ t l o  one 

w i t h  o r d i n a r y  s k i l l  in t h e  a r t  o f  s o n a r  d e v i c e s ,  t h e  guide d e v i c e s  d i s c l o s e d  

in claim 12 would have been obvious." - 3/ 

The p a t e n t  examiner  i n  h i s  final reexaminat ion d e c i s i o n  d isagreed .  - 4 /  I n  

C e r t a i n  Headboxes and Papermaking Machine Forming S e c t i o n s  f o r  t h e  Continuous 

- 1/ RD a t  1 9 ,  20. 
2 /  Id. a t  21. 

- 4/ The p a t e n t  examiner s t a t e d :  

- -  - 3/ g. 
The p a t e n t s  t o  Miiyhew, Conrader, Smith,  Dodson, Moreland, R o s t i c ,  
Merrick, Osborne, and b a t h e r s ,  submitted wi th  the amendment have 
been cons idered  but  are not  s e e n  t o  render  t h e  claimed system 
obvious.  These patents are  from t h e  non-analogous o i l  d r i l l i n g  a r t ,  

(Footnote  continued) 
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Production o f  Paper ,  and Components Thereof ,  Inv.  )Joe 337-TA-82, USITC Pub. 

1138, 213 USPQ 2 9 1 ,  297 ( 1 9 8 1 ) ,  t h e  Commission determined t h a t  when a p a t e n t  

and most of t h e  p r i o r  art  have been reexamined i n  t h e  PTO (as i n  a r e i s s u e  

proceeding),  t h e  s t a t u t o r y  presumption o f  v a l i d i t y  i s  s t rengthened.  The f i n a l  

d e c i s i o n  by t h e  PTO i n  t h i s  case, however, o n l y  s t rengthened t h e  presumption. 

The PTO's d e c i s i o n  i s  n o t  b inding  on t h e  Commission. RD a t  16.  

me p a t e n t  examiner i n  h i s  d e t e r m i n a t i o n  f a i l e d  t o  r e c o g n i z e  t h a t  t h e  o i l  

well d r i l l i n g  r e f e r e n c e s  addressed a similar problem as  t h a t  addressed hy 

claim 12--i .e . ,  t h a t  o f  moving a c y l i n d r i c a l  d e v i c e  w i t h i n  a well without  

o b s t r u c t i n g  t h e  free f l o w  o f  l i q u i d  w i t h i n  t h a t  well. The p a t e n t  examiner 

never  addressed t h e  fact t h a t  claim 1 2  concerns  "guide members" and t h a t  t h e s e  

11 p a t e n t s  are found i n  Class 308  " g u i d e s , "  and n o t  Class 1 7 5  f o r  o i l  w e l l  

d r i l l i n g  

In h i s  d e c i s i o n ,  t h e  p a t e n t  examiner a l s o  s t a t e d :  

F u r t h e r  t h e  guide means shown i n  t h e  p a t e n t s  would have t h e  unwanted 
effect o f  i n c r e a s i n g  f l o w  r e s i s t a n c e  and t u r b u l e n c e  i f  a t t a c h e d  t o  a 
t r a n s d u c e r  housing when t h e  t r a n s d u c e r  i s  i n  a scanning p o s i t i o n  
"below t h e  k e e l  o f  t h e  sh ip"  as r e c i t e d  i n  t h e  claim . . .1/ - 

However, when t h e s e  p a t e n t s  are examined, speci f ica l ly ,  t h e  Conrader p a t e n t ,  

t h e  Smith p a t e n t ,  t h e  Osborne p a t e n t ,  and t h e  L e a t h e r s  p a t e n t ,  t h e y  are found 

t o  concern t h e  s t a b i l i z a t i o n  o f  a d r i l l  s t r i n g  by  c e n t e r i n g  i t  w i t h i n  a well,  

t h a t  is, by prevent ing  lateral movement and,  a t  t h e  same time, a l lowing  t h e  

(Footnote  cont inued)  
and i t  would n o t  be  obvious t o  a p p l y  t h e i r  t e a c h i n g s  t o  t h e  claimed 
sonar  system w i t h  a l i f t  mechanism f o r  r a i s i n g  and lowering t h e  
t ransducer  housing. . . The examiner i s  i n  agreement w i t h  t h e  
remarks on pages 22-26 o f  t h e  amendment concerning  t h e  p a t e n t a b i l i t y  
o f  claim 12. 

CX No. 7 6  a t  3. 
1/ I d .  - -  
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flee f low of l i q u i d  w i t h i n  t h e  well. The parties have s t i p u l a t e d  t h a t  a n  

ordinary person s k i l l e d  in t h e  a r t  i s  a person o f  e n g i n e e r i n g  competency who 

i s  familiar w i t h  t h e  problems a s s o c i a t e d  wi th  t h e  marine  a p p l i c a t i o n  o f  s o n a r  

devices .  1/ 

engineer ing  competency w i t h  knowledge o f  t h e  marine a p p l i c a t i o n  of s o n a r  

d e v i c e s  t o  modify t h e s e  " f l u t e s , "  " r i b s ,  

d r i l l i n g  equipment by a t t a c h i n g  c e r t a i n  " f i n s "  or "guide members" t o  t h e  

housing of t h e  s o n a r  u n i t  which would n o t  have t h e  e f fect  of i n c r e a s i n g  flow 

resistance o r  turbulence  0 

We b e l i e v e  i t  would have heen obvious t o  a person o f  o r d i n a r y  - 

1. 1. recesses" o r  "channels"  i n  o i l  well 

In h i s  i n i t i a l  o f f i c e  a c t i o n ,  t h e  examiner r e j e c t e d  claim 1 as 

a n t i c i p a t e d  by t h e  p r i o r  a r t  and claim 11 as obvious  i n  l i g h t  o f  t h e  p r i o r  

art.  

form) adds a nonobvious e lement ,  n o r  i s  t h e  combinat ion o f  claim 12 '9  e lements  

wi th  t h o s e  of claims 1 and 11 nonobvious. C l a i m  1 2 ,  t h e r e f o r e ,  i s  i n v a l i d  as 

None o f  t h e  l i m i t a t i o n s  i n  claim 1 2  (as o r i g i n a l l y  d r a f t e d  i n  separate 

obvious 

B. C l a i m  12-- infringement.  

In h e r  RD, t h e  A U  determined t h a t  claim 1 2  was n o t  i n f r i n g e d .  She 

f a i l e d ,  however, t o  d i s c u s s  whether claims 1 and 11 could b e  read on t h e  

Furuno d e v i c e s  because  t h o s e  two claims had been withdrawn from t h e  

proceeding,  and claim 1 2  had n o t  y e t  been amended. C l a i m  1 2 ,  however, has  

a lways inc luded t h e  e lements  r e c i t e d  in claims 1 and 11. We must c o n s i d e r  

claim 1 2  i n  i t s  e n t i r e t y .  

- 1/ S t i p .  2 6 ,  Prehearing TR a t  27. 
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Furuno has argued t h a t  s e v e r a l  e lements  o f  claim 1 cannot  h e  read on t h e  

Furuno devices .  The most important i s s u e  concerns  t h e  element i n  claim 1. 

c a l l i n g  f o r  mounting means j o u r n a l e d  t o  s a i d  support  means. M r .  I n t l e k o f e r  

t e s t i f y i n g  f o r  WESMAR d e f i n e d  t h e  mounting means as t h e  two p i n s  and t h e  upper  

yoke of t h e  u n i v e r s a l  j o i n t  (TR. 965) and t h e  support  means as  t h e  lower  yoke  

o f  t h e  u n i v e r s a l  j o i n t .  Furuno argues  t h a t  t h e  support and mounting means are 

n o t  journa led  . 
A l l  of t h e  Furuno devices (FH-105, 106 /107  p a s t  and p r e s e n t )  

" j o u r n a l "  t h e  t ransducer  f o r  p i v o t a b l e  movement upon one t r a n s v e r s e  
axis. However, t h e  support  means i n  e a c h  of  t h e  Furuno d e v i c e s  i s  
not " journaled"  b u t ,  i n  c o n t r a s t ,  c o n n e c t s  t o  a u n i v e r s a l  j o i n t  
c o n s i s t i n g  o f  a p a i r  o f  yokes  i n t e r c o n n e c t e d  by a p a i r  o f  t r a n s v e r s e  
p i n s  (TR-936, 1225) .  N e i t h e r  o f  t h o s e  p i n s  without  t h e  o t h e r  i s  
c a p a b l e  o f  mounting t h e  t r a n s d u c e r  from t h e  "support  means" and yet 
provide a n  o p e r a b l e  device. 
termed " j o u r n a l s " ,  but as you t u r n  t h e  t i l t  c o n t r o l  s h a f t  t o  e f f e c t  
t i l t i n g  " t h o s e  axes are  moving a l l  o v e r  t h e  place" (TR-122 5) M r .  
I n t l e k o f e r  conceded t h a t  t o  s u b s t i t u t e  a j o u r n a l  f o r  t h e  u n i v e r s a l  
j o i n t  would n o t  work (TR-1023-1024; 1229)  
a u n i v e r s a l  j o i n t  perform t h e  d i c t i o n a r y  d e f i n i t i o n  o f  a " j o u r n a l " .  
One such  d e f i n i t i o n  (Furuno Ex. 9) r e a d s :  
shaft, axle,  r o l l  o r  s p i n d l e  t h a t  t u r n s  i n  a bear ing"  ( S e e  a l s o  
I n t l e k o f e r ' s  d e f i n i t i o n ,  TR-989; ,  and h i s  d e s c r i p t i o n  o f  o p e r a t i o n ,  
Ta-1020-1023.) 
s imply w i l l  n o t  work as  a j o u r n a l .  Locking one  o f  t h e  yokes  o f  t h e  
u n i v e r s a l  t o  immobil ize p i v o t a b l e  r o t a t i o n  upon one p i n  was 
demonstrated by M r .  S t raw a s  g i v i n g  such  d e v i c e  a "wounded duck" 
effect ,  a c o n d i t i o n  which hecomes s e r i o u s  when t h e  t r a n s d u c e r  i s  
scanned and t h e  upper p o r t i o n  of t h e  u n i v e r s a l  j o i n t  i s  o f f s e t  
relative t o  t h e  v e r t i c a l .  That  c o n d i t i o n  always o c c u r s  during 
s t a b i l i z a t i o n  a g a i n s t  p i t c h i n g  and r o l l i n g .  - 1/ 

- 

'he "p ins"  of t h e  u n i v e r s a l  might b e  

Nor does  the f u n c t i o n  o f  

"The p a r t  o f  a r o t a t i n g  

The u n i v e r s a l  j o i n t  employed i n  t h e  Furuno devfce 

WESMAR never  s p e c i f i c a l l y  r e b u t t e d  t h e  Furuno argument t h a t  t h e  mounting 

means i n  t h e  Furuno d e v i c e s  are n o t  j o u r n a l e d  t o  support  means as r e q u i r e d  by 

o r i g i n a l  claim 1. We agree wi th  Furuno t h a t  t h e  mounting means are n o t  

- 1/ Respondents' b r i e f  t o  t h e  Commission on v i o l a t i o n  a t  17 .  
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j o u r n a l e d  t o  t h e  support  means and t h e r e f o r e  claim 1 now embodied i n  claim 1 2  

i s  not  i n f r i n g e d .  

The ALJ noted t h a t  t h e  Furuno d e v i c e s  c o n t a i n  a c l e a r a n c e  between t h e  

f i n s  which are a t t a c h e d  t o  t h e  housing and t h e  i n n e r  wall o f  t h e  well. 

Aw concluded t h a t  such a c l e a r a n c e  p r e v e n t s  t h e  f ins from "ahut t ing"  t h e  

i n n e r  wall of t h e  well as i s  r e q u i r e d  by claim 1 2 ,  and t h a t  t h e  Furuno d e v i c e s  

The 

do n o t ,  t h e r e f o r e ,  i n f r i n g e  claim 12. 

t h a t  t h e  Furuno d e v i c e s  do not  i n f r i n g e  claim 12 because  o f  t h e i r  

s u b s t a n t i a l l y  d i f f e r e n t  g e a r i n g  system,  we do not  a g r e e  with t h e  ALJ's 

Although we have a l r e a d y  determined 

recommendation on abutment. 

To e v a l u a t e  t h e  requirement o f  claim 1 2  t h a t  , the "guide members . 
a b u t  t h e  inner  walls of t h e  e l e v a t o r  well t o  prevent l a tera l  movement o f  

t h e  housing . . .," we must c o n s i d e r  t h e  o r d i n a r y  meaning of  t h e  word "abut"  

and i t s  s i g n i f i c a n c e  t o  t h e  i n v e n t i o n  i n  q u e s t i o n  as d i s c l o s e d  i n  t h e  

s p e c i f i c a t i o n .  

a n o t h e r  a long  a common border.  

The word "abut" commonly i n d i c a t e s  t h a t  two o h j e c t s  touch one 

Given t h e  s l i g h t  c l e a r a n c e  ohserved by t h e  ALJ 

(see WESMAR e x h i b i t  42, p. 4-2), we b e l i e v e  t h a t  t h e  f i n s  would in fact touch - 
t h e  i n n e r  w a l l  of t h e  well. During t h e  p i t c h  and r o l l  o f  a b o a t ,  t h e  f i n s  of 

t h e  housing would come i n t o  c o n t a c t  wi th  t h e  wall and t h e r e f o r e ,  ahut  i t .  L/ 
The s p e c i f i c a t i o n  a l s o  supports  o u r  i n t e r p r e t a t i o n  o f  t h e  word "abut ." 

It reads i n  p e r t i n e n t  p a r t :  

" 

The t ransducer  and a s s o c i a t e d  mechanism a r e  mounted i n  a 
housing.  
well so t h a t  t h e  t r a n s d u c e r  c a n  be lowered i n t o  t h e  water t o  a 

The housing i s  in t u r n  s l i d a b l y  mounted wi th in  a n  e l e v a t o r  

1/ Although t h e  c l e a r a n c e  would a l l o w  s l i g h t  movement wi th in  t h e  well ,  t h e  
f i i - g u i d e  p i e c e  c o n s t r u c t i o n  s u b s t a n t i a l l y  prevents  " la teral  movement o f  t h e  
housing" as required  by claim 12. 
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scanning position ana raised ro a protective position within the 
elevator well  when the scanning operation i s  completed. Fins are 
attached t o  the housing f o r  bracing i t  against l a t e r a l  movement 
w i t h i n  the elevator shaft  and f o r  permitting the free  flow o f  water 
past i t  when i t  i s  raised and lowered [Emphasis added. 1 

Column 2,  l i n e s  33-42. 

The notion of  "abutment" i n  claim 12 must be interpreted i n  l i g h t  o f  the 

need for  the housing t o  be capable of s l i d i n g  within the well  and y e t  braced 

against  l a t e r a l  movement within the well.  The s l i g h t  clearance revealed i n  

WESMAR Exhibit 42 and i n  what i s . e x h i b i t  I1 of Furuno's actual  model i t s e l f  

would accomplish t h i s  d u a l  purpose. The housing can s l i d e  through the w e l l  

without substantial l a t e r a l  movement w-fthin the well .  

w i t h i n  the well  without any clearance a t  a l l ,  the housing could not s l i d e  

If the housing fins f i t  

within the well  a s  disclosed i n  the specification and the h u l l  unit  could not 

function. 

An argument can be made that the f i n s  alone or the guide piece A/ and the 

f i n s  combined are equivalent t o  claim 12. The f i n s  on the Furuno device 

perform substantially  the same function in substantially  the same way a s  the 

f i n s  on the WESMAR device.  Even i f  the f i n s  on the Furuno device do not 

a c t u a l l y  abut the well  i n  that they do not a l l  simultaneously contact the 

adjacent sides o f  the w e l l ,  i t  i s  c l e a r  that they are "guide members attached 

t o  the housing which prevent l a t e r a l  movement of the housing w i t h i n  the well 

and permit the free flow of water past the housing as the housing i s  raised 

and lowered-" 

and 107 models which have a metal hour,ing, are used s o l e l y  t o  reinforce the 

housing. These f i n s  must have an additional purpose, i . e . ,  a guiding function. 

We cannot believe that these ribs,  especial ly  those on the 1 0 6  

1 /  For an i l l u s t r a t i o n  of the Furuno guide piece, see CX 4 2  and CX 46 and 
respondents ' physical exhibit  K O  
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Furthermore,  a l though t h e  guide piece above t h e  housing is n o t  d i r e c t l y  

a t tached t o  t h e  hous ing ,  i t  i s  i n d i r e c t l y  a t t a c h e d .  It is clear t h a t  t h e  

guide piece c o n s t i t u t e s  a guide member which a b u t s  t h e  well of t h e  housing and 

prevents lateral movement o f  t h e  housing w i t h i n  t h e  well whi le  a l l o w i n g  t h e  

free f low o f  water. This  guide piece, especially when it i s  viewed in 

conjunct ion w i t h  t h e  f i n s ,  is e q u i v a l e n t  t o  t h e  "guide member" e lement  r e c i t e d  

. 

. 

i n  claim 1 2  because  it accomplishes  t h e  same r e s u l t  i n  s u b s t a n t i a l l y  t h e  same 

way with s u b s t a n t i a l l y  t h e  same means. Graver  Tank C Mfg. Co. v. Linde Air 

Products ,  3 3 9  U.S. 5 9 4 ,  608-609 (1950) -  

C l a i m  1 2 ,  however, was o r i g i n a l l y  dependent on claim 1 ,  and as amended, 

C l a i m  1 ,  l i k e  claim 1 4 ,  i s  a "means p l u s  f u n c t i o n "  i t  now i n c l u d e s  claim 1. 

claim. S e c t i o n  1 1 2 ,  3 5  U.S.C. S 1 1 2 ,  states t h a t  a means p l u s  f u n c t i o n  claim 

must be const rued t o  c o v e r  only t h o s e  d e v i c e s  r e v e a l e d  by t h e  s p e c i f f c a t t o n  

and e q u i v a l e n t s  thereof .  P a r t  of  claim 1 r e q u i r e s  a "vertical s c a n  d r i v e  

means operably  coupled t o  s a i d  t ransducer  t o  r o t a t e  s a i d  t ransducer  about a 

transverse axis f o r  v e r t i c a l  scanning without  affecting t h e  independent 

p i v o t a b i l i t y  o f  s a i d  t r a n s d u c e r  and support means." 

means i s  d e s c r i b e d  i n  column 5, l i n e s  1 t o  4 o f  t h e  s p e c i f i c a t i o n  which states: 

Such v e r t i c a l  s c a n  d r l v e  

The p i n i o n  and r i n g  gears form a t r a n s d u c e r  d r i v e  
mechanism f o r  varying t h e  o r i e n t a t i o n  o f  t r a n s d u c e r  29  
r e l a t i v e  t o  frame 3 9  without d i s t u r b i n g  t h e  al ignment o f  
t h e  t r a n s d u c e r  wi th  t h e  g r a v i t y  v e c t o r .  

The s p e c i f i c a t i o n  then  g o e s  on t o  d e s c r i b e  t h e  e l a b o r a t e  g e a r  mechanism t h a t  

makes up t h e  t r a n s d u c e r  d r i v e  mechanism, i - e . ,  t h e  v e r t i c a l  scan  d r i v e  means. 

This mechanism conveys motion from a pla t form above t h e  pendulum down t o  tilt 

t h e  t r a n s d u c e r  without  affecting t h e  pendulous suspension o f  t h e  transducer .  
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As can  be  seen by examining t h e  Furuno d e v i c e s ,  t h e  Furuno d e v i c e s  do not 

conform t o  t h e  s p e c i f i c a t i o n  o f  t h e  ' 6 3 8  p a t e n t .  Nor are t h e  Furuno devices 

e q u i v a l e n t  t o  i t  because ,  a l though t h e y  p e r f o m  s u b s t a n t i a l l y  t h e  same 

funct ion ,  t h e y  do so i n  a s u b s t a n t i a l l y  d i f f e r e n t  way. 

v. Linde Air P r o d u c t s ,  3 3 9  U.S.  5 9 4 ,  608-609  (1950) .  

Graver Tank & Mfg. Co. 

The Furuno d e v i c e s  use  a u n i v e r s a l  j o i n t  t o  s t a b i l i z e  and t i l t  t h e  

t ransducer .  The patented  d e v i c e  is suspended a long  o n l y  one axis ,  but  Furuno 

models 1 0 5 ,  1 0 6 ,  and 1 0 7 ,  which are made s t r i c t l y  in accordance wi th  t h e  

Minohara p a t e n t ,  are f r e e l y  suspended a l o n g  many axes. 

The WESMAR patented  d e v i c e  i s  not  a p i o n e e r  i n v e n t i o n  such as t h e  sewing 

machine, t h e  t e l e g r a p h ,  o r  t h e  te lephone.  Westinghouse V. Boyden Power Brake 

-. Co ' 1 7 0  U.S. 5 3 7 ,  5 6 1 ,  562  (1898) ;  Chisum P a t e n t s  Ei 18 .04[2 )  a t  1R-40 and 

18-41. The basic concept  o f  s t a b i l i z i n g  a t r a n s d u c e r  by t h e  u s e  o f  pendulum 

i s  found in t h e  Williams r e f e r e n c e  (U.S. Letters P a t e n t  2 , 4 0 7 , 6 9 7 ) .  

T h e r e f o r e ,  t h e  range o f  e q u i v a l e n t s  i s  much more narrow than  f o r  a p ioneer  

invent ion.  When t h e  first patent  i s  not  a p i o n e e r  p a t e n t  and a p a t e n t  is 

subsequent ly  i s s u e d  o v e r  i t ,  t h e r e  i s  a presumption t h a t  t h e  two patented 

s t r u c t u r e s  are not e q u i v a l e n t s ,  Kokomo Fence Machine Co. V. K i t s e l m a n ,  1 8 9  

U.S. 8, 23 ( 1 9 0 3 ) ,  e s p e c i a l l y  when t h e  two p a t e n t s  were c o n s i d e r e d  hy t h e  same 

patent  examiner as were t h e  S u b l e t t  and Minohara p a t e n t s .  SAB I n d u s t r i  AB v. 

Bendix Corp., 1 9 9  U.S.P.Q. 9 5 ,  101 (E.D. Va. 1978) .  S e e  a l s o  McCutchen v. 

S i n g e r  Co., 386 F.2d 8 2 ,  8 8 ,  1 5 6  U.S.P.Q. 3 3 ,  3 8  ( 5 t h  C i t .  1967). We 

conc lude ,  t h e r e f o r e ,  t h a t  t h e  Minohara p a t e n t  is n o t  made i n  accordance  wi th  

t h e  vertlcal scan d r i v e  means s p e c i f i c a t i o n  o f  claim 1 2  o r  e q u i v a l e n t s  

t h e r e o f .  T h e r e f o r e ,  t h e  Furuno d e v i c e s  do n o t  i n f r i n g e  t h e  S u b l e t t  p a t e n t ,  
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because  they do n o t  have an  e q u i v a l e n t  o f  t h e  t ransducer  drive means i n  claim 

C. Cl-aim 14--in g e n e r a l  

C l a i m  1 4  reads  as f o l l o w s :  

A system f o r  scanning and d e t e c t i n g  s c h o o l s  o f  f i s h  
i n  a body o f  water compris ing a marine v e s s e l ;  a 
sonar  system mounted i n  s a i d  v e s s e l ,  said sonar  
system comprising 

(1) a frame, 

( 2 )  an  a c o u s t i c  t r a n s d u c e r  capable  o f  g e n e r a t i n g  a 
sonar  scanning beam and d e t e c t i n g  sound waves 
r e f l e c t e d  from o b j e c t s  such as f i s h ,  s a i d  t r a n s d u c e r  
pendulously suspended from s a i d  frame so t h a t  s a i d  
scanning beam i s  s u b s t a n t i a l l y  s t a b i l i z e d  a g a i n s t  t h e  
r o l l  and p i t c h  o f  s a i d  v e s s e l ,  the  face o f  t h e  
o s c i l l a t o r y  d r i v i n g  element o f  said t ransducer  
mounted f o r  r o t a t i o n  about  an  axis perpendicular  t o  
t h e  v e r t i c a l  axis o f  s a i d  frame, 

(3 )  t ransducer  d r i v e  means f o r  varying t h e  a n g l e  of  
s a i d  t ransducer  and scanning beam w i t h  respect t o  
s a i d  v e r t i c a l  axis independent ly  of t h e  suspension o f  
s a i d  t ransducer  from s a i d  frame, 

( 4 )  scan  d r i v e  means f o r  r o t a t i n g  the frame and 
t ransducer  about s a i d  v e r t i c a l  axis,  

(5) a water t i g h t  housing e n c l o s i n g  said frame and 
t ransducer  , and 

( 6 )  a high dielectric  c o n s t a n t  l i q u i d  w i t h i n  s a i d  
housing surrounding s a i d  t ransducer ;  and means f o r  
advancing s a i d  t r a n s d u c e r  t o  a scanning p o s i t i o n  
below t h e  k e e l  o f  s a i d  v e s s e l  and f o r  r e t r a c t i n g  i t  
t o  a rest p o s i t i o n  when not  i n  use. 

c 

S i n c e  claim 1 4  d e s c r i b e s  parts o f  t h e  i n v e n t i o n  i n  terms o f  f u n c t i o n ,  i n  - 
accordance  wi th  35 U.S.C. § 1 1 2  t h e  p a t e n t  must be construed t o  c o v e r  t h e  

1/ F o r  a more d e t a i l e d  d i s c u s s i o n  of t h e  ques t ion  of e q u i v a l e n t s  as i t  
re iates  t o  claim 1 now embodied i n  claim 1 2 ,  see d i s c u s s i o n  on e q u i v a l e n t s  as 
i t  re lates  t o  claim 14 a t  pp. 31-35. 
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corresponding s t r u c t u r e ,  material, o r  acts descr ibed  i n  t h e  specification and 

equiva lents  thereof .  The r e l e v a n t  paragraph of  s e c t i o n  112  s tates :  

An element i n  a claim f o r  a combination may b e  expressed  as a means 
o r  s t e p  f o r  performing a s p e c i f i e d  funct ion  without  t h e  recital  o f  
s t r u c t u r e ,  material, o r  acts  i n  support  t h e r e o f ,  and such claim 
s h a l l  be  construed t o  c o v e r  t h e  corresponding s t r u c t u r e ,  material,  
o r  acts d e s c r i b e d  i n  t h e  s p e c i f i c a t i o n  and e q u i v a l e n t s  t h e r e o t .  
Iemphasis added.] 

O r d i n a r i l y ,  t h e  language o f  a claim i s  t o  b e  i n t e r p r e t e d  i n  l i g h t  o f  t h e  

s p e c i f i c a t i o n .  However, a "means p l u s  f u n c t i o n "  claim element is c o n s t r u e d  as 

incorporat ing  t h e  a p p r o p r i a t e  " s t r u c t u r e ,  material o r  acts d e s c r i b e d  i n  t h e  

s p e c i f i c a t i o n  and e q u i v a l e n t s  t h e r e o f "  i n t o  t h e  claim ftself .  

element does not  c o v e r  every  means f o r  t h e  s t a t e d  f u n c t i o n ,  but  r a t h e r  t h e  

s t r u c t u r e ,  material o r  acts (found i n  t h e  s p e c i f i c a t i o n )  and t h e i r  

equiva lents  . L/ 

Thus, s u c h  a n  

We a g r e e  wi th  t h e  ALJ's f inding  as t o  t h e  f u n c t i o n  o f  t h e  d e v i c e  

descr ibed  i n  t h e  '638 patent :  

M r -  S u b l e t t  d e s c r i b e d  p a r t  o f  t h e  o r i g i n a l  i n v e n t i o n  i n  h i s  
test imony,  when he drew Wesmar P h y s i c a l  E x h i b i t  P ,  showing a model 
he c o n s t r u c t e d  t o  demonstrate t h a t  t h e r e  was "a way of t r a n s m i t t i n g  
motion through t h e  h i n g e  area of a pendulum and g e t t i n g  t h e  mot ion  
down without a f f e c t i n g  t h e  a b i l i t y  of t h e  pendulum t o  c o n t i n u e  t o  be  
a pendulum, t o  b e  f a i r l y  independent o f  t h e  drive means down through 
it". (TR 595.) M r .  S u b l e t t  i n d i c a t e d  t h a t  Wesmar P h y s i c a l  E x h i b i t  
P demonstrated a n  a b i l i t y  t o  d r i v e  through a n  axis o f  pendulous 
support t o  c o n t r o l  t h e  a n g l e  o f  t i l t .  (TR 596-597.) 

I n  e f f e c t ,  M r .  S u b l e t t  was a b l e  t o  c o n t r o l  t h e  t i l t  o f  a 
t ransducer  which was suspended l i k e  a pendulum by conveying mot ion  
t o  t h e  t r a n s d u c e r  through a g e a r  a t  t h e  p i v o t  p o i n t  o f  t h e  
pendulum. - 2/ 

1/ WESMAR i g n o r e s  t h i s  l i m i t a t i o n  imposed by s e c t i o n  112 when i t  contends  
t h g t  claim 1 4  c o v e r s  e v e r y  means f o r  accomplishing t h e  f u n c t i o n s  r e c i t e d  
t h e r e i n  
2/ RD a t  26 and 27. - 
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me most s i g n i f i c a n t  language i n  claim 1 4  i s  c o n t a i n e d  i n  element 3 which 

descr ibes  a " t r a n s d u c e r  d r i v e  means .'* The s p e c i f i c a t i o n  reveals a 

t ransducer  d r i v e  means c o n s i s t i n g  e s s e n t i a l l y  o f  a g e a r  system d i r e c t i n g  a 

tilt motion down through t h e  axis of  pendulous support  o f  t h e  t r a n s d u c e r .  The 

Furuno d e v i c e s ,  however, a l s o  have t h e  same f u n c t i o n ,  t h a t  i s ,  t o  d r i v e  not ion  

through t h e  pendulum t o  t i l t  t h e  t r a n s d u c e r  without a f f e c t i n g  i t s  pendulous 

suspension- 

De C l a i m  1 4 - - v a l i d i t y  

The Commission f i n d s  t h a t  claim 1 4  of t h e  ' 638  p a t e n t  i s  v a l i d  because  

t h e  s t r u c t u r e  descr ibed  t h e r e i n  would n o t  have been obvious  t o  one o f  ordinary 

s k i l l  i n  t h e  r e l e v a n t  art  a t  t h e  time of t h e  c la imed invent ion .  35 U.S.C. 

I n  a d d i t i o n  t o  t h e  d i s c u s s i o n  noted above, t h e  Supreme Court i n  John 

&ere, supra ,  noted c e r t a i n  "secondary c o n s i d e r a t i o n s "  from which one may 

i n f e r  obviousness  o r  nonobviousness:  

- 

Such secondary c o n s i d e r a t i o n s  as commercial s u c c e s s ,  long f e l t  hut 
unsolved needs,  f a i l u r e  of o t h e r s ,  e tc . ,  might be  u t i l i z e d  t o  g l v e  
l i g h t  t o  t h e  c i rcumstances  surrounding t h e  o r i g i n  o f  t h e  s u b j e c t  
matter sought t o  be  patented.  As i n d i c i a  of obviousness o r  
nonobviousness,  t h e s e  i n q u i r i e s  may have re levancy .  383  U.S. 
at 1 7 ,  1 8  

(1) P r i o r  A r t .  

In i t s  attempt t o  demonstrate t h a t  t h e  WESMAR device would have heen 

obvious  t o  one o f  ordinary  s k i l l  i n  t h e  ar t  a t  t h e  time o f  t h e  a l l e g e d  

invent ion ,  Furuno c i tes  s e v e r a l  p r i o r  ar t  re ferences .  The f irst o f  t h e s e  is 

t h e  Williams d e v i c e  which i s  descr ibed  i n  U.S.  Letters Patent  2 , & 0 7 , 6 9 7 .  The 
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W i l l i a m s  d e v i c e  i s  a sonar  u n i t  which i s  a t t a c h e d  t o  t h e  h u l l  of a b o a t  and 

employed t o  l o c a t e  o b j e c t s  i n  the water by.means o f  sound waves emanat ing from 

a t r a n s d u c e r .  The t ransducer  is suspended from a compound pendulum and r e l i e s  

o n  t h e  f o r c e  o f  g r a v i t y  t o  mainta in  i t s  v e r t i c a l  p o s i t i o n  d e s p i t e  t h e  p i t c h  

and r o l l  o f  t h e  boat .  The weight o f  t h e  t r a n s d u c e r  i s  d i s t r i b u t e d  s o  as  t o  

f i x  i t s  c e n t e r  o f  g r a v i t y  s u f f i c i e n t l y  below t h e  axis of suspens ion  t o  form 

this compound pendulum. E n c i r c l i n g  t h e  suspended t r a n s d u c e r  i s  a casing. The 

casing, i n  t u r n ,  i s  f i l l e d  w i t h  sea water which t i g h t l y  surrounds t h e  

t ransducer .  The sea water i s  u s e f u l  i n  t h a t  i t  both  conducts  sound waves and 

p r o t e c t s  t h e  t ransducer .  Williams a l s o  i n c l u d e s  a means f o r  r o t a t i n g  t h e  s c a n  

p o s i t i o n  of t h e  t ransducer .  This adjustment  i s  c o n s t r u c t e d  s o  a s  n o t  t o  

interfere w i t h  t h e  pendulous s t a b i l i z a t i o n  o f  t h e  transducer .  The Milliams 

p a t e n t ,  however, does  n o t  d i s c l o s e  a method f o r  t i l t i n g  t h e  t r a n s d u c e r  

independent of t h e  pendulous suspension without  t h e  use  of  a gyroscope .  

The second p r i n c i p a l  p r i o r  ar t  r e f e r e n c e  r e l i e d  on hy Furuno is t h e  

Kessler i n v e n t i o n  which i s  deskr ibed  i n  U.S. Letters P a t e n t  2,832,944. 

K e s a l e r  is q u i t e  similar t o  Williams i n  that both  employ sonar  t r a n s d u c e r s  

which can b e  lowered from t h e  h u l l  o f  a s h i p  t o  l o c a t e  o b j e c t s  suhmerged i n  

t h e  water. Although t h e  t r a n s d u c e r s  in Kessler are r i g i d l y  mounted on  a 

b r a c k e t  (pendulum), t h e s e  t r a n s d u c e r s  are s t a b i l i z e d  a g a i n s t  t h e  p i t c h  and 

r o l l  o f  a s h i p  by  a gyroscope.  The gyroscope r e c o g n i z e s  movement of t h e  hoat  

and i n s t a n t a n e o u s l y  a d j u s t s  t h e  pendular  suspension t o  mainta in  t h e  p o s i t i o n  

of t h e  t ransducers .  Kessler a l s o  i n c l u d e s  means f o r  changing t h e  t i l t  of t h e  

t ransducers .  Furuno asserts t h a t  such means is a motor mounted on t h e  

pendulum. The ALJ, however, c o r r e c t l y  p o i n t s  o u t  t h a t  t h e  motor which t i l t s  
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t h e  t ransducer  i s  independent o f  t h e  pendulum, r e s t i n g  beneath  t h e  

t r a n s d u c e r s ,  " i n  t h e  o i l . "  T h i s  motor r o t a t e s  t h e  t r a n s d u c e r s  about  a 

h o r i z o n t a l  axis. Kessler c o n t a i n s  no mechanism f o r  scanning .  

Although t h e  p a t e n t  examiner cons idered  o n l y  t h e  Williams r e f e r e n c e  

during t h e  o r i g i n a l  a p p l i c a t i o n  p r o c e s s ,  h e  cons idered  both  during t h e  

reexaminat ion proceeding.  The fact  t h a t  t h e  examiner found claim 14 t o  he 

T 

.. v a l i d  i n  l i g h t  of a l l  t h e  r e l e v a n t  p r i o r  a r t  r e f e r e n c e s  s t r e n g t h e n s  t h e  

s t a t u t o r y  presumption o f  v a l i d i t y .  3 5  U.S .C.  fj 282. U n i v e r s a l  A t h l e t i c  S a l e s  

Co. V. American Gym R e c r e a t i o n a l  6 Athletic  Equipment Corp. ,  I n c . ,  546 F.2d 

530,  540  (3d C i r .  1 9 7 6 ) ,  - cert. denied ,  4 3 0  U.S. 984 (1977) .  L/ 

( 2 )  S k i l l  in t h e  a r t  

The p a r t i e s  s t i p u l a t e d  t h a t  a person wi th  o r d i n a r y  s k i l l  in t h e  a r t  t o  

which t h e  i n v e n t i o n  o f  t h e  S u b l e t  (WESMAR) p a t e n t  relates i s  a person o f  

engineer ing  competence. Such a person would b e  knowledgeable i n  t h e  marine 

0 
a p p l i c a t i o n  o f  sonar d e v i c e s  and familiar wi th  t h e  problems a s s o c i a t e d  

therewith.  He would understand t h e  p r i n c i p l e s  o f  g r a v i t y ,  t h e  purpose and use  

~ - 1/ The p a t e n t  examiner s t a t e d :  
The amendment i n c l u d e s  a r e q u e s t  t h a t  t h e  examiner a l s o  

c o n s i d e r  t h e  combinat ion o f  Kessler and Williams wi th  r e s p e c t  t o  
claim 14. 
t h e  proposed combinat ion,  even if i t  would r e s u l t  i n  a n  o p e r a t i o n a l  
system,  i s  cons idered  t o  be  c l e z l y  unobvious t o  a person o f  
o r d i n a r y  s k i l l  i n  t h e  a r t -  

o f  o r d i n a r y  s k i l l  i n  t h e  a r t  t o  render  p o r t i o n s  of e s s e n t i a l  
components i n o p e r a t i v e  i n  t h e  Kessler system and combine them with 
p o r t i o n s  of W i l l i a m s - s y s t e m  and t o  add a n  "Ear" as shown in E x h i b i t  
D. Even a f ter  making t h e s e  e x t e n s i v e  m o d i f i c a t i o n s ,  claim 14 would 
n o t  r e a d  on t h e  r e s u l t i n g  system as noted on page 22  o f  t h e  
amendment. CX 7 6  a t  4. 

The e x h i b i t s  submitted have heen c a r e f u l l y  cons idered  and 

There i s  no sugges t ion  i n  t h e  a r t  of record  t h a t  would l e a d  one 
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o f  gyroscopes  t o  s t a b i l i z e  s o n a r  d e v i c e s  in marine a p p l i c a t i o n s  and t h e  

practical n e c e s s i t y  o f  (a) r a i s i n g  and lowering a t r a n s d u c e r  relative t o  t h e  

k e e l  o f  t h e  s h i p ;  (b)  providing a scanning c a p a b i l i t y ;  (c) providing  means f o r  

changing t h e  angle o f  t i l t  t o  c o n t r o l  t h e  d i r e c t i o n  o f  s e a r c h ;  (d) p r o v i d i n g  

means f o r  housing t h e  t r a n s d u c e r  assembly when n o t  i n  u s e ;  and (e) providing  

means f o r  support ing t h e  t r a n s d u c e r  in r e l a t i o n  t o  t h e  k e e l  when n o t  i n  u s e .  

( S t i p e  2 6 ,  TR 2 7 ,  28.)  

(3)  Obviousness 

Respondent contends i t  would have been obvious  f o r  one o f  o r d i n a r y  skill 

i n  t h e  a r t  t o  combine Williams and Kessler t o  create t h e  device d e s c r i b e d  i n  

claim 14.  

However, t h e  c rude  combinat ion o f  r e f e r e n c e s  urged upon t h e  Commission by t h e  

respondent would n o t  y i e l d  a h u l l  u n i t  c o n s t r u c t e d  in accordance  wi th  t h e  

p a r t i c u l a r  s p e c i f i c a t i o n  which must b e  i n c o r p o r a t e d  i n t o  claim 1 4  through its 

"means p l u s  f u n c t i o n "  language i n  element 3. 

such a combinat ion would i n t e r f e r e  w i t h  t h e  scanning motion.  

(TR 1169-1182.) Respondent may b e  c o r r e c t  in t h i s  regard.  

F u r t h e r ,  t h e  n e c e s s a r y  w i r i n g  i n  

R.D. a t  32. 

An examinat ion o f  t h e  secondary c o n s i d e r a t i o n s  supports  o u r  c o n c l u s i o n  o f  

nonobviousness.  P r i o r  t o  t h e  S u b l e t t  i n v e n t i o n ,  t h e  f i s h i n g  i n d u s t r y  

exper ienced  "a long  f e l t  need for  a n  i n e x p e n s i v e  s o n a r  h u l l  u n i t  performing 

t h e  f u n c t i o n s  d e s c r i b e d  in claim 14." RD a t  35. Y e t ,  no one i n  t h e  i n d u s t r y  

was a b l e  t o  d e s i g n  a u n i t  l i k e  S u b l e t t ' s .  A d d i t i o n a l  proof  o f  the 

nonobviousness o f  claim 1 4  i s  t h e  commercial  s u c c e s s  i t  has  enjoyed.  (TR 380.) 
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E. C l a i m  14-- infringement 

. 

. * 

. 

The arguments on  t h i s  i s s u e  have narrowed t o  t h e  q u e s t i o n  of whether  t h e  

Furuno models c o n t a i n  t h e  f o l l o w i n g  e lements  o f  claim 14:  

(1) a frame, 

( 2 )  a n  a c o u s t i c  t r a n s d u c e r  t h e  face of  t h e  o s c i l l a t o r y  
d r i v i n g  e lement  o f  s a i d  t r a n s d u c e r  mounted f o r  r o t a t i o n  about  
a n  axis perpendicular  t o  t h e  ver t i ca l  axis of  s a i d  frame, 

t r a n s d u c e r  d r i v e  means f o r  vary ing  t h e  a n g l e  of s a i d  t r a n s d u c e r  
and scanning beam wi th  respect t o  s a i d  vertical  axis 
independent ly  o f  t h e  suspens ion  o f  s a i d  t r a n s u c e r  from said 
frame. 1/ [Emphasis added.] 

(3) 

- 
As t o  t h e  f irst  element o f  claim 1 4 ,  we a g r e e  wi th  t h e  ALJ i n  h e r  f i n d i n g  

t h a t  t h e  upper jaw o f  t h e  u n i v e r s a l  j o i n t  of t h e  Furuno models c o n s t i t u t e s  a 

frame. As t h e  ALJ s t a t e d  i n  h e r  a n a l y s i s  o f  Mode1 FH-105 which is a p p l i c a b l e  

t o  a l l  o f  t h e  Furuno models: 

Element 1 o f  claim 1 4  i s  found i n  t h e  FH-105 model. The frame 
is t h e  upper yoke o r  upper jaw o f  t h e  u n i v e r s a l  j o i n t ,  and t h a t  it 
[s ic ]  i s  t h e  e q u i v a l e n t  o f  t h e  frame i n  t h e  '638 p a t e n t  
s p e c i f i c a t i o n .  The upper jaw of t h e  u n i v e r s a l  j o i n t  support  [sic] 
t h e  pendulum, j u s t  as  t h e  frame i n  t h e  '638 p a t e n t  s p e c i f i c a t i o n  
supports  t h e  pendulum. The upper jaw moves as t h e  v e s s e l  r o l l s  and 
p i t c h e s ,  but  t h e  ver t i ca l  axis o f  t h e  upper jaw i s  always t h e  same 
as t h e  v e r t i c a l  axis of  t h e  s h a f t ,  and t h e y  both  move w i t h  t h e  r o l l  
and p i t c h  of t h e  v e s s e l .  The upper jaw t u r n s  f o r  certain scanning 
and t i l t i n g  f u n c t i o n s ,  but  i t  does  n o t  change i t s  v e r t i c a l  axis 
re lat ive  t o  t h e  v e r t i c a l  axis o f  t h e  s h a f t .  The Furuno frame and 
t h e  S u b l e t t  frame do n o t  perform a l l  o f  t h e  same f u n c t i o n s .  
important t h i n g  t h e y  have i n  common i s  t h a t  t h e y  support  t h e  
pendulum from a p i v o t .  It i s  n o t  necessary t h a t  e a c h  e lement  o f  a n  
i n f r i n g i n g  d e v i c e  b e  e x a c t l y  l i k e  t h e  corresponding e lement  i n  t h e  
s p e c i f i c a t i o n  o f  t h e  '638 p a t e n t ,  i f  i t  i s  t h e  e q u i v a l e n t  of i t .  2/ 
[Emphasis added.] 

The 

1/ We n o t e  that claim 1 4  r e q u i r e s  a marine v e s s e l  and t h e r e f o r e ,  as WESMAR 
cozceded during t h e  o r a l  argument, t h e  i s s u e  h e r e  i s  t e c h n i c a l l y  one o f  
c o n t r i b u t o r y  infr ingement .  CTR a t  62  and 67. 
- 21 RI) a t  41. 



The ALJ a l s o  found t h a t  

models FH-105 and FH-106-107 

elernent o f  t h e  t r a n s d u c e r  i s  

28 

element 2 o f  claim 14 d i d  n o t  always read on 

because  t h e  face of  t h e  o s c i l l a t o r y  d r i v i n g  

n o t  always mounted f o r  r o t a t i o n  about  a n  axis 

perpendicular  t o  t h e  v e r t i c a l  axis o f  t h e  frame. She s t a t e d :  

me face o f  t h e  o s c i l l a t o r y  d r i v i n g  element of  t h e  t r a n s d u c e r  which  
t h e  p a r t i e s  a g r e e  is t h e  face of  t h e  t ransducer  (TR 9 5 1 ,  1 2 0 7 ,  
1 2 0 8 ) ,  i s  mounted f o r  r o t a t i o n  about  a n  axis. This axis ,  however i s  
not  always perpendicular  t o  t h e  v e r t i c a l  axis of t h e  frame. It is 
sometimes perpendicular  t o  t h e  v e r t i c a l  axis o f  t h e  frame ( t h e  upper  
m e  u n i v e r s a l  j o i n t ) .  
t h e  u n i v e r s a l  j o i n t  i s  p e r p e n d i c u l a r  t o  t h e  axis on which t h e  
transducer  i s  mounted f o r  t i l t i n g  when t h e  v e s s e l  i s  s t i l l  in t h e  
vater o r  a t  o t h e r  times when t h e  combined motions o f  t h e  v e s s e l  put 
t h e  vessel i n  t h a t  p o s i t i o n .  L/ 

The v e r t i c a l  axis of t h e  upper jaw o f  

She then  concluded t h a t  e lement  2 o f  claim 1 4  i s  met sometimes, but  not  

always, by models FH-105 and FH-106/107. 

The ALJ, however, found t h a t  element 2 reads  on t h e  r e v i s e d  models F'H-106 

and 107 because  t h e  a d d i t i o n  o f  t h e  ears on t h e  revise:! models r e s u l t s  in t h e  

face of t h e  t r a n s d u c e r  always r o t a t i n g  about  a t r a n s v e r s e  axis which i s  

perpendicular  t o  t h e  axis of t h e  upper jaw o f  t h e  u n i v e r s a l  j o i n t .  This i s  

because  t h e  a d d i t i o n  o f  t h e  ears o r  two metal cheeks  on e i t h e r  s ide  of t h e  

u n i v e r s a l  j o i n t  prevents  t h e  u n i v e r s a l  j o i n t  from swinging from s i d e  t o  s i d e .  

WESMAR d i d  n o t  t a k e  e x c e p t i o n  t o  t h i s  f i n d i n g  by t h e  ALJ and a p p e a r s  t o  

have conceded t h e  p o i n t  as t o  Models FH-105 and FH-106 and 107.  CTR a t  2 9 ,  

44-48, 80-85. 

We a g r e e  wi th  t h e  ALJ, b u t  for a d i f f e r e n t  reason.  Element 2 o f  claim 14 

states t h a t  " t h e  face o f  t h e  o s c i l l a t o r y  d r i v i n g  element o f  s a i d  t r a n s d u c e r  

[ i s ]  mounted f o r  r o t a t i o n  about  a n  axis perpendicular  t o  th* vertical  axis o f  

17 Id. a t  42. - _ _ .  
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In i t s  post-Commission-hearing b r i e f ,  WESMAR argued t h a t  t h e  

105  and 106-107 when t h e y  a r e  "mounted," i . e . ,  p o s i t i o n e d ,  are 

t o  t h e  frame and t h e s e  models l o s e  t h e i r  perpendicular  

r e l a t i o n s h i p  t o  t h e  frame only  when they  move, and t h a t  claim 1 4  d e s c r i b e s  t h e  

r e l a t i o n s h i p  o f  t h e  e lements  w h i l e  a t  rest .  - 1/ 

read i n  l i g h t  o f  t h e  s p e c i f i c a t i o n .  The s p e c i f i c a t i o n  shows ( spec i f i ca l ly  

f i g u r e s  2 ,  3 and 4) t h a t  t h e  p a t e n t e d  d e v i c e  c a n  move a long  o n l y  one axis ,  i t  

cannot move s i d e  t o  s ide .  z/ 

However, t h i s  claim must be 

The t r a n s d u c e r  o f  t h e  Furuno Models FH-105, 106  and 1 0 7 ,  however, i s  

c a p a b l e  o f  swinging in many d i r e c t i o n s  and on many d i f f e r e n t  axes. 

o f  claim 14 r e a d  in l i g h t  o f  t h e  s p e c i f i c a t i o n  ca l l s  f o r  t h e  face of the 

WESMAR t r a n s d u c e r  always t o  be mounted about a n  axis perpendicular  t o  t h e  

v e r t i c a l  axis o f  t h e  frame because  t h e  t r a n s d u c e r  can  swing along o n l y  one 

axis. S i n c e  t h e  t r a n s d u c e r  on t h e  Furuno models swings on many d i f f e r e n t  

axes, t h e  face o f  t h e  t ransducer  i s  n o t  always perpendicular  t o  t h e  v e r t i c a l  

Element 2 

0 

axis o f  t h e  frame and i s  n o t  covered by e lement  2 o f  claim 14. 

on Furuno r e v i s e d  models 106  and 1 0 7 ,  however, always swings on one axis and 

The t r a n s d u c e r  

t h e  face of t h e  t ransducer  i s  always perpendicular  t o  t h e  v e r t i c a l  axis o f  t h e  

frame. T h e r e f o r e ,  r e v i s e d  models 1 0 6  and 107 are covered by element 2 o f  

claim 14.  

The ALJ a l s o  found that element 3 o f  claim 1 4  does not  read on any o f  t h e  

Furuno models. Element 3 o f  claim 1 4  states t h a t  t h e  t ransducer  d r i v e  means 

v a r i e s  t h e  a n g l e  o f  t h e  t ransducer  and t h e  scanning beam wi th  respect t o  t h e  

- 1/ Complainant's post-Commission-hearing b r i e f  a t  6. 
2/ F o r  d i s c u s s i o n  o f  t h i s  i s s u e  see Vice Chairman Calhoun's s ta tement  i n  CTR 0 at-65. 
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v e r t i c a l  axis independent ly  o f  t h e  suspens ion  o f  t h e  t r a n s d u c e r  from t h e  

frame. The A W  const rued "suspension" t o  mean t h e  device support ing  t h e  

t r a n s d u c e r  and n o t  a state o f  suspension.  Therefore ,  s h e  concluded t h e  Furuno 

d e v i c e s  do n o t  l i t e r a l l y  meet element 3 o f  claim 14. 

Giving t h e s e  words i n  claim 1 4  any  meaning o t h e r  than t h e i r  
normal meaning is u n j u s t i f i e d ,  however, because  claim 1 4  a c c u r a t e l y  
d e s c r i b e s  t h e  manner in which t h e  Suble t  t i n v e n t i o n  a c t u a l l y  
worked. I n  t h e  S u b l e t t  i n v e n t i o n ,  t h e  t r a n s d u c e r  d r i v e  means v a r i e d  
t h e  a n g l e  o f  t h e  t r a n s d u c e r  and scanning beam ( t i l t e d  t h e  
t ransducer )  wi th  r e s p e c t  t o  t h e  v e r t i c a l  axis o f  t h e  frame w i t h o u t  
t h e  d r i v e  means be ing  p a r t  o f  t h e  suspension o f  t h e  t r a n s d u c e r  from 
t h e  frame and without  s u b s t a n t i a l l y  a f f e c t i n g  t h e  pendulous swing o f  
t h e  t ransducer .  In S u b l e t t ' s  i n v e n t i o n ,  t h e  t i l t  d r i v e  means does 
n o t  support  t h e  pendulum, a l though t h e  g e a r  c o n t r o l l i n g  t h e  t i l t  is 
a t t a c h e d  t o  a g e a r  extended from t h e  support  p i n .  
d e v i c e  t h e  t i l t i n g  of t h e  t r a n s d u c e r  does  not  a f fect  t h e  pendulous 
swing o f  t h e  t r a n s d u c e r ,  but  t h e  t r a n s d u c e r  assemhly i s  suspended 
from t h e  upper jaw o f  t h e  u n i v e r s a l  j o i n t  i n  t h e  t f l t  c o n t r o l  s h a f t ,  
and t h e  t i l t  c o n t r o l  s h a f t  i s  r o t a t e d  t o  t i l t  t h e  t ransducer .  The 
Furuno s h a f t  performs both t h e  f u n c t i o n  o f  suspending t h e  t r a n s d u c e r  
from t h e  frame and t i l t i n g  it.  
independent 

In t h e  Furuno 

The two f u n c t i o n s  are not  
(TR 1268-1269. ) I/ 

We d i s a g r e e .  We b e l i e v e  t h e  ALJ .erred  in comparing t h e  Furuno d e v i c e  to 

t h e  WESMAR device .  S e c t i o n  1 1 2  states t h a t  a means p l u s  f u n c t i o n  claim w i l l  

"be const rued t o  c o v e r  t h e  corresponding s t r u c t u r e ,  material, or acts 

d e s c r i b e d  in t h e  s p e c i f i c a t i o n  and e q u i v a l e n t s  thereof . "  [Emphasis added.] 

The word "suspension" i n  t h e  s p e c i f i c a t i o n  c l e a r l y  refers t o  t h e  s ta te  o f  

being o r  o p e r a t i o n  o f  t h e  d e v i c e  and not t o  t h e  a c t u a l  device t h a t  suspends 

t h e  t ransducer .  Thus, l i n e s  4 and 5 o f  t h e  a b s t r a c t  o f  t h e  d i s c l o s u r e  i n  t h e  

s p e c i f i c a t i o n  state: 

column 4, l i n e s  1 6  t o  2 6 ,  of t h e  s p e c i f i c a t i o n  states:  

"The t r a n s d u c e r  i s  f reely  suspended from a frame," and 

The t r a n s d u c e r  c a r r i a g e  33 ,  and hence t r a n s d u c e r  29, is pendulously  
suspended from t h e  frame 3 9  by support  members 64  and 4 5  a t  p o i n t  40 

1/ RD a t  43. 
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on frame 3 9  c o a x i a l  w i t h  t h e  axes o f  p i n i o n  gears 37  and 3 8 .  
C a r r i a g e  3 3  holding t h e  t r a n s d u c e r  i s  connected  t o  t h e  o p p o s i t e  end 
of support  members 4 4  and 4 5  a t  p o i n t  41. 
are j o u r n a l  mountings of  low f r i c t i o n  and e n a b l e  t h e  scanning  heam 
d i r e c t i o n  t o  b e  v a r i e d  by  r o t a t i n g  t h e  p i n i o n  g e a r s  wi thout  
d i s t u r b i n g  t h e  pendulous suspens ion  of  t h e  transducer .  

Mounting p o i n t s  4 0  and 4 1  

Whenever t h e  s p e c i f i c a t i o n  refers t o  a d e v i c e  which suspends,  it  refers 

t o  "support members. " Thus, column 2 ,  l i n e s  2 0  and 2 1 ,  states: "The 

t ransducer  i s  p i v o t a l l y  suspended from a frame by support  members." If t h e  
t 

word "suspension" were in tended t o  mean a specific p a r t ,  i t  would have been so 

l a b e l l e d  i n  t h e  drawings and d e s c r i b e d  i n  t h e  s p e c i f i c a t i o n .  

There fore ,  we conc lude  t h a t  a l l  of t h e  Furuno models meet element 3 o f  claim 

14 because  t h e  t r a n s d u c e r  d r i v e  means v a r i e s  t h e  a n g l e  o f  t h e  t r a n s d u c e r  and 

scanning beam w i t h  respect t o  t h e  v e r t i c a l  axis independent ly  o f  t h e  

suspension o f  t h e  t r a n s d u c e r  from the frame. Consequently,  we b e l i e v e  t h a t  

Furuno models 1 0 5 ,  1 0 6  and 1 0 7  do n o t  i n f r i n g e  claim 1 4  because t h e y  cannot he 

read  on element 2,  b u t  t h e  revised models 1 0 6  and 107  do f a l l  w i t h i n  t h e  

l i t e r a l  language o f  claim 14. 

It i s  not .  

Under s e c t i o n  1 1 2 ,  however, claim 1 4  as  a means p l u s  f u n c t i o n  c l a u s e  must 

b e  const rued t o  c o v e r  t h e  r e l e v a n t  s p e c i f i c a t i o n  and e q u i v a l e n t s  t h e r e o f .  

When t h e  s p e c i f i c a t i o n  o f  t h e  ' 638  p a t e n t  and Furuno d e v i c e s  are examined, f t  

i s  apparent  t h a t  t h e  Furuno d e v i c e s  are n o t  e q u i v a l e n t  t o  t h e  s p e c i f i c a t i o n  

b e c a u s e ,  a l though t h e y  perform s u b s t a n t i a l l y  t h e  same funct ion  t o  o b t a i n  t h e  

same r e s u l t  ( i .e . ,  t o  t r a n s m i t  motion t o  t i l t  t h e  t ransducer  without  a f f e c t i n g  

t h e  pendulous suspension o f  t h e  t r a n s d u c e r ) ,  t h e  Furuno devices u s e  

s u b s t a n t i a l l y  d i f f e r e n t  means t o  perform t h e  same funct ion .  

F u r t h e r ,  s i n c e  t h e  Furuno r e v i s e d  models 106-107 u s e  s u b s t a n t i a l l y  

d i f f e r e n t  means, even though t h e y  f a l l  w i t h i n  t h e  l i t e r a l  words o f  claim 1 4 ,  
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t h e s e  models do n o t  i n f r i n g e  claim 14.  Westinghouse v. Boyden Power Brake 

-' Coo 170 U.S. 5 3 7 ,  568-569 (1898)  ( " r e v e r s e  d o c t r i n e  o f  e q u i v a l e n t s " ) .  

When t h e  p r i o r  a r t  i s  examined, i t  i s  c lear  t h a t  t h e  WESYAR device is n o t  

a p ioneer  invent ion .  The Williams p a t e n t  d i s c l o s e d  t h a t  a pendulum could b e  

used t o  s t a b i l i z e  a transducer .  - 1/ What S u b l e t t  invented  was a specific 

g e a r i n g  mechanism which would convey motion down from a motor on a p l a t f o r m  

above t h e  pendulum t o  t i l t  t h e  t r a n s d u c e r  without  a f f e c t i n g  t h e  pendulous 

suspension o f  t h e  transducer .  The Supreme Court i n  Westinghouse v. Boyden 

Power Brake C o o ,  1 7 0  U.S. 5 3 7 ,  5 6 1 ,  5 6 2  (1898)  d e f i n e d  "pioneer"as  used t o  

d e s c r i b e  c e r t a i n  patents .  

T h i s  word, a l though used somewhat l o o s e l y ,  i s  commonly 
understood t o  denote  a p a t e n t  c o v e r i n g  a f u n c t i o n  n e v e r  h e f o r e  
performed, a whol ly  n o v e l  d e v i c e ,  o r  one o f  such n o v e l t y  and 
importance as t o  mark a d i s t i n c t  step i n  t h e  progress  of the a r t ,  as  
d i s t i n g u i s h e d  from a mere improvement o r  p e r f e c t i o n  o f  w h a t  had  gone 
b e f o r e .  Most conspicuous examples o f  such p a t e n t s  are:  The one t o  
Howe o f  t h e  sewing machine; t o  Morse o f  t h e  e lectr ical  t e l e g r a p h ;  
and t o  B e l l  o f  t h e  te lephone.  - 2 /  

P a t e n t s  t h a t  are n o t  p i o n e e r  p a t e n t s  are n o t  e n t i t l e d  t o  a broad range of 

e q u i v a l e n t s .  S i n c e  t h e  '638  p a t e n t  i s  n o t  a p i o n e e r  p a t e n t ,  i t  i s  n o t  

e n t i t l e d  t o  a broad range o f  e q u i v a l e n t s .  Chisum P a t e n t s  C 18.04121.  

Under s e c t i o n  1 1 2 ,  we must c o n s t r u e  claim 1 4  t o  c o v e r  t h e  s p e c i f i c a t i o n  

and e q u i v a l e n t s  t h e r e o f .  Element 3 d e s c r i b e s  t h e  means as  t h e  " t ransducer  

d r i v e  means" and t h e  f u n c t i o n  o f  t h e  means as  t o  v a r y  " t h e  a n g l e  o f  s a i d  . 
t ransducer  and scanning beam w i t h  respect t o  said v e r t i c a l  axis independent ly  

1/ Column 2 ,  l i n e s  45-51 of  t h e  s p e c i f i c a t i o n  i n  t h e  Williams p a t e n t  
stgtes: 
forms a compound pendulum and i t s  r a d i a t i n g  face 2 w i l l  consequent ly  be  k e p t  
i n  a v e r t i c a l  plane by t h e  a c t i o n  o f  g r a v i t y . "  

"It w i l l  b e  noted t h a t  t h e  o s c i l l a t o r  as  suspended i n  t h e  p l v o t s  

2/ See  a l s o  Chisum P a t e n t s  5 18.04[2] .  - -- 

c 
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of s a i d  t ransducer  from s a i d  frame." Column 5, l i n e s  1-5 of 

states: 

The p in ion  and r i n g  g e a r s  form a t r a n s d u c e r  d r i v e  mechanism f o r  
vary ing  t h e  o r i e n t a t i o n  o f  t r a n s d u c e r  2 9  re la t ive  t o  frame 3 9  
without  d i s t u r b i n g  t h e  a l ignment  o f  t h e  t r a n s d u c e r  wi th  t h e  g r a v i t y  
v e c t o r .  

Column 5, l i n e s  5-31, t h e n  goes  i n t o  g r e a t  d e t a i l  as  t o  t h e  g e a r i n g  mechanism 

that makes up t h e  t ransducer  drive mechanism: 

The t r a n s d u c e r  d r i v e  mechanism i s  powered by a n  i n t e r m e d i a t e  d r i v e  
mechanism c o n s i s t i n g  o f  s e c t o r  g e a r s  4 7  and 4 8 ,  t r a n s f e r  g e a r  4 9  and 
t o p  and bottom r a c k  g e a r s  5 0  and 51  r e s p e c t i v e l y .  Gears 4 7 ,  4 8  and 
4 9  are locked t o  s h a f t  5 2  which i s  journaled  f o r  r o t a t i o n  in frame 
39. The t o p  and bottom r a c k  g e a r s  are s l i d a b l y  mounted w i t h i n  t h e  
stem member 5 3  f o r  up and down movement a long  a v e r t i c a l  path.  
Bottom r a c k  g e a r  51  i s  mounted t o  r o t a t e  r e l a t i v e  t o  t o p  r a c k  g e a r  
59 [ s i c ]  so as t o  permit  t o p  r a c k  g e a r  5 0  t o  remain meshed wi th  t h e  
s t a t i o n a r y  t i l t  d r i v e  g e a r  54 (FIG. 2 ) ,  and t h e  hottom r a c k  g e a r  t o  
remain meshed w i t h  t h e  t r a n s f e r  g e a r  4 9  as  frame 3 9  is r o t a t e d  about  
i t s  v e r t i c a l  o f  Z axis. The bottom r a c k  g e a r  i s  r i g i d l y  c o m e c t e d  
t o  rack p i n  55 (FIG. 4) and t h e  t o p  r a c k  g e a r  5 0  is s l i r l o h l y  f i t t e d  
o v e r  p i n  55 and secured t h e r e t o  by a l o c k i n g  p i n  56. 
arrangement permits b o t h  r a c k  g e a r s  t o  b e  d r i v e n  up and down by 
r o t a t i o n  o f  t i l t  g e a r  5 4  w h i l e  frame 3 9  and bottom r a c k  g e a r  5 1  are 
s imul taneous ly  be ing  r o t a t e d .  T i l t  g e a r  5 4  i s  secured t o  t h e  s h a f t  
of s c a n  d r i v e  motor 63. 

This 

S e c t o r  g e a r s  47 and 4 8  are meshed wi th  t h e  p i n i o n  g e a r s  37  and 
38 r e s p e c t i v e l y .  
c a u s e  r o t a t i o n  o f  t h e  p i n i o n  g e a r s .  
t h e  r i n g  g e a r s  and t h e  t r a n s d u c e r -  

Thus, up and down movements o f  t h e  r a c k  g e a r s  
The p i n i o n  g e a r s  i n  t u r n  r o t a t e  

Furuno's Minohara p a t e n t  (U.S. L e t t e r s  P a t e n t  4 , 1 4 4 , 5 1 8 )  d i s c l o s e s  a 

comple te ly  d i f f e r e n t  way t o  convey motion down t o  t i lt  t h e  t ransducer .  The 

Furuno d e v i c e  u s e s  a u n i v e r s a l  j o i n t .  S p e c i f i c a l l y ,  column 3 ,  lines 14-21 of 

t h e  s p e c i f i c a t i o n  d e s c r i b e s  t h e  way i n  which t h e  Furuno u n i t  i s  t i l t e d :  

In o r d e r  t o  v a r y  t h e  e l e v a t i o n  a n g l e  o f  the t r a n s d u c e r  1 9  with  
r e s p e c t  t o  a v e r t i c a l  axis ,  t h e  t i l t  c o n t r o l  motor 11 is driven so 
t h a t  t h e  t i l t  c o n t r o l  s h a f t  1 0 ,  t i l t  d r i v e  s h a f t  13  and t h e  heve l  
g e a r  14 are r o t a t e d ,  t h e r e b y  t h e  s e c t o r  g e a r  17  is r o t a t e d  about the 
common h o r i z o n t a l  axis o f  t h e  s h a f t s  22. Thus, t h e  t r a n s d u c e r  1 9  is 
turned around t h e  h o r i z p n t a l  axis and i s  maintained a t  a d e s i r e d  
e l e v a t i o n  angle .  
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me two d e v i c e s  u s e  comple te ly  d i f f e r e n t  g e a r  mechanisms t o  convey motion down 

t o  t i l t  t h e  t ransducer .  The s p e c i f i c a t i o n s  of  t h e  S u b l e t t  (WESMAR) p a t e n t  and 

t h e  Minohara (Furuno) p a t e n t  i n d i c a t e  t h a t  t h e  two d e v i c e s  u s e  s u b s t a n t i a l l y  

d i f f e r e n t  means t o  perform t h e  same funct ion .  T h i s  i s  also borne  o u t  by t h e  

fact t h a t  t h e  S u b l e t t  p a t e n t  d i s c l o s e s  a d e v i c e  t h a t  is suspended a l o n g  o n l y  

one axis whereas t h e  Minohara p a t e n t  d i s c l o s e s  a d e v i c e  t h a t  i s  f r e e l y  

suspended along many axes. 

Furthermore,  t h e  same p a t e n t  examiner i s s u e d  both  t h e  Minohara p a t e n t  and 

t h e  S u b l e t t  patent .  "The presumption from t h e  g r a n t  o f  t h e  le t ters  p a t e n t  i s  

t h a t  t h e r e  was a s u b s t a n t i a l  d i f f e r e n c e  between t h e  invent ions . "  Kokomo Fence  

&chine  Co. v. Ki t se lman,  1 8 9  U.S. 8, 2 3  (1!303)= - 1/ This  i s  p a r t i c u l a r l y  t r u e  

where t h e  same examiner cons idered  both  t h e  S u b l e t t  and Minohara p a t e n t s  and 

i s s u e d  t h e  Minohara p a t e n t  o v e r  t h e  S u b l e t t  p a t e n t .  

Sendix Corp. 1 9 9  U.S.P.Q. 9 5  a t  101 (ED. Va. 1978) .  

SAB I n d u s t r y  COa v. 

In concluding t h a t  t h e  Furuno devices are n o t  e q u i v a l e n t  t o  t h o s e  under 

t h e  ' 638  p a t e n t ,  we have,  o f  n e c e s s i t y ,  determined t h a t  Furuno's  r e v i s e d  

Models 106-107 do n o t  i n f r i n g e  t h e  '638  p a t e n t  because ,  a l t h o u g h  they  f a l l  

wi th in  t h e  l i t e r a l  language o f  claim 14, t h e y  perform t h e  same f u n c t i o n  i n  a 

s u b s t a n t i a l l y  d i f f e r e n t  way. We a g r e e  w i t h  respondents  t h a t  t h i s  case i s  on 

1/ See  a l s o  McCutchen V. S i n g e r  Co., 386 F.2d 8 2 ,  88, 1 5 6  USPQ 3 3 ,  38 ( 5 t h  
A t  f irst  g l a n c e ,  P r o f e s s o r  Chisum appears t o  d i s a g r e e  w i t h  t h i s  

-7 Cir. 1 9 6 7 ) -  
p r i n c i p l e  when h e  quotes  Herman V. Youngstown Car Mfg.,  C o o ,  1 9 1  F. 579, 
584-585 ( 6 t h  C i r .  1 9 1 1 ) .  However, t h e  last p a r t  o f  t h e  quote  states:  "As t h e  
n e c e s s a r y  r e s u l t  o f  t h e  fundamental p r i n c i p l e s ,  i t  seems t h a t  t h e  e x i s t e n c e  o f  
t h e  l a t e r  patent  c a n  have no tendency t o  d isprove  i n f r i n g e m e n t ,  u n l e s s  - f o r  
o t h e r  r e a s o n s ,  we have f irst reached t h e  c o n c l u s i o n  t h a t  t h e  earl ier  p a t e n t  
i s ,  as t o  t h e  la ter  s t r u c t u r e ,  speci f ic ,  and not  g e n e r i c . "  [Emphasis added.] 
Chisum P a t e n t s  s 16.02  [ l ]  [a]. In fact ,  we have determined t h a t  t h e ' 6 3 8  
patent  i s  not  g e n e r i c  
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a l l  f o u r s  w i t h  Westinghouse, s u p r a ,  a t  568, 563, 571 wherein t h e  Supreme Court 

s t a t e d :  

But  even 'Lf i t  b e  conceded t h a t  t h e  Boyden d e v i c e  corresponds  
wi th  i:he 1.etter o f  t h e  Westinghouse clairns, t h a t  does  n o t  s e t t l e  
c o n c l u s i v e l y  t h e  q u e s t i o n  of infr ingement .  
t h a t  a charge  of infr ingement  i s  sometimes made o u t ,  though t h e  
l e t ter  o f  claims b e  avoided.  The converse  is e q u a l l y  t r u e .  
The p a t e n t e e  may b r i n g  t h e  defendant w i t h i n  t h e  l e t t e r  o f  h i s  
claims, but  if t h e  l a t ter  h a s  so far  changed t h e  p r i n c i p l e  o f  t h e  
d e v i c e  t h a t  t h e  claims o f  t h e  p a t e n t ,  1 i L e r a I l y  c o n s t r u e d ,  have 
ceased  t o  r e p r e s e n t  h i s  a c t u a l  i n v e n t i o n ,  h e  i s  as l i t t l e  s u b j e c t  t o  
be adjudged a n  i n f r i n g e r  a s  one  who h a s  v i o l a t e d  t h e  l e t t e r  o f  a 
s t a t u t e  has  t o  b e  c o n v i c t e d ,  when he h a s  done nothing i n  c o n f l i c t  
w i t h  i t s  s p i r i t  and i n t e n t .  . . 

We have r e p e a t e d l y  he ld  

B u t ,  a f t e r  a l l ,  even if t h e  p a t e n t  f o r  a machine be  a p i o n e e r ,  t h e  
a l l e g e d  i n f r i n g e r  must have done something more t h a n  r e a c h  t h e  same 
r e s u l t .  He must have reached i t  by s u b s t a n t i a l l y  t h e  same o r  
similar means, o r  t h e  rule t h a t  t h e  f u n c t i o n  of a machine cannot  be 
p a t e n t e d  is o f  no practical va lue .  
p i o n e e r  i n v e n t i o n  f o r  a new mechanism i s  e n t i t l e d  t o  every  
mechanical  d e v i c e  which produces t h e  same r e s u l t  i s  t o  h o l d ,  i n  
o t h e r  language,  t h a t  he  i s  e n t i t l e d  t o  p a t e n t  h i s  f u n c t i o n .  
[Emphasis added.] 

To say t h a t  t h e  p a t e n t e e  o f  a 

107 do n o t  i n f r i n g e  t h e  ' 6 3 8  p a t e n t  because  they  e i t h e r  do n o t  f a l l  under t h e  

l i t e r a l  language of claim 1 4  o r  t h e y  u s e  s u b s t a n t i a l l y  d i f f e r e n t  means t o  

r e a c h  t h e  same r e s u l t .  

V I I .  Domestic Industry  

We have determined t h a t  WESMAR i s  n o t  producing products  under claim 12 

o r  claim 1 4  o f  t h e  ' 638  p a t e n t ,  and t h e r e f o r e  t h e r e  i s  no " i n d u s t r y  . . . in 
t h e  United S t a t e s "  w i t h i n  t h e  meaning of s e c t i o n  337. 

1/ We n o t e  t h a t  t h e  Westinghouse case concerned a " f u n c t i o n a l "  claim. S e e  - 
a l s o  Decca Ltd. v .  United S t a t e s ,  420  F.2d 1010, 1014 ( C t .  Claims 1 9 7 0 ) ,  cert. 
denied ,  400 U.S. 865 (19701, where t h e  c o u r t  used t h e  p r i n c i p l e  o f  
Westinghouse t o  f i n d  no in f r ingement  of a means p lus  f u n c t i o n  claim which was 
const rued t o  c o v e r  t h e  s t r u c t u r e  d i s c l o s e d  i n  t h e  s p e c i f i c a t i o n  and 
e q u i v a l e n t s  t h e r e o f ;  and Leesona Corp. v. United S t a t e s ,  530  F.2d 8 9 6 ,  906  
( C t .  Claims 1 9 7 6 ) ,  cert. denied ,  444  U.S.  991  (1979) .  

- 
0 
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Under s e c t i o n  112 where a means p l u s  f u n c t i o n  claim i s  u s e d ,  i t  i s  

const rued t o  c o v e r  o n l y  t h e  corresponding s t r u c t u r e ,  material, o r  acts 

d e s c r i b e d  i n  t h e  s p e c i f i c a t i o n  and e q u i v a l e n t s  thereof  

the '638 p a t e n t  d e s c r i b e s  the exact g e a r i n g  arrangement by which t h e  

t r a n s d u c e r  d r i v e  means i n  claim 1 4  u s e s  a g e a r  system operated by a motor 

l o c a t e d  o n  a plat form above t h e  pendulum t o  send t h e  motion down t o  c o n t r o l  

t h e  t i l t  o f  t h e  t r a n s d u c e r -  

The s p e c i f i c a t o n  of 

In 1 9 7 8 ,  WESMAR found a motor which c o u l d  be  used "in t h e  o i l , "  i . e . ,  i n  

t h e  d i e l e c t r i c  l i q u i d  i n  t h e  sound dome. S i n c e  1978  WESMAR, h a s  mounted t h e  

motor which c o n t r o l s  t h e  d i r e c t i o n  of  t h e  t r a n s d u c e r  on  t h e  pendulum i t s e l f ,  

and t h e  g e a r i n g  mechanism which caused t h e  motion t o  move down t o  t i l t  t h e  

t r a n s d u c e r  has  been comple te ly  e l iminated .  The p r e s e n t  WESMAR models u s e  o n l y  

a n o t o r  and two g e a r s ,  i .e. ,  t h e  motor a t t a c h e d  t o  t h e  pendulum which i s  i n  

t u r n  a t t a c h e d  through a s l i p  c l u t c h  t o  g e a r  3 5  which i n  t u r n  meshes w i t h  a 

gear a t t a c h e d  t o  t h e  t ransducer .  

covered by t h e  s p e c i f i c a t i o n  ok t h e  S u b l e t t  p a t e n t .  

(TR. 534.)  - 1/ This  g e a r  arrangement i s  n o t  

The motor i n  t h e  o i l  c o n c e p t  i s  a l s o  not e q u i v a l e n t  t o  t h e  s p e c i f i c a t i o n  

of t h e  '638 p a t e n t  because  both t h e  means and t h e  o p e r a t i o n  are s u b s t a n t i a l l y  

d i f f e r e n t .  

a p la t form t o  t i l t  t h e  t r a n s d u c e r  without a f f e c t i n g  t h e  pendulous suspens ion  

of t h e  t ransducer .  The o p e r a t i o n  i s  now t o  convey motion from a motor i n  t h e  

o i l  on t h e  pendulum t o  t i l t  t h e  t r a n s d u c e r  without  a f f e c t i n g  t h e  pendulous 

suspension.  Furthermore,  t h e  means are s u b s t a n t i a l l y  d i f f e r e n t  because  a 

The o p e r a t i o n  i s  no l o n g e r  t o  t r a n s m i t  motion down from a motor  on 

- 1/ S e e  WESMAR e x h i b i t  3 5  and p h y s i c a l  e x h i b i t  S.  
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complete ly  d i f f e r e n t  g e a r i n g  arrangement and a comple te ly  d i f f e r e n t  motor  

used i n  t h e  two devtces .  F u r t h e r ,  as t h e  ALJ s t a t e d  i n  h e r  recommended 

d e  te  rminat ion :  

0 a re 

"he i n v e n t o r  d i d  n o t  c o n s i d e r  t l ie  motor in t h e  o i l .  concept  t o  be  t h e  
same as  t h e  concept  d e s c r i b e d  i n  claim 1 4  n o r  d i d  he b e l i e v e  t h a t  
tlie '638 patent  would t e a c h  someone of ordinary  s k i l l  i n  t h e  ar t  how 
t o  practice claim 14 in any o t h e r  way t h a t  t h a t  d e s c r i b e d  i n  t h e  
s p e c i f i c a t i o n .  (TR 619) .  - 1/ 

We d i s a g r e e  wi th  WESNAR's a s s e r t i o n  t h a t  t h e  p a t e n t  examiner detennined 

i n  h i s  f i n a l  reexaminat ion d e t e r m i n a t i o n  t h a t  claim 1 4  c o v e r s  t h e  motor i n  t h e  

o i l .  The p a t e n t  examiner determined o n l y  t h a t  a combinat ion o f  t h e  Williams 

and Kessler p a t e n t s  d i d  not  render  claim 1 4  obvious. F u r t h e r ,  as Furuno has  

noted ,  i t  

Thus, t h e  

i s  beyond Ciie examiner's a u t h o r i t y  t o  make any such d e t e n i n a t i o n .  

examiner s t a t e d  i n  his f i n a l  de terminat ion :  

30 d i s c u s s i o n  i s  presented  regarding  t h e  i s s u e  ri-iised rirldec 35 U.S. 
1 1 2  i n  E x h i b i t s  B and C a s  t o  orf.ginaL c h i n  14, s i n c e  t h i s  i s  
outsi .de the scope o f  t h e  reexain1nation procedure.  
1.552 and 5 2258 M.P.E.P. - 2/ 

See  37 C.F.X. 

We a l s o  b e l i e v e  t h a t  WESMAR i s  n o t  producing products  under claim 1 2  

because  i t  does  n o t  produce products  i n  accordance wi th  what was claim 1 but 

now exists as  patented  e lements  incorporated  in claim 12. C l a i m  1 now 

incorporated  i n  claim 1 2  states: 

v e r t i c a l  s c a n  d r i v e  means operably  coupled t o  s a i d  t ransducer  t o  
r o t a t e  s a i d  t ransducer  about  a t r a n s v e r s e  axis f o r  v e r t i c a l  scanning 
without  a f f e c t i n g  t h e  independent p i v o t a b i l i t y  o f  s a i d  t ransducer  
and support  means. 

r 

This refers t o  t h e  d r i v e  mechanism c s e d  t o  t j - l t  the  t ransducer  i n  coliimn 5, 

l i n e s  1-31  of the  s p e c i f i c a t i o n .  S i n c e  under s e c t i o n  1 1 2  claim 1 must be 

11 RD a t  53.  
2/ CX 76 a t  4. 
- 

0 -  
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const rued t o  c o v e r  o n l y  t h e  s p e c i f i c a t i o n  and e q u i v a l e n t s  t h e r e o f  and s i n c e  

WESMAR no l o n g e r  produces products  in a c c o r d  wi th  t h e  s p e c i f i c a t i o n  and 

e q u i v a l e n t s  t h e r e o f ,  WESMAR i s  no l o n g e r  producing products  under claim 12 

which i n c o r p o r a t e s  claim 1. 

S e c t i o n  337 r e q u i r e s  t h a t  t h e  Commission f i n d  t h a t  t h e  u n f a i r  acts 

"des t roy  o r  s u b s t a n t i a l l y  i n  j u r e  a n  i n d u s t r y ,  e f f i c i e n t l y  and e c o n o m i c a l l y  

o p e r a t e d ,  i n  t h e  United S t a t e s .  .'* S i n c e  WESMAR i s  n o t  producing a n y  

products under claims 1 2  o r  1 4  o f  t h e  '638 p a t e n t ,  t h e r e  i s  no i n d u s t r y  which 

c a n  b e  s u b s t a n t i a l l y  i n j u r e d .  However, i n  o r d e r  t o  r e a c h  all t h e  i s s u e s  o f  

v i o l a t i o n ,  we w i l l  assess e f f i c i e n t  and economic o p e r a t i o n  and s u b s t a n t i a l  

i n j u r y  a g a i n s t  WESMAR's f a c i l i t i e s  t h a t  c u r r e n t l y  produce and s e l l  s t a b i l i z e d  

h u l l  u n i t s  as i f  t h e y  were e q u i v a l e n t  t o  t h e  s p e c i f i c a t i o n  o f  t h e  '638 p a t e n t .  

V I I I .  E f f i c i e n t  and economic o p e r a t i o n  

If a n  i n d u s t r y  were found t o  e x i s t ,  we a g r e e  wi th  t h e  ALJ's d e t e r m i n a t i o n  

that such domest ic  i n d u s t r y  i s  e f f i c i e n t l y  and economica l ly  operated.  

Most o f  WESMAR's f a c i l i t y  i s  automated. It u s e s  a modern s t r u c t u r a l  foam 

machine t o  mold t h e  p lane  housing f o r  h u l l  u n i t s  (TR 96). S i n c e  1 9 7 9 ,  WESMAR 

has  had a f u l l y  o p e r a t i o n a l  computer-aided d e s i g n  and c o m p u t e r a i d e d  

manufacturing ( " C A D / C M )  system which h a s  d e c r e a s e d  l a b o r  c o s t s  and i n c r e a s e d  

q u a l i t y  c o n t r o l  f o r  t h e  products  which i t  makes (TR. 9 3 ,  316). Although t h e  

CAD/CAM system i s  n o t  used t o  make t h e  s t a b i l i z e d  h u l l  u n i t s  a t  i s s u e  h e r e ,  i t  

is used t o  make components o f  sonar  u n i t s  and t h e  h u l l  u n i t s  are s o l d  in sonar  

u n i t s  p a r t l y  manufactured by t h e  CAD/CAM system. 

i 
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WESxAR ' s 

subs  tant ia l lp  

3 9  

r e s e a r c h  and development expendi tures  have i n c r e a s e d  

from 1 9 7 5  t o  t h e  p r e s e n t  (TR 91-92, S t a f f . E x .  8 a t  10.) During 

t h e  last two y e a r s ,  t h e  e n g i n e e r i n g  s ta f f  h a s  i n c r e a s e d  from 4 t o  1 2 ,  w i t h  a 

good s h a r e  of  t h e i r  e f f o r t  b e i n g  d i r e c t e d  toward scanning s o n a r  development. 

(TR 89.) 

IX. I n j u r y  

We a l s o  a g r e e  wi th  t h e  AW's recommended d e t e r m i n a t i o n  t h a t ,  i f  a 

domest ic  i n d u s t r y  e x i s t e d  , t h e  i m p o r t a t i o n  o f  t h e  Furuno d e v i c e s  h a s  caused 

s u b s t a n t i a l  i n j u r y  t o  t h e  domest i c  i n d u s t r y  and t h a t  there i s  a tendency  f o r  

t h e  imported Furuno d e v i c e s  t o  s u b s t a n t i a l l y  i n j u r e  t h e  domest ic  i n d u s t r y .  

S p e c i f i c a l l y ,  t h e  A L J  found ev idence  o f  l o s t  sales t o  t h e  Furuno 

s t a b i l i z e d  u n i t s  1/ and t h a t  t h e  WESMAR u n i t s  were d i r e c t l y  c o m p e t i t i v e  w l t h  

t h e  Furuno u n i t s .  Furuno's s h a r e  of U.S. sales o f  t h e  r e l e v a n t  s t a b i l i z e d  

h u l l  u n i t s  has r i s e n  s t e a d i l y  since 1 9 7 8 ;  WESMAR's s h a r e  o f  sales h a s  d e c l i n e d  

p r o p o r t i o n a t e l y .  

t h a t  t h e  i n c r e a s e  i n  t o t a l  d o l l a r  sales by Furuno has  l e d  t o  a p r o p o r t i o n a l  

Thus t h e  A L J  i n s e r t e d  a t a b l e  - 2/  i n  h e r  RD t o  i l l u s t r a t e  

drop in t o t a l  d o l l a r  sales f o r  WESMAR. There  i s  a l s o  ev idence  t h a t  Furuno'ls 

i n c r e a s i n g  p e n e t r a t i o n  o f  t h e  U.S. market has  been a f a c t o r  i n  c a u s i n g  WESMAll 

t o  hold prices f o r  i t s  s t a b i l i z e d  sonar  u n i t s  e s s e n t i a l l y  s teady  o v e r  t h e  last 

t h r e e  y e a r s ,  d e s p i t e  i n c r e a s i n g  c o s t s -  R i s i n g  c o s t s  and s t e a d y  prices have 

l e d  t o  reduced p r o f i t s .  P r o f i t s  have f a l l e n  each y e a r  s i n c e  1978. RD a t  60. 

Furuno's i n c r e a s e d  p e n e t r a t i o n  of t h e  U.S. market has  a l s o  h e l d  in check  

n o t  o n l y  WESMAR's prices and p r o f i t s ,  but a l s o  i t s  level  o f  sales which had 

- -  1/ S e e  RD a t  5 8 ,  T r  385  - 389 ,  393-396. 
2 /  S e e  t a b l e  a t  p .  5 9  o f  t h e  RD. - -  
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grown s t e a d i l y  in t h e  y e a r s  p r i o r  t o  Furuno's e n t r y  i n t o  t h e  U.S. market. 

ALJ in h e r  recommended determinat ion  a l s o  noted t h a t ,  a l though "an economic 

depress ion  in t h e  f i s h i n g  i n d u s t r y  has  a f f e c t e d  both WESMAR and Furuno" and 

both had reduced sales i n  1980, Furuno cont inued t o  increase i t s  s h a r e  o f  t h e  

The 

U.S. market.  1/ 

caused WESMAR's d e c l i n i n g  sales,  WESMAR's s h a r e  o f  t h e  market would n o t  be 

Notwithstanding a number of o t h e r  f a c t o r s  which have p a r t l y  - 

d e c l i n i n g  i f  Furuno had not  e n t e r e d  t h e  market wi th  a competing product .  

UESMAR was t h e  only  one s e l l i n g  an  inexpens ive  g r a v i t y  s t a b i l i z e d  sonar  

u n i t  p r i o r  t o  Furuno's e n t r y  i n t o  t h e  market ,  and WESMAR had 100 p e r c e n t  of 

t h a t  market. The ALJ found t h a t  both Furuno and WESMAR a l s o  have t h e  c a p a c i t y  

t o  supply t h e  ent ire  U.S.  market ,  and t h e  record  f a i l s  t o  e s t a b l i s h  t h a t  t h e  

t r e n d  o f  i n c r e a s i n g  U.S. market p e n e t r a t i o n  by Furuno w i l l  not  c o n t i n u e .  - 2 /  

Furuno took  no e x c e p t i o n  t o  t h e  A w ' s  determinat ion  regarding  e f f i c i e n t  

and economic o p e r a t i o n ,  s u b s t a n t i a l  i n j u r y ,  o r  tendency t h e r e t o ,  and d i d  not  

submit a b r i e f  on t h e  economic i s s u e s  t o  t h e  Commission. 

1/ RD a t  60. 
2/ Id .  a t  61. - -  



1 

I '  
I 


