




United  S t a t e s  Internat ional  Trade Commission 
Washington, D.C. 20436 

In t h e  Matter o f  1 

. Certain Apparatus f o r  t h e  1 
.. 1 I n v e s t i g a t i o n  No. 337-TA-52 

Continuous Product ion  o f  Copper Rod 1 

COMMISSION DETERMINATION AND ORDER 

I n t r o d u c t i o n  

The United S t a t e s  I n t e r n a t i o n a l  Trade Commission conducted i n v e s t i g a t i o n  

No. 337-TA-52 pursuant t o  s e c t i o n  337 o f  t h e  T a r i f f  A c t  of 1930  (19 U.S.C. 

1337)  on t h e  importa t ion  and sale  o f  c e r t a i n  apparatus  f o r  cont inuous  

product ion  o f  copper rod. The Commission determined t h a t  t h e r e  are v i o l a t i o n s  

o f  t h e  s tatute  by F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  Inc . ,  wi th  regard  

t o  Uni ted  S t a t e s  L e t t e r s  P a t e n t  No. 3 , 3 1 7 , 9 9 4 ,  Trade S e c r e t  No. 5 ,  c o n c e r n i n g  

t h e  rod c o i l i n g  apparatus ,  and Trade S e c r e t  No. 11, concerning  c e r t a i n  

f e a t u r e s  o f  t h e  i n - l i n e  c o o l i n g  and c l e a n i n g  p ipe .  

t h a t  t h e r e  is no v i o l a t i o n  o f  sect ion 337 by Western E l e c t r i c  Company, 

American Telephone and Telegraph Company, and Nassau R e c y c l e  Corporat ion .  

The Commission determined 

Determinat ion  
. 

Having reviewed the  e v i d e n t i a r y  r e c o r d  i n  t h i s  matter ,  t h e  Commission has 
L 

determined:  . 
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1. That t h e r e  are u n f a i r  methods o f  c o m p e t i t i o n  and u n f a i r  acts i n  t h e  

i m p o r t a t i o n  o r  sale o f  a r t i c les  f o r  t h e  cont inuous  product ion  o f  copper  rod 

w i t h  r e s p e c t  t o  (1 )  in f r ingement  o f  Uni ted  L e t t e r s  P a t e n t  No. 3 , 3 1 7 , 9 9 4  by 

F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  I n c . ,  ( 2 )  m i s a p p r o p r i a t i o n  o f  Trade 

S e c r e t  No. 5,  concerning  t h e  rod c o i l i n g  a p p a r a t u s ,  by F r i e d .  Krupp GmbH and 

Krupp I n t e r n a t i o n a l ,  I n c . ,  and ( 3 )  m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 1 1 ,  

concerning  c e r t a i n  f e a t u r e s  o f  t h e  i n - l i n e  c o o l i n g  and c l e a n i n g  p i p e ,  by 

F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  I n c . ,  and t h a t  t h e  tendency o f  

t h e s e  u n f a i r  p r a c t i c e s  i s  t o  s u b s t a n t i a l l y  i n j u r e  an i n d u s t r y ,  e f f i c i e n t l y  and 

economica l ly  o p e r a t e d ,  i n  t h e  Uni ted  S t a t e s ;  

2 .  That  t h e r e  is no v i o l a t i o n  o f  s e c t i o n  337 o f  t h e  T a r i f f  A c t  o f  1930 

by Western E l e c t r i c  Company, American Telephone and Telegraph Company and 

Nassau R e c y c l e  C o r p o r a t i o n ;  

3. That t h e  i s s u a n c e  o f  cease and d e s i s t  o r d e r s  pursuant t o  s e c t i o n  

3 3 7 ( f ) ,  as set  f o r t h  i n  t h e  o r d e r  below,  is t h e  a p p r o p r i a t e  means t o  remedy 

t h e  r e s p e c t i v e  p a t e n t  and t r a d e  secret v i o l a t i o n s  o f  s e c t i o n  337 which t h e  

Commission found t o  exis t  w i t h  r e s p e c t  t o  F r i e d .  Krupp GmbH and Krupp 

I n t e r n a t i o n a l ,  I n c . ;  

4. T h a t ,  a f t e r  c o n s i d e r i n g  the  e f f e c t  o f  t h e s e  cease and d e s i s t  o r d e r s  

upon t h e  p u b l i c  h e a l t h  and welfare, c o m p e t i t i v e  c o n d i t i o n s  i n  t h e  Uni ted  

S t a t e s  economy, t h e  product ion  o f  l i k e  o r  d i r e c t l y  c o m p e t i t i v e  a r t i c l e s  i n  t h e  

United S t a t e s ,  and United S t a t e s  consumers,  t h e s e  cease and d e s i s t  o r d e r s  

should b e  imposed; and 

.. 
a .  

I 



3 

5. That t h e  bond provided for  i n  s u b s e c t i o n  337(g) (3 )  o f  t h e  T a r i f f  A c t  

o f  1930  ( 1 9  U.S.C. 1337(g) (3 ) )  s h a l l  b e  i n  t h e  amount o f  25 p e r  c e n t  ad 

valorem (ad valorem t o  b e  determined i n  accordance  wi th  s e c t i o n  402 o f  t h e  

T a r i f f  A c t  o f  1930 (19 U.S.C. 1401(a)) o f  t h e  imported a r t i c l e s .  

Order - 
Accordingly ,  it i s  hereby ordered t h a t :  

1. Respondents F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  I n c . ,  s h a l l  

cease and d e s i s t  from t h e  importa t ion  i n t o  i n  t h e  United S t a t e s ,  o r  t h e  sa le  

t o  purchasers  i n  t h e  Uni ted  S t a t e s ,  o f  a r t i c l e s  f o r  t h e  cont inuous  product ion  

o f  copper rod which are s u i t a b l e  f o r  u s e  i n  in f r inging- -and are,  i n  f a c t ,  

subsequent ly  so used w i t h  r e s u l t i n g  in f r ingement  o f - - the  method c la imed by 

United S t a t e s  L e t t e r s  P a t e n t  No. 3 , 3 1 7 , 9 9 4 .  T h i s  order  s h a l l  b e  e f f e c t i v e  

wi th  r e s p e c t  t o  ar t ic les  e n t e r e d ,  or withdrawn from warehouse,  f o r  consumption 

on o r  a f ter  t h e  d a t e  o f  p u b l i c a t i o n  i n  t h e  F e d e r a l  R e g i s t e r  and on o r  b e f o r e  

May 9 ,  1 9 8 4 ,  t h e  d a t e  t h e  a f o r e s a i d  p a t e n t  expires ,  e x c e p t  under l i c e n s e  from 

Southwire Company and e x c e p t  as provided h e r e i n a f t e r  by paragraph 4; 

2. Respondents F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  I n c . ,  s h a l l  

cease and d e s i s t  (a)  from t h e  importa t ion  i n t o  t h e  Uni ted  S t a t e s ,  o r  t h e  sa le  

t o  purchasers  i n  t h e  Uni ted  S t a t e s ,  o f  a r t i c l e s  f o r  t h e  cont inuous  product ion  

o f  copper rod which i n c o r p o r a t e  i n  whole or  i n  p a r t  t h e  s u b j e c t  matter o f  

Trade S e c r e t  No. 5,  c o n c e r n i n g  t h e  rod  c o i l i n g  apparatus  and (b )  from 

d i s c l o s i n g  any o f  t h e  s u b j e c t  matter o f  Trade S e c r e t  No. 5 i n  c o n n e c t i o n  w i t h  

such importa t ion  or  sale.  This o r d e r  s h a l l  b e  e f f e c t i v e  w i t h  r e s p e c t  t o  

i 
articles e n t e r e d ,  o r  withdrawn from warehouse,  f o r  consumption during t h e  
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seven-year per iod  beginning  on t h e  d a t e  t h i s  order  is publ i shed  i n  t h e  F e d e r a l  

R e g i s t e r ,  except under l i c e n s e  from Southwire Company and e x c e p t  as provided 

h e r e i n a f t e r  by paragraph 4; 

3. Respondents F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  I n c . ,  s h a l l  

cease and d e s i s t  ( a )  from t h e  importa t ion  i n t o  t h e  United S t a t e s ,  o r  the  s a l e  

t o  purchasers  i n  t h e  United S t a t e s ,  o f  a r t i c l e s  f o r  t h e  cont inuous  product ion  

o f  copper rod which a r t i c l e s  i n c o r p o r a t e  i n  whole or i n  p a r t  t h e  s u b j e c t  

matter o f  Trade S e c r e t  No. 11, concerning  c e r t a i n  a s p e c t s  o f  t h e  rod c o o l i n g  

and c l e a n i n g  l i n e ,  and ( b )  from d i s c l o s i n g  any o f  t h e  s u b j e c t  matter o f  Trade 

S e c r e t  No. 11 i n  c o n n e c t i o n  wi th  such importa t ion  or sale. T h i s  o r d e r  s h a l l  

b e  e f f e c t i v e  wi th  r e s p e c t  t o  a r t i c l e s  e n t e r e d ,  o r  withdrawn from warehouse, 

for  consumption during the  f i v e - y e a r  per iod  beginning  on t h e  d a t e  t h i s  o r d e r  

i s  publ ished i n  t h e  F e d e r a l  R e g i s t e r ,  e x c e p t  under l i c e n s e  from Southwire  

Company and except as provided h e r e i n a f t e r  by paragraph 4; 

4. (a )  Articles which are s u i t a b l e  for  u s e  i n  t h e  practice o f  U n i t e d  

S t a t e s  L e t t e r s  P a t e n t  No. 3 , 3 1 7 , 9 9 4 ,  (b)  a r t i c l e s  which i n c o r p o r a t e  i n  whole 

o r  i n  p a r t  t h e  s u b j e c t  matter Trade S e c r e t  No. 5,  concerning  t h e  rod c o i l i n g  

a p p a r a t u s ,  and ( c )  a r t i c l e s  which i n c o r p o r a t e  i n  whole o r  i n  p a r t  t h e  s u b j e c t  

matter Trade S e c r e t  No. 1 1 ,  concerning  c e r t a i n  f e a t u r e s  o f  t h e  i n - l i n e  c o o l i n g  

and c l e a n i n g  p i p e ,  are e n t i t l e d  t o  e n t r y  under bond i n  t h e  amount o f  25 

p e r c e n t  ad valorem (ad valorem t o  b e  determined i n  accordance w i t h  s e c t i o n  402 

o f  the  T a r i f f  Act o f  1930 (19 U.S.C. 1 4 0 1 ( a ) )  from t h e  day a f t e r  t h e  day t h i s  

order  i s  r e c e i v e d  by t h e  P r e s i d e n t  pursuant t o  s e c t i o n  337(g)  o f  t h e  T a r i f f  

Act o f  1930  u n t i l  such time as t h e  P r e s i d e n t  n o t i f i e s  t h e  Commission t h a t  he 

approves o r  d isapproves  t h i s  s c t i o n ,  b u t ,  i n  any e v e n t ,  not  l a ter  than  s i x t y  

days a f ter  such day o f  r e c e i p t ;  
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5. T h a t ,  as an a n c i l l a r y  m a t t e r ,  paragraphs 1 and 3 o f  Order  No. 70 of  

t h e  A d m i n i s t r a t i v e  Law Judge, dated January 1 9 ,  1 9 7 9 ,  r e l a t i n g  to  an a l l e g e d  

p r o t e c t i v e  o r d e r  v i o l a t i o n  i n  t h i s  proceeding ,  are hereby  v a c a t e d ;  

6 .  T h a t ,  i n  l i g h t  o f  o b j e c t i o n s  r e c e i v e d  from t h e  p a r t i e s ,  t h e  matter 

proposed f o r  admiss ion  i n t o  t h e  r e c o r d  by counse l  f o r  Asarco, I n c . ,  a 

non-party t o  t h i s  i n v e s t i g a t i o n ,  during t h e  September 2 6 ,  1 9 7 9 ,  p r e s e n t a t i o n s  

b e f o r e  the  Commission concerning  r e l i e f ,  bonding,  and t h e  p u b l i c  i n t e r e s t  

(marked f o r  i d e n t i f i c a t i o n  as E x h i b i t  OA-51, i s  not  admit ted  i n t o  t h e  r e c o r d  

i n  t h i s  i n v e s t i g a t i o n .  

7. That  t h i s  d e t e r m i n a t i o n  and o r d e r  and t h e  p u b l i c  v e r s i o n s  o f  t h e  

cease and d e s i s t  o r d e r s  as wel l  as t h e  c o n f i d e n t i a l  v e r s i o n s  o f  t h e  cease and 

d e s i s t  o r d e r s  c o n c e r n i n g  Trade S e c r e t  Nos. 5 and 11 w i l l  b e  s e r v e d  upon each  

p a r t y  o f  r e c o r d  i n  t h i s  i n v e s t i g a t i o n .  T h i s  d e t e r m i n a t i o n  and o r d e r  and t h e  

p u b l i c  v e r s i o n s  o f  t h e  cease and d e s i s t  o r d e r s  w i l l  b e  p u b l i s h e d  i n  t h e  

F e d e r a l  R e g i s t e r  and served  upon t h e  United S t a t e s  Department o f  H e a l t h ,  

Educat ion  and Welfare, t h e  United S t a t e s  Department o f  J u s t i c e ,  t h e  F e d e r a l  

Trade Commission, and t h e  S e c r e t a r y  o f  t h e  Treasury ;  and 

8 .  That  t h e  U n i t e d  S t a t e s  I n t e r n a t i o n a l  Trade Commission may amend t h i s  

order  a t  any time. 

By o r d e r  o f  t h e  Commission: 

Jd4z7+! -- 

Kenneth R. Mason 
S ec re  t a r y  

I ssued:  November 2 3 ,  1979 





United S t a t e s  I n t e r n a t i o n a l  Trade Commission 
Washington, D.C. 20436 

I n  t h e  Matter of  1 

C e r t a i n  Apparatus f o r  t h e  1 
1 I n v e s t i g a t i o n  No. 337-TA-52 

Continuous Product ion  o f  Copper Rod 
1 , ,  

ORDER R E Q U I R I N G  FRIED.  KRUPP GMBH AND KRUPP INTERNATIONAL, I N C . ,  TO CEASE 
. AND DESIST IMPORTING OR SELLING ARTICLES FOR THE CONTINUOUS 

PRODUCTION OF COPPER ROD WHICH ARTICLES ARE SUITABLE 
FOR USE I N  INFRINGING--AND ARE, I N  FACT, 

SUBSEQUENTLY SO USED W I T H  RESULTING 
INFRINGEMENT OF--THE METHOD CLAIMED 

BY UNITED STATES LETTERS PATENT NO. 3,317,994 

I. D e f i n i t i o n s  

The terms i n  q u o t a t i o n s  below s h a l l  b e  de f ined  a s  shown f o r  purposes  o f  

i n t e r p r e t i n g  t h i s  Order:  

Commission" r e f e r s  t o  t h e  United S t a t e s  I n t e r n a t i o n a l  Trade Commission. I t  

"Krupp" r e f e r s  t o  F r i e d .  Krupp GmbH and Krupp I n t e r n a t i o n a l ,  Inc .  

"United S t a t e s "  r e f e r s  t o  t h e  f i f t y  s t a t e s ,  t h e  Distr ic t  o f  Columbia, and 

P u e r t o  Rico. 

11. Conduct P r o h i b i t e d  

Krupp s h a l l  not  import i n t o  t h e  Uni ted  States ,  o r  se l l  t o  pu rchase r s  i n  

t h e  United S t a t e s ,  a r t i c l e s  f o r  t h e  con t inuous  product ion  o f  copper rod which 

a r e  s u i t a b l e  f o r  u se  i n  inf r ing ing- -and  are,  i n  f a c t ,  subsequent ly  so used 

1 with  r e s u l t i n g  inf r ingement  of-the method claimed by United S t a t e s  L e t t e r s  
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P a t e n t  No. 3,317,994. This  o rde r  s h a l l  be e f f e c t i v e  w i t h  r e s p e c t  t o  a r t i c l e s  

e n t e r e d ,  or  withdrawn from warehouse, f o r  consumption on o r  a f t e r  t h e  d a t e  of 

p u b l i c a t i o n  i n  t h e  F e d e r a l  R e g i s t e r  and on or b e f o r e  May 9 ,  1984, t h e  da t e  t h e  

a f o r e s a i d  pa t en t  e x p i r e s ,  excep t  under License from Southwire  Company and 

except  under bond dur ing  t h e  60-day pe r iod  o f  p r e s i d e n t i a l  review,  a s  

determined by the  Commission pursuant  t o  s e c t i o n  337(g)  of  t h e  T a r i f f  Act of  

1930. Impor t a t ion  i n t o  the  United S t a t e s  and s a l e  t o  pu rchase r s  i n  t h e  United 

S t a t e s  s h a l l ,  f o r  t h e  purposes  o f  t h i s  Order,  be deemed t o  have ceased  when 

such a r t i c l e s  have been sh ipped  i n t o  t h e  United S t a t e s ,  t h e  a r t i c l e  o r  

a r t i c l e s  have been set  up i n  working o r d e r ,  and commercial p roduc t ion  of  

copper rod has begun. 

111. Repor t ing  

Krupp s h a l l  r e p o r t  to  the  Commission: a l l  s a l e s ,  e x p o r t s ,  and shipments 

o f  a r t i c l e s  f o r  t h e  cont inuous  product ion  o f  copper rod t o  pu rchase r s  i n  t h e  

United S t a t e s ;  a l l  l e t t e r s  of  i n t e n t ,  whether w r i t t e n ,  o r a l ,  or whatever form, 

t o  e n t e r  i n t o  c o n t r a c t s  t o  s e l l ,  expor t  or s h i p  a r t i c l e s  f o r  t h e  con t inuous  

p roduc t ion  o f  copper rod t o  purchasers  i n  t h e  Uni ted  S t a t e s ;  a l l  c o n t r a c t s ,  

whether w r i t t e n ,  o r a l ,  o r  whatever form, t o  s e l l ,  e x p o r t ,  o r  s h i p  a r t i c l e s  f o r  

the cont inuous  p roduc t ion  o f  copper rod t o  pu rchase r s  i n  t h e  Uni ted  S t a t e s ;  

and a l l  d e l i v e r y  o r d e r s ,  b i l l s  of  l a d i n g ,  and a l l  o t h e r  documents r e l a t i n g  to  

the  s a l e ,  e x p o r t ,  or shipment of  a r t i c l e s  for the  con t inuous  p roduc t ion  of 

copper rod to  pu rchase r s  i n  t h e  United S t a t e s .  The f i r s t  such r e p o r t  under 

t h i s  paragraph s h a l l  be due 90 days a f t e r  t h e  p u b l i c a t i o n  of t h i s  Order i n  t h e  

F e d e r a l  R e g i s t e r .  Subsequent r e p o r t s  s h a l l  be  due on November 30, 1980, 
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November 30, 1 9 8 1 ,  November 30, 1 9 8 2 ,  November 30, 1 9 8 3 ,  and a f i n a l  r e p o r t  

s h a l l  b e  due on May 9 ,  1984.  Forms f o r  such r e p o r t s  r e q u i r e d  by t h i s  

paragraph w i l l  b e  t i m e l y  provided by t h e  Commission. F a i l u r e  t o  r e p o r t  s h a l l  

c o n s t i t u t e  a v i o l a t i o n  o f  t h i s  Order. 

I V .  Compliance and I n s p e c t i o n  

Krupp s h a l l  f u r n i s h  o r  o therwise  make a v a i l a b l e  t o  t h e  Commission or  i t s  

author ized  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Commission mai led  t o  

i t s  p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s ,  a l l  books, l e d g e r s ,  a c c o u n t s ,  

correspondence ,  memoranda, f i n a n c i a l  r e p o r t s ,  and o t h e r  r e c o r d s  and documents 

i n  i t s  p o s s e s s i o n  or  c o n t r o l  f o r  t h e  purposes  o f  v e r i f y i n g  any matter 

c o n t a i n e d  i n  t h e  r e p o r t s  r e q u i r e d  under paragraph I11 o f  t h i s  Order.  

V. C o n f i d e n t i a l i t y  

I n f o r m a t i o n  o b t a i n e d  by t h e  means provided i n  paragraphs 111 and I V  above 

w i l l  on ly  b e  made a v a i l a b l e  to  t h e  Commission or  i t s  a u t h o r i z e d  

r e p r e s e n t a t i v e s ,  w i l l  b e  e n t i t l e d  t o  c o n E i d e n t i a 1  t r e a t m e n t ,  and w i l l  not  b e  

d ivulged  by any a u t h o r i z e d  r e p r e s e n t a t i v e  of t h e  Commission t o  any person  

o t h e r  than another  duly author ized  r e p r e s e n t a t i v e  o f  t h e  Commission, e x c e p t  as 

may b e  r e q u i r e d  i n  t h e  c o u r s e  o f  s e c u r i n g  compliance  w i t h  t h i s  Order ,  o r  a s  

o therwise  r e q u i r e d  by law. D i s c l o s u r e  hereunder w i l l  not  b e  made by t h e  

Commission without  t e n  days p r i o r  n o t i c e  t o  Krupp by s e r v i c e  o f  such n o t i c e  on 

Krupp's p r i n c i p a l  o f f i c e  i n  t h e  Uni ted  S t a t e s .  

VI. Enforcement 

V i o l a t i o n  o f  t h i s  Order may r e s u l t  i n  ( 1 )  t h e  r e v o c a t i o n  o f  t h i s  Order 

and t h e  permanent e x c l u s i o n  o f  t h e  a r t i c l e s  concerned pursuant  t o  s e c t i o n  
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337(d) ,  ( 2 )  temporary e x c l u s i o n  of  impending i m p o r t a t i o n s  of t h e  a r t i c l e s  

concerned pursuant  t o  s e c t i o n  337(e)  or  (3) an a c t i o n  f o r  c i v i l  pena l t i e s  i n  

accordance wi th  t h e  p r o v i s i o n s  of s e c t i o n  3 3 7 ( f )  and such o t h e r  a c t i o n  as t h e  

. _  
Commission may deem a p p r o p r i a t e .  

of  t h i s  Order ,  t h e  Commission may i n f e r  f a c t s  adve r se  t o  Krupp i f  i t  f a i l s  t o  

provide  adequate or  t ime ly  in fo rma t ion ,  

I n  de t e rmin ing  whether Krupp is  i n  v i o l a t i o n  

V I I .  Term 

This Order e x p i r e s ,  u n l e s s  modi f ied  o r  revoked by the  Commission, wi th  

r e s p e c t  t o  ar t ic les  e n t e r e d ,  or withdrawn from warehouse f o r  consumption on o r  

a f t e r  May 10, 1984. 

VIIT. Scope of  Order  

No person  not s p e c i f i c a l l y  named i n  t h i s  Order i s  s u b j e c t  t o  t h i s  Order.  

By o rde r  o f  t h e  Commission: 

,&/J 
Kenneth R. Mason 
S e c r e t a r y  

I s sued :  November 23,  1979  
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Uni ted  S t a t e s  I n t e r n a t i o n a l  Trade Commission 
Washington,  D . C .  20436 

I n  t h e  Matter o f  

C e r t a i n  Apparatus f o r  t h e  
Continuous Product ion  o f  Copper Rod 

I n v e s t i g a t i o n  No. 337-TA-52 

) 

ORDER REQUIRING FRIED. KRUPP GMBH AND KRUPP INTERNATIONAL, I N C . ,  
TO CEASE AND DESIST FROM IMPORTING OR SELLING ARTICLES FOR 

THE CONTINUOUS PRODUCTION OF  COPPER ROD WHICH 
INCORPORATE TRADE SECRET NO. 5 AND TO CEASE 

AND DESIST F R O M  DISCLOSING TRADE SECRET NO. 5 
I N  CONNECTION WITH SUCH IMPORTATION OR SALE 

I.  D e f i n i t i o n s  

The terms i n  q u o t a t i o n s  below s h a l l  b e  d e f i n e d  as shown for purposes  o f  

i n t e r  p r e  t i ng t h  i s  Order : 

Commission" re fers  t o  t h e  United S t a t e s  I n t e r n a t i o n a l  Trade Commission. I1 

"Kruppl' refers  to  F r i e d .  Krupp GmbH. and Krupp I n t e r n a t i o n a l ,  I n c .  

"United S t a t e s "  r e f e r s  t o  t h e  f i f t y  s t a t e s ,  t h e  D i s t r i c t  o f  Columbia,  and 

P u e r t o  R i c o .  

11. Trade S e c r e t  No. 5 

Trade  S e c r e t  No. 5 c o n c e r n s  t h e  rod c o i l i n g  apparatus  and c o n s i s t s  o f  

c o n f i d e n t i a l  b u s i n e s s  i n f o r m a t i o n .  
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111. Conduct P r o h i b i t e d  

Krupp s h a l l  not import i n t o  t h e  United S t a t e s ,  o r  s e l l  t o  pu rchase r s  i n  

t h e  United S t a t e s ,  a r t i c l e s  f o r  the cont inuous  p roduc t ion  of  copper rod which 

i n c o r p o r a t e  i n  whole or i n  p a r t  the  s u b j e c t  m a t t e r  o f  Trade S e c r e t  No. 5, 

concerning t h e  rod c o i l i n g  appa ra tus .  I n  a d d i t i o n ,  Krupp shal l .  not d i s c l o s e  

t h e  s u b j e c t  ma t t e r  of  Trade S e c r e t  No. 5 ,  concern ing  the rod c o i l i n g  

appa ra tus ,  t o  any person i n  connec t ion  wi th  such an impor t a t ion  or s a l e .  This 

o r d e r  s h a l l  be  e f f e c t i v e  wi th  r e s p e c t  t o  a r t i c l e s  e n t e r e d ,  or  withdrawn from 

warehouse, f o r  consumption during t h e  seven-year pe r iod  beginning  on t h e  d a t e  

t h i s  o rde r  i s  pub l i shed  i n  the Federa l  R e g i s t e r ,  - except  under l i c e n s e  from 

Southwire Company and excep t  under bond during t h e  60-day p e r i o d  of 

p r e s i d e n t i a l  review,  a s  determined by the  Commission pursuant  t o  s e c t i o n  

337(g) of  t h e  T a r i f f  Act of 1930. Impor t a t ion  i n t o  t h e  Uni ted  S t a t e s  and s a l e  

t o  purchasers  i n  t h e  United S t a t e s  s h a l l ,  f o r  t h e  purposes  of  t h i s  Order ,  be  

deemed to  have ceased when such a r t i c l e  or a r t i c l e s  have been shipped i n t o  t h e  

United S t a t e s ,  t h e  a r t i c l e  o r  a r t i c l e s  have been s e t  up i n  working o r d e r ,  and 

commercial p roduc t ion  of  copper rod has  begun. 

I V .  Repor t ing  

Krupp s h a l l  r e p o r t  t o  t h e  Commission: a l l  s a l e s ,  e x p o r t s ,  and shipments 

o f  a r t i c l e s  f o r  the  cont inuous  p roduc t ion  of  copper rod t o  pu rchase r s  i n  t h e  

United S t a t e s ;  a l l  l e t t e r s  o f  i n t e n t ,  whether w r i t t e n ,  o r a l ,  or  whatever form, 

t o  e n t e r  i n t o  c o n t r a c t s  t o  s e l l ,  expor t  o r  s h i p  a r t i c l e s  f o r  t h e  cont inuous  

p roduc t ion  of  copper rod to  pu rchase r s  i n  t h e  United S t a t e s ;  a l l  c o n t r a c t s ,  

whether w r i t t e n ,  o r a l ,  or whatever form, t o  s e l l ,  e x p o r t ,  o r  s h i p  a r t i c l e s  f o r  
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t h e  cont inuous p r o d u c t i o n  o f  copper rod t o  purchasers  i n  t h e  U n i t e d  S t a t e s ;  

and a l l  d e l i v e r y  o r d e r s ,  b i l l s  o f  l a d i n g ,  and a l l  o t h e r  documents r e l a t i n g  t o  

the s a l e ,  e x p o r t ,  o r  shipment o f  a r t i c les  f o r  the  cont inuous p r o d u c t i o n  of 

copper rod t o  p u r c h a s e r s  i n  t h e  United S t a t e s .  The f i r s t  such r e p o r t  under 

t h i s  paragraph s h a l l  b e  due 90 days a f t e r  t h e  p u b l i c a t i o n  o f  t h i s  Order i n  t h e  

F e d e r a l  R e g i s t e r .  

November 30, 1 9 8 0 ,  November 30, 1 9 8 1 ,  November 30, 1 9 8 2 ,  November 30, 1 9 8 3 ,  

November 30, 1984 ,  November 3 0 ,  1 9 8 5 ,  and a f i n a l  r e p o r t  s h a l l  b e  due on 

November 30, 1986.  

t imely provided by the  Commission. F a i l u r e  t o  r e p o r t  s h a l l  c o n s t i t u t e  a 

v i o l a t i o n  o f  t h i s  Order. 

1 

Subsequent r e p o r t s  s h a l l  b e  due on an annual  b a s i s  on 

Forms f o r  such r e p o r t s  r e q u i r e d  by t h i s  paragraph w i l l  b e  

V. Compliance and I n s p e c t i o n  

Krupp s h a l l  f u r n i s h  o r  o t h e r w i s e  make a v a i l a b l e  t o  t h e  Commission o r  i t s  

a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by the  Commission mai led t o  

i t s  p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s ,  a l l  b o o k s ,  l e d g e r s ,  a c c o u n t s ,  

correspondence,  memoranda, f i n a n c i a l  r e p o r t s ,  and o t h e r  r e c o r d s  and documents 

i n  i t s  p o s s e s s i o n  or  c o n t r o l  f o r  t h e  purposes o f  v e r i f y i n g  any matter 

c o n t a i n e d  i n  the  r e p o r t s  r e q u i r e d  under paragraph IV o f  t h i s  Order. 

V I .  C o n f i d e n t i a l i t y  

Information o b t a i n e d  by the  means provided i n  paragraphs IV and V above 

w i l l  only  b e  made a v a i l a b l e  t o  t h e  Commission o r  i t s  a u t h o r i z e d  

r e p r e s e n t a t i v e s ,  w i l l  b e  e n t i t l e d  t o  c o n f i d e n t i a l  treatment, and w i l l  not  b e  

divulged by any a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Commission t o  any p e r s o n  

o t h e r  than another  duly a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Commission, e x c e p t  as 
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may b e  required  i n  t h e  c o u r s e  o f  s e c u r i n g  compliance wi th  t h i s  Order ,  or  as 

otherwise  r e q u i r e d  by law. D i s c l o s u r e  hereunder w i l l  no t  b e  made by t h e  

Commission without  t e n  days p r i o r  n o t i c e  t o  Krupp by s e r v i c e  o f  such n o t i c e  on 

Krupp's p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s .  

V I I .  Enforcement 

V i o l a t i o n  o f  t h i s  Order may r e s u l t  i n  (1) t h e  r e v o c a t i o n  o f  t h i s  Order 

and the  permanent e x c l u s i o n  o f  t h e  a r t i c l e s  concerned pursuant t o  s e c t i o n  

3 3 7 ( d ) ,  ( 2 )  temporary e x c l u s i o n  o f  impending importa t ions  o f  t h e  a r t i c l e s  

concerned pursuant t o  s e c t i o n  3 3 7 ( e ) ,  o r  ( 3 )  an a c t i o n  f o r  c i v i l  p e n a l t i e s  i n  

accordance with t h e  p r o v i s i o n s  o f  s e c t i o n  3 3 7 ( f )  and such o t h e r  a c t i o n  as t h e  

Commission may deem a p p r o p r i a t e .  I n  determining whether Krupp i s  i n  v i o l a t i o n  

o f  t h i s  Order ,  the  Commission may i n f e r  f a c t s  adverse  t o  Krupp i f  it f a i l s  t o  

provide adequate or tirnc~? informat ion .  

V I I I .  Term 

T h i s  Order e x p i r e s ,  u n l e s s  modified or revoked by t h e  Commission, w i t h  

r e s p e c t  t o  a r t i c l e s  e n t e r e d  o r  withdrawn from warehouse,  f o r  consumption,  

seven y e a r s  a f t e r  t h e  date  t h i s  order  i s  publ ished i n  t h e  F e d e r a l  R e g i s t e r . .  -- 

IX. Scope o f  Order 

No person not s p e c i f i c a l l y  named i n  t h i s  Order i s  s u b j e c t  t o  t h i s  Order.  

By order  o f  the  Commission. 

- .  
S e c r e t a r y  

Issued:  November 2 3 ,  1979 
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United States International Trade Commission 
Washington, D.C. 20436 

1 

1 Investigation No. 337-TA-52 
In the Matter of ) 

Certain Apparatus for the 1 . -  
Continuous Production of  Copper Rod 

1 

ORDER REQUIRING FRIED. KRUPP GMBH. AND KRUPP INTERNATIONAL, INC., 
TO CEASE AND DESIST FROM IMPORTING OR SELLING ARTICLES FOR 

THE CONTINUOUS PRODUCTION OF COPPER ROD WHICH 
INCORPORATE TRADE SECRET NO. 11 AND TO CEASE 

AND DESIST FROM DISCLOSING TRADE SECRET NO. 11 
IN CONNECTION WITH SUCH IMPORTATION OR SALE 

I. Definitions 

The terms in quotations below shall be defined as shown for purposes of 

interpreting this Order: 

"Commission" refers to the United States International Trade Commission. 

"Krupp'l refers to Fried. Krupp GmbH. and Krupp International, Inc. 

"United States" refers to the fifty states, the District of Columbia, and 

Puerto Rico. 

11. Trade Secret No. 11 - 

Trade Secret No. 11 concerns certain features of the in-line cooling and 

cleaning pipe and consists of confidential business information. 
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111. Conduct P r o h i b i t e d  

Krupp s h a l l  not  import i n t o  t h e  United S t a t e s ,  or  s e l l  t o  p u r c h a s e r s  i n  

t h e  U n i t e d  S t a t e s ,  a r t i c l e s  for  t h e  cont inuous product ion o f  copper  rod which 

i n c o r p o r a t e  i n  whole o r  i n  p a r t  t h e  s u b j e c t  matter o f  Trade S e c r e t  No. 1 1 ,  

concerning  c e r t a i n  f e a t u r e s  o f  t h e  i n - l i n e  c o o l i n g  and c l e a n i n g  p ipe .  In 

a d d i t i o n ,  Krupp s h a l l  not  d i s c l o s e  t h e  s u b j e c t  matter o f  Trade S e c r e t  No. 1 1 ,  

concerning  c e r t a i n  f e a t u r e s  o f  t h e  i n - l i n e  c o o l i n g  and c l e a n i n g  p i p e ,  to  any 

person i n  c o n n e c t i o n  wi th  such an importa t ion  o r  sale.  This o r d e r  s h a l l  b e  

e f f e c t i v e  w i t h  respect to ar t i c les  e n t e r e d ,  or withdrawn from warehouse,  for  

consumption d u r i n g  t h e  f i v e - y e a r  p e r i o d  beginning  on t h e  d a t e  t h i s  o r d e r  i s  

publ i shed  i n  t h e  F e d e r a l  R e g i s t e r ,  e x c e p t  under l i c e n s e  from Southwire Company 

and e x c e p t  under bond dur ing  t h e  60-day p e r i o d  o f  p r e s i d e n t i a l  r e v i e w ,  as 

determined by t h e  Commission nursuant to s e c t i o n  337(g)  o f  t h e  T a r i f f  A c t  of  

1930.  I m p o r t a t i o n  i n t o  t h e  United S t a t e s  and sa le  t o  purchasers  i n  t h e  Uni ted  

S t a t e s  s h a l l ,  f o r  t h e  purposes o f  t h i s  Order ,  b e  deemed t o  have ceased  when 

such a r t i c l e  or a r t i c l e s  have been shipped i n t o  t h e  Uni ted  S t a t e s ,  t h e  a r t i c l e  

o r  a r t i c l e s  have been  s e t  up i n  working o r d e r ,  and commercial  product ion  of 

copper  rod has  begun. 

IV. R e p o r t i n g  

Krupp s h a l l  r e p o r t  t o  t h e  Commission: a l l  s a l e s ,  e x p o r t s ,  and shipments 

of ar t i c les  f o r  t h e  cont inuous  product ion  o f  copper rod t o  purchasers  i n  t h e  

United S t a t e s ;  a l l  l e t t e r s  o f  i n t e n t ,  whether w r i t t e n ,  o r a l ,  or whatever form, 

t o  e n t e r  i n t o  c o n t r a c t s  t o  s e l l ,  expor t  o r  s h i p  a r t i c les  for t h e  cont inuous  

product ion  o f  copper  rod t o  purchasers  i n  t h e  Uni ted  S t a t e s ;  a l l  c o n t r a c t s ,  



3 

whether w r i t t e n ,  o r a l ,  o r  whatever form, t o  s e l l ,  e x p o r t ,  o r  s h i p  a r t i c l e s  f o r  

t h e  cont inuous p r o d u c t i o n  o f  copper rod t o  p u r c h a s e r s  i n  t h e  U n i t e d  S t a t e s ;  

and a l l  d e l i v e r y  o r d e r s ,  b i l l s  o f  l a d i n g ,  and a l l  o t h e r  documents r e l a t i n g  t o  

t h e  s a l e ,  e x p o r t ,  o r  shipment o f  a r t i c l e s  f o r  t h e  cont inuous p r o d u c t i o n  o f  

copper rod t o  p u r c h a s e r s  i n  t h e  United S t a t e s .  

t h i s  paragraph s h a l l  b e  due 90  days a f t e r  t h e  p u b l i c a t i o n  o f  t h i s  Order i n  t h e  

F e d e r a l  R e g i s t e r .  Subsequent r e p o r t s  s h a l l  b e  due on November 30,  1 9 8 0 ,  

November 30 ,  1 9 8 1 ,  November 30 ,  1 9 8 2 ,  November 30, 1 9 8 3 ,  and a f i n a l  r e p o r t  

s h a l l  b e  due on November 30, 1984. Forms f o r  such r e p o r t s  r e q u i r e d  by t h i s  

- _  
The f i r s t  such r e p o r t  under 

paragraph w i l l  b e  t i m e l y  provided by t h e  Commission. F a i l u r e  t o  r e p o r t  s h a l l  

c o n s t i t u t e  a v i o l a t i o n  o f  t h i s  Order. 

V. Compliance and I n s p e c t i o n  

Krupp s h a l l  f u r n i s h  o r  o t h e r w i s e  make a v a i l a b l e  t o  t h e  Commission o r  i t s  

a u t h o r i z e d  r e p r e s e n t a t i v e s ,  upon w r i t t e n  r e q u e s t  by t h e  Commission m a i l e d  t o  

i t s  p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s ,  a l l  b o o k s ,  l e d g e r s ,  a c c o u n t s ,  

c o r r e s p o n d e n c e ,  memoranda, f i n a n c i a l  r e p o r t s ,  and o t h e r  r e c o r d s  and documents 

i n  i t s  p o s s e s s i o n  o r  c o n t r o l  €or  t h e  purposes o f  v e r i f y i n g  any matter 

c o n t a i n e d  i n  t h e  r e p o r t s  r e q u i r e d  under paragraph I V  o f  t h i s  Order. 

V I .  C o n f i d e n t i a l i t y  

I n f o r m a t i o n  o b t a i n e d  by t h e  means provided i n  paragraphs IV and V above 

w i l l  o n l y  b e  made a v a i l a b l e  t o  t h e  Commission o r  i t s  a u t h o r i z e d  

r e p r e s e n t a t i v e s ,  w i l l  b e  e n t i t l e d  t o  c o n f i d e n t i a l  t r e a t m e n t ,  and w i l l  not  b e  

divulged by any a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Commission t o  any person 

o t h e r  than a n o t h e r  duly a u t h o r i z e d  r e p r e s e n t a t i v e  o f  t h e  Commission, e x c e p t  as 
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may b e  r e q u i r e d  i n  t h e  c o u r s e  o f  s e c u r i n g  compliance  wi th  t h i s  Order ,  o r  as 

o t h e r w i s e  r e q u i r e d  by law. D i s c l o s u r e  hereunder w i l l  not  b e  made by t h e  

Commission wi thout  t e n  days p r i o r  n o t i c e  to Krupp by service o f  such n o t i c e  on 

Krupp's p r i n c i p a l  o f f i c e  i n  t h e  United S t a t e s .  

V I I .  Enforcement 

V i o l a t i o n  o f  t h i s  Order may r e s u l t  i n  (1) t h e  r e v o c a t i o n  o f  t h i s  Order 

and t h e  permanent e x c l u s i o n  o f  t h e  ar t ic les  concerned pursuant t o  s e c t i o n  

337(d) ,  ( 2 )  t h e  temporary e x c l u s i o n  o f  impending i m p o r t a t i o n s  o f  t h e  a r t i c l e s  

concerned pursuant t o  s e c t i o n  3 3 7 ( e ) ,  o r  ( 3 )  an a c t i o n  f o r  c i v i l  p e n a l t i e s  i n  

accordance w i t h  t h e  p r o v i s i o n s  o f  s e c t i o n  3 3 7 ( f )  and such o t h e r  a c t i o n  as t h e  

Commission may deem a p p r o p r i a t e .  I n  determining whether Krupp i s  in v i o l a t i o n  

o f  t h i s  Order ,  t h e  Commission may i n f e r  facts adverse  t o  Krupp if  it f a i l s  t o  

provide adequate or  t i m e l y  in format ion .  

V I I I .  Term 

T h i s  Order expires,  u n l e s s  modi f ied  o r  revoked by t h e  Commission, w i t h  

r e s p e c t  t o  a r t i c l e s  e n t e r e d  o r  withdrawn from warehouse, f o r  consumption,  f i v e  

y e a r s  a f ter  t h e  date  t h i s  order  i s  publ i shed  i n  t h e  F e d e r a l  R e g i s t e r .  

IX .  Scope o f  Order 

No person not s p e c i f i c a l l y  named i n  t h i s  Order i s  s u b j e c t  t o  t h i s  Order.  

By o r d e r  o f  t h e  Commission. 

~ ~ ~ ~ ~ d :  November 2 3 ,  1979 

S ec r e t ary 
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On A p r i l  11 ,  1978, Southwire Company, a Georgia c o r p o r a t i o n ,  of 126 

F e r t i l l a  S t r e e t ,  C a r r o l l t o n ,  Georgia 30117, f i l e d  a complaint w i th  t h e  Uni ted  

S t a t e s  I n t e r n a t i o n a l  Trade Commission a l l e g i n g  v i o l a t i o n s  of  s e c t i o n  337 of 

t he  T a r i f f  Act of 1930. The Commission, by n o t i c e  publ ished i n  t h e  Fede ra l  

R e g i s t e r  on May 2 2 ,  1978, (43 F.R. 219511, i n s t i t u t e d  an i n v e s t i g a t i o n  under 

s e c t i o n  337 t o  determine whether t h e r e  is a v i o l a t i o n  of s e c t i o n  337(a) i n  t h e  

unauthorized impor ta t ion  of  c e r t a i n  appa ra tus  used f o r  t h e  cont inuous  

product ion  o f  copper rod ,  or components t he reo f  or replacement p a r t s  t h e r e f o r ,  

i n t o  t h e  United S t a t e s ,  o r  i n  t h e i r  subsequent s a l e ,  by reason  o f  a l l e g e d  

infr ingement  of  c e r t a i n  enumerated p a t e n t s ,  i nc lud ing  United S t a t e s  L e t t e r s  

Pa ten t  Nos. 3,317,994, 3 ,672,730,  3 ,716,423,  and 3,623,532, and by reason  of  

a l l e g e d  misappropr i a t ion  of c e r t a i n  t r a d e  s e c r e t s .  

t he  Commission's i n v e s t i g a t i o n  were American Telephone and Telegraph Company, 

Western E l e c t r i c  Company, I n c . ,  and Nassau Recycle Corpora t ion  ( h e r e i n a f t e r  

c o l l e c t i v e l y  r e f e r r e d  t o  as the  "Bel l  respondents" ) ,  and F r i e d .  Krupp GmbH, 

and Krupp I n t e r n a t i o n a l ,  Inc .  ( h e r e i n a f t e r  c o l l e c t i v e l y  r e f e r r e d  t o  as t h e  

"Krupp respondents") .  

Named a s  respondents  i n  

On June 15 ,  1978, Southwire moved t o  amend i t s  compla in t ,  a l l e g i n g  t h a t  

t he  impor t a t ion  and s a l e  of appa ra tus  f o r  t h e  cont inuous  p roduc t ion  o f  copper  

rod ,  a long with o t h e r  imported a p p a r a t u s  and technology,  comprised t h e  

elements  of  a combination and conspi racy  t o  r e s t r a i n  t r a d e  and commerce i n  the 

United S t a t e s .  Complainant Southwire a l l e g e d  t h a t  t h i s  was an a d d i t i o n a l  
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u n f a i r  a c t  w i t h i n  t h e  meaning of  S e c t i o n  337 (Motion Docket No. 52-11). On 

August 1, 1978, the Admin i s t r a t ive  Law- Judge recommended t h a t  t h i s  mot ion  b e  

denied s i n c e  Southwire had not shown good cause t o  amend i t s  compla in t  and 

s i n c e  an expanded i n v e s t i g a t i o n  r e s u l t i n g  from the  proposed amendment t o  t h e  

complaint would p r e j u d i c e  t h e  pub l i c  i n t e r e s t  and the  r i g h t s  of t h e  p a r t i e s  t o  

the  i n v e s t i g a t i o n .  The Commission, denying Motion Docket No. 52-11 on 

September 11, 1978, adopted the  views and r a t i o n a l e  of t h e  A d m i n i s t r a t i v e  Law 

Judge. 

On J u l y  28, 1978, complainant Southwire,  pursuant  t o  s e c t i o n  210.15 of  

t h e  Commission's Rules of P r a c t i c e  - and Procedure ,  moved t o  have t h e  

i n v e s t i g a t i o n  des igna ted  a s  "more complicated". The A d m i n i s t r a t i v e  Law Judge 

recornended on October 26, 1978, t h a t  t h e  i n v e s t i g a t i o n  be  d e s i g n a t e d  a more 

complicated i n v e s t i g a t i o n  t o  a f f o r d  t h e  p a r t i e s  a d d i t i o n a l  t i m e  f o r  d i s c o v e r y  

and hea r ing .  The Krupp respondents  moved on November 2,  1978, t o  r e s c i n d  t h e  

Admin i s t r a t ive  Law Judge 's  recommendation t o  d e c l a r e  t h e  i n v e s t i g a t i o n  more 

complicated (Motion Docket No. 52-67). On November 3, 1978, t h e  Commission 

denied compla inan t ' s  Motion Docket No 52-31 b u t  ordered  t h a t  t h e  t i m e  l i m i t  

f o r  the  hea r ing  under s e c t i o n  2 1 0 . 4 1 ( e ) ( l )  be  extended f o r  one month from 

December 2 2 ,  1978, t o  January  22, 1979. However, on November 1 7 ,  1978, t h e  

Commission g ran ted  Motion Docket No. 52-31, and accepted  t h e  recommendation of 

t h e  Admin i s t r a t ive  Law Judge t h a t  t h e  i n v e s t i g a t i o n  should  b e  d e s i g n a t e d  more 

compl ica ted .  The Commission the reby  determined t h a t  t h e  c r i t e r i a  e s t a b l i s h e d  

by s e c t i o n  210 .15 .of  t h e  r u l e s  f o r  more complicated i n v e s t i g a t i o n s  had been 

m e t  due t o  (1)  the  complexity o f  s u b j e c t  m a t t e r ,  (2 )  d i f f i c u l t y  i n  o b t a i n i n g  

in fo rma t ion ,  and (3) t h e  p re sence  of  t h e  l a r g e  number of  p a r t i e s  i nvo lved .  

-- 



3 

On November 3,  1978, Southwire f i l e d  Motion Docket No. 52-68 pursuant  t o  

Commission r u l e  210.20(d) t o  amend i t s -  complaint  and t h e  Commission's n o t i c e  

o f  i n v e s t i g a t i o n  t o  inc lude  a charge of in f r ingement  of United S t a t e s  L e t t e r s  

Pa ten t  No. 4 ,129,170.  On December 7, 1978, t h e  Admin i s t r a t ive  Law Judge 

recommended t h a t  t h e  Commission g r a n t  t h i s  motion and amend i t s  n o t i c e  of  

i n v e s t i g a t i o n  acco rd ing ly .  The '170 pa ten t  i s s u e d  on December 12 ,  1978, and a 

copy was f i l e d  wi th  t h e  Commission on January  10, 1979. The Commission, by 

a c t i o n  o f  January  31, 1979, determined t h a t  complainant  Southwire had shown 

good cause f o r  t h e  amendment of  i t s  complaint  and t h a t  t h e  amendment would n o t  

p r e j u d i c e  t h e  i n t e r e s t  o f  t h e  p u b l i c  and t h e  r i g h t s  o f  t h e  p a r t i e s  ( s e c t i o n  

210.20(d)). Accordingly,  t h e  Commission amended t h e  complaint  and i t s  n o t i c e  

of i n v e s t i g a t i o n  t o  add an a l l e g a t i o n  of  v i o l a t i o n  of s e c t i o n  337 by t h e  named 

respondents  by reason  o f  t h e  inf r ingement  of  t h e  '170 p a t e n t .  

On September 1 5 ,  1978, t h e  Krupp respondents  moved, pursuant  t o  s e c t i o n  

210.50 of  t h e  r u l e s ,  f o r  summary de te rmina t ion  t h a t  t h e r e  is no v i o l a t i o n  of 

s e c t i o n  337 wi th  r e s p e c t  t o  t h e  '532 p a t e n t  (Motion Docket No. 52-37). On 

November 3, 1978, t h e  Krupp respondents  f i l e d  a second motion f o r  summary 

de te rmina t ion  and on November 28, 1978,  they f i l e d  a supplement t o  t h e i r  

motion. The Krupp respondents  r eques t ed  t h a t  t h e  i n v e s t i g a t i o n  be  te rmina ted  

as t o  t h e  '532 and t h e  '366 p a t e n t s  (Motion Docket No. 52-69). On December 5 ,  

1978, t h e  Admin i s t r a t ive  Law Judge denied t h e  Krupp r e sponden t s '  second motion 

f o r  s u w a r y  de te rmina t ion ,  f i n d i n g  t h a t  t h e r e  e x i s t e d  genuine i s s u e s  of 

m a t e r i a l  f a c t  which prevented  a de te rmina t ion  as a mat te r  of l a w  that  t h e  

i n v e s t i g a t i o n  should  b e  t e rmina ted  as t o  t h e  '532 p a t e n t  and t h e  '366 p a t e n t .  
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On Septenber  26, 1978, t h e  B e l l  respondents f i l e d  a motion t o  t e r m i n a t e  

t h e  i n v e s t d g a t i o n  a s  t o  t h e  B e l l  respondents  with  r e s p e c t  t o  t h e  '994 p a t e n t ,  

t h e  '430 p a t e n t ,  and t h e  '423 p a t e n t ,  a l l e g i n g  t h a t  t h e y  h e l d  r o y a l t y - f r e e  

non-exclusive  l i c e n s e s  f o r  t h e s e  p a t e n t s  (Motion Docket  No. 52-41). 

On November 16, 1978, t h e  A d m i n i s t r a t i v e  Law Judge f i l e d  a recommended 

d e t e r m i n a t i o n  concluding t h a t  t h e  B e l l  respondents  had n o n - e x c l u s i v e  

r o y a l t y - f r e e  l i c e n s e s  u n d e r  t h e  '994 p a t e n t ,  t h e  '430 p a t e n t ,  and t h e  '423 

p a t e n t ,  and t h a t  B e l l  had a r i g h t  under such l i c e n s e s  t o  have t h e  Krupp 

respondents make apparatus  t o  p r a c t i c e  t h e  methods c o v e r e d  by t h e  '994 and 

'430 p a t e n t s  € o r  use  at  t h e  Gaston ,  South C a r o l i n a  f a c i l i t y  o f  Nassau R e c y c l e  

Corporat ion.  The A d m i n i s t r a t i v e  Law Judge a l s o  recomrmnended t h a t  t h e  

Commission g r a n t  t h e  B e l l  r e s p o n d e n t s '  motion f o r  sumnary d e t e r m i n a t i o n  as t o  

t h e  i s s u e s  o f  infr ingement  o f  t h e  '994, '430, and '423 p a t e n t s ,  and t e r m i n a t e  

t h e  i n v e s t i g a t i o n  a s  t o  t h e  B e l l  and Krupp respondents  w i t h  r e s p e c t  t o  t h e  

cont inuous c a s t i n g  and r o l l i n g  system used by Nassau R e c y c l e  Corporat ion at 

Gaston,  South C a r o l i n a ,  on any future  p a r t s  t o  b e  used i n  t h e  maintenance and 

o p e r a t i o n  t h e r e o f ,  f o r  as long  as t h e  Gaston f a c i l i t i e s  are operated by t h e  

B e l l  respondents .  

On March 29, 1979, t h e  Commission voted t o  t e r m i n a t e  t h i s  i n v e s t i g a t i o n  

w i t h  r e s p e c t  t o  t h a t  p a r t  o f  t h e  i n v e s t i g a t i o n  i n v o l v i n g  t h e  a l l e g e d  

infringement o f  t h e  '994 p a t e n t ,  t h e  '430 p a t e n t ,  and t h e  '423 p a t e n t  by t h e  

B e l l  respondents ,  I n  a d d i t i o n ,  t h e  Commission a l s o  v o t e d  t o  terminate t h a t  

p a r t  o f  t h i s  i n v e s t i g a t i o n  w i t h  r e s p e c t  t o  t h e  a l l e g e d  infr ingement  o f  t h e  

'994 p a t e n t ,  t h e  '430 p a t e n t ,  and t h e  '423 p a t e n t ,  by v i r t u e  of  t h e  
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manufacture and impor t a t ion  of  t h e  system f o r  t h e  cont inuous  p roduc t ion  o f  

copper rod ,  l o c a t e d  a t  Nassau ' s  Gaston, South Caro l ina  f a c i l i t y ,  by t h e  Krupp 

respondents .  This  o rde r  inc luded  any f u t u r e  p a r t s  t o  be used i n  t h e  

maintenance and o p e r a t i o n  o f  t h e  s y s t e m  r e l a t i n g  t o  t h e s e  t h r e e  p a t e n t s  f o r  so 

long a s  the  Gaston f a c i l i t y  i s  opera ted  by t h e  B e l l  respondents .  

. _  

On February 1 6 ,  1979, t h e  Krupp respondents  moved f o r  summary 

de termina t ion  under s e c t i o n  210.50 o f  t h e  Commission's r u l e s  t h a t  t h e  '532 

pa ten t  .be he ld  i n v a l i d  and unenforceable ,  and t h a t  t h i s  i n v e s t i g a t i o n  b e  

te rmina ted  w i t h  r e s p e c t  t h e r e t o  (Motion Docket No. 52-166). On February  16,  

1979, t h e  Krupp respondents  moved f o r  summary de te rmina t ion  under s e c t i o n  

210.50 t h a t  t h e  '994 p a t e n t ,  t h e  '430 p a t e n t ,  t h e  '423 p a t e n t ,  t h e  '337 

p a t e n t ,  and t h e  '170 p a t e n t  b e  h e l d  i n v a l i d  and unenfo rceab le  and t h a t  t h e  

i n v e s t i g a t i o n  be  te rmina ted  wi th  r e spec t  t h e r e t o  (Motion Docket No. 52-168). 

On February 28, 1979, t h e  Admin i s t r a t ive  Law Judge denied  t h e s e  two motions 

f o r  summary de te rmina t ion  by t h e  Krupp respondents  (Order  No. 129) .  

On March 6 ,  1979, a l l  p a r t i e s  j o i n t l y  moved f o r  a 30-day ex tens ion  o f  

t ime i n  which t o  complete t h e  h e a r i n g  b e f o r e  t h e  Admin i s t r a t ive  Law Judge 

(Motion Docket No. 52-205). 

recommended t h a t  Motion Docket No. 52-205 be g r a n t e d  and t h a t  t h e  dead l ine  f o r  

submi t t i ng  a recommended de te rmina t ion  on t h e  i n v e s t i g a t i o n  t o  t h e  Commission 

b e  extended t o  August 22, 1979. On March 23, 1979, t h e  Commission ordered  a 

21-day ex tens ion  o f  t h e  complet ion d a t e  f o r  t h e  e v i d e n t i a r y  h e a r i n g  b e f o r e  t h e  

Admin i s t r a t ive  Law Judge pursuant  t o  s e c t i o n  201.14(b) o f  t h e  r u l e s  and 

extended t h e  r e q u i r e d  f i l i n g  d a t e  f o r  t h e  recommended d e t e r m i n a t i o n  t o  August 

13, 1979, pursuant  t o  s e c t i o n  210.53(a) o f  t h e  r u l e s .  

On March 7 ,  1979, t h e  Admin i s t r a t ive  Law Judge 
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On A p r i l  10, 1979, t h e  Bel l  respondents  moved t o  t e rmina te  t h e  

i n v e s t i g a t i o n  wi th  r e s p e c t  t o  a l l e g e d  %nfringernent o f  t h e  '170 p a t e n t  by t h e  

B e l l  and Krupp respondents  (Motion Docket No. 52-250). On A p r i l  12, 1979, t h e  

Admin i s t r a t ive  Law Judge recommended t h a t  B e l l ' s  motion f o r  summary 

de te rmina t ion  concern ing  t h e  '170 p a t e n t  be  g ran ted  and ordered  t h a t  t h e  

motion b e  c e r t i f i e d  t o  t h e  Commission. On June 20,  1979, t h e  Commission voted  

t o  t e rmina te  t h a t  p a r t  o f  t h i s  i n v e s t i g a t i o n  invo lv ing  t h e  a l l e g e d  

inf r ingement  o f  t h e  '170 p a t e n t  w i th  r e s p e c t  t o  t h e  Krupp-supplied system f o r  

cont inuous p roduc t ion  o f  copper rod now l o c a t e d  a t  Nassau 's  Gaston,  South 

Caro l ina  f a c i l i t y ,  a s  was p r e v i o u s l y  decided a s  t o  '994, '423 ,  and '430 

p a t e n t s .  The Commission inc luded  any f u t u r e  p a r t s  t o  b e  used i n  t h e  

maintenance and o p e r a t i o n  o f  t h e  system which r e l a t e s  t o  t h e  '170 p a t e n t ,  f o r  

so l ong  as the  Gaston f a c i l i t v  i s  ope ra t ed  by t h e  B e l l  r espondents .  

An e v i d e n t i a r y  h e a r i n g  b e f o r e  t h e  Admin i s t r a t ive  Law Judge began on March 

28, 1979, and concluded on June 12, 1979. On August 13, 1979, t h e  

Admin i s t r a t ive  Law Judge recommended t h a t  t h e  Commission f i n d  t h a t  t h e r e  is  a 

v i o l a t i o n  of  s e c t i o n  337 i n  t h e  unauthor ized  impor t a t ion  o f  c e r t a i n  a p p a r a t u s  

used f o r  t h e  con t inuous  product ion  o f  copper rod ,  o r  components t h e r e o f  or  

replacement p a r t s  t h e r e f o r ,  i n t o  t h e  United S t a t e s ,  o r  i n  t h e i r  subsequent  

sale.  The Admin i s t r a t ive  Law Judge recommended t h a t  t h e  Commission f i n d  ( 1 )  

t h a t  t he  Krupp respondents  have v i o l a t e d  s e c t i o n  337 w i t h  r e s p e c t  to  

misappropr i a t ion  of Trade S e c r e t  No. 5 ,  concern ing  t h e  rod c o i l i n g  a p p a r a t u s ,  

and Trade Sec re t  No. 11, concern ing  c e r t a i n  a s p e c t s  o f  t h e  i n - l i n e  c o o l i n g  and 

c l e a n i n g  p i p e  and ( 2 )  t h a t  t h e  Bell respondents  have n o t  v i o l a t e d  s e c t i o n  337 

and should  b e  d i smis sed  as respondents .  
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The Commission, by n o t i c e  of August 17,  1979, announced t h a t  it would 

hold  a hea r ing  t o  beg in  on September 25 ,  1979, f o r  two purposes .  F i r s t ,  t h e  

Commission would hea r  o r a l  arguments concerning t h e  Admin i s t r a t ive  Law Judge ' s  

recommended de te rmina t ion  of  August 13,  1979. Second, t he  Commission would 

hea r  p r e s e n t a t i o n s  concern ing  a p p r o p r i a t e  r e l i e f ,  bonding, and t h e  p u b l i c  

i n t e r e s t  i n  t h e  event  t h a t  t h e  Commission de termines  t h a t  t h e r e  i s  a v i o l a t i o n  

o f  s e c t i o n  337. These o r a l  arguments and p r e s e n t a t i o n s  concern ing  r e l i e f ,  

bonding,  and t h e  p u b l i c  i n t e r e s t ,  were h e l d  b e f o r e  t h e  f u l l  Commission on 

25 and September 26, 1979. 

The '994 P a t e n t  

994 p a t e n t  was i s sued  on May 9 ,  1967, based on A p p l i c a t i o n  N o .  

l e d  on August 19 ,  1964. Named a s  i n v e n t o r s  were Dan ie l  B. Gofer ,  

Ward, and Dale D.  P r o c t o r ;  t h e  '994 p a t e n t  was a s s igned  t o  

complainant Southwire.  The '994 p a t e n t  covers  a method o f  c o n d i t i o n i n g  copper 

f o r  ho t  forming, f o r  example, by ho t  r o l l i n g  i n  a r o l l i n g  m i l l .  The i n v e n t i o n  

embodies a compression o f  t h e  me ta l  t o  t h e  e x t e n t  necessa ry  t o  s u b s t a n t i a l l y  

comple te ly  des t roy  t h e  columnar d e n d r i t i c  s t r u c t u r e  o f  t h e  copper  m e t a l ,  as an  

i n i t i a l  s t e p  i n ,  o r  p r i o r  t o ,  convent iona l  ho t  forming. The method is  

d i s c l o s e d  i n  t h e  '994 p a t e n t  i n  terms o f  compressing a copper  bar to  r educe  

i t s  c r o s s - s e c t i o n a l  a r e a  by a t  least  36 pe rcen t ,  and, u s i n g  a r o l l  s t a n d  

between t h e  c a s t i n g  machine and t h e  r o l l i n g  m i l l ,  p r o v i d i n g  t h e  n e c e s s a r y  

compression. The method is desc r ibed  as advantageous s i n c e  it r e s u l t s  i n  

r e s i s t a n c e  t o  c rack ing  and s p l i t t i n g  problems dur ing  t h e  h o t  forming o f  copper  

rod. I n  t h e  o l d  conven t iona l  wire b a r  p rocess ,  such r e s i s t a n c e  t o  c r a c k i n g  
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and s p l i t t i n g  was achieved bv homogenizing t h e  metal  p r i o r  t o  hot  forming 

(Complainant 's  D i r e c t  Exh ib i t  ("CDX") 1, CDX-6, CDX-11). 

1. V a l i d i t y .  - 

The Admin i s t r a t ive  Law Judge h e l d  t h a t  t h e  '994 p a t e n t  i s  i n v a l i d  s i n c e  

(1 )  p a r t  o f  the  i n v e n t i o n ,  namely, t he  e l i m i n a t i o n  o f  t h e  c r a c k i n g  problem i n  

copper rod through t a k i n g  an i n i t i a l  s eve re  r e d u c t i o n  o f  a t  l e a s t  36 percent  

a t  the f i r s t  r o l l  p a s s ,  was descr ibed i n  a p r i n t e d  p u b l i c a t i o n  i n  a f o r e i g n  

country be fo re  t h e  inven t ion  t h e r e o f  by Messrs. Cofer ,  Ward and P r o c t o r ,  and, 

t h e r e f o r e ,  was a n t i c i p a t e d  under 35 U.S.C. 102(a ) ,  and ( 2 )  t h e  remainder of 

t he  inven t ion ,  namely, d e s t r u c t i o n  o f  columnar d e n d r i t i c  s t r u c t u r e  i n  t h e  

cont inuous c a s t i n g  and r o l l i n g  o f  copper was he ld  by t h e  Court  of Customs and 

P a t e n t  Appeals i n  I n  Re Cofe r ,  e t  a l .  ( P a t e n t  Appeal No. 76-664, A p r i l  14 ,  

1977) t o  be obvious t o  one o f  ord ina ry  s k i l l  i n  t h e  a r t  under 35 U.S.C. 103. 

-- 

In  t h a t  d e c i s i o n ,  t he  CCPA h e l d  t h a t  a 1957 p u b l i c a t i o n ,  The Making, Shaping 

and T r e a t i n g  of S t e e l ,  combined wi th  the  t each ings  o f  t h e  P r o p e r z i  '433  p a t e n t  

rendered obvious t o  one o f  o r d i n a r y  s k i l l  i n  t h e  a r t  t h e  concept  t h a t  

d e n d r i t i c  s t r u c t u r e  o f  copper should be destroyed i n  cont inuous c a s t i n g  and 

r o l l i n g  systems. The Admin i s t r a t ive  Law Judge h e l d  t h a t  p r i o r  a r t  not  b e f o r e  

t h e  Pa ten t  O f f i c e  s u g g e s t i n g  a seve re  f i r s t  r o l l  pass  r e d u c t i o n  t o  

s u b s t a n t i a l l y  completely d e s t r o y  columnar d e n d r i t i c  s t r u c t u r e  inc luded  a June 

1961 a r t i c l e  by D r .  0. N ie l sen  publ ished i n  Draht-Welt (Vol. 47, NO. 6 ) ,  a 

book by B u t t s  e n t i t l e d  Copper (Krupp Ex. 27441, t h e  B r i t i s h  p a t e n t  t o  

Sundwiger, the  p u b l i c a t i o n  e n t i t l e d  "OFHC Brand Copper" (Krupp Ex. 2747),  t h e  

R o l l e  a r t i c l e  (Krupp Ex. 27401, and German p a t e n t  No. 919,042 t o  Junghans 
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( K r u p p  Ex. 2595) .  

roll pass r e d u c t i o n s  t o  c o n d i t i o n  metal  p r i o r  t o  hot-forming.  

A l l  o f  t h e s e  p r i o r  a r t  r e f e r e n c e s  teach  s u b s t a n t i a l  f i r s t  

We cannot agree w i t h  t h e  A d m i n i s t r a t i v e  Law Judge's d e t e r m i n a t i o n  o f  

i n v a l i d i t y  o f  the  '991, pa tent  based on t h e  above approach and c i t e d  p r i o r  a r t  

r e f e r e n c e s  f o r  s e v e r a l  r e a s o n s .  

F i r s t ,  t h e  p u b l i c a t i o n  r e l i e d  upon by t h e  A d m i n i s t r a t i v e  Law Judge t o  

support an i n v a l i d i t y  f i n d i n g  under 35 U.S.C. 

does not a n t i c i p a t e  complainant 's  i n v e n t i o n  w i t h i n  t h e  meaning o f  35 U . S . C .  

102(a )  ( t h e  Draht-Welt a r t i c l e )  

1 0 2 ( a ) .  A n t i c i p a t i o n  has a very p r e c i s e  meaning under t h e  p a t e n t  laws and t o  

f i n d  a p a t e n t  i n v a l i d  or  r e j e c t  a c l a i m  t h e r e o f  a l l  t h e  material claimed 

f e a t u r e s  must b e  contained i n  a s i n g l e  p r i o r  a r t  r e f e r e n c e .  The Draht-Welt 

a r t i c l e  does not  c o n t a i n  a l l  t h e  m a t e r i a l  c la imed f e a t u r e s  o f  t h e  ' 9 9 4  

p a t e n t .  These m a t e r i a l  f e a t u r e s  a r e  ( 1 )  t h e  p a s s i n g  o f  non-homogenized 

cont inuously  c a s t  copper ,  ( 2 )  i n  i t s  a s - c a s t  c o n d i t i o n ,  ( 3 )  a t  a h o t  forming 

temperature,  ( 4 )  from a c a s t i n g  t o  hot  forming means, (5) c o n d i t i o n i n g  t h e  

copper by s u b s t a n t i a l l y  complete ly  d e s t r o y i n g  t h e  d e n d r i t i c  s t r u c t u r e ,  ( 6 )  by 

a s i n g l e  compression,  and (7) hot forming t h e  copper by a p l u r a l i t y  of 

s e q u e n t i a l  compressions .  An examination o f  t h e  Draht-Welt a r t i c l e  r e v e a l s  

t h a t  i t  does not t e a c h  m a t e r i a l  f e a t u r e s  (l), (2), (41, ( 5 )  o r  (6). 

Second, t h e  A d m i n i s t r a t i v e  Law Judge improperly found t h e  ' 9 9 4  p a t e n t  

i n v a l i d  under 35  U.S.C. 103 f o r  obviousness  by not c o n s i d e r i n g  c o m p l a i n a n t ' s  

i n v e n t i o n  a s  a whole. R a t h e r ,  i n  applying 35  U . S . C .  1 0 3 ,  t h e  A d m i n i s t r a t i v e  

Law Judge examined only an element o f  t h e  i n v e n t i o n ,  namely, t h e  c l a i m  t h a t  

t h e  d e n d r i t i c  s t r u c t u r e  o f  copper should b e  destroyed i n  t h e  cont inuous 
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c a s t i n g  and r o l l i n g  of  copper.  While i t  i s  t r u e  t h a t  t h e  CCPA h e l d  t h a t  such 

element i s  obvious  i n  l i g h t  the  P r o p e r e i  ' 4 33  pa ten t  and t h e  p u b l i c a t i o n ,  The 

Making, _- Shaping and T r e a t i n g  of S t e e l ,  t h e  compla inant ' s  i n v e n t i o n ,  which 

combined t h i s  element wi th  a s e v e r e  i n i t i a l  r e d u c t i o n  o f  a t  least  36 percen t  

a t  the  f i r s t  r o l l  s t a n d ,  was n e i t h e r  h e l d  t o  be obvious by t h e  CCPA i n  I n  R e  

Cofer nor by the Admin i s t r a t ive  Law Judge i n  h e r  recommended de te rmina t ion  i n  

t h i s  ca se .  

- 

Thi rd ,  w i t h  r e s p e c t  t o  t h e  v a r i o u s  p r i o r  r e f e r e n c e s  c i t e d  by t h e  

Admin i s t r a t ive  Law Judge and by respondents  as not  b e f o r e  t h e  P a t e n t  O f f i c e  

and as sugges t ing  a seve re  f i r s t  r o l l  pass  r e d u c t i o n  t o  s u b s t a n t i a l l y  d e s t r o y  

the  columnar d e n d r i t i c  s t r u c t u r e  o f  copper ,  we note  t h a t  t h e r e  a r e  s i g n i f i c a n t  

m e t a l l u r g i c a l  d i f f e r e n c e s  i n  producing copper rod by t h e  o l d  wi re  b a r  process  

and by t h e  newer continuous c a s t i n g  p rocess  (recommended de te rmina t ion ,  pages 

6-7; T r .  2008-2011,  2032-2037,  4594-4597, 2020-2022) .  A l l  of  t h e  p r i o r  a r t  

r e f e r e n c e s  c i t e d  by t h e  Admin i s t r a t ive  Law Judge and by respondents  a g a i n s t  

t h e  ' 9 94  pa ten t  concern t h e  o l d  w i r e  b a r  a r t .  To be s u r e ,  t h e s e  p r i o r  a r t  

r e f e r e n c e s  teach seve re  f i r s t  r o l l  pass  r e d u c t i o n s ;  however, they are n o t  

addressed  t o  a l l  of  t h e  problems which conf ron ted  Messrs. Cofe r ,  Ward, and 

P roc to r  w i th  r e s p e c t  t o  t h e  cont inuous  c a s t i n g  and r o l l i n g  o f  copper .  

Four th ,  t h e  Admin i s t r a t ive  Law Judge c o n c e p t u a l l y  d i v i d e d  t h e  ' 9 9 4  

i n v e n t i o n  i n  two p a r t s :  (1) t h e  d e s t r u c t i o n  o f  t h e  columnar d e n d r i t i c  

s t r u c t u r e  o f  copper i n  cont inuous  c a s t i n g  and r o l l i n g  and ( 2 )  t h e  e l i m i n a t i o n  

of  t h e  c r a c k i n g  problem i n  copper rod through t a k i n g  an i n i t i a l  s e v e r e  

r e d u c t i o n  o f  a t  l e a s t  36 percen t  a t  t h e  f i r s t  r o l l  s t a n d .  As t o  t h e  former 
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p a r t  o f  the  i n v e n t i o n ,  the  Admin i s t r a t ive  Law Judge h e l d  t h e  '994 i n v e n t i o n  t o  

be  obvious under 35 U . S . C .  103, whereas a s  t o  the  l a t t e r  p o r t i o n  of t h e  

inven t ion  the Admin i s t r a t ive  Law Judge h e l d  t h e  i n v e n t i o n  a s  a n t i c i p a t e d  under 

35 U.S.C.  102(a ) .  We do not b e l i e v e  t h a t  such an approach is  warran ted  under 

t h e  p a t e n t  laws. Even assuming, arguendo, t h a t  one o r  ano the r  of  t h e s e  
. .  

elements i s  obvious - o r  a n t i c i p a t e d ,  t h e r e  is  noth ing  i n  the  r eco rd  t o  suppor t  

t h e  a s s e r t i o n  t h a t  t h e  combination of t h e s e  e lements ,  which comprises t h e  

novel ty  of compla inan t ' s  i n v e n t i o n ,  was e i t h e r  obvious or  a n t i c i p a t e d .  ( I n  R e  

Antonie,  195 USPQ 6 ,  8 (CCPA 1977);  I n  Re Langer and Haynes, 175 USPQ 169, 171 

(CCPA 1972)) .  

F i f t h ,  the  Admin i s t r a t ive  Law Judge f a i l e d  t o  make any f i n d i n g s  of  f a c t  

as t o  what l e v e l  o f  o rd ina ry  s k i l l  i n  the  a r t  would have been r e q u i r e d  by 35 

U.S.C. 103 t o  de te rmine  whether t h e  claimed i n v e n t i o n  would have been obvious  

t o  a person having such a l e v e l  of  s k i l l  who was working on t h e  concep tua l  

problems o f  the  cont inuous  c a s t i n g  and r o l l i n g  of copper i n  1963. 

Accordingly,  t h e  A d m i n i s t r a t i v e  Law Judge could  not  have p r o p e r l y  a p p l i e d  t h e  

3-pronged t e s t  of  Graham v .  John Deere (381 U.S. 1 (1961))  i n  de t e rmin ing  t h e  

obviousness of t h e  '994 i n v e n t i o n  under 35 U.S.C. 103. While t h e  

Admin i s t r a t ive  Law Judge d i d  ( 1 )  a s s e s s  t h e  scope and c o n t e n t  of t h e  prior 

a r t ,  and (2) t h e  d i f f e r e n c e s  between t h e  p r i o r  a r t  and t h e  claimed i n v e n t i o n ,  

t h e  Admin i s t r a t ive  Law Judge d i d  not  ( 3 )  determine t h e  l e v e l  of  o r d i n a r y  s k i l l  

i n  t h e  p e r t i n e n t  a r t .  However, t h e  Admin i s t r a t ive  Law Judge does s t a t e  t h a t  

t h e  concept  of  t h e  '994 i n v e n t i o n  was no t  obvious  t o  t h o s e  s k i l l e d  i n  t h e  a r t  

i n  t h e  United S t a t e s  i n  1963 when t h e  problem was b e i n g  worked on du r ing  t h e  

- 
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Southwire /Bel l  j o i n t  development p r o j e c t .  I n s t e a d ,  a s  many as  16 d i f f e r e n t  

s o l u t i o n s  were suggested by members o f t h e  j o i n t  development team i n c l u d i n g  

t h e  concept of severe  f i r s t  roll pass  r educ t ions  t o  a l l e v i a t e  t h e  c rack ing  

problems i n  copper b a r  a f t e r  t h e  f i r s t  roll pass .  (recommended de te rmina t ion ,  

page 32) .  Accordingly,  t h e  Admin i s t r a t ive  Law Judge seems t o  have i m p l i c i t l y  

determined t h a t  t h e  l e v e l  o f  o r d i n a r y  s k i l l  i n  t h e  a r t  i n  1963 can b e  

determined by looking  t o  t h e  l e v e l  of  s k i l l  i n  t h e  a r t  possessed  by t h e  

members o f  t h e  Bel l /Southwire  j o i n t  development team, a de t e rmina t ion  wi th  

which we would agree .  I f  t h i s  i s  indeed t h e  c a s e ,  t h e  Admin i s t r a t ive  Law 

Judge ' s  conc lus ion  t h a t  t h e  '994 inven t ion  was no t  obvious t o  those  s k i l l e d  i n  

t h e  a r t  i n  1963 m i l i t a t e s  a g a i n s t  h e r  f i n d i n g  t h a t  t h e  t h e  '994 i n v e n t i o n  i s  

i n v a l i d  a s  obvious under 35 U.S.C. 103, and, indeed ,  r e n d e r s  such f i n d i n g  

anomal ou s . 
S i x t h ,  we do not  f e e l  t h a t  t h e  Admin i s t r a t ive  Law Judge gave proper  

c o n s i d e r a t i o n  t o  t h e  s u b s t a n t i a l  secondary c o n s i d e r a t i o n s  of  non-obviousness 

i n  f i n d i n g  the  '994 p a t e n t  i n v a l i d .  Secondary c o n s i d e r a t i o n s  such a s  

commercial s u c c e s s ,  long  f e l t  bu t  unreso lved  needs ,  f a i l u r e  of  o t h e r s ,  and SO 

f o r t h  may be used  t o  shed l i g h t  upon t h e  c i rcumstances  sur rounding  t h e  o r i g i n  

o f  t he  s u b j e c t  m a t t e r  p a t e n t e d  (See ,  - e .g . ,  Graham v. John Deere CO.,  148 USPQ 

a t  467).  I n  t h e  i n s t a n t  c a s e ,  i nvo lv ing  ve ry  complex t e c h n i c a l  s u b j e c t  

m a t t e r ,  such secondary c o n s i d e r a t i o n s  must ,  o f  n e c e s s i t y ,  b e  g iven  

c o n s i d e r a b l e  weight  ( P h o t o e l e c t r o n i c s  Corpora t ion  v. England, 581 F.2d 772 (9 

C i r .  1978) ) .  Indeed,  a l l  secondary i n d i c i a  of non-obviousness mentioned by 

t h e  Supreme Court  i n  Graham v. John Deere are p r e s e n t  i n  t h i s  ca se .  The 
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invent ions  were made a s  a r e s u l t  o f  d i f f i c u l t  development programs i n  t h e  f ace  

of an apparent  i n d u s t r y  b e l i e f  t h a t  "it c o u l d n ' t  be done," fol lowed by wide 

spread p r a i s e  and adopt ion  o f  t h e  new technology and gradual  phas ing  ou t  of 

t he  o ld  convent iona l  w i re  b a r  p rocess .  

s u b s t a n t i a l  commercial success  a r i s i n g  ou t  of  t h e  new inven t ion  due t o  t h e  

long- fe l t  need f o r  such a system i n  the  i n d u s t r y  and f a i l u r e s  by o t h e r s  t o  

achieve such a system p r i o r  t o  t h e  '994 invent ion .  These secondary 

c o n s i d e r a t i o n s  a r e  f u r t h e r  b u t t r e s s e d  by the  f a c t  t h a t  almost every major 

company i n  t h e  i n d u s t r y  i n  the  United S t a t e s  took l i c e n s e s  from complainant 

Southwire under t h e  '994 p a t e n t ,  among o t h e r s .  

These changes were coupled w i t h  

Seventh,  35 U.S.C. 282 provides  t h a t  a p a t e n t  s h a l l  be  presumed v a l i d  and 

t h a t  t h e  burden of  e s t a b l i s h i n g  i n v a l i d i t y  of  a p a t e n t  o r  any c la im the reo f  

s h a l l  r e s t  on t h e  p a r t y  a s s e r t i n g  i t .  I n  l i g h t  of  t h e  above c o n s i d e r a t i o n s ,  

we do not b e l i e v e  t h a t  respondents  shouldered t h e i r  burden of  overcoming t h e  

s t a t u t o r y  presumption o f  v a l i d i t y  of  t h e  '994 p a t e n t ,  p a r t i c u l a r l y ,  w i th  

r e spec t  t o  t h e  combination of  t h e  key e lements ,  namely, ( 1 )  t h e  d e s t r u c t i o n  o f  

columnar d e n d r i t i c  s t r u c t u r e  of  c a s t  copper p r i o r  t o  hot-forming,  or (2) 

s u b s t a n t i a l  r educ t ion  i n  con t inuous ly  c a s t  copper a t  t h e  f i r s t  r o l l  s tand .  

The combination of  t hese  key elements  comprises t h e  e s sence  of  compla inant ' s  

i nven t ion  which enabled t h e  breakthrough i n  t h e  cont inuous c a s t i n g  and r o l l i n g  

of copper rod which was long sought by t h e  i n d u s t r y .  

Accordingly,  we determine t h a t  t h e  '994 p a t e n t  i s  v a l i d  and adopt t h e  

Admin i s t r a t ive  Law Judge ' s  f i n d i n g s  o f  f a c t  and conc lus ions  o f  law concern ing  

t h e  '994 p a t e n t ,  a s  modif ied by t h e  Commission I n v e s t i g a t i v e  At torney  i n  h i s  
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excep t ions  and a l t e r n a t i v e  f i n d i n g s  o f  f a c t  and conclus ions  of law, i n s o f a r  a s  

they  a r e  not  i n c o n s i s t e n t  w i th  t h e  vietr  expressed  i n  t h i s  op in ion .  

2 .  In f r ingement .  

The Admin i s t r a t ive  Law Judge u l t i m a t e l y  concluded t h a t ,  i f  v a l i d ,  t h e  

Krupp system a s  used dur ing  t h e  s t a r t - u p  o p e r a t i o n s  a t  Asarco would have 

i n f r i n g e d  t h e  c la ims  o f  t h e  '994 p a t e n t ,  I n  a d d i t i o n ,  t h e  Admin i s t r a t ive  Law 

Judge found t h a t  t h e  type  of Krupp system s o l d  t o  Asarco could be  used i n  t h e  

f u t u r e  i n  a manner which would i n f r i n g e  t h e  c la ims  o f  t h e  '994 p a t e n t ,  i f  s o l d  

t o  another  company i n  t h e  Uni ted  S t a t e s .  I n  d i s c u s s i n g  t h e  inf r ingement  of  

t h e  '994 p a t e n t  i t  i s  necessa ry  f o r  u s  t o  examine (a)  d i r e c t  in f r ingement ,  ( b )  

c o n t r i b u t o r y  in f r ingemen t ,  and ( c )  inducement t o  i n f r i n g e  t h e  '994 p a t e n t  by 

respondents  (35 U.S.C.  271) a s  w e l l  a s  t o  ( d )  examine t h e  q u e s t i o n  o f  f u t u r e  

inf r ingement  through f u t u r e  i m p o r t a t i o n  and s a l e s  of  Krupp Cont i rod  systems t o  

companies such a s  Phelps  Dodge. 

a. D i r e c t  i n f r ingemen t .  The Admin i s t r a t ive  Law Judge found t h a t  t h e r e  

i s  no inf r ingement  o f  t h e  '994 p a t e n t  w i th  r e s p e c t  t o  t h e  Krupp system a t  

Nassau/Gaston s i n c e  t h e  r e d u c t i o n s  a t  t h e  f i r s t  r o l l  s t a n d  are only  on t h e  

order  o f  31 or 32 p e r c e n t .  The Commission, by order  of  March 29, 1979, 

determined t h a t  t h e  '994 p a t e n t  i s  l i c e n s e d  t o  t h e  Be l l  r e sponden t s .  However, 

w i th  r e s p e c t  t o  t h e  q u e s t i o n  o f  d i r e c t  in f r ingement  by t h e  Krupp r e sponden t s ,  

Krupp i n s t a l l e d  a Cont i rod  c o n t i n u o u s  copper  c a s t i n g  and r o l l i n g  system a t  

Asarco which used a g r e a t e r  t h a n  36 p e r c e n t  r educ t ion  a t  t h e  f i r s t  r o l l  p a s s  

a t  l e a s t  du r ing  t h e  s t a r t - u p  o p e r a t i o n s  f o r  t h e  systems.  I n  a d d i t i o n ,  the 

Asarco m i l l  was des igned  by Krupp to  use  g r e a t e r  t h a n  36 p e r c e n t  r e d u c t i o n s  a t  
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1 t h e  f i r s t  roll p a s s  ( T r a n s c r i p t  ("Tr.") 3665-3666, 3020, 3156, 4657-4658). 

The s a l e  o f  such a system by Krupp t o  Asarco employing a g r e a t e r  than 36 

percen t  r educ t ion  a t  t he  f i r s t  r o l l  s t and  and designed by Krupp t o  do SO,  and 

t h e  i n s t a l l a t i o n  and use o f  such a system by Krupp eng inee r s  d u r i n g  t h e  

s t a r t - u p  o p e r a t i o n s  a t  Asa rco ' s  Amari l lo ,  Texas, f a c i l i t y ,  c o n s t i t u t e s  

infr ingement  by the  Krupp respondents  o f  t h e  claims t h a t  t h e  '994 p a t e n t .  

The same a n a l y s i s  would a l s o  apply t o  t h e  Krupp system so ld  t o  t h e  Be l l  

r e sponden t s  f o r  t h e i r  Nassau/Gaston f a c i l i t y ,  i f  Bell  were no t  l i c e n s e d  by 

Southwire.  I n  t h i s  r ega rd ,  wh i l e  it is  t r u e  t h a t  only r educ t ions  of  31 or 32 

percen t  a r e  employed a t  t h e  f i r s t  r o l l  s t a n d  o f  t h e  r o l l i n g  m i l l  a t  

Nassau/Gaston, and, t h e r e f o r e ,  t h e  35 percen t  or g r e a t e r  r e d u c t i o n  language Of 

t h e  '994 p a t e n t  does n o t  a p p e a r . t o  b e  l i t e r a l l y  i n f r i n g e d ,  t h e  r eco rd  does n o t  

suppor t  a f i n d i n g  t h a t  t h e  d o c t r i n e  o f  f i l e  wrapper e s t o p p e l  p r e v e n t s  t h e  

claims of t h e  '994 p a t e n t  from c o v e r i n g  copper rod systems which t a k e  less 

t h a n  36 percen t  r educ t ions  a t  t he  f i r s t  r o l l  p a s s .  The s i g n i f i c a n t  l i m i t a t i o n  

added du r ing  the  p r o s e c u t i o n  nf t h e  claims o f  t h e  '994 p a t e n t  was t h a t  of 

s u b s t a n t i a l l y  completely d e s t r o y i n g  t h e  d e n d r i t i c  s t r u c t u r e  o f  copper i n  a 

s i n g l e  compression. (CDX 6). I n  a d d i t i o n ,  wh i l e  Southwire was r e q u i r e d  

during the  prosecut;on o f  t h e  '994 p a t e n t  to  r e s t r i c t  i t s  scope t o  copper  

r a t h e r  than t o  a l l  m e t a l s  (F ind ing  o f  F a c t  ("FF"1 54, 55, 581, no s imilar  

r e s t r i c t i o n  was r e q u i r e d  w i t h  regard t o  t h e  p e r c e n t  r e d u c t i o n  necessa ry  t o  

d e s t r o y  the  d e n d r i t i c  s t r u c t u r e  o f  copper.  Indeed,  t h e  s p e c i f i c a t i o n s  

i n d i c a t e  t h a t  t h e  pe rcen tage  r e q u i r e d  is a v a l u e  which w i l l  b e  r e a d i l y  

appa ren t  t o  those  s k i l l e d  i n  t h e  a r t  or can b e  determined e m p i r i c a l l y  u s i n g  
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k n c m  m e t a l l u r g i c a l  t e c k i q u e s  (CDX-1, s p e c i f i c a t i o n s ,  column 5 ,  l i n e s  

11-16). Our examination o f  t h e  a p p l i c a b l e  f i l e  wrapper r e v e a l s  t h a t  t h e  36 

percent  reduct ion figu.-e was p a r t  o f  o r i g i n a l  c l a ims  14 and 15 and was not  

r equ i r ed  5y the p a t e n t  examiner a s  a l i m i t a t i o n  i n  o r d e r  for Southwire t o  

o b t a i n  t h e  ' 9 9A  p a t e n t .  Accordingly,  i t  is a p p r o p r i a t e  t o  app ly  the  d o c t r i n e  

of e q u i v a l e n t s  t o  copper rod systems which s u b s t a n t i a l l y  corrp?etely d e s t r o y  

the  d e n d r i t i c  s t r u c t u r e  o f  c a s t  copper wi th  r educ t ions  o f  l e s s  than 36 p e r c e n t  

a t  t h e . f i r s t  r o l l  s t a n d .  Accordingly,  a Krupp sale ,  i n s t a l l a t i o n ,  and use 

during s t a r t - u p  o p e r a t i o n s  o f  a Contirod s y s t e m ,  i f  c o n s t r u c t e d  as  a t  

Nassau/Gaston u t i l i z i n g  r e d u c t i o n s  o f  less than 36 pe rcen t  a t  t h e  f i r s t  r o l l  

s tand ye: u t i l i z i n g  r e d u c t i o n s  s u f f i c i e n t  t o  s u b s t a n t i a l l y  completely d e s t r o y  

t h e  columnar d e n d r i t i c  s t r u c t u r e  o f  c a s t  copper ,  would c o n s t i t u t e  an 

infr ingement  by e q u i v a l e n t s  o f  t h e  c l a ims  o f  t h e  ' 9 9 4  p a t e n t  under  35 U.S.C. 

271 .  

b. C o n t r i b u t o r y  in f r ingemen t .  The Krupp respondents  c o n t r i b u t o r i l y  

i n f r i n g e d  the  c l a ims  o f  t h e  ' 9 9 4  p a t e n t  by v i r t u e  o f  t h e  s a l e  t o  Asarco and 

t h e  subsequent p r a c t i c e  o f  t h e  method d i s c l o s e d  by the  ' 9 9 4  p a t e n t  by Asarco 

during i t s  s t a r t - u p  o p e r a t i o n s .  I n  a d d i t i o n ,  f u t u r e  i m p o r t a t i o n ,  s a l e  and u s e  

of Krupp Contirod systems,  i f  c o n s t r u c t e d  and used as  a t  Asarco o r  a t  

Nassau/Gaston, would c o n s t i t u t e  c o n t r i b u t o r y  in f r ingemen t  by Krupp o f  t h e  

claims o f  t h e  ' 9 9 4  p a t e n t .  

35 U.S.C. 271(c)  p rov ides  t h a t  whoever s e l l s  a p p a r a t u s  f o r  use i n  

p r a c t i c i n g  a p a t e n t e d  p r o c e s s  c o n s t i t u t i n g  a m a t e r i a l  p a r t  o f  t h e  i n v e n t i o n ,  

knowing the  same t o  b e  e s p e c i a l l y  made o r  e s p e c i a l l y  adapted f o r  u se  i n  an 

infr ingement  o f  such p a t e n t ,  and not t o  b e  a s t a p l e  a r t i c l e  o r  commodity o f  
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commerce s u i t a b l e  f o r  s u b s t a n t i a l  non- inf r ing ing  u s e ,  s h a l l  be l i a b l e  a s  a 

c o n t r i b u t o r y  i n f r i n g e r .  S ince ,  as  we have i n d i c a t e d  above, t h e  Krupp Asarco 

system i n f r i n g e d  t h e  claims o f  t h e  '994 p a t e n t  a t  l e a s t  during s t a r t - u p  

1 -  opera t ions  and, i n  the  absence of a l i c e n s e  t o  B e l l ,  t h e  Nassau/Gaston system 

would a l s o  i n f r i n g e  t h e  '994 p a t e n t ,  it is  a p p r o p r i a t e  t o  address  t h e  q u e s t i o n  

of c o n t r i b u t o r y  inf r ingement ,  

Four c r i t e r i a  must be met i n  order  t o  prove c o n t r i b u t o r y  inf r ingement .  

There must  be (1) a s a l e ,  ( 2 )  of a m a t e r i a l  component of a pa t en ted  i n v e n t i o n ,  

( 3 )  with  knowledge t h a t  t h e  component was e s p e c i a l l y  made f o r  use  i n  an 

infr ingement  o f  such inven t ion  and ( 4 )  t h a t  t h e  component w a s  not  a s t a p l e  

a r t i c l e  of commerce capable  of  s u b s t a n t i a l  non- in f r ing ing  use.  (35 U.S.C. 

271(c); See,  e . g . ,  Re i t ch  Manufactur ing Company v. Barber Company, 302 U.S. 

458 (1938)). 

a method p a t e n t  can be c o n t r i b u t o r y  inf r ingement  i n  c e r t a i n  i n s t a n c e s  (35 

- -  
I n  a d d i t i o n ,  t h e  f u r n i s h i n g  of appa ra tus  wi th  which t o  p r a c t i c e  

U.S.C. 271(c); See e .g . ,  Abington T e x t i l e s  Machinery Works v. Carding 

S p e c i a l i s t s ,  L td . ,  249 F.Supp. 823 (DCDC 1965)). 

-' - 

The c r i t e r i a  set  f o r t h  above have been m e t  i n  t h e  i n s t a n t  case .  There i s  

no q u e s t i o n  t h a t  s a l e s  of Krupp Contirod sys t ems  t o  Asarco and Nassau/Gaston 

occurred .  The r ead ing  of t h e  c la ims  of t h e  '994. p a t e n t  ev idences  t h e  f a c t  

t h a t  t he  components supp l i ed  by Krupp t o  Asarco and Nassau/Gaston a r e  m a t e r i a l  

components f o r  use i n  p r a c t i c i n g  the  '994 i nven t ion .  CDX-1, CDX-6, T r .  

2889-2890, 2946-2954, 2971, 2979-2997, 3003, 3015-3021, 3050-3076, 3155-3160, 

3214-3281, 4542-4551, 4617-4169, 10,081-10,084, 8984-8987, 6977-6978, 

4242-4248, 4250-4272, 8244, 9543-9547, CDX-177, CDX-179, 180, 187, 188, 189, 
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6 1 ;  Tr. 4332-4350, 4396-4397,  4415-4416, 2959-2962, 2996-2997,  3015-3021, 

3031-3050,  3153-3156, 3214-3281,  4650-4658,  4176-4180,  4190-4198,  8 2 4 4 ,  

8674-8580,  CDX-178, CDX-45a, 45b. CDX-GO,  CDX-183, CDX-190-193). F u r t h e r ,  t h e  

record r e v e a l s  t h a t  t he  KrupD respondents  considered Southwire  p a t e n t s  

i n c l u d i n g  t h e  ' 9 9 4  p a t e n t  p r i o r  t o  t h e i r  s a l e s  t o  Asarco and Nassau (CDX-382, 

3 8 3 ,  385 ,  389 ,  392 ,  398 and t r a n s l a t i o n s ) .  The Krupp r e sponden t s  knew or 

should have known t h e  way i n  which t h e  cont inuous c a s t i n g  and r o l  i n g  s y s t e m s  

they supp l i ed  t o  Asarco and Nassau/Gaston would o p e r a t e .  Indeed ,  t h e  r eco rd  

e s t a b l i s h e s  t h a t  t h e  Krupp r e sponden t s  provided t r a i n i n g  t o  b o t h  s a r c o  and 

Nassau/Gaston on t h e  o p e r a t i o n  o f  t h e i r  r e s p e c t i v e  c o n t i n u o u s  copper rod 

s y s t e m s ,  imported and s o l d  by K r u p p  t o  them, and a s s i s t e d  b o t h  Asarco and 

Nassau/Gaston i n  t h e  s t a r t - u p  o p e r a t i o n s  f o r  t h e  rod l i n e s  (Tr .  4229-4230) .  

There fo re ,  Krupp c l e a r l y  knew or should have known t h a t  t h e s e  r e s p e c t i v e  

systems would be  ope ra t ed  i n  a manner so as t o  i n f r i n g e  t h e  c l a ims  o f  t h e  '994  

p a t e n t .  I n  a d d i t i o n ,  i n  l i g h t  o f  t h e  amount o f  n e g o t i a t i o n  by Krupp w i t h  

Asarco and Nassau and t h e  s i z e  and complexity o f  t h e  sys t ems ,  i t  i s  appa ren t  

t h a t  t h e  systems s u p p l i e d  were not s t a p l e  a r t i c l e s  o f  commerce capab le  of  

s u 5 s t a n t i a l  non- in f r ing ing  use .  (Krupp s a l e s  a c t i v i t i e s :  CDX-250; CDX-251; 

CDX-252; CDX-255; T r .  4220-4224;  CDX-254; Tr. 6508-6510; T r .  6529;  CDX-253). 

Accordingly,  we f i n d  t h a t  Southwire h a s  demonstrated c o n t r i b u t o r y  in f r ingemen t  

by Krupp wi th  r e s p e c t  to  t h e  Asarco sa le .  

c. Inducement t o  i n f r i n g e .  I n  o r d e r  f o r  t h e  s a l e  of a p p a r a t u s  t o  be  

employed i n  p r a c t i c i n g  t h e  method o f  t h e  ' 9 9 4  p a t e n t  t o  be an u n f a i r  act  of. 

inducement t o  i n f r i n g e  it  must be  proven t h a t  Krupp had knowledge t h a t  what i t  
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sold to Asarco and Gaston was designed to enable Asarco and Nassau/Gaston to 

infringe the '994 patent. In addition., it must also be shown that Krupp 

actively aided the infringemect by Asarco or, in the absence of a license to 

Bell, the infringement at Nassau/Gaston, for example, by instructing them how 

to use the apparatus. (See, e.g., Westinghouse __ Electric and Manufacturing - -  

Company v .  Precise Manufacturing Corporation, 11 F.2d 209 (2d Cir. 19261, 

Stamicarbon, N.V. v .  McNally-Pittsburgh Manufacturing Corporation, 302 F.Supp. 

525, (D. Kan. 19691, Mobil Oil Corporation v. W. R. Grace and Company, 367 

F.Supp. 207 (D. Conn. 19731, Consolidated Rubber Tire Company v.  B.F. Goodrich 

Company, 237 F. 838 (N.D.111. 19161, New Wrinkle Inc. v. Fritz, 30 F.Supp. 89 

(W.D.N.Y. 1939)). Krupp's intent can be evidenced by the act of sale, 

marketing activities, knowledge of the patents involved, and knowledge that 

the apparatus would be used in an infringing manner. It is clear from the 

record that the Krupp respondents sold the systems to Asarco and Nassau/Gaston 

with prior knowledge of the '994 patent. (CDX-382, 383, 385, 389, 392, 398 

and translations). In addition, there is no question that Krupp had knowledge 

that the apparatus would be used in a manner so as to infringe the '994 method 

patent, due to the fact that Krupp provided assistance to both Asarco and 

Nassau/Gaston in installing and making their systems operational during 

start-up operations, (Tr. 4229-4230). 

d. Future imports. The question of future importations and sales of 

Krupp Contirod systems to companies such as Phelps Dodge is relevant t o  

infringement of 'the '994 patent in light of the Administrative Law Judge's 

finding that the type of Krupp system sold to Asarco could be used in the 
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f u t u r e  t o  i n f r i n g e  t h e  c la ims  of t h e  '994 p a t e n t ,  i f  so ld  t o  ano the r  company 

i n  t h e  United S t a t e s .  I n  a d d i t i o n ,  apply ing  t h e  d o c t r i n e  of  e q u i v a l e n t s ,  and, 

i n  t h e  absence o f  a l i c e n s e  of t h e  '994 p a t e n t  t o  B e l l ,  t h e  type  of Krupp 

system s o l d  t o  Nasssu/Gaston could  b e  used i n  t h e  f u t u r e  t o  i n f r i n g e  t h e  

claims of t h e  '994 p a t e n t ,  i f  s o l d  t o  another  company i n  t h e  Uni ted  S t a t e s .  

I n  t h i s  r e g a r d ,  t he  r eco rd  c o n t a i n s  informat ion  which was in t roduced  towards 

t h e  c l o s e  of  t h e  e v i d e n t i a r y  hea r ing  b e f o r e  t h e  Admin i s t r a t ive  Law Judge 

concern ing  a b ind ing  l e t t e r  o f  i n t e n t  f o r  a s a l e  by Krupp o f  t h e i r  Cont i rod  

system t o  Phelps  Dodge f o r  use  a t  one of t h e i r  domestic f a c i l i t i e s ,  t h e  Phelps  

Dodge f a c i l i t y  a t  Bayway, New J e r s e y  be ing  mentioned as t h e  s i t e  f o r  

i n s t a l l a t i o n  o f  t h e  Krupp s y s t e m  (See CDX-426 through CDX 430; Krupp Ex. 3023, 

3024, Tr. 11514-11536, 11558-11575, 11578-11582). I n  l i g h t  o f  t h e  l i k e l i h o o d  

of  imminent impor t a t ion  of a Krupp Cont i rod  system t o  Phelps  Dodge which, i f  

used a s  Krupp Cont i rod  systems a t  Asarco and Nassau/Gaston have been used ,  

would i n f r i n g e  t h e  c la ims  of t h e  '994 p a t e n t ,  we a r e  r e q u i r i n g  Krupp t o  

f u r n i s h  informat ion  i n  s u f f i c i e n t  form and d e t a i l  concern ing  any proposed 

e x p o r t s  t o  t h e  United S t a t e s  of Krupp Cont i rod  sys tems,  o r  components t h e r e o f ,  

o r  spa re  p a r t s  t h e r e f o r ,  t o  companies such as Phelps  Dodge. Such in fo rma t ion  

w i l l  enable  u s  t o  reopen t h e  record  in t h i s  proceeding ,  i f  necessa ry ,  t o  

determine ( 1 )  whether any a d d i t i o n a l  v i o l a t i o n s  o f  s e c t i o n  337 e x i s t ,  and ( 2 )  

whether any a d d i t i o n a l  r e l i e f  is  necessa ry  t o  remedy t h e  s e c t i o n  337 

v i o l a t i o n s  which have been found t o  e x i s t  on t h e  b a s i s  o f  t h e  e x i s t i n g  r e c o r d ,  

such as t h e  impos i t i on  o f  permanent or temporary e x c l u s i o n  o r d e r s  or c i v i l  

p e n a l t i e s .  
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3. E n f o r c e a b i l i t y .  

The Admin i s t r a t ive  Law Judge u l t i m a t e l y  concluded t h a t ,  i f  t h e  '994 

pa ten t  were v a l i d  and i n f r i n g e d ,  it would be en fo rceab le .  In  r each ing  t h i s  

conclus ion ,  t h e  Admin i s t r a t ive  Law Judge noted t h a t  t h e  r eco rd  does not  

e s t a b l i s h  t h a t  complainant or  compla inant ' s  counsel  engaged i n  any i n e q u i t a b l e  

conduct o r  f raud  on t h e  Pa ten t  O f f i c e  through m i s r e p r e s e n t i n g  o r  f a i l i n g  t o  

d i s c l o s e  m a t e r i a l  f a c t s  i n  connect ion wi th  t h e  p rosecu t ion  of t h e  '994 

p a t e n t .  With r e f e r e n c e  t o  t h e  con ten t ion  o f  t h e  Krupp respondents  t h a t  

complainant f a i l e d  t o  d i s c l o s e  t h e  - Draht-Welt a r t i c l e  t o  t h e  P a t e n t  O f f i c e ,  

t h a t  a r t i c l e  was no t  known t o  Southwire a t  t h e  t i m e  t he  a p p l i c a t i o n  f o r  t h e  

'994 pa ten t  was f i l e d .  I n  a d d i t i o n ,  t h e  Admin i s t r a t ive  Law Judge found room 

f o r  r easonab le  disagreement  wi th  t h e  conc lus ion  t h a t  t he  Draht-Welt a r t i c l e  

c o n s t i t u t e s  r e l e v a n t  p r i o r  a r t .  F u r t h e r ,  t h e  Draht-Welt a r t i c l e  is  no t  

concerned wi th  d e s t r u c t i o n  o f  columnar d e n d r i t i c  s t r u c t u r e  i n  connec t ion  wi th  

a cont inuous p rocess  f o r  t h e  product ion  of copper rod.  As such ,  it cannot  be 

s a i d  t o  teach  t h e  inven t ion  o f  t h e  '994 p a t e n t .  However, t h e  r eco rd  i s  c l e a r  

t h a t  t h e  p a t e n t  examiner w a s  aware of t h e  p r i o r  w i r e  b a r  a r t .  (Tr .  8518-8522). 

The re fo re ,  i n  l i g h t  o f  t h e  above c o n s i d e r a t i o n s  concern ing  t h e  v a l i d i t y ,  

i n f r ingemen t ,  and e n f o r c e a b i l i t y  of  t h e  '994 p a t e n t ,  we adopt  t h e  

Admin i s t r a t ive  Law Judge ' s  f i n d i n g s  of  f a c t  and conc lus ions  of  l a w  wi th  

r e s p e c t  t h e r e t o ,  a s  modi f ied  by t h e  excep t ions  and a l t e r n a t i v e  f i n d i n g s  of 

f a c t  and conc lus ions  o f  law f i l e d  by t h e  Commission I n v e s t i g a t i v e  At torney .  

I n  s h o r t ,  we a r e  i n  f u l l  agreement w i t h  t h e  Commission I n v e s t i g a t i v e  At torney  

t h a t  t h e r e  i s  a v i o l a t i o n  o f  s e c t i o n  337 w i t h  r e s p e c t  t o  t h e  '994 p a t e n t .  
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Such a v i o l a t i o n  has been committed, and i n  l i g h t  of t h e  Krupp p roposa l  t o  

Phelps  Dodge and t h e  l i k e l i h o o d  of  imminent impor t a t ions  of  Krupp Cont i rod  

components f o r  Phelps  Dodge, may be committed aga in  i n  t h e  f u t u r e  by t h e  Krupp 

respondents .  As we have i n d i c a t e d  e a r l i e r ,  t h e r e  i s  no v i o l a t i o n  of  s e c t i o n  

337 wi th  r e s p e c t  t o  t h e  Bel l  respondents '  Nassau/Gaston f a c i l i t y  i n  l i g h t  of 

our de te rmina t ion  o f  March 29, 1979, t h a t  t h e  '994 p a t e n t  i s  l i c e n s e d  t o  Be l l .  

The '170 P a t e n t  

The '170 p a t e n t  i s  an appa ra tus  p a t e n t  which i s  t h e  c o u n t e r p a r t  o f  t h e  

'994 method p a t e n t .  The inven t ion  c a l l s  f o r  a s i n g l e  compression t o  

s u b s t a n t i a l l y  comple te ly  d e s t r o y  t h e  columnar d e n d r i t i c  s t r u c t u r e  of  c a s t  

copper and having an e l l i p t i c a l  r o l l i n g  channel t o  prevent  c r a c k i n g  o r  

s p l i t t i n g  o f  t he  c a s t  rod du r ing  ho t  forming. 

1. V a l i d i t y .  

The Admin i s t r a t ive  Law Judge found t h e  '170 p a t e n t ,  a s  t h e  a p p a r a t u s  

e q u i v a l e n t  of t h e  '994 method p a t e n t ,  as i n v a l i d  f o r  t h e  same reasons  

d i scussed  above w i t h  r e s p e c t  t o  t h e  '994 p a t e n t .  B r i e f l y ,  t h e  Admin i s t r a t ive  

Law Judge argued t h a t  t h e  same p r i o r  a r t  r e f e r e n c e s  no t  c i t e d  t o  t h e  P a t e n t  

O f f i c e  i n  connec t ion  w i t h  t h e  p r o s e c u t i o n  o f  t h e  '994 p a t e n t  were no t  c i t e d  t o  

t h e  P a t e n t  O f f i c e  i n  connec t ion  wi th  t h e  p r o s e c u t i o n  of t h e  '170 p a t e n t .  

a d d i t i o n ,  t h e  Admin i s t r a t ive  Law Judge determined t h a t  t h e  '170 p a t e n t  i s  

i n v a l i d  under 35 U.S.C. 102(a)  and 35 U.S.C. 103 f o r  t h e  same reasons  as 

d i scussed  above w i t h  r e s p e c t  t o  t h e  '994 p a t e n t .  

At torney  d i sag reed  w i t h  t h e  A d m i n i s t r a t i v e  Law Judge ' s  conc lus ions  concern ing  

i n v a l i d i t y  f o r  t h e  same reasons  t h a t  he  d i s a g r e e d  w i t h  t h e  A d m i n i s t r a t i v e  Law 

I n  

The Commission I n v e s t i g a t i v e  
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Judge's c o n c l u s i o n s  concerning t h e  i n v a l i d i t y  o f  t h e  ' 994  p a t e n t .  L i k e w i s e ,  

we d i s a g r e e  w i t h  the  A d m i n i s t r a t i v e  Law Judge's d e t e r m i n a t i o n  t h a t  t h e  ' 1 7 0  

p a t e n t  is i n v a l i d  f o r  t h e  same r e a s o n s ,  a s  d i s c u s s e d  above,  t h a t  we d i s a g r e e d  

w i t h  her  c o n c l u s i o n  c o n c e r n i n g  t h e  ' 994  p a t e n t ,  a s  d i s c u s s e d  above. 

2 .  Infr ingement .  

The ' 170  p a t e n t  cannot b e  i n f r i n g e d  by t h e  respondents  i n  t h i s  

i n v e s t i g a t i o n ,  e i t h e r  d i r e c t l y ,  c o n t r i b u t o r i l y ,  or  by inducement, s i n c e  t h e  

importat ions  t o  Asarco and Nassau/Gaston o c c u r r e d  p r i o r  t o  t h e  i s s u a n c e  of the  

' 1 7 0  p a t e n t .  A c c o r d i n g l y ,  with  respect t o  t h e  Krupp s a l e s  t o  Asarco and 

Nassau/Gaston,  t h e r e  was no p a t e n t  t o  i n f r i n g e .  I n  a d d i t i o n ,  w i t h  respect t o  

t h e  B e l l  r e s p o n d e n t s ,  we have has a l r e a d y  determined by Commission 

d e t e r m i n a t i o n  o r d e r  and opinion o f  June 20 ,  1 9 7 9 ,  t h a t  t h e  ' 170  p a t e n t  i s  

l i c e n s e d  t o  t h e  B e l l  respondents .  

However, s i n c e  t h e  ' 170  p a t e n t  i s  t h e  apparatus  e q u i v a l e n t  o f  t h e  ' 9 9 4  

method p a t e n t ,  and, s i n c e ,  a s  we d i s c u s s e d  ear l ier  concerning t h e  ' 9 9 4  p a t e n t ,  

f u t u r e  i m p o r t a t i o n s  and s a l e s  o f  Krupp C o n t i r o d  systems t o  companies such as 

Phelps  Dodge, appear t o  b e  l i k e l y  and imminent based on t h e  r e c o r d  (CDX-426 

through a x - 4 3 0 ;  Krupp Ex. 3023 ,  3 0 2 4 ,  Tr .  11514-11536,  11558-11574,  

11578-115821,  t h e  q u e s t i o n  o f  f u t u r e  i m p o r t a t i o n s  and sales o f  Krupp C o n t i r o d  

systems i s  r e l e v a n t  t o  infr ingement  of t h e  ' 1 7 0  p a t e n t .  

The A d m i n i s t r a t i v e  Law Judge found t h a t ,  i f  a system similar t o  t h a t  s o l d  

t o  Asarco were s o l d  by Krupp t o  a n o t h e r  U.S. purchaser  (such as P h e l p s  Dodge), 

t h i s  would i n f r i n g e  claims 2 ,  7 ,  9 ,  1 1 ,  and 12 o f  t h e  ' 1 7 0  p a t e n t .  If t h e  

same Krupp drawings were u s e d ,  an i n t e n t  t o  u s e  a g r e a t e r  than 36 p e r c e n t  
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reduct ion  a t  the  f i r s t  r o l l  pas s  could be shown; to  prove an inf r ingement  o f  

c la ims 1 and 6 of  t h e  '170 p a t e n t ,  only a s i n g l e  compression s u f f i c i e n t l y  

se rve  t o  s u b s t a n t i a l l y  completely des t roy  the  columwr d e n d r i t i c  s t v c t u r e  o f  

t h e  c a s t  copper bar  would have t o  be  shown. Likewise,  viewing the  36 percent  

reduct ion  f i g u r e  a s  not be ing  c r i t i c a l  to  infr ingement  o f  t h e  '170 p a t e n t ,  

and, i n  t h e  aSsence of  a l i c e n s e  o f  t h e  '170 pa ten t  t o  B e l l ,  i f  a system 

s b i l a r  t o  t h a t  so ld  t o  Nassau/Gaston were so ld  by Krupp t o  another  U.S. 

purchaser  (such a s  Phelps  Dodge), t h e  '170 pa ten t  would be  i n f r i n g e d .  

I n  l i g h t  of  t h e  l i k e l i h o o d  of  imminent impor ta t ion  o f  a Krupp Contirod 

system t o  Phelps  Dodge, which, i f  cons t ruc t ed  a s  t he  Krupp Contirod systems a t  

Asarco and Nassau/Gaston were cons t ruc t ed  by Krupp, would i n f r i n g e  t h e  c la ims  

of t h e  '170 p a t e n t ,  we a r e  r e q u i r i n g  Krupp t o  f u r n i s h  informat ion  i n  

s u f f i c i e n t  form and d e t a i l  concerning any proposed e x p o r t s  o f  Krupp Contirod 

systems,  or components t h e r e o f ,  o r  spare  p a r t s  t h e r e f o r ,  t o  companies such a s  

Phelps  Dodge. Such in fo rma t ion  w i l l  enable  u s ,  i f  necessa ry ,  t o  reopen t h e  

record  i n  t h i s  proceeding  t o  determine ( 1 )  whether any a d d i t i o n a l  v i o l a t i o n s  

of s e c t i o n  337 e x i s t ,  and (2) whether any a d d i t i o n a l  r e l i e f ,  such a s  t h e  

impos i t ion  of  permanent o r  temporary exc lus ion  o r d e r s  o r  c i v i l  p e n a l t i e s ,  i s  

necessary  t o  remedy t h e  s e c t i o n  337 v i o l a t i o n s  which have been found t o  e x i s t  

on t h e  b a s i s  o f  t h e  e x i s t i n g  record .  

3. I 'nforceabi l i t y .  

The Admin i s t r a t ive  Law Judge 

en fo rceab le  except  f o r  c l a i m  10. 

p o s i t i o n  was t h a t  t h e  '170 p a t e n t  

u l t i m a t e l y  concluded t h a t  t h e  '170 p a t e n t  i s  

The Counnissi on Inves t  i g a t  i v e  At torney  ' s 

i s  enfo rceab le  i n  i t s  e n t i r e t y .  Southwire ' s  
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c o u n s e l ,  i n  July  o f  1 9 7 8 ,  took d e p o s i t i o n s  t h a t  conta ined  c o n f i d e n t i a l  

in format ion  r e l a t i n g  t o  the  proposed o p e r a t i o n  o f  t h e  B e l l  respondents '  

Nassau/Gaston p l a n t .  A f t e r  conducting such c o n f i d e n t i a l  d i s c o v e r y ,  t h e  B e l l  

respondents a l l e g e d  t h a t  counse l  for  Southwire modified t h e  c la ims  o f  t h e  

then-pending a p p l i c a t i o n  for t h e  ' 1 7 0  p a t e n t ,  broadening c l a i m  10 i n  two 

r e s p e c t s .  F i r s t ,  words o f  l i m i t a t i o n ,  "columnar d e n d r i t i c  s t r u c t u r e , "  were 

changed t o  "as  c a s t "  s t r u c t u r e  s i n c e  d iscovery  a t  t h e  Nassau/Gaston f a c i l i t y  

had shown t h a t  bar  c a s t  t h e r e  m i g h t  not  have a columnar d e n d r i t i c  s t r u c t u r e .  

Second,  words o f  l i m i t a t i o n  i n  the  c l a i m  concerning  " s u b s t a n t i a l l y  e l l i p t i c a l "  

r o l l i n g  channels  were e l iminated  s i n c e  d i s c o v e r y  a t  Nassau/Gaston had s h a m  

t h a t  such channels  would be not be used a t  NassaujGaston.  I n  a d d i t i o n ,  t h e  

B e l l  respondents a l l e g e d  t h a t  c l a i m  10 was r e v i s e d  t o  i n c l u d e  a t  l e a s t  a 36 

percent  r e d u c t i o n  a t  the f i r s t  r o l l  pass  s i n c e  d i s c o v e r y  had shown t h a t  t h e  

Nassau/Gaston m i l l  was proposing t o  use a g r e a t e r  than 36 percent  r e d u c t i o n .  

Complainant's counse l  argued t h a t  a l l  the  in format ion  upon which modif ied 

c l a i m  10 was based was a v a i l a b l e  from s o u r c e s  o t h e r  than t h e  c o n f i d e n t i a l  

d i s c o v e r y  i n  t h i s  c a s e  taken a t  B e l l ' s  Gaston f a c i l i t y ,  namely, from p u b l i c  

s o u r c e s  such a s  the  Nonferrous Wire Handbook. 

The Adminis t ra t ive  Law Judge he ld  t h a t  c o u n s e l  f o r  Southwire used 
c o n f i d e n t i a l  in format ion  obta ined  during d i s c o v e r y  under t h e  Commission's 

p r o t e c t i v e  order i n  t h i s  proceeding t o  modify c l a i m  10 o f  t h e  a p p l i c a t i o n  f o r  

t h e  '170 p a t e n t ,  then pending i n  t h e  P a t e n t  Office,  i n  order  t o  b e n e f i t  h i s  

c l i e n t  Southwire.  If t h i s  were e s t a b l i s h e d  on t h e  record  a s  t r u e ,  v i o l a t i o n  

o f  the  Commission's p r o t e c t i v e  order  would c o n s t i t u t e  an e q u i t a b l e  defense  
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a g a i n s t  enforcement o f  expanded c l a i m  10 o f  the  ' 170  p a t e n t ,  i f  not t h e  e n t i r e  

' 1 7 0  p a t e n t ,  as  w e l l  a s  s e r v e  a s  a bas'is f o r  p o s s i b l e  suspension o r  disbarment 

o f  Complainant Southwire 's  a t t o r n e y  from p r a c t i c e  b e f o r e  t h i s  Commission. 

The A d m i n i s t r a t i v e  Law Judge's c o n c l u s i o n  t h a t  Southwire 's  counsel  so 

used c o n f i d e n t i a l  i n f o r m a t i o n  i s  based upon f i n d i n g  o f  fact  number 155.  

However, t h i s  f i n d i n g  o f  f a c t  c o n t a i n s  no c i t a t i o n  t o  t h e  r e c o r d  t o  support  

the  A d m i n i s t r a t i v e  Law Judge's c o n c l u s i o n s ,  n o r ,  reviewing t h e  evidence o f  

r e c o r d ,  a r e  we persuaded t h a t  Southwire 's  counsel  so used t h e  i n f o r m a t i o n  i n  

q u e s t i o n .  I n  f a c t ,  the  A d m i n i s t r a t i v e  Law Judge's c o n c l u s i o n s  are anomalous 

i n  l i g h t  o f  h e r  p r i o r  Order No. 70 o f  January 1 7 ,  1 9 7 9 ,  i n  which she r e f r a i n e d  

from f i n d i n g  t h a t  a v i o l a t i o n  o f  t h e  p r o t e c t i v e  order  had o c c u r r e d .  

f o r  Southwire f i l e d  a t i m e l y  i n t e r l o c u t o r y  appeal  w i t h  t h e  Commission w i t h  

r e s p e c t  t o  t h e  A d m i n i s t r a t i v e  Law Judge's  Order  No. 70. 

Counsel 

S i n c e  we a r e  not persuaded t h a t  t h e  r e c o r d  e s t a b l i s h e s  t h a t  a v i o l a t i o n  

o f  t h e  p r o t e c t i v e  o r d e r  o c c u r r e d ,  we f i n d  t h e  '170 p a t e n t  t o  b e  e n f o r c e a b l e  i n  

i t s  e n t i r e t y ,  a s  argued by t h e  Commission I n v e s t i g a t i v e  A t t o r n e y .  

I n  a d d i t i o n ,  we a r e  v a c a t i n g  paragraphs 1 and 3 of Order  No. 70 since t h e  

A d m i n i s t r a t i v e  Law Judge purported t o  p r o h i b i t  c o u n s e l  f o r  complainant 

Southwire from p r a c t i c i n g  b e f o r e  t h e  P a t e n t  Office w i t h  r e s p e c t  t o  copper rod 

r e l a t e d  p a t e n t s  € o r  a p e r i o d  o f  t h r e e  y e a r s  f o l l o w i n g  t h e  c l o s e  o f  t h e  r e c o r d  

i n  t h i s  Commission's proceeding.  

such an order by t h i s  Commission. However, t h i s  does not  imply t h a t  e i t h e r  

t h e  A d m i n i s t r a t i v e  Law Judge o r  the  Commission does n o t  have o t h e r  a v a i l a b l e  

s a n c t i o n s  should c o u n s e l  b e  found t o  have v i o l a t e d  t h e  terms o f  a p r o t e c t i v e  

o r d e r .  

We can f i n d  no a u t h o r i t y  f o r  t h e  i s s u a n c e  o f  
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I n  l i g h t  of t he  c o n s i d e r a t i o n s  d i scussed  above concerning t h e  v a l i d i t y ,  

i n f r ingemen t ,  and e n f o r c e a b i l i t y  of t he  '170 p a t e n t ,  we adopt t h e  f i n d i n g s  of  

f a c t  and conclus ions  o f  l a w  of t h e  Admin i s t r a t ive  Law Judge,  as modif ied by 

t h e  excep t ions  and a l t e r n a t i v e  f ind ings  of f a c t  and conclus ions  of law f i l e d  

by t h e  Commission I n v e s t i g a t i v e  At torney .  

t h e r e  i s  no v i o l a t i o n  o f  s e c t i o n  337 wi th  r e s p e c t  t o  t h e  '170 p a t e n t .  

I n  conclus ion ,  we determine t h a t  

The '430 P a t e n t  

The '430 pa ten t  i s  a method pa ten t  f o r  producing a hot-formed copper 

based  product  by cont inuous ly  c a s t i n g  molten copper-based me ta l  w i th  d e n d r i t i c  

s t r u c t u r e  and ho t  forming the  meta l  t o  s u b s t a n t i a l l y  d e s t r o y  columnar 

d e n d r i t i c  s t r u c t u r e  when t h e  c a s t  meta l  s o l i d i f i e s .  

1. V a l i d i t y .  

The Admin i s t r a t ive  Law Judge determined t h a t  t h e  s u b j e c t  ma t t e r  of  t h e  

'430 p a t e n t  is obvious t o  a person having o rd ina ry  s k i l l  i n  t h e  a r t  and i s  

t h e r e f o r e  i n v a l i d  under 35 U.S.C. 103. Uniformly d i spe r sed  copper oxide 

i n c l u s i o n s  a r e  i n h e r e n t  i n  cont inuous ly  c a s t  copper rod and were an expec ted  

r e s u l t  t o  those  of  o r d i n a r y  s k i l l  i n  t h e  w i r e  bar  a r t  i n  e a r l y  1960 ' s .  The 

'430 p a t e n t  is not  e n t i t l e d  t o  t h e  e a r l y  August 19,  1964, f i l i n g  d a t e  s i n c e  

t h e  a p p l i c a t i o n  f i l e d  f o r  t he  '994 p a t e n t  d i d  no t  mention t h e  concept  o f  

uni formly  d i s p e r s e d  copper oxide  i n c l u s i o n s  as does t h e  '430 p a t e n t .  

Accord ingly ,  t h e  '994 p a t e n t  was no t  based on t h e  same s u b j e c t  matter as the 

c l a ims  of t h e  '430 p a t e n t .  As a matter of p a t e n t  l a w ,  t o  o b t a i n  t h e  b e n e f i t  

of an earlier f i l i n g  d a t e ,  t h e  earlier a p p l i c a t i o n  must c o n t a i n  every  f e a t u r e  

t h a t  i s  claimed i n  t h e  subsequent  a p p l i c a t i o n .  S ince  t h e  ' 4 3 0  p a t e n t  is n o t  
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e n t i t l e d  t h e  August 19 ,  1964, f i l i n g  d a t e  of t h e  '994 p a t e n t ,  s i g n i f i c a n t  

p r i o r  a r t  and s t a t u t o r y  b a r s  a r e  a v a i l a b l e  a g a i n s t  t h e  '430 p a t e n t  as fo l lows .  

F i r s t ,  Southwire ' s  s e l l i n g  and l i c e n s i n g  of copper rod appa ra tus  and 

processes  more than one year  p r i o r  t o  t h e  e f f e c t i v e  f i l i n g  d a t e  of t h e  '430 

pa ten t  renders  i t  i n v a l i d  under 35 U.S.C. 102(b) .  Second, Southwire has  

c e r t a i n  f o r e i g n  p a t e n t s  concerning uniform copper oxide i n c l u s i o n s  which 

render  t h e  '430 pa ten t  i n v a l i d  under 35 U.S.C. 102(d) .  Th i rd ,  o b t a i n i n g  

copper rod having uniformly d i spe r sed  copper oxide i n c l u s i o n s  would have been 

obvious t o  one ord inary  s k i l l  i n  t h e  a r t  i n  t h e  e a r l y  1960 ' s  i n  l i g h t  of  t h e  

P r o p e r z i  '433 p a t e n t .  Accordingly,  t h e  '430 p a t e n t  i s  i n v a l i d  a s  obvious 

under 35 U.S.C. 103. Four th ,  B e l l  employees who were j o i n t  i n v e n t o r s  of t h e  

'430 pa ten t  were omi t ted  from the  p a t e n t  a p p l i c a t i o n .  Since t h i s  does not  

appear  t o  have been a mere e r r o r ,  and, t h e r e f o r e ,  i s  not  c o r r e c t a b l e  under 35 

U . S . C .  256, t h e  '430 i s  i n v a l i d  under 35 U.S.C.  1 0 2 ( f ) .  

2. In f r ingement .  

As  a po in t  of  d e p a r t u r e ,  we have a l r eady  determined t h a t  t h e  '430 p a t e n t  

i s  l i censed  t o  t h e  Bell respondents .  A s  such ,  t h e  B e l l  respondents  do no t  

i n f r i n g e  the  '430 p a t e n t .  With r e s p e c t  t o  t h e  Krupp r e sponden t s ,  i f  t h e  '430 

pa ten t  were v a l i d ,  t h e  c la ims  of t h e  '430 p a t e n t  would be i n f r i n g e d .  C l a i m s  2 

and 11 o f  t h e  '430 p a t e n t ,  which r e q u i r e  s u b s t a n t i a l l y  complete s o l i d i f i c a t i o n  

i n  t h e  c losed  mold p r i o r  t o  hot  r o l l i n g ,  would be i n f r i n g e d  by t h e  H a z e l e t t  

c a s t e r  of  t h e  Nassau/Gaston system and t h e  H a z e l e t t  c a s t e r  of t h e  Asarco 

system s i n c e  t h e r e  is s u b s t a n t i a l l y  complete s o l i d i f i c a t i o n  i n  t h e  c l o s e d  

mold. Claim 3 o f  t he  '430 p a t e n t ,  which r e q u i r e s  meta l  b e  s o l i d i f i e d  i n  a 



29 

t empora r i ly  c losed mold would not be i n f r i n g e d  by Asarco or Nassau/Gaston 

s i n c e  i t  is  not comple te ly  s o l i d i f i e d  i n  t h e  r e s p e c t i v e  H a z e l e t t  c a s t e r s .  

Even i f  i n f r ingemen t s  based upon t h e  H a z e l e t t  c a s t e r  could be proven i n  

t h i s  i n v e s t i g a t i o n ,  t h e r e  is no b a s i s  f o r  a f i n d i n g  of  an u n f a i r  a c t  w i t h i n  

t h e  purview of s e c t i o n  337 s i n c e  t h e  H a z e l e t t  c a s t e r  i s  manufactured by a 

domestic c o r p o r a t i o n ,  namely the  H a z e l e t t  S t r i p  Cas t ing  Corpora t ion  of 

C o l c h e s t e r ,  Vermont. With r e s p e c t  t o  c l a im 6 of t h e  '430 p a t e n t ,  which 

r e q u i r e s  t h e  tempera ture  be v a r i e d  w i t h i n  a c e r t a i n  range t o  o b t a i n  a 

p a r t i c u l a r  tempera ture  of  c a s t  m e t a l ,  Asarco and Nassau/Gaston would i n f r i n g e  

s i n c e  a pendulum shea r  c u t s  o f f  s e c t i o n s  of  the  c a s t  ba r  u n t i l  a p a r t i c u l a r  

tempera ture  f o r  hot r o l l i n g  i s  reached. 

3. E n f o r c e a b i l i t y .  

I f  t h e  '430 p a t e n t  were v a l i d  and i n f r i n g e d ,  i t  would not  be e n f o r c e a b l e  

i n  l i g h t  of Sou thwi re ' s  f a i l u r e  t o  i n c l u d e  employees of Western E l e c t r i c  as 

j o i n t  i n v e n t o r s .  A s  t h e  Admin i s t r a t ive  Law Judge found, even i f  t h e  

non-joinder of  i n v e n t o r s  could be c o r r e c t e d ,  t h e  p a t e n t  is unenforceable  u n t i l  

the  c o r r e c t i o n  is  made. 

For t h e s e  r easons ,  we adopt the  Admin i s t r a t ive  Law Judge ' s  f i n d i n g s  o f  

f a c t  and conclus ions  of l a w  wi th  r e s p e c t  t o  t h e  '430 p a t e n t .  However, i n s o f a r  

as a p o r t i o n  of  the  A d m i n i s t r a t i v e  Law Judge ' s  f i n d i n g s  of  f a c t  and 

conclus ions  of l a w  concern ing  t h e  '430 p a t e n t  imply t h a t  an u n f a i r  a c t  cou ld  

be found under s e c t i o n  337 on the  b a s i s  of the  H a z e l e t t  caster ,  a d o m e s t i c a l l y  

produced i tem, provided  t h a t  the '430 p a t e n t  were o the rwise  v a l i d  and 

e n f o r c e a b l e ,  we do not adopt such p o r t i o n s  of  t h e  A d m i n i s t r a t i v e  Law Judge ' s  
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f ind ings  and conclus ions .  I n  sum, we determine t h a t  t h e r e  i s  no v i o l a t i o n  of  

s e c t i o n  337 wi th  r e s p e c t  t o  the  '430 p a t e n t .  

The '423 P a t e n t  

The '423 pa ten t  i s  a pa t en t  on the  product  produced by the  method 

descr ibed  i n  t h e  '430 p a t e n t .  The product  produced by t h e  '423 p a t e n t  is  a 

rod o f  tough p i t c h  copper having uniformly d i spe r sed  copper oxide i n c l u s i o n s .  

1. V a l i d i t y .  

The '423 pa ten t  c o n t a i n s  one c la im cover ing  the  product  produced i n  

accordance wi th  t h e  method d i s c l o s e d  by t h e  '430 p a t e n t ,  namely, a 

copper-based product  having uniform oxide i n c l u s i o n s .  The Admin i s t r a t ive  Law 

Judge found t h i s  p a t e n t  t o  be i n v a l i d  f o r  t h e  same reasons ,  as d i s c u s s e d  

above, t h a t  t h e  '430 pa ten t  i s  i n v a l i d .  The Commission, I n v e s t i g a t i v e  At torney  

concurred wi th  t h i s  p o s i t i o n .  We a l s o  agree .  

2. Inf r ingement .  

As a poin t  o f  d e p a r t u r e ,  by o rde r  of  March 29, 1979, we determined t h a t  

t h e  '423 pa ten t  i s  l i c e n s e d  t o  t h e  B e l l  respondents .  A s  such ,  t h e  B e l l  

respondents  do not  i n f r i n g e  the  '423 p a t e n t .  With r e s p e c t  t o  t h e  Krupp 

respondents ,  i f  t h e  '423 p a t e n t  were v a l i d ,  t h e  '423 p a t e n t  would be 

i n f r i n g e d ,  c o n t r i b u t o r i l y  i n f r i n g e d ,  or inducement t o  i n f r i n g e  would e x i s t  for 

t h e  same b a s i c  reasons  as f o r  t h e  '430 p a t e n t .  However, i n s o f a r  as such  

infr ingement  would concern t h e  H a z e l e t t  c a s t e r ,  a domes t i ca l ly  produced 

a r t i c l e ,  we do not hold t h a t  any inf r ingement  based upon t h e  H a z e l e t t  c a s t e r  

could c o n s t i t u t e  an u n f a i r  a c t  w i t h i n  t h e  purview of s e c t i o n  337. 
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3. E n f o r c e a b i l i t y .  

The Admin i s t r a t ive  Law Judge found t h a t  t h e  '423 p a t e n t ,  i f  v a l i d  and 

i n f r i n g e d ,  would not be en fo rceab le  because of t h e  f a i l u r e  of  Southwire t o  

inc lude  Western E l e c t r i c  employees a s  j o i n t  i nven to r s .  As wi th  t h e  '430  

p a t e n t ,  even i f  non-joinder of i n v e n t o r s  can be c o r r e c t e d ,  t h e  pa t en t  i s  

unenforceable  u n t i l  t h e  c o r r e c  t i& is made. 

For t h e s e  r easons ,  we adopt t h e  f ind ings  of f a c t  and conclus ions  of law 

of t h e  Admin i s t r a t ive  Law Judge wi th  r e s p e c t  t o  t h e  '423 p a t e n t  and determine 

t h a t  t h e r e  is no v i o l a t i o n  of s e c t i o n  337 with  r e s p e c t  t o  t h e  '423  p a t e n t .  

The '532 P a t e n t  

The ' 532 p a t e n t  concerns a method pa ten t  f o r  cont inuous ly  quench-pickl ing 

copper rod through impinging an a c i d  p i c k l i n g  s o l u t i o n  on t h e  rod a t  h igh  

v e l o c i t y  and f lowing t h e  p i c k l i n g  s o l u t i o n  i n t o  con tac t  w i th  the rod i n  t h e  

d i r e c t i o n  oppos i t e  t o  t h e  d i r e c t i o n  o f  rod t r a v e l  through t h e  coo l ing  and 
, 

c lean ing  p o r t i o n  of  t h e  cont inuous copper rod product ion  sys tem.  The '532  

pa ten t  was i s sued  on November 30, 1971, r e s u l t i n g  from a p p l i c a t i o n  No. 

808,676,  f i l e d  March 20, 1969 (CDX-3). The f i l s  wrapper f o r  t h e  '532 p a t e n t  

i s  CDX-8. 

1.  V a l i d i t y .  

The Admin i s t r a t ive  Law Judge concluded,  and we ag ree ,  that  the  '532  

p a t e n t  is i n v a l i d  under 35 U.S.C. 102(b)  s i n c e  t h e  inven t ion  was i n  pub l i c  u se  

o r  on sale  i n  t h i s  coun t ry  p r i o r  t o  March 20, 1968, o r  more than  one yea r  

p r i o r  t o  t h e  f i l i n g  of t h e  p e r t i n e n t  p a t e n t  a p p l i c a t i o n .  I f  such s a l e  and u s e  

were f o r  exper imenta l  purposes ,  t h e  '532 p a t e n t  would not  be  i n v a l i d .  
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However, Southwire s o l d  two i n - l i n e  p i c k l i n g  systems p r i o r  t o  March 20 ,  1968 ,  

on a f u l l y  commercial and o p e r a t i o n a l  b a s i s .  

Consol idated Copper Company, was made on t h e  b a s i s  t h a t  "only  c o n s t r u c t i o n  

d e t a i l s  remain t o  b e  worked o u t . "  (FF236-FF245, Krupp Ex. 2 9 0 ,  281 ,  2 9 9 ,  T r .  

2470-2472,  1679-1680,  7487-7489,  6822,  1697-1700, 1702-1703,  Ktupp Ex. 3 4 9 ,  

Krupp Ex. 799) .  As such ,  t h e  ' 532  p a t e n t  i s  i n v a l i d  under 35 U.S.C. 102(b) a s  

"on s a l e "  i n  t h i s  country more than one y e a r  p r i o r  t h e  f i l i n g  o f  t h e  ' 5 3 2  

p a t e n t  a p p l i c a t i o n .  

The f i r s t  s a l e ,  t o  I n s p i r a t i o n  

I n  a d d i t i o n ,  Southwire a l s o  n e g o t i a t e d  a sale  o f  a copper rod system,  

i n c l u d i n g  an i n - l i n e  p i c k l i n g  system,  t o  C a p i t a l  Wire and Cable .  On January 

1 6 ,  1968,  Southwire and C a p i t a l  Wire and Cable  e n t e r e d  i n t o  a c o n t r a c t  and 

l i c e n s e .  M r .  Rego,  C a p i t a l ' s  p r e s i d e n t ,  t e s t i f i e d  t h a t  he purchased t h e  rod 

p i c k l i n g  system d e s c r i b e d  i n  the  c o n t r a c t  with  Southwire based upon h i s  

o b s e r v a t i o n  o f  an o p e r a t i o n a l  i n - l i n e  p i c k l i n g  system a t  Southwire p r i o r  t o  

t h e  s i g n i n g  o f  t h e  c o n t r a c t .  A t  page 12 o f  t h e  c o n t r a c t  an i n - l i n e  c i t r i c  

a c i d  p i c k l i n g  and c o o l i n g  system i n c l u d i n g  a water r i n s e  and wax a p p l i c a t i o n  

i s  d e s c r i b e d .  

b e i n g  o ther  than commercial ly  o p e r a t i o n a l .  

purchasing a system which was f u l l y  o p e r a t i o n a l  and not  a developmental  or 

experimental  system (FF246-FF248, T r .  8027 ,  2475-2476,  2480-2485)-  Again,  t h e  

' 532  p a t e n t  i s  i n v a l i d  under 35 U.S.C 102(b) i n  l i g h t  o f  t h e  C a p i t a l  sale. 

There i s  no r e f e r e n c e  i n  the  c o n t r a c t  t o  t h e  p i c k l i n g  system 

M r .  Rego understood t h a t  he was 

Indeed,  w i t h  r e s p e c t  t o  t h e  s a l e s  t o  I n s p i r a t i o n  and C a p i t a l ,  t h e  

i n v e n t i o n  o f  t h e  ' 532  p a t e n t  had been commercial ly  used f o r  sales 

demonstration purposes ( t h e  SCR-1 i n - l i n e  p i c k l i n g  s y s t e m ) ,  offered f o r  s a l e ,  
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and two s a l e s  had been made o f  t h e  system b e f o r e  March 20 ,  1968.  (FF249,  250 ,  

2 5 9 ,  2 6 0 ,  261 ,  262) .  With r e g a r d  t o  i t s  s a l e s  t o  I n s p i r a t i o n  and C a p i t a l  

p r i o r  t o  March 20 ,  1 9 6 8 ,  Southwire i s  estopped from arguing t h a t  i t s  system 

was experimental  s i n c e  Southwire s o l d  t h e  systems f o r  p r o f i t  a f t e r  

r e p r e s e n t i n g  t h a t  they were o p e r a t i o n a l .  

The Commission I n v e s t i g a t i v e  A t t o r n e y ' s  argument t h a t  t h e r e  was no 

i n v e n t i o n  u n t i l  March o f  1 9 6 9  i s  not  p e r s u a s i v e  p a r t i c u l a r l y  i n  l i g h t  of t h e  

s a l e  t o  C a p i t a l .  I n  l i g h t  'o f  Southwire 's  r e p r e s e n t a t i o n s  t o  C a p i t a l  t h a t  t h e  

i n - l i n e  p i c k l i n g  system b e i n g  s o l d  t o  them was f u l l y  o p e r a t i o n a l ,  Southwire i s  

estopped from c l a i m i n g  t h a t  no i n v e n t i o n  h a s  been made and t h a t  i t s  system was 

o n l y  e x p e r i m e n t a l .  

p r o f i t  a f t e r  r e p r e s e n t i n g  t h a t  the  system was o p e r a t i o n a l  ( F F 2 4 7 ,  268) .  

2. I n f r i n g e m e n t .  

Southwire. so ld  t h e  i n - l i n e  p i c k l i n g  system t o  C a p i t a l  f o r  

F i r s t ,  a s  a p o i n t  o f  d e p a r t u r e ,  it must b e  s a i d  t h a t  t h e  '532  p a t e n t  i s  

l i c e n s e d  t o  t h e  B e l l  respondents .  Southwire and Western E l e c t r i c  have a 

p a t e n t  l i c e n s e  agreement e f f e c t i v e  September 1 ,  1963 ( B e l l  Ex. 308) .  I n  

accordance with t h i s  agreement,  t h e  B e l l  respondents l i c e n s e d  Southwire and 

Southwire l i c e n s e d  t h e  B e l l  respondents  under p a t e n t s  i s s u i n g  at any time on 

i n v e n t i o n s  made p r i o r  t o  September 1, 1968.  As t h e  A d m i n i s t r a t i v e  Law Judge 

found,  t h e  July 1968 r e p o r t  shows t h e  f i n a l  r e d u c t i o n  t o  p r a c t i c e  o f  t h e  

i n v e n t i o n  o f  t h e  '532  p a t e n t .  (FF281 ,  CRX-13). The A p r i l  o f  1968 p r o g r e s s  

r e p o r t  on t h e  i n v e n t i o n  showed t h a t  s e v e r a l  on stream t e s t s  were made d i r e c t e d  

toward f r i c t i o n  i n  t h e  p i p e  and s u r f a c e  samples. 

area of c o b b l e  p r e v e n t i o n  o r  r e d u c i n g  the  drag o r  m i l l  back p r e s s u r e .  

Work was b e i n g  done i n  t h e  

The May 
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1968  r e p o r t  shows c o n t i n u i n g  work t o  reduce f r i c t i o n  i n  t h e  rod handl ing  

system. The June 1968 report  shows c o n t i n u i n g  on stream r e s e a r c h .  However, 

by July  o f  1 9 6 8  t u b e  f r i c t i o n  was reduced by means o f  r o l l e r s  and a new t u b e  

l i n e r  and o p e r a t i n g  c o n d i t i o n s  had improved. (FF276-281,  CRX-13). By 

September o f  1968  rod product ion  was at  a r e c o r d  l e v e l ;  t h e  p i c k l i n g  system 
P 

was used r e g u l a r l y  and c o b b l i n g  was no l o n g e r  f requent  (FF283 ,  CRX-13). 

Accordingly ,  inasmuch as t h e  i n v e n t i o n  was made p r i o r  t o  September I . ,  1 9 6 8 ,  it 

i s  t h e r e f o r e  l i c e n s e d  t o  t h e  B e l l  respondents .  

Even if t h e  ' 532  p a t e n t  were not  l i c e n s e d  t o  t h e  B e l l  respondents ,  t h e  

Nassau/Gaston sys tem cannot  i n f r i n g e  t h e  '532  p a t e n t  b e c a u s e  it employs a 

non-acid c l e a n i n g  process u s i n g  commercial ly  a v a i l a b l e  G. W h i t f i e l d  R i c h a r d s  

Company s o l u t i o n .  T h i s  s o l u t i o n  i s  an a lcohol -based  s o l u t i o n  (Tr .  6882 ;  Tr .  

7907 ,  7914) .  U n l i k e  an a c i d  p i c k l i n g  s o l u t i o n ,  which i s  c a l l e d  for by t h e  

claims o f  t h e  ' 532  p a t e n t  as properly  i n t e r p r e t e d ,  which f u n c t i o n s  by 

d i s s o l v i n g  copper o x i d e s  from t h e  rod s u r f a c e ,  an a l c o h o l  p i c k l i n g  s o l u t i o n  

i n s t e a d  r e l i e s  upon t h e  r e d u c t i o n  o f  t h e  copper o x i d e s  whereby t h e  o x i d e s  i n  

t h e  copper o x i d e  scale are c h e m i c a l l y  conver ted  t o  oxygen l e a v i n g  e l e m e n t a l  

copper on t h e  rod surface ( B e l l  Tr .  5603-5604,  Weins Tr .  9341-9349,  Klasky  Tr .  

7856-7857;  Krupp Ex. 2967 at pages 1 0 7 ,  147) .  As t h e  A d m i n i s t r a t i v e  Law Judge 

found,  a c i d  and non-acid systems are not  e q u i v a l e n t  i n  o p e r a t i o n .  T h i s  i s  

confirmed i n  some o f  Southwire ' s  own non-acid p a t e n t  a p p l i c a t i o n s ;  for  

i n s t a n c e ,  i n  t h e  Cofer -- e t  a l .  a p p l i c a t i o n s  i t  i s  s t a t e d  "why would one s k i l l e d  

i n  t h e  art  seek t o  modify an a c i d  system t o  a non-acid sys tem s i n c e  t h e  

c h e m i s t r y  o f  both  systems i s  t o t a l l y  d i f f e r e n t  from one another"  (Krupp Ex. 
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2967 at page 107) .  As t h e  A d m i n i s t r a t i v e  Law Judge found,  a l c o h o l  r e d u c t i o n  

of copper oxide on copper rod i s  not  the  e q u i v a l e n t  t o  acid p i c k l i n g  f o r  t h e  

f o l l o w i n g  r e a s o n s :  

1 .  I n  t h e  '532 p a t e n t ,  concerning a c i d  p i c k l i n g ,  t h e  rod i s  "impinged'' 
with  a c i d  and i s  c o o l e d  a s  q u i c k l y  as p o s s i b l e  i n  t h e  t u b e  t o  permit  t h e  
l i q u i d  c o n t a c t  w i t h  the  surface o f  t h e  rod which i s  n e c e s s a r y  t o  d i s s o l v e  
t h e  o x i d e s .  I n  c o n t r a s t ,  the  non-acid system u t i l i z e s  a l c o h o l  based 
s o l u t i o n s  s i n c e  oxide i s  c h e m i c a l l y  reduced by the  a l c o h o l  a t  a v e r y  high 
temperature.  
temperature f o r  a s  long a s  p o s s i b l e  i n  t h e  c l e a n i n g  and c o o l i n g  tube.  

It is n e c e s s a r y  with a l c o h o l  t o  m a i n t a i n  t h e  rod a t  a h i g h  

2.  I n  t h e  ' 532  p a t e n t ,  i t  i s  n e c e s s a r y  t o  wash away t h e  a c i d  a f t e r  
p i c k l i n g  whereas no washing i s  r e q u i r e d  with an a l c o h o l  r e d u c t i o n  ( C o f e r  
-- et  a l .  non-acid c l e a n i n g  p a t e n t  a p p l i c a t i o n  No. 5 8 9 , 6 7 1 ) .  
2967 ,  page 158) .  

(Krupp Ex. 

3.  I n  t h e  ' 532  p a t e n t ,  it i s  n e c e s s a r y  t o  provide e f f e c t i v e  means such 
a s  an a i r  w i p e  t o  s e p a r a t e  p i c k l i n g  a c i d  s o l u t i o n  from m i l l  emulsion 
(Barnes  T r .  1 0 , 6 7 7 )  whereas w i t h  a l c o h o l  c l e a n i n g  an a i r  wipe i s  
unnecessary and i s  not used at Nassau/Gaston (.Gofer et  a l .  non-acid 
p a t e n t  a p p l i c a t i o n ;  Krupp Ex. 2333 ,  page 116 ;  Krupp Ex. 2 9 6 7 ,  page 151, 
158;  Lawrence Tr .  6661,  Gorton Tr .  4025-4026) .  

4 .  I n  t h e  ' 532  p a t e n t ,  f o r  cont inuous o p e r a t i o n ,  it i s  n e c e s s a r y  t o  
remove t h e  d i s s o l v e d  coDper from t h e  a c i d  p i c k l i n g  s o l u t i o n .  I n  
c o n t r a s t ,  s i n c e  a l c o h o l  f u n c t i o n s  by c h e m i c a l  r e d u c t i o n  o f  oxide r a t h e r  
than d i s s o l v i n g  t h e  copper o x i d e ,  it is  unnecessary t o  provide f o r  
removal o f  copper from t h e  a l c o h o l  s o l u t i o n .  

5 .  
t h e  ac id s o l u t i o n ,  it i s  d e s i r a b l e  t o  u s e  a s e q u e s t e r i n g  agent  t o  keep 
t h e  copper from s e p a r a t i n g  out  from s o l u t i o n  i n  undesired p l a c e s  ( ' 5 3 2  
p a t e n t ,  CDX-3, column 9 ,  l ines 8-15) .  T h i s  problem does n o t  exist w i t h  
a l c o h o l  r e d u c t i o n  s i n c e  copper does not go i n t o  s o l u t i o n  i n  any 
s i g n i f i c a n t  f a s h i o n  (Krupp Ex. 2967 ,  page 107) .  

I n  t h e  ' 532  p a t e n t ,  because  o f  t h e  l a r g e  amount o f  copper g o i n g  i n t o  

I n  a d d i t i o n ,  whereas t h e  ' 532  p a t e n t  r e q u i r e s  i n j e c t o r s  i n  t h e  c o o l i n g  

and c l e a n i n g  tube t o  provide c o u n t e r f l o w  i n  r e l a t i o n  t o  t h e  d i r e c t i o n  o f  r o d  

t r a v e l ,  t h e  Gaston i n j e c t o r s  are not  so c o n s t r u c t e d ,  Indeed,  t h e  Gaston 

i n j e c t o r s ,  having a ser ies  o f  t r a n s v e r s e d  o p e n i n g s ,  would n o t  f u n c t i o n  i n  t h e  



36 

same way a s  the  d i r e c t i o n a l  annular  i n j e c t o r s  or n o z z l e s  o f  t h e  ' 532  p a t e n t .  

(Moss T r .  6895-6898;  Weins 1 0 , 0 0 1 - 1 0 , 0 0 9 ,  1 0 , 0 2 6 - 1 0 , 0 3 4 ) .  I n  a d d i t i o n ,  t h e  

test imony o f  M r .  Lawrence e s t a b l i s h e s  t h a t  t h e  p i c k l i n g  f l u i d  a t  Nassau/Gaston 

t r a v e l s  "only i n  t h e  d i r e c t i o n  o f  rod t r a v e l ,  r a t h e r  than c o u n t e r  t o  t h e  

d i r e c t i o n  o f  rod t r a v e l  a s  s p e c i f i e d  i n  t h e  ' 5 3 2  p a t e n t  (Tr .  6558-6559,  

66551.'' 

p e r m i t t e d  t o  l o o k  i n  any open d r a i n  boxes a t  t h e  Gaston m i l l ,  a l though t h e y  

had r e q u e s t e d  an o p p o r t u n i t y  t o  do so. 

It should b e  n o t e d ,  however, t h a t  complainant 's  experts were n o t  

(FF292) .  

With r e s p e c t  t o  whether or  not  t h e  copper rod i s  "impinged" a t  

Nassau/Gaston t h e  A d m i n i s t r a t i v e  Law Judge found t h a t  t h e r e  is impingement. 

(FF297) .  A c c o r d i n g l y ,  if t h e  ' 5 3 2  p a t e n t  were v a l i d ,  t h e  Nassau/Gaston 

o p e r a t i o n  would have i n f r i n g e d  claim 1 w i t h  respect t o  impingement. 

The c l e a n i n g  and c o o l i n g  system a t  Asarco u s e s  a non-acid c l e a n i n g  

p r o c e s s .  Based upon information as t o  t h e  c l e a n i n g  and c o o l i n g  system at  t h e  

t ime it was f i r s t  i n s t a l l e d ,  t h e  system a t  Asarco would not  i n f r i n g e  t h e  ' 5 3 2  

p a t e n t ,  i f  v a l i d ,  b e c a u s e  a non-acid c l e a n i n g  s o l u t i o n  was used. 

t h e r e  may have been some impingement and c o u n t e r f l o w  a t  Asarco w i t h i n  t h e  

meaning o f  the  '532  p a t e n t  (FF300, FF296-298) .  A c c o r d i n g l y ,  i f  t h e  ' 532  

p a t e n t  were v a l i d ,  t h e  Asarco system as f i r s t  i n s t a l l e d  by Krupp would have 

i n f r i n g e d  c l a i m s  1 and 4 o f  the ' 532  p a t e n t .  

equipment was i n s t a l l e d ,  Asarco changed t h e  i n j e c t o r s  and p o i n t e d  them i n  t h e  

d i r e c t i o n  o f  rod t r a v e l  ( S X - J r D ) .  

However, 

However, after  t h e  Krupp 
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3 .  E n f o r c e a 5 i  1 i t y  . 
We f ind  t h e  '532 p a t e n t  t o  b e  e n f o r c e a b l e  i n  l i g h t  o f  t h e  f i n d i n g  t h a t  

the  ' 5 3 2  p a t e n t  r e l a t e s  only t o  a c i d  p i c k l i n g  systems.  (recommended 

determinat ion page 6 7 ) .  However, i f  t h e  '532 p a t e n t  i s  i n t e r p r e t e d  a s  

applying t o  b o t h  non-acid and a c i d  p i c k l i n g  systems,  it would b e  u n e n f o r c e a b l e  

s i n c e  p r i o r  a r t  r e l a t i n g  t o  non-acid c l e a n i n g  systems was n o t  brought t o  t h e  

a t t e n t i o n  of the  p a t e n t  examiner by Southwire.  

t h e  p a t e n t  examiner r e l e v a n t  p r i o r  a r t  r e l a t i n g  t o  non-acid c l e a n i n g  and 

c o o l i n g  systems (FF269). 

Trademark Office during p r o s e c u t i o n  o f  t h e  '532 p a t e n t  showed c o o l i n g  or  * 

c l e a n i n g  o f  c o n t i n u o u s l y  c a s t  hot  rod i n  a c l o s e d  p i p e  but  d e a l t  only  w i t h  

open t a n k  p i c k l i n g  systems (FF271).  

c o n t i n u o u s l y  c a s t  h o t  rod i n  A c l o s e d  p i p e  was known t o  Southwire and t o  Mr. 

Cofer p r i o r  t o  t h e  f i l i n g  o f  '532 p a t e n t  a p p l i c a t i o n ,  i n c l u d i n g  Southwire 's  

own U.S. P a t e n t  No. 3 , 3 5 7 , 8 3 5  i ssued t o  C o f e r  on June 2 8 ,  1966 (Krupp Ex.  

26651,  and Southwire 's  U.S. P a t e n t  No. 3 , 3 9 5 , 5 6 0  i s s u e d  t o  C o f e r  on August 6 ,  

1968,  on an a p p l i c a t i o n  f i l e d  June 1 5 ,  1964 (Krupp Ex. 2 6 7 2 ,  B e l l  Ex.  7 0 0 ) .  

Southwire d i d  n o t  b r i n g  t h e s e  p a t e n t s  to t h e  a t t e n t i o n  o f  t h e  P a t e n t  Office 

(FF273).  The f a i l u r e  o f  C o f e r  or Johns or Southwire t o  d i s c l o s e  t h e s e  p a t e n t s  

t o  t h e  P a t e n t  Office can o n l y  mean t h a t  a c i d  and non-acid p i c k l i n g  systems 

were c o n s i d e r e d  by them to  b e  d i s s i m i l a r  (FF274).  

with t h e  A d m i n i s t r a t i v e  Law Judge i n  concluding t h a t  t h e  '532 p a t e n t  is o n l y  

e n f o r c e a b l e  i f  c o n s t r u e d  as r e l a t i n g  o n l y  t o  a c i d  c l e a n i n g  and not  t o  non-acid 

c l e a n i n g  (FF301).  

Southwire d i d  not d i s c l o s e  t o  

None o f  t h e  p r i o r  art c i t e d  by t h e  P a t e n t  and 

P r i o r  art showing c o o l i n g  or c l e a n i n g  o f  

A c c o r d i n g l y ,  we must a g r e e  

In a d d i t i o n ,  we a g r e e  w i t h  t h e  Krupp r e s p o n d e n t ' s  p o s i t i o n  
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t h a t  the  '532 p a t e n t  i s  not e n f o r c e a b l e  s i n c e  cornplainant f a i l e d  t o  inform the 

P a t e n t  O f f i c e  of t h e  e x i s t e n c e  of  p r i o r  a r t  known to t h e  complainant which was 

more r e l e v a n t  than the  p r i o r  a r t  c i t e d  by the  p a t e n t  examiner, namely, the  two 

Southwire p a t e n t s  c i t e d  above. 
. I  

For the  above r easons ,  we accep t  the  f i n d i n g s  of f a c t  and conclus ions  of 

law of t h e  Admin i s t r a t ive  Law Judge wi th  r e s p e c t  t o  t h e  '532 pa ten t  and 

determine t h a t  t h e r e  is no v i o l a t i o n  of s e c t i o n  337 w i t h  r e s p e c t  t h e r e t o .  - */ 

Trade S e c r e t  Misappropr i a t ion  

To prove misappropr i a t ion  of  a t r a d e  s e c r e t  f o r  purposes of e s t a b l i s h i n g  

an u n f a i r  a c t  w i t h i n  the purview of s e c t i o n  337, fou r  e lements  must  be  

proven: ( 1 )  t h e  e x i s t e n c e  o f  a t r a d e  s e c r e t  which i s  not i.n t h e  p u b l i c  

domain, ( 2 )  t h a t  t h e  complainant is t h e  owner of the t r a d e  s e c r e t  or posses ses  

a p r o p r i e t a r y  i n t e r e s t  t h e r e i n ,  (3)  t h a t  the  complainant d i s c l o s e d  t h e  t r a d e  

s e c r e t  t o  respondent wh i l e  i n  a c o n f i d e n t i a l  r e l a t i o n s h i p  or  t h a t  t h e  

respondent wrongful ly  took  the  t r a d e  s e c r e t  by u n f a i r  means, and ( 4 )  t h a t  t h e  

respondent has used or d i s c l o s e d  t h e  t r a d e  s e c r e t  caus ing  i n j u r y  t o  t h e  

complainant.  

found i n  s e c t i o n  757. 

The f o u r t e e n  t r a d e  s e c r e t s  a l l e g e d  t o  have been misappropr i a t ed  a r e  desc r ibed  

i n  d e t a i l  i n  FF302 ( c o n f i d e n t i a l ) .  

These c r i t e r i a  a r e  modeled on t h e  Restatement of T o r t s  c r i t e r i a  -- 
(See -- a l s o  Milgr im on Trade S e c r e t s ,  s e c t i o n  7 .07 (1 ) ) .  

Southwire a l l e g e s  t h a t  14 t r a d e  s e c r e t s  were misappropr i a t ed  by t h e  Krupp 

respondents  i n  connec t ion  w i t h  t h e  impor t a t ion  and sale of c e r t a i n  appa ra tus  

f o r  the  cont inuous  product ion  o f  copper rod and t h a t  w e  should  f i n d  u n f a i r  

a c t s  by the respondents  w i th  r e s p e c t  t h e r e t o .  
- */ F i nd i n g  o f  Fact  No. 270,  however, con ta in s  an  e r r o r  o f  om i s s i on .  
f i n d i n g  o f  f a c t  No. 270 w i th  the i n s e r t i o n  o f  the  word " no t "  f o l l ow i n g  the 
word " i f "  on the f i r s t  l i n e  o f  s a i d  f i n d i n g .  

These 14 trade s e c r e t s  can be 
We accept  
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d i v i d e d  i n t o  two c l a s s e s .  F i r s t ,  Southwire a l l e g e s  t h a t  Trade S e c r e t  Nos. 1 ,  

3 ,  4, 5 ,  7, 8 ,  9 ,  1 2 ,  1 3 ,  and 14 were kommunicated i n  c o n f i d e n c e  by Southwire 

t o  Krupp during t h e  Norddeutsche A f f i n e r i e  p r o j e c t  a f t e r  Krupp and Southwire 

e s t a b l i s h e d  a c o n f i d e n t i a l  b u s i n e s s  r e l a t i o n s h i p  through the  s i g n i n g  a secrecy 

agreement on J u l y  2 ,  1970.  Southwire a l l e g e s  t h a t  Krupp 'subsequent ly  

m i s a p p r o p r i a t e d  t h e s e  t r a d e  secrets .  Second,  Southwire a l l e g e s  t h a t  Trade 

S e c r e t  Nos. 2 ,  6 ,  1 0 ,  and 11 were m i s a p p r o p r i a t e d  by Krupp through t h i r d  

p a r t i e s  by u n f a i r  means. 

With respect t o  t h e  f i r s t  c lass  o f  t r a d e  secrets ,  a word about t h e  

Norddeutsche A f f i n e r i e  p r o j e c t  is  i n  order .  I n  1 9 7 0 ,  Fried. Krupp GmbH was 

engaged a s  a s u b c o n t r a c t o r  t o  Morgan, a Southwire s u b c o n t r a c t o r ,  t o  

manufacture and erect component parts o f  t h e  continuous copper c a s t i n g  and 

r o l l i n g  system s o l d  by Southwire a s  primary c o n t r a c t o r - t o  Norddeutsche 

A f f i n e r i e  ( h e r e i n a f t e r  N.A.) (FF303,  CDX-102). 

On July 2 ,  1 9 7 0 ,  Southwire ,  Morgan, F r i e d .  Krupp GmbH, and N.A. s i g n e d  a 

s e c r e c y  agreement which provided,  i n  p a r t ,  t h a t  Southwire ,  Morgan, N.A. ,  and 

Krupp would keep c o n f i d e n t i a l  unique f e a t u r e s  of one a n o t h e r  (CDX-98). The 

r e l e v a n t  a r t i c l e s  o f  t h e  s e c r e c y  agreement are d e s c r i b e d  i n  d e t a i l  i n  

c o n f i d e n t i a l  FF305. 

Southwire t r a d e  secrets l e a r n e d  by Krupp during t h e  N.A. p r o j e c t  and t h e r e  i s  

no time l i m i t  on t h i s  o b l i g a t i o n .  

The s e c r e c y  agreement does n o t  a l l o w  Krupp t o  u s e  t h e  

(FF308).  

The e x i s t e n c e  o f  t h e  secrecy agreement per  se does not make it easier  f o r  

Southwire t o  prove m i s a p p r o p r i a t i o n  o f  a t r a d e  s e c r e t  i n  t h i s  i n v e s t i g a t i o n .  

Southwire is i n  t h e  same p o s i t i o n  it would have been i n  under German law or  
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United  S t a t e s  law without  such an agreement s i n c e  t r a d e  secret  

misappropr ia t ion  i n  t h i s  proceeding  is .  a s s e s s e d  i n  l i g h t  o f  t h e  c o n f i d e n t i a l  

r e l a t i o n s h i p  between Krupp and Southwire (FF309). However, t h e  exis tence  of  

t h e  s e c r e c y  agreement does e s t a b l i s h  t h a t  Krupp and Southwire were i n  a 

c o n f i d e n t i a l  r e l a t i o n s h i p .  (FF311). 

With regard  t o  t h e  f i r s t  c l a s s  o f  t r a d e  secrets  l i s t e d  above (Nos. 1, 3, 

4, 5, 7, 8, 9, 12, 13, and 141, t h e  f o l l o w i n g  t r a d e  secrets  cannot  q u a l i f y  f o r  

p r o t e c t i o n  under s e c t i o n  337 by v i r t u e  o f  d i s c l o s u r e  or  p u b l i c  knowledge 

t h e r e o f ,  as e s t a b l i s h e d  on t h e  record :  

(1) Trade S e c r e t  No. 1 (F'F318-FF321, CDX-3, Krupp 2790); 

(2) Trade S e c r e t  No. 3 (FF338-FF347, Barnes  Tr .  2541, 2542, 2544, 
B e l l ,  Tr .  5407-5408, Heyl ,  Tr .  7722-7723, B e l l  Ex. 454, Krupp 
Ex. GRH, Cole  Tr .  6186-6187, CDX-29, Krupp Ex. 2665, 2667, 
2786, 2800); 

(3) Trade S e c r e t  No. 4 (FF370, Restatement  of T o r t s ,  sect ion 757, 
Comment B a t  5-6 (1939)); 

(4) Trade S e c r e t  No. 7 (FF447-462, B e l l  Ex. 229, B e l l  T r .  
5399-5401, Bell Ex. 231-1, B e l l  Tr .  5402, C o f e r  Tr.  1487-1488, 
B e l l  Tr .  5426-5427, B e l l  Ex.  524-31, B e l l  Ex. CK, B e l l  Tr .  
5451-5452, Krupp Ex. 2707, Krupp JJW, page 21, Krupp Ex. 2665, 
Krupp Ex.  2667, Krupp Ex.  2806, Krupp Ex.  2790, Tr .  7556-7558, 
B e l l  Ex. 617, Tr.  5402, C r .  8082, 8131, Tr.  8082, Krupp Ex. 
2770, 2772, 2766, and 2791); 

(5) Trade S e c r e t  No. 8 (FF463-FF470, B e l l  Tr .  5426-5427, 5451-5452, 
B e l l  Ex. 5224-31, B e l l  Ex. C K ,  B e l l  Ex. 232-1, Cofer Tr .  1488, 
Barnes  Tr .  2316, Tr .  7558, Krupp Ex. 1977, Tr.  8573-8574, Krupp 
Ex. 517, Tr.  7721-7722, B e l l  Ex. 454, Krupp TRH, Heyl w r i t t e n  
tes t imony,  Tr .  5876-5677); 

(6) Trade S e c r e t  No. 12 (FF512-FF5i6, C o l e  Tr .  6183, 6482-6484, 
B e l l  Ex. AM, B e l l  Ex. 229-36, Moss Tr .  6890, Krupp Ex. 2806, 
2790, and 2965, and Moss Tr.  6890); 
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( 7 )  Trade S e c r e t  No. 13 (FF517-FF525, B e l l  Tr .  5404, B e l l  Ex. 
231-1, B e l l  Ex. 239, B e l l  T r .  5398, 5402, CDX-29, B e l l  Tr .  
5414, Cole Tr .  6187, Krupp GRH page 2 ,  B e l l  Ex. 454, Krupp Ex. 
2713, Krupp Ex. 2665, Krupp Ex. 2708, T r .  2254-2255, 2265-2268, 
Tr.  5413, 7723); and 

(8)  Trade secret No. 14 (FF526-536, B e l l  Tr .  5404-5406, Krupp Ex. 
2806, Krupp Ex. 2790, Kxupp Ex. 2713, B e l l  Tr .  5404-5405, Cole 
Tr.  6184-6185, B e l l  AM, Moss Tr.  6891-6893, Heyl ,  Krupp Ex. 
GRH, w r i t t e n  d i r e c t  tes t imony,  Tr .  2327-2329, 2335-2337, Krupp 
Ex. 2790, and Krupp Ex. 2806). 

With r e s p e c t  to  t h e  remaining two t r a d e  secrets  i.n t h i s  f i rs t  c lass  o f  

t r a d e  secrets ,  namely,  Trade S e c r e t  Nos. 5 and 9 ,  we can  r e a d i l y  d i s p o s e  of  

Trade secret No. 9 s i n c e  Southwire does not p o s s e s s  t h e  r e q u i s i t e  p r o p r i e t a r y  

interest  i n  t h e  s u b j e c t  matter t h e r e o f .  (FF471-478, Barnes  Tr.  2547, Heyl ,  

w r i t t e n  tes t imony,  Tr.  7715-7719, Tr.  1254-1255, CDX-112-99-110-111). 

The o n l y  remaining t r a d e  secret i n  t h e  f i r s t  class o f  t r a d e  secrets  i s  

Trade S e c r e t  No. 5 .  The A d m i n i s t r a t i v e  Law Judge has  determined t h a t  t h e r e  is 

a v i o l a t i o n  o f  s e c t i o n  337 concerning  m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 5 

by Krupp during t h e  N.A. p r o j e c t .  We s h a l l  d i s c u s s  Trade S e c r e t  No. 5 and t h e  

v i o l a t i o n  of s e c t i o n  337 which ex is t s  w i t h  r e s p e c t  t h e r e t o  below. 

Trade S e c r e t  No. 5 

Trade S e c r e t  No. , 5  is d e s c r i b e d  by Southwire as follows: 
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As we a l l u d e d  e a r l i e r ,  t rade  secret  m i s a p p r o p r i a t i o n  as an u n f a i r  act  

w i t h i n  t h e  meaning o f  s e c t i o n  337 r e q u i r e s  t h a t  t h e .  fo l lowing  f o u r  e lements  b e  

proven: 

1 .  

2. 

3.  

4. 

That a t r a d e  secret ex i s t s  t h a t  is not  i n  t h e  p u b l i c  domain 
( S e e ,  e . g . ,  Kewanee O i l  Company v .  B i c r o n  Corp. ,  4 1 6  U.S. 4 7 0 ,  
4 x  ( 1 974  1 ) ; 

That t h e  complainant p o s s e s s e s  ownership o f  t h e  t r a d e  secret or 
a r e q u i s i t e  p r o p r i e t a r y  i n t e r e s t  t h e r e i n ;  

That t h e  complainant d i s c l o s e d  t h e  t r a d e  secret t o  t h e  
respondent w h i l e  i n  a c o n f i d e n t i a l  r e l a t i o n s h i p  o r  t h a t  t h e  
respondent wrongful ly  took the  t r a d e  secret by u n f a i r  means; 
and 

That t h e  respondent h a s  used or d i s c l o s e d  t h e  t r a d e  secret 
caus ing  i n j u r y  to  t h e  complainant  ( S e e ,  e . g . ,  TM Rabinowitz  and 
Company v. Dasher ,  8 2  NYS 2d 4 3 1 , . 4 3 5 ,  7 8  USPQ 163 (Sup. C t .  
1948; Restatement  o f  T o r t s ,  S e c t i o n  757 (ALI 1938) ;  Milgri.m, 
Trade S e c r e t s ,  s e c t i o n  7 . 0 7 ( 1 ) ) .  

-- 

Southwire has  proven each o f  t h e s e  four e lements  wi th  r e s p e c t  t o  Trade 

S e c r e t  No. 5 wi th  r e s p e c t  t o  a v i o l a t i o n  o f  s e c t i o n  337 c o n s i s t i n g  o f  t r a d e  

secret m i s a p p r o p r i a t i o n  by t h e  Krupp respondents .  To t h e  e x t e n t  t h a t  Trade 

S e c r e t  No. 5 was d i s c l o s e d  to  t h e  B e l l  respondents  wi th  r e s p e c t  t o  t h e i r  

Nassau/Gaston f a c i l i t y ,  Trade S e c r e t  No. 5 was r e c e i v e d  and used by t h e  B e l l  

respondents  wi thout  any p r i o r  n o t i c e  o f  Southwire p r o p r i e t a r y  r i g h t s  i n  t h e  

t rade  secret  (F'F537-540). I n  a d d i t i o n ,  t h e  f e a t u r e s  o f  Trade S e c r e t  No. 5 

which were developed independent ly  a t  Nassau's .  S t a t e n  I s l a n d  p l a n t  could be 

used a t  Nassau/Gaston r e g a r d l e s s  o f  whether Krupp misappropr ia ted  Southwire 
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Trade S e c r e t  No. 5 and whether or  not  Nassau/Gaston had n o t i c e  o f  Krupp's 
/ 

m i s a p p r o p r i a t i o n  p r i o r  t o  t h e i r  purchase from Krupp. ( F F 4 3 9 ,  Krupp Ex, 2 7 8 7 ,  

Tr .  2562-2563,  6192-6196,  FF537-FF544).  A c c o r d i n g l y ,  t h e r e  was no v i o l a t i o n  

o f  s e c t i o n  337 w i t h  r e s p e c t  t o  Trade S e c r e t  No. 5 by t h e  B e l l  respondents .  

I n  examining t h e  m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 5 by t h e  Krupp - .  

respondents i n  more d e t a i l ,  we s h a l l  t r e a t  each o f  the  f o u r  c r i t e r i a  l i s t e d  

above i n  t u r n .  

F i r s t ,  t h e  complainant must demonstrate t h e  e x i s t e n c e  o f  a t r a d e  secret 

which is  not i n  t h e  p u b l i c  domain. Trade S e c r e t  No. 5 i s  a c o i l i n g  method and 

apparatus  which i s  comprises a combination o f  f e a t u r e s ,  some o f  which appear 

i n  t h e  p u b l i c  domain. N e v e r t h e l e s s ,  t h e  r e c o r d  c o n t a i n s  no e v i d e n c e  t h a t  a l l  

material f e a t u r e s  o f  t h e  combinat ion which comprises Trade S e c r e t  No. 5 have 

been publ ished a s  a combinat ion.  

Smokenders, I n c .  v.  Smoke No More, I n c . ,  184  USPQ 3 0 9 ,  317 (S.D.Fla.  1 9 7 4 ) ;  

It i s  an e s t a b l i s h e d  p r i n c i p l e  ( S e e ,  -- e . g . ,  

Water S e r v i c e s ,  I n c .  v. T e s c o  C h e m i c a l s ,  I n c . ,  410  F.2d 163 ( 5 t h  C i r . ,  1 9 6 9 ) ;  

I m p e r i a l  Chemicals ,  Ltd.  v.  N a t i o n a l  D i s t i l l e r s  and Chemical C o r p o r a t i o n ,  342 

F.2d 737 (2d C i r .  1 9 6 5 ) )  t h a t  a trade secret can e x i s t  i n  a combinat ion of 

c h a r a c t e r i s t i c s  and components,  e a c h  o f  which,  by i t s e l f ,  i s  i n  t h e  p u b l i c  

domain, provided,  however, t h a t  t h e  unique combinat ion o f  t h e s e  e lements  i s  

n o t  publ ished and a f f o r d s  the  complainant a c o m p e t i t i v e  advantage.  The 

c o i l i n g  apparatus  and method claimed by Southwire t o  comprise  Trade S e c r e t  NO. 

5 ,  under t h e  p r i n c i p l e  o f  Water S e r v i c e s ,  i s  " t h e  a p p l i c a t i o n  o f  known 

t e c h n i q u e s  and t h e  assembly o f  a v a i l a b l e  components t o  create t h e  f i r s t  

s u c c e s s f u l  system i n  t h e  i n d u s t r y  . . . ." ( 4 1 0  F.2d 1 6 3 ,  173) .  
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The r e c o r d  e s t a b l i s h e s  t h a t  complainant has  p r o t e c t e d  and c o n t i n u e s  t o  

p r o t e c t  t h e  c o n f i d e n t i a l i t y  o f  Trade S’ecret No. 5. To b e  s u r e ,  w h i l e  

Southwire does a l l o w  t o u r s  o f  i t s  copper  SCR systems and t h o s e  o f  i t s  

l i c e n s e e s ,  t h e s e  p l a n t  t o u r s  do not  c o n s t i t u t e  d i s c l o s u r e  o f  Trade S e c r e t  No. 

5 s i n c e  t h e  g u e s t s  i n  t h e  r e s p e c t i v e  p l a n t s  are not a b l e  t o  view t h e  p r o c e s s  

i n  s u f f i c i e n t  d e t a i l  t o  d i s c e r n  t h e  c la imed t r a d e  secret .  ( S e e ,  e . g . ,  Sperry  

Rand Corporat ion  v .  P e n t r o n i x  I n c . ,  166 USPQ 189, 198, paragraph 8 (E.D.Pa. 

1970)). The respondents  d i d  not  e s t a b l i s h  on t h e  r e c o r d  t h a t  v i s i t o r s  t o  SCR 

systems could d i s c e r n  a l l  t h e  f e a t u r e s  which are c la imed as Trade S e c r e t  No. 5. 

We t u r n  now t o  t h e  second c r i t e r i o n  t o  e s t a b l i s h  t r a d e  secret 

m i s a p p r o p r i a t i o n  as an u n f a i r  act w i t h i n  t h e  meaning o f  s e c t i o n  337. 

Complainant must demonstrate  t h a t  it i s  t h e  owner o f  t h e  t r a d e  secret or 

p o s s e s s e s  t h e  r e q u i s i t e  p r o p r i e t a r y  i n t e r e s t  t h e r e i n .  The r e c o r d  e s t a b l i s h e s  

t h a t ,  a l though t h e  c o i l i n g  apparatus  i s  g e n e r a l l y  manufactured by Morgan f o r  

u s e  i n  Southwire SCR s y s t e m s ,  t h e  c o i l i n g  apparatus  was designed and developed 

j o i n t l y  by Morgan and Southwire.  I n  a d d i t i o n ,  s i n c e  Southwire  r e c e i v e s  

r o y a l t i e s  f o r  t r a d e  secrets  which it has  developed and which are i n c o r p o r a t e d  

i n t o  t h e  SCR systems which it s e l l s ,  Southwire  h a s  a d e f i n i t e  p r o p r i e t a r y  

i n t e r e s t  i n  Trade S e c r e t  No. 5, (FF378, 379). Southwire  u s e s  Trade S e c r e t  No. 

5 i n  t h e  c o n t j n u o u s  product ion  o f  copper r o d ,  i s  i n  t h e  b u s i n e s s  o f  s e l l i n g  

SCR systems which i n c o r p o r a t e  t h e  s u b j e c t  matter o f  Trade  S e c r e t  No. 5, and 

has  e s t a b l i s h e d  a s u f f i c i e n t  p r o p r i e t a r y  ownership i n t e r e s t  t o  m a i n t a i n  an 

a c t i o n  f o r  m i s a p p r o p r i a t i o n  of  Trade  S e c r e t  No. 5 as an u n f a i r  act w i t h i n  t h e  

meaning o f  s e c t i o n  337. 
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Turning t o  the  t h i r d  c r i t e r i o n  t o  e s t a b l i s h  t r a d e  secret m i s a p p r o p r i a t i o n  

a s  an u n f a i r  a c t  under s e c t i o n  337, th'e complainant must prove t h a t  t h e  t r a d e  

s e c r e t  was d i s c l o s e d  t o  t h e  respondent w h i l e  i n  a c o n f i d e n t i a l  r e l a t i o n s h i p  

with complainant or  t h a t  t h e  respondent wrongful ly  took complainant 's  t r a d e  

s e c r e t  by u n f a i r  means. Southwire has  e s t a b l i s h e d  t h a t  t h e y  communicated 

Trade S e c r e t  No. 5 t o  Krupp, pursuant t o  a c o n f i d e n t i a l  r e l a t i o n s h i p  which 

e x i s t e d  between Krupp and Southwire.  T h i s  communication o c c u r r e d  i n  t h e  

c o n t e x t  o f  t h e  c o n f i d e n t i a l  r e l a t i o n s h i p  e n t a i l e d  by t h e  Norddeutsche 

A f f i n e r i e  ("N.A.") p r o j e c t  i n  West Germany. As we i n d i c a t e d  e a r l i e r ,  i n  1970, 

Southwire was t h e  primary c o n t r a c t o r  f o r  supplying a cont inuous copper rod 

c a s t i n g  and r o l l i n g  system t o  N.A. and Morgan C o n s t r u c t i o n  Company was a 

s u b c o n t r a c t o r  t o  Southwire.  I n  t u r n ,  Fried. Krupp GmbH. was a s u b c o n t r a c t o r  

t o  Morgan f o r  the  manufacture and e r e c t i o n  o f  c e r t a i n  apparatus  components o f  

t h e  SCR system i n c l u d i n g  t h e  c o i l e r  which embodies Trade S e c r e t  No. 5. The 

r e l a t i o n s h i p  o f  a prime c o n t r a c t o r ,  such as Southwire ,  t o  an independent 

s u b c o n t r a c t o r  or j o i n t  v e n t u r e r ,  such as Krupp, c l e a r l y  s e r v e s  as t h e  b a s i s  o f  

a c o n f i d e n t i a l  r e l a t i o n s h i p  ( S e e ,  -- e . g . ,  Crocan C o r p o r a t i o n  v. S h e l l e r - G l o b e  

C o r p o r a t i o n ,  185 OSPQ 211 ( N . D . 1 1 1 .  1974); M a t e r i a l s  Development C o r p o r a t i o n  

v .  A t l a n t i c  Metals, I n c . ,  172 USPQ 595 (Mass. 1971)). I n  a d d i t i o n ,  Southwire 

and Krupp s igned a s e c r e c y  agreement for t h e  purpose o f  p r o t e c t i n g  t h e i r  

r e s p e c t i v e  t r a d e  secrets. The e x i s t e n c e  o f  t h i s  s e c r e c y  agreement e v i d e n c e s  

t h e  f a c t  t h a t  Krupp and Southwire were p a r t i e s  t o  a c o n f i d e n t i a l  r e l a t i o n s h i p  

and e s t a b l i s h e s  t h a t  b o t h  Southwire and Krupp were aware t h a t  o b l i g a t i o n s  o f  

c o n f i d e n t i a l i t y  e x i s t e d  w i t h  r e s p e c t  t o  one a n o t h e r ' s  p r o p r i e t a r y  
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in format ion .  Fo l lowing  t h e  s i g n i n g  o f  t h e  s e c r e c y  agreement ,  Soutl iwire 

n o t i f i e d  Krupp t h a t  it c o n s i d e r e d  t h e  c o i l i n g  method and a p p a r a t u s  t o  b e  a 

unj.que f e a t u r e  w i t h i n  t h e  meaning o f  t h e  s e c r e c y  agreement.  During t h e  c o u r s e  

o f  t h e  N.A. p r o j e c t ,  Southwire and Morgan gave Krupp e n g i n e e r s  access t o  

drawings o f  the  c o i l e r  f o r  Ktupp's u s e  i n  e r e c t i n g  t h e  c o i l i n g  apparatus .  The 

record  e s t a b l i s h e s  t h a t  the  Krupp respondents  have admitted t h a t  t h e  c o i l i n g  

apparatus  and method d e s c r i b e d  by Southwire as Trade S e c r e t  No. 5 were n o t  

known t o  t h e  Krupp respondents  p r i o r  t o  t h e i r  a s s o c i a t i o n  w i t h  Southwire ,  an 

a s s o c i a t i o n  which a f f o r d e d  them access t o  Southwire/Morgan drawings o f  t h e  

c o i l e r  f o r  t h e  N . A .  p r o j e c t .  (FF401 ,  CDX-358, CDX-359; Requests  f o r  Admission 

and Responses N o s .  183, 1 3 8 . )  I n  a d d i t i o n ,  it has  been  e s t a b l i s h e d  on t h e  

r e c o r d  t h a t  the  c o i l i n g  apparatus  which was suppl ied  and des igned by Krupp for 

b o t h  cont inuous and wire b a r  copper  rod systems p r i o r  t o  t h e i r  a s s o c i a t i o n  

wi th  Southwire on t h e  N . A .  p r o j e c t  d i d  n o t  p o s s e s s  certa in  material f e a t u r e s  

o f  Trade S e c r e t  N o .  5 nor d i d  t h e  ear l ier  Ktupp c o i l e r s  c o n t a i n  t h e  same 

combinat ion o f  material f e a t u r e s  which comprises  Southwire 's  Trade S e c r e t  No. 

5 .  

F i n a l l y ,  we t u r n  t o  t h e  f o u r t h  c r i t e r i o n  n e c e s s a r y  t o  e s t a b l i s h  

m i s a p p r o p r i a t i o n  o f  a t r a d e  secret as an u n f a i r  act w i t h i n  t h e  meaning O f  

s e c t i o n  337.  Complainant must prove t h a t  t h e  respondent  used or d i s c l o s e d  a 

t r a d e  secret c a u s i n g  i n j u r y  to t h e  complainant .  The r e c o r d  e s t a b l i s h e s  t h a t  
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Accordingly ,  i n  l i g h t  o f  t h e  above c o n s i d e r a t i o n s ,  Southwire h a s  

e s t a b l i s h e d  on t h e  r e c o r d  t h a t  t h e  c r i t e r i a  for  misappropr ia t ion  o f  a t r a d e  

secret as an u n f a i r  act w i t h i n  t h e  meaning o f  s e c t i o n  337 have been met w i t h  

r e s p e c t  to t h e  misappropr ia t ion  and subsequent use  or d i s c l o s u r e  of a l l  t h e  

f e a t u r e s  o f  Trade S e c r e t  No. 5 by t h e  Krupp respondents .  A c c o r d i n g l y ,  we 

determine t h a t  t h e r e  is  a v i o l a t i o n  o f  s e c t i o n  337 w i t h  r e s p e c t  to t h e  

m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 5 by t h e  Krupp respondents  and we adopt 

t h e  f indings  o f  fac t  and c o n c l u s i o n s  o f  law o f  t h e  A d m i n i s t r a t i v e  Law Judge 

concerning  Trade S e c r e t  No. 5 iFF371-439) .  

A t  t h i s  j u n c t u r e ,  we s h a l l  r e t u r n  t o  t h e  second c lass  o f  t r a d e  secrets,  

mentioned above,  c o n s i s t i n g  o f  t h o s e  t r a d e  secrets misappropr ia ted  through a 

t h i r d  p a r t y  or by improper means. We c a n  q u i c k l y  d i s p o s e  o f  Trade S e c r e t  No. 
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2 as  not q u a l i f i e d  for  p r o t e c t i o n  under s e c t i o n  337 s i n c e  t h e  s u b j e c t  m a t t e r  

t h e r e o f  was d i s c l o s e d  o r  was a m a t t e r  o f  p u b l i c  knowledge (FF322-FF337).  I n  

a d d i t i o n ,  w i t h  r e s p e c t  t o  Trade S e c r e t  No. 6 ,  t h e r e  i s  no evidence o f  r e c o r d  

t h a t  Trade S e c r e t  No. 6 was ever  misappropriated (FF440-FF446).  With r e s p e c t  

t o  Trade S e c r e t  No. 10, although t h e r e  i s  some evidence o f  r e c o r d  t h a t  M r .  

Jacob o f  Krupp had a c c e s s  t o  a c o n f i d e n t i a l  SCR n e w s l e t t e r  c o n t a i n i n g  the  

s u b j e c t  m a t t e r  o f  t h i s  t rade  s e c r e t ,  t h e  record  does not demonstrate t h a t  

Krupp d i s c l o s e d  t h i s  t r a d e  s e c r e t  o r  t h a t  the  s u b j e c t  m a t t e r  o f  the  t r a d e  

s e c r e t  was used by Krupp e i t h e r  a t  Asarco or  Gaston. 

i n d i c a t e d  at the  o u t s e t  o f  t h i s  d i s c u s s i o n ,  one o f  the  e lements  n e c e s s a r y  t o  

prove t r a d e  s e c r e t  misappropr ia t ion  as  an u n f a i r  a c t  under s e c t i o n  337 is  a 

use o r  d i s c l o s u r e  o f  the  s u b j e c t  m a t t e r  o f  the  t r a d e  s e c r e t  t o  the  harm o f  the  

complainant i n  a s e c t i o n  337 i n v e s t i g a t i o n .  This  does not appear on t h e  

r e c o r d  b e f o r e  us concerning Trade S e c r e t  No. 10. 

(FF479-FF488) .  AS we 

A c c o r d i n g l y ,  t h e  only t r a d e  s e c r e t  remaining f o r  s e r i o u s  c o n s i d e r a t i o n  i n  

the  second c l a s s  o f  t rade  s e c r e t s  i s  Trade S e c r e t  No. 11. The Adminis t ra t ive  

Law Judge has found t h a t  t h e r e  i s  a v i o l a t i o n  o f  s e c t i o n  337 by v i r t u e  o f  

m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 11 by the  Krupp respondents .  

d i s c u s s  t h e  v i o l a t i o n  o f  s e c t i o n  337 which e x i s t s  regarding  Trade S e c r e t  No. 

1 1  below. 

We s h a l l  

Trade S e c r e t  No. 11 

Complainant Southwire a l l e g e s  t h a t  Trade S e c r e t  No. 11 was o b t a i n e d  

i n d i r e c t l y  by the  Krupp respondents  through a t h i r d  p a r t y  by improper means. 

Trade S e c r e t  No. 11 i s  d e s c r i b e d  by complainant Southwire as  fo l lows :  
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Examining Trade S e c r e t  No. 11 i n  l i g h t  o f  t h e  f o u r  c r i t e r i a  r e q u i s i t e  for 

a f inding o f  t r a d e  secret misappropr ia t ion  as an u n f a i r  a c t  under s e c t i o n  3 3 7 ,  

t h e  record  e s t a b l i s h e s  t h a t  t h e  Contirod system o r i g i n a l l y  s o l d  by t h e  K-upp 

respondents  t o  Asarco does  not  u t i l i z e  Trade S e c r e t  No. 11. However, t h e  

record  e s t a b l i s h e s  t h a t  t h e  Contirod system suppl ied  by Krupp t o  Nassau/Gaston 

does u t i l i z e  Trade S e c r e t  No. 11. However, even though Trade S e c r e t  No. 11 i s  

us?t- a t  Nassau/Gaston,  t h e  B e l l  respondents  are not l i a b l e  for  any 

misappropr ia t ion  o f  Trade S e c r e t  No. 11 s i n c e  t h e r e  i s  no ev idence  o f  r e c o r d  

t h a t  t h e  B e l l  respondents  e i t h e r  knew or had reason to know t h a t  t h e  Krupp 

Cont i rod  system purchased for  use  a t  t h e i r  Gaston f a c i l i t y  incorporated  

Southwire t rade  secrets (FF537-544) .  The owner o f  a t r a d e  secret has no claim 

a g a i n s t  a u s e r  who acquired  t h e  in format ion  wi thout  knowlsdge t h a t  i t  was a 

t rade  secret ( S e e ,  e . g . ,  F e r r o l i n e  v. Genera l  A n i l i n e  and Film C o r p o r a t i o n ,  

207 F.2d 9 1 2 ,  920-921 (1953) ) .  A c c o r d i n g l y ,  our  d e t e r m i n a t i o n  t h a t  Trade 

S e c r e t  No. 11 was misappropr ia ted  is l i m i t e d  to t h e  Krupp respondents .  

Applying t h e  f o u r  c r i t e r i a ,  d i s c u s s e d  above,  which a complainant must 

sa t i s fy  to e s t a b l i s h  t r a d e  secret m i s a p p r o p r i a t i o n  as an u n f a i r  act w i t h i n  t h e  
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meaning o f  s e c t i o n  3 3 7 ,  we s h a l l  treat each o f  t h e s e  c r i t e r i a  i n  t u r n  i n  

r e l a t i o n  t o  t h e  m j s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 11 by t h e  Krupp 

respondents .  

F i r s t ,  complainant must prove t h e  e x i s t e n c e  o f  a t r a d e  secret  which is 

not  i n  t h e  p u b l i c  domain. Complainant has  met t h i s  burden. In format ion  

concerning  t h e  was d isseminated  by Southwire t o  

i t s  l i c e n s e e s  i n  a c o n f i d e n t i a l  March 1974 SCR n e w s l e t t e r  (CDX-96C). This 

n e w s l e t t e r  is c l e a r l y  marked on i t s  cover  page as b e i n g  c o n f i d e n t i a l .  The 

record  c o n t a i n s  no evidence t h a t  t h e  March 1974 SCR n e w s l e t t e r ,  or t h e  

d e t a i l e d  in format ion  conta ined  t h e r e  i n  concerning  

was publ ished by Southwire or was otherwise  common o r  g e n e r a l  knowledge i n  t h e  

p u b l i c  domain o r  i n  t h e  industry .  Although t h e  c o o l i n g  and c l e a n i n g  p i p e  was 

observed members o f  a W i  re A s s o c i a t i o n  tour a t  I n s p i r a t i o n  Consol idated  Copper 

Company, a Southwire l i c e n s e e  ( B e l l  Tr .  54221 ,  an o b s e r v a t i o n  o f  t h e  l e n g t h  o f  

var ious  s e c t i o n s  o f  t h e  c o o l i n g  and c l e a n i n g  p ipe  does not d i s c l o s e  t h e  

funct ion  o f  t h e  v a r i o u s  l e n g t h s ,  even if  i n l e t s  and d r a i n s  are observable .  

The record  e s t a b l i s h e s  t h a t  t h e  p r a c t i c e  d e s c r i b e d  as Southwire 's  Trade S e c r e t  

No. 11 has  been maintained as c o n f i d e n t i a l  in format ion  hy Southwire.  (FF492 ,  

4 9 3 ,  4 9 5 ;  Tr. 2222-2227,  Tr.  2212-2214;  CDX-96C) 

Second,  complainant must demonstrate  a r e q u i s i t e  p r o p r i e t a r y  i n t e r e s t  i n  

t h e  t rade  secret.  Southwire has  s a t i s f i e d  t h i s  burden (CDX-96C). 

T h i r d ,  complainant must have d i s c l o s e d  t h e  t r a d e  secret t o  respondent  

w h j  l e  i n  a c o n f i d e n t i a l  r e l a t i o n s h i p ,  or complainant  must demonstrate  t h a t  
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respondent wrongfully misappropriated t h e  trade secret by u n f a i r  means. 

Likewise, complainant has s a t i s f i e d  t h i s  burden 5y  demonstrating t h a t  

Fourth and f i n a l l y ,  complainant must demonstrate t h a t  respondent has used 

or d i s c l o s e d  the  s u b j e c t  matter o f  Trade S e c r e t  No. 1 1  causing i n j u r y  to t h e  

complainant. Complainant has s a t i s f i e d  t h i s  Surden by demonstrating t h a t  
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Southwire was i n j u r e d  as a r e s u l t  o f  t h i s  

m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  No. 11 s i n c e  it was i n c o r p o r a t e d  i n  a Ktupp 

system so ld  to  Nassau/Gaston; t h e  only o t h e r  s e l l e r  who was s e r i o u s l y  

cons idered  by Nassau/Gaston for t h i s  sa le  was complainant  Southwire.  

Accordingly ,  i n  l i g h t  of  t h e  above c o n s i d e r a t i o n s ,  we conc lude  t h a t  Trade 

S e c r e t  No. 11 was misappropr ia ted  by Krupp and was i n c o r p o r a t e d  i n t o  t h e  

des ign  o f  t h e  Nassau/Gaston system. 
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F i n a l l y ,  Southwire was i n j u r e d  a s  a r e s u l t  o f  t h e  m i s a p p r o p r i a t i o n  o f  Trade 

S e c r e t  No. 11 s i n c e  i t  was i n c o r p o r a t e d  i n  t h e  system s o l d  t o  NassauIGaston 

and s i n c e  Southwire l o s t  t h e  s a l e  t o  Krupp. T h e r e f o r e  we determine t h a t  t h e r e  

i s  a v i o l a t i o n  o f  s e c t i o n  337 w i t h  r e s p e c t  t o  t h e  m i s a p p r o p r i a t i o n  o f  Trade 

S e c r e t  No. 11 by t h e  Krupp respondents and we adopt t h e  f i n d i n g s  o f  fac t  and 

c o n c l u s i o n s  o f  law o f  t h e  A d m i n i s t r a t i v e  Law Judge with r e s p e c t  t h e r e t o  

(FF489-FF511).  

I n j u r y  t o  an E f f i c i e n t l y  and Economical ly  Operated Domestic I n d u s t r y  

1. D e f i n i t i o n  o f  t h e  domest ic  i n d u s t r y .  

The A d m i n i s t r a t i v e  Law Judge found t h e  domestic  i n d u s t r y  t o  c o n s i s t  of 

t h o s e  d i v i s i o n s  o f  t h e  Southwire Co. devoted t o  t h e  development, s a l e ,  

s e r v i c i n g  and l i c e n s i n g  o f  SCR systems as well as t h e  Southwire Machinery 

D i v i s i o n  (SMD), Morgan C o n s t r u c t i o n  Co. ,  and Machinery Assembly Corp. 

(MACORPI, s u b c o n t r a c t o r s  who manufacture p o r t i o n s  o f  t h e  SCR systems f o r  

Southwire (FF545-557) .  The Commission I n v e s t i g a t i v e  Attorney a g r e e s  with  t h e  

A d m i n i s t r a t i v e  Law Judge's f i n d i n g s  on t h i s  matter. 

A d m i n i s t r a t i v e  Law Judge s i n c e  we f ind t h e  a l t e r n a t i v e s  suggested by 

respondents  t o  b e  without  merit ,  as d i s c u s s e d  below. 

We a l s o  a g r e e  w i t h  t h e  

F i r s t ,  t h e  B e l l  respondents take t h e  p o s i t i o n  t h a t  t h e r e  is  no i n j u r y  t o  

a domestic  i q d u s t r y  because  a domest ic  i n d u s t r y  does n o t  exist p e r  se. They 

a l l e g e  t h a t  t h e y  were unable  t o  purchase  a system for t h e  cont inuous c a s t i n g  

and r o l l i n g  o f  f ire-refined copper from Southwire for  t h e i r  Nassau/Gaston 

f a c i l i t y .  However, t h e  mere fact t h a t  t h e  Southwire SCR system could o n l y  

p r o c e s s  cathode e l e c t r o l y t i c  grade copper does n o t  p r e c l u d e  u s  from f i n d i n g  
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t h a t  a domestic i n d u s t r y  e x i s t s  i n  t h i s  i n v e s t i g a t i o n .  The i s s u e  of a 

s y s t e m ' s  use o f  f ire-refined o r  cathode grade copper does n o t  go t o  t h e  

q u e s t i o n  o f  t h e  e x i s t e n c e  o f  a domestic  i n d u s t r y  which produces a system f o r  

t h e  cont inuous product ion o f  copper rod. 

p r o c e s s  cathode grade copper ,  such as t h e  Krupp Asarco system,  i s  e q u i v a l e n t  

t o  a system designed t o  p r o c e s s  f i r e - r e f i n e d  copper ,  such as t h e  Krupp system 

f o r  Nassau/Gaston,  i s  not  an i s s u e  i n  l i g h t  o f  t h e  A d m i n i s t r a t i v e  Law Judge's 

f i n d i n g s  t h a t ,  i f  v a l i d ,  both t h e  ' 9 9 4  and t h e  '170 p a t e n t s  would b e  i n f r i n g e d  

by b o t h  t h e  Asarco and Nassau/Gaston systems.  I n  a d d i t i o n ,  t h e  a b i l i t y  o f  t h e  

Nassau/Gaston f a c i l i t y  t o  p r o c e s s  f i r e - r e f i n e d  copper i s  more r e l a t e d  t o  

Nassau/Gaston's  own e x p e r t i s e  and t o  t h e  a v a i l a b i l i t y  t o  Nassau/Gaston o f  a 

l a r g e  q u a n t i t y  o f  high grade copper s c r a p ,  on a c o n t i n u i n g  b a s i s ,  i n  l i g h t  o f  

t h e  Western E l e c t r i c ' s  s u b s t a n t i a l  u t i l i z a t i o n  o f  copper wire f o r  t h e  B e l l  

system r a t h e r  than t o  anything i n h e r e n t  i n  t h e  Krupp C o n t i r o d  system o r  t h e  

Southwire SCR system. 

Whether a system which can o n l y  

Second, t h e  Krupp respondents  t a k e  t h e  p o s i t i o n  t h a t  s e v e r a l  domest ic  

i n d u s t r i e s  e x i s t .  Krupp would have us  d e f i n e  t h r e e  domestic  i n d u s t r i e s :  

domestic  "cont inuous copper c a s t i n g  m i l l  apparatus" i n d u s t r y ;  2 )  a domest ic  

1 )  a 

continuous cast copper rod product ion"  i n d u s t r y ;  and 3) a domest ic  " s p a r e  I1 

p a r t s  for  cont inuous c a s t i n g  m i l l  apparatus" i n d u s t r y .  Krupp c i t e s  s e v e r a l  

e a r l i e r  Commission d e c i s i o n s  f o r  t h e  p r o p o s i t i o n  t h a t  t h e  i n d u s t r y  i s  t o  b e  

def ined narrowly i n  a s e c t i o n  337 i n v e s t i g a t i o n .  

c i ted involved an apparatus  p a t e n t .  

However, none o f  t h e  cases 
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1 I n  determining t h e  scope of t h e  i n d u s t r y  i n  t h i s  case we have examined 

t h e  r e a l i t i e s  o f  the  marke tp lace .  Complainant 's  SCR s y s t e m  competes d i r e c t l y  

wi th  the  Krupp Contirod system for s a l e s  of cont inuous copper rod product ion  

systems. The appa ra tus  and method p a t e n t s  and t h e  14 t r a d e  s e c r e t s  a t  i s s u e  

a r e  i n t i m a t e l y  r e l a t e d  t o  t h e  s a l e  of t h e  complete system. That i s  t o  say ,  

both the  Krupp and t h e  Southwire sys tems a r e  s o l d  a s  a "package" comprising 

appara tus  components, l i c e n s i n g  of  pa t en t  and t r a d e  s e c r e t  know-how, 

eng inee r ing  and s t a r t - u p  o p e r a t i o n s  and o t h e r  t e c h n i c a l  a s s i s t a n c e ,  e t c .  I n  

a d d i t i o n ,  e lements  supp l i ed  by Southwire ' s  s u b c o n t r a c t o r s ,  Morgan and MACORP, 

comprise an i n t e g r a l  p o r t i o n  o f  t h i s  package. Accordingly,  f o r  u s  t o  segment 

t h e  i n d u s t r y  i n  t h i s  i n v e s t i g a t i o n ,  a s  Krupp would have us do, would ignore  

r e a l i t i e s  o f  t h e  market for cont inuous  copper rod product ion  systems. 

t h e s e  reasons ,  we adopt t h e  f ind ings  of t h e  Admin i s t r a t ive  Law Judge w i t h  

r e s p e c t  t o  t h e  domestic i n d u s t r y  i n  t h i s  i n v e s t i g a t i o n .  

2. 

For 

E f f i c i e n c y  and economy of o p e r a t i o n s .  

The Admin i s t r a t ive  Law Judge found t h e  domest ic  i n d u s t r y  t o  be  

e f f i c i e n t l y  and economically ope ra t ed  (FF553-579). The Commission 

I n v e s t i g a t i v e  At torney  agrees  wi th  t h e  Admin i s t r a t ive  Law Judge ' s  f i n d i n g s  on 

t h i s  i s sue .  We a l s o  agree  wi th  t h e  Admin i s t r a t ive  Law Judge s i n c e  t h e  

arguments sugges ted  by t h e  Krupp respondents  are d e f e c t i v e ,  as d i scussed  below. 

The p o s i t i o n  of t h e  Krupp respondents  is  t h a t  t h e  domestic i n d u s t r y  i s  

not  e f f i c i e n t l y  and economical ly  ope ra t ed .  

p roduct  t h a t  complainant produces.  Krupp a l s o  re l ies  upon an a l l e g e d  t y i n g  

arrangement between Southwire and i t s  s u b c o n t r a c t o r  Morgan as evidence of 

Krupp q u e s t i o n s  t h e  q u a l i t y  o f  t h e  
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i n e f f i c i e n c y  o f  t h e  domestic  i n d u s t r y  and on a d i s s e n t i n g  Cornmissloner's 

opin ion  i n  a case decided i n  November o f  1969 ,  Furazol idone ,  for  t h e  

prop o s i t  i. on t h a t  e f f i c  i ent  opera  t i on -- 
does n o t  encompass p a t e n t  misuse  as a 5 u t t r e s s  to s u c c e s s f u l  
c o m p e t i t i o n .  A complainant  whose domestic  market  posit'on rests  i n  
p a r t  upon unlawful r e s t r i c t i v e  t r a d e  p r a c t i c e s  can i n  no way b e  
deemed to h e  e f f i c i e n t l y  and economical ly  operated  

The r e s t r i c t i v e  t r a d e  p r a c t i c e s  t h a t  Krupp a l l e g e s  

i n  i n v o l v e  a t y i n g  arrangement regarding  t h e  r o l l i n g  m i  

Sou thwire  p a r t  i c  ipated  

1 suppl ied  by Morgan 

as a component o f  Southwire 's  SCR systems, and prevent ion  o f  Morgan from 

seLLing r o l l i n g  m i l l s  to  p o t e n t i a l  Southwire customers.  

The A d m i n i s t r a t i v e  Law Judge found t h a t  t h e r e  was no t y i n g  arrangement 

The Krupp p o s i t i o n  should b e  r e j e c t e d  f o r  s e v e r a l  reasons. The q u a l i t y  

o f  t h e  systems i n v e s t i g a t e d  does  n o t  seem t o  d i f f e r  enough to  conclude t h a t  

t h e  i n d u s t r y  i s  not e f f i c i e n t l y  and economica l ly  operated .  Although one 

sys tem may be  p r e f e r r e d  5y a p a r t i c u l a r  cus tomer ,  both systems have been s o l d  

throughout t h e  world and t h e r e  is no reason  to  b e l i e v e  t h a t  t h e  domest ic  

i n d u s t r y  is  not  e f f i c i e n t .  Also ,  w i t h  regard  t o  t h e  "unlawful r e s t r i c t i v e  

t rade  p r a c t i c e s "  a l l e g a t i o n ,  we b e l i e v e  t h a t  t h e  A d m i n i s t r a t i v e  Law Judge is 

c o r r e c t  in t h e  c o n c l u s i o n  t h a t  no t y i n g  arrangement c o n t r a r y  to t h e  a n t i t r u s t  
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laws ex is t s .  

No o t h e r  

u n f a i r  p r a c t i c e  has  been a l l e g e d  or proven a g a i n s t  Southwire .  Accordingly ,  

t h e  e q u i t a S l e  d e f e n s e  r a i s e d  i n  Furazol idone ,  appl ied  t o  t h e  facts  o f  t h i s  

case,  would f a i l .  F o r  t h e  above r e a s o n s ,  t h e r e f o r e ,  we f i n d  t h a t  t h e  domest ic  

i n d u s t r y  i s  e f f i c i e n t l y  and economica l ly  operated and adopt t h e  f i n d i n g s  o f  

t h e  A d m i n i s t r a t i v e  Law Judge w i t h  r e s p e c t  t h e r e t o .  

3.  I n j u r y  t o  t h e  domest i c  i n d u s t r y  caused by respondents '  u n f a i r  ac t s .  

a. E f f e c t  o r  tendency t o  d e s t r o y  o r  - t o  s u b s t a n t i a l l y  i n j u r e .  I n  order  

t o  f i n d  i n j u r y ,  we must determine t h a t  t h e  u n f a i r  methods o r  acts  which exis t  

had t h e  "effect  or tendency . . . t o  d e s t r o y  or s u b s t a n t i a l l y  i n j u r e  an 

i n d u s t r y  . . . . I '  ( 1 9  U.S.C. 1337). I n  t h e  p r e s e n t  case, Southwire ,  MACORP, 

and Morgan are not by any measure on t h e  verge  o f  d e s t r u c t i o n .  N e i t h e r  t h e  

Commission I n v e s t i g a t i v e  At torney  nor complainant a r g u e s  t h a t  d e s t r u c t  ion is  

a t  t h e  c o r e  o f  t h e  i n j u r y  q u e s t i o n  i n  t h i s  case. I n  a d d i t i o n ,  t h e  

A d m i n i s t r a t i v e  Law Judge has  not  found any e f f e c t  or tendency t o  d e s t r o y  t h e  

domestic  i n d u s t r y .  T h e r e f o r e ,  we w i l l  o n l y  d i s c u s s  whet!ier t h e r e  is an e f f e c t  

or  tendency to s u b s t a n t i a l l y  i n j u r e  t h e  domest ic  industry .  

The A d m i n i s t r a t i v e  Law Judge found t h a t  t h e  Krupp respondents '  

importa t ion  and sale o f  t h e  Asarco sys tem and Nassau/Gaston sys tem r e s u l t e d  i n  

l o s s e s  o f  sales t h a t  would o therwise  have gone t o  Southwire ,  and t h u s  gave 

r i s e  t o  an e f fec t  o r  tendency o f  s u b s t a n t i a l  i n j u r y  t o  t h e  domest ic  industry .  

(See  - Ultimate Concluston o f  Law No. 24.) The A d m i n i s t r a t i v e  Law Judge made 
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s p e c i f i c  f i n d i n g s  o f  f a c t  r e g a r d i n g  i n j u r y  t o  Southwire 's  d i v i s i o n s ,  and t o  

Southwire 's  s u b c o n t r a c t o r s ,  MACORP and' Morgan (FF580-609). The complainant 

a l s o  b e l i e v e s  t h a t  t h e  e f f e c t  o f  s u b s t a n t i a l  i n j u r y  has been demonstrated.  

The Commission I n v e s t i g a t i v e  A t t o r n e y ,  however, a s  well a s  t h e  A d m i n i s t r a t i v e  

Law Judge, b e l i e v e s  t h a t  a tendency t o  s u b s t a n t i a l l y  i n j u r e  h a s  been proven. 

The B e l l  respondents  argue t h a t  any i n j u r y  t o  t h e  apparatus  i n d u s t r y  must 

b e  l i m i t e d  t o  t h e  ' 1 7 0  p a t e n t  b e c a u s e  t h a t  i s  t h e  only  p a t e n t  d i r e c t e d  t o  t h e  

apparatus .  The B e l l  respondents  a t t e m p t  t o  draw an analogy t o  domest ic  p a t e n t  

c a s e s  i n  which t h e  Supreme Court  h a s  stated t h a t  a p a t e n t  combinat ion not  b e  

used t o  e l i m i n a t e  c o m p e t i t i o n  w i t h  r e g a r d  t o  an unpatented element. 

However, t h e  p a t e n t  a s p e c t s  o f  t h e  i n s t a n t  i n v e s t i g a t i o n  are r e a d i l y  

I n  t h e  d i s t i n g u i s h a b l e  from t h e  domest ic  p a t e n t  law cases c i t e d  by B e l l .  

p r e s e n t  c a s e ,  t h e  e lements  o f  t h e  apparatus  p a t e n t  are not  unpatented items as 

was t r u e  i n  the  domest ic  cases c i t e d  by B e l l ,  I n  a d d i t i o n ,  t h e  '994 p a t e n t  

p e r t a i n s  t o  e lements  o f  t h e  SCR system. F u r t h e r ,  under s e c t i o n  337 t h e  e n t i t y  

t o  b e  p r o t e c t e d  i s  t h e  domest ic  i n d u s t r y ,  r a t h e r  than t h e  p a t e n t  h o l d e r  p e r  

s e ,  as under domestic  p a t e n t  law c a s e s .  I n  a d d i t i o n ,  i n j u r y  i n  t h i s  

i n v e s t i g a t i o n  a l s o  r e s u l t s  from t h e  m i s a p p r o p r i a t i o n  o f  Trade S e c r e t  Nos. 5 

and 11 by Krupp. Although it may b e  less l i k e l y  t h a t  t h e  domestic  i n d u s t r y  

would b e  i n j u r e d  i n  t h e  p r e s e n t  case if o n l y  one o f  t h e  e lements  o f  one o f  t h e  

p a t e n t s  were i n f r i n g e d ,  t h e r e  c o u l d  b e  i n j u r y  t o  a domest ic  i n d u s t r y  i n  t h i s  

case. The r e a l i t i e s  o f  t h e  m a r k e t p l a c e  are t h a t  apparatus  f o r  t h e  cont inuous 

product ion o f  copper rod i s  s o l d  as a system o r  "package." Thus, p a t e n t  
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infr ingement  o f  any e lement  o f  a p a t e n t  a t  i s s u e  t h a t  r e s u l t s  i n  fewer sales  

of  t h e  e n t i r e  system w i l l  r e s u l t  i n  i n j u r y  to  t h e  industry .  

The B e l l  respondents a l so  argue t h a t  t h e r e  was no i n j u r y  to  Southwire 

because  Nassau would n o t  n e c e s s a r i l y  have purchased t h e  Southwire SCR sys tem 

had it not bought t h e  Krupp Contirod system. However, t h e  ev idence  p r e s e n t e d  

a t  t h e  e v i d e n t i a r y  h e a r i n g  s t r o n g l y  sugges ts  t h a t  t h e  only  a l t e r n a t i v e  system 

to t h e  Hazelett-Krupp Contirod system was t h e  Southwire-Morgan SCR system. 

With regard  to t h e  q u e s t i o n  o f  t h e  e f fec t  t o  s u b s t a n t i a l l y  i n j u r e ,  t h e  

n e c e s s a r y  c a u s a t i o n  between t h e  ' 1 7 0  apparatus  p a t e n t  and i n j u r y  does not  

exis t .  T h i s  i s  t r u e  b e c a u s e  t h e  ' 1 7 0  p a t e n t  was n o t  i s s u e d ,  and, t h e r e f o r e ,  

c o u l d  not b e  i n f r i n g e d  u n t i l  December o f  1978.  

Asarco f a c i l i t i e s  were i n  o p e r a t i o n  well b e f o r e  t h a t  d a t e .  

Both t h e  Nassau/Gaston and 

The o t h e r  p a t e n t s  and t h e  t r a d e  secrets at  i s s u e  i n  t h i s  i n v e s t i g a t i o n  

were i n  e x i s t e n c e  b e f o r e  t h e  Nassau/Gaston or Asarco f a c i l i t i e s  were i n  

o p e r a t i o n .  However, w i t h  r e s p e c t  t o  t h e  Nassau/Gaston s a l e ,  complainant  h a s  

produced l i t t l e  ev idence  t o  support  i t s  a l l e g a t i o n  t h a t  i t s  l o s t  sa le  t o  Krupp 

was caused by v i o l a t i o n s  o f  i t s  p a t e n t s  o r  t r a d e  secrets r a t h e r  t h a n  by t h e  

i n a b i l i t y  o f  t h e  SCR sys tem,  as opposed to  Krupp's Cont irod system,  t o  produce 

copper  rod u s i n g  f i r e - r e f i n e d  copper  i n  conformity  w i t h  B e l l ' s  requirements .  

With r e s p e c t  t o  t h e  l o s t  sale o f  t h e  Asarco sys tem,  t h e  r e c o r d  i n d i c a t e s  t h a t  
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On 

b a l a n c e ,  t h e r e f o r e ,  g iven  t h e  p a u c i t y  o f  i n f o r m a t i o n  on t h e  i s s u e  o f  c a u s a t i o n  

of i n j u r y ,  we r e f r a i n  from f i n d i n g  an a c t u a l  "ef fect"  t o  s u b s t a n t i a l l y  i n j u r e  

on t h e  b a s i s  o f  t h e  record.  

However, t h e  Commission I n v e s t i g a t i v e  At torney  u r g e s  t h a t  we f i n d  a 

"tendency" to  s u b s t a n t i a l l y  i n j u r e  t h e  domestic  i n d u s t r y .  We a g r e e  t h a t  t h e  

ev idence  o f  r e c o r d  is  more than s u f f i c i e n t  t o  r e s u l t  i n  a d e t e r m i n a t i o n  t h a t  

t h e r e  i s  a tendency to s u b s t a n t i a l l y  i n j u r e  t h e  domest ic  i n d u s t r y .  T h i s  i s  

t r u e  s i n c e  t h e  c a u s a l  l i n k  which we must f i n d  for t h e r e  t o  b e  a ''tendency" t o  

i n j u r e  is less  t h a n  t h e  c a u s a t i o n  r e q u i r e d  to demonstrate  an "effect."  This 

d i f f e r e n c e  was d i s c u s s e d  by t h e  Committee on Ways and Means o f  t h e  House o f  

R e p r e s e n t a t i v e s  i n  i t s  r e p o r t  on t h e  b i l l  which became t h e  Trade  Act o f  1974.  

With regard  to i n j u r y  f i n d i n g s  i n  s e c t i o n  337 i n v e s t i g a t i o n s ,  t h e  r e p o r t  

s tates :  

As i n  t h e  p a s t ,  t h e  Commission would make i t s  d e t e r m i n a t i o n s  i n  
cases i n v o l v i n g  t h e  claims o f  a U.S. p a t e n t  f o l l o w i n g  t h e  g u i d e l i n e s  
o f  Commission p r a c t i c e s  and t h e  p r e c e d e n t s  o f  t h e  CCPA. . . . Where 
u n f a i r  methods and acts ??ave r e s u l t e d  i n  c o n c e i v a b l e  losses o f  
s a l e s ,  a tendency to s u b s t a n t i a l l y  i n j u r e  such i n d u s t r y  has been 
e s t a b l i s h e d .  (House Rpt .  No. 93-571 ( t o  accompany H.R. 107101 ,  93d 
Cong., 1 s t  S e s s  ( 1 9 7 3 1 ,  a t  7 8 ;  C f . ,  I n  r e  Von Clem,  229  F .2d 441 
(CCPA 1955)  (Emphasis added). 

I n  Von Cle,nm, no a c t u a l  loss o f  sa les  was shown t o  have occurred .  

N e v e r t h e l e s s ,  t h e  CCPA h e l d  t h a t  t h e r e  was s u f f i c i e n t  c a u s a t i o n  shown t o  

e s t a b l i s h  a "tendency" t o  i n j u r e .  I n  t h e  p r e s e n t  i n v e s t i g a t i o n  l o s t  sa les  

e x i s t  as  a matter o f  record .  There  was much ev idence  deve loped during t h e  
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h e a r i n g  b e f o r e  t h e  A d m i n i s t r a t i v e  Law Judge regarding t h e  b e n e f i t s  o f  t h e  ' 9 9 4  

p a t e n t  and the  importance o f  Trade S e c r e t  Nos. 5 and 11. R e s p e c t i v e  

infr ingement  and m i s a p p r o p r i a t i o n  t h e r e o f ,  with  r e s u l t a n t  l o s t  s a l e s ,  i s  

s u f f i c i e n t  t o  e s t a b l i s h  a tendency t o  i n j u r e  a domest ic  i n d u s t r y  w i t h i n  the  

meaning o f  s e c t i o n  337.  

I n  a d d i t i o n ,  w i t h  r e s p e c t  t o  a "tendency" t o  i n j u r e ,  t h e  l e g i s l a t i v e  

h i s t o r y  o f  s e c t i o n  337 and i t s  p r e d e c e s s o r ,  s e c t i o n  316 o f  t h e  Tar i f f  A c t  o f  

1922 ,  a l s o  i n d i c a t e s  t h a t  u n d e s i r a b l e  methods o f  c o m p e t i t i o n  were t o  b e  

stopped i n  t h e i r  i n c i p i e n c y .  Support for  t h e  view t h a t  t h e  Commission has  

been given powers t o  c o r r e c t  u n f a i r  a c t s  i n  t h e i r  i n c i p i e n c y  i s  found i n  

S e n a t e  F i n a n c e  Committee r e p o r t  on t h e  b i l l  t h a t  became t h e  T a r i f f  A c t  of 

1922.  The r e p o r t  s t a t e d :  1 /  - 
The p r o v i s i o n  r e l a t i n g  t o  u n f a i r  methods o f  c o m p e t i t i o n  i n  t h e  
i m p o r t a t i o n  o f  goods ( s e c t i o n  316)  i s  broad enough t o  prevent  e v e r y  
t y p e  and form o f  u n f a i r  p r a c t i c e  and i s  t h e r e f o r e  a more adequate 
p r o t e c t i o n  t o  American i n d u s t r y  than any antidumping s t a t u t e  t h e  
c o u n t r y  has  e v e r  had (Emphasis added). (See  -- a l s o ,  Commission 
Opinion i n  C e r t a i n  Welded S t a i n l e s s  S t e e l  P i p e  and Tube, Inv.  No. 
337-TA-29 (Feb.  1 9 7 8 ) ) .  

F u r t h e r ,  t h e  Krupp respondents  b e l i e v e  t h a t  any i n j u r y  found i n  t h i s  case 

cannot b e  " s u b s t a n t i a l "  w i t h i n  t h e  meaning o f  s e c t i o n  337. However, g i v e n  t h e  

low t h r e s h o l d  o f  c a u s a t i o n  n e c e s s a r y  t o  prove a tendency t o  s u b s t a n t i a l l y  

i n j u r e ,  as set  out i n  Von Clemm and i n  t h e  l e g i s l a t i v e  h i s t o r y  of t h e  1 9 2 2  

a c t ,  a tendency t o  s u b s t a n t i a l l y  i n j u r e  h a s  been shown i n  t h i s  case. We 

b e l i e v e  t h a t  t h e  i n j u r y  t h a t  was caused by t h e  i m p o r t a t i o n  o f  a r t i c les  

1/  U.S. S e n a t e ,  Committee on F i n a n c e ,  Report  t o  Accompany H.R. 7 4 5 6 ,  S o  
Rept. No. 5 9 5 ,  6 7 t h  Cong., 2d sess. ,  a t  3. 
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i n c o r p o r a t i n g  t h e  '994  p a t e n t  and t h e  su5 jec t :  m a t t e r  o f  Trade S e c r e t s  NOS- 5 

and 11 i s  " s u b s t a n t i a l "  w i t h i n  t h e  meaning o f  s e c t i o n  337. The ev idence  

presented  demonstrates  t h e  amount of  p r o f i t s  and employment t h a t  were l o s t  by 

Southwire due t o  t h e  importa t ion  o f  t h e  two Krupp systems.  The losses of  

t h e s e  two s a l e s  coupled w i t h  t h e  p r o b a b i l i t y  o f  imminent f u t u r e  s a l e s  t o  

companies such as  Phelps  Dodge, r e p r e s e n t  a tendency t o  s u b s t a n t i a l l y  i n j u r e .  

I n  a d d i t i o n ,  Southwire has not made a s a l e  o f  an SCR system i n  t h e i r  home 

market ( U . S . )  for t h e  p a s t  f i v e  y e a r s .  S i n c e  t h e  U.S. i n d u s t r y  i s  phas ing  o u t  

t h e  o l d  wire b a r  p r o c e s s  and i s  c o n v e r t i n g  to  cont inuous  c a s t i n g  o p e r a t i o n s ,  

t h e  n e x t  few s a l e s  are c r i t i c a l  t o  t h e  h e a l t h  o f  t h e  domest i c  industry .  S i n c e  

such systems are s o l d  so r a r e l y ,  it is  too e a r l y  to  t e l l  whether  Southwire has 

a c t u a l l y  lost  t h e  home ( U . S . )  market on t h e  b a s i s  o f  o n l y  t h e  Asarco and 

Nassau/Gaston sa les .  However, w i t h  t h e  sa le  by Krupp to  Phe lps  Dodge i n  t h e  

o f f i n g ,  coupled wi th  p a s t  losses,  a s t r o n g  case for tendency to s u b s t a n t i a l l y  

i n j u r e  ex i s t s .  

Accordingly ,  we adopt t h e  f i n d i n g s  o f  fact and c o n c l u s i o n s  o f  law o f  t h e  

A d m i n i s t r a t i v e  Law Judge w i t h  r e s p e c t  to a tendency t o  s u b s t a n t i a l l y  i n j u r e  

t h e  domest ic  industry .  

b.  E f f e c t  o r  tendency  o f  p r e v e n t i n g  t h e  e s t a b l i s h m e n t  o f  an i n d u s t r y .  

Both t h e  A d m i n i s t r a t i v e  Law Judge and t h e  C o m i s s i o n  I n v e s t i g a t i v e  A t t o r n e y  

a g r e e  t h a t  t h e  e v i d e n c e  does  n o t  support  a f i n d i n g  o f  i n j u r y  on t h e  basis  o f  

p r e v e n t i o n  of  e s t a b l i s h m e n t .  The p r e v e n t i o n  o f  e s t a b l i s h m e n t  argument made by 

complainant  i n  t h i s  case i n v o l v e s  t h e  SMD d i v i s i o n  o f  Southwire ,  which 

manufactures  c e r t a i n  p o r t i o n s  o f  Southwire  SCR systems.  Complainant a r g u e s  
. .  
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t h a t  t h e  SMD d i v i s i o n ,  as an independent p r o f i t  c e n t e r  w i t h i n  Southwire ,  h a s  

had d i f f i c u l t y  becoming e s t a b l i s h e d  due t o  t h e  Krupp v i o l a t i o n s .  However, 

Krupp argues t h a t  any p o s s i b l e  i n d u s t r y  i n  t h i s  i n v e s t i g a t i o n  i s  f u l l y  

e s t a b l i s h e d  and h e a l t h y .  

It i s  our view, as s t a t e d  above,  t h a t  t h e  i n d u s t r y  h e r e  c o n s i s t s  o f  

s e v e r a l  d i v i s i o n s  o f  t h e  Southwire company, i n c l u d i n g  SMD, as well as 

Southwire ' s  s u b c o n t r a c t o r s ,  Morgan C o n s t r u c t i o n  Co. and MACORP. Given t h i s  

concept  o f  t h e  domestic  i n d u s t r y ,  we a g r e e  wi th  t h e  A d m i n i s t r a t i v e  Law Judge 

and t h e  Commission I n v e s t i g a t i v e  At torney  concerning  t h i s  i s s u e .  The domest i c  

i n d u s t r y  i n  q u e s t i o n  i s  wel l  e s t a b l i s h e d  and v i a b l e  and a f i n d i n g  of  

prevent ion  o f  e s t a b l i s h m e n t  would b e  i n a p p r o p r i a t e .  T h e r e f o r e ,  we adopt t h e  

f i n d i n g s  and c o n c l u s i o n s  o f  t h e  A d m i n i s t r a t i v e  Law Judge on t h i s  i s s u e .  

R e l i e f ,  Bonding,  and t h e  P u b l i c  I n t e r e s t  

1. Appropr ia te  R e l i e f .  

As i s  ev ident  from our  f i n d i n g s  c o n c e r n i n g  v i o l a t c o n s  o f  sect ion 3 3 7 ,  

respondents  are involved  i n  s e v e r a l  u n f a i r  p r a c t i c e s - - o n e  b e i n g  p a t e n t  

infr ingement  and t h e  o t h e r s  b e i n g  m i s a p p r o p r i a t i o n  o f  two t r a d e  secrets. The 

a p p r o p r i a t e  remedies must b e  t a i l o r e d  t o  d i f f e r e n c e s  between t h e s e  p r a c t i c e s .  

It i s  our  view t h a t  each o f  t h e  t h r e e  v i o l a t i o n s  n e c e s s i t a t e s  a s e p a r a t e  cease 

and d e s i s t  o r d e r ,  pursuant t o  s e c t i o n  3 3 7 ( f ) ,  d i r e c t e d  t o  t h e  s p e c i f i c  u n f a i r  

act .  I n  a d d i t i o n ,  as an i n t e g r a l  p a r t  o f  each  cease and d e s i s t  o r d e r ,  Krupp 

i s  b e i n g  d i r e c t e d ,  pursuant t o  1 9  U.S.C. 1333(a )  t o  r e p o r t  promptly t o  US a l l  

e x p o r t s  of t h e i r  Cont i rod  system and i t s  components t o  t h e  Uni ted  S t a t e s .  I n  

l i g h t  o f  t h e  l i k e l i h o o d  t h a t  a Krupp system, or components t h e r e o f ,  w i l l  be 
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e x p o r t e d  t o  t h e  United S t a t e s  f o r  P h e l p s  Dodge, and p o s s i b l y  f o r  o t h e r s ,  t h e s e  i 

r e p o r t i n g  requirements  w i l l  permit  us  t o  monitor imports  and,  i f  n e c e s s a r y ,  t o  

reopen t h i s  proceeding t o  determine whether- - ( l )  a d d i t i o n a l  v i o l a t i o n s  o f  

s e c t i o n  337 e x i s t s ,  ( 2 )  a d d i t i o n a l  r e l i e f ,  such as an e x c l u s i o n  o r d e r  o r  c i v i l  

p e n a l t i e s ,  if warranted,  or (3) a new i n v e s t i g a t i o n  and immediate i m p o s i t i o n  

o f  a temporary e x c l u s i o n  o r d e r  i s  warranted t o  e x c l u d e  t h e  imminent 

i m p o r t a t i o n .  

a. Remedy f o r  p a t e n t  v i o l a t i o n s .  I n  order  t o  prevent  Krupp from 

i n f r i n g i n g  t h e  ' 994  p a t e n t  b o t h  Southwire and t h e  Commission I n v e s t i g a t i v e  

Attorney would have us  impose an e x c l u s i o n  o r d e r  on a p p a r a t u s  which i s  t h e  

s u b j e c t  o f  t h e  ' 1 7 0  p a t e n t .  

Although e x c l u s i o n  o r d e r s  under s e c d i o n  3 3 7 ( e )  have been used by t h e  

Commission i n  t h e  p a s t  t o  remedy v i o l a t i o n s  i n  patent-based s e c t i o n  337 

i n v e s t i g a t i o n s ,  t h e  p r e s e n t  case i n v o l v e s  s p e c i a l  c o n s i d e r a t i o n s  which make 

i s s u a n c e  of  a cease and d e s i s t  o r d e r  t h e  more a p p r o p r i a t e  remedy. The ' 9 9 4  

p a t e n t  i s  a method p a t e n t  i n v o l v i n g  a compression o f  at least 36 p e r c e n t  at 

t h e  f i r s t  r o l l  pass  t o  s u b s t a n t i a l l y  c o m p l e t e l y  d e s t r o y  t h e  columnar d e n d r i t i c  

s t r u c t u r e  o f  the  cast copper p r i o r  t o  hot-forming.  The ' 170  p a t e n t  i s  t h e  

apparatus  e q u i v a l e n t  o f  t h e  p a t e n t e d  ' 9 9 4  p r o c e s s .  As we have i n d i c a t e d  

above,  t h e  ' 994  p a t e n t  i s  i n f r i n g e d  by Krupp; however, due t o  t h e  December 

1 9 7 8  i s s u e  date  o f  t h e  ' 170  p a t e n t  and t h e  fact  t h a t  Krupp's i m p o r t a t i o n s  

preceded t h a t  d a t e ,  we c o u l d  n o t  f i n d  infr ingement  by Krupp w i t h  r e s p e c t  t o  - .  

t h e  apparatus  per s e  ( t h e  ' 1 7 0  p a t e n t ) .  However, s i n c e  it i s  c o n c e i v a b l e  t h a t  

apparatus  which i s  t h e  s u b j e c t  o f  t h e  '170  p a t e n t  c o u l d  b e  imported i n t o  t h i s  
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. ,  . .  

country  and used without  i n f r i n g i n g  t h e  method o f  t h e  ' 9 9 4  p a t e n t ,  and s i n c e  

t h e  p r e s e n t  r e c o r d  does not  support  a f i n d i n g  o f  v i o l a t i o n  o f  s e c t i o n  337 by 

respondents  wi th  regard  t o  t h e  apparatus  covered by t h e  ' 1 7 0  p a t e n t ,  w e  

b e l i e v e  t h a t  an e x c l u s i o n  order  under s e c t i o n  337(d)  d i r e c t e d  t o  such 

apparatus  would not  b e  an a p p r o p r i a t e  remedy. The scope o f  t h e  remedy would 

exceed  t h e  v i o l a t i o n  o f  s e c t i o n  337 found t o  ex i s t .  A c c o r d i n g l y ,  t h e  p u b l i c  

interest  is b e s t  served  by d i r e c t i n g  a remedy t o  t h e  s p e c i f i c  act o f  v i o l a t i o n  

found t o  ex i s t  concerning  t h e  method p a t e n t  by i s s u i n g  a cease and d e s i s t  

order  under s e c t i o n  337'(f) .  

order  t h a t  p r o h i b i t s  t h e  importa t ion  o f  c e r t a i n  apparatus  f o r  t h e  cont inuous  

Accordingly ,  we have i ssued a cease and d e s i s t  

product ion  o f  copper rod which is  subsequent ly  used i n  a manner so as t o  

i n f r i n g e  t h e  method c la imed by t h e  ' 9 9 4  p a t e n t .  

I n  more d e t a i l ,  t h e  cease and d e s i s t  order  t h a t  we have i ssued t o  remedy 

t h e  '994 p a t e n t  v i o l a t i o n  p r o h i b i t s  Krupp from e x p o r t i n g  apparatus  t o  t h e  

Uni ted  S t a t e s  and s e t t i n g  up apparatus  i n  t h e  Uni ted  S t a t e s  i n  a manner t h a t  

would i n f r i n g e  t h e  claims o f  t h e  '994 p a t e n t .  The r e c o r d  e s t a b l i s h e s  t h a t  

Krupp s u p p l i e s  e n g i n e e r i n g  and o t h e r  t e c h n i c a l  a s s i s t a n c e  i n  "s tart -up"  

o p e r a t i o n s  f o r  t h e  Cont i rod  systems which have been set  up i n  t h e  Uni ted  

S t a t e s .  Under t h e  terms of t h i s  o r d e r ,  Krupp would have t o  set  up any f u t u r e  

systems i n  a n o n i n f r i n g i n g  manner t o  our  satisfact ion?/Appropriate  

documentation o f  n m i n f r i n g i n g  u s e  would be  r e q u i r e d .  V i o l a t i o n  of t h i s  o r d e r  

would make Krupp s u b j e c t  to  t h e  c i v i l  p e n a l t y  p r o v i s i o n s  o f  s e c t i o n  337(f), as 

amended by s e c t i o n  1105 o f  t h e  Trade Agreements Act o f  1 9 7 9 ,  and could  warrant 
- */ Chairman Parker  be l i e ve s  t h a t  the words " i n  compliance w i th  the Commiss ion 's  
determination"  s hou ld  be s ub s t i t u t ed  f o r  the  words ' ' to ou r  s a t i s f a c t i o n . "  
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t h e  i s s u a n c e  o f  an e x c l u s i o n  order  or temporary e x c l u s i o n  o r d e r  t o  prevent  

future  imports and ensure  compliance by Krupp. 

I n  order  t o  be a b l e  t o  e f f e c t i v e l y  e n f o r c e  t h i s  o r d e r ,  it w i l l  b e  

d e s i r a b l e  f o r  the  U.S. Customs S e r v i c e  t o  inform us o f  every i m p o r t a t i o n  o f  

- .  
Krupp apparatus .  The Commission w i l l  then undertake m o n i t o r i n g  and . .  
enforcement a c t i v i t i e s  t o  ensure  t h a t  the  apparatus  i s  not  set up by Krupp and 

subsequent ly  used  during s t a r t - u p  o p e r a t i o n s  i n  a manner which v i o l a t e s  t h e  

'994 p a t e n t .  

would b e  s u b j e c t  t o  t h e  s e c t i o n  3 3 7 ( f ) ,  " c i v i l  p e n a l t y  f o r  each day on which 

an i m p o r t a t i o n  o f  a r t i c l e s ,  o r  t h e i r  s a l e  o c c u r s  i n  v i o l a t i o n  o f  t h e  o r d e r  o f  

not  more than t h e  g r e a t e r  o f  $ 1 0 , 0 0 0  or  t h e  domestic v a l u e  o f  t h e  a r t i c les  

e n t e r e d  o r  s o l d  on such day i n  v i o l a t i o n  ' o f  t h e  order . "  As a consequence,  we 

could b r i n g  a c i v i l  a c t i o n  i n  federal d i s t r i c t  c o u r t  t o  e n f o r c e  t h e  cease and 

d e s i s t  o r d e r .  

t h e r e  would b e  more than ample b a s i s  f o r  imposing a temporary e x c l u s i o n  o r d e r  

d i r e c t e d  a t  f u t u r e  i m p o r t a t i o n s  o f  Krupp C o n t i r o d  s y s t e m s ,  o r  components 

t h e r e o f ,  pending t h e  r e s o l u t i o n  o f  t h e  matter through Krupp compliance.  

If v i o l a t i o n  o f  t h e  c e a s e  and d e s i s t  order  were found,  Krupp 

I n  a d d i t i o n ,  i f  Krupp v i o l a t e s  t h e  cease and d e s i s t  o r d e r ,  

b. Remedies f o r  t r a d e  secret v i o l a t i o n s .  The v i o l a t i o n s  o f  s e c t i o n  337 

r e s p e c t i n g  Trade S e c r e t  Nos. 5 and 11 are also a p p r o p r i a t e l y  remedied by 

r e s p e c t i v e  c e a s e  and d e s i s t  o r d e r s  under s e c t i o n  3 3 7 ( f ) .  A t r a d e  secret 

v i o l a t i o n  i n v o l v e s  a p e r s o n a l  r e l a t i o n s h i p  between t h e  p a r t i e s .  Although a 

p a r t y  b e f o r e  t h e  Commission may b e  v i o l a t i n g  t h e  t r a d e  secret ,  o t h e r  persons  

may have a l e g i t i m a t e  r i g h t  t o  u s e  t h a t  t r a d e  secret t h r o u g h ,  f o r  i n s t a n c e ,  

independent r e s e a r c h  and development o f  t h e  s u b j e c t  matter t h e r e o f .  



. 

67 

Accordingly ,  an e x c l u s i o n  order i s  an i n a p p r o p r i a t e  remedy f o r  t rade s e c r e t  

v i o l a t i o n s  u n d e r  s e c t i o n  337 and a remedy should be d i r e c t e d  a t  the  person 

(Krupp) determined t o  have misappropriated i t  w i t h i n  the meaning o f  s e c t i o n  

337.  We agree  w i t h  the Commission I n v e s t i g a t i v e  Attorney t h a t  the  durat ion  o f  

the  c e a s e  and d e s i s t  order  should be l i m i t e d  t o  t h e  amount o f  time it would 

have taken Krupp t o  reproduce Southwire 's  t rade  s e c r e t  by lawful  means, i . e . ,  

a reasonable  r e s e a r c h  and development p e r i o d ,  namely, seven y e a r s  f o r  Trade 

S e c r e t  No. 5 and f i v e  y e a r s  f o r  Trade S e c r e t  No. 11 (See  - submission o f  t h e  

Commission I n v e s t i g a t i v e  Attorney concerning r e l i e f ,  bonding and t h e  p u b l i c  

i n t e r e s t ,  September 7, 1 9 7 9 ,  a t  pages 7 and 8) .  

c .  Repor t ing  requirements .  As we have a l luded e a r l i e r ,  our c e a s e  and 

d e s i s t  orders  w i t h  r e s p e c t  t o  patent  and t rade  s e c r e t  v i o l a t i o n s  inc lude  

requirements ,  pursuant t o  19 U.S.C. 1 3 3 3 ( a ) ,  t h a t  Krupp inform us o f  a l l  s a l e s  

and proposed e x p o r t s  o f  Krupp systems o r  components t o  t h e  Uni ted  S t a t e s  i n  

order  t h a t  we would be i n  a p o s i t i o n  to  a c t  q u i c k l y  i f  an importa t ion  o f  a 

copper rod system i n  v i o l a t i o n  o f  s e c t i o n  337 were a3out  t o  occur .  Xn t h i s  

r e s p e c t ,  pas t  imports by Krupp o f  Contirod systems d i d  not v i o l a t e  t h e  '170 

patent  s i n c e  t h e  '170 patent  was not issued u n t i l  a f t e r  t h e  importa t ions  

occurred .  However, t h i s  would - not be t r u e  concerning f u t u r e  Krupp e x p o r t s  of  

Contirod systems t o  the  United S t a t e s  f o r  companies such a s  Phelps  Dodge. I n  

l i g h t  o f  t h i s  f a c t  and the  f a c t  t h a t  we a l r e a d y  have developed an enormous 

amount o f  in format ion  i n  t h i s  i n v e s t i g a t i o n  s u f f i c i e n t  t o  j u s t i f y  a q u i c k  

determinat ion i n  the  f u t u r e  t h a t  t h e r e  is reason t o  b e l i e v e  s e c t i o n  337 i s  

be ing  v i o l a t e d ,  a temporary e x c l u s i o n  order  v i s - a - v i s  the  future  import could 
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b e  i s sued i n  a shor t  per iod o f  time. T h i s  r e p o r t i n g  requirement  is  n e c e s s a r y  

because we have b e f o r e  u s  ev idence  o f  r e c o r d ,  i n c l u d i n g  a b i n d i n g  l e t t e r  o f  

i n t e n t ,  t h a t  a sa le  by Krupp t o  Phelps-Dodge i s  imminent. Although t h e  record  

does not  f u l l y  i n d i c a t e  whether a l l  aspects o f  t h e  sa le  have  been consummated 

or  t h a t  such  a system would i n f r i n g e  t h e  ' 170  p a t e n t ,  t h e r e  i s  a s u b s t a n t i a l  

l i k e l i h o o d  t h a t  t h e  Krupp system f o r  Phe lps  Dodge would i n f r i n g e  the  ' 170  

p a t e n t .  (FF605-607) .  It is t h e r e f o r e  imperat ive  t h a t  we c l o s e l y  fol low t h i s  

i n c i p i e n t  u n f a i r  act  i n  order t h a t  s e c t i o n  337 remedies  b e  e f f e c t i v e l y  

admin i s  t e  red.  

2. Bonding. 

During t h e  p e r i o d  o f  P r e s i d e n t i a l  rev iew o f  t h e  Commission's f i n a l  order 

i n  t h i s  i n v e s t i g a t i o n ,  t h e  a r t i c l e s  which are t h e  s u b j e c t  o f  t h a t  order  are 

e n t i t l e d  t o  e n t r y  under a bond t o  b e  determined by t h e  Commission, pursuant t o  

s e c t i o n  337(g) .  As set  f o r t h  i n  t h e  l e g i s l a t i v e  h i s t o r y  o f  t h e  Trade A c t  o f  

1 9 7 4 ,  t h e  Commission, i n  determining  t h e  amount of t h e  bond,  " s h a l l  de termine ,  

to  t h e  e x t e n t  p o s s i b l e ,  t h e  amount which would o f f s e t  any c o m p e t i t i v e  

advantage r e s u l t i n g  from t h e  u n f a i r  method o f  c o m p e t i t i o n  or u n f a i r  a c t  

en joyed by p e r s o n s  b e n e f i t t i n g  from t h e  importat ion."  

93 -1298 ,  93d Cong., 2d sess. ( 1 9 7 4 )  a t  198) .  

( S e e  - S ,  Rept.  No. 

The " c o m p e t i t i v e  advantage" h e r e t o f o r e  en joyed by Krupp i n  t h e  U.S. 

market was t h e  a b i l i t y  to  s e l l  systems for  t h e  cont inuous  product ion  o f  copper 

rod ,  which systems i n  par t  i n f r i n g e  t h e  compla inant ' s  '994 p a t e n t ,  and which 

systems i n  p a r t  i n c o r p o r a t e  misappropr ia ted  t r a d e  secrets i n  t h e i r  

c o n s t r u c t i o n .  Krupp h a s  b e n e f i t t e d  from t h e  sa les  by c o l l e c t i n g  t h e  p r o f i t  
% 
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margins i n c i d e n t  t o  the  s a l e s  d e s p i t e  the  f a c t  t h a t  the  s a l e s  have been i n  

v i o l a t i o n  o f  United S t a t e s  law. There- fore ,  t h e  Commission determined t o  s e t  a 

bond i n  the  amount o f  25 percent  o f  the  value o f  the  imported sys tems ,  o r  any 

components t h e r e o f  where such components a r e  imported s e p a r a t e l y ,  which t h e  

. -  Commission has found to  be i n  v i o l a t i o n  o f  s e c t i o n  337. The Commission 

- *  b e l i e v e s  t h a t ,  i n  the  event o f  a d e f a u l t  on the  bond, a bond i n  t h i s  amount 

w i l l  s u b s t a n t i a l l y  o f f e s t  the  p r o f i t a b i l i t y  to  Krupp o f  any f u r t h e r  

importa t ion  i n  v i o l a t i o n  o f  s e c t i o n  337 d u r i n g  the  per iod o f  P r e s i d e n t i a l  

review,  and t h e r e f o r e  w i l l  be a reasonable  d e t e r r e n t  t o  any such i m p o r t a t i o n s .  

I n  making t h i s  d e t e r m i n a t i o n ,  we have considered the  v a r i o u s  proposa ls  o f  

the  p a r t i e s ,  i n c l u d i n g  Krupp's r e p r e s e n t a t i o n  t h a t  t h e r e  i s  l i t t l e  l i k e l i h o o d  

o f  any importat ion by Krupp o f  a cont inuous copper rod product ion system which  

would be i n  v i o l a t i o n  o f  the  Commission's order .  However, t h e s e  a s s u r a n c e s  

notwi ths tanding ,  we have determined t h a t  a bond i n  the  amount o f  25  percent  i s  

appropr ia te  i n  t h i s  case  i n  order  t o  p r o t e c t  compla inant ' s  r i g h t s .  

3. The p u b l i c  i n t e r e s t .  

We agree  w i t h  the  Commission I n v e s t i g a t i v e  a t t o r n e y  t h a t  t h e r e  a r e  no 

o v e r r i d i n g  publ i c  i n t e r e s t  f a c t o r s  t h a t  would warrant the  d e n i a l  o f  remedies 

i n  t h i s  i n v e s t i g a t i o n .  The evidence shows t h a t  Southwire produces a high 

q u a l i t y  system, comparable to  and c o m p e t i t i v e  w i t h  the  Krupp system and t h a t  

Southwire i s  w i l l i n g  and a b l e  t o  s u p p l y  a d d i t i o n a l  systems t o  t h e  United 

S t a t e s  i n d u s t r y .  It is i n  the  p u b l i c  i n t e r e s t  t o  p r o h i b i t  the  i l l e g a l  use  o f  

United S t a t e s  p a t e n t s  and misappropriated t rade  s e c r e t s .  
* 
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