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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
Investigation No. 337-TA-632
CERTAIN REFRIGERATORS

AND COMPONENTS THEREOF

NOTICE OF THE COMMISSION’S FINAL DETERMINATION OF NO VIOLATION
OF SECTION 337, EXTENSION OF TARGET DATE, TERMINATION OF THE
INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined that there is no violation of Section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337)
by LG Electronics, Inc.; LG Electronics, USA, Inc.; and LG Electronics Monterrey Mexico, S.A.,
De, CV. The target date of the investigation is extended to February 12, 2010. The investigation
is terminated.

FOR FURTHER INFORMATION CONTACT: Megan M. Valentine, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C.
20436, telephone (202) 708-2301. Copies of the presiding Administrative Law Judge’s (“ALJ”)
Initial Determinations (“ID”) and all other non-confidential documents filed in connection with
this investigation are or will be available for inspection during official business hours (8:45 a.m.
to 5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at http.//www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at http://edis.usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: On February 26, 2008, the Commission instituted this
investigation, based on a complaint filed by Whirlpool Patents Company of St. Joseph,
Michigan; Whirlpool Manufacturing Corporation of St. Joseph, Michigan; Whirlpool
Corporation of Benton Harbor, Michigan; and Maytag Corporation of Benton Harbor, Michigan
(collectively, “Whirlpool”). The complaint, as supplemented, alleged violations of Section 337
based upon the importation into the United States, the sale for importation, and the sale within
the United States after importation of certain refrigerators and components thereof that infringe
certain claims of U.S. Patent Nos. 6,082,130 (“the ‘130 patent); 6,810,680 (“the ‘680 patent”);
6,915,644 (“the ‘644 patent”); 6,971,730 (“the ‘730 patent”); and 7,240,980 (“the ‘980 patent™).



Whirlpool named LG Electronics, Inc.; LG Electronics, USA, Inc.; and LG Electronics
Monterrey Mexico, S.A., De, CV (collectively, “LG”) as respondents. The complaint, as
supplemented, further alleged that an industry in the United States exists as required by
subsection (a)(2) of Section 337 and requested that the Commission issue an exclusion order and
cease and desist orders.

On May 1, 2008, Whirlpool filed a motion to partially terminate the investigation based
on their withdrawal of the ‘730 patent and the ‘980 patent. LG supported the motion. On June 9,
2009, the ALJ issued an ID, Order No. 8, terminating the investigation, in part, as to the ‘730 and
‘980 patents. On June 24, 2008, the Commission determined not to review Order No. 8. On
September 11, 2008, Whirlpool and LG filed a joint motion seeking termination of this
investigation with respect to the ‘680 patent and the ‘644 patent on the basis of a settlement
agreement. On September 25, 2008, the ALJ issued an ID, Order No. 10, terminating the
investigation, in part, as to the ‘680 and ‘644 patents. No petitions for review were filed. On
October 27, 2008, the Commission determined not to review Order No. 10. The 130 patent is
the sole patent remaining in this investigation.

On October 17, 2008, Whirlpool filed a motion for summary determination that it had
satisfied the importation requirement. On November 20, 2008, the ALJ issued an ID, Order No.
14, granting complainant’s motion for summary determination of importation. No petitions for
review were filed. On December 15, 2008, the Commission issued notice that it had determined
not to review Order No. 14.

On July 24, 2008, Whirlpool filed a motion seeking leave to amend the complaint and
notice of investigation to (1) remove references to patents that had been withdrawn from this
investigation; (2) add a reference to a non-exclusive license that relates to two patents at issue;
and (3) update the current state of the domestic industry. On November 25, 2008, the ALJ issued
Order No. 15, in which he granted Whirlpool’s motion as to (1) and (3) above and denied it with
respect to (2). No petitions for review were filed. The Commission determined not to review the
subject ID on December 15, 2008.

On February 26, 2009, the ALJ issued a final ID, in which he found no violation of
Section 337. On March 11, 2009, Whirlpool filed a petition for review, and LG filed a
contingent petition for review. Whirlpool, LG and the Commission investigative attorney (“1A”)
filed responses. On April 27, 2009, the Commission determined to review the final ID in its
entirety. 74 Fed Reg. 20345-6 (May 1, 2009). In particular, the Commission was concerned
with the ALJ’s claim construction of the terms “freezer compartment,” “disposed within the
freezer compartment,” and “ice storage bin having a bottom opening.” The Commission asked
the parties to address several questions concerning claim construction. '

After receiving briefing from the parties, the Commission determined to modify the
ALJ’s claim constructions of the terms “freezer compartment,” “disposed within the freezer
compartment,” and “ice storage bin having a bottom opening,” determined to affirm the ALJ’s
construction of the term “ice maker,” and determined to remand the investigation to the ALJ to
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make findings regarding infringement, validity, and domestic industry consistent with the
Commission’s claim constructions. The Commission further ordered the ALJ to issue a remand
ID (“RID”) on violation and a recommended determination on remedy and bonding. The
Commission also issued an Opinion detailing its reasons for modifying the claim constructions.

On July 22, LG filed a petition for reconsideration of the Commission’s decision to
modify the ALJ’s claim constructions of the phrases “freezer compartment” and “disposed within
the freezer compartment.” On August 28, 2009, the Commission denied LG’s petition.

On October 9, 2009, the ALJ issued his RID, in which he found no violation of Section
337. Specifically, the ALJ found that the accused refrigerators and components thereof do not
infringe claims 1, 2, 4, 6, 8, and 9 of the ‘130 patent literally or under the doctrine of equivalents.
The ALJ also found that claims 1, 2, 4, 6, and 9 of the ‘130 patent are invalid under
35 U.S.C. § 103 for obviousness, but that claim 8 of the ‘130 patent is not invalid under
35 U.S.C. § 103. The ALJ further found that a domestic industry exists.

On October 26, 2009, Whirlpool filed a petition for review challenging the RID’s
conclusion of non-infringement and obviousness. LG also filed a contingent petition for review
challenging the ALJ’s findings concerning non-obviousness and his conclusion that a domestic
industry exists. On November 3, 2009, LG filed a response to Whirlpool’s petition. On
November 4, 2009, Whirlpool filed a response to LG’s petition. On November 6, 2009, the IA
filed a combined response to both petitions.

On December 14, 2009, the Commission issued a Notice determining to review the RID
in its entirety and requesting written submissions from the parties regarding the issues under
review, particularly concerning the validity of claim 2 of the ‘130 patent, as well regarding issues
of remedy, the public interest, bonding. 74 Fed. Reg. 67250-1 (Dec. 18, 2009). The parties filed
initial submissions in response to the Commission’s Notice on December 30, 2009, and reply
submissions on January 7, 2010.

Having examined the record of this investigation, including the ALJ’s final RID, the
Commission has determined to affirm the RID’s determination of no violation of the ‘130 patent.

Specifically, the Commission has determined to modify the ALJ’s implied construction of
the claim limitations “the auger moves ice pieces from the ice storage bin through the bottom
opening for dispensing from the ice storage bin” and “ice crushing region.” The Commission has
also determined to reverse a portion of the ALJ’s determination of non-infringement and find that
the accused side-by-side models infringe claims 1, 2, 4, 6, and 9 of the “130 patent.

The Commission has determined to affirm the remainder of the ALJ’s findings.
Specifically, the Commission affirms the ALJ’s finding that the accused side-by-side model
refrigerators do not infringe claim 8 of the ‘130 patent. The Commission also affirms the ALJ’s
finding that the accused French Door model refrigerators do not infringe any of the asserted
claims of the ‘130 patent. The Commission further affirms the ALJ’s finding that claims 1, 2 4,
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6, and 9 of the ‘130 patent are invalid for obviousness with several modifications to the analysis
concerning claims 1 and 2. The Commission also affirms the ALJ’s finding that claim 8 is not
invalid for obviousness. Finally, the Commission affirms the ALJ’s finding that there is a
domestic industry.

The target date of the investigation was February 9, 2010. Due to inclement weather, the
federal government was closed from Monday, February 8 through Thursday, February 11, 2010.
The target date is, therefore, extended to Friday, February 12, 2010, pursuant Commission Rule
210.51(a) (19 C.F.R. § 210.51(a)).

The authority for the Commission’s determination is contained in Section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. §§ 210.42-46).

By order of the Commission.

Issued: February 12,2010
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
Inv. No. 337-TA-632
CERTAIN REFRIGERATORS AND
COMPONENTS THEREOF

COMMISSION OPINION ON REMAND

On February 12, 2010, the Commission issued notice of its final determination affirming
the presiding administrative law judge’s (“ALJ”) finding of no violation of Section 337 of the
Tariff Act of 1930 (19 U.S.C. § 1337) (“Section 337”) in the importation into the United States,
sale for importation, and sale within the United States after importation of certain refrigerators
and components thereof by reason of infringement of U.S. Patent No. 6,082,130 (“the ‘130
patent”). This opinion sets forth the Commission’s reasons for its determination.

Specifically, and in contrast with the ALJ’s implicit construction, the Commission’s
construction of the claim limitation “the auger moves ice pieces from the ice storage bin through
the bottom opening for dispensing from the ice storage bin” does not require that the auger move
ice pieces from the ice storage bin through the bottom opening for dispensing in a continually
downward direction or without the assistance of any additional force, such as gravity. We also
construe the claim limitation “ice crushing region” as “an area defined by the ice storage bin
(claim 6) or the lower ice bin member (claim 8) through which ice pieces must pass before being

dispensed from the ice storage bin.” We reverse the ALJ’s determination of non-infringement in



PUBLIC VERSION

part and find that the accused side-by-side models infringe claims 1, 2, 4, 6, and 9 of the ‘130
patent.

The Commission affirms the remainder of the ALJ’s findings. Specifically, we affirm the
ALJ’s finding that the accused side-by-side model refrigerators do not infringe claim 8 of the
‘130 patent. We also affirm the ALJ’s finding that the accused French Door model refrigerators
do not infringe any of the asserted claims of the ‘130 patent. We further affirm the ALJ’s
finding that claims 1, 2, 4, 6, and 9 of the ‘130 patent are invalid for obviousness with several
modifications to the analysis concerning claims 1 and 2. In addition, we affirm the ALJ’s
finding that claim 8 is not invalid for obviousness. Finally, we affirm the ALJ’s finding that
there is a domestic industry. The Commission adopts the ALJ’s final remand initial
determination (“RID”) to the extent it is not inconsistent with this opinion.
L. BACKGROUND

A. Procedural History

The Commission instituted this investigation on February 26, 2008, based on a complaint
filed by Whirlpool Patents Company of St. Joseph, MI; Whirlpool Manufacturing Corporation of
St. Joseph, MI; Whirlpool Corporation of Benton Harbor, MI; Maytag Corporation of Benton
Harbor, MI (collectively “Whirlpool”). 73 Fed. Reg. 10285 (Feb. 26, 2008). The respondents
named in the Notice of Investigation were LG Electronics, Inc. of South Korea; LG Electronics,
USA, Inc. of Englewood Cliffs, NJ; and LG Electronics Monterrey of Mexico (collectively
“LG”). Id.

The complaint, as supplemented, alleged violations of Section 337 in the importation into
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the United States, sale for importation, and sale within the United States after importation of
certain refrigerators and components thereof by reason of infringement of certain claims of U.S.
Patent Nos. 6,810,680 (“the ‘680 patent™); 6,915,644 (“the ‘644 patent”); 6,971,730 (“the ‘730
patent”); and 7,240,980 (“the ‘980 patent”) and the ‘130 patent. The complaint, as
supplemented, further alleged that an industry in the United States exists as required by
subsection (a)(2) of Section 337. Thé investigation was assigned to Judge Theodore R. Essex.

On October 17, 2008, Whirlpool filed a motion for summary determination that it had
satisfied the importation requirement. On November 20, 2008, the ALJ issued an initial
determination (“ID”), Order No. 14, granting complainant's motion for summary determination
of importation. No petitions for review were filed. On December 15, the Commission issued
notice that it had determined not to review Order No. 14.

On July 24, 2008, Whirlpool filed a motion seeking leave to amend the complaint and
notice of inveétigation to (1) remove references to patents that had been withdrawn from this
investigation; (2) add a reference to a non-exclusive license that relates to two patents at issue;
and (3) update the current state of the domestic industry. On November 25, 2008, the ALJ issued
Order No. 15, in which he granted Whirlpool's motion as to (1) and (3) above and denied it with
respect to (2). No petitions for review were filed. On December 15, 2008, the Commission
issued notice that it had determined not to review the ID.

In the course of the investigation, the issues regarding the ‘680, ‘644, *730, and ‘980
patents were resolved leaving only the ‘130 patent for the final ID. See Order No. 8 (granting

Whirlpool’s motion to terminate U.S. Patent Nos. 6,971,730 and 7,240,980) (June 9, 2008)
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(unreviewed) and Order No.10 (granting joint motion to terminate U.S. Patent Nos. 6,810,680
and 6,915,644) (September 25, 2008) (unreviewed).

On February 26, 2009, the ALJ issued his final ID, in which he found that no violation of
Section 337 had occurred in the importation into the United States, the sale for importation, or
the sale within the United States after importation of the accused refrigerators and components
thereof by reason of infringement of one or more of claims 1, 2, 4, 6, 8, and 9 of the ‘130 patent.
On March 11, 2009, Whirlpool filed a petition for review challenging the ALJ’s final ID. On
March 10, 2009, LG filed a contingent petition for review. On March 18, 2009, the Commission
investigative attorney (“IA”) filed responses to the petitions. On March 19, 2009, Whirlpool and
LG filed responses to each other’s petition.

On April 27, 2009, the Commission determined to review the final ID in its entirety. 74
Fed. Reg. 20345-6 (May 1, 2009). In particular, the Commission was concerned with the ALJ’s
claim construction of the terms “freezer compartment,” “disposed within the freezer
compartment,” and “ice storage bin having a bottom opening.” The Commission’s notice asked
the parties to address several questidns concerning claim construction.

After receiving briefing from the parties, the Commission determined to modify the
ALJ’s claim constructions of the terms “freezer compartment,” “disposed within the freezer
compartment,” and “ice storage bin having a bottom opening,” détermined to affirm the ALJ’s
construction of the term “ice maker,” and determined to remand the investigation to the ALJ to
make findings regarding infringement, validity, and domestic industry consistent with the
Commission’s claim constructions. Order: Remand of Investigation (July 8, 2009). The

Commission further ordered the ALJ to issue a RID on violation and a recommended
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determination (“RD”) on remedy and bonding. The Commission also issued an Opinion
detailing its reasons for modifying the claim constructions. Commission Opinion (July 8, 2009)
(“Comm’n Op.”).

On July 22, 2009, LG filed a petition for reconsideration of the Commission’s decision to
modify the ALJ’s claim constructions of the phrases “freezer compartment” and “disposed
within the freezer compartment.” The Commission denied LG’s petition, finding that LG’s
petition did not raise new questions upon which LG had not had an opportunity to comment, and
thus did not satisfy the requirements of Commission Rule 210.47. Order (Aug. 28, 2009).

On October 9, 2009, the ALJ issued his RID, in which he found no violation of Section
337. Specifically, the ALJ found that the accused refrigerators and components thereof do not
infringe claims 1, 2, 4, 6, 8, and 9 of the ‘130 patent literally or under the doctrine of equivalents.
The ALJ also found that claims 1, 2, 4, 6, and 9 of the ‘130 patent are invalid under 35 U.S.C.

§ 103 for obviousness, but that claim 8 of the ‘130 patent is not invalid under 35 U.S.C. § 103.
The ALJ further found that a domestic industry exists.

On October 26, 2009, Whirlpool filed a petition for review challenging the RID’s
conclusion of non-infringement and obviousness. Complainants’ Petition for Review of Remand
Initial Determination (Oct. 26, 2009) (“Whirlpool’s Pet.”) LG also filed a petition for review
challenging the ALJ’s finding that Whirlpool’s newer domestip industry product practices the
‘130 patent and offering additional grounds of support for the ALJ’s determinations of non-
infringement and obviousness. Respondent LG Electronics, Inc.’s, LG Electronics USA, Inc.’s,
and LG Electronics Monterey Mexico, S.A. DE C.V.’s Petition for Review of Initial

Determination on Remand Regarding Patents (Oct. 26, 2009).
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On November 3, 2009, LG filed a response to Whirlpool’s petition. Respondent LG
Electronics, Inc.’s, LG Electronics USA, Inc.’s, and LG Electronics Monterey Mexico, S.A. DE
C.V.’s Reply to Complainants’ Petition for Review of Remand Initial Determination (Nov. 3,
2009). On November 4, 2009, Whirlpool filed a response to LG’s petition. Complainants’
Response to Respondents’ Petition for Review of Initial Determination on Remand Regarding
Patents (Nov. 4, 2009). On November 6, 2009, the IA filed a combined response to both
petitions. Office of Unfair Import Investigation’s Combined Response to Respondent’s and
Complainant’s Petitions for Review of the Remand Initial Determination (Nov. 6, 2009).

On December 14, 2009, the Commission determined to review the ID in its entirety and
requested briefing on the issues it determined to review, as well as remedy, the public interest,
and bonding. 74 Fed. Reg. 67250 (Dec. 18, 2009). In its notice of review, the Commission
asked the parties to address the following question:

Does the prior art of record show an ice discharge chute, as recited in
claim 2 of the ‘130 patent, that is separate from and below the bottom
opening of the ice storage bin? Can this prior art be combined with the

Hitachi reference, or any other prior art references that are currently in the
record, to render claim 2 obvious?

On December 30, 2009, the parties filed initial written submissions regarding the issues
on review, remedy, the public interest, and bonding. Complainants’ Response to the
Commission’s Notice of Review and Brief on Remedy, the Public Interest, and Bonding (Dec.
30, 2009); Respondents LG Electronics, Inc.’s, LG Electronics USA, Inc.’s and LG Electronics
Monterey Mexico, S.A. DE C.V.’s Brief in Response to the Commission’s Decision to Review

in Its Entirety the Initial Determination on Remand Regarding Patents (Dec. 30, 2009)'; Brief of

'L G also filed a separate brief regarding remedy. Respondents LG Electronics, Inc.’s,
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the Office of Unfair Import Investigations on Issues Under Review (Dec. 30, 2009). On January
7, 2010, the parties filed reply submissions. Complainants’ Reply on Violation Issues (Jan. 7,
2010); Respondents LG Electronics, Inc.’s, LG Electronics USA, Inc.’s and LG Electronics
Monterey Mexico, S.A. DE C.V.’s Reply to Complainants’ Response to the Commission’s
Notice of Review and to the Brief of the Office of Unfair Import Investigation on Issues Under
Review (Jan. 7, 2010); Reply Brief of the Office of Unfair Import Investigations on Issués Under
Review (Jan. 7, 2010).

B. The Patent at Issue

The ‘130 patent, entitled “Ice Delivery System for a Refrigerator,” was filed on
December 28, 1998 and issued on July 4, 2000. The ‘130 patent concerns refrigerators with ice
dispensing systems. Specifically, the ‘130 patent discloses a refrigerator having a freezer
compartment and a closure member for closing the access opening to the freezer compartment,
where an automatic ice maker is disposed within the freezer compartment and an ice bin is
mounted to the closure member. The ice bin may be transparent and may be removably mounted
to the closure member. The ice bin has an auger that moves the ice through the bottom opening
of the ice bin. The ice bin also may have an ice crushing region, through which the ice pieces
must pass when the ice is being dispensed. The ‘130 patent names Jim J. Pastryk, Mark H.
Nelson, Verne H. Myers, Daryl L. Harmon, Andrew M. Oltman, Gregory G. Hortin and
Devinder Singh as the inventors. The claims of the ‘130 patent asserted in this investigation are

claims 1, 2,4, 6, 8, and 9. The ‘130 patent is assigned to Whirlpool.

LG Electronics USA, Inc.’s and LG Electronics Monterey Mexico, S.A. DE C.V.’s Submission
Regarding Remedy, Public Interest, and Bonding (Dec. 30, 2009).
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C. The Products at Issue

This investigation relates to certain refrigerators having a freezer compartment, an ice
maker disposed within the freezer compartment, and an ice storage bin mounted to the freezer
door and below the ice maker, so that the ice bin can receive ice from the ice maker. The
accused products are LG’s LG-branded and Kenmore-branded refrigerators that incorporate the
LG SpacePlusTM ice storing system (hereinafter “accused products™). The accused products fall
into two basic categories: (a) side-by-side refrigerators and (b) French door or multi-door
refrigerators. See, RX-568C, Lee Direct Statement, Q. 86; CPX-13; CPX-12.

11. CLAIM CONSTRUCTION

In the infringement section of his RID, the ALJ implicitly interpreted certain claim
limitations. Specifically, the limitations of concern are “the auger moves ice pieces from the ice
storage bin through the bottom opening” (‘130 patent, 12:61-63) (emphasis added) of claim 1,
and “ice crushing region” of claims 6 and 8. As such, the Commission treats the ALJ’s
interpretation of these limitations as a claim construction issue.

Claim construction “begin[s] with and remain[s] centered on the language of the claims
themselves.” Storage Tech. Corp. v. Cisco Sys., Inc., 329 F.3d 823, 830 (Fed. Cir. 2003);
Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc). The language used in a
claim bears a “heavy presumption” that it has the ordinary and customary meaning that would be
attributed to the words used by persons skilled in the relevant art. CCS Fitness, Inc. v.
Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002); Phillips, 415 F.3d at 1312-13.

While a court may rely heavily on the specification when construing claims, Phillips, 415

F.3d at 1317, the court must avoid reading limitations from the specification into the claims.
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Phillips, 415 F.3d at 1317-23. Although “the distinction between using the specification to
interpret the meaning of a claim and importing limitations from the specification into the claim

AR TY

can be a difficult one to apply in practice,” “the line between construing terms and impofting
limitations can be discerned ... if the court’s focus remains on understanding how a person of
ordinary skill in the art would understand the claim terms.” Phillips, 415 F.3d at 1323.

The Federal Circuit in Phillips explained that “the words of a claim ‘are generally given
their ordinary and customary meaning[,]’”” and that “the ordinary and customary meaning of a
claim term is the meaning that the term would have to a person of ordinary skill in the art in
question at the time of the invention[.]” Phillips, 415 F.3d at 1312-3. The court also noted that
“[i]n some cases, the ordinary meaning of claim language as understood by a person of skill in
the art may be readily apparent even to lay judges, and claim construction in such cases involves
little more than the application of the widely accepted meaning of commonly understood words.”
Phillips, 415 F.3d at 1314. Where, however, “the meaning of a claim term as understood by
persons of skill in the art is often not immediately apparent . . . because patentees frequently use
terms idiosyncratically, the court looks to ‘those sources available to the public that show what a
person of skill in the art would have understood disputed claim language to mean.”” Id. “Those
sources include ‘the words of the claims themselves, the remainder of the specification, the
prosecution history, and extrinsic evidence concerning relevant scientific principles, the meaning
of technical terms, and the state of the art.”” Id.

Claim 1 is the only independent claim asserted. The remaining claims at issue, claims 2,

4,6, 8, and 9, depend directly from claim 1. Claim 1, with the relevant language underlined,

reads as follows:
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1. A refrigerator including a freezer compartment having an
access opening and a closure member for closing the access
opening, the refrigerator comprising: an ice maker being
disposed within the freezer compartment for forming ice
pieces; an ice storage bin mounted to the closure member
below the ice maker for receiving ice from the ice maker, the
ice storage bin having a bottom opening; a motor mounted on
the closure member; and an auger disposed within the ice
storage bin and drivingly connected to the motor, wherein upon
energization of the motor, the auger moves ice pieces from the

ice storage bin through the bottom opening for dispensing from
the ice storage bin. :

(emphasis added).
Dependent claims 6 and 8 also contain relevant language, and read as follows:

6. The refrigerator according to claim 1 further wherein the ice
storage bin comprises:

the ice storage bin defines an ice crushing region through which
the ice pieces must pass when ice pieces are discharged through
the bottom opening, the ice crushing region having an inlet
opening; the auger having a shaft portion passing through the ice
crushing region; at least one ice crusher blade rotatably connected
to the shaft portion for rotation within the ice crushing region; and
at least one stationary blade mounted within the ice crushing
region such that the ice crusher blade rotates past the stationary
blade.

8. The refrigerator according to claim 1 further wherein the ice
storage bin comprises:

an upper ice bin member having a bottom edge; a lower ice bin
member connected to the lower edge of the upper ice bin member,
the lower ice bin member defining an ice crushing region through
which the ice pieces must pass when ice pieces are discharged
through the bottom opening; the auger having a shaft portion
passing through the ice crushing region; at least one ice crusher
blade rotatably connected to the shaft portion for rotation within
the ice crushing region; and at least one stationary blade mounted
within the ice crushing region such that the ice crusher blade
rotates past the stationary blade.

(emphasis added).

10
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A. Construction of the claim phrase “auger moves ice pieces from the ice
storage bin through the bottom opening for dispensing from the ice storage
bin”’

1. RID

In his analysis of whether the accused refrigerators infringe claim 1 of the ‘130 patent,
the ALJ found that claim 1 is not infringed because “the ice storage bin on the LG refrigerator
does not have an auger that moves the ice pieces from the ice storage bin through the bottom
opening for dispensing from the ice storage bin.” RID at 31. The ALJ noted that, “the LG auger
moves ice horizontally . . . through a hole in the side of the ice storage area.” Id. The ALJ found
that because “[t]he LG auger does not extend across the entire width of the ice storage bin . . . a
horizontal auger may not pass all the pieces of the ice through it successfully, as it is moving ice
pieces in a circular motion horizontally, not around a vertical axis.” Id. The ALIJ further stated
that “[t]he ice pieces will be moving horizontally when the auger is energized, however they will
not always be moving down as a result of the movement of the auger[,]” and that “[o]nly when
the ice reaches the end of the auger does it move continually [downward to be dispensed], and
then through no motion or force of the auger, but solely due to gravity.” Id. at 32. The ALJ also
found that “[t]he movement of the auger has no effect on the ice at the point the ice leaves the
storage area[,]” and therefore, that “gravity pulls the . . . ice out of the bottom opening of the
bin.” Id. In response to an argument from the IA that the “movement of the auger causes ice to
pass through an opening in the lowest portion of the lower ice bin for dispensing[,]” the ALJ
disagreed, finding that “[t]here is no ‘causes the ice to pass through . . .” in the LG products[;]

[tThe auger does not move the ice pieces through the bottom opening of the ice storage bin.” Id.

at 36.
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2. Analysis
Although the ALJ does not explicitly construe the claim limitation, “the auger moves ice
~ pieces from the ice storage bin through the bottom opening for dispensing from the ice storage
bin,” he makes assumptions that amount to a construction of the limitation. First, the ALJ
assumes that the claim language requires that the ice pieces must “always be moving down as a
result of the movement of the auger.” RID at 32. Second, the ALJ assumes that gravity may
play no part in the passage of the ice pieces through the bottom opening when the auger is in a
horizontal orientation as opposed to a vertical orientation. Id.

Neither assumption is justified based on the Commission’s construction of “bottom
opening” or based on the intrinsic evidence. In construing “ice storage bin having a bottom
opening” to mean “an ice storage bin with an opening at a lowest portion of the ice storage bin,”
the Commission stated that “[t]he only limitation claim 1 places on the location [of] the ‘bottom
opening,” other than it be at the ‘bottom’ of the ‘ice storage bin,” is that it be positioned such that
an auger may move ice pieces through it for dispensing.” Comm’n Op. at 22. The ALJ’s
characterization of the Commission’s Opinion as implying that the bottom opening must be
positioned such that the auger directly effects movement of ice through the bottom opening is
overly broad. The Commission simply found that the explicit language of claim 1 requires that
the “bottom opening” be positioned such that the auger moves ice pieces through it. Comm’n
Op. at 22. The Commission’s construction holds no broader implications for how direct the
action of the auger must be in moving the ice pieces “from the ice storage bin through the bottom
opening for dispensing from the ice storage bin.” ‘130 patent, 12:62-63.

Nor does the Commission’s construction of “bottom opening” place any limitations on

12



PUBLIC VERSION

the significance that gravity might play in the process of moving the ice through the “bottom
opening.” In further discussing the relationship between the orientation of the auger and the
“bottom opening” as specified by the claim language, the Commission stated that “we do not
construe the elements recited in claim 1 as needing the assistance of gravity in dispensing ice
from the ice storage bin.” Comm’n Op. at 24 (emphasis added). Although the Commission
indicated that it did not construe the claim to require the assistance of gravity in moving the ice
through the bottom opening, the Commission did not indicate that action by gravity was
prohibited. In other words, the claim neither requires nor prohibits assistance by gravity in the
act of moving the ice through the bottom opening and ultimately dispensing the ice from the ice
storage bin. Accordingly, the Commission did not construe the claim to include the limitation
applied by the ALJ, which is that gravity may play no part in the dispensing process when the
auger is in a horizontal orientation.

Likewise, the Commission’s construction of “bottom opening” does not require that the
ice pieces must “always be moving down as a result of the movement of the auger.” RID at 32.
The Commission’s statement concerning the relationship between the auger and the bottom
opening was made only in the context of refuting the ALJ’s implicit limitation of the auger of
claim 1 to a vertical orientation in his original ID (see ID at 21-24) and places no further
limitation on the way in which the auger of claim 1 might effect the movement of ice through the
bottom opening.

The intrinsic evidence also does not support the additional restrictions the ALJ placed on
how “the auger moves ice pieces from the ice storage bin through the bottom opening.” First of

all, the claim language itself recites no directional limitation on the movement of the ice by the
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auger, simply stating that “the auger moves the ice from the ice storage bin through the bottom
opening.” ‘130 patent, 12:61-63 (emphasis added). As is clear from the claim language, the
only function the auger must perform is to move the ice from one place, “from the ice storage
bin,” to another, “through the bottom opening.” The claim language places no further restriction
on how the auger accomplishes this task or whether the auger must accomplish it without the
assistance of any other forces, such as gravity. Moreover, while unasserted dependent claim 3
requires that the auger be in a vertical orientation, claim 1 has no such limitation. Compare ‘130,
12:59-60 to 13:4-6. While the vertical nature of the auger of claim 3 explicitly recites the
preferred embodiment, in which “the ice pieces are free to move downwardly, under the urgings
of gravity, through the lower ice bin member” (/d., 9:65-10:1), the auger of claim 1 has no
limitations on either its orientation or on the part in which gravity may or may not play as the
auger moves ice through the bottom opening.

The specification of the ‘130 patent describes the function of the auger in the preferred
embodiment as “[r]otation of the auger 172 causes the ice pieces to pass through the inlet
opening 184 and fall into the ice crushing region 186.” Id., 10:42-44 (emphasis added). Asis
immediately apparent from the cited passage, the only direct action the auger performs in the
preferred embodiment is to “cause[] the ice to pass through the inlet opening 184.” The ice then
“falls,” presumably under the influence of gravity, “into the ice crushing region 186” before
being “dispensed through the outlet opening 170.7% Id., 10:52-53, 63-64. Moreover, in the
operation of the ice storage bin of the preferred embodiment, the ice reaches the “inlet opening

184" before it reaches the “outlet opening 170.” Id., 10:42-64. Therefore, even in the preferred

% In his original ID, the ALJ identified the outlet opening 170 as the bottom opening of
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embodiment, in which the entire ice storage and dispensing system are vertical, the auger is
described as only directly affecting the passage of the ice “through the inlet opening 184,” which
as can be seen in Figure 9 of the ‘130 patent, is a separate structure from the “outlet opening
170.” Id., Figure 9.

By placing a limitation on how directly the motion of the auger affects the movement of
the ice from the ice storage bin through the bottom opening, such that the “motion or force of the
auger” (RID at 32) must directly affect the entiré process, the ALJ improperly read the preferred
embodiment out of the claim. Vitronics Corp. v. Conceptronic, Inc. 90 F.3d 1576, 1583 (Fed.
Cir. 1996) (finding that interpreting “a preferred . . . embodiment in the specification [such that
it] would not fall within the scope of the patent claim . . . is rarely, if ever, correct”).

Our construction, therefore, of the claim limitation “the auger moves ice pieces from the
ice storage bin through the bottom opening for dispensing from the ice storaée bin” does not
require that the auger move ice pieces from the ice storage bin through the bottom opening for
dispensing in a continually downward direction or without the assistance of any additional force,
such as gravity.

B. Construction of the claim phrase “ice crushing region”

1. RID

In his analysis of whether the accused refrigerators infringe claim 6 of the ‘130 patent,
the ALJ found that claim 6 is not infringed because “[t]he LG designs do not require that ice pass
through an ice crushing region aftef it leaves the ice storage bin.” RID at 33. Additionally, the

ALJ found that LG’s design does not infringe claim 8 of the ‘130 patent because “the ice pieces

the preferred embodiment. 1D at 23.
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do not have to pass through the ice crushing region, when the operator of the system wishes to
have whole ice pieces, but around it.” Id. at 43. The ALJ further found that “[i]n the LG design,
the ice crushing region is defined by the circumference of the ice crushing blades, and the
position of a flapper part that is movable.” Id. at 44-45. The ALJ noted that, in LG’s design, “if
the operator of the freezer wants whole ice pieces, as opposed to crushed ice, the pieces cannot
pass through the ice crushing region of the bin.” Id. at 33. The ALIJ stated that “[i]f the user has

selected whole ice pieces, the ice will pass around the crushing region and out of the assembly”

because “[a] movable plastic paddle or flapper allows the pieces to drop through the hold in the
bottom of the ice storage bin without passing through the ice crushing region when the control is
set for whole ice.” Id. at 34 (emphasis in original). Contrasting the LG system with the
preferred embodiment disclosed in the ‘130 patent, the ALJ found that, “in the Whirlpool design
... [rlegardless of the setting the operator uses, the ice comes into contact with the ice crushing
blades.” Id. Specifically, the ALJ found that, in the system disclosed in the ‘130 patent, “the ice
always passes within the circumference of the rotating ice crushing blades . . ..” Id. at 41.
2. Analysis

The ALJ required the “ice crushing region” to be “an area defined by the circumference

of the rotating ice crushing blades.” See RID at 41. This construction directly contradicts the

language of claims 6 and 8 of the ‘130 patent. Claim 6 states that “the ice storage bin defines an

ice crushing region” and claim 8 recites “the lower ice bin defining an ice crushing region.” ‘130

patent, 13:18, 40-41 (emphasis added). In both instances, the claim language explicitly describes
how the “ice crushing region” is to be delineated. Neither claim describes the “ice crushing

region” in relation to the circumference of the ice crushing blades. Rather, in claim 6, the claim
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language recites that the “at least one ice crusher blade” and the “at least one stationary blade”
are situated “within the ice crushing region.” ‘130 patent, 13:24-29 (emphasis added). Claim 8
recites the identical description of the “at least one ice crusher blade” and the “at least one
stationary blade.” Id., 13:46-51.

As such, looking at the claim language alone, it is incorrect to conclude that “the
circumference of the rotating ice crushing blades” somehow defines the region that the ice
crushing blades are within. The claim language requires that the ice crushing blades are “within”
a separately defined structure, not that they define the structure themselves. Moreover, claim 6
recites that the “ice crushing region” has “an inlet opening.” Id., 13:20-21. Again, it would not
make sense to describe “an area defined by the circumference of the rotating ice crushing blades”
as having “an inlet opening.” It is far more reasonable to consider a structure having physical
boundaries of some sort as having “an inlet opening.”

The specification of the ‘130 patent supports this reasoning. The specification describes
the “ice crushing region” of the preferred embodiment as being “defined by the cylindrical wall
portion 166, the cover 182 and the bottom wall portion 166.” Id., 10:31-34. As such, during
operation of the ice storage bin of the preferred embodiment, “[r]otation of the auger 172 causes

the ice pieces to pass through the inlet opening 184 and fall into the ice crushing region 186.”

Id., 10:42-44 (emphasis added). A plain reading of this language indicates that the “ice crushing
region” is an area defined by physical structures and that it is an enclosed area such that there
must be an opening into the region, in this case “an inlet opening.”

The ALJ made much of the fact that, in the preferred ice storage bin of the ‘130 patent,

“the ice always passes within the circumference of the rotating ice crusher blades[.]” RID at 41.
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There is, however, no such requirement in the language of claims 6 or 8. Claims 6 and 8 require

Y 44

that “ice pieces must pass” through the *“ice crushing region” “when [the] ice pieces are
discharged through the bottom opening.” Claims 6 and 8 also require that the “ice crushing
region” have “within” it “at least one ice crusher blade” and “at least one stationary blade.”
There are no further limitations in the claim language for the interaction between the ice pieces
passing through the “ice crushing region” and the ice crusher blades within the *“ice crushing
region.” The only restrictions that the claim language places on the location of the ice crusher
blades, other than that they must be “within the ice crushing region,” is that the “at least one ice
crusher blade [is] rotatably connected to the shaft portion [of the auger]” and that the “at least
one stationary blade [is] mounted within the ice crushing region such that the ice crusher blade
rotates past the stationary blade.” Even in the description of the preferred embodiment, the
specification of the ‘130 patent merely states that:

Extending from the bottom shaft 176 [of the auger 172] are a plurality of ice

crusher blades 188. The ice crusher blades 188 are connected to the bottom

shaft for co-rotation therewith. A plurality of stationary blades 190 extend
between the bottom shaft 176 and the cylindrical wall portion 166.

‘130 patent, 10:35-41. There is nothing in this description that indicates that the ice crusher
blades must take up the entire “ice crushing region” defined by the “ice storage bin” or “the
lower ice bin member.”

We, therefore, construe the claim limitation “ice crushing region” as “an area defined by
the ice storage bin (claim 6) or the lower ice bin member (claim 8) through which ice pieces
must pass before being dispensed from the ice storage bin.” We note that the claims further
require that the area have, with respect to claim 6, an inlet opening. Moreover, with respect to

both claims 6 and 8, the area has within it a shaft portion of the auger, at least one stationary
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blade rotatably connected to the shaft portion of the auger, and at least one stationary blade
mounted within the area such that the ice crusher blade rotates past the stationary blade.

We note that the modified claim constructions affect the ALJ’s findings related to
infringement only. The ALJ’s findings relating to validity and domestic industry are not
affected. Accordingly, we adopt those findings with the modifications discussed in detail below.
III. VALIDITY

Under 35 U.S.C. § 103(a), a patent is valid unless “the differences between the subject
matter sought to be patented and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having ordinary skill in the art
to which said subject matter pertains.” 35 U.S.C. § 103(a). The ultimate question of
obviousness is a question of law, but “it is well understood that there are factual issues
underlying the ultimate obviousness decision.” Richardson-Vicks Inc. v. Upjohn Co., 122 F.3d
1476, 1479 (Fed. Cir. 1997). Once claims have been properly construed, “[t]he second step in an
obviousness inquiry is to determine whether the claimed invention would have been obvious as a
legal matter, based on underlying factual inquiries including: (1) the scope and content of the
prior art, (2) the level of ordinary skill in the art, (3) the differences between the claimed
invention and the pﬁor art, and (4) secondary considerations of non-obviousness.” Smiths Indus.
Med. Sys., Inc. v. Vital Signs, Inc., 183 F.3d 1347, 1354 (Fed. Cir. 1999) (citing Graham v. John
Deere Co., 383 U.S. 1, 17 (1966)).

“Secondary considerations,” also referred to as “objective indicia of non-obviousness,”
such as “commercial success, long felt but unsolved needs, failure of others, etc.,” may be used

to understand the origin of the subject matter at issue, and may be relevant as indicia of
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obviousness or non-obviousness. Graham, 383 U.S. at 17- 18. Secondary considerations may
also include copying by others, prior art teaching away, and professional acclaim. See Perkin-
Elmer Corp. v. Computervision Corp., 732 F.2d 888, 894 (Fed. Cir. 1984), cert. denied, 469 U.S.
857 (1984). Evidence of “secondary considerations,” must be considered in evaluating the
obviousness of a claimed invention, but the existence of such evidence does not control the
obviousness determination. In order to accord objective evidence substantial weight, its
proponent must establish a nexus between the evidence and the merits of the claimed invention,
which is generally made out “when the patentee shows both that there is commercial success,
and that the thing (product or method) that is commercially successful is the invention disclosed
and claimed in the patent.” In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995). But
secondary considerations, such as commercial success, will not necessarily dislodge a
determination of obviousness based on an analysis of the prior art. See KSR Int’l Co. v. Teleflex
Inc., 550 U.S. 398, 426 (2007) (commercial success did not alter conclusion of obviousness). A
court must consider all of the evidence under the Graham factors before reaching a decision on
obviousness. Richardson-Vicks, 122 F.3d at 1483-84.

A. Claim 1: Hitachi ‘165 Reference

1. RID

In noting that the Commission instructed him to re-assess the validity of the asserted
claims in light of its remand order, the ALJ stated that the ID’s original construction properly
limited the orientation of the auger to a vertical orientation “because no other embodiment was
claimed, and because the patent seemed to specifically disclaim any horizontal auger as being

well known in the prior art.” RID at 3-4. The ALJ also mentioned the fact that “[o]ther exhibits
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of the prior art also disclose horizontal augers . . . [and] there was also testimony from Whirlpool
engineers that such augers were common knowledge in the industry in 1998.” Id. at 5. Finally,
the ALJ noted that “the abstract of the patent mentions only a vertical auger and nothing in the
language of the claims or specification would suggest broader scope for the ‘130 patent.” Id.

Turning to his evaluation of claim 1, the ALJ found that claim 1 was obvious in light of
the Japanese Utility Model Application S51-21165 to Hitachi (“the Hitachi ‘165 reference”)
combined with other well known prior art. Id. at 6. The ALJ found that “[t]he [Hitachi] ‘165
reference lacks only the ice maker mounted in the freezer compartment for forming ice pieces”
and therefore “does not disclose mounting the ice storage bin below the ice maker for receiving
ice pieces from the ice maker.” Id. at 7. The ALJ determined that “in light of KSR, all that is
required to reach every element of claim 1 of the ‘130 patent is the mere application of a known
technique to a piece of prior art ready for the improvement.” Id. at 9.

The ALJ found that automatic ice makers were “well known by 1998[]” and that “adding
[a] brior art ice maker would be a known technique to improve the Hitachi invention [the Hitachi
‘165 reference].” Id. The ALJ further found that the Hitachi ‘165 reference itself provides “[a]
clear motive to combine the automatic ice maker with the Hitachi invention[.]” Id. Noting that
the Hitachi ‘165 reference stated the need to open the freezer door to retrieve ice from a manual
ice tray and the subsequent handling of the ice by hand are drawbacks, the ALJ found that “using
an automatic ice maker that deposits the ice directly into the ice dispensing bin would have been
obvious to one of ordinary skill, not only in 1998 but in the years prior.” Id. at 10. The ALJ
further noted that the 130 patent itself specifically states that automatic ice making systems were

well known in the art at the time of the ‘130 invention. Id. (citing ‘130 patent, 1:10-22). The
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ALJ, therefore, found that the Hitachi ‘165 reference, combined with either U.S. Patent Nos.
3,299,656 (“the ‘656 patent”) or 4,942,979 (“the ‘979 patent”), both of which disclose automatic
ice makers and are assigned to Whirlpool, “contains each and every limitation in claim one of the
‘130 [patent].” Id.

Whirlpool argued before the ALJ that an automatic icemaker could not be combined with
the refrigerator of the Hitachi ‘165 reference because of the spatial limitations of the freezer
compartment. Id. at 10-11. Specifically, Whirlpool argued that “the evidence that the ice bin
was too high, that it is close to the top of the refrigerator, and that a ‘bulky’ ice maker would
undermine the purpose of using the ‘volume of the freezer chamber’ more efficiently are enough
to thwart the efforts of those of ordinary skill in the art.” Id. at 11 (citing CFF 243). The ALJ
rejected Whirlpool’s argument, finding that manual ice trays would take up far more space and
be far less efficient than an automatic ice maker. /d. The ALJ noted that, unlike in KSR, a
conclusion of obviousness is even more apparent in this case where both the prior art and the
asserted patent are within the same field and are concerned with solving the same problem. Id. at
11-12. The ALJ also found that:

If our person of reasonable skill reads the patent, and knows the problem
is a) it is not sanitary to touch ice, and b) it is inefficient to open the
freezer compartment door too many times as it will lose cold air, it would
be only natural to think of an automatic ice maker, a technology that was
well know [sic] in the field for years, as it would further both those goals.
A person of ordinary creativity, who knew that such ice makers existed,
could not help but think of combining them. The problem of designing a
shorter ice bin, or putting a lower lip on one to accommodate the ice
maker would not be beyond such person’s skills. To further suggest than
an engineer in the field, as the person of ordinary skill in the art would be,

could not resolve the pitch of the slope of a plastic ice receptacle, or lower
the edge of the container is also not persuasive.
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Id. at 12. Rather, the ALJ concluded, combining “the Hitachi ice bin, with its auger, mounted on
the door” with an automatic ice maker is nothing more than a “combination of familiar elements
according to known method [that] is likely to be obvious [as it] does no more than yield
predictable results.” Id. at 13.

The IA argued that the ‘130 patent was not obvious even under the Commission’s claim
construction because one of the inventors, Mr. Myers, testified that “there were numerous
technical problems to be resolved” in moving the ice storage bin to the door. Id. at 13-14. The
ALJ did not find the inventor’s testimony persuasive because “the inventor was testifying about
his own work . . . [and thus had] every motive to see the work as requiring great skill[.]” Id. at
14. The ALIJ further found the testimony unpersuasive because “the Commission found that
moving the ice maker from the cabinet to the door was not so inventive” (Comm’n Op. at 19-20),
and because “the matters listed by [the IA] were not matters noted in the patent itself.” Id. The
ALJ noted that the ‘130 patent does not discuss the “problems” listed by Mr. Myers, such as “‘the
size of the bin, the rate of ice delivery[] through the door or otherwise, and the manner of
mounting it to the door[,]” indicating that they “can easily be resolved by one of ordinary skill in
the art.” Id. at 15. The ALJ also found that “the features such as a bin mounted on the door, a
system for keeping the ice maker from delivering ice when the bucket was not underneath it, and
making the bin transparent were all in the prior art.” Id.

2. Analysis

As an initial matter, we note that the ALJ took the opportunity on remand to both

elaborate on his analysis of invalidity and to correct an error in the original ID, namely

evaluating whether or not an “automatic ice making system . . . would . . . have been obvious
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when the [Hitachi] ‘165 application was filed in 1974.” ID at 39. On remand, the ALJ properly
refers to the 1998 filing date of the ‘130 patent, rather than to the 1974 filing date of the Hitachi
‘165 reference, in determining the obviousness of the ‘130 patent. RID at 9-10. The statute
requires that in order for a patent to be invalid for obviousness, the invention must have been
obvious at the time the invention was made. 35 U.S.C. § 103.

The ALJ found on remand that “[t]he ‘165 réference lacks only the ice maker mounted in
the freezer compartment for forming ice pieces[,]” and thus “does not disclose mounting the ice
storage bin below the ice maker for receiving ice pieces from the ice maker.” RID at7. As such,
in the RID, the ALJ found that the Hitachi ‘165 reference discloses every other element of claim
1 of the ‘130 patent:

(a) “A refrigerator including a freezer compartment having an access
opening and a closure member for closing the access opening”;

(b) “An ice storage bin mounted to the closure member (while not below
the ice maker the storage bin has all the other elements) below the ice
maker for receiving ice from the ice maker, the ice storage gin having
a bottom opening”;

(c) “A motor mounted on the closure member”; and

(d) “An auger disposed within the ice storage bin and drivingly connected
to the motor, [w]herein upon energization of the motor, the auger
moves ice pieces from the ice storage bin through the bottom opening
for dispensing from the ice storage bin.”

RID at 7. Whirlpool did not contest the ALJ’s conclusion that these elements of claim 1 of the
‘130 patent are found in the Hitachi ‘165 reference. Therefore, our analysis will focus on the

automatic ice maker required by claim 1.2

3 The fact that the Commission’s claim constructions do not limit the orientation of the
claimed auger to a vertical orientation (see RID at 3-6) does not affect the ALJ’s determination
of invalidity, as it has no impact on the ALJ’s analysis of whether or not the prior art discloses an
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With careful reference to the relevant precedent, including KSR, the ALJ concluded that
automatic ice makers were well known in the prior art by 1998, the filing date of the application
leading to the ‘130 patent. RID at9. The ALJ also found that “[t]he adding of the prior
[automatic] art ice maker would be a known technique to improve the Hitachi invention.” Id.
Finally, the ALJ found that “[a] clear motivation to combine the automatic ice maker with the
Hitachi invention is stated in the [‘130] patent itself.” Id. Again, Whirlpool did not challenge
any of these conclusions. Rather, Whirlpool argued that because “major changes would have
been needed” to combine the ice storage bin of the Hitachi ‘165 reference with an automatic ice
maker, “a person of ordinary skill would not have had a reasonable expectation of success
making the combination.” Whirlpool’s Pet. at 22. We will examine Whirlpool’s arguments one
at a time.

First, Whirlpool argues that “[a]n automatic icemaker simply cannot be combined with
the Hitachi refrigerator because there is no room to put it.” Id. at 23. Whirlpool’s arguments and
its experts’ testimony focuses on the fit of the ice storage bin taught by the Hitachi ‘165
reference within the specific refrigerator disclosed in Figure 1 of the Hitachi ‘165 reference. Id.
Whirlpool’s focus is overly narrow. “A reference must be considered for everything it teaches
by way of technology and is not limited to the particular invention it is describing and attempting
to protect. On ihe issue of obviousness, the combined teachings of the prior art as a whole must
be considered.” EWP Corp. v. Reliance Univ. Inc., 755 F.2d 898, 907 (Fed. Cir. 1985). The

Hitachi patent does not contain any limitation on the size or type of freezer with which the ice

automatic ice maker that can be combined with the ice dispensing system of the Hitachi
reference. The Commission’s reasons for modifying the construction of “bottom opening,”
which is the claim term having relevance to the auger’s orientation, is provided in the
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storage bin it teaches may be used. Hitachi does not teach a specific type of freezer-refrigerator
combination. Rather, Hitachi discloses an ice storage bin having the specific features identified
by the ALJ that are found in claim 1 of the ‘130 patent. RID at7.

Furthermore, the evidence shows that several types of refrigerators other than a top-
mount refrigerator, e.g., side-by-side refrigerator models of the type at issue in this investigation,
were known in the art before the filing date of the application leading to the ‘130 patent. See
RFF-07.221; RX-169 at D-16. Whirlpool presumably would not expect the Commission to
believe that the simple matter of placing the ice storage bin of Hitachi within, for example, a
side-by-side unit, would not alleviate all of the space concerns that it raises or that such a simple
replacement would not be within the purview of one of ordinary skill in the art as of 1998. See
Whirlpool’s Pet. at 23 (discussing space concerns in “Hitachi’s top-mount freezer
compartment”). As the Supreme Court stated in KSR, “if a technique has been used to improve
one device, and a person of ordinary skill in the art would recognize that it would improve
similar devices in the same way, using the technique is obvious unless its actual application is
beyond that person’s skill.” KSR, 550 U.S. at 401.

Whirlpool also argued that the inlet section of the ice storage bin disclosed in the Hitachi
‘165 reference would have taught away from using it with an automatic ice maker because the
gradual slope of the inlet section would prevent ice from falling freely down to the auger system
and suffer from ice build-up. Whirlpool did not, however, explain why this feature of the
Hitachi bin has any bearing on the claimed ice storage bin of the ‘130 patent, which does not

have anything similar to the inlet section of the Hitachi bin. One of the relevant inquiries in

Commission’s prior opinion. See Comm’n Op. at 24-25.
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determining whether a claimed invention is obvious is “the differences between the claimed
invention and the prior art.” Smiths Indus., 183 F.3d at 1354 (emphasis added). The ultimate
question is whether “the differences between the subject matter sought to be patented and the
prior art are such that the subject matter as a whole would have been obvious . ...” 35 U.S.C. .
§ 103(a). Whirlpool does not explain why it would be appropriate to determine the differences
between a feature that is not even recited in claim 1 of the ‘130 patent with the prior art.
Moreover, there is nothing in the Hitachi ‘165 reference disclosure to indicate the precise
physical dimensions of the Hitachi bin. The ALJ was, therefore, perfectly justified in finding
that the Hitachi ‘165 reference would not somehow handicap or restrict the abilities of one of
ordinary skill in the art in combining the Hitachi bin with an automatic ice maker to come up
with the “ice storage bin” of claim 1. RID at 12.

Furthermore, there are numerous examples in the prior art of record combining a door-
mounted, through-the-door delivery, ice storage bin with an automatic ice maker. In particular,
both U.S. Patent No. 3,747,363 to Grimm (1973) and U.S. Patent No. 4,227,383 to Horvay
(1980) (“the Horvay patent™) disclose the use of ice storage bins with automatic ice makers,
where the ice storage bin has an inlet section similar in broad appearance to that of the ice
storage bin of the Hitachi ‘165 reference. The use of automatic ice makers with these door-
mounted, through-the-door ice delivery systems that far predate the ‘130 patent, indicate that the
solution to any problems associated with such systems in use with automatic ice-makers was
well-knqwn by the time the application leading to the ‘130 patent was filed in 1998.

We note that the combination the ALJ relied on in finding claim 1 obvious, specifically

the Hitachi ‘165 patent combined with either the ‘656 patent or the ‘979 patent, both assigned to
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Whirlpool (RID at 10), was not suggested by LG’s expert, Dr. Bessler. Since the ‘130 patent
itself states that the ‘979 patent discloses a prior art ice making system, we find that it is proper
to consider this reference. See Valmet Paper Machinery, Inc. v. Beloit Corp., 105 F.3d 1409,
1412 (Fed. Cir. 1997) (noting that the patents-in-suit cite the asserted prior art references). It is
not clear, however, why the ALJ relied on the ‘656 patent, which is not disclosed in the ‘130
patent, and does not appear to be an admitted exhibit. Dr. Bessler, however, specifically states
that the ice bin of the Hitachi ‘165 reference could be combined with automatic ice bins
disclosed in a number of other prior art patents in the record, specifically, U.S. Patent Nos.
5,056,688 (JX 26); 3,621,668 (JX 11); 3,602,441 (JX 29); and 3,308,632 (JX 28). RX-570C at
QQ. 550-554. Therefore, the Commission finds that claim 1 is obvious over the Hitachi ‘165
reference in light of at least one of the ‘979 patent and the other references specified by Dr.
Bessler.

We agree with the ALJ’s rejection of the IA’s argument that the ‘130 patent is not
obvious because of the “numerous technical problems to be resolved” in moving the ice storage
bin to the door. As the ALJ stated, the ‘130 patent does not claim any of the qualities that the
inventor, Mr. Myers, indicated were problems to be solved. RID at 15. The Federal Circuit
squarely addressed this issue in In re Hiniker Co., where the inventor claimed that combining the
specified prior art “would encounter such severe difficulty as to dissuade an artisan of ordinary
skill from making the combination.” 150 F.3d 1362, 1368 (Fed. Cir. 1998). The Court, in
rejecting the inventor’s argument, stated that “[a]lthough [the inventor’s] submissions are
extensive and its arguments are otherwise persuasive, neither is connected to the broad claims

that [the inventor] seeks to secure . . . Although operational characteristics of an apparatus may
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be apparent from the specification, we will not read such characteristics into the claims when
they cannot be fairly connected to the structure recited in the claims.” 1d. Likewise, in this case,
the claims of the ‘130 patent do not encompass the solutions to the technical challenges that Mr.
Myers identified. Therefore, whether or not those challenges are overcome by the prior art is
irrelevant.

Although the ALJ gave other reasons for rejecting the IA’s technical challenges
argument, we do not find them persuasive. Specifically, we are not convinced that the ALJ’s
finding that the inventor, Mr. Myers, was not credible because he was merely bragging about his
own invention, is a sufficient reason alone for rejecting the invéntor’s testimony.

Furthermore, with respect to the ALJ’s reason that “the Commission found that moving
the ice maker from the cabinet to the door was not so inventive[,]” we disagree with the ALJ’s
characterization of the Commission’s Opinion. In its opinion, the Commission stated that “the
placement of the ice maker was not considered the ‘novel aspect” of the invention[.]” Comm’n
Op. at 19 (emphasis added). The Commission went on to conclude that “[w]ithout more
evidence regarding the difficulty of mounting an automatic ice maker on a ‘closure member,” we
do not believe that the lack of disclosure in the ‘130 patent for such an embodiment leads to the
conclusion that such an embodiment is not enabled.” Id. at 20. As is apparent from the quoted
language, the Commission’s discussion of the position of the automatic ice maker within the
freezer compartment of the ‘130 patent had nothing at all to do with whether or not moving the
ice maker to the freezer door is inventive. Rather, the discussion merely concerned whether the
‘130 patent enables such an embodiment such that the claim language could cover that

embodiment, which the Commission found that it does.
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Based on the preceding discussion, we do not find that the ALJ erred in finding that claim
1 of the ‘130 patent is obvious over the Hitachi ‘165 reference combined with other well known
prior art. The Commission, therefore, affirms the ALJ’s determination with the above detailed
modifications concerning the prior art references.
B. Claim 2: Hitachi ‘165 Reference and Gould Reference
1. RID
Claim 2 of the ‘130 patent recites:

The refrigerator according to claim 1, further comprising:

An ice discharge chute through the closure member below the bottom
opening of the ice storage bin wherein upon energization of the motor, the
auger moves ice pieces from the ice storage bin through the bottom
opening to the ice discharge chute.

‘130 patent, 12:64 — 13:3 (emphasis added). The ALJ found that the recited “discharge chute”
means “an inclined plane, sloping channel, or passage down or through which things may pass.”
RID at 16. The ALJ stated that this definition applies to the “discharge section 11 with an
inclined surface 10” disclosed in the specification and figure 2 of the Hitachi ‘165 reference, and
therefore, that claim 2 of the ‘130 patent is obvious in light of Hitachi and the prior art described
above. Id.

The ALJ also found that claim 2 of the ‘130 patent is obvious over U.S. Patent No.
3,146,601 (“the Gould patent”). Id. at 17. The ALJ stated that “[t]he Gould patent discloses an
automatic ice maker and an ice storage bin mounted on the fresh food door.” Id. The ALJ stated
that the Commission agreed with Whirlpool’s argument that “it did not specifically disclaim a
freezer compartment mounted on a fresh food door as part of the patent prosecution history

because the history that clearly disclaims Gould was written by the patent examiner, and not a
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Whirlpool representative.” Id. (citing Comm’n Op. at 9). The ALJ concluded, therefore, that “as
Gould is no longer disclaimed, then the Gould patent, combined with the Hitachi ‘165 reference,
render the combination of the ice maker and motorized auger mounted on a fresh food closure
member obvious.” Id. at 20.

Because neither the Gould patent nor the Hitachi ‘165 reference, relied on by the ALJ,
disclose the “ice discharge chute” limitation of claim 2, we recommended review of the ALJ’s
determination that claim 2 is obvious and requested further briefing on this issue. Id. at 45.
Specifically, we asked the parties the following question:

Does the prior art of record show an ice discharge chute, as recited in
claim 2 of the ‘130 patent, that is separate from and below the bottom
opening of the ice storage bin? Can this prior art be combined with the

Hitachi reference, or any other prior art references that are currently in the
record, to render claim 2 obvious?

74 Fed. Reg. 67250 (Dec. 18, 2009).
2. Analysis

Claim 2 of the ‘130 patent adds to “the refrigerator according to claim 1” the additional
limitation of “[a]n ice discharge chute through the closure member below the bottom opening of
the ice storage bin . . ..” ‘130 patent, 12:64 — 13:3 (emphasis added). As is clear from the
italicized language, the “ice discharge chute” of claim 2 is part of the refrigerator, not a part of
the “ice storage bin.” The Federal Circuit has stated that the full context of a claim, including the
words surrounding a disputed limitation, is critical in understanding the meaning of the claim.
Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005) (en banc). The claim language

specifically recites that the “ice discharge chute” is “below the bottom opening of the ice storage

bin.” This language indicates that the “ice discharge chute” is not a part of the “ice storage bin,”
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particularly since it is claimed as being a part of the refrigerator, itself.

Furthermore, claim 2 states that “the auger moves ice pieces from the ice storage bin
through the bottom opening to the ice discharge chute.” The fact that the claim describes the
auger moving the ice “from” the “ice storage bin” “#0” the “ice discharge chute” is a further
indication that the “ice storage bin” and “ice discharge chute” are not the same structure. Even if
the “ice discharge chute” and “ice storage bin” need not be completely separate units, there is no
indication in the claim language that they are meant to exist integrally in the same structure. We
find, therefore, that the “ice discharge chute” cannot be both a part of the “ice storage bin” and
“below the bottom [opening] of the ice storage bin.”

The “ice storage bin” described in the Hitachi ‘165 reference has “discharge section 11
with an inclined surface 10,” both of which are a part of the ice storage bin itself. RX-372 at
Figs. 2-4. In addition, it is not clear that the “opening 20” of the Hitachi ice bin (RX-372, Fig.
2), which LG claims is the “bottom opening,” is at the “lowest portion of the ice storage bin” as
required by the Commission’s claim construction of “bottom opening.” Therefore, we do not
find that the “inclined surface 117 of the Hitachi bin is below the “bottom opening” of the bin as
required by claim 2.

The €130 patent itself, however, cites to two references that disclose the “ice discharge
chute” of claim 2, namely U.S. Patent No. 4,084,725 to Buchser (“Buchser patent”) (JX-15) and
4,176,527 to Linstromberg (“Linstromberg patent”) (JX-17). Figures 2 and 3 of both patents
illustrate an “ice discharge chute” that passes through the closure member and is located below
the “bottom opening” of the ice storage bins of those patents. Specifically, the Buchser patent

describes the “downwardly inclined chute 277 (col. 3, 1. 29-32) and the Linstromberg patent
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describes the “chute 28” (col. 4, 11. 31-35, 62-68) as receiving ice from an ice storage area
through an outlet opening in the ice storage area and delivering or dispensing the ice. Whirlpool
argued that the Examiner found that the ice auger disclosed in the Buchser patent was not
combinable with a door-mounted ice storage bin, such as that disclosed in the Horvay patent.
Examiner’s Interview Summary (JX-2 at 219). The Examiner’s rejection based on the Buchser
patent, however, was made with respect to the “ice storage bin” of claim 1, not the “ice discharge
chute” of claim 2. The Interview Summary is, therefore, not applicable to claim 2.

Whirlpool cites to Karsten Manufacturing Corp. v. Cleveland Golf Co., 242 F.3d 1376
(Fed. Cir. 2001), in arguing that the ice bin of the Hitachi ‘165 reference and the chute disclosed
in the Buchser patent cannot be combined because their features are “fundamentally
incompatible.” In Karsten, the Federal Circuit stated that the “conflicting teachings” of one prior
art club, which was designed to raise the club head’s center of gravity, could not be combined
with another prior art club, which was designed to lower the head’s center of gravity. Karsten,
242 F.3d at 1385. Here, however, the specific technology concepts of the door mounted ice bin
taught in the Hitachi ‘165 reference and the discharge chute taught in the Buchser and
Linstromberg patents are not incompatible “conflicting teachings.”

Although the ice bin of the Hitachi ‘165 reference does penetrate the door, we find that it
is appropriate to accept the ALJ’s reliance on the Hitachi ‘165 reference in that it discloses the
door-mounted ice storage bin of claim 1. RID at 7. The specific structure of the ice bin of the
Hitachi ‘165 reference is irrelevant in considering whether the reference as a whole discloses a
particular claimed feature. “A reference must be considered for everything it teaches by way of

technology and is not limited to the particular invention it is describing and attempting to protect.
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On the issue of obviousness, the combined teachings of the prior art as a whole must be
considered.” EWP Corp., 755 F.2d at 907. Thus, the door-mounted ice storage bin of Hitachi
can be combined with the ice discharge chute of Buchser.

In its response to the Commission’s notice of review of the ID, Whirlpool disputed the
ALJ’s definition of “discharge chute” as meaning “an inclined plane, sloping channel, or passage
down through which things may pass.” See RID at 16. Since Whirlpool did not argue against
this definition in its petition for review of the RID, we find that Whirlpool has waived the
argument. See Broadcom Corp. v. Int’l Trade Comm’n, 542 F.3d 894, 900-901 (Fed. Cir. 2008)
(finding an argument not raised in a petition of review to the Commission waived).

In any event, Whirlpool’s argument is not persuasive. Whirlpool asserted that, even
though the ALJ’s expansive definition of “discharge chute” included both “inclined plane” and
“passage,” the ALJ was incorrect in finding that the “inclined surface 11 of the Hitachi ‘165
reference teaches the “ice discharge chute” of claim 2. Rather, Whirlpool argued, the claimed
“ice discharge chute” should mean only “passage.” While we agree that the Hitachi ‘165
reference alone does not render claim 2 obvious, we do not find that the ALJ’s error lay in
finding that the “inclined surface 11” of the Hitachi ‘165 reference meets his definition of
“discharge chute.” Whirlpool pointed to nothing that would lead to the conclusion that the ALJ’s
definition of “discharge chute” is overly expansive. Whirlpool merely disagreed with the ALJ’s
application of the definition to the prior art he was analyzing, which in our view was proper.

Finally, we disagree with the ALJ’s statement in his obviousness analysis that the
Commission found that Whirlpool did not disclaim mounting an ice bin on a fresh food door in

light of the Gould patent. RID at 17. In its opinion on remand, the Commission simply noted
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that, under the Federal Circuit’s admonition to the Commission in Sorenson v. International
Trade Commission, the interview summary was not the most appropriate evidence of whether or
not Whirlpool considered the “freezer compartment” and “freezer door” to be mutually exclusive
components. 427 F.3d 1375 (Fed. Cir. 2005); Comm’n Op. at 9-10. Nevertheless, Whirlpool
distinguished the Gould reference over the Examiner’s rejection by explaining that the Gould
reference “does not have a freezer compartment and a freezer door on which the ice bin is
mounted,” and thus explicitly disclaimed refrigerators having only a fresh-food compartment or
having an ice storage bin mounted on the closure member of a fresh-food compartment. JX-02
at Interview Summary.

The fact of Whirlpool’s disclaimer over the Gould reference, however, is irrelevant to the
issue of whether the Gould reference is invalidating prior art, since the concepts of prosecution
history disclaimer and invalidity are completely distinct. As discussed above, we find that the
Gould reference does not disclose the “ice discharge chute” limitation of claim 2. Nonetheless,
with the above detailed modifications concerning the prior art references, we affirm the ALJ’s
finding that claim 2 is obvious.

C. Claims 4 and 6

1. RID

Claim 4 of the ‘130 patent recites:

The refrigerator according to claim 1 further wherein the ice storage bin is

at least partially formed out of a transparent material such that the amount
of ice pieces in the ice storage bin can be readily visually determined.

‘130 patent, 13:7-10. The ALJ found that the use of transparent or partially transparent ice

storage bins was known in the industry prior to the ‘130 patent based on testimony from several
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of Whirlpool’s witnesses. RID at 20. The ALJ noted that the testimony was unchallenged by

Whirlpool, and that no evidence was offered to the contrary. Id. at 20-21. Although noting that

patent law teaches that a fact finder should be wary of inventor testimony, the ALJ found that,

where the inventors were testifying regarding the general state of the art in 1998, their testimony

was reliable, particularly since the inventors were testifying against their own interest. Id. at 21.
Claim 6 of the ‘130 patent recites:

The refrigerator according to claim 1 further wherein the ice storage bin
comprises:

The ice storage bin defines an ice crushing region through which the ice
pieces must pass when ice pieces are discharged through the bottom
opening, the ice crushing region having an inlet opening;

the auger having a shaft portion passing through the ice crushing region;

at least one ice crusher blade rotatably connected to the shaft portion for
rotation within the ice crushing region; and

at least one stationary blade mounted within the ice crushing region such
that the ice crusher blade rotates past the stationary blade.

‘130 patent, 13:16-29. The ALJ found the Hitachi ‘165 reference, including the disclosure and
Figures 2 and 3, shows every element of claim 6 of the ‘130 patent. RID at 22. The ALJ further
found that “[i]n addition to the Hitachi prior art, both augers and ice crushers were well known in
other prior art, as was noted by several of the engineers’ testimony.” Id. at 23. The ALJ referred
to the Linstromberg patent, finding that it “discloses an auger and ice crushing region as
evidenced in Figures 4 and 5[.]” Id. at 24-25. |
2. Analysis
The Commission agrees that claims 4 and 6 are obvious and affirms the ALJ’s

determination with respect to these claims.
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D. Claim 8
1. RID
Claim 8 of the 130 patent recites:

The refrigerator according to claim 1 further wherein the ice storage bin
comprises:

an upper ice bin member having a bottom edge;

a lower ice bin member connected to the lower edge of the upper ice bin
member, the lower ice bin member defining an ice crushing region
through which the ice pieces must pass when ice pieces are discharge
through the bottom opening;

the auger having a shaft portion passing through the ice crushing region;

at least one ice crusher blade rotatably connected to the shaft portion for
rotation within the ice crushing region; and

at least one stationary blade mounted within the ice crushing region such
that the ice crusher blade rotates past the stationary blade.

‘130 patent, 13:36-52. The ALJ found that “[i]n the prior art, the auger and ice crushing region
are not below the ice storage compartment or bin, but are at the same level as the bottom of the
ice storage bin.” RID at 26. The ALIJ noted, in the prior art, “the ice is moved horizontally
towards the door, through the crushing region, and then gravity pulls it to the area where it is
dispensed.” Id. The ALJ concluded, therefore, that “[t]he ice crushing region in the prior art is
not a ‘lower ice bin through which the ice pieces must pass’ nor is it connected to the bottom
edge of the ‘upper’ ice bin member.” Id.
2. Analysis
The ALJ concluded that the prior art does not disclose the elements of claim 8 because in

the prior art “the auger and ice crushing region are not below the ice storage compartment or bin,

37



PUBLIC VERSION

but are at the same level as the bottom of the ice storage bin.” LG appeals to Figure 3 of the

Hitachi ‘165 reference for support of its argument that claim 8 is obvious. Figure 3 shows the

following:
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Even if we were to accept LG’s argument that the “ice storage section 5” in the figure is
the upper bin member and that “conveyor section 6” is the lower bin member, the Hitachi ‘165
reference would still fail to disclose all of the features of claim 8. LG asserted that “ice storage
section 5” has a bottom edge or a sloping floor. The Hitachi ‘165 reference, however, does not
contain any description of a “sloping floor.” If by “sloping floor” LG means the “inclined
surface 10 leading to a discharge outlet 9,” it is difficult to see how this structure is meant to

somehow be a part of the “ice storage section 5.”
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The specification of the ‘130 patent indicates that the upper ice bin member 160 and the
lower ice bin member 162 of the preferred embodiment are “rigidly connected” together. ‘130
patent, 9:54-55 (emphasis added). This would indicate that the two members are separate
structures. Therefore, it is reasonable to conclude that the claim language reciting “an upper ice
bin member having a bottom edge” and “a lower ice bin member connected to the lower edge of
the upper ice bin member” means that the two members are, again, separate structures. There is
nothing in the Hitachi ‘165 reference to indicate that the “ice storage section 57 is a separate
structure that is “connected” to the “conveyor section 6,” and more importantly, to the “crushed
ice compartment 8.”

The ALJ’s conclusion that the bottom of “ice storage section 5” extends down to
“conveyor section 6” is reasonable considering that the Hitachi ‘165 reference describes the
operation of its ice dispensing system as follows: “[i]ce cubes 4 inside ice storage section 5 are
fed in successive axial direction inside conveyor section 6 by rotating screw 15, and discharged
from communicating hole 7 onto switch plate 21.” Clearly conveyor section 6 and ice storage
section 5 are cohabitating structures and are not separate as required by claim 8.

Finally, with respect to LG’s argument that Whirlpool waived any assertions concerning
the validity of claim 8 separate from the validity of claim 1, we note that the ALJ found that LG
failed to make a prima facie case of obviousness. Therefore, Whirlpool had nothing to rebut.
LG’s assumption that the ALJ’s failure to address its waiver argument means that the issue was
upheld is incorrect. The ALJ’s detailed discussion of the issue clearly indicates that he did not
consider the issue waived. The Commission, therefore, affirms the ALJ’s finding that claim 8 is

not invalid for obviousness over the Hitachi ‘165 reference.
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E. Claim 9
1. RID
Claim 9 of the “130 patent recites:

The refrigerator according to claim 1 further wherein the ice storage bin is
removable from the freezer compartment closure member.

The ALIJ found that “[w]hile it is not apparent that the Hitachi ‘165 reference discloses a
removable storage bin, virtually every ice storage bin in use has been removable.” RID at 26.
The ALJ also found that both the expert testimony and numerous prior art patents, including
those cited as prior art in the ‘130 patent, disclose removable bins. Id. The ALJ thus found that
“given the state of the technology at the time of the filing of the ‘130 patent, it would have been
obvious to combine the refrigerator of claim 9 with one of the prior art references.” Id.

2. Analysis

The record evidence shows that removable ice storage bins were well known in the art by
the time the application leading to the ‘130 patent was filed. Although the ALJ cited to only a
fraction of the available evidence in coming to his conclusion that claim 9 of the ‘130 patent is
obvious, we see no reason ‘to consider his finding ill-supported. Although the ALJ may have
misspoken in stating that “it was obvious to combine the refrigerator of claim 9 with one of the
prior art references” (RID at 26), the ALJ did not cite to the claims of disclosure of the ‘130
patent specification in finding that claim 9 was obvious. Rather, he looked to the prior art that
was cited during the prosecution of the ‘130 patent, as well as the evidence of record in this
investigation. Whirlpool has offered no satisfactory explanation as to why the ALJ’s analysis
was improper. We, therefore, affirm the ALJ’s finding that claim 9 of the ‘130 patent is invalid

for obviousness.
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F. Secondary Considerations
1. RID

The ALJ, after evaluating Whirlpool’s assertions concerning the commercial success of
its product containing the claimed inventions, found that “the evidence of commercial success of
the products does not overcome the evidence of obviousness in light of the prior art.” RID at 27.
The ALJ found that it was “difficult to attribute the commercial success of [Whirlpool’s] top of
the line refrigerator-freezers to the patented feature of the ice system.” Id. Specifically, the ALJ
noted that there are other features in Whirlpool’s refrigerators that could account for their
success, such as the presence of clear storage bins in other areas of the refrigerators, the type of
shelving, the attractiveness of the overall design, etc. Id. The ALJ expressed reluctance to draw
conclusions regarding the desirability of the patented features solely from the raw statistical data
provided by Whirlpool. Id. at 27-28.

Regarding the customer survey conducted by LG that Whirlpool presented to show that
consumers preferred LG’s in-door ice dispenser (“IDI”) models over General Electric’s (“GE”)
non-IDI models, the ALJ found that the survey data did not account for any other differences that
might drive consumer choice, such as consumer preference or consumer perception of brand
quality. Id. at 28. Furthermore, the ALJ noted that he “is aware that what a consumer says they
might do if they were purchasing a product and what they would actually do if they were making
a purchase could vary.” Id. The ALJ gave particular weight to survey data that showed that a
consumer would be willing to pay $100 more for a KitchenAid brand IDI model than for a
Whirlpool brand IDI model, concluding that something other than the IDI feature was driving

consumer choice. Id.
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Regarding evidence Whirlpool presented concerning “praise of others,” the ALJ found
that the evidence did not distinguish between “a new and novel function[] and the appearance of
the ice system on the door.” Id. at 29. The ALJ found that “[t]here is no evidence that the
consumers knew the system was patented, or why it was.” Id. The ALJ took note of a review
from Consumer Reports that stated it liked Whirlpool’s design because it offered more usable
volume and a bin that is easily removable for cleaning. Id. The ALJ found, however, that
“neither bins mounted on the door, nor removable bins are the patented features, and both were
known in the prior art.” Id. The ALJ stated that “[a]s the qualities that are being praised are not
qualities of the patent, the evidence would weigh more in assuming that the design of the
refrigerator, rather than the features of the patent, are driving consumer interest.” Id.

The ALJ also found that statements by LG acknowledging that they would be likely to
enter into a dispute with Whirlpool because of its IDI refrigerators was “not tantamount to
acknowledging that the patent Whirlpool had is valid, or that LG’s design infringes.” Id. at 30.
Specifically, the ALJ noted that “[i]f the person forming the conclusion had not studied the prior
art, nor the features of the ‘130 patent that were alleged to be patentable, the opinion regarding
the technology would be no more than fanciful speculation.” Id. at 30-31. Lastly, the ALJ found
that there was little evidence of copying of Whirlpool’s design by LG. Id. at 31.

2. Analysis

In his original ID, the ALJ found that the evidence Whirlpool submitted concerning
secondary considerations was consistent with his conclusion that the asserted claims of the 130
patent are not obvious. See ID at 42. It is worth noting that the ALJ merely recited the evidence

regarding secondary considerations that Whirlpool presented without making any judgments

42



PUBLIC VERSION

concerning the weight of that evidence. Id. The difference between the ID and the RID is that,
in the ID, Whirlpool’s evidence of secondary considerations was merely an additional reason that
the ALJ found that LG had failed in its burden to show that the ‘130 patent is obvious. Now,
however, Whirlpool’s evidence must overcome the RID’s finding that all of the asserted claims
except for claim 8 are obvious. Accordingly, the ALJ found that Whirlpool’s evidence of
secondary considerations was insufficient to overcome his conclusion that most of the asserted
claims of the ‘130 are invalid for obviousness. RID at 27. We agree.

Commercial success that is due to a feature that is unclaimed or knqwn in the prior art is
not pertinent to an analysis of secondary considerations. Ormco Corp. v. :llesee Orthodontic
Appliances, Inc., 463 F.3d 1299, 1312 (Fed. Cir. 2006); see J.T. Eaton & Co. v. Atlantic Paste &
Glue Co., 106 F.3d 1563, 1571 (Fed. Cir. 1997) (“[T]he asserted commercial success of the
product must be due to the merits of the claimed invention beyond what was readily available in
the prior art.”); Richdel, Inc. v. Sunspool Corp., 714 F.2d 1573, 1580 (Fed. Cir. 1983) (holding
claims obvious despite a purported showing of commercial success when patentee failed to show
that “such commercial success as its marketed system enjoyed was due to anything disclosed in
the patent in suit which was not readily available in the prior art”). Therefore, the question is
whether the features that Whirlpool credits for the commercial success of its IDI are unclaimed
or in the prior art?

The ALJ found, and we agree, that at least the door-mounted ice bins and removable ice
bins were known in the prior art. RID at 29. Therefore, neither of these features is relevant to
Whirlpool’s claims of commercial success. The ALJ states that “it is difficult to attribute the

commercial success of the top of the line refrigerator-freezers to the patented feature of the ice
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system.” RID at 27. Although the ALJ did not consider either door-mounted ice bins or
removable ice bins to be the novel features (I/d. at 29), it is not entirely clear what he did consider
to be the novel features. It is certain, however, that Whirlpool pinned the entirety of its
commercial success contentions on the perceived popularity of precisely those features that the
ALIJ found were in the prior art. Without the ability to rely on those features, Whirlpool’s claims
of commercial success fail.

Whirlpool argued that the ALJ ignored the evidence it presented concerning the
popularity and profitability of its IDI refrigerators. Far from ignoring this evidence, however,
the ALJ came to the reasonable conclusion that the evidence Whirlpool presented has no nexus
to any novel features. RID at 29. As such, he found that “the evidence presented made no
distinction between a new and novel function, and the appearance of the ice system on the door.”
Id. We do not believe this finding demonstrates error. Likewise, the ALJ’s finding that there
was no nexus between any novel features and the results of LG’s consumer survey or the
evidence of favorable reviews by Consumer Reports or Appliance Manufacturer was reasonable
because the evidence concerned praise of “a feature that was previously known in the art, which
Whirlpool engineers ’acknowledged they did not invent.” RID at 29-30. We also do not believe
that this finding was in error.

As for the statements Whirlpool attributes to LG, specifically that the ‘130 patent is a
“uniquely advanced technology” and that “[s]ince Whirlpool has the exclusive technology and
rights in this area, a dispute is expected[,]” the ALJ found that LG’s statements did not indicate
that the ‘130 patent is valid or that LG intended to infringe it. Id. at 30. The context of LG’s

statements was elaborated by an LG engineer, Dr. Lee, who testified that the statement was taken
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from a document concerning an analysis of the state of relevant technology to LG’s IDI
development project. Lee, Tr. 968:12-25. Dr. Lee further testified that LG looked at the ‘130
patent out of an abundance of caution to “avoid even the most . . . mundane sort of . . . disputes
with Whirlpool.” Id., 970:11-22. Dr. Lee further indicated that LG’s adoption of Hitachi’s
horizontal loading scheme and its decision to bring the ice maker to the door was in furtherance
of this effort. Id., 953:3 — 954:5. As the ALJ noted, nothing in LG’s statement or Dr. Lee’s
testimony could be taken as an admission that “the Whirlpool design was novel under the law.”
RID at 30.

Moreover, Whirlpool presented no evidence that .G made an attempt to study the full
scope of the prior art such that it would be able to make a determination as to whether the ‘130
patent Was valid. See id., 927:8-21 (Dr. Lee testifying that LG did not look into the full realm of
competitor products, but focused on Whirlpool). As such, although we do not agree with the
ALJ’s conclusion that the person making the statement concerning the attributes of Whirlpool’s
technology was not familiar with the ‘130 patent, we do believe that the ALJ was justified in
assuming that that person was not necessarily famiiiar with the full scope of the prior art. RID at
30-31. Furthermore, we find that LG’s statements do not overcome the sheer weight of the prior
art that shows that IDI bin technology was in the prior art long before the ‘130 patent.

With respect to Whirlpool’s allegations of copying by LG, the ALJ made only the
conclusory statement that “[t]here is very little evidence of copying of the Whirlpool design by
the LG design.” Id. at 31. This statement would seem to contradict the ALJ’s assessment in the
original ID that “the evidence of LG’s efforts to design the accused products suggests that the.

technical problems posed by an in-door ice dispensing system were difficult, and that the
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solutions were not obvious.” ID at 42 (citing RX-568 (Lee W.S.)). The ALJ, however, never
specified what these “technical problems” allegedly were or whether of not LG actually
overcame these problems. In fact, Dr. Lee’s testimony concerns only the technical challenges of
moving the ice-maker to the door, not the ice storage bin, which he testified was “a relatively
easy technology.” RX-568 (Lee W.S.) at Q/A 147.

The Federal Circuit has stated that “evidence of copying is relevant to an obviousness
determination[]” and that “where the copyist had itself attempted for a substantial length of time
to design a similar device, and had failed” that evidence is particularly relevant. Akamai Techs.,
Inc. v. Cable & Wireless Internet Servs., fnc., 344 F.3d 1186, 1196-97 (Fed. Cir. 2003). -
Whirlpool’s expert, Dr. Caligiuri, testified that he believed LG’s design around attempts had
failed because 1.G was dissatisfied with the side-loading ice bin of the Hitachi ‘165 reference,
and favored a front-loading design. CX-265C (Caligiuri Rebuttal W.S.) at Q/A 110.

Dr. Lee, however, made clear that LG considered the location of the ice maker, not the
location or style of the ice bin, to be the strength of its design around attempts. Lee, Tr. 970:11 —
971:3. He further emphasized that LG’s design efforts concerning the bin were simply an extra
step it took out of an abundance of caution. Id. Moreover, as the Commission noted in its prior
opinion, the specific orientation of the auger, and hence the loading style of the ice bin, is not a
claimed feature in any of the asserted claims. Comm’n Op. at 24-25. There is no indication that
supposedly failed attempts to cbpy a non-claimed feature can have any bearing on whether the
claimed invention is obvious. See Advanced Display Sys. v. Kent State Univ., 212 F.3d 1272,
1285 (Fed. Cir. 2000) (“[Aln accused infringer’s close copying of the ‘claimed invention, rather

2%

than one in the public domain, is indicative of non-obviousness.’”) (citations omitted).
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Lastly, concerning Whirlpool’s assertions of “long-felt need,” the ALJ did not address
this issue in the RID. Given the strength of the evidence that the ‘130 patent is obvious, we do
not believe the ALJ’s oversight is an incurable error. To be thorough, however, we examine
Whirlpool’s contention. Whirlpool asserted that LG’s expert, Dr. Bessler, “acknowledged that
increasing the amount of usable freezer space had been a long-felt need in the industry.”
Although Whirlpool is correct, Dr. Bessler did not testify, as Whirlpool contended, that
Whirlpool was the first to come up with the technical solution to satisfy that long-felt need. In
fact, Dr. Bessler testified exactly the opposite, stating that GE came up with a working system
that put ice on the door of a refrigerator during the 1990s. Bessler, Tr. 1208:1-8. As to why GE
never commercialized that technology, Dr. Bessler indicated that the reasons were likely more to
do with business decisions than for technical reasons. Id., 1210:18 — 1212:6. Likewise, LG’s
documents that Whirlpool cites for evidence of long-felt need merely indicate that Whirlpool
was the first to “launch” an IDI system, not that Whirlpool was necessarily the first to develop
that technology. See CFF 416.

Finally, although Whirlpool noted the amount and age of the prior art asserted against the
patent, there is no indication that the prior art failed to solve the problem of a door-mounted ice
bin. Rather, the prior art clearly discloses all of the elements of the asserted claims of the ‘130
patent. We, therefore, affirm that the ALJ’s finding that the evidence of secondary
considerations does not overcome the finding that claims 1, 2, 4, 6, and 9 are invalid for
obviousness.

IV.  INFRINGEMENT

A determination of infringement is a two-step analysis. “First, the court determines the
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scope and meaning of the patent claims asserted.” Cybor Corp. v. FAS Techs., Inc., 138 F.3d
1448, 1454 (Fed. Cir. 1998) (en banc) (citations omitted). “[Second,] the properly construed
claims are compared to the allegedly infringing device.” Id.

A. Claim 1

1. LG’s Side-by-Side Model
a. RID

The ALJ found that LG’s accused side-by-side products do not infringe claim 1, literally
or under the doctrine of equivalents. RID at 35. Applying the Commission’s modified claim
constructions, the ALJ found that LG’s side-by-side models have “[a]n ice storage bin mounted
to the closure member below the ice maker for receiving ice from the ice maker, the ice storage
bin having a bottom opening” and “[a]n auger disposed within the ice storage bin and drivingly
connected to the motor[.]” Id. The ALJ found, however, that the accused side-by-side models
do not satisfy the limitation “wherein upon energization of the motor, the auger moves ice pieces
from the ice storage bin through the bottom opening for dispensing from the ice storage bin.” Id.

The ALJ found that “[t]he LG auger moves ice horizontally through the storage bin, and
the ice exits the bin through a hole in the side of the ice storage area.” Id. at 31 (emphasis in
original). Specifically, the ALJ found that the auger “passes ice through the side of the bin, not
through a bottom opening.” Id. at 33. The ALJ further found that “[t]he movement of the auger
has no effect on the ice at the point the ice leaves the storage area” and that “gravity pulls the . . .
ice out of the bottom opening of the bin.” Id. at 32. The ALJ concluded that “[i]n neither the
crushed ice mode or [sic] the whole piece mode does the auger, or the blades, move the ice

downward for dispensing.” Id. at 32-33.
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The IA argued that “the movement of the auger causes ice to pass through an opening in
the lowest portion of the lower ice bin for dispensing . . . .” Id. at 36. The ALJ dismissed this
argument as being “factually wrong.” Id. at 37. Specifically, the ALJ stated that the LG ice
storage bin has “an upper transparent wall portion” which is “only a part of the area where the
ice is stored prior to dispensing.” Id. The ALJ noted that:

The area where the ice is stored prior to dispensing also includes a
white plastic section that comprises all the sides of the lower part of
the bin, and about half of the upper part of the bin. Looking from the
top into the ice storage area, there is no lower chamber; the lowest
portion of this ice storage bin is the lowest portion of the ice storage
unit. The ice is deposited in this chamber by the ice maker prior to
activating the auger . . . . This chamber does not have a bottom hole;
the ice sits at the lowest portion of the ice storage bin.

Id. (emphasis added). The ALJ contrasted LG’s ice storage bin with the ice storage bin of the
130 patent, finding that in the ‘130 patent “the auger’s motion moves the ice first through the
bottom opening of the transparent, upper, region, where the ice sits until the auger is activated,
and then, by the movement of the ice crushing blades, through a bottom hole in the ice crushing
region, to be dispensed.” Id. at 38.
b. Analysis

As stated in Section 1I. A., supra, our construction of the claim limitation “the auger
moves ice pieces from the ice storage bin through the bottom opening for dispensing from the ice
storage bin” does not require that the auger moves ice pieces from the ice storage bin through the
bottom opening for dispensing in a continually downward direction or without the assistance of

any additional force, such as gravity. The ALJ found that LG’s accused ice storage bin as a
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whole does have a “bottom opening”4

(RID at 35), but that the auger does not cause ice to move
through it, instead only moving ice through a side opening in the ice storage area. Id. at 33
Therefore, the only question we must consider is whether the auger moves ice through this
“bottom opening.”

The ALJ found that “in a broad sense the auger does ‘cause’ the ice to pass through the
bottom[.]” Id. at 36. The ALJ, however, further found that “[t]here is no causes the ice to pass
through [sic] . . .” in LG’s accused products because “the ice falls due to gravity to the ice
discharge [chute].” Id. Pursuant to our claim construction, however, the fact that gravity may
play some part in the ultimate dispensing of the ice through the bottom opening of LG’s ice
storage bin does not, in and of itself, preclude infringement.

The ALJ noted that the IA described the operation of LG’s accused ice storage bins as
follows:

There is an auger that, when rotated, moves ice horizontally through
the upper ice bin until it falls into a lower ice bin, where it may or may
not be crushed. In either event, the movement of the auger causes the

ice to pass through an opening in the lowest portion of the lower ice
bin for dispensing via an ice discharge chute.

Id. at 36-37. With the exception of the IA’s description of the various sections of the accused ice
bin as having an “upper ice bin” and a “lower ice bin,” we generally agree with this description.
The operation of the accused ice storage bins can be seen most clearly in the following images:
RDX-070 and CDX-057.

RDX-070 shows the accused ice storage bin from a top-down vantage point. In the left-

* We note that LG’s accused ice storage bins have an opening in the bottom wall of the
bin, and therefore, they satisfy the limitation “bottom opening” under any of the parties’
proposed constructions. This finding is consistent with the original ID. See ID at 29 (finding all
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most image, the clear auger is toward the bottom of the image, and the “side opening” that the
ALJ referred to is the dark wedge towards the middle of the image. The wedged shaped “side
opening” is more easily seen in the right-most image. In CDX-057, which pictures the bottom of
the accused ice storage bin, the opening labeled with the number “5” is the “bottom opening.” In
operation, the immediate direct action of the auger moves ice through the “side opening”
pictured in RDX-070. Once the ice moves through the “side opening,” it passes through the
section of the accused ice storage bin that has the ice crushing blades (pictured in CDX-057) and
falls through the “bottom opening” under the influence of gravity. As the ALJ correctly noted,
the section of the accused ice storage bin that has the auger reaches all the way to the bottom of
the bin. The section of the bin that c.ontains the ice crushing blades and leads to the “bottom
opening” is located to the side of the auger section, not below that section. See RID at 37.

The ALJ faulted the IA’s characterization of the accused LG ice storage bins as having an
upper and lower portion. Id. This analysis however is irrelevant to claim 1 of the ‘130 patent,
which does not recite any “upper” or “lower” limitations for the ice storage bin. Rather, all
claim 1 requires is that “the auger moves ice pieces from the ice storage bin through the bottom
opening for dispensing from the ice storage bin.” ‘130 patent, 12:61-63 (emphasis added). We
find that the accused LG ice storage bins operate in precisely that fashion.

When the auger is activated it pushes ice pieces from the section of the ice storage bin
where the auger sits, which is the section of the bin where the ice maker deposits newly formed
pieces of ice before the auger is activated, horizontally through the “side opening” into the

section of the accused bin where the ice crushing blades are located. RID at 37. The ice pieces

limitations of claim 1 met except for an ice maker “disposed within the freezer compartment”).
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then drop due to the force of gravity through the “bottom opening.” Id. This operation is almost
directly analogous to the operation of the ice bin of the preferred embodiment in the ‘130 patent,
where “[r]otation of the auger 172 causes the ice pieces to pass through the inlet opening 184 and

fall into the ice crushing region 186” and ultimately be “dispensed through the outlet opening

170.” ‘130 patent, 10:41-64. As we stated previously, even in the preferred embodiment, the
direct action of the auger is only to move the ice from the storage area, through the inlet opening
to the ice crushing region. We agree with Whirlpool’s characterization of the operation of the
accused ice bins: “[w]hen the auger turns, ice is dispensed through the bottom opening. When
the auger doesn’t turn, ice is not dispensed.”

The ALJ found that “a horizontal auger may not pass all thé pieces of the ice through it
successfully, as it is moving ice pieces in a circular motion horizontally, not around a vertical
axis.” RID at 31. A device does not need to operate perfectly to infringe. Paper Converting
Mach. Co. v. Magna-Graphics Corp., 745 F.2d 11, 20 (Fed. Cir. 1984). It is sufficient that the
auger in LG’s ice storage bins meets the claim limitation by moving ice pieces from the ice
storage bin through the bottom opening for dispensing from the ice storage bin. We therefore
reverse the ALJ’s determination and find that claim 1 is infringed by the accused LG side-by-
side refrigerators.

2. LG’s French Door Model
a. RID

The ALJ found that L.G’s French door refrigerator does not infringe claim 1 of the ‘130

patent. RID at 38. Whirlpool argued before the ALJ that the portion of the fresh food door in

L.G’s French door refrigerator where the ice storage system and ice maker are located is the
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“freezer compartment.” Id. The ALJ stated that “[w]hile the Commission determined that a
‘closure member’ could be part of a ‘freezer compartment,’ it is not the refrigerator cabinet under
the claims [sic] construction of the Commission, or anywhere in the patent.” Id. at 38-39. The
ALJ found that the closure member is “separate and apart from the refrigerator cabinet[,]” and
therefore, cannot be “a section of a refrigerator cabinet kept at a below-freezing temperature.”
Id. at 39.

The ALJ further found that the LG French door refrigerator does not infringe because
“[i]f we considered the door, or closure member of the fresh food compartment to be the freezer
compartment, or part of the freezer compartment, then the ice storage bin, ice maker, auger, and
ice crusher are mounted not on the closure member as required by the patent, but on the freezer
compartment.” Id. The ALJ found that the “closure member” in Whirlpool’s interpretation is a
piece of thin plastic that has nothing mounted on it. Id. Moreover, the ALJ found that the LG
fresh food compartment door is not a closure member to the freezer compartment of a
refrigerator cabinet, but is rather, a closure member of a fresh food compartment. Id.

b. Analysis

We agree with the ALJ that LG’s accused French Door refrigerator model does not
infringe claim 1 of the ‘130 patent either literally or under the doctrine of equivalents. As the
ALJ noted, the Commission’s construction of the claim term “freezer compartment” is “‘a section

of a refrigerator cabinet kept at a below-freezing temperature, having an opening that provides

access to the interior and a closure member that allows access to the access opening.” RID at 38

(emphasis added). Under this construction, the “freezer compartment” must be a part of the

refrigerator cabinet. The ice box of LG’s French Door model is not a part of the refrigerator
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cabinet. It is mounted on the fresh food door. The fact that a portion of the ice box cavity may
stick out into the space defined by the refrigerator cabinet does not make the ice box a part of the
refrigerator cabinet. This is a different concept than whether the ice box would be considered
part of the “fresh food compartment,” as the Commission considers objects mounted to the
freezer compartment closure member as part of the freezer compartment. Comm’n Op. at 8.

Furthermore, even if the ice box mounted on the fresh food door could be considered a
“freezer compartment,” then the “closure member” would be the thin partition door that
separates the ice box from the fresh food compartment. See RID at 39. As the ALJ found,
nothing is mounted on this thin partition door. Id. The fresh food door of the accused French
door model does not close the access opening of the freezer compartment; rather it defines the
back wall of the freezer compartment. Therefore, the explicit language of claim 1, which
requires “an ice storage bin mounted to the closure member,” is not satisfied by the LG French
Door model refrigerators.

With respect to Whirlpool’s doctrine of equivalents argument, although the ALJ did not
address it, the record supports a finding that Whirlpool has not shown infringement under the
doctrine of equivalents. The most straight-forward reason is that, in overcoming the patent
examiner’s rejection of claim 1 over the Gould reference, Whirlpool disclaimed a refrigerator
that “does not have a freezer compartment and a freezer door on which the ice bin is mounted.”
JX-02 (Examiner’s Interview Summary of February 22, 2000). The Commission’s discussion of
the Examiner’s Interview Summary in its opinion was entirely focused on the proper
construction of the term “freezer compartment,” because the Commission disagreed with the

ALIJ that the Interview Summary could be taken as a statement by the patentees defining that
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term in light of the Federal Circuit’s admonition in Sorensen v. International Trade Commission,
427 F.3d 1375 (Fed. Cir. 2005). See Comm’n Op. at 9-10. The Commission’s discussion had
absolutely nothing to do with whether or not Whirlpool made any statements that might create
prosecution history disclaimer.

In the Interview Summary, the examiner noted that Whirlpool “pointed out that Gould
does not have a freezer compartment and a freezer door on which the ice bin is mounted.” JX-
02. Although the accused French Door model does have a freezer compartment, that is not
where the ice box containing the ice storage bin and ice maker are located. The ice storage bin
and ice maker in the French Door model are located in the fresh food compartment and are
mounted on the fresh food door, neither of which fall within the purview of claim 1 in light of
Whirlpool’s statement during prosecution.

We also do not find that Dr. Caligiuri’s conclusory statements concerning infringement
under the doctrine of equivalents provides sufficient evidence. In its petition for review,
Whirlpool only cites to Dr. Caligiuri’s direct witness statement, which the ALJ stated Whirlpool
could not rely on for evidence of infringement under the doctrine of equivalents. Prehearing Tr.
24:13 — 25:6. The Commission, therefore, affirms the ALLJ’s conclusion that the accused LG
French Door model refrigerators do not infringe claim 1. Since we find that the accused French
Door models do not infringe claim 1, the remaining asserted claims, which depend from claim 1,
are likewise not infringed by the accused French Door models. The remainder of our
infringement analysis will, therefore, focus on LG’s accused side-by-side refrigerator models.

B. Claim 2

1. RID
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Claim 2 of the ‘130 patent adds to claim 1 the limitation of “[a]n ice discharge chute
through the closure member below the bottom opening of the ice storage bin wherein upon
energization of the motor, the auger moves ice pieces from the ice storage bin through the
bottom opening to the ice discharge chute.” ‘130 patent, 12:64 — 13:3. The ALJ found that the
horizontal action of the auger and ice crushing blades of the accused ice storage bins “function[s]
in the same fashionyas virtually all of the prior art augers and ice crushing blades[.]” RID at 39-
40. The ALJ therefore found that “claim 2 is not infringed since the auger does not move the ice
pieces through a bottom opening.” Id. at 39.

2. Analysis

Exhibit CDX-061 shows a chute through which the ice passes after it is dispensed from
the ice bin in LG’s side-by-side refrigerators. The chute goes through the freezer door, or
“closure member.” Based on this evidence, we find that the accused LG side-by-side
refrigerators have the “ice discharge chute” of claim 2. The ALJ did not analyze whether the
accused LG side-by-side refrigerators have “an ice discharge chute” as recited in claim 2.
Furthermore, it is unclear from the ALJ’s analysis of claim 2 of the ‘130 patent why he compares
the claim limitations to the prior art. Although prior art limits the range of equivalents a patentee
may claim in a doctrine of equivalents analysis, this analysis is for literal infringement. See
Marquip, Inc. v. Fosber America, Inc., 198 F.3d 1363, 1367 (Fed. Cir. 1999). Since we reverse
the ALJ’s finding that claim 1 is not infringed by LG’s accused side-by-side models, we,
therefore, reverse the ALJ’s determination and find that claim 2 is infringed by the accused LG
side-by-side refrigerators.

C. Claim4
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1. RID
Claim 4 adds to claim 1 the limitation “wherein the ice storage bin is at least partially
formed out of a transparent material such that the amount of ice pieces in the ice storage bin can
be readily visually determined.” ‘130 patent, 13:7-10. The ALJ found that LG’s accused ice
storage bins are partially formed from transparent material. RID at 40.
2. Analysis
No party disputes the ALJ’s finding that the accused LG ice storage bins are partially
formed from a transparent material. Since we reverse the ALJ’s finding that claim 1 is not
infringed by LG’s accused side-by-side models, we likewise reverse the ALJ’s determination and
find that claim 4 is infringed by the accused LG side-by-side refrigerators.
D. Claim 6
1. RID
Claim 6 of the ‘130 patent recites:

The refrigerator according to claim 1 further wherein the ice storage bin
comprises:

The ice storage bin defines an ice crushing region through which the ice
pieces must pass when ice pieces are discharged through the bottom
opening, the ice crushing region having an inlet opening;

the auger having a shaft portion passing through the ice crushing region;

at least one ice crusher blade rotatably connected to the shaft portion for
rotation within the ice crushing region; and

at least one stationary blade mounted within the ice crushing region such
that the ice crusher blade rotates past the stationary blade.

‘130 patent, 13:16-29. The ALJ found that claim 6 is not infringed by the accused LG

refrigerators because the ice pieces in the accused models are “not required to pass through the
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ice crushing region[.]” RID at 41. The ALJ found that, in the LG designs, the ice only passes
within the circumference of the rotating ice crusher blades if a flapper assembly in the accused
ice storage bin is positioned such that it directs the ice into the circumference of the ice crushing
blades. Id.

2. Analysis

As stated in Section V. A. 2, supra, we construe the limitation “ice crushing region” of
claim 6 as meaning “an area defined by the ice storage bin through which ice pieces must pass
before being dispensed from the ice storage bin.” We, therefore, reject the ALJ’s conclusion that
only the area defined by the circumference of the ice crushing blades is the “ice crushing
region.”

Exhibit RDX-071 provides the clearest view of the portion of the accused LG ice storage
bins in which the ice crushing blades are located. The image on the left shows the accused bin in
whole ice dispensing mode, and the image on the right shows the accused bin in crushed ice
dispensing mode. Taking the limitations of claim 6 individually, it is clear that this portion of
the accused bin has an “inlet opening,” which is the wedge-shaped opening through which the
auger pushes the ice pieces from the storage portion of the accused bin. This portion of the
accused bin also has a shaft portion of the auger that passes through it, the shaft being the
cylindrical structure to which the rotating blades are attached. In addition to the “at least one ice
crusher blade rotatably connected to the shaft portion” of the auger, this portion of the accused
bin also has “at least one stationary blade mounted within the ice crushing region such that the
ice crusher blade rotates past the stationary blade.” Moreover, it is obvious that this portion of

the accused bin is “an area having physical boundaries which are defined by the ice storage bin.”
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The only limitation of claim 6 that remains to be addressed is the requirement that ice
pieces “must pass” through this portion of the accused bin “when ice pieces are discharge[d]
through the bottom opening.” As the ALJ found, in the accused LG ice storage bins, ice pieces
will either pass through the stationary blades when the accused bin is in crushed ice mode or will
pass around the ice crushing blades all together when the accused bin is in whole ice mode. RID
at 41. The ALJ did not find that the ice pieces do not pass through the wedged-shaped inlet
opening and through the portion of the accused ice storage bin having the auger shaft, the
rotatably connected ice crusher blades, and the stationary blades. Neither did the ALJ find that
the portion of the accused bins that has these features is not “an area having physical boundaries
which are defined by the ice storage bin.”

The ALJ’s only issue with finding all of the limitations of claim 6 (as they are stated
apart from claim 1) in the accused LG ice storage bins, is that the accused bins operate
differently from the preferred embodiment disclosed in the ‘130 patent specification. Id. at 41.
Specifically, the ALJ notes that, in the preferred embodiment, “the ice always passes within the
circumference of the rotating ice crusher blades, however the motor powering the blades is
reversible” such that in whole ice mode “the blades rotate in a manner that the ice reaches the
hole in the bottom of the ice crushing region without reaching the stationary crusher blades” and
in crushed ice mode “the blades rotate in the opposite direction; pushing the ice through the
stationary blades before the ice passes over the bottom opening in the ice crushing region.” Id. at
41-42. The ALJ further notes that, in the accused LG ice storage bins, a “flapper assembly”
controls whether the ice pieces pass through the ice crushing blades or by-passes the blades. Id.

at41.
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Claim 6 of the ‘130 patent, however, does not contain any functional limitations that
require the ice storage bin to operate in any particular manner. The claim is purely structural,
and as discussed above, all of the structural limitations are met by the accused LG ice storage
bins. Furthermore, claim 6 contains the open-ended “comprises” language that precludes an
interpretation that the ice bin as defined by claim 6 cannot have more elements than what are
explicitly enumerated. See Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312, 1319 (Fed.
Cir. 2009). Whether or not the accused LG bin uses a flapper assembly to direct the ice into or
around the ice crushing blades is irrelevant. The salient point is that the accused bins have all of
the structural features recited by claim 6.

Moreover, even if we were to follow the ALJ’s more limited interpretation of “ice
crushing region,” the accused LG ice storage bins would still infringe in ice crushing mode. In
that mode, as the ALJ found, the ice comes into contact with the ice crusher blades. RID at 33.
LG’s argument that claim 6 requires that the ice pieces (crushed and cubed) pass through the
crushing region finds no support in the claim language. Claim 6 only states that “the ice storage
bin defines an ice crushing region through which the ice pieces must pass when ice pieces are
discharged through the bottom opening.” ‘130 patent, 13:18-20 (emphasis added). The language
of the claim does not specify what type of ice pieces, whole or crushed,’ are implicated. There is
nothing in the claim language, therefore, that requires whole ice pieces to ever be dispensed from
the claimed ice storage bin. Furthermore, the Federal Circuit has explicitly stated that “a product
claim . . . may be found to infringe if it is reasonably capable of satisfying the claim limitations,
even though it may also be capable of non-iﬁfringing modes of operation.” Hilgraeve Corp. v.

Symantec Corp., 265 F.3d 1336, 1343 (Fed. Cir. 2001).
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Since we reverse the ALJ’s finding that claim 1 is not infringed by LG’s accused side-by-
side models, the Commission reverses the ALJ’s determination and find that claim 6 is infringed
by the accused LG side-by-side refrigerators.

E. Claim 8

1. RID
Claim 8 of the ‘130 patent recites:

The refrigerator according to claim 1 further wherein the ice storage bin
COmprises:

an upper ice bin member having a bottom edge;

a lower ice bin member connected to the lower edge of the upper ice bin
member, the lower ice bin member defining an ice crushing region
through which the ice pieces must pass when ice pieces are discharge
through the bottom opening;

the auger having a shaft portion passing through the ice crushing region;

at least one ice crusher blade rotatably connected to the shaft portion for
rotation within the ice crushing region; and

at least one stationary blade mounted within the ice crushing region such
that the ice crusher blade rotates past the stationary blade.

‘130 patent, 13:36-52 (emphasis added). The ALJ found that the accused LG ice storage bins do
not have “a lower ice bin member” as required by the claim language. RID at 42. Specifically,
the ALJ found that the accused bins do not have an ice crushing region that is located below the
ice storage region since the ice crushing region in the accused bin “is on the same level as the
lower portion of the ice storage region, and does not extend below the ice storage region.” Id.
The ALJ also found that, similar to his conclusion concerning claim 6, the ice pieces in the

accused bins “do not have to pass through the ice crushing region, when the operator of the
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system wishes to have whole ice pieces[.]” Id. at 43.

Furthermore, the ALJ found that the accused bins do not have “[a]n upper ice bin
member having a bottom edge” or “[a] lower ice bin member connected to the lower edge of the
upper ice bin member . . ..” Id. The ALJ found that, for LG’s side-by-side models, “the ice bin
has no distinct upper and lower regions, but the ice is stored in the bin, down to the lowest
surface of the two paﬁ bin, and the ice crushing region is at the same level, set closer to the
outside surface of the door.” Id. at 45.

2. Analysis

Exhibit RDX-073 provides an exploded view of the accused LG ice storage bins. As can
be seen from the top-rightmost image, the auger is oriented horizontally. Furthermore, as can be
seen from the bottom-right image, the ice storage portion of the accused bin stretches the entire
vertical length of the accused bin. There is nothing below the ice storage portion of the accused
bin. Rather, as the ALJ found, the ice crushing region of the accused bin is situated in front of,
or horizontally with respect to, the ice storage portion of the acm;lsed bin. RID at 45.

The ALJ did not provide a definition of the claim terms “upper” or “lower.” Using the
same source as the ALJ used to define the term “defining” (/d. at 44), we find that “upper”
means “higher in physical position” and that “lower” means “relatively low in position.”
Merriam-Webster Online Dictionary (retrieved November 16, 2009, from http://www.merriam-
webster.com/dictionary/upper); Merriam-Webster Online Dictionary (retrieved November 16,
2009, from http://www.merriam-webster.com/dictionary/lower). As the Commission noted in
examining claim 8 to determine the meaning of “bottom opening,” because claim 8 refers to the

“upper ice bin member” as having both a “bottom edge” and a “lower edge,” we must conclude
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that the patentees intended no distinction in meaning between “bottom” and “lower.” Comm’n
Op. at 23. Furthermore, “bottom” means both “tile underside of something” and “the lowest part
or place.” Id. (citing Merriam-Webster Online Dictionary (retrieved June 11, 2009, from
http://www.merriam-webster.com/dictionary/bottom)).

Taking the meaning of the language of claim 8 as a whole, we find that the “bottom
edge” and “lower edge” of the “upper ice bin member” mean the lowest part of the “upper ice
bin member.” It is this portion of the “upper ice bin member” at which the “lower ice bin
member” must be connected. It is undisputed that “upper ice bin member” is the section of the
accused bin where the ice is stored. As is apparent from RDX-073, the lowest part of the ice bin
member that stores ice is the portion of the accused bin that sits on the table in the picture. As
the ALJ found, there is nothing below that section; rather the ice crushing region is “at the same
level” as the ice storage section. RID at 45. We do not find convincing Whirlpool’s argument
that, simply because the top-most portion of the ice crushing region in the accused bins is lower
compared to the top-most portion of the ice storage region, that it is the claimed “lower ice bin
member.” As we noted when determining the meaning of “bottom opening,” “bottom” means
“the lowest part” not simply a lower part. Comm’n Op. at 25. Because the claim language
describes the edge where the upper and lower ice bin members connect as both the “lower edge”
and the “bottom edge” of the upper ice bin member, to save the claim from ambiguity, we find
that “lower” and “bottom” should be construed consistently to mean “lowest.” Thus, the accused
LG bins do not meet the claim limitation “a lower ice bin member connected to the lower edge of
the upper ice bin member” and ‘do not infringe claim 8 of the ‘130 patent.

Although the dependency of claim 8 on claim 1 decides the issue of infringement for the
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accused LG French Door model refrigerators, we note that the ice storage bins of the French
Door model also do not infringe claim 8 for reasons similar to the ice storage bins of the accused
side-by-side. We, therefore, affirm the ALJ finding that the accused LG side-by-side
refrigerators and French Door model refrigerators do not infringe claim 8 of the ‘130 patent.

F. Claim 9

1. RID

Claim 9 adds to claim 1 the additional requirement that “the ice storage bin is removable
from the freezer compartment closure member.” ‘130 patent, 13:53-55. The ALJ found that the
accused LG ice storage bins are removable from the freezer compartment closure member. RID
at 46.

2. Analysis

No party contests the ALI’s finding that the accused LG refrigerators satisfy the
requirement of claim 9 that “the ice bin is removable from the freezer compartment closure
member.” Because we reverse the ALJ’s finding that claim 1 is not infringed, we likewise find
that claim 9 is infringed by the accused LG side-by-side refrigerators.
V. DOMESTIC INDUSTRY

In order to prove a violation of Section 337 in a patent-based action, a complainant must
demonstrate that a domestic industry exists or is in the process of being established. 19 U.S.C.
§ 1337(a)(2). See Certain Microsphere Adhesives, Process For Making Same, And Prods.
Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, USITC Pub.
2949, Comm’n. Op. at 8 (Jan. 1996). This requirement consists of a “technical prong” and an

“economic prong.” The technical prong requires that a complainant practice at least one claim in
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each asserted patent. The economic prong relates to whether a complainant’s investments are
significant or substantial, and it can be satisfied by establishing that there is (A) a significant
investment in plant and equipment, (B) a significant employment of labor or capital, or (C) a
substantial investment in its exploitation, including engineering, research and development, or
licensing. 19 U.S.C. § 1337(a)(3). Because these three factors are listed in the disjunctive, a
complainant need only establish one factor in order to satisfy the economic aspect of the
domestic industry requirement. Certain Variable Speed Wind Turbines and Components
Thereof. Inv. No. 337-TA-376, USITC Pub. 3003, Comm’n Op. at 15 (Nov. 1996).

A. RID

The ALJ found that the Commission’s remand order did not address any matters that
would impact the finding in the original ID that Whirlpool has satisfied the economic prong of
the domestic industry requirement. RID at 49; see ID at 49-50. The ALJ also found that the
Commission’s modified claim constructions, likewise, do not affect the original ID’s conclusion
that Whirlpool products practice claim 1 of the ‘130 patent. RID at 50.

In the original ID, the ALJ noted that, in its originally filed Complaint, Whirlpool
asserted its older model refrigerator, model number EDSFHAXSQO1 (“old model”), as its
domestic industry product. The ALJ further noted that, in its amended Complaint, Whirlpool
inserted a new model refrigerator, model number EDSPBAXVYO00 (“new model”), as its
domestic industry product. ID at 45. The ALJ found that Whirlpool’s old model practices claim
1 of the ‘130 patent, and since the domestic industry existed when the original Complaint was
filed and continues to exist (as of the issuing of the original ID), Whirlpool has satisfied the

technical prong of the domestic industry requirement. Id. at 46. The ALJ also found that,
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although Whirlpool’s new model does not literally practice claim 1 of the ‘130 patent, it does
practice claim 1 under the doctrine of equivalents; therefore, Whirlpool’s new model also
satisfies the technical prong of the domestic industry requirement. Id. at 47-48.

B. Analysis

In his original ID, the ALJ found that both Whirlpool’s old and new model refrigerators
practice claim 1 of the ‘130 patent. ID at 46-48. LG’s argument that Whirlpool waived any
argument concerning the doctrine of equivalents is incorrect. The ALJ apparently found no
waiver of this issue, since he explicitly adopted his findings concerning the doctrine of
equivalents from the original ID. RID at 50. We see no reason to disturb the ALJ’s finding on
this point since LG has presented no other argument challenging the ALJ’s finding that
Whirlpool’s new model practices claim 1 of the ‘130 patent. The Commission, therefore, affirms
the ALJ’s determination. As for whether Whirlpool may properly assert its old model when it
filed an Amended Complaint that specifies only the new model and not the old model, since the
ALJ found that the new model satisfies the domestic industry requirement, we do not need to
reach this issue. Beloit Corp. v. Valmet Oy, TVW, 742 F.2d 1421 (Fed. Cir. 1984).
VI. CONCLUSION

For the reasons discussed above, the Commission’s construction of the claim limitation
“the auger moves ice pieces from the ice storage bin through the bottom opening for dispensing
from the ice storage bin” does not require that the auger move ice pieces from the ice storage bin
through the bottom opening for dispensing in a continually downward direction or without the
assistance of any additional force, such as gravity. We also construe the claim limitation “ice

crushing region” as “an area defined by the ice storage bin (claim 6) or the lower ice bin member
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(claim 8) through which ice pieces must pass before being dispensed from the ice storage bin.”
We reverse the ALJ’s determination of non-infringement in part and find that the accused side-
by-side models infringe claims 1, 2, 4, 6, and 9 of the 130 patent.

The Commission affirms the remainder of the ALJ’s findings. Specifically, we affirm the
ALJ’s finding that the accused side-by-side model refrigerators do not infringe claim 8 of the
‘130 patent. We also affirm the ALJ’s finding that the accused French Door model refrigerators
do not infringe any of the asserted claims of the ‘130 patent. We further affirm the ALJ’s
finding that claims 1, 2, 4, 6, and 9 of the ‘130 patent are invalid for obviousness with several
modifications to the analysis concerning claims 1 and 2, and his finding that claim 8 is not
invalid for obviousness. We also affirm the ALJ’s finding that there is a domestic industry.
Finally, we affirm his determination that there is no violation of Section 337.

By Order of the Commission.

Marilyn -
Secretaryto.the Commission

Issued: March 11, 2010
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of
Inv. No. 337-TA-632
CERTAIN REFRIGERATORS AND REMAND
COMPONENTS THEREOF

INITIAL DETERMINATION ON REMAND REGARDING PATENTS
Administrative Law Judge Theodore R. Essex
(October 9, 2009)

I. Background

The ALJ issued an Initial Determination (ID) in this investigation on February 26, 2009.
On July 8, 2009, the Commission gave notice of its decision and order to remand part of this
investigation to the ALJ for further proceedings and findings in light of certain determinations
made by the Commission.

In its review of the ID, the Commission reversed on several of the claim constructions that
had been made by the ALJ. The Commission changed 3 claim constructions as follows:

1. “freezer compartment” means “a section of a refrigerator cabinet kept at a

below-freezing temperature, having an opening that provides access to the interior and a

closure member that allows access to the access opening;”

2. “disposed within the freezer compartment” means “placed within the freezer

compartment, including elements mounted on the closure member,” and

! See Notice of Commission Decision to Modify certain Claim Constructions Made in a Final Initial
Determination and to Remand the Investigation to the ALJ; Extension of Target Date. (July 8, 2009).
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3. “ice storage bin having a bottom opening” means “an ice storage bin with an opening at

the lowest portion of the ice storage bin.”

The Commission further ordered the ALJ to make findings regarding infringement, validity,
and domestic industry that are consistent with the Commission’s claim constructions, and to issue
a final remand ID on violation and a recommended determination on remedy and bonding. On July
20, 2009, the ALJ issued Order No. 22: Initial Determination Extending Target Date to February
9, 2010, extending the deadline for issuing the recommended determination by one-month to
October 9,2009. On August 7, 2009, the Commission issued a notice of decision not to review the
initial determination.”

Only issues of law, not fact, were reviewed by the Commission that led to this remand.’
As an extensive factual record has already been made in this investigation, the ALJ did not reopen
the record or order any further discovery or taking of evidence in this investigation. On August 21,
2009, the ALJ issued Order No. 22 regarding the remand. The ALJ permitted the parties® to
present their cases and affirmative defenses through initial and reply briefs on the remand issues
on the basis of the factual record already presented in the investigation. The parties’ briefs were

limited to changes in light of the Commission’s claim construction regarding three claims

? See NOTICE OF COMMISSION DECISION NOT TO REVIEW AN INITIAL DETERMINATION
EXTENDING THE TARGET DATE.

3 See Markman v. Westview Instruments, Inc., 52 F.3d 967, 970-71 (Fed. Cir. 1995) (“the interpretation and
construction of patent claims, which define the scope of the patentee’s rlghts under the patent,-is a matter of law
exclusively for the court”), aff'd, 517 U.S. 370 (1996).

* The parties include Complainants Whirlpool Patents Company, Whirlpool Manufacturing Corporation,
Whirlpool Corporation, and Maytag Corporation (collectively “Whirlpool”); Respondents LG Electronics, Inc. and
LG Electronics ,USA, Inc. (“LG”); and the Commission Investigative Staff (“Staff”).
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constructions:
1. “freezer compartment” means “a section of a refrigerator cabinet kept at

a below-freezing temperature, having an opening that provides access to the interior

and closure member that allows access to the access opening;”

2. “disposed within the freezer compartment” means “placed within the
freezer compartment, including elements mounted on the closure member,” and
3. “ice storage bin having a bottom opening” means “an ice storage bin with
“an opening at a lowest portion of the ice storage bin.”

On August 07, 2009, Whirlpool, LG, and the Staff filed their initial remand briefs. On
August 24, 2009, the parties filed their reply remand briefs. The Administrative Law Judge hereby
determines that a violation of Section 337 of the Tariff Act of 1930, as amended, has not been
found in the importation into the United States, the sale for importation, or the sale within the -
United States after importation of certain Refrigerators and Components thereof in connection

with claims 1, 2, 4, 6, 8 and 9 of U.S. Patent No. 6,082,130 (“the ‘130 patent”).

II. Validity

In its opening brief on remand, Whirlpool stated that “[t]he Commission’s order does not
affect the ALJ’s initial determination of validity.” However, re-assessing validity in light of the
‘new claims construction was specifically ordered by the Commission, and in light of those
constructions new issues of validity are raised. The original éonstruction applied in the ID limited
the construction of claim 1 of the patent, and any other claim regarding the orientation of the auger,

to one that was vertical. The ALJ did so because no other embodiment was claimed, and because
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the patent seemed to specifically disclaim any horizontal auger as being well known in the prior
art:

Automatic ice making systems for use in a home refrigerator are well
known...[clonveying means, conventionally in the form of horizontally arranged
augers disposed within the ice storage receptacle, have been used for transferring
ice pieces from the ice storage bin through an opening provided in the freezer
compartment door such that ice pieces may be automatically dispensed. (‘130
‘Patent Column 1:10-32) (emphasis added)

[Mustratively, U.S. Pat. No. 4,084,725, to Buchser, discloses an ice dispensing
apparatus for use in a domestic refrigerator having an ice maker and an ice storage
receptacle mounted within a freezer compartment....As illustrated, a wire auger is
horizontally positioned within the bottom of the ice storage receptacle and is
selectively rotated by a motor when ice dispensing is desired. Ice cubes are
delivered from the storage receptacle to an external service area in the freezer door
by means of a rotatable tubular drum having an internal helical auger blade. The
tubular drum is mounted to the end of the wire auger. When the wire auger and
tubular drum are rotated, ice pieces are moved horizontally forward in the ice
storage receptacle to fall into a chute for passing the ice pieces through the freezer
door to the service area.

Another ice dispensing apparatus is illustrated in U.S. Pat. No. 4,176,527, to
Linstromberg et al., which discloses an ice dispensing apparatus for use in a
domestic refrigerator... The ice storage receptacle extends across the freezer
compartment and has a front end adjacent the freezer door. The transfer means
comprises a rotatable wire auger horizontally disposed within the bottom of the ice
storage receptacle. The wire auger has mounted at its distal end an auger blade.
A motor is supported along the back wall of the freezer compartment and is
drivingly connected to the wire auger. When the motor is energized, the wire auger
conveys ice pieces horizontally forward toward the auger blade such that ice pieces
are supplied into a delivery chute wherein ice pieces are passed through the freezer
door to the external service area. An ice crushing system may be selectively
engaged such that the ice pieces may be crushed prior to delivery to the chute. (/d.
at Column 1:33-2:3) (emphasis added)

Another disadvantage of prior art ice making and delivery systems is that a
relatively large motor is required to rotate the ice conveying auger which is
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commonly provided. The motor size is related to the force necessary to break up

frozen ice and move ice pieces horizontally forward within the ice receptacle. (Id.

at Column 2:14-20.) (emphasis added).

Other exhibits of the prior art also disclose horizontal augers, such as RX-372, the Hitachi
prior art reference. There are other prior art references disclosed in the patent with horizontal
augers, but these four seem enough to give an understanding that horizontal augers were not
included in the embodiments of the invention. In addition to the prior art references to horizontal
augers, there was also testimony from Whirlpool engineers that such augers were common
knowledge in the industry in 1998. (See RDX-001C-004C; RDX-0007C-0008C.) In addition, the
abstract of the patent mentions only a vertical auger and nothing in the language of the claims or
specification would suggest broader scope for the ‘130 patent.

However, the remand order applied the doctrine of claim differentiation to reach a different
conclusion:

Unasserted claim 3, which depends from claim 1, recites that “the auger is

supported in a vertical orientation within the ice storage bin.” 13:4-6. It is precisely

this vertical orientation of the auger that is disclosed in the 130 patent’s

specification such that rotation of the auger would allow gravity to affect the

dispensing of the ice from the ice storage bin. Id., Figure 3; Figure 9; 10:25-67.

Since this embodiment of a vertical auger, with all the limitations thereby implied,

is explicitly recited in dependent claim 3 we read claim 1 as being broader. Since

claim 1 does not contain any limitations on the orientation of the auger, we do not

construe the elements recited in claim 1 as needing the assistance of gravity in

dispensing ice from the ice storage bin. This means, not only allowing the auger to

have a non-vertical orientation, but also that the “bottom opening” is free to be an

opening in either “the underside” or “the lowest part™ of the ice storage bin.

(Comm’n Op. at 24-25.)

Of course the doctrine of claims differentiation does not require an independent claim to be
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broader in scope than a dependant claim, but as the remand order has so defined it, we must view
validity in light of a construction that inciudes horizontal augers, such as those referenced above,
and found in the LG products. (See Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1538, 19
U.S.P.Q.2D (BNA) 1367, 1371 (Fed. Cir. 1991) (quoting Autogiro Co. of Am. v. United States, 181
Ct. Cl. 55, 384 F.2d 391, 404, 155 U.S.P.Q. (BNA) 697, 708 (Ct. Cl. 1967); Laitram Corp. v.
Morehouse Indus., 143 F.3d 1456, 1463 (Fed. Cir. 1998).) In light of the claims construction

provided to the ALJ, he finds the 130 Patent is invalid due to obviousness.

A. Hitachi

1. Claim 1
The Japanese Utility Model Application S51-21165 to Hitachi, (“the ‘165 reference” or

“Hitachi invention™) combined with other well known prior art contains each and every element of
the ‘130 patent. The ‘165 reference was granted for an ice dispensing system, one that did not
include ice making. (RX-372) The ‘165 reference was filed on 5 August, 1974. The reference
discloses 1) an ice storage bin (called an ice storage section by Hitachi), the ice is discharged
through a bottom opening, as is depicted in Figure 2 of the reference; and 2) the storage bin and
motor are mounted on the inner door of the freezer compartment, and the ice is moved from the
storage area by a screw (in the words of the reference, which is in fact what a true auger is) to an
area where the ice can be crushed, if the operator desires, by both rotating and stationary blades,
and finally the icé is dispensed through a hole in the bottom. (See RX-372.)
In claim 1 of the ‘130 patent, Whirlpool claims:

1. A refrigerator including a freezer compartment having an access opening and a
closure member for closing the access opening, the refrigerator comprising:
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An ice maker being disposed within the freezer compartment for forming ice

pieces;

An ice storage bin mounted to the closure member below the ice maker for

receiving ice from the ice maker, the ice storage bin having a bottom opening;

A motor mounted on the closure member; and

An auger disposed within the ice storage bin and drivingly connected to the motor,

Wherein upon energization of the motor, the auger moves ice pieces from the ice

storage bin through the bottom opening for dispensing from the ice storage bin.
The “165 reference lacks only the ice maker mounted in the freezer compartment for forming ice
pieces. As a consequence, the ‘165 reference does not disclose mounting the ice storage bin below
the ice maker for receiving ice pieces from the ice maker. Otherwise, the reference has each
element of claim 1 of the ‘130 patent. There is a) “A refrigerator including a freezer compartment
having an access opening and a closure member for closing the access opening;” b) “An ice
storage bin mounted to the closure member (while not below the ice maker the storage bin has all
the other elements) below the ice maker for receiving ice from the ice maker, the ice storage bin
having a bottom opening;” c) “A motor mounted on the closure member; and” d) “An auger
disposed within the ice storage bin and drivingly connected to the motor, Wherein upon
energization of the motor, the auger moves ice pieces from the ice storage bin through the bottom
opening for dispensing from the ice storage bin.”

Obviousness is grouhded in 35 U.S.C. § 103, which provide, inter alia, that:

A patent may not be obtained though the invention is not identically disclosed or

described as set forth in section 102 of this title, if the differences between the

subject matter sought to be patented and the prior art are such that the subject matter

as a whole would have been obvious at the time the invention was made to a person

having ordinary skill in the art to which said subject matter pertains. Patentability

shall not be negative by the manner in which the invention was made.

35U.S.C. § 103(a). Under 35 US.C.§ 103(a), a patent is valid unless “the differences between the
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subject matter sought to be patented and the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was made to a person having ordinary skill in
the art to which said subject matter pertains.” 35 U.S.C. § 103(a). The ultimate question of
obviousness is a question of law, but “it is well understood that there are factual issues underlying
the ultimate obviousness decision.” Richardson-Vicks Inc., 122 Ff3d at 1479; Wang Lab., Inc. v.
Toshiba Corp., 993 F.2d 858, 863 (Fed. Cir. 1993).

Once claims have been properly construed, “[t]he second step in an obviousness inquiry is
to determine whether the claimed invention would have been obvious as a legal matter, based on
underlying factual inquiries including: (1) the scope and content of the prior art, (2) the level of
ordinary skill in the art, (3) the differences between the claimed invention and the prior art; and (4)
secondary considerations of non-obviousness” (also known aS “objective evidence™). Smiths
Indus. Med. Sys., Inc. v. Vital Signs, Inc., 183 F.3d 1347, 1354 (Fed. Cir. 1999), citing Graham v.
John Deere Co., 383 U.S. 1, 17 (1966).

The Federal Circuit case law required that, in order to prove obviousness, the patent
challenger must demonstrate, by clear and convincing evidence, that there is a “teaching,
suggestion, or motivation to combine. The Supreme Court has rejected this “rigid approach”
employed by the Federal Circuit in KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007), 127 S.Ct.
1727, 1739. The Supreme Court stated:

When a work is available in one field of endeavor, design incentives and other

market forces can prompt variations of it, either in the same field or a different one.

If a person of ordinary skill can implement a predictable variation, § 103 likely bars

its patentability. For the same reason, if a technique has been used to improve one

device, and a person of ordinary skill in the art would recognize that it would
improve similar devices in the same way, using the technique is obvious unless its
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actual application is beyond his or her skill. Sakraida and Anderson’s-Black Rock
are illustrative—a court must ask whether the improvement is more than the
predictable use of prior art elements according to their established function.

Following these principles may be more difficult in other cases than it is here
because the claimed subject matter may involve more than the simple substitution
of one known element for another or the mere application of a known technique to
a piece of prior art ready for the improvement. Often, it will be necessary for a court
to look to interrelated teachings of multiple patents; the effects of demands known
to the design community or present in the marketplace; and the background
knowledge possessed by a person having ordinary skill in the art, all in order to
determine whether there was an apparent reason to combine the known elements in
the fashion claimed by the patent at issue. To facilitate review, this analysis should
be made explicitly. See In re Kahn, 441 F.3d 977, 988 (CA Fed. 2006)
(“[R]ejections on obviousness grounds cannot be sustained by mere conclusory
statements; instead, there must be some articulated reasoning with some rational
underpinning to support the legal conclusions of obviousness”). As our precedents
make clear, however, the analysis need not seek out precise teachings directed to
the specific subject matter of the challenged claim, for a court can take account of
the inferences and creative steps that a person of ordinary skill in the art would
employ.

Turning to the ‘165 reference, in light of KSR, all that is required to reach every element of
claim lofthe ‘130 patent is the mere application of a known technique to a piece of prior art ready
for the improvement. The prior art discloses that the automatic ice maker has been known before
1974 and was well known by 1998. (See, for example, U.S. Pat No. 4,649,717 (1985) and U.S. Pat.
No0.3,276,225 (1965).) The adding of the prior art ice maker would be a known technique to
improve the Hitachi invention. A clear motive to combine the automatic ice maker with the
Hitachi invention is stated in the patent itself. The ‘165 reference states that:

A conventional freezer refrigerator is used by storing ice cubes made inside a

freezer compartment in an ice storage box, and opening the door to remove the ice

cubes from the ice storage box as required. Besides being cumbersome, however,

this method of handling has the drawback that cold air is lost by opening and

shutting the door, and directly touching the ice by hand is unsanitary...The present
proposal eliminates the drawbacks discussed earlier, and provides a freezer
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refrigerator capable of discharging either ice cubes or crushed ice as required, and
satisfying the demands discussed earlier. (RX-372 at 9 1-2.)

Given the goals of keeping the freezer compartment closed as much as possible and not
handling the ice, using an automatic ice maker that deposits the ice directly into the ice dispensing
bin would have been obvious to one of ordinary skill, not only in 1998 but in the years prior. In
1998, there were a number of automatic ice makers available that would work in combination with
the Hitachi system, including U.S. Pat. No. 3,299,656, invented by Linstromberg at al. and
assigned to Whirlpool. That ice making systems were well known in the art is stated specifically |
in the 130 patent;

Automatic ice making systems for use in a home refrigerator are well known.

Typically, ice making systems include an ice maker mounted within the freezer

compartment of the refrigerator and an ice storage receptacle or bin supported

beneath the ice maker for receiving the formed ice from the ice maker. The ice

maker is commonly mounted within the freezer compartment adjacent the side or

rear wall of the freezer compartment such that water and power can be readily

supplied to the ice maker. The ice storage receptacle is generally supported by a

shelf structure beneath the ice maker within the freezer compartment. U.S. Pat. No.

4,942 979, to Linstromberg et al. is an example of a prior art ice making system.

(‘130 Patent at Col. 1.)

The ‘165 reference, combined with either the 3,299,656 or the 4,942,979 patent, contains
each and every limitation in claim one of ‘130. The motivation to combine them as a whole is
readily apparent. With the elements of the 130 listed above, the addition of the ice maker to the
165 reference would be apparent to one of ordinary skill in the art.

Whirlpool has argued that an automatic icemaker simply cannot be combined with the

Hitachi refrigerator because there is no room to put it in the freezer compartment. They suggest the

evidence that the ice bin was too high, that it is close to the top of the refrigerator, and that a

10
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“bulky” ice maker would undermine the purpose of using the “volume of the freezer chamber”
more efficiently are enough to thwart the efforts of those of ordinary skill in the art. (See CFF 243).
The ALJ finds these arguments unpersuasive, for a variety of reasons. Forming ice cubes
in trays that would take up room on the shelves of the freezer would be a far less efficient use of
freezer space than using an automatic ice maker. Whirlpool was touting how the movement of the
ice bucket to the door, with the ice maker over it freed up valuable freezer shelf space, and if it did
so in the Whirlpool products, it would have done so in a product such as the Hitachi dispensing
system as well. The Supreme Court in KSR has given us insight in what we might expect a person
of ordinary skill in the art to be able to do with the Hitachi design:
The second error of the Court of Appeals lay in its assumption that a person of
ordinary skill attempting to solve a problem will be led only to those elements of
prior art designed to solve the same problem. Ibid. The primary purpose of Asano
was solving the constant ratio problem; so, the court concluded, an inventor
considering how to put a sensor on an adjustable pedal would have no reason to
consider putting it on the Asano pedal. Ibid. Common sense teaches, however, that
familiar items may have obvious uses beyond their primary purposes, and in many
cases a person of ordinary skill will be able to fit the teachings of multiple patents
together like pieces of a puzzle. Regardless of Asano's primary purpose, the design
provided an obvious example of an adjustable pedal with a fixed pivot point; and
the prior art was replete with patents indicating that a fixed pivot point was an ideal
mount for a sensor. The idea that a designer hoping to make an adjustable electronic
pedal would ignore Asano because Asano was designed to solve the constant ratio
problem makes little sense. A person of ordinary skill is also a person of ordinary
creativity, not an automaton.
KSR Int'l Co., 550 U.S. at 420-421 (emphasis added).
In this case, the obvious answer is even more apparent than in KSR, as it lies within the field

itself, and in solving the same problem. If our person of reasonable skill reads the patent, and

knows the problem is a) it is not sanitary to touch ice, and b) it is inefficient to open the freezer

11
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compartment door t00 many times as it will lose cold air, it would be only natural to think of an
automatic ice maker, a technology that was well know in the field for years, as it would further both
those goals. A person of ordinary creativity, who knew that such ice makers existed, could not help
but think of combining them. The problem of designing a shorter ice bin, or putting a lower lip on
one to accommodate the ice maker would not be beyond such person’s skills. To further suggest
that an engineer in the field, as the person of ordinary skill in the art would be, could not resolve the
pitch of the slope of a plastic ice receptacle, or lower the edge of the container is also not
persuasive.
KSR spells out further how we shoulé examine the prior art and known elements:

Graham provided an expansive and flexible approach to the obviousness question
that is inconsistent with the way the Federal Circuit applied its TSM test here.
Neither § 103's enactment nor Graham's analysis disturbed the Court's earlier
instructions concerning the need for caution in granting a patent based on the
combination of elements found in the prior art. See Grear Atlantic & Pacific Tea
Co. v. Supermarket Equipment Corp., 340 U.S. 147, 152,71 S. Ct. 127,95 L. Ed.
162, 1951 Dec. Comm'r Pat. 572 Such a combination of familiar elements
according to known methods is likely to be obvious when it does no more than yield
predictable results. See, e.g., United States v. Adams, 383 U.S. 39, 50-52, 86 S. Ct.
708, 15 L. Ed. 2d 572, 174 Ct. Cl. 1293 When a work is available in one field,
design incentives and other market forces can prompt variations of it, either in the
same field or in another. If a person of ordinary skill in the art can implement a
predictable variation, and would see the benefit of doing so, § 103 likely bars its
patentability. Moreover, if a technique has been used to improve one device, and a
person of ordinary skill in the art would recognize that it would improve similar
devices in the same way, using the technique is obvious unless its actual application
is beyond that person's skill. A court must ask whether the improvement is more
than the predictable use of prior-art elements according to their established
functions. Following these principles may be difficult if the claimed subject matter
involves more than the simple substitution of one known element for another or the
mere application of a known technique to a piece of prior art ready for the
improvement. To determine whether there was an apparent reason to combine the
known elements in the way a patent claims, it will often be necessary to look to
interrelated teachings of multiple patents; to the effects of demands known to the
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design community or present in the markétplace; and to the background knowledge
possessed by a person having ordinary skill in the art. To facilitate review, this
- analysis should be made explicit. But it need not seek out precise teachings directed

to the challenged claim's specific subject matter, for a court can consider the

inferences and creative steps a person of ordinary skill in the art would employ.
KSR, 167 L. Ed. 2d 705, 711-712 (Syllabus). If you took an ice maker, put it above the Hitachi ice
bin, with its auger, mounted on the door, you could have your ice supply, untouched, with no need
to ever open the door to obtain ice. This certainly fits the formula: “combination of familiar
elements according to known methods is likely to be obvious when it does no more than yield
predictable results.” It is difficult to see, if not impossible, how a person of ordiﬁary skill in the art
would not recognize that it would improve similar devices in the same way. The person would also
be creative enough to believe that even if the combination might not fit in a given freezer of a given
height, it may work in a taller one, or with a shorter ice bucket. These are not problems likely to
stump such a person of ordinary skill in the art.

The Staff brief argued that the Whirlpool ‘130 patent was not obvious in light of the prior

art, even with the new claims construction. They cited several reasons, such as one of the inventors,

Mr. Myers, testifying S
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While this inventor’s testimony does suggest there were many problems to be overcome by
Whirlpbol, the ALJ found very little of such testimony persuasive. First, as he is testifying about
his own work, the inventor has every motive to see the work as requiring great skill, in viewing it
as a crowning accomplishment. As it happens he also worked for the complainant, and so has
every reason to see matters from their perspective. When an inventor is praising his invention,

there is every reason to consider the bias he may have, and the weight that should be given to his

testimony. [EEEISEE B8, the Commission found that moving
the ice maker from the cabinet to the door was not so inventive. (Comm’n Op. at p. 19-20.) In
weighing the testiinony, the ALJ also noted that the matters listed by the Staff were not matters
noted in the patent itself, and indeed the patent notes that “[t]he ice maker is a conventional ice

piece making apparatus which forms crescent shaped ice pieces.” And “[t]he ice maker disclosed

in U.S. Pat. No. 4,649,717, herein incorporated by reference, is illustrative of the type of ice maker

used in the present invention.” (‘130 patent at column 4:16-25.) —
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The ‘130 patent does not disclose
making the components smaller so they took up less space than prior ice-making systems. In
addition, there is little evidence in the record that these were problems that required inventive
insight rather than routine engineering details that a person of ordinary skill in the art could work
out. Thus, while there were engineering issues to be resolved, the evidence presented does not
demonstrate that any one of them, or all of them, required any more ability to solve than an
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