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876 n. 16, 9 USPQ2d 1384, 1392 n.16 (Fed. Cir. 1988) (in banc consideration
of a single section of opinion);see also ln re Bose Corp. 772 F.2d 866,

227 USPQ 1 (Fed. Cir. 1985) (change in panel conposition after oral argument
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A | nt roducti on
Edwards prelimnary nmotion 2 seeks entry of judgnent against
LeVeen clains 43 and 44. According to Edwards, LeVeen clains are
(1) anticipated under 35 U.S.C. 8§ 102(e) by Edwards
'267 (U.S. Patent 5,536,267 (Ex 5004)) or
(2) unpatentable under 35 U.S.C. 8§ 103 over Edwards
'267 in view of Ende (U. S. Patent 1,814,791 (Ex 5002)) and/or
McFadden (U.S. Patent 1,943,547 (Ex 5003)).
For reasons hereinafter given, on the issue of anticipation
based on Edwards '267, the prelimnary notion ideferred and
wi |l be decided sinultaneously with a decision on the issue of

priority. The prelimnary nmotion is otherw sdism ssed

B. Qpi ni on?

1.

I n support of its prelimnary notion, Edwards has attenpted
to "place in evidence" Ex 5005--a copy of the file history of
Edwar ds "parent™ application 08/148,439 (' 439 application).
| nsofar as we can tell, Ex 5005 was "placed in evidence" only to
establish the filing date of the '439 application; the file
hi story is not otherw se discussed in Edwards prelimnary notion

2 or declarations inproperly incorporated by reference therein.

2 The facts, as necessary, are set out in the opinion portion of the
MEMORANDUM OPI NI ON and ORDER. All facts are supported by a preponderance of
the adm ssible evidence.



Exercising our discretion on the issue of the adm ssibility
of evidence, we admit Ex 5005 in evidence only to the extent that
it was offered to prove that the filing date of the '439
application is Novenber 8, 1993. Ex 5005 otherw se is not
admtted in evidence. Apart fromestablishing the filing date of
the '439 application, the remaining portions of the file history
have not been shown to have any probative value. In addition,
there is a danger of unfair prejudice to LeVeen shoul d Edwards
later in the interference attenpt to rely on portions of the file
hi story which have not explicitly been nentioned in connection

with Edwards prelimnary motion 2. Fed. R Evid. 403.

2.

Edwards fails to clearly or fairly place on the record its
position as to the "prior art” filing date of Edwards '267, the
patent upon which it relies for its anticipation.

On its face, the application which matured into Edwards '267
is a "continuation-in-part” of the '439 application (Ex 5004,
col. 1, lines 6-7). A patent nmay be prior art as of a filing
date of a "parent" application. 35 U S.C. 88 102(e) and 120;

In re Wertheim 646 F.2d 527, 209 USPQ 554 (CCPA 1981) (U.S.

Patent prior art as of its filing date, unless parent application
descri bes clainmed invention as required by 8 112; invention

claimed in reference patent that does not find supporting



di scl osure in conpliance with 8§ 112, as required by 8§ 120, in
parent application, cannot be regarded as prior art as of the
filing date of that parent application).

Whet her subject matter clained in a patent is described in a

parent application is a question of fact.ln re Alton 76 F.3d
1168, 1171, 37 USPQR2d 1578, 1580 (Fed. Cir. 1996). |Insofar as we
can tell, Edwards prelim nary notion 2 does not attenpt to
establish, as a matter of fact, that the subject matter cl ai med
in Edwards '267 is described in '439 application. Edwards has
failed to establish, as was its burden, that Edwards '267 should
be considered prior art vis-a-vis LeVeen clains 43 and 44 as of
t he Novenber 8, 1993, filing date of the '439 application.
Accordingly, the anticipation issue will be restricted to

det erm ni ng whet her LeVeen clainms 43 and 44 are antici pated by
Edwards '267. Since the filing date of the application which
mat ured into Edwards ' 267 is August 12, 1994 and LeVeen's
earl|iest possible effective filing date is March 24, 1995,
Edwards ' 267 is prior art vis-a-vis LeVeen under 35 U S.C

§ 102(e).

3.
Edwards prelimnary motion 2 suffers from several of the
sane procedural defects as Edwards prelim nary notion 1. Edwards

prelimnary notion 1 has beendi sm ssed in a MEMORANDUM OPI NI ON



and ORDER (Paper 240) entered concurrently herewith. Edwards
prelimnary notion 2 is |ikew sedism ssed essentially for the
sane reasons except for the issue of anticipation based on
Edwards ' 267, which is prior art as of August 12, 1994.

G ven our disposition of Edwards prelimnary notion 1, a
reader m ght wonder why Edwards prelimnary notion 2 |likew se is
not being dismssed in its entirety. At oral argunent, counsel
for LeVeen told us that LeVeen does not contest Edwards' position
that the clains are "anticipated."” LeVeen opposition 2 (Paper
96) confirnms, at least with respect to LeVeen claim43, that
LeVeen concedes anticipation if Edwards '267 is prior art.

LeVeen mai ntains, however, that Edwards' 267 is not prior
art because in its prelimnary statement LeVeen "has asserted an
actual reduction to practice of [the subject matter of] clains 43
and 44 prior to the filing date of Edwards '267 ***." There was
no simlar LeVeen concession with respect to Edwards prelimnary
motion 1. In fact, at oral argument, counsel for LeVeen argued

that Edwards prelimnary notion 1 did not nake out prina facie

case of anticipation or obviousness. A controlling difference
bet ween Edwards prelimnary notions 1 and 2 is that LeVeen

concedes aprinma facie case of anticipation with respect to at

| east LeVeen claim 43 and may be concedi ng anticipation of LeVeen
claim44. LeVeen opposition 2, however, argues that LeVeen can
ant edate Edwards '267. Accordingly, we exercise our discretion
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to consider Edwards prelimnary notion 2, but only to the extent

it raises anticipation based on Edwards ' 267.

4.

What evi dence does LeVeen present to antedate Edwards '267?
Based on our review of LeVeen opposition 2, it is apparent that
LeVeen is basing its antedating "effort” on allegations in its
prelim nary statenent--a docunent which alleges (i.e., pleads)
an actual reduction to practice prior to the filing date of
Edwar ds' ' 267.

Edwar ds responds by pointing out that a prelimnary
st atement cannot be used as evidence by the party filing the
statement. Rule 629(e) [37 CFR 8§ 1.629(e)] supports Edwards'
response. Based on a |ack of evidence, Edwards maintains that it
is entitled to prevail. |In addition, relying on a notite

published in theOficial Gazette Edwards maintains that LeVeen

cannot use the prelimnary statenment as a "pl eading” upon which
to urge that the issues raised by Edwards prelimnary notion 2

shoul d be deferred until priority evidence has been presented.

3 Noti ce of the Chairman of the Board of Patent Appeals and
Interferences, Interferences--Prelim nary Mtions for Judgnment 1118 Of f.
Gaz. Pat. & Tm Office 19-20 (Sep. 11, 1990).
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5.
History will show that prelimnary statenments have been used
in interference cases as a basis for deferring to the priority
stage of the interference issues associated with all eged

unpatentability over the prior art.

a.

Forsyth v. Richards 1905 Dec. Commr Pat. 115 (Conmr.

Pat. 1905), reveals that a party could rely on its prelimnary
statenment in opposing what was then called a notion to dissolve
based on unpatentability over prior art. Forsyth was deci ded
before patentability based on prior art could be an issue in

interference cases. dass v. DeRog 239 F.2d 402, 112 USPQ 62

(CCPA 1956) (only priority and issues ancillary to priority could
be considered in an interference; patentability over prior art
not ancillary to priority).

The rules applicable to (1) thekForsyth interference and
(2) interferences up through the end of 1984 (37 CFR 1.201 et
seq. (1984)), authorized a notion to "dissolve" based on a party
applicant's clains allegedly being unpatentable over the prior
art. 37 CFR 8 1.231(a)(1) (1984). The notion was considered by
t he exam ner, not the board. |[If the notion was denied, the
interference proceeded to priority. |If the notion was granted,

the interference was "di ssolved” (i.e., term nated wi thout a



judgnment on the nerits) and the applicant returned tex parte
prosecution where the exam ner would enter a rejection based on
t he exam ner (not the board) having granted the notion to
di ssolve. |If as a result ofex parte prosecution, including any
appeal s, the applicant ultimately succeeded in having the claim
hel d patentable, the interference would be reinstated or a second
interference m ght be decl ared.

| f an opponent defended against a party's notion to dissolve
based on a 8 102(a) or § 102(e) reference by calling attention to
an earlier date of invention alleged in a prelimnary statenent,
the notion would be "dism ssed" and the case proceeded to the

priority phase. See, e.g., Sinons v. Dunlop 103 USPQ 237

(Commir Pat. 1949). At the tinme ofSinons, notions to dissolve
were heard by the prinmary exam ner. An exam ner of interferences
woul d review the notions and determ ne whet her they were
procedurally proper to be transmtted to the exam ner for
hearing. 1InSinons, the Conm ssioner held that the exam ner of
interferences did not err in refusing to transmt a notion to
di ssolve to the exam ner for hearing.

The practical result of theForsyth and Sinons practice was
that if the opponent |lost on priority, the unpatentability issue
became noot. On the other hand, if the opponent prevailed on

priority, the patentability issue could be considered by the



exam ner after the interference had been concl udet.
Alternatively, the board m ght have nmade a recommendation to the

Conmi ssi oner under 37 CFR 8§ 1.259 (1984). Cf. Bloomv. Furczyk

144 USPQ 678 (Bd. Pat. Int. 1955).

b.
I n 1984, Congress anmended 35 U. S.C. § 135(a) and provided

that patentability nmay be an issue in interferences. The

amendnment, in effect, legislatively rendered ass v. DeRoo
i nappl i cabl e.

Under the "new' rule$ inplementing the congressional
change, a party was authorized to file a prelimnary noti%mor
judgment. 37 CFR 8§ 1.633(a) (1985). If properly presented in
accordance with 37 CFR §8 1.637(a) (1985), any patentability issue

raised in the prelimnary notion was deci ded by the board in the

4 It should be noted that prevailing on priority does not necessarily
mean that a party antedates a § 102(a) or 8§ 102(e) reference.See Goutzoulis
v. Athale 15 USPQ2d 1461, 1462 (Commr Pat. 1990), andn re Moore 444 F.2d
572, 578-79, 170 USPQ 260, 266 (CCPA 1971) andn re Eickmeyer, 602 F.2d 974,
978-79, 202 USPQ 655, 660 (CCPA 1979), cited therein. There is a fundanmenta
di fference between (1) establishing priority--which defeats the opponent's
right to a patent--and (2) antedating--which establishes a party's right to a
patent notwi thstandi ng the existence of facially relevant prior art.
Accordingly, the requirements for establishing priority and antedating are
different, albeit in a particular case the sanme evidence may serve both to
establish priority and to antedate.

5 Notice of Final Rule,Patent Interference Practice 49 Fed. Reg.
48416 (Dec. 12, 1984).

6 What were formerly known as "notions" under 37 CFR § 1.231 (1984),
are now referred to as "prelimnary notions", 37 CFR § 1.633(a) (2000).
There are three kinds of notions which may be filed in an interference
(1) prelimnary notions under 37 CFR 8 1.633(a), (2) notions to correct
i nvent orship under 37 CFR § 1.634 and (3) all other notions, which are
known as "m scel | aneous notions" under 37 CFR 8 1.635
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interference.” Thus, there was no longer a need to transmt
notions to the primry exam ner.

The new rul es, however, did not say what the effect of
filing a prelimnary notion would be on the noving party where
the prior art appeared to be applicable to the noving party as
wel |l as the opponent. See 37 CFR 8§ 1.637(a). Nor did the new
rul es say what effect, if any, would be given to prelimnary
statenments in the face of a Rule 633(a) prelimnary notion for

j udgment based on a 8§ 102(a) or 8§ 102(e) reference.

C.
There cane a tinme when the Comm ssioner had an opportunity
to consider the effect of a prelimnary statenment vis-a-vis a
prelimnary notion for judgnment under 37 CFR 8 1.633(a).

In Gout zoulis v. Athale 15 USPQ2d 1461, 1463 (Commr Pat.

1990), it was determ ned that in cases where the prelimnary
statenment alleges a date of invention prior to the date of a

§ 102(a) or 8 102(e) reference, a Rule 633(a) prelimnary notion
for judgnment should be deferred to the priority phase. During

the priority phase, a determ nation could be made as to whet her

7 Unlike the rules in effect prior to 1984, the new rules do not
contenpl ate entry of an order "dissolving" an interference.See Parks v.
Fine, 773 F.2d 1577, 227 USPQ 432 (Fed. Cir. 1985) amended on
reconsideration 783 F.2d 1036, 228 USPQ 677 (Fed. Cir. 1986). | nst ead,
an interference is ordinarily termnated (1) by entry of a judgnment on the
merits or (2) for lack of jurisdiction.
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an opponent had established a date of invention prior to any non-

statutory bar reference.

d.

Shortly after Goutzoulis, the Chairman of the Board of
Pat ent Appeals and Interferences issued the notice (n.2supra)
relied upon by Edwards.

For the nost part, the notice attenpted to tackle the
probl em of what to do when the prior art relied upon by a party
to attack the patentability of its opponent's clains al so was
prior art to the noving party. An elaborate procedure is set out
in the notice for dealing with such a situation.

The notice (1118 Of. Gaz. Pat. & Tm O fice at 20 n.1)
suggests that a prelimnary statenment m ght not be consi dered
when a prelimnary nmotion for judgnment under 37 CFR 8§ 1.633(a) is
filed. Based on the footnote, Edwards argues that LeVeen cannot

rely on its prelinmnary statenent.

e.
Subsequent events have overtaken the Chairman's noti ce.

The new rul es were anended in 1995

8 Notice of Final Rule, Patent Appeal and Interference Practicge
60 Fed. Reg. 14488 (Mar. 17, 1995).
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Rul e 633(a) was anended to state that when alleging
unpatentability, a party had to address each of its opponent's
claims individually. 37 CFR § 1.633(a) (1995).

Rul e 637(a) was anended to state that when a party files a
prelimnary notion for judgnment based on prior art facially
applicable to the party, the party is obligated to state why the
grounds of unpatentability does not apply to the party. 37 CFR
8§ 1.637(a) (1995). In addition, Rule 640(b) was anended to
provi de that unless a decision on a prelimnary notion would
mat eri ally advance an interference, decisions on prelimnary
notions were to be deferred to final hearing. 37 CFR 8§ 1.640(b)
(1995). In large neasure, the 1995 anmendnments to the new rul es
overtook the practice set out in the Chairman's notice. W
cannot recall a single Trial Section interference in which the
Chai rman' s notice has been applied.

For the reasons given, Edwards' reliance on the Chairman's

notice is m splaced.

f.

Wth the experience of prior practice as a guide, how should
prelimnary statenent "defenses"” to prelimnary notions alleging
unpatentability over § 102(a) or § 102(e) prior art be handl ed?

The use of prelimnary statenments as a "defense"” to a

prelimnary notion for judgnment is not specifically covered by
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the rules. Accordingly, pursuant to 37 CFR 8 1.610(e), the Tri al
Section adopts the follow ng practice. Wen (1) a prelimnary
notion for judgnment under 37 CFR § 1.633(a) against an opponent
relies on a 8 102(a) or 8 102(e) reference and (2) the opponent
alleges inits prelimnary statenment a date of invention prior to
the prior art dates of the reference, the opponent will be given
two choices.?

A first choice will be for the opponent to call attention to
its prelimnary statenment and ask that a decision on the
prelimnary notion be deferred to the priority phase of the
interference. |In effect, LeVeen has asked for this choice in its
opposition in this interference.

A second choice is for the opponent to present proofs under
37 CFR 8 1.131 together with its opposition.

Each choi ce has advant ages and di sadvant ages. An advant age
of the first choice my be that the antedating and priority
efforts may be put on at the sanme tine.

A di sadvantage of the first choice may be that evidence of
priority may end up inadm ssible if the count is changed as a
result of an opponent's inability to antedate. To be fully

appreci ated, the disadvantage requires further discussion and is

9 There may be other choices which m ght make sense in a particul ar
case. We |eave for another day any other choices and suggest that if there
are other choices that the parties discuss those choices in amter partes
conference call with the APJ designated to handle the interference.
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best discussed by reference to a hypothetical case. Suppose
nmovi ng senior Party A clainms a process which uses a tenperature
in the range of 20-7&C and that opponent junior Party B clains
the same process using a tenperature in the range of 40- 160
Party B also has a claimreciting a range of 40-BQ. The count
woul d recite a tenperature range of 20-1®TC. Party A relies on
a reference which is not prior art to Party A but is prior art
under 8§ 102(a) to Party B, and describes the sane process
operating at a tenperature of 9B8C. To antedate, Party B would
be required to conply with Rule 131 and the precedent applicable
thereto.® Suppose Party B attenpts to antedate by relying on an
actual reduction to practice of a method using a tenperature of
82EC, which is not within the scope of Party B's narrow claim
calling for a tenperature range of 40-&C. Further suppose that
Party B's proofs arenot sufficient under Rule 131, but would
have been sufficient for priority. The difficulty will be that
Party B's broad claimcalling for a range of 40-1BC becones

unpat entabl e and the count will have to be narrowed to cover a

0 See, e.qg., (1) ILn re Stenpel, 241 F.2d 755, 760, 113 USPQ 77, 81
(CCPA 1957) (to antedate, applicant need show in Rule 131 affidavit only so
much of the clainmed invention as the references disclose); (2)n re Tanczyn
347 F.2d 830, 146 USPQ 298 (CCPA 1965), (3)n re Hostettler, 356 F.2d 562,
148 USPQ 514 (CCPA 1966), (4)Ln re Clarke 356 F.2d 987, 148 USPQ 665 (CCPA
1966), (5) In re Rainer, 390 F.2d 771, 156 USPQ 334 (CCPA 1968), (6)ln re
Stryker, 435 F.2d 1340, 168 USPQ 372 (CCPA 1971), (7ln re Plumh 470 F.2d
1403, 175 USPQ 323 (CCPA 1973), (8)ln re Spiller, 500 F.2d 1170, 182 USPQ 614
(CCPA 1974) and (9) Ln re Schaubh 537 F.2d 509, 190 USPQ 324 ( CCPA 1976).
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range of 20-8@EC.'* Under these circunstances, proofs at a
tenperature of 8EC are not admissible on the issue of priority
because they would not fall within the scope of the count.Eaton
v. Evans, 204 F.3d 1094, 1097, 53 USPQ2d 1696, 1698 (Fed. Cir.
2000) (to establish an actual reduction to practice for the
pur pose of priority, it nmust be established that (1) the party
constructed an enbodi nent or perforned a process that net every
el ement of the count and (2) the enbodi ment or process operated
for its intended purpose).

An advant age of the second choice may be that Rule 131
show ngs do not need corroboration. In this respect, a show ng
under Rule 131 may be viewed as easier than a show ng for
priority. Moreover, proof under Rule 131 in a particul ar case
may mnimze the need to reveal to the noving party proprietary
mat erial, such as material in |aboratory notebook¥.

A di sadvant age of the second choice may be that the opponent
may have to put on an antedating case followed by a priority case

and the evidence may be simlar, albeit not identical.

u The scope of the count would be changed from (1) a range of 20-HD
(the conbi ned scope of the tenperature ranges of both Party A and Party B) to
(2) a range of 20-8(C (the conbined scope of the 20-7BC range patentable to
Party A and the 40-8&C range patentable to Party B).

2 The Trial Section recently had a case where a party relied on a
speci fication which had been circulated to inventors for signature
(conception) coupled with diligence to the filing of an application. No
proprietary informati on was revealed to the opponent because the opponent
al ready had access to the party's application. All evidence was presented
t hrough the testinmony of the attorney.
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There may be ot her advant ages and di sadvant ages for both the
first and second choices. Qur decision |eaves to the opponent to
sort out the advantages and di sadvantages in a particul ar case
and for the opponent to nake an election. |If the opponent elects
to present a Rule 131 showing, and it is not successful, its
claims may be held to be unpatentable and any necessary
adjustnment to the count will be made. \Whether the opponent with
no patentable clains should then be allowed to put on a priority
case to defeat the noving party, and what the count should be for

t hat purpose, are matters which we | eave for another day.Cf.

Perkins v. Kwon 886 F.2d 325, 12 USPQ2d 1308 (Fed. Cir. 1989).

C. Deci si on
Edwards prelimnary motion 2 will be deferred to final
hearing only to the extent that it maintains that LeVeen cl ains
43 and 44 are anticipated by Edwards ' 267 based on its filing
date of Novenmber 8, 1993. The prelimnary notion is otherw se
di sm ssed as being procedurally inproper for the reasons given in
connection with our decision on Edwards prelim nary notion 1.
The prelimnary notion does not fairly place before LeVeen or the
board any issue under 35 U.S.C. 8§ 103 or any issue of
antici pation based on any filing date of the '439 application.
During the priority testinony phase, LeVeen should make out

its antedating and priority cases.
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D. O der
Upon consi deration of Edwards prelimnary notion 2, and for
the reasons given, it is
ORDERED t hat Edwar ds Exhibit 5005 has been admitted in
evidence only to the extent that it is offered to prove that the
filing date of application 08/148,439 is Novenber 8, 1993.
FURTHER ORDERED t hat Edwards prelimnary notion 2 is
deferred to the priority phase of the interference, but only to
the extent that it mamintains that LeVeen clains 43 and 44 are
antici pated by Edwards ' 267 based on its filing date of

Novenmber 8, 1993.



FURTHER ORDERED t hat the prelimnary notion is
ot herwi se di sm ssed
FURTHER ORDERED t hat this MEMORANDUM OPI Nl ON and ORDER

shal | be publi shed.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

Rl CHARD E. SCHAFER
Adm ni strative Patent Judge

JAMESON LEE
Adm ni strative Patent Judge
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