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A | nt roducti on

XX Prelimnary Mtion 1 (Paper 35) seeks entry of judgnment
(37 CFR 8 1.633(a)) against YY based on alleged inequitable
conduct .

As wi Il becone apparent, enployees of OO Corporation (00
conducted their respective affairs in such a manner that
"material™ information within the neaning of 37 CFR § 1.56
(Rul e 56) was withheld fromthe Patent and Trademark O fice. 1In

other words, there was a violation of Rule 56. On this record,

however, XX has not established by clear and convinci ng evidence
intent to deceive--a necessary elenment for establishing a case of

i nequi tabl e conduct.

B. Fi ndi ngs of fact and credibility determ nations
The record supports the follow ng findings of facts® by

cl ear and convi nci ng evi dence: ?

t It is our normal practice to support particular findings with
citations to the record (nost often by page and line of testinony or an
exhibit). As will becone apparent, we have not done so in this case
Addi tionally, the board nornmally does not have the benefit of live testinony
of witnesses. |In this case, however, two of the principal actors were cross
exam ned in the presence of one of the nmenbers of this nerits pane
(XX Ex. 1074). «Qur findings of fact with respect to XX Prelimnary Mtion 1
are based on our overall inpression of the entire record relevant to all eged
i nequi tabl e conduct, including the transcript of cross exam nation (XX EX.
1074), taking into account the deneanor of the witnesses.

2 "Cl ear and convincing" evidence is evidence which produces in the
mnd of the trier of fact an abiding conviction that the truth of a factual
contention is "highly probable"). Colorado v. New Mexico, 467 U S. 310, 316,
104 S.Ct. 2433, 2437 (1983). See also Buildex, Inc. v. Kason Indus., Inc.
849 F.2d 1461, 1463, 7 USPQ@d 1325, 1327 (Fed. Cir. 1988).

-2 -



1. XX Prelimnary Motion 1 raises an issue of whether
i nequi tabl e conduct occurred in connection with the prosecution
of a YY patent application (YY application) which matured into
the YY patent (YY patent) involved in this interference.
2. The real party in interest with respect to the YY
application was, and is, QOO
3. The principal actors are all enployees of QOO
a. SS, who at all tinmes relevant to the events
surroundi ng the inequitable conduct alleged by XX was enpl oyed as
a practitioner in OO s Patent Departnent in AA . SS's status
as a practitioner is based on her having been registered to
practice before the PTOin patent cases. 35 U S.C. § 31; 37 CFR
§ 10.1(r). SS was cross-exam ned before Senior Admnistrative
Pat ent Judge Fred E. MKelvey (XX Ex. 1074).
b. Dr. DDis a named inventor in the YY
Dr. DD was cross-exam ned before Senior Adm nistrative Patent
Judge Fred E. McKelvey (XX Ex. 1074).
C. M. HH was a | aboratory assistant enployed at
OO0 s research facility in EE . M. HHis said to have
assisted Dr. DD in carrying out certain experiments relevant to

the i ssue of inequitable conduct raised by XX. M. HH was not

called to testify.



4. There cane a tinme when OO filed the YY application
in the Patent and Trademark O fice (PTO.

5. The YY application naned Dr. DD as one of the
i nventors.

6. Dr. DD signed an oath (8 115 oath), as required by
35 U.S.C. 8 115, in connection with the filing and prosecution of
the YY application.

7. The § 115 oath, which is usually in the formof a
declaration, is different froma declaration under 37 CFR § 1.132
(Rule 132). As will becone apparent, Dr. DD also signed a Rule
132 declaration in connection with the prosecution of the YY
appl i cation.

8. PTO rules require that the person nmaking a § 115
oat h nust acknow edge "the duty to disclose to the Ofice al
i nformati on known to the person to be material to patentability
as defined in 8 1.56." 37 CFR 8 1.63(b)(3).

9. In the 8§ 115 oath, Dr. DD acknow edged his duty
under Rule 56 (XX Ex. 1007, page 030). The 8§ 115 oath contains
the foll ow ng | anguage:

We acknow edge the duty to disclose information which
is mterial to the exam nation of this application in
accordance with Title 37, Code of Federal Regul ations,

§ 1.56(a).



10. There cane a tine during prosecution of the YY
application before the PTO that an exam ner entered an "office
action."

11. A decision rejecting clains is comrunicated to a
pat ent application, generally through the applicant's registered
attorney, by way of a docunment known by its termof art as an
"of fice action."

12. In the office action, the exam ner rejected clains
in the YY application.

13. The examiner's rejection was based on
unpatentability under 35 U.S.C. 8§ 103 over a patent issued to WV
(WN patent) .

14. In due course, a copy of the office action was
received by SS, who as previously noted, was a patent
practitioner enployed by OO

15. SS forwarded a copy of the office action to
personnel at OO0 s EE research facility.

16. SS suggested to personnel at the EE research
facility that some evidence m ght be necessary to distinguish the
pol ymers described in the WVpatent fromthe polyners clained in
the YY application.

17. Apparently as a result of SS s suggestion, Dr. DD

caused certain experinents to be conduct ed.



18. The purpose of the experinments was to establish
the patentability of the YY polyners vis-a-vis those described in
t he WV patent.

19. A first set of experinents was conduct ed.

20. The first set of experinments is said to have been
conducted by M. HH (see, e.qg., XX Ex. 1074, page 153).

21. According to Dr. DD, however, the results of the
first set of experinents are not valid.

22. Supposedly M. HH used an incorrect tenperature
during preparation of catalysts.?

23. The results of the first set of experinents
facially support the exam ner's rejection.

24. A second set of experinents was conducted, again
by M. HH.

25. As previously nmentioned, the second set of
experinments is said to have been necessary to overcone the use in
the first set of experinents of a supposedly incorrect
tenperature to nmake catal ysts.

26. The results of the second set of experinments, if

val i d, arguably support YY's position that the polynmers clai nmed

3 We wi sh to make clear that on the record before us we decline to
find, even by a preponderance of the evidence, that the tenperature used by
M. HH was in fact an incorrect tenperature.
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in the YY patent are patentably distinct fromthose described by
t he WV patent.

27. Dr. DDtransmtted the results of the second set
of experinments to SS.

28. Dr. DD did not transmt the results of the first
set of experinments to SS.

29. Based in large part on the results of the second
set of experinents, SS prepared "docunents,"” including:

a. a response anendi ng sone clains and
cont ai ni ng an argunent and

b. a declaration (Rule 132 decl aration) under
Rul e 132.

30. SS forwarded a draft of the Rule 132 declaration
to Dr. DD for his review.

31. At no tinme did she ask Dr. DD if there were other
experinments conducted in connection with the effort to overcone
the exam ner's rejection.

32. The purpose of the docunents prepared by SS was to
respond to the examner's office action in an attenpt to convi nce
the examner to allow clainms in the YY application.

33. Dr. DD signed the Rule 132 declaration

34. SS filed the docunments, including the Rule 132

declaration, in the PTO



35. SS intended for the examner to rely on the
results of the second set of experinments as set out in the Rule
132 decl arati on.

36. The docunments filed in the PTO do not nmention the
results of the first set of experinents.

37. The results of the first set of experinents were
not revealed to the PTO prior to the date the YY application
i ssued as the YY patent.

38. SS has consi derabl e experience as a patent
practitioner registered to practice in patent cases before the
PTO.

39. Upon receipt of the results of the second set
of experiments fromDr. DD, and prior to filing the docunents in
the PTO responding to the examner's office action, SS nmade no
inquiry into, and did not specifically ask Dr. DD, whether any
experinments beyond the second experinents had been conduct ed.

40. At the time SS was preparing the docunents to
respond to the examner's office action, she knew that Rule 56
required that both favorabl e and unfavorabl e experinental results
had to be submtted to the PTO

41. SS co-authored a 1979 publication in which the
foll ow ng statenent appears (XX Ex. 1076, pages 11-12):

Therefore, it is inmportant to present all available
facts. If applicant knows of facts which mght tend to
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contradict those which are favorable, he should present
t hem

42. At the time she was preparing the docunents to
respond to the examner's office action, SS should have inquired
of Dr. DD as to whether the results transmtted by Dr. DD to her
represented all experinmental work undertaken to overcone the
exam ner's action.

43. As noted earlier, at the tine SS was preparing the
response to the examner's action, she made no inquiry with Dr.
DD as to the existence of other experinentation which m ght have
been undertaken to overcone the exam ner's rejection.

44. Had SS inquired of Dr. DD whether additiona
experinmentation (i.e., the first set of experinments) had been
undertaken, Dr. DD probably woul d have advised SS of the first
set of experinments and the results thereof.

45. On the record before us, a plausible "first”
argunment can be nade that we should find that SS know ngly and/ or
willfully engaged in a pattern of conduct by which she
deliberately refrained from asking OO enpl oyees with whom she
interacted as to the existence of evidence required to be
submtted to the PTO under Rule 56. Such a finding would be
consistent wwth an intent to deceive. Mst practitioners, but
surely one with SS's background and experi ence, would know t hat
such a pattern of conduct naturally and inevitably | eads, sooner
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or later, to Rule 56 evidence being inproperly withheld fromthe
PTO. In short, nost practitioners with SS s background and
experience woul d not adopt an "ostrich-type" attitude of burying
their heads in the sand to avoi d discovering evidence which m ght
have to be turned over to the PTO

46. It is also true that a plausible "second"
argunent can be nade on the record before us that we should find
that SS "trusted” the OO enployees in the EE research
| aboratory "to do the right thing." SS told us that so-called
"Rul e 56 training" had been given to the EE research

personnel. SS would reason, therefore, that EE research
personnel (including presumably Dr. DD) knew that all
experinmental work should be turned over to patent counsel for
eval uation vis-a-vis Rule 56. As it turns out, however, Dr. DD
apparently was under the inpression at all tines relevant to the
events here involved, that he only had to turn over experinental
wor k which he regarded to be "valid.” Since Dr. DD regarded the
first set of experinents to be "not valid,” Dr. DD apparently
reasons that he did not have to advise SS of the results of the
first set of experinents. Dr. DD plainly usurped the function of
the patent exam ner. Perhaps Dr. DD did not attend "Rule 56"
training or if he did he failed to understand its significance.
47. Wiile there may be reason to suspect that the

first argunent is the nore plausible, we cannot find that it is
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nore pl ausi bl e under a clear and convi nci ng evi dence standard.
Thus, we find that XX has failed to establish by clear and
convi ncing evidence that SS acted with intent to deceive the
PTO.* W also are unable to find by clear and convinci ng
evidence that Dr. DD intended to deceive the PTO

48. \When the inventor relies on and transmts to the
practitioner the results of certain experinental work to overcone
a rejection, a PTO practitioner probably acts in an inconpetent
manner when the practitioner fails to ask an inventor whether
ot her experinentation was undertaken.

49. YY has called our attention to at |east one SS
decl aration presented in an "after the fact" fashion foll ow ng
her cross-exam nation. The declaration purports to detai
_____ research | aboratory
personnel. Her inability to recall the details of "Rule 56"
trai ning during her cross-exam nation when juxtaposed with her
ability to come up with a few details after her cross-exam nation
makes her entire testinony, including cross-exam nation,

suspi cious. Thus, her "after the fact" testinony should give YY

little confort as to the accuracy of her testinony, including

4 We wi sh to enphasize that we are not finding that SS did not intend
to deceive the PTO rather, we find that XX has failed to establish that SS
i ntended to deceive the PTO. There is a big difference. Wether additional
di scovery or evidence in a civil action under 35 U.S.C. § 146 would justify a
conclusion different fromthe one we reach is not an issue which can be before
us.
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cross-exam nation. Moreover, the absence of copies of papers
whi ch m ght have been distributed by SSto EE research
| aboratory personnel renders her "after the fact" declarations
| ess than credible. W decline to give the declaration filed by
SS after her cross-exam nation much weight to the extent that YY
relies on the declaration in support of its opposition to XX
Prelimnary Mtion 1.

50. Based on a consideration of SS's |ive testinony
and her declarations, very little if any weight is given to SS's
testinmony, at least to the extent that YY relies on her cross-

exam nation and/ or declaration in support of its opposition to XX

Prelimnary Mtion 1.

a. Her testinony was argunentative
b. Her deneanor bordered on belligerent.
C. She declined to candidly answer XX s cross-

exam nation often requiring XX to ask the sanme question
repeatedly before she would eventually provide an answer.

d. She repeatedly evaded attenpts to clarify her
position even on sinple matters about which there ought not to
have been a di spute.

e. Her inability to remenber certain facts--such
as her co-authorship of the publication nentioned above--is
sinply not credible. Accordingly, her entire testinony is not

credi bl e.



f. To the extent that there is other evidence in
the record which contradicts SS' s testinony and/ or decl arati ons,
or which inplies a version of the facts different fromthose
testified to by SS (including what she renenbered or failed to
remenber), the nmerits panel has credited the other evidence,
particularly when it helps XX's case.® W have given virtually
no weight to SS's testinony to the extent it helps YY's
opposi tion.

51. The results of the first set of experinents were
material to the exam nation of the application which natured into
t he YY patent.

52. The results of the second set of experinments was
material to the exam nation of the application which nmatured into

t he YY patent.

C. Di scussi on

A violation of the duty of disclosure under 37 CFR 8§ 1.56
occurred at OO, The principal culprit was SS, although Dr. DD is
not necessarily free of blane. Material information in the form

of the results of the first set of experinents was withheld from

5 To paraphrase the | anguage of an opinion entered in the Eastern
District of Virginia, "[i]n this regard, and indeed generally, the *** [nerits
panel] credits the *** [other evidence] over *** [SS] whenever there is a
conflict." See Sem conductor Energy lLaboratory v. Sansung El ectronics, 46
UsP@2d 1874, 1879 n.8 (E.D. Va. 1998) (Ellis, J.) ("[i]n this regard, and
i ndeed generally, the Court credits the testinony of Sanmsung's w tnesses
Dr. Fonash, Dr. Tsai, and Dr. Meyerson over SEL's witnesses Dr. Lucovsky and
Dr. Yamazaki whenever there is a conflict.").
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the PTO The sole issue is whether XX has established by clear
and convinci ng evidence that there was intent to deceive.
We start our analysis by observing that we cannot in any way

approve of, or recomrend, the npbdus operandi of OO s patent

practitioner, SS, as renotely being an appropriate manner in
whi ch to conduct business before the Patent and Trademark
Ofice.® Nevertheless, XX Prelimnary Mtion 1 cannot be granted
because XX has failed to establish by clear and convinci ng
evi dence the necessary intent on the part of OO enpl oyees to
deceive the Patent and Trademark O fi ce.

Dr. DD, of course, signed a declaration which would seemto
i ndi cate that he was made aware of his obligations under Rule 56.
W will assume that he read the declaration, although we are not
sure. Accordingly, Dr. DD is probably chargeable with
constructive know edge of the requirenments of Rule 56, not only
because Rule 56 is a federal regulation, but because he
acknow edged his obligation when he signed the declaration in the
YY application. However, we do not know, on this record,
precisely what Dr. DD actually knew about the requirenents of
Rule 56 at the tinme he submitted the results of the second set of

experinments to SS.

6 There is a possibility that SS handl ed prosecution of the YY
application in an "inconpetent” manner within the meaning of 35 U.S.C. § 32.
We will refer the record to the Office of Enrollnent and Discipline for such
action as that office deens appropriate.

- 14 -



SSis a PTO practitioner with consi derabl e experience. She
is co-author of a publication which tells us that she knew she
had to turn over to the PTO both favorabl e and unfavorabl e
experinmental results. |If the preponderance of the evidence
standard applied, we would feel conpelled to find that she

intentionally adopted as a nodus operandi a practice of

essentially refraining from asking | aboratory personnel about
unf avorabl e evi dence.’ However, we are not governed by a
preponderance of the evidence standard in an inequitable conduct
matter. The Federal Circuit has plainly, and appropriately in
our opinion, adopted the clear and convincing standard for

i nequi tabl e conduct and other so-called fraud issues. On this
record, we cannot nake findings by clear and convincing evidence
of that SS knowingly and willfully undertook a pattern of
"ostrich-like" behavior vis-a-vis the PTO notw thstandi ng any
suspi cion we mght harbor. Nor can we find on this record any
cl ear and convi ncing evidence that she intended to deceive in

this particul ar case.

7 YY and OO call our attention to one case in which SSis said to have
advi sed the PTO of Rule 56 when it was discovered sonetine after a response
had been filed in the PTO. The details of how she discovered the Rule 56
evi dence are lacking on this record. Hence, her action in reporting the Rule
56 evidence may be due to the fact that it was called to her attention by
EE research | aboratory personnel, perhaps after a "Rule 56" training
session in the lab. W are not aware of any reliable evidence that she
undert ook to di scover the evidence which had been withheld in the first

i nst ance.
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I n reaching our decision, we have not overl ooked the
proposition that a person who acts with reckless indifference to
whet her a representation is true or false is chargeable with

knowl edge of its falsity. Conpare United States v. Beecroft,

608 F.2d 753, 757 (9th G r. 1979) (invention pronoter convicted
of mail fraud by a beyond a reasonabl e doubt standard; one who
acts with reckless indifference to whether a representation is
true or false is chargeable with know edge of its falsity).
However, absent clear and convincing evidence that SS adopted a
"do not inquire" pattern of conduct, we do not feel that we can
make a "reckl ess indifference" finding.

I n reaching our decision, we have al so taken into account

that Rule 56 may wel |l be a neani ngl ess federal regulation if it



can be freely violated with no consequence in the formof sone
reasonabl e sanction.?®

We candidly acknow edge that we do not |ike what occurred
here. W are relatively certain that the exam ner woul d have
further rejected the YY application even if he had been nade
aware of the first set of experinents. Dr. DD s explanation for
believing the results of the first set of experiments is not
particularly conpelling. However we mght feel about the
situation, we are duty-bound to apply the | aw and Federal Circuit

precedent to the facts established on this record. On this

record, and notw thstanding all we have said, we hold that XX
failed to establish by clear and convinci ng evi dence the

necessary intent to deceive. W voice no opinion, of course, as

8 We have not been able to determine a manner in which to sanction an
applicant when the applicant or its attorney engages in conduct which violates
the provisions of 37 CFR § 1.56, but where the necessary intent to deceive is
not present to support a charge of inequitable conduct. The follow ng
sanctions m ght be considered.

I f during prosecution the PTO finds that there has been a violation, it
could apply a "Mranda" type exclusionary rule and decline to consider any
further declaration on the subject of the Rule 56 violation

An appropriate sanction in a civil action for infringenent m ght be that
the burden of proof of alleged invalidity of the patent could be |owered to
preponderance of the evidence. However, the preponderance standard applies
with respect to patentability issues in interferences. Bosies v. Benedict,

27 F.3d 539, 541-42, 30 USPQ2d 1862 (Fed. Cir. 1995). Accordingly, there is
no occasion on this record to apply a |l ower standard of proof with respect to
patentability issues.

Lastly, perhaps clients thinking about retaining the services of
practitioners, like SS, who de facto or actually adopt a "do not inquire"
policy m ght | ook el sewhere | est they too becone involved in a proceedi ngs
such as that has been raised by XX Prelimnary Mtion 1.
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to whet her additional evidence before a different tribunal m ght

lead the tribunal to reach a different result.

D. Deci si on
On the record before us, XX Prelimnary Mdtion 1 nust be

deni ed.

E. O der

Upon consideration of XX Prelimnary Motion 1 and all parts
of the record relevant to that notion, and for the reasons given,
it is

ORDERED that XX Prelimnary Mdtion 1 is denied.

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

BRUCE H. STONER, JR, Chi ef )
Adm ni strative Patent Judge )
)
)
FRED E. McKELVEY, Seni or ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)

Arlington, VA



