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precedent of the Trial Section; Judge Torczon otherw se did not participate
in deciding the request for reconsideration



A | nt roducti on

Rosenstein has fil ed ROSENSTEI N REQUEST FOR RECONSI DERATI ON
(Paper 137) seeking reconsideration of portions of our MEMORANDUM
OPI Nl ON and ORDER--decision on prelimnary and other notions
(Paper 127) entered 8 March 2000. Charlton was invited to

respond (Paper 138) and has tinely filed a response (Paper 140).

B. Di scussi on
1
Rosenst ei n seeks reconsideration of that part of our
deci sion on prelimnary notions which
(1) granted Charlton Prelimnary Mdtion 1 and

(2) denied Rosenstein Prelimnary Mtion 7.

2.
Charl ton opposes, raising three issues. Specifically,
Charlton argues that the request for reconsideration
(1) is untinely;
(2) raises new issues; and

(3) should be denied on the nerits.



3.
a. Rules

The rul es authorize a party to file a request for
reconsi deration of a decision on prelimnary notions. 37 CFR
8§ 1.640(c). The party nust file the request for reconsideration
within 14 days of the date after entry of the decision sought to
be reconsi dered. [Ld.

The rul es, however, do not preclude the board from

reconsi dering, sua sponte, at any tinme any order entered in the

interference. Stated in other terns, a tribunal has inherent
authority unless precluded by its rules to reconsider orders

entered in cases before it while the case is before the tri bunal.

b. Facts

In this interference, a MEMORANDUM CPI NI ON and ORDER
deciding prelimnary notions was entered on 8 March 2000
(Paper 127).

The tinme for either party to request reconsideration under
the 14-day limt of Rule 640(c) expired on 22 March 2000.

In a comuni cation entered on 3 April 2000 (Paper 134), the
board authorized the parties to file requests for reconsideration
if they be so advi sed.

A tinme period of 14 days was set for filing requests for

reconsi derati on.



Rosenstein thereafter filed its request for reconsideration
on 17 April 2000 (Paper 137).

Charlton was invited to respond to the request in an ORDER
| NVI TI NG RESPONSE TO REQUEST FOR RECONSI DERATI ON entered 19 Apri
2000 (Paper 138).

Charlton tinmely filed an opposition on 5 May 2000

(Paper 140).

c. Discussion
A review of the facts outlined above denonstrates that the
Rosenstei n request for reconsideration was filed at the express
aut hori zation of the board. Had the board not authorized the
request for reconsideration, then Rosenstein's request for
reconsi deration woul d have been untinely under the rules.

Conpare Mller v. Chester, 13 USPQ2d 1387, 1388 col. 2 (Bd. Pat.

App. & Int. 1989). Thus, Rosenstein itself could not extend the
time for filing a request for reconsideration. Rosensteinis
bound by the 14-day tine period of Rule 640(b). The rule,
however, does not preclude the board from exercising discretion
to authorize--at its request--the filing of a request for

reconsi deration beyond the 14-day period. 37 CFR 8§ 1.610(c).

As noted earlier, a tribunal has inherent authority to exercise

di scretion to correct, sua sponte, at any time errors it

di scovers in the record.



There is a reason why discretion was exerci sed sua sponte

to give the parties an opportunity to file a request for
reconsi deration beyond the 14-day period of Rule 640(c). To
fully appreciate the reason, a full understanding of certain
aspects of the rules is necessary.

Under the rules, an adm nistrative patent judge (APJ) is
designated to handle an interference. 37 CFR 8§ 1.610(a). The
APJ is authorized to enter all interlocutory orders. 1d.

A decision on prelimnary notions is an interlocutory order.

37 CFR 8 1.601(q). A party is authorized to seek reconsi deration
of an interlocutory order. 37 CFR 8§ 1.640(c). The party may

al so ask for review of an interlocutory order at final hearing
before a 3-judge panel. 37 CFR § 1.655.

The rul es al so authorize, at the discretion of the APJ
designated to handle an interference, entry of interlocutory
orders by a 3-judge notions panel. 37 CFR 8 1.610(b). Since the
creation of the Trial Section,? it has been standard practice to
have a 3-judge notions panel decide essentially all prelimnary
notions. In the opinion of the Trial Section, entry of 3-judge

decisions is nore efficient and establishes the | aw of the case.

2 See Notice of the Chief Adm nistrative Patent Judge of Nov. 6, 1998,
Interference Practice--New Procedures for Handling Interference Cases at the
Board of Patent Appeals and Interferences, 1217 Of. Gaz. Pat. & Tm O fice 18
(Dec. 1, 1998).




VWhat is the difference between review at final hearing of a
singl e-judge interlocutory order versus a 3-judge interlocutory
order?

When a single-judge order is reviewed at final hearing by a
3-judge panel, it first nust be determ ned whether the order
i nvol ves a substantive issue (e.g., patentability) or a
procedural issue (e.g., granting discovery). As to procedural
i ssues, the standard of review is abuse of discretion. 37 CFR
§ 1.655(a). On the other hand, as to a substantive issue, the
two additional judges have not previously cast a vote on the
i ssue and need not defer to the substantive decision of the
single-judge. In short, the two remaining judges consider the
substantive i ssue de novo and need not defer to the views of the
APJ who entered the interlocutory order.

When there is review at final hearing by a 3-judge panel of
an interlocutory order entered by a 3-judge panel (which wll
al nost al ways be the sane three judges), the case takes on a
different posture. All three judges previously considered the
record and cast their votes. Any review at final hearing will be
on the same record and new argunents are not authorized. It
shoul d be apparent that when a 3-judge panel reviews its previous
deci sion, the 3-judge panel, in effect, is reconsidering its
earlier decision. There is no de novo consideration. Hence, it
will be necessary for a party asking for review to establish that
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t he 3-judge panel overl ooked or m sapprehended sonmething in
entering the order sought to be revi ened.

The mani fest benefit of a 3-judge decision on prelimnary
notions is that the count becones fixed, at |east insofar as the
board is concerned, before priority testinony is presented.
Parties do not have to (1) guess whether the count m ght be
changed at final hearing and (2) present alternative priority
cases during the priority testinony phase to neet each possible
count which otherwi se m ght be urged at final hearing.

In this case, based on activity in a related interference,
it cane to the attention of the APJ designated to handle this
interference, that Rosenstein planned to, or could, seek review
of the 3-judge decision on prelimnary notions at final hearing.
The parties were advi sed, however, that the review, in effect,
woul d be a request for reconsideration. The parties were al so
advised that it would be better to correct any errors at this
tinme, rather than after a case on priority is presented.® Since
the Trial Section is relatively new, it was believed that the
parties mght not have fully understood the inplications of a

3-judge interlocutory decision on prelimnary notions, and in

3 In this interference, the priority case will be subject to
arbitration or priority proof under the rules depending on the outcone of
Carter-Wallace, Inc. v. Becton Dickinson and Conpany, Civil Action 00-1883
(KSH) in the U S. District Court for the District of New Jersey, where
Charlton's assignee is seeking an order to enforce what it believes to be
an agreenment to arbitrate the priority issues in this (and possibly other)
i nterferences.




particular its |law of the case status insofar as the board is

concerned. Accordingly, the board sua sponte set a tine for

filing requests for reconsideration.*
For the reasons given, we hold that the Rosenstein request

for reconsideration is timely fil ed.

4.
We have consi dered Rosenstein's argunments in its request for
reconsideration, in light of Charlton's conments in opposition
t hereto, and we conclude that Rosenstein has not shown that we
m sappr ehended or overl ooked any fact or argunent which would
cause us to change our decision or opinion. W find it
unnecessary to reach Charlton's argunent that Rosenstein has

rai sed new issues in presenting its request for reconsideration.

C. O der
Upon consi deration of the Rosenstein request for
reconsi deration, and for the reasons given, it is
ORDERED t hat the Rosenstein request for reconsideration

is deenmed to be tinely filed.

4 I ndependent of the rational otherwi se set forth in this opinion, we
are of the viewthat it is in the interest of justice to consider Rosenstein's
request for reconsideration even if it is considered to be belated. See
37 CFR & 1.645(b).



FURTHER ORDERED t hat the Rosenstein request for

reconsideration is otherw se deni ed.
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