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Section “1" of this opinion in support of the decision
bei ng entered today, discussing a m scell aneous notion
under 37 CFR 8 1.635 to add an additional patent to the
interference under 37 CFR §8 1.642, is binding precedent
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ot herwi se not binding precedent. The decision was
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This interference was decl ared on February 26, 1999. Tine
Period 8 for taking action during the prelimnary notion phase of
the interference (Paper Nos. 38 and 45) expired on Cctober 31,
1999. Prelimnary and m scel |l aneous notions have been filed by
the parties. Section 1 of this opinion concerns a m scell aneous
noti on under 37 CFR 8§ 1.635 for a patent to be added to the
interference under 37 CFR § 1.642, and is adopted as binding
precedent of the Interference Trial Section. The entire opinion
will be posted in due course at the Wbsite address:

(http//:ww. uspto. gov/ web/of fi ces/dconm bpai/its/104044. pdf).

In this opinion, the names of the parties and their
correspondi ng application and patent nunbers have been changed to
preserve the confidentiality of the involved parties and their
cases.

Senior party SH has filed the follow ng three notions:

1. M scel | aneous notion 1 under 37 CFR 8§ 1.635 to have
junior party’'s Patent 5, XXX, XXX added to this interference under
37 CFR § 1.642;

DENI ED

2. Prelimnary notion 2 for judgnent against clains 1 and
5-7 of junior party’ s Patent 5, XXX, XXX; and
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Dl SM SSED
3. Prelimnary notion 3 to redefine the count by adopting
claim2 of Patent 5, XXX, XXX as the count.
Dl SM SSED

Junior party AD filed a single notion and a request for oral
argunent :

4. M scel | aneous notion 1 (Paper No. 49) to suppress the
declaration of M. R B. (SH s Exhibit 2005) which was relied on
by the senior party in connection with senior party’s
m scel | aneous notion 1 and prelimnary notions 2 and 3.

DENI ED

5. Request (Paper No. 50) for oral argunment on senior
party’s mscell aneous notion 1 and senior party’s prelimnary
notions 2 and 3, and junior party’s m scell aneous notion 1.

DENI ED

Senior party patentee’s notion

filed under 37 CFR § 1.635 to add
junior party’ s uninvolved patent to
this interference under 37 CFR § 1. 642

Senior party SHfiled a m scell aneous notion (Paper No. 34)
under 37 CFR 8 1.635 to have an uninvol ved junior party patent

added to this interference under 37 CFR §8 1.642. The patent
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sought to be added issued fromthe parent application of the
junior party’s involved application, names the sane inventors as
the junior party’s involved application, and is assigned to the
sanme real party in interest as is the junior party’ s involved
application. At the tine of declaration of this interference,
the junior party was already accorded benefit of the earlier
filing date of this parent application.

This notion is joined by the junior party. See the junior
party’s responsive subm ssion in Paper No. 42.

As declared, this interference is between the junior party’s
i nvol ved application and the senior party’s involved patent. The
U S. Patent and Trademark O fice issues only a single patent for
the sane patentable invention. See 35 U S.C. 8§ 102(Q).

The Patent Statute (35 U.S.C. 8§ 135(a)) provides for
interferences as foll ows:

Whenever an application is made for a patent which, in
the opinion of the Comm ssioner, would interfere with
any pendi ng application, or with any unexpired patent,
an interference may be declared and t he Comm ssi oner
shal | give notice of such declaration to the
applicants, or applicant and patentee, as the case may
be.
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The purpose of having interferences is to assist an exam ner
in the exam nation of a patent application. Wen tw applicants
claimthe sane patentable invention, a patent is issued only to
the applicant who is the first inventor. Wen an applicant
clainms the sanme patentable invention as a patent, the exam ner
cannot issue a patent to the applicant until interference
proceedi ngs are conducted and it is determ ned that the applicant
is the first inventor vis-a-vis the patentee. An "interference"
is defined in the rules. 37 CFR §8 1.601(i). The definition
permts an interference with two patents under limted
ci rcunstances. The follow ng appears in the Notice of Final
Rul e, Patent Interference Proceedings, 49 Fed. Reg. 48416, 48419
(col. 2) (Dec. 12, 1984):

The definition of "interference" permts an
i nterference between one or nore applications and one
or nore patents. Thus, these new rules followthe
policy of Wlson v. Yakel, 1876 Dec. Commir. Pat. 245
(Commr. Pat. 1876) and, to the extent inconsistent
therewith, do not follow the policy announced in Touval
v. Newconbe, 194 USPQ 509 (Comir. Pat. 1976).
However, in view of the statutory requirenent for the

presence of at |east one application in an
interference, if an applicant were to concede priority
or otherwi se be termnated froman interference
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i nvolving only one application and nore than one
patent, the interference would have to be term nated
for lack of subject matter jurisdiction unless one or
nmore of the patentees filed an application for reissue
whi ch could be added to the interference under

§ 1.633(h).

Wen a patentee |loses the interference, the Conm ssioner may
i ssue a patent to the applicant notw t hstanding the prior
i ssuance of a patent to the patentee. Section 135(a) states:

A final judgnent adverse to a patentee from which no
appeal or other review has been or can be taken or had
shal |l constitute cancellation of the clains involved in
the patent ***,

After an interference is concluded, the exam ner knows which
applicant anong interfering applicants is entitled to a patent.
Li kewi se, the exam ner knows, when an applicant defeats a
patentee, that a patent may be issued to an applicant.

Section 135(a) does not authorize the Conm ssioner to
declare an interference between interfering patents. Conpare
35 U.S.C. 8 291, which authorizes a civil action to resolve
priority between interfering patents.

Rule 642 (37 CFR § 1.642) authorizes an adm nistrative

patent judge to add an applicant or patent to an interference:
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During the pendency of an interference, if the

adm ni strative patent judge becones aware of an
application or a patent not involved in the
interference which clainms the sane patentable invention
as a count in the interference, the admnistrative
patent judge may add the application or patent to the
interference on such terns as may be fair to al

parties (enphasis added).

There may be a situation where an application and two
patents (not owned by the applicant) claimthe sane patentable
invention. |If so, an exam ner cannot issue a patent to the
applicant until the applicant establishes that it is the first
inventor vis-a-vis both patentees. |[If the interference was
initially declared as an application versus patent interference,
the second patent may be added to the interference. But, the
interference is still one where the applicant seeks to establish
priority vis-a-vis both patentees. |If the applicant were to drop
out of the interference, there no | onger would be jurisdiction to
resolve any priority dispute between the patents.

In the case before us, the interference was decl ared between
the JD application and the SH patent. The interference was
necessary for the exam ner to know whether a patent nmay be issued

to JD. An attenpt is now nade to add a JD patent, one issuing
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fromthe parent application of the involved JD application, to
the interference. But, the board does not have jurisdiction
under 35 U. S.C. § 135(a) to resolve priority as between the JD
patent and the SH patent. Mreover, the uninvol ved JD patent
does not have to be added to the interference to determne
priority between the involved JD application and the involved SH
pat ent .

The additional patent of junior party JD sought to be added
to this interference does not stand in the way of the issuance of
anyone’ s application except perhaps JD s own involved application
on the ground of double patenting. That, of course, does not
present an interference situation since there is no adverse
party. The case might be different if there were a second SH
pat ent which stands in the way of issuing a patent based on the
JD application. If it were necessary for JD to establish
priority vis-a-vis two SH patents claimng the sane patentable
i nvention, addition of a second SH patent to the interference may
wel | be justified.

Rul e 642 gives the board discretion to add new y di scovered
patents to an interference. However, where the board woul d | ack
jurisdiction to resolve an interference between two patents,

di scretion should be exercised to deny addition of the patent to
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the interference. Since the board |acks subject matter
jurisdiction to resolve priority between the additional JD patent
sought to be added to this interference and the al ready invol ved
SH patent, the joint request to add the additional JD patent to
the interference is denied.

Contrary to the argunent of SH, denial of the request to add

the Davis patent is not inconsistent with Schultze v. G een,

136 F.3d 786, 45 USPQ2d 1769 (Fed. Cir. 1998). The issue in
Schultze was one over which the board had jurisdiction. The sane
is not true in this case.

2.

Senior party SH S prelinmnary notion 2

This notion (Paper No. 32) is contingent upon the granting
of senior party’ s mscellaneous notion 1 to add junior party’s
Patent 5, XXX, XXX to this interference. Because senior party’s
m scel | aneous notion 1 has been denied and junior party JD s
Pat ent 5, XXX, XXX has not been added to this interference, senior
party SH s prelimnary notion 2 for judgnent against clains 1 and

5-7 of junior party’ s Patent 5, XXX, XXX, is dism ssed.
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3.

Senior party SH s prelimnary notion 3

This notion (Paper No. 33) is contingent upon the granting
of senior party’ s mscellaneous notion 1. Because senior party’s
m scel | aneous notion 1 has been denied and junior party’s
addi tional Patent 5, XXX, XXX has not been added to this
interference, senior party SHs prelimnary notion 3 to redefine
the count as claim2 of junior party’s patent 5, XXX, XXX is
di smi ssed.

4.

Junior party AD' s niscellaneous notion 1

By this notion (Paper No. 49), junior party AD seeks to
suppress the declaration of M. R B. (senior party’ s Exhibit
2005). According to junior party AD, the declarant is a |ong-
time enpl oyee of senior party’s assignee and thus has a conflict
of interest problem According to the junior party AD, it is not
cl ear whet her the declarant has any experience in exam ning and
construing patent clainms. Further according to the junior party
AD, the opinions of the declarant are nmerely conclusory and |ack
a substantial basis in the facts.

Al'l of the objections of junior party AD relate to the

credibility and persuasi veness of the declarant’s testinony
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rat her than technical adm ssibility. Furthernore, junior party
AD has not denonstrated how it has conplied with the requirenent
in  No. 33 of the Notice Declaring Interference (Paper No. 1)

t hat :

Any objection to the adm ssibility of evidence,

i ncludi ng evidence filed with any notion, opposition or

reply shall be filed within five (5) working days of

service of the evidence to which the objection is nade,

i ncl udi ng evidence presented in connection with a

prelimnary notion. (Enphasis in original.)

For the foregoing reasons, junior party’s m scell aneous
notion is denied.

5.

Junior party AD requests oral argunent with regard to senior
party’s m scell aneous notion 1 and senior party’'s prelimnary
motions 2 and 3, and junior party’s mscellaneous notion 1.
Since we do not consider an oral argunment to be necessary for
deci ding these notions, the request is denied.

6.

Priority Testinbny

In light of the foregoing decision on mscell aneous and

prelimnary notions, the case will proceed to the priority
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testi nmony phase of the proceedings. The tine periods for taking

priority testinony will be set in a separate paper in due course.
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