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A Abbr evi ati ons
Certain abbreviations are used in this opinion. W refer
the reader to the section on abbreviations in our FINAL DECI SI ON

(Paper No. 207) entered concurrently herewith

B. Backgr ound

After cross-exam nation was conplete, Rehfuss Prelimnary
Motion 7 (Paper No. 171) was filed in which Rehfuss alleged that
Si nger had engaged in inequitable conduct.

The i ssue of alleged inequitable conduct was considered on a
separate record which consists solely of the testinony and
exhibits received in evidence at an evidentiary hearing held on
Novenber 5, 1997. The testinony is found in Paper No. 202. The
Rehfuss exhibits received in evidence are Rehfuss Exhibits 501-
556. The Singer exhibits received in evidence are Singer
Exhi bits 1001-1012.

No evidence submtted before final hearing, which took place
on Septenber 30, 1997, was considered in deciding the issue of
al | eged i nequitable conduct. No evidence submtted in connection
wi th inequitable conduct was considered in deciding any other

issue in the interference.
C. Fi ndi ngs of fact

Singer effort to have an interference decl ared

1. I n February of 1995, Singer added Singer
clains 26-38 (RX-525) to the Singer application involved in the



interference. The purpose for adding the clains was to provoke
an interference wth Rehfuss '669 (RX-525, page 1).

2. Singer claim26 calls for the use of a curable
coating conposition conprising a "first conponent (a)" conprising
a pol yner backbone havi ng appended thereto at | east one carbamate
functional group, said first conponent represented by randomy

repeating units according to the formul a:

—C)— —(= A ),—

wher ei n:
"x" represents 30 to 40 weight % and

"y" represents 70 to 60 weight %

3. It is the "x" and "y" which are inportant in
connection with the inequitable conduct issue rai sed by Rehfuss
in this interference.

4. In requesting an interference, and to show support
inits specification for Singer claim26, Singer nentioned
copol yners used to nake the col or-plus-clear coatings of Singer
application Exanples 1, 7, 8 and 11 (RX-525, page 5).

5. Si nger advi sed the exam ner that the "x" and "y"
for the copolyners of the exanples are those in Table A (RX-525,
page 6), where the letter in brackets identifies the exanple in

the Singer specification where there is described a process for



maki ng a car bamat e- cont ai ni ng copol yner used i n the nunbered

exanpl e:
Table A
Exanpl e Val ue of x Val ue of y
1 [D] 40. 9 59.1
7 [E 34 66
8 [F] 31 69
11 [M 29.2 70. 8

6. Exanmples D, E and F in the Singer specification
each descri be a process for naking a carbamat e-contai ni ng
copol yner from a carbamate nononmer and ot her nononers in which
t he carbamate nononer is prepared in accordance with Exanple A
(RX-505, pages 19-20 and 22-24).

7. After an interview between the exam ner and
counsel for Singer, the exam ner nade a request (RX-526):

[ Singer] *** will submt a paper describing the structura
features of the polyners prepared in the exanple and
specification to show that the polyners *** correspond to
t hose of the Rehfuss patent.

8. In response to the exam ner's request, Singer
filed a declaration of Dr. Shanti Swarup (RX-529). 1In his
declaration, Dr. Swarup confirned the values of "x" and "y"
(RX-529, pages 4, 5 and 7; Tr-21:2-6) as set out in Table A

9. In a "prelimnary comuni cation” acconpanyi ng
the Swarup decl aration, Singer argued to the exam ner "t hat
Dr. Swarup's declaration shows there is clear support in the
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[ Singer] specification for elenent (a) of claim26" (RX-519,
page 2).

10. The "x" and "y" val ues described in the request
for interference (RX-525) and the Swarup declaration (RX-529) are
essentially the sane.

11. The exam ner determ ned that Singer claim?26 was
"supported” by the Singer specification, because he forwarded the
Si nger application and Rehfuss '669 to the board so that an
interference could be declared. By "supported,” we nean
described in an enabling manner as required by the first

paragraph of 35 U S.C. § 112.

Decl aration of the interference and request for information

12. The interference was declared on January 16, 1996.
13. In response to a request to the parties (Paper
No. 2, pages 3-5), Singer submtted in the interference a

docunent (Paper No. 19) describing the structural fornulae, inter

alia, of the copolyners of Exanples D and E (RX-540). According
to the docunent, the copol ynmers of Exanples D and E have the

following "x" (reported as "nf') and "y" (reported as "n") val ues:

Table B
Exanpl e Val ue of x Val ue of vy
D about 40 about 60 (RX-540, page 7)
E 34 66 (RX- 540, page 8)

14. The "x" and "y" val ues described by Singer in the

docunent (Table B) are consistent wwth the x and y val ues
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previously described in the request for an interference (Table A)
and the declaration of Dr. Swarup.

Exanples in the Singer application

15. The carbamate nononer used to nake the
copolyners of Exanples D, E and F is described in Exanple A
(RX-505, page 19-20).

16. Exanple A describes a process for nmaking a
car bamat e- cont ai ni ng nononmer fromthree conpounds:

a. i sophorone diisocyanate (1PDl),
b. hydr oxy et hyl nethacrylate (HEMA), and
C. hydr oxy propyl carbamate (HPC).

17. |sophorone diisocyanate (IPD) has the follow ng
formul a: 3
NCO
CH, CH,— NCO
CH CH,

18. Isophorone (IPD) without its isocyanate ( —NCO

groups wll be depicted as "R' wherein "R' is:

CHy CH,—

CH CH,

3 In various papers in the record, the —CH; in the |lower right-hand corner
is mssing.
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19. Hydroxy ethyl nethacrylate (HEMA) has the

followi ng formula

3

CH, =C—C—C,H—M™
O||
20. Hydroxy propyl carbamate (HPC) has the follow ng
formul a:
NH, ! —GC—0O——CH—M™

O
Exanple A in the Singer application

21. In Exanple A, IPD is said to have been first
reacted with HPC "until the isocyanate equival ent wei ght becane
constant” (RX-505, page 20, lines 2-3). Thereafter, hydroxy
ethyl nethacrylate is said to have been added "until infrared
anal ysis indicated the absence of isocyanate" (RX-505, page 20,
lines 4-5).

22. At least (Tr-27:2-3; Tr-54:22 through 55:2) three
products result fromthe reaction schenme of Exanple A (Paper

No. 171, page 13, T 23; Paper No. 187, page 12, T 23): *

a. Pr oduct | HEMA- | PDI - HPC, °
b. Product 11 HPC- | PDI - HPC, and
C. Product 111 HEMA-I PD - HEMA.

4 We nake this finding because Singer agrees it is correct, not

necessarily because of Dr. Jones' testinony. As wll becone apparent, we
are inclined to give Dr. Jones' testinony little weight in certain respects.

°® In his testimony, Dr. Swarup often referred to Product | as "H C'

(Tr-37:9-16).
-6 -



23. The formulae of the three products appears in
various parts of the record, often erroneously. For exanple, in
RX-545, —C- on the right side of Product | should be
(Tr-27:15-20):

O
|
—C—
An —O- is m ssing between —C- and —CH,— on the right side of

O
Product 1l1. The upper right portion of the fornula of
Product 111 should be connected to the —O and not the H,. The

fornmula for isophorone is often incorrect due to a mssing —CH

See e.g., RX-544 (prepared by Rehfuss) and SX-1009 (prepared by

Si nger) .
24. The formula for Product | is:
CH,
CH3:C|:
0::é H H
CI) |

—C2H4—O—(T—N—R—N—C—O—C3H¢,—O—C—NH3

I
0

o

HEMAH PDI —HPC

Pr oduct |




25. The formula for Product Il is:

HN—C—0—CzHg—O0—C—N—R—N—C— 0— C3Hg—O0—C—NHj,

| I l
0 0

0
HPCH PDI —HPC
Product 11
26. The fornmula for Product IIIl is:
CH, CH;
' L
CH,—C —CH,
(@ Jnd H H —0

—CH;—0—C—N—R—N—C—0—C,H,—0

0o o

HEMAH PDI —HEMVA
Product 111
27. Product Il has been characterized in the record as

a "dicarbamate" because it has two carbanmate groups, one on each

end.

28. Product Il has been characterized in the record
as a "diacrylate" because it has two nethacryl ate groups, one on
each end.

29. Because of the avail able isocyanate ( —NCO groups
on | PDI, the avail abl e hydroxy ( —OH) groups on both HEMA and HPC
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and the anmounts of IPD, HPC and HEMA used in the process
described in Exanple A the maxi mum "theoretical" percentage of
Product | in the mxture of Products I, Il and Ill produced in
Exanmple A is 80% (Paper No. 171, page 18, { 55; Paper No. 187,
page 16, Y 55; Tr-53:5-8). Theoretically, the other 20% woul d be
Product Il and there would be no Product IIl1. The reason is the
following. In Exanple A there are 0.8 equivalents of HEMA, 1.0
equi valent of IPDI and 1.2 equivalents of HPC. If, for purposes
of discussion, one (1) equivalent is viewed as 10 nol ecul es, then
there would be 8 nol ecul es of HEMA, 10 of IPD and 12 of HPC
Renmenbering that | PDI has two i socyanate ( —NCO groups, in
theory all 12 nol ecul es of HPC (which has one hydroxyl group
(—OH) which can react with an isocyanate group on IPD) wll
react with isocyanate groups on the IPDI to nmake the follow ng
10 nol ecul es: ©
HPC—I PDI —HPC
HPC—I PDI —HPC

| PDI —HPC

| PDI —HPC

| PDI —HPC

| PDI —HPC

| PDI —HPC

| PDI —HPC

| PDI —HPC
) | PDI —HPC

POO~NOOUITRWNE

NN ATNANAN NN AN NN
ovvvvvvvvv

After all 12 nolecules of HPC react wiwth IPD, then the 8
nol ecul es of HEMA (whi ch has one hydroxyl group which can react

wi th an i socyanate group on IPDI) react with 8 nol ecul es of

® Thi s nodel assunmes that one of the two i socyanate groups on IPD is nore

reactive toward the hydroxyl group on HPC
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| PDI - HPC (each of which woul d have one free i socyanate group) to

make the follow ng 10 nol ecul es:

(1) HPG—I PDI —HPC
(2) HPC—I PDI —HPC
(3) HEMA—| PDI —HPC
(4) HEMA—I PDI —HPC
(5) HEMA—I PDI —HPC
(6) HEMA—I PDI —HPC
(7) HEMA—I PDI —HPC
(8) HEMA—I PDI —HPC
(9) HEMA—I PDI —HPC
(10) HEMA—| PDI —HPC

Ei ght of the 10 nol ecul es, or 80% of the nol ecules, are
HEMA—I PDI —HPC. Theoretically no HEMA—I PDI —HEMA woul d be
pr oduced.

30. Notw thstanding theory, and as indicated above, at
| east three products are produced and a theoretical result is not

obt ai ned.

Errors in papers filed by Singer

31. Singer now recogni zes that the maxi numtheoretica
possi bl e wei ght percentage for "x" in each of Exanples D, E, F
and Mis as follows (Paper No. 171, page 14, | 31; Paper No. 187,
page 14, ¢ 31).°

! Again, we make this finding because Singer agrees it is correct, not

necessarily because of Dr. Jones' testinony.
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Table C

Exanpl e Val ue of x Val ue of y
1 [D] 34. 4 65. 6
7 [E 29.2 70. 8
8 [F] 26. 4 73.6
11 [M 29.2 70. 8

32. The "x" value for Exanple Min Table C woul d be
expected to be, and is, the sane as that in Table A However,
the "x" value for Exanples D, E and F are different (and | ower).

A conparison of the "x" values is shown in Table D.

Table D

Exanpl e Table C Table A

1 [D] 34. 4 40. 9

7 [E 29.2 34

8 [F] 26. 4 31

11 [M 29.2 29.2

33. If the product nmade in accordance with Exanple A
was 100% Product |, then the weight percentages of "x" in Table A
woul d have been correct.

34. Only Products | and Il have ethylenically

unsaturated bonds (i.e., CH~=CH-). Thus, when a copol yner is
made using the reaction product of Exanple A, Products | and I
can becone part of the copol yner backbone through a reaction

known as free-radical polynerization



35. Only Product | "contributes" to the value of "x".
In other words, the value of "x" in Exanples D, E and Fis a
function of the conposition of Exanple A (Tr-24:14-17).

36. Dr. Swarup attenpted to m nimze the anount of
Product Ill so as to avoid "gelling" (Tr-30:23 through 31:1).
What Dr. Swarup neans by "gelling" is cross-1linking which wll
result due to the presence of two ethylenically unsaturated bonds
(one on each end) in Product 111

37. It is possible that Product Il forns part of the
copol yner backbone through a process which Dr. Swarup descri bed
as "hydrogen abstraction"” (Tr-29:25 through 30:14). Dr. Swarup
i ndi cated that he had "no way of know ng whether [Product] Il is
on the backbone [of the carbamate copol ynmer] or not" (Tr-34:3-4).
In any event, if there is any Product |l associated with the
copolyner (i.e., mxed with the copolyner), that Product I
will react with the cross-1inking agent (conponent (b) in Singer
claim26) (Tr-29:16-18; Tr-30:21-22), because Product II, |ike

Product |, has term nal carbamate groups.

Dr. Swarup's rebuttal declaration

38. There cane a tine in the interference when
Dr. Frank N. Jones was deposed (RR-891) for the purpose of cross-
exam nation. Rehfuss had earlier filed a "second" declaration of
Dr. Jones (RX-533).

39. There also cane a tine when Dr. Swarup read a
portion (RR-976 through 998) of a transcript of the Jones
deposition (RX-530, page 80, | 4).
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40. After reading the Jones testinony, Dr. Swarup
recogni zed that his nunbers may have been in error and caused
Exanple A to be repeated (RX-530, page 82, {1 6). A sanple
(identified internally at PPG as 96-333-134) was obtai ned
(RX-530, page 86, Appendix I). The sanple is referred to in the
record as Sanple A. It was nade by Ms. Lu Ann Hol si ng, who works
for PPG under the supervision of Dr. Swarup (RX-532, pages
107- 110).

41. The sanple was given to Dr. Joseph Benga, an
anal ytical chemst (RX-94, 1 1), to determ ne the percentages
of Products I, Il and Ill in the sanple (RX-530, page 83,

T 6(c)).

42. M5 (mass spectroscopy) techni qgues were used to
anal yze Sanple A (RX-531, page 95, | 3).

43. As a result of the analysis, Dr. Benga determ ned

that the sanple contained the followng "relative" (Tr-154:6:9)

amounts of Products I, Il and Il (RX-531, page 106, { 14):
Table E
a. Product | 88
b. Product || 8
C. Product 111 4
44. In conducting the anal ysis, personnel at PPG

apparently did not |ook into other inpurities which mght be
present (Tr-155:3-4).
45. The percentages of Table E were obtai ned fromdata

obtained as a result of nmass spectroscopy of Sanple A. Figure 2
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(RX-531, page 103) of Dr. Benga's declaration is a mass spectrum
of Sanple A. According to Dr. Benga, Figure 2 contains all the
mass nunbers expected fromthe fragnentation of Product |I. The
spectrum al so had the mass nunbers for Products Il and |11

(RX-531, page 100, T 12). The right side of the nmass spectrumis

shown in Figure 2.

Y

HPC-IPDI-HEMA

L

[M+1)
472

HPC~IPDI-HPC
HEMA-IPDI-HEMRA

‘—"Yv—lvﬁt“vr'x,’V‘l"l‘l!—tvrP!l1F1II[Y!‘IT[vv|"IYTIl}""

a..
-~
[

Figure 2
46. The 461, 472 and 483 peaks show the presence of
Products Il, | and IIl, respectively.
47. To determne the relative anount of each of

Products I, Il and IIl present, "curves under the nol ecul ar mass



*** were integrated (see Figure 3 at page 104)." By "curves"

Dr. Benga neans the curves shown in Figure 3.

100%
90
803
703
60
503
'E
30
203
103 22.30E5

0

HPC-IPDI-HPC

T — T Y T T T

1:00 “2:00 0 7 T30
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703
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403
303
203
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“1:00 2:'00 " 3:00

100%
903
803
703
603
50
403
307

HEMA-IPDI-HEMA

Al .05ES

100 - 2.0 ERY)

Figure 3

The areas (which appear triangl e-shaped) "under" the curves and
"above" the x-axis (horizontal axis) in Figure 3, represent the
amounts of each of Products I, Il and IIl. Fromthese anounts,
the relative anounts of each of Product I, Il and Ill in Sanple A
were determ ned (RX-531; page 101).

48. Dr. Benga believes the mass spectroscopy results
to be accurate and that it was possible to obtain the "rel ative"
anounts of material shown by mass spectroscopy (Tr-177:2-18).
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49. Based on Dr. Benga's work, Dr. Swarup was able to

recal cul ate the values of "x" for Exanples D, E and F (RX-530,
page 84, end of § 7)). Those values are shown in Table F, where
the value in brackets represents the value reported to the PTOin

the Swarup decl aration provided to the exam ner (Table A).

Tabl e F
Exanpl e Val ue of x Val ue of vy
D 37 [40] 63 [60]
E 31 [34] 69 [ 66]
F 28 [31] 72 [69]

The 1993 Feul ner report

50. There cane a tine in early 1993, when Dr. Swarup
had M. Cerald P. Feul ner, a PPG enpl oyee, study and anal yze the
reaction products produced by Exanple A (Tr-64:8-10; Tr-67:25
t hrough 68: 2).

51. M. Feulner nmade an anal ysis of the reaction
products of Exanple A (RX-504; RX-550).

52. M. Feulner anal yzed two sanples of reaction
products nmade in accordance with the process of Exanple A
(identified internally at PPG as KM 55-4334 and 93-027-35). One
sanmpl e (93-027-35) was based on work in the | aboratory; the other
sanpl e was based on a pilot plant run (Tr-67:7-11; Tr-87:10-22).

53. The results of M. Feulner's analysis for the two

materials is shown in Table G



Table G
HEMA- | PDI - HEMA HEMA- | PDI - HPC HPC- | PDI - HPC

Product 111 Pr oduct | Product 11
KM 55- 4334 9.4 58.0 32.6
93-027-35 7.3 57.9 34.8

54. Specifically, M. Feul ner anal yzed the products
using a procedure known as "high pressure |iquid chromatography”
(HPLC) (Tr-89:13-14), which involves forcing the material to be
anal yzed through a packed colum. D fferent conpounds in a
m xture fed into the colum pass through the colum at different
speeds. As each conpound | eaves the colum, it passes through a
detector, which registers its presence as a peak on a recorder
chart (Tr-222:5 through 223:5). 1In order to accurately anal yze
each conpound, a peak is conpared to a "reference" or known peak.

55. Dr. Benga discussed HPLC (Tr-165:23 through
166: 21):

A It's a common technique used in our industry and in the
| aboratory, and a preferred approach for determ ning
the anounts of materials in any mxture i s using
standards or well-characterized materials that we can
use as a reference. That requires having access to, in
this particular case three pure materials that could be
used as a reference material.

The second approach, in lack of -- not having

three clearly defined standards -- is, we nmay be able



to estimate a third |l evel by know ng the conposition of
two or knowing the inpurity of two materials.
-
Q [By M. Voight, counsel for Singer] Wuat if you only
have one standard material ?
A The only way we can determne -- we would only be able
to determ ne one conponent in that m xture accurately.
JUDGE McKELVEY: That would be that material ?
THE WTNESS: The nmaterial we have the reference

for by any technique.

56. PPG did not have a reference for di-HPC (i.e.
Product 111) (Tr-169: 23-24).

57. Dr. Benga testified that he understood, based on
M. Feul ner's notebook entries (RX-504, third page (with the
nunber 50 in the upper-left-hand corner)), that there was no
"response” for the di-HPC conponent (i.e., Product I1).

58. Hence, the value reported for Product Ill in the
Feul mer report was "estimated" based on the anount found for the
di - HEMA conponent (i.e., Product 111).

59. Dr. Benga declined to give the Feul mer report nuch
weight. In fact, Dr. Benga characterized the Feul mer report as
"totally valuel ess" (Tr-195:4). An accurate report would have
been based on actual neasurenents for each of Products I, Il and
[11. The Feul mer analysis "concludes that there are two
conponents that appear to be in that mxture" (i.e., Products
and 111) (Tr-196:10-13). Mreover, based on discussions
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Dr. Benga had with M. Feul ner, Dr. Benga was under the
i npression that M. Feulner "did not believe that the val ues for
*** two species [i.e., two of Products I, Il and II11] were
accurate" (Tr-170:16-21).

60. Dr. Benga expressed the view that use of nass
spectroscopy vis-a-vis HPLC was the nore accurate way to nake the

anal ysis (Tr-174: 13-24).

Criticismby Jones of the Benga anal ysis

61. Dr. Jones was a w tness for Rehfuss.

62. Dr. Jones is currently a professor at Eastern
M chigan University in the Coatings Research Institute. He is
al so Director of National Science Foundation Coatings Research
Center (Tr-207:6-9).

63. Dr. Jones asserts that Dr. Benga's anal ysis
"cannot be accurate" (RX-533, page 5, three lines fromthe
bottom.

64. Dr. Jones agrees that sone "diacryl ate byproduct™”
(i.e., Product Ill) is present in Sanple A "denonstrating that
the reaction is not 100% sel ective" (RX-533, page 8, end of
1 14). Hence, Dr. Jones concedes that the process set out in
Exanpl e A for maki ng Sanpl e A does not proceed in a theoretica
manner .

65. Wthout reproducing Exanple A, and relying solely
on his "experience in the art pertaining [to] such coatings"
(RX-533, page 9, T 16), Dr. Jones expresses an opinion that
"approxi mate wei ght percentages for the three products
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produced by Exanple A *** |ikely would fall" in the ranges

shown in Table H

Table H
Product | 60 to 72%
Product || 24 to 30%
Product 111 4 to 10%

66. The Jones estinmates are closer to the results
reported in the Feul mer report than to the nmass spectroscopy

results obtai ned under Dr. Benga's supervi sion.

Tabl e |
Jones Feul nmer Feul nmer Benga
Product | 60- 72 58.0 57.9 88
Product || 24- 30 32.6 34.8 8
Product 111 4-10 9.4 7.3 4

67. At the evidentiary hearing, Dr. Jones expressed
his di sagreenent with nunerous findings nade by Dr. Benga and
criticized Dr. Benga's reliance of nass spectroscopy.

68. Dr. Jones conceded that he uses nmass spectroscopy
"[n]jot terribly frequently" (Tr-212:12-16). Moreover, it appears
he may never have personally perforned a nmass spectroscopy
(Tr-234:1-4). But, he neverthel ess asserted that the techni que
used by Dr. Benga was "probably very poor" (Tr-215:5-6).

69. According to Dr. Jones, "[f]romthe chem stry of
the way the reaction was run, the generated nmaterial he
[Dr. Benga] is analyzing, the |argest anmount of the ***

[ Product I] that could possibly be in there if everything were
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wor king perfectly is 80 percent” (Tr-215:10-15). See al so
Tr-230:1-6. Dr. Jones testified that the "result | would find to
be very surprising since it appears to be inpossible" (Tr-215:21-
23).

70. Dr. Jones basis his 80% percent on what he
understands to be the chemstry. 1In his opinion, if atin
catal yst (a common catal yst for isocyanate-hydroxy group
reactions) is used, all the hydroxyl groups on conpounds wth
hydr oxyl groups (i.e., HPC) will react wth avail abl e i socyanate
groups on conpounds with isocyanate groups (Tr-231:9 through
232:24). But, Dr. Jones acknow edged that it is "not inpossible"
al beit "extrenmely unlikely" that sone hydroxyl groups may not
have reacted (Tr-233:10-12). Furthernore, he said that the
reaction is not 100% sel ective, i.e., does not proceed purely
according to theory.

71. Dr. Jones questioned a peak at 102 on Figure 2
(Tr-217:4-12). But, in the end, Dr. Jones recogni zed that he did
not know the "tinme interval *** the sanple was actually read"
during the mass spectroscopy run (Tr-218:7-8). Dr. Jones al so
felt that the instrunent m ght have been "slightly out of tune"
(Tr-218:15). But, he concedes that PPG personnel were "l ooking
at the conmpounds they think they are |ooking at" (Tr-221:14-16).

72. Dr. Jones found the Feul mer report nore val uabl e
than the mass spectroscopy anal ysis perfornmed under the direction
of Dr. Benga. Wen asked whether one coul d determ ne the anount

of Product Il based on the Feul mer analysis, Dr. Jones said yes.
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According to Dr. Jones, if you can neasure two of three
conponents, you can calculate the third conponent (Tr-224:21-24).
Dr. Jones seens to favor HPLC over nmss spectroscopy
(Tr-228:7-12), even through he conceded "HPLC procedure is
subject to a nunber of errors" (Tr-228:7-8). However, Dr. Jones
totally equivocated when asked by the bench whether he would rely
on the Feul mer report (Tr-250:1-251:7).

Benga testinony v. Jones testinony

73. There are differences of opinion between testinony
given by Dr. Benga and Dr. Jones.

74. W find that Dr. Benga's testinony is entitled to
nore wei ght than Dr. Jones' testinony. To the extent that there
is aconflict, we accept the testinony of Dr. Benga and reject
that of Dr. Jones.

75. Dr. Benga works in a | ab where mass spectroscopy
and HPLC equi prent is located. Dr. Benga is an anal yti cal
chem st and Dr. Jones is not. Dr. Benga's group anal yzed an
actual sanple and Dr. Jones did not. Dr. Benga is nmanifestly
famliar wth mass spectroscopy, whereas Dr. Jones nmay have never
used a nmass spectroscopy apparatus and relies on nass
spectroscopy results "[n]ot terribly frequently.” Dr. Jones said
that he has never seen graphs of the type shown in Figure 3,
supra (Tr-258:21 through 259:22).

76. Wile theoretically only 80% of Product | can be
obt ai ned by using the process of Exanple A it is manifest that
theory and actuality do not coincide in this case. Apparently,
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all the hydroxyl groups do not react with isocyanate groups in
the manner Dr. Jones theorizes. Moreover, Dr. Benga's 88-8-4
results are based on the relative anounts of Products I, Il and
[1l1--a proposition Dr. Jones basically avoi ded and declined to

come to grips with

Dr. Swarup's intent

77. At the tinme the Swarup declaration (RX-530) was
submtted to the exam ner and at the tine structural fornul ae

were presented to the board (RX-540), had soneone specifically

asked Dr. Swarup whet her Exanple A produced Products I, Il and
11, and not only Product I, he would have said "yes."
78. The examner was not told that Products Il and Il

were produced by the process described in Exanple A when Singer
subm tted the Swarup declaration to the exam ner.

79. The board was not told that Products Il and III
were produced by the process described in Exanple A when Singer
submtted its paper describing structural formul ae.

80. Dr. Swarup testified at an evidentiary hearing
hel d on Novenber 5, 1997.

8l. Dr. Swarup's testinony is credible and is entitled
to consi derabl e wei ght.

82. During his testinmony, Dr. Swarup expl ai ned why he
did not bring the existence of Products Il and Il of Exanple A
to the attention of the exam ner and/or the board.

83. Dr. Swarup indicated that "it was an oversight"
that Products Il and Il were not nentioned (Tr-28:4-5).
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84. Wen he signed the declaration submtted to the
examner, Dr. Swarup "did not know' that Products Il and Il were
produced by Exanple A (Tr-44:15-17; Tr-48:8-22). Specifically,
Dr. Swarup said:

A | did not know at the tine of the signing [of ny
declaration]. | did not knowit was not in nmy mnd
that [Products] Il and Ill are there.

Dr. Swarup is a citizen of India. He speaks good English (with
an accent), but he expressed the view that he does not al ways
phrase sentences in English |ike individuals whose native

| anguage is English (Tr-122:1-5). Based on all of Dr. Swarup's
testinony, including his deneanor, in our opinion, what

Dr. Swarup neant by "not in ny mnd" is that at the tinme he
signed his declaration, he did not think about Products Il and
1l being present. |f he had been asked by a chem st what
products were present, Dr. Swarup woul d have said at | east
Products I, Il and IIl. However, Dr. Swarup generally thought of
t he products of Exanple A as being "H C' because the principa
product of interest in the products of Exanple A was Product I.

(See generally Tr-47:12 through 48:6).

85. The Rehfuss evidence did not establish that at the
tinme he signed the declaration presented to the exam ner
Dr. Swarup had renenbered, or was then aware of, the existence of
the Feul mer report. The Feul ner report and the declaration
si gni ng were not contenporaneous events. Hence, we cannot fault

Dr. Swarup for not having a perfect nenory and for not
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"renmenbering" the existence of the 1993 Feul ner report when
signing declarations in 1995.

86. Dr. Swarup in signing his declaration, knowing it
was going to be filed in the Patent and Trademark O fice, in no

way i ntended to deceive the Patent and Trademark O fice.

D. Di scussi on
1
A determ nation of inequitable conduct is commtted to our

di scretion. Critikon, Inc. v. Becton D ckinson Vascul ar Access,

Inc., 120 F.3d 1253, 1255, 43 USPQ 1666, 1668 (Fed. Gr. 1997).

In order to convince us to exercise our discretion and hold that
conduct anmounts to "inequitable conduct," a party nust show t hat
its opponent:
(1) nrade an affirmative m srepresentation of fact or
failed to disclose a fact;
(2) the fact m srepresented or not disclosed was
material; and
(3) the msrepresentation or failure to disclose was
done with an intent to deceive or mslead the
Patent and Trademark O fi ce.

Molins PLC v. Textron, Inc., 48 F.3d 1172, 1178, 33 USPQ2d 1823,

1826 (Fed. Gr. 1995).
The party alleging inequitable conduct on the part of its
opponent bears a burden of proving its case by clear and

convincing evidence. Refac Int'l, Ltd. v. Lotus Devel opnent

Corp., 81 F.3d 1576, 1581, 38 USPQd 1665, 1669 (Fed. Cir. 1996).
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2.
In our opinion, there is no inequitable conduct because
Rehfuss has failed to prove (even by a preponderance of the
evi dence, |et alone by clear and convincing evidence) that any
error conmtted by Dr. Swarup and/or PPG was done with intent to
deceive the Patent and Trademark O fice. There being no proof of
intent to deceive or mslead, the Rehfuss inequitable conduct

argunent fails. Citikon, Inc. v. Becton D sckinson Vascul ar

Access, Inc., 120 F. 3d at 1256, 43 USPQ2d at 1668 ("[i]nequitable

conduct resides in the failure to disclose material infornmation
with an intent to deceive or mslead the PTO" (enphasis added)).

3.

Were personnel at PPG sloppy? Yes. D d errors occur in
papers presented by PPG on behalf of Singer? Yes. Could
personnel at PPG have had better nenories? Probably. Dd
personnel intend to deceive or mslead the PTO? No.

We have anal yzed all the argunents presented by the post-
evidentiary hearing briefs submtted by the parties (Papers
Nos. 202, 204 and 205). Based on those argunents, and our
findings set out above, we make the foll ow ng observations.

Contrary to the argunent nmade by Singer, the patent exam ner
made his request to verify that Singer claim26 was supported by
the Singer specification. Necessarily, a show ng of support
woul d require Singer to denonstrate where the Singer
specification supported the structure of conponent (a), as well

as the values for "x" and "y."



Contrary to the argunent nade by Rehfuss, the board's
request (Paper No. 2) to both parties to set out certain
structures was not to verify the values "x" and "y." Rather,
it was the requests were nade to verify the structure of
conponent (a).

Sonmetines it is best if an opinion sinply states, sans
| egal ese, "how we see things." This is one of those occasions.

Dr. Swarup was asked by the exam ner to denonstrate that
Singer claim26 was described in the Singer application. He
proceeded to do just that, but he overl ooked the fact that
Exanpl e A produces a m xture of products. As he says, "it was
not in his mnd." D d he know as a chem st that Exanple A
produces a m xture? Yes. But, there are |ot of things humans
"know, " but nonmentarily overlook due to our human nature. Humans
are not conputers which always renenber every docunent we have
ever seen. Dr. Swarup generally viewed Exanple A as producing
H C-to use his abbreviation. Wen a certain Jones docunent was
shown to Dr. Swarup, he said "that's right, Exanple A does
produce side products.” Wat | have told the PTOis not correct
and | had better look into this matter. He did so. Does it
matter that Dr. Swarup set out to correct an error after the
other side pointed it out? No. Honest people look into their
errors when they are called to their attention by whatever neans.
To |l ook into his error, Dr. Swarup decided he had better analyze
Exanple A to see what products are, in fact, produced.

Dr. Swarup had Ms. Hol sing repeat Exanple A and had Dr. Benga do
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the analysis. Dr. Benga did the analysis, but Dr. Jones says it
is flawed. W disagree, because Dr. Benga's testinony is
considerably nore credible than Dr. Jones' testinony. In fact,
to the extent there is a conflict, we credit Dr. Benga's
testinony. Does this nean that Dr. Jones was lying? No. He
just disagrees for a whole ot of wong reasons wth Dr. Benga.
But, even if we agreed with Dr. Jones, which we do not, it would
not nean that either Dr. Swarup or Dr. Benga set out to lie or to
conduct an experinent in a particular manner for the purpose of
hoodwi nking the PTO There is a big difference between an
"error" or even a "string of errors" and an attenpt to deceive
and/ or m sl ead.

Dr. Swarup nade an error, discovered his error, set out to
correct the error and in no way intended in any way to deceive or
m slead the PTOin the process. It is not clear that Dr. Benga
even made an error. There is no inequitable conduct. There
simply were sonme unfortunate errors, all of which now have been
correct ed.

4,

Rehfuss nmaintains that "material” information was w thhel d
fromthe PTO W need not agree or disagree with Rehfuss,
because where there is "zero" intent, there cannot be inequitable
conduct. There were no "false" affidavits filed and there was no
"fal se" testinony. Instead, there were "erroneous" affidavits

and testinony.



Rehfuss maintains that the nore material the "om ssion," the
| ess intent nust be shown. Qur appellate review ng court says it
this way: "The nore material the om ssion or the
m srepresentation, the lower the level of intent required to

est abl i sh i nequitabl e conduct, and vice versa." Critikon, Inc.

v. Becton Disckinson Vascul ar Access, Inc. , 120 at 1256, 43 USPQ

at 1668. But, we are not aware of any decision of the Federal
Grcuit which holds that where there is no intent to deceive or
m sl ead, there still can be inequitable conduct.

Rehfuss says that Singer recited in Singer claim?26 "a
carbamate range it knew it could not support ***" (Paper No. 202,
page 26). But, there is no proof that at the tine Singer urged
that "carbamate range" that "it knew' it could not support it.

Rehfuss further says that in presenting "those erroneous
val ues,"” Dr. Swarup "deliberately represented" to the PTO t hat
Exanpl e A makes but a single product (Paper No. 202, page 26).
Rehfuss is correct about the "erroneous values," but is incorrect
about the "deliberately [m s]represented” nature of those val ues.
Rehfuss clains to have proved its case because, in the view of
Rehfuss, Dr. Swarup know ngly nmade an "intentional decision”
(Paper No. 202, page 27) not to disclose to the PTO that Products
Il and I'Il also result fromExanple AL W sinply disagree with
Rehfuss' assessnent of Dr. Swarup's testinony. It is true that
there are certain parts of the cross-examnation of Dr. Swarup
during the testinony period in the interference fromwhich a fact

finder conceivably could conclude that "he knew." But, it is not
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appropriate to limt a consideration of an individual's testinony
to one or two questions and answers during cross. Rather, an
i ndividual's testinony, as a whole, should be evaluated. Wen we
evaluate Dr. Swarup's testinony, as a whole, we are nore than
satisfied that he did not "know ngly" submt any "erroneous"
dat a.

5.

We have considered all of the remaining argunents nade by
Rehfuss, but we are not persuaded that they establish a basis for
a hol ding of inequitable conduct.

We feel conpelled, however, to address one of themwhich is
"buried" in facts proposed by Rehfuss (Paper No. 202, page 6,

19 11 and 12; page 7, 11 13 and 14; page 26, lines 9-10).
According to Rehfuss, the Singer "shenani gans" precluded Rehfuss

fromrenoving claim12 of Rehfuss '669 fromthe interference. W

disagree. In charitable terns, the argunent by Rehfuss is
"Without nerit." 1In not so charitable terns, it borders on being
"frivol ous."

Because Singer presented in Singer claim26 an "x" range of
30 to 40, Rehfuss says that it was not possible for Rehfuss to
take action by filing a prelimnary notion to take Rehfuss ' 669
claim 12 out of the interference. As wll| appear, the Rehfuss
argunent is an attenpt to belatedly raise an afterthought
argunent to overcone its litigation strategy.

The rules authorize a party to file a prelimnary notion to

have a cl aimdesignated as not corresponding to the count which
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was originally designated as corresponding to the count. 37 CFR
8 1.633(c)(4). The party has the burden (37 CFR § 1.637(a),

first sentence) to establish that the subject nmatter of the claim
sought to be "undesignated" is directed to an invention which is
patentably district fromthe remaining clains (37 CFR

§ 1.601(n)). Alternatively, a party may file a prelimnary
notion (as to all clains or just one claim that there is no
“interference-in-fact." 37 CFR 8§ 1.633(b). The termof art
“interference-in-fact" is often m sunderstood. There is no
interference-in-fact when a claimof a party is not directed to
the sanme patentable invention as a claimof an opponent. 37 CFR
§ 1.601(j). Wien a party and its opponent claimthe sane
patentabl e invention in exactly the sanme words, there is

mani festly an interference-in-fact. 8 Wen the | anguage of a
party's claimdiffers fromthe | anguage of an opponent's claim
and both clains are designated as corresponding to a count, there
is a possibility of prelimnary notion for judgnent based on no
interference-in-fact. |If the prelimnary notion is granted, both
the party and its opponent obtain patents to their respective

cl ainms, because the clains define a separate patentable
invention. |If the prelimnary notion is denied, the interference
proceeds to a final decision on the nmerits of priority and

patentability.

8 We acknow edge that when identically worded clains use neans-pl us-

function | anguage, a possibility exists that the clains are not directed to the
sane patentable invention.
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Rehfuss ' 669 claim 12 reads:

12. A nethod according to claim1[® wherein
X represents 40 to 60 weight %and y represents 60
to 40 weight %

Si nger never has presented a claimhaving the sane scope as
Rehfuss '669 claim12. Hence, throughout this interference,
Rehfuss has al ways had the possibility of filing a prelimnary
noti on seeking judgnent in its favor with respect to Rehfuss ' 669
claim 12 based on an alleged no interference-in-fact (37 CFR
§ 1.633(b)). But, Rehfuss did not do so.

Mor eover, Rehfuss had two opportunities in this interference
to raise a no interference-in-fact argunent in oppositions to
prelimnary notion filed by Singer.

The first opportunity was during the prelimnary notion
period. During the prelimnary notion period, Rehfuss filed a
prelimnary notion under 37 CFR § 1.633(a) nmintaining that
Si nger were not patentable under 35 U S.C. 8§ 112, first
par agraph. According to Rehfuss, Singer could not "support" the
30 to 40 wei ght percent range of Singer clains 26-50. Singer
responded, inter alia, with a prelimnary notion (37 CFR
8§ 1.633(i)), requesting that Singer clains 51-53 be added to the
Singer application. In opposing Singer's Rule 633(i) prelimnary
noti on, Rehfuss could have argued that if its prelimnary notion

under Rule 633(a) is ultimately granted and Singer's notion under

° See Finding 25 of the opinion in support of our FINAL DECI SI ON ( Paper
No. 207) Tfor a copy of Rehfuss '669 claiml.
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Rule 633(i) is ultimately granted, that Rehfuss '669 claim 12
shoul d not be designated as corresponding to the count.

The second opportunity was when Singer filed its prelimnary
notion (37 CFR § 1.633(i)) seeking to anend Singer clains 26-53
and add Singer clains 54-56 (Paper No. 135). In its opposition
to the Singer notion, Rehfuss could have maintained that if the
Singer notion is granted, that Rehfuss '669 claim 12 should no
| onger be designated as corresponding to the count.

Because Rehfuss:

(1) could have raised, but did not raise, a no
interference-in-fact issue in this interference,
or

(2) could have sought, but did not seek, to have
Rehfuss ' 669 claim 12 designated as not
corresponding to the count,

there is no occasion to consider the separate patentability of
Rehfuss '669 claim 12. Absolutely nothing, done by Singer
prevented Rehfuss fromraising any question of no interference-
in-fact in this interference. Likewise, it was not Singer's
fault that Rehfuss did not seek to undesignate Rehfuss ' 669
claim1l2. Rehfuss planned its litigation strategy. Apparently
that strategy did not include undesignating Rehfuss '669 claim
12. Rehfuss now has to live with its litigation strategy.
6.
We close this chapter of the interference wwth the foll ow ng

observation. In interference cases the charge of inequitable
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conduct is appearing with nore frequency. The follow ng
observation of the Federal Crcuit with respect to inequitable
conduct in court litigation applies with equal force to
admnistrative litigation in interferences before this board:
[ T he habit of charging inequitable conduct in al nost
every major patent case has becone an absol ute pl ague.
Reput abl e | awers seemto feel conpelled to nmake the
charge *** on the sl enderest grounds, to represent
their client's interests adequately, perhaps. They get
anywhere with the accusation in but a small percentage
of the cases, but such charges are not inconsequenti al
on that account. They destroy the respect for one
another's integrity ***. A patent litigant shoul d be
made to feel, therefore, that an unsupported charge of
"inequitable conduct in the Patent Ofice" is a
negative contribution to the rightful adm nistration of
justice. The charge was fornerly known as "fraud on
the Patent Ofice," a nore pejorative term but the
change of nane does not nake the thing itself snell any
sweeter. Even after conplete testinony the court
shoul d find inequitable conduct only if shown by clear
and convi nci ng evi dence.

Burlington Industries Inc. v. Dayco Corp. , 849 F.2d 1418, 1422,

7 USPQ@d 1158, 1161 (Fed. Gr. 1988). W do not even find a
preponderance of the evidence in this case. Hence, Rehfuss

Prelimnary Mdtion 7 shall be denied.
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E. Ef fect of inequitable conduct in an interference

Rehfuss nmaintains that it is entitled to win on the issue of
priority if it prevails on the inequitable conduct issue. The
argunent coul d be regarded as noot given that Rehfuss has not
prevailed. W take this opportunity, however, to explain why
Rehfuss is wong.

Prior to the Patent Law Anmendnents Act of 1984,
Pub. L. 98-633 (1984), the fornmer Board of Patent Interferences
could consider priority and an issue which had been determned to
be "ancillary" to priority when resolving an interference.
37 CFR § 1.258 (1984). Patentability was not an issue which had

been determned to be ancillary to priority. d ass v. DeRoo,

239 F. 2d 402, 112 USPQ 62 (CCPA 1956). Inequitable conduct was
an i ssue which had been determned to be "ancillary" to priority.

Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532 (CCPA 1970). Thus,

i nequi tabl e conduct, as well as host of other issues which had
been determned to be ancillary to priority, were considered a
basis for "awarding priority" to an opponent.

Wth passage of the Patent Law Anendnents Act of 1984,
patentability was nade an issue which could be considered by the
board in an interference. Upon passage of the 1984 Act, the PTO
and its reviewing courts "will no |onger have to deci de whet her
an issue is 'ancillary to priority.'" 103 Cong. Red. H10522,
H10528, col. 3 (daily ed.) (Cct. 1, 1984).

New rul es were pronulgated to inplenent the Patent Law

Anrendnents Act of 1984. Notice of Final Rule, Patent
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I nterference Proceedi ngs, 49 Fed. Reg. 48416 (Dec. 12, 1984).
The new rul es authorized a party to file a notion for judgnent
based on unpatentability of a claim 37 CFR § 1.633(a)(1985).
An object of the new rules, including new Rule 633(a), was to
permt a party to raise all issues which previously had been
determned to be ancillary to priority, as well as patentability.
The comments published with the new rules point out that "[a]ny
ground of unpatentability may be nade the subject of a notion
under § 1.633(a) except: (1) Priority of invention of the
subject matter of a count by the noving party as agai nst any
opponent or (2) derivation of the subject matter of a count by an
opponent fromthe noving party." 49 Fed. Reg. at 48440 (col. 2).
Since a claimwould be unpatentable to a party who conmtted
i nequi tabl e conduct, a prelimnary notion for judgnment under
Rul e 633(a) nmay be based on inequitable conduct.

Entry of a judgnent agai nst an opponent based on a
prelimnary notion under Rule 633(a), however, does not entitle
the party to a judgnent on the issue of priority. See, e.g.,

Perkins v. Kwon, 886 F.2d 325, 12 USPQ2d 1308 (Fed. G r. 1989)

(one party not entitled to a patent because it lost on priority;
the party winning on priority not entitled to a patent based on a
prior public usel/sale).

Hence, the nost Rehfuss coul d have achieved, had its
Prelimnary Mdtion 7 been granted, woul d be a judgnent that
Singer is not entitled to its clains. Rehfuss would not have

prevailed on priority, because its clains are not patentable
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under 35 U.S.C. 8§ 102(g)--whether the priority issue is raised by
Singer inter partes in the interference, or by sonme other third
party (including the PTO in another proceeding.

F. O der

Upon consi deration of Rehfuss Prelimnary Mtion 7, and for
the reasons given, it is

ORDERED that Rehfuss Prelimnary Motion 7 is denied.
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Adm ni strative Patent Judge
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