RETRIEVING DOCUMENTS FROM THE WIPO

Step 1: Applicant uses the WIPO Digital Access Service (DAS)
to register RO/IB and other DAS participating office priority
documents

1. Launch https://webaccess.wipo.int/priority_documents/. Enter IB or DAS
participating depositing Office (office of first filing) as the two letter country code
and application number for the Application Info fields.

Enter the access code provided by the office of first filing

3. Enter the CAPTCHA text and click Submit
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Figure 1: Registration of RO/IB Priority Document

4. The below screen will launch. Enter applicant’s name and email address. The email
information given will be used by the DAS to notify the applicant of the application
accessibility confirmation status (Registered, Not-Registered, ACL Invalid, or
Application was not found) by the office of first filing (OFF).

application info [lB  |PCTAB2009/000100

Friority Application Info

Mame I John Doe
Ermail I john.doe@patent.com
Canfirm Email Ijuhn.due@patent.tum

Figure 2: Applicant’s email information for confirmation status notification


https://webaccess.wipo.int/priority_documents/

5. The below screen will be displayed. The applicant will receive an email regarding
their accessibility confirmation status once the registration request has been
completely processed. This process will take at least one business day.

1 ATENTSCOPE®
i Priority Document Access Service
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Your request has been registered in the system with the following details. You will get the email once request
has been processed.
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Priority Application Info

Mame John Doe

Email john.doe@patent.com

Figure 3: Registration is being processed

6. Once the accessibility confirmation status, “Registered” is received, log into DAS and
click the “Update Access Control List” tab and select the appropriate participating
Accessing Office(s) to grant access to this RO/IB PCT application and click
“Update” to save.
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Figure 4: Access Control List Management



Step 2: The USPTO attempts to retrieve DAS Registered
Priority Documents From The WIPO

. The priority documents that the USPTO can attempt to retrieve via the DAS are
those filed with the International Bureau Receiving Office (RO/IB) of the World
Intellectual Property Organization (WIPQO) and the DAS participating depositing
Offices (offices of first filing). Please refer to the following WIPO’s Web site for the
current listing of the participating depositing Offices:
http://www.wipo.int/patentscope/en/pdocforum/participating.html

. Prerequisite: Applicant must have successfully “Registered” with the DAS
accessibility confirmation for the intended retrieval of the RO/IB or DAS
participating Office priority document(s) as described above in Step 1.

. The USPTO will only electronically retrieve a foreign application (priority document)
if applicant actually claims foreign priority under 37 CFR 1.55 in a US application.
The foreign application must be identified in the oath or declaration or an application
data sheet (ADS).

. Starting April 20, 2009, the USPTO will automatically attempt to electronically
retrieve via the DAS a copy of any PCT international application filed with the RO/IB
(priority document) to which priority is claimed in a US application filed under 35
USC 111(a) without the need for the applicant to file a request to retrieve in a
separate document. Thereafter, retrieval of priority documents of other DAS
participating depositing offices will begin on the designated date. Please refer to the
WIPO Web site, mentioned in paragraph 1 above, for the designated date of the
particular participating depositing office.

In US applications filed prior to the dates indicated in the preceding paragraph, the
USPTO will attempt to electronically retrieve a DAS participating depositing Office’s
priority application if applicant provides a request to retrieve the document (e.g., form
PTO/SB/38) and applicant has successfully “Registered” the DAS participating
depositing Office priority application as described in Step 1.

. Procedure for submission of Form PTO/SB/38 (only necessary for US applications as
noted in the previous paragraph).

a. The applicant must file the request to retrieve in a separate document.

b. The request should be filed within the later of four months from the filing date
of the US application or sixteen months from the filing date of the foreign
application.

c. Applicant should submit the request by using one of the following methods:


http://www.wipo.int/patentscope/en/pdocforum/participating.html

7.

10.

11.

i. electronically via EFS-Web — select Document Description “Request
for USPTO to retrieve priority docs” under the Priority Documents
category

ii. faxed to the Central Fax number (571-273-8300)
iii. mailed to the USPTO mailing address:

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

d. The USPTO will send a notice to applicant if the submitted PTO/SB/38 does
not meet USPTO requirements under the DAS program (e.g.; request to
retrieve a foreign priority document that is not listed under WIPO or DAS
participating Office).

Design applications and non-PCT/IByyyyy/nnnnnn international applications
(USPTO can only retrieve RO/IB priority documents) cannot currently be
electronically exchanged through the DAS. Further, foreign priority applications to
which priority is claimed cannot currently be retrieved via the DAS for placement in
PCT international applications filed with the United States Receiving Office
(RO/US).

The USPTO and WIPO will not charge any fees to the applicant for this service.

The USPTO will notify applicant of any formality problems in the request that are
identified.

The USPTO will only attempt to electronically retrieve the priority document from
the WIPO twice (if necessary):
e The USPTO will make a first attempt at PALM status 20 or greater
e If the first attempt to retrieve fails, the USPTO will make a second attempt
to retrieve the priority document one week after making the first attempt.

Applicant is strongly encouraged to check PAIR after the completion of formalities
review of the US application to determine whether the USPTO successfully retrieved
the priority document(s). DAS participating depositing office priority documents
retrieved from the WIPO will bear the IFW document descriptor of “Priority
Documents electronically retrieved by USPTO from a participating IP Office.” The
applicant remains ultimately responsible for the submission of the certified copy of
the foreign application before the US application issues as a patent. See 37 CFR
1.55(a). If the retrieval attempt fails, the examiner will notify the applicant in the
next Office action that a certified copy of the priority document must be provided. In
such a situation, the applicant should file a paper copy of the certified copy of the
foreign priority document prior to payment of the issue fee. See 37 CFR 1.55(a)(2).



12. Retrieval of priority documents filed with the European Patent Office (EPO), the
Japan Patent Office (JPO), and the Korean Intellectual Property Office (KIPO) will
continue in accordance with the respective bilateral exchange agreements under the
Priority Document Exchange (PDX) system. Therefore, priority documents filed with
the EPO, the JPO, and the KIPO need not be “Registered” in the DAS in order for the
USPTO to retrieve those documents. For procedures related to retrieving documents
from the EPO, JPO, and KIPO please see RETRIEVING DOCUMENTS FROM
THE EPO, JPO, and KIPO.

Instructions For Completion Of Form PTO/SB/38

1. In the upper right-hand corner of the form (the section marked “A” in the sample),
please enter as much identifying information as available regarding the US
application that claims the priority of the foreign application under 37 CFR 1.55.

2. Check the box labeled “B” in the sample.

3. Incolumn 1 of the area labeled “C”, identify the DAS participating depositing Office
(e.g., I1B).

4. In column 2 of the area labeled “C,” identify the application number and filing date of
the DAS participating depositing Office application.

5. The form must be signed (in the area labeled “D”) by someone authorized to grant
access to the DAS participating depositing Office application(s) (identified in
column 2).

For support, please contact:

EBC Customer Support Center Hung VVuong Tamara Graysay
1-866-217-9197 (toll-free) Computer Specialist Special Program Examiner
571-272-4100 (local) 571-272-5727 571-272-6728

M-F: 6AM — Midnight (Est. Time) PDX@uspto.gov PDX@uspto.gov
PDX@uspto.gov
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