U.S. Patent and Trademark Office, Commerce

recording, CD-ROM, or a specimen in
another appropriate medium.

(3) Be a digitized image in .jpg for-
mat, if transmitted through TEAS.

[64 FR 48924, Sept. 8, 1999, as amended at 67
FR 79522, Dec. 30, 2002; 68 FR 55769, Sept. 26,
2003]

§2.162 Notice to registrant.

When a certificate of registration is
originally issued, the Office includes a
notice of the requirement for filing the
affidavit or declaration of use or excus-
able nonuse under section 8 of the Act.
However the affidavit or declaration
must be filed within the time period re-
quired by section 8 of the Act even if
this notice is not received.

[64 FR 48925, Sept. 8, 1999]

§2.163 Acknowledgment of receipt of
affidavit or declaration.

The Office will issue a notice as to
whether an affidavit or declaration is
acceptable, or the reasons for refusal.

(a) If the owner of the registration
filed the affidavit or declaration within
the time periods set forth in section 8
of the Act, deficiencies may be cor-
rected if the requirements of §2.164 are
met.

(b) A response to the refusal must be
filed within six months of the mailing
date of the Office action, or before the
end of the filing period set forth in sec-
tion 8(a) or section 8(b) of the Act,
whichever is later. If no response is
filed within this time period, the reg-
istration will be cancelled.

[64 FR 48925, Sept. 8, 1999]

§2.164 Correcting deficiencies in affi-
davit or declaration.

(a) If the owner of the registration
files an affidavit or declaration within
the time periods set forth in section 8
of the Act, deficiencies may be cor-
rected, as follows:

(1) Correcting deficiencies in affidavits
or declarations timely filed within the pe-
riods set forth in sections 8(a) and 8(b) of
the Act. If the owner timely files the af-
fidavit or declaration within the rel-
evant filing period set forth in section
8(a) or section 8(b) of the Act, defi-
ciencies may be corrected before the
end of this filing period without paying
a deficiency surcharge. Deficiencies
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may be corrected after the end of this
filing period with payment of the defi-
ciency surcharge required by section
8(c)(2) of the Act and §2.6.

(2) Correcting deficiencies in affidavits
or declarations filed during the grace pe-
riod. If the affidavit or declaration is
filed during the six-month grace period
provided by section 8(c)(1) of the Act,
deficiencies may be corrected before
the expiration of the grace period with-
out paying a deficiency surcharge. De-
ficiencies may be corrected after the
expiration of the grace period with
payment of the deficiency surcharge
required by section 8(c)(2) of the Act
and §2.6.

(b) If the affidavit or declaration is
not filed within the time periods set
forth in section 8 of the Act, or if it is
filed within that period by someone
other than the owner, the registration
will be cancelled. These deficiencies
cannot be cured.

[64 FR 48925, Sept. 8, 1999]

§2.165 Petition to Director to review
refusal.

(a) A response to the examiner’s ini-
tial refusal to accept an affidavit or
declaration is required before filing a
petition to the Director, unless the ex-
aminer directs otherwise. See §2.163(b)
for the deadline for responding to an
examiner’s Office action.

(b) If the examiner maintains the re-
fusal of the affidavit or declaration, a
petition to the Director to review the
action may be filed. The petition must
be filed within six months of the mail-
ing date of the action maintaining the
refusal, or the Office will cancel the
registration and issue a notice of the
cancellation.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

[64 FR 48925, Sept. 8, 1999]

§2.166 Affidavit of continued use or
excusable nonuse combined with
renewal application.

An affidavit or declaration under sec-
tion 8 of the Act and a renewal applica-
tion under section 9 of the Act may be
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combined into a single document, pro-
vided that the document meets the re-
quirements of both sections 8 and 9 of
the Act.

[64 FR 48925, Sept. 8, 1999]

AFFIDAVIT OR DECLARATION UNDER
SECTION 15

§2.167 Affidavit or declaration under
section 15.

The affidavit or declaration in ac-
cordance with §2.20 provided by section
15 of the Act for acquiring incontest-
ability for a mark registered on the
Principal Register or a mark registered
under the Act of 1881 or 1905 and pub-
lished under section 12(c) of the Act
(§2.153) must:

(a) Be signed by the registrant;

(b) Identify the certificate of reg-
istration by the certificate number and
date of registration;

(c) Recite the goods or services stat-
ed in the registration on or in connec-
tion with which the mark has been in
continuous use in commerce for a pe-
riod of five years after the date of reg-
istration or date of publication under
section 12(c) of the Act, and is still in
use in commerce;

(d) Specify that there has been no
final decision adverse to registrant’s
claim of ownership of such mark for
such goods or services, or to reg-
istrant’s right to register the same or
to keep the same on the register;

(e) Specify that there is no pro-
ceeding involving said rights pending
in the Patent and Trademark Office or
in a court and not finally disposed of;

(f) Be filed within one year after the
expiration of any five-year period of
continuous use following registration
or publication under section 12(c).

The registrant will be notified of the
receipt of the affidavit or declaration.
(g) Include the required fee for each
class to which the affidavit or declara-
tion pertains in the registration. If no
fee, or a fee insufficient to cover at
least one class, is filed at an appro-
priate time, the affidavit or declara-
tion will not be refused if the required
fee(s) (see §2.6) are filed in the Patent
and Trademark Office within the time
limit set forth in the notification of
this defect by the Office. If insufficient
fees are included to cover all classes in

37 CFR Ch. | (7-1-08 Edition)

the registration, the particular class or
classes to which the affidavit or dec-
laration pertains should be specified.

(Sec. 15, 60 Stat. 433; 15 U.S.C. 1065; 35 U.S.C.
6; 15 U.S.C. 1113, 1123)

[30 FR 13193, Oct. 16, 1965, as amended at 47
FR 41282, Sept. 17, 1982; 64 FR 48925, Sept. 8,
1999]

§2.168 Affidavit or declaration under
section 15 combined with affidavit
or declaration under section 8, or
with renewal application.

(a) The affidavit or declaration filed
under section 15 of the Act may also be
used as the affidavit or declaration re-
quired by section 8, if the affidavit or
declaration meets the requirements of
both sections 8 and 15.

(b) The affidavit or declaration filed
under section 15 of the Act may be
combined with an application for re-
newal of a registration under section 9
of the Act, if the requirements of both
sections 9 and 15 are met.

[64 FR 48925, Sept. 8, 1999]

CORRECTION, DISCLAIMER, SURRENDER,
ETc.

§2.171 New certificate on change of
ownership.

(a) If the ownership of a registered
mark changes, the assignee may re-
quest that a new certificate of registra-
tion be issued in the name of the as-
signee for the unexpired part of the
original period. The assignment must
be recorded in the Office, and the re-
quest for the new certificate must be
signed by the assignee and accom-
panied by the fee required by §2.6(a)(8).
If available, the original certificate of
registration must be submitted.

(b) When ownership of a registration
has changed with respect to some, but
not all, of the goods and/or services,
the registrant(s) may file a request
that the registration be divided into
two or more separate registrations.
The fee required by §2.6(a)(8) must be
paid for each new registration created
by the division, and the change of own-
ership must be recorded in the Office.

[68 FR 55769, Sept. 26, 2003]
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