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(2)(i) A defense attacking the validity 
of any one or more of the registrations 
pleaded in the petition shall be a com-
pulsory counterclaim if grounds for 
such counterclaim exist at the time 
when the answer if filed. If grounds for 
a counterclaim are known to respond-
ent when the answer to the petition is 
filed, the counterclaim shall be pleaded 
with or as part of the answer. If 
grounds for a counterclaim are learned 
during the course of the cancellation 
proceeding, the counterclaim shall be 
pleaded promptly after the grounds 
therefor are learned. A counterclaim 
need not be filed if it is the subject of 
another proceeding between the same 
parties or anyone in privity therewith. 

(ii) An attack on the validity of a 
registration pleaded by a petitioner for 
cancellation will not be heard unless a 
counterclaim or separate petition is 
filed to seek the cancellation of such 
registration. 

(iii) The provisions of §§ 2.111 through 
2.115, inclusive, shall be applicable to 
counterclaims. A time, not less than 
thirty days, will be designated within 
which an answer to the counterclaim 
must be filed. 

(iv) The times for pleading, dis-
covery, testimony, briefs, or oral argu-
ment will be reset or extended when 
necessary, upon motion by a party, to 
enable a party fully to present or meet 
a counterclaim or separate petition for 
cancellation of a registration. 

(c) The petition for cancellation may 
be withdrawn without prejudice before 
the answer is filed. After the answer is 
filed, the petition may not be with-
drawn without prejudice except with 
the written consent of the registrant or 
the registrant’s attorney or other au-
thorized representative. 

[30 FR 13193, Oct. 16, 1965, as amended at 46 
FR 6940, Jan. 22, 1981; 46 FR 11548, Feb. 9, 
1981; 51 FR 28710, Aug. 11, 1986; 54 FR 34898, 
Aug. 22, 1989] 

§ 2.115 Amendment of pleadings in a 
cancellation proceeding. 

Pleadings in a cancellation pro-
ceeding may be amended in the same 
manner and to the same extent as in a 
civil action in a United States district 
court. 

[48 FR 23136, May 23, 1983] 

PROCEDURE IN Inter Partes PROCEEDINGS 

AUTHORITY: Secs. 2.116 to 2.136 also issued 
under sec. 17, 60 Stat. 434; 15 U.S.C. 1067. 

§ 2.116 Federal Rules of Civil Proce-
dure. 

(a) Except as otherwise provided, and 
wherever applicable and appropriate, 
procedure and practice in inter partes 
proceedings shall be governed by the 
Federal Rules of Civil Procedure. 

(b) The opposer in an opposition pro-
ceeding or the petitioner in a cancella-
tion proceeding shall be in the position 
of plaintiff, and the applicant in an op-
position proceeding or the respondent 
in a cancellation proceeding shall be in 
the position of defendant. A party that 
is a junior party in an interference pro-
ceeding or in a concurrent use registra-
tion proceeding shall be in the position 
of plaintiff against every party that is 
senior, and the party that is a senior 
party in an interference proceeding or 
in a concurrent use registration pro-
ceeding shall be a defendant against 
every party that is junior. 

(c) The opposition or the petition for 
cancellation and the answer correspond 
to the complaint and answer in a court 
proceeding. 

(d) The assignment of testimony peri-
ods corresponds to setting a case for 
trial in court proceedings. 

(e) The taking of depositions during 
the assigned testimony periods cor-
responds to the trial in court pro-
ceedings. 

(f) Oral hearing corresponds to oral 
summation in court proceedings. 

(g) The Trademark Trial and Appeal 
Board’s standard protective order is ap-
plicable during disclosure, discovery 
and at trial in all opposition, cancella-
tion, interference and concurrent use 
registration proceedings, unless the 
parties, by stipulation approved by the 
Board, agree to an alternative order, or 
a motion by a party to use an alter-
native order is granted by the Board. 
The standard protective order is avail-
able at the Office’s Web site, or upon 
request, a copy will be provided. No 
material disclosed or produced by a 
party, presented at trial, or filed with 
the Board, including motions or briefs 
which discuss such material, shall be 
treated as confidential or shielded from 
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