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void NASA'’s agreement to refrain from exer-
cising its undivided interest and grant li-
censes for this reason, notice shall be given
to the Inventions and Contributions Board as
to why such action should not be taken. Ei-
ther alternative will be subject to the appli-
cable license or licenses reserved in para-
graph (b)(5) of this section.

(ii) For small business firms and nonprofit
organization, NASA may assign or transfer
whatever rights it may acquire in a subject
invention from its employee to the Recipient
as authorized by 35 U.S.C. 202(e).

(5) Minimum rights reserved by the Govern-
ment. Any license or assignment granted Re-
cipient pursuant to paragraphs (b)(2), (b)(3),
or (b)(4) of this section will be subject to the
reservation of the following licenses:

(i) As to inventions made solely or jointly
by NASA employees, the irrevocable, roy-
alty-free right of the Government of the
United States to practice and have practiced
the invention by or on behalf of the United
States; and

(ii) As to inventions made solely by, or
jointly with, employees of NASA contrac-
tors, the rights in the Government of the
United States as set forth in paragraph
(b)(5)(i) of this section, as well as the rev-
ocable, nonexclusive, royalty-free license in
the contractor as set forth in 14 CFR 1245.108.

(6) Preference for United States manufacture.
The Recipient agrees that any products em-
bodying subject inventions or produced
through the use of subject inventions shall
be manufactured substantially in the United
States. However, in individual cases, the re-
quirement to manufacture substantially in
the United States may be waived by the As-
sistant Administrator for Procurement (Code
HS) with the concurrence of the Associate
General Counsel for Intellectual Property
upon a showing by the Recipient that under
the circumstances domestic manufacture is
not commercially feasible.

(7) Work performed by the Recipient under
this cooperative agreement is considered un-
dertaken to carry out a public purpose of
support and/or stimulation rather than for
acquiring property or services for the direct
benefit or use of the Government. Accord-
ingly, such work by the Recipient is not con-
sidered “‘by or for the United States’” and the
Government assumes no liability for in-
fringement by the Recipient under 28 U.S.C.
1498.
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[End of provision]

§1274.912 Patent rights—retention by
the recipient (large business).

PATENT RIGHTS—RETENTION BY THE
RECIPIENT (LARGE BUSINESS)

July 2002

(a) Definitions. (1) Administrator, as used in
this clause, means the Administrator of the
National Aeronautics and Space Administra-
tion (NASA) or duly authorized representa-
tive.

(2) Invention, as used in this clause, means
any invention or discovery which is or may
be patentable or otherwise protectable under
title 35 of the U.S.C.

(3) Made, as used in relation to any inven-
tion, means the conception or first actual re-
duction to practice such invention.

(4) Nonprofit organization, as used in this
clause, means a domestic university or other
institution of higher education or an organi-
zation of the type described in section
501(c)(3) of the Internal Revenue Code of 1954
(26 U.S.C. 501(c)) and exempt from taxation
under section 501(a) of the Internal Revenue
Code (26 U.S.C. 501(a)), or any domestic non-
profit scientific or educational organization
qualified under a State nonprofit organiza-
tion statute.

(5) Practical application, as used in this
clause, means to manufacture, in the case of
a composition or product; to practice, in the
case of a process or method; or to operate, in
case of a machine or system; and, in each,
case, under such conditions as to establish
that the invention is being utilized and that
its benefits are, to the extent permitted by
law or Government regulations, available to
the public on reasonable terms.

(6) Reportable item, as used in this clause,
means any invention, discovery, improve-
ment, or innovation of the Recipient, wheth-
er or not the same is or may be patentable or
otherwise protectable under Title 35 of the
United States Code, conceived or first actu-
ally reduced to practice in the performance
of any work under this contract or in the
performance of any work that is reimburs-
able under any clause in this contract pro-
viding for reimbursement of costs incurred
prior to the effective date of this contract.

(7) Small business firm, as used in this
clause, means a domestic small business con-
cern as defined at 15 U.S.C. 632 and imple-
menting regulations of the Administrator of
the Small Business Administration. (For the
purpose of this definition, the size standard
contained in 13 CFR 121.901 through 121.911
will be used.)

(8) Subject invention, as used in this clause,
means any reportable item which is or may
be patentable or otherwise protectable under
Title 35 of the United States Code, or any
novel variety of plant that is or may be
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protectable under the Plant Variety Protec-
tion Act (7 U.S.C. 2321, et seq).

(9) Manufactured substantially in the United
States means the product must have over 50
percent of its components manufactured in
the United States. This requirement is met if
the cost to the Recipient of the components
mined, produced, or manufactured in the
United States exceeds 50 percent of the cost
of all components required to make the prod-
uct. (In making this determination only the
product and its components shall be consid-
ered.) The cost of each component includes
transportation costs to the place of incorpo-
ration into the product and any applicable
duty (whether or not a duty-free entry cer-
tificate is issued). Components of foreign ori-
gin of the same class or kind for which deter-
minations have been made in accordance
with Federal Acquisition Regulation
25.102(a)(3) and (4) are treated as domestic.
Scrap generated, collected, and prepared for
processing in the United States is considered
domestic.

(b) Allocation of principal rights—(1) Pre-
sumption of title. (i) Any reportable item that
the Administrator considers to be a subject
invention shall be presumed to have been
made in the manner specified in paragraph
(1) or (2) of section 305(a) of the National
Aeronautics and Space Act of 1958 (42 U.S.C.
2457(a)) (hereinafter called ‘“‘the Act’), and
the above presumption shall be conclusive
unless at the time of reporting the report-
able item the Recipient submits to the
Agreement Officer a written statement, con-
taining supporting details, demonstrating
that the reportable item was not made in the
manner specified in paragraph (1) or (2) of
section 305(a) of the Act.

(ii) Regardless of whether title to a given
subject invention would otherwise be subject
to an advance waiver or is the subject of a
petition for waiver, the Recipient may never-
theless file the statement described in para-
graph (b)(1)(i) of this section. The Adminis-
trator will review the information furnished
by the Recipient in any such statement and
any other available information relating to
the circumstances surrounding the making
of the subject invention and will notify the
Recipient whether the Administrator has de-
termined that the subject invention was
made in the manner specified in paragraph
(1) or (2) of section 305(a) of the Act.

(2) Property rights in subject inventions. Each
subject invention for which the presumption
of paragraph (b)(1)(i) of this section is con-
clusive or for which there has been a deter-
mination that it was made in the manner
specified in paragraph (1) or (2) of section
305(a) of the Act shall be the exclusive prop-
erty of the United States as represented by
NASA unless the Administrator waives all or
any part of the rights of the United States,
as provided in paragraph (b)(3) of this sec-
tion.
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(3) Waiver of rights. (i) Section 305(f) of the
Act provides for the promulgation of regula-
tions by which the Administrator may waive
the rights of the United States with respect
to any invention or class of inventions made
or that may be made under conditions speci-
fied in paragraph (1) or (2) of section 305(a) of
the Act. The promulgated NASA Patent
Waiver Regulations, 14 CFR part 1245, sub-
part 1, have adopted the Presidential memo-
randum on Government Patent Policy of
February 18, 1983, as a guide in acting on pe-
titions (requests) for such waiver of rights.

(ii) As provided in 14 CFR part 1245, sub-
part 1, Recipients may petition, either prior
to execution of the Agreement or within 30
days after execution of the Agreement, for
advance waiver of rights to any or all of the
inventions that may be made under an
Agreement. If such a petition is not sub-
mitted, or if after submission it is denied,
the Recipient (or an employee inventor of
the Recipient may petition for waiver of
rights to an identified subject invention
within eight months of first disclosure of in-
vention in accordance with paragraph (e)(2)
of this section or within such longer period
as may be authorized in accordance with 14
CFR 1245.105. Further procedures are pro-
vided in the REQUESTS FOR WAIVER OF
RIGHTS—LARGE BUSINESS provision.

(c) Minimum rights reserved by the Govern-
ment. (1) With respect to each Recipient sub-
ject invention for which a waiver of rights is
applicable in accordance with 14 CFR part
1245, subpart 1, the Government reserves—

(i) An irrevocable, royalty-free license for
the practice of such invention throughout
the world by or on behalf of the United
States or any foreign government in accord-
ance with any treaty or agreement with the
United States; and

(ii) Such other rights as stated in 14 CFR
1245.107.

(2) Nothing contained in this paragraph
shall be considered to grant to the Govern-
ment any rights with respect to any inven-
tion other than a subject invention.

(d) Minimum rights to the Recipient. (1) The
Recipient is hereby granted a revocable, non-
exclusive, royalty-free license in each patent
application filed in any country on a Recipi-
ent subject invention and any resulting pat-
ent in which the Government acquires title,
unless the Recipient fails to disclose the sub-
ject invention within the times specified in
paragraph (e)(2) of this section. The Recipi-
ent’s license extends to its domestic subsidi-
aries and affiliates, if any, within the cor-
porate structure of which the Recipient is a
party and includes the right to grant sub-
licenses of the same scope to the extent the
Recipient was legally obligated to do so at
the time the contract was awarded. The li-
cense is transferable only with the approval

470



National Aeronautics and Space Admin.

of the Administrator except when trans-
ferred to the successor of that part of the Re-
cipient’s business to which the invention
pertains.

(2) The Recipient’s domestic license may
be revoked or modified by the Administrator
to the extent necessary to achieve expedi-
tious practical application of the subject in-
vention pursuant to an application for an ex-
clusive license submitted in accordance with
14 CFR part 1245, subpart 3, Licensing of
NASA Inventions. This license will not be re-
voked in that field of use or the geographical
areas in which the Recipient has achieved
practical application and continues to make
the benefits of the invention reasonably ac-
cessible to the public. The license in any for-
eign country may be revoked or modified at
the discretion of the Administrator to the
extent the Recipient, its licensees, or its do-
mestic subsidiaries or affiliates have failed
to achieve practical application in that for-
eign country.

(3) Before revocation or modification of the
license, the Recipient will be provided a
written notice of the Administrator’s inten-
tion to revoke or modify the license, and the
Recipient will be allowed 30 days (or such
other time as may be authorized by the Ad-
ministrator for good cause shown by the Re-
cipient) after the notice to show cause why
the license should not be revoked or modi-
fied. The Recipient has the right to appeal,
in accordance with 14 CFR 1245.112, any deci-
sion concerning the revocation or modifica-
tion of its license.

(e) Invention identification, disclosures, and
reports. (1) The Recipient shall establish and
maintain active and effective procedures to
assure that reportable items are promptly
identified and disclosed to Recipient per-
sonnel responsible for the administration of
this clause within six months of conception
and/or first actual reduction to practice,
whichever occurs first in the performance of
work under this contract. These procedures
shall include the maintenance of laboratory
notebooks or equivalent records and other
records as are reasonably necessary to docu-
ment the conception and/or the first actual
reduction to practice of the reportable
items, and records that show that the proce-
dures for identifying and disclosing report-
able items are followed. Upon request, the
Recipient shall furnish the Agreement Offi-
cer a description of such procedures for eval-
uation and for determination as to their ef-
fectiveness.

(2) The Recipient will disclose each report-
able item to the Agreement Officer within
two months after the inventor discloses it in
writing to Recipient personnel responsible
for the administration of this clause or, if
earlier, within six months after the Recipi-
ent becomes aware that a reportable item
has been made, but in any event for subject
inventions before any on sale, public use, or
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publication of such invention known to the
Recipient. The disclosure to the agency shall
be in the form of a written report and shall
identify the Agreement under which the re-
portable item was made and the inventor(s)
or innovator(s). It shall be sufficiently com-
plete in technical detail to convey a clear
understanding, to the extent known at the
time of the disclosure, of the nature, pur-
pose, operation, and physical, chemical, bio-
logical, or electrical characteristics of the
reportable item. The disclosure shall also
identify any publication, on sale, or public
use of any subject invention and whether a
manuscript describing such invention has
been submitted for publication and, if so,
whether it has been accepted for publication
at the time of disclosure. In addition, after
disclosure to the agency, the Recipient will
promptly notify the agency of the accept-
ance of any manuscript describing a subject
invention for publication or of any on sale or
public use planned by the Recipient for such
invention.

(3) The Recipient shall furnish the Agree-
ment Officer the following:

(i) Interim reports every 12 months (or
such longer period as may be specified by the
Agreement Officer) from the date of the
Agreement, listing reportable items during
that period, and certifying that all report-
able items have been disclosed (or that there
are no such inventions) and that the proce-
dures required by paragraph (e)(1) of this sec-
tion have been followed.

(ii) A final report, within three months
after completion of the work, listing all re-
portable items or certifying that there were
no such reportable items, and listing all sub-
contracts at any tier containing a patent
rights clause or certifying that there were no
such subcontracts.

(4) The Recipient agrees, upon written re-
quest of the Agreement Officer, to furnish
additional technical and other information
available to the Recipient as is necessary for
the preparation of a patent application on a
subject invention and for the prosecution of
the patent application, and to execute all pa-
pers necessary to file patent applications on
subject inventions and to establish the Gov-
ernment’s rights in the subject inventions.

(5) The Recipient agrees, subject to 48 CFR
(FAR) 27.302(j), that the Government may
duplicate and disclose subject invention dis-
closures and all other reports and papers fur-
nished or required to be furnished pursuant
to this clause.

(f) Examination of records relating to inven-
tions. (1) The Agreement Officer or any au-
thorized representative shall, pursuant to
the Retention and Examination of Records
provision of this cooperative agreement,
have the right to examine any books (includ-
ing laboratory notebooks), records, and doc-
uments of the Recipient relating to the con-
ception or first actual reduction to practice
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of inventions in the same field of technology
as the work under this contract to determine
whether—

(i) Any such inventions are subject inven-
tions;

(ii) The Recipient has established and
maintained the procedures required by para-
graph (e)(1) of this section; and

(iii) The Recipient and its inventors have
complied with the procedures.

(2) If the Agreement Officer learns of an
unreported Recipient invention that the
Agreement Officer believes may be a subject
inventions, the Recipient may be required to
disclose the invention to the agency for a de-
termination of ownership rights.

(3) Any examination of records under this
paragraph will be subject to appropriate con-
ditions to protect the confidentiality of the
information involved.

(g) Subcontracts. (1) Unless otherwise au-
thorized or directed by the Agreement Offi-
cer, the Recipient shall—

(i) Include this Clause Patent Rights—Re-
tention by the Recipient—(Large Business)
(suitably modified to identify the parties) in
any subcontract hereunder (regardless of
tier) with other than a small business firm
or nonprofit organization for the perform-
ance of experimental, developmental, or re-
search work; and

(ii) Include the clause Patent Right—Re-
tention by the Recipient—(Small Business)
(suitably modified to identify the parties) in
any subcontract hereunder (regardless of
tier) with a small business firm or nonprofit
organization for the performance of experi-
mental, developmental, or research work.

(2) In the event of a refusal by a prospec-
tive subcontractor to accept such a clause
the Recipient—

(i) Shall promptly submit a written notice
to the Agreement Officer setting forth the
subcontractor’s reasons for such refusal and
other pertinent information that may expe-
dite disposition of the matter; and

(i) Shall not proceed with such sub-
contract without the written authorization
of the Agreement Officer.

(3) The Recipient shall promptly notify the
Agreement Officer in writing upon the award
of any subcontract at any tier containing a
patent rights clause by identifying the sub-
contractor, the applicable patent rights
clause, the work to be performed under the
subcontract, and the dates of award and esti-
mated completion. Upon request of the
Agreement Officer, the Recipient shall fur-
nish a copy of such subcontract, and, no
more frequently than annually, a listing of
the subcontracts that have been awarded.

(4) The subcontractor will retain all rights
provided for the Recipient in the clause of
paragraph (g)(1)(i) or (1)(ii) of this section,
whichever is included in the subcontract,
and the Recipient will not, as part of the
consideration for awarding the subcontract,
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obtain rights in the subcontractor’s subject
inventions.

(5) Notwithstanding paragraph (g)(4) of this
section, and in recognition of the contrac-
tor’s substantial contribution of funds, fa-
cilities and/or equipment to the work per-
formed under this cooperative agreement,
the Recipient is authorized, subject to the
rights of NASA set forth elsewhere in this
clause, to:

(i) Acquire by negotiation and mutual
agreement rights to a subcontractor’s sub-
ject inventions as the Recipient may deem
necessary to obtaining and maintaining of
such private support; and

(ii) Request, in the event of inability to
reach agreement pursuant to paragraph
(9)(5)(i) of this section, that NASA invoke
exceptional circumstances as necessary pur-
suant to 37 CFR 401.3(a)(2) if the prospective
subcontractor is a small business firm or or-
ganization, or for all other organizations, re-
quest that such rights for the Recipient be
included as an additional reservation in a
waiver granted pursuant to 14 CFR part 1245,
subpart 1. Any such requests to NASA should
be prepared in consideration of the following
guidance and submitted to the contract offi-
cer.

(A) Exceptional circumstances. A request
that NASA make an ‘‘exceptional cir-
cumstances’ determination pursuant to 37
CFR 401.3(a)(2) must state the scope of rights
sought by the Recipient pursuant to such de-
termination; identify the proposed subcon-
tractor and the work to be performed under
the subcontract; and state the need for the
determination.

(B) Waiver petition. The subcontractor
should be advised that unless it requests a
waiver of title pursuant to the NASA Patent
Waiver Regulations (14 CFR part 1245, sub-
part 1), NASA will acquire title to the sub-
ject invention (42 U.S.C. 2457, as amended,
sec. 305). If a waiver is not requested or
granted, the Recipient may request a license
from NASA (see licensing of NASA inven-
tions, 14 CFR part 1245, subpart 3). A subcon-
tractor requesting a waiver must follow the
procedures set forth in the attached clause
REQUESTS FOR WAIVER OF RIGHTS—
LARGE BUSINESS.

(h) Preference for United States manufacture.
The Recipient agrees that any products em-
bodying subject inventions or produced
through the use of subject inventions shall
be manufactured substantially in the United
States. However, in individual cases, the re-
quirement to manufacture substantially in
the United States may be waived by the As-
sistant Administrator for Procurement (Code
HS) with the concurrence of the Associate
General Counsel for Intellectual Property
upon a showing by the Recipient that under
the circumstances domestic manufacture is
not commercially feasible.
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(i) March-in rights. The Recipient agrees
that, with respect to any subject invention
in which it has acquired title, NASA has the
right in accordance with the procedures in 37
CFR 401.6 and any supplemental regulations
of the agency to require the Recipient, an as-
signee or exclusive licensee of a subject in-
vention to grant a nonexclusive, partially
exclusive, or exclusive license in any field of
use to a responsible applicant or applicants,
upon terms that are reasonable under the
circumstances, and if the Subcontractor, as-
signee, or exclusive licensee refuses such a
request NASA has the right to grant such a
license itself if the Federal agency deter-
mines that—

(1) Such action is necessary because the
Recipient or assignee has not taken, or is
not expected to take within a reasonable
time, effective steps to achieve practical ap-
plication of the subject invention in such
field of use;

(2) Such action is necessary to alleviate
health or safety needs which are not reason-
ably satisfied by the Recipient, assignee, or
their licensees;

(3) Such action is necessary to meet re-
quirements for public use specified by Fed-
eral regulations and such requirements are
not reasonably satisfied by the Recipient, as-
signee, or licensees; or

(4) Such action is necessary because the
agreement required by paragraph (i) of this
clause has not been obtained or waived or be-
cause a licensee of the exclusive right to use
or sell any subject invention in the United
States is in breach of such agreement.

[End of provision]

§1274.913 Patent rights—retention by
the recipient (small business).

PATENT RIGHTS—RETENTION BY THE
RECIPIENT (SMALL BUSINESS)

July 2002

(a) Definitions. (1) Invention, as used in this
clause, means any invention or discovery
which is or may be patentable or otherwise
protectable under title 35 of the U.S.C.

(2) Made, as used in this clause, when used
in relation to any invention means the con-
ception or first actual reduction to practice
such invention.

(3) Nonprofit organization, as used in this
clause, means a university or other institu-
tion of higher education or an organization
of the type described in section 501(c)(3) of
the Internal Revenue Code of 1954 (26 U.S.C.
501(c)) and exempt from taxation under sec-
tion 501(a) of the Internal Revenue Code (26
U.S.C. 501(a)) or any nonprofit scientific or
educational organization qualified under a
state nonprofit organization statute.

(4) Practical application, as used in this
clause, means to manufacture, in the case of
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a composition of product; to practice, in the
case of a process or method, or to operate, in
the case of a machine or system; and, in each
case, under such conditions as to establish
that the invention is being utilized and that
its benefits are, to the extent permitted by
law or Government regulations, available to
the public on reasonable terms.

(5) Small business firm, as used in this
clause, means a small business concern as
defined at Section 2 of Pub. L. 85536 (15
U.S.C. 632) and implementing regulations of
the Administrator of the Small Business Ad-
ministration. For the purpose of this clause,
the size standards for small business con-
cerns involved in Government procurement
and subcontracting at 13 CFR 121.901 through
121.911 will be used.

(6) Subject invention, as used in this clause,
means any invention of the Subcontractor
conceived or first actually reduced to prac-
tice in the performance of work under this
Agreement.

(7) Manufactured substantially in the United
States means the product must have over 50
percent of its components manufactured in
the United States. This requirement is met if
the cost to the Recipient of the components
mined, produced, or manufactured in the
United States exceeds 50 percent of the cost
of all components required to make the prod-
uct. (In making this determination only the
product and its components shall be consid-
ered.) The cost of each component includes
transportation costs to the place of incorpo-
ration into the product and any applicable
duty (whether or not a duty-free entry cer-
tificate is issued). Components of foreign ori-
gin of the same class or kind for which deter-
minations have been made in accordance
with FAR 25.102(a)(3) and (4) are treated as
domestic. Scrap generated, collected, and
prepared for processing in the United States
is considered domestic.

(b) Allocation of principal rights. The Recipi-
ent may retain the entire right, title, and in-
terest throughout the world to each subject
invention subject to the provisions of this
clause and 35 U.S.C. 203. With respect to any
subject invention in which the Recipient re-
tains title, the Federal Government shall
have a nonexclusive, nontransferable, irrev-
ocable, paid-up license to practice or have
practiced for or on behalf of the United
States the subject invention throughout the
world.

(c) Invention disclosure, election of title, and
filing of patent application by Recipient. (1)
The Recipient will disclose each subject in-
vention to NASA within two months after
the inventor discloses it in writing to Recipi-
ent personnel responsible for patent matters.
The disclosure to the agency shall be in the
form of a written report and shall identify
the contract under which the invention was
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