From: D. Ben Borson [mailto:dbb@fdml.com]

Sent: Monday, May 01, 2006 7:11 PM

To: AB94Comments

Subject: Comment on Proposed Rules of Claims Practice

May 1, 2006

Mr. John Doll, Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VIrginia22313-1450

Dear Commissioner Doll:

Please find the attached pdf file containing a Comment on the
Proposed Rules for Continuation Practice. We appreciate the opportunity to
contribute to the practice of patent law in the United States, and
particularly appreciate the opportunity to make Comments on the Proposals.
Please consider the Comment in light of our desire to improve the United
States patent system.

Kind regards,

D. Benjamin Borson
for a group of California patent practitioners
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Changesto Practice for Examination of
Claimsin Patent Applications
(proposed 37 C.F.R. 1.75, etc.)

May 3, 2006
I ntroduction

The undersgned are regisered patent attorneys practicing in Cdiforniaa The
comments below are our own persond views and ae not to be attributed to the Cdifornia
State Bar, our clients, our employers or any other entity.

We gppreciate the Office’'s dedre to receive comment from the public, and we
hope that our remarks will be recognized as a genuine effort to further development of
patent practice in the United States. Our participation in this process is prompted by our
desre to assigt the rulemaking process by providing comment to be placed in the public
record. We aso hope that these remarks will be consdered by the Office in formulaing
any revised or find rule.

General Comments

The patent law is based on sound public policy. According to Article 1, Section
8, Clause 8: “To promote science and the useful arts, Congress may grant to authors and
inventors for limited times, the excudve rignt to ther respective writings and
discoveries” According the 35 U.S.C, 101 et seq (the “Statute’), a person “is entitled to
a patent unless...” Emphasis added. It is well settled law that the quid pro quo to obtain
a patent is full disclosure of the invention, so that upon expiration of the patent, the public
will be able to practice the invention. We dso bdieve that the exchange is reciprocd; if
there is full disclosure of an invention in a patent goplication, the invertor is entitled to
one or more patents on the inventions disclosed in the gpplication.

We view the Conditutional and datutory language and the public policy to place
an initid burden on the Office and its examiners to identify reasons for not dlowing a
paticular patent clam. This interpretation is condgent with the Manud of Petent
Examining Procedures (“MPEP’), which is the training and operations manua for patent
Examiners. The MPEP provides rationde and specific language for making objections to
or rgections of cdams.  According to this wel-known and well-settled scheme for
examining patents, the Office and its examiners have the obligation to present facts and
reasoning to support reection of a patent clam. In the absence of such support, a dam
is patentable and if certain formdities are met, a patent can issue.

The mgor rationale presented for the proposed rule is to decrease patent pendency
and improve Office effidency by atificdly limiting the number of dams examined in
an gpplication. The Office presented data purporting to show increased pendency of
goplications.  Although some technology centers have had increasing pendency, we
believe that the Officeés extrapolation of a sngle year's data to the future is inherently



flaved. Rather, we recommend that the data over the past severa years be used to
determine a generd trend in the number of filings and of pendency. Further, we
recommend using average pendency and not single instances of prolonged pendency to

support any rule change.

Thus, the judification for the sweeping changes is by no means certain. In light
of the Conditutiona, datutory and case law, we request the Office to produce a
compdlling case for upsetting settled practice.

We understand the difficulty in identifying prior at in cetan subject aress,
including business methods and software. These difficulties are due, a least in part, to
the nature of prior at in these areas.  Public use is difficult to ascertain, and it is whally
appropriate to require that applicants disclose relevant art to the Office as part of the
examination process.

However, by limiting the number of dams in any paticular patent may wel
deprive applicants of their datutory rights.  Further, a requirement for an applicant to
submit an examination support document shifts the burden away from the Office and
onto the gpplicant.

Currently, agpplicants pay for cams in excess of twenty totd and three
independent. At bedt, the requirement for ten “representative clams’ can only dightly
decrease the workload of an examiner.

Moreover, in many cases, the initid review of st of dams in an application
results in a redriction reguirement, which will limit the amount of searching and
examination in a paticular case. As a practicd matter, we believe that most examiners
routindy initidly examine the independent clams, and upon finding of dlowable subject
matter, will adlow dependent claims that also meet the requirements of the patent statutes.

We bdieve that the proposed rule would result in goplicants giving up more
subject matter than is warranted under the statute by inhibiting the free exchange of ideas
about the invention, clams and the prior at. Additiondly, the proposed rule contradicts
the current redriction practice, which limits the dams in any one patent to a sngle
invention. If more than ten independent clams are needed to fully capture the invention,
an abitrary limit would deprive an agpplicant of patent protection as provided by
Condtitutiond, legidative and judicia precedent.

The Office has dso judtified the proposed rules to provide increased notice to the
public about what can and cannot be practiced by the public without permisson. It is
well sdtled law that cdams define the metes and bounds of what may be practiced
without a license.  Under currently agpplicable case law (Johnson & Johnston v. RE
Services), subject maiter disclosed in an gpplication and unclamed, is dedicated to the
public. We bdlieve that the current rule satisfies the notice function of a patent. To limit
the number of patents that can be issued based on a full disclosure unfarly pendizes
applicants who have improved the art.



We would prefer to have judicid review of such important equitable issues. Firdt,
courts apply equitable criteria to balance the interests of the parties to a dispute.  Under
the proposed rule, the equitable criteria are to be applied for the benefit of the Office by
the Office. Thisisinconsgent with the historica role of courts in equity.

Next, from a public policy viewpoint, we believe that the U.S. patent system is
especidly dedgned to provide a tool for “equdizing the playing fidd” by providing
limited exdusvity for innovators, including individuds and gmdl enterprises.  For
independent innovators and smal enterprises, the paent process may be financidly
draning, especidly during a time of limited funds and the requirements for expending
those funds in research, development and manufacture of products. We beieve that the
current system permits gpplicants to maeke broad yet detaled disclosures in an
goplication, and thereby put the public on notice of tha which could be potentidly
clamed. Because redriction practice has become much more widely used in recent
years, smdl innovators are being subjected to grester patenting cods, due to involuntary
divisonds.  Smilaly, smdl innovators may not have sufficient funds to prosecute a
relatively large number of patents smultaneoudy.

Instead of the sweeping new proposed rules, we recommend that the Office take
different approaches tha are squardly and uniquely within the authority of the Office,
namely by rening in current restriction practice.

Applicant Telephone Conference

We suggest that the Applicant’s and their representatives facilitate the patent
prosecution process by making mandatory a teleconference PRIOR to the Examiner’s
first search of the art between the applicants, ther representatives and the examiner.

This mandatory teleconference would serve to answer the examing’s questions,
assig in the examing’s undergtanding of the jargon and lexicon of the inventor and
provide him or her with an additiona vduable layer of education and underganding
through direct interaction with the inventors. An interaction not colored by advocacy by
the applicant or defensiveness by the examiner who may fed it necessary to judify his
initial search

Hiring and Retention of Qualified Experienced Examiners

Finaly, we recommend that serious consderation be given to the hiring of retired
or former patent attorneys and agents or technica educators to serve a the USPTO as
gther examiner’'s assgants, or examiner ingructors. This position would be not unlike a
gpecid master asssting ajudge in his or her understanding of a particular area of art.

The proposed change would require an applicant to eect ten clams for initid
examindion. Examination of the remaning cams purportedly would be deferred until
the gpplication is othewise in condition for dlowance. There are two possbilities that



can occur under such a scheme ether (i) the deferred clams will receive exactly the
same examindion that they receive currently, or (ii) based on the dlowability of the
elected dams, they will receive only a cursory examination. In the former case, while
work may be defered it is difficult to understand how any dgnificant net savings in
effort on the pat of the Office will occur. In the later case there is a dgnificant
potentia conflict with the Statutory scheme.  More specificdly, the statutory presumption
of vdidity of an issued patent (under 35 U.S.C. § 282) rdies upon the assumption that the
patent has been fully examined by the Office. However, if some of the clams receive
only a cursory examination this statutory presumption would be undermined.

Comments on Specific Rules

The Office indicates that gpplicants would have the opportunity to request an
examination of more than ten clams under Section 1.75 (b) Dedgnation of Specific
Claims for Examination/Examination Support Documents.

It is proposed by the Office to amend 1.75 (b) (1) and (2), to limit the number of
cdams examined, and if the gpplicant desres examination of more than an dlotted
number of dams, the presentation of an “Examination Support Document” (ESD) by the
goplicant to judify the expanded examination. This ESD is proposed to be of a like
nature as the documents agpplicants submit for accel erated examination.

While the Office believes that the proposed rules will enhance and facilitate the
examingion of newly filed agpplications through the limitation of cdams or the
requirement for a detailled presentation by the gpplicant of a search of the art, the Office
will ingead create file wrapper issues that will potentidly ‘haunt’ the issued patent
throughout its productive life.

In this proposed modification of the rules, gpplicants (and their representatives)
become the first search party for the USPTO. There is no statutory support for requiring
a search of prior at to be made. Shifting the burden onto the applicant is without
Satutory authority.

Unlike an IDS, which is submitted with at known to the applicant or ther
representatives as merely reevant and materid to the prosecution of the application,
Applicants would have to provide “a detaled discusson of the references, which
discusson points out with particularity, required by 37 CFR 1.111(b) and (c), how the
claimed subject matter is patentable over the references.”

The firgt search of merit ty anyone for a patent application will be based upon the
ESD generated by outsde counsd, counsd who has a vested interest in presenting
documents favorable to the applicant.

Certanly, the unsuspecting examingr will receve this patent dam judification
document and should be required to prepare a counter examination to challenge the ESD.



The current proposed rules are slent on the examiner's ability to chalenge the
ESD. It is foreseegble that any future legd chdlenge on the vaidity of the patent will
scrutinize most carefully the ESD and the examiner's response to the request for
additiond dams, perhaps ultimatdy cdling into question the qudity of the examing’s
response.

Findly, there ae few applicants representatives who will welcome the
opportunity to prepare documents to the file wrapper providing a “a detalled discusson
of the references, which discusson points out with particularity, required by 37 CFR
1.111(b) and (c), how the claimed subject matter is patentable over the references” The
potentia for harming their dientsin future chalenges to the patent are too grest.

It appears that the proposed change would effectively permit a first Office action
find rgection of a presented clam. For example, assume that an initidly presented
dependent clam was not eected as one of the 10 clams to be examined. After a firs
Office action, in order to overcome a prior-art rejection, its limitetion is added into the
independent clam (which has been dected for examination) from which it depended.
Then, even if the grounds for rgection were changed, the next Office action presumably
could be made find, even though the dependent clam was pad for and was initidly
presented for examination, and even though its limitations have receved only a sngle
substantive review on its merits.

Moreover, when combined with the proposed changes to 37 CFR 8§ 1.78(d)(1) and
1.114(f), the effect would be especidly draconian as the gpplicant might find it difficult
or impossible to make a continued examination filing.

There often will be no redidic way to identify ten clams tha are "representative”
of the invention, as each of the clams is representative of some different aspect of the
invention. More specificdly, nearly dl inventions are combinations of different features
that individudly are known in one or more different areas of prior at. As a result, the
paticular cdams that one might emphasize often will depend upon the specific direction
from which another is attacking the damed invention.

For example, assume an gpplication that clams the combination of A, B and C,
where eech of A, B and C individudly is known, and where the sub-combinations of
A+B, B+C and A+C dso individudly are known, eg., in different areas of prior at. In
such a case, different clams would be mogt distinguishing depending upon whether the
person chdlenging paentability was dating from the known combinaion of A+B (in
which cae cdams tha emphasze festure C would be most reevant), the known
combination of A+C (in which case dams that emphasize festure B would be most
relevant), or the known combination of B+C (in which case clams tha emphasize fegture
A would be most relevant).

In short, the very concept of "representative clams” is necessarily contextud, and
an gpplicant does not have the necessary context to make such a sdection upon the initid
filing of a paent goplication. Presumably, an agpplicant would have no motivation to
include (and pay for) more cams than is believed necessary to adequately distinguish



from the universe of potentid prior at, paticulally in view of the recent subgtantid
incresse in the cogt of clams.

The Office judtifies the proposed rule, at lesst in part, based on a survey of the
number of clams separately argued in a sample of 500 gppeds. Even assuming that the
urvey is daidicdly accurate, the underlying logic seems flawved. Specificdly, appeds
currently are filed after full examination of dl pending cdlams and &fter a record has been
developed in which the examiner and agpplicant are a an impasse. In tha case, the
goplicant is fully aware of the prior at upon which the Examiner is reying for dl
pending dams and therefore is eadly able to identify the cams that best digtinguish the
aoplied at (see aove). That clearly is not the case when a patent application is initialy
filed. As noted above, upon initid filing, the applicant has absolutdly no way to know
wha approach the examiner will take and, accordingly, will have no way of identifying
the "representative’ dams.

If only 1.2% of agpplications fdl into this category, wha is the point of
establishing a separate procedure?

In chemicd and pharmaceutical cases, there is essantidly no bendfit a dl: initid
examination based on the independent clams is probably what examiners do dready, as a
practicd meatter, followed by examination of the dependent cams. Clams in mechanica
cases, in which dependent clams add further elements, may be a different matter.

Note tha ddaying examinaion of the "nondesgnated’ dependent clams
conflicts with the proposed Office policy to limit or curtall continuing applications. We
are concerned that any “non-designated” clam will be unprotectable under the proposed
revisons to 37 CF.R. 1.78, et seqg, as prohibited “voluntary divisonds” We request the
Office to avoid this undesirable consequence.

Regarding the inquiry as to how Markush clams should be treated (cf. 71 FR 64,
col. 23), snce the members of a Markush set are consdered to be equivalent, there is no
logicd reason to treat them individudly or separady. In chemicd or pharmaceutica
practice, theideais completely nonsensical.

The clams that an gpplicant wishes to designate will depend in large part upon
how clams are divided upon redriction. Accordingly, it would make more sense to
require any support document after issuance of a Redtriction requirement, if <ill needed
after dection. Rather than requiring a support document, we support the Office’s current
practice of asking an applicant in prosecution to identify support for specific dams. The
current practice keeps the issues focused upon the clams and their support in the
specification.

We suggest that the Office reconsider the proposed rules dong with reevauation
of the way in which it gpplies redtrictions

The provisions of proposed 37 C.F.R. 1.75(b)(1)(ii) regarding dependant claims
aopear to be overly burdensome on an gpplicant, without providing a significant benefit



to the Office. With more than nine dependent clams, gpplicants must now perform a
number of steps under proposed Sec 1.261 as required by 1.75(b)(1). We request that the
Office condder examining a tota of twenty clams be presented without requiring the
additiond seps and providing for an additiond fee for initid examinaion of additiona
clamg(above twenty) to avoid the impodtion of a requirement for an ESD. A totd of
twenty clams complies with the Office's policy of examining twenty dams tota without
any additiond fees. The Office is not sgnificantly burdened because the twenty tota
cdams remans unchanged for the fee currently charged for peforming the same
examination process.

We bdieve that the provisons of proposed 37 CF.R. 1261 regading an
examination support document have no precedent in current practice, and are likely to be
overly burdensome to an applicant. Many provisions provide no benefit to the Office.
Examplesfallow.

Information which must be identified in 1.261(1) including, “for database
searches, the search logic or chemical structure or sequence used as a query, the name of
the file or files searched and the database sarvice, and the data of the search,” are
ggnificantly more informetion than even the Office provides to an gpplicant for a search.
A requirement that a dtatement be made that gpplicant has searched on the Office's
database, the resources available to examiners, should be sufficient.

Other requirements such as proposed 37 C.F.R. 1.261(3) indicating that “for each
reference cited identification of dl the limitations of the independent cdams and
designated dependent clams that are disclosed by the reference” are unreasonable since
the applicant will be forced to admit the reference discloses particular dements, which it
may not adequady describe, putting the applicant’s clams in jeopardy in subsequent
litigation. A prudent agpplicant will not meke such a staement, and would likely be
forced to forgo the additiona claims.

37 CFR 1.75(b) and 37 CFR 1.75(b)(2)

37 CFR 1.75(b) as proposed dates that “[c]lams in dependent form shal be
condrued to include dl the limitations of the clam incorporated by reference into the
dependent claim.” Thisis unexceptionable: 35 USC 112, paragraphs 4 and 5, state that:

4 Subject to the following paragreph, a clam in dependent form
ghdl contain a reference to a cdlam previoudy sat forth and then specify a
further limitation of the subject maiter clamed. A claim in dependent
form shall be construed to incorporate by reference all the limitations of
the claim to which it refers.

) A dam in multiple dependent form shadl contan a reference, in
the dternaive only, to more than one dam previoudy set forth and then
oecify a further limitation of the subject matter clamed. A multiple
dependent claim shal not serve as a bass for any other multiple dependent



cdam. A multiple dependent clam shall be construed to incorporate by
reference all the limitations of the particular claim in relation to which
it isbeing considered.

37 CFR 1.75(b)(2), as proposed, states that "a claim that refers to another claim
but does not incorporate by reference dl of the limitations of the clam to which such
clam refers will be treated as an independent clam br fee caculation purposes . . . and
for purposes of paragraph (b)(1) of this section [examination support document required
if, for example, more than ten independent clams are present in the gpplication].” We
ask how can clams not incorporate by reference dl of the limitations of the dam to
which such dam refers, particularly in view of 35 USC 112, paragraph 4? Would not
such cdams be non-datutory? What kinds of clams are included in this category? We
suggest that this proposed rule is unnecessary and is not supported by the case law cited
by the Office.

The commentary on this proposed rule at 71 Fed. Reg. 63 (Jan. 3, 2006) cites
three cases as containing “[€]xamples of clams’ that “gppear to be a dependent clam but
ae in actudity an independent clam that references another clam in short-hand form
without incorporating by reference dl of the limitations of the dam to which it refers”
The cases do not appear to be cited for the propostion that these clams were to be
considered & being independent clams. See, e.g., In re Thorpe, 777 F.2d 695, 696, 227
USPQ 964, 965 (Fed. Cir. 1985)(holding that a dependent claim in product by process
format was not patentable even though “product by process clams are limited by and
defined by the process” when PTO had made an unrebutted prima facie case that the
product was old)’; In re Kuehl, 475 F.2d 658, 659, 177 USPQ 250, 251 (C.C.P.A.
1973)(dlowed clam 6 was directed to the zeolite described in independent clam 1 but
added “wherein the tetramethylammonium ion is subgantidly replaced by hydrogen,”
thus changing one of the limitations of dam 1). The dam in Kuehl is arguably non
satutory.

37 CFR 1.75(b)(2), as proposed, further provides that “[a] clam that refers to a
dam of a different datutory class of invention will also be treated as an independent
cdam for fee caculation purposes . . . and for purposes of paragreph (b)(1) of this
section.” The PTO therefore does not seem to have intended to include this type of clam
in the category of clams that do “not incorporate by reference al of the limitations of the
cdam to which such dam refers” because this category of clams is included as an
additiona category that is subject to trestment as independent clams. However, a
product by process clam would fal in this category if it depended on a process clam, as
in Thorpe.

The proposed 37 CFR 1.75(b), in addition to being unnecessary, will unduly
complicate practice for both determination of the triggering number of designated clams
requiring submisson of an ESD and cdculaion of additiond cams fees. Currently, any

! Accord (arguably) Smithkline Beecham Corp. v. Apotex Corp. (Fed. Cir., no. 04-1522, February 24,
2006).




padegd or secretary with minimd training can determine an independent cdlam from a
dependent clam just from its forma, namdy, whether it recites another clam in its text.
This would no longer be the case under the proposed rules. Indeed, one can eadly
imagine gtuations in which practitioners might disagree on the dasdficaion of cdams
under the proposed rules. We recommend that the proposed 37 CFR 1.75(b) not be
adopted for at least these reasons.

Conclusion

We thank the Office for the opportunity for the public to be heard on these
important metters affecting the public interet.  We gpplaud the Office for bringing
attention to the patent practice and hope that our comments will be consdered in the
formulation of any revised proposed or find rule. However, in light of the mgor public
policy implications and the likely upsetting of settled practice, we believe that any such
maor changes in paent policy should be made by Congress after full debate,
consideration of various options and a balancing of benefits and cogts to the public.

Respectfully submitted,

D. Benjamin Borson
Paul Kovelman
Robert Kovelman
William Benman
Georgann Grunebach
R. Dabney Eastham
Thomas A. Ward
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