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Mail Stop Connnéﬁté - Pateias '
Commissioner for Patent

P.O. Box 1450 L N
Alexandria VA 22313-1450

Attn Robert A. Clarke

Ref: proposed rules of January 3,.2'00.6

Dear Mr Clarke, \

1 would like to make some further comments on the proposed regulations.

I am very stcorigly opposed to the proposed examination support documents.

This concept would force applicants to make potentially unnecessary, prejudicial statements on
the record, which would provide a virtual minefield in any litigation to enforce the patent. The
need for making these statenents would render any patent that issued essentially worthless. As
‘they say in the “Miranda” warnings. “Anything you say can and will be used against you.”

It is in any case essentially impossible to prove a negative, namely that patent claims are
patentable. The type of requirement imposed by the proposed documentation essentially asks
applicants to prove a negative. _ ‘

" Moreover, the PTO grossly underestimates the amount of attorney time, and therefore the cost to
applicants, of prepating such documentation. Given the extreme risk of malpractice in making
the required statemients, attorneys would be forced to spend and bill for inordinate amounts of
time in preparing patent applications. The attorney cost in preparing and application would
1ikely at least double if not increase by a factor of 10. This would place the cost of new
applications out of reach of small businesses. -

1 am also strongly opposed 'to the treatment of dependent claims in the proposed regulations.”
The lack of examination of dependent claims would undermine the presumption of their validity
in any ultimate litigation, if the main claim were knocked out. Moreover, if, after a final office’
action, an applicant were newly convinced of the need to amend the independent claims, the
“applicant would be forced to file a continuation. Given the extreme limitations on confinuation
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practice- the applicant might thus lose the opportunity to get a patent fora narrower inventu?n
that the applicant in fact deserved. : :

In addition, the PTO should not asslm'ne‘rt‘_'h‘;at‘if a siﬁgle inventor files several aa}pplications m two
months that these are necessarily related inventions. Some tnventors are pgrucularly prolific.
Why should such inventors suffer from a presumption of double patenting?

‘ t the PTO is proposing to adopt new draconian rules, due to 1931_:}1}@? to re_:frgm staff.
ﬁz%?’zar tjntliavter rate has b?:enpc:ited. The PTO'would be better able 10 retain Wgéll_qglﬁedrkef‘g-
examiners, if the PTO stopped treating these highly qualified peopl_e like assembly ] th: t‘vggh o
and started treating them like professionals. The pressure on exa:'mners_itg 11-:;:11-5:@_‘53'{.‘ oughput
the expense of quality, in conjunction with lo_w civil service salaries, .makes e pct)fl; zonsaminers
unaitractive. If the PTO were to allow examiners the time to do quality x{nro];k? S?lal at exe iners |
could enjoy and take pride in their jobs, turnover rates v{ould decrease, higher quality pe(;fain
would stay in the jobs, and overall throughput would ultimately increase, e*\re[llJ though c;ﬂle :
individual applications might +ake more timz.a. Why should agphca;ns suffer, because o
inhumane working conditions that the PTO imposes on examiners?

Very truly youss,

Anne E. Barschall
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