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ACTION Notice. 

SUMMARY. Notice is hereby given that the U.S. Intrsrnaticnal Trade Commission has 
determined not to review the final initial determinzlriori (ID) issued by the presiding administrative 
law judge (ALJ) on June 29, 1999, finding no vioIsatiori of swtion 337 of the T a M A c t  of 1930, 
19 U.S.C. 6 1337, in the above-captioned investigatiai. Accordingly, the Commission has 
terminated the investigation with a fmding of no violation of section 337. 

FOR FURTHER IWFORMATION CONTACT: Jean Jackson, Esq., Office of the General 
Counsel, U.S. International Trade Commission, telephone 202-205-3 104. General information 
concerning the Commission may also be obtained by Rccesshg its lnternet server 
( h Q : / h .  usifc.gov). Hearing-impaired persons are: advised that information on the matter can 
be obtained by contacting the Commission's TDD terminal an 202-205-1810. 

SUPPLEMENTARY KNFORMATION: The Codss ion  instituted this investigation of 
allegations of unfair acts in violation of section 33 7 in the importation and sale of certain 
mechanical lumbar supports on September 29, 19!)8. 63 Fed. Reg. 51949. The complaint alleged 
that five respondents had infringed two claims of 1J.S Letters Patent 5,s 18,294 (the '294 patent) 
held by complainant McCord Winn Textron, Inc. 4 Textron) of Manchester, New Hampshire. The 
notice of investigation named the following respondents: Schukra Manutacturing Inc. and 
Schukra North America, Ltd., both of Canada, Schukra Berndorf GmbH of Austria, Schukra 
Automobil-Erstausstatungs GmbH, Germany, and Schukra U. S.A of Plymouth, Michigan. On 
January 11, 1999, the Commission determined not t O  review an ID adding Advantage 



Technologies, Inc. of Plymouth, Michigan as a responi4,ent. An evidentiary hearing was held 
March 22-26, 1999. 

On June 29, 1999, the presiding ALJ issued her- fund IDp finding no violation of section 
337, based on her finding that respondents were not infridging the asserted patent claims. On 
July 12, 1999, complainant petitioned for review of tht: cL4m construction and infringement 
issues. Also on that date, respondents filed a continge [it petition for review of the issues of 
patent validity and unenforceability to be considered ir tk: event that the Commission reviewed 
the claim construction and hfXngement issues. ThcCx)mmission investigative attorney (IA) did 
not file a petition for review. On July 19, 1999, comp*ainant, respondents, and the IA filed 
responses to the petitions for review. 

Having reviewed the record in this investigaticn, including the parties' written 
submissions, the Commission determined not to rewew the ID or ALJ Order No. 41. 

This action is taken under the authority of secilion 337 of the Tariff Act of 1930, 19 
U.S.C. 3 1337, and section 210.42 of the Commissiora's Rules of Practice and Procedure, 19 
C.F.R. 5 210.42. 

Copies of the public version of the ID, and all other nonconfidential documents filed in 
connection with this investigation, are or will be available for inspection during official business 
hours (8:45 a.m. to 5:15 pm.) in the Office ofthe Sem&uy, U.S. International Trade 
Commission, 500 E Street S.W., Washington, D.C. 211436, tdephone 202-205-2000. 

By order of the Commission. 

Donna K. Koehnke 
Secretary 

Issued: August 17, 1999 
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I. Procedural Background 

McCord Winn Textron, Inc. ("Textron'l). a Iditssachwetts C xporation, filed a complaint 

on August 19, 1998, amended on September 14. 19 18, and supplemented on September 16, 

1998, under 19 U.S.C. 3 1337 ("Section 337") based on the alleged importation into the United 

States, the sale for importation, and the sale within i he 1Jnited States after importation of certain 

mechanical lumbar supports and products contaninp. same by a number of proposed respondents. 

The Commission issued its Notice of Investigation on September 23, 1998, instituting this 

Section 337 investigation concerning Textson's dlecations of infringement of Claims 15 and 16 

of United States Patent 5,518, 294 ("the '294 Patent") owned by Textron, as well as Textron's 

claim of the requisite domestic industry. The Comriissuoo named Textron as the Complainant 

and Schukra Manufacturing, Tnc ("Schukra Manufiicturiny' SchuLra of North America, Ltd. 

("Schukra N..4."), Schukra U.S..4., Inc ("Schukra E J.S A.";, Schukra Bemdorf GmbH ("Schukra 

Berndorf") and Schukra Automobil-Erstausstatungs Gmbl3 (' Schukra Auto") as the 

Respondents. Subsequently, Textron on December 6, 1998, tiled a motion to amend the Notice 

of Investigation to add Advantage Technologies, In 2.  ("Advantage") as a Respondent. The 

motion was granted by an initial determination issucd on December 16, 1998, which the 

Conmission, on Jmua~y  1 1, 1999, decided not to review. Tm.ron requcsts relief in the form of . 

a limited exclusion order, a reporting requirement and a cease and aesist order. 

By Order No. 3, issued October 13, 1998, ii target date of September 29, 1999, for 

completion of the investigation was established Ad parties made appearances at a Preliminary 

Conference onNovember 10, 1998, at which time a procedural schedule was set. By motion 

filed February 19, 1999, the Respondents moved fc r partial summary determination, which 
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motiorl was dismissed by Order No. 41 as untimely 

The hearing in this matter commenced on March 22, 1999 and concluded on March 26, 

1999. All parties were represented at the hearing. 3ubsequent ta the hearing, initial and reply 

briefs, proposed initial and reply Findings of Fact? and Coiiciusions of Law, comments to the 

initial Findings and Conclusions, and statenients regarding key factual issues were filed by the 

parties. These submissions have been fully considered in reaching this deoision and any 

omission of a discussion of an issue raised by the pa ties or of a port;on of the record does not 

indicate that it has iiot been considered. Rather, such issues and/or portions of the record were 

found to be irrelevant, immaterial and/or without mi brit. Adchtiondlv, any objections which may 

not havc bccn ruled on to date and which may remain outstabding are hereby denied. 

11. Claim Construction 

The proper analysis of Textron’ s inffingemr Pit charges invol*des a two-step process: first, 

construction of the claims asserted to determine t h w  meaning and scope, and second, 

comparison of the properly construed claims to the accused producrs See Tanabe Seivaku Co. v. 

U.S. Int’l Trade Comm’n, 109 F.3d 726 (Fed (3.). cat.  denied, 1 1  8 S.Ct. 624 (1997); Markman 

v. Westview Instruments. Inc., 52 F.3d 967, 976 (I ed. Cir 1395) (en banc), affd, 517 U.S. 370 

(1 996). As to the first step, the meaning and scopt 1) of patent claims should be determined with 

refeEence to the claim language, the specification, md the laosecutrun history. Extrinsic 

evidence outside the record before the Patent and I‘rarlemi& Office (“PTO“), such as expert 

testimony about how those skilled in the art wriultl interpret certain language in the claim, may 

also be considered when appropriate as an inherer r p&rt 01 the process of claim construction and 

as an aid in arriving at the proper construction of rhe claim. Tanabe, 109 F.3d at 732; Markman, 
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52 F.3d at 979. Claim language should be construec: awordnq to its usual meaning to one of 

ordinary skill in the art where such construction IS consistens with the  specification. Multiform 

Dessicants, Inc. v. Medzam. Ltd., 133 F.3d 1473, 1. 77 (Fed. Cir 1998). A patentee, however, 

acting as "his own lexicographer," may give terns ari unusual meaning so long as the 

specification or prosecution history clearly convcys  he atypical definition. Hoechst Celanesq 

CorD. v. BP Chem. Ltd.; 78 F.3d 1575, 1578 (Fcd. Cir. 1996) 

Claim 15 of the '294 Patent (subparts lettered hdo% fcx ease of reference) teaches the 

following: 

1s. 

1 w  

A back support for use within a seatback, comprising: 

a unitary flexible support member including ti central body portion 
having a longitudinal axis and first and second longitudinal ends, 
and a plurahty of support fingers extending ourwardiy from said 
central body portion in a direction gr-nerdy perpendicular to said 
longitudinal axis of said central bod] poition; 

said support fingers each have a folded perimeter and a rounded 
end distal from said central body poi tion ant? project generaily 
forward from a plane generally defined by said central body 
portion when said support member is in a reiizxed position such 
that said rounded end on each said support f iger  is forward of said 
plane; 

said first longitudinal end having a dampin!: member adapted to be 
rotatably attached to a bar on a seatback wherein said back support 
is employed; 

said second longitudinal end having 1 hid ing  member adapted to 
slidably and pivotally couple said sei oiwl a i d  to a second portion 
of the seatback; and 

whcrein mid central body portion spid claniping member and said 
holding member are integrally formrd €iom d single piece of 
material. 
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Claim 16 of the '294 Patent (subparts lettered below for ease of reference) teaches the 

following: 

A back support for use within a seatbai:k, comprising 

a unitary flexible support member inchding a central body portion 
having a longitudinal axis and fnst and second longitudinal ends, 
and a plurality of support fingers extet diog outwardly from said 
central body portion in a direction gerlctdly perpendicular to said 
longitudinal axis of said central body pixtion; 

said first longitudinal end hawng a pa. of clamping members 
projecting away from said central bodv portion and having 
opposite clamping surfaces such that wid damping members are 
adapted to rotatably engage a bar on The seathack wherein said 
back support is employed; 

said second longitudinal end having a holding member adapted to 
slidably and pivotally couple said secr nd end to a second portion 
of the seatback; 

wherein said central body portion, saij damping member arid said 
holding member are integrally formed from a single piece of 
material. 

The two asserted claims have identical preimblas, and they share some common claim . 

language, which will be addressed together where ai propriate With respect to many of the 

claim terms, the parties offer little evidencc as to the ir meaning, in tacit acknowledgment that 

such terms should be accorded their ordinary, plain meaning to a layperson. No party disputes 

that the idcntical preambles of Claims 15 and I6  cali fin a back support that includes, at least, the 

elements set forth in their respective claim litnitaziorrs. 5 .  Cieoentech. Inc. v Chiron Corn., 112 

F.3d 495, 501 (Fed. Cir. 1997) ("Comprising is a term of :ut used in claim language which means 

that the named elements are essential, but other eleiiie~ns r n q  be added aod still form a construct 

within the scope of the claim"). 
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A. 15(a) and lG(al 

As to the identical claim limitations set forth in 15(a) and 16( a), the parties generally 

agree that the claim language is straightforward and can be accordect its plain meaning. They 

jointly clarifj, that the "uniiaty flexible support mem1)er" described therein refers not to 

construction from a single piece of material, but r-atkfer to components or otherwise separate parts 

that function together. 

B l5(b) 

Subpart 15(b) of Claim 15 dcscribcs the cha actenstxis and spatial configuration of'the 

support fingers that, according to 15(a), extend outward from the central body portion While the 

parties agree that most of the claim language requires no spccral interpretation, some contention 

surrounds the meaning and application of the "folded periinrcer" of rach of the support fingers, 

and the meaning of the statement that they "project cena:rdIv forward." Textron contends that 

' I . . .  any perimeter that is bent, angled, curved or rollcd back away from the forward projection of 

the fingers so as to avoid wear to the seat cushion" qualifies as a "folded perimeter" under 15(h). 

Complaincult's Initial Brief at 13. Textron relies for s~ipport on a dictionary definition of "fold," 

on a reference by the '294 Patent examiner to the "fclldcd perimeter" as "roIled edges," and on the 

purpose set forth in the patent specification for the "bent peripheral *dyes' - to enhance comfort 

and decrease wear on the seat cushion. See CX 1, Col. 3, lincs 15-1 9. In response to testimony 

by the Respondents' expert, Dr. Eagle, that "fold" i!. a term ofart refemng to an operation 

performed only on metal, Textron insists that tht: "folded perimeter" limitation does not limit the 

devicc described in the '294 Patent to metal material to the exclusion of plastic. Textron 

highlights the statement in the '294 Patent specification that I' ..the hack support could be made 
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of other materials, such as for example injection moldcd or thwnioformed plastic." CX 1, Col. 6, 

lines 54-57. Also, Textron asserts that the '2294 Patent is not a procms patent, such that Claim 15 

merely teaches the folded shape, not the method or mimner ofarriving at that shape. As to 

"perimeter," Textron argues that it necessarily refers 10 "more than just the 'hp' or 'end' ofthe 

finger.'' Textron InitiaI Brief at 13. Textron points tc the distkction in the specification between 

a reference to "bent ends" and the reference to the folded perimeter as  bent "peripheral edges" as 

an indication that the perimeter must include more th i n  just tht: end S& CX 1:  Col. 5 ,  lines 44- 

46; Col. 3, lines 13-15. 

The Respondents contend that "folded" mews "bent," and stress their position that the 

"perimeter" need only include some of the perimcter of each slipport finger, but not necessarily 

include all of it. Citing Figures 2 and 3 of thc '2Q4 Patent and the testimony of Textron's expert, 

Mr. Smith, the Respondents assert that the bent peripheral edging disclosed in the '294 Patent 

does not extend completely around the perimeter-, a5 inner 'heck-likt~~'' portions are not bent. As 

to Textron's reliance on the distinction between "beTit ends" and "peripheral edges," the 

Respondents note that the specification refers to "bent ends' only in connection with the non- 

preferred embodiment, while the discussion of the preferred embodiment makes no reference to 

them and does not distinguish between them and "p x-iphei-al edges.'' Similarly, in disputing 

Textron's assertion that "folded" can apply to plastib; as well as metal, the Respondents contend 

that the specification passage cited by Textron for sirpport pertans m l y  to the non-preferred 

embodiment which allegedly is "unpatentable. 'I 

The Staff takes the position that "folded per rmeter" means that "a substantial portion of 

the outside edge of two or more of the support finters are r m t  in the opposite direction of the 
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forward projection of the fingers." Staff Lnitial Brkf at 1 1- 12 Thr StaEaqrees with Textron that 

"folded" should not be construed as limited only tr the operation performed on sheet metal, in 

light of the specification teaching as to the bread& of possible conhtruction materials. 

In the context of Claim 15, "folded" s h w k  be construed as "bent" or "rolled". Textron 

cites definitions of"fo1d" in The New Sho_CKo_xS; ir-E_ngii_sa D&tiomp, vol. 1 at 991 (1993), 

that include "[dlouble or bend" and causlng to "undefgo bending or  curvature", and I note that 

these common definitions are consistent with the p i tart  examiner's paraphrase of this claim 

element as "rolled edges". 

characterization in the prosecution history, this inttbrpretatbir of "folded" is adopted. As to the 

parties' divergence regarding whether the "folded" claim lanrruaqe B eaches a limitation of 

material type to sheet metal, I must conclude that the '294 Patent conveys no such limitation. 

Nothing in the plain language of Claim 1 5 directly L ommunicates a requirement of material type. 

The expert testimony at the hearing differed regardmg how oae skilled in the art would interpret 

"folded" in this context, with the Respondents' expixt indicating its applicability exclusively to 

sheet metal, and the Complainant's expert gwiny a A:orillictinp,, broader view that in the '294 

Patent, the word connotes no parlicular type of cor_;tmctioal inaterid. Eagle, Tr. at 855,  Smith, 

Tr. at 204. Most significantly, the patent itself disp :Is an interpretation of "folded" requiring the 

support fingers to be made of sheet metal by  stating in the specification that a lumbar support 

embodying the patent could be made of "othcr matcliaf-;, suA as foi example injection molded or 

thermoformed plastic." CX 1, Col. 6, lines 55-5'7. '1 hc Respondents attempt to overcome this 

disclosure because it refers to  a non-prcfcrred embo ijiinent tbt:y claim is unpatentable, but this 

distinction fails to negate that the specification is p a t  ofthe '294 Patent and serves as one of the 

Xl 
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most important guides to construing the claim lang :age Sge Standard Oil Co v. Am. Cvanamid 

-> Co. 774 F.2d 448,452 (Fed. Cir. 1985) ("The spe:ific;ation is, thu;, the primary basis for 

construing the claims ...."). The specification thus makes dmr that "folded" must be interpreted 

in accordance with its common definition, "bent" or "rolled" as the special meaning advocated by 

the Respondents would improperly create an incons istency between Claim 15 and the patent 

specification. See CX 1, Col. 3, lines 14- 16 ("The peripheral edges 82 of support fingers 80 are 

bent back slightly relative to the forward projection of the support fingers").' 

Additionally, it is my judgment that "perimeier". in  the context of the '294 Patent, refers 

to most or all of the outer edge of the support finge! s. While no patty disputes that "perimeter" is 

defined as the outer edge, they disagree on how inzrth of the outer edge must be folded, according 

to Claim 15 .  While the Respondents argue that neither Claim 15 noc the specification requires 

that the wholc perimeter be folded, I also note that neither smrce states that only a portion or part 

of the perimeter is folded. Though the Respondcnts point out that the Complainant's expert 

conceded that one of the figures in the '294 Patent S ~ O W S  that the support fingers have relatively 

small areas of non-folded perimeter, where the fingers counect to the central body portion, 

Smith, Tr. at 1006-1007, I conclude that this minimd portion of non-folded perimeter exists 

only for the hnctionality of merging the support fingers into the ceniral body portion, whose 

edges are not bent. 

Acccptance of the meaning advanced by Rqmidents  in their Initial Brief would also 
be inconsistent with their equating of "round edges" with "folded pet imeter" regarding an 
asserted derivation defense in their Pre-Hearing Brief. & Respondcnts' Prehearing-Brief at 79, 
('I .... 'teaching of rounding edges' communicated in the Miner letter teaches the folded or bent 
perimeter embodied by Claim 15 of the '294 Patent" I. 
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Turning to the "project generally forward" language, Textron emphasizes that the '294 

Patent is silent as to the degree to which the fingel s must angle forward, such that any angling 

forward "however slight" should satisfy this claim clement The Staff similarly contends that 

"project generally forward" "merely requires that the rounded distal end of two or more support 

fingers be forward of the plane generally defined 6 the central body portion in its relaxed 

position." Staff Initial Brief at 13,28. The Staff r,:lie& on the plain language of the claim, and 

also points out that one of the inventors, Stephen Porter, testified that no particular angle was 

intcndcd. 

enough to bring about the desired result expressed in the specificatron description of the 

preferred embodiment, to "yield greater lateral supxiort for a user and to enhance the comfort 

provided by the inventive back support." & CX 1 Cul. 3, lines 1 1-14. They insist that minimal 

forward angling that provides no hnctional benefit fall.; outside the scope of this claim language. 

Citing Electro Medical Systems. S.A. v Coomgr Lite~c&r~c~s,I-~. 34 F.3d 1048, 1054 (Fed. 

Cir. 1994) ("[p]articular embodiments appearing in a specification will not be read into the 

claims when the claim language is broader than such embodirnents"'r, Textron counters that the 

Respondents improperly seek to have limitations fr\ I r n  the smcificaiion read into the more 

expansive claim. 

Porter, Tr. at 146. The Respondent i a r p e  that the fingers must project forward 

I agree with Textron's and the Staffs asses~mcnts that the ''project generally forward" 

element of Claim 15 refers to any angling forward of the su~por t  fingers Where the claim itself 

teaches in plain language merely indicating a fonvar d projection without any requirement as to 

the degree thereof, it would not be appropriate to a Ed m y  other limitation, or to import any 

limitation from the specification. See Electr_o-Me&cd, 34 F 3d at 1054. Furthermore, even the 
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limitation the Respondents seek to have read into the ciairn &om thc specification does not 

necessarily negate minimal angling, as the specificalloil leaves the pi ecise degree of angling 

necessary for thc stated purpose ambiguous and o p x  to question. in this regard. I note that the 

Respondents failed to cite to any expert testimony that minimal angling would not achieve the 

fiinctional benefits of greater lateral support and enhariced comfort ;et forth in the specification. 

C. 15Cc) and 16(b) 

Subpnrts 1 S(c) and 16(b) refer to a "clampii g meniber" and "a pair of clamping 

members", respectively, that are adapted to rotatably attach to or rotatably engage a bar on the 

seatback. Textron asserts that the "clamping memt :r" must merely attach the back support to the 

bar while allowing rotation at the first longitudinal end. "Thus, the 'clamping member' must join 

or connect the first longitudinal end to a bar on the jeittback in a way that results in turning about 

<an axis when the back support is engaged." Textror Initial Brief at E 7. Textron notes that 

nothing in the patent precludes othcr types of move:nmt in addition to rotation, such as sliding, 

at the first longitudinal end. According to Textron, the "clamping niembes" allows for a snap-on 

or snap fit to the bar on the seatback. Textron furtlier argues that the prosecution history2 

2The patent examiner rejected clainis using the "clamping mt:mber" language other than 
those claims that ultimately issued as Claims 15 anc 16 bascd on obviousness in light of two 
other patents. The patent examiner noted that a hinge disclased in one of these other patents, 
U.S. Patent No. 3,762,769 ("Poschl '769 Patent") codd qua%@ as a "clamping member'' "absent 
any fbrther structural description" of the "clamping momber" in the claims. What became Claim 
16 of the '294 Patent, which sets forth "clamping menibers", but also refers to "projecting away 
from said central body portion" and "opposing clamping surfaces", and Claim 15 of the '291 
Patent, which sets forth a "clamping member" withc ut referring to additional structural 
definition, were not rejected by the patent examiner While Textron relies on Claim 16's "firther 
structural definition" to argue that the hinge of the Pos&l '709 Patent cannot qualifl as the 
clamping member(s) taught by Claim 16 mu' Claim 15, Claim 15's I x k  of fhrther structural 

(continued. ..) 
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supports its construction of "clamping member I' Textron st *esses that "clamping member" does 

not suggest or require compressive force. arguing :hat the term "compressive force I' is extrinsic 

to the claim, the specification and the prosecution jlistory and noting as support the Respondents' 

position that the hinge on their "Model Q" device [ RPX 3 1 cmstitutes a clamping member. 

According to Textron, which points to no supporting expcrt testimony, the hinge lacks the 

exertion of compressive force on the hinge pin 

The Respondents maintain that "[tlhe ordinary meaning to one skilled in the mechanical 

arts of a 'clamping member' is a device which firmiv grips 01 clasp another object by exertion 

of forces mutually upon opposite sides of an oblecr 'I Respondents Imtial Brief at 12. They 

insist that compressive force is an element of clamkmg, but point out that in the context of the 

'294 Patent, the compression must still allow for the damping member's rotation around the 

clamped object. The Respondents argue that a "ro*atably attached' "clamping member" cannot 

just loosely confine the movement of the clamped object "without exerting firm gripping action 

on the object." Respondents' Initial Brief at 13-14 In addition, the Respondents point out that 

the "clamping member" cannot be identical to the "hotdins member'' at the opposite end, since 

the claims at issue employ these different terms for their respective connections, and therefore 

the terms connote different types of connections. "ns to the "rotatalilv attached" limitation of the 

claims, the Respondents contend that it requires tht rotation of the clamping member around the 

bar, as the fixed, non-moving axis of rotation. Texwon disagrees that the bar must be the axis of 

'(. . . continued) 
definition belies Textron's argument. The Respondents and the Staff argue in response that for 
purposes of Claim 15, a hinge can be a "clamping Tiember" 
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rotation, arguing that imposing such a requirement imlxq)erly wads a limitation into the claims. 

Again, the Respondents also make the argument that the use of 'rotatably" as to the attachment at 

one end, as opposed to the use of "slidably and pivota,ly'' as tu the cotipling at the other end, 

indicates a distinction between the nature of the attachmerits at Each end. 

According to the Staff, a "clamping member'' sefers to . a member that is constructed in 

such a way that it can exert compressive force upon an oDject", but that the compressive force 

still allows for the rotation movement of the "clamping member". StaELnitial Brief at 14. 

The Staff asserts that its position is consistent with the piuseation history indicating the 

examiner's view that the "clamping member" set fort;l in Clam 15 could be satisfied by the 

hinge in the Poschl'769 Patent. However, as distinpisfied fiom the Respondents' view, the 

Staff indicates that the bar to which the "clamping menitier" 1s attached need not serve as the axis 

of rotation for the "clamping member". Furthermon , the St& argurs for a construction that does 

not require that the "clainping member" be "rotatablv attacRc:d" at at) times. 

As to the "clamping members" of Claim 16, which o&rs additional description over that 

given in Claim 15, Textron notes that their "projcctirig away" means only that they ''stand out'' or 

"protrude" from the central body portion in any direction The Staff seems to concur, 

maintaining that they must be "directed away from I he central body portion at an unspecified 

angle". Staff Initial Brief at 21. The Respondents I ontend that this limitation implicitly requires 

that the central body portion be "physically spaced m d  septwited from the pivot bar where the 

clamping members make rotatable attachment", smh that the "clamping members jut out and 

extend in a longitudinal direction away from thc celitral boriy to a displaced location where the 

clamped connection is made onto a bar." Respnndrnts' l t ~ t i ~ l  Brief at 25, The ''opposite 
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clamping surfaces" set forth in Claim 16 do not, according tc Textron, need to engage the bar at 

the same time. The Respondents, on the other hand. insist that the "opposite clamping surfaces" 

are implicit to any clamping member, and simultmecdy grip a common bar from opposing 

sides. The Staff merely maintains that the opposite su&ces each hmre the capacity to exert 

compressive force on the bar, and notes that a snap-on rtttachment could fall within its 

construction. 

The parties hrther disagree, with respect to :he references to ''a bar" in Claims 15 and 16, 

as to whether, as the Respondents contend, this nec :ssady means only one bar, or whether, as 

Textron and the Staff contend, this means one or r n t m  3ars l'he Rcspondents rely on the 

interplay between "rotatably attached" and "a bar" to argue that this refers to the use of ''a singic, 

fixed bar ... as the pivot for the clamping riiember 'I Respondents' Initial Brief at 15. Also, 

Textron, citing the statement in the specification thi:t the bars in the preferred embodiment are 

'>referably horizontally disposed", maintains that t'iesr clams set fbrth no restriction on the 

configuration of the bar, such as whether it lies horizontally or vertically As further support for 

this position, Textron notes that Claim 1 of the '294 Patent specifically teaches "horizontally 

disposed bars", such that this restriction should not be read into another claim that does not 

expressly include it. 

As to the "clamping member" taught by Claim 15, 1 conclude that it refers to one or more 

devices exerting a pressure grip or compressive force its its or their means of attaching to the bar, 

in accordance with the plain meaning of "clamping". 

Dictionarv, lou' ed. at 210 ("clamp [verb]: 'To fastc'n with or  as with a clamp ...'I; "clamp [noun]: 

1 : a device designed to bind or constrict or to prew two or more parts together so as to hold them 

1; 

_Merriam Webster's Collerriate 



firmly; 2: any of various instruments or appliances hac ing parts nrought together for holding or 

compressing something"); Oxford English Dict&xa Shorter \'emor! ("clamp [verb] : To make 

fast with a clamp or clamps"; "clamp [noun]- 1. a brac 2. clasp. c'r ban& usually of rigid material, 

used for strengthening or fastening things together . . . ! 8 name of appliances with opposite parts 

which may be brought together, so as to seize, hold, compress or pinch anythrng ...'I), Eagle Tr 

at 865. Textron's argument against construing "clamping" to involve compressive force runs 

contrary to the plain meaning ofthe claim Langmge. Y a k  Prods., hi;. v Central Tractor Farm & 

Fanlilv Ctr., 99 F.3d 1568, 1572 (Fed. Cir. 1996) ('Without an express intent to impart a novel 

meaning to claim terms, an inventor's claim terms take on their o r d i n q  nieaning"). As to 

Textron's reference to the Respondents' allegedly inc omistent positions on a l h g e  as a 

"clamping member" and whether compressive force is exerted, I find no inconsistency between 

the Respondents' positions. While the patent examir er':; statement that the "hinge" on the 

Poschl '769 Patent could qual@ as a "clamping men iber" absent further sttuctural description of 

that term indicates that that hinge exerts the requisite cornpresswe fbrce as the means of 

attachment to the bar, the "hinge" described and picrured in the Poschl'769 Patent may differ in 

its structure and installation from other hinges. 

The "clamping member'' of Claim 15 must b-: "adapted to be'' "rotatably attached" to a 

bar on the seatback. The "adapted to be" language jf the c h m  merely indicates that the claim is 

not liinited to a particular structure, but rather to army structure appropriate for the specified use. 

- See Rohm & Haas Co v. Crystal Chem cc, 722 E. 2d 1556 (Fed. Cir. 1983), cert. denied, 469 

U.S. 851 (1984) ("The use of functional language o claim an invention is  specifically approved 

by statute, the patent office and the courts, particuiarIy where, as here, it is obviously 
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impossible to enumerate all possible combinations of weeds, GJOPS and application rates of 

propanii whch will produce the recited usefbl selectJ ve post-emergence activity"). The 

Respoiidents argue that "adapted to bel' teaches the possible rdditiop of an adapter device to 

attach the "clamping member". This argument musi be rejeded as otherwise inconsistent with 

the plain language of the patent claim, as inconsistent wth the conventional use of such 

"adapted" language, and as noted by the SLafF: as inr*onsisteiit with the patentees' representations 

in the prosecution history that ''[t)he clamping member IS for rotatably attaching one end of the 

back support to a seatback." CX 2 at 90. 

Both the Respondents' and Textron's expep s testificd that tu) one skilled in the art of 

Eagle, Tr at 868; mechanical engineering, "rotation" signifies turning ?bout a fixed m:s. 

Smith, Tr. at 347-48. Accordingly, if the "clamping memlier" IS "rotatably attached" to "a bar", 

the ordinary meaning of this description indicates that the member must be joined or connected 

to thc bar in such a way that facilitates rotational F iveincnt around the bw, while at the same 

time maintaining the compressive force inherent to the "clampmg member". Ln this regard, I do 

not find persuasive the Staffs and Textron's argument that the rotation need not be around the 

bar, as the claim terms should not be read in isolation from one another. A plain reading of the 

entire phrase "rotatably attached to a bar" indicate that the for the rotatable attachment is 

the bar. In reaching this deternlination, 1 note the :itatfar:;ues that Claim 1, which teaches "a 

holding member pivotally and slidably attaching sasd secolid end to said second horizontally 

disposed bar such that said holding member pivotfa about md relatave to said longitudinal axis of 

said second horizontally disposed bar", suggests I' . that  the invensors knew how to express the 

requirement that the axis of rotation be parallel to the bar tr which the member is attached when 
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such a limitation was intended." Staf€Initial Brief at It;. flowever, even the Staff acknowledges 

some difference between "pivotally" and "rotatably", and 1 note that the limitation cited by the 

Staff in Claim 1 is used in connection with a holding member that "pix-ots", and is not used in 

connection with "rotates" or "rotatably". Contrary to the S t a r s  argument that the omission in 

Claim 15 of the express identification of the bar as tfi; axls oi r Jtation precludes such a 

requirement, I conclude that the inclusion of such an aduutific ation would be superfluous and 

redundant, given the use of the language "rotatably attached to a bar'' & Merriam Webster's 

Collesiate Dictionarv 1018 (loh ed. 1997) ("rotate: :o turn about an axis or a center: revolve . . . ' I ) .  

With respect to the term "a bar" found in Claims 15 imd 16, as set forth above in 

connection with "a clamping member'', according to the conventions of patent drafting, the use of 

the article 'la" connotes one or more bars where, as "\ere, nothmng else in the claims indicates that 

the term should be strictly limited to the singular 3 s  Robert C. Faher, Landis on Mechanics of 

Patent Claim Drafting, 4* ed. (1998), 4 20 at 111-18. Abtox. Inc. v. Exitrop C-orp., 122 F.3d 1019, 

1023 (Fed. Cir. 1997), modified on other gromis, I3 1 F.3cl 1009 (Fed. Cir. 1997). While the 

Respondents argue that in the context of these claim of the 294 Patent, "a bar" should be 

construed in the singular, their contention is unpersuanve, particularly in light of their failure to 

address or refute the generally accepted drafting convention or the arguments to that effect by the 

other parties. -4s to the configuration of the bar(s) tau3ht by Claims 15 and 16, the claims fail to 

set forth any specifics in this regard, such that. as 1 exiron contends and no other parties dispute, 

reading into the claims a limitation as to the horizo :itd placxrnent of the bar(s) would not be 

proper. 

Claim 16 distinguishes itself from Claim 1 5 by teadung spar of "clamping members", 
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and the term "clamping members", standing alone, ;htruld be construed consistently with the use 

of the term in Claim 15. Claim 16 also sets forth th,it the "clamping members" must have 

"opposite clamping surfaces", which, according to their p lan  meaniiig are used to exert the 

requisite compressive force on the bar froin opposiig sides ]:or that reason. Textron's 

contention that the "opposite clamping surfaces" n c  2d not enrsage the bar simultaneously must be 

rejected for its failure to comport with the patently obvious fimctiou of the "clamping surfaces". 

Finally, Claim 16's additional description of the clamping members i1S "projecting away from 

said central body portion" refers to their jutting out from the centrai body portion. The 

Respondents' proposed construction must be rejected. as 11 involves limitations not found in the 

plain language of the claim, and the Respondents cste only the conclusory testimony of their 

expert Dr. Eagle that "projecting away" means pttrng out in a longrtudinal direction from the 

central body, Eagle, Tr. at 872, while failing to offcr any compelling suppon in the form of 

expert testimony as to a special meaning in the art for the tams or of citations from the 

specification to support their proposed interpretation of "pnjectuig away". 

D. 15(d) and 16(c) 

Thcsc idcntical subparts teach "a holding riiernber adapted 1.0 slidably and pivotally 

couple" the second longitudinal end of the suppon member to a second portion of the seatback. 

Textron asserts that the "holding member" is "an attwhmt-nr which maintains in the grasp 'a 

second portion of the seatback'", and argies that IO distinc:ion sliould be made between the 

terms "attached" and "couple[d]" as used in Clainis 1 5  ant1 16, both requiring a physical 

connection. Textron Initial Brief at 22. The Staff concurs with this position, alleging support 

from the prosecution history and from Textron's expert Both Textron and the Staff point out 
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that during the patent prosecution, the applicants, in submissions to the PTO, referred to both 

ends of the support, even the 'lcouple[d]" end. as "act ched" 10 the seatback. See CX 2 at 90. 

Textron suggests that "slidably" refers to allowing sn o d h  moFemenr along a surface, while 

"pivotally" has  a meaning "similar" to "rotatably" However, Textron notes that the difference 

between the type of movement at the opposite longit idinal e x  s is: 

. . , at some point the first Iongitudim~ end must rotate about some 
(tangible or intangible) fixed axis. Although the claim does riot 
require sliding or translating of the fit st longitudinal end, neither 
does it preclude some translation at this end, provided that, at some 
&, it stops and rotates. The seco~d ltJngitudinaI end, on the 
other hand, u t  slide (or translate) jii pivot (or rotate). This end, 
however, need not stop traoslating a:$ it pivots or rotates. 

Textron Initial Brief at 24-25. Textron hrther contmds that the reference to the "second portion 

of the seatback'' necessarily means only that the firs- and second ends not be attached to the same 

place on the seatback, but does not preclude the "clanping member" and "holding member" from 

attaching to the same bar, so long as they attach at difkrent rlaces on the bar. 

The Respondents define the "holding meinbcr" as ;I "restraining means", and suggest a 

broader interpretation of it than of "clamping memt leri' The'i argut: that the use of "adapted" in 

these c.1airn.s allows for the 'I. . . possibility of using accessones to suit the feature being 'adapted' 

to a particular purpose." Respondents' Initial Brief at 16. -4s to the meaning of "slidably", the 

Respondents seem to concur with Textron's definir loa, and as to "pivotally", they argue it means 

"turning on or as if on a pivot". While the Respon jenrs note that ' couple" means "to join 

together", they assert that it does not necessarily involve outright physical interconnection. As 

support, the Respondents cite their expert's testimony that one skilled in the art of mechanical 

engineering understands that parts can be "coupled" by mttgnetic, electrostatic or gravitational 
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meaqs" without any physical interlock. Contrary tc Tcxtron s posijion, the Respondents claim 

that the "second portion of the seatback" must be cmstruets to refer to a different component than 

the ''bar'' set forth in the claims. They argue that if rhe patentees intended to equate the "second 

portion" with the "bar", the patentees would have explicitly referenced it, tn light of the 

identifiable antecedent already in each claim Thekespondants alsci point out that the 

specification does not indicate that the "second por rion" could involve the "bar". 

I conclude that the "holdmg member" at thc sa:ond longitudinal end refers to a device 

that supports and restrains the second longitudinal end in it position on the seatback. The 

ordinary meaning of the adjective "holding" is broder thari that of the adjective "clamping", and 

therefore the two distinct terms cannot be interpreted synonymousry in the context of these 

claims. "Slidably and pivotally couple" indicates that the holding member must join or attach the 

second longitudinal end to the second portjon of t-le szatbxk in a way that facilitates the second 

end's both moving smoothly along the surface and turning on or as if on a pivot ("pivot: a shaft 

or pin on which something turns" Merriam Websti*r'S CoUeKiate Qictionarv 887 (10''ed. 1997)). 

No expert testified that these terms hold special tr eaning in the art, and they are therefore 

accorded their plain meaning. I note that "couple", wnsistent wltti its ordinary definition, should 

be construed synonymously with "attach" in the cmtcxt of these claims. The Respondents' 

argument to the contrary is belied by the, prosecution history's statements by the applicants, 

where the terms are used interchangeably. CX-2 at 90. The "second portion of the seatback" 

refers to a part of the seatback other thm the bar& s) refermced in 15(c) and 16(b). The reference 

to a "secondportion'' indicates an antecedent refi.rence to a first portion of the seatback, and 

clearly "a bar on a seatback'' serves as that antecfdent rethrence The use of "second" suggests a 
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different portion than the first, negating the argumen ttnit the "second poition" of the seatback 

could be another location on the first portion, the bai 7 herefclre, thr "holding member'' should 

bc adaptcd to attach the ''second longitudinal end" tc a pait of the seatback other than the "bar" to 

which the "clamping member[s]" are adapted to atta :h. 

E, 15(e) and 16(dl 

These identical subparts of Claim I5 and Claim 1 6 teach tllat the central body portion, 

clamping member and holding member "are integral y krmed fiom a single piece of material". 

While both Textron and the Respondents assert thal this "straightforward" claim language should 

be accorded its "ordinary and literal meaning", they disagree as to what that meaning is. Textron 

insists that the claim language does not preclude tht at.tachment or affixation of additional 

material to the integral formation of the central bod q portion. clamping member and holding 

member. The Respondents argue that if any one of the centml body portion, clamping member 

or holding member is a composite construction, tht n I' . . that occurrence effectively renders the 

overall construction a composite." Respondentc' It itial Brie$ at 19. While the Respondents rely 

on their expert's testimony and on the patent s p e c n i c a ~ o n ~ ' ~  emphasis on the advantage of a 

single-piece support over multi-piece supports, l'e1;trtm relies on 11s expert's testimony and on 

the examiner's reference in the prosecution bistoq to the single-piece construction as an 

unpatentable distinction and "a matter of design clioi&e". 'me Staff takes the position that these 

daim limitations should not preclude the attachmc :It of other features to the support member 

".  . . as this would contradict the proper meaning ,f the wat d 'comprising' in the preamble to the 

claim[s]." Staff Initial Brief at 20. 

I conclude that the limitation that the cent-al body portion clamping member and holding 

member be "integrally formed from a single piece of mateiial" should be construed according to 
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its plain meaning, that the components specified mLNst be fasbroned tiom one piece of material, as 

opposed to being constructed of multiple parts or from multiple maeerials. In essence, all the 

parties agree on this as the correct construction. as thw all aclinowiedge that the central body 

portion, clamping member or holding member canr 3t consist of mare than one piece or be 

formed from more than one piece of material. However, their rathyr fact-specific, infringement- 

driven disagreement stems from whether an additional cornponent, formed fiom a separate piece 

of material, added onto the central body portion, clamping member or holding member would be 

deemed part qf the central body portion, clamping member ur holding member to which it was 

added, or whether the additional component woulti, ivstead, be deemed separate therefrom. If it 

were an integral part of either the central hody portion, clamping member or holding member, 

the Respondents insist that such an arrangement fi!lIs wtsrde the scope of Claims 15 and 16. The 

other parties focus on the claim preambles' USC of "comprising" as an indication that addiitionul 

features which are not inconsistent with the claim "imitations may be added while still remaining 

within the scope of the claim. I agree with the co3iteration.s of the parties, and note that their 

positions do not conflict. Rather, the real Gontlict arises 001 of a factual disagreement over 

whether a particular feature on the Respondents' acwsed products should be considered a 

separate, independent feature from the centra! bot 1y portions, or whether it should be considered 

a constituent of the central body portion. Such a faatual disagreement is properly resolved in the 

infringement section, infra, with consideration of the: particular component involved. 

111. Infringement 

The asserted claims, as properly construed, must be compared to the accused products to 

determine whether the patent claims are infringe( . Tanabg. 109 F 3d at 732; Markman, 52 F.3d at 



979. The burden rests on the patent owner to establish infringement by a preponderance of the 

evidence. SmithKline Diapnostics Inc v Helena Lab. Cam., X S  J F.2d 878, 889 (Fed. Cir. 1988). 

The patent owner must show that for each claim asserted, the accuscd products satisfy every 

claim limitation, either literally or under the doctrine (*if ecluivalents uA For the reasons that 

follow, 1 conclude that the accused devices do not inhinge Clam 15 or Claim 16 of the ‘294 

Patent. The Respondents’ accused products in this icvestiga+im include both plastic basket 

lumbar support products (“Accused Plastic Products ), and metal basket lumbar support products 

(“Accused Metal Products”). Whde the parties agec that thcsc products are similar, some 

differences do exist, such that the Accused Plastic PI Dducts and the Accused Metal Products are 

separately addressed below. 

A. Accused Plastic Baskets 

The Accused Plastic Products are exemplifell by CPX 5 ,  CPX 6, CPX 7, CPX 8, CPX 9, 

CPX 10, CPX 1 1, CPX 12, CPX 17, CPX 1 IS, arid ( :PX 19, which include both complete and 

incomplete assemblies. 

1 .  15Cd and 161a) 

Textron and the StafF allege that the ,4ccused Plastic I’rodurts meet all elements of the 

claim limitations set forth in IS(a) and 16(a), and the Respondents also concede this point. I 

agree that the Accused Plastic Products have a unitary flexible support member including a 

central body portion that has a first longitudinal entt and a wcond longitudinal end. The central 

body portion has nuinerous support fingers extend1 ng outwardly therefiorn in perpendicular 

direction to the longitudinal axis of the central body pr)rtion 

2. 15b) 

Textron and the Staff take the position that t h t -  limitation of 15(b) reads on the Accused 
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Plaqtic Products. The Respondents disagrce, argumg that the fingws on the Accused Plastic 

Products lack the "folded perimeter" and do not "project generally forward", as set forth in 15(b). 

As to the "folded perimeter", the Respondents convend that the injection-molded plastic fingers 

have a rounded, but not "folded" edge. The Respc ndents further maintain that the rigid plastic 

used to make its Accused Plastic Products cannot 19e "foldcd" or bent in the manner contemplated 

by the '294 Patent. Textron's expert, however, twificd that the Accused Plastic Products' 

fingers are I'radiusedll, and I' ... that's certainly how you would do tliis folded edge, if you were 

going to manufacture it out of injection molded pkstic ' Srurth, Tr. at 222. Alternatively, 

Texuon argues that even if the Accused Plastic De rims are deernet1 not to have fingers with a 

"folded perimeter", their "radjused" fingers constit1;te equivdents tlint petform the same function 

in substantially the same way to achieve substantially the same result. The Staff agrees with 

Textron's position, The Respondents deny that Te ttrtm showed any evidence of equivalency. 

As to ''project generally forward", the Respfmdents insist thnt because their expert 

testified that their products are designed and intend 3d for manufacture with flat fingers, co-planar 

to the central body portion, this claim element shou:d riot be deemed met by the Accused Plastic 

Products, as the projection measured on its devices i s  "inadvertent and non-designed',!. The 

Respondents point to design drawings and their exlert's testimony En support of this position. 

- See Zui I27C; Eagle, Tr. at 880-8 1. In addition, the Respcndents urge an interpretation and 

application of this claim term requiring "angling of The fingers that i.; conspicuous to the casual 

observer of the device", and they maintain that the anding measured on their device would not 

meet this standard. Respondents' Initial Brief at 32 Textron and the Staff criticize the 

Respondents' reliance on designs and drawings, rat, ier than on the accused devices themselves, 

which the Respondents' expert even admitted did ni it have rlat fingers, co-planar with tbe central 
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body portion. See Eagle Tr. at 934-35. Textron cites Hilton Davis, (52 F.3d at 1523, for the 

proposition that infringement is not negated by 11s ac cidentai or wnrended nature. The Staff 

concurs that the Accused Plastic Products. with the exception of those represented by CPX 19, 

satisfy this claim limitation. 

I conclude that each of the fingers of the AC :usc:d P astic Products displays a "folded 

perimeter" within the meaning of Claim 1 5 .  %le the perimeters ot tbe fingers do not show a 

sharp crease, the support fingers, in addition to  hav ng rounded end$;, are Iongitudinally rounded 

or curved in such a way that the outer edges are prt +paly characterized as rolled or "folded". 

Accordingly, the Accused Plastic Devices satis@ th  s daioi d- .-merit 

I also find that, apart from those products rrpresentar; by CPX 19, the support fingers of 

the Accused Plastic Products I' ... project generally rurward frxn a rlane generally defined by said 

central body portion . . . ' I  as taught by Claim 15.  In *his regard, I note that designs and drawings 

of the accuscd products are not the appropriate points of comparison, and, furthermore, the 

exhibit cited by the Respondents, RX 127C, was okfered and admitted for the limited purpose of 

showing what Dr. Eagle relied on in forming his opnions s~ Tr. at 863. Additionally, the 

Respondents do not really dispute that the products' fingeIs projec: forward to some degree, and 

because I found in the claim construction section, .qm, thar any torward projection falls within 

the scope of the claim, the Accused Plastic Products other than CPX 19 satisfy this claim 

element 

3. 1S(c) and 16(b] 

Both the Staff and Textron contend that thc Accused Plastic Products include the 

limitations of 15(c) and 16(b), but the Respondent 5 rnaintinir that tney fail to satisfy several of the 

limitations found in these claim subparts As to 1 *(c), the Respondents argue that the Accused 

24 



Plastic Products lack the "clamping member", fail tc  satisfy the "rotatably attached" element, and 

lack "a bar'' as required by the claim. As to 16($), they asscrt that the Accused Plastic Products 

lack the "pair of clamping members", fail to satisfy rhe "rotatably attached*' element, and lack "a 

bar'' as required by the claim. 

The Respondents note that the Accused PI; stjc Products mike identical connections at 

both longitudinal ends by inserting two vertical Rube *ires into "cIiDs" or Itcollars'l that are " ... 

integrally molded into the plastic on the backside of the central bod\"." Respondents' Initial Brief 

at 32; see also Eagle, Tr. at 885; Daniels, Tr at 125 They assert that thcse cannot constitutc 

"clamping members" because no clamping is made c?n the guide wires, as the clips or collars do 

not squeeze or exert compressive force thereon In fact, the Respondents argue that the wire 

retentions created by the clips or collars often tend 70 be Loose. They note that Textron's internal 

analysis of the Respondents' devices referred to therr "clip OR ' structure, different from the "snap 

on" terminology Textron used for its own devices. 

Respondents' Engineering Manager, Mr. Dosen's sf atment that their Accused Plastic Products 

can be installed by IIsnap[ping]" it in the frame as cclnsistent with tht characterization in the 

patent specification of the preferred enibotfinient's clainpiiip member "snap[ping] on" the bar. 

Textron also points to testimony by its expert that the Accused Plastic Products use two 

"clamping members". The Respondents sharply crit cizc Textron' s excerpt and characteriiation 

of Mr. Dosen's testimony about "snapping", noting :hat hc was testifjhg about "snapping" the 

guide wires into a seat frame, rather than about "snhpping" the baskct onto the guide wires. The 

Staff relies on Textron's expert's testimony regardir ig the existence of "clamping members" on 

the Accused Plastic Products for its position than thls claim element IS satisfied See Smith, Tr. at 

RX 1 I OC. Textron highlights the 

226-27, 374. 
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As to "rotatably attached", the Respondents explain that in order for the Accused Plastic 

Products to properly function, both ends must slidal sly move toward each other, precluding 

finding "rotatabl[e] aUach[ment]" at either end. 

has a fixed and tangible axis of rotation, such that the Accused Plastic Products do not have an 

end which is "rotatably attached" to a bar. AccordiJg to the Respondents, Textron offers 

confused and conflicting theories as to the "rotatablbe] ;ittrich[ment]" on the Accused Plastic 

Products, wavering between asserting that one end s 'Yimdy damped" to the bar, and asserting 

that the cIamped end can slide until it hits the kinks in the guide wires. at which time it begins to 

rotate about a fixed axis. See Smith, Tr. at 224; CfKalirl, Tr. at 68 The Respondents maintain 

that the evidence at the hearing failed to support either thenq, but instead showed that both cnds 

of the Accused Plastic Products are attached sli~Iab~y and pivotally Dr. Eagle testified that 

neither end of the Accused Plastic Products is "rotacahly attached". Eagle, Tr. at 887-89. Textron 

Dosen, Tr at 5SO.  They note that neither end 

claims that its expert measured and testified to angi :lar rotation in the Accused Plastic Products, 

and insists that the movement at this end of the $e\ $CIS diti's from that at the opposite end 

because of the kinks or "retention bends" in the guide wires at this cnd. In support, Textron cites 

testimony from Barry Jones, Dragan Dosen, and frr Jrn Alan Prettyman that once reached during 

actuation of the device, the retention bends serve tt I restrict the movement at that end of the 

lumbar support. See Jones, Tr. 551; Dosen, Tr at t 1 I ,  Prettyman, Tr. at 241, 256-57. Textron 

denies having advanced conflicting theories, noting that both Mr. Smith and Mr. Kahrl 

maintained that the rotation in the actuating Accuscd Plastic Devices begm only upon hitting the 

retention bend in the guide wires. The Staff suppcrts Textrrsn's position, noting that it did not 

find Dr. Eagle's testimony on this issue convincing. as the Staff bciieves he failed to fully 

address or consider certain aspects of the issue, am.l 'I. . never stated that the clamping member 



cannot be rotatably connected to the bar on a seatback when the clamping member i s  prevented 

from translating and held fixed against the retentioli 1 bend." Staff Initial Brief at 3 1. 

As to "a bar", Textron asserts that the guide wres on the Accused Plastic Products 

constitute "a bar". The Respondents disagree, not ng the mounting at the top and the bottom on 

IWO vertical guide wires, and pointing out that if Oidy one side of an Accused Plastic Product 

were mounted on a single vertical guide wire, the product could not function The Respondents 

also emphasize the inconsistency of Textron's argiirnent ahout the *dertical guide wires with the 

patent teaching of "a bar" as a rotational axis in th  Y context Texti on replies that the Accused 

Plastic Products have only a single guide wire. forbnerl in ;I if-shape, rather than two separate 

guide wires, as alleged by the Respondents. The Staff offus no specific arguments addressing 

this issue. 

Applying the proper construction of these 1;lairn subparts as set forth, supru, in the claim 

construction section. the Accused Plastic Product... do not meet all the limitations set forth in 

15(c) and 160). Although the Accused Plastic PI oducts have a first longitudinal end that 

attaches to two guide wire bars, one on each side the Accused Plastic Products do not meet the 

"cl8mping member[ s]" or "rotatably attached"/"ra ,atably engaged" limitations of Claims 15 and 

16. The means of attachment at each end of the klcaised Plastic Products consists of two L- 

shaped, notched openings in the plastic, one on eiich side of each iongitudinal end, into which 

two guide wires that eventually join at the bottorrl, m e  wre m n m g  along each side, fit. The 

openings are notched in such a way that the guidc wires "pop" or "snap" from a larger part of thc 

opening at the open end of the L-shape, through I smaller part of the opening at the corner of the 

L-shape, into a round, larger part at the closed etrd of the L -shapt . Where the guide wire rests, in 

the round part of the opening at the closed end of tb: L-shape. it does not fit snugly, and allows 

~l 



for sode movement within the openuig as well as for ,liding up and down the guide wire. The 

smaller part of the opening at the comer of the L-shale is small  enough to prevent the guide wire 

from re-entering that part of the opening without som : outside: force being used to "pop" or 

''snap'' it back out, and so prevents the guide wire fronn slipping out ofthe opening. Accordingly, 

as is apparent from visual inspection of thc devices, owe the guide wire is in place in the round, 

larger part of the opening at the closed end of the L-shape, no comprcssive force is being exerted 

on it to hold it in place. This lack of compressive force Eompds the conclusion that the notched 

openings do not qualifjr as "clamping members" %ithi.i the meaning ofClaims 15 and 16. 

Certainly, these structures do not have the "opposite :lamping surfaces" taught by Claim 16. To 

find that a structure such as these meets the "clamping membr:r" claim! elements would run 

counter to its plain meaning, and therefore would vios'ite the rnportant principle that claims must 

give fair public notice. See Tn re Morris, I27 F 3d 1C 48, 1051 F e d  Cir 1977) (citing Warren- 

Jenkinson, 117 S.Ct. at 1051). 

As to rotatable attachment to or engagement jf the bar, while 3 find that the guide wires 

qualify as "bars" based on the proper claim constructi In set forth, 574pra, 1 conclude that the 

notched openings on the Accused Plastic Products fail to crentc a rotatable engagement of or 

attachment of the central body portion to the guide v i r s ,  as rrquired by the claims I noted in 

the claim construction section, supra, that the "clamy ing menber" must be joined or connected 

to the b x  in such a way that facilitates rotationaJ mownent around the bar, while at the same 

time maintaining the compressive force inherent to tl- e "clamDing member". When activated, the 

Accuscd Plastic Baskets' central body portion is bov ed, and cuwes at each longitudinal end, and 

Textron and the Staff contend that this curving moticbn at the first longitudinal end shows that the 

end is "rotatably attached" to the "bar" However, tire Accuired Plastic Baskets attach to two 
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vertical guide wires that eventually join at the bottorr, with the left slde of both the first and 

second longitudinal ends attaching, at two separate places. to one vertical guide wire, and the 

right side of both the first and second longitudinal erids attaching. at two separate places, to the 

second vertical guide wire. Thus, even if the curving of eactilongitwdinal end could properly be 

characterized as rotational, certainly no rotation cbutd be deemed to occur around either one of 

the vertical guide wire "bars" that run perpendiatlar to the direction of the alleged rotational 

movement. While Textron and the Staff frame their argmeIlbs on these claim elements more 

convincingly by discussing each claim element separ itely anti distinctly, proper consideration of 

the entire phrases "clamping member adapted to be I otatably attached to a bar" and "said 

clamping members are adapted to rotatably engage a bar" indicates that the attachment to the bar 

or bars must facilitate rotational movement arourid the same. Because a visual inspection of the 

Accused Plastic Products clearly demonstrates that FhiS does not occur, the Accused Plastic 

Products do not satisfy these claim elements. 

4. 15(d) and 16(cl 

Textron relies on its expert's and the Respondents' expert's testimony to establish that 

these claim limitations are met by the Accused Plastjc Produas, and the Respondents explicitly 

concede that their products meet these claim limitat-oils, excent that they note that bolh ends 

meet these claim limitations and both attach to the "sew,nJ portion of the seatback" (in the 

Respondents' view, a portion other than the "bar" tc which the first longitudinal end attaches). 

- See Respondents' Initial Brief at 36 .  The Staff also concurs that the Accused Plastic Products 

satisfy 15(d) and 16(c). Notably, however, the partnes maintain their divergence on the proper 

interpretation of sonie claim terms, particularly "second portion of tile seatback". 

Based on the proper construction of these cl din term. I conclude that the Accused 
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Plastic Products fhil to meet that part of these claim ahparts rcquiring attachment of the second 

end of the central body portion to "a second portion gf the seatback" As set forth above, both 

longitudinal ends of the Accused Plastic Products art attached to the same two vertical guide 

wires or "bars". Because Claims 15 and 16 call for the second longitudinal end ofthe device to 

couple with a portion of the seatback other than the "bar" to which the first longitudinal end 

attaches, the Accused Plastic Products do not satisf) this limitation The remaining elements 

taught by these claim subparts can be found in the Axused Plastic Products, as agreed by all the 

parties, and as is apparent from a visual inspection. 

5 .  15(e) and 16/d) 

According to both Textron and the Staff, the limitations set forth in 15(e) and 16(d) read 

on the Accused Plastic Products. Textron contends that a mere visual inspection shows that the 

central body portion as well as the clamping and holding members in the Accused Plastic 

Products are formed from a single piece of' rnateiial, though Tcxtrori also points to its expert's 

testimony conilrming this point. The Respondents ir.sist that the Acwsed Plastic Products, 

excepting the prototype represented by RPX 13, are constructed with a composite of different 

materials, as 'I.. . the central body portion must h m e  d pair of spring steel strips structurally 

incorporated within a plastic basket subassembly to sable  the device to perform properly." 

Respondents' Initial Brief at 36. They support this noint by citing tv the significant expenditure 

of labor and funds involved in installing the steel m p s  as an indication that the strips are ",., 

hardly an artifice introduced to skirt around a paten claim . ..I* Respondents' Initial Brief at 37. 

The Respondents also state that because testing by I)upont d Canada and Schukra itself 

demonstrated that the steel strips are essential to tht operation of the Accused Plastic Products in 

an automotive environment, the products fbr infrinp -=mf:nt purposes should not be considered 
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without the strips. Respondents' Reply Brief at 15. 

Textron counters that the addition of the steel stnps aannot avoid infringement, as a 

mattcr of both fact and law. Textron cites authoriq from the Federal Circait for the proposition 

that the mere addition of elements cannot negate infringement. and then cites testimony from 

Respondents' witnesses that Textron asserts adnlits that lumbar sup!,orts with strips riveted on 

constitute "one-piece" or "single-piece" baskets &; Richter, Tr at 41 9, Cosentino, Tr. at 477. 

Textron states that the "add-on" nature of the strips is confirmed by the Respondents' production 

in this investigation of some plastic products without the steel strips See CPX 5;  CPX 14. 

Textron fbrther argues the irrelevance of the Gener 11 Motors standards, as they are outside the 

scope of the '294 Patent. On this point, the Staff nc jtes that the Respondents failed to show that 

the Accused Plastic Products could not fbriction un lei u p  circumstances of use without the steel 

strips, and the Staff further notes that neither Ciaim 15 nor CIairn 1 0  explicitly teaches a back 

support for automotive use, negating the Responde its' reliance on automotive standards as the 

touchstone for the necessity and integral nature of tQe steel strips The Staff supports finding that 

the Accused Plastic Products meet this claim 1imitaTion. maintainine that the use of ''comprising" 

in the claims' preambles makes the addition of the r.tee1 stl ius still consistent with finding the 

central body portion, along with the clamping memhen and holding members, constructed from 

a single piece of material. The Respondents reply that because the steel strips are an integral part 

of the central body portion, the central body portio,i must be deemed formed from a composite of 

different materials. 

As set forth above, the Accused Plastic Products la& the "clamping member[s]" taught 

by Claims 15 and 16, thereby precluding their satisfaction of I hese c laim subparts that teach that 

the clamping member, holding member and central 3ody portion I' are integrally formed from a 
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single piece of material". However, in the Accused Plastic Products, visual inspection of the 

Accused Plastic Products confirms that the holdinrg mlmbers :bund at both longitudinal ends and 

the central body portion are all integrally formed from a single piece of plastJc material. While 

tlie Respondents maintain that the two steel strips runninp the lrngth of the central body portion 

are an integral part of it, such that the central body pc rtiogn is formed of a composite of materials, 

I disagree. Although the steel strips are attached to tlie central bodv portion, they appear to be an 

additional feature rather than part of the central bc )dy portion 1 agree with Textron and the Staff 

that the Respondents' reliance on the General Motorz* pafornwnce standards is not persuasive, 

not only because the standards themselves are not included 01 referenced in the patent, but also 

because the asserted claims do not even indicate that -he claimd "back support" is for 

autoinotive use, as opposed to any other type of use. FurtheIFiore, the Respondents failed to 

offer evidence that, absent the steel strips, the Accuspd Plastic Products could not be used as 

back supports in any circumstance or environment. r'it least ime plastic back support produced 

by the Respondents and offered into evidence does nc jt include the steel strips, underscoring their 

status as an added feature. Also, as advocated by thr: Staff, patent drafting principles suggest that 

the use of "comprising" in these claim preambles allo-vs withn the scape of Claims 15 and 16 

for the addition of features not set forth, so long as they are not inconsistent with the claim 

limitations. Set A. B. Dick Burrounhs Corp,, 713 F.Cd 700, 703 (Fed. Cir. 1983) ("It is 

fbndamental that one cannot avoid infringement merc ly by adding elements if each element 

recited in the claims is found in the accused device") I conciude thai the steel strips on the 

Accused Plastic Products constitutes such an added *eatwe 

B. Accused Metal Baskets 

The Accused Metal Products are exemplified by CPX 3C, CPX 4C, CPX 13C, CPX 15C 
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and CPX 16C, and are formed of stamped metal. Textron contends that they infringe Claim 16 

of the '294 Patent3, while the Staff and the Respondents argue non-mfiingament. The 

Respondents maintain that the Accused Metal P r u d w s  do not include several of the elements set 

forth in Claim 16, including the "pair of clamping rnanbers . . . adapted to rotatably engage a 

bar . . . ' I  and the requirement of "integral[] form[ation-i fioni a single piece of material." As to the 

remaining elements taught by Claim 16, the parties adrep that the Accused Metal Products meet 

these limitations. 

1. 16('bl 

The structures in the Accused Metal Products that attach the centra1 body portion to the 

guide wires differ from those found in the Accused Plastic Prducts.  The Staff accurately 

describes these structures as horseshoe-shaped cutouts or openings in the metal, enclosing C- 

shaped rigid plastic "anti-friction" sleeves into which the guide wires are inserted. Although 

Textron contends that the metal openings serve as a "par of damping members", the Staff 

correctly points out, and a visual inspection of tbe deviaes conrirms, That the metal cutouts or 

openings alone, without the plastic "anti-friction" slewes inserted thc rein, could not hold the 

guide wires in place. See also Richter, Tr at 403-04 Prcttyman, Tr at 262, Dosen Tr. at 292, 

317, 610. While the plastic "anti-friction'' sleeves hdd  the guide wire somewhat more snugly 

than the structures in the Accused Plastic Products, the releritjon of the guide wires in the 

Accused Metal Products still allows for some minirntiI lateral movement within the sleeve and 

allows the device to slide fieely up and down on the guide uircs. The Respondents contend that 

the design and cut of the plastic "anti-friction" sleevc s causes them to put pressure on the edges 

3Textron does not allege that the Accused M d  Products intiinge Claim 15 of the '294 
Patent. 



of the horseshoe-shaped metal opening, in order to krep the sleeves i c  pIace, rather than to put 

pressure on the guide wires inserted in the sleeves 3~ Cosertino, Tr at 502-03. 

The Respondents argue that no "clamping members" exst on the Accused Metal 

Products, particularly in light of Claim 16's requiremt aits of "opposite clamping surfaces" and 

"projecting away", as, according to the Respondents, 'I. . neither the plastic sleeves nor the slot or 

eyelet opening per se firmly grip a seatback bar from opposite sides'" and " .. the plastic sleeves 

and slots .,. are defined within the bulk metal and they themselves do not literally stick out or 

othemise protrude from the central body." Respondtnts' Lnrtial Brief at 49-50. The Respondents 

also maintain that even if the plastic "anti-Frictiont' slecves were considered "clamping 

members", they do not "rotatably engage a bar 01: the seatback". The Respondents point out that 

although both ends of the Accused Metal f'roducts slide along vertical wide wires and, when the 

metal products are activated, change orientation, the xientatonal chimges do not occur about a 

fixed center, and certainly do not constitute rotation rround n bar 

Textron and the Staff seem to acknowledge that the guide wires conf-guration on the Accused 

Metal Devices is the same as that on the Accused Pk j t i c  Devices. suc:h that their arguments 

regarding the latter also apply to the former. 

Both the Respondents, 

Textron, by contrast, insists that the metal cu'oilts or ogenings constitute "clamping 

members" that "clamp[] around a plastic antifiiction Jeevc", and Textron argues for reliance on 

the testimony of Mr. Smith regarding the "damping hnemberY allegedly on the Accused Plasrzc 

Products as equally applicable to the Accused Mctal Products I . . .  but for Schukra's placing a 

plastic antifriction sleeve around thc wire". Textron initial Brief at 57. Textron also relies on the 

testimony of Mr. Prettyman that "once the wire is in dace, it will not remove itself" and that it is 

"a press fit and it's restrained within the nylon I' Prer tynian, TI. at 246-47. -4s for the "rotatably 
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engage" limitation, Textron cites testimony by Mr. Pretlyman that when the central body portion 

in one of the Accused Metal Products is actuated, a d once the lower end of the basket hits the 

retention bends in the guide wires, it "tilts around a axis" and that he guessed the center of 

"rotation" is at the anti-friction sleeve as an indicatic n that tho alleged "clamping members" 

"rotatably engage a bar on the seatback" Prcttyinar!. TI-. at 243-45. 

Based on the proper construction of subpart 16(b), 1 conclude that the Accused Metal 

Products lack "clamping members [with "opposite chinping surfaces"] projecting away" from 

the central body portion, and I fkther find no rotatade engagement of a bar on the seatback. 

Contrary to Textron's position, the metal cutouts cannct be deemed "clamping members" or even 

"holding members", for that matter, because, as creciibk testimony a: the hearing confirmed, the 

cutouts by themselves cannot possibly function to ht )Id the guide wii es. The plastic "anti- 

friction" sleeves operate to hold the guide wires in place, but Textron fails to point to any 

evidence or indication that either the plastic "anti-fii :tion" sleeves 01 the matal horseshoe-shaped 

cutouts exert compressive force as their means of at iachment. as is implicit in 16(b). In fact, the 

evidence of record and a visual inspection of the Aclxsed Metal Products indicate a lack of such 

compressive force in connection with the attachmen; 3% Cosentino, Tr. at 502-03; CPX 1%. 

Furthermore, no rotatable attachment to the guide 'idire "bars" is made, as even the movement 

alleged by Textron or the Staff to be rotatable invol*ies the cusving of the support around an 

intangible axis running in a direction perpendicular i o  die ver t~a l  guide wires. In this regard, 

Textron's reliance on Mr. Prettyman's testimonv is msplaccd. as he certainly did not indicate 

that the rotational movement was around "a bar", b it only that the intangible axis running in a 

direction perpendicular to the vertical guide wircs v*.oidd prAably nin through the center of the 

two plastic grommets at the longitudinal end In fac. t, however, no guide wire or bar actually 
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runs horizontally between them at the lungittudinal en?. 

2. 

The Respondents concede that the Accused Mmal Products have two sets of "holding 

members" that "slidably and pivotally couple" both longludind ends to different spots on the 

vertical guide wire bars. Accordingly, the Respondelits admit that under its proposed claim 

construction, the Accused Metal Products meet the ejements taught in 16(c). While I agree that 

the Accused Metal Devices have "holding members" the form ofthe plastic "anti-friction" 

sleeves, and that they couple the central body portion to the &wide wires in a way that allows 

slidable and pivotal movement, I must conclude that finder the proper claim construction, the 

Accused Metal Devices fail to satisfy the limitation tl'att the "holding mernber[s]" attach the 

second longitudinal end to "a secondportion of &he seullfi~ick''. Becadse 1 conclude that both the 

first longitudinal end and the second longitudinal end of the ikcused Metal Devices attach to the 

same two vertical guide wire "bar[s]", those same "b:ir[~]'', as indicated in connection with the 

Accused Plastic Devices, cannot also serve as the "second portion of the seatback". 

3.  16cd) 

Both the Respondents and the Staff take the Dogdon that the Accused Metal Products 

cannot be deemed to satisfl the limitation found in 1 b( d )  that the central body portion, clampins 

member and holding member be "integrally formed fe-om a sinfqlle piece of material", on the 

grounds that the plastic "anti-friction" sleeves attachrng the sunport to  the guide wires are formed 

from a different material than the metal central body poition Textron argues that a visual 

inspcction of the devices indicates otherwise, based on its view that 1 tie metal horseshoe-shaped 

openings constitute the "clamping members" and tht "holdinS member" formed ffom the same 

piece of material as the central body portion, whle the plastic "anti-friction sleeves" merely 



constitute a permissible added feature. In support, 'I m r o n  cites references to the Accused Melal 

Products as "one piece" or "single piece" by the Remoddent; in testimony and their internal 

documents. Alternatively, Textron, relying on allegcd admissions by the Respondents' 

witnesses, argues that the addition of the plastic "anti-fhction sleeves" 'I.. was known to be 

interchangeable with an all-plastic basket". so as to r-omtitute infringement of this element by 

equivalence. Textron Initial Brief at 65. 

As set forth above, the Accused Metal Piodi,,cts lack "clamping members", and so 

therefore cannot meet the limitation of 16(d) Even assuming, urgwizdo, that "clamping 

members" as well as "holding member[ SI", could be found on the Accused Metal Products, the 

relevant structures could only be the plastic "anti-frii;tion" skves,  rather than the metal 

horseshoe-shaped openings, which alone cannot hold ~ W U I  attachment with the guide wires. 

Accordingly, these features and the central body por tim wouid not be "integrally formed from a 

sin[g]le piece of material", as the would-bc "c1ampii;g members" and the "holding members" are 

formed from plastic, while the central body portion s fimied of metal. I da not find Textron's 

reliance on colloquial references in the Respondent: ' internat markeiing documents and witness 

testimoiiy to the Accused Metal Products as "one piece" or "single piece" baskets persuasive, as 

this intra-company terminology was neither created nor used with consideration of the limitation 

set forth in the '294 Patent. Although Textron attempts to use this in support of an argument that 

the "anti-friction" sleeves are an "add-on" feature like the steel strips, it is plain that were this 

position adopted, and the Accused Metal Products +vere considered without the sleeves, they 

could not be deemed to have either "clamping members" or "holding members", and the devices 

could not hnction to attach to the guide wires. Firsall), Tedron also contends that the reference 

in the '294 Patent specification to the use of a polyurethane sleeve militates against 
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distinguishing the Accused Metal Devices on that b tsis However, rextron's reliance on this 

reference is misplaced, as an examination of the spe;ifrcation reveals that the sleeve 

contemplated therein differs markedly from that found on the Accused Metal Products. In the 

specification, the sleeve contemplated would slip ar )und the har to facilitate smooth movement 

by the separate clamping members. The sleeves on The Acmsed Metal Products are themselves 

the members that attach to the guide wire "bars", su :h that 1 hat part of the specification is 

inapposite. Thus, in the Accused Metal Products, t.l re differmce between the material used €or 

the "anti-friction" sleeves and the material used tor the centlal body portion precludes 

satisfriction of 16(d). 

I must also reject Textron's argument foi id inpemem by equivalency. The testimony of 

Respondents' witnesses cited by Textron as its evidence of the "interchangeability" of an all- 

plastic device, and a device constructed of metal and plrastic. with thc plastic in the form of "anti- 

€rictiori" sleeves does not actually support such a fin i ing  The Respondents note that the 

applicants' statements to the PTO during prosecution ofthe '294 Pal-ent reflect addition of the 

"integrally formed from a single piece of material" lii iitation to  overc.ome composite back 

support prior art. See CX 2 at 90 ("Further, the fact that the Applicants' claimed invention is 

made from a single piece of material greatly enhance? the provision c,f an apex that effectively 

shifts in response to an applied load. None of the a r  of recow teaches or suggest [sic] such a 

back support"). This fbrther weighs against the equivalency arguinei~t made by Textron. 

IV. Invnlidity 

The Respondents raise numerous challenges lo die validity ofthe '294 Patent. By statute, 

each claim of an issued patent receives a presumptioii ofvalidiiy, and a challenger must prove 

invalidity of a patent claim by clear and convincing e idmce See 35 U.S.C. Q 282; Fromson v. 
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Advance Offset Plate. Inc., 755 F.2d 1549, 1555 (Fed. Cii 1985). As a threshold matter in 

connection with invalidity considerations, the partm have stipulated that the invention or priority 

date of the invention taught by the '294 Patent is May 23, 1994, the filing date of the application 

that matured into the '294 Patent See JX I at fl 2 

A. Anticipation - Claims 15 and IC, 

1. "Model 0" 

The Respondents contend that Claims 15 and 16 or'the '293 Patent should be invalidated 

under 35 U.S.C. 6 102(b) as anticipated by Respondeat, Schukra hb-lanufacturing's, and Centro 

Manufacturing, Inc.'s sale to the public before MabJ 23, 13% of th(: "Model Q" metal back 

support, exemplified by RPX 3 and RPX 4 .  ACCOI din:; to ?C U S (7. 5 102(b): 

A person shall be entitled to a patent unless 

(b) the invention was patented o r  dem-ibed in a printed 
publication in this or a foreign country or in public use or on sale 
in this country, more than one year oricrr to the date of the 
application for patent in the United Stares 

The Respondents argue that the "Model Q" embodies all the elements and limitations of Claim 

15, and that therefore, the invention taught by Claitn 1 5  ofthe '294 Patent, in the form of the 

"Model Q", was "on sale in this country, more than one yea prior" to the '294 Patent's priority 

date. S&ICecel Co. v. AMF Bowline;. Inc., 127 F. id 1420 1429 (Fed Cir. 1997) (holding that 

"[alnticipation ... requires the presence in a single prioi art disclosure of each and every element 

of a claimed invention"); Minnesota Miring Kr Mfg Q1-y LehasSp -& Johnson OrthoPaedics, 

- Inc., 976 F.2d 1559, 1565 (Fed. Cir. 1992) (noting that anticipation through sale requires that the 

chimed invention be "... embodied in a single prior actjvkv") As set forth below, the 

Respondents fail, on several grounds, to meet their burden af proving anticipation by the "Model 

43 



Q" . 

The Respondents maintain that "different versions" af the "h4odel Q" were publicly sold 

to Iiumerous U.S. customers before the critical date, with the various versions having some 

structural differences depending on customer preference. 'The Respondents rely primarily on the 

"version" designated RPX 4 in suppoit of their argument for anticipation of Claims 15 and 16 

RPX 4 lacks the roller wheels, hinge pin arid hinge plate found on RPX 3 .  Textron and the Staff 

counter that no clear and convincing evidence shotcs sales of such a "version" as RPX 4 before 

the critical date, while the evidence instead indicate ; that the "Model Q" was on sale in the form 

exemplified by RPX 3, with wheels at one longitudrnai end and a hinge at the opposite 

longitudinal end. Textron cites five separate limitations it asserts cannot be found in the "Model 

Q", specifically: 

(1) support fingers that project forwud from a plane defined by the 
centrd body portion; (2) support fingers having a folded perimeter; 
(3) a clamping membedpair of claimlng members hating opposite 
clamping surfam, adapted to be rot,itatlly attached to a bar on a 
seatback; (4) a holding member adapted to slidably and pivotally 
couple the second end of the back siipptirt to H second portion of 
the seatback; and ( 5 )  a central body pnrtion, clamping member and 
holding member integrally formed fi-)>m a single piece of material. 

Textron Initial Brief at 71. The Staff, while not adcressin:: each of these limitations, concurs 

with Textron's assessment that the "Model Q" fails to embcdv Claims 15 or Claim 16 ofthe '294 

Patent. 

As an initial matter, I conclude that the Respoidents have not met their burden of 

showing the "Model Q" version allegedly exe1np1ifit.d by RPX 4 wx; on sale before the critical 

date. As set forth in greater detail below, Mr. Cosentino's testimony on this issue was 

inconsistent, and I deem it unreliable. I also find unreliable the proEered "corroborating 
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evidence", RX 35C, for the reasons expressed belt IW. 

a. 15(b) 

The Respondents maintain that the suppon fiiqers in the "Model Q" underwent "a folding 

action done on the sheet metal to bend the edges backward" and rziterate their claim 

construction argument that a bend on somc of the nerameter should be sufficient to meet the 

claim limitation that "said support fingers each hat e a folded perimeter". As set forth in the 

claim construction section, supra, however, most crr all of the outer edge of'the support fingers 

must be bent or rolled to satisfy this element. On the "Model Q", only the tip or very end of the 

support fingers are bent, certainly not a substantial postion of the fingers' perimeter. 

Accordingly, the Respondents cannot meet their biardm of showing that this claim Iimitation 

reads on the "Model Q". 

As to the support fingers "proJect[ing] genc rally fornard", the Respondents rely on RPX 

4 and on the testimony of Mr. Cosentino and Dr. Eagk in support of their proposition that the 

"Model Q" satisfies this limitation. Textron respor ds that RPX 4 shows an uneven few fingers 

projecting forward, but not others, and questions whether any version of the "Model Q" with 

fingers projecting foiward was truly sold before thc critical d,ite. Textron cites as support Mr. 

Cosentino's admission that the [ 

I as well as l i s  admission that hc had no drawings or 

other records indicating a "Model Q" version with the fingers bent forward. 

464,494. In light of what Textron deems unacceptable uncorroborated oral testimony by nn 

interested party as the basis for the Respondents' a, sertions as to t h s  claim element, Textron 

insists, that the Respondents fail to meet their biirdc n of proof by clear and convincing evidence, 

The Staff agrees that Mr. Cosentino's testimony regarding d e s  of the vatious configurations of 

Cosentino, Tr. at 
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the "Model Q" remains uncorroborated. 

1 conclude that the Respondents have not met their burden of proof that the "Model Q" on 

sdc prior to the critical date exhibited support fingers that project ge:ner:rally forward. On one of 

the two "Model Q"-related exemplars offered into evidence the R P Y  3 complete model shows a 

few of the support fingers haphazardly bent lionvard in a way suggesting that, as Mr. Cosentino 

conceded was possible, someone had "played" with the exemplar so as to bend some, but not all 

of the support fingers. On the other exemplar, RPX 4, a "Model Q" basket lacking the hinge 

plate, hinge pin, wheels and actuator, the support fuigers lie Bat, co-planar with the central body 

portion. The Respondents failed to come forwru d with other exemplars of the "Model Q" 

showing fonvard-projecting fingers. Thus, the p h y s d  spet:imens do not provide clear and 

convincing evidence that the "Model Q" support fin1:ers prorect foncrard. Similarly, Mr 

Cosentino's testimony cannot serve as the basis for bud1 a finding, because, as an interested 

party, his tcstimony must be corroborated, and the Respondents failed to provide the requisite 

corroboration. 

(noting that uncorroborated witness testimony alone cannot rise to the level of clear and 

convincing prooPof invalidity under any subsection of 3 102); Thornson. S ,A. v. Ouixote Corp., 

166 F,3d 1172, 1176 (Fed. Cir. 1999) (corroboratioli requirt:d " ... when the testifiing inventor is 

asserting a claim of derivation or priority of his or her invention and IS  a named party, an 

employee of or assignor to a named party, or otherw ~se IS in a position where he or she stands to 

directly and substantially gain by his or her invention being found to iiave priority over the patent 

claims at issue"); Woodland Tiust v.  Floxertree ser~Jnc~ 148 F .3d 1368 (Fed. Cir. 1998) 

(concluding that uncorroborated testimony regardhi' prror- knowledge and use under 5 102(a) 

could not serve as clear and convincing evidence of anticipation). 

Finnirzan Corp. v Int'l lrrade Comm'n; Docket KO. 98-141 1 (Fed. Cir. 1999) 
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b. 15(c) and 161b) 

The Respondents argue that the "Model Q' meets the claim elements set forth in 15(c) 

and IG(b), first asserting that the RPX 4 "version" ,haws "semi-cvlrndrical formed ends" that 

serve as the "clamping members". On RPX 3, the*be semi-cylindr~al formations attach to a 

hingc pin, and a hinge plate also attaches to the hinze pin, so as to dlow the hinge plate to 

ultimately attach to the seatback. See Cosentino, T i .  at 464 Both rextron and the S t f i ,  as noted 

above, dispute the Respondents' claim that the RP:i 4 "version" was sold before the critical date, 

and insist that the only evidence of sales suggesis tl ]at the "Model 0" was sold with wheels and a 

hinge plate. I previously found that the sole eviden ;e of sales of thr: "Model Q" in a "version" 

such as W X  4 was the insufficient, uncorroborde? oral testimony i>f Mr. Cosentino, such that 

the Respondents' reliance on this "version" is rnispl iced. Whde the Respondents produced 

invoices, RX 35C, which they claim corroborated sdes of the "Model Q" without the "mounting 

accessories", Textron persuasively argues that the irrvoices do not explicitly reflect that, stating 

only "no extra parts required", and further notes thiyt the invoices show the same sales price as 

that for the full model excmplified by RPX 3.  Texti on points out the unlikelihood that customers 

would pay the same price for a stamped metal bask1.t as for that basket with wheels and a hinge 

The Staffalso points out that during his direct exanmvion. Mr Cosentino explained the "no 

extra parts required" statement on the invoices as indicating sales without only the hinge bracket, 

that on cross examination, he could not point to anj thing m RX 3 X' indicating a sale without the 

roller wheels, and that only on redirect did he interp 'et "no extra parts required" as referring to a 

sale without not only the hinge bracket, but also witjiout the wheels Ultimately, his testimony 

regarding other "versions" of the "Model Q" cannot be relied on  

The Respondents' argument in favor of fmdi 1g "clamping members" on the "Model Q" 
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depends on the '294 Patent examiner's statement th it the Poschl '7b9 Patent shows "clamping 

members" that rotatably attach. However, based OD tht. minimal description and the figures in 

the Poschl'769 Patent, the design and operation of tha hnge is not identical to and does not 

readily resemble that of the hinge on RPX 3.  The P w x l  '760 "hnse" has no visible or 

described hinge plate that bolts or is welded onto th: seatbach, as does the "Model Q". As to Dr 

Eagle's assertion that the "Model Q" hingc qualifier as a "clamping aember" because of the 

exertion of compressive force, 1 note that he testifie with rderence to RPX 4, rather than RPX 

3. In that regard, he testified that the semi-cvlindricd meta3 structures could attach directly to the 

bar and exert compressive force thereon With RPX 3, the version +)ffered for sale, however, the 

first longitudinal end attaches to the seatback by thc. hinge plate, and the semi-cylindrical 

structures wrap around the hinge pin, rather than a #jar on the seatbxk. The structure on RPX 3 

would not involve compressive force on the "bar", as required to mcet the asserted claims. 

Therefore, for the foregoing reasons, the Respondents fail ta meet their burden of proof by clear 

and convincing evidence as to these claim elements 

c. 15(d) and 16(c) 

The Respondents contend that the "Model 0" embodies the teachings of these claim 

subparts, requiring a "holding member adapted to sndably and pivotally couple". Textron and 

the Staff dispute this contention, arguing that the second loq&udinal end of the "Model Q" has 

wheels that ride along the surface of a plate on the %eatback, and da not "hold" the longitudinal 

end in place. Cosentino, Tr. at 483-84, 487 Tws, Textron  la the Staff insist that the 

wheels cannot constitute a "holding member'' and &at even if' they L ouid, the wheels do not 

''couple" the end to the seatback. The Respondent: again attempt to rely on RPX 4, asserting that 

the "semi-cylindrical feature" formed at both ends SCIVCS as the "holding member", and reiterate 
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their argument that "couple" should not require direct attaahment 

As indicated previously, the Respondents L annot rdv on RPX 4 for their anticipation 

arguments on the "Model Q" . Furthermore, their proposed construction of ''couple" was rejected, 

siipra, in favor of a construction requiring attachrent Ccmidering, then, the wheels found at 

the second longitudinal end of "Model Q" that mcrely roll dong the seatback without actually 

attaching to it, I must conclude that the "Model Q ' fails to meet the "holding member" and 

''couple'' elements of 15(d) and 16(c). 

d. 15(e) and 16(d) 

Pointing to the RPX 4 "version" of the "M )del Q" the Respandants rely on their expert's 

testimony to show that the central body portion, hfdding member znd clamping member are 

"integrally formed from a single piece of material" JS required by these claims. However, 

becquse clear and convincing evidence does not shuw a pre-critical date offer for sale of the 

"Model Q" without its hinge plate and pin and withoui its wbeels at the opposite end, the 

Respondents' position must be rejected A visual inspection of the "Model Q" shows a 

construction from multiple pieces of m a t e d ,  and 'i'extron support:; such a finding by citing the 

testiniony of Mr. Cosentino that RPX 3 consisrs of two stamoed pliztes. two screws, a shaft, two 

wheels and two disks as well as a cable assembly, k noh aod actuator. See Cosentino, Tr. at 484. 

Plainly, the "Model Q" fails to embody the teachinp set forth in 15(e) and 16(d). 

2. " Flexi-Cable" or "Increas_ed Profitability " P g ~ A i c ~ ~ o m  

The Respondents assert the invalidity, under § I O2( a) or 5 F 02(b) of Claim 16 in view of 

the "Flexi-Cable" publication, RX 3 1, or the "Increased Profitability" publication, RX 30. The 

text of 6 102(b) is set forth above, and 5 102(a) prtwides: 

A person shall be entitled to a paten' unless - 
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(a) the invention was known or used bv others in this 
country, or patented or described in a printed publication in this or 
a foreign country, before the inventit in thereaf by tht: applicant for 
patent . . . 

35 U.S.C. 0 102(a). 

Both the asserted publications relate to the "Model Q" device already deemed not to anticipate 

Claim 16 of the '294 Patent. The Respondents rely on the rerstirnonv of Mr. Cosentino to support 

distribution of the brochures to the public "beginning in 1992 and 1Q93". - See Cosentino, Tr. at 

460-62.4 As to these publications describing the iwention of the '234 Patent, the Respondents 

merely note that the brochures "teach the same disclosures about thc 'Model Q' device that was 

sold and publicly used by Respondents." Respondents' lnitial Brief at 63. .4s set forth in the 

previous section, however, the Respondents f'ail to show that the 'Node1 Q" embodies Claim 16 

of the '294 Patent. Accordingly, even assuming, ur ,pendo, the public distribution of the 

brochures prior to the critical date, and that the pubiicaions' disclosures were co-extensive with 

the public sale or use of the "Model Q" device itself no anticipation can be found for the same 

reasons that the public sale or use of the device itself failed to anticinate Claim 16. 

B. Obviousness 

Section 103 sets forth the requirement that tile wbject matter of a patent be non-obvious. 

The patent should not be obtained if 

... the differences between the subject matter sought to be patented 
and the prior art are such that the suiject matter as a whole would 
have been obvious at the time the inyention was made to a person 
having ordinary skill in the an to wh:h said subject matter 
pertains. 

I note that this testimony cited by the Respondelits fails to explicitly set forth the timing 
and public distribution of these brochures. 



35 U.S.C. 4 103(a) (1998). 

However, the presumption of validity attaching to ilfl issued Datent includes a presumption that 

the patented invention was non-obvious. Kahn v i a  Mgt_ors_Gwp., 135 F.3d 1472, 1480 (Fed. 

Cir. 1998). An obviousness determination involve:; an analgis of the prior art from the 

perspective of one of ordinary skill in that arl at thc, time ofrhe patent in question, including 

consideration of whether there existed an expliiit crr inipliclt sugge,stion to combine particular 

pieces or features of the prior art. Graham v. John i)ec.rgC Q , 383 US 1, 17 (1 966); Env. 

Instruments. Inc. v. Sutron Corp., 877 F 2d 1561, I568 (Fed Cir 1 cert. denied, 119 S.Ct. 56 

( I  998). The obviousness challenger must show sone reaching or suggestion in the prior art to 

make any combination or substitution of features 00 which the challenger relies. Fromson v. 

Anitec Printing Plates. Inc., 132 F.3d 1437, 1447 I?ed Cir 1998), cert. denied, I19 S. Ct. 56 

(1998) To make the determination regarding such a ttlachmg or suggestion, the following 

factors may be considered for a motivation to comtbinu or substitute: the nature ofthe problem to 

be solved, the teachings of the prior art, and the kni bwlcdge of persons of ardinary skill in the art. 

In re Rouffet, 149 F.3d 1350, 1355-56 (Fed Cir. ld19S*j. 

The Respondents assert that Claims 15 and 6 of the '294 Patent were obvious based on 

Schukra North America's SNA 7 (RPX 5 )  or SNA 18 iRPX 0) in view of U S Patent 4,316,631 

("Lenz '63 1 Patent") (CX S), or U.S. Patent 5,397.1164 ("Schiister ' 164 Patent") (RX 25). 

According to the Respondents, SNA 7 and SNA 18 are lumbar support products sold more than 

one year prior to the '294 Patent invention date se(* Dosen, 1 r. at 572-74, RX 37C The 

Respondents argue that SNA 7 and SNA 1 8 resrimb e the Accused Metal Products, except that 

SNA 7 and SNA 18 are not "integrally formed from a single piece ofmaterial". The 

Respondents therefore maintain that if the Accused Metal Products :ire deemed to satisfy Claim 
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15 and/or Claim 16, then SNA 7 and SNA 18 shouid be deemed to satisfy all limitations save the 

"single piece of material" limitation. Next. the Resnondenls argue that both the Lenz '63 1 Patent 

and the Schuster ' 164 Patent teach, by the time of 1 he 294 Patent. single-piece construction of 

unitary flexible support members, so as to render ohviws the modification of SNA 7 or SNA 1 8  

with the single-piece construction 

Textron objects to the Respondents' failure to affei any testimony regarding what these 

patents would teach one of ordinary skill in the art, as welt as the failure to offer any expert 

testimony about SNA 7, SNA 18, or either of the patents. Also, Textron cites the lack of 

evidence even as to the appropriate level of skill of om ordinarily skilled in the art. Textron 

argues that the absence of such testimony renders tile r e m  d devoid of any proof of the proper 

standard, of how the combination of features wouk be mide or of the suggestion to combine, 

and therefore precludes the Respondents from satis ying their burden of proof. 

The Staff contends that the Respondents dc not shm obviousness by the requisite burden 

of proof. First, the Staff and Textron note that SN 'I 7 and SUA 18 both are covered by U.S. 

Patent No. 5,050,930 ("Schuster '930 Patent) (RX 191, also issued to Schuster, and that the '294 

Patent examiner had both the Schuster '930 Patent and the Lenz ' 6  11  Patent before him during 

the prosecution of the '294 Patent. CX 3 at 192-93 (record of parent application of '294 Patent); 

Manbeck Tr. at 802 (testifying that an examiner re\ iewing a continuation-in-part application, 

such as the application that matured into the '294 Pdtont, IS instructed to examine art cited in 

connection with the parent application); see also At:ieiican Hoist & Derrick Co. v. Sowa & Sons, 

-, Inc. 725 F.2d 1350, 1359 (Fed. Cir.), cert. demed, 469 U S. 821 (1984) (noting legal 

presumption that patent examiners have done their iobs properly). 'Thus, according to the Staff 

and Textron, the examiner must have reviewed the Lenz '67 1 Patent in connection with the 
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Schustei- '930 Patent without concluding that the; rendered the invention of the '294 Patent 

obvious. The Staff and Textron then argue that this shoutd preclude an obviousness conclusion 

based on the combination of either SNA 7 or SNA 18 and the Lenz '63 1 Patent. 

The Respondents counter this asseltioil by arguinp that SNA 7 and SNA 18 have support 

fingers projecting forward, a feature they claim is tausht by tht: Schuster '930 Patent, such 

that no autoinatic conclusions about the exaininer s view of the devices can be drawn based on 

the examiner's review of the Schuster '930 Patent Tmmg to the Schuster ' 164 Patent, the Staff 

asserts that the Respondents failed to offer any crcdible evidence of the teachings of the Schuster 

' 164 Patent or any motivation or suggestion to on 'I of slul in the art to make the combination 

proposed by the Respondents. 

The Respondents object to Textron's and the Staffs criticism of the lack of expert 

testimony on this issue, noting first that T'extron asqened in connection with infringement that no 

expert testimony was needed, and second arguing *hat where the subject matter of patents or 

prior art is sufficiently understandable, no expert twtimonq thereon need be offered for an 

obviousness finding. The Respondents insist that because SNA 7 and SNA 18 are in the record 

along with the patents in question, this suffices to provide all the ekidence necessary for an 

obviousness determination. 

Analysis of an obviousness claim lnvolves " . a diffacult process of turning back the 

clock to a time when the invention was made and asking what one of ordinary skill in the art 

might have thought." Litton Systems, Inc-.y2Hcr_n,,wd!, lnc_ 87 F 3d 1559, 1566-67 (Fed. Cir. 

1996), vacated and remanded, 520 U.S. 1 I 1  (1997 I (fx reconsider*ttion based on Warner- 

Jenkinson Co. v. Hilton Davis Chern. Co., 520 1I.S 17  (19V)), a n i o n  on obviousness 

reinstated on remand, 140 F.3d 1449 (Fed Cir. 1948). Accordingly, to make the obviousness 



determination in this investigation, as a threshold matter, it rs appropriate to make a factual 

finding regarding the level of ordinary skill in the a u t  s t ~  Kloster Speedstee! AI3 v. Crucible 

-> Inc. 793 F.2d 1565 (Fed. Cir. 1986), sert denied, d 7 r )  U.S 1034 (1987) ("The primaryvalue in 

the requirement that level of skill be found lies in its tendency to focus the mind of the decision- 

maker away from what would presently be obvious to that decision- maker and toward what 

would, when the invention was made, have been obvious, as rhe statute requires, ;to one of 

ordinary skill in the art"'). No party except the Statlfo€€ers my proposal as to the appropriate 

skill level for the niythical person of ordinary skill ir the art at the time of the '294 Patent', and 

the Staff submits that the mylhcal person would eitLier have B bachelor's degree in mechanical 

engineering, or an associate's degree in engineering and pradacal experience in seat design. Staff 

Initid Brief at 44 n.3 1. In their reply briefs, neither Tmtron nor the Respondents dispute the 

Staffs assertion, Accordingly, I agree that one of c rdinary &ill in the art at the time of the '294 

Patent would have had the qualifications and/or experience set forth above. 

With consideration to the level of ordinay skill, I note that the Respondents fail to point 

to any testimony interpreting the prior art they propme As to identification of the suggestion or 

motivation to combine the pieces of prior art, the Rt..syondents contend they can be found in the 

patents, and quote the allegedly relevant passages fi ~ r n  both the Lenz '63  1 Patent ("The bow 

need not be composite because materials having ade p a t e  flexibility for this purpose are 

available") and the Schuster ' 164 Patent ("...for rnst me [the general pressure element] can be 

made of one or several bulging plates of any pressur 2 resistant but flexible material. .."), 

'The Respondents point out, and indicate thLir agreement with, an interrogatoly response 
by Textron setting forth its view of the level of ordinary skili in the mechanical lumbar seat 
support art, and I note that Textron's proposal thercin is broader, but not inconsistent with the 
Staffs. See RX 117C 



However, these passages, which the Respondents ,irga.ie indicate the general knowledge of single- 

piece construction, fad, on their face, to mggext a modificahon of SNA 7 or SNA 18, and offer 

no apparent motivation to make the modification. Obviousness camot be established merely by 

selecting and combining features from various pricbr at unicss there exists some teaching or 

suggestion to support the combination. In re Dei$ Rswffet-etl., I49 F.3d 1350, 1358 (Fed. Cir. 

1998); Monarch Knitting Mach. Corn. v - S u & e ~ 4 O ~ ~ ~ r i ~ H ,  13') F.3d 877, 882 (Fed. Cir. 

1998). Although the suggestion or motivation can arguably be implicit to one of skill in the art, 

there is no testimony cited here to that effect. Acc ordinglv, [ must conclbde that the Respondents 

fail to meet their burden of clear and convincing pi oof' of tk obviousness of Claims 15 or 16 in 

light of the asserted prior art combination. Given "his finding. I need not reach the parties' 

contentions regarding "secondary consideratior is" + jr whether objective hdicia of the non- 

obviousness of the '294 Patent invention exist. 

C. Invcntorship 

Section l02(f) provides that "[a] person sbdl he entitled to a patent unless - (0 he did not 

himself invent the subject matter sought to be paterited . . . . I '  35 U.S C. 4 102(f). Under tj 102(f), 

patentees must correctly name the inventods) as 'la conditiari of patentability". Pannu v. lolab 

C o p . ,  155 F.3d 1344, 149-50 (Fed. Cir. 1998) S d o n  116 sets f x t h  the parameters ofjoint 

inventorship and joint application for a patent. inchiding, in pertinexit part: 

When an invention is made by two I 9r more persons jointly, they 
shall apply for patent jointly _. . Inventors rnav apply for a patent 
jointly even though (1) they did not physically work together or at 
the same time, (2) each did not make the sum type or amount of 
contribution, or (3) each did not make a contributiori to the subject 
matter of every claim of the patent. 

*** 

35 U.S.C. 5 116. The Pannu court fiu-ther stated that 
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All that is required of a joint inventor is that he or she (1) 
contribute in some signific'mt manner to the conception or 
reduction to practice of the invention. (2) makc a cotmibution to 
the claimed invention that is not insignificant in quality, when that 
contribution is measured against the dimension of the fill 
invention, and (3) do more than mercly explain to the real 
inventors well-known concepts and/or the current state of the art 

Pannu, 155 F.3d at 1351. 

Although 3 116 and 4 256 make provisions for the cmectiori through the PTO of 

inadvertent mistakes in the naming ofinventars in poltent applications, all parties concede that the 

Commission lacks authority to make such a correctim, sucb that if an  incorrect statement of 

inventorship is found, the Commission cannot grant -elir:f based on the patent unless the PTO or 

a court makes the necessary correction. Certain E i ? r n ,  Eeprorn, Flash Mernow and Flash 

hllicrocontroller Devices and Products Containing S a x  In\ No. 337-TA-395, Comm'n Op. at 

9-10 (October 13, 1998). 

The Respondents contend that the '294 Pate1 tt contains a fatally incorrect statement of 

inventorship, by virtue of the omission of Russell Mc Doadd ''as well as other third parties", as 

named co-inventors. As background, the Respondents set forth that the application from which 

the '294 Patent, Serial No. 08/247,829 ('"829 Applii-atton") issued was a continuation-in-part 

from an earlier application, Serial No. 08/042,926 (" 926 Application") on which Mr. McDonald 

was a n'uned co-inventor. [ 
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1 

The Respondents next claim other individuals mhould also hitve been named as co- 

inventors on the '294 Patent, relying on testimony I sy Michael Miner that the "project generally 

forward" limitation of Claim 15 came at the suggesiion of unnamed third party engineers. [ 

] Citing the prosecution hstoi v of the '134 Patent, the Respondents argue 

that the '294 Patent examiner viewed the "project gsnerally forward" limitation as the point of 

novelty, See CX 2 at 8 1 (subject matter of application claim i 8 deemed allowable as of first 

office action). Textron objects to this portion of thi Respondents' inventorship defense as 

improper, pointing out that because of their failure io properlv and timely disclose the defense, 

the Respondents are prohibited under Order No 55  from raising a derivation defense based on 
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the Miner letter, RX G1C. 

Based on the foregoing, the Respondents assm that dditiond co-inventors of the ‘294 

Patent invention were not joined. As a result, thc Rc spondents insist that no relief should be 

grcmted based on the ‘294 Patent. 

Textron denies the Respondents’ inventorshi contentions, stressing that no clear and 

convincing evidence supports a conclusion that addif tonid co-inventors were omitted from the 

‘294 Patent’s statement of inventors Starting from The premise that 1 

] *Ethicon. Inc. v. U.S. Surgical Coru 125 F.3d 1456 1461 (Fed. Cir. 1998). 

] Next, Textron points to 

a statement by the Ethicon court as requiring the Rer,pondenrs to establish that Mr. McDonald 

jointly invented Claims 15 and i6, which the Resporldents do not even contend. See id. at 1460 

(“the critical question for joint conception is who coi~ceived, as that term is used in the patent 
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law, the subject mitter of the claims at issue"'). In response EO this point, the Respondents cite 

no contrary case authority, but argue that the staturoq laribwage refers to  errors in "an issued 

patent" rather than in individual asserted claiins T ie  StafE iii its reply bnd,  states that: 

Complainant has misread certain aslects of [Ethicon] Cantrary to 
Complainant's assertions in Its posthearing hnef; the COUR in 
Ethicon did no? require a correspon iewe between the claims for 
which inventorship was challenged ,and the claims asserted to be 
infringed. Rather, in Ethicon, rnisjo-nder of inventor s was found 
for claims 33 and 47 of the '773 patent at issue while claims 34 
and 50 were alleged to be infrinKed. See E t k o n ,  1 i 5  F.3d at 
1459. 

Staff Reply Brief at 4 n. 1. 

3 Cking tbe prosc:cution history for the '926 

Application, Textron points out that certain claims were rejected in part because of U.S. Patent 

No. 5,217,278 ("Harrison '278 Patent"), which disi loses use of a single cable to adjust the back 

support. See RX 24 A contribution merely of "prt vid[ing\ the inventor with well-known 

principles or explslin[ing] the state of the art without ever h a i q  'a firm and definite idea' of the 

claimed combination as a whole does not qualify as a hint anventor " Ethicon, 135 F.3d at 1460 

(quoting Hess v. Advanced Cardiovascular-$2 , 11% F 3d 976, 981 (Fed Cir.), cert. denied, 117 

S.Ct. 2469 (1997)). 
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1 As to the other third 

party alleged co-inventors, the Staff asserts that they " did not conceive of a definite and 

pernianent idea of [the] complete and operative invent on (ofclaim 1s) as it is hereafter to be 

applied in practice' and therefore should not have beer joined as invent or(s) of the '294 patent." 

(quoting Hvbritech. lnc. v. Monoclonal Antjhodks,Jc 802 F 2d 136?, 1376 (Fed. Cir. 1986)' 

cert denied, 480 U.S. 947 (1987)) 

With regard to the alleged 9 1 16 violation for failure to name Mr. hfcDonald, I conclude 

that the Respondents fdl to meet their burden of provij g such a violation. In Ethicon v. U.S. 

Surgical Corp., 135 F.3d 1456, 1461 (Fed. Cir. 1998)' thc court held that a party alleging co- 

inventorship must prove the co-inventor's ''contribution to the conception of the invention by clear 

and convincing evidence." Conception occurs when the inventor forms in his or her mind I' '... a 

definite and permanent idea of the complete and operarive invetitior~ as it is hereafter to be applied 

in practice.'" Id. at 1460 (citations omitted). Yet each co-inventor need not make an equal 

contribution, but each must 'I ... perform part of the tas,;. which produces the invention." Zd. To 

determine whether an alleged co-inventor made a cont ibution to the conception of the subject 

matter of a claim, I must determine what the alleged contribution was and then whether that 

61 note here my agreement with the Staff statements set forth above in regard to 
Ethicon's implicit teaching concerning the lack of an.; requirement of correspondence between 
asserted claims and claims to which an omitted cn-inventor cantributed. Accordingly, Textron's 
argument on these grounds is rejected. 
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contribution appears in the claimed invention. Id. [ 

3 Giventhis 

testimony, the Respondents cannot meet their burden of proof 

As to the Miner letter and testimony. 1 must first reject Textron's reliance on Order No. 

5 5 ,  as that order pertained to the derivation defeme c:nly Nonetheless, T find that Mr. Miner's 

testimony letter do not establish improper invcntr mhip bv clear and convincing evidence. 

] Accordingly, the Respoi #dents' itwentorship defense is rejected. 

D. Enablement 

The Respondents next argue that Claims 15 rcid 16 of'the '294 Patent should be invalidated 

based on failure to satisfy the enablement requirenieni sa forth in 6 1 12, that: 

The specification shall contain a written description of the 
invention, and of the manner and proccss of making and using it, in 
such full, clear, concise, and exact ternis as to anablc any person 
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skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same ._ 

35 U.S.C. 6 112. Specifically, the Respondents conte1.d that t k  specification of the '294 Patent 

fails to give enabling information or guidance on "how the preferred back support design shown in 

Fig. 2 might be deployed in seatback bar environments other than those involving horizontal bars". 

Respondents' Initial Brief at 83. Also, the Respondents. relying on their expert's testimony, claim 

that if the "material" referenced in Claims 15 and 16 is interpret€ d. as ir has been, to include the 

possibility of using plastic rather than just metal, then rhe specrfkation does not enable one skillcd 

in the art to make, without undue experimentation, thc prcferree enibctdiment out of injection- 

molded plastic. & Eagle, Tr. at 901-04. 

As to the Respondents' second ground. coiicei ninq the jdastic material, Textron objects to 

its being raised based on the Respondents' failure to iriclude t t k  ground in their pre-hearing brief 

or in discovery responses. I agree that the Responder; cs' fdur-c to raise this alleged deficiency in 

their djscussion in their pre-hearing brief of the enzblement defense, at pages 80-83, constitutes a 

waiver of this ground pursuant to Ground Rule 7 ("The pre-hearing brief shall set forth with 

particularity a party's contentions, including citations to legal aLthorities in support thereof, on 

each of the listed issues in the [Joint Narrative Statement of Issales]. Any cantentions not set forth 

in detail as required herein shall be deemed abandoned or withdrawn, cxcept for contentions of 

which a party is not aware and could not be aware in -he exercise of reasonable diligence at the 

time of filing the pre-hearing brief"). 

Turning to the issue of non-horizontal bars, T ..xtfm cwtends that no enablement 

deficiency exists in the '294 Patent as to the invention of assertd Chms 15 and 16. Textron 

asserts that mounting back supports on vertical bars was well kriown and understood in the prior 

62 



art, and that the Respondents lack any support in the record for their contention that undue 

experimentation would be required to utilize non-hoi lzontal wide wres in connection with the 

'294 Patent, The Staff concurs with Textroti that thk Respondents fnil to meet their burden of 

proof by clear and convincing evidence that one skilled in the art would face enablement problems 

in this regard, pointing out that no evidence was offered as to the length of time one skilled in the 

art. would have to spend to practice the claimed inveritidn 

While the Respondents reply that they need r3t L)ffer such evldence because "the '294 

patent provides not one scintilla of guidance on how one of ordinary skill might pursue" practicing 

the claimed invention, this argument indicates an attrrnpe to improperly shift the burden of proving 

enablement to Textron. In raising enablement problems as an invalidity defense, the burden of 

proof by clear and convincing evidence rests on the Respondents, and the '294 Patent is entitled to 

a presumption of validity. See Northern 'Telecom, In( v. Datzpoint ('orp, 908 F.2d 93 1, 941 (Fed. 

Cir. 1990), cert denied. 498 U.S. 920 (1990). Accor Jingly, the Respondents' enablement defense 

is rejected. 

V. Unenforceability 

The Respondents assert the unenforceability c if the '294 Patent stemming from 

inequitable conduct by the applicants during prosccut ion of the paten?, specifically by their 

allegedly intentionally withholding material prior art from the PTO A patent may be rendered 

unenforceable if obtained through inequitable conduc t dtiring the patent application phase, as 

patent applicants and their representatives have a dut4i of' candor, good faith and honesty in their 

patent prosecution. 

1256 (Fed. Cir.), cert. denied, 118 S.Ct. IS10 (1998)- MohisPLC v. Textron. Inc., 48 F.3d 1172, 

1 178 (Fed. Cir. 1995). To prove inequitable conduct, the parent challenger must prove by clear 

Critikon v. Becton Dickinsorl VasciIlas; &gs ,~ncL ,  120 F.3d 1253, 



and convincing evidence that material information wiis withheld or misrepresented with an intent 

to deceive or mislead the patent examiner. -mgdQw&ld~ .Qnsu&ants-Ltd. v. Hollister, Inc., 

863 F.2d 867, 872 (Fed. Cir.), cert. denied, 490 LJ.S. 1067 (1 989). The regulation at 37 C.F.R. 

tj 1.56(b) establishes the PTO's framework to evalua*e materiality as tbllows: 

[Ilnformation is material to patentabjlity when it is nut cumulative 
to information already of record or being made of record in the 
application, and 

(1) It establishes, by itself or in combination with other 
inforination, a prima facie case of unpdentabihtv of a claim, or 

(2) It refutes, or is inconsistent with, a positisf: the applicant takes 

(i) Opposing an argument of unpaterttahlity relied OD by the Office, 

(ii) Assertkg an argument of patmta'dhy. 

in: 

or 

The Federal Circuit has described material information that as to mhich a substantial likelihood 

exists that a reasonable patent examiner would consider the information important in determining 

whether to allow issuance of the pzrent. Halliburton :o. v. Schlugpherger Tech. Com., 925 F.2d 

1435, 1439 (Fed. Cir. 1991). 

The Respondents' inequitable conduct allegations arise out of the '294 Patent applicants' 

non-disclosure of the "Flexi-Cable" publication previmslv addressed, sirpm, in the section on 

anticipation. [ 

See Parayon P o ~ l i a t ~ a b  ~ Inc v KLM Labs. Inc. 984 F.2d 

1 1 82, 1 193 (Fed. Cir. 1993) ("The concealment of sales infomation $;an be particularly 



egregious because, unlike the applicant's failure to disdose, for example, a material patent 

reference, the examiner has no way of securing the idmmatron on hrs own'') As to its 

materiality, the Respondents rely on their anticipatic n argunietits concerning the "Flexi-Cable" 

publication and on their allegation that the pub1icatic.n served as the 'starting point" for the '294 

Patent invention to argue that the '294 Patent examiner cert,iirlly would have deemed the 

reference important in determining whether- to allow the patent. Tex;ron denies this factual 

assertion. The Respondents also cite testimony by David Gashey, one of the prosecuting 

attorneys for the '294 Patent, that had the applicants provided him with the publication, he would 

have disclosed it to the PTO. Gaskey, Tr. at 769-71 

As to intent, the Respondents attempt to disc *edit MI. Porter's professed reason for not 

disclosing the "Flexi-Cable" publication, that k t  did nc I t  sliow a one-piece lumbar support like that 

of the '294 Patent invention, by arguing both that the "Rexi-Cable" publication states that it shows 

a "one piece construction" and that the applicants' failure to shxe the publication with their 

attorney suggests bad faith. Accordingly, the Resporrdents insist that intent to deceive should be 

inferred from the deliberate concealment of the "Flex -Cable" publication as well as the alleged 

lack of credibility of the applicants. 

Textron denies any inequitable conduct in connection with the '294 Patent. [ 

Secimd, Textron argues 

that the "Flexi-Cable" publication, showing a multi-pic ce support, was cumulative of and less 

material than other prior art before the PTO, such as t ?e Harnwn '278 Patent. the Lenz '63 1 
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Patent, and U.S. Patent 5,197,780 ("Coughlin '780 P-tteoit") gee Hallibunon 925 F.2d at 1440. 

("[A] patentee has no obligation to disclose an athemso material reference if the reference is 

cumulative or less material than those already before the examker"). [ 

1 

The Staff contends that no finding of inequitable condiics should be made in light of the 

Respondents' failure to prove the materiality and non-lximulatrve status of the "Flexi-Cable" 

publication. The Staff notes that Mr. Gaskey could nclt opine ori whether he deemed the 

reference material or non-cumulative, and that the unl! evrdence supporting materiality is 

testimony by the Respondents' expert, which was cont itdicted bv other witnesses The 

Respondents reply that Textron cites to no tesbmony tkat the "Fiexi-Cable" publication UCLS 

cumulative of other prior art before the examiner. 

The Respondents, who bear the burden on this "lefknse, fail to establish the materiality 

and non-cumulative nature of the "Flexi-Cable" publica1 ion. As set forth, supru, in the 

anticipation section, the "Model Q" pictured and descrioed in tiit "Flexi-Cable" publication not 

only did not anticipate Claims 15 or 16 ofthe '294 Pat( tit, but ditfers in numerous significant 

ways from thc teachings of the '294 Patent. Accordingiy, sts the Respondents maintain that the 

publication shows the features of the "Model 0". the publication necessarily also differs 

significantly from the teachings of the '294 Patetit. The '294 Patent examiner considered and 

relied on other relevant prior art, including, but not limi,ed to the Poschl '769 Patent, U.S. Patent 

4,153,293 ("Sheldon '293 Patent"), theLenz '63 I Patelit, 1r.S. Patent 4 601,514 ("Meiller '514 
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Patent"), the Graves '271 Patent, the Coughlin '783 I Pgtent and the Harrison '278 Patent. I find 

that the Respondents have not established that the "Flexi-Cable" puhlication is more material 

than such prior art, nor have they established that tile "Flex-Cable" publication is not cumulative 

of such prior ut. Accordingly, 1 fbrther find no bas15 to conchde th:it a reasonable examiner 

would have considered the "Flexi-Cable" publication important in dctermining whether to issue 

the '294 Patent. I finher find that even assuming, t:rguendo, the materiality of this prior art, the 

evidence does not support finding an intent to decei de on the D a r t  ofthe applicants. [ 

] Accordingly thc applicants' non-disclosure to the PTO of 

this brochure does not rise to the level of inequitablt conduct. For the foregoing reasons, then, he 

Respondents' inequitable conduct defense is  reiectec'. 

VI. .Turisdiction 

A. Importation 

Section 337 requires an "importation" or a 'Is ile for immuortation" as a condition of the 

Commission's exercise of jurisdiction over any accus 2d goods Enercon GmnH v. Lnt'l Trade 

Comm'n, 151 F.3d 1376 (Fed. Cir. 1998), cert. denic d, 1J.S. Docket No. 98-1316. Textron 

contends that the evidence shows that each ot'the narned Respmdents imports into the United 

States, sells for importation into the United States, 0 1  sells wh in  the United States after 

iniportation the accused products. The Respondents deny this contention as to Schukra USA, 

Schukra Berndorf, Schukra Auto, and Advantage, bu L explic;itlv admit the requisite conduct by 

Schulcra N.A. and Schukra Manufacturing. The StafY takes the position that Textron makes the 
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necessary importation or sale afier importation showing as trr Schukra N.A , Schukra 

Manufacturing and Advantage, but fails in this regarc as to Sctiukra t JSA, Schukra Berndorf or 

Scliukra Auto. 

As to those Respondents whose conduct relating to t f i iv  issue remains in dispute, Textron 

offers “exemplary” evidence of their involvement in the importation or sale after importation, 

and concludes with an argument that the “interrehtio ishap and common control of the 

Respondents” renders them all “responsible” for the ilnpOrtatiQn or sale for or after importation 

of the accused products. With regard to Advantage, Lhhc on14 Respondent as to which the Staff 

and the Respondents disagree on th ls  issue, the Staff aaintains that the evidence reflects that 

Advantage purchases accused products, their sells the in in the T Jnited States as part of a lumbar 

assembly. See CX 240C at 22-25,29,44-46. 

Based on the Respondents’ stipulation and ample evideiice in the record, I conclude that 

the importation rcquircment is satisfied for Schukr a b- A. and Schukra Manufacturing. Turning 

to Advantage, I note that Peter Hoehne, designated b.J Advantage to provide testimony on its 

behalf, acknowledged that Advantage imports the acc xed plastic lumbar support baskets, 

assembles them, and then provides them to its “custoi.iers”. Hoehne, CX 24DC at 4, 22-29. Also, 

in the Respondents’ Reply Brief, they argue the absence of evidence of importation, or sale for or 

after, only as to Schukra U.S.A., Schukra Berndorf ar-d Schukra Auto, apparently tacitly 

conceding that such evidence exists as to Advantaqe. Respondents’ Reply Brief at 38. I find that 

the evidence of record indicates Advantage’s miportat ton and, or sale after importation of accused 

devices, so as to satis@ this Section 337 requirerncnt. Hbwew, as to Schukra U.S.A., Schukra 

Berndorf and Schukra Auto the evidence of record do 3s not support finding importation or sale 

for or after importation of accused devices. For SchuNza U S A ,  Texzron cites to no evidence 
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whatsoever of the requisite conduct, and acknowledges that the company is "not presently 

active". Textron Initial Brief at 1 18- 19 n 28 Simil;vly3 as to Schuk;a Auto, Textron offers no 

evidentiary support from which to find the requisitr: conduct I ther efore find that Textron does 

not meet its burden on this issue. For Schukra Ber bidorf. Tcxqron relies on a passage fiorn the 

testimony of Mr. Richter. See, Richter, CX 226C Of 120 The testimony cited gives no clear 

indication of or support for Schukra Berndorf's sat-sfaction nf the requirement, and other 

testimony by Mr. Richter, CX 226C at 93 and 1 17- 120, casts doubt that Schukra Berndorf has 

becn involved in the necessary conduct. While Tex :ron attempts to overcome its evidentiary 

deficiencies concerning these three Respondents by arguing that thev are interrelated and 

commonly controlled, rendering all the Respondent "r.espons!ble" for the importation and sales 

for and after, Textron cannot rely on this theory. for which it cites no authority in support, to 

avoid the statutory jurisdictional requirement as to t new Respondeni s Accordingly, the 

argument is rejected. 

B, Domestic Industrv 

As a prerequisite to reliance on Section 337( d)( 1 )(B I, Textron must establish that ' I . .  .an 

industry in the United States, relating to the articles moaected by the patent . concerned, exists 

or is in the process of being established " 19 TI S C j 1337(a)f3). Typically, the domestic 

industry requirement of Section 337 is interpreted as cotisistine of two prongs: economic and 

technical. E a  Certain Variable SDeed Wind -Tu&ire:sa-ncJ 1 :gmpc2nt.:nts. TherezC Inv. No. 337- 

TA-376, Comm'n Opinion at 14- 17 (1 996) The e a  nomic prong concerns the investment in a 

domestic industry, while the technical pronz involves2 whether the clnlmed investment pertains to 

material protected by the patent. The domcstic indumy for articles protected by the '294 Patent 

must involve: (1) significant investment in plant and rquipmenz, (2) siqnificant employment of 
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labor or capital; or (3) substantial investment in its eYrphitation, including engineering, research 

and development, or licensing. 19 U.S.C. 9 1337(a)( 3) .  Prod  of meeting any one of these three 

criteria satisfies a complainant’s burden of proof on #he domestic industry requirement. Certain 

Concealed Cabinet Hinges and Mounting &res, Iiw No. 337-TA-289, Comm’n Opinion at 19- 

20, 22 (1990). As set forth below, Textron meets it., burden of establishing the requisite 

domestic industry for products practicing Claims 1.5 and 16 of the ‘234 Patent. 

1. Technical Prong 

Textron relies on the physical exemplars of it j proffcm-red domestic industry products, CPX 

1 and CPX 2, along with the testimony of i t s  expert, Mr Smith, Smith, Tr. at 212-1 6,  to establish 

that these products practice Claims 15 and 16 of the 25)4 Pateat. The Staff maintains that the 

technical prong is satisfied, at least through the practace by CPX 2 of Claim 15 of the ‘294 

Patent. The Staff notes that Mr. Smith’s testimony to that efict was unchallenged by the 

Respondents’ expert, Dr. Eagle. Neither in the Resp Indents’ Initial Brief, nor in the 

Respondents’ Reply Brief do they dispute or offer ar y argument against Textron’s satisfaction of 

the technical prong of the domestic industry requiren e d  

I conclude that Textron’s proffered domestic industw product, as represented by CPX 2, 

satisfies the technical prong of the domestic industry requirement A visual inspection of the 

product confirms that it embodies all the limitations set forth ic Claims 15 and 16 of the ‘294 

Patent. The expert testimony of Mr. Smith supports ihik finding, and no party challenges 

Textron’s hlfillment of the technical prong 

2. Economic Prong 

The parties stipulate to Textron’s satisfaction ofthe emnomic prong of the domestic 

industry requirement. 
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Conclvisirrn 

Accordingly, for the foregoing reasons, I d3termine that the importation and sale of the 

accused products does not violate Section 337 by I easoli of infiinpcment of Claims 15 or 16 of the 

‘294 Patent. Textron established the requisite doni estic industry, brit failed to prove infringement 

of either of the asserted claim. The Respondents t lid not prove tht- invalidity of the asserted 

claims or the unenforceability of the ‘294 Patent. 

Recommended 1) eterm in sltion 

Pursuant to Commission Rule 210.42(a), 15. C.F.R. 6 210.42(a), this recommended 

determination contains findings of fact and recommendations concerning the appropriate remedy 

and bond amount for consideration in the event thal h- Commission finds a violation of 19 U.S.C. 

8 1337 (“Section 337”) in this investigation. As set forth in more daail below, should the 

Commission conclude that a violation of Section 33 7 d8d war,  it is my recornmendation that an 

appropriate remedy under such circumstances WOUL 1 consist solely of a limited exclusion order 

directed to Respondents’ mechanical lumbar suppat ts that iiltringe Claim 15 or Claim 16 of  the 

‘294 Patent. It is my krther recommendation, as sc t forth bdow in more detail, that, in the event 

of the Commission finding a violation, the appropriate bond amount would be 17% of the [ 

approximate value of each allegedly infringing inpoited proriuct. 

VII. Remedy 

3 

Textron requests as remedies the imposition of R limited exclusion order, a cease and 

desist order and a reporting requirement. Accordin): ta Textron, the limited exclusion order 

should cover all of the Respondents’ accused and infiringing plastic and metal basket lumbar 

supports and all products such as automobile seats, tut excepting automobiles themselves, that 

include the supports. Textron contends that no h a m  : to the public interest would result from such 
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a limited exclusion order, noting that it and other lumbar support supuliers can meet any demand 

needs arising out of an order rendering the ftespondents' products unmailable. In support of a 

cease and desist order, which Textron acknowledges is only deemed appropriate if there exists 

commercially significant inventories of the infringing products in the I J.S ., Textron merely 

asserts, without pointing to any evidence, that given 4dvantage's importation and resale of 

infringing products, it must "of necessity maintain soime normal level of inventory". Textron 

Initial Brief at 128-29. As to the proposed reporting requirement, Tearon suggests only that it 

should be imposed to address its "concerns" about iniiinging importaiion because "a great 

number of infringing lumbar supports may enter the I. imted States in foreign-made automobiles". 

Textron Initial Brief at 128. 

The Respondents oppose the proposition that any exclusion order or cease and desist 

order reach products other than those found to infrin :e one of the asserted claims of the '294 

Patent, or be imposed on any of the Respondents for which Textron fitils to demonstrate the 

requisite importation-related activity. The I<esponde:its cite Certain lkasable Pronrammable 

Read-Onlv Memories. Components Thereef, Product E Contaanp, Such Memories. and Processes 

for Making Such Memories CEPROMs), Inv. No. 33?-TA-276. USITC Pub 21 96 (1989), a, 
Hpndai Elec. Indus. Co. v. U.S. Int'l Trade_Comm'n, 899 F 26 1204 (Fed. Cir. 1990) in support 

of its contention that downstream products should nct be included in any order so as to avoid 

disruption of legitimate trade. The multi-factor frame-work for analysis of the propriety of 

including downstream products under the coverage cf a limited exclusion order is set forth in 

EPROMs as follows: 

the value of the infringing articles compared to the value of the 
downstream products in which they ai e incorporated, 



the identity of the manufacturer of the downstream products (i.e., are 
the downstream products manufactirred by the party found to have 
committed the unfair act, or by thirci patiesi. 

the incremental value to complainaw of the exclusion of downstream 
products; 

the incremental detriment to I-esponl ierlts of such exc ;lusion; 

the burdens imposed on third partiebb resu1th.c fiom icxclusion of 
downstream products, 

the availability of alternative downs-ream products which do not 
contain the infringing articles; 

the likelihood that imported downsti-earn pr.Aucts actually contain 
the infringing articles and are theret: y subject to exclusion; 

the opportunity for evasion of an exclusion order which does not 
include downstream products; and 

the enforceability of an order by Customs. 

Hyndai, 899 F.2d at 1209 (citing EPROMS). Tex won fails to address any of the EPROM2 

factors other than the availability of alternatives to she infringing products. 

The Staff takes the position that a limited e::clusion order a.)vering the Respondents” 

infringing baskets and assemblies for those baskets alone would be the appropriate remedy under 

the circumstances. As to a cease and desist order, the Staff asserts a lack of evidence to indicate 

that any of the Respondents maintains the requisitt commercially significant level of inventory. 

Based on the submissions of the parties anct the evidence of” record, I recommend 

issuance of a limited exclusion order that covers oidy the infringing products of those 

Respondents deemed in violation of Scction 337, and does not extvnd to third party downstream 

products. In seeking a broader order to encornpas,; downstream products, Textron, in its post- 

7The Staffdoes not spec@ which Respolrderlts it contenas should be subject to the order 
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hearing briefs and proposed findings, omits any shou mg on m s t  of the EPROMs factors, 

despite the Respondents having cited the EPROMs a d p i c &  framework. Textron therefore fails 

to establish that these factors weigh in favor of an or fer that applies IO downstream products in 

this investigation. Accordingly, in light of Textron's onussiorrs, I must recommend against 

broadening any exclusion order to cover downstrean products 

Similarly, I do not recommend issuance of a cease and desist xde r  in light of Textron's 

deficient offer of the requisite evidence. While Text: XI acknowledgos the requirement of finding 

a commercially significant level of allegedly infringing inventory in the U.S., Textron puts forth 

no evidence regarding the existing level of such inventory, and instead merely makes an 

argument based on supposition 

Monohydrate, 1 5  USPQ2d 1263, 1278 (Int '1 Trade f:onm'n 1990) Without the evidence 

necessary to make the underlying threshold factual finding, 1 cannot recommend a cease and 

dcsist order. 

EPROMs; In re Certain Crystalline Cdadroxil 

Turning, finally, to the special reporting requurenent proposed by Textron, 1 also decline 

to recornmend its imposition Again, Textron point:% to no cwdentiay support for its contentions 

that its situation with regard to the Respondents pre ;ems unusual concerns Rather, Textron 

makes only a conclusory assertion as to the necessit : of a reporting I equirernent. I find no 

compelling justification to recommend implemcntati,m of such a reporting requiremeut under 

these circumstances. 

VIII. Bonding 

Finally, as to the appropriate amourit for a b.md to be set according to Section 337(j)(3) at 

an amount ' I . .  . sufficient to protect the complainant troni anv injury" associated with the 

continued importation of any offending products du ing the Presidentid review period, Textron 
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requests a bond in the amount of 100% of the price of any inEiinging products. In support 

thereof, Textron claims that sales of any infringing peodvcts hurt its ability to compete and to 

charge a price reflecting the full value of its patented producis The Respondents counter that the 

amount of any bond should be minimal. They note tnat given its purnose, a bond should 

constitute only the amount by which the price of rhi dleyedlv infring ng products undercuts the 

sales price for the patented products. In this case, according to the Respondents, the accused 

products do not sell at prices below those of 'Textron's product. Furthermore, the Respondents 

contend that the respective products cannot be comp ual as inrercha tgeable, as they are sold 

"according to precise specifications, after qualificaticn, on a long-tern contract basis" 

Respondents' Initial Brief at 108. The StafY suggests that 17% of the estimated [ 

each allegedly infringing imported product constitute I an appropriate bond amount to protect 

Textron from injury. According to the Staff, 

] value of 

1 

Of the parties, only the Staff points to evidence and offers argument properly relating the 

amount of the bond to the actual value necessary to protect Tartton from the injury suffered as a 

result of permitting the continued importation of proodcts deemed to infringe the '294 Patent. 

No party proposes a bond related to a reasonable royxlty rate for the '294 Patent, but the Staff 

seemingly focuses on the injury that may result from price undercuttinq. Textron's arguments as 

to the severe and irreparable nature of the likely iniuq lack strong evidentiary support, and its 

request for a 100% bond is without any evidentiary support. kcordingly, I recommend setting 

7 



the bond in the amount suggested by the Staff, 17% of a [ 

product. 

lt~ntered value for each accused 

SX 12C; Richter, Tr. at 405,43 1. 
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Findings of Fact 

I. Background 

4. 

5 .  

6. 

7.  

8. 

9. 

LO. 

11. 

All findings of fact set forth in the lniti il Determination are incorporated herein by 

reference. 

McCord Winn Textron, Inc. (tt'rextror~it) is a business cntity incorporated in 

Massachusetts with its principal headquarters at 645 Harvey Road, Manchester, 

New Hampshire. JX 1, fi 3. 

Textron i s  the owner, by assignment, ( f United States patent number 5,5 '1 8,294 

("the '294 Patent"). JX 1, fi 4, CX 4 

Respondent Schukra of Nonh Amcric ;, 1,td ("Schukri N.A.") is a corporation 

under the laws of Ontario, Canada witii its principal place of business at 1361 

Ouellette Ave., Windsor, Ontario. JX 1, 

Respondent Schukra Manufacturing. lnc. (" Schikra Manufacturing") is a 

corporation under the laws of Ontario Canada with its principal place of business at 

3 10 Carlingview Drive, Etobicoke, Oirtano. JX 1, 7 6 

Respondent Schukra U.S.A., lnc. ("Schukra U.S.A.") IS a Michigan corporation 

with R principal place of business at 8( 1 West Big Beaver, Suite 500, Troy, 

Michigan. JX 1, 7 7. 

Respondent Advantage Technologies. Inc . ("Advantal:e") is a Michigan 

corporation with a principal place of hsiness a~ 1473 Helm Court, Plymouth, 

Michigan. JX 1,18.  

Respondent Schukra Automobil-Erstausstattunr! GmbH ("Schukra Auto") is a 

5 
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limited liability company registered in dumberg, Gemany with a principal place 

of business at D-90411 Niirnberg, Gef,,ert:;rasse 5, Germany. JX 1 11 9 

12. Respondent Schukra Berndorf GmbH {"Schukra Berndorf") is a limited liability 

company registered in Berndori: Aust ia with rts principal place of business at 

Leobersdorfer Strasse 26, A-2560 Ber ndorf, Austria. JX 1.1 10. 

Textron filed a complaint against the 1Zeq)ondmts ou August 19, 1998, amended 

it on September 14, 1998, arid suFp1er:iented it on September 16, 1998. 

Complaint. 

13. 

14. The Commission issued its Notice of Fnvestigatron on September 23, 1998, 

instituting this Section 337 investigatinm concernmg Textron's allegations of 

infringement of Claims 15 arid 16 of the '294 Patent, BS well as Textron's claim of 

the requisite domestic industry. Notic? of Investipatiom 

Textron is the owner by assignment ~f the '204 Patent, entitled Variable Apex 15. 

Back Support that issued on May 2 1, 1936 bawd on continuation-in-part 

application number 08/247,829. JX i , 74; CX -1, CX I ;  CX 2. 

The '294 Patent has 20 claims. inclucmg independent Claims 15 and 16 that are at 16. 

issue in this investigation. C X  1; SX 11 

17. Complainant alleges that the devices "dejltificd as plastic-type baskets: 707 

(CPX 5, 8,9, 18); 711; 3402 (CPX IO); 4501 (CPX "1; 6401,6402 (CPX 11, 14); 

6403; 7601 (CPX 6, 17)' the Ope1 rn8Jdel (CPX 12) and the Recara sports seat 

(CPX 19), as well as the lumbar asseinblies ofwhich they are a part, infringe 

Claims I5 and 16 of the '294 Patent SX I 1  at 3; CX 106C. 

18. Complainant alleges that the deviccs designated CPX 3C, CPX 4C, CPX 13C, 
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CPX 15C and CPX 16C and the lumbar assemblit:s of which they are a part 

infringe Claim 16 of the ‘294 Patent SY 11 at 4 

11. Claim Construction 

19. Claim 15 of the ‘294 Patent is an indepi :ndent claim and provides as follows: 

A back support for use within a seatback, comprising: 

a unitary flexible support member inclding a central body portion having a 
longitudinal axis and first and second Lcaghudinai ends. and a plurality of 
support fingers extending outwardly f r ( * ~ ~ i  said central body portion in a 
direction generally perpendicular to sail longitudinal axis of said central body 
portion; 

said support fingers each have a folded perimeter and a rounded end distal from 
said central body portion and project gt :nerally fbrward from a plane generally 
defined by said central body portion when said support member is in a relaxed 
position such that said rounded end on each said support finger is forward of said 
plane; 

said first longitudinal end having a clarrping mcmber adapted to be rotatably 
attached to a bar on a seatback whereir said bad. support is employed; 

said second longitudinal end having a koldmg member adapted to slidably aIid 
pivotally couple said second end to a smmd porion of the statback; and 

wherein said central body portion said Jilampin3 member and said holding 
member are integrally formed from a Sj ngle piem of material. 

cx 1, Col. 12. 

20. Claim 16 of the ‘294 Patent is an independent d;tim and provides as follows: 

A back support for use within a seatbat:.k, comprising: 

a unitary flexible support member including a central body portion having a 
longitudinal axis and first and second lmgitudlnai ends, and a plurality of 
support fingers extending outwardly fi3111: said central body portion in a 
direction generally perpendicular to sa.d longitudinal axis of said central body 
portion, 

said first longitudinal end having a pair of clamping members projecting away 
from said certain body portion and ha\ iny oppasite clamping surfaces such that 

KO 



21. 

22. 

23. 

24. 

25. 

said clamping members are adapted to rotiitably engag: a bar on the seatback 
wherein said back support is ernplcyed 

said second longitudinal end having a holding member adapted to siidably and 
pivotally couple said second end to a sixand ponion of'the seatback; 

wherein said central body portion, said clamping member and said holding 
member are integrally formed fiom a sdayk: piece of material. 

cx 1, Col. 12. 

The identical preambles in Claim 15 an 1 Claim 1 5 contin terms with an ordinary, 

plain meaning rather than terms of spei ial sigmfiiance m the art See CX 1, 

Col. 12, lines 21 and 44. 

In the prosecution history of the '294 Patent, in m office action dated April 13, 

1995, the examiner, with regard to application olaims 3 and 17. referred to the 

"folded perimeter" of the support fingc rs as " r d e d  edges", noting that this 'I.. . is 

considered a matter of design choice a:id obvicrus mechanical expediency, and is 

not considered a patentable distinction 'I CX 2 at 98, see also CX 2 at 115. 

The specification of the '294 Patent st,des as fr>llows: 

The peripheral edges 82 of support finitem 80 arc bent back 
slightly relative to the forward projecti&m of the mppor t fingers 80. 
The bent peripheral edges also enhima- the comfort provided by 
the back support member and further rcduce the amount of wear on 
a seat cushion that might otherwise be caused k q  the movement or 
adjustment of the back support 62 witiiin the scatback. 

CX 1, Col. 3, lines 13-19. 

The specification of the '294 Patent stdtes as fdlows- "It should be understood 

that thc back support could he made ot'other materials, such as for example 

injection molded or thermoformed pia tic.'' CX 1, Col 6,  lines 55-57. 

The specification of the '294 Patent st ties as fdows: "Horizontal support strips 



- - - - - *  -.- . .I -.-. I m . .I-- 

16 preferably include bent ends 23 tha! protect a seatbdck padding from damage. I' 

CX 1 ,  Col. 5, lines 44-46 

26. The specification of the '294 Patent sLites as fdlows: ''The peripheral edges 82 of 

support fingers 80 are bent back slightly relative to the forward projection of the 

support fingers 80." CX 1, Col 3, line; 13-15. 

27. The New Shorter Oxford EngIjshJDictloim-y. >ml. 1 at 991 (1993) includes the 

following definitions of "fold": "[dloul #le or bend"; causing to "undergo bending 

or curvature". 

28. Mr. Fred P. Smith, Textron's expert, cgualdied as an expert in the field of 

mechanical engineering. Tr. at 200 

29. Mr. Smith testified as follows: 

Q Do you see the lanbwage hi the claim, MI Smith, 
relating to "support frngers each haviw a Folded perimeter" 
in 15(b) of the chart? 

A Yes. 
Q 

A 

What is meant by "folded" in Use patent and 

Again, that's kind of discussed m colunm 3, 
according to the file histoiy? 

starting with line 13, it says "the peripheral edqes of the 
support fingers 80 are bent back slight'y relative to the 
forward projection of the support fingm 30. Phe bent 
peripheral edges also enhance the cornfod provided by the 
back support member and krther reduce the amount of wear on 
the seat cushion that might otherwise Ire caused by the 
movement or adjustment of the back support b2 withiri the 
seat back. 'I 

So what they were trying to do s takc ttK" 
periphery of the finger and take that a! yay fioni this part 
that was out in the middle, so that it w sulrln't chafe on the 
seat back. 

Q Does figure 2 have any bearing on the term 
"folded," the meaning of the term? 

A Well, you can look in figure: 2, and you can see 
this second line around here that shows hcm that periphery 
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30. 

31. 

is bent back away from the main ponaon of tlro finger here. 
Is a specific mechanical operation necessary in 

order to achieve this folded state? In other words, is it 
necessary to bend a metal finger to gct to a fdded state? 

A No. And in fact, the patent s:,eGfication 
actually talks about -- column 6, it talks about other 
materials -- let's see, we're at line 54. "It shodd be 
understood that the back support could be m d e  of other 
materials such as, for example, injection molded or thermal 
formed plastic. " 

If you're going to make this out d a  thermal -- 
or injection molded plastic, for instarce, you oertainl! 
wouldn't bend that back because that wouldn't make my sense 
to do it that way. But you would actually put that same 
feature in the mold so that it would accdmplish the same 
purpose And that could be done by foT instance, radiusing 
the edge or tilting the edges back in the mold so that it's 
actually molded that way. 

with the word ''perimeter'' as it's use(! ia tlie patent claims? 

mean, if this is a finger, it is, the outside edgc. would be 
the whole perimeter of that finger. 

Q 

Q How do you take the term "f Adcd" in connection 

A I kind of discussed that bcfor 4;. The perimeter, I 

Smith, Tr. at 203-05. 

Dr. Paul J. Eagle, the Respondents' cxprt, qualified as an expert in the field of 

mechanical design and manufacturing as it reletes to automotive components and 

subassemblies. Tr. at 848-50. 

Dr. Eagle testified as follows: 

Q And then subparagraph 0)) of the claim 15 goes on 
to say "said support fingers each ha\e a folded perimeter." 
Could you give us your understaiidiiig of the element "folded 
perimeter"? 

"Folded" is a term of art useti in shect medal [sic] 
folding. It implies an action has been performed on some 
sheet of material, just like you would fold a piece of 
paper, it's bent to create a fold line cr an edge It's an 
action that is performed on somethi1 g. Now, a foldtsd 
perimeter, from what I have seen in rhe patent. suggests 
that some portion of the perimeter cr outside cdge ofthese 

A 
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fingers that are the long protuberances coming off of the 
lumbar support have an edge that has be&n foided or bent 
away. 

Q 
looking at figurc 2 of the patent whetjrer the fingers a1 e 
folded or intended to be folded? 

are -- there has been a folding action done to a sheet of 
material on some portion of the perimcter of the finget like 
elements. 

Q 

way? 
A 

device that is described in the specificaticm, and I 
understand it to be very much like the Textroo or Ligon 
lumbar support. 

and Textron as a preferred embodiment? 

And with regard to folding, can you telf Erom 

A My interpretation of this drawtng is that there 

And what about for the -- stril e &at 
What do you understand figure 2 tr) be, by the 

I believe that figure 2 is an illu ;tr&tion oi'the 

Q 

A Yes, I have. 
Q 

A 

And have you heard that refened to by Mr. Smith 

And what about the device that's h figure G of 
the patent? 

My understanding is that this is the nonpreferred 
embodiment of the patent and was the original development 
that was in the first patent application md was the result 
of development done by Ligon Brothel s. 

the -- let's call it the fingers there are fc zltled? 
' Q 

A 
Q 

And can you tell by looking at kibwre 6 whether 

Yes. There's a fold done on these- Fui,qerz 
And when you were describing foEding tr: us before, 

you mentioned that you had made somcc reference, I believe, 
to two folding operations. I'd like you to look at Exhihit 
RX 127-C, and unfortunately, there's not serial pages on 
these, but there's a page, the sixth page from the end, 
which is an excerpt from the -- from cfiaptcr 22 of the 
text. Do you see what I'm talking about, 3 ~ ' )  

And what is this document? 
This is a page that has been photocopied out of 

A Ido. 
Q 
A 

one of the most widely used textbooks rn undeigraduate 
engineering education for manufacturinq processes. 

And if you could just read to us what that 
textbook is and the addition fiorn whiclt t l is  excerpt mas 
taken? 

This is from Mike11 Groover's b) ,ok "The 

Q 

A 
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Fundamentals of Automotive Manukturiny" published by 
Prentice-Hall in I996 

Q And did you consider t h s  dd tculncnt in reaching an 
understanding of the term "fdding" 

A Well, I was familiar with the term "fdillng" prior 
to viewing this document. As I ruexitiorled, it's a term of 
art in sheet metal forming, but T --- tl is certrtlnly 
describes the type of action or type ,f process that folding 
of sheet metal represents. 

At the top of the page, it says -- it's 5 12 in 
chapter 22, slash, sheet metal workilig, so is it correc;t 
that this discussion relates to foldink operations on 
metal? 

A That's correct. This page, thase illustrations 
and the discussion contained m thew paragraphs are part of 
a chapter in this text that explains th?: basic operations in 
sheet metal working. 

Q And do these -- would these operation5 applv to, 
for instance, plastic? 

A Well, one would not tiormallu use these terms or do 
these operations on plastic parts. Ncw, there's varioiis 
types of plastic. Tnjection mo1dip.g puts would not tend to 
be folded, because they would be cast of, you know, liquid 
would be injected into a die and solid@ undw certain 
shapes, so you wouldn't tend to do a subsequent operation 
where you would fold something SI eet metal is a solid 
piece of material, and then you do operajions to it, actions 
are performed on it to fold it to the shapes that you sce 
here. 

Q 
is a Schukra device, what type of pla .tic i s  used in this 
particular product? 

Q 

For instance, looking at an e x q i l e ,  W X  7, which 

A That is a glass-filled nylon 
Q And do you know how that biskct is made generally? 
A Yes. There's a cavity, an empty space within .i 

mold, and liquid plastic, which is this gla.;s-filltd nyloii 
material, is injected into it at a high temperature, and xt 
cools and solidifies and is left in that shape The die 
will then open up There's actually a r:omplic&td sequence 
of the die opening to prevent the part from being damaged 
and tiin injector pins will force the finished pan out of 
the die. 

Q 
used -- or could they be used, in your opinion. on that type 
of material? 

And would folding operatrans for sheet metal be 
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A That isn't something that a per SOB, you know. 
skilled in the art would say. We wouldn't fold B plastic 
injection molded part. It would be very irre@ar to say 
something like that. 

Eagle, Tr. at 855-59. 

32. Mr. Smith testified as follows: 

Q. In talking about this perigheral edlpe issue, Mi. Smith, 
you said that the entire - - the whole xipherq c4 the finger has to be 
bent. Can you look at figure 2 and tel: nit: wbdher yo~ i  see, for 
instance, 80, whch is a finger - - on the right side, can you tell me 
whether the entire periphery ofelernelit M), which is the finger, is 
bent? 

the periphery of the finger being bent, yes 
A. In my estimation, that wmlti - - I would consider that 

* t  

Q. 
A. 

If you could just elaborare. 
Obviously, there's a smdI portion where this hooks 

onto the central body portion, which kn't bent, but the entire rest of 
the periphery of the finger is bent. 

Sinith, Tr. at 1006-1007. 

33.  Stephen Porter, James T. Ligon, Si. aid Andrew Patrhs are the named inventors on 

the '294 Patent. CX 1. 

34. MI. Porter testificd as follows: 

Q 

A 

Q 

A Not a particular angle We weke just trying to 

What were you trying to accomplish with the 

To more closely match the con;ow of the 

Is there any particular anglr thzlt ynu had in imnd 

.angling of the fingers? 

occupant's back. 

€or projecting the fingers forward? 

bend them forward slightly. 

Porter, Tr. at 146. 

35. The specification ofthe '294 Patent pr )vides that "[tlh:: angle of support fingers 

80 is provided to yield greater lateral sl ipport fix a use1 and to enhance the 



comfort provided by the inventive kack S U ~ D C ) ~ ~ . "  CX 1 ,  Col 3, lines 11-14. 

The '294 Patent examiner rejected claims using the "clamping member" language 

other than those claims that ailtinintt*ly issued as Claims 15 and 16 based on 

obviousness in light of two other pai ents. &g CX 2 at 99, 1 12- 14. The patent 

examiner noted that a hinge ctisclos&.cl ib one of these other patents, U.S. Patent 

No. 3,762,769 ("Poschl'769 Patent ) could qualify as a "clamping member" 

"absent any hrther structural descrii tiari" of-the "clamping member" in the claims 

36. 

CX 2 at 99, 112-14. 

37. Merriam Webster's Col1ee;iate Dlcticmm 21 0 (lo* ed. 1997) includes the 

following definitions: "clamp [verb]: To fasten with or as with a clamp . . . "; 

"clamp [noun]: 1 : a device designed to bind w constrict or to press two or more 

parts together so as to hold them firnrly; 2 .  any of various instruments or 

appliances having parts brought toge*her for holding or compressing something". 

The Oxford Endish Dictionary. Shorter Veryon at 3 ? 9 includes the following 

definitions "clamp [verb]: To make fast with a clamp l)r clamps"; "clamp [noun]: 

1. a brace, clasp, or band, usually of rigid material, used for strengthening or 

fastening things together ... 2. a name of cippliances with opposite parts which 

may bc brought together, so as to sei; e, hold, compress or pinch anything . , . . ) I .  

38. 

39. Dr. Eagle testified as follows: 

A A clamping member is something that provides a 
compressive force on to something J'. cbrnI> 1s -- offers 
restraint with a compressive force. Ni IW, it's important to 
note that in the context of this patent, thlsr clamping 
member provides a compressive force to aomething, brlt not so 
much that it cannot rotate because later we'll see that this 
clamping member must be able to rota1.e on ;I bar. 
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Q When you were explaining comnp-essi ve force you 
were using your hands. Is this a uni1;itefal force, or -- 
unidirectional or is it more directional? 

two sides. A single force can't be cornprcssile You have 
to have a pair of forces to have cornpi-esion. 1 ensioik is 
when the forces act in directions oppl )site each other, and 
compression would be when the foro-s act toward each other 

A The clamping member would be applying a force fiom 

Eagle Tr. at 865. 

40. During the '294 Patent prosecution, the applicants stbted to the PTO that "The 

clamping member is for rotatably atta :hmg one end ot' the back support to a 

seatback." CX 2 at 90. 

4 1. Dr. Eagle testified as follows 

Q And you referred to the word "rotation 'I Can you 
give us your understanding of the claim element rotatably 
attached? 

A Rotatably attached suggests tEiat the -.- something 
can change its orientation or rotate 01 turn alicwt a fixed 
and tangible axis. The reason that wc know rbis is we talk 
about rotatably attached to a bar, and the center line of 
that bar then becomes a tangible axis of rotation. 

Q Is that axis fixed? 
A Well, from reading the patent And looking at these 

claims and looking at the illustrations that a x s  would be 
fixed on a bar that does not move, ant 9 thm the clamptng 
member would change its orientation 
motion turning about that bar that stavs in a fixed 
location. Ijust want to add, I also believe that that is 
the case because the patentees were v l q  care&[ to 
distinguish another type of turning mc tiai later an, which 
is pivoting, which I presume 1 will discuss in a moment 
here. 

with one type of 

Eagle, Tr. at 865-66. 

42. Dr. Eagle testified as follows: 

Q Let me ask you this: Before whai you were talking 
about rotatably attached you said that was going to afiect 



your discussion on pivot, pivotally? 

terms. They say "rotatably" in one case and they haPre 
"pivotally" in another case and they don't use the smile 
word in each case, which kind of collfirnis hi my mind, 
especially when you look at the illustrations, that they're 
talking about the motion of an insta i t  e n t e r  They &:hose 
the word "pivotally" to distinguish it froin "rotatably" 
where "rotatably" means we're talku g about changing 
orientation about a fixed tangible axq whercas "pivntally" 
is referring to changing orientation about an instant center 
that is changing all the time as that e nd moves 

A The patentees are carefbl to disinguish thest. two 

Eagle, Tr. at 868-69. 

43. Mr. Smith testified as follows: 

Q You testified before, in respcnse to Mr. Vary's 
questions, that in discussing the differences in  :he ends of 
thc prcfcrred cmbodiment in the '294 parent, that one end 
clamps and rotates in a fixed positioi .. Isn't it correct 
that "fixed" means that it cannot move? 

A It means that at soale point, i t  does nor move, 
that's correct. 

Q At some point, you'rc talking about 
translationally or rotationally? 

A I was talking about translatioilally 
Q So it's your testimony that when you use the word 

"fixed," there is some movement that has to ht part of the 
component of that word, in that statc €11 other words, when 
something is fixed, you're saying that the state of being 
fixed connotes that there has to  be some translational 
movement in it; is that correct? 

A 'No. 
Q Then explain what you mcan 2y "fixed" in your 

A What I was saying is that at SOK" poim that tand 

Q And when it's held in translati 3n about some axis, 

A The two are not mutual, but i c  does rotate, ye;. 
Q And in this particular context it i s  rotating; 

correct? 
A That's correct. 

answer to Mr. Vary's question before. 

is held in translation about some axis 

it means it's also rotating; correct? 



44. 

45. 

46. 

111. Inffinaernent 

Smith, Tr. at 347-48. 

Merriam Webster's Collegiate Dict iong 10 18 (IO* ed. 1997) includes the 

following definition of "rotate": "to twn about an axis or a center: revolve". 

In submissions to the PTO during the prosecution of the '294 Patent, the applicants 

uscd thc tcrrns 'Icouplc" and "attach" Ariturchanpeably CX 2 at 90. 

Merriarn Webster's Co1iegiateDictiorq-y 887 ( F 0'" ed 1997) includes the following 

definition of "pivot". "a shaft or pin 01 which something turns" 

47. 

4s. 

49. 

The Accused Plastic Products are exeitrphfied bv CPX 5, CPX 6 ,  CPX 7, CPX 8, 

CPX 9, CPX 10, CPX 11, CPX 12, CI'X 17, C€'X 18, and CPX 19, which include 

both coinplete and incomplete assembhes. 

The Accused Plastic Products have all the features described in IS(a) and 16(a). & 

CPX 5, CPX 6, CPX 7, CPX 8,  CPX 9, CPX 10, CPX 11, CPX 22, CPX 17, CPX 

18, and CPX 19. 

Mr. Smith testified as follows: 

Q 
not the Schukra exhibit responds to tht language of claim 
15, sir. 

A As we look at this, this certainlv is also a 
unitary, flexible support member. 1'11 show the ff exible. 
It includes a central body portion, it hac; a longitudinal 
axis, f i rs t  and second longitudinal ends Jt has a 
plurality of support fingers extending oilnlrardly from the 
central body portion. They're perpendicular to the 
longitudinal axis of the central body portidn. So this 
responds directly to 15(a). 

The support fingers each have a folded perimeter 
and a rounded end distal from central bijdy portinn and 
project generally forward from the plmc gtmerallq defined 
by said central body portion. Let me pi zk that -- take that 

All right, hfr. Smith, let's talk a b w t  whether ot 



just with the folded perimeter 6-s t .  There's hvo paras of 
how you would do a folded perjmeier, at leam how Schukra 
has done the folded perimeter. Firs of all. the end i q ;  
radiused, so that it gets the sharp edge away from this 
central part, as I talked about earlie in the 
specification. 

The second thing that has been done an these 
fingers is the whole finger, if you can see t h t ,  is radrus, 
so that that in addition gets that edge away 'iiom thai 
central portion of the finger. And that's certmnly how you 
would do this folded edge, if you WI re going to manufacture 
it out of injection molded plastic 

Rounded distal end, rounded s d  distal from said 
central body portion. Certainly have that. And project 
generally forward from a plane genea-ally defincd by said 
central body portion. Probably the easiest wav to da this 
again is with the straightedge You -,an see rhat those ends 
are above that plane. 

Smith, Tr. at 221-23. 

50. Dr. Eagle testified as follows: 

THE W I W S S :  Okay. "Copla&ar" means that all of 
the eiements lie in the same plane I GWG to point out 
that this has been distorted the guide wires so this does 
not appear to be in the same planc, b it when the part is 
designed -- when the part was design -d md itxinufactwed, 
when it comes out of the mold, these are coplanar. They are 
not on a curved kind of semicylindric,il shape that they're 
shown here. This is due to the fabt tfiat it's mcaunted and 
recycled several times, of course. Wc 4, m y  opinion is that 
these do not project generally fonvar 1. 

First of all, we know project yc-nerally forward 
suggests that -- these fingers wouid bt: angled away from the 
plane defined by the central body wck that they woultl 
perform some sort of useful purpose. Looking at this on 
edge, there's no angle that would cause these to have .i 
person even notice that they have -- t7,at they are not 
coplanar. 

Secondly, I've reviewed the drawings that were 
used in the design of this component, (md it's importarrt to 
note that on this plane, on this surface it's marked with 
what's called a datum symbol and the Platurn is a plane that 
the designer has in mind when other cmponems are going to 



51. 

be referenced and indicated So the designer csalled this a 
flat surface. 

May I interrupt you. When y:)u say flat, are you 
using that interchangeably with the term "coplLnar"? 

Yes. There is a minor distinction there, but yes, 
the designer intended that these all -- 411 these elenieni s 
lie in the same plane. 

Q 
feature? 

A Yes, I have. 
Q 

Q 

A 

You looked at a design drawixg of that partic~ilar 

And looking at Exhibit 127-C can you tind thi: 
drawing, the materials that you revievled in order to fimn 
your opinion? 

Figure 5, which is very near the hack of this 
stack of pages, is perhaps -- it is the fifth -- fourth -- 
fifth page from the back is one view which bas been 
extracted from that drawing 

your Honor? 

A 

MR. MASTRIANT: And may 1: approach the witness, 

JUDGE MORRISS. Yes 
BYMR MASTRIANI: 

Q I'm going to hand you what I'm representing is a 
blow-up of that figure 5 and if you coi tld just point out for 
us your testimony with regard to the d 3tum symbol 

In mechanical design, a datum jyfilbol is something 
that refers to a plane that is used far reference of 
dimensions and tolerances. The desigrer visualites a flat 
coplanar surface as a datum, and this paiticular drawin9 
shows the C datum surface, this thing that looks like a flag 
on the left side of the drawing is a datum suiface, and 
this, what we see here, is the fingers w  ea viewed on end. 
The way to visualize that would be to lake this SNA Physical 
Exhibit 8 and turn it upside down and look at it in the 
direction of the longitudinal a m ,  and we see the fingers 
as viewed on edge So the designer ha ; created This vicw 
and labeled it as datum, indicating that it is a fldt 
surface. 

A 

Eagle, Tr. at 879-8 1.  

RX 127C was admitted for the limited :iumose of prowding a reference of the 

material relied on by Dr. Eagle in forming his expert opinion. See Tr at 863. 



52. Dr. Eagle testified as follows: 

Q 
Physical Exhibit 7, okay? I'm sorry Respondent's Physical 
Exhibit 7 .  

Now, Professor Eagle, if I put this d m c e  flat on 
the table and the fingers were farwxd Rt the plane at the 
central body portion, the central bot !y portion wouldn't 
touch the table, would it? 

Let's take one that you did 1 se, PIaintrFs 

A I would agree with that. 
Q Now, when I put th is down tin the tdibie, will this 

A Well, why don't we tly it 
Q Okay, why don't we try it. Nos, you can set: -- 

central body portion touch the table' 

MR. MASTRUM: Excuse me, objeaion Let's put 

MR.KAHRL: Sure. 
BY MR. KAHRL: 

it on a table so it's on an even surfac ;. 

Q Now, you would agree with me, Professor Egle ,  
that when I push down on the center paltion of this device, 
it bends the fingers backwards, does] R't it? 

A It deflects under load, I would agree filth tha:.. 
Q And you would agree with m,: if you looked across 

thc table at a plane, you would see tbe amtral portion 
raised up off of the table so it doesn'l actualhi touch the 
table, wouldn't you? 

A It's resting on a couple of fingers and the 
central body portion's off the table, y' :s. 

Eagle, Tr. at 934-35. 

53. The perimeters of the support fingers of the Accused Plastic Products are folded, 

and, except for CPX 19, their suppor fingers project forward From the central body 

17, CPX 18, and CPX 19. 

54. Dr. Eagle testified as follows: 

Now, as we talk about a clamping member, we have 
to impart a compressive force ontn something Vow. 'here is 
no compressive force that is being imparted o i m  t h s  wire 
by these collar arrangements at either a d  There's several 
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reasons that we know that. First, by fooking at this object 
on end, we can see daylight coming through We can see 
light from the light fixtures on the ceiling coming through 
around the wires, suggesting that the1 e is clearance, and 
when there is clearance, there isn't that cwnpressive force 
being imparted. And then also the dwigner's rntent was to 
provide clearance, and for good reascrn. This has to be able 
to be free to slide on these wires And I've re-ewed the 
engineering drawings that were used :o produce t h ~ s  plastic 
basket, and it clearly indicates that thcre's clearance 
between the guide wires that the unit slides and pivots on, 
and the collar that is molded into the Aastic. 

that showed you that. Is that m the rriaterials that you 
relied on in Exhibit F S  127-C? 

There is a series of three viewr that were 
extracted from that drawing As a matter of fact, it's the 
same drawing that we were talking ah mt eatiier. 

Q Where is that, sir? 
A 

Q 

Q Let me ask you this: You refc rred to a drawing 

A 

That would be the last page 0, this package of 

And before you continue, T'm going to give you a 
drawings, pictures which is labeled figure 14. 

blow-up of that figure 14 for ease of I eference tor the 
court. 

Here's threc different views which are three of 
the -- when I say three different views they're: looking at 
those collars or clips in different cases on end 50 I'm 
going to hold up the other exhibit and show what you were 
looking at. So when we look at the c ~ d h  clip on end we 
see it shown in these views, and there 3 different 
arrangements for those collars and clii as, depending on where 
they're at. 

But the important point is that sn each case, we 
see the guide wire is identifid and there's a dtmcter 
given for it, and then we also see the size of the collar is 
also indicated with these dimensions, md in each case the 
guide wire is smaller than the open nrva of the collar. So 
there's nothing compressing or squeez mg the guide wire or 
clamping it as is required in I 5 -- in print 1 5 ( ~ )  

that correct? 

A 

Q 

A That's correct. 

So you don't find the clamping. member in RPX 7; is 

Eagle, Tr. at 885-87. 



5 5 .  Mr. George F. Daniels is the President bf klcCord Winn Textson. Tr. at 80. 

56. Mr. Daniels testified as follows: 

Q I would like to draw your attention, please, to 
Respondent's Exhibit 110, Rx 110. Dc you understand what 
this document intends to convey? 

It appears to be a comparison cf two products 
And it appears to be a compiricon between MMT, 

A 
Q 

A Yes, sir. 
Q And Schukra; is that correct? 
A That's correct. 
Q And you see, the third item tal! s ahout 

A Yes, sir. 
Q 

A Yes, sir. 
Q 

A That's correct. 
Q To the right, in comparing Schrlkn, it savs 

"clip-in supports to frame, tools recpir :d.'8 Is that 
correct? 

which we could agree is McCord Wina Textrori? 

installation ease, do you see that? 

Do you see the notes at the bot !on-!, talking abcrut 
installation? 

On the left, it talks about M W ,  a i d  it s y s  
* "snap-in support, no tools required ' I  1 i that correct? 

A That's correct. 

Daniels, Tr. at 125 

57. Rx 1 1 OC reflects Textron's internal a: Lalysis of the Accused Plastic Products, and 

refers to them "clip[pjng]-in" to place. RX 1 lOC 

58 .  MI. Smith testified as follows: 

A Again, claim 16 is the sane as 15, so what I did 
before applies equally to that. 1 might also show to thc 
court, if you can hold it, because I car t actually hold it. 
at the same time, that even off of here thitt the botton, 
rotating, go ahead and actuate it, and -he top slides and 
pivots. In fact, I can even turn it upsirle down, and it 
will even do the same thing. 

clamping members, and that's the pair of claJiiPing members, 
this being one clamping member, that 4ekg armher clamping 

The reason 1 took it off is to sh )w you the 



member. As you snap this bottom on, ir requires this 
snapping motion that clamps that onto The wire Again, each 
of these clamping members project away fiom tbrs centx al 
body portion. They have opposite claniping surfaces. In 
fact, that's the reason it snaps onto the liar as it goes 
through these -- it snaps on because it goess through these 
opposite clamping surfaces. 

"Such that the clamping member; are adapted to 
rotatably engage bar." We went thouGh that. These, when 
they actuate, can still rotate on that bar And then at 
16(c) and l6(d) are the same as in 15. So it's my testimony 
that SNA Physical Exhibit 8, or Exhibi' CPX 7 responds in 
each and every way to each element of claim 16 of the 
patent. 

Smith, Tr. at 226-27 

59. Mr. Smith testified as follows: 

Q 

A I have. 
Q 

A I have. 
Q 

A Absolutely not. 

Have you had an opportunity, tlr. Smith, t o  rwiew 
SNA 9, which is the same as Richtcr Euhi'tlit 2rV 

And have you compared this SVA 9 to SNA 8. which 
you've previously testified about today 

Do your opinions of jnfringem *nt ~hiingge with 
respect to SNA 9 versus SNA 8 ,  whidi ybu teqtsttfied -- 

Smith, Tr. at 374. 

60. Mr. Dragen Dosen is the engineering manger and senior project manager for 

Schukra N.A., and he supervises the prototype department. Tr. at 289. 

6 1. Mr. Dosen testified as follows: 



Dosen, Tr. at 579-80 

62. Mr. Smith testified as follows. 

THE WITNESS: Okay. 1 thixk we’ve decided 15(a) 
and (b) -- or the Schukra device i-espmds to 15(a) and 1 5(b)  
of the claim. 15(c) says the first lonpitudinal end having 
a clamping member. Again, this end is gnnly clamped onto 
the bar, it‘s not going anywhere. Ani! it’s adapted to be 
rotatably attached to a bar on the seat back. 

As I operate this, you will see that that end 
simply rotates. 

BY MR. VARY. 
Q 
A 

Can you use your digital level on thaT as well’’ 
Yes, actually, I can So we start out at 21.7 

degrccs, and as we actuate the lumb, a ippoa .  it goes down 
to about 4 degrees. 

Smith, Tr. at 224-25. 
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63, Dr. Eagle testified as follows: 

Q Continuing on with subparagrap!; (c), do you find 
any rotatable attachment of the first lonpturiinal end to a 
bar on a seat back? 

I don't find a rotatable attachnerd, and it's 
important to go back to that discussion which I h d  about 
the difference between a rotatable attacbrnsnt and slidably 
and pivotally coupled A rotatable attaciimnt, a s  1 
mentioned earlier, is something that is changing it:; 
orientation about a fixed and tangible u IS. 

Now, there is no fixed and tangib e axis of 
rotation for either end of this exhibit V':: See these 
collars or clips going over guide wires aii both encs. It 1s 

free to slide on these guide wires at both ends anc has to 
do that, as a matter of fact, because in this type of' 
arrangement with a collar on a wire, the c&le force or 
actual issuing force, in order to get this thihg to bxkle, 
would be very high if it wasn't able to sfrda. And since 
it's able to slide at both of these ends, m e  don't see that 
rotatable attachment that is described ir. thu clam 15(c) 

referring to it as collars, are they differentiated, 
depending on which end you're looking at? 

Well, there are collars on both ends 
Yeah, but are they different fioin each other in 

Well, there are some -- there arr: some difyerent 

A 

Q Just looking at Exhibit RPX 7, 7:oy've been 

A 
Q 

A 
their geometry or their shape' 

clearances on the different ends, but thi ir function is the 
same. There is a -- they retain the wire. and then is a 
clearance all around them so that they ,&re riot being 
compressed by the -- the wire's not bei 11: tomprcssed by the 
collar. 

is no clamping member and no rotatable attachment in W X  7? 
Q 

A That is correct. 
Q Will you please move on to subparagraph (d) and 

tell us whether you find the elements ofthat subjtaragrriph 
in RPX 7. 

A 
end has a holding member, something I hat pcrtbrms some 
restraint that is adapted tu slidably and pivotally couple. 
And I do find that in this device wr set. sliding as?d 
pivoting; as this device is actuated. it trawlates as well 
as rotates at both ends. So 1 do find it As a matter of 

So for subparagraph (c), it's yoiiI testmony tbere 

WeII, this requires thiit the second longitudinal 



fact, I find it on both longitudinal ends 1 don't just find 
jt at one end, it is at both ends. 

Do you find either end of that init as a basis tor 
the pivoting of the basket? 

Well, when the ends are squeezed together, thcy 
have to change orientation So thcy'rrr. pivoting. but 
they're also sliding It's a motion about an instant center 
that is changing its location all the time. 

do you mean that they're moving towards each other in order 
to achieve the bend? 

A In order for this lumbar suppot tx) perfbrm its 
function, the ends are squeezed together, and it bucklvs in 
this controlled fashion, creating this apex thtt customizes 
the seat back shape. 

Q 

A 

Q When you say that the ends ar? squeexhg togrther, 

Eagle, Tr. at 887-89. 

64. Mr. Barry Jones is the President of SI hukra P 4 . A .  Tr. at 533 

65. Mr. Jones testified as follows: 

Jones, Tr. at 550-51. 

66. Mr. Dosen testified as follows: 

Q Now, with respect to the Scliukra North America 
products, the plastic and the metal products. the two-way 
manual and two-way electric lumba supports of Schukra North 
h e r i c a ,  isn't it fair to say that all o f  those products 
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have guide wires that are vertical and hive a kink at the 
bottom, a retention method? 

1 believe they’re all on guide wirzs, and 1 
believe that they all have a bend in the guide wire to 
restrain or restrict the movement of the bottom ofthe 
basket to a certain location 

A 

Dosen, Tr. at 3 11-12. 

67. Mr. Alan Prcttyman is thc product devt lopment cnginecr for Schukra N.A., and he 

had engineering responsibility for the design of CPX 1% Tr at 235-36. 

Mr. Prettyman testsfied as follows: 68. 

[ 

I 

Prettyman, Tr. at 24 1. 

Mr. Prettyman testified as follows. 69. 

[ 

io0 



1 

Prettyman, 256-5 7. 

The means of attachment at each of the two 1ongitudir:al ends of the Accused 

Plastic Products consists of two L-shaped notched openings in the plastic, one on 

each side of each end. CPX 5, C € X  tp, CPX 7, CPX 8, CPX 9, CPX 10, CPX 

11, CPX 12, CPX 17, CPX 18, and CPX 19 

70. 

7 1. The openings are notched in such a way that the guide wires "pop" or "snap" 

from a larger part of the opening at the apen end of the L-shape, through a smaller 

part of the opening at the corner of the L-shape. into it round, larger part at the 

closed end of the L-shape &e- CPX 5 ,  CPX 0, CPX ?, CPX 8, CPX 9, CPX 10, 

CPX 11, CPX 12, CPX 17, CPY 18, and CPX $9. 

7 2 .  Where the guide wire rests, in the round part ofthe oDening at the closed end of 

the L-shape, it does not fit snugly, an 1 allows for some movement within the 



opening as well as for sliding up and down the wide wre.  The smaller part of the 

opening at the corner of the L-shape is smll  enough to prevent the guide wire 

fiom re-entering that p a t  of the opcnirbg without some outside force being used to 

"pop" or "snap" it back out, and so preients the guide wire from slipping out of 

the opening. Accordingly, as is appared from visual inspection of the devices, 

once the guide wire is in place in the round, larger part of the opeiung at the 

closed end of the L-shape, no cornpresive force is being exerted on it to hold it in 

place. See e x .  CPX 7. 

The first longitudinal end of the ACCUSI:~ Plastlc Devices is not rotatably attached 

to the guide wires. See e.p CPX 7 

In the Accused Plastic Products, both longitudinal ends attach to the same two 

73.  

74. 

vertical guide wires. See e P, CPX 7. 

Some Accused Plastic Products were produced without steel strips. 75. CPX 5; 

CPX 14. 

Spring steel strips are attached to the central body portion of some of the Accused 

Plastic Products. See e . g .  CPX 7. 

The Accused Metal Products are exensplilied by CPX 3C, CPX 4C, CPX 13C, 

CPX 15C and CPX 16C, and are formed of stamped metal. & CPX 3C, CPX 

4C, CPX 13C, CPX 15C and CPX 164:. 

76. 

77. 

78. The structures on the Accused Metal Product; that attach the central body portion 

to the guide wires diffcr from thosc f c m d  on :he Accused Plastic Products. &g 

CPX 3C, CPX 4C, CPX 13C, CPX 1 ;C and CPX 16C. 

79. The structures on the Accused Metal Products that atiach the central body portion 

102 



80. 

81. 

82. 

to the guide wires are horseshoe-shaprd cutouts in thr metal enclosing a C-shaped 

rigid plastic grommet into which the guide wires are inserted. See e E. CPX 15C. 

The horseshoe-shaped cutouts in the tnetd couiid not. without the plastic 

grommets inserted therein, hold the g iide wires in p k e .  See e q CPX 1 SC, see 

- also Richter, Tr. at 403-04; Prettymarl. TI- at 202; Dosen Tr. at 292, 3 17, 610. 

Mr. Karl Richter is the chief executivv ofher of Schukra N.A Tr at 379-80. 

Mr. Richter testified as follows: 

[ 

1 

Richter, Tr. at 403-04. 

Mr. Prettyman testified as follows 83. 

[ 

1 

Prettyman, Tr. at 261-62. 

Mr. Dosen testified as follows: 84. 



1 

Dosen, Tr. at 292. 

85 .  hG. Dosen testified as follows: 
[ 

1 

Dosen, Tr. at 3 17. 

Mr. Cesare Cosentmo is employed by Schukra hsg. Tr. at 440. 

Mr. Cosentino testified as follows: 

86. 

87. 

L 
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I 

Cosentino, Tr. at 502-04. 



88. 

89. 

90. 

91. 

92. 

The plastic grommets and horseshoe-sh :ped metal cutouts on the Accused Metal 

Products do not exert compressive forct 01; the guide wires. See e . g  CPX 15C; 

Cosentino, Tr. at 502-03. 

In the Accused Metal Products, the means fbr attaching each of the longitudinal 

ends to the guide wires are identical in structure. S e e  CI'X 5, CPX 6, CPX 7, CPX 

8, CPX 9, CPX 10, CPX 1 1. CPX 12, C'PX 17, CPX 18, and CPX 19. 

In the Accused Metal Products, the me, ns fir  attaching each of the longitudinal 

ends to the guide wires, and the central hotiy portion, respectively, are formed 

from different materials. See e.a_ CPX : SC 

The plastic grommets or ''anti-friction" slewes I I ~  the Accused Metal Products do 

not ernbody the features or characteristics of', aalri are implemented differently 

than, the polyurethane sleeves describe 1 in the 525 Patent specification. See e.p;. 

CPX 15C; CX 1, Col. 3, lines 52-54. 

In statements to the PTO during prose( ution or'the '294 Patent, the applicants 

asserted, "[fJurther, the fact that the Ai Ipkants' claimed invention is made from a 

single piece of material greatly enhances tbe provision of an apex that effectively 

shifts in response to an applied load. bow: of the art of record teaches or suggest 

[sic] such a back support". CX 2 at 90 

IV. Invalidity 

93. 

94. 

The invention date of the '294 Patent is May 23. 1994. JX 1 at 1 2 .  

The "Model Q" is a metal back supporT sold bv Respondent Schukra 

Manufacturing and by Centro Manufat tucng, Imc See RPX 3, RPX 4; RX 35 C; 

Cosentino, Tr. at 462-63, 
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95. 

96. 

97. 

The "Model Q" product was placed or. sale in rhe U S before May 23, 1993. 

Cosentino, Tr. at 462-63; RX 35C 

No clear and convincing evidence was ofkred at the "Model Q" product in the 

form of RPX 4 being on sale prior to May 23. 1993. Cosentino, Tr. at 462-63, 

493-94. 

Mr. Cosentino testified as follows: 

t 



Cosentino, TI. at 464-65. 

Mr. Cosentino testified as follows: 98. 

[ 

1 
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1 

Cosentino, Tr. at 493-94. 

RX 3 3 2  is a collection of invoices and purchase orders relating to the "Model Q". 

- See R X  35C. 

None of the invoices or purchase (5r Set:; for the "Model Q" specify that no hinge 

plate or wheels were attached, and none indieate separate charges or payments for 

hinge plates or wheels. See RX 35C 

One invoice reflects a separate chari:e fix "plastic knobs" other than the charge for 

the "Model Q" products. CX 35C a7 28 

The invoice dated 12/27/9 I shown in CX 3 5C at 26 reflects a description and 

single charge of $10 as the unit pric~ far "Schukra Frame Model 'Q' wLFlexi 

Cable (No Extra Parts Required)" I t X  35C at 26 

Invoices stating "no extra parts reqL Ired" re:rlect sales prices identical to or grcatcr 

than those clearly indicating sale of I cornplcte assembly of the "Model Q". RX 

35C at 26, 9. 

Mr. Cosentino testified as follows. 

99. 

100. 

101. 

102. 

103, 

104. 

[ 



1 IO 



I 

Cosentino, Tr. at 495-98 

Mr. Cosentino's testimony indrcates tliat the notations and statements shown on the 

RX 35C invoices were not made consistantly, as; the practice varied from customer 

to customer. Cosentino, Tr. at 495-98 

The invoices and purchase orders at P X 35C do not provide a reliable source of 

corroboration as to the "Model Q' be ng sold in differ :nt structural ''versions''. See 

RX 35C; Cosentino, Tr. at 495-98 

The structure and operation ot the "hinge" s h w n  and described in the Poschl '769 

Patent is not identical to the hinge on 1 he "Modcl Q" See CX 6;  RPX 3. 

Mr. Cosentino testified as follows 

105. 

106. 

107. 

108. 

c 

3 

Cosentino, Tr. at 487. 

The wheels on the "Model Q" do not hold the second !ongitudinal end of the 109. 
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"Model Q" on the seatback. See Cosentrno. Tr. at 487. RF'X 3. 

The wheels on the "Model Q" do not at:act the second ilongitudinal end of the 

"Model Q" to the seatback. &e Cosentno, Tr at 487; KPX 3. 

Mr. Cosentino testified as follows: 

1110. 

1 1 1. 

[ 

1 

Cosentino, Tr. at 483-84. 

112. The ccntral body portion, means for att dung the first hingitudinal end to the 

seatback, and wheels at the second Ionl.ituriina1 end of the "Model Q" consist of 

multiple pieces formed from inultiple types of materials. See RPX 3,  

RX 30 and RX 3 1 describe and show the "Mode€ Q". Se!  RX 30, RX 3 1; RPX 3. 

The testimony of Mr. Cosentlrlo cited b J the Respondents as supporting a finding 

that RX 30 and RX 3 1 were distributed to the public "beginning in 1992 and 

113. 

1 14. 

112 



1993" fails to  support such ii finding a; Cosentino.. Tr. at 450-62 

Mr. Dosen testified as follows: 1 15, 

[ 
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1 

Dosen, Tr. at 572-75. 

RPX 5 is an exemplar of Schukra Norih America’s SllA 7 lumbar support. See 

RPX 5; Dosen, Tr. at 572-74. 

RPX 6 is an exemplar of Schukra North America’s SNA 18 lumbar support. See 

RPX 6; Doscn, Tr. at 572-74. 

116. 

117. 
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118. The Schuster '930 Patent and the Len,: ' 8 3  1 Patent wfvre before the examiner for the 

'926 Application. See CX 3 at 192-93. Ass RX 19 

119. The '926 Application was the parent a3pEcation of the '294 Patent. CX 2.  

120. Mr. Harry Manbeck, Jr., Respondents expert, qualified as an expert on PTO 

procedures. Tr. at 789. 

121. Mr. Manbeck testified as follows: 

Q Was any prior art submitted wirh the CIP 

A There was no pnor art subniitt1.d by the applicants 

Q Was the prior art that was submitttad ahoat the 

application, Exhibit CX 2? 

at the time the application was fled. 

parent application deemed to have accompanied the CIP 
application? 

the art in the parent application, so tha: if the examiner 
did his job, he went back and looked ai that art 

Q And when you say that the exa &ner is instructtxd, 
how is he or she instructed? 

A In the manual, in the manual of Patent Office -- 
manual of patent examining procedure, which is issued by the 
Patent Office for the instruction of its emplioyecs 
particularly the examiners. It's also used a, a gmde by 
attorneys in their practice before the of :ice 

can you determine whether the patent exaniinei on this 
application went back to the pareiit application to examine 
the prior art that was submitted therewith'? 

I cannot say that he didn't, but there is no 
evidence in the file that he did. He shosdd have indicated 
he went back and looked at that art in the fiearch notes hox 
on page 158, and there's no such iiatatim in thew But 
you know, 1 can't say that he didn't. 

requires that that normally bc done? 

supposed to put it in there. 

A Thc examiner is instructed to go back and look at 

Q And looking at Exhibit CX 2, ti :e C'IP applicaticm, 

A 
' 

Q But the manual of patent examiner procedure 

A Well, that's the way 1 read it, th ?t hr: is 

Manbeck, Tr. at 802-03. 



122. A person of ordinary skill in the m. at $he time of the '?94 Patent had either a 

bachelor's degree in mechanical engint wing, or an associate's degree in 

engineering and practical experience ii seat design Sr;t: Staff lnitial Brief at 44 

n.3 1;  see also RX 117C. 

Neither the Lenz '63 1 Patent nor the !;chistet ' 164 Patent, on their faces, offer a 

motivation or suggcstion to modify or combine with SNA 7 or SNA 18. &g CX 8; 

RX 25. 

Russell McDonald was a named co-in;,entor along with James Ligon, Sr., on the 

'926 Application, the parent applicatic tn of the ' 294 Patent. See CX 3 .  

123, 

124. 

125. [ 

1 

126. [ 

127. [ 



128. [ 

129. [ 

1 7  
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130. Claim 11 of the '294 Patent teadies 

The seat of claim 1, wherein said subtending means comprises a 
flexible cable attached to said support member proximate said 
support member second longitudinal end, tind a means for shortening 
an effective length of said cable disposcd adjacent said .seat; whereby 
shortening said effective length of said ;able longitudiniilly subtends 
said support member by drawing said si~pport member second 
longitudinal end toward said support member first longitudinal end. 

CX 1, Col. 12, lines 1-8 

13 1. Claim 12 of the '294 Patent teaches: 

, The seat of  claim 11, wherein said shoitening means wmprises a 
spool and a means for rotating said spi 101, said cable being 
wrappingly received around a portion ijf said spa! to rhereby 
shorten said effective length of said cable. 

CX 1, Col. 12, lines 9-12. 

132. Claim 15 of the '926 Application read as tbllows: 

The back support of claim 10 wherein said sut3tendin.g means 
comprises a lightweight resilient cable a d  means for adjusting the 
effective length of the cable. 

CX3 at 181. 

133. Claim 17 ofthe '926 Application read as follows: 

The back support of claim 15 whereirr said adjusting means 
comprises a spool for windingly receiving said cable and a manually 
adjusted means for turning said spool 

I18 



CX 3 at 181. 

134. [ 

I 

135. [. 

1 9  
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136. The Respondents failed to raise or address in their prc-hearing brief an enabiement 

defense based on construction of the ‘2294 Patent invention from plastic. & 

Respondents’ Pre-Hearing Brief at 8 1-83 (concerning enablement defense, and 

omitting any discussion of this ground). 

V. Unenforceabilitv 

137. [ 

12’ 
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I 

138. [ 

139. Mr. Porter testified as follows: 

Q Can you tell us what this is? 
A This is another piece of sale : lit f rdturc. a 

Q Does it show another S c h d  ra Sumbar support? 
A Yes, it does. 
Q Did you see this brochure di iring the time that you 

A Yes. 
Q 
A 

Q 

A Not really, no. 
Q What were the differences tnat Led vou to that 

conclusion? 
A Well, I saw quite a few, ont-e I studied it You 

know, in our lumbar support, we u ere trying to de\ elop a 
one-piece lumbar support that was easily installed in the 
seat. When 1 examined this, Z saw I imltipiece lumbar 
support that was bolted into the s e x .  lit was not coupled 
at the top like our lumbar support wag but it a c t d l y  had 
a couple of rollers that rode up and down on a platt that 
had to be welded into the seat back 

werc working on the lumbar support picture of youi patent? 

How did you see it? 
My father-in-law faxed me rtiis Erom a trade show 

Did you find anything in thi . brochure that was 
he was attending. 

pertinent to what you were doing iv your design? 



Porter, Tr. at 151-52. 

140. [ 

I 

141. Mr. Gaskey, a patent attorney, worked QR prosecuting the '294 Patent. Gaskey, Tr. 

at 759. 

142. [ 

1 

143. The "Flexi-Cable" publication plctcres and describes the "Model Q". &g RX 

1 4  



32C; RX 151C. 

144. The '294 Patent examiner considere i and reikd on other relevant prior art during 

the prosecution, including, but not limited tu the Powhl '769 Patent, U.S. Patent 

4,153,293 ("Sheldon '293 Patent"), the [ ,em 631 Patent, U S.  Patent 4,601,514 

("Meiller '514 Patent"), the Graves 271 Patent, U 5 .  Patent 5,197,780 ("Coughlin 

'780 Patent") and the Harrison '278 PaEent 1. X 2 a1 83 

145. The "Flexi-Cable" publication is not more marenal tnan the prior art before the 

'294 Patent examiner. & KX 32C RX 15 LC, See also e.& CX 6 ,  CX 7, CX 8, 

cx 9, cx 10, cx 11, cx 12. 

VI. Jurisdiction 

146. Schukra N.A. and Schukra Manufa2;turing tmport, sei1 for importation and/or sell 

within the United States after impoitation, the accused products. Respondent's 

Prehearing Brief at 91, n. 12. CX-2'17C : CX-2 1 IC 

Peter Hoehne, testifying on behalf jf Advantage, testified that Advantage imports 

and sells the accused products in the thitexi States after importation. CX 240C at 

147. 

4, 22-29. 

148. Advantage imports and sells the accused products an the United States after 

importation. CX 240C at 4, 22-29 

149. Textron points to no testimony or evidence * h t  establishes that Schukra U.S.A., 

Schultra Berndorf, or Schukra Auto import. sell for importation andor sell within 

the United States after importation, the accused products. 

Brief', Textron Reply Brief 

Textron Initial 

150. CPX 1 and CPX 2 are the physicrl exeinplnrs of Textron's proffered domestic 

25 



industry product. &g CPX 1, CPX 2; SiGthr. Tr at 2 12- 16. 

15 1. Mr. Smith tcstified as follows: 

Q Could you take, now, one of the Taxtroll 
demonstrative exhibits, Mr. Smith, and defionstrate how the 
Textron device responds to the Ianguagc of claim 15, i f m  
fact it does? 

Obviously, this one, Since it's a smgile piem 
one, has to be unitary because it's only one piece. It's a 
flexible support member. As you can se2. when its 
operated, it flexes. And then of course I I  has a 
longitudinal axis. The first and second 1mgitud:nal ends, 
first longitudiiial end, second longtudin,-il and. 

It has a plurality of support fingers that m e n d  
outwardly fiom the central body portioi i .  And they're 
generally perpendicular to the longitudinal axis So it 
addresses 15(a). 

15(b), the support fingers each h.we a foided 
perimeter, as you can see here, this is b n t  back cpr folded 
back, and that's that folded perimeter that's beirtg talked 
about. A rounded end distal fro111 the centi a1 bcxiy portion. 
And they project generally forward koi*i a plane qenerally 
defined by the said central body portion. This i s  what I 
was talking about earlier. If you take and put ths across 
the plane of the central body portion, y : ~   an set" that the 
fingers project forward of that plane. 

When it's in a relaxed position, rmtlded and on 
each set of support fingers forward of haid plane the way 1 
just showed you. 

Have you in fact taken a picture of wh-it you jmt 
demonstrated to the court? 

of my report. 

Exhibit 2 is the Textron device, and it' figure 2 of 
Exhibit 2 to Mr. Smith's redacted repc it. 

MS. GOALWIN: Excuse me, your Honor, could 
Mr. Sinith identify the exhibit by p1ysi;al euhibii number 
that he's been referring to? 

A 

Q Mr. Smith, let me stop you the e fix a second 

A 

Q 

I did. That was in my, i think 1 t: wds E chibit 3 

Just for the court's reference, 1 think it's 

THE WITNESS: Sure. This i: CPX 2 
Let's see. We're up to 15(c). "Said first 

longitudinal end having a clamping mrrnber, adapted to  
rotatably attach to a bar on the seat back.'' It's certainly 
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clamped onto that bar. And this is ,i digital level that 
will ailow us to see what the amoutat crf'anguiar rotation 
this bottom end goes through is 

BY MR.. VARY: 
Q 

A 

Have you attached that dig] La1 level to the first 

Correct, this is the first lonizitudinal end. You 
longitudinal end of the Textron SUF oort? 

can see this reading, 14.4 degrees, md as we rotate this, 
not only can you see it rotating, but also the numbers are 
changing, so that we get all the wa" up to, oh, probably 38, 
39 degrees or more. 

So does the Textrori device reapond I O  that 
languagc of the claim with respect :o the first longirudinal 
end and the clamping member bein : rotatabb; attached to a 
bar on a seat back? 

longitudinal end having a holding member adapted to slidably 
and pivotally couple said second el id to a second portion of 
the seat back. That's 15(d). This i i  the first sectiori, 
this is the second portion. This end is held onto the bar, 
can't come off, and let's look at slit iably first I don't 
know how to do this. 

this, it's pretty easy to see that It slides;. And then 
again doing the same thing with th : level, yau can see that 
it starts off right around 5.3 degre :s, *and as you begin to 
actuate it, it goes up to a little over 20 degrees. S o  that 
end is obviously pivoting. And so the Textron dexice would 
certainly respond to 15(d). 

Then 15(e) talks about the 8;edral body portion, 
the clamping member, and the holding member being integrally 
formed out ofa single piece ofrnatefial, which this 
certainly is. 

Mr. Smith, have you suppiied the c i w t  with 
photographs of your measuring tbe rotation and pivoting of 
the two ends of the Textron lumba- ~ ~ p p n n t ?  

I did. I believe that's also in Exhibit 2 of niy 
report. 

For refercnce to the court it's figures 3 the ough 
6 of Exhibit 2 to Mr. Smith's dire4 and rebuttal report. 

All right, hlr. Smith, could you please now take 
claim 16 and apply the language c-f the claim, if you would. 
to the Textron device? 

A 16(a), we just went throu+:h because it's the same 
at lS(a). lG(b), first longitudinal end having a pair of 

Q 

A It does. Then in 15(d), the saki second 

If I take and put a line across k r e ,  and actudly 

Q 

A 

Q 



clamping members, you can see this is yair pair of damping 
members. This being one and that being ?he other one 

Projecting away from the central body portion, 
this being the central body portion, an 1 they project away 
tiom it. "Having opposite clamping s+ rfaces." Probaldy the 
easiest thing to do is to look how this is put on :he wife. 
There's a clamping surface that's hold1 ng down like th:s and 
the one is the -- in the middle is a claniping surfice 
holding up like this. So those are the :WQ opposed clamping 
surfaces. 

rotatably on the bar." We did that a1rJ:actv. 

member adapted to slidably and ptvotdly cou~lc,  that's the 
same as it was in 15. So it responds to that also. 16(d) 
is also the same language as in claim i 5 ,  central body 
portion, clamping member and holding member integrally 
formed fiom a single piece of material 

of both claim 15 and 16. 

"Such that clamping members are Rdapred to 

16(c), second longitudinal end having 3 holding 

So this device responds to eadi and evwv pomon 

Smith, Tr. at 212-16. 

152. CPX 1 and CPX 2 embody ail the fea-uRs atid limitations set forth in Claim 15 of 

the '294 Patent. See CPX 1, CPX 2; Smith, Tt at 2 12-15 

153 .. CPX 1 and CPX 2 embody all the featuas and limitations set forth in Claim 16 of 

the '294 Patent. & CPX 1, CPX 2; 3mth, Tr at 215-16. 

154. The parties stipulate to Textron's satisfaction of the economic prong of the domestic 

industry requirement. JX 1. 

'I 5 5 .  Mr. Daniels testified as follows: 
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156. [ 

1 

VII. Remedy 

157. Textron points to no evidence of rea 3rd that my of the Respondents maintain 

commercially significant levels of alk ;edly inflinging inventory in the U.S.. and 

Textron offers no evidence to contra$ lict the Rcsponcients' contentions to the 

contrary. See Textron Initial Briec Tmtxon Reply Brief; see also SX 3C at 8, SX 

4C at 11, SX 5C at 11, SX 6C' at 11, SX 7C at 11 and SX 8C at 1 I .  

VIII. Bonding 

158. Mr. Daniels testified as follows: 



I 

159. Textron offers no specific factual denid ofdx  S t a f f s  mertion that [ 

3 ee also Textron Reply Brief; Textron's 

Statement Regarding Proposed Findings of Fact and Conclusions of 1 .aw. 

1 GO. Mr. Richter testified as follows: 

E 

1 



1. 

2 .  

3 .  

4. 

Richter, Tr. at 404-06. 

Mr. Richter testified as follows: 1 G 1. 

E 

1 

Richter, Tr. at 430-3 I .  

162. [ 

Richter, Tr. at 405,43 1. 

] represents the approx,,nate sale pme of rhe accused products. See 

Conclusions of L;tw 

,. 
' 2  

All conclusions of law set forth in the opinioi are incarporated herein by reference. 

The Complainant has proven the importatioIj requirement of Section 337 as to Schukra 

N.A., Schukra Manufacturing and Advantagi 

The Complainant has faiIed to prove the impt lrtation requirement of Section 337 as to 

Schukra U.S.A., Schukra Berndorf and Schukra Auto. 

The Complainant has demonstrated satisfactinn of the domestic industiy requirement of 

13 1 



5 .  

6 .  

7 .  

8.  

9. 

1. 

2. 

Section 337. 

The Respondents have failed to prove that Clain, 1 5 or Claim 16 of the '294 Patent is 

invalid. 

The Respondents have failed to prove that the '2 34 Patent is unenforceable. 

The evidence of record does not demonstrate thr t the Accused Plastic Products infringe 

Claim 15 or Claim 16 of the '294 Patent 

The evidence of record does not demonstrate th;t the Accused Metal Products infringe 

Claim 15 or Claim 36 of the '294 Patent. 

There is no violation of Section 337 wit21 respect to the Accused Plastic Products or the 

Accused Mctal Products and Claims 15 or 15 of the '294 Patent. 

Remedy And Bonding Ret ommendations 

Issuance of a limited exclusion order that covers onh the infringing products of those 

Respondents deemed in violation of Section 737 

A bond of 17% of the estimated [ ] vdue for racb accused product. 

INITIAL AND RECOMMENDED DETERMINATIONS AND ORDER 

Based on the foregoing opinion, findings of fact:. conclusions of taw, and the record as a 

whole, and having considered all pleadings and arguinenrs as well as proposed findings of fact 

and conclusions of law, it is my Initial Determination ("I W) that no vioiation of 

Section 337 exists in the importation into the IJnrted Sttl tes sale for importation, or sale within 

the United States of certain Mechanical Lumbar Suppors and products Gontaining same. It is 

also my Recommended Determination ("RD") that a lim ted exciusion or der covering only the 

products of those Respondents deemed in wolation of S xtiun 33' issue and that a bond of 17% 

of the [ ] value for each accused product be set. 
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I hereby certify to the Commission th is  IED and Ra together with the record of the hearing 

in this investigation consisting of the following: 

1, The transcript of the pre-hearing ccxlference held on November 10, 1998, and the 

transcript of the hearing held &om March 32, 1999 to March 26, 1999, 

The exhibits accepted into evideizce in this investigation as listed in the attached 

exhibit lists, and 

All orders entered in this investigathn as well as all pleadings, briefs and other 

documents and things filed with the Secretary. 

2. 

3. 

In accordance with 19 C.F.R tj 210.39(1;), all confidential material under 19 C.F.R 

0 210.5 is to be given in camera treatment. 

The Secretary shall serve a public versioji ofthis D and RD upon all parties of record 

and the confidential version upon counsel who are signataries to the Protective Order (Order No. 

1) issued in this investigation, and the Commission investigative attorney. To expedite service 

of the public version, counsel are hereby ordere 3 to senre on my office no later than July 12, 

1999, a copy of this ID and RD with those sections considered by the party to be confidential 

bracketed in red. 

Pursuant to 19 C.F.R 5 210.42(h), the FD shall become the determination of the 

Commission unless a party files a petition for review pursuant to 6 210.43(a) or the Commission, 

pursuant to 9 210.44, orders on its own motion a review of the ID or certain issues herein. 

Issued: June 29, 1999 
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CERTAIN MECHANICAL LUMBAR 
SUPPORTS AND PRODUCTS 
CONTAINING SAME 

337-TA-415 

1, Donila R. Koehnke, hereby certify that the attached INITIAL DETEMNATLON AND 
RECOMMENDED DETERMINATION was served upon Anne M. Goalwin, Esq., 
Commission lnvestigative Attorney, and the followUig parties via first class mail and air inail 
where necessary on July 19 --- , 1999. 

I1.S. Iaitcrnational Trade Commission 
500 E Staeet, S.W., Room 112A 
Washington, D.C. 20436 

FOR COMPLAINANT McCORD WINN TEXTRON INC.: 

Robert C. Kahrl, Esq. 
Sheryl H. Love, Esq. 
Thomas R. Goots, Esq. 
Jones, Dag, Reavis & Pogue 
North Pollit 
901 Lakeside Avenue 
Cleveland, Ohio 44 1 14 

William H. Oldach 111, Esq. 
Jones, Day, Reavis & Pogue 
51 Louisiana Avcnue, N. W. 
Washington, D.C. 20001-2113 



CERTAIN MECHANICAL LUMBAR 
SLTPORTS AND PRODUCTS 
CONTAINING SAME 

FOR RESPONDENTS SCHUKRA OF NORTH IRrXERICA, LTD., 

SCHUKRA BERNDORF GmbH, 
SCHUKRA MANUFACTURING, INC., 
SCHUKRA U.S.A., INC., 
ADVANTAGE TECHNOLOGIES, INC.: 

SCHlfKRA AUTOMOBIL - ERSTAUSSTATTLTG GmbII. 

Tom M. Schaumberg, Esq. 
Michael L. Doane, Esq. 
Adduci, Mastriani & Schaumberg, L. L. P. 
Fifth Floor 
1200 Seventeenth Street, N.W. 
Washington, D. C. 20036-3006 

PUBLIC MAILING LIST 

Donna Wirt 

1150 18th Street, N.W. 
Suite 600 
Washington, D.C. 20036 

LEXIS - NEXIS 

337-TA-415 

Ronnita Green 
West Group 
Suite 1010 
901 Fifteenth Street, N.W. 
Washington, D.C. 20005 



Charles S. Stark, Esq- 
Antitrust Divison 
U.S. Department of Justice 
Penn. Ave., & 10th St., N.W. 
Washington, D.C. 20530 

Randy Tritell, Esq. 
Director for Int'l Antitrust 
Federal Trade Comm., Rm. 380 
Penn. Ave., at 6th St., N.W. 
Washington, D.C. 20580 

Richard Lambert, Esq. 
Nat'l Institute of Health 
9000 Rockville Pike 
Bldg. 3 1, Room 2B50 
Bethesda, MD 20892-21 11 

Michael Smith, Acting Chief 
Intellectual Property Rights Branch 
U.S. Customs Service 
Ronald Reagan Building, 3rd Floor 
1300 Penn Ave., N.W. 
Washington, D.C. 20229 
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