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27.305–2 Follow-up by contractor. 

(a) Contractor procedures. If required 
by the applicable clause, the con-
tractor shall establish and maintain ef-
fective procedures to ensure its patent 
rights obligations are met and that 
subject inventions are timely identi-
fied and disclosed, and when appro-
priate, patent applications are filed. 

(b) Contractor reports. Contractors 
shall submit all reports required by the 
patent rights clause to the contracting 
officer or other representative des-
ignated for such purpose in the con-
tract. Agencies may, in their imple-
menting instructions, provide specific 
forms for use on an optional basis for 
such reporting.

27.305–3 Follow-up by Government. 

(a) Agencies shall maintain appro-
priate follow-up procedures to protect 
the Government’s interest and to 
check that subject inventions are iden-
tified and disclosed, and when appro-
priate, patent applications are filed, 
and that the Government’s rights 
therein are established and protected. 
Follow-up activities for contracts that 
include a clause referenced in 27.304–2 
shall be coordinated with the appro-
priate agency. 

(b) The contracting officer admin-
istering the contract (or other rep-
resentative specifically designated in 
the contract for such purpose) is re-
sponsible for receiving invention dis-
closures, reports, confirmatory instru-
ments, notices, requests, and other 
documents and information submitted 
by the contractor pursuant to a patent 
rights clause. If the contractor fails to 
furnish documents or information as 
called for by the clause within the time 
required, the contracting officer shall 
promptly request the contractor to 
supply the required documents or in-
formation and, if the failure persists, 
shall take appropriate action to secure 
compliance. Invention disclosures, re-
ports, confirmatory instruments, no-
tices, requests, and other documents 
and information relating to patent 
rights clauses shall be promptly fur-
nished by the contracting officer ad-
ministering the contract (or other des-
ignee) to the procuring agency or con-
tracting activity for which the pro-

curement was made for appropriate ac-
tion. 

(c) Contracting activities shall estab-
lish appropriate procedures to detect 
and correct failures by the contractor 
to comply with its obligations under 
the patent rights clauses, such as fail-
ures to disclose and report subject in-
ventions, both during and after con-
tract performance. Ordinarily a con-
tractor should have written instruc-
tions for its employees covering com-
pliance with these contract obliga-
tions. Government effort to review and 
correct contractor compliance with its 
patent rights obligations should be di-
rected primarily towards contracts 
that, because of the nature of the re-
search, development, or experimental 
work or the large dollar amount spent 
on such work, are more likely to result 
in subject inventions significant in 
number or quality, and towards con-
tracts when there is reason to believe 
the contractors may not be complying 
with their contractual obligations. 
Other contracts may be reviewed using 
a spot-check method, as feasible. Ap-
propriate follow-up procedures and ac-
tivities may include the investigation 
or review of selected contracts or con-
tractors by those qualified in patent 
and technical matters to detect fail-
ures to comply with contract obliga-
tions. 

(d) Follow-up activities should in-
clude, where appropriate, use of Gov-
ernment patent personnel— 

(1) To interview agency technical 
personnel to identify novel develop-
ments made in contracts; 

(2) To review technical reports sub-
mitted by contractors with cognizant 
agency technical personnel; 

(3) To check the Official Gazette of 
the United States Patent and Trade-
mark Office and other sources for pat-
ents issued to the contractor in fields 
related to its Government contracts; 
and 

(4) If additional information is re-
quired, to have cognizant Government 
personnel interview contractor per-
sonnel regarding work under the con-
tract involved, observe the work on 
site, and inspect laboratory notebooks 
and other records of the contractor re-
lated to work under the contract. 

VerDate 0ct<09>2002 11:17 Oct 21, 2002 Jkt 197193 PO 00000 Frm 00510 Fmt 8010 Sfmt 8010 Y:\SGML\197193T.XXX 197193T



511

Federal Acquisition Regulation 27.305–5

(e) If it is determined that a con-
tractor or subcontractor does not have 
a clear understanding of the rights and 
obligations of the parties under a pat-
ent rights clause, or that its proce-
dures for complying with the clause are 
deficient, a post-award orientation con-
ference or letter should ordinarily be 
used to explain these rights and obliga-
tions (see subpart 42.5). When a con-
tractor fails to establish, maintain, or 
follow effective procedures for identi-
fying, disclosing, and, when appro-
priate, filing patent applications on in-
ventions (if such procedures are re-
quired by the patent rights clause), or 
after appropriate notice fails to correct 
any deficiency, the contracting officer 
may require the contractor to make 
available for examination books, 
records, and documents relating to the 
contractor’s inventions in the same 
field of technology as the contract ef-
fort to enable a determination of 
whether there are such inventions and 
may invoke the withholding of pay-
ments provision (if any) of the clause. 
The withholding of payments provision 
(if any) of the patent rights clause or of 
any other contract clause may also be 
invoked if the contractor fails to dis-
close a subject invention. Significant 
or repeated failures by a contractor to 
comply with the patent rights obliga-
tion in its contracts shall be docu-
mented and made a part of the general 
file (see 4.801(c)(3)).

27.305–4 Conveyance of invention 
rights acquired by the Government. 

(a) Agencies are responsible for those 
procedures necessary to protect the 
Government’s interest in subject in-
ventions. When the Government ac-
quires the entire right, title, and inter-
est in an invention by contract, this is 
normally accomplished by an assign-
ment either from each inventor to the 
contractor and from the contractor to 
the Government, or from the inventor 
to the Government with the consent of 
the contractor, so that the chain of 
title from the inventor to the Govern-
ment is clearly established. When the 
Government’s rights are limited to a li-
cense, there should be a confirmatory 
instrument to that effect. 

(b) The form of conveyance of title 
from the inventor to the contractor 

must be legally sufficient to convey 
the rights the contractor is required to 
convey to the Government. Agencies 
may, by supplemental instructions, de-
velop suitable assignments, licenses, 
and other papers evidencing any rights 
of the Government in patents or patent 
applications, including such instru-
ments as may be required to be re-
corded in the Statutory Register or 
documented in the Government Reg-
ister maintained by the U.S. Patent 
and Trademark Office pursuant to Ex-
ecutive Order 9424, February 18, 1944.

27.305–5 Publication or release of in-
vention disclosures. 

(a) In accordance with the policy at 
27.302(i), to protect their mutual inter-
ests, contractors and the Government 
should cooperate in deferring the publi-
cation or release of invention disclo-
sures until the filing of the first patent 
application, and use their best efforts 
to achieve prompt filing when publica-
tion or release may be imminent. The 
Government will, on its part and to the 
extent authorized by 35 U.S.C. 205, 
withhold from disclosure to the public 
any invention disclosures reported 
under the patent rights clauses of 
52.227–11, 52.227–12, or 52.227–13 for a rea-
sonable time in order for patent appli-
cations to be filed. The policy in 
27.302(i) regarding protection of con-
fidentiality shall be followed. 

(b) The Government will also use rea-
sonable efforts to withhold from disclo-
sure to the public for a reasonable time 
other information disclosing a reported 
invention included in any data deliv-
ered pursuant to contract require-
ments; provided, that the contractor 
notifies the agency as to the identity 
of the data and the invention to which 
it relates at the time of delivery of the 
data. Such notification must be to both 
the contracting officer and any patent 
representative to which the invention 
is reported, if other than the con-
tracting officer. 

(c) As an additional protection for 
small business firms and nonprofit or-
ganizations 37 CFR part 401 prescribes 
that agencies shall not disclose or re-
lease, in accordance with 35 U.S.C. 205, 
for a period of 18 months from the fil-
ing date of the application to third par-
ties pursuant to request under the 
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