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Notice Regarding Los Alamos National Laboratory (LANL) Licensing Practices

Licensing Authority

LANL is operated by LOS ALAMOS NATIONAL SECURITY, LLC, (LANS) for the
U.S. Government under Contract No. DE-AC52-06NA25396, with the U. S. Department
of Energy, National Nuclear Security Administration. Any license for LANL technology
will be through an agreement between LANS and the Licensee.

Grant of Rights

Any license with LANS is a standard grant of rights to practice the licensed inventions. The
grant of rights may be nonexclusive or exclusive (field of use). The license does not include
technical assistance or any obligation to furnish Licensee any know-how or improvements.

* LANS’ typical nonexclusive license requires an up-front, nonrefundable issue fee;
royalty payments based on products sold; an annual maintenance fee that may convert
to a minimum annual royalty and due diligence performance milestones. The fees
and royalties are based on a fair-market-value of the products or services
incorporating the licensed technology, and will vary depending on the number of
patents licensed, the demand for the technology, the number of companies already
licensed.

* LANS’ typical exclusive license also requires an up-front, nonrefundable issue fee;
royalty payments based on products sold; an annual maintenance fee that may convert
to a minimum annual royalty and due diligence performance milestones. Exclusive
licensing is preferred when a technology is in its early stages of development and will
require a considerable corporate investment in additional research and development
before commercialization is possible. The grant may be limited to a field-of-use.
Licensees obtaining foreign rights are required to pay the cost of preparing, filing,
and prosecuting foreign patent applications and the maintenance of all resulting
foreign patents.

Regulatory approvals

Licensee is solely responsible for obtaining any regulatory approvals that may be needed to
practice the technology. LANS cannot advise nor assist any company in obtaining such
approvals.

Technical Assistance

Licensee is solely responsible for the commercialization of the licensed inventions. Under
special circumstances, LANS may agree to provide limited technical assistance, not to
include research and development activities, to Licensee on a full cost recovery basis (pre-
paid) through a separate contractual arrangement.
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Insurance

Licensee must insure its activities relating to the license agreement at its own cost with an
insurance company acceptable to LANS. Licensee must provide LANS with proof of
coverage to show compliance with this requirement.

License agreements will contain, but not be limited to, the following nonnegotiable
terms and conditions:

U.S. Government Reserved License: The U.S. Government retains a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or have practiced throughout the
world, for or on behalf of the U.S. Government, inventions covered by LANS’ Patent Rights,
and has certain other rights under 35 U.S.C. 200-212 and applicable implementing
regulations.

March-In Rights: Under 35 U.S.C. 203 the U.S. Department of Energy has the right to
require the Licensee to grant a nonexclusive, partially exclusive or exclusive license under
the Patent Rights in any Field-of-Use to a responsible applicant or applicants in accordance
with 48 CFR 27.304-1(g).

LANS’ Reserved Rights: .LANS reserves the right to use the licensed technology, for any
noncommercial purpose, including, but not limited to, Cooperative Research and
Development Agreements, Work for Others Agreements, and User Facility Agreements.

Limited Warranty: This license and the associated Licensed Products, Licensed Methods
and Licensed Services are provided without warranty of merchantability or fitness for a
particular purpose or any other warranty, express or implied. LANS makes no representation
or warranty that Licensed Products, Licensed Methods or Licensed Services will not infringe
any third party patent or other proprietary right.

NEITHER LANS NOR THE U.S. GOVERNMENT WILL BE LIABLE FOR ANY LOST
PROFITS, COSTS OF PROCURING SUBSTITUTE GOODS OR SERVICES, LOST
BUSINESS, ENHANCED DAMAGES FOR INTELLECTUAL PROPERTY
INFRINGEMENT, OR FOR ANY INDIRECT, INCIDENTAL, SPECIAL,
CONSEQUENTIAL, PUNITIVE, OR OTHER SPECIAL DAMAGES SUFFERED BY
LICENSEE, SUBLICENSEES, JOINT VENTURES, OR AFFILIATES ARISING OUT OF
OR RELATED TO THIS AGREEMENT FOR ALL CAUSES OF ACTION OF ANY KIND
(INCLUDING TORT, CONTRACT, NEGLIGENCE, STRICT LIABILITY AND BREACH
OF WARRANTY) EVEN IF LANS HAS BEEN ADVISED OF THE POSSIBILITY OF
SUCH DAMAGES.
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Nothing in the license will be interpreted as:

(1) A warranty or representation by LANS as to the validity or scope of any of
LANS’ rights in Licensed Patents; or

(2) A warranty or representation that anything made, used, sold, or otherwise
disposed of under any license granted in the agreement is or will be free from
infringement of patents of third parties; or

(3) Any obligation to bring suit against a third party for patent infringement; or

(4) Conferring by implication, estoppel, or otherwise any license or rights under any
patents of LANS other than Licensed Patents as defined in the agreement,
regardless of whether such patents are dominant or subordinate to Licensed
Patents; or

(5) An obligation to furnish to Licensee or any third party any know-how or
improvements.

Indemnification: The Licensee must agree, and must agree to require its sublicensees (if
applicable), to indemnify and hold harmless LANS and the U.S. Department of Energy, their
officers, employees, and agents; the sponsors of the research that led to the Invention; the
inventors of the Licensed Patents; and their employers against any and all claims, suits,
losses, damages, costs, fees, and expenses resulting from or arising out of the exercise of this
license. Licensee shall pay any and all costs incurred by LANS in enforcing this
indemnification, including reasonable attorney fees.

Preference for U.S. Manufacture: Licensee must agree that products produced through the
use of licensed technology and sold in the United States will be manufactured in the United
States

Export Control Requirement: Licensee must observe all applicable United States and
foreign laws with respect to the export of products and related technical data and the
provision of services to foreign countries, including, without limitation, the International
Traffic in Arms Regulations and the Export Administration Regulations. Failure of Licensee
to comply with this requirement is a material breach for which LANS has the right to
terminate the license.




