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Claims
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608.02(w) Drawing Changes Which May Be Made Without
Applicant’s Sketch

608.02(x) Disposition of Orders for Amendment of Drawing

608.02(y) Return of Drawing

608.02(z) Allowable Applications Needing Drawing
Corrections or Formal Drawings

608.03 Models, Exhibits, Specimens

608.03(a) Handling of Models, Exhibits, and Specimens

608.04 MNew Matter

608.04(a) Matter Not in Original Specification, Claims, or
Drawings

608.04(b) New Matter by Preliminary Amendment

608.04(c) Review of Examiner’s Holding of New Matter

608.05 Deposit of Computer Program Listings

609 Information Disclosure Statement

601 Content of Provisional and
Nomnprovisional Applications [R—3]

35 U.S.C. 111 Application
(2) IN GENERAL.—

(1) WRITTEN APPLICATION.—An application for patent
shall be made, or authorized to be made, by the inventor, except as
otherwise provided in this title, in writing to the Commissioner.

(2) CONTENTS.—Such application shall include—

(A) a specification as prescribed by section 112 of this title;

® a drawing as prescribed by section 113 of this title; and

(C)  anoathby the applicant as prescribed by section 115 of
this title.

(3) FEE AND OATH.—The application must be accompanied
by the fee required by law. The fee and oath may be submitted after the
specification and anyrequired drawing are submitted, within such period
andunder such conditions, including the payment of a surcharge, as may
be prescribed by the Commissioner.

(4) FAILURE TO SUBMIT.—Upon failure to submit the fee
andoathwithinsuch prescribedperiod, the applicationshall be regarded
as abandoned, unless it is shown to the satisfaction of the Commissioner
that the delay in submitting the fee and oath was unavoidable or
unintentional. Thefiling date of an application shail be the date on which
the specification and anyrequired drawing are receivedin the Patent and
Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application for patent
shall be made or authorized to be made by the inventor, except as
otherwise provided in this title, in writing to the Commissioner. Such
application shall include—

(A)  a specification as prescribed by the first paragraph of
section 112 of this title; and
(B) a drawing as prescribed by section 113 of this title.

(2) CLAIM.—A claim, as required by the second through fifth
paragraphs of section 112, shall not be required in a provisional
application.

(3) FEE.—(A) The application must be accompanied by the fee
required by law.

B) The fee maybe submitted after the specification and any
required drawing are submitted, within such period and
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under such conditions, including the payment of a
surcharge, as may be prescribed by the Commissioner.

© Upon failure to submit the fee within such prescribed
period, the application shall be regarded as abandoned,
unlessit isshown to the satisfaction of the Commission-
er that the delay in submitting the fee was unavoidable
or unintentional.

(4) FILING DATE.—The filing date of a provisional applica-
tion shall be the date on which the specification and any required draw-
ing are received in the Patent and Trademark Office.

(5) ABANDONMENT.—The provisional application shall be
regarded as abandoned 12 months after the filing date of such
application and shall not be subject to revival thereafter.

(6) OTHER BASIS FOR PROVISIONAL APPLICATION.—
Subject to all the conditions in this subsection and section 119(e) of this
title, and as prescribed by the Commissioner, an application for patent
filedunder subsection (a) maybe treated as a provisional application for
patent.

(7) NORIGHT OFPRIORITY OR BENEFITOF EARLIEST
FILING DATE.—A provisional application shall not be entitled to the
right of priority of any other application under section 119 or 365(a) of
this title or to the benefit of an earlier filing date in the United States
under section 120, 121, or 365(c) of this title.

(8) APPLICABLE PROVISIONS.—The provisions of this title
relating to applications for patent shall apply to provisional applications
for patent, except as otherwise provided, and except that provisional
applications for patent shall not be subject to sections 115, 131, 135, and
157 of this title.

37 CFR 1.51. General requisites of an application.
(a) Applications for patents must be made to the Commissioner

of Patents and Trademarks.

(1) A complete application filed under § 1.53(b)(1) comprises:

(i) A specification, including a claim or claims, sec §§ 1.71 to
1.77;

(ii) An oath or declaration, sce §§ 1.63 and 1.68;

(iii) Drawings, when nccessary, sec §§ 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(2) A complete provisional application filed under § 1.53(b)(2)
comprises:

(i) A cover sheet identifying:

(A) The application as a provisional application.

(B) The name or names of the inventor or inventors, (sce § 1.41).

(C) The residence of each named inventor,

(D) The title of the invention,

(E) The name and registration number of the attarney or agent (it
applicable),

(F) The docket number used by the person filing the application
to identify the application (if applicable),

(G) The correspondence address, and

(I) The name of the U.S. Government agency and Government
contract number (if the invention was made by an agency of the U.S.
Government or under a contract with an agency of the U.S. Govern-
ment);

(ii) A specification as prescribed by 35 U.S.C. 112, first para-
graph, see § 1.71;

(iii) Drawings, when necessary, see §§ 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to filc an information disclosure
statement in nonprovisional applications. Sce §§ 1.97 and 1.98. No
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! information disclosure statement may be filed in a provisional applica-
tion.

(c) Applicantsmaydesire and are permitted to file with, orin, the
application or authorization to charge, at any time during the pendency
of the application, any fees required under any of §§ 1.16t0 1.18to a
deposit account established and maintained in accordance with § 1.25.

GUIDELINES FOR DRAFTING
A NONPROVISIONAL PATENT
APPLICATION UNDER 35 U.S.C. 111(a)

The following guidelines itlustrate the preferred lay-
out and content of patent applications filed under
35U.8.C. 111(a). These guidelines are suggested for the
applicant’s use. >See also 37 CFR 1.77 and MPEP
§608.01(a).<

Arrangement and Contents of the Specification

The following order of arrangement is preferable in
framing the specification **>. Except for the reference
to the “microfiche appendix” and the drawings, each of
the lettered items should appear in upper case, without
underlining or bold type, as section headings. If no text
follows the section heading, the phrase “Not Applicable”

o should follow the section heading.

(a) Title of the invention.

(b) Cross—reference to related applications.

(c) Statement regarding federally sponsored re-
search or development.

(d) Reference to a “Microfiche appendix.” (Sec
37 CFR 1.96.(c)).

(e) Background of the invention.

(1) Field of the invention.
(2) Description of related art including informa-

tion disclosed under 37 CFR 1.97 and 37 CFR 1.98.

(f) Brief summary of the invention.

(g) Brief description of the several views of the
drawing.

(h) Detailed description of the invention.

(i) Claim(s) (commencing on a separate sheet).

(j) Abstract of the Disclosure (commencing on a
separate sheet).

(k) Drawings.

(1) Sequence Listing (See 37 CFR 1.821 through
1.825). <

Content

. (a) Title of the Invention: (See 37 CFR 1.72(a).) The
title of the invention should be placed at the top of the
first page of the specification. It should be bricf but tech-
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nically accurate and descriptive preferably from two to
seven words.

(b) Cross—*>Reference< to Related Applications:
(See 37 CFR 1.78 and MPEP § 201.11.)

(c) Statement ** >Regarding< Federally Sponsored
Research ® >or< Development **; (See MPEP § 310).

(d) >Reference 10 a “Micraofiche Appendix™ (See
37 CFR 1.96(c) and MPEP § 608.05). The total number
of microfiche and total number of frames should be spe-
cified.<

(* >e<) Background of the Invention: The specifica-
tion should set forth the Background of the Invention in
two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S. patent
classification definitions. The statement should be di-
rected to the subject matter of the claimed invention.
This item may also be titled “Technical Field™.

(2) Description of the Related Art Including Infor-
mation Disclosed Under 37 CFR 1.97 and 1.98: A para-
graph(s) describing to the extent practical the informa-
tion known to the applicant, including references to spe-
cific documents where appropriate. Where applicable,
the problems involved in the information disclosed
which are solved by the applicant’s invention, should be
indicated. This item may also be titled “Background In-
formation”.

(* >f<) >Brief< Summary of the Invention: A brief
summary or general statement of the invention as set
forth in 37 CFR 1.73. The summary is separate and dis-
tinct from the abstract and is directed toward the inven-
tion rather than the disclosurc as a whole. The summary
may point out the advantages of the invention or how it
solves problems previously existent in the art (and pre-
ferably indicated in the Background of the Invention). In
chemical cases the summary should point out in general
terms the utility of the invention. If possible, the nature
and gist of the invention or the inventive concept should
be set forth. Objects of the invention should be treated
briefly and only to the extent that they contribute to an
understanding of the invention. **

(* >g<) Brief Description of the >Several Views of
the < Drawing(s): A reference to and brief description of
each Figure in the drawing(s) as set forth in 37 CFR 1.74.

(* >h<) >Detailed< Description of the ** >Inven-
tion<: A description of the preferred embodiment(s) of
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the invention as required in 37 CFR 1.71. The descrip-
tion should be as short and specific as is necessary to ade-
quately and accurately describe the invention. **

Where elements or groups of elements, compounds,
and processes, which are conventional and generally
widely known in the field to which the invention pertains,

-form a part of the invention described and their exact na-
ture or type is not necessary for an understanding and
use of the invention by a person skilled in the art, they
should not be described in detail. However, where par-
ticularly complicated subject matter is involved or where
the elements, compounds, or processes may not be com-
monly or widely known in the field, the specification
should refer to another patent or readily available publi-
cation which adequately describes the subject matter.

. (* »i<) Claim(s): (See 37 CFR 175 >and MPEP
§ 608.01(m).<) ** >The claim or claims must com-
mence on a separate sheet. Where a claim sets forth a
plurality of elements or steps, each element or step of
the claim should be separated by a line indentation.<
There may be plural indentations to further segregate
'subcombinations or related steps.

- Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjkunction with the recitation of the same ele-
ment or group of elements in the claims. The reference
characters, however, should be enclosed within paren-
theses so as to avoid confusion with other numbers or
characters which may appear in the claims. The use of
reference characters is to be considered as having no
effect on the scope of the claims.

Claims should preferably be arranged in order of
scope so that the first claim presented is the * >least re-
strictive <. > All dependent claims should be grouped to-
gether with the claim or claims to which they refer to
the extent practicable.< Where separate species are
claimed, the claims of like species should be grouped to-
gether where possible ** >.< Similarly, product and
process claims should be separately grouped. Such ar-
rangements are for the purpose of facilitating classifica-
tion and examination.

The form of claim required in 37 CFR 1.75(¢) is par-
ticularly adapted for the description of improvement—
type inventions. Such a claim is to be considered a com-
bination claim and should be drafted with this thought in
mind.

In drafting claims in accordance with 37 CFR 1.75(e),
the preamble is to be considered to positively and clearly
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include all the elements or steps recited therein as a part
of the claimed combination.

(* >j<) Abstract of the Disclosure: (See 37 CFR
1.72(b) and MPEP § 608.01(b).)

>(k) Drawings: (See 37 CFR 1.81 and 1.83~1.85,
and MPEP § 608.02).

(1) Sequence Listing: (See 37 CFR 1.821-1.825).<

Oath or Declaration

(See 37 CFR 1.63, 1.68, and 1.69.) Where one or
more previously filed foreign applications are cited or
mentioned in the oath or declaration, complete identify-
ing data, including the application or serial number as
well as the country and date of filing, should be provided.

GUIDELINES FOR DRAFTING
A PROVISIONAL APPLICATION
UNDER 35 U.S.C. 111(b)

A provisional application should preferably conform
to the arrangement guidelines for nonprovisional ap-
plications. The specification must, however, comply with
the first paragraph of 35 U.S.C. 112 and refer to draw-
ings, where necessary for an understanding of the inven-
tion. Unlike an application filed under 35 U.S.C. 111(a),
a provisional application does not need claims. Further-
more, no oath or declaration is required. See MPEP
§ 201.04(b).

A cover sheet providing identifying information is re-
quired for a complete provisional application. In accor-
dance with 37 CFR 1.51(a)(2)(i) the cover sheet must
state that it is for a provisional application, it must iden-
tify and give the residence of the inventor or inventors,
and it must give a title of the invention. The cover sheet
must also give the name and registration number of the
attorney or agent (if applicable), the docket number
used by the person filing the application (if applicable)
and the correspondence address. If there is a govern-
mental interest, the cover sheet must include a statement
as to rights to inventions made under Federally spon-
sored research and development (See MPEP § 310).
37 CFR 1.51(a)(2)(i)(H) requires the name of the Gov-
ernment agency and the contract number, if the inven-
tion was developed by or while under contract with an
agency of the U.S. Government.

Unlike applications filed under 35 US.C. 111(a),
provisional applications should not include an informa-

tion disclosure statement. Since no substantive examina- ‘s

tion is made, such statements are unnecessary. The
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Office will not accept an information disclosure state-
ment in a provisional application. Any such statement
received, will be returned or disposed of at the conve-
nience of the Office.

This cover sheet information enables the Office to
prepare a proper filing receipt and provides the Applica-
tion Processing Division with most of the information
needed to process the provisional application. See
MPEP § 201.04(b) for a sample cover sheet.

THE APPLICATION

-The specification must be filed in or translated into
the English language and must be legibly * written **
>either by a typewriter or mechanical printer< in per-
manent >dark< ink or its equivalent **. >Except for
the drawing, the application papers (specification, in-
cluding claims, abstract, oath or declaration, and all pa-
pers which are to become part of the permanent records
of the Patent and Trademark Office) must be on sheets
of paper which are the same size and are either 21.0 cm.
by 29.7 cm. (DIN A4) or 21.6 cm. by 27.9 cm. (81/2by 11
inches) <. See 37 CFR 1.52 and MPEP § 608.01.

The parts of the application may be included in a
single document.

Determination of completeness of an application is
covered in MPEP § 506 and § 601.01 — § 601.01(g).

The elements of the application are secured together
in a file wrapper, bearing appropriate identifying data
including the application number and filing date (MPEP
§ 717).

Note

Provisional applications, MPEP § 201.04(b).

Division applications, MPEP § 201.06.

Continuation applications, MPEP § 201.07.

Reissue applications, MPEP § 1401.

Design applications, MPEP Chapter 1500.

Plant applications, MPEP Chapter 1600.

Reexamination, MPEP Chapter 2200.

A model, exhibit, or specimen is not required as part
of the application as filed, although it may be required in
the prosecution of the application (37 CFR 1.91-1.93,
MPEP § 608.03).

37 CFR 1.59. Papers of application with filing date not returned.

Papers in an application which has received a filing date
pursuant to § 1.53 will not be returned for any purpose whatever. If
applicants have not preserved copies of the papers, the Office will
furnish copies at the usual cost of any application in which either the
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required basic filing fee (§ 1.16) or the processing and retention fee
(§ 1.21(1)) has been paid. See § 1.618 for return of unauthorized and
improper papers in interferences.

See, however, MPEP § 201.14(c) and § 604.04(a)
>with regard to the return of papers<. >The PTO is
waiving, sua sponte, the requirements of 37 CFR 1.59
(and 37 CFR 1.53(d)(1) and (d)(2)) for payment of ei-
ther the basic filing fee or the processing and retention
fee in an application before any copies of the application
will be provided by the PTQ. Copies of an application
will be provided by the PTO upon request at the usual
cost without regard to whether the basic filing fee or the
processing and retention fee has been paid in the ap-
plication.  See, however, MPEP § 601.01(a) and
§ 601.01(b).<

All applicants are requested to include a preliminary
classification on newly filed patent applications. The
preliminary classification, preferably class and subclass
designations, should be identified in the upper right—
hand cormner of the letter of transmittal accompanying
the application papers, for example “Proposed Class 2,
subclass 129.”

601.01 Complete Application [R—2]

37 CFR 1.53. Serial number, filing date, and completion of ap-
plication.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned an application number for identifica-
tion purposes.

(b)(1) The filing date of an application for patent filed under this
section, except for a provisional application, is the datec on which: a
specification containing a description pursuant to § 1.71 and at least one
claim pursuant to § 1.75; and any drawing required by § 1.81(a). are filed
in the Patent and Trademark Office in the name of the actual inventoror
inventorsasrequired by § 1.41, No new matter maybe introducedinto an
application after its filing date (§ 1.118). If all the names of the actual
inventor or inventors are not supplied when the specification and any
required drawing are filed, the application will not be given a filing date
earlier than the date upon which the names are supplied unless a petition
with the fee set forth in § 1.17(i) is filed which sets forth the reasons the
delay in supplying the names should be excused. A continuation or
divisional application (filed under the conditions specified in 35 U.S.C.
120 0r 121 and § 1.78(a)) may be filed under this section, § 1.60 or § 1.62.
A continuation —in—part application may be filed under this section or
§ 1.62.

(2) The filing date of a provisional application is the date on
which: aspecification as prescribed by 35 U.S.C. 112, first paragraph; and
any drawing required by § 1.81(a), are filed in the Patent and Trademark
Office in the name of the actual inventor or inventors as required by
§ 1.41. No amendment, other than to make the provisional application
comply with all applicable regulations, may be made to the provisional
application after the filing date of the provisional application. If all the
names of the actual inventor or inventors are not supplied when the
specification and any required drawing are filed, the provisional
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application will not be given a filing date earlicr than the date upon
which the names are supplied unless a petition with the fee set forth
in § 1.17(q) is filed which sets forth the reasons the delay in sup-
plying the names should be excused.

(i) A provisional application must also include a cover sheet
identifying the application as a provisional application. Otherwise, the
application will be treated as an application filed under § 1.53(b)(1).

(i} An application for patent filed under § 1.53(b)(1) may be
treated as a provisional application and be accorded the original filing
date provided that a petition requesting the conversion, with the fee set
forth in § 1.17(q), is filed prior to the earlier of the abandonment of the
§ 1.53(b)(1) application, the payment of the issue fee, the expiration of
12 months after the filing date of the § 1.53(b)(1) application, or the
filing of a request for a statutory invention registration under § 1.293.
The grant of any such petition will not entitle applicant to a refund of
the fees which were properly paid in the application filed under
§1.53(b)(1).

(iii) A provisional application shall not be entitled to the right
of priority under § 1.55 or 35 U.S.C. 119 or 365(a) or to the benefit of
an earlier filing date under § 1.78 or 35 U.S.C. 120, 121 or 365(c) of
any other application. No claim for priority under § 1.78(a)(3) may
be made in a design application based on 2 provisional application.
No request under § 1.293 for a statutory invention registration
may. be filed in a provisional application. The requirements of
§§ 1.821—1.825 regarding application disclosures containing nucleo-
tide ‘and/or amino acid sequences are not mandatory for provi-
sional applications.

(c) If any application is filed without the specification, drawing or
name, or names, of the actual inventor or inventors required by
paragraph (b)(1) or (b)(2) of this section, applicant will be so notified
and given a time period within which to submit the omitted specifica-
tion, drawing, name, or names, of the actual inventor, or inventors, in

“order to obtain a filing date as of the date of filing of such submission. A
copy of the “Notice of Incomplete Application” form notifying the
~ applicant should accompany any response thereto submitted to the

Office. If the omission is not corrected within the time period set, the
application will be returned or otherwise dispesed of; the fee, if
submitted, will be refunded less the handling fee set forth in § 1.21(n).
Any request for review of a refusal to accord an application a filing date
must be byway of a petition accompanied by the fee set forthin § 1.17(i),
if the application was filed under § 1.53(b)(1), or by the fee set forth in
§ 1.17(q). if the application was filed under § 1.53(b)(2).

- (d)(1) If an application which has been accorded a filing date
pursuant to paragraph (b)(1) of this section does not include the
appropriate filing fee or an oath or declaration by the applicant,
applicant will be so notified, if a correspondence address has been
provided and given a period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set forth in § 1.16(¢) in order to
prevent abandonment of the application. A copy of the “Notice to File
Missing Parts” form mailed to applicant should accompany any response
thereto submitted to the Office. If the required filing fee is not timely
paid, orifthe processingand retention fee set forthin § 1.21(1) isnot paid
within one year of the date of mailing of the notification required by this
paragraph, the applicationwillbe disposed of. No copieswill be provided
or certified by the Office of an application which has been disposed of or
in which neither the required basic filing fee nor the processing and
retention fee has been paid. The notification pursuant to this paragraph
maybemade simultaneouslywith anynotification pursuanttoparagraph
(c) of this section. If no correspondence address is included in the
application, applicant hastwo months from thefiling date to file the basic
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filing fee, oath or declaration and to pay the suscharge as set forth in
§ 1.16{¢) in order to prevent abandonment of the application; oz, if no
basic filing fee has been paid, one year from the filing date to pay the
processing and retention fee set forth in § 1.21(1) to prevent disposal of
the application.

(?) Ifa provisional application which has been accorded a filing
date pursuant to paragraph (b)(2) of this section does not include the
appropriate filing fee or the cover sheet required by § 1.51(a)(2),
applicant will be so notified if a correspondence address has been
provided and given a period of time within which to file the fee, cover
sheet and to pay the surcharge asset forth in § 1.16(1) in order to prevent
abandonment of the application. A copy of the “Notice to File Missing
Parts” formmailed to applicant should accompany anyresponse thereto
submitted to the Office. If the required filing fee is not timely paid, the
application will be disposed of. No copies will be provided or certified by
the Office of an application which has been disposed of or in which the
required basic filing fee has not been paid. The notification pursuant to
this paragraph may be made simultancously with any notification
pursuant to paragraph (c) of this section. If no correspondence address
is included in the application, applicant has two months from the filing
date tofile the basicfiling fee, cover sheetand to pay the surcharge asset
forth in § 1.16(1) in order to prevent abandonment of the application.

(e)(1) An application for a patent filed under paragraph (b)(1) of
this section will not be placed upon the files for examination until all its
required parts, complying with the rules relating thereto, are received,
except that certain minor informalities may be waived subject to
subsequent correction whenever required.

(2) A provisional application for a patent filed under paragraph
{b)(2) of thissectionwill not be placed upon the files for examination and
will become abandoned no later than twelve months after its filing date
pursuant to 35 U.S.C. 111(b)(1).

37 CFR 1.53 relates to application numbers, filing
dates, and completion of applications. 37 CFR 1.53(a)
indicates that an application number is assigned to any
filed application for identification purposes, even if the
application is incomplete or informal. The remaining
sections of 37 CFR 1.53 treat nonprovisional applica-
tions filed under 35 U.S.C. 111(a) separately from provi-
sional applications filed under 35 U.S.C. 111(b).

601.01(a) Nonprovisional Applications
Filed Under 35 U.S.C.
111(a) [R-3]

37 CFR 1.53(b)(1) provides that a filing date is as-
signed to a nonprovisional application as of the date a
specification containing a description and claim and any
necessary drawing and the names of all inventors are
filed in the Patent and Trademark Office. Failure to
meet any of the requirements in 37 CFR 1.53(b)(1) will
result in the application being denied a filing date. The
filing date to be accorded such an application is the date
on which all of the requirements of 37 CFR 1.53(b)(1)
are met. Although the filing fee and oath or declaration
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/ can be submitted later, no amendments can be made to

the specification or drawings which will introduce new
matter. This practice is authorized by 35 U.S.C. 111 as
amended by Pub. L. 97—247. 37 CFR 1.53(c) provides
for notifying applicant of any application incomplete be-
cause the specification or drawing is missing and giving
the applicant a time period to correct any omission. Ap-
plicant will also be notified if all the inventors are not
named, such as by the use of “et al.” If the omission is not
corrected within the time period given, the application
will be returned or otherwise disposed of and a handling
fee set forth in 37 CFR 1.21(n) will be retained from any
refundof a filing fee. 37 CFR 1.53(d)(1) provides that,
where a filing date has been assigned to a filed specifica-
tion and-drawing, the applicant wili be notified if a corre-
spondence address has been provided and be given a pe-
riod of time in which to file the missing fee, oath, or dec-
laration and to pay the surcharge due in order to prevent

-abandonment of the application. The time period usually

set is **>2 months< from the date of notification by the
Patent and Trademark Office**. This time period is subject
to the provisions of 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or
the processing and retention fee set forth in 37 CFR
1.21(1) is not paid within 1 year of the date of mailing of
the notification, the application will be disposed of. **
The notification under 37 CFR 1.53(d)(1) may be made
simultaneously with any notification pursuant to para-
graph (c) of 37 CFR 1.53. If no correspondence address
is included in the application, applicant has 2 months
from the filing date to file the fee, oath or declaration
and to pay the surcharge as set forth in 37 CFR 1.16(¢€) in
order to prevent abandonment of the application or one
ycar from the filing date to pay the processing and reten-
tion fee set forth in 37 CFR 1.21(1) to prcvent disposal of
the application.
> The PTO is waiving, sua sponte, the requirement of
37 CFR 1.53(d)(1) for payment of either the basic filing
fee or the processing and retention fee in an application
before any copies of the application will be provided by
the PTO. Copies of an application will be provided by
the PTO upon request at the usual cost without regard to

‘whether the basic filing fee or the processing and reten-

tion fee has been paid in the application. While copies of
an application will be provided without regard to wheth-
er the basic filing fee or the processing and retention fee
has been paid, the basic filing fee or the processing and
retention fee must still be paid in a nonprovisional ap-
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plication, if any claim for benefits under 35 U.S.C. 120,
121, or 365(c) based on that application is made in a sub-
sequently filed copending nonprovisional application.
37 CFR 1.78(a)(1). See also MPEP § 601 and
§ 601.01(b).<

37 CFR 1.53(e)(1) indicates that a patent application
will not be forwarded for examination on the merits until
all required parts have been received. 37 CFR 1.53(f) in-
dicates that international applications filed under the
Patent Cooperation Treaty which designate the United
States of America are considered to have a United States
filing date under PCT Article 11(3), except as provided
in35U.S.C. 102(e), on the date the requirements of PCT
Article 11(1) (i) to (iii) are met.

Effective February 27, 1983, in accordance with the
provisions of 35 U.S.C. 111 and 37 CFR 1.53(b)(1), a fil-
ing date is granted to an application for patent, which in-
cludes at least a specification containing a description
pursuant to 37 CFR 1.71 and at least one claim pursuant
to 37 CFR 1.75, and any drawing referred to in the speci-
fication or required by 37 CFR 1.81(a), which is filed in
the Patent and Trademark Office and which names the
actual inventor or inventors pursuant to 37 CFR 1.41(a).
If an application which has been accorded a filing date
does not include the appropriate filing fee or oath or dec-
laration, applicant will be so notified and given a period
of time within which to file the missing parts to complete
the application and to pay the surcharge as set forth in
37 CFR 1.16(e) in order to prevent abandonment of the
application.

Applicants should submit a copy of the notice(s) to
file missing parts and the notice(s) of incomplete ap-
plications with the response submitted to the Patent and
Trademark Office. Applicants should aiso include thc
application scrial number on all correspondence to the
Office. These measures will aid the Office in matching
papers to applications, thereby expediting the process-
ing of applications.

In order for the Office to so notify the applicant, a
correspondence address must also be provided in the ap-
plication. The address may be different from the Post
Office address of the applicant. For example, the address
of applicant’s registered attorney or agent may be used
as the correspondence address. If applicant fails to pro-
vide the Office with a correspondence address, the
Office will be unable to provide applicant with notifica-
tion to complete the application and to pay the surcharge
as set forth in 37 CFR 1.16(e). In such a case, applicant
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will be considered to have constructive notice as of the
filing date that the application must be completed within
2 months from the filing date before abandonment oc-
curs per 37 CFR 1.53(d)(1). This time period may be ex-
tended pursuant to 37 CFR 1.136.

The oath or declaration filed in response to such a no-
tice under 37 CFR 1.53(d)(1) must be executed by the in-
ventors named on filing unless a petition for correction
of inventorship complying with 37 CFR 1.48 is filed with-
in the time period set.

- 'The oath or declaration filed in response to such a no-
‘tice must identify the specification and any amendment
filed with the specification which is intended to be part of
the original disclosure. If an amendment is filed with the
oath or declaration filed after the filing date of the ap-
plication, it may be identified in the oath or declaration
but may not include new matter. No new matter may be
included after the filing date of the application. See
MPEP § 608.04(b). If the oath or declaration improper-
Iy refers to an amendment containing new matter, a sup-
plemenial oath or declaration will be required pursuant
t0.37 CFR 1.67(b), deleting the reference to the amend-
~mentcontaining new matter. If an amendment isfiled on
the same day that the application filed under 37 CFR
1.53(b)(1) is filed and is referred to in the original oath or
declaration filed with or after the application, it consti-
tutes.a part of the original application papers and the
question of new matter is not considered. Similarly, if the
application papers are altered prior to execution of the
oath or declaration and the filing of the application, new
matter is not a consideration sincc the alteration is con-
sidered as part of the original disclosure.

An amendment which adds additional disclosurc
filed with a requcst for a continuation—in -~ part applica-
tion under 37 CFR 1.62 is automatically considered a
part of the original disclosure of the application by virtue
of the rule. Thercfore, the oath or declaration filed in
such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
complywith 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in—part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the request for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

37 CFR 1.63 requires that an oath or declaration
identify the specification to which it is directed. The dec-
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laration form suggested by the Office includes spaces for
filling in the names of the inventors, title of invention,
application numbser, filing date, foreign priority applica-
tion information and United States priority application
information. While this information should be provided,
it is not essential that all of these spaces be filled in in or-
der to adequately identify the specification in com-
pliance with 37 CFR 1.63(2)(2).

The following combinations of information supplied
in an oath or declaration filed on the application filing
date with a specification are acceptable as minimums for
identifying a specification and compliance with any one
of the items below will be accepted as complying with
identification requirement of 37 CFR 1.63:

(1) name of inventor(s), and reference to an at-
tached specification which is both attached to the oath or
declaration at the time of execution and submitted with
the oath or declaration on filing;

(2) name of inventor(s), and attorney docket num-
ber which was on the specification as filed; or

(3) name of inventor(s), and title which was on the
specification as filed.

Filing dates are now granted on applications filed
without an oath or declaration in compliance with
37 CFR 1.63, the oath or declaration being filed later
with a surcharge. The following combinations of infor-
mation supplied in an oath or declaration filed after the
filed date are acceptablc as minimums for identifying a
specification and compliance with any one of the items
below will be accepted as complying with the identifica-
tion requirement of 37 CFR 1.63:

(1) name of inventor(s), and application number
(consisting of the series code and the serial number; e.g.,
08/123,456);

(2) namc of inventor(s), scrial number and filing
date;

(3) name of inventor(s) and attorney docket num-
ber which was on the specification as filed;

(4) name of inventor(s), title which was on the spec-
ification as filed and filing date;

(5) name of inventor(s), title which was on the spec-
ification as filed and reference to an attached specifica-
tion which is both attached to the oath or declaration at
the time of execution and submitted with the oath or dec-
laration; or
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(6) name of inventor(s), title which was on the spec-
ification as filed and accompanied by a cover letter accu-
rately identifying the application for which it was in-
tended by either the application number (consisting of
the series code and the serial number; e.g., 08/123,456),
or serial number and filing date. Absent any state-
ment(s) to contrary, it will be presumed that the applica-
tion filed in the PTQ is the application which the inven-
tor(s) executed by signing the oath or declaration.

Any specification that is filed attached to an oath or
declaration on a date later than the application filing
date will not be compared with the specification sub-
mitted on filing. Absent any statement(s) to the contrary,
the “attached” specification will be presumed to be a
copy of the specification and any amendments thereto
which were filed in the Office in order to obtain a filing
date for the application.

Any variance from the above guidelines will only be
considered upor: the filing of a petition for waiver of the
rules under 37 CFR 1.183 accompanied by a petition fee
(37 CFR 1.17(h)).

Further an oath or declaration attached to a cover let-
ter referencing an incorrect application may not become
associated with the correct application and, therefore,
could result in the abandonment of the correct applica-

‘tion.

Supplemental oaths or declarations in accordance
with 37 CFR 1.67 will be required in applications in
which the oaths or declarations are not in compliance
with the other requirements of 37 CFR 1.63 but contain
sufficient information to identify the specifications to
which they apply as detailed above.

A copy, such as a photocopy or facsimile transmis-
sion, of an originally executed oath or declaration is ac-
ceptable and may be filed (see MPEP § 502.01). In the
event that a copy of the original is filed, the original
should be retained as evidence of authenticity. If a ques-
tion of authenticity arises, the Patent and Trademark Of-
fice may require submission of the original. See 37 CFR
1.4(d)(2).

See MPEP § 1896 for the identification requirements
for a declaration filed in a U.S. national stage application
filed under 35 U.S.C. 371.

The periods of time within which applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are not
completed in a timely manner will be abandoned.
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601.01(b) Provisional Applications Filed
Under 35 U.S.C. 111(b) [R-3]

A provisional application will be given a filing datc in
accordance with 37 CFR 1.53(b)(2) as of the date the
written description, any necessary drawings and the
names of all inventors are filed in the Office. The filing
date requirements for a provisional application set forth
in paragraph (b)(2) parallel the requiremenits set forth in
paragraph (b)(1), except that no claim is required.
Amendments, other than those required to make the
provisional application comply with applicable regula-
tions, are not permitted after the filing date of the provi-
sional application.

When the specification, drawing, or name or names
of the actual inventors are omitted, 37 CFR 1.53(c) re-
quires that the applicant be notified and given a time pe-
riod in which to submit the missing element to complete
the filing. The filing date will become the date of the
completed submission. If the omission is not provided
within the prescribed time, the application will be re-
turned or otherwise disposed of and any fee submitted
will be refunded less the handling fee set forth in 37 CFR
1.21(n).

37 CFR 1.53(b)(2)(i) requires all provisional ap-
plications be filed with a cover sheet identifying the ap-
plication as a provisional application. The Office will
treat an application as having been filed under para-
graph (b)(1), unless the application is clearly identified
as a provisional applicatioh. A provisional application,
which is identified as such, but which does not have a
complete cover sheet as .required by 37 CFR
1.51(b)(2)(i) will be treated as a provisional application.
However, the complete cover sheet and a surcharge will
be required to be submitted at a later date in confor-
mance with 37 CFR 1.53(d)(2).

When the provisional application does not have a
complete cover sheet or the appropriate fee, the appli-
cant will be notified pursuant to 37 CFR 1.53(d)(2) and
given a time period in which to provide the necessary fee
or cover sheet and to pay the surcharge as set forth in
37 CFR 1.16(1) in order to prevent abandonment of the
application. The time period will usually be set at **>2
months< from the date of notification **. This time pe-
riod is subject to the provisions of 37 CFR 1.136(a). If
the filing fee is not timely paid, the provisional applica-
tion will be disposed of. ** If no correspondence address
has been provided, applicant has 2 months from the
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filing date to file the basic filing fee, cover sheet, and to
pay the surcharge as set forth in 37 CFR. 1.16(1) in order
to prevent abandonment of the provisicnal application.
> The PTO is waiving, sua sponte, the requirement of
37 CFR 1.53(d)(2) for payment of the basic filing fee in a
provisional application before any copies of the applica-
tion will be provided by the PTO. Copies of a provisional
application will be provided by the PTO upon request at
the usual cost without regard to whether the basic filing
fee has been paid in the application. While copies of an
application will be provided without regard to whether
the basic filing fee has been paid, the basic filing fee must
still be paid in a provisional application, if any claim for
benefits under 35 U.S.C. 119(e) based on that applica-
~ tion is made in a subsequently filed copending nonprovi-
sional application. 37 CFR 1.78(a)(3). See also MPEP §
601 and § 601.01(a).<

~ Section 1.53(c) requires that any request for review
of aArcfuszg'l to accord an application a filing date be made
by way of a petition accompanied by the fee set forth in
37 CFR 1.17(q) (see MPEP § 506.02).

** »601.01(c) Conversion to a Provisional
- Application [R~2]<

An application filed under 37 CFR 1.53(b)(1) may
be converted'to a provisional application in accordance
‘with the procedure described in 37 CFR 1.53(b)(2)(ii).
The procedure requires the filing of a petition request-
ing the conversion and the petition fee set forth in
37 CFR 1.17(q). Filing of the petition in the application
is required prior to the abandonment of the 37 CFR
1.53(b)(1)application, the payment of the issuc fee, the
expiration of 12 months after the filing date of the
37 CFR 1.53 (b)(1) application, or the filing of a request
for a statutory invention registration under 37 CFR
1.293, whichever event is earlier. The grant of any such
petition does not entitle applicant to a refund of the fees
properly paid in the application filed under 37 CFR

1.53(b)(1).
>601.01(d) Application Filed Without All
Pages of Specification [R—2]
The Initial Application Examination Division re-
views application papers to determine whether all of the
pages of specification are present in the application. If

the application is filed without all of the page(s) of the
specification, but containing something that can be
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construed as a written description, at least one drawing

figure, if necessary under 35 U.S.C. 113 (first sentence),
the names of all the inventors, and, in a2 nonprovisional
application, at least one claim, the Initial Application
Examination Division will mail a2 “Notice of Omitted
Items” indicating that the application papers so depos-
ited have been accorded a filing date, but are lacking
some page(s} of the specification.

The mailing of a “Notice of Omitted Items” will per-
mit the applicant to either: (1) promptly establish prior
receipt in the PTO of the page(s) at issue (generally by
way of a date—stamped postcard receipt (MPEP § 503));
or (2) promptly submit the omitted page(s) in a nonpro-
visional application and accept the date of such submis-
sion as the application filing date. An applicant asserting
that the page(s) was in fact deposited in the PTO with the
application papers must, within 2 months from the date
of the “Notice of Omitted Item(s)”, file a petition under
37 CFR 1.53(c) with the petition fee set forth in 37 CFR
1.17(i) (37 CFR 1.17(q) for a provisional application),
along with evidence of such deposit (37 CFR 1.181(f)).
The petition fee will be refunded if it is determined that
the page(s) was in fact received by the PTQ with the ap-
plication papers deposited on filing. An applicant desir-
ing to submit the omitted page(s) in a nonprovisional ap-
plication and accept the date of such submission as the
application filing date must, within 2 months from the
date of the “Notice of Omitted Item(s)”, file any omitted
page(s) with an oath or declaration in compliance with
37 CFR 1.63 and 1.64 referring to such page(s) and a
petition under 37 CFR 1.182 with the petition fee set
forth in 37 CFR 1.17(h), requesting the later filing date
(37 CFR 1.181(f).

An applicant willing to accept the application as de-
posited in the PTO need not respond to the “Notice of
Omitted Items,” and the failure to file a petition under
37 CFR 1.53(c) or 37 CFR 1.182 (and the required peti-
tion fec) as discussed above within 2 months of the date
of the “Notice of Omitted Item(s)” (37 CFR 1.181(f))
will be treated as constructive acceptance by applicant of
the application as deposited in the PTO. Amendment of
the specification is required in a nonprovisional applica-
tion to renumber the pages consecutively and cancel any
incomplete sentences caused by the absence of the
omitted page(s). Such amendment should be by way of
preliminary amendment submitted prior to the first Of-
fice action to avoid delays in the prosecution of the ap-
plication.

If the application does not contain anything that
can be construed as a written description, the Initial
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" Application Examination Division will mail a Notice of

Incomplete Application (PTO—1123) indicating that
the application lacks the specification required by
35 U.S.C. 112. Applicant may file a petition under 37
CFR 1.53(c) with the petition fee set forth in 37 CFR
1.17(i) (37 CFR 1.17(q) for a provisional application),
asserting that: (1) the missing specification was sub-
mitted; or (2) the application papers as deposited con-
tain an adequate written description under 35 U.S.C.
112. The petition under 37 CFR 1.53(c) must be accom-
panied by sufficient evidence (37 CFR 1.181(b)) to es-
tablish applicant’s entitlement to the requested filing
date (e.g., a date—stamped postcard receipt (MPEP §
503) to establish prior receipt in the PTO of the missing
specification). Alternatively, applicant may submit the
omitted specification, including at least one claim in a
nonprovisional application, accompanied by an oath or
declaration in compliance with 37 CFR 1.63 and 1.64 re-
ferring to the specification being submitted and accept
the date of such submission as the application filing date.

‘Original claims form part of the original disclosure
and provide their own written description. See In re
Anderson, 471 F2d 1237, 176 USPQ 331 (CCPA 1973).

* As such, an application that contains at least one claim,
/ but does not contain anything which can be construed as

a written description of such claim(s), would be unusuai.

In instances in which a “Notice of Incompiete Ap-
plication” has been miailed, further action by applicant is
necessary for the application to be accorded a filing date.
As such, the application will be retained in the Initial Ap-
plication -Examination Division to await such action.
Unless applicant cither completes the application or
files a petition under 37 CFR 1.53(c) with the petition
fee set forth in 37 CFR 1.17(i) or 1.17(q), within the pe-
riod set in the “Notice of Incomplete Application,” the
application will be processed as an incomplete applica-
tion under 37 CFR 1.53(c).

In instances in which a “Noticc of Omitted Items” has
been mailcd, the application will be retained in the Ini-
tial Application Examination Division for a period of 2
months from the mailing date of “Notice of Omitted
[tems” to permit applicant to either: (1) establish prior
receipt in the PTO of the page(s) or drawing(s) at issue;
or (2) promptly submit the omitted page(s) or draw-
ing(s) in a nonprovisional application and accept the
date of such submission as the application filing date. As
an applicant may, but is not required to, respond to such
a “Notice of Omitted Items,” extensions of time under
37 CFR 1.136 will not be applicable to this two—month
time period.
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Unless applicant timely files a petition under 37 CFR
1.53(c) or 1.182 with the required petition fee, the ap-
plication will maintain the filing date as of the date of de-
posit of the application papers in the PTO, and the crigi-
nal application papers (i.e., the original disclosure of the
invention) will include only those application papers
present in the PTO on the date of deposit. Nonprovi-
sional applications that are complete under 37 CFR
1.51(a)(1) will then be forwarded to the appropriate ex-
amining group for examination of the application. Pro-
visional applications that are complete under 37 CFR
1.51(a)(2) will then be forwarded to Files Repository.
The current practice for treating applications that are
not complete under 37 CFR 1.51(a) will remain un-
changed (37 CFR 1.53(d)).

Any petition under 37 CFR 1.53(c) or 1.182 not filed
within the two—month period set in the “Notice of
Omitted Item(s)” may be dismissed as untimely.
37 CFR 1.181(f). Under the adopted procedure, the
PTO may strictly adhere to the two—~month period set
forth in 37 CFR 1.181(f), and dismiss as untimely any
petition not filed within the two—month period. This
strict adherence to the two—month period set forth in
37 CFR 1.181(f) is justified as such applications will now
be forwarded for examination at the end of the two—
month period. Itis further justified in instances in which
applicant seeks to submit the omittcd page(s) or draw-
ing(s) in a nonprovisional and request the date of such
submission as the application filing datc as: (1) accord-
ing the application a filing date later than the date of de-
posit may affect the datc of cxpiration of any patent issu-
ing on the application duc to the changes to 35 U.S.C.
154 contained in Public Law 103—-465, § 532, 108 Stat.
4809 (1994); and (2) the filing of a continuation—in—
part application is a sufficiently cquivalent mechanism
for adding additional subject mattcr to avoid the loss of
patent rights.

The subniission of omittcd page(s) or drawing(s) in a
nonprovisional application and acceptance of the datc of
such submission as the application filing datc is tanta-
mount to simply filing a new application. Thus, appli-
cants should consider filing a new application as an alter-
native to submitting a petition under 37 CFR 1.182
(with the petition fee under 37 CFR 1.17(h)) with any
omitted page(s) or drawing(s), which is a cost effective
alternative in instances in which a nonprovisional ap-
plication is deposited without filing fees. Likewise, in
view of the relatively low filing fec for provisional
applications, and the PTO’s desire to minimize the proc-
essing of provisional applications, thc PTO will not grant
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petitions under 37 CFR 1.182 to accept omitted page(s)
or drawing(s) and accord an application filing date as of
the date of such submission in provisional applications.
The applicant should simply file a new completed provi-
sional application. <

>601.01(e) Nonprovisional Application Filed
Without At Least One Claim [R-2]

35 U.S.C. 111(a)(2) requires that an application for
patent include, inter alia, “a specification as prescribed
by section 112 of this title,” and 35 U.S.C. 111(a)(4) pro-
vides that the “filing date of an application shall be the
date on which the specification and any required draw-
ing are received in the Patent and Trademark Office.”
35 U.S.C. 112, first paragraph, provides, in part, that
“[t]he specification shall contain a writteu description of
the invention,” and 35 U.S.C. 112, second paragraph,
provides that “[t}he specification shall conclude with one
or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards
as his invention.” Also, the Court of Appeals for the
Federal Circuit stated in Litton Systems, Inc. v. Whirlpool
Corp.:

Both statute, 35 U.S.C. 111 [(a)}, and federal regula-
tions, 37 CFR 1.51 [(a)(1)], make clear the require-
ment that an application for a patent must include . . .
a specification and claims. . . . The omission of any
one of these component parts makes a patent ap-
plication incomplete and thus not entitled to a filing
date.

728 F2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir.
1984)(citing Gearon v. United States, 121 ESupp 652, 654,
101 USPQ 460, 461 (Ct. Cl. 1954), cert. denied, 348 U.S.
942, 104 USPQ 409 (1955))(empbhasis in the original).

Therefore, in an application filed under 35 US.C.
111(a), a claim is a statutory requirement for according a
filing date to the application. 35 U.S.C. 162 and 171
make 35 U.S.C. 112 applicable to plant and design ap-
plications, and 35 U.S.C. 162 specifically requires the
specification in a plant patent application to contain a
claim. 35 U.S.C. 111(b)(2), however, provides that [a]
claim, as required by the second through fifth para-
graphs of section 112, shall not be required in a provi-
sional application.” Thus, with the exception of provi-
sional applications filed under 35 U.S.C. 111(b), any ap-
plication filed without at lecast one claim is incomplete
and not entitled to a filing date.
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If a nonprovisional application does not contain at
least one claim, a “Notice of Incomplete Application”
will be mailed to the applicant(s) indicating that no filing
date has been granted and setting a period for submitting
a claim. The filing date will be the date of receipt of at
least one claim. See In re Mattson, 208 USPQ 168
(Comm’r Pat. 1980). An oath or declaration in com-
pliance with 37 CFR 1.63 and 1.64 referring to the claim
being submitted is also required.

As 37 CFR 1.53(b)(2)(ii) permits the conversion of
an application filed under 35 U.S.C. 111(a) to an ap-
plication under 35 U.S.C. 111(b), an applicant in an ap-
plication, other than for a design patent, filed under
35 US.C. 111(a) on or after June 8, 1995, without at
least one claim has the alternative of filing a petition un-
der 37 CFR 1.53(b)(2)(ii) to convert such application
into an application under 35 U.S.C. 111(b), which does
not require a claim to be entitled to its date of deposit as
a filing date. Such a petition, however, must be filed
prior to the expiration of 12 months after the date of de-
posit of the application under 35 U.S.C. 111(a), and
comply with the other requirements of 37 CFR
1.53(b)(2)(ii). See MPEP § 601.01(c).

The treatment of an application subsequent to the
mailing of a “Notice of Incomplete Application” is dis-
cussed in MPEP § 601.01(d).<

>601.01(f) Applications Filed Without
Drawings [R—2]

35 U.S.C. 111(a)(2)(B) and 35 U.S.C. 111(b)(2)(B)
each provide, in part, that an “application shall include
... a drawing as prescribed by section 113 of this title”
and 35 U.S.C. 111(a)(4) and 35 U.S.C. 111(b)(4) each
provide, in part, that the “filing date . . . shall be the date
on which . . . any required drawing are received in the
Patent and Trademark Office.” 35 U.S.C. 113 (first sen-
tence) in turn provides that an “applicant shall furnish a
drawing where necessary for the understanding of the
subject matter sought to be patented.”

Applications filed without drawings are initially in-
spected to determine whether a drawing is referred to in
the specification, and if not, whether a drawing is neces-
sary for the understanding of the invention. 35 U.S.C.
113 (first sentence).

It has been PTO practice to treat an application that
contains at least one process or method claim as an ap-
plication for which a drawing is not necessary for an
undexstanding of the invention under 35 U.S.C. 113
(first sentence). The same practice has been followed in

600 — 12
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composition applications. Other situations in which
drawings are usually not considered necessary for the un-
derstanding of the invention under 35 U.S.C. 113 (first
sentence) are:

L. Coated articles or products: where the invention
resides solely in coating or impregnating a conventional
sheet (e.g., paper or cloth, or an article of known and con-
ventional character with a particular composition), un-
less significant details of structure or arrangement are
involved in the article claims;

11. Articles made from & particular material or com-
position: where the invention consists in making an ar-
ticle of a particular material or composition, unless sig-
nificant details of structure or arrangement are invoived
in the article claims;

1Il. Laminated siructures: where the claimed inven-
tion involves only laminations of sheets (and coatings) of
specified material unless significant details of structure
or arrangement (other than the mere order of the layers)
are involved in the article claims; or

IV, Articles, apparatus, or systems where sole distin-
guishing feature is presence of a particular material: where

. the invention resides solely in the use of a particular ma-

oo

terial in an otherwise old article, apparatus or system re-
cited broadly in the claims, for example:

(a) A hydraulic system distinguished solely by the
use therein of a particular hydraulic fluid;

(b) Packaged sutures wherein the structure and ar-
rangement of the package are conventional and the only
distinguishing feature is the use of a particular material.

A nonprovisional application having at least one
claim, or a provisional application having at least some
disclosure, directed to the subject matter discussed
above for which a drawing is usually not considered es-
sential for a filing date, not describing drawing figures in
the specification, and filed without drawings will simply

be processed for examination, so long as the application

contains something that can be construed as a written de-
scription and the names of all the inventors. A nonprovi-
sional-application having at least one claim, or a provi-
sional application having at least some disclosure, di-
rected to the subject matter discussed above for which a
drawing is usually not considered essential for a filing
date, describing drawing figure(s) in the specification,
but filed without drawings will be treated as an applica-

_ tion filed without all of the drawing figures referred to in
/ the specification as discussed in MPEP § 601.01(g), so

long as the application contains something that can be

600 - 13
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construed as a written description and the names of all
the inventors. In a situation in which the appropriate ex-
amining group determines that drawings are necessary
under 35 U.S.C. 113 (first sentence) the filing date issue
will be reconsidered by the PTO. The application will be
returned to Initial Application Examination Division for
mailing of a “Notice of Incomplete Application.”

If a nonprovisional application does not have at least
one claim directed to the subject matter discussed above
for which a drawing is usually not considered essential
for a filing date, or a provisional application does not
have at least some disclosure directed to the subject mat-
ter discussed above for which a drawing is usually not
considered essential for a filing date, and is filed without
drawings, the Initial Application Examination Division
will mail a “Notice of Incomplete Application” indicat-
ing that the application lacks drawings and that
35 U.S.C. 113 (first sentence) requires a drawing where
necessary for the understanding of the subject matter
sought to be patented.

Applicant may file a petition under 37 CFR 1.53(c)
with the petition fee set forth in 37 CFR 1.17(i)
(37 CFR 1.17(q) for a provisional application), assert-
ing that (1) the drawing(s) at issue was submitted, or
(2) the drawing(s) is not necessary under 35 U.S.C. 113
(first sentence) for a filing date. The petition must be ac-
companied by sufficient evidence to establish applicant’s
entitlement to the requested filing date (e.g., a date—
stamped postcard receipt (MPEP § S03) to establish
prior receipt in the PTO of the drawing(s) at issue). Al-
ternatively, applicant may submit drawing(s) accompa-
nied by an oath or declaration in compliance with 37
CFR 1.63 and 1.64 referring to the drawing(s) being sub-
mitted and accept the date of such submission as the ap-
plication filing date.

In design applications, the Initial Application Ex-
amination Division will mail a “Notice of Incomplete
Application” indicating that the application lacks the
drawings required under 35 U.S.C. 113 (first sentencc).
The applicant may: (1) promptly file a petition under
37 CFR 1.53(c) with the petition fee set forth in 37 CFR
1.17(i), asserting that the missing drawing(s) was sub-
mitted; or (2) promptly submit drawing(s) accompanied
by an oath or declaration in compliance with 37 CFR 1.63
and 1.64 and accept the date of such submission as the
application filing date. 37 CFR 1.154(a) provides that
the claim in a design application “shall be in formal terms
to the ornamental design for the article (specifying
name) as shown, or as shown and described.” As such,

Rev. 3, July 1997



601.01(g)

petitions under 37 CFR 1.53(c) asserting that drawings
are unnecessary under 35 U.S.C, 113 (first sentence) for
a filing date in a design application will pot be found per-
suasive.

The treatment of an application subsequent to the
mailing of a “Notice of Incomplete Application” is dis-
cussed in MPEP § 601.01(d).<

>601.01(g) Applications Filed Without All
Figures of Drawings [R—2]

The Initial Application Examination Division re-
views application papers to determine whether all of the
figures of the drawings that are mentioned in the specifi-
cation are present in the application. If the application is
filed without all of the drawing figure(s) referred to in
the specification, and the application contains some-
thing that can be construed as a written description, at
least one drawing, if necessary under 35 U.S.C. 113
(first sentence), the names of all the inventors, and, in a
nonprovisional application, at least one claim, the Initial
Application Examination Division will mail a “Notice of
Omitted Item(s)” indicating that the application papers
s0 deposited have been accorded. a filing date, but are
lacking some of the figures of drawings described in the
specification.

The mailing of a “Notice of Omitted Item(s)” will
permit the applicant to either: (1) promptly establish
prior receipt in the PTO of the drawing(s) at issue (gen-
erally by way of a date—stamped postcard receipt
(MPEP § 503)); or (2) promptly submit the omitted
drawing(s) in a nonprovisional application and accept
the date of such submission as the application filing date.
An applicant asserting that the drawing(s) was in fact de-
posited in the PTO with the application papers must,
within 2 months from the date of the “Notice of Omitted
Item(s),” file a petition under 37 CFR 1.53(c) with the
petition fee set forth in 37 CFR 1.17(i) and 37 CFR
1.17(q) for a provisional application, along with cvi-
dence of such deposit (37 CFR 1.181(f)). The petition
fee will be refunded if it is determined that the draw-
ing(s) was in fact received by the PTO with the applica-
tion papers deposited on filing. An applicant desiring to
submit the omitted drawings in a nonprovisional applica-
tion and accept the date of such submission as the ap-
plication filing date must, within 2 months from the date
of the “Notice of Omitted Item(s)”, file any omitted
drawing(s) with an oath or declaration in compliance
with 37 CFR 1.63 and 1.64 referring to such drawing(s)
and a petition under 37 CFR 1.182 with the petition fee
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set forth in 37 CFR 1.17(h), requesting the later filing
date (37 CFR 1.181(f)).

An applicant willing to accept the application as de-
posited in the PTO need not respond to the “Notice of
Omitted Item(s),” and the failure to file a petition under
37 CFR 1.53(c) or 37 CFR 1.182 with the required peti-
tion fee as discussed above within 2 months of the date of
the “Notice of Omitted Item(s)” (37 CFR 1.181(f)) will
be treated as constructive acceptance by applicant of the
application as deposited in the PTO. Amendment of the
specification is required in a nonprovisional application
to cancel all references to the omitted drawing, both in
the brief and detailed descriptions of the drawings and
including any reference numerals shown only in the
omitted drawings. In addition, a separate letter is re-
quired in a nonprovisional application to renumber the
drawing figures consecutively (showing the proposed
changes in red ink), if necessary, and amendment of the
specification is required to correct the references to the
drawing figures to correspond with any relabelled draw-
ing figures, both in the brief and detailed descriptions of
the drawings. Such amendment and correction to the
drawing figures, if necessary, should be by way of prelim-
inary amendment submitted prior to the first Office ac-

tion to avoid delays in the prosecution of the application. *

The treatment of an application subsequent to the
mailing of a “Notice of Omitted Item(s)” is discussed in
MPEP § 601.01(d).<

601.01(h) Forms [R—3]

The following forms used by Application Branch to
notify applicants of defects are reproduced on the fol-
lowing pages. “Notice to File Missing Parts of Applica-
tion — Filing Date Granted” Form PTO—-1533; “Notice
to File Missing Parts of Application — No Filing Date,”
Form PTO-1532; “Notice of Informal Application”
Form PTO-152; “Notice of Incomplete Application,”
Form PTO-1123; and “Noticc of * >Improper< Ap-
plication Filed ** >Under< 37 CFR 1.60,” Form
PTO-1534; “Notice to File Missing Parts of Application
Filed Under 37 CFR 1.60 Filing Date Granted” Form
PTO-1607; “Notice to File Missing Parts of Application
Filed Under 37 CFR 1.60, No Filing Date,” Form
PTO-1608; “Notice of Improper FWC Filing under
37 CFR 1.62, No Filing Date Granted,” Form PTO—*
>1673<; “Notice of Omitted Item(s),” Form
PTO-1669; “Notice of Omitted Item(s) in a Provisional
Application Filed Under 37 CFR 1.53(b)(2),” Form
PTO-1672.
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**
l/ \ WMAMWWWMM
Patant end Tradamark Oifice
Address: COMMISRONER OF PATENTS AND TRADEMAFKS
wj WWaeshington, 0.C. 20231

| arrucanonnumeen | FRINGRECET DATE ! FIRST NAMED APPLICANT |  amomeypockeTwosIME |

DATE MAIREG:

NOTICE TO FILE MISSING PARTS OF APPLICATION
Fliing Date Granted

An Agplicetion Number end Filing Date have baen assigned to this application. Howaver, the iiems indicated balow are missing. The
requited ilems and fees idendifed below must be timely submitted ALONG WITH THE PAYMENT OF A SURCHARGE for tems 1 and

-8 only of $ for &) large entity [Jemall entity in compliance with 37 CFR 1.27. The surcharge s set forth in
37 CFR 1.16(e). Applicantis given TWO MONTHS FROM THE DATE OF THIS NOTICE within which to file all requited items and pay
any fees required above to avoid ebendonmernt. Extansions of time may be obtained by filing e petition accompanied by the extension
fee under the provigions of 37 CFR 1.136(a).

lfaﬂmquhdlnnuanm form are flled within the period set above, the fotal amount owed by applicent as a
O targe entity 1) smeli entity (verified statement filpd), le$_____ .
O 1. The statulory basgik filing fee is:
0O missing.
0O insufficient.
Applicant must submit $ to complate the basic filing fse and/or file a verified smalf entity
staterment claiming such stalus (37 CFR 1.27).
0O 2. Additionalclaimfessof$_ | including any multiple dependent claim fees, are requited.
Applicant must elther submit the edditiorial claim fags or cancel additional claims for which fees are due.
O 3. The oath or declaration:
0O s missing.
O does not cover the nawly submitted items.
O does not identify the applicetion to which it epplies.
O does not include the city and state or foreign country of applicant’s residance.
An oath or declaration in compliance with 37 CFR 1. 63, including residence information and identifying the application by
the above Application Number and Flling Date is required.
O 4. The signature(s) to the cath or daclaration ls/are:
D missing.
O by a pereon other than invenor or person qualified under 37 CFR 1.42, 1.43, or 1.47.
A properiy signed oath or declaration in cormpliance with 37 CFR 1.63, identifying the application by the above
Application Number and Fifing Dete, s required.
O 5. The signature of the following Joint inventor(s) is missing from the cath or declaration:

An oath or declaration lisiing the namas of all inventors and signed by the omitted inventor(s), identifying this application by
the above Application Number and Filing Date, is required.

0648 processing fee is required since your chack was retumad without payment (37 CFR 1.21(m)).

O 7. Your fiting receipt was malied in error because your check was retumed without payment.

1 8. The application does not comply with the Sequence Rules.
Seo attached “Wotice to Comply with Sequence Rules 37 CFR 1.821-1.625.7

0O ¢.OTHER:
Direct the response and any Guestions about this notice to “Attantion: Box Missing Parts.”

A copy of this notice MUST be returned with the response.

Cuslomer Seivice Canter
Initia! Patert Examination Division (703) 308-1202

POGes FTO-1833 (REV.7-28) PART ©-ATTORNEY/APPLICANT COPY U.S. GPO: 1685-404-088/40515 <
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\ Addrese: COMMISSIONER OF PATENTS AND TRADBMSAKS
g Waghingeon, 0.C. 20231

{  aeeumanomtemser | FRING/AECEIPT DATE i FIRGT NAMED APPLICANT | ATTORNEY DOCIET NOUTITLE |

DATE MARED:

NOTICE TO FILE MISSING PARTS OF APPLICATION
Ko Flilng Deate
(Enclosure to Form PTO-1123)

The required Rems noted below SHOULD be filed along with eny ltems required on the “Notice of Incomplate Application.” f the
concurent fiing of all required kema is not possible, the Hems noted below must be fled no leterthan TWO MONTHS FROM THE
FILING DATE ACCORDED THIS APPUCATION. The filing date of this application wili ba the date of receipt of the ems required
on the “Notice of Incomplete Application.” if iteme 1 and 3-5 below ere subimitied afier the filing date, THE PAYMENT OF A
SURCHARGEOF § for @ O large entity O smalt entity in compliance with 37 CFR 1.27 will aleo be requited
(37CFR1 J16{e)).

&l requilived Riome on this form end on the mo"nemmmﬂ!aﬂon"nnﬂhdmﬂnr the total eamourt owed
bytppMn- 0 large entity O emall entily Is $

O 1. The statutory basic filing fee is:
3 miasing.
0 insulficiend.
Applicant must submit$ _____________to complele the basic filing fee andfor file a venified small entity
statement Claiming such status (37 CFR 1.27).

2. Addiional clelm fees of § , including any muitiple depandent claim fees, are required.
Applicant mus? either submit the additional claim fees or cancel additional claits for which fees are dus.

3. The oath or declarstion:
O is miesing.
O does not cover the ilems required on "Notice of Incomplete Appiication.”
[ doss not identify the application to which it applies.
[ dess not include the past office eddrees and the clity and state or foreign country of applicant’s residence.
An cath or declaration in compliance with 37 CFR 1.63, including residance information and identifying
the application by the ebove Application Number and Recalpt Dale is required.

O 4. The signaiiwe(s) i the oath or decleration isfare:
3 miseing.
3 by & person other than the inventor or person qualified under 37 CFR 1.42,1.43, or 1.47.
A propevly signed cath or dsclaration in compliance with 37 CFR 1.63, referring to the above Application
Nuraber and Receipt Date, ie requived.

O 5. The signature of the following joint inventor(s) is missing from the cath or declaration:
e Ay 00D OF daciaration signed by the omitted inventor(s), identifying this application by above
Application Nuraber and Raceipt Date, is required.

6. A$ . proceasing fee ls required since your check was retumed without payment (37 CFR 1.21(m)).

L] 7. The application doss not comply with the Saquence Rules. See attached "Notice To Comply with Sequence Rules
37 CFR 1.821-1.628.7

(J8. OTHER:
Diract the responge and any qusstions about this notice to “Attention: Box Missing Paris.”

4 copy of this notice MUST be returned with the response.

Cugtomer Sewvice Cenler
Initied Patent Examination Diviglon (703) 308-1202

FYO- 1632 (Rev.70 BART 1-ATTORMEV/APPLICANT CORY ¥rU.5.GOVERNAENT PRINTING OFFCE 1008-404-408/40822
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\

/ Adddrene: COMMEGHONER OF PATENTS AND TRADGMARIS
1)

—e Waahinggon, OL.C. 2023
| aspucanOMin@ER | FUNGRECHIPT DATE ] ERET MAMED RPOUCANT i ATTORMEY GOCKEY NONTLE |
Apgiication Mumbern:
Riachernent 1o Peper Nurnber:

NOTICE OF (HFORMAL APPLICATION

This application ia considered to be infurmal eince R does not comply with the regulations for the reason{s) chacked below. The period
within wiiich to correct the informelities noted below end avold abendonmaent is sat in the accompanying Office action.

& R new oeth or declaretion, ldentifylng thie spplication by the epplication number lg requlred. The ceth or decieration
doss not comply with 37 CPR 1.63 In that i

8oBo
El ol

a 7

dous not identify the residence (e.g., clfy and ofther stale or forelgn country) of each lnventor.

does not identify the citizenehip of each invendor.

does not siats whether the invenor le a sole or jolnt inventor.

doee not state that the pereon making the cath or declaration:

O haes reviewed and understands the contents of the specification, including the claims, es amended by any amendment
specificelly reformed to In the cath or declaration.

[ beliaves the named inverdor or inventors to be the original and the firet inventor or inventors of the subjact matter which
e clsimed and for which & paltent is sought.

3 acknowledges the duty to discioss informaticn which is material to patentability as defined in 37 CFR 1.58.

. does not identify tha forelgn application for patent or inverdor's certificale on which prority is claimed pursuant to

37 CFR 1.55, and any loreign appiicetion having a filing date before that of the application on which priotity ls clalmed, by
specifying the application number, country, day, month, and year of s filing.

. does not state that the person meking the oath or declaration acknowledges the duty to discloss information which is

material to patentsbillly as dafined in 37 CFR 1.56 which b avalleble b the filing date of the prior application
and the national or PCT intemational fiing date of the continuation-in-part epplication which discioses and claims subject
matier in addition to that disciosad In the prior application (37 CFR 1.63(d)).

containg non-inltialed alterations (37 CFR 1.52(c)).

B. Appilcant Je requlred to provide:

3 1. A statemant signed by appiicant giving his or her full name. A full name must include the family name and at least one
glven name without abbreviation as requited by 37 CFR 1.41(a).

O 2. Proof of authority of the legal representative under 37 CFR 1.44.

O 3. An abstract in compliance with 37 CFR 1.72(b).

T 4. A statament signed by applicant giving his or her complete post office addrass (37 CFR 1.33(a)).

C. [0 OTHER:

Customer Sesvice Centor

Initial Patent Examination Diviglon (703) 308-1202

FOfea PTO-152 (REV.7-08)

PAAT t-ATTORKEY/APPLICANT COPY

T U.S.GOVERNMENT PRINTING OFFICE 1988-403-408/4083¢ <
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e
f \ mmnnncuﬁpmmmtwcumm

Petent and Tredemark Olfice
/ Addrese: CIVMISSIONER OF PATENTS AND TRADEMARKS
Waghington, D.C 20231
N- &
I arpucamONNUugER | FILINGRECERT DATE | FIRGT NAMED APPLICANTY ] ATTORNEY DOCKET NOJTME |
DATE MALED:

ROTICE OF iINCOMPLETE APPLICATION
A filing date has NOT been essigned to the ebove identified appilcation papers for the reason{s) indicated below.

Al of the iteme noted below, unisss ctherwise indiceted, muet be submitied within TWO MONTHS of the date of this Notice, orthe
epplication may be retumed or otherwise disposed of. Any fee which has been submitied will be refunded lese a $130.00 handling
fee. (37 CFR 1.53(c)).

The filling date will be the date of receipt of all Rems required below, uniees otherwise indicated. Any assertions that the items
require below were submitted, or are not necessaty for a filing date, must be by way of patition directed to the attention of the
Office of the Assletant Commissloner for Patents accompanied by the $130.00 petition fee. (37 CFR 1.1 7(i)). If the pafition states
thet the application ia complete, a request for refund of the petition fee may be included in the petition.

O 1. The specification (description and claims):
O a. is missing.
[ b. does not include a writlen description of the invention.
O c. does not include at least one claim as prescribed by 35 U.S.C. 112,
A cornplete specification (including at least one claim in a nonprovisional application) as prescribed by
35 U.5.C. 112 s required,

[J 2. The application was deposited without drawings. 35 U.S.C. 113 (first sentence) requires a drawing “whare nec: y for the
understanding of the subject matter sought to be patented.”
Applicant should reconsider whether drawings are necessary under 35 U. S. C. 113 (lirst sentence).

O 3. The inventor's name(s) is missing.
The full names of all inventors are required in compliance with 37 CFR 1.41.

0 4. OTHER:
Additionat obgarvations on the above-identified application papers:

D 1. Pages of the specification are missing.
O 2. Figuras describaed in the spacification are missing.

Direct the response and any questions about this notice to “Attention: Box Missing Paris.”

Enclosed:
O =General information Conceming Patents.” See page
[0 “Notice to File Missing Parts of Application,” Form PTO-1532.
[0 “Checkliet for Patent Applications.”
) Othes:
A copy of this notlce MUST be returned with the response.

Customaer Service Center
Initdal Patent Examination Division (703) 308-1202

FORM PTO-1123 (REV.7-80) ¥ U.S GOVERNMENT PRINTING OFFICE 1386413127
PART 1-ATTORNEY/APPLICANT COPY <
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sl b3
/ umm ETATCE DEDARTUIARMT OF COMMENCE
and Trademark Oficn
mm COMMISBIDNER OF PATENTS AND TRADEMARKS
- Washingron, D.C. 20231
1 arrucatonNuuseR | FILINGMECEET DATE | FIRAT NAMED APPLICANT 1 ATTORNEY OOCKETROTNE |
DATE MARED:

ROTICE OF BAPROPER APPLICATION FILED UNDER 37 CFR 1.60

AﬁlngdmhuNOTbemasdgmdtomeabove-MbdappucahonsmceNCFR 1.60 has not baen complied with for tha reason(s)
hﬁmmdbdow

All of the items noted below, unless otherwise indicated, mustbe submitted within TWO MONTHS FROM THE DATE GF THIS NOTICE,

. orthe epplication may be reh d or otherwice digpoesd of. Any fee which has been submited will be refunded less 2 $130.00 handling

fee (37 CFR 1.60(c)).

The féing date vill be the date of receipt of the tems required below unless otherwise indicated. Any assertions thet the items required
below ware submitted, or explaining the delay in supplying the omitted ems, must be by way of petition directed to the altention of the
Cifics of the Assigtant Commissioner for Paterds. Any such pelition must be accompanied by the $130.00 petition fee (37 CFR 1.1 7()).
¥ the petltion states that the application is complete, a request for refund of the petition fee may be included in the petiion.

13 1. A copy of the spacification (description and claime) filed in the parent application:

3 ie mizsing.

O haspege(s)_~  emissing.

{3 hasﬂwdoscripﬂonoﬂheinvenﬂonnﬂsslng
3 nas clalm(s) ___missing.

L7 2. A copy of the drawings as filed in the parent application is missing.

3 3. A copy of any amendments referred 1o in the oath or declaration filed to complete the parent application is missing.

0 4. A statement that the application papers filed are a true copy of the prior application and that no amendments referred to in
the oath or declaration filed in the prior application introduced new matier is missing. Such statement must be made by the
applicant or applicant’s attomaey or egent and must be a verified statement if made by a parson not registered to practice
before the United States Patent and Trademark Office.

O s. OTHER:

Direct the response and any quastions about this notice to “Attention: Box Missing Paris.”

Enclosed:

11 “Motlce to Fite Missing Pars of Application Fited Under 37 CFR 1.60" Form PTO-1608.

O “Checklist for Patent Applications.”
D Other:

A copy of this notice MUST be returned with the response.

Customer Service Center
indial Patent Examination Division (703) 308-1202

FOMM PYO-1834 (REV.7-86) PART 1-ATTORNEV/IAPPLICAKT CORY

w L& GPO: 1886-404-486
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&% =
/ umml'ﬂm DEPARTIAENT OF COMMERCE
Petent end Trademark Office
Address: COMMIBSIDNER OF PATENTS AND TRADEMARKS
o Washington, O.C. 20231
| apPucCATIONNUMBER | FRANGPECEST DATE ] FIAET NAMED APPLICANT i ATTORNEY DOCKET NOSITTLE 1
DATE BRAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION FILED UNDER 37 CFR 1.60
Filing Date Grented

A filing date has been granted to this application filed undar 37 CFR 1.60. However, the items indicated below are missing.
The required itemes and feas identified balow must be timely submitted ALONG WITH THE PAYMENT OF A SURCHARGE

foriteme 1end30f$___ . __ . ____. fore(dlarge entity or O emall entity in compliance with 37 CFR 1.27
(37 CFR 1.16 (a)). Applicant is given TWO MONTHS FROM THE DATE OF THIS NOTICE within which to fiie ali required
items and pay any fees bove to avold aband Ex lons of fime may be obtained by filing a petition

aoeornpuﬂodbymoommionheundorﬂnprwmaMCFR 1.136(a).

¥ afi required Reme on thie form are filed within the period est above, the total amount owed by epplicant as
&0 large entity, D) small entity (verified stetemaent filed), in $ .
G 1. The statutory basic filing fee is:
1 missing.
T ingutfictent.
Applicart must submit § to complete the basic filing lee and/or file a verified small entily statement
claiming such stalue (37 CFR 1.27).

[ 2. adotlonalclaimfessof$ . . __, inciuding any multiple dependent claim fees, are required.
Applicant must either subrmit the additional claim fees or cance! the additional claims for which fess are due.

{1 3. The epplication was filed under 37 CFR 1.60. The copy of the executed oath or daclaration
from the prior application is miasing.
A copy of the oath or declaration filed to complate the prior application Is required.

T 4. The application doas not comply with the Sequence Rules.
See aliached "Nofice lo Comply with Sequence Rules 37CFR 1.621-1.825."

O 5. OTHER:

Direct the responee arnd any questions about thie notice to "Attention: Box Misging Parts.”

A copy of thig notlice MUST be returned with the responge.

Customer Saecvice Center
Initial Patent Examination Division (703) 308-1202

FORM PTO-1607 (REV.7-86) PART 1-ATTORKEYIAPPUCANT COPY

* U.S. GPO" 1896-404-408/40523 <

N
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PARTS, FORM, AND CONTENT OF APPLICATION 601.01 (k)

&%
>l, \ ummcmmmmorm
end Tredemerk Office

mmmmmmmmm
‘j Washingzon, D.C. 20231

| wsrucamONKUMBER | FLING/RECERT DATE i FIRGT NAMED APPLICANT i ATTORNEY DOOKET MOUTITLE |

DATE WAILED:

HOTICE TO FILE MISSING PART%O OF APPLICATION FILED UNDER 37 CFR 1.60
Date
{Enclosure to Form PTO-15534)

tems 1-4 below SHOULD be fited, if possibie, with any ema required on the enclosed "Notice of Improper Application.” if
concument Biing of 2 required kema e not possible, the itema Hsted below must ba fited no later than TWO MONTHS from the filing
date accordad thie applicetion. The filing date witl be the date of recalpt of the Rems required on the "Notice of improper Agplication.”
i Rewa 1 and S below are submitied after the Mling date, THE PAYMENT OF ASURCHARGEOGF S ______ fore
Dierge entity [ small entily (in compliance with 37 CFR 1.27) Is requived (37 CFR 1.16(s)).

Applicant must file il the required tems indicated below within TWO MONTHS from eny filing date granted to avoid abandonment.
Extenslons of ime may be obisined by filing & petition accompanied by the extension fee undar the provisions of 37 CFR 1.138(a).

i aft veguired Reme noted on il forrm and on the “Nolice of improper Appllcation™ mﬂkdﬁoguhor the total smount
owsd by spplicent ae & U lerge entity [ emall entity (verified statemant filed) is §

03 1. The statulory basic fing fes is:
QO missing.
3 insufficient.
Applicant must subm® % fo complate the basic fing fee end/or file a verified small entity statement claiming
such status (37 CFR 1.27).

0 2. Addiionsli cledmtees ol $______________, including any required multiple dependent clalim fees, are required.
Applicant must submit the additional claim fees or cancel the additional clalms for which fees are due.

0 s TInappMcﬁonmﬁlodundorS?CFRl 60. The copy of the exacuted oath or declaration from the peior
Awpyofmmdmmordadcmmnﬂhdmﬂnprbrcompbhappﬁcaﬁonbmmﬂmd

3 4.The epplication dosa rot comply with the Sequance Rules.
See attached “Notice to Comply with Sequence Rules 37 CFR 1.621-1.625."

[} 5.0THER:
Direct the responee and any questions about thia notice to "Attention: Box Missing Parls.”

A copy of thie notlce MUST be returned with the response.

Cugtamar Service Cenar
Inlded Patent Exarnination Divislon (703) 308-1202

FORs PTO-1608 (ReV.7-68) PARE 1-ATTORNEVIAPPLICANT COPY
* UL GFO: 1806-404-308/60836 <
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sE
>
l/ \ UM‘IED S'I'ATES CEPARTMENT OF COMMERCE
and Trademark Office
j Addmas &:INWSS‘OAES gf ;nl;v:fms AND TRADEMARKS
ashingtan, F 1
’hn [

[ seeucanONNUMBER | FILINGRECEIPT DATE | FIRS F NAVED APPLICANT | ATIORNEY DOCKET NOTME |

DATE WMARED:

NOTICE OF BAPROPER EWC FILING UNDER 37 CER 1.62
_ No Filing Date Granted

The sbove-identified application was deposited undar 37 CFR 1.62 as a file wrapper continuing application. but is impropar and
has not been granted a filing date for reasons shown below:

The filing date will be the date of recelpt of the items required below unless otherwise indicated, provided the items are tiled before the
paymant of the kkeue fee, abandonment of, ortermination of proceedings on the prior application. Any assertions that the Rems required
below were submitted or are not necessary for a filing date must be by way of petition directed to the attention of the Cffice of Assistant
Cosunigsionar for Patents. Any such petiion must be accompanied by the $130.00 petition tee (37 CFR 1.1 7(i)). if tha petition alleges
that no defect exists, & request for refund of the petition fee may be includead in the pelition.

Alf of the balow-noted omisslons and/or any petition mustbe submitted within TWO MGNTHS of the date of this notice (37 CFR 1. 181(f))
orthe spplication may be relumed or otherwise disposed of and the filing fee, if submitted, will be refunded less the $130.00 handiing
fee (37 CFR 1.21(r)). THIS TIME LIMIT MAY NQT BE EXTENDED PURSUANT TO 37 CFR 1.136. e,

[J 1. The apptication does not include the correct application number, or serial number and filing date, of the prior application. {

[} 2.The application, which is nol a continuation-in-pan, was not filed by the same or less than all the inventors named in the prior
application.and no petition for correction of Inventorship was filed.

{7 3. The application does not identify the names of ali the inventors (37 CFA 1.41 (a)). The application usas “st a/° but only one
inventor was namad in the prior application.

Ll 4 The requast does not include a signature of the inventor(s), assignee of the entire interest, or registered attorney or agent.

23 8. The apphication was not filed before the payment of the issue fee, abandonment of, or termination of proceedings on the
prioe application:

a) The issue fee was paid on the prior applicationon__.__ _ . _ —
b) The prior application was abandoned, or proceedings termi don. . . . .
c) The prior application was abandoned by the tiling of application number on

on under 37 CFR 1.62.

Lt 6. OTHER:

Direct the response and any questions about this notice to "Attention: Box Missing Parts.”

A copy of this notice MUST be returned with the response.

Customer Service Centar
initial Patent Examination Division (703) 308-1202

oM PTO-1673 (REV 7.96) PART 1-ATTORNEV/APPLICANT COPY

* US GPO 1095-404-496/40524 <
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PARTS, FORM, AND CONTENT OF APPLICATION 601.01(h)

Bk > &
/“ \ UMITED GTATESG DEPARTIMENT OF COMIMMERCE
@ « | Patant and Tradomeark Oifioa
Addrass: CONMMIBEILINER OF PATENTS AND TRADEMARKS
ool ‘Weshington, D.C. 20231

i APPLICATION MURBER [ FLINGRECEPT OATE ] FUAST NAMED APPLICANT | ATYORNEY COCHET NOJTITLE 1

DATE BANRED:
NOTICE OF OMITTED ITEM(S)

A filing date has besn aseligned to the above-identified applicetion papam; however, the following item(e) appear to have baen
omiitad from the epplication:

0O 1. Pagee : ' of the specification (description and claims).

2 Figuee....oeoeeoeoeoeoo.d@oeribed in the speciiication.
[0 8. OGther:

1. Should applicant contend that the above-noted Rem(s) was in fact deposited in the Patent and Trademark Office (PTO) with the
spplcation papere, & copy of this Notice and a petition (and $_ ... petition fee (37 CFFA 1.1 7(i)), which wili be
refurdad i & e determined thet the ltem was in fact received by the PTO) with evidence of such deposit must be filed within two
monkhs of the date of this Notice.

i1. Should applicant desire to supply the omitted item(e) and accept the date that such omittad em(s) were filed in the PTO as the

. - filing date of the above-identifled application, a copy of this Notice, the omitted Rems {(with a supplamantal cath or declaration n

compliance with 37 CFR 1.63 and 1.64 referring o such lkems), and a petition under 37 CFR 1.182 (with the $

. patition tee (37.CFR 1.17(h))) réquesting the later filing date must be filed within two monthe of the date of this Notice.

The failure o file & petition (and petition fee) under the above options (1) or (il} within two months of the date of this Notice

(37 CFiRR 1.181 ,(1))‘ww be treated as e constructive acceptance by the applcant of the application as deposited in the PTO. THIS
TWO HONTH PERIOD 19 NOT EXTENDABLE UNDER 37 CFR 1.136 (a) or (b). In the absence of a timely petiticn in response to
thie Notice, the application will malntaln a fliing date as of the date of deposkt of the application papers in the PTO, and original

) agplication papers (l.e., the orginal disciosure of the invention) will include only those application papars present in the PTO on the

dale of deposit.

n the event that appiicant electe not to take action pursuant to options (1) or (II) above, amendment of the specification to renumber
the pages conaacutively and cancel incomplete sentances caused by any omitted page(s), and/or amendment of the specification
o cancel all references o any cmitted drawing(s), relabetl the drawing figures to be numbered consacutively (€ necessary), and
corect the references in the specification to the drawing tigures to correspond with any relabelled drawing tigures, is required. Any
drawing changee should be accompaniad by e copy of the drawling figures showing the proposed changes in red ink. Such
amendment and/or comection to the drawing figures, if necessary, should be by way of preliminary amendment submiited prior to

. the first Ofiice action to avold delays in the prosecution of the application.

Direct the response and any questions about this notice to “Attention: Box Missing Parts.”

Enclosed:
0O *Rotice 1o Fliie Missing Parte of Appllcation,” Form PTO-1533.

0 Other:
A copy of this notice MYUST be returned with the response.

Customer Service Canter
initial Patent Examination Divislon (703) 308-1202.

FORia PTO-1060 (REV.7-96)
Y7 U.S.GOVERNMENT FRINTING OFFICE 1898-413.125

PART 1-ATTORNEVIAPPLICANT COPY

23 Rev. 3, July 1997
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"
/ \ ummsnmmmwmm
Potant and Tredamark

Addrege: COMBESRIONER OF PATENTS AND TRADEMARKS
o . . D C 2083%

I assucanionsssern | FULINGRECEPT DATE i FIRET MAMEED APPUCANT 1 ATTORNEY DOCKEY NOMMTUE |

DATE BARED:

ROTICE OF GIMITTED ITEN(S) I A PROVISIONAL APPLICATION
FILED UNDER 37 CPR 1.53(B)(2)

A filng dete has beon assigned to the above-identified PROVISIONAL APPLICATION: however, the following Kem(s) appear to
have been omitted from the epplication:

o 1. Pqu of the specification (desctiption end clsime).
0O 2. Figuet___. ... d68CrIDGG I the spacification.
0O 8. Other:

Should applicant contend that the above-noled Rem{s) was in fact deposited in the Patent and Trademark Office (PTO) with the

provigional pepers, & copy of this Notice and & petition (and $. patition fee (37 CFR 1.17(f), which w
be refunded K it in determined that the Ram was in fect received by the PTQ), with evidence of such deposit must be filed within 1
monthe of the date of this Natice.

The felure to fiie a petition (and petition fae) within two monthe of the date of this Notice (37 CFR 1.181(f)) will be treated as a
constructive acceptance by the applicant of the provisional application as deposited in the PTO. THIS YWO MONTH PERIOD 1S
NOT EXTENDABLE UNDER 37 CFR 1.136 (a) or (b). In the absence of a timely petition in response to this Nofice, the applicat
will maintain a fiing dete ae of the dele of deposlt of the application papers in the PTO, and origina! application papars (i.e., the
oliging) disclosure of the lavention) will Include only those epplication papers present in the PTO on the date of deposit.

Direct the regponee and any questions about thie notice to "Altention: Box Missing Parts.”
Enclosed:

O “nMotice to File Miassing Parts of Provigional Application,” Form PTO-1627.
O Other:

A copy of this nolice MUST be returned with the response.

Cuslomer Service Center
initiad Patent Examination Divigion (703) 308-1202

rOFes FTQ-16T2 (REV.760) ¥r U.S.GOVERNMENT PRINTING OFFICE 1983-41;
PART 1-ATTORMEV/APPLICANT COPY < .
Mo
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PARTS, FORM, AND CONTENT OF APPLICATION

601.02 Power of Attorney or Authorization
of Agent

The attorney’s or agent’s full post office address (in-
cluding ZIP code number) must be given in every power
of attorney or authority of agent. The telephone number
of the attormney or agent should also be included in
the power. The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization of agent
is incorporated in the oath or declaration form. (See
MPEP § 402.)

601.03 Change of Correspondence
Address [R—3]

Where an attorney or agent of record (or applicant, if
he or she is prosecuting the application pro se) changes
his or her correspondence address, he or she is responsi-
ble for promptly notifying the Patent and Trademark
Office of the new correspondence address (including
ZIP Code number). The notification should also include
his or her telephone number.

* >Unless the correspondence address is designated
as the address associated with a Customer Number, a<
separate notification must be filed in each application
for which a person is intended to receive communica-
tions from the Office. >See MPEP § 403 for Customer
Number Practice.< Inthose instances where a change in
the correspondence address of a registered attorney or
agent is necessary in a plurality of applications, the noti-
fication filed in each application may be a reproduction
of a properly executed, original notification. The origi-
nal notice may either be sent to the Office of Enrollment
and Discipline as notification to the Attorney’s Roster of
the change of address, or may be filed in one of the ap-
plications affected, provided that the notice includes an
authorization for the public to inspect and copy the origi-
nal notice in the event one of the applications containing
a copy matures into a patent and the application contain-
ing the original paper is either pending or has become
abandoned. Alternatively, the paper containing the orig-
inal signature may be retained by applicant. See MPEP
§ 502.02. The copies submitted in each affected applica-
tion must identify where the original paper is located.

See MPEP § 711.03(c) for treatment of petitions to
revive applications abandoned as a consequence of fail-
ure to timely receive an Office action addressed to the

N old correspondence address.

602

The required notification of change of correspon-
dence address need take no particular form. However, it
should be provided in a manner calling attention to the
fact that a change of address is being made. Thus, the
mere inclusion, in a paper being filed for another pur-
pose, of an address which is different from the previously
provided correspendence address, without mention of
the fact that an address change is being made would not
ordinarily be recognized or deemed as instructions to
change the correspondence address on the file record.

The obligation (see 37 CFR 10.11) of a registered at-
torney or agent to notify the Attorney’s Roster by letter
of any change of his or her address for entry on the regis-
ter is separate from the obligation to file a notice of
change of address filed in individual applications. See
MEPEP § 402.

601.04 National Stage Requirements of
the United States as a Designated
Office [R—1]

See MPEP Chapter 1800, especially MPEP
§ ** >1893.01< for requirements for entry into the na-
tional stage before the Designated Office or Elected
Office under the Patent Cooperation Treaty (PCT).

602 Original Oath or Declaration [R—3]

35 US.C. 25. Declaration in lieu of oath.

(a) TheCommissioner may by rule prescribe thatany decumentto
be filed in the Patent and Trademark Office and which is required by any
law, rule, or other regulation to be under oath may be subscribed toby a
written declaration in such form as the Commissioner may prescribe,
such declaration to be in lieu of the oath otherwise required.

(b) Whenever suchwritten declaration isused, the document must
warn the declarant that willful false statements and the like are
punishable by fine or imprisonment, or both (18 U.S.C. 1001).

35 US.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
whichis required by any law, rule, or ather regulation ta be executed ina
specified manner may be provisionally accepted by the Commissioner
despite a defective execution, provided a properly executed document is
submitted within such time as may be prescribed.

35 U.S.C. 115. Oath of the applicant.

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such oath may be
made before any persen within the United States authorized by law to
administer oaths, or, when made in a foreign country, before any
diplomatic arconsular officer of the United States authorized to admin-
ister oaths, or before any officer having an official seal and authorized to
administer oaths in the foreign country in which the applicant may be,

Rev. 3, July1997
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whose authority is proved by certificate of a diplomatic or consular
officer of the United States, or apostille of an official designated by a
foreign country which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States. Such oath isvalid if
it complies with the laws of the state or country where made. When the
application is made as provided in the title by a person other than the
inventor, the oath may be so varied in form that it can be made by him.

37 CFR 1.63. Oath or declaration.

(a) Anoathordeclaration filedunder § 1.51(a)(1)(ii) asapartofa
nonprovisional application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed;

(3), Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of the
invention claimed. .

(b) In addition to meeting the requirements of paragraph (a), the
oath or declaration must state that the person making the oath or
declaration,

(1) Has reviewed and understands the contents of the specifica-
tion, including the claims, as amended by any amendment specifically
referred to in the oath or declaration;

(2) Believes the named inventor or inventors to be the original
and firstinventor or inventors of the subject matter which is claimed and
for which a patent is sought; and

" (3) Acknowledges the duty to disclose to the Office all informa-
tion known to the person to be material to patentability as defined in
§ 1.56.

(c) In addition to meeting the requirements of paragraphs (a) and
(b) of this section, the oath or declaration in any application in which a
claim for foreign priority is made pursuant to § 1.55 must identify the
foreign application for petent orinventor’scertificate on which priority is
claimed, and any foreign application having a filing date before that of
the applicationonwhich priorityisclaimed, byspecifying the application
number, country, day, month and year of its filing.

(d) In any continuation—in—part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and claims subject
matter in addition to that disclosed in the prior copending application,
the oath or declaration must alsostate that the person makingthe oathor
declaration acknowledges the duty to disclose to the Office all informa-
tion known to the person to be material to patentability as defined in
§ 1.56, which became available between the filing date of the prior
application and the national or PCT international filing date of the
continuation—in—part application.

37 CFR 1.68. Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration. Such declaration may be
usedin liev of the oath otherwise required, if, and only if, the declarant is
on the same document, warned that willful false statements and the like
are punishable by fine or imprisonment, or both (18 U.S.C. 1001) and
may jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge are true and that
all statements made on information and belief are believed to be true.

Rev. 3, July 1957

18 US.C. 1001. Statements or entries generally.

Whaever, in any matter within the jurisdiction of any department
or agency of the United States knowingly and willfully falsifies, conceals,
or covers up by any trick, scheme, or device a material fact, or makes any
false, fictitious or fraudulent statements or representations, or makesor
usesany false writing or document knowingthe same to contain any false,
fictitious or fraudulent statement or entry, shall be fined not more than
$10,000 or imprisoned not more than five years, or both,

STATUTORY DECLARATIONS

Patent and Trademark Office personnel are autho-
rized to accept a statutory declaration under 28 U.S.C.
1746 filed in the Patent and Trademark Office in lieu of
an “oath” or declaration under 35 U.S.C. 25 and 37 CFR
1.68, provided that the statutory declaration otherwise
complies with the requirements of law.

Section 1746 of Title 28 of the United States Code
provides:

‘Whenever, under any law of the United States or under any rule,
regulation, order, or requirement made pursuant to law, any matter is
required to be supported, evidenced, established, or proved by sworn
declaration, verification, certificate, statement, oath or affidavit, in
writing of the person making the same (other than a deposition, or an
oath of office, or an oath required to be taken before a specified official
other than a notary public), such matter may, with like force and effect,
be supported, evidenced, established, or proved by the unsworn
declaration, certificate, verification, or statement, in writing of such |
person which is subscribed by him, as true under penalty of perjury, and
dated, in substantially the following form:

[1] If executed without the United States:

“I declare (or certify, verify, or state) under penalty of perjury
under the laws of the United States of America that the foregoingis true
and correct. Executed on (date).

(Signature).”

[2} Ifexecutedwithinthe United Statesitsterritories, possessions,
or commonwealths:

“1 declare (or certify, verify, or state) under penalty of perjury that
the foregoing is true and correct. Executed on (date).

(Signature).”

QOaths and declarations submitted in applications
filed after May 1, 1975 must make reference to applica-
tions for inventor’s certificates on which priority is
claimed and any filed prior to the filing date of an ap-
plication on which priority is claimed.

A 37 CFR 1.68 declaration need not be ribboned to
the other papers, even if signed in a country foreign to
the United States. When a declaration is used, it is un-
necessary to appear before any official in connection
with the making of the declaration. It must, however,
since it is an integral part of the application, be main- ;
tained together therewith.
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PARTS, FORM, AND CONTENT OF APPLICATION

By statute, 35 U.S.C. 25, the Commissioner has been -

empowered to prescribe instances when a written decla-
ration may be accepted in lieu of the oath for “any docu-
ment to be filed in the Patent and Trademark Office”.

The filing of a written declaration is acceptable in lieu
of an original application cath that is informal,

If all foreign applications have been filed within
12 months of the U.S. filing date, applicant is required
only to recite the first such foreign application of which
priority is claimed, and it should be clear that the foreign

_ application referred to is the first filed foreign applica-

tion. The applicant is required to recite all foreign ap-
plications filed prior to the application on which priority
is claimed. Itis required to give the foreign serial num-
ber and name of the country or office in which filed, as
well as the filing date of the first filed foreign application.

In the oath, the jurat must be filled out, and the word
“sole” or “only” must appear if there is but one inven-
tor, and “joint” if two or more inventors.

‘When joint inventors execute separate oaths or dec-
larations, each oath or declaration should make refer-
ence to the fact that the affiant is a joint inventor togeth-
er with each of the other inventors indicating them by

‘name. This may be done by stating that he or she does

verily believe himself or herself to be the original, first
and joint inventor together with “A or A & B, etc.” asthe
‘facts may be.

A seal is usually impressed on an oath. See MPEP
§ 604 and § 604.01 and 37 CFR 1.66. However, oaths ex-
ecuted in many states including Alabama, Louisiana,
Maryland, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina, and Virginia need not be
impressed with a seal.

If a claim is presented for matter not originally
claimed or embraced in the original statement of inven-
tion in the specification a supplemental oath or declara-
tion is required, 37 CFR 1.67, MPEP § 603.

A provisional application does not require an oath or
declaration to be complete. See 37 CFR 1.51(a)(2).

The following form paragraphs may be used to indi-
cate errors in the oath or declaration.

% 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Applica-
tion Number and filing date is required. See MPEP §§ 602.01 and
602.02.

The oath or declaration is defective because:

600 — 27
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Examiner Note:

1. One or more of the appropriate paragraphs 6.05.01 to 6.05.17
must follow this paragraph.

2.Ifnoneof the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

>%6.05.01 Improper Execution
Itwas not executed in accordance with either 37 CFR 1.66 or 1.68.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.<

9 6.05.04 Sole or Joint Designation Omitted
It does not state whether the inventor is a sole or joint inventor of
the invention claimed.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.05 “Reviewed and Understands” Statement Omitted

Itdoes not state that the person making the oath or declaration has
reviewed and understands the contents of the specification, including
claims, asamended by any amendment specificallyreferred toin the oath
or declaration.

Examiner Note:
‘This paragraph must be preceded by paragraph 6.05.

9 6.05.06 Original and First Omitted

It does not state that the person making the oath or declaration
believes the named inventor or inventors to be the original and first
inventororinventors of the subject matterwhich isclaimed andforwhich
a patent is sought.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.07 Duty of Disclosure Omitted

It does not state that the person making the oath or declaration
acknowledges the duty todisclose to the Office all information knowri to
the person to be material to patentability as defined in 37 CFR 1.56.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.08 Identification of Foreign Applications Omitted

It does not identify the foreign application for patent or inventor’s
certificate on which priority is claimed pursuant to 37 CFR 1.55, and any
foreign application having a filing date before that of the application on
which priority is claimed, by specifying the application number, country,
day, month and year of filing.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.09 Duty to Disclose in C—I—P Omitted

Itdoes notstate that the person making the oath or declarationina
continuation —in—part application filed under the conditions specified
in 35 U.S.C. 120 which discloses and claims subject matter in addition to
that disclosed in the prior copending application, acknowledges the duty
to disclose to the Office all information known to the person to be
material to patentability as defined in 37 CFR 1.56 which became
available between the filing date of the prior application and the national
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or PCT international filing date of the continuation—in—part applica-
tion.
Exsminer Note: ,

This paragraph must be preceded by paragraph 6.05.

9 6.05.15 Not in Permanent Ink
The(1] is not in permanent ink, or its equivelent in quality, as
required under 37 CFR 1.52(z).

Ezsminer Note:
1. In bracket 1, insert either signature or cath/declaration.

2. This paragraph must be preceded by paragraph 6.05.
3.If other portions of the disclosmte are not in permanent ink, use

paregraph 6,32
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9 6.05.16 Non-Initieled Alterations

Non—initizled alterations have been made to the oath or

declaration (see 37 CFR 1.52(c) *°).

Exsminer Note:

This paragraph must be preceded by paragraph 6.05.

9 6.05.17 Declaration Clause Omitted

The clause regarding “wiliful false statements ....” required by 37

CFR 1.68 has been omitted.

Examiner Note:

28

This paragraph must be preceded by paragraph 6.05.

et
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PARTS,FORM, AND CONTENT CF APPLICATION 602

%% SPlgase type a plus sign (+) Inside this box = D PTO/SBR1 (3-97)

Approved for use through 9/30/28. OMB 068510032
Patent and Tredemark Office; U.S. DEPARTMENT OF COMMERCE

Under the Peperwork Reduction Act of 1985, no persons ars required to respond to a lection of information unless R contains
a valid OMB control number,
( Attorney Docket Number N
DECLARATION FOR
Firet Named inventor

UTILITY OR DESIGN T I T
PATENT APPL'CATION Appilication Numbar

il
[} Declaration [} Declaration Flling Date
Submitted OR Submittedafter | Group Art Unit
with initial Initial Fling

k Filing Examiner Name J

As a below named inventor, | hereby declars that:
My resiience, post office address, and citizenship are as stated below next 1o my name.

1 believe | am the original, first and sole inventor (¢ only one name is listed below) or an original, first and joint inventor (f plural
names afe listed below) of the subject matter which is cleimed and for which a patent Is sought on the invention entitled :

(Title of the Invention)
the specification of which

is attached hereto
OR

[} wasfleden (MMIDD/YWY)[ —I as United States Application Number or PCT International

Application Number | ._] and wes amended on (MM/DD/YYYY) | | Gfappticable).

| hereby state that | have revi tand the contents of the above identified specificetion, including the claims, as
amended by any amendment speclﬁcaly rafermd to above.

;acknowledgo the duty to discloss Information which Is material to p bility as defined in Title 37 Code of Federal Reguiations,
1.56.

| hereby claim foreign priority benefits under Title 35, United sunes Code §119 (a) (d or § 365(b) of any foreign application(s) for
nahnt or inventor's certificate, or §365 (a) of any PCT i 1 whi Ieast one country other than the

ited States of America, listed below and have also bdermﬂed below by checkmg the box, any i lication for p or
m;en:jf’s cosrtificate, of of any PCT international application having a filing date before that of the apphcahon on which pnomy is
claim:

Brior Forelgn Application Foreign Fillng Date]  Pricrity l Ceritfied Copy Attached?
Number(s) Country (MI/DDYYYY) | Not Claimed

Oooooo
000000 s

00oooo

D Additional foreign application numbers are listed on a supplemental priotity data shest PTO/SB/02B attached hereto:
| hereby claim the benefit under Title 35, United States Code § 119(e) of any United States provisional application(s) listed below.
Application Number(s) Filing Date (MM/DD/VVYY) | [T] Aqditional provisional application
numbers are listsd on a

supplemente! priority dete shest
PTO/SB/028 atiached hereto.

{Page 1 of 2]
Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the needs of the
individual case. Any comments on the amount of time you are required to complete this form should be sent to the Chief Information
Officer, Patent and Trademark Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231.
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PTOSBA1 @-97)
Plsase type & plus sign (+) inslde this box =B D Approved for use through 9/30/28. OMB 0851-0032
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1885, no persons are required to respond to a B of i & conteins
& valid OMB control number.

DECLARATION — Utility or Design Patent Application

| heteby clalm the benefit under Tide 35, Unlied States Code 51200fanyUnMS appuoaﬁon(s).wm@)ofulyPchMMond
of this appiication is not

‘ I I ‘Additional U.S. of FCT interetional application numbers are listed on a supplemental priority data shest PTFSBIMB attached hereto.

application dealg the United States of Americe, listed below and, insofar as the subject malter of
diaclosed in the prior MMNPCTlMMMMMﬁWMWNWMmﬁNI % ’moss Unbked States Code
§112, | ack medmybdhdosaimmaﬂmwhichbmmﬂalbfamublky 39 dﬁd«aﬂﬁogummsisa
which became ave between the filing date of the prior epplication an nnﬁonduPCTHomuﬁonalﬂhgd&adhhapp
U.S. Parent Applicetion PCT Perent Perent Fliing Date Parent Patent Number
Number Number (MM/DD/YYYY) (if applicable)

a named lnventor, | appoint the following regletered practioner(s) to uts this ceation and to transact all business In the Pafent
and Trademark Office connected therewith: Customer Number e Pimce customer |
(] O‘I‘? mer Num  —— o
1 Registored prastiioner(s) name/registration number listed below Label horo
Regletration Raglstration
Neme Numbar Namie Numbaer
Addidonal red tidoner{g) named on su mental istered Practitioner Information sheet PTO/SB2C altached hereto.
Direct ell comespondence to: [} SrmB:rmer Numbe|l' OR D Correspondence eddress below
Name
| Address
Addrees
Clty I State I Zip
Counftry ITalephone l Fax

§ hereby declare that ell statements made hereln of my own knowledge are true and that all ststements made on information and belief are
helisved to be true; and further that thess stefements ware made with the knowledge that willful fales statements and the like so mede are
punishable by fine or impriscnment, or both, under Section 1001 of Title 18 of the United States Code and that such willful false statements may

Joopardize the valldity of the application or any patent lssued thereon.

Name of Sole or Firet iInvertor: D A petition has been filed for this unsigned inventor

Given Neme (first and middie fif any]) Femily Name or Sumeme |
';m Bate
Residence: City State Country Citizenahip
Post Cffice Addreas
Post Cifice Addreass
Chy State 2 Country

supplemental Additional Inventor(s) sheet(s) PTO/SB/02A attached hereto

DAdditionaI inventors are being named on the

+ '—-[Page20f2]<
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PARTS, FORM, AND CONTENT OF APPLICATION

602.01 Oath Cannot Be Amended [R~1)

The wording of an oath or declaration cannot be
amended altered or changed in any manner after it has
been signed. If the wording is not correct or if all of the
required affirmations have not been made, or if it has not
been properly subscribed to, a new oath or declaration
must be required. However, in some cases, a deficiency
in the oath or declaration canbe corrected by asupplemen-
tal paper and a new oath or declaration is not necessary.

For example, if the oath does not set forth evidence
that the notary was acting within his or her jurisdiction at
the time he or she administered the oath, a certificate of
the notary that the cath was taken within his or her juris-
diction will correct the deficiency. See MPEP § 602 and
§ 604.02. , ‘

Applicant may be so advised by using Form Para-
graph 6.03.

% 6.03 Qath, Declaration Cannot Be Amended

- Anew oath or declaration is required because [1]. The wording of
an oath or declaration cannot be amended. If the wording is not correct
orif all of the required affirmations have not been made or if it has nat

“been properly subscribed to, 2 new oath or declaration is required. The
- newoathor declaration must properlyidentify the applicationofwhichit

istoforma part, preferablyby * >application < number andfiling datein
the body of the oath or declaration. See MPEP§ 602.01 and § 602.02.

Esaminer Note:

1. This paragraph is intended primarily for use in pro se applica-
tions.

2.Use Paragraph 6.05 and one or more of paragraphs 6.05.>0< 1
to 6.05.17 for a defective oath or declaration in a case where there is a

power of attorney.
602.02 New Oath or Substitute for Original

In requiring a new oath or declaration, the examiner
should always give the reason for the requirement and
call attention to the fact that the application of which it is
to form a part must be properly identified in the body of
the new oath or declaration, preferably by giving the seri-
al number and the date of filing.

Where neither the original oath or declaration, nor
the substitute oath or declaration is complete in itself,
but the two taken together give all the required data, no
further oath or declaration is needed.

602.03 Defective Oath or Declaration [R—1]

In the first Office action the examiner must point out
every deficiency in a declaration or oath and require that
the same be remedied. Applicant may be informed of de-

- 600 — 31

602.03

ficiencies in the declaration or oath by Form Paragraphs
6.05 and 6.05.1 — 6.05.17.

9 6.05 Oath or Declaration Defective

'The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 167%(2) identifying this application by *>spplica-
tion< number and fling date is required. See MPEP >§§< 60201 and
602.02.

The oath or declaration is defective because:

Examiner Note:

1. One or more of the appropriate paragraphs 6.05.>0<1 to
6.05.17 must follow this paragraph.

2. Ifnone of the paragraphs apply, than an appropriate explanation
of the defect should be given immediately following this paragraph.

However, when an application is otherwise ready for
issue, an examiner with full signatory authority may
waive the following minor deficiencies:

Minor deficiencies in the body of the oath or declara-
tion where the deficiencies are sef—evidently cured in
the rest of the oath or declaration, as in an oath or declaration
of plural inventors couched in plural terms except for use of
“sole inventors” is asserted; Jn re Searles, 164 USPQ 623.

If the above is waived, the examiner with full signato-
ry authority should write in the margin of the declaration
or oath a notation such as “Reference to the sole inven-
tor rather than joint inventors waived; Application ready
for issue.” and his or her initials and the date.

Of course, requirements of the statute; e.g., that
the applicant state his or her citizenship or believes
himself or herself to be the original and first inventor
or that the oath be administered before a person au-
thorized to administer oaths or that a declaration pur-
suant to 35 U.S.C. 25 or 28 U.S.C. 1746 contain the
language required therein, cannot be waived.

If the defect cannot be waived, Form Paragraph 6.46
should be used when the application is allowable.

9 6.46 *>Application< Allowed, Substitute Declaration Needed

Applicant is now required to submit a substitute declaration or
oath to correct the deficiencies set forth [1]. The substitute oath or
declaration must be filed within the THREE MONTH shortened
statutory period set for response in the “Notice Of Allowability”
(PTOL-37). Extensions of time may be obtained under the
provisions of 37 CFR 1.136(a). Failure to timely file the substitute
declaration (or oath) will result in ABANDONMENT of the
application. The transmittal letter accompanying the declaration (or
oath) should indicate the following in the upper right hand corner:
Issue Batch Number, date of the “Notice of Allowance,” and
*>application< number.

Rev. 3, July1997



602.04

Examiner Note:
In the bracket, insert appropriate information, e.g.,
in this communication —or~
in the Office action mailed e
in the PTO-152 attached to >Paper No.<

602.04 Foreign Executed Qath [R—3]

An oath executed in a foreign country must be prop-
erly authenticated. See MPEP § 604 and 37 CFR 1.66.

Where the authority of the foreign officer is not certi-
fied, Form Paragraphs 6.05 and 6.05.13 may be used.

9 60513 Authority of Foreign Officer Not Certified

It does not include an apostille, a consular certificate, or the
position of authotity of the officer signing an apostille or consular
certificate, see 37 CFR 1.656(a).

Ezaminer Note:
 This paragraph >applies only to foreign executed oaths and<
must be preceded by >form< paragraph 6.05.

602.04(a) Foreign Executed Oath Is Ribboned
to Other Application Papers [R—1]

37 CFR 1.66. Officers authorized to administer oaths.

eBad

(b) Whentheoath s taken before an officerin acountry foreignto
the United States, any accompanying application papers, except the
drawings, must be attached together with the oath and a ribbon passed
one or more times through ail the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before whom the oath is
taken. If the papers as filed are not properly ribboned or éach sheet
impressed with the seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in compliance with the

MANUAL OF PATENT EXAMINING PROCEDURE

Examiner Note:
‘This paragraph must be preceded by paragraph 6.05.

U.S. Accession to Hague Convention Abolishing
the Requirement of Legalization for
Foreign Public Documents

On Oct. 15, 1981, the Hague “Convention Abolishing
the Requirement of Legalization for Foreign Public
Documents” entered into force between the United
States and thirty—cight foreign countries that are par-
ties to the Convention. The Convention applies to any
document submitted to the United States Patent and
Trademark Office for filing or recording, which is sworn
to or acknowledged by a notary public in any one of the
member countries. The Convention abolishes the certifi-
cation of the authority of the notary public in 2 member
country by a diplomatic or consular officer of the United
States and substitutes certification by a special certifi-
cate, or apostille, executed by an officer of the member
country. Accordingly, the Office will accept for filing or
recording a document sworn to or acknowledged before
a notary public in a member country if the document
bears, or has appended to it, an apostille certifying the
notary’s authority. The requirement for a diplomatic or
consular certificate, specified in 37 CFR 1.66, will not ap-
ply to a document sworn to or acknowledged before a
notary public in a member country if an apostille is used.

The member countries that are parties to the Con-
vention are:

foregoing sentence, must be filed. Antigua Hungary Panama
& Barbuda
Where the papers are not properly ribboned, use Argentina Israel Portugal
Form Paragraphs 6.05 and 6.05.14. Austria Italy Seychelles
9 6.05 Oath or Declaration Defective ‘ B&@% Japan Spa'm
The oath or declaration is defective. A new oath or declaration in Belgium Lesotho Suriname
compliance with 37 CFR 1.67(a) identifying this application by * Botswana Liechtenstein Swaziland
;.::Elz]agng;l:nd Nsl:]renlac; and filing date is required. See MPEP Brunei Luxembourg Switzerland
The oath or declaration is defective becanse: Cyprus Malawi The Russian
Examiner N Federation
mer Note:
Fiji ta Tonga
1. One or more of the appropriate paragraphs 6.05.1 to 6.05.17 ,J Mal g
must follow this paragraph. Finland Marshali Islands Turkey
2.Ifnoneof the paragraphs apply, then an appropriate explanation France Mauritius U.K. of
of the defect should be given immediately following this paragraph. Great Britain
4 6.05.14 No Ribbon Properly Attached and
It does not have a ribbon properly attached. N. Ireland
Rev. 3, July 1997 600 — 32
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PARTS, FORM, AND CONTENT OF APPLICATION

Germany Netherlands United States
Fed Rep. of
Greece Norway Yugoslavia

The Convention prescribes the following form for the
apostille:
Model of Certificate
The certificate will be in the form of a square with
sides at least 9 centimeters long,

APOSTILLE
(Cenvention de La Haye du Oct. 5, 1961)

This public document

2. hasbeensignedby ......cooviiiiiiiiiiiieien,
3. acting in the capacityof .......ocovvviviienninaann
4. bears the seal/stampof ...,

- B
Note that a declaration in lieu of application oath
(37 CFR 1.68) need not be ribboned to the other papers.
It must, however, be maintained together therewith.

602.05 Oath or Declaration — Date of
Execution [R—1]

*%>The Office no longer checks the date of execu-
tion of the oath or declaration and the Office will no lon-
ger require a newly executed oath or declaration based
on an oath or declaration being stale (that is when the
date of execution is more than 3 months prior to the fil-
ing date of the application). However, applicants are re-
~ minded that they have a continuing duty of disclosure
under 37 CFR 1.56.<

602.05(2) QOath or Declaration in Division
and Continvation Cases

Where the date of filing the application is not the
date that determines the statutory 12—month period, as

602.06

in divisional and continuation cases, it is immaterial, so
far as concerns the acceptability of the oath or declara-
tion, how long a time intervenes between the execution
of the oath or declaration and the filing of the applica-
tion.

When a divisional application is identical with the
original application as filed, signing and execution of the
oath or declaration in the divisional case may be omitted.
(See 37 CFR 1.60 and 1.62, MPEP § 201.06(a).)

602.06 Non—English Oath or Declaration

37 CFR 1.69. Foreign language oaths and declarations.

(a) Whenever anindividual making an oath or declaration cannot
understand English, the oath or declaration must be in 2 language that
such individual can understand and shall state that such individual
understands the content of any documents to which the oath or
declaration relates.

{b) Unless the text of any oath or declaration in a language other
than English is a form provided or approved by the Patent and
Trademark Office, it must be accompanied by a verified English
trapslation, except that in the case of an oath or declaration filed under
§1.63 the translation may be filed in the Office no later than two months
from the date applicant is notified to file the translation.

37 CFR 1.69 requires that oaths and declarations be
in a language which is understood by the individual mak-
ing the oath or declaration,; i.e., a language which the in-
dividual comprehends. If the individual comprehends
the English language, he or she should preferably use it.
If the individual cannot comprehend the English lan-
guage, any oath or declaration must be in a language
which the individual can comprehend. If an individual
uses a language other than English for an oath or decla-
ration, the oath or declaration must include a statement
that the individual understands the content of any docu-
ments to which the oath or declaration relates. If the doc-
uments are in a language the individual cannot compre-
hend, the documents may be explained to him or her so
that he or she is able to understand them.

The Office will accept a single non—English language
oath or declaration where there are joint inventors, of
which only some understand English but all understand
the non—English language of the oath or declaration.

Rev. 3, July1997
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602.07

602.07 Oath or Declaration Filed in United
States as a Designated Office [R—1]

See MPEP § * >1893.01.<
603 Supplemental Oath or Declaration [R~1]

37 CFR 1.67. Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the require-
ments of § 1.63 may be required to be filed to correct any deficiencies
or inaccuracies present in an earlier filed oath or declaration.

** >(b) Asupplementaloathordeclaration meetingthe require-
ments of § 1.63 must be filed when a claim is presented for matter
originally shown or described but not substantially embraced in the
statement of invention or claims originaily presented orwhen an oath or
declaration submitted in accordance with § 1.53(d)(1) after the filing of
the specification and any required drawings specifically and improperly
refers to an amendmentwhich includes new matter. No new matter may

‘be introduced into 2 nonprovisional application after its filing date even

ifasupplemental aath or declarationisfiled. Inproper cases, the oathor
declaration here required may be made on information and beliefby an
applicant other than inventor.<

(c) Asupplemental oath or declaration meeting the requirements

- of *§1.63 must also be filed if the application was altered after the oath
or declaration was signed or if the cath or declaration was signed: (1) In
.- blank; (2) Without review thereof by the person making the oath or
declaration; or (3) Without review of the specification, including the

. claims, as required by § 1.63(b)(1).

37 CFR 1.67 requires in the supplemental oath or
-declaration substantially all the data called for in 37 CFR
'1.63 for the original oath or declaration. As to the pur-
pose to be served by the supplemental oath or declara-
tion, the examiner should bear in mind that it cannot be
availed of to introduce new matter into an application.

>When an inventor who executed the original decla-
ration is refusing or cannot be found to execute a re-
quired supplemental declaration, it is possible that the
requirement may be suspended or waived in accordance
with 37 CFR 1.183.<

A new oath may be required by using Form Paragraph
6.06.

4 6.06 New Oath for Subject Matter not Originally Claimed

This application presents a claim for subject matter not originally
" claimed or embraced in the statement of the invention. [1}. A
supplemental oath or declaration is required under 37 CFR 1.67. The
new oath or declaration must properly identify the application of which
it is to form a part, preferably by * >application< number and filing
date in the body of the oath or declaration. See MPEP >§§< 602.01
and 602.02.

Examiner Note:

Explain new claimed matter in bracket 1. The brief summary of
the invention must be commensurate with the claimed invention and

Rev. 3, July 1997
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may be required to be modified. See MPEP >§§< 1302>and< °
608.01(d), and 37 CFR. 1.73.

603.01 Supplemental Oath or Declaration
Filed After Allowance

Since the decision in Cutter Co. v. Metropolitan Elec-
tric Mfg. Co., 275 F. 158 (CA 2 1921), many supplemental
oaths and declarations covering the claims in the case
have been filed after the case is allowed. Such oaths and
declarations may be filed as a matter of right and when
received they will be placed in the file by the Office of
Publications, but their receipt will not be acknowledged
to the party filing them. They should not be filed or con-
sidered as amendments under 37 CFR 1.312, since they
make no change in the wording of the papers on file. See
MPEP § 714.16.

604 Administration or Execution of Qath

37 CFR 1.66. Officers authorized to administer oaths.

(a) The oath or affirmation may be made before any person within
the United Statesauthorizedbylaw to administer oaths. Anoathmadein
aforeign country, maybe made before any diplomaticor consular officer
of the United Statesauthorized toadminister oaths, orbefore any officer
having an official seal and authorized to administer oaths in the foreign
countryinwhich the applicant maybe, whose authority shall be proved by
acertificate of a diplomaticor consular officer of the United States, orby
anapostille of an official designated by a foreign country which, by treaty
or convention, accords like effect to apostilles of designated officials in
the United States. The oath shall be attested in ail casesin this and other
countries, by the proper official seal of the officer before whom the oath
or affirmation is made. Such oath or affirmation shall be valid as to
execution if it complieswith the laws of the State or country where made.
When the person before whom the oath or affirmation is made in this
country is not provided with a seal, his official character shall be
established by competent evidence, as by a certificate from a clerk of a
court of record or other proper officer having a seal.

See MPEP § 602.04(a) for foreign executed oath.
604.01 Seal [R—1]

When the person before whom the oath or affirma-
tion is made in this country is not provided with a seal, his
or her official character shall be established by compe-
tent evidence, as by a certificate from a clerk of a court of
record or other proper officer having a seal, except as
noted in MPEP § 604.03(a), in which situations no seal is
necessary. When the issue concerns the authority of the
person administering the oath, the examiner should re-
quire proof of authority. Depending on the jurisdiction,
the seal may be either embossed or rubber stamped. The
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latter should not be confused with a stamped legend indi-
cating only the date of expiration of the notary’s commis-
sion.

See also MPEP § 602.04(a) on foreign executed oath
and seal. In some jurisdictions, the seal of the notary is
not required but the official title of the officer must be on
the oath. This applies to Alabama, California (certain
notaries), Louisiana, Maryland, Massachusetts, New

Jersey, New York, Ohio, Puerto Rico, Rhode Island,
. South Carolina, and Virginia.

% 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by its
* >application< number and filing date is required. See MPEP >§§<
602.01 and 602.02.

The oath or declaration is defective because:

Exsminer Note:

1. One or more of the appropriate paragraphs 6.05.>0<1 to
6.05.17 must follow this paragraph.

2.If none of the paragraphs apply, thenan appropriate explanation
of the defect should be given immediately following this paragraph.

% 6.05.11 Notary Signature
It does notinclude the notary’s signature, or the notary’s signature
is in the wrong place.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.12 Notary Seal and Venue Omitted
It does not include the notary’s seal and venue.

Examiner Note: .
This paragraph must be preceded by paragraph 6.05.

604.02 Venue [R—2]

That portion of an oath or affidavit indicating where
the oath is taken is known as the venue. Where the
county and state in the venue agree with the county and
state in the seal, no problem arises. If the venue and seal
do not correspond in county and state, the jurisdiction of
the notary must be determined from statements by the
notary appearing on the oath ** . Venue and notary ju-
risdiction must correspond or the oath is improper. The
oath should show on its face that it was taken within the
jurisdiction of the certifying officer or notary. This may
be given either in the venue or in the body of the jurat.
Otherwise, a new oath or declaration, or a certificate of
the notary that the oath was taken within his or her juris-
diction, must be required, Ex parte Delavoye, 1906 C.D.

§ o } 320; 124 O.G. 626; Exparte Irwin, 1928 C.D. 13; 367 O.G.

701.

600 — 35

604.03(a)

Form Paragraph 6.07 may be used where the venue is
not shown.

Q9 6.07 Lack of Venue
The oath lacks the statement of venue. Applicant is required to
furnish either a new oath or declaration in proper form, identifying the
application by application number and filing date, or a certificate by the
officer before whom the original oath was taken stating thatthe oathwas
executed within the jurisdiction of the officer before whom the cath was
takenwhen the oathwas administered. The new cath or declaration must
properly identify the application of which it is to form a part, preferably
by application number and filing date in the body of the oath or
declaration. See MPEP § 602.01 and § 602.02.
Where the seal and venue differ the appropriate
statement on the “Notice of Informal Patent Applica-

tion” form PTO-152 should be checked.

* %

604.03(a) Notarial Powers of Some Military
Officers

Public Law 506 (81st Congress, Second Session) Ar-
ticle 136: (a) The following persons on active duty in the
armed forces . .. shall have the general powers of a notary
public and of a consul of the United States, in the perfor-
mance of all notarial acts to be executed by members of
any of the armed forces, wherever they may be, and by
other persons subject to this code [Uniform Code of Mil-
itary Justice] outside the continental limits of the United
States:

(2) All law specialists;

(3) All summary courts—martial;

(4) All adjutants, assistant adjutants, acting adju-
tants, and personnel adjutants;

(5) All commanding officers of the Navy and Coast
Guard;

(6) All staff judge advocates and legal officers, and
acting or assistant staff judge advocates and legal offi-
cers; and

(7) All other persons designated by regulations of the
armed forces or by statute.

(8) The signature without seal of any such person
acting as notary, together with the title of his office,
shall be prima facie evidence of his authority.

604,04 Consul

On Oct. 15, 1981, the “Hague Convention Abol-
ishing the Requirement of Legalization for Foreign
Public Documents” entered into force between the
United States and 28 foreign countries that are parties
to the Convention. See MPEP § 604.04(a).
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When the oath is made in a foreign country not a
member of the Hague Convention Abolishing the
Requirement of Legalization for Foreign Public Docu-

- ments, the authority of any officer other than a diplo-
matic or consular officer of the United States autho-
rized to administer oaths must be proved by certificate
of a diplomatic or consular officer of the United
States. See 37 CFR 1.66, MPEP § 604. This proof may
be through an intenmediary; e.g., the consul may certi-
fy as to the authority and jurisdiction of another offi-
cial who, in turn, may certify as to the authority and
jurisdiction of the officer before whom the oath is tak-
en.

604.04(a) Comnsul — Omission of
Certificate [R—2]

Where the oath is taken before an officer in a for-
eign country other than a diplomatic or consular offi-
cer of the United States and whose authority is not au-
thenticated or accompanied with an apostille certifying
the notary’s authority (see MPEP § 602.04(a)), the ap-
plication is nevertheless accepted for purposes of ex-
amination. The examiner, in the first Office action,
should note this informality and require authentica-
tion of the oath by an appropriate diplomatic or con-
sular officer, the filing of proper apostille, or a decla-
ration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notify applicant.

9 6.08 Consul—Omission of Certificate

Theoathisobjected to asbeing informal. It lacks authentication by
a diplomatic or consular officer of the United States; 37 CFR 1.66(a).
This informality can be overcome either by forwarding the original oath
to the appropriate officer for authentication or by filing a declaration
(37 CFR 1.68), if applicant wishes to preserve the original filing date.
If authentication is desired, applicant should request return of the
oath for this purpose. Such request must be accompanied by an order
for a copy of the oath to be retained in the file until the properly
authenticated oath is returned. After the oath has been authenticated,
it should be remurned promptly to the Patent and Trademark Office.
** See MPEP §§ 602.01 and 602.02.

At the time of the next Office action, the request for
return of the oath, together with the application file and
the copy of the oath, is submitted to the Group Director.
If the request is approved by the Group Director, the
oath will be returned to the applicant by the examining
group. A copy of the original oath will be retained in the
file.

Rev. 3, July 1997

MANUAL OF PATENT EXAMINING PROCEDURE

604.06 By Attorney in Case

The language of 37 CFR 1.66 and 35 US.C. 115 is
such that an attorney in the case is not barred from
administering the oath as notary. The Office presumes
that an attorney acting as notary is cognizant of the ex-
tent of his or her authority and jurisdiction and will not
knowingly jeopardize his or her client’s rights by per-
forming an illegal act. If such practice is permissible un-
der the law of the jurisdiction where the oath is adminis-
tered, then the oath is a valid oath.

The law of the District of Columbia prohibits the
administering of oaths by the attorney in the case. If the
oath is known to be void because of being administered
by the attorney in a jurisdiction where the law holds this
to be invalid, the proper action is to require a new oath or
declaration and refer the file to the Office of Enrollment
and Discipline. (Riegger v. Beierl, 1910 C.D. 12; 150 O.G.
826). See 37 CFR 1.66 and MPEP § 604.

605 Applicant [R—-1]

37 CFR 1.41. Applicant for patent.

(a) A patent must be applied for in the name of the actual inventor
orinventors. Fullnames mustbe stated, including the familyname and at
leastone given name without abbreviation together with any other given
name or initial.

(b) Unless the contrary is indicated the word “applicant” when
used in these sections refers to the inventor or joint inventors who are
applying for a patent, or to the person mentioned in §§ 1.42,1.43, or 1.47
who is applying for a patent in place of the inventor.

(c) Any person authorized by the applicant may file an application
for patent on behalf of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made in accordance
with § 1.64.

(d) A showing may be required from the person filing the
application that the filing was authorized where such authorization
comes into question.

37 CFR 1.45. Joint inventors.

(a) Joint inventors must apply for a patent jointly and each must
make the required oath or declaration; neither of them alone, nor less
than the entire number, can apply for a patent for an invention invented
by them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even though

(2) Each inventor did not make the same type or amount of
contribution, or

(3) Each inventor did not make a contribution to the subject
matter of every claim of the application.

* >(c) If multiple inventors are named in a nonprovisional
application, each named inventor must have made a contribution,
individually or jointly, to the subject matter of at least one claim of the
application and the application wili be considered to be a joint
application under 35 U.S.C. 116. If multiple inventors are named in a
provisional application, each named inventor must have made a
contribution, individually or jointly, tothe subject matter disclosed in the

600 — 36

pre-so

pt—



TN,

3

PARTS, FORM, AND CONTENT OF APPLICATION

provisional application and the provisional application will be consid-
ered to be a joint application under 35 U.S.C. 116.<

The rules (37 CFR 1.41(a) and 1.53(b)) clearly re-
quire that the name(s) of the inventor{s) be identified in
the application papers in order to accord the application
a filing date. Therefore, particular care should be exer-
cised when filing an application without an executed
oath or declaration to ensure that the names of all inven-
tors are identificd somewhere in the application. *>Ina
nonprovisional application,< good practice is to submit
an oath or declaration form (whether signed or ua-
signed) identifying the names of all inventors in every ap-
plication being filed.

> An error in inventorship does not raise a filing date
issue, unless no inventors is named or the application is
originally filed under 37 CFR 1.53(b) with “et al.” as part
of the inventive entity (e.g., Jones et al.).< If all of the
inventors are not named in the application papers; e.g.,
Joneset al., a “Notice of Incomplete Application™ will be
mailed to the applicant(s) indicating that no filing date
has been granted and setting a period for submitting all
of the names. The filing date will be the date of receipt of
the names of all the inventors unless a petition is filed
which sets forth the reasons the delay in supplying the
names should be excused.

For correction of inventorship, see MPEP § 201.03.

37 CFR 1.46. Assigned inventions and patents.

In case the whole or a part interest in the invention or in the pat-
ent to be issued is assigned, the application must still be made or
authorized to be made, and an oath or declaration signed, by the in-
ventor or one of the persons mentioned in §§ 1.42, 1.43, or
1.47. However, the patent may be issued to the assignee or jointly
to the inventor and the assignee as provided in § 3.81.

This section concerns filing by the actual inventor. If
the application is filed by another, see MPEP § 409.03.

NOTE

Assignments of application by inventor, sce MPEP
§ 301. Inventor dead or insane, see MPEP § 409.

605.01 Applicant’s Citizenship [R—1]

The statute (35 U.S.C. 115) requires an applicant >,
in a nonprovisional application< to state his or her citi-
zenship. Where an applicant is not a citizen of any coun-
try, a statement to this effect is accepted as satisfying the
statutory requirement, but a statement as to citizenship

. applied for or first papers taken out looking to future cit-

600

605.02

izenship in this (or any other) country does not meet the
requirement.

Form Paragraphs 6.05 and 6.05.>0<3 may be used to
notify applicant that the applicant’s citizenship is
omitted.

§ 6.05 Oath or Declaration Defective

The osth or declaration is defective. A new oath or declaration in
complisnce with 37 CFR 1.67(a) identifying this application by *
>application< number and filing date is required. See MPEP >§§<
602.01 and 602.02.

The oath or declaration is defective because:

Exsminer Note:

1. One or more of the appropriate paragraphs 6.05.>0<1 to
6.05.17 must follow this paragraph.

2.Xf none of the paragraphs apply, then an sppropriate explanation
of the defect should be given immediately following this paragraph.

9 6.05.>0<3 Citizenship Omitted
It does not identify the citizenship of each inventor.

Exsminrer Note:
‘This paragraph must be preceded by paragraph 6.05.

605.02 Applicant’s Residence {[R—3]

Applicant’s place of residence, that is, the city and ei-
ther state or foreign country, is required to be included in
the oath or declaration in a nonprovisional application,
for compliance with 37 CFR 1.63. In the case of an appli-
cant who is in one of the U.S. Armed Services, a state-
ment to that effect is sufficient as to residence. For
change of residence, see MPEP § 717.02(b). Applicant’s
residence must be included on the cover sheet for a pro-
visional application.

If the residence is not included in the oath or declara-
tion as filed, the Application Branch will normally so in-
dicate on a form PTO-152, “Notice of Informal Patent
Application,” so as to require a new declaration when
the form is sent out with an Office action. If the examin-
er notes that the residence has not been included in the
oath or declaration, Form Paragraph 6.05.02 should be
used to notify the applicant if no post office address has
been supplied in the declaration.

9 6.05.02 Residence Omitred
It does not identify the city and either state or foreign country of
residence of each inventor.

Examiner Note: :

1. This paragraph must be preceded by paragraph * >6.05<.

2. If the post office address appears in the declaration. DO NOT
use this paragraph; use paragraph 6.09.
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If the post office address has been provided some-
where in the application papers, but no residence is in-
cluded, Form Paragraph 6.09 should be used.

9 6.09 Residence Omitted from Declaration

Applicant’s residence has been omitted from the declaration.
The city and either state or foreign country of applicant’s post
office address provided in the declaration will be presumed to be the
city and either state or foreign country of residence. If the above is
incorrect, applicant should submit a statement as to place of residence
no later than at the time of payment of the issue fee.

Examiner Notes

1.If both the post office address and residence are incomplete,
not uniform or omitted, use peragraphs 6.05 and 6.05.02.

2. Peragraph 6.09.01 should be used to notify applicant if only
the post office address is incomplete or omitted.

605.03 Applicant’s Post Office Address [R—3]

Each applicant’s post office address, in a nonprovi-
sional application, must be supplied on the oath or decla-
ration, 37 CFR 1.33(a), if not stated elsewhere in the ap-
plication. Applicant’s post office address means that ad-
dress at which he or she customarily receives his or her
mail. Either applicant’s home or business address is ac-
ceptable as the post office address. The post office ad-

“dress should include the ZIP Code designation.

‘When a township is listed in the applicant’s address, a
county name must also be given.

The object of requiring each applicant’s post office
‘address is to enable the Office to communicate directly
with the applicant if desired; hence, the address of the at-
torney with instruction to send communications to appli-
cant in care of the attorney is not sufficient.

" In situations where an inventor does not execute the
oath or declaration and the inventor is not deceased,
such as in an application filed under 37 CFR 1.47, the in-
ventor's most recent home address must be given to en-
able the Office to communicate directly with the inven-
tor as necessary.

Where having given complete data as to residence,
the applicant identifies his or her post office address only
by street and nuimber, it is assumed that the city and ei-
ther state or foreign country of residence are the city and
state of his or her post office address and no requirement
for submission of the post office address will be made.

>Where a full street address is given for applicant’s
residence, the given address will be presumed to be ap-
plicant’s post office address. Form paragraph 6.09.02
should be used to notify applicant of this presumption.
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§ 6.09.02 Residence Given As Full Address, Post Office Omitted F

Applicant’s post office address has not been given anywhere in the
application papers. However, applicant’s residence as given in the oath
or declaration, includes a full street address. The given address will be
presumed to be the applicant’s post office address. If this is incorrect,
applicant must submit a signed statement as to the correct post office
address in response to this office action,

Exeminer Note:
If both the post office address and residence are incomplete, not
uniform or correct, use form paragraphs 6.05 and 6.05.02.<

The “Notice of Informal Patent Application” attach-
ment form PTO~152 or Form Paragraph 6.09.01 is used
to notify applicant that the post office address is incom-
plete or omitted. Note 37 CFR 1.33(a).

9 6.09.01 Post Office Address Omitted

Applicant has not given a post office address anywhere in the
application papers as required by 37 CFR 1.33(a). A statement over
applicant’s signature providing a complete post office address is
required.

Examiner Note:

If both the post office address and residence are incomplete, not
uniform or omitted, use form paragraphs 6.05 and 6.05.02.
605.04(a) Applicant’s Signature and

Name [R—1]

37 CFR 1.64. Person making oath or declaration. b

(a) The oath or declaration must be made by all of the acwal
inventors except as provided for in §§ 1.42, 1.43, or 1.47.

(b) If the person making the oath or declaration is not the
inventor (8§ 1.42, 1.43, or 1.47), the oath or declaration shall state
the relationship of the person to the inventor and, upon information
and belief, the facts which the inventor is required to state.

EXECUTION OF OATHS OR DECLARATIONS
OF PATENT APPLICATIONS

United States patent applications which have not
been prepared and executed in accordance with the re-
quirements of Title 35 of the United States Code and
Title 37 of the Code of Federal Regulations may be aban-
doned. Although the statute and the rules have been in
existence for many years, the Office continues to receive
a number of applications which have been improperly
executed and/or filed. Since the improper execution and/
or filing of patent applications can ultimately result in a
loss of rights, it is appropriate to emphasize the impor-
tance of proper execution and filing.

It is improper for an applicant to sign an oath or dec-
laration which is not attached to or does not identify a
specification and/or claims.

Attached does not necessarily mean that all the pa-
pers must be literally fastened. It is sufficient that the
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specification, including the claims, and the oath or decla-
ration are physically located together at the time of exe-
cution. Physical connection is not required. >Copies
of declarations are accepted. See MPEP § 502.01 and

§502.02.<

The provisions of 35 U.S,C. 363 for filing an interna-
tional application under the Patent Cooperation Treaty
(PCT) which designates the United States and thereby has

~ “the effect of a regularly filed United States national

O

. application, except as provided in 35 U.S.C. 102(¢), are

somewhat different than the provisions of 35 U.S.C. 111.
The oath or declaration requircments for an international
application before the Patent and Trademark Office are set
forth in 35 US.C. 371(c)(4) and 37 CFR 1.497.

~. ...37T.CFR 1.52(c) states that “(any interlineation, era-
- sure, cancellation or other alteration of the application
.papersfiled should be made before the signing of any ac-

companying oath or declaration pursuant to § 1.63 refer-

Ting to those application papers and should be dated and
 initialed or signed by the applicant on the same sheet of

paper. Application papers containing alterations made
after the signing of an oath or declaration referring to

- those application papers must be supported by a supple-
- mental oath or declaration under § 1.67(c).”

.. In summary, it is emphasized that the application

filed must be the application executed by the applicant

and itis improper for anyone, including counsel, to alter,
rewrite, or partly fill in any part of the application, in-
cluding the oath or declaration, after execution of the

.. oath or declaration by the applicant. This provision
should particularly be brought to the attention of foreign.
.applicants. by their United States counsel since the

United States law and practice in this area may differ
from that in other countries.

Any changes made in ink in the application or oath
prior to signing should be initialed and dated by the ap-
plicants prior to execution of the oath or declaration.
The Office will not consider whether non—initialed and/
or nondated alterations were made before or after sign-
ing of the oath or declaration but will require a new oath
or declaration. Form Paragraph 6.02,>0<1 may be used
to call non—~initialed and/or non—dated alterations to
applicant’s attention.

q 6.02.>0<l Non-~Initialed andfor Non—Dated Alterations
in Application Papers

The application is objected to because of alterations which have
not been initialed andfor dated as required by 37 CFR 1.52(c). A prop-
erly executed oath or declaration which complies with 37 CFR

600 — 39

605.94(b)

1.67(a) and identifies the application by *>application< number and
filing date is required.

The signing and execution by the applicant of oaths
or declarations in certain applications may be omitted,
MPEP § 201.06 and § 201.07.

NOTE: For the signature on a response, sce MPEP
§ 714.01 (a) to (e).

605.04(b) One Full Given Name
Required [R—3]

All applications which disclose the full first and last
names with middle initial or name, if any, of the appli-
cant at any place in the application papers will be re-
ceived and considered as a sufficient compliance with
37CFR 1.41.

When a full given name of the applicant does not ap-
pear either in the signature or elsewhere in the papers the
examiner will, in the first Office action, require an amend-
ment over applicant’s signature supplying the omission,
and will not pass the application to issue until the omission
has been supplied unless a statement has been filed over
the applicant’s own signature setting forth that his or her
name as signed contains at least one given name without
abbreviation or what is in fact his or her full given name.

No affidavit should be required.

The requirement should be made only when all of the
given names in the signature, or elsewhere in the papers,
appear as mere initials or as what can be only an abbrevi-
ation of a name.

Form Paragraph 6.10 may be used.

9 6.10 Full Given Name Does Not Appear

It appears that at least one full given name of applicant [1] is
not present either in the signature or elsewhere in the papers.
This application will not be passed to issue until the omitted name
has been supplicd or unless a statement has been supplied over
the applicant’s signature setting forth that the name as signed
is the actual full name of applicant [2). See MPEP § 605.04.

One given name without abbreviation, together with
any other given name or initial, must appear somewhere
in the papers as filed. Otherwise, appropriate amend-
ment is required. For example, if the applicant’s full
name is “John Paul Doe,” either “John P. Doe” or “J.
Paul Doe™ is acceptable.

In an application where the name is typewritten with
a middle name or initial, but the signaturc is without such
middle name or initial, the typewritten version of the
name will be used. * >Except for correction of a typo-
graphical or transliteration error in the spelling of an
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inventor’s name, a< request to have the name changed
to the signed version or any other corrections in the
name of the inventor(s) will not be entertained, unless
accompanied by a petition under 37 CFR 1.182 together
with an appropriate petition fee. The petition should be
directed to the attention of the Office of the Assistant
Commissioner for Patents. Upon granting of the peti-
tion, the file should be sent to the **>Qffice of Initial
~ Patent Examination< for correction of its records. If the
application is assigned, it will be forwarded by the
#*>Office of Initial Patent Examination< to the As-
signment Branch for a change in the Assignment record,

>When a typographical or transliteration error in
the spelling of an inventor’s name is discovered, a peti-
tion is not required, nor is a new oath or declaration un-
der 37 CFR 1.63 needed. The Patent and Trademark
Office should simply be notified of the error and refer-
ence to the notification paper will be made on the pre-
viously filed declaration by the Office.

When any correction or change is effected, the file
should be sent to the Office of Initial Patent Examina-
tion for revision of its records and the change should be
noted on the original oath or declaration by writing in
red ink in the left column “See Paper No. __ for inven-
torship changes.” See MPEP § 201.03 and 605.04(g).<

605.04(c) Invéntor Changes Name

In cases where an inventor’s name has been changed
after the application has been filed and the inventor de-
sires to change his or her name on the application, he or
she must submit a petition under 37 CFR 1.182. The
petition should be directed to the attention of the Office
of the Assistant Commissioner for Patents. The petition
must include an appropriate petition fee and an affidavit
signed with both names and setting forth the procedure
whereby the change of name was effected, or a certified
copy of the court order.

If the petition is granted, the file should be sent to the
Application Processing Division for change of name on
the file wrapper and in the PALM data base. If the ap-
plication is assigned, it will be forwarded by the Applica-
tion Branch to the Assignment Branch for a change in
the assignment record.
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605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark as
affixed to the oath or declaration must be attested tobya
witness. In the case of the oath, the notary’s signature to
the jurat is sufficient to authenticate the mark.

605.04(¢) May Use Title With Signature

Itis permissible for an applicant to use a title of nobil-
ity or other title, such as “Dr”, in connection with his sig-
nature. The title will not appear in the printed patent.

605.04(f) Signature on Joint Applications ~
Order of Names

~ The order of names of joint patentees in the heading
of the patent is taken from the order in which the type-
written names appear in the original oath or declaration.
Care should therefore be exercised in selecting the pre-
ferred order of the typewritten names of the joint inven-
tors, before filing, as requests for subsequent shifting of
the names would entail changing numerous records in
the Office. Since the particular order in which the names
appear is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be
made except when a petition under 37 CFR 1.182 is
granted. The petition should be directed to the attention
of the Office of the Assistant Commissioner for Patents.
The petition to change the order of names must be
signed by either the attorney or agent of record or all the
applicants. It is suggested that all typewritten and signed
names appearing in the application papers should be in
the same order as the typewritten names in the oath or
declaration.

In those instances where the joint applicants file sep-
arate oaths or declarations, the order of names is taken
from the order in which the several oaths or declarations
appear in the application papers unless a different order
is requested at the time of filing.

605.04(g) Correction of Inventorship [R—3]

When >the Office is notified of a typographical or
transliteration error in the spelling of an inventor’s
name, or< a petition is granted approving a correction
or a change in the order of the names of the inventors, or
inventors are added or deleted under 37 CFR 1.48, the
change should be noted in red ink in the left margin of
the original oath or declaration. The notation should
read “See Paper No. ____ for inventorship changes.”
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The file should be sent to the ** > Office of Initial Patent
Examination< for correction on the file wrapper label
and the PALM data base regarding the inventorship. A
brief explanation on an “Application Branch Data Base

. Routing Slip” (available from the examining group cleri-

cal staff) should accompany the application file to the
Application Branch.

605.05 Administrater, Executor, or Other
Legal Representative

In an application filed by a legal representative of the
inventor, the specification should not be written in the
first person.

For prosecution by administrator or executor, see
MPEP § 409.01(a).

For prosecution by heirs, sce MPEP § 409.01(a)
and § 409.01(d).

For prosecution by representative of legally incapaci-
tated inventor, see MPEP § 409.02.

For prosecution by other than inventor, see MPEP
§ 409.03.

605.07 Joint Inventors [R—3]

35US.C. 116 Inventors

When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required
oath, except as otherwise provided in this title. Inventors may apply
for a patent jointly even though (1) they did not physically work
together or at the same time, (2) each did not make the same type
or amount of contribution, or (3) each did not make a contribution
to the subject matter of every claim of the patent.

35 U.S.C. 116, as amended by Public Law 98—622,
recognizes the realities of modern team research. A re-
search project may include many inventions. Some in-
ventions may have contributions made by individuals
who are not involved in other, related inventions.

35 U.S.C. 116 allows inventors to apply for a patent
jointly even though

(i) they did not physically work together or at the
same time,

(ii) each did not make the same type or amount of
contribution, or

(iii)each did not make a contribution to the subject
matter of every claim of the patent. Items (i) and (ii)
adopt the rationale stated in decisions such as Monsanto
Co. v. Kamp, 269 F. Supp. 818, 154 USPQ 259 (D.D.C.
1967).
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Item (jii) adopts the rationale of cases such as SAB
Industrie AB v. Bendix Corp., 199 USPQ 95 (E.D. Va.
1978).

With regard to item (i), see Kimberly—Clark Corp. v. _
Procter & Gamble Distributing Co. Inc., 972 F2d 911,
23 USPQ2d 1921 (Fed. Cir. 1992) (Some quantum of col-
laboration or connection is required in order for persons
to be ”joint” inventors under 35 U.S.C. 116, and thus in-
dividuals who are completely ignorant of what each oth-
er has done until years after their individual indepen-
dent efforts cannot be considered joint inventors).

Like other patent applications, jointly filed applica-
tions are subject to the requirements of 35 U.S.C. 121
that an application be directed to only a single invention.
If more than one invention is included in the application,
the examiner may require the application to be re-
stricted to one of the inventions. In such a case, a “divi-
sional” application complying with 35 U.S.C. 120 would
be entitled to the benefit of the earlier filing date of the
original application.

Itis possible that different claims of an application or
patent may have different dates of inventions even
though the patent covers only one independent and dis-
tinct invention within the meaning of 35 U.S.C. 121.
When necessary, the Patent and Trademark Office or a
court may inquire of the patent applicant or owner con-
cerning the inventors and the invention dates for the sub-
ject matter of the various claims.

Guidelines

37 CFR 1.45. Joint inventors.

ETTY L)

(b) Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of
contribution, or
(3) Each inventor did not make a contribution to the subject
matter of every claim of the application.

(c) If multiple inventors are named in a nonprovisional appli-
cation, each named inventor must have made a contribution, individ-
ually or jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 U.S.C. 116. If multiple inventors are named
in a provisional application, each named inventor must have made
a contribution, individually or jointly, to the subject matter disclosed
in the provisional application and the provisional application will
be considered to be a joint application under 35 U.S.C. 116.

Since provisional applications may be filed without
claims, 37 CFR 1.45(c) states that each inventor named
in a joint provisional application must have made a
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contribution to the subject matter disclosed in the ap-
plication.

The significant features resulting from the amend-
mentsto 35 U.S.C. 116 by Public Law 98—622 are the fol-
lowing:

(1) The joint inventors do not have to separately
“sign the application,” but only need apply for the patent
jointly and make the required oath by signing the same;
this is a clarification, but not a change in current practice.

(2) Inventors may apply for a patent jointly even
though “they did not work together or at the same time,”
thereby clarifying (a) that it is not necessary that the in-
ventors physically work together on a project, and (b)
that one inventor may “take a step at one time, the other
an approach at different times.” (Monsanto Co. v. Kamp,
269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967)).

(3) Inventors may apply for a patent jointly even
though “each did not make the same type or amount of
contribution,” thereby clarifying the “fact that each of
the inventors play a different role and that the contribu-
tion of one may not be as great as that of another does
not detract from the fact that the invention is joint, if
each makes some original contribution, though partial,
to the final solution of the problem.” Monsanto Co. v.
Kamp supra.

(4) Inventors may apply for a patent jointly even
though “each did not make a contribution to the subject
matter of every claim of the patent.”

(5) Inventors may apply for a patent jointly as long

as each inventor made a contribution; i.e., was an inven-
tor or joint inventor, of the subject matter of at least one
claim of the patent; there is no requirement that all the
inventors be joint inventors of the subject matter of any
one claim.
(6) If an application by joint inventors includes
" more than one independent and distinct invention, re-
striction may be required with the possiblc result of a
necessity to change the inventorship named in the ap-
plication if the elected invention was not the invention of
all the originally named inventors.

-(7) The amendment to 35 U.S.C. 116 increases the
likelihood that different claims of an application or pat-
ent may have different dates of invention; when neces-
sary the Office or court may inquire of the patent appli-
cant or owner concerning the inventors and the inven-
tion dates for the subject matter of the various claims.

Pending nonprovisional applications will be per-
mitted to be amended by complying with 37 CFR 1.48 to
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add claims to inventions by inventors not named when
the application was filed as long as such inventions were
disclosed in the application as filed since 37 CFR 1.48
permits correction of inventorship where the “correct in-
ventor or inventors are not named in an application for
patent through error without any deceptive intention on
the part of the actual inventor or inventors.” This is spe-
cially covered in 37 CFR 1.48(c).

Under 35 U.S.C. 116, an examiner may reject claims
under 35 U.S.C. 102(f) only in circumstances where a
named inventor is not the inventor of at least one claim
in the application; no rejection under 35 U.S.C. 102(f) is
appropriate if a named inventor made a contribution to
the invention defined in any claim of the application.

Under 35 US.C. 116, considered in conjunction with
35 U.S.C. 103(c) a rejection may be appropriate under
35 U.S.C. 102(£)/103 where the subject matter; i.e., prior
art, and the claimed invention was not owned by, or sub-
ject to an obligation of assignment to, the same person at
the time the invention was made.

Applicants are responsible for correcting, and are re-
quired to correct, the inventorship in compliance with
37 CFR 1.48 when the application is amended to change
the claims so that one (or more) of the named inventors |
is no longer an inventor of the subject matter of a claim
remaining in the application.

In requiring restriction in an application filed by joint
inventors, the examiner should remind applicants of the
necessity to correct the inventorship pursuant to 37 CFR
1.48 if an invention is elected and the claims to the inven-
tion of one or more inventors are cancelled.

The examiner should not inquire of the patent appli-
cant concerning the inventors and the invention dates
for the subject matter of the various claims until it be-
comes necessary to do so in order to properly examine the
application.

If an application is filed with joint inventors, the ex-
aminer should assume that the subject matter of the vari-
ous claims was commonly owned at the time the inven-
tions covered therein were made, unless there is evi-
dence to the contrary. If inventors of subject matter, not
commonly owned at the time of the later invention, file a
joint application, applicants have an obligation pursuant
to 37 CFR 1.56 to point out the inventor and invention
dates of each claim and the lack of common ownership at
the time the later invention was made in order that the
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examiner may consider the applicability of 35 U.S.C.
102(£)/103 or 35 U.S.C. 102(g)/103. The examiner should
assume, unless there is evidence to the contrary, that ap-
plicants are complying with their duty of disclosure. It
should be pointed out that 35 U.S.C. 119>(a)< benefit
may be claimed to any foreign application as long as the
U.S. named inventor was the inventor of the foreign ap-
plication invention and 35 US.C. 119>(a)—(d)< re-
quirements are met. Where two or more foreign applica-
tions are combined **>in a single U.S. application, to
take advantage of the changes to 35 U.S.C. 103 or
35 U.S.C. 116, the U.S. application may claim benefit un-
der 35 U.S.C. 119(a) to each of the foreign applications
provided afl the requirements of 35 U.S.C. 119(a)—(d)
are met. One of the conditions for benefit under
35 U.S.C. 119(a) is that the foreign application must be
for “the same invention” as the application in the United
States. Therefore, a claim in the U.S. application which
relies on the combination of prior foreign applications
may not be entitled to the benefit under 35 U.S.C. 119(a)
if the subject matter of the claim is not sufficiently dis-
closed in the prior foreign application. Cf. Studiengesell-
schaft Kohle m.b.H. v. Shell Oil Co., 112 F3d 1561, 42
USPQ2d 1674 (Fed. Cir. 1997). For example:

If foreign applicant A invents X and files a
foreign application; foreign applicant B invents Y
and files separate foreign application. A+B
combine inventions X+ Y and A and B are proper
joint inventors under 35 U.S.C. 116 and file U.S.
application to X+Y. The U.S. application may
claim benefit under 35 U.S.C. 119(a) to each of
the foreign applications provided the require-
ments of 35 U.S.C. 119(a)~(d) are met.<

606 Title of Invention

37 CFR 1.72. Title and abstract.

(a) The title of the invention, which should be as short and specific
as possible, should appear as a heading on the first page of the
specification, if it does not otherwise appear at the beginning of the
application.

dhkk

606.01 Examiner May Require Change in
Title [R—3]

Where the title is not descriptive of the invention
claimed, the examiner should require the substitation of
a new title that is clearly indicative of the invention to

which the claims are directed. Form Paragraph>s< 6.11
>and 6.11.01 < may be used.

9 6.11 Title of Invention Is Not Descriptive
The title of the invention is not descriptive. A new title is required
thatis clearly indicative of the invention to which the claims are directed.

Examiner Note:
If a title is suggested by the Examiner, add after form paragraph
6.11: The following title is suggested: ?

>4 6.11.01 Title of Invention, Suggesied Change
The following title is suggested: “[1]} “<

This may result in slightly longer titles, but the loss in
brevity of title will be more than offset by the gain in its
informative value in indexing, classifying, searching, ctc.
If a satisfactory title is not supplied by the applicant, the
examiner may change the title by examiner’s amendment
or by initialing, at the time of allowance.

If a change in title is the only change being made by
the examiner at the time of allowance, a separate ex-
aminer’s amendment need not be prepared. The change
in title will be incorporated in the notice of allowance.
This will be accomplished by placing an “X” in the desig-
nated box on the notice of allowance form and entering
thereunder the title as changed by the examiner who
should initial the face of the file wrapper.

However, if an examiner’s amendment must be pre-
pared for other reasons, any change in title will be incor-
porated therein.

Inasmuch as the words “improved,” “improvement
of,” and “improvemcnt in” are not considered as part of
the title of an invention, the Patent and Trademark
Office does not include these words at the beginning of
the title of the invention.

607 Filing Fee [R—1]

Patent application filing fees arc set in accordance
with 35 U.S.C.41 and are listed in 37 CFR 1.16.

See MPEP § 608.01(n) tor multiple dependent
claims.

When filing * >a nonprovisional< application, a ba-
sic fee entitles applicant to present 20 claims including
not more than 3 claims in independent form. 1f claims in
excess of the above are included at the time of filing, an
additional fee is required for each independent claim in
excess of three, and a fee is required for each claim in
excess of 20 claims (whether independent or depen-
dent). Fees for a proper multiple dependent claim are
calculated based on the number of claims to which the
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multiple dependent claim refers, 37 CFR 1.75(c), and a
separate fee is required in each application containing a
proper multiple dependent claim. For an improper mul-
tiple dependent claim, the fee charged is that charged for
a single dependent claim.

Upon submission of an amendment (whether en-
tered or not) affecting the claims, payment of fees for
those claims in excess of the number previously paid for
is required.

The Application Branch has been authorized to ac-
cept all applications, otherwise acceptable, if the basic fee is
submitted, and to require payment of the deficiency within a
stated period upon notification of the deficiency.

Amendments before the first action, or not filed in
response to an Office action, presenting additional
claims in excess of the number already paid for, not ac-
companied by the full additional fee due, will not be en-
tered in whole or in part and applicant will be so advised.
Such amendments filed in reply to an Office action will
be regarded as not responsive thereto and the practice
set forth in MPEP § 714.03 will be followed.

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (total and inde-
pendent) which would be present, if the amendment
were entered. The amendment of a claim, unless it
changes a dependent claim to an independent claim or
adds to the number of claims referred to in a multiple de-
pendent claim, and the replacement of a claim by a claim
of the same type, unless it is a multiple dependent claim
which refers to more prior claims, do not require any
additional fees.

For purposes of determining the fec due the Patent
and Trademark Office, a claim will be treated as depen-
dent if it contains reference to onc or morc other claims
in the application. A claim determined to be dependent
by this test will be entcred if the fee paid reflects this de-
termination.

Any claim which is in dependent form but which is
so worded that it, in fact, is not a proper dependent
claim, as for example it does not include every limita-
tion of the claim on which it depends, will be required
to be cancelled as not being a proper dependent claim;
and cancelation of any further claim depending on
such a dependent claim will be similarly required. The
applicant may thereupon amend the claims to place
them in proper dependent form, or may redraft them
as independent claims, upon payment of any necessary
additional fee.
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After a requirement for restriction, noneclected
claims will be included in determining the fees due in
connection with a subsequent amendment unless such
claims are cancelled.

An amendment canceling claims accompanying the
papers constituting the application will be effective to di-
minish the number of claims to be considered in calculat-
ing the filing fees to be paid.

The additional fees, if any, due with an amendment
are required prior to any consideration of the amend-
ment by the examiner.

Money paid in connection with the filing of a pro-
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will notbe counted when calculating the fee due
in subsequent amendments.

Amendments affecting the claims cannot serve as the
basis for granting any refund.

See MPEP § 1415 for reissue application fees.

607.02 Returnability of Fees [R—1]

>37 CFR 1.26. Refunds.
(a) Money paid by actual mistake or in excess will be refunded, but

a mere change of purpose after the payment of money, as when a party

desirestowithdraw an application, an appeal, or a request for oral hearing,
will not entitle a party to demand such a return. Amounts of twenty—five
doltarsor lesswill not be returned unless specifically requested within a
reasonable time, nor will the payer be notified of such amount; amounts
over twenty~five dollars may be returned by check or, if requested, by
credit to a deposit account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a reexamination
proceeding, arefund of $1,690 will be made to the requester of the
proceeding. Reexamination requesters should indicate whether
any refund should be made by check or by credit to a deposit account.

Since 37 CFR 1.26(a) precludes refund of an applica-
tion filing fee when applicant desires to withdraw an ap-
plication, any request by applicant not to process or
charge an application filing fec because the application
was not intended to be filed must be in the form of a peti-
tion under 37 CFR 1.183 requesting suspension of the
rules to the extent that the filing fee not be processed or
charged. Any such petition must include the fee set forth
in 37 CFR 1.17(h) and must be accompanied by an
express abandonment of the application in accordance
with 37 CFR 1.138. In order for such a petition to be
granted, it must ordinarily be filed and acted upon prior
to the datc on which the application filing fec is pro-
cessed or charged by the Office with regard to the
application. <
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The paper used must have a surface such that amend-
ments may be written thereon in ink, So—called “Easily
Erasable” paper having a special coating so that erasures
can be made more easily may not provide a “permanent”
copy>,< 37 CFR 1.52(a). If a light pressure of an ordi-
nary (pencil) eraser removes the imprint, the examiner
should, as soon as this becomes evident, notify applicant
by use of Form Paragraph 6.32 that it will be necessary for
applicant to order a copy of the specification and claims
to be made by the Patent and Trademark Office at the
applicant’s expense for incorporation in the file. It is not
necessary to return this copy to applicant for signature.

9 6.32 - Application on Easily Erasable Paper
The application papers are objected to because they are not a
permanentcopy as required by 37 CFR 1.52(a). Reference ismadeto [1].
Applicant is required either (1) to submit permanent copies of the
identified parts or (2) to order a photocopy of the above identified parts
tobemade by the Patent and Trademark Office atapplicant'sexpense for
incorporation in the file. See MPEP § 608.01.

EkaminérNoté: ;
* Inthe “bracket” identify, 1) allof the specification; 2) pages of the
specification; 3) clainis; 4) oath, declaration; 5) etc.

~See In re Benson, 1959 C.D. 5 * >,< 744 O.G. 353
>(Comm’r Pat. 1959)<. Reproductions prepared by
heat~—sensitive, hectographic, or spirit duplication pro-

.. cesses are also not satisfactory.

- The specification is sometimes in such faulty English
that a new specification is necessary, but new specifica-
tions encumber the record and require additional read-
ing, and hence should niot be required or accepted unless
itis clear to the examiner that acceptance of a substitute
sPecificatiori ‘would facilitate processing of the applica-
tion. See 37 CFR 1.125. >See also MPEP §608.01(q).<

Form Paragraph 7.29 may be used where the disclo-
sure contains informalities.

9 '7.29 Disclosure Objected to, Minor Informalities
Thedisclosure is objected tobecause of the following informalities:
[1] Appropriate correction is required.

Examiner Note:

Use this paragraph to point outminor informalitiessuch asspelling
errors, inconsistent terminology, numbering of elements, etc., which
should be corrected. See form paragraphs 6.28 to 6.32 for specific
informalities.

The specification does not require a date.
If a newly filed application obviously fails to disclose
an invention with the clarity required by 35 U.S.C. 112,
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revision of the application should be required. See
MPEP § 702.01.

As the specification is never returned to applicant
under any circumstances, the applicant should retain a
line for line copy thereof, each line, preferably, having
been consecutively numbered on each page. In amend-
ing, the attorney or the applicant requests insertions,
cancellations, or alterations, giving the page and the line.

37 CFR 1.52(c) relating to interlineations and other
alterations is strictly enforced. See Ir re Swanberg,
129 USPQ 364.

Form Paragraphs 6.29—6.31 should be used where
appropriate.

€ 6.29 Specification, Spacing of Lines

The spacing of the lines of the specification is such as to make
reading and entry of amendments difficult. New application papers with
lines double spaced on good quality paper are required.

4 **>639 Numerous Errors in Specification

36 US.C. 112, first paragraph, requires the specification to be
written in “full, clear, concise, and exact terms.” The specification is
replete with terms which are not clear, concise, and exact. The
specification should be revised carefully in order to comply with
35 U.S.C. 112, first paragraph. Examples of some unclear, inexact, or
verbose terms used in the specification are: [1].<

Y 6.31 Lengthy Specification, Jumbo Case

The lengthy specification has not been checked to the extent
necessary to determine the presence of all possible minor errors.
Applicant’s cooperation is requested in correcting any errors of which
applicant may become aware in the specification.

Examiner Note:
This paragraph is applicable in so—called “Jumbo cases™ >(more
than 20 pages, exclusive of claims).<

USE OF METRIC SYSTEM OF MEASUREMENTS
IN PATENT APPLICATIONS

In order to minimize the necessity in the future for
converting dimensions given in the English system of
measurements to the metric system of measurements
when using printed patents as research and prior art
search documents, all patent applicants should use the
metric (S.I.) units followed by the equivalent English
units when describing their inventions in the specifica-
tions of patent applications.

The initials S.I. stand for “Systeme International
d’ Unites,” the French name for the International Sys-
tem of Units, a modernized metric system adopted in
1960 by the International General Conference of
Weights and Measures based on precise unit measure-
ments made possible by modern technology.
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FILING OF NON-ENGLISH
LANGUAGE APPLICATIONS

37 CFR 1.52. Language, Paper, Writing, Margins.

LAl L

(d) AnapplicationmaybefiledinalanguageotherthanEnglish. A
verified English translation of the non ~English language application
and the fee set forth in § 1.17(k) are required to be filed with the
application or within such time as may be set by the Office.

The Patent and Trademark Office will accord a filing
date to an application meeting the requirements of
35 U.S.C. 111(a), or a provisional application in accor-
dance with 35 U.S.C. 111{b), even though some or all of
the application papers, including the written description
and the claims, is in a language other than English and
hence does not comply with 37 CFR 1.52.

A verified English translation of the non—English
language papers, the filing fee, the oath or declaration (if
necessary) and fee set forth in 37 CFR 1.17(k) should
cither accompany the application papers or be filed in
the Office within the time set by the Office.

A subsequently filed verified English translation
must contain the complete identifying data for the ap-
plication in order to permit prompt association with the
papers initially filed. Accordingly, it is strongly recom-
mended that the original application papers be accom-
panied by a cover letter and a self—addressed return
postcard, each containing the following identifying data
in English: (a) applicant’s name(s); (b) title of invention;
(c) number of pages of specification, claims, and sheets
of drawings; (d) whether oath or declaration was filed
and (e) amount and manner of paying the filing fee.

The translation must be a literal translation verified
as such by the translator and must be accompanicd by a
signed request from the applicant, his or her attorney or
agent, asking that the verified English translation bc
used as the copy for examination purposes in the Office.
If the verified English translation does not conform toid-
iomatic English and United States practice, it should be
accompanied by a preliminary amendment making the
necessary changes without the introduction of new mat-
ter prohibited by 35 U.S.C. 132. In the event the verified
literal translation is not timely filed in the Office, the ap-
plication will be regarded as abandoned.

It should be recognized that this practice is intended
for emergency situations to prevent loss of valuablc
rights and should not be routinely used for filing applica-
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tions. There are at least two reasons why this should not
be used on a routine basis. First, there are obvious dan-
gers to applicant and the public if he or she fails to obtain
a correct literal translation. Second, the filing of a large
number of applications under the procedure will create
significant administrative burdens on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views, flow-
charts, and diagrams in the descriptive portion of the
specification do not come within the purview of 37 CFR
1.58(a), which permits tables and chemical formulas in
the specification in lieu of formal drawings. The examin-
er should object to such descriptive illustrations in the
specification and request formal drawings in accordance
with 37 CFR 1.81 when an application contains graphs in
the specification.

Since the December 7, 1976, issue of patents, all
tables and mathematical equations and chemical formu-
las, or portions thereof, have been reproduced for print-
ing by a computer process developed by the Data Base
Contractor. Those portions of chemical formulas which

g,

cannot be reproduced by the process, such as dotted, ..

curved, broken and wedge—shaped lines, must be drawn ‘

by hand on the photocomposed page. There are, howev-
er, some chemical structures which cannot be repro-
duced because they are either too complex or involve too
many lines which cannot be generated by the computer
process. The camera copy process, which is used to insert
these types of structures onto the printed patent page, is
both time consuming and costly to the Office. Becausc of
the reduction factor and failure to comply with the
guidelines set forth in 37 CFR >1.52(a) and< 1.58 (a) **
the reproduction of these structures is often poor.

Therefore, the specification, including any claims,
may contain chemical formulas and mathematical equa-
tions, but should not contain drawings or flow diagrams
or diagrammatic views of chemical structures. The de-
scription portion of the specification may contain tables;
claims may contain tables only if neccssary to conform to
35US.C 112

See MPEP § 601.01(d) for treatment of applications
filed without all pages of the specification.

608.01(a) Arrangement of Application [R—3]

37 CFR 1.77. Arrangement of application elements.
** >(a) The elements of the application, if applicable, should

appear in the following order: gt

(1) Utility Application Transmittal Form,
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i All questions pertaining to the return of fees are
referred to the Refund Section of the Accounting Divi-
sion of the Office of Finance. No opinions should be ex-
pressed to attorneys or applicants as to whether or not
fees are returnable in particular cases. Such questions
may also be treated, to the extent appropriate, in deci-
sions on petition decided by various Patent and Trade-
mark Office officials.

608 Disclosure

In return for a patent, the inventor gives as consider-
ation a complete revelation or disclosure of the inven-
tion for which protection is sought. All amendments or
claims must find basis in the original disclosure, or they
involve new matter. Applicant may rely for disclosure
upon the specification with original claims and drawings,
as filed. See 37 CFR 1.118 and MPEP § 608.04.

If during the course of examination of a patent ap-
plication, an examiner notes the use of language that
could be deemed offensive to any race, religion, sex, eth-
nic group, or nationality, he or she should object to the
use of the language as failing to comply with the Rules of

™, Practice. 37 CFR 1.3 proscribes the presentation of pa-

/ pers which are lacking in decorum and courtesy. There is
a further basis for objection in that the inclusion of such
proscribed language in a Federal Government publica-
tion would not be in the public interest. Also, the inclu-
sion in application drawings of any depictions or carica-
tures that might reasonably be considered offensive to
any group should be similarly objected to, on like author-
1ty.

The examiner should not pass the application to issue
until such language or drawings have been deleted, or
questions relating to the propriety thereof fully resolved.

For design application practice, sce MPEP § 1504.

608.01 Specification [R—3]

35 U.S.C. 22. Printing of papers filed.
The Commissioner may require papers filed in the Patent and
Trademark Office to be printed or typewritten.

37 CFR 1.71. Detailed description and specification of the
invention.

(a) The specification must include a written description of the
invention or discovery and of the manner and process of making and
using the same, and is required tobe in such full, clear, concise, and exact

“, terms as to enable any person skilled in the art or science to which the

b j invention or discovery appertains, or with which it is most nearly

connected, to make and use the same.
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(b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it from other
inventions and from what is old. It must describe completely a specific
embodiment of the process, machine, manufacture, composition of
matter or improvement invented, and must explain the mode of
operation or principle whenever applicable. The best mode con-
templated by the inventor of carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must par-
ticularlypointoutthe partor parts of the pracess, machine, manufacture,
or composition of matter to which the improvement relates, and the
description should be confined to the specific improvement and to such
parts as necessarily cooperate with it or as may be necéssary to a
complete understanding or description of it. »

(d) A copyright or mask work notice may be placed in a design or
utility patent application adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclosure. For notices in drawings, see § 1.84(0)._

The contentof the notice mustbe limited toonly those elementsrequired ™~

by law. For example, “© 1983 Johin Doe” (17 U.S.C. 401) and “M John
Doe” (17 U.S.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask work, respec-
tively. Inclusionof acopyright or mask work notice willbe permitted only
if the authorization language set forth in paragraph (e) of this section is
included at the beginning (preferably as the first paragraph) of the
specification.
(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to {copyright or mask work} protection. The
{copyright or mask work} owner has no objection to the facsimile
reproduction by anyone of the patent document or the patent dis-

. closure, as it appears in the Patent and Trademark Office patent file or

records, but otherwise reserves all {copyright or mask work} rights
whatsoever.

Certain cross notes to other related applications may
be made. References to foreign applications or to ap-
plications identified only by the attorney’s docket num-
ber should be required to be cancelled. See 37 CFR 1.78
and MPEP § 202.01.

37 CFR 1.52. Language, paper, writing, margins.

** >(a) The application, any amendments or corrections thereto,
and the oath or declaration must be in the English language cxcept as
provided for in § 1.69 and paragraph (d) of this section, or be
accompanied byaverificdtranslation of the applicationand a translation
of any corrections or amendments into the English language. All papers
which are to become a part of the permanent records of the Patent and
Trademark Office must be legibly written either by a typewriter or
mechanical printer in permanent dark ink or its equivalent in portrait
orientation on flexible, strong, smooth, non —shiny, durable, and white
paper. All of the application papers must be presented in a form having
sufficient clarity and contrastbetween the paper and the writing thereon
to permit the directreproduction of readily legible copies in any number
by use of photographic, electrostatic, photo—offset, and microfilming
processes and electronic reproduction by use of digital imaging and
optical character recognition. If the papers are not of the required
quality, substitute typewritten or mechanically printed papersof suitable
quality will be required. See § 1.125 for filing substitute typewritten or
mechanically printed papersconstituting a substitute specificationwhen
required by the Office.
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(b) Except for drawings, the application papers (specification,
including claims, abstract, oath or declaration, and papers as provided
for in this part) and also papers subsequently filed, must have each page
plainly written on only one side of a sheet of paper, with the claim or
claims commencing on a separate sheet and the abstract commencingon
aseparate sheet. See §§ 1.72(b) and 1.75(h). The sheets of paper must
be the same size and either 21.0 cm. by 29.7 cm. (DIN size A4) or
21.6 cm.by27.9 cm.(81/2by11 inches). Each sheet mustincludeatop
marginofatleast2.0 cm.(3/4 inch),aleftsidemarginofatleast2.5 cm.
(1 inch), aright side margin of atleast 2.6 cm. (3/4 inch), andabottom
marginofatleast2.0 cm.(3/4 inch), and no holesshouldbe madeinthe
sheets assubmitted. The lines of the specification, and any amendments
to the specification, must be 1 1/2 or double spaced. The pages of the
specification including claims and abstract must be numbered consecu-
tively, starting with 1, the numbers being centrally located above or
preferably, below, the text. See § 1.84 for drawings. <

(c) Anyinterlineation, erasure, cancellation or other alteration of
the application papers filed should be made before the signing of any
accornpanying oath or declaration pursuant to § 1.63 referring to those
application papers and should be dated and initialed or signed by the
applicant on the same sheet of paper. Application papers containing
alterations made after the signing of an oath or declaration referring to
those application papers must be supported by a supplemental oath or
declaration under § 1.67(c). After the signing of the oath or declaration
referringtothe application papers,amendments mayonlybe madeinthe
manner provided by §§ 1.121 and 1.123 through 1.125.

(d) Anapplication may be filed in a language other than English.
Acverified English translation of the non —English language application
and the fee set forth in § 1.17(k) are required to be filed with the
application or within such time as may be set by the Office.

37 CFR 1.58. Chemical and mathematical * >formulae< and
tables.

(a) The specification, including the claims, may contain chemical
and mathematical formulas, but shall not contain drawings or flow
diagrams. The description portion of the specification may contain
tables; claims may contain tables only if necessary to conform to
35U.8.C. 112 or if otherwise found to be desirable.

(b) ** >[Reserved}

(c) Chemical and mathematical formulae and tables must be
presentedin compliancewith§ 1.52(a)and (b), exceptthatchemicaland
mathematical formulae or tables may be placed in a landscape orienta-
tion if they cannot be presented satisfactorily in a portrait orientation.
Typewritten characters used in such formulae and tables must be chosen
from a block (nonscript) type font or lettering style having capital letters
which arc atleast 0.21 cm. (0.08 inch) high (e.g., elite type). A space at
least 0.64 cm. (1/4 inch) high should be provided between complex
formulae and tables and the text. Tables should have the lines and
columns of data closely spaced to conserve space, consistent with a high
degree of legibility. <

In order that specifications may be expeditiously
handled by the Office, page numbers should be placed at
the center of the top or bottom of each page. Itisacom-
mon practice and a commendable one, to consecutively
number all the lines or every fifth line of each page. A
top margin of at least 3/4 inch * >must< be reserved on
each page to prevent possible mutilation of text when
the papers are punched for insertion in a file wrapper.
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>Except for the drawings, the application papers (spec
fication, including claims, abstract, oath, or declaration,
and all papers which are to become a part of the perma-
nent record of the Patent and Trademark Office) must be
on sheets of paper which are the same size and are either
21.0 cm. by 29.7 cm. (DIN A4) or 21.6 cm. by 27.9 cm.
(81/2 by 11 inches).<

Applicants should make every effort to file patent ap-
plications in a form that is clear and reproducible. **
>All papers which are to become a part of the perma-
nent records of the Patent and Trademark Office must be
legibly written either by a typewriter or mechanical print-
er in permanent dark ink or its equivalent in portrait ori-
entation on flexible, strong, smooth, nonshiny, durable,
and white paper.< Typed, mimeographed, xeroprinted,
multigraphed or nonsmearing carbon copy forms of re-
production are acceptable.

>Where an application is filed with papers that do
not comply with 37 CFR 1.52(a) or (b), the Office of Ini-
tial Patent Examination will mail a “Notice to File Cor-
rected Application Papers” (PTO 1660) indicating the
deficiency and setting a time period within which the ap-

pliance with 37 CFR 1.52(a) or (b) does not effect the
grant of a filing date, and original application papers that
do not comply with 37 CFR 1.52(a) or (b) will be retained
in the application file as the original disclosure of the in-
vention. The PTO will not return papers simply because
they do not comply with 37 CFR 1.52(a) or (b).<

Legibility includes ability to be photocopied and pho-
tomicrographed so that suitable reprints can be made
>and ability to be electronically reproduced by use
of digital imaging and optical character recognition.<.
This requires a high contrast, with black lines and a white
background. Gray lines and/or a gray background sharp-
ly reduce photo reproduction quality. Legibility of some
application papers may become impaired due to abra-
sion or aging of the printed material during examination
and ordinary handling of the file. It may be necessary to
require that legible and permanent copies be furnished
at later stages after filing, particularly when preparing
for issue.

Some of the patent application papers received by
the Patent and Trademark Office are copies of the origi-
nal, ribbon copy. These are acceptable if, in the opinion
of the Office, they are legible and permanent.
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sional specification and, except for the *

PARTS, FORM, AND CONTENT OF APPLICATION

(2) Fee Transmittal Form,

(3) Title of the invention; or an introductory portion stating the
name, citizenship, and residence of the applicant, and the title of the
invention,

(4) Cross—reference to related applications.

(5) Statement regarding federally sponsored research or devel-
opment.

(6) Reference toa “Microfiche appendix.” (See § 1.96(c)). The
total number of microfiche and total number of frames should be
specified.

(7) Background of the invention.

(8) Brief summary of the invention.

(9) Brief description of the several views of the drawing.

(10) Detailed description of the invention.

(11) Claim or claims.

(12) Abstract of the Disclosure.

(13) Drawings.

(14) Executed oath or declaration.

(15) Sequence Listing (See §¢ 1.821 through 1.825).

(b) The elements set forth in paragraphs (a)(3) through (a)(5),
(a)(7) through (a)(12) and (a)(15) of this section should appear in upper
case, without underlining or bold type, as section headings. If no text
follows the section heading, the phrase “Not Applicable” should follow
the section heading. <

NOTE

Design patent specification, MPEP § 1503.01.
Plant patent specification, MPEP § 1605.

“-Reissue patent specification, MPEP § 1411.

--The following order of arrangement >of specifica-
tion elements< is preferable in frammg the nonprovi-
* >reference to
a “Microfiche Appendix”<, each of the lettered items
should ** >appear in upper case, without underlining or
bold type, as section headings. If no text follows the sec-
tion heading, the phrase “Not Applicable” should follow
the section heading.< It is recommended that provi-
sional ‘applications follow the same general format,
although claims are not required.

(a) Title of the Invention.
(b) Cross—Refcrences to Related Applications **
>(c) Statement Regarding Federally Sponsored
Research or Development.
(d) Reference to a “Microfiche Appendix.” (See
37CFR 1.96.)<
(* >e<) Background of the Invention.
1. Field of the Invention.
2. Description of the related art including infor-

‘mation disclosed under 37 CFR 1.97and 1.98.

(* >f<) >Brief< Summary of the Invention.
(* >g<) Brief Description of the >Several Views of

\J/ the < Drawings.

600 — 49

608.01(a)

(* >h<) >Detailed< Description of the **>Inven-
tion<.

(* >i<) Claim(s).

(* >j<) Abstract of the Disclosure.

>(k) Drawings.

(1) Sequence Listing (See 37 CFR 1.821-1.825).<

Applicant (typically a pro se) may be advised of the
proper arrangement by using Form Paragraph 6.01 or
6.02.

9 6.01 Arangement of Specification

** >The following guidelines illustrate the preferred layout and
content for patent applications. These guudelmes are suggested for the
applicant’s use.

Arvangement of the Specification

The following order or arrangement is preferred in framing the
specification and, except for the reference to a “Microfiche Appendix”
and the drawings, each of the lettered items should appear in upper case,
without underlining or bold type, as section headings. If no text follows
the section heading, the phrase “Not Applicable” should follow the
section heading:

(a2) Title of the Invention.
(b) Cross—Reference to Related Applications.
(c) Statement Regarding Federally Sponsored Research or
Development.
(d) Reference to a “Microfiche Appendix” (see 37 CFR 1.96).
- (e) Background of the Invention.
1. Field of the Invention.
2. Description of Related Art including information disclosed
under 37 CFR 1.97 and 1.98.
(f) Brief Summary of the Invention.
(g) Brief Description of the Scveral Views of the Drawing(s).
(h) Detailed Description of the Invention.
(i) Claim or Claims (commencing on a separatc sheet).
(j) Abstractofthe Disclosure (commencingon a separate sheet).
(k) Drawings.
(1) Scquence Listing (sce 37 CFR 1.821—-1.825).

Examiner Note:
In this paragraph an introductory sentence will be necessary. This
paragraph is intended primarily for usc in pro se applications. <

9 6.02 Content of Specification
Content of Specification

** >(a) Title of the Invention: See 37 CFR 1.72(a). The title of
the invention should be placed at the top of the first page of the
specification. It should be briefbut technically accurate and descriptive,
preferably from two to seven words.

(b) Cross—Reference to Related Applications: See 37 CFR 1.78

and MPEP § 201.11.
(o) i rall nsorcd Rescarch and
Development: Sec MPEP § 310.

(d) Reference to a “Microfiche Appendix”: See 37 CFR 1.96(c)
and MPEP § 608.05. The total number of microfiche and the total
number of frames should be specified.
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(e)_Background of the Invention: The specification should set
forth the background of the invention in two parts;

(1) Field of the Invention: A statement of the field of art to

which the invention pertains. This statement may include a

paraphrasing of the .applicable U.S. patent classification

" definitionsof the subject matter of the claimed invention. This

item may also be titled “Technical Field.”

(2) Description of the Related Art: A description of the
related art known to the applicant and including, if applicable,
references to specific related art and problems involved in the
prior art which are solved by the applicant’s invention. This
item may also be titled “Background Art.”

(f) Brief Summary of the Invention: A brief summary or general
statement of the invention as set forth in 37 CFR 1.73. The summary
is separate and distinct from the abstract and is directed toward the
invention rather than the disclosure as a whole. The summary may
point out the advantages of the invention or how it solves problems
previously existent in the prior art (and preferably indicated in the
Background of the Invention). In chemical cases it should point
out in general terms the utility of the invention. If possible, the
nature and gist of the invention or the inventive concept should
be set forth. Objects of the invention should be treated briefly
and only to the extent that they contribute to an understanding of
the invention.

(g) Brief Description of the Several Views of the Drawing(s):
A reference to and brief description of the drawing(s) as set forth
- in37CFR 1.74.

(h) Detailed Description of the Invention: A description of
the preferred embodiment(s) of the invention as required in
37 CFR 1.71. The description should be as short and specific as is
necessary to describe the invention adequately and accurately. Where
clements or groups of elements, compounds, and processes, which
are conventional and generally widely known in the field of the inven-
tion described, and their exact naturc or type is not necessary
for an understanding and use of the invention by a person skilled
in the art, they should not bec decscribed in detail. Howcver,
where particularly complicated subject matter is involved or where
the elements, compounds, or processes may not be commonly or

widely known in the field, the specification should refer to another

patent or readily available publication which adequately describes
the subject matter.

(i) Claimor Claims: See 37 CFR 1.75 and MPEP § 608.01(m).
The claim or claims must commence on a separate sheet (37 CFR
1.52(b)). Where a claim sets forth a plurality of clements or steps,
cach element or step of the claim should be separated by a line
indentation. There may be plural indentations to further segregate
subcombinations or related steps. See 37 CFR 1.75.

(i) Abstract of the Disclosure: A brief narrative of the disclo-
sure as a whole in a single paragraph of 250 words or less commencing
on a separate sheet following the claims.

(k) Drawings: See 37CFR 1.81, 1.83—1.85,and MPEP § 608.02.

(1) Sequence Listing: Sce 37 CFR 1.821-1.825.

Examiner Note:

In this paragraph an introductory sentence will be necessary. This
paragraph is intended primarily for use in pro se applications. See also
“pro se” form paragraphs in Chapter 1700 of the Manual of Patent
Examining Form Paragraphs.<

Rev. 3, July 1997

MANUAL OF PATENT EXAMINING PROCEDURE

608.01(b) Abstract of the Disclosure [R—3]
37 CFR 1.72 Title and abstract.

L2211

**>(b) A brief abstract of the technical disclosure in the specifica-
tion mustcommence on a separate sheet, preferably following the claims
under the heading “Abstract of the Disclosure.” The purpose of the
abstract is to enable the Patent and Trademark Office and the public
generally to determine quickly from a cursory inspection the nature and
gist of the technical disclosure. The abstract shall not be used for
interpreting the scope of the claims. <

In all cases which lack an abstract, the examiner in the
first Office action should require the submission of an
abstract directed to the technical disclosure in the speci-
fication. See Form Paragraph 6.12 (below). Applicants
may use either “Abstract” or “Abstract of the Disclosure”
as a heading,

If the abstract contained in the application does not
comply with the guidelines, the examiner should point
out the defect to the applicant in the first Office action,
or at the earliest point in the prosecution that the defect
is noted, and require compliance with the guidelines.
Since the abstract of the disclosure has been interpreted
to be a part of the specification for the purpose of

compliance with paragraph 1 of 35 US.C. 112 (In re s~

Ambruster, 512 F2d 676, 185 USPQ 152 (CCPA, 1975)),
it would ordinarily be preferable that the applicant make
the necessary changes to the abstract to bring it into com-
pliance with the guidelines. See Form Paragraphs
6.13—6.16 (below).

Responses to such actions requiring either a new
abstract or amendment to bring the abstract into com-
pliance with the guidelines should be treated under
37 CFR 1.111(b) practice like any other formal matter.
Any submission of a new abstract or amendment to an
cxisting abstract should be carefully reviewed for
introduction of new matter, 35 US.C. 132, MPEP
§ 608.04.

Upon passing the case to issue, the cxaminer should
see that the abstract is an adequate and clear statement
of the contents of the disclosure and generally in line
with the guidelines. The abstract shall be changed by
the examiner’s amendment in those instances where
deemed necessary. This authority and responsibility of
the examiner shall not be abridged by the desirability of
having the applicant make the necessary corrections.
For example, if the application is otherwise in condition
for allowance except that the abstract does not comply |
with the guidelines, the examiner generally should make
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/..\ any necessary revisions by examiner’s amendment rather

than issuing an Ex parte Quayle action requiring appli-
cant to make the necessary revisions.

Under current practice, in all instances where the
application contains an abstract when sent to issue, the
abstract will be printed on the patent.

GUIDELINES FOR THE PREPARATION
OF PATENT ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the dis-
closure, 37 CFR 1.72(b).

The content of a patent abstract should be such as to
enable the reader thereof, regardless of his or her degree
of familiarity with patent documents, to-ascertain quick-
ly the character of the subject matter covered by the tech-
nical disclosure and should include that which is new in
the art to which the invention pertains.

The abstract is not intended nor designated for
use in interpreting the scope or meaning of the claims,
37 CFR 1.72(b).

Content

A patent abstract is a concise statement of the techni-
cal disclosure of the patent and should include that which
is new inthe art to which the invention pertains.

" If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should
be directed to the entire disclosure.

If the patent is in the nature of an improvement in old
apparatus, process, product, or composition, the ab-
stract should include the technical disclosure of the im-
provement.

In certain patents, particularly those for compounds
and compositions, wherein the process for making and/
or the use thereof are not obvious, the abstract should set
forth a process for making and/or a use thereof.

If the new technical disclosure involves modifications
or alternatives, the abstract should mention by way of ex-
ample the preferred modification or alternative.

The abstract should not refer to purported merits or
speculative applications of the invention and should not
compare the invention with the prior art.

Where applicable, the abstract should include the fol-
. lowing: (1) if a machine or apparatus, its organization

\/ and operation; (2) if an article, its method of making; (3)
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if a chemical compound, its identity and use; (4) if a mix-
ture, its ingredients; (5) if a process, the steps. Extensive
mechanical and design details of apparatus should not be
given.

With regard particularly to chemical patents, for
compounds or compositions, the general nature of the
compound or composition should be given as well as the
use thereof; e.g., “The compounds are of the class of
alkyl benzene sulfonyl ureas, useful as oral anti-diabet-
ics.” Exemplification of a species could be illustrative of
members of the class. For processes, the type reaction,
reagents and process conditions should be stated, gener-
ally iliustrated by a single example unless variations are
necessary.

Language and Format

The abstract should be in narrative form and general-
ly limited to a single paragraph within the range of 50 to
250 words. The abstract should not exceed 25 lines of
text. Abstracts exceeding 25 lines of text should be
checked tosee that it does not exceed 250 words in length
since the space provided for the abstract on the comput-
er tape by the printer is limited. If the abstract cannot be
placed on the computer tape because of its excessive
length, the application will be returned to the examiner
for preparation of a shorter abstract. The form and legal
phraseology often used in patent claims, such as
“means” and “said”, should be avoided. The abstract
should sufficiently describe the disclosure to assist read-
ers in deciding whether there is a need for consulting the
full patent text for details.

The language should be clear and concise and should
not rcpeat information given in the title. It should avoid
using phrases which can be implied, such as, “This dis-
closure concerns,” “The disclosure defined by this inven-
tion,” “This disclosure describes,” ctc.

Responsibility

Preparation of the abstract is the responsibility of the
applicant. Background knowledge of the art and an ap-
preciation of the applicant’s contribution to the art are
most important in the preparation of the abstract. The
review of the abstract, for compliance with these guide-
lines, with any necessary editing and revision on allow-
ance of the application is the responsibility of the ex-
aminer.

Rev. 3, July 1997
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Sample Abstracts

(1) A heart valve which has an annular valve body defining an
orifice anda pluralityof struts forming a pair of cages on opposite sides of
the orifice. A spherical closure member is captively held within the cages
and is moved by bload flow between open and closed positions in check
~ valve fashion. A slightleak or backflow is provided in the closed position
bymaking the orifice slightly larger than the closure member. Bloodflow
is maximized in the open position of the valve by providing an inwardly
convexcantouron theorifice—defining surfacesof the body. An annular
rib is formed in a channel around the periphery of the valve body to
anchor a suture ring used to secure the valve within a heart.

- (2) A method for sealing whereby heat is applied to seal,
overlapping closure panels of a folding box made from paperboard
having an extremely thin coating of moisture—proofing thermoplastic
material on opposite surfaces. Heated air isdirected at the surfacestobe
bonded, the temperature of the air at the point of impact on the surfaces
being above the char point of the board. The duration of application of
heat is made so brief, by a corresponding high rate of advance of the

- boxes through the air stream, that the coating on the reverse side of the
panelsremainssubstantiallynon —tacky. Thebondisformedimmediate-
ly after heating within a period of time for any one surface point less than
the: total time of exposure to heated air of that point. Under such
conditions the heat applied to soften the thermoplastic coating is
dissipated after completion of the bond by absorption into the board
acting as a heat sink without the need for cooling devices.

- (3). Amides are produced by reacting an ester of a carboxylic acid
withan amine, using as catalyst an alkoxide of analkalimetal. Theesteris
first heated to atleast 75°C. under a pressure of no more than 500 mm. of
mercury to remove moisture and acid gases which would prevent the
reaction, and then converted to an amide without heating to initiate the
reaction.

9 6.12 Abstract Missing (Background)
This application does not contain an abstract of the disclosure as
required by 37 CFR 1.72(b). An abstract ona separate sheet is required.

Examiner Note:
For pro se applicant consider form paragraphs 6.14 - 6.16.

9 6.13 Abstract Objected to: Minor Informalities
The abstract of the disclosure is objected tobecause | 1]. Correction
is required. Sce MPEP 608.01(b).

Examiner Note:

In bracket 1, indicate the informalitics that should be corrected.
Use this paragraph for minor informalities such as the inclusion of legal
phraseology, undue length, etc.

9 6.14 Abstract of the Disclosure: Content

Applicant is reminded of the proper content of an abstract of the
disclosure. ' .

A patent abstract is a concise statement of the technical disclosure
of the patent and should include that which is new in the art to which the
invention pertains. If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should be directed to
the entire disclosure. If the patent isin the nature of an improvement in
an old apparatus, process, product or composition, the abstract should
include the technical disclosure of the improvement. In certain patents,
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particularly those for compounds andcompasitions, wherein the process
formaking and/or the use thereof are not abvious, the abstract should set
forth a process for making and/or use thereof. If the new technical
disclosure involves modifications or alternatives, the abstract should
mention by way of example the preferred modification or alternative.

The abstract should not refer to purported merits or speculative
applications of the invention and should not compare the invention with
the prior art.

Where applicable, the abstract should include the following: (1} ifa
machine or apparatus, iis organization and operation; (2) if an article, its
method of making; (3) if a chemical compound, its identity and use; (4) if
a mixture, its ingredients; (5) if a process, the steps. Extensive
mechanical and design details of apparatus should not be given.

Examiner Note:
See paragraph 6.16.

9 6.15 Abstract of the Disclosure, Chemical Cases

Applicant is reminded of the proper content of an abstract of the
disclosure.

In chemical patent abstracts, compounds or compositions, the
general natre of the compound or composition should be given as well
asitsuse, e.g., “The compounds are of the class of alkyl benzene sulfonyl
ureas, useful as oral anti —diabetics.” Exemplification of a species could
be illustrative of members of the class. For processes, the type reaction,
reagentsand processconditionsshouldbe stated, generallyillustrated by
a single example unless variations are necessary. Complete revision of
the content of the absiract is required on a separate sheet.

9 6.16 Abstract of the Disclosure, Language

Applicant is reminded of the proper language and format of an
abstract of the disclosure.

The abstract should be in narrative form and generally limited to a
single paragraph on aseparate sheet within the range of 50 to 250 words.
Itisimportant that the abstract not exceed 250 words in length since the
space provided for the abstract on the computer tape used by the printer
is limited. The form and legal phraseology often used in patent claims,
suchas “means” and “said”, should be avoided. The abstract should
describe the disclosure sufficiently to assist readers in deciding whether
there is a need for consuiting the full patent text for details.

The language should be clear and concise and should not repeat
information given in the title. It should avoid using phrases which can be
implied, such as, “The disclosure concerns,” “The disclosure defined by this
invention,” “The disclosure describes,” etc.

Examiner Note:
See also paragraph 6.14.

608.01(c) Background of the Invention

The Background of the Invention ordinarily com-
prises two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S. patent
classification definitions. The statement should be di-
rected to the subject matter of the claimed invention.

(2) Description of the related art including infor-

sy,
S

mation disclosed under 37 CFR 197 and 198: A \«W«
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paragraph(s) describing to the extent practical the state
of the prior art or other information disclosed known to
the applicant, including references to specific prior art or
other information where appropriate. Where applica-
ble, the problems involved in the prior art or other infor-
mation disclosed which are solved by the applicant’s in-
vention should be indicated. See also MPEP § 608.01(a),
§ 608.01(p) and § 707.05(b).

608.01(d) Brief Summary of Invention [R—1)

37 CFR 1.73. Summary of the invention.

A brief summary of the invention indicating its nature and
substance, which may include a statement of the object of the invention,
should precede the detailed description. Suchsummaryshould, when set
forth, be commensurate with the invention as claimed and any object
recited should be that of the invention as claimed.

Since the purpose of the brief summary of invention
is to apprise the public, and more especially those inter-
ested in the particular art to which the invention relates,
of the nature of the invention, the summary should be di-
rected to the specific invention being claimed, in contra-
distinction to mere generalities which would be equally
applicable to numerous preceding patents. That is, the
subject matter of the invention should be described in
one or more clear, concise sentences or paragraphs. Ster-
eotyped general statements that would fit one case as
well as another serve no useful purpose and may well be
required to be cancelled as surplusage, and, in the ab-
sence of any illuminating statement, replaced by state-
ments that are directly in point as applicable exclusively
to the case in hand.

The brief summary, if properly written to set out the
exact nature, operation, and purpose of the invention,
will be of material assistance in aiding ready understand-
ing of the patent in futurc searches. ** The brief summa-
ry should be more than a mere statement of the objects of
the invention, which statement is also permissible under
37CFR 1.73.

The brief summary of invention should be consistent
with the subject matter of the claims. Note final review of
application and preparation for issue, MPEP § 1302.

608.01(e) Reservation Clauses Not Permitted
37 CFR 1.79. Reservation clauses not permitted.

A reservation for a future application of subject matter disclosed
but not claimed in a pending application will not be permitted in the
pending application, but an application disclosing unclaimed subject
matter may contain a reference to a later filed application of the same

608.00(O

applicant or owned by a common assignee disclosing and claiming that
subject matter.

608.01(f) Brief Description of
Drawings [R—2]

37 CFR 1.74. Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detailed description of the
invention shall refer to the different views by specifying the numbers of
the figures, and to the different parts by use of reference letters or
numerals (preferably the latter).

** >The Initial Application Examination Division
will review the specification, including the brief descrip-
tion, to determine whether all of the figures of drawings
described in the specification are present. If the specifi-
cation describes a figure which is not present in the draw-
ings, the application will be treated as an application
filed without all figures of drawings in accordance with
MPEP § 601.01(g), unless the application lacks any
drawings, in which case the application will be treated as
an application filed without drawings in accordance with
MPEP § 601.01(f).<

The examiner should see to it that the figures are cor-
rectly described in the brief description of the drawing,
that all section lines used are referred to, and that all
needed section lines are used.

The specification must contain or be amended to
contain proper reference to the existence of drawings ex-
ecuted in color as required by 37 CFR 1.84.

37 CFR 1.84. Standards for drawings.
(a) Drawings. There arc two acceptable catcgorics for presenting
drawings in utility patent applications:

(1) Black ink. Black and white drawings are normally required
Indiaink, or its equivalent that secures solid black lines, must be used for
drawings, or

(2) Color. On rare occasions, color drawing may be necessary as
the only practical medium by which todisclosc the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings; and

(iii) The specification must contain the followinglanguage asthe
first paragraph in that portion of the specification relating to the brief
description of the drawing:

“The file of this patent contains at least one drawing executed in
color: Copies of this patent with color drawing(s) will be provided by the
Patent and Trademark Office upon request and payment of the necessary
fee.”

Rev. 3, July 1997
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Ifthelanguageis notin thespecification, a proposed amendment
to insert the language must accompany the petition.

608.01(g) Detailed Description of Invention

A detailed description of the invention and drawings
follows the general statement of invention and brief de-
scription of the drawings. This detailed description, re-

- quired by 37 CFR 1.71, MPEP § 608.01, must be in such
':partxcularlty asto enable any person skilled in the perti-

'. . nentart or science to make and use the invention without
S 1nvolvrng extensive experlmentatron An applicant is or-
’dmarxly permrtted to use his or her own terminology, as
h as_it can be understood Necessary grammatical
ectrons, however should be requlred by the examin-
¢ t rtmust be remembered that an examinationis not
ade for the purpose of securlng grammatrcal perfec-

.. The reference characters must be properly applled

nt: parts'or fora glven part and a modification of such
part. In the latter case; the referenoe character, applied
tothe glven part, wrth a prime affixed may advanta-
‘geously be apphed to. the modrfrcatron Every feature
in: the - clarms must be. mustrated but there
k '_should be no superfluous 111ustrat10ns )

: The descrlptlon is a drctronary for the clalms and

©§608.01(i), § 608.01(0), and § 1302.01.
g NOTE = Complctcness MPEP § 608.01(p).

k USE OF SYMBOL “Phr” IN
e PATENT APPLICATION

Thc Greek lettcr “Phi” has long becn uscd as a svin-
“bol'i in cquatrons in all tcchnical disciplines. It further has
special uses which include the indication of an clectrical
_phasc.or-clocking signal as well as an angular measurc-
ment, The recognized symbols for the upper and lower
case Greek Phi characters, however, do not appear on
most typeWriters. This apparently has led to the usc of a
symbol composed by first striking a zero key and then
backspacing and striking the “cancel” or “slash” key to
rc_su]t in an approximation of accepted symbols for the
Greek character Phi. In other instances, the symbol is
composed using the upper or lower case letter “O” with
the “cancel” or “slash” superimposed thercon by back-
spacing, or it is simply handwritten in a variety of stylcs.
Thesc expedients result in confusion becausc of the vari-
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ety of type sizes and styles available on modern type-
writers,

In recent years, the growth of data processing has
seen the increasing use of this symbol (“O”) as the stan-
dard representation of zero. The “slashed” or can-
celled” zero is used to indicate zero and avoid confusion
with the upper case letter “O” inboth text and drawings.

Thus, when the symbol “@” in one of its many varia-
tions, as discussed above, appears in patent applications
being prepared for printing, confusion as to the intended

- meaning of the symbol arises. Those (such as examiners,

attorneys, and applicants) working in the art can usually
determine the intended meaning of this symbol because
of their knowledge of the subject matter involved, but
editors preparing these applications for printing have no
such specialized knowledge and confusion arises as to
which symbol to print. The result, at the very least, is
delay until the mtended meaning of the symbol can be as-
certained.

Since the Office does not have the resources to con-
duct a technical editorial review of each application be-
fore printing, and in order to eliminate the problem of
printing delays associated with the usage of these sym-
bols, any question about the intended symbol will be re-
solved by the editorial staff of the Office of Publications
by printing the symbol @ whenever that symbol is used
by the applicant. Any Certificate of Correction necessi-
tated by the above practice will be at the patentee’s ex-
pense (37 CFR 1.323) because the intended symbol was
not accurately presented by the Greek upper or lower
case Phi letters (@,0) in the patent application.

608.01(h) Mode of Operation of Invention
[R-1]

The best mode contemplated by the inventor of car-
rying out his or her invention must be sct forth in the
description. sce 35 U.S.C. 112. There is no statutory
requirement for the disclosure of a specific example.
A patent specification is not intended nor required to
be a production specification, /n re Gay, 309 F2d 768,
135 USPQ 311 (CCPA 1962). The absence of a specific
working cxample is not necessarily evidence that the
best mode has not been disclosed, nor is the presence
of one cvidence that it has, /n re Honn, 364 F2d 454, 150
USPQ, 652 (CCPA 1966). In determining the adequa-
cy of a best mode disclosure, only evidence of conceal-
ment (accidental or intentional) is to be considered. +
That evidence must tend to show that the quality of an
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/ .
' F\ applicant’s best mode disclosure is so poor as to effec-

tively result in concealment; In re Sherwood, 204 USPQ
537 (CCPA 1980).

The question of whether an inventor has or has not
disclosed what he or she feels is his or her best mode is a
question separate and distinct from the question of suffi-
ciency of the disclosure, Inre Gay, 135 USPQ 311 (CCPA
1962); In re Glass, 181 USPQ 31 (CCPA 1974). See
35 U.S.C. 112 and 37 CFR 1.71(b). Sylgab Steel & Wire
Corp. -v. Imoco—Gateway Corp., 357 E Supp. 657,
178 USPQ 22 (N.D. Iil. 1973); H. K. Porter Co., Inc.
v. Gates Rubber Co., 187 USPQ 692, 708, (D. Colo. 1975).

If the best mode contemplated by the inventor at the
time of filing the application is not disclosed, such defect
cannot be cured by submitting an amendment seeking to
put into the specification something required to be there
when the application was originally filed, Ir re Hay, 534
F2d 917, 189 USPQ 790 (CCPA 1976). Any proposed
amendment of this type should be treated as new matter.

 Patents have been held invalid in cases where the pat-
entee did not disclose the best mode known to him. See
Flick—Reedy Corp. v. Hydro—Line Manufacturing Co.,
351 F2d 546, 146 USPQ 694 (CA 7 1965), cert. denied,

74.\‘%383 US. 958, 148 USPQ 771 (1966); Indiana General
.~ Corp. V. Krystinel Corp., 297 F. Supp. 427 161 USPQ 82

(SD. N.Y. 1969), affirmed, 421 F2d 1033, 164 USPQ
321 (CA 2 1970); Dale Electronics, Inc. v. R.C.L. Electron-
ics, Inc., 488 F2d 382, 180 USPQ 235 (CA 1 1973); Union
Carbide - Corp. v. Borg—Warner Corp., 550 F2d 3535,
193 USPQ 1 (CA 6 1977); Reynolds Metals Co. v. Acom
Building Components Inc., 548 F2d 155, 163, 192 USPQ
737 (CA 6 1977).

‘NOTE. — Completeness, >see< MPEP § 608.01(p)
>and § 2165 to § 2165.04<.

608.01(i) Claims [R—3]

37 CFR 1.75. Claims

(a) The specification must conclude with a claim particularly
pointing out and distinctly claiming the subject matter which the
applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they differ
substantially from each other and are not unduly muitiplied.

(¢) One or more claims may be presented in dependent form,
referringback to and furtherlimitinganotherclaim or claimsin the same
application. Any dependent claim which refers to more than one other
claim (“multiple dependentclaim” ) shall refertosuch otherclaimsinthe
alternative only. Amultiple dependent claim shall not serve as a basis for
any other multiple dependent claim. For fee calculation purposes under
& 1.16, a multiple dependent claim will be considered to be that number
of claims towhich direct reference is made therein. For fec calculation
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purposes, also,anyclaimdepending fromamultiple dependent claimwill
be considered to be that rumber of claims to which direct reference is
made in that multiple dependent claim. In addition to the other filing
fees, any original applicationwhichisfiled with, orisamendedtoinclude,
multiple dependent claims must have paid therein the fee set forth in §
1.16(d). Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the dependent
claim. A multiple dependent claim shall be construed to incorporate by
reference all the limitations of each of the particular claimsinrelation to
which it is being considered.

(d)(1) The claim or claims must conform to the invention as set
forth in the remainder of the specification and the terms and phrases
used in the claims must find clear support or antecedent basis in the
description so that the meaning of the terms in the claims may be
ascertainable by reference to the description (See § 1.58(a).)

(2) See§§1.141to1.146astoclaimingdifferentinventionsinone
application.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the following
order, (1) a preamble comprising a general description of all the
elements or steps of the claimed combination which are conventional
or known, (2) a phrase such as “wherein the improvement comprises,”
and (3) those elements, steps and/or relationships which constitute
that portion of the claimed combination which the applicant con-
siders as the new or improved portion.

(f) If there are several claims, they shall be numbered consec-
utively in Arabic numerals.

** >(g) The least restrictive claim should be presented as claim
number 1, and all dependentclaims should be grouped together with the
claim or claims to which they refer to the extent practicable.

(h) The claim or claims must commence on a separate sheet.

(i) Where a claim sets forth a plurality of elements or steps, cach
element or step of the claim should be separated by a line indentation. <

NOTE

Numbering of Claims, MPEP § 608.01(j).
Form of Claims, MPEP § 608.01(m).
Dependent claims, MPEP § 608.01(n).
Examination of claims, MPEP § 706.
Claims in excess of fee, MPEP § 714.10.

608.01Gj)
37 CFR 1.126 .Numbering of claims.

The original numbering of the claims must be preserved through-
out the prosecution. When claims are canceled the remaining claims
must not be renumbered. When claims are added, except when
presented in accordance with § 1.121(b), they must be numbered by the
applicant consecutively beginning with the number next following the
highest numbered claim previously presented (whether entered or not).
When the application is rcady for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which they appear
or in such order as may have been requested by applicant.

Numbering of Claims [R—1]

In a single claim case, the claim is not numbered.
Form Paragraph 6.17 may be used to notify applicant.

9 6.17 Numbering of Claims, 37 CFR 1.126
The numbering of claims is not in accordance with 37 CFR
1.126. The original numbering of the claims must be preserved
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throughout the prosecution. When claims are canceled, the remaining
claims must not be renumbered. When claims are added, except when
presentedin accordance with37CFR * 1,121(b), theymust be numbered
consecutively beginning with the number next following the highest
numbered claims previously presented (whether entered or not).
Misnumbered claims [1] have been renumbered [2), respectively.

608.01(k) Statutory Requirement of Claims

35 U.S.C. 112 requires that the applicant shall partic-
ularly point out and distinctly claim the subject matter
which he or she regards as his or her invention. The por-
tion of the application in which he or she does this forms
the claim or claims. This is an important part of the ap-
plication, as it is the definition of that for which protec-
tion is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may rely not
“only on the description and drawing as filed but also on
the original claims if their content justifies it.

Where subject matter not shown in the drawing or de-
scribed in the description is claimed in the case as filed,
and such original claim itself constitutes a clear disclo-
sure of this subject matter, then the claim should be
treated on its merits, and requirement made to amend
the drawing and description to show this subject matter.
The claim should not be attacked either by objection or

_rejection because this subject matter is lacking in the
drawing and description. It is the drawing and descrip-
tion that are defective; not the claim.

It is, of course, to be understood that this disclosure

in the claim must be sufficiently specific and detailed to
support the necessary amendment of the drawing and
description.

608.01(m) Form of Claims [R—3]

>The claim or claims must commence on a separate
sheet and should appear after the detailed description of
the invention.< While there is no set statutory form for
claims, the present Office practice is to insist that each
claim must be the object of a sentence starting with “I
(or we) claim”, “The invention claimed is” (or the equiv-
alent). If, at the time of allowance, the quoted terminol-
ogy is not present, it is inserted by the clerk. Each claim
begins with a capital letter and ends with a period. Peri-
ods may not be used elsewhere in the claims except
for abbreviations. See fressola v. Manbeck, >36
USPQ2d 1211< (D.D.C. 1995). ** >Wherec a claim sets

Rev. 3, July 1997

MANUAL OF PATENT EXAMINING PROCEDURE

forth a plurality of elements or steps, each clement or
step of the claim should be separated by a line indenta-
tion, 37 CFR 1.75(i).<

There may be plural indentations to further segre-
gate subcombinations or related steps. In general, the
printed patent copies will follow the format used but
printing difficulties or expense may prevent the duplica-
tion of unduly complex claim formats.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjunction with the recitation of the same ele-
ment or group of elements in the claims. The reference
characters, however, should be enclosed within paren-
theses so as to avoid confusion with other numbers or
characters which may appear in the claims. The use of
reference characters is to be considered as having no ef-
fect on the scope of the claims.

Many of the difficulties encountered in the prosecu-
tion of patent applications after final rejection may be
alleviated if each applicant includes, at the time of filing
or no later than the first response, claims varying from
the broadest to which he or she believes he or she is en-
titled to the most detailed that he or she is willing to ac-
cept.

Claims should preferably be arranged in order of
scope so that the first claim presented is the * >least re-
strictive <. > All dependent claims should be grouped to-
gether with the claim or claims to which they refer to the
extent practicable.< Where separate species are
claimed, the claims of like species should be grouped to-
gether where possible ** >.< Similarly, product and
process claims should be separately grouped. Such ar-
rangements are for the purpose of facilitating classifica-
tion and examination.

The form of claim required in 37 CFR 1.75(¢) is par-
ticularly adapted for the description of improvement-
type inventions. 1t is to be considered a combination
claim. The preamble of this form of claim is considercd
to positively and clearly include all the elements or steps
recited therein as a part of the claimed combination.

For rejections not based on prior art, sec¢ MPEP
§ 706.03.

>The following form paragraphs may be used to ob-
ject to the form of the claims.

9 6.180!1 Claims: Placement

The claims in this application do not commence on a separate
sheet in accordance with 37 CFR 1.52(b)(1). Appropriate correction is
required in response to this action.
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Exsminer Note:
This paragraph should only be used for applications filed on or
after September 23, 1996,

§ 72901 Claims Objected To, Minor Informalities
Claim[1] objected to because of the following informalities: [2].
Appropriate correction is required.

Examiner Notes

1. Use this form paragraph to point out minor informalities
such as spelling errors, inconsistent terminology, etc., which should be
corrected.

2. If the informalities render the claim(s) indefinite, use form
paragraph 7.34.01 instead to reject the claim(s) under 35 U.S.C. 112,

second paragraph.

% 72902 Claims Objected To, Reference Characters Not
Enclosed Within Parentheses

The claims are objected to because they include reference charac-
ters which are not enclosed within parentheses.

Reference characters corresponding to elements recited in the
detailed description of the drawings and. used in conjunction with the
recitation of the same element or group of elements in the claims should

‘be enclosed within parentheses so as to avoid confusion with other

numbers or characters which may appear in the claims. See MPEP
§ 608.01(m).

Examiner Note:

1. Use of this paragraph is optional. You may instead choose to
correct the error yourself at time of allowance by informal examiner’s
amendment.

2. Ifthelack of parentheses renders the claim(s) indefinite, use
form paragraph 7.34.01 instead to reject the claim(s) under 35 U.S.C.
112, second paragraph.

N 7.29.03 Claims Objected To, Spacing of Lines

Theclaimsare objected tobecause the lines are crowded too closely
together, making reading and entry of amendments difficult. Substitute
claims with lines double spaced on good quality paper are required. See
37 CFR 1.52(b).<

Amendments to the claims must be in compliance
with 37 CFR 1.121. Form paragraphs 6.33 and 6.34 may
be used to inform applicant of non—entry of amend-
ments to the claims.

T 6.33 Amendment to the Claims, 37 CFR 1.12]

The amendment to the claims has not been entered because
it requests the addition of more than 5 words in any one claim. See
37 CFR 1.121(c) below:

(c) A particular claim may be amended in the manner
indicated for the application in paragraph (a) of this section to
the extent of corrections in spelling, punctuation, and typo-
graphical errors. Additional amendments in this manner will
be admitted provided the changes are limited to (1) dele-
tions and/or (2) the addition of no more than five words in any
one claim. Any amendments submitted with instructions
to amend particular claims but failing to conform to the
provisions of paragraphs (b) and (c) of this scction may be
considered nonresponsive and treated accordingly.

The amendment to the claims should bc made in accordance
with 37 CFR 1.121(b) which states:
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(b) Except as otherwise pravided herein, a particular claim
maybe amended onlybydirections to cancel or byrewriting such
claim with underlining below the word or words added and
brackets around the word or words deleted. The rewriting of
a claim in this form will be construed as directing the cancella-
tion of the original claim; however, the original claim num-
ber followed by the parenthetical word “amended” must be
used for the rewritten claim. If a previously rewritten claim
is rewritten, underlining and bracketing will be applied
in refer-ence to the previously rewritten claim with the paren-
thetical expression “twice amended”, “three times amend-
ed”, etc., following the original claim number.

Applicant is given a ONE MONTH TIME LIMIT from the date
of this letter, or until the expiration of the period for response set
in the last office action, whichever is longer, to complete the response.
NO EXTENSION OF THIS TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136(2) OR (b), but the period for response
set in the last Office action may be extended up to a maximum of
SIX MONTHS.

§ 6.3¢ Amendment to the Claims, Brackets or Underlining
Cannot be Used

The claims of this application contain underlining or brackets
that are intended to appear in the printed patent or are properly part
of the claimed material. The brackets or underlining are not intended
to indicate amendments or changes in the claims. Under these condi-
tions, proposed amendments to the claims may not be made by un-
derlining words added or by bracketing words that are to be deleted.
Accordingly, the proposed amendments to the claims have not been
entered. See 37 CFR 1.121(d).

Applicantis givena ONE MONTH TIME LIMIT from the date
of this letter, or until the expiration of the period for response set in the
last office action, whichever is longer, to complete the response . NO
EXTENSION OF THIS TIME LIMIT MAY BE GRANTED UN-
DER EITHER 37CFR 1.136(a) OR (b), but the period for response
setin the last Office action may be extended up to a maximum of SIX
MONTHS.

608.01(n) Dependent Claims [R—3]

37 CFR 1.75(c) reads as follows for applications filed
prior to January 24, 1978:

(c) When more than one claim is presented, they may be placed
in dependent form in which a claim may refer back to and further re-
strict a single preceding claim. Claims in dependent form shail
be construed to include all the limitations of the claim incorporated
by reference into the dependent claim.

MULTIPLE DEPENDENT CLAIMS

37 CFR 1.75(c) reads as follows for applications
filed on and after January 24, 1978.

37 CFR 1.75. Claim(s).

*okok kK

(c) one or more claims may be presented in dependent form,
referring back to and further limiting another claim orclaims in the same
application. Any dependent claim which refers to more than one other
claim (multiple dependent claim) shall refer to such other claims in the
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altemnative only. Amultiple dependent claimshall notserve asa basisfor
any other multiple dependent claim. For fee calculation purposes under
§ 1.16, a multiple dependent claim will be considered to be that number
of claims to which direct reference is made therein. For fee calculation
 purposes, also, any claimdependingfrom amultiple dependentclaimwill
be considered to be that number of claims to which direct reference is
made in that multiple dependent claim. In addition to the other filing
fees, any original applicationwhichisfiledwith, orisamendedtoinclude,
multiple dependent claims must have paid therein the fee set forth in
§ 1.16(d). Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the dependent
claim. Amultiple dependent claim shall be construed to incorporate by
- “referenceall the limitations of each of the particular claims in relation to

w}uch itis bemg considered.

R

 “~Generally, a multiple dependent claim is a depen-
dent claim which refers back in the alternative to more
- than one preceding independent or dependent claim.
The second paragraph of 35 U.S.C. 112 has been re-
; 'v1sed in view of the multiple dependent claim practice
,mtroduced by: the Patent Cooperation Treaty. Thus
. 235 U.8.C.-112 authiorizes multiple dependent claims in
5 apphcatlons filed on and after January 24, 1978, as long
.as, they are in the alternatlve form (e.g., “A machine
accordmg to claims 3 or 4, further comprising ——— ).
“Cumulative claiming (e.g.,A machine accordmg to
" clalms 3 and 4, ‘further comprising ———" ) is not per-
mlt_ted A multlple dependent claim may refer in the al-
_+ternative to only one set of claims. A claim such as “A de-
-vice as'in claims 1, 2, 3, or 4, made by a process of claims
-5,6,7,0r 8 isimproper. Section 112 allows reference to
only a particular claim, Furthermore, a multiple depen-
dent claim may not serve as a basis for any other multiple
dependent claim, either directly or indirectly. These lim-
itations help to avoid undue confusion in determining
how many prior claims are actually referred to in a multi-
ple dependent claim.
A multiple dependent claim which depends from
another multiple dependent claim should be objected to
by using Form Paragraph 7.45.

G 7.45 Improper Multiple Dependent Claims

Claim [1] objected to under 37 CFR 1.75(c) as being in im-
. proper form because a multiple dependent claim [2]. See MPEP
§ 608.01(n). Accordingly, {3] has not been further treated on the merits.

Examiner’s Note:

1. In bracket 2, insert “should refer to other claims in the
alternative only” and/or, “cannot depend from any other multiple
dependent claim 4.”

2. Usethis paragraph rather than 35 U.S.C. 112, fifth paragraph.

3. Inbracket 3, insert “the claim has or these claims have.”
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Assume each claim example given below is from a dif-
ferent application.

ACCEPTABLE MULTIPLE DEPENDENT
CLAIM WORDING

Claim 5. A gadget according to claims 3 or 4, further
comprising ———

Claim 5. A gadget as in any one of the preceding
claims, in which ——-—

Claim 3. A gadget as in either claim 1 or claim 2, fur-
ther comprising ———

Claim 4. A gadget as in claim 2 or 3, further compris-
ing —

Claim 16. A gadget as in claims 1, 7, 12, or 15, further
comprising ——-—

Claim 5. A gadget as in any of the preceding claims,
in which — ——

Claim 8. A gadget as in one of claims 4-7, in
which ~——

Claim 5. A gadget as in any preceding claim, in
which —— -

Claim 10. A gadget as in any of claims 1-3 or 7-9,
in which ——— ;

Claim 11. A gadget as in any one of claims 1, 2, or
7-10 inclusive, in which ———

UNACCEPTABLE MULTIPLE DEPENDENT

CLAIM WORDING
A i i a iv
Claim 5. A gadget according to claim 3 and 4, further

comprising ———

Claim 9. A gadget according to claims 1-3, in
which ———

Claim 9. A gadget as in claims 1 or 2 and 7 or 8,
which —-- '

Claim 6. A gadget as in the prcceding claims in
which ———

Claim 6. A gadget as in claims 1, 2, 3, 4 and/or 5, in
which —~ -~

Claim 10. A gadget as in claims 1-3 or 7-9, in
which -

Clalm 3 A gadget asin any of the followmg claims, in
which —~—

Claim 5. A gadget as in either claim 6 or claim 8, in
which —~— ;

\
Y
C. Reference to two sets of claims to different features
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Claim 9. A gadget as in claim 1 or 4 made by the pro-
cess of claims §, 6, 7, or 8, in which ———

Claim 8. A gadget as in claim 5 (claim 5 is a multiple
dependent claim) or claim 7, in which ———

35 U.S.C. 112 indicates that the limitations or ele-
ments of each claim incorporated by reference into a
multiple dependent claim must be considered separate-
ly. Thus, a multiple dependent claim, as such, does not
contain all the limitations of all the alternative claims to
which it refers, but rather contains in any one embodi-
ment only those limitations of the particular claim re-
ferred to for the embodiment under consideration.
Hence, a multiple dependent claim must be considered
in the same manner as a plurality of single dependent
claims.

Restriction Practice

" For restriction purposes, each embodiment of a mul-
tiple dependent claim is considered in the same manner
-as a single dependent claim. Therefore, restriction may
be required between the embodiments of a multiple de-
pendent claim. Also, some embodiments of a multiple
dependent claim may be held withdrawn while other em-
bodiments are considered on their merits.

Handling of Multiple Dependent Claims by the
** > Office of Initial Patent Examination<

** >The Office of Initial Patent Examination< is re-
sponsible for verifying whether multiple dependent
claims filed with the application are in proper alternativc
form, that they depend only upon prior independent or
single dependent claims and also for calculating the
amount of the filing fee. A new form, PTO-1360, has
been designed to be used in conjunction with the current
fee calculation form PTO-875.

Handling of Multiple Dependent Claims
by the Examining Group Clerical Staff

The examining group clerical staff is responsible for
verifying compliance with the statute and rules of multi-
ple dependent claims added by amendment and for cal-
culating the amount of any additional fees required.

W This calculation should be performed on form

PTO-1360.
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There is no need for a group clerk to check the accuracy
of the inifial filing fee since this has already been verified by
the ** >QOffice of Initial Patent Examination < when grant-
ing the filing date.

If a muiltiple dependent claim (or claims) is added in
an amendment without the proper fee, either by adding
references to prior claims or by adding a new multiple de-
pendent claim, the amendment should not be entered
until the fee has been received. In view of the require-
ments for multiple dependent claims, no amendment
containing new claims or changing the dependency of
claims should be entered before checking whether the
paid fees cover the costs of the amended claims. The ap-
plicant, or his or her attorney or agent, should be con-
tacted to pay the additional fee. Where a letter is written
in an insufficient fee situation, a copy of the multiple de-
pendent claim fee calculation, form PTO—-1360, should
be included for applicant’s information.

If an application filed prior to October 1, 1982, is
amended on or after October 1, 1982, to include a proper
multiple dependent claim for the first time, the fee set
forth in § 1.16(d) must be paid.

If such an application contained a proper multiple
dependent claim prior to October 1, 1982, the fee set
forth in § 1.16(d) does not apply.

Where the group clerk notes that the reference to the
prior claims is improper in an added or amended multi-
ple dependent claim, a notation should be made in the
left margin next to the claim itself and the number 1,
which is inserted in the “Dep. Claim” column of that
amendment on form PTO—1360, should be circled in or-
der to call this matter to the examiner’s attention.

Handling of Multiple Dependent
Claims by the Examiner

Should any multiple dependent claim be in an ap-
plication filed prior to January 24, 1978 or includc a
claim association or claim structurc that violates any of
the prohibitions, the claim should be objected to as not
being in proper form as required by 37 CFR 1.75 in the
next Office action. Such an improper claim need not bc
further treated on the merits.

Public Law 94— 131, the implementing legislation for
the Patent Cooperation Treaty amended 35 U.S.C. 112
to state that “a claim in dependent form shall contain a
reference to a claim previously set forth.” The require-
ment to refer to a previous claim had existed only in
37 CFR 1.75(c) before.
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The following procedures are to be followed by ex-
aminers when faced with claims which refer to numeri-
cally succeeding claims:

If any series of dependent claims contains a claim
with an improper reference to a numerically following
claim which cannot be understood, the claim referring to
a following claim should normally be objected to and not
treated on the merits,

. However, in situations where a claim refers to a nu-
-merically following claim and the dependency is clear,
both as presented and as it will be renumbered at issue,
all claims should be examined on the merits and no
objection as to form need be made. In such cases, the ex-
aminer will renumber the claims into proper order at the
time the application is allowed. (See example B, below.)

Any unusual problems should be brought to the su-
pervisor’s attention.

Example A

(Claims 4 and 6 should be objected to as not being un-
derstood and should not be treated on the merits.)
1. Independent
Dependent on claim 5
Dependent on claim 2
“...as in any preceding claim”
Independent
Dependent on claim 4

Example B

NOTE: Parenthetical numerals represent the claim
numbering for issue should all claims be allowed.

(All claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on cither claim 1 (1) or claim 3 (2)

AN o

The following practice is followed by patent exam-
iners when making reference to a dependent claim —
either singular or multiple:

1. When identifying a singular dependent claim
which does not include a reference to a multiple depen-
dent claim, either directly or indirectly, reference should
be made only to the number of the dependent claim.

2. When identifying the embodiments included
within a multiple dependent claim, or a singular depen-
dent claim which includes a reference to a multiple de-
pendent claim, either directly or indirectly, each em-
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bodiment should be identified by using the number of
the claims involved, starting with the highest, to the extent
necessary to specifically identify each embodiment.

3. When all embodiments included within a multi-
ple dependent claim or a singular dependent claim which
includes a reference to a multiple dependent claim, ei-
ther directly or indirectly, are subject to a common rejec-
tion, objection, or requirement, reference may be made
only to the number of the dependent claim.

The following table illustrates the current practice
where each embodiment of each claim must be treated
on an individual basis:

Claim No. Claim dependency Identification
All claims Approved
practice
1 Independent 1 1
2 Depends from 1 2/1 2
3 Depends from 2 321 3
4 Depends from 2 or 3 4/2/1 4/2
4/3/2/1 4/3
5 Depends from 3 5/312/1 5
6 Depends from 2, 3,0or5  6/2/1 6/2
6/3/2/1 6/3
6/5/3/2/1 65 £
7 Depends from 6 7/6/2/1 7/6/2 ’
7/6/3/2/1 7/6/3
716/5/3/2/1 7/6/5

When all embodiments in a multiple dependent
claim situation (claims 4, 6, and 7 abovc) are subject to a
common rejection, objection, or requirements, refer-
ence may be made to the number of the individual de-
pendent claim only. For example, if 4/2 and 4/3 were sub-
ject to a common ground of rejection, reference should
be made only to claim 4 in the statement of that rcjec-
tion.

The provisions of 35 U.S.C.132 requirc that cach
office action make it explicitly clecar what rejection, ob-
jection and/or requirement is applied to each claim em-
bodiment.

Calculation of Fees When Multiple Dependent Claims
Are Presented, Use of Form PTO— 1360

To assist in the computation of the fees for multiple
dependent claims, a separate “Multiple Dependent
Claim Fee Calculation Sheet,” form PTO-1360, has

been designed for use with the current “Patent Applica-

tion Fee Determination Record”, form PTO—-875. Form

600 — 60
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‘,\) PTO-1360 will be placed in the file wrapper by the Ap-

plication Branch where multiple dependent claims are in
the application as filed. If multiple dependent claims are
not included upon filing, but are later added by amend-
ment, the examining group clerical staff will place the
form in the file wrapper. If there are multiple dependent
claims in the application, the total number of indepen-
dent and dependent claims for fee purposes will be calcu-
lated on form PTO-1360 and the total number of claims
and number of independent claims is then placed on
form PTO-875 for final fee calculation purposes.

Calculating Fees for Multiple Dependent Claims
Proper Multiple Dependent Claim

35U.S.C. 41(a), provides that claims in proper multi-
ple dependent form may not be considered as single de-
pendent claims for the purpose of calculating fees. Thus,
a multiple dependent claim is considered to be-that num-
ber of dependent claims to which it refers. Any proper
claim depending directly or indirectly from a multiple
dependent claim is also considered as the number of de-
pendent claims as referred to in the multiple dependent
claim from which it depends.

Improper Multiple Dependent Claim

If any multiple dependent claim is improper, Ap-
plication Branch may indicate that fact by placing an en-
circled numeral “1” in the “Dep. Claims” column of
form PTO-1360. The fee for any improper multiple de-
pendent claim, whether it is defective for either not be-
ing in the alternative form or for being directly or indi-
rectly dependent on a prior multiple dependent claim,
will only be one, since only an objection to the form of
such a claim will normally be made. This procedure also
greatly simplifies the calculation of fees. Any claim de-
pending from an improper multiple dependent claim will
also be considered to be improper and be counted as one
dependent claim.

Fee calculation example

ClaimNo. .................coooiiiiiit, Ind. Dep.
1. Independent ..................... 1

2. Dependentonclaim1 ..................... 1
3. Dependentonclaim2 ................. ..., 1
4. Dependentonclaim2or3 ................. 2
5. Dependentonclaim4 ..................... 2
6. Dependentonclaim5 ..................... 2
7. Dependent onclaim4,50r6 ............... ®

608.01(wn)

8 Dependentonclaim7........oocovveinnn, ®

9. Independent .........cooiiniiinns 1

10. Dependentonclaimlor® .................. 2

1 Dependent on claims 1and9 .............. )
Total 2 13

Comments on Fee Calculation Example

Claim 1 — This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the
“Ind.” column.

Claim 2 — Since this is a claim dependent on a single
independent claim, a numeral “1” is placed opposite
claim number 2 of the “Dep.” column.

Claim3 — Claim 3 is also a single dependent claim,
so a numeral “1” is placed in the “Dep.” column.

Claim 4 — Claim 4 is a proper multiple dependent
claim. It refers directly to two claims in the alternative,
namely, claim 2 or 3. Therefore, a numeral “2” to indi-
cate direct reference to two claims is placed in the
“Dep.” column opposite claim number 4.

Claim 5 — This claim is a singularly dependent claim
depending from a multiple dependent claim. For fee cal-
culation purposes, such a claim is counted as being that
number of claims to which direct reference is made in the
multiple dependent claim from which it depends. In this
case, the multiple dependent claim number 4 it depends
from counts as 2 claims; therefore, claim 5 also counts as
2 claims. Accordingly, a numeral “2” is placed opposite
claim number 5 in the “Dep.” column.

Claim 6 — Claim 6 depends indirectly from a multi-
ple dependent claim 4. Since claim 4 counts as 2 claims,
claim 6 also counts as 2 dependent claims. Consequent-
ly, a numeral “2” is placed in the “Dep.” column after
claim 6.

Claim 7 — This claim is a multiplc dependent claim
since it refers to claims 4, 5, or 6. However, as can be seen
by looking at the “2" in the “Dep.” column opposite
claim 4, claim 7 depends from a multiple dependent
claim. This practice is improper under 35 U.S.C. 112 and
37 CFR 1.75(c). Following the procedure for calculating
fees for improper multiple dependent claims, a numeral
“1” is placed in the “Dep.” column with a circle drawn
around it to alert the examiner that the claim is improp-
er.

Claim 8 — Claim 8 is improper since it depends
trom an improper claim. If the base claim is in error, this
error cannot be corrected by adding additional claims
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depending therefrom. Therefore, a numeral “1” with a
circle around it is placed in the “Dep.” column.

Claim 9 — Here again we have an independent claim
which is always indicated with a numeral “1” in the
“Ind.” column opposite the claim number.

Claim 10 — This claim refers to two independent
claims in the alternative. A numeral “2” is, therefore,
placed in the “Dep.” column opposite claim 10.

Claim 11 — Claim 11 is a dependent claim which re-
fers to two claims in the conjunctive { “1” and “9” ) rather
thanin the alternative { “1” or “9” ). This form is improp-
erunder 35 U.S.C. 112 and 37 CFR 1.75(c). Accordingly,
since claim 11 is improper, an encircled number “1” is
placed in the “Dep.” column opposite Claim 11.

Calculation of Filing Fee Involving
’ Dependent Claims

.After the numbkr of “Ind.” and “Dep.” claims are
noted on form PTO-1360, each column is added. In this
example, there are 2 independent claims and 13 depen-
dent claims or a total of 15 claims. The number of inde-
pendent and total claims can then be placed on form
PTO-875 and the fee calculated.

TREATMENT OF IMPROPER
DEPENDENT CLAIMS

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by persons
other than examiners; it is necessary, at that time, to ac-
cept as dependent virtually every claim which refers to
another claim, without determining whether there is ac-
tually a true dependent relationship. The initial acceptance
of a claim as a dependent claim does not, however, pre-
clude a subsequent holding by the examiner that a claim
is not a proper dependent claim. Any claim which is in
dependent form but which is so worded that it, in fact is
not, as, for example, it does not include every limitation
of the claim on which it depends, will be required to be
cancelled as not being a proper dependent claim; and
cancelation of any further claim depending on such a de-
pendent claim will be similarly required. >Where a
claim in dependent form is not considered to be a proper
dependent claim under 37 CFR 1.75(c), the examiner
should object to such claim under 37 CFR 1.75(c) and re-
quire cancellation of such improper dependent claim or
rewriting of such improper dependent claim in indepen-
dent form. See Ex parte Porter, 25 USPQ2d 1144, 1147
(Bd. of Pat. App. & Inter., 1992) (A claim determined to
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be an improper dependent claim should be treated as a
formal matter, in that the claim should be objected to
and applicant should be required to cancel the claim {or
replace the improper dependent claim with an indepen-
dent claim) rather than treated by a rejection of the claim
under 35 U.S.C. 112, fourth paragraph.).< The appli-
cant may thereupon amend the claims to place them in
proper dependent form, or may redraft them as indepen-
dent claims, upon payment of any necessary additional
fee.

>Claims which are in improper dependent form for
failing to further limit the subject matter of a previous
claim should be objected to under 37 CFR 1.75(c) by us-
ing Form Paragraph 7.36.

1 7.36 Objection, 37 CFR 1.75(c), Impraper Dependent Claim

Claim(1] objected to under 37 CFR 1.75(c), as being of improper
dependent form for failing to further limit the subject matter of a
previousclaim. Applicantisrequired tocancelthe claim(s),oramend the
claim(s) to place the claim(s) in proper dependent form, or rewrite the
claim(s) in independent form. [2].

Examiner Note:

1. Inbracket 2, insert an explanation of what is in the claim and
why it does not constitute a further limitation.

2. Note Ex parte Porter, 25 USPQ2d 1144 for situations where
a method claim is considered to be properly dependent upon a
parent apparatus claim and should not be objected to or rejected
under. 35 U.S.C. 112, fourth paragraph. See also MPEP § 608.01(n),
“Infringement Test” for dependent claims. The test for a proper
dependent claim is whether the dependent claim includes every
limitation of the parent claim. The test is not whether the claims differ
in scope. A proper dependent claim shall not conceivably be infringed
by anything which would not also infringe the basic claim.<

INFRINGEMENT TEST

The test as to whether a claim is a proper dependent
claim is that it shall include every limitation of the claim
from which it depends (35 U.S.C. 112, fourth paragraph)
or in other words that it shall not conceivably be in-
fringed by anything which would not also infringe the ba-
sic claim.

A dependent claim does not lack compliance with
35 U.S.C. 112, fourth paragraph, simply because there is
a question as to (1) the significance of the further limita-
tion added by the dependent claim, or (2) whether the
further limitation in fact changes the scope of the depen-
dent claim from that of the claim from which it depends.
The test for a proper dependent claim under the fourth
paragraph of 35 U.S.C. 112 is whether the dependent
claim includes every limitation of the claim from which it
depends. The test is not one of whether the claims differ
in scope.

600 — 62
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Thus, for example, if claim 1 recites the combination
of elements A, B, C, and D, a claim reciting the structure
of claim 1 in which D was omitted or replaced by E would
not be a proper dependent claim, even though it placed
further limitations on the remaining elements or added
still other elements.

Examiners are reminded that a dependent claim is di-
rected to a combination including everything recited in
the base claim and what is recited in the dependent
clairn. It is this combination that must be compared with
the prior art, exactly as if it were presented as one inde-
pendent claim.

The fact that a dependent claim which is otherwise
proper might relate to a separate invention which would
require a separate search or be separately classified from
the claim on which it depends would not render it an im-

_proper dependent claim, although it might result in a re-

quirement for restriction.

The fact that the independent and dependent claims
are in different statutory classes does not, in itself, ren-
der the latter improper. Thus, if claim 1 recites a specific
product, a claim for the method of making the product of
claim 1 in a particular manner would be a proper depen-
dent claim since it could not be infringed without infring-
ing claim 1. Similarly, if claim 1 recites a method of mak-
ing a product, a claim for a product made by the method
of claim 1 could be a proper dependent claim. On the
other hand, if claim 1 recites a method of making a speci-
fied product, a claim to the product set forth in claim 1
would not be a proper dependent claim if the product
might be made in other ways. Note, that * >although<

~ 37 CFR 1.75(c) requircs the dependent claim to further

limit a preceding claim, this rule does not apply to prod-
uct—by-process claims.

'CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:
2. The product of claim 1 in which . . .

A series of singular dependent claims is permissible
in which a dependent claim refers to a preceding claim
which, in turn, refers to another preceding claim.

A claim which depends from a dependent claim
should not be separated therefrom by any claim which
does not also depend from said “dependent claim.” It
should be kept in mind that a dependent claim may refer
back to any preceding independent claim, These are are
the only restrictions with respect to the sequence of
claims and, in general, applicant’s sequence should not
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be changed. See MPEP § 608.01(j). Applicant may be so
advised by using Form Paragraph 6.18.

9 6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in turn, refers to
another preceding claim.

A claim which depends from a dependent claim should not be
separated by any claim which does not also depend from said dependent
claim. Itshould be kept in mind that a dependent claim may refer to any
precedingindependentclaim. Ingeneral, applicant’ssequence will notbe
changed. See § 608.01(n) MPEP.

During prosecution, the order of claims may change
and be in conflict with the requirement that dependent
claims refer to a preceding claim. Accordingly, the num-
bering of dependent claims and the numbers of preced-
ing claims referred to in dependent claims should be
carefully checked when claims are renumbered upon allow-
ance.

REJECTION AND OBJECTION

If the base claim has been cancelled, a claim which is
directly or indirectly dependent thereon should be re-
jected as incomplete. If the base claim is rejected, the de-
pendent claim should be objected to rather than re-
jected, if it is otherwise allowable.

Form Paragraph 7.43 can be used to state the objec-
tion.

9 7.43 Objection 10 Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a rejected base
claim, butwouid be allowable if rewritten in independent form including
all of the limitations of the base claim and any intervening claims.

608.01(e) Basis for Claim Terminology in
Description

The meaning of every term used in any of the claims
should be apparent from the descriptive portion of the
specification with clear disclosure as to its import; and in
mechanical cases, it should be identified in the descrip-
tive portion of the specification by reference to the draw-
ing, designating the part or parts therein to which the
term applies. A term used in the claims may be given a
special meaning in the description. No term may be given
a meaning repugnant to the usual meaning of the term.

Usually the terminology of the original claims follows
the nomenclature of the specification, but sometimes in
amending the claims or in adding new claims, new terms
are introduced that do not appear in the specification.
The use of a confusing variety of terms for the same thing
should not be permitted.
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New claims and amendments to the claims already in
the case should be scrutinized not only for new matter
but also for new terminology. While an applicant is not
limited to the nomenclature used in the application as
filed, yet, whenever by amendment of his claims, he or
she departs therefrom, he or she should make appropri-
ate amendment of the specification so as to have therein
clear support or antecedent basis for the new terms ap-
pearing in the claims. This is necessary in order to insure
certainty in construing the claims in the light of the speci-
fication, Ex parte Kotler 1901 C.D. 62; 95 O.G. 2684. See
37 CFR 1.75, MPEP § 608.01(i) and § 1302.01.

The specification should be objected to if it does not
provide proper antecedent basis for the claims by using
Form Paragraph 7.44.

9 7.44 Claimed Subject Matter Not in Specification

The specification is objected to as failing to provide proper
antecedent basis for the claimed subject matter. See 37 CFR 1.75(d)(1)
and MPEP § 608.01(0). Correction of the following is required: [1).

608.01(p) Completeness [R—~2]

Newly filed applications obviously failing to dis-
close an invention with the clarity required are dis-
cussed in MPEP § 702.01. '

A disclosure in an application, to be complete, must
contain such description and details as to enable any per-
son skilled in the art or science to which the invention
pertains to make and use the invention as of its filing
date, In re Glass, 492 F2d 1228; 181 USPQ 31 (CCPA
1974).

While the prior art setting may be mentioned in gen-

eral terms, the essential novelty, the essence of the in-

vention, must be described in such details, including pro-
portions and techniques, where necessary, as to enable
those persons skilled in the art to make and utilize the in-
vention.

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
should be of sufficient scope as to justify the scope of the
claims, Markush claims must be provided with support in
the disclosure for each member of the Markush group.
Where the constitution and formula of a chemical com-
pound is stated only as a probability or speculation, the
disclosure is not sufficient to support claims identifying
the compound by such composition or formula.

A complete disclosure should include a statement of
utility. This usually presents no problem in mechanical
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cases. In chemical cases, varying degrees of specificity
are required.

A disclosure involving a new chemical compound or
composition must teach persons skilled in the art how to
make the compound or composition. Incomplete teach-
ings may not be completed by reference to subsequently
filed applications.

For “GUIDELINES FOR EXAMINATION OF
APPLICATIONS FOR COMPLIANCE WITH THE
UTILITY REQUIREMENT OF 35 US.C. 101, see
MPEP § 706.03(a)(1).

For “Overview of Legal Precedent Governing Utility
Requirement”, see MPEP § 2107.

For a discussion of the utility requirement under
35 U.S.C. 112, first paragraph, in drug cases, see MPEP
§ 2164.07(a)(4).

For “Procedural Considerations Related to Utility
Rejections”, see MPEP § 2107.01.

For “Special Considerations for Asserted Therapeu-
tic or Pharmacological Utilities”, see MPEP § 2107.02.

INCORPORATION BY REFERENCE

The Commissioner has considerable discretion in de-
termining what may or may not be incorporated by ref-
erence in a patent application. General Electric Co. v.
Brenner, 407 F2d 1258, 159 USPQ 335 (D.C. Cir. 1968).
The following is the manner in which the Commissioner
has elected to exercise that discretion. Section 1 provides
the guidance for incorporation by reference in applica-
tions which are to issue as U.S. patents. Section 2 pro-
vides guidance for incorporation by reference in benefit
applications; i.e., those domestic (35 U.S.C. 120) or for-
eign (35 U.S.C. 119) applications relied on to cstablish
an earlier effective filing date.

1. Review of Applications Which Are To Issue As Patents.

An application as filed must be complete in it-
self in order to comply with 35 U.S.C. 112. Matcrial ncv-
ertheless may be incorporated by reference, Ex parte
Schwarze, 151 USPQ 426 (Bd. App. 1966). An applica-
tion for a patent when filed may incorporate “essential
material” by reference to (1) a U.S. patent or (2) ** >a
pending< U.S. application **, subject to the conditions
set forth below. “Essential material” is defined as that
which is necessary to (1) describe the claimed invention,
(2) provide an enabling disclosure of the claimed inven-
tion, or (3) describe the best mode (35 U.S.C. 112). In any
application which is to issue as a U.S. patent, essential
material may not be incorporated by reference to (1)
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patents or applications published by foreign countries or
a regional patent office, (2) non—patent publications,
(3) a U.S. patent or application which itself incorporates
“essential material” by reference, or (4) a foreign ap-
plication. See In re Fouche, 439 F2d 1237, 169 USPQ 429
(CCPA 1971).

Nonessential subject matter may be incorporated by
reference to (1) patents or applications published by the
United States or foreign countries or regional patent
offices, (2) prior filed, commonly owned U.S. applica-
tions, or (3) non—patent publications. Nonessential sub-
ject matter is subject matter referred to for purposes of
indicating the background of the invention or illustrating
the state of the art.

:Mere reference to another application, patent, or

“ publication is not an incorporation of anything therein

into .the application containing such reference for the
purpose of the disclosure required by 35 U.S.C. 112, first
paragraph.. In re de Seversky, 474 F.2d 671, 177 USPQ
144, (CCPA 1973). In addition to other requirements for
an application, the referencing application should in-
clude an identification of the referenced patent, applica-
tion, or publication. Particular attention should be di-
rected to specific portions of the referenced document
where the subject matter being incorporated may be
found. Guidelines for situations where applicant is per-
mitted to fill in a number for Serial No. left
blank in the application as filed can be found in In re
Fouche, 439 F2d 1237, 169 USPQ 429 (CCPA 1971)
{Abandoned applications less than 20 years old can be
incorporated by reference to same extent as copending
applications; both types are open to public upon refer-
encing application issuing as a patent).

Complete Disclosure Filed

If an application is filed with a complete disclosure,
essential material may be canceled by amendment and
may be substituted by reference to a U.S. patent or >an
earlier filed< pending >U.S.< application **. The
amendment must be accompanied by an affidavit or dec-
laration signed by the applicant, or a practitioner repre-
senting the applicant, stating that the material cancelled
from the application is the same material that has been
incorporated by reference.

sk

If an application >as filed< incorporates essential
material by reference to a U.S. patent or a pending and
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commeonlyowned * U.S. application **, applicant may be
required prior to examination to furnish the Office with
a copy of the referenced material together with an affi-
davit or declaration exccuted by the applicant, or a prac-
titioner representing the applicant, stating that the copy
consists of the same material incorporated by reference
in the referencing application. However, if a copy of a
printed U.S. patent is furnished, no affidavit or declara-
tion is required.
k23

>Prior to allowance of an application that incorpo-
rates essential material by reference to a pending U.S.
application, the examiner shall determine if the refer-
enced application has issued as a patent. If the refer-
enced application has issued as a patent, the examiner
shall enter the U.S. Patent No. of the referenced applica-
tion in the specification of the referencing application
(see MPEP § 1302.04). If the referenced application has
not issued as a patent,< applicant will be required to
amend the disclosure of the referencing application to
include the material incorporated by reference. The
amendment must be accompanied by an affidavit or dec-
laration executed by the applicant, or a practitioner rep-
resenting the applicant, stating the amendatory material
consists of the same material incorporated by reference
in the referencing application.

Improper Incorporation

The filing date of any application wherein essential
material is improperly incorporated by reference to a
foreign application or patent or to a publication will not
be affected because of the reference. In such a case, the
applicant will be required to amend the specification to
include thc material incorporated by reference. The fol-
lowing form paragraphs may be used.

1 6.19 Incorporation by Reference, Foreign Patent or Applica-
tion

The incorporation of essential material by reference to a foreign
application or foreign patent or to a publication inserted in the
specification is improper. Applicant is required to amend the disclosure
toinclude the materialincorporatedbyreference. Theamendment must
be accompanied by an affidavitor declaration executed by the applicant,
or apractitioner representing the applicant, stating that the amendatory
material consists of the same material incorporated by reference in the
referencing application. fn re Hawkins, 486 F. 2d 569, 179 USPQ
157 (CCPA 1973); In re Hawkins, 486 F. 2d 579, 179 USPQ 163 (CCPA
1973); In re Hawkins, 486 F. 2d 577, 179 USPQ 167 (CCPA 1973).

Q1 6.19.>0<] Improper Incorporation by Reference
The attempt to incorporate subject matter into this application by
reference to [1] is improper because [2].
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Examiner Note:

1. Inbracket 1,identify the document suchas application or patent
number or other identification,

2, In bracket 2, give reason why it is improper.

The amendment must be accompanied by an affida-
vit or declaration executed by the applicant, or a practi-
tioner representing the applicant, stating that the amen-
datory material consists of the same material incorpo-
rated by reference in the referencing application. In
re Hawkins, 486 F.2d 569, 179 USPQ 157 (CCPA 1973);
Inre Hawkins, 486 F.2d 579,179 USPQ 163 (CCPA 1973);
In re Hawkins, 486 F2d 577, 179 USPQ 167, (CCPA
1973).

Reliance on a commonly assigned copending applica-
tion by a different inventor may ordinarily be made for
the purpose of completing the disclosure. See In re Fried,
329 F2d 323, 141 USPQ 27, (CCPA 1964), and General
Electric Co. v. Brenner, 407 F.2d 1258, 159 USPQ 335
(D.C. Cir 1968).

Since a disclosure must be complete as of the filing
date, subsequent publications or subsequently filed ap-
plications cannot be relied on to establish a constructive
reduction to practice or an enabling disclosure as of the
filing date. In re Glass, 492 F2d 1228, 181 USPQ
31 (CCPA 1974); In re Scarbrough, 500 F2d 560, 182
USPQ 298 (CCPA 1974); White Consolidated Industries,
Inc. v. Vega Servo—Control, Inc., 713 F2d 788, 218 USPQ
961 (Fed. Cir. 1983).

2. Review of Applications Which Are Relied on To
Establish an Earlier Effective Filing Date.

The limitations on the material which may be incor-
porated by reference in U.S. patent applications which
are to issue as U.S. patents do not apply to applications
relied on only to establish an earlier effective filing date
under 35 U.S.C. 119 or 35 U.S.C. 120. The reason for in-
corporation by reference practice with respect to ap-
plications which are to issue as U.S. patents is to provide
the public with a patent disclosure which minimizes the
public’s burden to search for and obtain copies of docu-
ments incorporated by reference which may not be
readily available. Through the Office’s incorporation by
reference policy, the Office ensures that reasonably
complete disclosures are published as U.S. patents

The same policy concern does not apply where the
sole purpose for which an applicant relies on an earlier
U.S. or foreign application is to establish an earlier filing
date. Incorporation by reference in the earlier applica-
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tion of (1) patents or applications published by foreign
countries or regional patent offices, (2) nonpatent publi-
cations, (3) a U.S. patent or application which itself in-
corporates “essential material” by reference, or (4) a
foreign application, is not critical in the case of a
“benefit” application.

‘When an applicant, or a patent owner in a reexamina-
tion or interference, claims the benefit of the filing date
of an earlier application which incorporates material by
reference, the applicant or patent owner may be re-
quired to supply copies of the material incorporated by
reference. For example, an applicant may claim the
benefit of the filing date of a foreign application which
itself incorporates by reference another earlier filed for-
eign application. If necessary, due to an intervening ref-
erence, applicant should be required to supply a copy of
the earlier filed foreign application, along with an En-
glish language translation. A review can then be made of
the foreign application and all material incorporated by
reference to determine whether the foreign application
discloses the invention sought to be patented in the man-
ner required by the first paragraph of 35 U.S.C. 112 so
that benefit may be accorded, In re Gosteli, 872 F2d
1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

* SIMULATED OR PREDICTED TEST RESULTS
OR PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical
examples (paper examples) are permitted in patent ap-
plications. Working examples correspond to work actu-
ally performed and may describe tests which have actual-
ly been conducted and results that were achieved. Paper
examples describe the manner and process of making an
embodiment of the invention which has not actually
been conducted. Paper examples should not be repre-
sented as work actually done. No results should be repre-
sented as actual results unless they have actually been
achieved. Paper examples should not be described using
the past tense.

NOTE. For problems arising from the designation of
materials by trademarks and trade names, sece MPEP
§ 608.01(v).

608.01(q) Substitute or Rewritten
Specification [R—3]

37 CFR 1.125. Substitute specification.
If the number or nature of the amendments shall render it difficult
to consider the case, or to arrange the papers for printing or copying, the

600 — 66




N’

PARTS, FORM, AND CONTENT OF APPLICATION

examiner may require the entire specification, including the claims, or
any part thereof, to be rewritten. A substitute specification may not be
accepted unless it has been required by the examiner or unless it is clear
to the examiner that acceptance of a substitute specification would
facilitate processingof the application. Any substitute specification filed
must be accompanied by a statement that the substitute specification
includes no new matter. Such statement must be a verified statement if
made by a person not registered to practice before the Office.

The specification is sometimes in such faulty English
that a new specification is necessary; in such instances, a
new specification should be required.

Form Paragraph 6.28 may be used * where the specifi-
cation is in faulty English.

9 6.28 Idiomatic English

A substitute specification in proper idiomatic English and in
compliance with 37 CFR 1.52 (a) and (b) is required. The substitute
specification filed must be accompanied by a statement that it contains
nonew matter. Suchstatement must be a verified statement ifmade by a
person not registered to practice before the Office.

Form Paragraph 6.28.01 may be used to require a sub-
stitute specification for reasons other than faulty
English.

9 6.28.01 Substitute Specification

A subatitute specification is required because [1}. The substitute
specification filed must be accompanied by a statement that it contains
no new matter. Such statement must be a verified statement if made by a
person not registered to practice before the Office.

Examiner Note:

1.In bracket 1, insert clear and concise examples of why a new
specification is required.

2. A new specification is required if the number or nature of the
amendments render it difficult to consider the application or to arrange
the papers for printing or copying, 37 CFR 1.125.

3. See also form paragraph 13.01 for partial rewritten specifica-
tion.

Under current practice, substitute specifications may
be voluntarily filed by the applicant if desired. A substi-
tute specification will normally be accepted by the Office
even if it has not been required by the examiner. Substi-
tute specifications will be accepted if applicant submits
therewith a marked—up copy which shows the portions
of the original specification which are being added and
deleted and a statement that the substitute specification
includes no new matter and that the substitute specifica-
tion includes the same changes as are indicated in the
marked—~up copy of the criginal specification showing
additions and deletions. Such statement must be a veri-
fied statement if made by a person not registered to prac-
tice before the Office. Additions should be clearly indi-
cated in the marked —up copy such as by underlining, and
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deletions should be indicated between brackets. Ex-
aminers may also require a substitute specification
where it is considered to be necessary.

>Form Paragraphs 6.28.02 and 6.28.03 may be used
where an applicant submits a substitute specification
without the necessary supporting documentation.

9 6.28.02 Substitute Specification Not Entered, No Marked -~
Up Copy

The substitute specification filed [1] has not been entered because
it does not conform to MPEP § 608.01(q), which requires the submis-
sion of a marked —up copy which shows additions to and/or deletions
from the criginal specification.

9 6.28.03 Substitute Specification Not Entered, No Statement

The substitute specification filed {1] has not been entered because
it does not conform to MPEP § 608.01(q), which requires applicant to
submnit therewith a statement that the substitute specification includes
the same changes as are indicated in the marked - up copy of the original
specification showing additions and/or deletions. Such statement must
be a verified statement if made by a person not registered to practice
before the Office.<

However, any substitute page of the specification, or
entire specification, filed must be accompanied by a
statement indicating that no new matter was included.
The statement must be verified if made by a person not
registered to practice before the Office. There is no ob-
ligation on the examiner to make a detailed comparison
between the old and the new specifications for determin-
ing whether or not new matter has been added. If, how-
ever, an examiner becomes aware that new matter is
present, objection thereto should be made.

The filing of a substitute specification rather than
amending the original application has the advantage for
applicants of eliminating the need to prepare an amend-
ment of the specification. If word processing equipment
is used by applicants, substitute specifications can be eas-
ily prepared. The Office reccives the advantage of saving
the time needed to enter amendments in the specifica-
tion and a reduction in the number of printing errors.

A substitute specification should normally be en-
tered. See MPEP § 714.20.

New matter in amendment, see MPEP § 608.04.

Application prepared for issue, see MPEP § 1302.02.

608.01(r) Derogatory Remarks About Prior
Axt Specification
The applicant may refer to the general state of the art
and the advance thereover made by his or her invention,

but he or she is not permitted to make derogatory re-
marks concerning the inventions of others. Derogatory
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remarks are statements disparaging the products or pro-
cesses of any particular person other than the applicant,
or statements as to the merits or validity of applications
or patents of another person. Mere comparison with the
prior art are not considered to be disparaging, per se.

608.01(s) Restoration of Cancelled Matter

Cancelled text in the specification or a cancelled
claim can be restored only by presenting the cancelled
matter as a new insertion. See 37 CFR 1.124, MPEP
§714.24.

608.01(t) Use in Subsequent Application

A reservation for a future application of subject mat-
ter disclosed but not claimed in a pending application
will not be permitted in the pending application, 37 CFR
1.79, MPEP § 608.01(e).

No part of a specification can normally be transferred
to another application. Drawings may be transferred to
another application only upon the granting of . petition
filed under the provisions of 37 CFR 1.182.

608.01(w) Use of Formerly Filed Incomplete
Application

Parts of an incomplete application which have been
retained by the Office may be used as part of a complete
application if the missing parts are later supplied. See
MPEP § 506 and § 506.01.

608.601(v) Trademarks and Names Used in
Trade [R—-2]

The expressions “trademarks” and “names used in
trade” as used below have the following meanings:

Trademark: a word, letter, symbol, or device adopted
by one manufacturer or merchant and used to identify
and distinguish his or her product from those of others.
It is a proprietary word pointing distinctly to the product
of one producer.

Names Used in Trade: a nonproprietary name by
which an article or product is known and called among
traders or workers in the art, although it may not be so
known by the public, generally. Names used in trade do
not point to the product of one producer, but they identi-
fy a single article or product irrespective of producer.

Names used in trade are permissible in patent ap-
plications if:
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(1) Their meanings are established by an accompa-
nying definition which is sufficiently precise and definite
to be made a part of a claim, or

(2) In this country, their meanings are well—known
and satisfactorily defined in the literature.

Condition (1) or (2) must be met at the time of filing
of the complete application.

TRADEMARKS

The relationship between a trademark and the prod-
uct it identifics is sometimes indefinite, uncertain, and
arbitrary. The formula or characteristics of the product
may change from time to time and yet it may continue to
be sold under the same trademark. In patent specifica-
tions, every element or ingredient of the product should
be set forth in positive, exact, intelligible language, so
that there will be no uncertainty as to what is meant.
Arbitrary trademarks which are liable to mean different
things at the pleasure of manufacturers do not constitute
such language; Ex Parte Kattwinkle, 12 USPQ 11 (Bd.
Apps. 1931).

However, if the product to which the trademark re-
fers is ** set forth in such language that its identity is
clear, the examiners are authorized to permit the use of
the trademark if it is distinguished from common de-
scriptive nouns by capitalization. If the trademark has a
fixed and definite meaning, it constitutes sufficient iden-
tification unless some physical or chemical characteristic
of the article or material is involved in the invention. In
that event, as also in those cases where the trademark has
no fixed and definite meaning, identification by scientif-
ic or other explanatory language is necessary; In re
Gebauer—Fuelnegg, 50 USPQ 125 (CCPA 1941).

The matter of sufficiency of disclosure must be de-
cided on an individual case—by--case basis, In re
Metcalfe and Lowe, 161 USPQ 789; 869 O.G. 691 (CCPA
1969).

Where the identification of a trademark is intro-
duced by amendment, it must be restricted to the charac-
teristics of the product known at the time the application
was filed to avoid any question of new matter.

If proper identification of the product sold under a
trademark, or a product referred to only by a name used
in trade, is omitted from the specification and such iden-
tification is deemed necessary under the principles set
forth above, the examiner should hold the disclosure in-
sufficient and reject on the ground of insufficient dis-
closure any claims based on the identification of the
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product merely by trademark or by the name used in
trade. If the product cannot be otherwise defined, an
amendment defining the process of its manufacture may
be permitted. Such amendments must be supported by
satisfactory showings establishing that the specific na-

ture or process of manufacture of the product as set forth

in the amendment was known at the time of filing of the

-application.

Although the use of trademarks having definite

‘meanings is permissible in patent applications, the pro-

prietary nature of the marks should be respected. Trade-
marks should be identified by capitalizing **>each let-
ter of the mark <. Every effort should be made to prevent
their use in any manner which might adversely affect
their validity as trademarks,

Form Paragraph 6.20 may be used.

9 6.20 Trademarks and Their Use.

~ The useof the trademark [1] has been noted in this application. It
should be capitalized wherever it appears and be accompanied by the
generic terminology.

" Although the use of trademarks is permissible in patent applica-
tions, the proprietary nature of the marks should be respected and every
effort made to prevent their use in any manner which might adversely
affect their validity as trademarks.

Examiner Note:
Capitalize each letter of the word in the bracket.

The examiner should not permit the use of language
such as “the product X (a descriptive name) commonly
known as Y (trademark)” since such language does not
bring out the fact that the latter is a trademark. Lan-
guage such as “the product X (a descriptive name) sold
under the trademark Y” is permissible.

The use of a trademark in the title of an application
should be avoided as well as the use of a trademark
coupled with the word “type”; i.e., “Band~Aid type ban-
dage.”

>In the event that the proprietary trademark is a
“device” depicted in a drawing, either the brief descrip-
tion of the drawing or the detailed description of the
drawing should specify that the “device” is a registered
trademark of Company X.<

The owner of a trademark may be identified in the
specification,

Group directors should reply to all trademark misuse
complaint letters and forward a copy to the editor of this
manual,

See Appendix I for a partial listing of trademarks and
the particular goods to which they apply.
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INCLUSION OF COPYRIGHT OR
MASK WORK NOTICE IN PATENTS

37 CFR 1.71 Detailed description ...

BERGE

(d) A copyright or mask work notice may be placed in a design or
utility patent application adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclosure. For notices in drawings, see 1.84(s).
The contentof the notice mustbe limited to only those elementsrequired
by law. For example, “©1983 John Doe” (17 U.S.C. 401) and “M John
Doe” (17 US.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask work, respec-
tively. Inclusion of acopyright or mask work notice willbe permitted only
if the authorization language set forth in paragraph (e} of this section is
included at the beginning (preferably as the first paragraph) of the
specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to (copyright or mask work) protection. The
(copyright or mask work) owner has no objection to the facsimile
reproduction by anyone of the patent documentor the patentdisclosure,
as it appears in the Patent and Trademark Office patent file or records,
but otherwise reserves all (copyright or mask work) rights whatsoever.

ba il ty

37 CFR 1.84 Standards for drawings

wRGER

(s) Copyright or Mask Work Notice. A copyright or mask work

notice may appear in the drawing, but must be placed within the sight of
the drawing immediately below the figure representing the copyright or
mask work material and be limited to letters having a print size of .32 cm.
to .64 cm. (1/8 to 1/4 inches) high. The content of the notice must be
limited to only those elements provided for by law. For example, “©1983
JohnDoe” (17U.S.C.401) and “M John Doe” (17 U.S.C. 909) would be
properly limited and, under current statutes, legally sufficient notices of
copyright and mask work, respectively. Inclusion of a copyright or mask
work notice will be permitted only if the authorization language set forth
in § 1.71(e) is included at the beginning (preferably as the first
paragraph) of the specification.

RwE R

The Patent and Trademark Office will permit the in-
clusion of a copyright or mask work notice in a design or
utility patent application, and thereby any patent issuing
therefrom,which discloses material on which copyright
or mask work protection has previously been estab-
lished, under the following conditions:

(1) The copyright or mask work notice must be
placed adjacent to the copyright or mask work material.
Therefore, the notice may appear at any appropriate
portion of the patent application disclosure, including
the drawing. However, if appecaring in the drawing, the
notice must comply with 37 CFR 1.84(s). If placed on
a drawing in conformance with these provisions, the
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notice will not be objected to as extraneous matter under
37CFR 1.84.

(2) The content of the notice must be limited to
only those elements required by law. For example,
“©1983 John Doe”(17 U.S.C. 401) and “M John Doe”
(35 US.C. 909) would be properly limited, and under
current statutes, legally sufficient notices of copyright
and mask work respectively.

(3) Inclusion of a copyright or mask work notice will
be permitted only if the following authorization in
37 CFR 1.71(e) is included at the beginning (preferably
as the first paragraph) of the specification to be printed
for the patent:

A portion of the disclosure of this patent docu-
ment contains material which is subject to [copy-
right or mask work] protection. The [copyright or
mask work] owner has no objection to the facsim-
ile reproduction by any one of the patent disclo-
sure, as it appears in the Patent and Trademark
Office patent files or records, but otherwise re-
serves all [copyright or mask work] rights whatso-
ever.

(4) Inclusion of a copyright or mask work notice af-
ter a Notice of Allowance has been mailed will be per-
mitted only if the criteria of 37 CFR 1.312 have been sat-
isfied.

The inclusion of a copyright or mask work notice in a
design or utility patent application, and thereby any pat-
ent issuing therefrom, under the conditions set forth
above will serve to protect the rights of the author/inven-
tor, as well as the public, and will serve to promote the
mission and goals of the Patent and Trademark Office.
Therefore, the inclusion of a copyright or mask work no-
tice which complies with these conditions will be per-
mitted. However, any departure from these conditions
may result in a refusal to permit the desired inclusion. If
the authorization required under condition (3) above
does not include the specific language “(t)he [copyright
or mask work] owner has no objection to the facsimile re-
production by anyone of the patent document or the pat-
ent disclosure, as it appears in the Patent and Trademark
Office patent files or records,...” the notice will be ob-
jected to as improper by the examiner of the application.
If the examiner maintains the objection upon reconsid-
eration, a petition may be filed in accordance with
37CFR 1.181.
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608.02 Drawing [R—3]

35 U.S.C. 113. Drawings.

The applicant shall furnish a drawing where necessary for the
understanding of the subject matter to be patented. When the nature of
such subject matter admits of illustration by a drawing and the applicant
has not furnished such a drawing, the Commissioner may require its
submission within a time period of not less than two months from the
sending of a notice thereof. Drawings submitted after the filing date of
the application may not be used (i) to overcome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or (ii) to supplement the original
disclosure thereof for the purpose of interpretation of the scope of any
claim.

37 CFR 1.81. Drawings required in patent application.

(a) Theapplicantfor apatentisrequired tofurnisha drawing ofhis
or her invention where necessary for the understanding of the subject
matter sought to be patented; this drawing , or a high quality copy
thereof, must be filed with the application. Since corrections are the
responsibilityofthe applicant, the original drawing(s) shouldberetained
by the applicant for any necessary future correction.

(b) Drawings may include illustrations which facilitate an under-
standing of the invention (for example, flow sheets in cases of processes,
and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being necessary
for the understanding of the subject matter and the applicant has not
furnisbed such a drawing, the examiner will require its subrmission within
atime period of not less than two months from the date of the sending of
a notice thereof.

(d) Drawings submitted after the filing date of the application may
not beused to overcome any insufficiency of the specification due tolack
of an enabling disclosure or otherwise inadequate disclosure therein, or
to supplement the original disclosure thereof for the purpose of
interpretation of the scope of any claim.

37 CFR 1.84. Standards for drawings.

(a) Drawings. There are two acceptable categories for presenting
drawings in utility patent applications:

(1) Black ink. Black and white drawings are normally required.
Indiaink, oritsequivalent that securessolid black lines, must be used for
drawings, or

(2) Color. On rare occasions, color drawings may be necessary as
the only practical medium by which to disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings; and

(iii) The specification must contain the followinglanguage as the
first paragraph in that portion of the specification relating to the brief
description of the drawing:

“The file of this patent contains at least one drawing executed in color.
Copiesof this patentwith color drawing(s) will be provided by the Patentand
Trademark Office upon request and payment of the necessary fee.”

Ifthelanguageisnotinthespecification, aproposed amendment to
insert the language must accompany the petition.
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(b) Bhotograpbs.

(1) Blackand white. Photographs are not ordinarily permitted in
utility and design patent applications. However, the Office will accept
photographs in utility and design patent applications only after granting
apetition filed under this paragraph which requests that photographsbe

+ accepted. Any such petition must include the following:

(i) The appropriate fee set forth in § 1.17(h); and
(ii) Three (3) sets of photographs.

Photographs must ejther be developed on double weight photo-
graphic paper or be permanently mounted on bristol board. The
photographs must be of sufficient quality so that all detsilsin the drawing
are reproducible in the printed patent.

(2) Calor. Color photographs will be accepted in utility patent
applications if the conditions for accepting color drawings have been

satisfied. See paragraph (a)(2) of this section.

**>(c) Identification of drawings. Identifyingindicia, if provided,
should include the application number or the title of the invention,
inventor’s name, docket number (if any), and the name and telephone
number of a person to callif the Office is unable to match the drawings to
the proper application. This information should be placed oa the back of
each sheet of drawings a minimum distance of 1.5 cm. (5/8 inch) down
from the top of the page. In addition, a reference to the application
number, or, if an application number has not been assigned, the
inventor’s name, may be included in the lefi—hand corner provided that
the reference appears within 1.5cm. (9/16 inch) from the top of the
sheet.<

(d) Graphic forms in drawings. Chemical or mathematical formulae,
‘tables, and waveforms may be submitted as drawings and are subject to the
same Tequirements as drawings. Each chemical or mathematical formula
must be Iabeled as a separate figure, using bracketswhen necessary, to
show that information is properly integrated. Each group of waveforms
must be presented as a single figure, using a common vertical axis with time
extending along the horizontal axis. Each individual waveform discussed in
the specification must be identified with a separate letter designation
adjacent to the vertical axis.

(¢) Typeof paper. Drawings submitted to the Office mustbe made
on paper which is flexible, strong, white, smooth, nonshiny, and
durable. All sheets must be free from cracks, creases, and folds. Only
one side of the sheet shall be used for the drawing. Each sheet must be
reasonably free from erasures and must be free from alterations,
overwritings, andinterlineations, Photographsmust either be developed
ondoubleweightphotographicpaperorbepermanentlymountedon
bristolboard. See paragraph (b) of this section for other requirements
for photographs.

** >(f)Size of paper. All drawing sheetsin an application must be
the same size. Onc of the shorter sides of the sheetisregarded asits
top. The size of the sheets on which drawings are made must be:

(1) 21.0cm. by 29.7 cm. (DIN size A4), or
(2) 21.6cm. by 27.9 cm. (8 1/2 by 11 inches).

() Margins. The sheets must notcontain frames around the sight;
i.e., the usable surface, but should have scan target points, i.c.,
cross—hairs, printed on two catercorner margin corners. Each sheet
must include a top margin of atleast 2.5 c¢m. (1 inch),aleft side margin
of at least 2.5 cm. (1 inch), a right side margin of at least 1.5 cm.
(9/16 inch), and abottom marginof atleast 1.0 cm. (3/8 inch), thereby
leaving a sight no greater than 17.0 ¢m. by 26.2 ¢cm. on 21.0 cm. by
29.7 cm. (DIN size A4) drawing sheets, and a sight no greater than
17.6 cm.by24.4 cm. (6 15/16 by 95/8 inches)on21.6 cm.by27.9 cm.
(8 1/2by 11 inch) drawing sheets. <

608.02

(h) Vigws. The drawing must contain as manyviewsasnecessary (o
show the invention. The views may be plam, elevation, section, or
perspective views, Detail views of portions of elements, on a larger scale
if necessary, may also be used. All views of the drawing must be grouped
together and arranged on the sheet(s) without wasting space, preferably
in an upright position, clearly separated from one another, and must not
be included in the sheets containing the specifications, claims, or
abetract. Views must not be connected by projection lines and must not
containcenter lines. Waveforms of electrical signalsmaybe connectedby
dashed lines to show the relative timing of the waveforms.

(1) Exploded views. Exploded views, with the separated parts
embraced by a bracket, to show the relationship or order of asserbly of
variouspartsare permissible. Whenan explodedviewis showninafigure
whichis on the same sheet as another figure, the exploded view should be
placed in brackets.

(2) Partial views. When necessary, a view of a large machine or
device initsentirety may be brokeninto partial views on a single sheet, or
extended over several sheetsif there is no lossin facility of understanding
the view. Partial views drawn on separate sheets must always be capable
of being linked edge to edge so that no partial view contains parts of
another partialview. Asmallerscaleviewshouldbe included showing the
whole formed by the partial views and indicating the positions of the
parts shown. When a portion of a view is enlarged for magnification
purposes, the view and the enlarged view must each be labeled as
separate views.

(i) Where views on two or more sheets form, in effect, a single
complete view, the views on the several sheets must be so arranged that
the complete figure can be assembled without concealing any part of any
of the views appearing on the various sheets.

(if) Averylongviewmaybe divided intoseveral parts placedone
abovethe otheronasingle sheet. However, therelationship between the
different parts must be clear and unambiguous.

(3) Sectional views. The plane upon which a sectional view is
taken should be indicated on the view from which the sectionis cutby a
broken line. The ends of the broken line should be designated by Arabic
orRomannumeralscorrespondingtotheviewnumberofthesectional
view, and should have arrows to indicate the direction of sight.
Hatching mustbe used toindicate section portionsofan object,and
must be made by regularly spaced obiique parallel lines spaced
sufficiently apart to enable the lines to be distinguished without
difficulty. Hatching should notimpede the clear reading of the reference
charactersand leadlines. Ifitisnot possible to place reference characters
outside the hatched area, the hatching may be broken off wherever
reference characters are inserted. Hatching must be at a substantial
angle to the surrounding axes or principal lines, preferably 45°. A cross
section must be set out and drawn to show all of the materials as they are
shown in the view from which the cross section was taken. The parts in
cross section must show proper material(s) by hatching with regularly
spaced parallel oblique strokes, the space between strokes being chosen
on the basis of the total area to be hatched. The various parts of a cross
section of the same item should be hatched in the same manner and
should accurately and graphically indicate the nature of the material(s)
that is illustrated in cross section. The hatching of juxtaposed different
elements must be angled in a different way. In the case of large areas,
hatching may be confined to an edging drawn around the entire inside of
the outline of the area to be hatched. Different types of hatching should
have different conventional meanings asregards the nature of a material
seen in Cross section.

(4) Alterpate position. A moved position may be shown by a

broken line superimposed upon a suitable view if this can be done
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without crowding; otherwise, a separate view must be used for this
purpase.

(5) Modified forms. Modified forms of construction must be
shown in separate views.

() Arrangement. of views. One view must not be placed upon
another or within the outline of another. All views oa the same sheet
should stand in the same direction and, if possible, stand so that they can be
read with the sheet held in an upright position. If views wider than the
width of the sheet are necessary for the clearest illustration of the
invention, the sheet may be turned on its side so that the top of the
sheet, withtheappropriatetopmargintobeusedasthe headingspace,
is on the right— hand side. Words must appear in a horizontsl,
left—to—right fashion when the page is either upright or turned so that
the top becomes the right side, except for graphs utilizing standard
scientific convention to denote the axis of abscissas (of X) and the azis of
ordinates (of Y).

- (DViewfor Official Gazette. One of the views should be suitable
for publication in the Official Gazette as the illustration of the invention.

(k) Scale.

(1) Thescale to which adrawing is made must be large enoughto
show the mechanism without crowding when the drawing is reduced in
size to two—thirds in reproduction. Views of portions of the mechanism
on a lagger scale should be used when necessary to show details cleasly.
‘Twoor more sheets may be used if one does not give sufficient room.
The number of sheets should be kept to a minimusm.

(2) When approved by the examiner, the scale of the drawing
may be graphically represented. Indications such as “actual size” or
“scale 1/2” on the drawings, are not permitted, since these lose their
meaning with reproduction in a different format.

(3) Elements of the same view must be in proportion to each
other, unless a difference in proportion is indispensable for the clarity of
the view. Instead of showing elements in different proportion, a
supplementary view may be added giving a larger —scale illustration of
theelement of the initial view. The enlarged elementshown in the second
view should be surrounded by a finiely drawn or “dot—dash” circle in the
first view indicating its location without obscuring the view.

.. (DCharacter of lines, numbers. and letters. All drawings must be
made .by a process which will give them satisfactory reproduction
characteristics. Every line, number, and letter must be durable, clean,
black (except for color drawings), sufficiently dense and dark, and
uniformly thick and well--defined. The weight of all lines and letters
must be heavy enough to permit adequate reproduction. This require-
ment applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views. Lines and strokes of
different thicknesses may be used in the same drawing where different
thicknesses have a different meaning.

(m)Shading. The use of shading in views is encouraged if it aids
in understanding the invention and if it does not reduce legibility.
Shading is used o indicate the surface or shape of spherical, cylindrical,
and conical elements of an object. Flat parts may also be lightly shaded.
Such shading is preferred in the case of parts shown in perspective,
but not for cross sections. See paragraph (h)(3) of this section. Spaced
lines for shading are preferred. These lines must be thin, as few in
number as practicable, and they must contrast with the rest of the
drawings. As a substitute for shading, heavy lines on the shade side of
objects can be used except where they superimpose on each other or
obscure reference characters. Light should come from the upper left
corner at an angle of 45°. Surface delineations should preferably be
shown by proper shading. Solid black shading areas are not permitted,
except when used to represent bar graphs or color.
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(n) Symbols, Graphical drawing symbols may be used for con-
ventional elements when appropriate. The elements for which such
symbols and labeled representations are used must be adequately
identified in the specification. Known devices should be illustrated
by symbols which have a universally recognized conventional meaning
and are generally accepted in the art. Other symbols which are not
universally recognized may be used, subject 10 approval by the Office,
if they are not likely to be confused with existing conventional symbols,
and if they are readily identifisble.

(o) Legends. Suitable descriptive legends may be used, or may
be required by the Examiner, where necessary for understanding of
the drawing, subject to appraval by the Office. They should contain as
few words as possible.

(p) Numbers, letters, and reference characters.

(1) Reference characters (numerals are preferred), sheet
numbers, and view numbers must be plain and legible, and must not
be used in association with brackets or inveried commas, or enclosed
within cutlines, e.g., encircled. They must be oriented in the same
direction as the view so 2s to avoid having to rotate the sheet. Reference
characters chould be arranged to follow the profile of the object
depicted.

(2) The English alphabet must be used for letters, except where
another alphabet is customarily used, such as the Greek alphabet to
indicate angles, wavelengths, and mathematical formulas.

(3) Numbers, letters, and reference characters must measure at
least .32 cm. (1/8 inch) in height. They should not be placed in the
drawing so as to interfere with its comprehension. Therefore, they
should not cross or mingle with the lines. They should not be placed
upon hatched or shaded surfaces. When necessary, such as indicating a
surface or cross section, a reference character may be underlined and a
blankspacemaybeleftinthehatchingorshadingwherethe character
occurs so that it appears distinct.

(4) The same part of an invention appearing in more than one
view of the drawing must always be designated by the same reference
character, and the same reference character must never be uscd to
designate different parts.

(5) Reference characters not mentioned in the description shall
not appear in the drawings. Reference characters mentioned in the
description must appear in the drawings.

(q) Lead lines. Lead lines are those lines between the reference
characters and the details referred to. Such lines may be straight or
curved and should be as short as possible. They must originate in the
immediate proximityofthe reference character andextendtothe feature
indicated. Lead lines must not cross each other. Lead linesare required
for each reference character except for those which indicate the surface
or cross section on which they are placed. Such a reference character
must be underlined to make it clear that a lead line has not been left out
by mistake. Lead lines must be executed in the same way as lines in the
drawing. See paragraph (1) of this section.

(r) Arrows. Arrows may be used at the ends of lines, provided
that their meaning is clear, as follows:

(1) On a lead line, a freestanding arrow to indicate the entire
section towards which it points; ’

(2) Onaleadline, an arrowtouching a line to indicate the surface
shown by the line looking along the direction of the arrow; or

(3) To show the direction of movement.

(s) Copvright or Mask Work Notice. A copyright or mask work
notice may appear in the drawing, but must be placed within the sight of
the drawing immediately below the figure representing the copyright or
mask work material and be limited to letters having a printsize of 32 cm.
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) 10.64 cm. (1/8 to 1/4 inches) high. The content of the notice must be

limited to only those elements provided for by law. For example, * ©1983
John Doe” (17 U.S.C. 401) and “*M* John Doe” (17 U.S.C. 909) would
be properly limited and, under current statutes, legally sufficient notices
of copyright and mask work, respectively. Inclusion of a copyright or
maskwork notice will be permitted onlyif the authorization language set
forth in § 1.71(e) is included at the beginning (preferably as the first
paragraph) of the specification.

()Numberingofsheetsof drawings. The sheets of drawingsshould

be numbered in consecutive Arabic numerals, starting with 1, within the
sight as defined in paragraph (g) of this section. These numbers, if
present; must be placed in the middle of the top of the sheet, but not in
the margin. The numbers can be placed on the right—hand side if the
drawing extends too close to the middle of the top edge of the usable
surface. The drawing sheet numbering must be clear and larger than the
numbers used asreference charactersto avoid confusion. The numberof
eachsheetshould be shownbytwo Arabicniumerals placed oneither side
of an oblique line, with the first being the sheet number and the second
being the total number of sheets of drawings, with no other marking.

(u) Numbering of views.

. (1) The different views mustbe numbered in consecutive Arabic
numerals, starting with 1, independent of the numbering of the sheets
and, if possible, in the order in which they asppearonthe drawingsheet(s).
Partial views intended to form one complete view, on one or several
sheets, must be identified by the same number followed by a capital
letter. View numbers must be preceded by the abbreviation “FIG.”
Where only asingle viewis used in an application toillustrate the claimed
invention, it must not be numbered and the abbreviation “FIG.” must
not appear.

(2) Numbersand lettersidentifying the views must be simple and
clear and must not be used in association with brackets, circles, or
inverted commas. The view numbers must be larger than the numbers
used for reference characters.

{v) Security markings. Authorized security markings may be
placed on the drawings provided they are outside the sight, preferably
centered in the top margin.

(w) Corrections. Any corrections on drawings submitted to the
Office must be durable and permanent.

**>(x) Holes. No holes should bemade by applicant in the drawing
sheets.<

L2

Drawings on paper are acceptable although bristol
board is preferred. Corrections thereto must be made in
the form of replacement sheets since the Office does not
release drawings for correction. See 37 CFR 1.85.

Good quality copies made on office copiers are ac-
ceptable if the lines are uniformly thick, black, and solid.
Facsimile copies of drawings however, are not accept-
able (37 CFR 1.6(d)(4)).

Drawings are currently accepted in * >two< differ-
ent size formats, It is, however, required that all drawings
in a particular application be the same size for case of
handling and reproduction.

608.02

Design patent drawings, 37 CFR 1.152, MPEP
§ 1503.02.

Plant patent drawings, 37 CFR 1.165, MPEP § 1606.

Reissue application drawings, MPEP §608.02(k) and
§ 1413.

Correction of drawings, MPEP § 608.02(p). Prints,
preparation and distribution, MPEP § S08 and  § 608.02(m).
Prints, retum of drawings, MPEP § 608.02(y).

For pencil notations of classification and name or ini-
tials of assistant examiner to be placed on drawings, see
MPEP § 717.03.

The filing of a divisional or continuation case under
the provisions of 37 CFR 1.60 (unexecuted case) does
not obviate the need for formal drawings. See MPEP

§ 608.02(b).

DEFINITIONS

A number of different terms are used when referring
to drawings in patent applications. The following defini-
tions are used in this Manual.

Original drawings: The drawing submitted with the
application when filed. It may be either a formal or an in-
formal drawing.

Substitute drawing: A drawing filed later than the fil-
ing date of an application. Usually submitted to replace
an original informal drawing.

Formal drawing: A drawing in a form that complies
with 37 CFR 1.84. Formal drawings are stamped “ap-
proved” by the Draftsman.

Informal drawing: A drawing which does not comply
with the form requirements of 37 CFR 1.84. Drawings
may be informal because they are not on the proper size
sheets, the quality of the lines is poor, or for other rea-
sons such as the size of reference elements. Such objec-
tions are made by the Draftsman on form PTO—948.

Drawing print: This term is used for the white paper
print prepared by the Micrographics Branch of the
Office Services Divisions of all original drawings. The
drawing prints contain the notation “Print of Drawing as
originally filed” near the top. Drawing prints should be
placed on the top on the right—hand flap of the applica-
tion file wrapper.

Interference print: This term is used to designate the
copy prepared of the original drawings filed in file cabi-
nets separate from the file wrappers and are used to
make interference searches.
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>Plan: This term is used to illustrate the top view.

Elevation: This term is used to illustrate views show-
ing the height of objects. <

The following Form Paragraphs should be used when
notifying applicants of drawing corrections.

% 638 Acknowledgment of Proposed Drawing Correction
The proposed drawing correction and/or the proposed substitute
sheets of drawings, filed on [1] have been [2].

Examiner Note:

1. In bracket 2, insert either approved or disapproved.

2. Ifapproved, form paragraph6,.39and one ormoreof paragraphs
6.40 or 6.41 or 6.44 must follow.

3 If disapproved, an explanation must be provided.

>9 6.38.01 Proposed Drawing Comection Disapproved,
Changes Not Highlighted

The proposed drawing correction filed on [1) has been dis-
approved because it is not in the form of a pen—and—ink sketch show-
ing changes in red ink or with the changes otherwise highlighted. See
MPEP § 608.02(v).

§ 6.3802 Proposed Drawing Correctivn Disapproved, New
Matter

The proposed drawing correction and/or the proposed substitute
sheets of drawings, filed on [1] have been disapproved because they
introduce new matter into the drawings. 37 CFR 1.118 states that
matter involving a departure from or an addition to the original
disclosure cannot be added to the application after its filing date. The
original disclosure does not support the showing of [2].

Examiner Note:
" In bracket 2, explain which feature(s) of the proposed drawing
correction constitute(s) new matter.<

9 6.39 PTO No Longer Makes Drawing Changes

The Patent and Trademark Office no longer makes drawing
changes. 1017 0.G 4. 1t is applicant’s responsibility to ensure that the
drawings are corrected. Corrections must be made in accordance with
the instructions below.

Examiner Note:

This paragraph is to be used whenever the applicant has filed a
request for the Office to make drawing changes. Form paragraph 6.40
must follow.

% 6.40 Information on How To Effect Drawing Changes

INFORMATION ON HOW TO
EFFECT DRAWING CHANGES

1. Correction of Informalities —~ 37 CFR 1.85; 1097 OG 36

New formal drawings must be filed with the changes incor-
porated therein. The art unit number, application number (in-
cluding series code) and number of drawing sheets should be
written on the reverse side of the drawings. Applicant may
delay filing of the new drawings until after receipt of the “Notice
of Allowability” (PTOL-37). If delayed, the new drawing
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MUST be filed within the THREE MONTH shortened
statutory period set for response in the “Notice of Allowability™
(PTOL-37) to avoid extension of time fees. Extensions of
time may be obtained under the provisions of 37 CFR 1.136(a)
for filing the corrected drawings (but not for the payment of

the issue fee). The drawing should be filed as a separate paper
with a transmittal letter addressed to the Official Drafisperson.

2. Corrections other than Informalities Noted by Drafis-
person on form PTO—948.

All changes to the drawings, other than informalities noted
by the Drafisperson, MUST be made in the same manner as
above except that, normally, a highlighted (preferably red
ink) sketch of the changes to be incorporated into the new
drawings MUST be approved by the Examiner before the
application will be allowed. No changes ill be permitted
to be made, other than correction of informalities, unless
the Examiner has approved the proposed changes.

Timing of Corrections

Applicant is required to submit acceptable corrected draw-
ings within the THREE MONTH shortened statutory period
set in the “Notice of Allowability” (PTOL-37). Within that
THREE MONTH period, TWO WEEKS should be allowed
for review of the new drawings by the Office. If a correction
is determined to be unacceptable by the Office, applicant must
arrange to have an acceptable correction resubmitted within

the original THREE MONTH period to avoid the necessity of ¢,

obtaining an extension of time with extension fees. Therefore,
applicant should file corrected drawings as soon as possible.

Failure to take corrective action within the set (or extended)
period will result in ABANDONMENT of the application.

9 6.41 Reminder That PTO No Longer Makes Drawing
Changes

Applicant is reminded that the Patent and Trademark Office no
longer makes drawing changes and that it is applicant’s responsibility to
ensure that the drawings are corrected in accordance with the instruc-
tions set forth in paper no. {1}, mailed on {2].

Examiner Note:

This paragraph is tobe used when the applicant has been previously
provided with information on how to effect drawing changes (i.e., either
by way of form paragraph 6.40 or a PTO—~948 has been previously sent).

9 6.42 Reminder That Applicant Must Make Drawing Changes

Applicant is reminded that in order to avoid an abandonment of
this application, the drawings must be corrected in accordance with the
instructions set forth in paper no. [1] mailed on [2].

Exeminer Note:

This paragraph is to be used when allowing the application and
when applicant has previously been provided with information on how to
effect drawing changes (i.e., by way of form paragraph 6.40 or a PTO -
948 has been previously sent).

9 6.43 Drawings Contain Informalities, Application Allowed
Thedrawings filed on [1] are acceptable subject to correction of the
informalities indicated on the attached “Notice of Draftsperson’s Patent
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Drawing Review” (PTO~948). In order to avoid abandonment of this
application, correction is required.

Examiner Note:
Use this paragraph when allowing the application, particularly
at time of first action issue. Form paragraph 6.40 or 6.41 must follow.

S 6.44 Drawing Informalities Previously Indicated

In order to avoid abandonment, the drawing informalities noted
in paper no. [1], mailed on {2}, must now be corrected. Correction can
only be effected in the-manner set forth in the above noted paper.

Examiner Note:
Use thisparagraphwhenallowingthe applicationand applicanthas
previously been informed of informalities in the drawings.

9 6.47 Examiner's Amendment Involving Drawing Changes

The following changes to the drawings have been approved by
the cxaminer and agreed upon by applicant: [1]. In order to avoid
abandonment of the application, applicant must make these agreed
upon drawing changes.

Examiner Note:
1. In bracket 1, Insert the agreed upon drawing changes.
2. Form paragraphs 6.39 and 6.40 must follow.

DRAWING SYMBOLS

37 CFR 1.84(n) indicates that graphic drawing sym-
bols and other labeled representations may be used for
conventional elements where appropriate, subject to ap-

~ proval by the Office. Also, suitable legends may be used,

or may be required, in praper cases.

608.92

The publications listed below have been reviewed by
the Office and the symbols therein are considered to be
generally acceptable in patent drawings. Although the
Office will not “approve” all of the listed symbols as a
group because their use and clarity must be decided on a
case—by—case basis, these publications may be used as
guides when selecting graphic symbols. Overly specific
symbols should be avoided. Symbols with unclear mean-
ings should be labeled for clarification.

These publications are available from the American
National Standards Institute Inc., 11 West 42nd Street,
New York, New York 10036.

The publications reviewed are the following:

Y32.2—1970 Graphic Symbols for Electrical & Elec-
tronics Diagrams

Y32.10-1967 Graphic Symbols for Fluid Power Dia-
grams

Y32.11-1961 Graphic Symbols for Process Flow
Diagrams in the Petroleum & Chemical Industries

Y32.14—1962 Graphic Symbols for Logic Diagrams

Z32.23~-1949 (R1953) Graphic Symbols for Pipe
Fittings, Valves and Piping

232.24-1949 (R1953) Graphic Symbols for Heat-
ing, Ventilating & Air Conditioning

Z32.2.6-1950 Graphic Symbols for Heat—Power
Apparatus
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The following symbols should be used to indicate various materials where the material is an important feature of the
invention. The use of conventional features is very helpful in making prior art searches.
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See MPEP § 601.01(f) for treatment of applications
filed without drawings and MPEP § 601.01(g) for treat-
ment of applications filed without all figures of drawings.

ILLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an application without a drawing

does not preclude the examiner from requiring an

illustration in the form of a drawing under 37 CFR
1.81(c) or 37 CFR 1.83(c). In requiring such a drawing,
the examiner should clearly indicate that the require-
ment is made under 37 CFR 1.81(c) or 37 CFR 1.83(c)
and be careful not to state that he or she is doing so “be-
cause it is necessary for the understanding of the inven-
tion,” as that might give rise to an erroneous impression
as to the completeness of the application as filed. Ex-
aminers making such requirements are to specifically re-
quire, as a part of the applicant’s next response, at least
an ink sketch or permanent print of any drawing pro-
posed in response to the requirement, even though no al-
lowable subject matter is yet indicated. This will afford
the examiner an early opportunity to determine the suf-
ficiency of the illustration and the absence of new mat-

. ter. See 37 CFR 1.118 and 37 CFR 1.81(d). The descrip-

tion should of course be amended to contain reference to
the new illustration. This may obviate further correspon-
dence where an amendment places the case in condition
for allowance, except for the formal requirement relat-
ing to the drawing. In the event of a final determination
that there is nothing patentable in the case, a formal
drawing will not be required.

BLACK AND WHITE PHOTOGRAPHS

37 CFR 1.84. Standards for drawings.

FERY

(b) Ehotographs.

(1) Black andwhite. Photographs are not ordinarily permitted in
utility and design patent applications. However, the Office will accept
photographs in utility and design patent applications only after granting
apetitionfiled under this paragraph which requests that photographs be
accepted. Any such petition must include the following:

(i) The appropriate fee set forth in § 1.17(h); and
(ii) Three (3) sets of photographs.

Photographs must either be developed on double weight photo-
graphic paper or be permanently mounted on bristol board. The
photographs must be of sufficient quality so that all detailsin the drawing
are reproducible in the printed patent.

(2) Color. Color photographs will be accepted in utility patent

. applications if the conditions for accepting color drawings have been
'a_& m// satisfied, See paragraph (a)(2) of this section.

L2141 ]
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Photographs are not normally considered to be prop-
er drawings. Photographs are acceptable for a filing date
and are generally considered to be informal drawings.
Photographs may be acceptable as formal drawings when
a petition filed under the provisions of 37 CFR 1.84 (b) is
granted. The petition must be accompanied by the fee
set forth in 37 CFR 1.17 (h) and three (3) sets of the
photographs in question. Photolithographs of photo-
graphs are never acceptable. See In re Taggart **, 1957
CD. 6, 725 O.G. 397 and In re Myers, 1959 C.D. 2,
738 O.G. 947.

PETITIONABLE SUBJECT MATTER

The Patent and Trademark Office is willing to accept
photographs or photomicrographs (not photolitho-
graphs or other reproductions of photographs made by
usingscreens) printed on sensitized paper in lieu of India
ink drawings, to illustrate inventions which are incapable
of being accurately or adequately depicted by India ink
drawings; €.g., crystalline structures, metallurgical mi-
crostructures, textile fabrics, grain structures and orna-
mental effects. The photographs or photomicrographs
must show the invention more clearly than they can be
done by India ink drawings and otherwise comply with
the rules concerning such drawings.

Such photographs to be acceptable must be made on
photographic paper having the following characteristics
which are generally recognized in the photographic
trade: double weight paper with a surface described as
smooth; tint, white, or be photographs mounted on prop-
er size bristol board. :

See MPEP § 1503.02 for discussion of photographs
used in design patent applications.

COLOR DRAWINGS OR
COLOR PHOTOGRAPHS

37 CFR 1.84. Standards for drawings.
(a) Drawings. There are two acceptable categories for presenting
drawings in utility patent applications:

"R

(2) Color. Onrareoccasions,color drawings maybe necessary as
the only practical medium by which to disclose the subject mattezr sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);
(ii) Three (3) sets of color drawings; and
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(iii) The specification mustcontain the following language asthe
first paragraph in that portion of the specification relating to the brief
description of the drawing:

“The file of this patent contains at least one drawing executed in color.
Copies of this patent with color drawing (s) will be provided by the Patentand
Trademark Office upon request and payment of the necessary fee.”

. Hthelanguageisnotin thespecification, a proposed amendmentto
" insert the language must accompany the petition.

(b) Bhotographs.

BReER

~ (2) Calot. Color photographs will be accepted in utility patent
applications if the conditions fer accepting color drawings have been
satisfied. See paragraph (a)(2) of this section.

ERRRE

. Limited use of color drawings in utility patent ap-

- plications is provided for in 37 CFR 1.84(a)(2) and
(b)(2). Unless a petition is filed and granted, the Drafis-
man will not approve color drawings or color photo-
graphs in a utility or design patent application. The ex-
aminer must object to the color drawings or color
photographs as being improper and require applicant ei-
ther to cancel the drawings or to provide substitute black
and white drawings.

Under 37 CFR 1.84(a)(2) and (b)(2), the applicant
must file a petition with fee requesting acceptance of the
color drawings or color photographs. The petition is de-
cided in the Office of the Group Director.

Where color drawings or color photographs are filed

-in a contipuing application, applicant must renew the
petition under 37 CFR 1.84(a)(2) and (b)(2) even
though a similar petition was filed in the prior applica-
tion. Until the renewed petition is granted, the examiner
must object to the color drawings or color photographs as
being improper.

In light of the substantial administrative and eco-
nomic burden associated with printing a utility patent
with color drawings or color photographs, the patent
copies which are printed at issuance of the patent will de-
pict the drawings in black and white only. However, a set
of color drawings or color photographs will be attached
to the Letters Patent. Moreover, copies of the patent
with color drawings or color photographs attached there-
to will be provided by the Patent and Trademark Office
upon special request and payment of the fee necessary to
recover the actual costs associated therewith.

Accordingly, the petition must also be accompanied
by a proposed amendment to insert the following lan-
guage as the first paragraph in the portion of the specifi-
cation containing a brief description of the drawings:

Rev. 3, July 1997

MANUAL OF PATENT EXAMINING PROCEDURE

The file of this patent contains at least one drawing executed in
colos. Copies of this patent with color drawing(s) will be provided by the
Patentand Trademark Officeuponrequestand paymentof the necessary
fee.

It is anticipated that such a petition will be granted
only when the Patent and Trademark Office has deter-
mined that a color drawing or color photograph is the
only practical medium by which to disclose in a printed
utility patent the subject matter to be patented.

It is emphasized that a decision to grant the petition
should not be regarded as an indication that color draw-
ings or color photographs are necessary to comply with a
statutory requirement. In this latter respect, clearly it is
desirable to file any desired color drawings or color
photographs as part of the original application papers in
order to avoid issues concerning statutory defects (e.g.,
lack of enablement under 35 U.S.C. 112 or * >new<
matter under 35 U.S.C. 132). The filing of the petition,
however, may be deferred until acceptable formal draw-
ings are required by the examiner.

NOTIFYING APPLICANT

If the original drawings are informal but may be ad-
mitted for examination purposes, the draftsman indi-
cates on a 2—part form, PTO—948, what the informali-
ties are and that new corrected drawings are required. In
either case, the informal drawings are accepted as satis-
fying the requirements of 37 CFR 1.51.

The examiners are directed to advise the applicants
by way of form PTO—948 (see MPEP § 707.07(a)) in the
first Office action of the conditions which the draftsman
considers to render the drawing informal.

Drawing corrections should be made when the ap-
plication is in issue unless the examiner requires correc-
tion at an earlier date.

If the examiner discovers a defect in the content of
the drawing, the applicant should be notified by using a
Form Paragraph, where appropriate.

9 6.21 New Drawings, Competent Drafisperson
New formal drawings are required in this application because [1].
Applicant is advised to employ the services of a competent. patent

draftsperson outside the Office, as the Patent and Trademark Office no ...~

longer prepares new drawings.
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9 6.22 Drawings Objected To
The drawings are objected to because [1]. Correction is required.

Examiner Note:
Follqw with paragraph 6.27, if appropriate.

>%  6.22.01 Drawings Objected To, Details Not Shown

The drawings are objected to under 37 CFR 1.83(a) becsuse they
fail to show [1] as described in the specification. Any structural detail
that is essential for a proper understanding of the disclosed invention
should be shown in the drawing. MPEP § 608.02(d). Correction is
required.

Examiner Note:

1. In bracket 1, identify the structural details not shown in the
drawings.

2. Follow with form paragraph 6.27, if appropriate.

9 6.22.02 Drawings Objected To, Different Numbers Refer To
Same Part

" The drawings are objected to as failing to comply with
37.CFR 1.84(p)(4) because reference characters [1]” and ”[2}” have
both been used to designate [3]. Cotrection is required.

Examiner Note: _
1. Inbrackets 1 and 2, identify the numbers which refer to the same
part. - .

. 2, In bracket 3, identify the part which is referred to by different

] numbers. _
' 3. Follow with form paragraph 6.27, if appropriate.

9 6.22.03 Drawings Objected To, Different Parts Referred To By
Same Number

The drawings are objected to as failing to comply with
37CFR 1.84(p)(4) because reference character ”[1}” has been used to
designate both [2] and [3]. Correction is required.

Examiner Note:

1. In bracket 1, identify the number which refers to the different
parts,

2. Inbrackets 2 and 3, identify the parts which are referred to by
the same number.

3. Foliow with form paragraph 6.27, if appropriate.

9 6.22.04 Drawings Objected To, Incomplete
The drawings are objected to under 37 CFR 1.83(b) because they
ars incomplete. 37 CFR 1.83(b) reads as follows:
Whentheinvention consistsofanimprovementonanold machine
the drawing must when possible exhibit, in one ormore views, the
improved portion itself, disconnected from the old structure, and
algo in another view, so much only of the old structure as will
suffice to show the connection of the invention therewith.
Correction is required.

Examiner Note:
. 1. Supply a full explanation, if it is not readily apparent how the
/ drawings are incomplete.
2. Follow with form paragraph 6.27, if appropriate.
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9 6.22.05 Drawings Objected To, Modifications In Same Figure

The drawings are abjected to under 37 CFR 1.84(h)(5) because
Figure [1] show(s) modified forms of construction in the same view.
Correction is required.

Examiner Note:
1. In brackets 1, insert the appropriate Figure number(s).
2. Foilow with form paragraph 6.27, if appropriate.

€ 0.22.06 Drawings Objected To, Reference Numbers Not In
Drawings

The drawings are objected to as failing to comply with 37
CFR 1.84(p)(5) because they do not include the following reference
sign(s) mentioned in the description: [1}. Correction is required.

Examiner Note:

1. In bracket 1, specify the reference characters which are not
found in the drawings, including the page and line number where they
first occur in the specification.

2. Follow with form: paragraph 6.27, if appropriate.

9 6.22.07 Drawings Objected To, Reference Numbers Not In
Specification

The drawings are objected to as failing to comply with
37CFR 1.84(p)(5)because they include the following reference sign(s)
not mentioned in the description: [1]. Correction is required.

Examiner Note:

1. In bracket 1, specify the reference characters which are not
found in the specification, including the figure in which they occur.

3. Follow with form paragraph 6.27, if appropriate. <

9 6.23 Subject Matter Admits of Hlustration

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81.
Examiner Note:

When requiring drawingsbefore examination, use PTOL—90form
and set a two-—-month time period.

>9 6.23.01 Subject Matter Admits of lluswration (No Examina-
tion af Claims)

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81. No new matter may
be introduced in the required drawing,

Applicantis given a TWO MONTH time limit to submit a drawing
in compliance with 37 CFR 1.81. Extensions of time may be obtained
under the provisions of 37 CFR 1.136(a). Failure to timely submit a
drawing will result in ABANDONMENT of the application.

Examiner Note:

1. Use of this form paragraph should be extremely rare and limited
to those instances where no examination can be performed due tolack of
anillustration of the invention resuiting in a lack of understanding of the
claimed subject matter.

2. Use a PTOL-90 or PTO—90C form as a cover sheet for this
comimunication. <

9 6.24. Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

Rev. 3, July 1997



608.62

% 6.24.01 Photographs and Color Drawings, Petition Required

The drawings are considered to be informal because they fail to
comply with 37 CFR § 1.84 (2)(1) which requires black and white
drawings using India ink or its equivalent.

Photographs and color drawings are acceptable only for examina-
tion purposes unless apetitionfiledunder 37 CFR 1.84 (2)(2) or (b)(1) is
granted permitting their use as formal drawings. In the event applicant
wishes to use the drawings currently on file as formal drawings, a petition
must be filed for acceptance of the photographs or color drawings as
formal drawings. Any such petition must be accompanied by the
appropriate fee as set forth in 37 CFR 1.17 (h), three sets of drawings or
phatographs, asappropriate, and, if filedunder the provisions of 37 CFR
1.84 (a)(2), an amendment to the first paragraph of the brief description
of the drawings section of the specification which states:

“The file of this patent contains at least one drawing executed in
color. Copies of this patent with color drawing(s) will be provided by the
Patentand Trademark Office uponrequest and payment of the necessary
fee.”

Color photographs will be accepted if the conditions for accepting
color drawings have been satisfied.

Examiner Note:

This form paragraph should be used after form paragraph 6.24 only
ifthe application contains photographs or color drawings as the drawings
required by 37 CFR 1.81.

>% 6.25.01 Formal Drawings Suggested, Allowable Subject Mat-
ter Indicated

Since allowable subject matter has been indicated, applicant is
encouraged to submit formal drawings in response to this Office ac-
tion. The early submission of formal drawings will permit the Office
to review the drawings for acceptability and to resolve any informali-
ties remaining therein before the application is passed to issue. This
will avoid possible delays in the issue process. <

9 6.26 Informal Drawings Do Not Permit Examination

The informal drawings are not of sufficient quality to permit
examination. Accordingly, new drawings are required in response to this
Office action.

Examiner Note:
Use PTOL—90 form and set a 2—month time period.

9 6.27 Correction Held in Abeyance

Applicant is required to submit a proposed drawing correction in
response to this Office action. However, execution of the noted defect
will be deferred until the application is allowed by the examiner.

DRAWING REQUIREMENTS

The first sentence of 35 U.S.C. 113 requires a draw-
ing to be submitted upon filing where such drawing is
necessary for the understanding of the invention. In this
situation, the lack of a drawing renders the application
incomplete and, as such, the appiication cannot be given
a filing date until the drawing is received. The second
sentence of 35 U.S.C. 113 deals with the situation wherc-
in a drawing is not necessary for the understanding of the

Rev. 3, July 1997

MANUAL OF PATENT EXAMINING PROCEDURE

invention, but the case admits of illustration and no
drawing was submitted on filing. The lack of the drawing
in this situation does not render the application incom-
plete but rather is treated much in the same manner as an
informality. The examiner should require such drawings
in almost ail such instances. Such drawings could be re-
quired during the processing of the application but do
not have to be furnished at the time the application is
filed. The applicant is allowed at least 2 months from the
date of the letter requiring drawings to submit them.

Handling of Drawing Requirements Under
the First Sentence of 35 US.C. 113

The Initial Application Examination Division will
make the initial decision in all new applications as to
whether a drawing is “necessary” under the first sen-
tence of 35 U.S.C. 113. A drawing will be considered
necessary under the first sentence of 35 U.S.C. 113 in all
cases where the drawing is referred to in the specifica-
tion and one or more figures have been omitted.

The determination under 35 U.S.C. 113 (first sen-

tence) as to when a drawing is necessary will be handled ¢

in the Initial Application Examination Division accord-
ing to the following procedure. The Initial Application
Examination Division will make the initial determina-
tion whether or not drawings are required for the under-
standing of the subject matter of the invention. Mechani-
cal and electrical cases which lack a drawing, but in which
one appears to be needed for an understanding of the in-
vention, will be referred to the Classification and Rout-
ing Unit of the Initial Application Examination Division
for advice. If the Classification and Routing Unit cannot
reach a prompt and decisive response, the application
will be referred to the supcrvisory primary examiner for a
determination. When drawings are required, the ap-
plication is treated as incomplete and the applicant is so
informed by the Initial Application Examination Divi-
sion. The filing date will not be granted and applicant will
be notified to complete the application (37 CFR 1.53).
However, the practice with respect to chemical cases is
that, unless a drawing or drawing figure is specifically re-
ferred to in the specification of the application, the ap-
plication will initially be considered by the Initial Ap-

plication Examination Division formality examiner as °

being complete and will be given a filing date. Only in
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those chemical cases wherein there is a reference in the
specification to a drawing and no drawing was present on
filing will a chemical application initially be held incom-
plete and denied a filing date. If a drawing is later furnished,
a filing date may be granted as of the date of receipt of such
drawing.

If an examiner feels that a filing date should not have
been granted in an application because it does not con-
tain drawings, the matter should be brought to the atten-
tion of the supervisory primary examiner (SPE) for re-
view. If the SPE decides that drawings are required to

- understand the subject matter of the invention, the SPE

should return the application to the Application Branch
with a typed, signed, and dated memorandum requesting
cancellation of the filing date and identifying the subject
matter required to be illustrated.

608.02(a) New Drawing — When Required
(R-1]

Utility and design patent applications should be tak-
en up for the first Office action without a request for for-
mal drawings unless the informal drawings are so unclear
that they do not facilitate an understanding of the inven-
tion as to permit examination of the application. If at the
time of the initial assignment of an application to an ex-
aminer’s docket, or if at the time the application is taken
up for action, the supervisory primary examiner believes
the informal drawings to be of such a condition as to not
permit reasonable examination of the application, appli-
cant should be required to immediately submit formal
drawings. However, if the informal drawings do not per-

_mit examination and the supervisory primary examiner

believes the drawings are of such a character as to render
the application defective under 35 U.S.C. 112, examina-
tion should begin immediately with a requirement for
formal drawings and a rejection of the claims as not being
in compliance with 35 U.S.C. 112, first paragraph, being
made.

Formal drawings should be required when the ap-
plication is allowed.

Forms PTOL—326 and 37 now provide items for re-
quiring formal drawings.

Form Paragraph 6.45 may also be used to inform ap-
plicant that formal drawings are required.
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9 6.45 Application Allowed, Formal Drawings Needed

Formal drawings are now required and must be filed within the
**>THREE MONTH < shortened statutory period set for response in
the “Notice of Allowability” (PTOL—37). Extensions of time may be
obtained under the provisions of 37 CFR 1.136(a). Failure to timely
submit the drawings will result in ABANDONMENT of the application.
The drawings should be submitted as a separate paper with a transmittal
letter which is addressed to the Official * > Draftsperson<. The art unit
number, * >application< number, and number of drawing sheets should
be written on the reverse side of the drawings.

Handling of Drawing Requirements Under
the Second Sentence of 35 U.S.C. 113

35 U.S.C. 113 deals with the situation wherein the
drawing is not necessary for the understanding of the in-
vention, but the subject matter admits of illustration by a
drawing and the applicant has not furnished a drawing.
The lack of the drawing in this situation does not render
the application incomplete but rather is treated as an in-
formality. A filing date will be accorded with the original
presentation of the papers, despite the absence of draw-
ings. In these situations, a drawing or further illustration
will normally be required by the examiner. This should
be done prior to examination in a separate letter. The ex-
aminer should require additional drawings, where ap-
propriate, as early as possible since the possession of the
additional drawings would facilitate the examination
process. A letter requiring drawings may contain word-
ing similar to the following:

The examiner has decided that the subject matter of this
application admits of illustration by a drawing and that a
drawingwouldfacilitate the understanding of the subject mat-
terdisclosed. (Continue with a specific mentionof thoseitems
of which drawings are desired.) Applicant is required to fur-

nish adrawing under 37 CFR 1.81 (Incorporate in Office ac-
tionor send aseparate letter setting a 2—month period for re-

sponse.)

The applicant should be given at least 2 months from
the date of a requirement to submit drawings made in a
separate letter. If the requirement for drawings is in-
cluded in an Office action, the time for supplying the
additional drawings will be the same as the time for re-
sponse to the Office action.

RECEIPT OF DRAWING AFTER
THE FILING DATE

If new matter is noticed by the examiner in a substi-
tute or additional drawing, the drawing should not be en-
tered. It should be objected to as containing new matter.
A new drawing without such new matter may be required
if the examiner feels a drawing is needed under 37 CFR
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1.81 or 1.83. The examiner’s decision would be review-
able by petition to the Commissioner under 37 CFR
1.181. The decision on such a petition would be handled
by the group director.

UNTIMELY FILED DRAWINGS

If a drawing is not timely received in response to a let-
ter from the examiner who requires a drawing, the ap-
plication becomes abandoned for failure to respond.

For the handling of additional, duplicate, or substi-
tute drawing, see MPEP § 608.02(h).

608.02(b) Informal Drawings [R—1]

37 CFR 1.85. Corrections to drawings.

(a) The requirements of § 1.84 relating to drawings will be strictly
enforced. A drawing not executed in conformity thereto, if suitable for
reproduction, may be admitted for examination but in such case a new
drawing must be furnished.

(b) The Patent and Trademark Office will not release drawings in
applications having a filing date after January 1, 1989, or any drawings
from any applications after January 1, 1991, for purpases of correction.
If corrections are necessary, new corrected drawings must be submitted
within the time set by the Office.

(c) When corrected drawings are required to be submitted at the
time of allowance, the applicant is required to submit acceptable
drawings within three months from the mailing of the “Notice of
Allowability.” Within that three—month period, two weeks should be
allowed for review of the drawings by the Drafting Branch. If the Office
finds that correction is necessary, the applicant must submit a new
corrected drawing to the Office within the original three —month period
to avoid the necessity of obtaining an extension of time and paying the
extension fee. Therefore, the applicant should file corrected drawings as
soon as possible following the receipt of the Notice of Allowability. The
provisions with respect to obtaining an extension of time relates only to
the late filing of corrected drawings. The time limit for payment of the
issue fee is a fixed three—month period which cannot be extended asset
forth in 35 U.S.C. 151.

In instances where the drawing is such that the pro-
secution can be carried on without the corrections, ap-
plicant is informed of the reasons why the drawing is
objected to on Form PTO-948 or in an exarminer’s ac-
tion, and that the drawing is admitted for examination
purposes only (see MPEP § 707.07(a)). To be fully re-
sponsive, an amendment must include a request for
drawing corrections when the application is allowed or
an appeal is filed. See 37 CFR 1.111(b).

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit ap-
plications with informal drawings. Such applications are
accepted by Application Branch for filing only, provided
the informal drawings are readable and reproducible.
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Applicant is notified on Form PTO—948 or in an Office |
action that formal drawings, in compliance with 37 CFR
1.84 will be required when the application is allowed.
Form Paragraph 6.24 may be used for this purpose.

9 6.24 Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

This form paragraph may be followed by Form Para-
graph 6.24.>0<1 if applicable.

Alternatively, the examiner may check the appropri-
ate box on the Office Action Summary, PTOL~—326.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with
informal drawings, applicants are requested to wait until
they receive their “Notice of *>Draftsperson’s< Patent
Drawing Review” form, PTO—948 or the first Office ac-
tion utilizing form PTOL~326 or PTOL-37 from the
group art unit before submitting the formal drawings.
The letter of transmittal accompanying the formal draw-
ings should identify the group art unit indicated on form

PTO—948 or form PTOL—326. If the informal notifica-

tion appears on form PTOL—37, the date of the mailing
of the Notice of Allowance and Issue Fee as well as the
Issue Batch Number must be given. Also, each sheet of
the drawing should include the serial number and group
art unit in the upper right margin. In the past, some
drawings have been misdirected because the group art
unit indicated on the filing receipt was used rather than
that indicated on the informal notice forms.

The draftsman is the judge of drawings, as to the exe-
cution of the same, and the arrangement of the views
thereon, while the examiner is the judge as to the suffi-
ciency of the showing. The drawings received with an ap-
plication are inspected by the *>draftsperson<. If the
drawing is satisfactory, he or she stamps on each sheet
“Approved by Draftsman” and checks the approved box
on Form PTO-948. See also MPEP § 608.02.

RECEIFPT OF SUBSTITUTE DRAWINGS

If substitute drawings are timely filed, the clerk should
immediately send the new substitute drawings with the file
wrapper to the *>Draftsperson< for approval as to form.

If the application is allowed on the first action, the

examiner should require formal drawings using form \

PTOL-37.
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COMPARISON OF SUBSTITUTE DRAWINGS

In utility applications, the examination will normally
be conducted using any informal drawings presented.
The sufficiency of disclosure, as concerns the subject
matter claimed, will be made by the examiner utilizing
the informal drawings. IT IS APPLICANT’S RESPON-
SIBILITY TO SEE THAT NO NEW MATTER IS
ADDED when submitting substitute drawings since they
will not normally be reviewed by an examiner. Of course,
if the examiner notices new matter in the substitute
drawings, appropriate action to have the new matter de-
leted should be undertaken.

608.02(c) Drawing Print Kept in File
Wrapper

The drawing prints must always be kept on top of the
papers on the right side of the file wrapper so as to be vis-
ible upon opening the wrapper and to permit them to be
easily detached. ‘

Applications may be sent to issue or to the Files Re-
pository without the original drawing, if any, if the draw-
ing cannot be located. For an application sent to issue
with missing drawings, see MPEP § 608.02(z). For aban-
doned applications sent to the Files Repository, a nota-
tion should be made on the Contents portion of the file
wrapper that the drawings were missing,

Upon initial processing, the original drawings are
placed in the center portion of the application file wrap-
per underneath the application papers by the Micro-
graphics Branch. The formal drawings should be re-
tained in this position.

608.02(d) Complete INustration in
Drawings [R—1]

37 CFR 1.83. Conten: of drawing.

(3) Thedrawingmustshoweveryfeature ofthe inventionspecified
in the claims. However, conventional features disclosed in the descrip-
tion and claims, where their detailed illustration is not essential for a
proper understanding of the invention, should be illustrated in the
drawing in the form of a graphical drawing symbol or a labeled
representation (e.g. a labeled rectangular box).

(b) When the invention consists of an improvement on an old
machine the drawing must when possible exhibit, in one or more views,
the improved portion itself, disconnected from the old structure, and
also in another view, so much only of the old structure as will suffice to
show the connection of the invention therewith.

(c) Where the drawings do not comply with the requirements of
paragraphs (a) and (b) of this section, the examiner shall require such
additional illustration within a time period of not less than two months

608.02(g)

from the date of the sending of a notice thereof. Such corrections are
subject to the requirements of § 1.81(d).

Any structural detail that is of sufficient importance
to be described should be shown in the drawing, (Ex parte
Good, 1911 C.D. 43; 164 O.G. 739.)

Form Paragraph 6.36 should be used to require
illustration.

9 6.36 Drawings Do Not Show Claimed Subject Matter
The drawings are objected to under 37 CFR 1.83(a). The drawings
must show every feature of the invention specified in the claims.
Therefore, the 1] must be shown or the feature ** cancelled from the
claim. No new matter should be entered.

Examiner Note:
In bracket 1, insert the features that *>must< be shown.

See also MPEP § 608.02(a).

608.02(e¢) Examiner Determines
Completeness of Drawings

The examiner should see to it that the figures are cor-
rectly described in the brief description of the specifica-
tion and that the reference characters are properly
applied, no single reference character being used for two
different parts or for a given part and a modification of
such part, but there should be no superfluous illustra-
tions.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on
figures which show in solid lines another form of the in-
vention. Ex parte Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifications described must be llustrated, or
the text cancelled. (Ex parte Peck, 1901 C.D. 136; 96 O.G.
2409.) This requirement does not apply to a mere refer-
ence to minor variations nor to well—known and conven-
tional parts. ‘

608.02(g) IMNustration ef Prior Art [R—1]

Figures showing the prior art are usually unnecessary
and should be cancelled, Ex parte Elliotr, 1904 C.D. 103;
109 O.G. 1337. However, where needed to understand
applicant’s invention, they may be retained if designated
by a legend such as “Prior Art.” _

If the prior art figure is not labeled, the * >Form<
Paragraph >6.36.01 < may be used.
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>9% 6.36.01 Nustration of “Prior Art"<
Figure [1] should be designated by a legend such as Prior Art in
order toclarify what is applicant’s invention. (See MPEP § 608.02(g)).

608.02(h) Additional, Duplicate, or
Substitute Drawings

When an amendment is filed stating that at the same
time substitute or additional sheets of drawings are filed
and such drawings have not been transmitted to the ex-
amining group, the docket clerk in the examining group
should call the Application Branch before entering the
amendment to ascertain if the drawing was not received.
In the next communication of the examiner, the appli-
cant is notified if the drawings have been received and
whether or not the substitute or additional drawings
have been entered in the application.

Additional and substitute drawings, together with the
file wrapper, are routed through the Drafting Branch
where any defects in execution will be noted. If there are
none, they will be stamped, “APPROVED BY DRAFTS-
MAN.” When such drawings are considered by the ex-
aminer, it should be kept in mind that the “AP-
PROVED?” stamp applies only to the size and quality of
paper, lines rough and blurred, and other details of exe-
cution. The additional or substitute drawing sheets
should be entered by the application clerk after approval
by both the draftsman and the examiner.

The examiner should not overlook such factors as
new matter, the necessity for the additional sheets and
consistency with other sheets. Clerks will routinely enter
all additional and substitute sheets on the file wrapper.
Additional and substitute sheets of drawings are also in-
dicated on the face of the file wrapper under the heading
“Parts of application separately filed.” If the examiner
decides that the sheets should not be entered, applicant
is so informed, giving the reasons. The entries made by
the clerk will be marked “(N.E.).”

Form Paragraph 6.37 may be used to acknowledge
corrected or substituted drawings.

9 6.37 Acknowledgment of Corrected or Substituted Drawings
The corrected or substitute drawings have been received on [1].
These drawings are [2].

Esxaminer Note:

1. In bracket 2, insert cither — acceptable — or — not
acceptable—.

2. [If notacceptable, an explanation must be provided.

3. If not acceptable because of informalities noted on the
PTO-948, use form paragraph 6.43.
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Altemnatively, PTOL~326 Office Action Summary, in-
cludes a block for acknowledgment of corrected or substitute
drawings.

If an additional sheet of drawing is considered unnec-
essary and the original drawing requires alterations
which are taken care of in the proffered additional sheet,
the latter may be used in lieu of the usual sketch required
in making the correction of the original drawing.

For retumn of drawing, see MPEP § 608.02(y).

608.02(i) Transfer of Drawings From Prior
Applications

Transfer of drawings from a first pending application
to another will be made only upon the granting of a peti-
tion filed under 37 CFR 1.182 which must set forth a
hardship situation requiring such transfer of drawings.

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is dis-
cussed in MPEP § 508.

Prints are made of the drawings of an acceptable ap- .«

plication. These prints are marked “Prints of drawing as .

originally filed” and are entered in the application, given
a paper number, and kept on top of the papers on the
right side of the file wrapper, see MPEP § 717.01(b).

All prints and inked sketches subsequently filed to be
part of the record are endorsed with the date of their re-
ceipt in the Office and given their appropriate paper
number.

The print being thus an official paper in the record
should not be marked or in any way altered. The original
drawing, of course, should not be marked up by the ex-
aminer. Where, as in an electrical wiring case, it is desir-
able to identify the various circuits by different colors, or
in any more or less complex case, it is advantageous to
apply legends, arrows, or other indicia, an additional
print for such use should be made or ordered by the ex-
aminer and placed unofficially in the file.

Prints remain in the file at all times except as pro-
vided in MPEP § 608.02(c).

INTERFERENCE PRINTS

A print is prepared of each drawing in all applica-

tions having a filing date. This interference print is in

addition to the drawing print on white paper.
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Primary examiners should place the classification
and the name of the examiner on the interference print.

The interference prints are located above the draw-
ing prints on the right—hand portion of the file wrapper
when initially received in the examining group.

After the application has been classified and assigned
to an examiner, the interference prints should be re-
moved and placed in the drawing cabinets.

If an application has several sheets of drawings, the
interference prints should be stapled together at their
bottom edges before being filed. If the number of sheets
of prints is too large to be stapled, a fastener should be
placed through the holes at the top.

The time when the interference prints are removed from
the drawing cabinets is determined by the group director.

The drawings filed by applicant remain in the file
wrapper. '

608.02(n) Duplicate Prints in Patentability
' Report Cases

In patentability report cases having drawings, the ex-
aminer to whom the case is assigned should normally ob-
tain a duplicate set of the interference prints of the draw-
ing for filing in the group to which the case is referred.

When a case that has had patentability report pro-
secution is passed for issue or becomes abandoned, noti-
fication of this fact is given by the group having jurisdic-
tion of the case to each group that submitted a patent-
ability report. The examiner of each-such reporting
group notes the date of allowance or abandonment on
his or her duplicate set of prints. At such time as these
prints become of no value to the reporting group, they
may be destroyed.

608.02(0) Dates Entered on Drawing

The Incoming Mail Section (mail room) stamp and -

the “Corrected” stamp applied by the Drafting Branch
are impressed on the back of the drawings. If the draw-
ings are filed in the Examining Group, the group receipt
date stamp should be applied to the back of the drawing
near the top.

Approval of the Drafting Branch is indicated by aleg-
end associated with the “0.G, Fig. Cl.. .” stamp

\M/ on the front of each sheet.
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608.02(q)
608.02(p) Correction of Drawings

37 CFR 1.123. Amendments to the drawing.

No change in the drawing may be made except with permission of
the Office. Permissible changesin theconstructionshownin any drawing
may be made only by the submissionofa substitute drawing by applicant.
Asketchin permanentink showing proposed changes, tobecome part of

the record, must be filed for approval by the examiner and should be 2

separate paper.

NOTE.—Correction is deferrable, see MPEP
§ 608.02(b); correction at allowance and issue, see
MPEP § 608.02(w) and MPEP § 1302.05.

A cancelled figure may be reinstated. An amendment
should be made to the specification adding the brief de-
scription if a cancelled figure is reinstated.

608.02(q) Conditions Precedent to
Amendment of Drawing [R—1]

No alterations will be permitted unless required by an
exarminer’s letter in each case or proposed in writing by
applicant or his or her attorney or agent. In either case,
the alterations or corrections as indicated in the sketches
filed with the request of the applicant or his or her attor-
ney or agent must be given written approval by the ex-
aminer before the drawing is corrected.

Correction of Informalities
(Draftsman’s Objections on PTO—948)

Form Paragraph 6.40 (reproduced in MPEP
§ 608.02) ** >,< the back page of PTOL—948, and the
back page of PTOL~-37, the “Notice of Allowability”
provide detailed information on how to effect drawing
changes.

In order to correct any informalities in the draw-
ings, applicants MUST comply with (a) below. Failure
to do so will result in ABANDONMENT of the applica-
tion.

(a) File new drawings with the changes incorporated
therein. Applicant may delay filing of the new drawings
until the application is allowed by the examiner. If
delayed, the new drawings MUST be filed within the pe-
riod set for response in the “NOTICE OF ALLOW-
ABILITY” (PTOL-37). The drawings should be filed as
a separate paper with a transmittal letter addressed to
the Official Draftsman which indicates the following in
the upper right—hand corner:
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Date of the Notice of Allowability
Issue Batch Number
Serial Number

Corrections Other Than Informalities Noted by the
Draftsman on the PTO—-948

All changes to the drawings, other than informalities
noted by the Draftsman, MUST be made in the same
manner as above except that, normally, a sketch of the
changes to be incorporated into the new drawings MUST
be approved by the examiner before the application will
be allowed. No changes will be permitted to be made,
other than correction of informalities, unless the ex-
aminer has approved the proposed changes.

608.02(r) Separate Letter to Draftsman

Any proposal by the applicant for amendment of the
drawing to cure defects must be embodied in a separate
letter. Otherwise the case, unless in other respects ready
for issue, cannot be corrected, and applicant must be so
advised in the next action by the examirer.

NOTE:—Changes which may require sketches,
MPEP § 608.02(v).

608.02(t) Cancellation of Figures

Cancellation of one or more figures which do not
occupy entire sheets of the drawings is done by the clerk
in the examining group who encloses a figure and its leg-
end with a red ink line. No portion of the figure itself
should be crossed by the red line. The words “CANCEL
per” and the date of the amendment directing the can-
cellation or the date that substitute sheets are filed
should be written in red ink within the red line. Cancella-
tion of an entire sheet of drawings is done by stamping
the words “CANCEL per” in the top right corner of the
drawing. Cancelled drawing sheets should be placed at
the bottom of the papers on the right fold of the file
wrapper.

When the cancellation of some of the figures from
one sheet of drawings has left the remaining figures with
an inartistic arrangement, the draftsmen should be con-
sulted as to whether the remaining figures should be
transferred to other sheets already in the case or shown
in additional drawings. Cancellation of a figure may ne-
cessitate renumbering of the remaining figures.
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608.02(v) Drawing Changes Which Require
Sketches

When changes are to be made in the drawing itself,
other than mere changes in reference characters, desig-
nations of figures, or inking over lines pale and rough, a
print or pen—and--ink sketch must be filed showing such
changes in red ink or with the changes otherwise high-
lighted. Ordinarily, broken lines may be changed to full
without a sketch.

Sketches filed by an applicant and used for correction
of the drawing will not be returned. All such sketches
must be in ink or permanent prints.

608.02(w) Drawing Changes Which May Be
Made Without Applicant’s Sketch

Where an application is ready for issue except for a
slight defect in the drawing not involving change in struc-
ture, the examiner will prepare a letter indicating the
change to be made and note in pencil on the drawing the
addition or alteration to be made.

The correction must be made at applicant’s expense.

As a guide to the examiner, the following corrections
are illustrative of those that may be made by penciling in
the change on the drawing without a sketch:

(1) Adding two or three reference characters or
exponents.
(2) Changing one or two numerals or figure ordi-

nals. Garrett v. Cox, 110 USPQ 52, 54 (CCPA 1956)

(3) Removing superfluous matter.

(4) Adding or reversing directional arrows.

(5) Changing Roman Numerals to Arabic Nu-
merals to agree with specification.

(6) Adding section lines or brackets, where easily
executed.

(7) Changing lead lines.

(8) Correcting misspelled legends.

608.02(x) Disposition of Orders for
Amendment of Drawing

Where the correction of the drawing is approved by

the examiner, the application and drawing are for-

warded to the Office of Publications along with the No-
tice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example,
because the proposed changes are erroncous, or
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involve new matter or (although otherwise proper) do
not include all necessary corrections, the case and re-
quest for correction of drawing are not approved. The
examiner’s reasons for not approving the corrections
to the drawing should be set forth in the next Office
action.

608.02(y) Return of Drawing

If there is a formal drawing in the case, non—entered
drawings (except those originally filed) that have been fi-
nally denied admission will be returned to the applicant
only at applicant’s request.

A request for return of nonentered drawings must be
filed within a reasonable time; otherwise, the drawing
may be disposed of at the discretion of the Commission-
er.

When a drawing is to be returned, the file, the ex-
aminer’s letter stating that the drawing is being returned,
and the drawing are taken to the Drafting Branch where
the letter will be stamped and the drawing returned. The
letter is mailed by the examining group.

Before drawings are returned, prints are made and
put in the application file.

/ 608.02(z) Allowable Applications Needing

Drawing Corrections or Formal
Drawings [R—1]

Allowable applications can be turned in for counting
and forwarding to the Office of Publications without the
drawings having been corrected. When sending allowed
applications to the Office of Publications which require
drawing corrections, use yellow tag form PTO~1364.
The approved formal drawings requiring correction
should be placed as the top papers in the center fold of
the file wrapper. The drawing correction instructions
should be stapled to the inside left flap of the file wrap-
per over the area having the search information. Care
should be taken to make certain that the corrections
have been approved by the examiner. Such approval
should be made by the examiner prior to counting the al-
lowarnice of the application.

The yellow tag procedure normally should be used
only where drawing corrections are involved. The yellow
tag procedure must be used where the draftsman has ob-
jected to the drawing because of an informality such as

2 improper shading or pale lines and has indicated that

this can be corrected.

608.02(z)

The yeliow tag procedure should not normally be
used in ather situations where corrected drawings have
been filed but have not been approved by the draftsman
unless the examiner is quite sure that the draftsman will
approve the new drawings or in the situation where the
application was examined utilizing an informal drawing
and the request for formal drawings was not made until
the Notice of Allowability was mailed. The yellow tag
procedure should not be used in design applications
where the drawings have not been approved by the
draftsman because of shading problems which can arise.
If the substitute drawings are not approved by the drafts-
man, the application should be promptly taken up for ac-
tion by the examiner.

To: DRAFTING BRANCH via OFFICE of PUBLICA-
TIONS
Return to: OFFICE OF PUBLICATIONS

Room 2—-6C30

Serial no.
0.G. Fig.
Class Subclass

PTO~1364 U.S. DEPT. of COMM. Pat. & TM Office

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper and a
“Drawing Missing” memo is to be stapled to the front of the
file wrapper. The Notice of Allowability is verified and
printed using PATM 111, and the Notice is mailed to the ap-
plicant.

The application is then forwarded to Licensing and
Review or the Allowed Files and Assembly Branch of
the Office of Publications, as appropriate, using the
PALM III transaction code after the application has
been revised for issue.

UTILITY PATENT APPLICATIONS
RECEIVING FORMAL DRAWINGS AFTER
THE NOTICE OF ALLOWABILITY

Where substitute drawings are received in utility patent
applications examined with informal drawings and the Notice
of Allowability was mailed prior to the receipt of the substi-
tute drawings, the clerk should enter the substitute drawings
into the application and forward the application to the
Allowed Files and Assembly Branch of the Office of Publica-
tions via Licensing and Review, if appropriate, using the
yellow tag procedure. Submission to the examiner is not
necessary unless an amendment accompanies the drawings
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which changes the specification, such as where the descrip-
tion of figures is added or cancelled.

BORROWING FILES FROM
DRAFTING BRANCH

Allowed files requiring drawing corrections are sent
to the draftsman from the Office of Publications. At
times, examiners have a need to borrow these applica-
tions. When borrowing applications, examining corps
personnel must submit a request to the Office of Publica-
tions,

37 CFR 1.312 AMENDMENTS

In handling 37 CFR 1.312 amendments, the examin-
ing corps should process drawings cancelled in the nor-
mal manner. If there are corrections to the drawing, ap-
proval, if appropriate, is indicated by the examiner on
form PTOL~-271 in conjunction with form paragraph
6.48; the paragraph sets the appropriate period for ef-
fecting the approved drawing change.

9% 6.48 Drawing Changes in * >37 CFR 1.312< Amendment

- Applicant is hereby given ONE MONTH from the date of this
letter or until the expiration of the period set in the “Notice of
Allowance” (PTOL—-85) or Notice of Allowability (PTOL—37), which-
ever is longer, to file corrected drawings.

Examiner Note:
Use with 312 amendment notice where there is a drawing
correction proposal or request *.

Formal drawings may be required in an allowed ap-
plication by using Form Paragraph 6.25 in an Office ac-
tion or by checking the appropriate box on Form letter
PTOL-37.

9 6.25 Formal Drawings Required, Application Allowed
Theapplication havingbeen allowed, formal drawings are required
in response to this Office action.

>Examiner Note:
Use this form paragraph only with the Notice of Allowability/Ex-
aminer’s Amendment. <.

608.03 Models, Exhibits, Specimens

35 US.C. 114. Models, specimens.
The Commissioner mayrequire the applicant to furnish a model of
convenient size to exhibit advantageously the several parts of his invention.
When the invention relates to a composition of matter, the
Commissioner may require the applicant to furnish specimens or
ingredients for the purpose of inspection or experiment.
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37 CFR 1.91. Models not generally required as part of application
or patent.

Models were once required in all cases admitting amodel, asa part
of the application, and these models became a part of the record of the
patent. Suchmodels are nolonger generally required (the description of
the invention in the specification, and the drawings, must be sufficiently
full and complete, and capable of being understood, to disclose the
invention without the aid of a madel), and will not be admitted unless
specifically called for.

37 CFR 1.92. Model or exhibit may be required.
Amodel, working model, or other physical exhibit, maybe required
if deemed necessary for any purpose on exarination of the application.

With the exception of cases involving perpetual mo-
tion, a model is not ordinarily required by the Office to
demonstrate the operativeness of a device. If operative-
ness of a device is questioned, the applicant must estab-
lish it to the satisfaction of the examiner, but he or she
may choose his or her own way of so doing.

A physical exhibit, not to be part of the case, is gener-
ally not refused except when bulky or dangerous.

37 CFR 1.93. Specimens.

When the invention relates to a composition of matter, the
applicant may be required to furnish specimens of the composition, or of
its ingredients or intermediates, for the purpose of inspection or
experiment.

608.03(a) Handling of Medels, Exhibits, and
Specimens

All models and exhibits received in the Patent and
Trademark Office should be taken to the examining
group assigned the related application for examination.
The receipt of all models and exhibits must be properly
recorded on the “Contents” portion of the application
file wrapper.

A label indicating the application serial number, fil-
ing date, and attorney’s name and address should be at-
tached to the model or exhibit so that is is clearly identi-
fied and easily returned after prosecution of the applica-
tion is closed, if return is requested.

If the model or exhibit is too large to be kept in the
examining group during prosecution of the application,
it should not be accepted.

37 CFR 1.94, Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which have be-
come abandoned, and also in other applications on conclusion of
the prosecution, may be returned to the applicant upon demand and at
his expense, unless it be deemed necessary that they be preserved
in the Office. Such physical exhibits in contested cases may be re-

turned to the parties at their cxpense. If not claimed within a reasonable -

time, they may be disposed of at the discretion of the Commissioner.
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When a model is to be returned, a letter should be
written to applicant by the examining group stating that
it is being returned under separate cover, and the model
should be forwarded with a copy of the letter and an ad-
dress label to the Outgoing—Incoming Mail Branch for
wrapping and return,

NOTE. — Disposition of exhibits which are part of
the record, MPEP § 715.07(d).

Models, exhibits, and specimens may be presented to the
Office for purposes of interview and taken away by the attor-
ney at the end of the interview. See MPEP § 713.08.

NOTE.—Plant specimens, MPEP § 1607, 37 CFR
1.166.

37 CFR 1.95. Copies of exhibits.

Capies of models or other physical exhibits will not ordinarily be
furnished by the Office, and any model or exhibit in an application or
patent shall not be taken from the Office except in the custody of an
employee of the Office specially authorized by the Commissioner.

608.04 New Matier [R—1]

37 CFR 1.118. Amendment of disclosure.

() No amendment shall introduce new matter into the disclosure
of an application after filing date of the application (§ 1.53(b)). All
amendments to the specification, including the claims, and the drawings
filed after the filing date of the application must conform to at least one
of them as it was at the time of the filing of the application. Matter not
found in either, involving a departure from or an addition to the original
disclosure, cannot be added to the application after its filing date even
though supported by an oath or declaration in accordance with § 1.63 or
§ 1.67 filed after the filing date of the application.

(b) Ifitis determined that an amendment filed after the filing date
ofthe application introduces new matter, claims containing new matter
will be rejected and deletion of the new matter in the specification and
drawings will be required even if the amendment is accompanied by an
cath or declaration in accordance with § 1.63 or § 1.67.

In establishing a disclosure, applicant may rely not
only on the specification and drawing, as filed but also on
the original claims if their content justifies it. Note
MPEP § 608.01(1).

While amendments to the specification and claims
involving new matter are ordinarily entered, such matter
is required to be cancelled from the descriptive portion
of the specification, and the claims affected are rejected
under 35 U.S.C. 112, first paragraph.

When new matter is introduced into the specifica-
tion, the amendment should be objected to under
35U.8.C. 132 (35 U.S.C. 251 if a reissue application) and
a requirement made to cancel the new matter — clearly

, identified by the examiner. If the new matter has been

“~— entered into the claims or affects the scope of the claims,
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the claims affected should be rejected under 35 U.S.C.
112, first paragraph, because the nmew matter is not
described in the application as originally filed.

A “new matter” amendment of the drawing is ordi-
narily not entered; neither is an additional or substitute
sheet containing “new matter” even though stamped
APPROVED by the Draftsman and provisionally en-
tered by the clerk. See MPEP § 608.02(h).

The examiner’s holding of new matter may be peti-
tionable or appealable, MPEP § 608.04(c).

NOTE—New matter in rcissue application, MPEP
§ 1411.02. New matter in substitute specification, MPEP
§714.20.

>NOTE~No amendment is permitted in a provi-
sional application after it receives a filing date. <

608.04(a) Matter Not in Original
Specification, Claims, or Drawings

Matter not in the original specification, claims, or
drawings is usually new matter. Depending on circum-
stances such as the adequacy of the original disclosure,
the addition of inherent characteristics such as chemical
or physical properties, a new structural formula or a new
use may be new matter. See Ex parte Vander Wal, et al.,
1956 C.D. 11; 705 O.G. 5 (physical properties), Ex
parte Fox, 1960 C.D. 28; 761 O.G. 906 (new formula)
and Ex parte Ayers, et al., 108 USPQ 444 (new use).
For rejection of claim involving new matter, see MPEP
§ 706.03(0).

NOTE—Completeness of disclosure, MPEP
§ 608.01(p); Trademarks and tradenames, MPEP
§ 608.01(v).

608.04(b) New Matter by Preliminary
Amendment

An amendment is sometimes filed along with the fil-
ing of the application. Such amendment does not enjoy
the status as part of the original disclosure in an applica-
tion filed under 37 CFR 1.53 unless it is referred to in the
oath or declaration filed therewith. Once an cath or dec-
laration is submitted in an application filed under
37 CFR 1.53 identifying the papers which the inventor(s)
has “reviewed and understands” as required by 37 CFR
1.63, the original disclosure of the application is defined
and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. If the
application is filed without an executed oath or declara-
tion pursuant to 37 CFR 1.53(b), the original oath or
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declaration submitted later than the filing date must re-
fer to the preliminary amendment filed along with the
application in order to comply with 37 CFR 1.63.

An amendment which adds additional disclosure
filed with a request for a continuation—in—part applica-
tion under 37 CFR 1.62 is automatically considered a
part of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
comply with 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in—part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the reguest for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

608.04(c) Review of Examiner’s Holding of
New Matter

Where the new matter is confined to amendments to
the specification, review of the examiner’s requirement
for cancelation is by way of petition. But where the al-
leged new matter is introduced into or affects the claims,
thus necessitating their rejection on this ground, the
question becomes an appealable one, and should not be
considered on petition even though that new matter has
been introduced into the specification also. 37 CFR
1.181 and 1.191 afford the explanation of this seemingly
inconsistent practice as affecting new matter in the spec-
ification.

608.05 Deposit of Computer Program
Listings [R—3]

37 CFR 1.96. Submission of computer program listings.

** > (a)General. Descriptions of the operation andgeneral content
of computer program listings should appear in the deseription portion of
the specification. A computer program listing for the purpose of this
section is defined as a printout that lists in appropriate sequence the
instructions, routines, and other contents of a program for a computer.
The programlisting may be either in machine or machine —independent
(object or source) language which will cause a computer to perform a
desired procedure or task such as solve a problem, regulate the flow of
work in a computer, or contro} or monitor events, Computer program
listings may be submitted in patent applications as set forth in
paragraphs (b) and (c) of this section.

(b) Material which will be printed in the patent. If the computer
program listing is contained on ten printout pages or less, it must be
submitted either as drawings or as part of the specification.

Rev. 3, July 1997
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(1) Drawings. If the listing is submitted as drawings, it must be
submitted in the manner and complying with the requirements for
drawings as provided in § 1.84. At least one figure numeral is required on
each sheet of drawing.

(2) Specification. (i) If the listing is submitted as part of the
specification, it must be submitted in accordance with the provisions of
§ 1.52, at the end of the description but before the claims.

(ii) Any listing submitted as part of the specification must be
direct printouts (i.e., not copies) from the computer‘s printer with dark
solid black letters not less than 0.21 cm. high, on white, unshaded and
unlined paper, and the sheets should be submitted in a protective cover.
Any amendments must be made by way of submission of a substitute
sheet.

(c) As an appendix which will not be printed. If a computer
program listing printout is eleven or more pages long, applicants
must submit such listing in the form of microfiche, referred to in the
specification (see § 1.77(a)(6)). Such microfiche filed with a patent
application is to be referred to as a “microfiche appendix.” The
“microfiche appendix” will not be part of the printed patent. Reference in
the application to the “microfiche appendix” must be made at the
beginning of the specification at the location indicated in § 1.77(a)(6).
Any amendments thereto must be made by way of revised microfiche.

(1) Availability of appendix. Such computer program listings on
microfiche will be available to the public for inspection, and microfiche
copies thereof will be available for purchase with the file wrapper and
contents, after a patent based on such application is granted or the
application is otherwise made publicly available.

(2) Submission requirements. Except as modified or clarified in
this paragraph (c)(2), computer —generated information submitted as a
“microfiche appendix” to an application shall be in accordance with the
standards set forth in 36 CFR Part 1230 (Micrographics).

(i) Fim submitted shall be a first generation (camera film)
negative appearing microfiche (withemulsion on the backsideofthe film
when viewed with the images right reading).

(ii) Reduction ratio of microfiche submitted should be 24:1ora
similar ratio where variation from said ratio is required in order to fit
the documents into the image area of the microfiche format used.

(iii) At least the left—most third (50 mm. x 12 mm.) of the header or
title area of each microfiche submitted shall be clear or pasitive appearing so
that the Patent and Trademark Office can apply an application number and
filing date thereto in an cye—readable form. The middle portion of the
header shall be used by applicant to apply an eye—readable application
identification such as the title and/or the first inventors name. The
attorney’s docket number may be included. The final right—hand
portion of the microfiche shall contain sequence information for the
microfiche, such as 1 of 4, 2 of 4, etc.

(iv) Additional requirements which apply specifically to micro-
fiche of filmed paper copy:

(A) The first frame of each microfiche submitted shall
contain a test target.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(C) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top to bottom.

(E) At areduction of 24:1, resolution of the original micro-
film shall be at least 120 lines per mm. (5.0 target).

(F)An index, when included, should appear in the last frame
(lower right hand corner when data is right—reading) of each |
microfiche.

(v) Microfiche gencrated by Computer Qutput Microfilm.
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(A) The first frame of each microfiche submitted should
contain a resolution test frame,

(B) The second frame of each microfiche submitted must
countain a fully descriptive title and the inventor’s name as filed.

(C) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(D) Itispreferredthatpaginationof the microfiche framesbe
from left to right and top to bottom but the alternative, i.e., from top to
bottom and from left to right, is also acceptable.

(E) Anindex,whenincluded, should appear on the last frame
(lowerrighthandcornerwhendataisrightreading)of each microfiche. <

Special procedures for presentation of computer
program listings in the form of microfiche in U.S. nation-
al patent applications are set forth in 37 CFR 1.96. Use
of microfiche is desirable in view of the number of com-
puter program listings being submitted as part of the dis-
closure in patent applications. Such listings are often
several hundred pages in length. By filing and publishing
such computer program listings on microfiche rather
‘than on paper, substantial cost savings can result to the
applicants, the public, and the Patent and Trademark
Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the in-
structions, routines, and other contents of a program for
a computer. The listing may be either in machine or ma-
chine—independent (object or source) programming
language which will cause a computer to perform a de-
sired task, such as solving a problem, regulating the flow
of work in computer, or controlling or monitoring
events. The general description of the computer pro-
gram listing will appear in the specification while >the <
computer program listing may appear either directly or
as a microfiche * appendix to the specification and be in-
corporated into the specification by reference.

DISCUSSION OF THE BACKGROUND
AND MAJOR ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submit-
ting specifications and drawings on paper have been
found suitable for most patent applications. However,
when lengthy computer program listings must be dis-
closed in a patent application in order to provide a com-
plete disclosure, use of paper copies can become burden-
some.

The cost of printing long computer programs in pat-

. ent documents is also very expensive to the Patent and

“—"" Trademark Office.

608.05

In the past, all disclosures forming part of a patent
application were presented on paper with the exception
of microorganisms. Under 37 CFR 1.96, several differ-
ent methods for submitting computer program listings,
including the use of microfiche, are set forth.

**>A computer program listing contained on ten
printout pages or less must be submitted either as draw-
ings (in compliance with 37 CFR 1.84) or as part of the
specification (in compliance with 37 CFR 1.52). A com-
puter program listing contained on eleven printout
pages or more must be submitted as microfiche (in com-
pliance with 37 CFR 1.96(c)).

Form Paragraphs 6.02.02 through 6.02.04 may be
used to notify the applicant of this requirement.

9 6.02.02 Microfiche Appendix Requirement (Computer Pro-
gram Listing in Specification)

The description portion of this application contains a computer
program listing consisting of more than ten (10) pages. In accordance
with 37 CFR 1.96(c), a computer program listing printout of more than
ten pages must be submitted as a “microfiche appendix” conforming to
the standards set forth in 37 CFR 1.96(c)(2) and must be appropriately
referenced in the specification (see 37 CFR 1.77(a)(6)). Accordingly,
applicant is required to cancel the computer program listing appearing
in the specification on pages [1}, file a “microfiche appendix” in
compliance with 37 CFR 1.96(c) and insert an appropriate reference to
the newly added “microfiche appendix” at the beginning of the
specification.

Examiner Note:

1. This form paragraph must be used whenever an application filed
on or after September 23, 1996 contains a computer program listing
consisting of more than ten pagesas part of the descriptive portion of the
specification.

2.Inbracket 1,insert the range of page numbers of the specification
which include the computer program listing.

9 6.02.03 Computer Program Listing as Printout in Appendix
(Not More Than Ten Pages )

This application contains an appendix consisting of a computer
program listing of no more than ten (10) pages. In accordance with
37CFR 1.96(b), a computer program listing contained on ten (16) pages
or less, must be submitted either as drawings or as part of the
specification. Accordingly, applicant is required to cancel the appendix
and either incorporate such listing in a drawing in compliance with
37 CFR 1.84 (identifying each page as a separate figure), or insert the
computer program listing in the descriptive portion of the specification.
Ifthe listing is submitted as part of the specification, it must appear after
the detailed description of the invention but before the claims and must
be in the form of direct printouts from a computer’s printer with dark
solid black letters not less than 0.21 cm. high, on white, unshaded and
unlined paper. Thesheets shouldbe submitted in a protective cover. See
37 CFR 1.96(b)(2).

Examiner Note:

This form paragraph must be used whenever an application filed
on or after September 23, 1996 contains a computer program listing
consisting of a paper printout appendix of po more than ten pages.
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§ 6.02.04 Computer Program Listing As Printout In Appendix
(More Than Ten Pages }

This application contains an appendix consisting of a computer
program listing of more than ten (10) pages. In accordance with 37 CFR
1.96(c), a computer program listing contained or more than ten (10)
Ppages, must be submitted as & “microfiche appendix” conforming to the
standards set forth in 37 CFR 1.96(c)(2) and must be appropriately
referenced in the specification (see 37 CFR 1.77(a)(6)). Accordingly,
applicent is required to cancel the computer program listing appearing
in the currentappendixto the specification, filea “microfiche appendix”
in compliance with 37 CFR 1.96(c), and insert an appropriate reference
to the newly added “microfiche appendix” at the beginning of the

specification,

Examiner Note:

Thisform paragraph mustbeusedwhenever anapplicationfiledon
or after September 23, 1996 contains a computer program listing
consisting of a paper printout appendix of more than ten pages.<

Copies of publicly available computer program list-
ings are available from the Patent and Trademark Office
on paper and on microfiche at the cost set forth in
37 CFR 1.19(a)(5) and (6).

OTHER INFORMATION

The micrographic standards >are set forth in
36 CFR part 1230.<

** A microfiche filed with a patent application will be
referred to as a “Microfiche Appendix,” and will be iden-
tified as such on the front page of the patent but will not
be part of the printed pateat. “Microfiche Appendix”
denotes the total microfiche, whether only one or two or
more. One microfiche is equivalent to a maximum of ei-
ther 63 (9x7) or 98 (14x7) frames (pages), or less.

The face of the file jacket will bear a label to denote
that a Microfiche Appendix is included in the applica-
tion. A statement must be included in the specification to
the effect that a microfiche appendix is included in the
application. The specification entry must appear at the
beginning of the specification immediately following
any cross—reference to related applications, 37 CFR
1.77 ** >(a)(6) <. The patent front page and the Official
Gazette entry will both contain information as to the
number of microfiche and frames of computer program
listings appearing in the microfiche appendix.

When an application containing microfiche is re-
ceived in the Correspondence and Mail Division, a spe-
cial pocket will be affixed to the center section of the in-
side of the file wrapper underneath all papers, and the
microfiche inserted therein. The application file will
then proceed on its normal course, and when it reaches
the Application Branch, a label which sticks up above the
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file wrapper will be placed at the center section of the
face of the wrapper. When the application file reaches
the Micrographics Division, the Microfiche Appendix
label will be placed on the face of the file wrapper. When
the Allowed Files and Assembly Branch of the Office of
Publications receives the application file, the person
placing the patent number on the face of the file, upon
seeing the Microfiche Appendix label, will give the file to
the Supervisor who will call Micrographics Division and
give the serial number and patent number, and request
copies of the microfiche. Micrographics Division per-
sonnel will then put the patent number on the micro-
fiche(s), making certain each microfiche is the most re-
cent, and numbering each correctly; e.g., 1 of 1,1 of 2,
etc. Upon completion, two copies will be produced and
provided to Allowed and Assembly Branch Files — one
for the grant head and one for the file wrapper.

At the time of assembly, the Microfiche Appendix
will be placed inside the grant head behind the patent
grant for eyeletting, ribboning, and mailing to the paten-
tee/attorney. During the signing of the grant heads by the
Attesting Officer, the patent will be checked to assure
proper assembly prior to mailing.

609 Infermation Disclosure Statement [R—3] |

37 CFR 1.97. Filing of information disclosure statement.

** >(a) In order for an applicant for a patent or for a reissue of a
patent to have an information disclosure statement in compliance with § 1.98
considered by the Office during the pendency of the application, it must
satisfy paragraph (b), (c), or (d) of this section.

(b) An information disclosure statement shall be considered by
the Office if filed by the applicant:

(1) Within three months of the filing date of a national applica-
tion;

(2) Within three months of the date of entry of the national stage
as set forth in § 1.491 in an international application; or

(3) Before the mailing date of a first Office action on the
merits,
whichever event occurs last.

(¢) An information disclosure statement shall be considered by
the Office if filed after the period specified in paragraph (b) of this
section, provided that the statement is accompanied by either a
certification as specified in paragraph (e) of this section or the fee set
forth in § 1.17(p), and is filed before the mailing date of either:

(1) A final action under § 1.113 or
(2) A notice of allowance under § 1.311,
whichever occurs first.

(d) An information disclosure statement shall be considered by
the Office if filed by the applicant after the period specifiedin paragraph
(c) of this section, provided that the statement is filed on or before
payment of the issue fee and is accompanied by:

(1) A certification as specified in paragraph (e) of this section;

(2) A petition requesting consideration of the information
disclosure statement; and

(3) The petition fee set forth in § 1.17(i).<
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(e) A certification under this section must state either:

(1) That each item of information contaired in the information
disclosurestatement wascitedin acommunication from a foreign patent
office in a counterpart foreign application not more than three months
priot to the filing of the statement, or

(2) That no item of information contained in the information
disclosure statement wascited in 2 communication froma foreign patent

_ office in a counterpart foreign application or, to the knowledge of the

person signing the certification after making reasonable inquiry, was
known to any individual designated in § 1.56(c) more than three months
prior to the filing of the statement.

(f) No extensions of time for filing an information disclosure
statement are permitted under § 1.136. If a bona fide attempt ismade to
comply with  §1.98, but part of the required content is inadvertently
omitted, additionsl time may be given to enable full compliance.

(g) Aninformation disclosure statement filed in accordance with
this section shall not be construed as a representation that a search has
been made.

(h) The filing of an information disclosure statement shall not
be construed to be an admission that the information cited in the
statement is, or is considered fo be, material to patentability as defined
in §1.56(b).

(i) Information disclosurestatements, filed before the grantofa
patent, which do not comply with this section and § 1.98 will be placedin
the file, but will not be considered by the Office.

37 CFR 1.98. Content of information disclosure statement.
(a) Any information disclosure statement filed under § 1.97 shall

- include:

(1) A list of all patents, publications or other information
submitted for consideration by the Office;
(2) Alegible copy of :
(i) Each U.S. and foreign patent;
(ii) Eachpublication or that portion which caused it to be listed;
and
(iii) All other information or that portion which caused it to be
listed, except that no copy of a U.S. patent application need be included;
and
(3) A concise explanation of the relevance, as it is presently
understood by the individual designated in § 1.56(c) most knowledge-
able about the content of the information, of each patent, publication, or
other information listed that is not in the English language. The concise
explanation may be either separate from the specification or incorpo-
rated therein.

(b) Each U.S. patent listed in an information disclosure state-
ment shall be identified by patentee, patent number and issue date.
Each foreign patent or published foreign patent application shall
be identified by the country or patent office which issued the patent
or published the application, an appropriate document number, and
the publication date indicated on the patent or published applica-
tion. Each publication shall be identified by author (if any), title,
relevant pages of the publication, date and place of publication.

(¢) When the disclosures of two or more patents or publica-
tions listed in an information disclosure statement are substan-
tively cumulative, a copy of one of the patents or publications may be
submitted without copies of the other patents or publications provided
that a statement is made that these other patents or publications are
cumulative. ifawritten English--language translation of anon—English
language document, or portion thereof, is within the possessinn, custody
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or conirol of, or is readily available to any individual designated in
§ 1.56(c), a copy of the translation shall accompany the statement.

(d) Acopyofanypatent, publication or other information listed in
an information disclosure statement is not required to be provided if it
was previously cited by or submitted to the Office in a prior application,
providedthatthe prior applicationis properlyidentified in the statement
and relied upon for an earlier filing date unde: 35 U.S.C. 120.

Information Disclosure Statements are not per-
mitted in provisional applications filed under 35 U.S.C.
111(b). Since no substantive examination is given in pro-
visional applications, a disclosure of information is un-
necessary. Any such statement filed in a provisional ap-
plication will be returned or destroyed at the option of
the Office. In applications filed under 35 U.S.C. 111(a),
applicants and other individuals substantively involved
with the preparation and/or prosecution of the applica-
tion have a duty to submit to the Office information
which is material to patentability as defined in 37 CFR
1.56. These individuals also may want the Office to con-
sider information for a variety of other reasons; e.g.,
without first determining whether the information
meets any particular standard of materiality, or because
another patent office considered the information to be
relevant in a counterpart or related patent application
filed in another country, or to make sure that the examin-
er has an opportunity to consider the same information
that was considered by the individuals that were substan-
tively involved with the preparation or prosecution of a
patent application.

An information disclosure statement filed in accor-
dance with the provisions of 37 CFR 1.97 and 1.98 pro-
vides the procedure available to an applicant to submit
information to the Office so that the information will be
considered by the examiner assigned to the application.
The requirements for the content of a statement have
been simplified in the new rules which became effective
on March 16, 1992, to encourage individuals associated
in a substantive way with thc filing and prosecution of a
patent application to submit information to the Office so
the examiner can determine its relevance to the claimed
invention. The procedures for submitting an informa-
tion disclosure statement under the new rules are de-
signed to encourage individuals to submit information to
the Office promptly.

In order to have information considered by the
Office during the pendency of a patent application, an
information disclosure statement in compliance with
37 CFR 1.98 as to content must be filed in accordance
with the procedural requirements of 37 CFR 1.97. The
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requirements as to content are discussed in A below, The
requirements based on the time of filing the statement
are discussed in B below. Examiner handling of informa-
tion disclosure statements is discussed in C below.

The Office has set forth the minimum requirements
for information to be considered in 37 CFR 1.97 and
1.98. Once the minimum requirements are met, the ex-
aminer has an obligation to consider the information.
These rules provide certainty for the public by defining
the requirements for submitting information to the
Office so that the Office will consider information be-
fore a patent is granted. Information submitted to the
Office that does not comply with the requirements of
37 CFR 1.97 and 1.98 will not be considered by the Office
but will be placed in the application file,

The filing of an information disclosure statement
shall not be construed as a representation that a search
has been made. 37 CFR 1.97(g). There is no require-
ment that an applicant for a patent make a patentability

-search. Further, the filing of an information disclosure
-statement shall not be construed to be an admission that
the information cited in the statement is, or is considered
to be, material to patentability as defined in 37 CFR
1.56(b). 37 CFR 1.97(h). See MPEP § 2129 regarding
admissions by applicant.

Multiple information disclosure statements may be
filed in a single application, and they will be considered,
provided each is in compliance with the appropriate re-
quirements. Use of form PTO~1449, “Information Dis-
closure Citation,” is encouraged as a means to provide
the required list of information. See C(2) below.

Information which **>has been considered by< the
Office in the parent application of a file wrapper contin-
uing application under 37 CFR 1.62 will be part of the file
before the examiner and need not be resubmitted in the
continuing application to have the information consid-
ered and listed on the patent. Likewise, the examiner
will consider information **>which has been consid-
ered by< the Office in a parent application when ex-
amining a continuation or continuation—in—part ap-
plication (See MPEP § *>201.06(b)< which is not a file
wrapper continuing application, and a list of the infor-
mation need not be submitted in the * >continuation or
continuation—in—part< application unless applicant
desires the information to be printed on the patent. >In-
formation which is cited or submitted to the Office in the
parent application of a divisional application which is
not a file wrapper continuing application under 37 CFR
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1.62 must be resubmitted in the divisional application to
have the information considered and listed on the pat-
ent.<

The examiner will consider the documents cited in
the international search report in a PCT national stage
application, when the Form PCT/DO/EO/903 indicates
that both the international search report and the copies
of the documents are present in the national stage file.
In such a case, the examiner should consider the docu-
ments from the international search report and indicate
by a statement in the first Office action that the informa-
tion has been considered. There is no requirement that
the examiner list the documents on a PTO-892 form.

A. CONTENT

An information disclosure statement must comply
with the provisions of 37 CFR 1.98 as to content in order
to be considered by the Office. Each information disclo-
sure statement must comply with the applicable provi-
sions of A(1), A(2), and A(3) below.

A (1) Each information disclosure statement must in-
clude a list of all patents, publications, or other informa-
tion submitted for consideration by the Office.

37 CFR 1.98(b) requires that each U.S. patent listed
in an information disclosure statement be identified by
patentee, patent number, and issue date. Each foreign
patent or published foreign patent application must be
identified by the country or patent office which issued
the patent or published the application, an appropriate
document number, and the publication date indicated
on the patent or published application. Each publication
must be identified by author (if any), title, relevant pages
of the publication, date and place of publication. The
date of publication supplied must include at least the
month and year of publication, ¢xcept that the year of
publication (without the month) will be accepted if the
applicant points out in the information disclosure state-
ment that the year of publication is sufficiently earlicr
than the effective U.S. filing date and any foreign prior-
ity date so that the particular month of publication is not
in issue. The place of publication refers to the name of
the journal, magazine, or other publication in which the
information being submitted was published.

To comply with this requirement, the list may not be
incorporated into the specification but must be sub-

mitted in a separaté paper. A separate list is required so -

that it is easy to confirm that applicant interds to submit an

600 — 94

(P,




PARTS, FORM, AND CONTENT OF APPLICATION 649

information disclosure statement and because it provides
a readily available checklist for the examiner to indicate
which identified documents have been considered. A

- copy of a separate list will also provide a simple means of

communication to applicant to indicate the listed docu-
ments that have been considered and those listed docu-
ments that have not been considered. Use of form
PTO- 1449, Information Disclosure Citation, is encour-
aged. See C(2) below.

A(2) Inaddition to the list, each information disclosure
statement must also include a legible copy of:

(i) Each U.S. and foreign patent;

(ii) Each publication or that portion which caused it
to be listed; and

(iii)All other information or that portion which
caused it to be listed, except that no copy of a U.S. patent
application need be included.

There are exceptions to this general rule that a copy
must be provided. First, 37 CFR 1.98(d) states that a
copy of any patent, publication, or other information
listed in an information disclosure statement is not re-
quired to be provided if it was previously cited by or sub-

- mitted to the Office in a prior application, provided that

the prior application is properly identified in the state-
ment and relied on for an earlier filing date under 35
U.S.C. 120. The examiner will consider information
cited or submitted to the Office in a prior application re-
lied on under 35 U.S.C. 120. This exception to the re-
quirement for copies of information does not apply to in-

- formation which was cited in an international ap-

plication under the Patent Cooperation Treaty. If the
information cited or submitted in the prior application
was not in English, a concise explanation of the relevance
of the information to the new application is not required
unless the relevance of the information differs from its
relevance as explained in the prior application. See A(3)
below.

Second, 37 CFR 1.98(c) states that when the disclo-
sures of two or more patents or publications listed in an
information disclosure statement are substantively cu-
mulative, a copy of one of the patents or publications
may be submitted without copies of the other patents or
publications provided that a statement is made that
these other patents or publications are cumulative. The
examiner will then consider only the patent or publica-
tion of which a copy is submitted and will so indicate on
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the list or form PTO~—1449 submitted; e.g., by crossing
out the listing of the cumulative information.

37 CFR 1.98(c) further states that if a written English
language translation of a non—English language docu-
ment, or thereof, is within the possession, custody or
control of, or is readily available to any individual desig-
nated in 37 CFR 1.56(c), a copy of the translation shail
accompany the statement. Translations are not required
to be filed unless they have been reduced to writing and
are actually translations of what is contained in the non—
English language information. If no translation is sub-
mitted, the examiner will consider the information in
view of the concise explanation and insofar as it is under-
stood on its face; e.g., drawings, chemical formulas,
English language abstracts, in the same manner that
non-English langeage information in Office search files
is considered by examiners in conducting searches.

A (3) Each information disclosure statement must fur-
ther include a concise explanation of the relevance, as it
is presently understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information of each patent, publication, or other
information listed that is not in the English language.
The concise explanation may be either separate from the
specification or incorporated therein.

The requirement for a concise explanation of rele-
vance is limited to information that is not in the English
language. The explanation required is limited to the
relevance as understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information at the time the information is sub-
mitted to the Office. If a translation of the information
into English is submitted with the forcign language infor-
mation, no concise explanation is required. An English—
language equivalent application may be submitted to ful-
fill this requirement if it is, in fact, a translation of a for-
eign language application being listed in an information
disclosure statement. There is no requirement for the
translation to be verified. Submission of an English lan-
guage abstract of a reference which does not deal with its
relevance to the invention will not fulfill the requirement
for a concise explanation. Where the information listed
is not in the English language, but was cited in a search
report or other action by a foreign patent office in a
counterpart foreign application, the requirement for a
concise explanation of relevance can be satisfied by
submitting an English—language version of the search
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report or action which indicates the degree of relevance
found by the foreign office. This may be an explanation
of which portion of the reference is particularly relevant,
to which claims it applies, or merely an “X”, “Y”, or ‘A"
indication on a search report. The requirement for a
concise explanation of non—English language informa-
tion would not be satisfied by a statement that a refer-
ence was cited in the prosecution of a United States ap-
plication which is not relied on under 35 U.S.C.120.

If information cited or submitted in a prior applica-
tion relied on under 35 U.S.C. 120 was not in English, a
concise explanation of the relevance of the information
to the new application is not required unless the rele-
vance of the information differs from its relevance as ex-
plained in the prior application.

The concise explanation may indicate that a particu-
lar figure or paragraph of the patent or publication is
relevant to the claimed invention. It might be a simple
statement pointing to similarities between the item of in-
formation and the claimed invention. It is permissible
but not necessary to discuss differences between the
cited information and the claims.

Applicants may, if they wish, provide a concise ex-
planation of why English—language information is being
submitted and how it is understood to be relevant. Con-
cise explanations are helpful to the Office, particularly
where documents are lengthy and complex and applicant
is aware of a section that is highly relevant to patentabili-
ty or where a large number of documents are submitted
and applicant is aware that one or more are highly rele-
vant to patentability.

B. TIME FOR FILING

The procedure and requirements for submitting an
information disclosure statement are linked to four
stages in the processing of a patent application: (1) with-
in 3 months of filing, or before first Office action, which-
ever is later; (2) after the period in (1), but before final
Office action or a Notice of Allowance, whichever is ear-
lier; (3) after the period in (2) but on or before the date
the issue fee is paid; and (4) after the period in (3) and
up to the time the patent application can be effectively
withdrawn from issne. The procedures and require-
ments apply to applications filed under 35 U.S.C. 111
(utility), 161 (plants), 171 (designs), and 251 (reissue), as
well as international applications entering the national
stage under 35 U.S.C. 371.
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The requirements based on the time when the in-
formation disclosure statement is filed are summarized
as follows.

Time when IDS s filed 3J7ICFR197
Requirements

(1) Within 3 months of filing or None (always
before first Office action on considered).
the merits, whichever is later.

(2) After (1) but before final Certification or
action or notice of allowance.  1.17(p) fee.

(3) After final action or notice Certification,
of allowance and before pay—  petition, and
ment of issue fee petition fee.

B.(1) Statement filed BEFORE first action on the merits
or within three (3) months of actual filing date (37 CFR

1.97(b)).

An information disclosure statement will be consid-
ered by the examiner if filed:

(i) within 3 months of the filing date of a national
application;

(i) within 3 months of the date of entry of the nation-
al stage as set forth in 37 CFR 1.491 in an international
application; or

(iii) before the mailing date of a first Office action on
the merits,

whichever event occurs last. A statement filed within this
period requires neither a fee nor a cerification of
prompt filing.

The term “national application” includes continuing
applications (continuations, divisions, continuations—
in—part) so 3 months will be measured from the actual
filing date of an application as opposed to the effective
filing date of a continuing application.

All information disclosure statements that comply
with the content requirements of 37 CFR 1.98 and are
filed within three months of the filing date will be consid-
ered by the examiner, regardless of whatever else has
occurred in the examination process up to that point in
time. Thus, in the rare instance that a final Office action
or a notice of allowance is prepared and mailed priorto a
date which is 3 months from the filing date, any informa-
tion contained in a complete information disclosure
statement filed within that 3—month window will be con-
sidered by the examiner.
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Likewise, an information disclosure statement will be
considered if itis filed later than 3 months after the filing
date but before the mailing date of a first Office action
on the merits. An action on the merits means an action
which treats the patentability of the claims in an applica-
tion, as opposed to only formal or procedural require-
merts. An action on the merits would, for example, con-
tain a rejection or indication of allowability of a claim or
claims rather than just a restriction requirement
(37 CFR 1.142) or just a requirement for additional fees
to have a claim considered (37 CFR 1.16(d)). Thus, if an
application was filed on January 1 and the first Office ac-
tion on the merits was not mailed until 6 months later on
July 1, the examiner would be required to consider any
proper information disclosure statement filed prior to
July 1.

An information disclosure statement will be consid-
ered to have been filed on the day it was received in the

'Office, or on an earlier date of mailing if accompanied by

a properly executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or ** >if it is in proper
compliance with the provisions for “Express Mail” deliv-

“ery< under 37 CFR 1.10. An Office action is mailed on

the date indicated in the Office action.

B (2) Statement filed after B(1), but BEFQRE mailing
of final action or notice of allowance (37 CFR 1.97(c)).

An information disclosure statement will be consid-
ered by the examiner if filed after the period specified in
B(1) above, but before (not on the same day as) the mail-
ing date of either

a final action under 37 CFR 1.113; e.g,, final rejection
or notice of allowability, or
a notice of allowance under 37 CFR 1.311,

whichever occurs first, provided: (1) the statement is ac-
companied by either a certification as specified in
37 CFR 1.97(¢) or (2) the fee set forth in 37 CFR 1.17(p).
If a final action or notice of allowance is mailed in an ap-
plication and later withdrawn, the application will be
considered as not having had a final action or notice of
allowance mailed for purposes of considering an infor-
mation disclosure statement.

An Ex parte Quayle action is not a final action under
37 CFR 1.113 as referred to in 37 CFR 1.97. Therefore,
an information disclosure statement filed after an

\/ Ex parte Quayle action, but before mailing of a notice of
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allowance, must comply with the provisions of 37 CFR
1.97(c) rather than those of 37 CFR 1.97 (d). However,
where an Ex parte Quayle action is issued after a final re-
jection which has not been withdrawn, any information
disclosure statement filed after the Ex parte Quayle ac-
tion must comply with the provisions of 37 CFR 1.97(d).

(i) If information submitted during the period set
forth in 37 CFR 1.97(c) with a certification is used in a
new ground of rejection on unamended claims, the next
Office action will not be made final since in this situation
it is clear that applicant has submitted the information to
the Office promptly after it has become known and the
information is being submitted prior to a final deter-
mination on patentability by the Office. The information
submitted with a certification can be used in a new
ground of rejection and the next Office action made
final, however, if the new ground of rejection was neces-
sitated by amendment of the application by applicant.
Where the information is submitted during this period
with a fee, the examiner may use the information sub-
mitted; e.g., printed publication or evidence of public
use, and make the next Office action final whether or not
the claims have been amended, provided that no other
new ground of rejection which was not necessitated by
amendment to the claims is introduced by the examiner.
See MPEP § 706.07(a). If a new ground of rejection is
introduced that is neither necessitated by an amendment
to the claims nor based on the information submitted
with the fee set forth in 37 CFR 1.17(p), the Office action
shall not be made final.

(ii) A certification under 37 CFR 1.97(e) must state
either
(a) that each item of information contained in the
information disclosure statement was cited in a commu-
nication from a foreign patent office in a counterpart
foreign application not more than three months prior to
the filing of the statement, or
(b) that no item of information contained in the in-
formation disclosure statement was cited in a commu-
nication from a foreign patent office in a counterpart
foreign application or, to the knowledge of the person
signing the certification after making reasonable inqui-
ry, was known to any individual designated in 37 CFR
1.56(c), more than three months prior to the filing of the
statement,
A certification can contain either of two statements.
One statement is that each item of information in an
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information disclosure statement was cited in a commu-
nication, such as a search report, from a patent office
outside the U.S. in a counterpart foreign application
not more than 3 months prior to the filing date of the
statement. Under this certification, it does not matter
whether any individual with a duty of disclosure actually
knew about any of the information cited before receiving
the search report. The date on the communication by the
foreign patent office begins the 3—month period in the
same manner as the mailing of an Office action starts a
3—month shortened statutory period for response. If
the communication contains two dates, the mailing date
of the communication is the one which begins the
3—month period. The date which begins the 3--month
period is not the date the communication was received
by a foreign associate or the date it was received by a U.S.
registered practitioner. Likewise,the statement will be
considered to have been filed on the date the statement
was received in the Office, or on an earlier date of mail-
ing or transmission if accompanied by a properly execut-
ed certificate of mailing or facsimile transmission under
37 CFR 1.8, or ** >if it is in compliance with the provi-
sions for “Express Mail” delivery< under 37 CFR 1.10.

The term counterpart foreign patent application
means that a.claim for priority has been made in either
the U.S. application or a foreign application based on
the other, or that the disclosures of the U.S. and foreign
patent applications are substantively identical (e.g., an
application filed iz the European Patent Office claiming
the same U.K. priority as claimed in the U.S. applica-
tion).

Communications from foreign patent offices in for-
eign applications sometimes include a list of the family of
patents corresponding to a particular patent being cited
in the communication. The family of patents may include
a United States patent or other patent in the English lan-
guage. Some applicants submit information disclosure
statements to the PTO which list and include copies of
both the particular patent cited in the foreign patent of-
fice communication and the related United States or
other English language patent from the family list. Since
this is to be encouraged, the United States or other
English language patent will be construed as being cited
by the foreign patent office for purposes of a certifica-
tion under 37 CFR 1.97(e)(1). The examiner should
consider the United States or other English language
patent if 37 CFR. 1.97 and 1.98 are complied with.
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If an information disclosure statement includes a
copy of a dated communication from a foreign patent
office which clearly shows that the statement is being
submitted within 3 months of the date on the commu-
nication, the copy will be accepted as the required com-
munication. It will be assumed, in the absence of evi-
dence to the contrary, that the communication was for a
counterpart foreign application. ’

In the alternative, a certification can be made if no
item of information contained in the information disclo-
sure statement was cited in a communication from a for-
eign patent office in a counterpart foreign application
and, to the knowledge of the person signing the certifica-
tion after making reasonable inquiry, neither was it
known to any individual having a duty to disclose more
than 3—montbhs prior to the filing of the statement.

The phrase “after making reasonable inquiry” makes
it clear that the individual making the certification has a
duty to make reasonable inquiry regarding the facts that
are being certified. The certification can be made by a
registered practitioner who represents a foreign client

and who relies on statements made by the foreign client /
as to the date the information first became known. '

A registered practitioner who receives information from
a client without being informed whether the information
was known for more than 3 months, however, cannot
make the certification without making reasonable inqui-
ry. For example, if an inventor gave a publication to the
attorney prosecuting an application with the intent that
it be cited to the Office, the attorney should inquire as
to when that inventor became aware of the publication
and should not submit a certification under 37 CFR
1.97(e)(2) to the Office until a satisfactory response is re-
ceived. The certification can be based on present, good
faith knowledge about when information became known
without a search of files being made.

Certification need not be in the form of an oath or a
declaration under 37 CFR 1.68. Certification by a regis-
tered practitioner or any other individual that the state-
ment was filed within the 3—month period of either first
citation by a foreign patent office or first discovery of the
information will be accepted as dispositive of com-
pliance with this provision in the absence of evidence to
the contrary. For example, a certification could read as
follows:

\ .
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“I hereby certify that each item of informa-
tion contained in this Information Disclosure
Statement was cited in a communication from a
foreign patent office in a counterpart foreign
application not more than 3 months prior to the
filing of this statement.”, or

“I hereby certify that no item of information
‘in the Information Disclosure Statement filed
herewith was cited in a communication from a
foreign patent office in a counterpart foreign
application or, to my knowledge after making
reasonable inquiry, was known to any individual
designated in 37 CFR 1.56(c) more than
3 months prior to the filing of this Information
Disclosure Statement.”

An information disclosure statement may include
two lists and two certifications, similar to the above ex-
amples, in situations where some of the information
listed was cited in a communication from a foreign pat-
ent office not more than 3 months prior to filing the
statement and some was not, but was not known more
than 3 months prior to filing the statement.

- A copy of the foreign search report need not be sub-
mitted with the certification, but an individual may wish
to submit an English—language version of the search re-
port to satisfy the requirement for a concise explanation
where non—English language information is cited. The
time at which information was known to any individual
designated in 37 CFR 1.56(c) is the time when the infor-
mation was discovered in association with the applica-
‘tion even if awareness of the materiality came later. The
Office wishes to encourage prompt evaluation of the
relevance of information and to have a date certain for
determining if a certification can properly be made.
A statement on information and belief would not be suf-
ficient. Examiners should not remind or otherwisc make
any comment about an individual’s duty of candor and
good faith, but questions about the adequacy of any cer-
tification received in writing by the Office should be di-
rected to the Office of the Assistant Commissioner for
Patents.

B(3) Statement Filed After B(2), but Prior to Payment of
Issue Fee (37 CFR 1.97(d)).

An information disclosure statement will be consid-
ered by the examiner if filed on or after the mailing date
of either a final action under 37 CFR 1.113 or a notice of
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allowance under 37 CFR 1.311, whichever occurs first,
but before or simultancous with payment of the issue fee,
provided the statement is accompanied by:

(i) a certification as specified in 37 CFR 1.97(e) (see
the discussion in B(2)(ii) above),

(ii) a petition requesting consideration of the infor-
mation disclosure statement, and

(iii) the petition fee set forth in 37 CFR 1.17(i)*.

These requirements are appropriate in view of the
late stage of prosecution when the information is being
submitted; i.e., after the examiner has reached a final de-
termination on the patentability of the claims presented
for examination. The petition should be directed to the
Group Director of the examining group handling the ap-
plication. The petition need do nothing more than re-
quest consideration of the information being submitted.
Payment of the petition fee (37 CFR 1.17(i)*) and sub-
mission of the appropriate certification 37 CFR 1.97(e))
are the essential elements for having information con-
sidered at this advanced stage of prosecution, assuming
the content requirements of 37 CFR 1.98 are satisfied.

>Form Paragraph 6.52 may be used to inform the
applicant that the information disclosure statement is
being considered.

§ 6.52 Information Disclosure Statement, Petition Granted

The information disclosure statement (IDS) submitted on {1} was
filed after the mailing date of the [2] on [3]. The submission is in
compliancewith the provisionsof 37 CFR 1.97. Accordingly, the petition
is granted and the information disclosure statement is being considered
by the examiner.

Examiner Note:

1. Thisform paragraph may be used in an Office action onlywhen
signed by a Supervisory Patent Examiner.

2. In bracket 2, insert either ——final Office action—— or
- ~—Notice of Allowance——, as appropriate.<

The requirements of 37 CFR 1.97 provide for consid-
eration by the Office of information which is submitted
within a reasonable time; i.e., within 3 months after an
individual designated in 37 CFR 1.56(c) becomes aware
of the information or within 3 months of the information
being cited in a communication from a foreign patent of-
fice in a counterpart foreign application. This undertak-
ing by the Office to consider information would be avail-
able throughout the pendency of the application until
the point where the patent issue fee was paid. If an appli-
cant chose not to comply, or could not comply, with the
requirements of 37 CFR 1.97(d), a continuing applica-
tion could be filed to have the information considered by
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the examiner, The parent application could be permitted
to become abandoned by not paying the issue fee re-
quired in the Notice of Allowance, for example, or by the
filing of a file wrapper continuing application under
37 CFR 1.62, >In order to ensure consideration of infor-
mation in a continuing application which has not been
considered in a parent application, applicant must either
resubmit the information in compliance with the re-
quirements of 37 CFR 1.97 and 1.98 or request that the
previously submitted information be considered in a
continuing application filed under 37 CFR 1.62.< It
would not be proper to make final a first Office action in
the continuing application if the information submitted
is used in a new ground of rejection.

B(4) Statement Filed After Payment of Issue Fee.

After the issue fee has been paid on an application, it
is impractical for the Office to attempt to consider newly
submitted information. Information disclosure state-
‘ments filed after payment of the issue fee in an
application will not be considered but wil! merely be
placed in the application file. See C below. The applica-
tion may be withdrawn from issue at this point, however,
pursuant to 37 CFR 1.313(b)(5) so that the information
can be considered in a continuing application. In this sit-
" -uation, a file wrapper continuing application under
37 CFR 1.62 could be filed even though the issue fee had
already been paid. The Office will consider the filing of a
petition under 37 CFR 1.313(b)(5) as sufficient grounds
to waive the requirement that an application under
37 CFR 1.62 be filed before payment of the issue fee.
>In order to ensure consideration of information in a
continuing application which has not been considered in
a parent application, applicant must either resubmit the
information in compliance with the requirements of
37 CFR 1.97 and 1.98 or request that the previously sub-
mitted information be considered in a continuing ap-
plication filed under 37 CFR 1.62.< Alternatively, for
example, a petition pursuant to 37 CFR 1.313(b)(3)
could be filed if applicant states that one or more claims
are unpatentable. This statement that one or more
claims are unpatentable over the information must be
unequivocal, A statement that a serious question as to
patentability of a claim has been raised, for example,
would not be acceptable to withdraw an application from
issue under 37 CFR 1.313(b)(3). Form Paragraph 13.09
may be used.
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9 13.09 Information Disclosure Statement, Issue Fee Paid
Applicant’s Information Disclosure Statement of [1) wasfiled after
the issue fee was paid. Information Disclosure Statements filed after
payment of the issue fee will not be considered, but witl be placed in the
file. However, the application may be withdrawn from issue in order to
file a File Wrapper Continuing application upon the grant of a petition
filed under the provisions of 37 CFR 1.313(b)(5). Alternatively, the
other provisions of 37 CFR 1.313 may apply, e.g., a petition to withdraw
the application from issue under the provisions of 37 CFR 1.313(b)(3)
maybefiled togetherwith an unequivocaistatement by the applicantthat
one or more claims are unpatentable over the information contained in
the Statement. The Information Disclosure Statement would then be
considered upon withdrawal of the application from issue under 37 CFR

13130)(3).

Examinér Note:

1. For Information Disclosure (Prior Art) Statements sub-
mitted after the issue fee has been paid, use this paragraph on form
PTOL—90.

2. In bracket 1, insert the filing date of the IDS.

If an application has been withdrawn from issue un-
der one of the provisions of 37 CFR 1.313(b)(1)—(4), it
will be treated as though no notice of allowance had been
mailed and the issue fee had not yet been paid with
regard to the time for filing information disclosure
statements. Petitions under 37 CFR 1.313(b) should be
directed to the Office of Petitions in the Office of the
Assistant Commissioner for Patents.

B(5) Extensions of Time (37 CFR 1.97(f))

No extensions of time for filing an information dis-
closure statement are permitted under 37 CFR 1.136(a)
or (b). If a bona fide attempt is made to comply with the
content requirements of 37 CFR 1.98, but part of the re-
quired content is inadvertently omitted, additional time
may be given to enable full compliance.

C. EXAMINER HANDLING OF INFORMATION
DISCLOSURE STATEMENTS

Information disclosure statements will be reviewed
for compliance with the requirements of 37 CFR 1.97
and 1.98 as discussed in A and B above. Applicant will be
notified of compliance and noncompliance with the rules
as discussed below.

€() Noncomplying Statements

Pursuant to 37 CFR 1.97(i), submitted information,
filed before the grant of a patent, which does not comply
with 37 CFR 1.97 and 1.98 will be placed in the file, but
will not be considered by the Office. Information sub-
mitted after the grant of a patent must comply with
37 CFR 1.501.
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(i)If an information disclosure statement does not

ccomply with the requirements based on the time of filing

the statement as discussed in B above, including the re-
quirements for fees and/or certification, the statement
will be placed in the application file, but none of the in-
formation will be considered by the examiner. The ex-
aminer may use Form Paragraph 6.49 which is repro-
duced below to inform applicant that the information
has not been considered. Applicant may then file a new
information disclosure statement or correct the defi-
ciency in the previously filed statement, but the date that
the new statement or correction is filed will be the date of
the statement for purposes of determining compliance
with the requirements based on the time of filing the
statement (37 CFR 1.97).

The examiner should write “not considered” on an
information disclosure statement where none of the in-
formation listed complies with the requirements; e.g., no
copies of listed items submitted. If none of the informa-
tion listed on a PTQO—1449 form is considered, a diago-
nal line should also be drawn in pencil across the form
and the form placed on the right side of the application
file to instruct the printer not to list the information on
the face of the patent if the application goes to issue.
The paper containing the disclosure statement or list will
be placed in the record in the application file. The ex-
aminer will inform applicant that the information has
not been considered and the reasons why by using form *
>paragraphs< 6.49 >through 6.49.09<. If the improp-
er citation appears as part of another paper; e.g., an
amendment, which may be properly entered and consid-
ered, the portion of the paper which is proper for consid-
eration will be considered.

9 649 Information Disclosure Statement Not Considered

The information disclosure statement filed [1] fails to comply with
the provisions of MPEP § 609 because [2]. It has been placed in the
application file, but the information referred to therein has not been
considered as to the merits. Applicant is advised that the date of any
re—submission of any item of information contained in this information
disclosure statement or the submission of any missing element(s) wiil be
the date of submission for purpeses of determining compliance with the
requirements based on the time of filing the statement, including all
certification requirements. See MPEP § 609 9C(1).

Examiner Note:
See MPEP § 609 for situations where the use of this form
paragraph would be appropriate.
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>9 6.49.01  Information Disclosure Statement Not Consid-
ered, After First Action, Before Final or Allowance, No Certification

The information disclosure statement filed [1] fails to comply with
37 CFR 1.97(c) because it lacks a certification as specified in
37 CFR 1.97(e). It has been placed in the application file, but the
information referred to therein has not been considered.

9 6.49.02 Information Disclosure Statement Not Considered,
After First Action, Before Final or Allowance, No Fee

The information disclosure statement filed [1] fails to comply with
37CFR 1.97(c) because it lacks the fee set forth in 37 CFR 1.17(p}. It
has been placed in the application file, but the information referred to
therein has not been considered.

9 6.49.03 Information Disclosure Statement Not Considered,
After Final or Allowance, Issue Fee Not Paid, No Certification

The information disclosure statement filed [1] fails to comply with
37 CFR 197(d) because it lacks a certification as specified in
37 CFR 1.97(c). It has been placed in the application file, but the
information referred to therein has not been considered.

Y 6.49.04 Information Disclosure Statement Not Considered,
After Final Or Allowance, Issue Fee Not Paid No Petition
Requesting Consideration

The information disclosuze statement filed [1] fails to comply with
37 CFR 1.97(d) because it lacks a petition requesting consideration of
the information disclosure statement. It has been placed in the
application file, but the information referred to therein has not been
considered.

Y 6.49.05 Information Disclosure Statement Not Considered,
After Final or Allowance, Issue Fee Not Paid No Petition Fee

The information disclosure statement filed [11 fails to comply with
37 CFR 1.97(d) because it lacks the petition fee set forth in
37 CFR 1.17(i)(1). It has been placed in the application file, but the
information referred to therein has not been considered.

Y 6.49.06 Information Disclosure Statement Not Considered,
References Listed in Specification

The listing of references in the specification is not a proper
information disclosure statement. 37 CFR 1.98(b) requires a list of all
patents, publications, or other information submitted for consideration
by the Office, and MPEP § 609 A(1) states, "the list may not be
incorporated into the specification but must be submitted in a separate
paper.” Therefore, unless the references have been cited by the
examiner on form PTO—892, they have not been considered.

Y 6.49.07 Information Disclosure Statement Not Considered,
No Copy of References

The information disclosure statement filed [1] fails to comply with
37 CFR 1.98(a)(2), which requiresalegible copyof each U.S. and foreign
patent; each publication or that portion which caused it to be listed; and
all other information or that portion which caused it to be listed. It has
been placed in the application file, but the information referred to
therein has not been considered.

Y 6.49.08 Information Disclosure Statement Not Considered,
No List of References

The information disclosure statement filed [11 fails to comply with
37 CFR 1.98(a)(1), which requires a list of all patents, publications, or
other information submitted for consideration by the Office. Ithasbeen
placed in the application file, but the information referred to therein has
not been considered.
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9 6.49.09 Information Disclosure Statement Not Considered,
No Explanation of Relevance’

The information disclosure statement filed [1] fails to comply with
37 CFR 1.98(a)(3) because it does not include a concise explanation of
the relevance, asit is presently understood by the individual designated
in 37 CFR 1.56(c) most knowledgeable about the content of the
information, of each patent listed that is not in the English language. It
has been placed in the application file, but the information referred to
therein has not been considered. <

(i) If an information disclosure statement complies
with the requirements based on the time of filing
the statement as discussed in B above, including the
requirements for fees/or certification, but part of the
content requirements as discussed in A above has been
inadvertently omitted, the examiner may set a one—
month time period to correct the omission. Form para-
graph 6.51 may be used for this purpose.

1 651 Time Limit for Completing Information Disclosure
Statement ’

The information disclosure statement filed on [1] does not
comply with the requirements of 37 CFR 1.98 because [2]. Since the
submission appears to be bona fide, but through an apparent
oversight or inadvertence failed to comply with the necessary
requirements, applicant is required to complete the statement within
a TIME LIMIT of ONE MONTH from the date of this letter. NO
EXTENSION OF THIS TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136(a) OR (b). Failure to comply with
this, notice will result in the information disclosure statement being
placed in the application file with the non~complying information not
being considered.

Ezaminer Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of an information disclosure
statement. or where the requirements based on the time of filing the
statement as set forth in 37 CFR 1.97 have not been complied with.

If a statement fails to comply with requirements as
discussed in this section for an item of information, that
item of information in the statement will not be consid-
ered and a line should be drawn through the citation to
show that it has not been considered. However, other
items of information that do comply with all the require-
ments will be considered by the examiner. .

If information is listed in the specification rather
than in a separate paper, or if the other content require-
ments as discussed in A above are not complied with, the
examiner will notify applicant in the next Office action
that the information has not been considered. It should
be noted, however, that no copy of a U.S. patent applica-
tion is required to be submitted. See A(2)(iii) above.
Where a U.S. patent application is properly cited on a
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separate list, the examiner should obtain access to that
file within the Office.

€ (2) Complying Statements

The information contained in information disclosure
statements which comply with both the content require-
ments as discussed in A above and the requirements
based on the time of filing the statement as discussed in
B above will be considered by the examiner.

Applicants, patent owners, reexamination request-
ers, protestors, and others are encouraged to use form
PTO-1449), “Information Disclosure Citation,” when
preparing an information disclosure statement. A copy
of this form is reproduced in this section to indicate how
the form should be completed. This form will enable per-
sons to comply with the requirement to list each item of
information being submitted and to provide the Office
with a uniform listing of citations and with a ready way to
indicate that information has been considered. Examin-
ers must consider all citations submitted in conformance
with the rules and this section and their initials when
placed adjacent to the considered citations on the list or
in the boxes provided on a form PTO-1449 provides a
clear record of which citations have been considered by
the Office. The examiner must also fill in his or her name
and the date the information was considered in blocks at
the bottom of the PTO—1449 form. If the citations are
submitted on a list other than on a form PTO—1449, the
examiner may write “all considered” and his or her ini-
tials to indicate that all citations have been considered. If
any of the citations are considered, a copy of the sub-
mitted list or form PTO~—1449, as reviewed by the ex-
aminer, will be returned to the applicant with the next
communication. Those citations not considered by the
examiner will have a line drawn through the citation and
any citations considered will have the examiner’s initials
adjacent thereto. The original copy of the list or form
PTO—1449 will be entered into the application file. The
copy returned to applicant will serve both as acknowl-
edgement of receipt of the information disclosure state-
ment and as an indication as to which references were
considered by the examiner. Forms PTO-326 and
PTOL-37 include a box to indicate the attachment of
form PTO—1449.

Information which complies with requirements as
discussed in this section but which is in a non—English
language will be considered in view of the concise ex-
planation submitted (A(3) above) and insofar as it is
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i understoad on its face; ¢.g,, drawings, chemical formu-

las, in the same manner that non—English language in-
formation in Office search files is considered by examiners
in conducting searches, The examiner need not have the in-
formation translated unless it appears to be necessary to
do so. The examiner will indicate that the non—English
language information has been considered in the same
manner as consideration is indicated for information
submitted in English. The examiner should not require
that a translation be filed by applicant. The examin-
er should not make any comment such as that the
non—English language information has only been con-
sidered to the extent understood, since this fact is inher-
ent. '

Since information is required to be submitted in a
separate paper listing the citations rather than in the
specification, there is no need to mark “All checked” or
“Checked” in the margin of a specification containing
citations.

I a statement fails to comply with requirements as
discussed in this section for an item of information, a line
should be drawn through the citation to show that it
has not been considered. The other items of informa-
tion listed that do comply with the rules and this section
will be considered by the examiner and will be appropri-
ately initialed.

€ (3) Documents Submitted As Part of Applicant’s Re-
sponse to Office Action

Occasionally, documents are submitted and relied on
by an applicant when responding to an Office action.
These docements may be relied on by an applicant, for
example, to show that an element recited in the claim is
operative or that a term used in the claim has a recog-
nized meaning in the art. Documents may be in any form
but are typically in the form of an affidavit, declaration,
patent, or printed publication.

To the extent that a document is submitted as evi-
dence directed to an issue of patentability raised in an
Office action, and the evidence is timely presented, ap-
plicant need not satisfy the requirements of 37 CFR 1.97
and 1.98 in order to have the examiner consider the in-
formation contained in the document relied on by appli-
cant. In other words, compliance with the information
disclosure rules is not a threshold requirement to have
information considered when submitted by applicant to
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support an argument being made in a response to an Of-
fice action,

At the same time, the document supplied and relied
on by applicant as evidence need not be processed as an
item of information that was cited in an information dis-
closure statement. The record should reflect whether the
evidence was considered, but listing on a form (e.g.,
PTO-892 or PTO—-1449) and appropriate marking of
the form by the examiner is not required.

For example, if applicant submits and relies on three
patents as evidence in response to the first Office action
and also lists those patents on a PTO 1449 along with
two journal articles, but does not file a certification or
$200 fee, it would be appropriate for the examiner to in-
dicate that the teachings relied on by applicant in the
three patents have been considered, but to line through
the citation of all five documents on the PTO—1449 and
to inform applicant that the information disclosure
statement did not comply with 37 CFR 1.97(c).

D. INFORMATION PRINTED ON PATENT

A citation listed on form PTO~—1449 and considered
by the examiner in accordance with this section will be
printed on the patent. A citation listed in a separate pa-
per, equivalent to but not on form PTO-1449, and con-
sidered by the examiner in accordance with this section
will be printed on the patent if the list is on a separate
sheet which is clearly identified as an information disclo-
sure statement and the list lends itself to easy capture of
the necessary information by the Office printing contrac-
tor; i.e., each item of information is listed on a single line,
the lines are at least double ~spaced from each other, the
information is uniform in format for each listed item,
and the list includes a column for the examiner’s initials
to indicate that the information was considered. Ifa U.S.
patent application serial number is listed on a
PTO—1449 form or its equivalent and the examiner con-
siders the information and initials the form, the serial
number will be printed on the patent.

Applicants may wish to list U.S. patent application
serial numbers on other than a form PTO—1449 format
to avoid the serial numbers of pending applications be-
ing published on the patent. If a citation is not printed on
the patent but has been considered by the examiner in
accordance with this section, the patented file will reflect
that fact as noted in C(2) above.
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