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2300.01 Introduction

Title II of the Patent Law Amendments Act of 1984
(Public Law 98-622) combined the Patent and Trademark
Board of Appeals and Board of Patent Interferences into a
new Board, the Board of Patent Appeals and Interferences
(Board), and amended 35 U.S.C. 135(c) to provide that in an
interference the jurisdiction of the new Board would extend
not only to priority of invention, but also to questions of pat-
entability. These provisions took effect on February 8, 1985.
On the next working day, February 11, 1985, the former inter-
ference rules, 37 CFR 1.201 to 1.288, were replaced with a
new set of rules, 37 CFR 1.601 to 1.688. With a few excep-
tions, the new rules apply to all interferences declared on or
after the date of their adoption; interferences declared prior
to that date will continue to be governed by the old rules cov-
ered in Chapter 1100 of this manual.

The notice promulgating the new rules, which was pub-
lished in the Federal Register on December 12, 1984 (49 F.R.
48416) and in the Official Gazette on January 29, 1985 (1050
0.G. 385), included not only the text of the rules, but also a
discussion of the rules and analysis of the comments received,
which serve as the “legislative history” of the rules. A practi-
tioner who is or may become involved in an interference un-
der the new rules would be well advised to study this notice
closely.

Attention is aiso directed to the correction notice pub-
lished in the Federal Register on May 31, 1985 (50 FR.
23122) and in the Official Gazette on October 22, 1985 (1059
0.G. 27).

Itisbelieved that the statutory changes, and the new rules,
will result in a more rapid determination of the rights of the
parties, and avoid the lengthy proceedings which have charac-
terized some interferences in the past. Since the Board has
been given jurisdiction to decide patentability, it will no long-
er be necessary to decide whether or not an issue is “ancillary
to priority”. The Board can now decide all patentability is-
sues in the interference, if properly raised by the parties, with-
out the necessity for dissolving the interference and pursuing
patentability questions ex parte (in which case a reversal of the
ex parte rejection would require reinstatement of the interfer-
ence). Eachinterference under the new rules is assigned to an
examiner-in-chief, who is expected to exercise such control
over the interference that it will not normally be pending be-

fore the Board more than 2 years (37 CFR 1.610). 37 CFR
1.616 provides that appropriate sanctions may be imposed by
an examiner-in-chief against a party who fails to comply with
the interference rules or an order of the examiner-in—chief or
Board. The ultimate sanction, entry of adverse judgment
against the party, may be imposed by the Board in an extreme
case.

The interference practice is based on 35 U.S.C. 135, as
amended by PL. 98-622.

35 US.C. 135. Interferences.

(a) Whenever an application is made for a patentwhich, in the opinion of
the Commissioner, would interfere with any pending application, or with any
unexpired patent, an interference may be declared and the Commissioner
shall give notice of such declaration to the applicants, or applicant and
patentee, as the case may be. The Board of Patent Appeals and Interferences
shall determine questions of priority of the inventions and may determine
questions of patentability. Any final decision, if adverse to the claim of an
applicant, shall constitute the final refusal by the Patent and Trademark
Office of the claims involved, and the Commissioner may issue a patent to the
applicant who is adjudged the prior inventor. A final judgment adverse to a
patentee from which no appeal or other review has been or can be taken or
had shall constitute cancellation of the claims involved in the patent, and
notice of such cancellation shall be endorsed on copies of the patent
distributed after such cancellation by the Patent and Trademark Office.

(b) A claimwhich is the same as, or for the same orsubstantially the same
subject matter as, a claim of an issued patent may not be made in any
application unless such a claim is made prior to one year from the date on
which the patent was granted.

(c) Anyagreementor understanding between parties to an interference,
including any collateral agreements referred to therein, made in connection
with or in contemplation of the termination of the interference, shall be in
writing and a true copy thereof filed in the Patent and Trademark Office
before the termination of the interference as between the said parties to the
agreement or understanding. If any party filing the same so requests, the copy
shall be kept separate from the file of the interference, and made available
only to Government agencies on written request, or to any person on a
showing of good cause. Failure to file the copy of such agreement or
understanding shall render permanently unenforceable such agreement or
understanding and any patent of such parties involved in the interference or
any patent subsequently issued on any application of such parties so involved.
The Commissioner may, however, on a showing of good cause for failure to
file within the time prescribed, permit the filing of the agreement or
understanding during the six month period subsequent to the termination of
the interference as between the parties to the agreement or understanding.

The Commissioner shall give notice 1o the parties or their attorneys of
record, a reasonable time prior to said termination, of the filing requirement
of this section, If the Commissioner gives such notice at a later time,
irrespective of the right to file such agreement or understanding within the
six-month period on a showing of good cause, the parties may file such
agreement or understanding within sixly days of the receipt of such notice.

Any discretionary action of the Commissioner under this subsection shall
be reviewable under section 10 of the Administrative Procedure Act.

(d) Parties toa patent interference, within such time as may be specified
by the Commissioner by regulation, may determine such contest or any aspect
thereof byarbitration. Such arbitration shall be governed by the provisions of
title @ to the extent such title is not inconsistent with thissection. The parties
shall give notice of any arbitration award to the Commissioner, and such
award shall, as between the parties to the arbitration, be dispositive of the
issues to which it relates. The arbitration award shall be unenforceable until
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such notice is given. Nothing in this subsection shall preclude the
Commissioner from determining patentability of the invention involved in the
interference.

The Patent and Trademark Office (PTO) conducts inter-
ference proceedings to determine who as between two or
more applicants for patent or one or more applicants and one
or more patentees is the first inventor of a patentable inven-
tion. Prior to February 11, 1985, the determination was made
by a Board of Patent Interferences. The Patent Law Amend-
ments Act of 1984, Public Law 98-622. § 201 - § 202 combined
the Board of Appeals and the Board of Patent Interferences
into a single Board of Patent Appeals and Interferences
(Board) and authorized the Board to consider priority and
patentability in interference cases.

In view of the discretion given the Board under 35 U.S.C.
135(a), as amended by Public Law 98-622 (“The Board . . . .
may determine questions of patentability . . . .”), the rules set
forth in this chapter will apply to all interferences declared on
or after February 11, 1985, except in special circumstances,
such as: (1) interferences which are declared as a result of a
motion in another interference which was pending before the
Board before February 11, 1985 (e.g., an interference de-
clared as a result of a motion under 37 CFR 1.231 to declare
an additional interference); (2) an interference related to
another interference declared prior to February 11, 1985 (e.g.,
an interference involving a method of using a compound
where an interference involving the same parties and the
compound was declared prior to February 11, 1985); and (3)an
interference reinstituted after having been dissolved under
the old rules (37 CFR 1.201 - 1.288) (e.g., an interference re-
instituted after having been dissolved as a result of a motion
under 37 CFR 1.231 to dissolve on the grounds of unpatent-
ability where the applicant has obtained allowance of the
claims held unpatentable in the decision on motions). For
these interferences the provisions of MPEP Chapter 1100
remain in effect.

Through the rules and provisions of this chapter, the PTO
seeks to improve interference procedure so that the rights of
parties in interferences are determined at an early date and
the overall process of examining patent applications which
become involved in interferences is simplified.

The new rules for interferences are set forth herein in 37
CFR 1.601 through 1.688. The new rules replace entirely the
previous interference rules (37 CFR 1.201 through 1.288). A
“six hundred” number series is used for the new rules. The
use of a six hundred number series for the new rules will per-
mit interested individuals to research published decisions
(e.g., E2d, USPQ) or computerized legal research services
(e.g., LEXIS) citing the new rules.
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An index of the headings of 37 CFR 1.601 - 1.688 and a
table correlating 37 CFR 1.201 through 1.288 (former rules)
to 37 CFR 1.601 through 1.688 (revised rules) appears below.

Rule Correlation Table

Former Rule Revi ]
1.201(a) 1.601(i)
1.201(b) 1.601(i)
1.201(c) 1.602

1.202 none
1.203(a) 1.603
1.203(b) 1.605(a)
1.203(c) 1.605(b)
new 1.604(a)
1.203(d) 1.604(b)
1.204(a) none
1.204(b) 1.608(a)
1.204(c) 1.608(b)
1.205(a) 1.606
1.205(b) 1.607(a), (©)
1.205(c) 1.607(d)
new 1 .608(a)
1.206(a) 1.607(b)
1.207(a) 1.609

new 1610
1.207(b) 1611

1.208 1.613(b)
1.211 1.614

1212 1615

new 1.616

1.228 1.617

new 1.618
1.215(a) 1.621(a)
1.215(b) 1.621(b)
1.215(c) 1.629(c)
1.216(a) 1.622(a), (b)
1.216¢a)(1)6) 1.623(a)
1.216(b) 1.623(c), 1.624(c), 1.625(c)
1.216(c) 1.666
1217(2) 1.624(a), 1L.625(a)
1.217(b) 1.623(a)
1.218 1.621(a)
1219 1.627

1.222 1.628

1.223 1.629

1.224 1.630

1.225 1.640(d), (e), and 1.651(cX4)
1.226 1.612

1.227 1.631
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Former Rul
new
1231
1.237
1238
1.242
1.243

1.244
1.245
1.246
1.247
1.248
new
1251
1.252
1253
1.254
1255
1.256
1.257(2)
1.257(b)
1.258
1.259
new
1.262
1.263
1.264
new
1.265
1.266
1.267
1268
1271
new
1.272(a)
1.272(b)
1.272(c)
1.273(a)
new
1.273(b)
1.274
1275
1.276
1277
1.278
1.279
1281
1.282
1.283
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Revised Rule

1.632
1.633, 1.634
1.641
1.642
1.643

1.635, 1.636, 1.637(b),
1.638 through 1.640

1.644
1.645(a)
1.645(b)
1.646
1.646
1.647
1.651
1.652
1.653
1.656
1.656{c)
1.654
1.657
1.658(c)
1.655
1.659
1.669
1.662(a)
1.622(c)
1.662(b)
1.662(¢c)
1.663
1.664
1.665
1.666
1.671(h)
1.671(g)
1672(a), ()
1.672(d)
1.672(¢), ()
1.673(a), (©), (@
1.673(¢)
1.673()
1.674
1.675
1.676
1.677
1.678
1.679
1.645(2)
1.682
1.683

Former Rule Revised Rule
1.285 1.685

1.286 ~ eliminated
1.287(a) 1)) 1673(b)
1.287(a)(1ii) 1.673(a)
1.287(a)}2)(3) ~ eliminated
1.287(b) 1.687(b)
1.287(c) 1.687(c)
1.287(d)(1) 1673c)
1.287(d)2) 1616
1.287(e) 1.687(d)
1.288 ‘ 1.688

2300.02 Outline of Interference Procedure

The following statement appears in a “section-by-sec-
tion” analysis submitted for the Record by Representative
Kastenmeier during discussion of H.R. 6286 (Pub. L. 98-622)
on the floor of the House (130 Cong. Rec. H10528, columns 2
and 3):

“It is expected that interferences will become simpler,
more expeditious, and less costly. Under the bill, all issues of
patentability and priority which arise in an interference can be
decided in a single proceeding rather than in a series of com-
plicated inter partes and ex parte proceedings.”

Under the revised rules, interferences are decided by the
Board. The Board has jurisdiction to determine (1) priority of
invention, (2) patentability of any claim corresponding to a
count both as to applicants and patentees, (3) any issue of in-
terference-in-fact as to any count, and (4) any other issue
necessary to resolve the interference. The rules permit an in-
terference to be declared on the basis of a single count defin-
ing one patentable invention in interferences involving pat-
ents as well as applications. The Board also has jurisdiction to
determine whether counts are patentably distinct.

When an interference is declared, an examiner-in-chief is
assigned to handle the interlocutory stages of the interfer-
ence. An examiner having full signatory authority determines
when one or more applications or one or more applications
and a patent claim the same patentable invention. When the
examiner makes such determination, the examiner will for-
ward any involved applications or patents to the Board. The
examiner will designate, at the time the involved applications
or patents are sent to the Board, the claims of any application
and patent which correspond to each count. The examiner~
in-chief can subsequently designate additional claims to cor-
respond to the count. The examiner-in-chief assigned to han-
dle the interference will issue a notice to the parties declaring
the interference.
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The object of the interference will be to resolve all contro-
versies as to all interfering subject matter defined by one or
more counts. A final decision in the interference will deter-
mine who, if anyone, is entitled to claims which correspond to
a count. Any decision adverse to an applicant by the Board
will constitute a final refusal by the PTO to that applicant of
the claims involved. Any decision adverse to a patentee con-
stitutes cancellation from the patent of the claims involved.

Any decision by the Board on any issue is binding on the
examiner and will govern further proceedings in the PTO.

The designation of a single examiner-in—chief to handle
the interlocutory phases of an interference will permit better
management of, and control over, interference proceedings.
The rules provide that timesbe set and the examiner-in-chief
exercise control over proceedings in the interference such
that pendency of the interference before the Board from dec-
laration to final decision will not normally exceed 24 months.
The examiner-in-chief should be familiar with the history of
the interference and will be accessible to counsel for the par-
ties. For example, an examiner-in-chief, when appropriate,
may conduct telephone conference calls to obtain agreement
of the parties on the setting of schedules. The rules also per-
mit the examiner-in-chief to hold hearings in the PTO or by
conference telephone call in order to expedite or settle inter-
locutory issues in interferences. Any hearing can be tran-
scribed by a court reporter under such conditions as an ex-
aminer-in-chief or the Board deems appropriate. The ex-
aminer-in-chief, where appropriate, will be available by phone
to rule on the admissibility of evidence in the event parties en-
counter unusual problems during the taking of depositions.
The examiner-in-chief will also be available to rule on re-
quests for production of documents which take place during
cross-examination. Oral orders given by phone will be fol-
lowed by written orders.

At the time an interference is declared, the examiner-in-
chief will set a time for filing preliminary motions. The pre-
liminary motions can include:

(1) A motion for judgment on the ground that a claim
corresponding to the count is not patentable to an opponent
under 35 U.S.C. 102, 103, 112, or any other provision of law.

(2) A motion for judgment on the ground that there is no
interference~in-fact between the claims of the opponents in
the interference.

(3) A motion to add or to substitute new counts, to amend
a claim corresponding to a count, to designate an application
or patent claim to correspond to a count, to designate an
application or patent claim as not corresponding to a count, or
to require an applicant to present a claim to be designated to
correspond to a count.

2300.02

(4) A motion to substitute another application for the
application involved in the interference or to add an
application for reissue to the interference.

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an earlier
application or to attack the benefit of an earlier application
which has been accorded to an opponent.

Other motions are permitted as necessary, such as a mo-
tion to amend the count and/or a claim corresponding to the
count in response to a preliminary motion for judgment.

Oppositions to motions are permitted if filed within a time
set by the examiner-in-chief. Repliesare also authorized. Pa-
pers which are not authorized by the rules or requested by the
examiner-in-chief can be returned unfiled.

A preliminary statement will be filed prior to or concur-
rently with the preliminary motions outlined above.

Motions will be decided by an examiner-in-chief, who
may consult with an examiner on questions of patentability
which have not previously been decided by the examiner. The
examiner-in~chief may grant a motion, deny a motion, defer
consideration on the merits of a motion to final hearing, or
take such other action with respect to a motion as may be ap-
propriate; e.g., dismiss an entirely inappropriate motion.

At the time preliminary motions are decided, the prelimi-
nary statements will be opened. If a decision on a motion or an
inspection of the preliminary statement results in entry of an or-
der to show cause why a judgment should not be entered, the
party against whom judgment might be entered can request a
hearing before the examiner-in-chief and two additional ex-
aminers-in~chief. The decision will govern further proceed-
ings. If adverse, the decision will constitute a final agency ac-
tion. If favorable, the interference will proceed before the ex-
aminer-in-chief. :

After preliminary motions are decided and assuming judg-
ment does not result, a period may be set for the parties to file
motions for additional discovery. The scope of the additional
discovery would be the same as under current practice.

When a time period is set for filing discovery motions, or
after discovery has closed, the examiner-in-chief will set a pe-

~ riodfor taking testimony. Any party wishing to take testimony

of a witness can elect to have the testimony of the witness tak-
en by deposition or presented by affidavit. A transcript of an
exparte deposition can be used as an affidavit. If an affidavit is
presented, the opposing party may then cross-examine on
oral deposition. Any redirect will take place at the deposition.
The party calling the witness is responsible for securing a
court reporter and filing the transcript and record associated
with cross-examination of its witness.
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In the event a party needs testimony from a third-party
who will not appear unless a subpoena is issued, including a
hostile witness, direct and cross-examination testimony may
be taken on oral deposition. The rules provide that prior au-
thorization of an examiner-in-chief is required before a
party can take testimony by issuance of asubpoena under 35
U.S.C. 24. The revised rule thus adopts the policy of Sheehan
v. Doyle, 513 F.2d 895, 898, 185 USPQ 489, 492 (1st Cir.) cert.
denied, 423 U.S. 874 (1975), and Sheehan v. Doyle, 529 F.2d
38, 40, 188 USPQ 545, 546 (1st Cir.), cert. denied, 429 U.S. 870
(1976), rehearing denied, 429 U.S. 987 (1976), and rejects the
policy announced in Brown v. Braddick, 595 F.2d 961, 967, 203
USPQ 95, 101-102 (5th Cir. 1979). Testimony obtained in oth-
er proceedings; e.g., another interference or an infringement
action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are made
applicable to interferences, except for those portions which
relate to criminal actions, juries, and other matters not rele-
vant to interferences. Those portions include:

(1) Rule 193(c)

(2) Rule 104(c), (d), and (e)

(3) The language in Rule 105 which reads “and in-
struct the jury accordingly.”

(4) Rule 201(g)

(5) The language in Rule 403 which reads “or mis-
leading the jury.”

(6) Rule 404(a)(1) and (2).

(7) The word “charge” in Rule 405(b).

(8) The language “or criminal” and proviso (ii) in
Rule 410.

(9) Rule 412

(10) Rule 606

(11)The language “whether by an accused” and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examination do
not apply to statements made in an affidavit authorized to be
filed under the rules.

(13) The language “Except as otherwise provided in
criminal proceedings by section 3500 of Title 18, United States
Code” and “except that in criminal cases when the prosecu-
tion elects not to comply, the order shall be one striking the
testimony or, if the court in its discretion determines that the
interests of justice so require, declaring a mistrial” in Rule
612.

(14) Rule 614.

(15) Rule 706

(16) The language “excluding, however, in criminal
cases matters observed by police officers and other law en-

forcement personnel” and “and against the Government in
criminal cases” in Rule 803(8).

(17) The language “but not including, when offered
by the Government in a criminal prosecution for purposes
other than impeachment, judgments against persons other
than the second” in Rule 803(22).

(18) The language “prosecution for homicide or in
a” in Rule 804(b)(2).

(19) The language “A statement tending to expose
the declarant to criminal liability and offered to exculpate the
accused is not admissible unless corroborating circumstances
clearly indicate the trustworthiness of tlie statement” in Rule
804(b)(3)-

(20)Rule 1101(a), (b), (d)(3), and (e).

The examiner-in~chief will set a period for filing the re-
cord and briefs. Oral hearings normally will be held before a
panel consisting of the examiner-in-chief assigned to the in-
terference and two other examiners-in—-chief. The panel will
render a final decision in the interference. Requests for re-
consideration are permitted.

In rendering its decision, the Board will consider only that
evidence which can be made available to the public under 37
CFR 1.11(a). Accordingly, the Board will not consider evi-
dence which is submitted under a protective order issued by a
court if release of that evidence under 37 CFR 1.11(a) would
be inconsistent with the terms of the court’s order.

A final decision of the Board is reviewable in the U.S.
Court of Appeals for the Federal Circuit or an appropriate
U.S. district court. Any reviewing court can review all aspects
of the decision including patentability, priority, and all rele-
vant interlocutory orders, such as denials of discovery.

Except as noted above, the revised rules are applicable to

“all interferences declared on or after February 11, 1985. In-

terferences declared prior to February 11, 1985 continue tobe
governed by the prior rules (37 CFR 1.201 - 1.288, July 1,
1984) and will be decided by personnel of the Board of Patent
Appealsand Interferences. Actions previously takenbya pat-
ent interference examiner or examiners of interference will
be taken by an examiner-in-chief.

An anticipated time schedule for a two-party interference
follows:

Event in Interference Time from last  Total time in
event in interference
interference

Interference declared (1.611)
Filing of preliminary statements (1.621)
and preliminary motions (1.633) 3 months 3 mths
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Filing oppositions of preliminary

motions (1.638(a)). 2/3 month 32/3 mths
Filing replies to oppositions (1.638(b)) 2/3 month 41/3 mths
Decision on preliminary motions (1.640(b)(1))
open preliminary statements (1.631),
set times for filing motions for discovery
(1.687(c) and testimony (1.651(a)). 1 month 51/3 mths
Filing of motions of discovery (1.635,
1.651(a), 1.687(c)). 1 month 6 1/3 mths
Filing of oppeosition to motion for discovery
(1.638(a)). 2/3 month 7 mths
Filing reply to opposition to motion for
discovery (1.638(b)) 2/3 month 7 2/3 mths
Decision on motion for discovery 2/3 month 8 /3 mths
Time for compliance with any discovery 2/3 month 9 mths
Junior party testimony (case~in—chief;
1.672(b)): Testimony 2 months 11 mths
Senior party cross~examination of
affiants if needed 1 month 12 mths
Senior party testimony (case-in~chief and
case-in rebuttal, 1.672(b): Testimony 1 2/3 mths 13 2/3 mths
Junior party cross-examination of affiants
if needed 1 month 14 2/3 mths
Junior party testimony (case-in rebuttal):
Testimony 11/3 mths 16 mths
Senior party cross-examination of affiants
if needed 2/3 months 16 2/3 mths
Filing of record (1.653(c)) 1 1/3 mths 18 mths
Brief for junior party (1.656) 1 moath 19 mths
Brief for senior party (1.656) 1 month 20 mths
Reply brief for junior party (1.656) 2/3 month 20 2/3 mths
Final hearing (1.654) 1 month 21 2/3 mths
Decision (1.658) 2 months 23 2/3 mths

2301.01 Preliminaries to an Interference

An interference is often an expensive and time~-consum-
ing proceeding. Yet, it is necessary to determine priority
when two applicants, or an applicant and a patentee, are
claiming the same patentable subject matter and their filing
dates are close together that there is a reasonable possibility
that the first to file is not the first inventor. The fact that an
application is a reissue application does not preclude it from
being involved in an interference.

The greatest care must therefore be exercised both in the
search for interfering applications and in determining wheth-
er an interference should be declared. Also the claims in re-
cently issued patents, especially those used as references
against the application claims, should be considered for possi-
ble interference.

The question of the propriety of initiating an interference
in any given case is affected by so many factors that a discus-
sion of them here is impracticable. Some circumstances
which render an interference unnecessary are hereafter
noted, but each instance must be carefully considered if seri-
ous errors are to be avoided.

2301.01(b)

In determining whether an interference is necessary, a
claim should be given the broadest interpretation which it
reasonably will support, bearing in mind the following general
principles:

(a) The interpretation should not be strained.

(b) Express limitations in the claim should not be ignored
nor should limitations be read therein.

(c) Before a claim (unless it is a patented claim) is
considered as the basis for the count of an interference the
claim should be allowable and in good form. No pending claim
which is indefinite, ambiguous or otherwise defective should
be the basis for a count of an interference.

(d) A claim copied from a patent, if ambiguous, should be
interpreted in the light of the patent in which it originated.

(e) Since an interference between cases having acommon
assignee is not normally instituted, all cases must be
submitted to the Assignment Division for a title report.

(f) If doubts exist as to whether there is an interference,
an interference should not be declared.

2301.01(a) In Different Groups

An interference between applications assigned to differ-
ent groups is declared by the group where the controlling in-
terfering claim would be classified. Appropriate transfer of
one of the applications is made. After termination of the in-
terference, further transfer may be necessary depending
upon the outcome.

2301.01(b) The Interference Search

The search for interfering applications must not be limited
to the class or subclass in which the application is classified,
but must be extended to all classes, in and out of the examin-
ing group, which it hasbeen necessary to search in the exami-
nation of the application. See MPEP § 1302.08.

Moreover, the possibility of the existence of interfering
applications should be kept in mind throughout the prosecu-
tion. Where the examiner at any time finds that two or more
applications are claiming the same invention and the examin-
er does not deem it expedient to institute interference pro-
ceedings at that time, the examiner should make a record of
the possible interference as on the face of the file wrapper in
the space reserved for class and subclass designations. Such
notations, however, if made on the file wrapper or drawings,
must not be such as to give any hint to the applicants, who may
inspect their own applications at any time, of the date oriden-
tity of a supposedly interfering application. Serial numbersor
filing dates of conflicting applications must never be placed
upon drawings or file wrappers. Abook of “Prospective Inter-
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2301.02

ferences” should be maintained containing complete data
concerning possible interferences and the page and line of
thisbook should be referred to on the respective file wrappers
or drawings. For future reference, this book may include
notes as to why prospective interferences were not declared.

In determining whether an interference exists, the prima-
ry examiner must decide the question. An examiner-in~chief
may, however, be consulted for advice.

The group director should be consulted if it is believed
that the circumstances justify an interference between appli-
cations neither of which is ready for allowance.

2301.02 Definitions

37 CFR 1.601. Scope of rules, definitions,

This subpart governs the procedure in patent interferences in the Patent
and Trademark Office. This subpart shall be construed to secure the just,
speedy, and inexpensive determination of every interference. For the
meaning of terms in the Federal Rules of Evidence asapplied tointerferences,
see § 1.671(c). Unless otherwise clear from the context, the following
definitions apply to this subpart:

(a) “Additional discovery” is discovery to which a party may be entitled
under § 1.687 in addition to discovery towhich the party is entitled as a matter
of right under § 1.673(a) and (b).

(b) “Affidavit” means affidavit, declaration under § 1.68, or statutory
declaration under 28 U.S.C. 1746. A transcript of an ex parte deposition may
be used as an affidavit.

(c) “Board” means the Board of Patent Appeals and Interferences.

(d) “Case-in~chief” means that portion of a party’s case where the
party has the burden of going forward with evidence.

(e) “Case~in-rebuttal” means that portion of a party's case where the
parly presents evidence in rebuttal to the case-in-chief of another party.

() A “count” defines the interfering subject matter between (1) twoor
more applications or (2) one or more applications and one or more patents.
When there is more than one count, each count shall define a separate
patentable invention. Any claim of an application or patent which
corresponds to a count is a claim involved in the interference within the
meaning of 35 U.S.C. 135(a). A claim of a patent or application which is
identical to a count is said to “correspond exactly” to the count. A claim of a
patent or application which is not identical to a count, but which defines the
same patentable invention as the count, is said to “correspond substantially”
to the count. When a count is broader in scope than all claims which
correspond to the count, the count is a “phantom count.” A phantom countis
not patentable to any party.

(2) The “effective filing date” of an application or a patent is the filing
date of an earlier application accorded to the application or patent under 35
U.S.C. 119, 120, or 365.

(h) In the case of an application, “filing date” means the filing date
assigned to the application. In the case of a patent, “filing date” means the
filing date assigned to the application which izsued as the patent.

(i) An “interference” is a proceeding instituted in the Patent and
‘Trademark Office before the Board to determine any question of
patentability and priority of invention between two or more parties claiming
the same patentable invention. An interference may be declared between two
or more pending applications naming different inventors when, in the opinion
of an examiner, the applications contain claims for the same patentable
invention. An interference may be declared between one or more pending
applications and one or more unexpired patents naming different inventors

when, in the opinion of an examiner, any application and any unexpired
patent contain claims for the same patentable invention.

()) An “interference-in-fact” exists when at least one claim of a party
which corresponds to a count and at least one claim of an opponent which
corresponds to the count define the same patentable invention,

(k) A “lead” attorney or agent is a registered attorney or agent of
record who is primarily responsible for prosecuting an interference on behalf
of a party and is the attorney or agent whom an examiner-in-chief may
contact to set times and take other action in the interference.

() A “party” is (1) an applicant or patentee involved in the
interference or (2) a legal representative or an assignee of an applicant or
patentee involved in an interference. Where acts of a party are normally
performed by an attorney or agent, “party” may be construed to mean the
attorney or agent. An “inventor” is the individual named as inventor in an
application involved in an interference or the individual named as inventor in
a patent involved in an interference.

(m) A “senior party” is the party with earliest effective filing date as to
all counts or, if there is no party with the earliest effective filing date as to all
counts, the party with the earliest filing date. A “junior party” is any other
party.

(n) Invention “A” is the “same patentable invention” as an invention
“B” when invention “A” is the same as (35 U.S.C.102) or isobvious (35 U.S.C.
103) in view of invention “B” assuming invention “B” is prior art with respect
to invention “A”. Invention “A” is a “separate patentable invention” with
respect to invention “B” when invention ‘A’ is new (35 U.S.C. 102) and
non-obvious (35 U.S.C. 103) inview of invention “B” assuming invention “B”
is prior art with respect to invention “A”.

(o) “Sworn” means sworn or affirmed.

(p) “United States” means the United States of America, its territories
and possessions.

Under 37 CFR 1.601, the rules shall be construed to se-
cure the just, speedy, and inexpensive determination of inter-
ferences. 37 CFR 1.601 defines various terms used in Subpart
E of the Rules of Practice including “additional discovery,”
“affidavit,” “case-in-chief,” “case-in-rebuttal,” “count,”
“effective filing date,” “filing date,” “interference,” “inter-
ference-in-fact,” “junior party,” “lead attorney,” “party,”
“phantom count,” “same patentable invention,” “separate
patentable invention,” “senior party,” “sworn,” and “United
States”. “Affidavits” include declarations under 35 U.S.C. 25
and 37 CFR 1.68 as well as statutory declarations under 28
U.S.C. 1746. The definition “United States” is the same as
the definition of United States in 35 U.S.C. 100(c).

The definition of “interference” permits an interference
between one or more applications and one or more patents.
Thus, the revised rules follow the policy of Wilson v. Yakel,
1876 C.D. 245 (Comm’r. Pat. 1876) and, to the extent inconsis-
tent therewith, do not follow the policy announced in Touval
v. Newcombe, 194 USPQ 509 (Comm’r. Pat. 1976). However,
in view of the statutory requirement for the presence of at
least one application in an interference, if an applicant were
to concede priority or otherwise be terminated from an inter-
ference involving only one application and more than one pat-
ent, the interference would have to be terminated for lack of
subject matter jurisdiction unless one or more of the paten-

2300-8



INTERFERENCE

tees filed an application for reissue which could be added to
the interference under 37 CFR 1.633(h).

A “count” defines interfering subject matter. An interfer-
ence may have two counts only if the second count defines a
“separate patentable invention” from the first count. The rea-
son the second count must define a separate patentable in-
vention is to permit the PTO to lawfully issue separate pat-
ents to different parties in an interference when a single party
does not prevail as to all counts. A “separate patentable in-
vention” is defined in 37 CFR 1.601(n):

Invention (A) is a “separate patentable invention” with respect

to invention (B) when invention (A) is new (35 U.S.C. 102) and

unobvious (35 U.S.C. 103) in view of invention (B) assuming

invention (B) s prior art with respect toinvention (A). application or

patent involved in an interference, should be marked ‘‘Box
Interference.” See 37 CFR 1.1(¢) and MPEP § 501.

2301.03 Filing Papers In Interferences

All papers filed by the parties in an interference may be
filed using the certificate of mailing or transmission proce-
dure (37 CFR 1.8), except for (1) papers which an ex-
aminer-in-chief has ordered the parties to file by hand or
by “Express Mail,” or (2) copies of agreements between the
parties filed pursuant to 35 U.S.C. 135(c) and 37 CFR
1..166. See MPEP § 2366. Mail containing papers relating
to an interference, or to an application or patent involved
in an interference, should be marked “Box Interference.”
See 37 CFR 1.1(e) and MPEP § 501.

Any paper which may be filed in an interference using
the certificate of mailing or transmission procedure may be
transmitted to the PTO by facsimile (“fax”), except for the
following, which may not be transmitted by facsimile, and,
if submitted by facsimile, will not be accorded a date of re-
ceipt:

(1) a preliminary statement under 37 CFR 1.621 (MPEP
§ 2321 to § 2326);

(2) a transcript of a deposition under 37 CFR 1.676 (MPEP
§ 2376);

(3) a transcript of interrogatories, cross-interrogatories,
or recorded answers under 37 CFR 1.684(c) (MPEP § 2384).

(4) an evidentiary record and exhibits under 37 CFR 1.653
(MPEP § 2353).

When transmitting an interference paper to the PTO by
facsimile, the procedure specified in MPEP § 502.01 must
be followed. The number of the interference should be en-
tered as a part of the sender’s identification on a facsimile
cover sheet. The original of the paper which is transmitted
to the PTO should not be filed but should be retained as
evidence of proper execution in the event that questions
arise about the authenticity of the signature reproduced on
the facsimile-transmitted copy. See CFR 1.4(d)2).

2302

See MPEP § 2309.04 concerning the filing of papers in two
or more related interferences. *

2302 Ownership of Applications and Patents
Involved in an Interference

37 CFR 1.692. Interest in applications and patents involved in an
interference.

(a) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a single party or
(2) applications and an unexpired patent owned by a single party.

(b) The parties, within 20 days after an interference is declared, shall
notify the Board of any and all right, title, and interest in any application or
patent involved or relied upon in the interference unless the right, title, and
interest is set forth in the notice declaring the interference.

(c) If a change of any right, title, and interest in any application or
patent involved or relied upon in the interference occurs after notice is
given declaring the interference and before the time expires for seeking
judicial review of a final decision of the Board, the parties shall notify the
Board of the change within 20 days of the change.

37 CFR 1.602 continues the previous PTO practice (37
CFR 1.201(c)) of not declaring or continuing an interfer-
ence between (1) two or more applications owned by the
same party or (2) an application and a patent owned by a
single party unless good cause is shown. A corporation and
its wholly owned subsidiary are considered a “single party” -
within the meaning of 37 CFR 1.602(a). Under prior rules,
when a patent and an application involved in an interfer-
ence became commonly owned, the interference was not
“dissolved.” Rather, the PTO required that the interfer-
ence be terminated with a judgment. Chillas v. Weisberg,
1928 C.D. 24 (Comm’r Pat. 1928); Malone v. Toth, 202
USPQ 397 (Comm’r Pat. 1978); and Morehouse v. Armbus-
ter, 2009 USPQ 514 (Comm’r Pat. 1980). Under the revised
rules, all interferences, including those involving only
applications, will be terminated with a judgment. As noted
in Chillas v. Weisberg, supra at 25 “the common owner
can allow a judgment against the junior party to be ren-
dered by default or it can file a concession of priority
from one party to the other.” Paragraphs (b) and (c) of 37
CFR 1.602 continue the previous PTO practice (37 CFR
1.201(c)) of requiring a party to notify the PTO of any real
party in interest not apparent on the face of the notice de-
claring the interference (see 37 CFR 1.611) or of any
change in the real party in interest after the interference is
declared. The PTO needs to know the identity of any real
party in interest to properly enforce 37 CFR 1.602(a) and
to enable an examiner-in-chief to determine whether re-
fusal is necessary or appropriate. A new requirement, in
paragraph (b) and (c) of 37 CFR 1.602, not present in 37
CFR 1.201(c) is a 20-day time period for advising the PTO
of the identity of, or any change in, the real party in inter-
est.
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2303
COMMON OWNERSHIP

Where applications by different inventive entities but of
common ownership claim the same subject matter or subject
matter that is not patentably different:

1. Interference therebetween is normally not instituted
since there is no conflict of interest. Elimination of conflicting
claims from all except one case should usually be required, 37
CFR 1.78(c). The common assignee must determine the
application in which the conflicting claims are properly
placed. Treatment by rejection is set forth in MPEP § 804.03.

II. Where an interference with a third party is found to
exist, the commonly owned application having the earliest
effective filing date will be placed in interference with the
third party. The common assignee may move during the
interference under 37 CFR 1.633(d) to substitute the other
commonly owned application, if desired.

2303 Interference Between Applications

37 CFR 1.603. Interference between applications; subject matter of the

interference.

Before an interference is declared between two or more applications, the
examiner must be of the opinion that there is inferfering subject matter
claimed in the applications which is patentable to each applicant subject toa
judgment in the interference. The interfering subject matter shall be defined
by one or more counts. Each count shall define a separate patentable
invention. Each application must contain, or be amended to contain, at least
one claim which corresponds to each count, All claims in the applications
which define the same patentzble invention as a count shall be designated to
correspond to the count.

Where two or more applications are found to be claiming
the same patentable invention, they may be put in interfer-
ence, dependent on the status of the respective applications
and the difference between their filing dates. One of the
applications should be in condition for allowance. Unusual
circumstances may justify an exception to this if the approval
of the group director is obtained.

Interferences will not be declared between pending appli-
cations if there is a difference of more than 3 months in the
effective filing dates of the oldest and the next oldest applica-
tions, in the case of inventions of a simple character, or a dif-
ference of more than 6 months in the effective filing dates of
the applications in other cases, except in exceptional situa-
tions, as determined and approved by the group director. One
such exceptional situation would be where one application
has the earliest effective filing date based on foreign priority
and the other application has the earliest effective United
States filing date. If an interference is declared, all applica-
tions having the interfering subject matter should be in-
cluded.

Before taking any steps looking to the formation of an in-
terference, it is essential that the examiner make certain that
each of the prospective parties is claiming the same patent-
able invention (as defined in 37 CFR 1.601(n)) and that at
least one claim of each party corresponds to each count of the
interference and is clearly readable upon the disclosure of
that party and allowable in its application.

It is to be noted that while the claims of two or more appli-
cants may not be identical, yet if directed to the same patent-
able invention, an interference exists. But mere disclosure by
an applicant of an invention which he or she is not claiming
does not afford a ground for suggesting to that applicant a
claim for the said invention based upon claims from another
application that is claiming the invention. The intention of
the parties to claim the same patentable invention, as ex-
pressed in the summary of the invention or elsewhere in the
disclosure or in the claims, is an essential in every instance.

Where the subject matter found to be allowable in one
application is disclosed and claimed in another application,
but the claims therein to such subject matter are either non-
elected or subject to election, the question of interference
should be considered. The requirement of 37 CFR 1.601(i)
that the conflicting applications shall contain claims for the
same patentable invention should be interpreted as meaning
generally that the conflicting claimed subject matter is suffi-
ciently supported in each application and is patentable to each
applicant over the prior art. The statutory requirement of first
inventorship is of transcendent importance and every effort
should be made to avoid the improvident issuance of a patent
where there is an adverse claimant.

Following are illustrative situations where the examiner
should take action toward instituting interference:

A. Application filed with claims to divisible inventions I
and II. Before action requiring restriction is made, examiner
discovers another case having claims to invention I.

The situation is not altered by the fact that a requirement
for restriction had actually been made but had not been re-
sponded to. Nor is the situation materially different if an
election of noninterfering subject matter had been made
without traverse but no action given on the merits of the
elected invention.

B. Application filed with claims to divisible inventions I
and II and in response to a requirement for restriction,
applicant traverses the same and elects invention I. Examiner
gives an action on the merits of I. Examiner subsequently
finds an application to another containing allowed claims to
invention II and which is ready for issue.

The situation is not altered by the fact that the election is
made without traverse and the nonelected claims possibly
cancelled.
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C. Application filed with generic claims and claimed species
a, b, ¢, d,and e. Generic claims rejected and election of a single
species required. Applicant elects species a, but continues to
urge allowability of generic claims. Examiner finds another
application claiming species b which is ready for issue.

The allowability of generic claims in the first case is not a
condition precedent to setting up interference.

D. Application filed with generic claims and claims to five
species and other species disclosed but not specifically claimed.
Examiner finds another application the disclosure and claims of
which are restricted to one of the unclaimed species and have
been found allowable.

The prosecution of generic claims is taken as indication of
an intention to cover all species disclosed which come under
the generic claim.

In all the above situations, the applicant has shown an in-
tention to claim the subject matter which is actually being
claimed in another application. These are to be distinguished
from situations where a distinct invention is claimed in one
application but merely disclosed in another application with-
out evidence of an intent to claim the same. The question of
interference should not be considered in the latter instance.
However, if the application disclosing but not claiming the in-
vention is senior, and the junior application is ready for issue,
the matter should be discussed with the group director to
determine the action to be taken.

2304 Applicant Requests Interference Between
Applications

37 CFR 1.604. Request for interference between applications by an
applicant.

(a) An applicant may seek to have an interference declared with an
application of another by (1) suggesting a proposed count and presenting at
least one claim corresponding to the proposed count or identifying at least
oneclaim in hisor her application that corresponds to the proposed count, (2)
identifying the other application and, if known, a claim in the other
application which corresponds to the proposed count, and (3) explaining why
an interference should be declared.

(b} When an applicant presents a claim known to the applicant to
define the same patentable invention claimed in a pending application of
another, the applicant shall identify that pending application, unless the claim
is presented in response to a suggestion by the examiner. The examiner shall
notify the Commissioner of any instance where it appears an applicant may
have failed to comply with the provisions of this paragraph.

2305 Examiner Suggests Claim to Applicant

37 CFR 1.605. Suggestion of claim to applicant by examiner.

(a) The examiner may suggest that an applicant present a claim in an
application for the purpose of an interference with another application or a
patent. The applicant to whom the claim iz suggested shall amend the
application by presenting the suggested claim within a time specified by the
examiner, not less than one month. Failureor refusal of an applicant to timely
present the suggested claim shall be taken without further action as a

2305

disclaimer by the applicant of the invention defined by the suggested claim. At
the time the suggested claim is presented, the applicant may also (1) call the
examiner’s attention to other claims already in the application or which are
presented with the suggested claim and (2) explain why the other claimswould
be more appropriate to be included in any interference which may be
declared.

(b) The suggestion of a claim by the examiner for the purpose of an
interference will not stay the period for response to any outstanding Office
action. When a suggested claim is timely presented, ex parte proceedings in
the application will be stayed pending a determination of whether an
interference will be declared.

Although the subject of suggesting claims is treated in de-
tail at this point in the discussion of a prospective interference
between applications, essentially the same practice here out-
lined is also applicable to a prospective interference with a
patent.

If the applications contain claims covering the entire in-
terfering subject matter, the examiner proceeds under 37
CFR 1.609 to form the interference; otherwise, proper claims
must be suggested to some or all of the parties.

Under 37 CFR 1.605, timely filing of an amendment pres-
enting a claim suggested by the examiner for purposes of an
interference would stay exparte proceedingsin the application
in which the claim is presented pending a determination by
the examiner of whether an interference will be declared.
Also under 37 CFR 1.605(a), when an examiner suggests a
claim, the applicant will be required to copy verbatim the sug-
gested claim. At the time the suggested claim is copied, how-
ever, the applicant may also (1) call the examiner’s attention
to other claims already in the application or which are pres-
ented with the copied claim and (2) explain why the other
claims would be more appropriate to be included in any inter-
ference which may be declared.

It should be noted at this point that if an applicant pres-
ents a claim which corresponds exactly or substantially to a
claim in another application or patent without suggestion
by the examiner, 37 CFR 1.604(b) and 37 CFR 1.607(c) re-
quire him or her to identify the other application or patent.
See MPEP § 2308.

The question of what claim or claims to suggest in the in-
terfering application is one of great importance, and failure to
suggest such claims as will define clearly the matter in issue
leads to confusion and to prolongation of the contest.

Before deciding what claim or claims to suggest to an
applicant, the examiner should decide what the count or
counts of the prospective interference will be, keeping in
mind that the count must be patentable over the prior art and
define the parties’ common invention (see MPEP § 2309 re-
garding the formation of counts). The claim suggested to the
applicant need not be identical to the prospective count, but
rather should be the broadest claim within the scope of the

2300-11



MANUAL OF PATENT EXAMINING PROCEDURE

2305.01

prospective count which the applicant’s disclosure will sup-
port, and which is otherwise patentable to the applicant.

A response to the examiner’s suggestion of a claim is not
complete unless it includes an amendment adding the exact
claim suggested to the application. Even though theapplicant
may consider the suggested claim unpatentable, too narrow,
or otherwise unsuitable, it must be presented; otherwise, the
invention defined by the suggested claim is considered to be
disclaimed. The applicant must make known any such objec-
tions to the examiner, and may at the same time present other
claims, or call the examiner’s attention to other claims already
in the application, and explain why those claims would be
more appropriately included in the interference.

If, in copying a suggested claim, an error is introduced by
the applicant, the examiner should correct the applicant’s
claim to correspond to the suggested claim.

Notification of the fact that the parties have the same at-
torney should be given to both parties at the time claims are
suggested even though claims are suggested to only one party.
See also MPEP § 2313.01. Notation of the persons to whom
this letter is mailed should be made on all copies.

The following sentence is usually added to the letter sug-
gesting claims where the same attorney or agent is of record in
applications of different ownership which have conflicting
subject matter:

Attention is called to the fact that the attorney (or agent) in this
application i also the attorney (or agentyin an application of another
party and of different ownesship claiming substantially the same
patentable invention as claimed in the above~identified application.

Theattention of the Commissioner is not called to the fact
that two conflicting parties have the same attorney until ac-
tual interference is set up and then it is done by notifying the
examiner-in-chief as explained in MPEP § 2308.01.

Form Paragraphs 11.04 and 11.05 may be used to suggest
claims for purposes of interference to applicants.

§ 11.04 Suggestion of Claim

The following allowable claim is suggested for the purpose of an
interference:

(1]

The suggested claim must be copied exactly, although other claims may
be proposed under 37 CFR 1.605(a).

APPLICANT SHOULD MAKE THE SUGGESTED CLAIM
WITHIN ONE MONTH FROM THE DATE OF THIS LETTER.
FAILURE TO DO $0O WILL BE CONSIDERED A DISCLAIM-
ER OF THE SUBJECT MATTER OF THIS CLAIM UNDER
THE PROVISIONS OF 37CFR 1.605(a). THE PROVISIONS OF
37 CFR 1.136(a} DO NOT APPLY TO THIS TIME PERIOD.

Claim {2] considered unpatentable over this additionally suggested claim.

Examiner Note:

1.In bracket 1, insert the suggested claim.

2.Inbracket 2, list a/l claims pending in the application not considered to
be patentably distinct from the suggested claim.

3.Only one claim should be suggested unless claims to separate
patentably distinct inventions are present. 37 CFR 1.601(n). To suggest an
additional claim to a separate distinct invention, form paragraph 11.05
should follow this paragraph.

4. I the Office action addresses other issues, such as a rejection of other
claims, paragraph 11.06 should be included at the end of the action.

9 11.05 Suggestion of Additional Claim for a Distinct Invention
The following claim is considered allowable and directed to a separate
patentable invention from the claim suggested above:

1

'll'lze additionally suggested claim must be copied exactly, although other
claims may be proposed under 37 CFR 1.605(a).

APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT MATTER
OF THIS CLAIM UNDER THE PROVISIONS OF 37 CFR
1.605(a). THE PROVISIONS OF 37 CFR 1.136(a) DO NOT AP-
PLY TO THIS TIME PERIOD.

Claim {2] considered unpatentable over this additionally suggested
claim.

Examiner Note:

This paragraph must be preceded by paragraph 11.04 and should onlybe
used to suggest a patentably distinct claim from the one suggested in
paragraph 11.04.

9 11.06 Suggestion of Claims - Prosecution Suspended

Applicant need not respond to the remaining issues in this action if a
suggested claim is copied for the purpose of an interference within the time
limit specified above. 37 CFR 1.605(b).

Examiner Note:

This paragraph should be used at the end of any Office action where
claims are suggested using either paragraph 11.04 or 11.08 and where
additional issues {e.g., a rejection of other claims} are addressed in the action
that will be suspended should applicant copy the suggested claim.

2305.01 Action To Be Made at Time of Suggesting
Claims

At the same time that the claims are suggested, an action
is made on each of the applications that are up for action by
the examiner, whether they be new or amended cases. In this
way, possible motions under 37 CFR 1.633(c) and (d) may be
forestalled. That is, the action on the new or amended case
may bring to light patentable claims that should be included as
corresponding to the count of, or as forming the basis for, an
additional count of the intetference, and, on the other hand,
the rejection of unpatentable claims will serve to indicate to
the opposing parties the position of the examiner with respect
to such claims.

When an examiner suggests that an applicant present a
claim for interference, the examiner should state which of the
claims already in the case are, in his or her opinion, unpatent-
able over the claim suggested. This statement does not consti-
tute a formal rejection of the claims, but if the applicant pre-
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sents the suggested claim but disagrees with the examiner’s
statement, the applicant should so state on the record, not
later than the time the claim is presented, In re Bandel, 348
F.2d 563, 146 USPQ 389 (CCPA 1965). If the applicant does
not present the suggested claim by the expiration of the pe-
riod fixed forits presentation, the examiner should thenre-
ject those claims which were previously stated as being unpat-
entable over the suggested claim on the basis that the failure
to present constituted a concession that the subject matter of
those claims is the prior invention of another in this country
under 35U.S.C. 102(g) and thus prior art to the applicant un-
der35U.8.C. 103. Inre Oguie, 517 F.2d 1382, 186 USPQ 227
(CCPA 1975). If the applicant does present the suggested
claim, when the interference is declared, the claims stated to
be unpatentable over the suggested claim will be designated
as corresponding to the count.

2305.02 Time Limit Set for Presenting Suggested
Claims

Where claims are suggested for interference, a limited pe-
riod determined by the examiner, not less than one month, is
set for reply. See MPEP § 710.02(c).

Should any one of the applicants fail to present the claim or
claims suggested within the time specified, all claims not patent-
able thereover are rejected on the ground that the applicant
has disciaimed the invention to which they are directed. If
the applicant presents the suggested claims later they will
be rejected on the same ground. See MPEP § 706.03(u).

2305.03 Suggested Claims Presented After Period
for Response Running Against Case

If suggested claims are presented within the time specified
for making the claims, the applicant may ignore any outstand-
ing rejections in the application. Even if claims are suggested
in an application near the end of the period for response run-
ning against the case, and the time limit for presenting the
claims extends beyond the end of the period, such claims will
be admitted if filed within the time limit even though outside
the period for response to the rejection (usually a 3-month
shortened statutory period) and even though no amendment
was filed responsive to the Office action outstanding against
the case at the time of suggesting the claims. No portion of
the case is abandoned provided the applicant presents the
suggested claims within the time specified. However, if the
suggested claims are not thus presented within the specified
time, the case becomes abandoned in the absence of a respon-
sive amendment filed within the period for response to the re-
jection, 37 CFR 1.605(b).

2305.04

2305.04 Suggestion of Claimsv, Application in
Issue or in Interference

An application will not be withdrawn from issue for the
purpose of suggesting claims for an interference. Whenan
application: pending before the examiner contains one or
more claims defining an invention to which claims may be
presented in a case in issue, the examiner may write a letter
suggesting such claims to the applicant whose case is in issue,
stating that if such claims be presented within a certain speci-
fied time, the case will be withdrawn from issue, the amend-
ment entered and the interference declared. Such letters
must be submitted to the group director. If the suggested
claims are not presented in the application in issue, it may be
necessary to withdraw it from issue for the purpose of reject-
ing other claims on the implied disclaimer resulting from the
failure to present the suggested claims.

When the examiner suggests one or more claims for the
purpose of interference with a case in issue to an applicant
whose case is pending before him or her, the case in issue will
not be withdrawn for the purpose of interference unless the
suggested claims shall be presented in the pending applica-
tion within the time specified by the examiner. The letter sug-
gesting claims should be submitted to the group director for
approval.

In either of the above cases, the Publishing Division
should be notified when the claims are suggested, so that in
case the issue fee is paid during the time in which the sug-
gested claims may be presented, proper steps may be taken to
prevent the issue fee from being applied.

The examiner should borrow the allowed application from
the Publishing Division and hold the file until the claims are
presented or the time limit expires. This avoids any possible
issuance of the application as a patent should the issue feebe
paid. To further ensure against issuance of the application, .
the examiner may pencil in the blank space labeled, “Date
paid” in the lower right-hand corner of the file wrapper, the
initialed request: “Defer for interference.” The issue fee is
not applied to such an application until the following proce-
dure is carried out.

When notified that the issue fee has been received, the ex-
aminer shall prepare a memo to the Publishing Division re-
questing that issue of the patent be deferred for a period of
3-months due to possible interference. This allows a period
of 2months to complete any action needed. Atthe end of this
2~-month period, the application must either be released to
the Publishing Division or be withdrawn from issue.

When an application is found claiming an invention for
which claims are to be suggested to other applications already
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involved in interference, to form another interference, the
primary examiner borrows the last named applications from
the Service Branch of the Board of Patent Appeals and Inter-
ferences. In case the application is to be added to an existing
interference, the primary examiner need only send the appli-
cation and form PTO-850 (illustrated in MPEP § 2309.02)
properly filled out as to the additional application and identi-
fying the interference, to the examiner-in—chief in charge of
the interference who will determine the action to be taken.
Also, see MPEP § 2342,

9 11.07 Suggestion of Claims - Application in Issue
This application has been withdrawn from issue for consideration of a
potential interference based on the claims suggested in this action.

Examiner Note:

1. If a conflicting application is in issue, it should be withdrawn using
paragraphs 10.01 or 10.02 prior to suggesting claims for interference.

2. Either paragraph 11.04 or 11.08 must be uged in conjunction with this
paragraph

§ 11.08 Requirement To Copy Patent Claim

The following claim number [1] from U.S. patent no. [2] is suggested to
applicant under 35 U.S.C. 135(a) for the purpose of an interference:

(31

The suggested claim must be copied exactly, although other clzims may
be proposed under 37 CFR 1.605(a).

APPLICANT MUST COPY THE PATENT CLAIM WITHIN
ONE MONTH FROM THE DATE OF THIS LETTER. THEEX-
TENSION OF TIME PROVISIONS OF § 1.136(a) DO NOT AP-
PLY TO THIS TIME PERIOD. FAILURE TO COPY THE
CLAIM WILL BE TAKEN AS A CONCESSION THAT THE
SUBJECT MATTER OF THIS CLAIM IS THE PRIOR INVEN-
TION OF ANOTHER UNDER 35 US.C. 102(g) AND THUS
ALSO PRIOR ART UNDER 35 U.S.C. 103. In re Oguic, 186 USPQ
227 (CCPA 1975).

Examiner Note:

1.Inbracket 1, insert the number from the patent of the suggested claim.

2.In bracket 2, insert the number of the patent.

3.1n bracket 3, insert a copy of the patent claim.

4.0Only one claim from the patent should be suggested for interference
unless other claims to a separate patentably distinct invention are claimed in
the patent and can be made by the applicant. To suggest an additional claim,
paragraph 11.09 should follow this paragraph.

5.1If the Office action addresses other issues, such as a rejection of the
claims, paragraph 11.06 should be included at the end of the Office action.

§ 11.09 Copying Additional Patent Claim for a Distinct Invention

Claim number {1] from U.S. patent no. [2] is suggested under 35 U.S.C.
135(a) in addition to claim [3] of the patent, suggested above. The inventions
defined by these patent claims are considered to be “separate patentable
inventions” under 37 CFR 1.601(n) that could form the basis for plural counts
in an interference.

The suggested patent claim, reproduced below, must be copied exactly,
although other claiins may be proposed under 37 CFR 1.605(a):

(41

APPLICANT MUST COPY THE ADDITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. THE EXTENSION OF TIME PROVISIONS OF §
1.136(2) DO NOT APPLY TO THIS TIME PERIOD. FAILURE
TO COPY THIS ADDITIONAL CLAIM WILL BE TAKEN AS A
CONCESSION THAT THE SUBJECT MATTER OF THIS
CLAIM IS THE PRIOR INVENTION OF ANOTHER UNDER
35 US.C.102(g) AND THUS ALSO PRIOR ART UNDER 35
U.S.C. 103.

Examiner Note:

1.In bracket 1, insert the number of the patent claim that is patentably
distinct from the claim specified in paragraph 11.08.

2.This paragraph must follow paragraph 11.08 and should only be usedin
those rare instances where both the patent and the application claim distinct,
interfering inventions.

9 11.11 Failure to Apply Terms of Copied Claim to the Disclosure
Claim [1] of this application has been copied from U.S. patent [2] for the
purpose of an interference.
Applicant has failed to specifically apply the terms of the copied claim to
the disclosure of the application, as required under 37 CFR 1.607(a)3).

APPLICANT IS REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER, THE EXTENSION OF TIME PROVISIONS OF 37
CFR 1.136(z) DO NOT APPLY TO THIS TIME PERIOD.

§ 11.18 Foreign Priority Not Substantiated

Should applicant desire to obtain the benefit of foreign priority under 35
U.S.C. 119 prior to declaration of an interference, a sworn translation of the
foreign application should be submitted under 37 CFR 1.55 in response to
this action.

Examiner Note:

This paragraph may be used when claims are suggested to applicant from
either an application or a patent and applicant has a claim for priority not
substantiated by a sworn translation.

2306 Interference Between an Application and a
Patent -

37 CFR 1.606. Interference between an application and a patent;
subject matter of the interference,

Before an interference is declared between an application and an
unexpired patent, an examiner must determine that there is interfering
subject matter claimed in the application and the patent which is
patentable to the applicant subject to a judgment in the interference. The
interfering subject matter will be defined by one or more counts. Each
count shall define a separate patentable invention. Any application must
contain, or be amended to contain, at least one claim which corresponds
to each count. All claims in the application and patent which define the
same patentable invention as a count shall be designated to correspond 1o
the count. At the time an interference is initially declared (§ 1.611), a
count shall not be narrower in scope than any patent claim which
corresponds to the count and any single patent claim will be presumed,
subject to a motion under § 1.633(c), not to contain separate patentable
inventions.
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An interference may be declared between an application
and a patent if the application and patent are claiming the
same patentable invention, and at least one of the applicant’s
claims to that invention are patentable to the applicant. Since
at least one of the applicant’s claims must be patentable, an
interference between an application and a patent cannot be
declared if:

1. The patent is a statutory bar against the application
under 35 U.S.C. 102(b);

2. The applicant’s claims are not supported by the
application disclosure, or otherwise do not comply with 35
US.C. 112

3. The applicant was not claiming the same or substan-
tially the same invention as claimed in the patent within 1 year
after the date on which the patent was issued (35 U.S.C.
135(b));

4. The patentisa reference against the application under
35 U.S.C. 102(e), unless the applicant has filed a showing
under 37 CFR 1.608. See MPEP § 2307 concerning the
rejection of claims in an application which correspond to
claims of a patent.

Since the claims of a patent may not be altered (except by
reissue or reexamination), the applicant must claim the same
patentable invention as is claimed in one or more claims of a
patent in order to provoke an interference with the patent.
The fact that the patent may disclose subject matter claimed
by the applicant is not a basis for interference if the patent
does not claim that subject matter.

The practice followed prior to the adoption of 37 CFR
1.606, wherein each patent claim formed the basis for a sepa-
rate count of the interference, no longer applies. Under pres-
ent practice, the counts of the interference are formulated in
essentially the same manner regardless of whether a patent is
involved. As stated in 37 CFR 1.606, each count “shall define
a separate patentable invention.” Therefore, instead of hav-
ing the same number of counts as copied patent claims, the
examiner determines how many separate patentable inven-
tions are claimed by the applicant and the patentee. When
the interference is declared, there will be only one count for
each separate patentable invention, with all the claims of the
applicant and of the patentee which claim each invention
designated as corresponding to the count for that invention.
See MPEP § 2309 for a more detailed discussion of the formu-
lation of counts.

An interference between an application and a patent may
arise in one of the following ways:

1. During examination of an application, the examiner
may determine that the application contains one or more
allowable claims which are drawn to the same invention as

2306

claimed in a patent. In that event, the examiner may proceed
to initiate the interference as described in MPEP § 2305.

2. The examiner may discover a patent which claims an
invention which is disclosed by the applicant and to which the
applicant could present patentable claims. In that event, the
examiner may suggest to the applicant a claim which would
define the same invention and would be patentable to the
applicant. See MPEP § 2305.

3. The applicant may provoke an interference with a
patent by presenting a proposed count and either presenting a
claim corresponding to the proposed count, or identifying a
claim already in the application that corresponds to the
proposed counts. See 37 CFR 1.607.

The requirement that the claims of the application and of
the patent define the same patentable invention in order for
an interference to exist does not mean that the application
claim or claims must necessarily be identical to the corre-
sponding claim or claims of the patent. All that is required
under present practice is that a claim of the application be
drawn to the same patentable invention as a claim of the pat-
ent. An application claim is considered to be drawn to the
same patentable invention as a patent claim if it recites sub-
ject matter which is the same as (35 U.S.C. 102) or obvious in
view of (35 U.S.C. 103), the subject matter recited in the pai-
ent claim. 37 CFR 1.601(n). The test is analogous to that
applied for double patenting; i.e., if the applicant’s claims
would have been subject to a double patenting rejection of the
“same invention” or “obviousness” type (see MPEP § 804) if
the patent and application were by the same inventive entity,
then the application and patent claim are directed to the same
invention. Inall cases, the examiner should keep in mind the
fundamental principle that the issuance of two patents for in-
ventions which are either identical to or not patentably dis-
tinct from each other must be avoided, Aelony v. Arni, 547
F.2d 566, 192 USPQ 486 (CCPA 1977).

37 CFR 1.601(i) includes the possibility that an interfer-
ence may include more than one unexpired patent. The PTO
does not have jurisdiction to determine interferences involv-
ing only patents, since 35 U.S.C. 291 grants the jurisdiction to
the courts. However, if the examiner discovers two or more
patents which are claiming the same invention as an applica-
tion, an interference may be instituted between the applica-
tion and the patents. The group director’s approval must be
obtained before an interference involving multiple patents
will be declared.

When an interference with a patent is proposed, it should
be ascertained before any steps are taken whether there is
common ownership. Note MPEP § 804.03. A title report
must be placed in both the application and the patented file
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when the papers for an interference between an application
and a patent are forwarded. To this end the examiner, before
initiating an interference involving a patent, should referboth
the application and the patented file to the Assignment Divi-
sion for notation as to ownership.

PATENT IN DIFFERENT GROUP

When an applicant seeks to provoke an interference witha
patent classified in another group, the propriety of declaring
the interference is decided by and the interference isinitiated
by the group where the patent is classified. In such a case, it
may be necessary to transfer the application, including the
drawings, temporarily to the group which will initiate the in-
terference.

Under 37 CFR 1.606, at the time an interference is de-
clared, a rebuttable presumption will exist that any patent
claim designated to correspond to a count does not embrace
separate patentable inventions. Moreover, at the time the in-
terference is declared, no count will be narrower in scope
than the broadest patent claim designated to correspond to
that count. The presumption is reburtable and may be chal-
lenged and overcome by a motion under 37 CFR 1.633(c).

2307 Applicant Requests Interference With a
Patent

37 CFR 1.607. Request by applicant for interference with patent.

(a) An applicant may seek to have an interference declared between an
application and an unexpired patent by,

(1) identifying the patent,

(2) presenting a proposed count,

(3) identifying at least one claim in the patent corresponding to the
proposed count, .

(4) presenting atleast one claim corresponding to the proposed count
or identifying at least one claim already pending in his or her application that
corresponds to the proposed count, and, if any claim of the patent or
application identified as corresponding to the proposed count does not
correspond exactly to the proposed count, explaining why each such claim
corresponds to the proposed count, and

(5) applying the terms of any application claim

(i) identified as corresponding to the count and
(ii) not previously in the application to the disclosure of the
application.

(b) When an applicant seeks an interference with a patent, examination
of the application, including any appeal to the Board, shall be conducted with
special dispatch within the Patent and Trademark Office. The examiner shafl
determine whether there is interfering subject matter claimed in the
application and the patent which is patentable to the applicant subject to a
judgment in an interference. If the examiner determines that there is any in-
interfering subject matter, an interference will be declared. If the examiner
determines that there is no interfering subject matter, the examiner shall state
the reasons why an interference is not being declared and otherwise act on the
application.

(c) When an applicant presents a claim which corresponds exactly or
substantially to a claim of a patent, the applicant shall identify the patent and

the number of the patent claim, unless the claim is presented in response fo a
suggestion by the examiner. The examiner shall notify the Commissioner of
any instance where an applicant fails to identify the patent.

(d) A notice that an applicant is seeking to provoke an interference with
a patent will be placed in the file of the patent and a copy of the notice willbe
sent to the patentee. The identity of the applicant will not be disclosed unless
an interference is declared. If a final decision is made not to declare an
interference, a notice to that effect will be placed in the patent file and will be
sent to the patentee.

Special Dispatch

Examiners should note that 37 CFR 1.607 requires that ex-
amination of a application in which applicant seeks an inter-
ference with a patent “shall be conducted with special dis-
patch.”

See MPEP § 708.01.

2307.01 Presentation of Claims Corresponding
to Patent Claims Not a Response to
Last Office Action

The presentation of claims corresponding to claims of a
patent when not suggested by the Office does not constitute a
response to the last Office action unless the last Office action
relied solely on the patent for the rejection of all the claims
rejected in that action.

Under 37 CFR 1.615, upon declaration of an interference,
ex parte prosecution of an application involved in the interfer-
ence is suspended and any outstanding Office actions are con-
sidered as withdrawn by operation of the rule, Ex parte Peter-
son, 49 USPQ 119 (Comm’r Pat 1941). Upon termination of
the interference, the examiner will reinstate the action
treated as withdrawn by operation of 37 CFR 1.615and seta
statutory period for response.

2307.02 Rejection of Claims Corresponding to
Patent Claims

When claims corresponding to claims of a patent are pres-
ented, the application is taken up at once and the examiner
must determine whether the presented claims are paientable
to the applicant. If they are not, they should be rejected on
the appropriate ground(s). However, as long as one of the
presented claims is patentable to the applicant and is claiming
the same invention as at least one claim of the patent, an in-
terference should be declared.

The ground of rejection of the patented claims may or may
not also be applicable to the claims in the patent; if it is, any
letter including the rejection must have the approval of the
group director. See MPEP 1003, item 10.
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An interference will not be declared where the examiner
is aware of a reference for the claims which correspond to the
patent claims, even if it would also be applicable to the patent.
If such a reference is discovered while an interference involv-
ing a patent is pending, the examiner should call the refer-
ence to the attention of the examiner-in—chief in charge of
the interference, for possible action under 37 CFR 1.641.

Examples of grounds of rejection which would not also be
applicable to the patent are insufficient disclosure in the
application, a reference whose date is junior to that of the
patent, or because the claims are barred to applicant by the
second paragraph of 35 U.S.C. 135, which reads: “(b) A
claim which is the same as, or for the same or substantially
the same subject matter as, a claim of an issued patent may
not be made in any application unless such a claim is made
prior to one year from the date on which the patent was
granted.” See Ex parte Fine,217USPQ 76 (Bd. App. 1981).
The anniversary date of the issuance of a patent is “prior to
one year from the date on which the patent was granted”,
Switzer v. Sockman, 333 F.2d 935, 142 USPQ 226 (CCPA
1964). It should be noted that an applicant is permitted to
copy a patent claim outside the year period if he or she has
been claiming substantially the. same subject matter within
the year limit. See Thompson v. Hamilton, 152 F.2d 994, 68
USPQ 161 (CCPA 1946); In re Frey, 182 F.2d 184, 86 USPQ
99 (CCPA 1950); Andrews v. Wickenden, 194 F.2d 729, 93
USPQ 27 (CCPA 1952); In re Tanke, 213 F.2d 551, 102 USPQ
93 (CCPA.1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ
45 (CCPA 1955); Rieser v. Williams, 255 F.2d 419, 118 USPQ
96 (CCPA 1958); Stalego v. Heymes, 263 F.2d 334, 120 USPQ
473 (CCPA. 1959); Corbett v. Chisholm, 568 F.2d 759, 196
USPQ 337 (CCPA 1977).

If the patent has a filing date earlier than the applica-
tion, see MPEP § 2308.01. o

37 CFR 1.607(b) requires that “When an applicant seeks
an interference with a patent, examination of the application,
including any appeal to the Board, shall be conducted with
special dispatch within the Patent and Trademark Office.”
Therefore, when all the claims presented are rejected the ex-
aminer sets a time limit for reply, not less than 30 days, and all
subsequent actions, including action of the Board on appeal,
are special. Failure to respond or appeal, as the case may be,
within the time fixed, will, in the absence of a satisfactory
showing, be deemed a disclaimer of the invention claimed.

While the time limit for an appeal from the final rejec-
tion of a claim corresponding to a patent claim is usually set
under the provisions of 37 CFR 1.607(b), where the remain-
derofthe case isreadyforfinal action, it maybe advisableto

2307.02

setashortenedstatutory period for the entire case in accor-
dance with 37 CFR 1.134.

The distinction between a limited time for reply un-
der 37 CFR 1.607(b) and a shortened statutory period un-
der 37 CFR 1.134 should not be lost sight of. The penal-
ty resulting from failure to reply within the time limit un-
der 37 CFR 1.607(b) is loss of the claim or claims in-
volved, on the doc- trine of disclaimer, and this is appeal-
able; while failure to respond within the set statutory peri-
od (37 CFR 1.134) results in abandonment of the entire
application. This is not appealable.

The rejection of claims presented for interference with
a patent sometimes creates a situation where two different
periods for response are running against the application —
one, the statutory period dating from the last full action on
the case; the other, the limited period set for the response
to the rejection (either first or final) of the presented
claims. This condition should be avoided where possible as
by setting a shortened period for the entire case, but where
unavoidable, it should be emphasized in the examiner’s let-
ter.

In this connection it is to be noted that a reply to a re-
jection or an appeal from the final rejection of the pres-
ented claims will not stay the running of the regular statu-
tory period if there is an unanswered Office action in the
case at the time of reply or appeal, nor does such reply or
appeal relieve the examiner from the duty of acting on the
case if it is up for action, when reached in its regular order.

Where an Office action sets a time limit for response to
or appeal from that action or a portion thereof, the ex-
aminer should note at the end of the letter the date when
the time limit period ends and also the date when the stat-
utory period ends. See MPEP § 710.04.

§ 11.12 Rejection of Claim Corresponding to Proposed Count
Claim [1] of this application has been copied by the applicant from U.S.
patent No. [2]. This claim is not patentable to the applicant because [3).
An interference cannot be initiated since a prerequisite for interference
under 37 CFR 1.606 is that the claim be patentable to the applicant subject to
a judgment in the interference.

Examiner Note:
This paragraph must be preceded by a rejection of the claim,

§ 11.13 Claims Not Copied Within One Year
Claim {1] rejected under 35 U.S.C. 135(b) asnot being made prior toone
year from the date on which U.S. patent [2] was granted.

9 11.14 Copied Claims Drawn to Different Invention

Claim [1] of this application is asserted by applicant to correspond to
claims of U.S. patent [2].

The examiner does not consider this claim to be directed to the same
invention as that of U.S. patent [3) because {4]. Accordingly, an interference
cannot be initiated based upon this claim.
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2307.03 Presentation of Claims for Interference
With a Patent, After Prosecution of
Application is Closed

An amendment presenting a claim to provoke an interfer-
ence in an application not in issue is usually admitted and
promptly acted on. However, if the case had been closed to
further prosecution as by final rejection or allowance of all
the claims, or by appeal, such amendment is not entered asa
matter of right.

An interference may result when an applicant presents
claims to provoke an interference with a patent which pro-
vided the basis for final rejection. Where this occurs, if the
rejection in question has been appealed, the Board of Patent
Appeals and Interferences should be notified of the with-
drawal of this rejection so that the appeal may be dismissed as
to the involved claims.

Where the prosecution of the application is closed and the
presented claims relate to an invention distinct from that
claimed in the application, entry of the amendment may be
denied (Ex parte Shohan, 1941 C.D. 1 (Comm’r Pat. 1940)).
Admission of the amendment may very properly be denied in
a closed application, if prima facie, the claims are not sup-
ported by the applicant’s disclosure. An applicant may not
have recourse to presenting a claim corresponding to a patent
claim which applicant has no right to make as a means to re-
open or prolong the prosecution of his or her case. See MPEP
§ 714.19(4).

AFTER NOTICE OF ALLOWANCE

When an amendment which includes one or more claims
presented to provoke an interference with a patent isreceived
after the Notice of Allowance and the examiner finds one or
more of the claims patentable to the applicant and an inter-
ference to exist, the examiner should prepare a letter, re-
questing that the application be withdrawn from issue for the
purpose of interference. This letter, which should designate

the claims to be involved, together with the file and the pro-

posed amendments, should be sent to the group director.
When an amendment which includes one or more claims
presented to provoke an interference with a patent isreceived
after Notice of Allowance, and the examiner finds basis for
refusing the interference on any ground, the examiner should
make an oral report to the supervisory primary examiner of
the reasons for refusing the requested interference. Notifica-
tion to applicant is made on Form PTOL-~271 if the entire
amendment or a portion of the amendment (including all the
presented claims) is refused. Form paragraph 11.01 shouldbe

employed to express the adverse recommendation as to the
entry of the presented claims.

2307.04 Presentation of Claims For Interference
With a Patent Invelved in a Reexamina-
tion Proceeding

An interference will not be declared with a patent which
is involved in a reexamination proceeding except upon
specific authorization from the Office of the Assistant Com-
missioner for Patents. When an amendment is filed in a
pending application presenting claims for the purpose of in-
terference with a patent involved in a reexamination proceed-
ing, the owner of the patent must be notified (see 37 CFR
1.607(d)). The applicant must identify the patent under reex-
amination with which interference is sought. The claims
may be rejected on any applicable ground, including, if
appropriate, the prior art cited in the reexamination pro-
ceeding. Prosecution of the application should continue
as far as possible, but if the application is placed in con-
dition for allowance and still contains claims which inter-
fere with the patent under reexamination, further action
on the application should be suspended until the reex-
amination proceeding is terminated. See MPEP § 2284.

§ 11.15 Patent Claims Undeigoing Reexamination

This application contains claims which conflict with the claims of U.S.
patent No. [1], now involved in a reexamination proceeding.

Prosecution in this application is SUSPENDED UNTIL TERMINA-
TION OF THE REEXAMINATION PROCEEDING.

Applicant should inquire as to the status of this application six months
from the date of this letter.

Examiner’s Note:
This paragraph should only be used when the application is otherwise in
condition for allowance.

2307.05 Corresponding Patent Claims Not
Identified

37 CFR 1.607(c) requires that “when an applicant pre-
sents a claim which corresponds exactly or substantially to a
claim of a patent, the applicant shall identify the patent and
the number of the patent claim, unless the claim is presented
in response to a suggestion by the examiner.”

This requirement of 37 CFR 1.607(c) applies to claims
presented in an application at the time of filing as well as to
claims presented in an amendment to a pending application.
If an applicant, attorney, or agent presents a claim corre-
sponding exactly or substantially to a patent claim without
complying with 37 CFR 1.607(c) the examiner may be led into
making an action different from what would have been made
had the examiner been in possession of all the facts. There-
fore, failure to comply with 37 CFR 1.607, when presenting a
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claim corresponding to a patent claim, may result in the is-
suance of a requirement for information as to why an identifi-
cation of the source of the claim was not made.

The examiner should require the applicant to supply a full
identification of the copied patent claims by using Form Para-
graph 11.10.

S 11.10 Failure to Identify Source of Patent Claims

Claim {1] of this application has apparently been copied from a U.S.
patent without being suggested by the examiner. The patent number and the
number of the copied claim have not been properly identified. 37 CFR
1.607(c).

Applicant is required to identify the patent and claim numbers and supply
information explaining why a complete identification of the copied patent
claim(s) has not been presented. Following applicant’s response to this
requirement or the abandonment thereof, the application will be forwarded
by the examiner to the Office of the Assistant Commissioner for Patents for
appropriate review as noted under 37 CFR 1.607(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER TO AVOID ANY QUESTION OF ABANDON-
MENT.

Examiner’s Note:
The primary examiner must refrain from commenting as to the reasons
for applicant’s failure to disclose the U.S. patent identification.

After the applicant’s response or abandonment of the
application, the examiner is required to “notify the Commis-
sioner of any instance where an applicant fails to identify the
patent” under 37 CFR 1.607(c). The examiner’s notification
should be in the form of a memorandum directed to the Of-
fice of the Assistant Commissioner for Patents. The memo-
randum must be accompanied by the application and a copy of
the patent from which the claim(s) was copied.

2307.06 Presentation of Claims for Inferference
with a Patent, Patentee Must Be Netified

When an applicant seeks to provoke an interference witha
patent, 37 CFR 1.607(d) requires that the patentee be notified
(1) when the attempt to provoke the interference is first
made, and (2) if an interference is not declared of the final
decision not to declare an interference.

This regulation provides a patentee with notice as soon as
an applicant attempts to provoke an interference with the pat-
ent so that the patentee can preserve the invention records
from the moment the notice is received until the time, in
some instances many years later, when the interference is ul-
timately declared between the patentee and the applicant.

Form Paragraphs 11.19 and 11.20 should be used to notify
the patentee.

2307.06

9 11.19 Notice to Patentee, Interference Sought
You are hereby notified under 37 CFR 1.607(d) that an applicant is

seeking to provoke an interference with your patent No. [1].

The identity of the applicant will not be disclosed unless an interference is
declared.

If a final decision is made not to declare an interference, a notice to that
effect will be placed in the patent file and will be sent to the patentee.

if a n interference is declared, notice thereof will be made under 37 CFR
1.611.

9 11.20 Notice to Patentee, Interference Not Declared
Notice was communicated to you under 37 CFR 1.607(d) on {1] that an
applicant was seeking to provoke an interference with your U.S. patent No.

{2}

A final determination of this issue has resulted in a decision not todeclare
an interference.

No inquiries regarding the identity of the applicant will be entertained.

Examiner’s Note:
In bracket 1, insert the date of mailing of the earlier notice that claims
had been copied from the patent.

It is anticipated that patentees may make inquiries as to
the status of the application after the first notification has
been received. Since the group having responsibility for the
application will be indicated on the letter and the letter will
not contain any information pertaining to that application, it
will be necessary for each examining group to establish and
maintain some type of permanent record. The type of perma-
nent record is left to the discretion of the group director. This
permanent record must be independent of the application file
and the patented file in order to provide adequate informa-
tion for patentee inquiries relative to nonreceipt of either a
second notice or a notice of declaration of interference either
before or after either is mailed from the Patent and Trade-
mark Office. Additionally, the permanent record must asso-
ciate the appropriate patent number and the serial number of
the application. This record could be a separate group file for
37 CFR 1.607(d) notices sent to patentees having appropriate
identification of the patent and application.

In summary, a 37 CFR 1.607(d) notice (Form Paragraph
11.19) is prepared by a person in the group having jurisdiction
over the application attempting to provoke an interference
with a patent. The original is placed of record in the patented
file, one copy is sent to the patentee, and an entry is made in
the permanent group record for 37 CFR 1.607(d) notices. Ifa
final decision is made that no interference will be declared, a
primary examiner will prepare and sign a 37 CFR 1.607(d) no-
tice (Form Paragraph 11.20).

The original of this notice is entered of record in the pat-
ented file, one copy is sent to the patentee, and another entry
is made in the permanent record for 37 CFR 1.607(d) notices.
If an interference is to be instituted, the declaration of inter-
ference notice will be sent by an examiner-in~chief and no ad-
ditional form will be sent by the examiner.
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ALTHOUGH THE PERMANENT RECORD FOR 37 CFR
1.607(d) NOTICES INCLUDES IDENTIFICATION BOTH OF
THE PATENT AND APPLICATION, THE PATENTEE CAN-
NOT AND SHOULD NOT BE GIVEN ANY INFORMATION
CONCERNING THE PARTY OR APPLICATION ATTEMPT-
ING TO PROVOKE AN INTERFERENCE UNLESS AND UN-
TIL AN INTERFERENCE IS DECLARED. 35 U.S.C. 122.

2308 Interference Between an Application and a
Patent; Prima Facie Showing by Applicant

37 CFR 1.608. Interference between an application and a patent; prima
Jacie showing by applicant.

(a) When the earlier of the filing date or effective filing date of an
application is three months or less after the earlier of the filing date or
effective filing date of a patent, the applicant, before an interference will be
declared, shall file an affidavit alleging that there is a basis upon which
applicant is entitled to a judgment relative to the patentee.

(b) When the earlier of the filing date or the effective filing date of an
applicationis more than three months after the earlier of the filing date or the
effective filing date under 35 U.S.C. 120 of a patent, the applicant, before an
interference will be declared, shall file (1) evidence which may consist of
patents or printed publications, other documents, and one or more affidavits
which demonstrate that applicant is prima facie entitled to a judgment relative
to the patentee and (2) an explanation stating with particularity the basis upon
which the applicant is prima facie entitled to the judgment. Where the basis
upon which an applicant is entitled to judgment relative to a patentee is
priority of invention, the evidence shall include affidavits by the applicant, if
possible, and one or more corroborating witnesses, supported by documenta-
ry evidence, if available, each setting out a factual description of acts and
circumstances performed or observed by the affiant, which collectively would
prima facie entitle the applicant to judgment on priority with respect to the
earlier of the filing date or effective filing date of the patent. To facilitate
preparation of a record (§ 1.653 (g) and (h)) for final hearing, an applicant
should file affidavits on paper which is 8 1/2 x 11 inches (21.8 by 27.9 cm.).
The significance of any printed publication or other document which is
self-authenticating within the meaning of Rule 902 of the Federal Rules of
Evidence or § 1.671(d)and any patent shall be discussed in an affidavit or the
explanation. Any printed publication or other document which is not
self-authenticating shall be authenticated and discussed with particularity in
an affidavit. Upon a showing of sufficient cause, an affidavit may be based on
information and belief. If an examiner finds an application to be in condition
for declaration of an interference, the examiner will consider the evidence
and explanation only to the extent of determining whether a basis upon which
the application would be entitled to a judgment relative to the patentee is
alleged and, if a basis is alleged, an interference may be declared.

Under 37 CFR 1.608, the PTO will continue the previous
practice under deleted 37 CFR 1.204(c) of requiring an applicant
seeking to provoke an interference with a patent to submit evi-
dence which demonstrates that the applicant is prima facie en-
titled to a judgment relative to the patentee. Evidence would be
submitted only when the earlier of the filing date or effective
filing date of the application is more than 3 months after the
earlier of the filing date or effective filing date under 35
U.S.C. 120 of the patent. The evidence may relate to patent-
ability and need not be restricted to priority. When the evi-

dence (1) consists of prior printed publications and patents
and (2) shows that the claims of the application are not patent-
able, the claims in the application would be rejected and the
applicant could file a request for reexamination of the patent.

2308.01 Patent Has Filing Date Earlier Than
Application

When an applicant attempts to provoke an interference
with a patent, the examiner must determine the effective fil-
ing dates of the application and of the patent; only the pat-
ent’s effective United States filing date will be considered.
Any claim of foreign priority by the patentee under 35 U.S.C.
119 will not be taken into account when determining whether
or not an interference should be declared, in order to be con-
sistent with the holding in In re Hilmer, 359 F.2d 859, 149
USPQ 480 (CCPA 1966) to the effect that the effective date of
a United States patent as a reference is not effected by the for-
eign filing date to which the patentee is entitled under 35
U.S.C. 119. If the patentee is determined to be entitled to the
benefit of a pricr United States application as to claimed sub-
ject matter involved in the interference, that application must
be listed on the PTO-850 form (see MPEP § 2309).

If the effective date of the applicant is 3 months or less than
that of the patented application, the applicant must submit an
affidavit or declaration alleging that there is a basis upon which
applicant is entitled to a judgment relative to the patentee, 37
CFR 1.608(a). The affidavit or declaration may be made by per-
sons other than the applicant. See MPEP § 715.04.

If the effective filing date of the application is more than 3
months after the effective filing date of the patent, 37 CFR
1.608(b) requires that the applicant must file (1) evidence,
such as patents, publications and other documents, and one or
more affidavits or declarations which demonstrate that appli-
cant is prima facie entitled to a judgment relative to the paten-
tee, and (2) an explanation stating with particularity the basis
upon which the applicant is prima facie entitled to the judg-
ment.

If an applicant is claiming the same invention as a patent
which has an earlier effective United States filing date but
there is not a statutory bar against the application, and the
applicant has not submitted the items required by 37 CFR
1.608(a) and (b), as appropriate, the application should be re-
jected under 35 U.S.C. 102(e)/103. A statement should be in-
cluded in the rejection that the patent cannot be overcome by
an affidavit or declaration under 37 CFR 1.131 but only
through interference proceedings. Note, however, 35 U.S.C.
135(b) and MPEP § 2307.02. The applicant should also be ad-
vised that an affidavit under 37 CFR 1.608(b) or evidence and
an explanation under 37 CFR 1.608(b), as appropriate, must
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be submitted and it should be stated, if applicable, that the
patentee has been accorded the benefit of an earlier U.S.
application.

If the applicant does not agree he or she is claiming the
same invention as the patent, and files an affidavit under 37
CFR 1.131, the rejection should be repeated and made final.
The rejection should specify what the count or counts of the
interference between the application and the patent would
be. If the applicant still disagrees with the examiner, the rejec-
tion may be appealed to the Board of Patent Appeals and In-
terferences, and the question of whether the application and
the reference patent are claiming the same invention may
be argued on appeal, inasmuch as the 37 CFR 1.131 affida-
vit cannot be considered unless the applicant is found tobe
claiming an invention which is patentably distinct from that
claimed in the patent. See In re Hidy, 303 F.2d 954, 133
USPOQ 650 (CCPA 1962) and In re Clark, 457 F.2d 1004, 173
USPQ 359 (CCPA 1972).

2308.02 Shewing Under 37 CFR 1.608(b)

The showing under 37 CFR 1.608(b) must be such as to
show that the applicant is prima facie entitled to a judgment
relative to the patentee. Since 35 U.S.C. 135(a), asamended
by Public Law 98-622, now gives the Board jurisdiction in an
interference proceeding over questions of both priority and
patentability, the 37 CFR 1.608(b) showing need not attempt
to show prior invention by the applicant, but may instead dem-
onstrate that the applicant would be entitled to a judgment
against the patentee on a ground of unpatentability (as, for
example, that the claims of the patent which will correspond
to the count or counts are unpatentable over prior art or prior
public use, or that the patent does not comply with 35
U.S.C. 112).

An applicant in preparing affidavits or declarations under
37 CFR 1.608(b) to provoke an interference with a patentee
whose effective U.S. filing date antedates the applicant’s by
more than 3 months, should have in mind the provisions of 37
CFR 1.617, and especially the following:

1. That after these affidavits or declarations are for-
warded by the primary examiner for the declaration of an
interference, they will be examined by an examiner-in-chief.

2. If the affidavits or declarations fail to establish that
applicant would prima facie be entitled to a judgment relative
to the patentee, an order will be issued concurrently with the
notice of interference, requiring applicant to show cause why
summary judgment should not be entered against the
applicant.

3. Additional evidence in response to such order will not
be considered unless justified by a showing under the

2308.02

provisions of 37 CFR 1.617(b). If the applicant responds, the
applicant must serve the patentee and any other opponents
with a copy of the original showing under 37 CFR 1.608(b)and
of the response, and they will be entitled to present their
views with respect thereto (37 CFR 1.617(d)).

4. All affidavits or declarations submitted must describe
acts which the affiants performed or observed or circum-
stances observed, such as structure used and results of use or
test, except on a proper showing as provided in 37 CFR 1.608(b).
Statements of conclusion, for example, that the invention of the
counts was reduced to practice, are generally considered to be
not acceptable. It should also be kept in mind that documentary
exhibits which are not self-authenticated must be authenticated
and discussed with particularity by an affiant having direct
knowledge of the mattersinvolved. However, it is not necessary
that the exact date of conception or reduction to practice be
revealed in the affidavits, declarations, or exhibits if the
affidavits or declarations aver observation of the necessary
acts and facts, including documentation when available,
before the patentee’s effective filing date. On the other hand,
where reliance is placed upon diligence, the affidavits or
declarations and documentation should be precise as to dates
from a date just prior to patentee’s effective filing date. The
showing should relate to the essential factors in the
determination of the question of priority of invention as set
out in 35 U.S.C. 102(g).

5. The explanation required by 37 CFR 1.608(b) should
be in the nature of a brief or explanatory remarks accompany-
ing an amendment, and should set forth the manner in which
the requirements of the counts are satisfied and how the
requirements for conception, reduction to practice, or
diligence are met, or otherwise explain the basis on which the
applicant is prima facie entitled to a judgment.

6. Published decisions of the Court of Customs and
Patent Appeals and the Board of Patent Interferences
concerning the quantum of proof required by an applicant
to make out a prima facie showing entitling the applicant to
an award of priority with respect to the filing date of a
patent so as to allow the interference to proceed, 37 CFR
1.617(a), second sentence, include Kistler v. Weber, 412 F.2d
280, 162 USPQ 214 (CCPA 1969); Schwab v. Fittman, 451
F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy v. Eiseman,
166 USPQ 149 (Bd. Pat. Int. 1970); Golota v. Strom, 489
F.2d 1287, 180 USPQ 396 (CCPA 1974); Horvitz v. Fritchard,
182 USPQ 505 (Bd. Pat. Int. 1974); Azar v. Bums, 188
USPQ 601 (Bd. Pat. Int. 1975) and Wetmore v. Quick, 536 F.
2d 937, 190 USPQ 223 (CCPA 1976).

Asnoted above, the evaluation of a showing under 37 CFR
1.608(b) is made by an examiner-in-chief. However, when a
showing under 37 CFR 1.608(b) is filed, the examiner must in-
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spect it to determine whether the applicant is relying upon
prior invention or unpatentability as a basis for the showing. If
the applicant alleges prior invention, the examiner should
merely determine that (1) at least one date prior to the effec-
tive filing date of the patent is alleged and (2) the showing
contains at least one affidavit or declaration by a corroborat-
ing witness; i.e., by someone other than a named inventor; if
so, the examiner should proceed to institute the interference
as described in MPEP § 2309. If the showing is based on al-
leged unpatentability of the patent claim or claims, the ex-
aminer should determine whether any ground of unpatent-
ability alleged is such that it would also apply to the applicant;
for example, if the applicant alleges that the claims of the pat-
ent are statutorily barred by a reference which would alsobe a
bar to the applicant. If the examiner finds that an alleged
ground of unpatentability would also apply to the applicant,
the interference should not be declared and the applicant’s
claims which are drawn to the same invention as the claims of
the patent should be rejected on this admission of unpatent-
ability, without regard to the merits of the matter. Compare
Ex parte Grall, 202 USPQ 701 (Bd. App. 1978). Although the
applicant may wish to contest the question of whether the
common invention is patentable to the patentee, an interfer-
ence cannot be declared unless the common invention is pat-
entable to the applicant. Hilborn v. Dann, 546 F.2d 401, 192
USPQ 132 (CCPA 1976). If the alleged unpatentability is
based on patents or printed publications, the applicant may
still be able to file a request for reexamination of the patent
under 35 U.S.C. 302.

2308.03 Patent Has Filing Date Later Than
Application

Although a patent which has an effective U.S. filing date
later than the effective filing date of an application is not prior
art against that application, the application should not be is-
sued if the application and patent contain claims to the same
patentable invention. In order to avoid the issuance of two
patents to the same patentable invention, the examiner
should take steps to institute an interference between the
application and the patent.

If the application contains at least one allowable claim
drawn to the same patentable invention as at least one patent
claim, the examiner may initiate the interference by proceed-
ing as described in MPEP § 2305.

If the application discloses, but does not claim, an inven-
tion claimed in the patent, so that a patent could be granted to
the applicant without an interference proceeding, the patent
should only be cited to the applicant. The applicant can then
determine whether to present claims to provoke an interfer-
ence with the patent.

MANUAL OF PATENT EXAMINING PROCEDURE

2309 Preparation of Interference Papers by
Examiner

37 CFR 1.609. Preparation of interference papers by examiner.
When the examiner determines that an interference should be declared,
the examiner shall forward to the Board:
(a) All relevant application and patent files and
(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of any application or patent which correspond to each
count, stating whether the claims correspond exactly or substantially to each
count;

(3) The claims in any application which are deemed by the examiner to
be patentable over any count; and

(4) Whether an applicant or patentee is entitled to the benefit of the
filing date of an earlier application and, if so, sufficient information toidentify
the earlier application.

37 CFR 1.609 sets forth what an examiner shall forward
to the Board when an interference is declared. For the
most part, 37 CFR 1.609 continues previous practice. How-
ever, under 37 CFR 1.609(b)(3), the examiner must identify
all claims of an application which the examiner believesare
patentable over the proposed counts. Thus, a claim in an
application will either correspond to a count or will be indi-
cated as being patentable over the count. For instance, in
example 3, MPEP § 2309.01, the examiner must indicate
that (1) claims 1 and 2 of application E and claims 11 and 12
of application F correspond to the count and (2) claim 3 of
application E defines a separate patentable invention from
the count.

2309.01 Formulation of Counts

Before preparing the “Interference-Initial Memorandum”
(Form PTO-850), the examiner must determine precisely what
the count or counts of the interference will be. Unlike previous
practice, under the revised rules (37 CFR 1.601 - 1.688) the
question of whether the interference involves a patent is es-
sentially irrelevant to the formation of the counts.

Informulating the count or counts, the examiner must de-
cide two interrelated questions: (1) how many counts will
there be, and (2) what will the scope of each count be. The
following principles should be kept in mind:

1. Each count must be drawn to a separate patentable
invention, that is to say, the invention defined in each count
must not be the same as, or obvious over, the invention
defined in any other count. However, a count may properlybe
included if it is unobvious over another count, even though
the reverse might not be true. For example, a count to a
species and a count to a genus might properly both be
included in the interference if the species is patentable over
the genus, even though the genus might not be patentable,
given the species.
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It is expected that most interferences will involve only one
count or a very small number of counts, in view of the
requirement of separate patentability.

2. A count should normally be sufficiently broad as to
encompass the broadest corresponding patentable claim of
each of the parties. However, a situation may arise where the
examiner considers that an applicant’s corresponding claim
includes not only the common invention, but also another
invention; in that case, the count should be limited to the
common invention, and may be narrower than the corre-
sponding claim which recites the additional invention. Note
that 37 CFR 1.606 provides that a count may not initially be
narrower in scope than any patent claim which corresponds to
it; this does not preclude later substitution of a count which is
narrower than the patent claim, as a result of a preliminary
motion under 37 CFR 1.633(c).

3. Acount may not be so broad as tobe unpatentable over
the prior art. If a count cannot be made sufficiently broad in
scope as to embrace the broadest corresponding patentable
claims of the parties without being unpatentable, that would
indicate either that the parties’ corresponding claims are
unpatentable or perhaps, if the parties’ claims do not overlap,
that they are drawn to two separately patentable inventions
and there is no interference in fact between them.

The following examples illustrate how counts should be
formulated. An examiner-in-chief should be consulted in un-
usual situations which do not fit any of the examples.

Example 1. Application A contains patentable claim 1 (engine).
Application B contains patentable claim 8 (engine). If an interference is
declared, there will be one count (engine). Claim 1 of application A and claim
8 of application B would be designated to correspond to the count.

Example 2: Application C contains patentable claim 1 (engine) and 2
(6-~cylinder engine). Application D contains patentable claim 8 (engine). An
engine and a 6-cylinder engine define the same patentable invention. If an
interference is declared, there will be one count (engine). Claims 1 and 2 of
application C and claim 8 of application D would be designated tocorrespond
to the count.

Example 3: Application E contains patentable claims 1 (engine), 2
(6-cylinder engine) and 3 (engine with a platinum piston). Application F
contains patentable claims 11 (engine) and 12 (8-cylinder engine). Claims 1
and 2 of application E and claims 11 and 12 of application F define the same
patentable invention. Claim 3 of application E definesa patentable invention
from claims 1 and 2 of application E and claims 11 and 12 of application F. If
aninterference is declared, there will be one count (engine), Claims 1 and 2 of
application E and claims 11 and 12 of application F would be designated to
correspond to the count. Claim 3 of application E would not be designated to
correspond to the count.

Example 4. Application G contains patentable claim 1 (engine), 2
(6-cylinder engine) and 3 (engine with a platinum piston). Application H
contains patentable claims 11 (engine) and 15 (engine with a platinum piston).
Claims 1 and 2 of application G and claim 11 of application H define thesame
patentable invention. Claim 3 of application G and claim 15 of application H
define a patentable invention from claims 1 and 2 of application G and claims
11 of application H. If an interference is declared, there will be two counts:
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Count 1 (engine) and count 2 (engine with a platinum piston). Claims 1 and 2
of application G and claim 11 of application H would be designated to
correspond to the Count 1. Claim 3 of application G and claim 15 of
application H would be designated to correspond to Count 2.

Example 5: Application J contains patentable clalm 1 (engine), 2
{combination of an engine and a carburetor) and 3 (combination of an engine,
a carburetor, and a catalytic converter). Application K contains patentable
claims 31 (engine), 32 (combination of an engine and a carburetor), and 33
(combination of an engine, a carburetor, and an air filter). The engine, com-
bination of an engine and carburetor, and combination of an engine,
carburetor, and air filter define the same patentable invention. The
combination of an engine, carburetor, and catalytic convertor define a
separate patentable invention from the engine. If an interference is declared,
there will be one count (engine). Claims 1 and 2 of application J and claims 31,
32 and 33 of application K would be designated to correspond to the Count.
Claim 3 of application J would not be designated as corresponding to the
count.

Example 6: The PTOwill continue to follow Weldeck v. Lewis, 120 USPQ
88 (Comm’r Pat. 1955). Application L contains patentable claims 1(Markush
group of benzene or toluene), 2 (benzene), and 3 (toluene). Application M
contains patentable claims 11 (benzene). Benzene and toluene define the
same patentable invention. If an interference is declared, there will be one
count (Markush group of benzene or toluene). Claims 1, 2 and 3 of
application L and claim 11 of application M would be designated to
correspond to the count.

Example 7: Application N contains patentable claim 1 (benzene).
Application P contains patentable claim 11 (xylene). benzene and xylene
define the same patentable invention. If an interference is declared, there will
be one count {(benzene or xylene). Claim 1 of application N and claim 11 of
application P would be designated to correspond to the count.

Example 8: Application Q contains patentable claims 1 (Markush group
of benzene or chloroform), 2 (benzene), and 3 (chloroform). Application R
contains patentable claims 33 (benzene). If benzene and chloroform define
the same patentable invention and an interference is declared, there will be
one count (Markush group of benzene or chloroform). Claims 1, 2 and 3 of
application Q and claim 33 of application R would be designated to
correspond to the count. If chloroform defines a separate patentable
invention from benzene and an interference is declared, there will be one
count (benzene). Claims 1 and 2 of application Q and claim 33 of application
R would be designated to correspond to the count. Claim 3 of application Q
would not be designated to correspond to the count.

Example 9: Application S contains patentable claims 1 (Markush group
of benzene or chloroformy), 2 (benzene), and 3 (chioroform). Application T
contains patentable claims 11 (Markush group of benzene or chioroform), 12
(benzene), and 13 (chloroform). If benzene and chloroform define the same
patentable invention and an interference is declared, there will be one count
(Markush group of benzene or chloroform). Claims 1, 2and 3 of application §
and claims 11, 12 and 13 of application T would be designated to correspond
to the count, The PTO will continue to adhere to Becker v. Patrick, 47 USEQ
314 (Comm'r. Pat. 1939). An interference can have two counts only if one
count defines a separate patentable invention from another count. If
chloroform defines a separate pafentable invention from benzene and an
interference is declared, there will be two counts: Count 1 (benzene) and
Count 2 (chloroform). Claims 1 and 2 of application S and claims 11and 12 of
application T would be designated to correspond to Count 1. Claims 1 and 3
of application S and claims 11 and 13 of application T would be designated to
correspond to Count 2.

Example 10: Patent A contains claim 1 (engine). Application U contains
patentable claim 11 (engine). If an interference is declared, there will be one
count (engine). Claim 1 of patent A and claim 11 of application U would be
designated to correspond to the count.
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Example 11: Patent B contains claims 1 (engine) and 2 (6-cylinder
engine). Application V contains patentable claim 8 (engine). An engine and a
6-cylinder engine define the same patentable invention. If an interference is
declared, there will be one count (engine). Claims 1 and 2 of patent B and
claim 8 of application V would be designated to correspond to the count.

Example 12: Patent C contains claims 1 (engine), 2 (6-cylinder engine),
and 3 (engine with a platinum piston). Application W contains patentable
claims 11 (engine)and 12 (8-cylinder engine). Claims 1 and 2 of patent C and
claims 11 and 12 of application W define the same patentable invention.
Claim 3 of patent C definesa separate patentable invention from claims 1 and
2 of patent C and claims 11 and 12 of application W. If an interference is
declared, there will be one count (engine). Claims 1 and 2 of patent C and
claims 11 and 12 of application W would be designated to correspond to the
count. Claim 3 of patent C would not be designated to correspond to the
count.

Example 13: Patent D contains claims 1 (engine), 2 (6-cylinder engine),
and 3 (engine with a platinum piston). Application X contains patentable
claims 11 (engine) and 15 (engine with a platinum piston ). Claims 1 and 2 of
patent D and claim 11 of application X define the same patentable invention.
Claim 3 of patent D and claim 15 of application X define a separate
patentable invention from claims 1 and 2 of patent D and claims 11 and 12 of
application X. If an interference is declared, there will be two counts. Count 1
(engine) and Count 2 (engine with a platinum piston). Claims 1 and 2 of
patent D and claim 11 of application X would be designated to correspond to
Count 1. Claim 3 of patent D and claim 15 of application X would be
designated to correspond to Count 2.

Example 14: Patent E contains claim 1 (Markush group of benzene or
toluene), 2 (benzene), and 3 (toluene). Application Y contains patentable
claim 11 (benzene). Benzene and toluene define the same patentable
invention. If an interference is declared, there will be one count (Markush
group of benzene or toluene). Claims 1, 2 and 3 of patent E and claim 11 of
application Y would be designated to correspond to the count.

Example 15: In this example, the claims of patent E and application Y of
example 14 are reversed. Patent E contains claim 1 (benzene). Application Y
contains patentable claim 11 (Markush group of benzene or toluene), 12
(benzene), and 13 (toluene). If an interference is declared, the couant will be
the same as the count in Example 14 - (Markush group of benzene or
toluene). Claim 1 of patent E and claims 11, 12 and 13 of application Y would
be designated to correspond to the count. '

Example 16: The PTO will continue to follow cases such as Case v. CPC
International Inc., 730 F.2d 745, 221 USPQ 196 (Fed. Cir. 1984), cerz. denied,
105 S. Ct. 233, 224 USPQ 736 (1984); Aelony v. Ami, 547 F.2d 566, 192
USPQ 486 (CCPA 1977); and Notz v. Ehrenreich, 537 F.2d 539, 190 USPQ
413 (CCPA 1976), and declare interferences where interfering patent and
application claims are mutually exclusive provided the claims define the same
patentable invention. Patent F contzins claim 1 (benzene). Application Z
conitaing patentable claim 11 (xylene). Benzene and xylene define the same
patentable invention. If an interference is declared, there will be one count
(benzene or xylene). Claim 1 of patent F and claim 11 of application Z would
be designated to correspond to the count.

Example 17; 1t will be the practice of the PTO under 37 CFR 1.606 to
initially declare interferences with counts which are identical to or broader
than patent claims which correspond to the counts. A single patent claim will
be presumed, subject to a motion under 37 CFR 1.633(c), not to define
separate patentable inventions. Patent G containsclaims 1 (Markush group of
benzene and chloroform), 2 (benzene), and 3 (chloroform). Application AA
contains patentable claim 33 (benzene). If an interference is declared, initially
it will be presumed by the PTO, subject to a later motion under 37 CFR
1.633(c), that benzene and chloroform define the same patentabie invention,

There will be one count (Markush group of benzene or chloroform).
Claims 1, 2 and 3 of patent G and claim 33 of application AA would be
designated to correspond to the count. If a party believes benzene and
chloroform define separate patentable inventions, that party could file a
motion under 37 CFR 1.633(c) to redefine the count and the claims
corresponding to the counts.

Example 18: Fatent H contains claims 1 (Markush group of benzene and
chloroform), 2 (benzene), and 3 (chloroform). Application AB contains
patentable claims 11 (Markush group of benzene and chloroform), 12
(benzene) and 13 (chloroform). Benzene and chloroform initially would be
presumed, subject to a motion under 37 CFR 1.633(c), to define the same
patentable invention, because they were recited as a Markush group in a
single patent claim. If an interference is declared, there will be one count
(Markush group of benzene or chloroform). Claims 1, 2 and 3 of patent Hand
claims 11, 12 and 13 of application AB would be designated to correspond to
the count. If a party believes benzene and chloroform define separate
patentable inventions, the party could move under 37 CFR 1.633(c) to
substitute a count (benzene) for (Markush group of benzene or chloroform)
and to add a count (chloroform).

Example 19: Under 37 CFR 1.606, the PTO will continue to follow the
practice announced in Ex parte Card and Card, 1904 C.D. 383 (Comm r.
Pat.). Patent J contains claim 1 (method of mixing, grinding, and heating).

Application AC contains patentable claim 8 (method of mixing and
heating) and does not disclose or claim a grinding step. In the context of the
inventions disclosed in patent J and application AC, 2 method of mixing,
grinding, and heating is the same patentable invention as a method of mixing
and heating. Under current practice, it would be said that “grinding” is an
“immaterial” limitation in claim 1 of patent J. Under 37 CFR 1.606, the fact
application AC does not disclose grinding would not preclude an interfer-
ence. If an interference is declared, there will be one count (method of mixing
and heating). Claim 1 of patent J and claim 8 of application AC would be
designated to correspond to the count.

Example 20: The facts in this example are the same as Example 18.
Assume that applicant AB believes that benzene and chloroform define
separate patentable inventions. Applicant AB would file a motion under 37
CFR 1.633(c)(1) tosubstitute Count 2 (benzene) for Count 1 (Markush group
of benzene or chloroform) and add Count 3 (chloroform). If the
examiner-in-chief grants the motion, the interference would be redeclared
by deleting Count 1 and substituting in its place Counts 2 and 3. Claims 1 and
2of the patent H and claims 11 and 12 of application AB will be designated to
correspond to Count 2. Claims 1 and 3 of patent H and claims 11 and 12 of
application AB will be designated to correspond to Count 3. If one party
proves priority with respect toboth benzene and chioroform, that pariy would
be entitled to all claims in its application or patent corresponding to Counts 2
and 3. The other party wonld not be entitled to a patent containing any claim
corresponding to Counts 2 and 3. If patentee H proves priorify with respect to
benzene and applicant AB proves priority with respect to chloroform
(assuming there was no issue raised at final hearing with respect to the
patentable distinctness of benzene and chloroform), the judgment will
provide that patentee H is not entitled to a patent with claims 1 and 3, but is
entitled to a patent with claim 2 and that applicant AB is not entitled to a
patent with claims 11 and 12, but is entitled to a patent with claim 13. If an
issue is properly raised at final hearing as to whether benzene and chloroform
are the same patentable invention and the Board holds that they are the same
patentable invention, the party proving the earliest priority as to either
benzene or chloroform would prevail as to all claims. Thus, if patentee H
invented benzene before applicant AB invented benzene or chloroform,
patentee H would be entitled to a patent containing claims 1 through 3 even if
applicant AB invented chloroform before patentee H invented chloroform.
Applicant AB would not be entitled to a patent with claims 11 through 13.
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2309.02 Preparation of Papers — Initial
Memorandum

The only paper prepared by the examiner is the Initial

Memorandum (Form PT(O-850) addressed to the Board
which provides authorization for preparation of the declara-

tion notices. The later papers are prepared in the Service
Branch of the Board.

A sample of a filled-out Form PT0O-850 is shown below.

A separate form is used for each count of the interference.
The form need not be typed unless the count is not identical
to any claim of any of the parties. If the count is identical toa
claim of one of the parties, the number of that claim is circled.
I the count is not identical to any claim of any of the parties,
the count should be typed in the space provided on the form
(an additional plain sheet may be attached if needed).

The files to be included in the interference should be
listed by last name (of the first listed inventor if application is
joint}, serial number and filing date irrespective of whetheran
application or a patent is involved.

The sequence of the listed applications is completely im-
material. If the examiner has determined that a party is en-
titled to the benefit of the filing date of one or more applica-
tions (or patents) as to the counts, the blanks provided on the
form for indicating this fact should be filled in as to all such
applications. It is particularly important to list all intermedi-
ate applications necessary to provide continuity of pendency
to the earliest benefit application to which a party is entitled.

An applicant will be accorded the benefit of a foreign
application on the Form PTO-850 and the declaration notices
only if the papers required by 37 CFR 1.55, including a sworn
translation, have been filed and the primary examiner has de-
termined that the applicant is in fact entitled to the benefit of
such application. A patentee may be accorded the benefit of
the filing date of a foreign application in the notice of interfer-
ence provided he or she has complied with the requirements
of 37 CFR 1.55, hasfiled a sworn translation, and the primary
examiner has determined that at least one species within the
count involved in the interference is supported by the disclo-
sure of the foreign application. Note, however, that a pat-
entee should not be accorded the benefit of a foreign applica-
tion if an application in the interference has an effective filing
date subsequent to the filing date of the foreign application.
See MPEP § 2308.01.

2309.02

The claims in each party’s case which correspond and
do not correspond to the count must be listed in the spaces
provided on the form. A claim corresponds to a count if,
considering the count as prior art, the claim would be un-
patentable over the count under 35 U.S.C. 102 or 103. If
the examiner is in doubt as to whether a party’s claim does
or does not correspond to a count, it should be listed as
corresponding to the count. If the party disagrees with this
listing, a motion may be filed under 37 CFR 1.633(c)4)
during the interference to designate the claim as not corre-
sponding to the count.

Note that for eack count, every claim in a party’s applica-
tion or patent must be designated as either corresponding or
not corresponding to the count. The fact that a claim may be
under rejection does not mean that it should not be desig-
nated. For every claim of an application which is listed on the
form, the examiner must indicate whether or not that claim is
allowable by writing “(allowable)” or “(not allowable)” next
to the claim number(s). At least one of the claims designated
as corresponding to the count must be allowable.

If an involved case contains multiple dependent claims,
the examiner should be careful to indicate which embodi-
ments of each multiple dependent claim correspond or do not
correspond to each count. An embodiment of a multiple de-
pendent claim should not be circled on form PT(O-850 as be-
ing the count, but rather, the embodiment should be written
out in independent form in the space provided.

After Form PTO-850 is filled out for each count of the
proposed interference, it must be signed by the primary ex-
aminer in the space provided. The form must also be signed
by the group director, if the director’s approval is required (as
when the interference involves two applications whose effec-
tive filing dates are more than 6 months apart).

When the form or forms are signed, they are forwarded to
the Board together with file of each U.S. application or patent
listed on the form(s), including all applications or patents of
which benefit is being claimed.

If two of the parties have the same attorney or agent, the
examiner will in a separate memorandum call the attention
of the Board to that fact when the Initial Memorandum is for-
warded. The examiner-in-chief, when the interference is de-
clared, can then take such action as may be appropriate under
37 CFR 1.613(b).
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Form PTO-850 U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

INTERFERENCE —~INITIAL MEMORANDUM

EXAMINERS INSTRUCTIONS~ This form need not be typewritten. Complete the items below and forward to the Group Clerk with all
files including those benefit of which has been accorded. The parties need not be listed in any specific

(See MPEP 2309.02) order. Use & separate form for each count.
BOARD OF PATENT APPEALS AND INTERFERENCES:  An interference is found to exist between the following cases:

Thisiscount 1_of _1_ couni(s)

1. NAME SERIAL NO. FILING DATE PATENT NO,, IF ANY
Smith et al. 06/123,456 5-22-82 4,567,890
The claims of this party which correspond to this count are: The claims of this party which do not correspond to this count are:
22, 3, 4, 9/1 5-8,9/2
* Accorded benefit of:
COUNTRY SERIAL NO. FILING DATE PATENT NO,, IF ANY
2. NAME SERIAL NO. FILING DATE PATENT NO., IF ANY
Jones 06/345,678 12-1-82
The claims of this party which do not correspond to this count are:

The claims of this party which correspond to this count are:

11, 12 (allowable) 3-6 (not allowable)

7-10 (allowable)

* Accorded benefit of:
COUNTRY SERIAL NO. FILING DATE PATENT NO., IF ANY
U.S. 987.654 8-8-78 4,456,789
U.S. 012,345 11-11-81
3. NAME SERIAL NO. FILING DATE PATENT NO., IF ANY
Watanabe et al. 06/456,789 5-10-83
The claims o£ tlzxs party which correspond to this count are: The claims of this party which do not correspond to this count are:
1,2 (not allowable)
35 (allowabie) 6 (allowable)
¢ Accorded benefit of:
COUNTRY SERIAL NO. FILING DATE PATENT NO., IF ANY
Japan 10,000/82 5-10-82

¥ a claim of any party is exactly the same as this count, it should be circled above. 1f not, type the counf in this space (attach additional sheet, if necessary):

*The serial number and filing date of each application the benefit of which is intended to be accorded must be listed. It is not sufficient to merely list the earliest epplicetion if there

are intervening epplications necessary for continuity.
DATE PRIMARY EXAMINER TELEPHONE NO. ART UNIT
2-11-85 Mary Johnson 557-1000 101
Clerl's instructions: GROUP DIRECTOR SIGNATURE (if required)

Forward all files including those benefit of which iz being accorded.
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2309.03 Affidavits and Declarations Retained
in File

When there are of record in the file of the application affi-
davits or declarations under 37 CFR 1.131 or 1.608, they
should not be sealed but should be left in the file for consider-
ation by the Board. If the interference proceeds normally,
these affidavits or declarations will be removed and sealed up
by the Service Branch of the Board and retained with the in-
terference.

Affidavits and declarations under 37 CFR 1.131 and 1.608
are available for inspection by an opposing party to an inter-
ference after the preliminary motions under 37 CFR 1.633 are
decided. See 37 CFR 1.612(b).

Affidavits or declarations in the file of a patent are not re-
moved, inasmuch as they are available to the public since the
date the patent issued.

2309.04 Record in Each Interference Complete

When there are two or more related interferences pend-
ing in the Patent and Trademark Office, in order that the re-
cord of the proceedings in each particularinterference maybe
separate and distinct, all motions and papers sought to be
filed therein must be titled in and relate only to the particular
interference to which they belong, and no motion or paper
can be filed in any interference which relates to, or in which is
joined, another interference or matter affecting another in-
terference.

2309.05 Consultation With Examiner-in-Chief

The examiner should consult with one of the examiners-
in-chief in any case of doubt or where the practice appears to
be obscure or confused. In view of their specialized experi-
ence they may be able to suggest a course of action which will
avoid considerable difficulty in the future treatment of the
case.

2309.06 Interfering Subject Matter in “Secrecy
Order” Cases

37 CFR 5.3. Prosecution of application under secrecy order; withhold-
ing patent.

L2221

(b) An interference will not be declared involving national applications
under secrecy order. However, if an applicant whose application under
secrecy order copies claims from an issued patent, a notice of that fact will be
placed in the file wrapper of the patent. (See § 1.205(c)).

Since declaration of an interference gives immediate ac-
cess to applications by opposing parties, no interference will
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be declared involving an application which has a security sta-
tus therein (see MPEP §§ 107 and 107.02). Claims will be sug-
gested so that all parties will be claiming substantially identi-
cal subject matter. When all applications contain the claims
suggested, the following letter will be sent to all parties:

“Claims 1, 2, etc. (including the conflicting claims
and claims not patentable over the application under
security status) conflict with those of another applica-
tion. However, the security status (of the other appli-
cation/of your application) does not permit the decla-
ration of an interference. Accordingly, action on the
application is suspended for so long as this situation
continues.

“Upon removal of the security status from all appli-
cations, an interference will be declared.”

The letter should also indicate the allowability of the re-
maining claims, if any.

A notice that claims have been presented in a “security
type” application for the purpose of interference with a pat-
ent should be placed in the patented file. Also, in accordance
with 37 CFR 1.607(d), the patentee should be notified. The
question of an interference is taken up upon termination of
the “security status” of the application in which patent claims
are presented. The suggested notices should be modified ac-
cordingly.

The notices should be signed by the primary examiner.
The copy of the notice retained separately in the examining
group should, in addition, contain the identification of the
applications and patents involved and the interfering claims.

231¢ Handling by Examiner—-in~-Chief

37 CFR 1.610. Assignment of interference to examiner-in~chief, time
period for completing interference.

(a) Eachinterference will be declared by an examiner-in—chief who may
enter all interlocutory orders in the interference, except that only a panel
consisting of at least three members of the Board shall (1) hear oral argument
at final hearing, (2) enter a decision under §§ 1.617, 1.640(c) or (e), 1.652,
1.656(i) or 1.658 or (3) enter any other order which terminates the
interference.

(b) Asnecessary, another examiner-in-chief may act in place of the one
who declared the interference. Unless otherwise provided in this section, at
the discretion of the examiner-in-chief aseigned to the interference, a panel
consisting of two or more members of the Board may enter interlocutory
orders.

(c) Unless otherwise provided in this subpart, times for taking action by
a party in the interference will be set on a case~by-case bagis by the
examiner-in—chief assigned to the interference. Times for taking action shall
be set and the examiner-in-chief shall exercise control over the interference
such that the pendency of the interference before the Board does not
normally exceed two years.
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(d) An examiner-in-chief may hold a conference with the parties to
consider: (1) Simplification of any issues, (2) the necessity or desirability of
amendments to counts, (3) the possibility of obtaining admissions of fact and
genuineness of documents which will avoid unnecessary proof, (4) any
limitations on the number of expert witnesses, (5) the time and place for
conducting a deposition (§ 1.673(g)), and (6) any other matter as may aid in
the disposition of the interference. After a conference, the examiner—in-chief
may enter any order which may be appropriate.

(e) Theexaminer-in—chief may determine a proper course of conductin
an interference for any situation not specifically covered by this part.

Under 37 CFR 1.610, each interference will be declared by
an examiner-in—chief. The examiner-in-chief enters all in-
terlocutory orders in the interference. As necessary, another
examiner-in-chief may act in place of the examiner-in-chief
assigned to the interference. At the discretion of the ex-
aminer-in-chief assigned to the interference, a panel of two
or more examiners-in-chief may enter an interlocutory or-
der. The examiner-in-chief will set times and control pro-
ceedings such that pendency of the interference normally will
not exceed 24 months. Under 37 CFR 1.610(d), the examiner—
in-chief is authorized to hold conferences. Any conference
can be by a telephone conference call. Under 37 CFR
1.610(e), an examiner-in—chief is authorized to determine a
proper course of conduct for any situation not specifically cov-
ered by the rules.

2311 Declaration of Interference

37 CFR 1.611. Declaration of interference.

(a) Notice of declaration of an interference will be sent to each party.

(b) When a notice of declaration is returned to the Patent and
Trademark Office undelivered, or in any other circumstance where
appropriate, an examiner-in~chief may (1) send a copy of the notice to a
patentee named in a patent involved in an interference or the patentee’s
assignee of record in the Patent and Trademark Office or (2) order
publication of an appropriate notice in the Official Gazette.

(c) The notice of declaration shall specify:

(1) The name and residence of each party involved in the interference.

(2) The name and address of record of any attorney or agent of record
in any application or patent involved in the interference;

(3) The name of any assignee of record in the Patent and Trademark
Office;

(4) The identity of any application or patent involved in the
interference;

(5) Where a party is accorded the benefit of the filing date of an earlier
application, the identity of the earlier application;

(6) The count or counts;

(7) The claim or claims of any application or any patent which
correspond to each count; and

(8) The order of the parties,

d) The notice of declaration may also specify the time for: (1) Filing a
preliminary statement as provided in § 1.621(a); (2) serving notice that a
preliminary statement hag been filed as provided in § 1.621(b); and (3) filing
preliminary motions authorized by § 1.633, oppositions to the motions, and
replies to the oppouitions.

(e) Notice may be given in the Official Gozette that an interference has
been declared involving a patent.

Upon receipt of the Interference Initial Memorandum
(Form PTO-850) and the case files from the primary ex-
aminer, the interference is assigned to an exarpiner-in-
chief, who is thereafter responsible for handling it during
its pendency before the PTO. Under the revised rules, the
examiner-in-chief has wide discretion as to what actions he
or she may take, particularly with regard to the setting of
times, and in studying the rules it will be noted that many
of their provisions are modified by a qualification such as
“unless otherwise ordered by an examiner-in-chief.”
Therefore, it may well be that different examiners-in-chief
will follow somewhat different procedures in the interfer-
ences assigned to them.

PREPARATION OF DECLARATION NOTICE

The papers necessary in declaring an interference are pre-
pared at the Board. The notices to the parties and the decla-
ration sheet are signed by the examiner-in-chief, who de-
clares the interference by mailing the notices to the several
parties to the proceeding. Thereafter the applications and
interference files are kept at the Board where they are also
recorded in a card index.

The fact that an application that has been made special
by the Commissioner becomes involved in an interference
does not entitle that interference to be taken up out of
turn, Strickland v. Glazer, 214 USPQ 549 (Comm’r Par.
1980). The parties may expedite the proceeding by taking
action promptly when times are set, and by requesting that
certain time periods be reduced or eliminated.

Under 37 CFR 1.611(a), the PTO will normally notify each
party at its correspondence address (37 CFR 1.33(a)) that an
interference is declared.

Under 37 CFR 1.611(2), the PTO could, in appropriate
circumstance, also send a notice to a patentee or an assign-
ee. An appropriate circumstance for sending an additional
notice would be a situation where a patent was issued on
the basis of an application filed under 37 CFR 1.47. The
matters to be specified in a notice declaring an interference
are set out in 37 CFR 1.611(c). One item to be set out is
the “order of the parties,” meaning the order in which the
parties will take testimony. The “order of the parties” is a
procedural tool. It indicates the “style” of the case—which
practitioners are encouraged to use. If there are two
counts and one party is “senior” as to one count and “ju-
nior” as to another count, the party has the burden of
proof as to that count to which the party is “junior.” See
37 CFR 1.657. Appropriate testimony periods will be set
(37 CFR 1.651(b)) to accommodate differing burdens of
proof in cases where a party is “senior” on one count and
“junior” on another count.
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If Jones is the junior party and Smith is the senior
party, the order of the parties is: Jones v. Smith. The order
of the parties may change as a result of the granting of a
motion under 37 CFR 1.633(d), (), or (g). Under 37 CFR
1.611(d), the notice declaring the interference may also set
dates for filing preliminary statements, notices that prelimi-
nary statements have been filed, motions under 37 CFR
1.633, oppositions to those motions, and replies to the op-
positions.

In setting the times for filing preliminary statements
and preliminary motions, the examiner—in—chief may follow
different procedures. Some may hold a telephone confer-
ence with the lead attorneys to work out times acceptable
to all parties, while others may specify times in the declara-
tion notices and state that those times will be final unless a
lead attorney requests by a certain date that they be
changed. In either event, the times, once finally set, will
not be changed except for good cause shown. Any motion
to extend time must reach the examiner-in-chief before
expiration of the time period to be extended, and may not
be granted even if it is unopposed. Note that 37 CFR 1.645
specifically provides that “The press of other business aris-
ing after an examiner-in—chief sets a time for taking action
will not normally constitute good cause.”

Once an interference is declared involving an applica-
tion, ex parte prosecution of the application is suspended,
and the applicant need not respond to any PTO action out-
standing as of the date the interference is declared.

2312 Access to Applications in Interference

37 CFR 1.612. Access to applications.

(2) Afteran interference is declared, each party shall have access to and
may obtain copies of the files of any application set out in the notice declaring
the interference, except for affidavits filed under § 1.131 and any evidence
and explanation under § 1.608 filed separate from an amendment, A party
seeking access to any abandoned or pending application referred to in the
opposing party’s involved application or access to any pending application
referred to in the opposing party’s patent must file a motion under § 1.635.

(b) After preliminary motions under § 1.633 are decided (§ 1.640(b)),
each party shall have access to and may obtain copies of any affidavit filed
under § 1.131 and any evidence and explanation filed under § 1.608 in any
application set out in the notice declaring the interference.

(¢} Any evidence and cxplanation filed under § 1.608 in the file of any
application identified in the notice declaring the interference shall be served
when required by § 1.617(b).

(d) ‘The parties at any time may agree to exchange copies of papers in the
files of any application identified in the notice declaring the interference.

37 CFR 1.612(a) requires an interference party seeking
access either to a pending or abandoned application re-
ferred to in an opposing party’s involved application or to a
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pending application referred to in an opposing party’s involved
patent, to file a motion under 37 CFR 1.635. Such a motion
is decided by an examiner-in-chief (37 CFR 1.640(b)).

A party seeking access to file a motion under 37 CFR
1.635 must first confer with the opposing party in an effort
to resolve the issue of access as required by 37 CFR
1.637(b). The examiner-in-chief will not decide the issue
unless it cannot be resolved by the parties.

Under 37 CFR 1.612, except for affidavits under 37
CFR 1.131 and any evidence and explanation under 37
CFR 1.608(b) filed separate from an amendment, each
party has access to the file of every other party after an
interference is declared. The files of applications and
patents involved in an interference are maintained in the
Service Branch of the Board for inspection and copying.
Any explanation which is filed as part of an amendment
or an amendment which discusses details contained in an
affidavit under 37 CFR 1.131 is not to be sealed under 37
CFR 1.612(a). Thus, 37 CFR 1.612(a) continues the
practice discussed in Moorman v. Martin, 103 USPQ 273
(Comm’r Pat. 1950) and Calvert, An Overview of Interfer-
ence Practice, 62 J. Pat. Off. Soc’y. 209, 293 (1980). Un-
der 37 CFR 1.612(b), each party has access to an oppo-
nent’s affidavit under 37 CFR 1.131 or an opponent’s evi-
dence and explanation under 37 CFR 1.608(b) when a de-
cision is rendered on motions under 37 CFR 1.633. Un-
der 37 CFR 1.612(c), a party is required to serve any evi-
dence and explanation under 37 CFR 1.608(b) if an order
to show cause is issued under 37 CFR 1.617(a) and the
party responds to the order under 37 CFR 1.617(b). Under
37 CFR 1.612(d), the parties may agree to exchange copies
of their respective files.

2313 Lead Attorney or Agent

37 CFR 1.613. Lead attomey, same attorney representing different
parties in an interference, withdrawal of attomney or agent,

(a) Each party may be required to designate one attorney or agent of
record as the lead attorney or agent.

(b) Thesame attorney or agent or members of the same firm of attorneys
or agents may not represent two or more parties in an interference except as
may be permitted under this Chapter.

(c) An examiner-in-chief may make necessary inquiry to determine
whether an attorney or agent should be disqualified from representing a party
in an interference. If an examiner-in~chief is of the opinion that an
attorneyor agent shouid be disqualified, the examiner-in-chief shall refer the
matter to the Commissioner. The Commissioner will make a final decision as
to whether any attorney or agent should be disqualified.

(d) No attorney or agent of record in an interference may withdraw as
attorney or agent of record except with the approval of an examiner-in-chief
and after reasonable notice to the party on whose behalf the attorney or agent
has appeared. A request to withdraw as attorney or agent of record in an
interference shall be made by motion (§ 1.635).
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Under 37 CFR 1.613(a), when a party has appointed
more than one attorney oragent of record, the party may be
required to designate a “lead” attorney or agent. A “lead”

attorney or agent is a registered attorney or agent of record
who is primarily responsible for prosecuting an interference’

on behalf of a party and is the individual whom an ex-
aminer-in—chief can contact to set times and take other ac-
tion in the interference. 37 CFR 1.613(b) continues the
practice of not permitting the same attorney or agent to rep-
resent two or more parties in an interference except as per-
mittedby Chapter 1; see, for example, 37 CFR 1.344. Under
37 CFR 1.613(c), an examiner—in-chief can make an appro-
priate inquiry to determine whether an attorney or agent
should be disqualified from representing a party. A final
decision to disqualify an attorney or agent is made by the
Commissioner under 35 U.S.C. 32.

2314 Jurisdiction Over Interference

37 CFR 1.614. Jurisdiction over interference.

(a) The Board shall assume jurisdiction over an interference when the
interference is declared under § 1.611.

(b) When theinterference isdeclared the interference isa contested case
within the meaning of 35 U.S.C. 24.

(¢) The examiner shall have jurisdiction over any pending application
until the interference is declared. An examiner-in~chief, where appropriate,
may for a limited purpose restore jurisdiction to the examiner over any
application involved in the interference.

37 CFR 1.614 specifies when the Board gains jurisdiction
over an interference. The section also indicates when an in-
terference becomes a contested case within the meaning of 35
U.S.C. 24. A remand to the examiner is authorized and may
be useful in certain situations, such as, when a party moves
under 37 CFR 1.633(c) to add a proposed count which is
broader than any count in an interference. Alternatively, an
examiner-in—chief can obtain informal opinions from ex-
aminers during the course of an interference. Nothing in the
rules, however, isintended to authorize informal conferences
between an examiner-in—chief and an examiner with respect
to the merits of an application before the Board in an ex parte
appeal from an adverse decision of the examiner.

Where an interference is declared, all questions involved
therein are to be determined inter partes. This includes not
only the question of priority of invention but all questions rel-
ative to the patentability to each of the parties of the claims in
issue or of any claim suggested to be added to the issue.

Examiners are admonished that inter partes questions
should not be discussed exparte with any of the interested par-
ties and that they should so inform applicants or their attor-
neys if any attempt is made to discuss ex parte these inter parte
questions.

The interference is declared when the examiner-in—chief
mails the notices of interference to the parties. The interfer-

.ence is thus technically pending before the Board of Patent
Appeals and Interferences from the date on which the notices

are mailed, and from that date the files of the various applica-
tions set out in the notices are opened to inspection by the
other parties to the extent provided in 37 CFR 1.612.

Obvious minor errors in the counts or corresponding
claims of an application may be corrected by the examiner-in-
chief before the declaration notices are mailed. The changes
will be made in red ink and initialled in the margin by the ex-
aminer-in—chief.

Throughout the interference, the interference and appli-
cation files involved are in the keeping of the Service Branch
of the Board except at such times that action is required, such
as for concurrent prosecution, when they are temporarily in
possession of the tribunal before whom the particular ques-
tion is pending.

If, independent of the interference, action as to one or
more of the applications becomes necessary, the examiner
should consult the examiner-in-chief in charge of the inter-
ference.

The examiner merely borrows a patent file, if needed, as
where the patent is to be involved in a new interference.

2315 Suspension of Ex Parte Prosecution

37 CFR 1.615. Suspension of ex parte prosecution.

(a) When an interference is declared, ex parte prosecution of an
application involved in the interference issuspended, Amendments and other
papers related to the application received during pendency of the
interference will not be entered or considered in the interference without the
consent of an examiner-in—chief.

(b) Ex parte prosecution as to specified matters may be continued
concurrently with the interference with consent of the examiner—in-chief,

The treatment of amendments filed during an interfer-
ence is considered in detail in MPEP § 2364.

Ex parte prosecution of an appeal under 37 CFR 1.191
may proceed concurrently with an interference proceeding
involving the same application with the consent of the ex-
aminer-in~chief provided the primary examiner who for-
wards the appeal certifies, in a memorandum to be placed
in the file, that the subject matter of the interference does
not conflict with the subject matter of the appealed claims.
The approval of the examiner-in-chief in charge of the in-
terference must be obtained before undertaking any con-
current prosecution of the application.

2315.01 Suspension - Overlapping Applications

Where one of several applications of the same inventor or
assignee which contain overlapping claims gets into an interfer-

2300-30



INTERFERENCE

ence, the prosecution of all the cases not in the interference
should be carried as far as possible, by treating as prior art the
counts of the interference and by insisting on proper lines of
division or distinction between the applications. In some in-
stances, suspension of action by the Office cannot be avoided.
See MPEP § 709.01.

Where an application involved in an interference in-
cludes, in addition to the subject matter of the interference, a
separate and divisible invention, prosecution of the second in-
vention may be had during the pendency of the interference
by filing a divisional application for the second invention or by
filing a divisional application for the subject matter of the in-
terference and moving to substitute the latter divisional appli-
cation for the application originally involved in the interfer-
ence. However, the application for the second invention may
not be passed to issue if it contains claims broad enough to
dominate matter claimed in the application involved in the
interference.

9 11.16 Rejection Based on Count of an Interference

Therejection of claim [1] above based upon count {2} of interference No.
[3}, to which applicant is a party, is a provisional rejection for the purpose of
resolving all remaining issues in this application. The provisional assumption
that the count is prior art under 35 U.S.C. 102(g) against this application may
or may not be true, and prosecution in this case will be suspended pending
final determination of priority in the interference if and when no other issues
remain.

Examiner Note:

1.This paragraph must foliow all rejections under 35 U.S.C. 102 or 103
using the count of an interference as prior art,

2.This paragraph is applicable only to an application that is commonly
owned by a party in the interference but is nof involved in the interference.

9 11.17 Suspension of Prosecution Pending Outcome of Interference
The outcome of interference No. [1] has a materizl bearing on the
patentability of the claims in this application. Prosecution in this application is
SUSPENDED pending a final judgment in the interference.
Applicant should call this case up for action upon termination of the
interference.

Examiner Note:
This paragraph should only be used in an application that is not in the
interference but is commonly owned by one of the parties thereto.

2316 Sanctions for Failure to Comply With
Rules or Order

37 CFR 1.616. Sanctions for failure to comply with rules or order,

An examiner-in-chief or the Board may impose an appropriate sanction
against a party who fails to comply with the regulations of this part or any
order entered by an examiner-in-chief or the Board. An appropriate
sanction may include among others entry of an order:

(2) Holding certain facts to have been established in the interference;

(b) Precluding a party from filing a motion or a preliminary statement;

(c) Precluding a party from presenting or contesting a particular issue;
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(d) Preciuding a party from requestilig, obtaining, or opposing
discovery; or
(e) Granting judgment in the interference.

37 CFR 1616 permits an examiner-in-chief or the
Board to impose appropriate sanctions against a party who
fails to comply with the rules or with an order entered in
the interference. Paragraphs (a) through (e) of 37 CFR
1.616 set forth some of the possible sanctions which can be
entered. The particular sanction to be entered will depend
on the facts of a given case and ordinarily will not be en-
tered prior to giving the affected party an opportunity to
present its views. An individual examiner-in-chief cannot
impose a sanction granting judgment inasmuch as entry of
a judgment requires action by the Board. See 37 CFR
1.610(a). A party desiring sanctions imposed against an op-
ponent can move under 37 CFR 1.635 for entry of an order
imposing sanctions.

For examples of cases where sanctions are warranted, see
Woods v. Tsuchiya, 207 USPQ 228 (Comm’r Pat. 1979) and
Tezel v. Bellantoni, 188 USPQ 688 (Bd. Pat. Int. 1975).

2317 Summary Judgment Against Applicant

37 CFR 1.617. Summary judgment against applicant.

(2) Anexaminer-in--chief shall review any evidence filed by an applicant
under § 1.608(b) to determine if the applicant is prima facie entitled to a
judgment relative to the patentee. If the examiner-in-chief determines that
the evidence shows the applicant is prima facie entitled to a judgment relative
to the patentee, the interference shall proceed in the normal manner under
the regulations of this part. If in the opinion of the examiner—in-chief the
evidence fails to show that the applicant is prima facie entitled to a judgment
relative to the patentee, the examiner-in-chief shall, concurrently with the
notice declaring the interference, enter an order stating the reasons for the
opinion and directing the applicant, within a time set in the order, to show
cause why summary judgment should not be entered against the applicant.

(b) The applicant may file a response to the order and state any reasons
why summary judgment should not be entered. Any request by the applicant
for a hearing before the Board shall be made in the response. Additional
evidence shall not be presented by the applicant or considered by the Board
unless the applicant shows good cause why any additional evidence was not
initially presented with the evidence filed under § 1.608(b). At the time an
applicant files a response, the applicant shall serve on each opponent a copy of
any evidence filed under § 1.608(b) and this paragraph.

(c) Ifaresponseisnot timely filed by the applicant, the Board shall enter
a final decision granting summary judgment against the applicant.

(d) If aresponse is timely filed by the applicant, all opponents may file a
statement within a time set by the examiner-in-chief. The statement may set
forth views as to why summary judgment should be granted against the
applicant, but the statement shall be limited to discussing why all the evidence
presented by the applicant does not overcome the reasons given by the
examiner-in-chief for issuing the order to show cause. Evidence shall not be
filed by any opponent. An opponent may not request a hearing.

(e) Withina time authorized by the examiner~in-chief, an applicant may
file a reply to any statement filed by any opponent.
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(f) When more than two parties are involved in an interference, all
parties may participate in summary judgment proceedings under this section.

(g) If aresponse by the applicant is timely filed, the examiner-in-chief
or the Board shall decide whether the evidence submitted under § 1.608(b)
and any additional evidence properly submitted under paragraph (b) of this
section shows that the applicant is prima facie entitled to a judgment relative
to the patentee. If the applicant is not prima facie entitled to a judgment
relative to the patentee, the Board shall enter a final decision granting
summary judgment against the applicant. Otherwise, an interlocutory order
shall be entered authorizing the interference to proceed in the normal
manner under the regulations of this subpart.

(h) Onlyanapplicant who filed evidence under § 1.608(b) may request a
hearing. If that applicant requests a hearing, the Board may hold a hearing
prior to entry of a decision under paragraph (g) of this section. The
examiner~in—chief shall set a date and time for the hearing. Unless otherwise
ordered by the examiner-in-chief or the Board, the applicant and any
opponent will each be entitled to no more than 30 minutes of oral argument at
the hearing,

37CFR 1.617 provides for summary judgment proceed-
ingsin those cases where a junior partyapplicantisrequired
tofile evidence and an explanation under 37 CFR 1.608(b).
To avoid summary judgment, the junior party applicant
must establich that it isprimg facie entitled to judgment rel-
ative to the senior party patentee. For the most part, practice
under 37 CFR 1.617 will be the same as the previous practice
under 37 CFR 1.228. The major changes from the previous
practice are the following:

(1) A prima facie case can be based on patentability as
well as priority.

(2) A stricter standard will be imposed for presenting
additional evidence after entry of an order to show cause.
Under previous practice (37 CFR 1.228, now deleted),
additional evidence could be submitted with a response to an
order to show cause “when a showing in excuse of ..[its]
omission from the original” showing is made. The “good
cause” showing required by 37 CFR 1.617(b) imposes a
stricter standard than was required under the prior rules. The
stricter standard is considered necessary in order to encour-
age applicants copying claims from a patent to better prepare
the initial showings under 37 CFR 1.608(b). Under previous
practice, the Board of Patent Interferences found that
substantial time was lost in issuing orders to show cause based
on an inadequate initial showing only to have an adequate
showing made with the response to the order to show cause.
Under the “good cause” standard, ignorance by a party or
counsel of the provisions of the rules or the substantive
requirements of the law will not constitute good cause.

(3) When an interference involves more than two parties,
all opponents are permitted to participate in summary
judgment proceedings. Thus, the revised rules overrule Chan
v. Akiba v. Clayton, 189 USPQ 621 (Comm’r Pat. 1975).

(4) Previously, an applicant had to file two copies of its
initial showing under 37 CFR 1.204(c). Under 37 CFR

1.608(b), a party need only file one copy of the showing.
However, any party responding to an order to show cause
must serve a copy of its initial showing under 37 CFR
1.608(b) with any response to the order to show cause.

(5) A single examiner-in-chief may order an interfer-
ence to proceed after issuance of an order to show cause
under 37 CFR 1.608(b) and the filing of a response by an
applicant under 37 CFR 1.617(b). Only the Board, however,
may enter summary judgment. See 37 CFR 1.617(b).

Any opponent may attack the sufficiency of an applicant’s
showing under 37 CFR 1.608(b) when that showing is pres-
ented as evidence under 37 CFR 1.672. In summary judg-
ment proceedings, all an applicant need do is make out a pri-
ma facie case. If the interference is allowed to proceed in the
normal manner, the applicant must prove priority by a pre-
ponderance of evidence (when the application and the patent
are copending) or beyond a reasonable doubt (when the appli-
cation was filed after the patent issued). Manifestly, the bur-
den in summary judgment proceedings is not as strict as the
burden in proceedings following surnmary judgment. Brewer
v. DeMarinis, 558 F.2d 22, 28, 194 USPQ 308, 313 (CCPA 1977)
and Schwab v. Pittman, 451 F.2d 637, 640, 172 USPQ 69, 71
(CCPA 1971).

The second sentence of 37 CFR 1.617(d) is intended to
make clear that opponents may file statements in response to
an applicant’s “response” but the statement “shall be limited
to discussing why all the evidence presented by the applicant
does not overcome the reasons given by the examiner-in-
chief for issuing the order to show cause.” The PTO does not
intend to expand summary judgment proceedings into a “mi-
ni~interference.” An applicant presents evidence under 37
CFR 1.608(b). If the examiner-in-chief finds that evidence in-
sufficient, an order to show cause stating the reasons for the
insufficiency is issued. An applicant may respond and, if ap-
propriate, file “additional evidence.” The PTO intends to be
rather strict in permitting the filing of new evidence. After the
applicant responds (with or without additional evidence), any
opponent may file a statement, the opponent should be free
to comment on all the evidence (original and additional)
which the applicant presents. Compare In re Plockinger, 481
F.2d 1327, 179 USPQ 103 (CCPA 1973). Under 37 CFR
1.617(d) the opponent may not urge a rationale for summary
judgment which does not appear in the order to show cause
issued by the examiner-in-chief. However, it is not the PTO’s
intent to interpret 37 CFR 1.617(d) in the narrow manner the
Court of Customs and Patent Appeals interpreted 37 CFR
1.204(c) in Kahl v. Scoville, 609 F.2d 991, 995 - 996, 203 USPQ
652, 656 [headnote 6] (CCPA 1979). An example will illus-
trate how the PTO intends to interpret 37 CFR 1.617(d).
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Example. An applicant copies claims from a patent and is required to
submit a showing under 37 CFR 1.608(b) Upon review of the showing under
37 CFR 1.608(b), the examiner-in-chief concludes that the showing fails to
make out a prima facie case of priority, because applicant has failed to show
an actual reduction to practice. Applicant files a response and includes
additional evidence which purports to show an actual reduction to practice.
The patentee then files a statement in which two arguments are made. First,
patentee argues that the additional evidence has not been properly
authenticated. Second, patentee argues that even if applicant has shown an
actual reduction to practice, summary judgment is nevertheless appropriate
because applicant suppressed and concealed after the actual reduction to
practice. The first argument is proper, but the second argument is not. A
patentee may comment on the sufficiency of the applicant’s evidence.
Fairness, however, dictates that summary judgment be granted only after fair
notice in the order to show cause. Accordingly, summary judgment will notbe
based on a rationale raised by a patentee in a statement which does not
correspond to the rationale used by the examiner-in—chief in the order to
show cause.

Once summary judgment proceedings have concluded, an
interference will proceed “in the normal manner.” The
change is intended to codify the decisions in Walsh v. Sakai,
167 USPQ 465 (Comm’r. Pat. 1967) and Ing v. Chiou, 207
USPQ 321 (Comm’r. Pat. 1979).

2318 Return of Unauthorized Papers

37 CFR 1.618. Return of unauthorized papers.

(a) The Patent and Trademark Office shall return to a party any paper
presented by the party when the filing of the paper is not authorized by, or is
not in compliance with the requirements of, this subpart. Any paper returned
will not thereafter be considered by the Patent and Trademark Office in the
inteeference. A party may be permitted to file a corrected paper under such
conditions as may be deemed appropriate by an examiner-in-chief.

{b) When presenting a paper in an interference, a party shall not submit
with the paper a copy of a paper previously filed in the interference.

Under 37 CFR 1.618, the PTO has authority toreturn toa
party any paper presented in an interference which is not au-
thorized by, or is not in compliance with the requirements of,
Subpart E of the Rules of Practice. When an improper paper
is filed, a party may be given an opportunity to file a proper
paper under such conditions as an examiner-in-chief may
deem appropriate. Two examples of improper papers are: (1)
replies to replies which are not authorized by the rules and (2)
papers presented which have attached thereto a paper pre-
viously filed in the interference.

2321 Preliminary Statement, Time for Filing

37 CFR 1.621. Preliminary statement, time for filing, notice of filing.
(a) Within the time set for filing preliminary motions under § 1.633,
each party may file 2 preliminary statement. The preliminary statement may
be signed by any individual having knowledge of the facts recited therein or by
an attorney or agent of record.
(b) When a party files a preliminary statement, the party shall also
simultaneously file and serve on all opponents in the interference a notice
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stating that a preliminary statement has been filed. A copy of the preliminary
statement need not be served until ordered by the examiner—in-chief.

37 CFR 1.621 through 1.629 govern preliminary state-
ments which continue to be required in interference cases.

Under 37 CFR 1.621, a preliminary statement can be
signed by an individual having knowledge of the facts (e.g., the
inventor) or by an attorney or agent of record. Permitting an
attorney or agent of record to sign a preliminary statement
eliminates unnecessary mailing of papersbetween parties and
their attorney or agent.

A preliminary statement serves several useful purposes in
an interference: (1) it serves tolimit a party’s proofs as to time,
(2) it serves as a vehicle for permitting the examiner-in-chief
or the Board to issue orders to show cause in those cases
where it would be futile to take testimony, and (3) it serves as
notice to an opponent of the case which is alleged by a party.
Under the rules, the issues which will be raised and decided by
the Board at final hearing are made known during the inter-
locutory stage through (2) the preliminary statement, (b) mo-
tions under 37 CFR 1.633 and decisions thereon, and (c) no-
tices under 37 CFR 1.632 of a party’sintent to argue abandon-
ment, suppression, or concealment.

The preliminary statements must be filed within the time
set for filing preliminary motions, and the opposing parties
notified of their filing. However, they are not served until or-
dered by the examiner-in-chief after preliminary motions (if
any) have been decided.

A preliminary statement cannot be transmitted by facsim-
ile (37 CFR 1.6 (d) (9)).

2322 Preliminary Statement, Invention Made
by Whoem and Where

37 CFR 1.622. Preliminary statement, who made invention, where
invention made.
~ (a) Aparty’s preliminary statement must identify the inventor who made

- the invention defined by each count and must state on behalf of the inventor

the facts required by paragraph (a) of §§ 1.623, 1.624, and 1.625 as may be
appropriate. When an inventor identified in the preliminary statement is not
an inventor named in the party’s application or patent, the party shall file a
motion under § 1.634 to correct inventorship.

(b) The preliminary statement shall state whether the invention was
made in the United States or abroad. If made abroad, the preliminary
statement shall state whether the party is entitled to the benefit of the second
sentence of 35 U.S.C, 104.

Under 37 CFR 1.622, the preliminary statement must
identify the inventive entity who made the invention defined
by each count. ¥ one of the inventors included in the inven-
tive entity identified in the preliminary statement is not an
inventor named in the application or patent involved in the
interference, a motion under 37 CFR 1.634 must be diligently
filed to correct the inventorship.
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2323 Preliminary Statement; Invention Made in
United States

37 CFR 1.623. Preliminary statement; invention made in United States.

(a) When the invention was made in the United States or a party is
entitled to the benefit of the second sentence of 35 U.S.C. 104, the
preliminary statement must state the following facts as to the invention
defined by each count:

(1) The date on which the first drawing of the invention was made.

(2) The date on which the first written description of the invention was
made.

(3) The date on which the invention was first disclosed by the inventor
to another person.

(4) The date on which the invention was first conceived by the inventor.

(5) The date on which the invention was first actually reduced to
practice. If the invention was not actually reduced to practice by or on behalf
of the inventor prior to the party’s filing date, the preliminary statement shall
so state.

(6) The date after the inventor’s conception of the invention when
active exercise of reasonable diligence toward reducing the invention to
practice began.

(b) Ifapartyintends to prove derivation, the preliminary statement must
also comply with § 1.625.

{c) When a party alleges under paragraph (aX1) of this section that a
drawing was made, a copy of the first drawing shall be filed with and identified
in the preliminary statement. When a party alleges under paragraph (a}(2) of
this section that a written description of the invention was made, a copy of the
first written description shall be filed with and identified in the preliminary
statement. See § 1.628(b) when a copy of the first drawing or written
description cannot be filed with the preliminary statement.

37 CFR 1.623, 1.624, and 1.625, respectively, set out the
allegations which should be made in and the attachments
which should accompany, a preliminary statement when (1)
the invention was made in the United States, (2) the invention
was made abroad and was introduced into the United States,
and (3) derivation by an opponent from a party is to be an is-
sue.

2324 Preliminary Statement, Invention Made
Abroad

37 CFR 1.624. Preliminary statement; invention made abroad.

(a) When the invention was made abroad and a party intends to rely on
introduction of the invention into the United States, the preliminary
statement must state the following facts as to the invention defined by each
count.

(1) The date on which a drawing of the invention was first introduced
into the United States.

(2) The date on which a written description of the invention was first
introduced info the United States.

(3) The date on which the invention was first disclosed to another
person in the United States.

(4) The date on which the inventor’s conception of the invention was
first introduced into the United States.

(5) The date on which an actual reduction to practice of the invention
was first introduced into the United States. If an actual reduction 1o practice
of the invention was not introduced into the United States, the preliminary
amendment shall so state,

(6) The date after introduction of the inventor’s conception into the
United States when active exercise of reasonable diligence in the United
States toward reducing the invention to practice began.

(b) Ifapartyintends to prove derivation, the preliminary statement must
also comply with § 1.625.

(c) When a party alleges under paragraph (aX1) of this section that a
drawing was introduced into the United States a copy of that drawing shallbe
filed with and identified in the preliminary statement. When a party alleges
under paragraph (a}2) of this section that a written description of the
invention was introduced into the United States a copy of that written
description shall be filed with and identified in the preliminary statement. See
§ 1.628(b) when a copy of the first drawing or first written description
introduced in the United States cannot be filed with the preliminary
statement.

Brewer v. DeMarinis, 558 F.2d 22, 194 USPQ 308 (CCPA
1971), illustrates a case where an actual reduction to practice
abroad was introduced into the United States.

2325 Preliminary Statement, Derivation by an
Opponent

37 CFR 1.625. Preliminary statement; derivation by an opponent.

(a) When the invention was made in the United States or abroad and a
party intends to prove derivation by an opponent from the party, the
preliminary statement must state the following as to the invention defined by
each count:

(1) The name of the opponent.

(2) The date on which the first drawing of the invention was made.

(3) The date on which the first written description of the invention was
made,

(4) The date onwhich the invention was first disclosed by the inventor
to another person.

(5) The date onwhich the invention was first conceived by the inventor.

(6) The date on which the invention was first communicated to the
opponent.

(b) If a party intends to prove priority, the preliminary statement must
also comply with § 1.623 or § 1.624.

(c) When a party alleges under paragraph (a}2) of this section that a
drawing was made, a copy of the first drawing shall be filed with and identified
in the preliminary statement. When a party alleges under paragraph (a}(3) of
this section that a written description of the invention was made, a copy of the
first written description shall be filed with and identified in the preliminary
statement. See § 1.628(b) when a first drawing or first written description
cannot be filed with the preliminary statement.

A party does not have to allege derivation in a preliminary
statement where the party does not know derivation occurred
until the testimony period. 37 CFR 1.625 requires a party to
file a preliminary statement when derivation is an issue. If
derivation is not known or discovered prior to the date the
preliminary statement is due, a party must move to amend the
preliminary statement and allege derivation promptly after
existence of derivation is discovered.

2326 Preliminary Statement, Earlier Application
37 CFR 1.626. Preliminary statement; earlier application.

When a party does not intend to present evidence to prove a conception
or an actual reduction to practice and the party intends to rely solely on the
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filing date of an earlier application filed in the United States or abroad to
prove a constructive reduction to practice, the preliminary statement may so
state and identify the earlier application with particularity.

37 CFR 1.626 permits a party to file a preliminary state-
ment which states that the party only intends to rely on the
filing date of an earlier United States or foreign application.
Ordinarily, a junior party who fails to file a preliminary state-
ment is not entitled to access to any other preliminary state-
ment filed (see 37 CFR 1.631(b)). 37 CFR 1.626 permits a
junior party who only intends to rely on an earlier application
to have access to any opponent’s preliminary statement.

2327 Preliminary Statement, Sealing and Opening

37 CFR 1.627. Preliminary statement, sealing before filing, opening of
Statement.

(a) The preliminary statement and copies of any drawing or written
description shall be filed in a sealed envelope bearing only the name of the
party filing the statement and the style (e.g., Jones v. Smith) and number of
the interference. The sealed envelope should contain only the preliminary
statement and copies of any drawing or written description. If the preliminary
statement is filed through the mail, the sealed envelope shouid be enclosed in
an outer envelope addressed to the Commissioner of Patents and Trademarks
in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at the direction of an
examiner-in~chief.

2328 Preliminary Statement, Correction of Error

37 CER 1.628. Preliminary statement, correction of error:

(a) A material error arising through inadvertence or mistake in
connection with (1) a preliminary statement or (2) drawings or a written
description submitted therewith or omitted therefrom, may be corrected by a
motion (§ 1.635) for leave to file a corrected statement. The motion shall be
supported by an affidavit and shalt show that the correction is essential to the
ends of jusiice and shail be accompanied by the corrected statement. The
motion shall be filed as soon as practical after discovery of the error.

(b) When a party cannot attach a copy of a drawing or a written
description fo the party’s preliminary statement as required by §§ 1.623(c),
1.624(c), or 1.625(c), the party (1) shall show good cause and explain in the
preliminary statement why a copy of the drawing or written description
cannot be attached to the preliminary statement and (2) shall attach to the
preliminary statement the earliest drawing or written description made in or
introduced into the United States which is available. The party shall file a
motion (§ 1.635) to amend its prefiminary statement promptiy after the first
drawing, first written description, or drawing or written description, first
introduced into the United States becomes available. A copy of the drawing
or written description may be obtained, where appropriate, by a motion (§
1.635) for additional discovery under § 1.687 or during a testimony period.

37 CFR 1.628 sets out how an error in a preliminary state-
ment may be corrected.

37CFR 1.628(b) covers the possibility that a drawing might
notbe available, e.g., a drawing destroyedin “afire.” 37 CFR
1.628(b) permits a party to allege a date when a first drawing
or a first written description was made in those circamstances
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where the first drawing or first written description is not avail-
able. The party is required (1) to show good cause and explain
in the preliminary statement why a copy of the drawing or
written description cannot be attached to the preliminary
statement and (2) attach to the preliminary statement the ear-
liest drawing or written description made in or introduced
into the United States which is available. The party is also re-
quired to file a motion to amend its preliminary statement
promptly after the drawing or written description becomes
available. It is the PT(O’s intent by the amendment to 37 CFR
1.628(b) to overrule the holding of headnote [1] of Reddy v.
Davis, 187 USPQ 386, 388 (Comm’r. Pat. 1975).

2329 Preliminary Statement, Effect of

37 CFR 1.629. Effect of preliminary statement.

(a) A party shall be strictly held to any date alleged in the preliminary
statement. Doubts as 1o (1) definiteness or sufficiency of any allegation in a
preliminary statement or (2) compliance with formal requirements will be
resolved against the party filing the statement by restricting the party to the
earlier of its filing date or effective filing date or to the latest date of a period
alleged in the preliminary statement as may be appropriate. A party may not
correct a preliminary statement except as provided in § 1.628.

(b) Evidence which shows that an act alleged in the preliminary
statement occurred prior to the date alleged in the statement shall establish
only that the act occurred as early as the date alleged in the statement.

(c) If a party does not file a preliminary statement, the party:

(1) Shallbe restricted to the earlier of the party’s filing date or effective
filing date and
(2) Will not be permitted to prove that:
(iy The party made the invention prior to the party’s filing date or
(ii) Any opponent derived the invention from the party.

(d) If a party files a preliminary statement which contains an allegation
of a date of first drawing or first written description and the party does not file
a copy of the first drawing or written description with the preliminary
statement as required by § 1.623(c), § 1.624(c), or § 1.625(c), the party will
be restricted to the earlier of the party’s filing date or effective filing date as to
that allegation unless the party com- plies with § 1.628(b). The content of any
drawing or written description submitted with a preliminary statement will
not normally be evaluated or considered by the Board.

(e) A preliminary statement shall not be used as evidence on behalf of
the party filing the statement.

37 CFR 1.629 sets out the effect of a preliminary state-
ment. A party who fails to file a preliminary statement will
not be permitted to prove (1) that the party made the inven-
tion defined by the count prior to the party’s filing date or (2)
that an opponent derived the invention from the party.

2330 Reliance on Earlier Application

37 CFR 1.630. Reliance on earlier application.

A party shall not be entitled to rely on the filing date of an earlier
application filed in the United States or abroad unless (a) the eatlier
application is identified (§ 1.611(c}5)) in the notice declaring the in-
terference or (b) the party files a preliminary motion under § 1.633 seeking
the benefit of the filing date of the earlier application.
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2331 Preliminary Statement Access

37 CFR 1.631. Access to preliminary statement, service of preliminary
statemnent. :

(2) Unless otherwise ordered by an examiner-in-chief, concurrently
with entry of a decision by the examiner-in—chief on preliminary motions
filed under § 1.633, any preliminary statement filed under § 1.621(a) shall be
opened to inspection by the senior party and any junior party who filed a
preliminary statement. Within a time set by the examiner-in-chief, a party
shall serve a copy of its preliminary statement on each opponent who served a
notice under § 1.621(b).

(b) A junior party who does not file a preliminary statement shall not
have access to the preliminary statement of any other party.

(c) I an interference is terminated before the preliminary statements
have been opened, the preliminary statements will remain sealed and will be
returned to the respective parties who submitted the statements.

Under 37 CFR 1.631, preliminary statements normally
will be opened for inspection when an examiner-in-chief de-
cides preliminary motions filed under 37 CFR 1.633. Ajunior
party who does not file a preliminary statement is not entitled
to access to a preliminary statement of any other party. When
an interference is terminated before preliminary statements
are opened, any preliminary statement which has been filed
will be returned unopened to the party who submitted the
statement. The rules do not require all parties to file a pre-
liminary statement. If a junior party does not file a prelimi-
nary statement, it will be denied access to any other prelimi-
nary statement which is filed. A senior party, however, is al-
ways entitled to access to any preliminary statement filed by a
junior party. See 37 CFR 1.631(b). However, a junior party is
only required to serve a senior party who files a statement.

2332 Abandonment, Suppression, or
Concealment To Be Argued

37 CFR 1.632. Notice of intent to argue abandonment, suppression or
concealment by opponent.

A notice shall be filed by a party who intends to argue that an opponent
has abandoned, suppressed, or concealed an actual reduction to practice (35
U.S.C. 102(g)). A party will not be permitted to argue abandonment,
suppression, or concealment by an opponent unless the notice is timely filed.
Unless authorized otherwise by an examiner-in-chief, a notice is timely when
filed within ten (10) days of the close of the testimony-in-chief of the
opponent.

Under 37 CFR 1.632, a notice must be filed by a party who
intends to argue that an opponent abandoned, suppressed, or
concealed anactual reduction to practice, 35 U.S.C. 102(g).
A party will not be permitted to brief (37 CFR 1.656) or argue
at final hearing (37 CFR 1.654) that an opponent abandoned,
suppressed, or concealed an actual reduction to practice un-
less the notice is timely filed. A notice is timely if filed within
ten (10) days after the close of the testimony-in-chief period

of an opponent. While a party has the burden of proving that
an opponent abandoned, suppressed, or concealed, the bur-
den may be discharged on the basis of the opponent’s evi-
dence alone, Shindelar v. Holdeman, 628 F.2d 1337, 207 USPQ
112 (CCPA 1980). See also Correge v. Murphy, 705 F.2d 1326,
217 USPQ 753 (Fed. Cir. 1983); Horwath v. Lee, 564 F.2d 948,
195 USPQ701 (CCPA 1977); and Peeler v. Miller, 535 F.2d 647,
190 USPQ 117 (CCPA 1976). Under previous practice where
notice was not required, it was possible that a party might
learn for the first time that abandonment, suppression, or
concealment was an issue when the party received an oppo-
nent’s brief at final hearing. See Klug v. Wood, 212 USPQ 767,
771 n.2(Bd. Pat. Int. 1981). At that point, it was often too late
to reopen proceedings in an interference. The purpose of re-
quiring the notice under 37 CFR 1.632 is to make the parties
and the Board aware during the interlocutory stage of an in-
terference that abandonment, suppression, or concealment
may be an issue in the interference. Early notice permits the
parties to ask for and the examiner—in—chief to set appropri-
ate testimony periods for a party to present evidence related
to abandonment, suppression, and concealment, particularly
in those cases where long unexplained delays tend to prove
the allegation of suppression or concealment. Early notice
also eliminates the need for the party moving to reopen the
testimony period, Klug v. Wood, supra.

2333 Preliminary Motions

37 CFR 1.633. Preliminary motions.

A party may file the following preliminary motions:

(a) A motion for judgment on the ground that an opponent’s claim
corresponding to a count is not patentable to the opponent. In determining a
motion filed under this paragraph, a claim may be construed by reference to
the prior art of record. A motion under this paragraph shall not be based on:
(1) priority of invention of the subject matter of a count by the moving party as
against any opponent or (2) derivation of the subject matter of a count by an
opponent from the moving party. See § 1.637(a).

(b) A motion for judgment on the ground that there is no interference—~
in-fact. A motion under this paragraph is proper only if: (1) The interference
involves a design application or patent or a plant application or patent or (2)
no claim of a party which corresponds to a count is identical to any claim of an
opponent which corresponds to that count. See § 1.637(a).

(c) A motion to redefine the interfering subject matter by (1) adding or
substituting a count, (2) amending an application claim corresponding to a
count or adding a claim in the moving pariy’s applicaiion to be designated to
correspond to a count, (3) designating an application or patent claim to
corizspond to a count, (4) designating an application or patent claim as not
corresponding to a count, or (5) requiring an opponent who is an applicant
to add a claim and to designate the claim to correspond to a count. See §
1.637(a) and (c).

(d) A motion to substitute a different application owned by a party for an
application involved in the interference. See § 1.637(a) and (d).

() A motion to declare an additional interference (1) between an
additional application not involved in the interference and owned by a party
and an opponent’s application or patent involved in the interference or (2)
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when an interference involves three or more parties, between less than all
applications and any patent involved in the interference. See § 1.637 (a) and

(e).

(f) A motion to be accorded the benefit of the filing date of an earlier
application filed in the United States or abroad. See § 1.637 (a) and (f).

{g) A motion to attack the benefit accorded an opponent in the notice
declaring the interference of the filing date of an earlier application filed in
the United States or abroad. See § 1.637 (a) and (g).

(h) When a patent is involved in an interference and the patentee has on
file or files an application for reissue under § 1.171, a moticn to add the
application for reissue to the interference. See § 1.637(a) and (h).

(i) When a motion is filed under paragraph (a), (b), or (g) of this section,
an opponent, in addition to opposing the motion, may file a motion to
redefine the interfering subject matter under paragraph (c) of this section ora
motion to substitute a different application under paragraph (d) of this
section.

(i) When a motion is filed under paragraph (c)1) of this section an
opponent, in addition to opposing the motion, may file a motion for benefit
under paragraph (f) of this section as to the count to be added or substituted.

Under 37 CFR 1.633, a party may file preliminary motions
for judgment to redefine the interference, to substitute a differ-
ent application in the interference, to declare an additional
interference, to be accorded the benefit of an earlier applica-
tion, to attack benefit previously accorded an opponent, or to
add a reissue application to an interference. The motions are
called “preliminary motions” in order to distinguish the mo-
tions from other motions which might be filed during the
course of an interference. The preliminary motions replace
motions authorized by former 37 CFR 1.231, now deleted.

It was particularly important, under previous practice, to
review one’s proofs in advance and bring such motions under
37 CFR 1.231 as might be necessary to conform the counts to
the proofs and to avoid post-interference estoppel. See Tor-
chin, The Pitfall of Interference Practice: 37 CFR 1.231. 60
J.RO.S. 579 (1978). Close attention to the preliminary mo-

the more stringent estoppel provisions imposed by 37 CFR
1.658(c), discussed below in the “Final Hearing” section.
Under 37 CFR 1.633(a), a party can file a motion for
judgment on the ground that an opponent’s claim corre-
sponding to a count is unpatentable to the opponent. With
two exceptions, unpatentability can be based on prior art (35
U.S.C. 102, 103), insufficiency of disclosure (35 U.S.C. 112,
first paragraph), indefiniteness of claims (35 U.S.C. 112, sec-
ond paragraph), double patenting, estoppel, or any other
ground which would support a holding that claims corre-
sponding to a count are not patentable. The two exceptions
are (1) priority of invention of the subject matter of a count by
the moving party as against any opponent and (2) derivation of
the subject matter of a count by the opponent from the mov-
ing party. The two exceptions are directed to issues which are
traditional “priority” issues; e.g., which inventor made the in-
vention defined by a count first or, when derivation is an is-
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sue, who made the invention. Resolution of those “prior-
ity” issues almost always requires the taking of testimony.
Amotion for judgment, however, is proper when a party be-
lieves an individual not involved in the interference made
the invention defined by the count prior to an opponent in
the interference, but subsequent to the moving party.
Thus, a patentability issue, such as that raised under 35
U.S.C. 102(g) in Sutter Products Co. v. Pettibone Mulliken
Corp. 428 F.2d 639, 166 USPQ 100 (7th Cir. 1970), can prop-
erly be raised with a motion for judgment under 37 CFR
1.633(a). Derivation by an opponent from an individual not
involved in the interference can also be raised under 37
CFR 1.633(a).

Under 37 CFR 1.633(b), a party can move for a judgment
when the party believes there is no interference-in-fact. A
motion for judgment on the ground of no interference-in-
fact is only proper under one of three conditions: (1) when an
interference involves designs, (2) when the interference in-
volves plant applications or a plant application and plant pat-
ent, or (3) when no claim of a party which corresponds to a
count is identical to any claim of an opponent which corre-
sponds to that count. An example illustrates when a motion
under 37 CFR 1.633(b) is proper.

Example 1. Application AD contains patentable claim 1 (6-cylinder
engine). Application AE contains patentable claim 3 (8-cylinder engine). An
interference is declared with a single count (6- or 8- cylinder engine). Claim 1
of application AD and claim 3 of application AE are designated to
correspend to thecount. Applicant AD believes that a 6-cylinder engine isa
“separate patentable invention” (see 37 CFR 1.601(n)) from an 8-cylinder
engine. Applicant AD can file a motion under 37 CFR 1.633(b) for a
judgment on the ground of no interference-in-fact stating why a 6-cylinder
engine is patentably distinct from an 8-cylinder engine. If the Board
ultimately agrees with applicant AD, a patent can issue to AD containing
claim 1 of application AD and a second patent can issue to AE containing
claim 3 of application AE.

Under 37 CFR 1.633(c), a party may move to redefine
interfering subject matter. One way to redefine interfering
subject matter is to add or substitute a count. When a party
seeks to add a count, the party is required to demonstrate that
the proposed count to be added is directed to a “separate pat-
entable invention” from every other count in the interfer-
ence.

A motion may be filed to amend an application claim
which has already been designated to correspond to a count.
See 37 CFR 1.633(c)X2). Such a motion may be filed when a
party believes an application claim designated to correspond
toa count is unpatentable and the amended claim is believed
to be patentable.

An applicant may move to add a claim to the applicant’s
application and to designate the claim to be added to corre-
spondtoacount. See37 CFR 1.633(c)(2). Suchamotionmay
be filed when the applicant discloses specific subject matter
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which is not claimed, wants to claim the subject matter, and
have the subject matter involved in the interference.

Another way to redefine interfering subject matter is to
designate a claim as corresponding or not corresponding toa
count. See 37 CFR 1.633(c)(3) and (c)(4). The following ex-
amples illustrate this later point.

Example 2. Application AF contains patentable claim 1 (engine). Patent
K contains claims 3 (engine)and 5 (6-cylinder engine). Claim 1 of application
AF and claim 3 of patent K are designated to correspond to the count.
Applicant AF believes a 6-cylinder is the “same patentable invention” (see
37 CFR 1.601(n)) as engine. Applicant AF can file a motion under 37 CFR
1.633(c)(3) to designate claim 5 of patent K as corresponding to the count. If
the motion is granted and applicant AF prevails in the interference, judgment
will be entered against patentee K and both claims 3 and 5 of patent Kwill be
cancelled under 35 U.S.C. 135(a).

Example 3. Application AG contains patentable claim 1 (engine). Patent
L contains claim 3 (engine) and 5 (8-cylinder engine). An interference is
declared with one count (engine). Claim 1 of application AG and claims 3 and
5 of patent L are designated to correspond to the count. Patentee L believes
that an 8-cylinder engine defines a “separate patentable invention” (see 37
CFR 1.601(n)) from engine. Patentee L should file a motion under 37 CFR
1.633(c)4) to designated claim 5 of patent L as “not corresponding” to the
count. If the motion is granted and an adverse judgment is entered against
patentee L, only claim 3 will be cancelled from the patent pursuant to 35
U.S.C. 135(a).

A motion to redefine the interfering subject matter may
also request that an opponent who is an applicant be required
to add a claim to the opponent’s application and to designate
the claim to correspond to a count. See 37 CFR 1.633(c)(5).
Such a motion may be filed when a party sees that the oppo-
nent discloses, but does not claim, subject matter which the
party believes should be involved in the interference.

37 CFR 1.633(i) continues the previous practice (from 37
CFR 1.231) of allowing a party to move to redefine the subject
matter of the interference or substitute a different applica-
tion when an opponent moves for judgment (see 37 CFR
1.633(a) and (b)) or to attack benefit (see 37 CFR 1.633(g)).

Paragraph (j) of 37 CFR 1.633 permits an opponent to
move for benefit when a party moves to add or substitute a
count. Thus, when a motion to add a count is filed by a party
and an opponent wants benefit of an earlier application in the
event the motion to add is granted, the opponent shouldfilea
motion under 37 CFR 1.633(j) to be accorded benefit. The
mere fact that the opponent had been accorded benefit of an
earlier application when the interference was declared does
not mean the opponent will be accorded benefit as to some
other count which may be added on motion of some other
party.

37 CFR 1.633(e) adopts the estoppel rule approved by the
Court of Customs and Patent Appeals in Avery v. Chase, 101
F.2d 205, 40 USPQ 343 (CCPA 1939), cert. denied, 307 U.S. 638
(1939).

The following comment by the CCPA in its opinion in In re
Shimer, 69 F.2d 556, 558, 21 USPQ 161, 163 (CCPA 1934), ac-
curately expresses the intent of the PTO in promulgating 37
CFR 1.633(e) and 1.658(c):

“It may be stated that this rule works no hardship on him
who is diligent in pursuit of his rights. When an interference
is declared, the files of his contestants are open to him. He
has full cognizance of their disclosures and claims. So ad-
vised, it becomes his duty to put forward every claim he has.
[37CFR 1.633(¢)] . . . affords him the opportunity. If the rule
be not enforced or enforceable, then delays and litigation are
greatly increased. It is quite obvious that the doctrine of es-
toppel, as applied in these cases, results in the better conduct
of the business of the Patent [and Trademark] Office and in
the public good.”

If a party believes that an opponent has committed
“fraud” or has engaged in “inequitable conduct,” the party
may file a motion under 37 CFR 1.633(a) for judgment on the
basis of “fraud” or “inequitable conduct” and must make out
a case by clear and convincing evidence. The examiner-in—
chief has sufficient authority under the rules to preclude a
party from proceeding in an interference on a baseless charge
of “fraud” or “inequitable conduct.” See also 37 CFR
10.23(c)(18).

Motion for Judgment, Prior Art Applicable to Movant

When a party files a preliminary motion for judgment un-
der 37 CFR 1.633(a) against an opponent in an interference
on the ground that the claim(s) corresponding to a count are
unpatentable over prior art, and, based upon the effective fil-
ing date(s) of the application(s)/patent(s) involved in the in-
terference, the prior art would also be applicable to the mov-
ing party, the following will apply:

1. The mere filing of the motion will not be construed
as an admission by the moving party [See Commissioner’s
Notice of May 23, 1990, 1115 O.G. 31 (Juae 19, 1990),
discussing Winkler v. Guglielmino, Appeal No. 89-1571
(Fed. Cir. May 9, 1990) (unpublished)].

2. When a motion for judgment based on unpatent-
ability over prior art is filed, the examiner-in~-chief will
determine (i) whether the date(s) of the cited prior art are
such that it would on itsface appear to apply to the moving
party, and (ii) if so, whether the motion includes an
explanation as to why the prior art would not be applicable
to the movant. If the motion does not contain an
explanation, the examiner-in—chief will send a letter to
the moving party. The letter must:
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(a) inform the movant that the prior art appears to
be applicable against the movant; (b) set a time period
to provide an explanation as to why the prior art does
not apply to the movant; (c) state that unless a sufficient
explanation (and evidence, if appropriate; e.g.,affidavit
under 37 CFR 1.132) is filed within the time set, the
movant will not be permitted to rely on any such expla-
nation (and evidence) in response to or in any subse-
quent action in the interference.

3. If the movant provides no explanation, or an
insufficient explanation, as to why the cited prior art would
not apply to the movant, the examiner-in-chief will
determine whether or not the prior art cited in support of
the motion renders the count (claims corresponding to
the count) unpatentable to the moving party as well as
each of the other parties. If the examiner-in-chief
concludes that the claims are unpatentable, an order to
show cause under 37 CFR 1.640 will be issued against all
parties to whom the prior art is applicable without regard
to the dates alleged in the preliminary statements. (The
suggestion in Goutzoulis v. Athale. 15 USPQ2d 1461
(Comm’r Pat. 1990) that a preliminary statement might
be considered to determine whether an order to show
cause should be issued, will not be followed.) Note that
if the moving party expressly admits that the prior art
renders his corresponding claims unpatentable, the
examiner-in~chief must still determine whether the
corresponding claims of the other parties are unpatent-
able over that art.

4. Inresponse to the order to show cause, the parties
have the options set forth in the Commissioner’s Notice
of December 8, 1986, 1074 O.G. 4 (January 6, 1987),
and/or may move under 37 CFR 1.651(c)(4) for a
testimony period, if appropriate. However, the following
should be noted:

A. If the party who filed the motion for judg-
ment is under the order to show cause, the party’s
showing and/or request for testimony in response to
the order to show cause may not be based upon any
reasons which could have been, but were not, given
in explanation of why the cited prior art would not

apply to the party.

B. If the prior art is not a statutory bar to a party
and the allegations in that party’s preliminary state-
ment, if proven, would antedate the effective date(s) of
the prior art, an appropriate response to the order to
show cause would be a request to take testimony to an-
tedate the prior art, as well as to prove priority of inven-
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tion. If applicable, this option may be specified in the order
to show cause.

C. Arequest for a testimony period to remove the
prior art based upon other reasons; e.g., inoperative-
ness of a reference, unexpected results, etc., must meet
the criteria set forth in Hanagan v. Kimura. Interfer-
ence No. 102,150, 16 USPQ2d 1791 (Comm’r Pat. Apr.
5, 1990).

D. Even assuming corroboration, the evidence
necessary to antedate a reference is not necessarily the
same as that required to prove priority of invention. Cf.
Anderson v. Norman. 185 USPQ 371 (Comm’r Pat.
1968). Therefore, depending on the circumstances, a
request to take priority testimony may not be adequate
to cover taking testimony to antedate the reference,
and vice versa. Some examples of such differences are:

Antedating a Proving Priority
Reference Under in an Interference
37CFR 1131
1. Generic count | Proof of Only must prove
; possession of one species within
((:(]:gil;e)Spo nding genus may be genus. Mikus v.
‘ required. MPEP Wachtel. 504 F.2d
§ 715.02, § 715.03. 1150, 183 USPQ 752
(CCPA 1974).
2. Limitations of | Claimed subject Must prove all
count matter need only limitations of
(corresponding be obvious from count, Newkirk
claim) the prior act. v. Lulejian. 825
In re Spiller. E2d 1581,
500 E2d 1170, 3 USPQ 2d 1793
182 USPQ 614 (Fed. Cir. 1987).
(CCPA 1974).
3. Corroboration | No. Yes. Reese v.
by non-inventor | Ex Parte Hurlbut. I'p{’urst v i 661
required 1890 C.D. 135. teWIOFrOWSKL.
eauire E2d 1222, 211
USPQ 936 (CCPA
1981)

2333.01 Preliminary Motions ~ Related to

Application Not Inveived in Inierference

Whenever a party in interference brings a motion under
37 CFR 1.633(d) or (e) concerning an application not al-
ready included in the interference, the examiner-in-chief
should at once send the primary examiner a written notice
of such motion and the primary examiner should place this
notice in said application file.

The notice is customarily sent to the examining group
which declared the interference since the application referred
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to in the motion is generally examined in the same group.
However, if the application is not being examined in the same
group, then the correct examining group should be ascer-
tained and the notice forwarded to that group.

This notice serves useful and essential purposes, and due
attention must be given to it by the examiner when it is re-
ceived. First, the examineriscautionedby this noticenot to
consider ex parte, questions which are pending before the
Office in inter partes proceedings involving the same appli-
cant or party in interest. Second, if the application which is
the subject of the motion isin issue and the last date for pay-
ing the issue fee will not permit determination of the mo-
tion, it will be necessary to withdraw the application from
issue. Third, if the application contains an affidavit or dec-
laration under 37 CFR 1.131 or 1.608, this must be sealed
because the opposing parties have access to the application.

2333.02 Preliminary Motions - Benefit of Foreign
Filing Date

If a request for the benefit of a foreign filing date under 35
U.S.C. 119 is filed while an application is involved in interfer-
ence, the papers are to be placed in the application file in the
same manner as amendments received during interference, and
appropriate action taken after the termination of the interfer-
ence. .

A party who desires to be accorded the benefit of a foreign

filing date which was not accorded in the declaration papers
should file a motion for benefit of that filing date under 37
CFR 1.633(f) and the matter will be considered on an inter
partes basis.

2334 Motions to Correct Inventorship

37 CFR 1.634. Motion to correct inventorship.

A party may file 2 motion to (a) amend its application involved in an
interference to correct inventorship as provided by § 1.48 or (b) correct
inventorship of its patent involved in an interference as provided in § 1.324.
See § 1.637(a).

37 CFR. 1.634 authorizes a motion to correct inventor-
ship in an application (see 37 CFR 1.48) or a patent (see 37
CFR 1.324) involved in an interference.

A party who wishes to change the named inventive enti-
ty of its application or patent involved in an interference
must do so by way of a motion under 37 CFR 1.634. Sucha
motion must be accompanied by the items required by 37
CFR 1.48(in the case of an application) or 37 CFR 1.324 (in
the case of a patent), and decided by the examiner-in~chief.
If the primary examiner becomes aware that papers under
37 CFR 1.48 or 1.324 have been filed in an application or
patent, respectively, involved in an interference, the ex-

aminer should call them to the attention of the examiner-
in-chief in charge of the interference.

2335 Miscellaneous Motions

37 CFR 1.635. Miscellaneous motions.

A party seeking entry of an order relating to any matter other than a
matter which may be raised under § 1.633 or 1.634 may file a motion
requesting entry of the order. See § 1.637 (a) and (b).

37CFR 1.635authorizes the filing of motions other than
those specified in 37 CFR 1.633 or 1.634. Motions filed un-
der 37 CFR 1.635 will be referred to as “miscellaneous mo-
tions” to distinguish from “preliminary motions” under 37
CFR 1.633. Instances where a miscellaneous motion canbe
filed include motions to correct an error in a preliminary
statement, to extend time for taking action or to seek judi-
cial review, to obtain permission to proceed under 35
U.S.C. 24, or to obtain additional discovery.

2336 Time for Filing Motions

37 CFR 1.636. Motions, time for filing.

(a) A preliminary motion under § 1.633 (a) through (h) shall be filed
within a tile period set by an examiner—in—chief.

(b) A preliminary motion under § 1.633 (i) or (j) shall be filed within 20
days of the service of the preliminary motion under § 1.633 (a), (b), (cX1), or
(g) unless otherwise ordered by an examiner-in-chief.

(c) A motion under § 1.634 shall be diligently filed after an error is
discovered in the inventorship of an application or patent involved in an
interference unless otherwise ordered by an examiner-in-chief.

(d) A motion under § 1.635 shall be filed as specified in this subpart or
when appropriate unless otherwise ordered by an examiner-in-chief.

37CFR 1.636 sets out the times within which a motion can
be filed.

A party must exercise diligence in correcting inventorship.
Van Otteren v. Hafner, 278 F.2d 738, 126 USPQ 151 (CCPA
1960).

2337 Motion Content

37 CFR 1.637. Content of motions.

(2) Every motion shall include (1) a statement of the precise relief
requested, (2) a statement of the material facts in support of the motion, and
(3) a full statement of the reasons why the relief requested should be granted.

(b) A motion under § 1.635 shall contain a certificate by the moving
party stating that the moving party has conferred with all opposing parties in
an effort in good faith to resolve by agreement the issues raised by the motion.
A moving party shall indicate in the motion whether any other party plans to
oppose the motion. The provisions of this parageaph do not apply to a motion
to suppress evidence (§ 1.656(h)).

(¢) A preliminary motion under § 1.633(c) shall explain why the
interfering subject matter should be redefined.

(1) A preliminary motion seeking to add or substitute a count shall:
(i) Propose each count to be added or substituted.
(ii) When the moving party is an applicant, show the patentability to
the applicant of all claims in, or proposed to be added to, the party's
application which correspond to each proposed count and apply the terms of
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the claims to the disclosure of the party’s application; when necessary a
moving party applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iii) Identify all claims in an opponent’s application which should be
designated to correspond to each proposed count; if an opponent’s
application does not contain such a claim, the moving party shall propose a
claim to be added to the opponent’s application. The moving party shall show
the patentability of any proposed claims to the opponent and apply the terms
of the claims to the disclosure of the opponent’s application.

(iv) Designate the claims of any patent involved in the interference
which define the same patentable invention as each proposed count.

(v) Show that each proposed count defines a separate patentable
invention from every other count in the interference.

(vi) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of any earlier application filed in the United Statesor
abroad.

(2) A preliminary motion seeking to amend an application claim
corresponding to a count or adding a claim to be designated to correspond to
a count shall:

(i) Propose an amended or added claim.

(i) Show that the proposed or added claim defines the same
patentable invention as the count.

(iii) Show the patentability to the applicant of each amended or added
claim and apply the terms of the amended or added claim to the disclosure of
the application; when necessary a moving party applicant shall file with the
motion an amendment making the amended or added claim to the
application.

(iv) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of any earlier application filed in the United Statesor
abroad.

(3) A preliminary motion seeking to designate an application or patent
claim to correspond to a count shall:

(i) Identify the claim and the count.

(ii) Show the claim defines the same patentable invention as the count.

(iii) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of any earlier application filed in the United Statesor
abroad.

(4) A preliminary motion seeking to designate an application or patent
claim as not corresponding to a count shall:

(i) Identity the claim and the count.

(ii) Show the claim does not define the same patentable invention as
any other claim designated in the notice declaring the interference as
corresponding to the count.

(5) A preliminary motion seeking to require an opponent who is an
applicant fo add a claim and designate the claim as corresponding to a count
shall:

(i) Propose a claim to be added by the opponent.

(ii) Show the patentability to the opponent of the claim and apply the
terms of the claim to the disclosure of the opponent’s application.

(iif) Identify the count to which the claim shall be designated to
correspond.

(iv) Show the claim defines the same patentable invention as the count
to which it will be designated to correspond.

(d) A preliminary motion under § 1.633(d) to substitute a different
application shail:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the different application,
except for documents filed under § 1.131 or § 1.608, has been served on all
opponents.

(3) Show the patentability to the applicant of all ¢laims in, or proposed
to be added to, the different application which correspond to each count and
apply the terms of the claims to the disclosure of the different application;
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when necessary the applicant shall file with the motion an amendment adding
a claim to the different application.

(4) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of an earlier application filed in the United States or
abroad.

(e) A preliminary motion to declare an additional interference under
§ 1.633(e) shall explain why an additional interference is necessary.

(1) When the preliminary motion seeks an additional interference
under § 1.633(e)(1), the motion shall:

(i) Identify the additional application.

(ii) Certify that a complete copy of the file of the additional
application, except for documents filed under § 1.131 or § 1.608, has been
served on all opponents.

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claimsin, or proposed
to be added to, the additional application which correspond to each proposed
count for the additional interference and apply the terms of the claims to the
disclosure of the additional application; when necessary the applicant shall
file with the motion an amendment adding any claim to the additional
application.

(v) When the opponent is an applicant, show the patentability to the
opponent of any claims in, or proposed to be added to, the opponent’s
application which correspond to the proposed count and apply the terms of
the claims to the disclosure of the opponent’s application.

(vi) Identify all claims in the opponent’s application or patent which
should be designated to correspond to each proposed count; if the opponent’s
application does not contain any such claim, the motion shall propose a claim
to be added to the opponent’s application.

(vii) Show that each proposed count for the additional interference
defines a separate patentable invention from all counts of the interference in
which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of an earlier application filed in the United States or
abroad.

(2) When the preliminary motion seeks an additional interference
under § 1.633(c)(2), the motion shall:

(i) Identify any application or patent to be involved in the additional
interference.

(ii) Propose a count for the additional interference.

(iii) When the moving party is an applicant, show the patentability to
the applicant of all claims in, or proposed to be added to, the party’s
application which correspond to each proposed count and apply the terms of
the claims to the disclosure of the party’s application; when necessary a
moving party applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iv) Identify all claims in any opponent’s application which should be
designated to correspond to each proposed count; if an opponent’s
application does not contain such a claim the moving party shall propose a
claim to be added to the opponent’s application. The moving party shall show
the patentability of any proposed claim to the opponent and apply the terms
of the claim to the disclogure of the opponent’s application.

(v) Designate the claims of any patent involved in the interference
which define the same patentable invention as each proposed count.

(vi) Show that each proposed count for the additional interference
defines a separate patentable invention from all counts in the interference in
which the motion is filed.

(vii) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of an earlier application filed in the United States or
abroad.

(f) A preliminary motion for benefit under § 1.633(f) shall:

(1) Identify the earlier application.
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(2) When the earlier application is an application filed in the United
States, certify thata complete copy of the file of the earlier application, except
for documents filed under § 1.131 or § 1.608, has been served on all
opponents. When the earlier application is an application filed abroad, certify
that a copy of the application filed abroad has beenserved on all opponents. Ef
the earlier application filed abroad is not in English, the requirements of
§ 1.647 must also be met.

(3) Show that the earlier application constitutes a constructive re-
duction to practice of each count.

(g) A preliminary motion to attack benefit under § 1.633(g) shall explain,
as to each count, why an opponent should not be accorded the benefit of the
filing date of the earlier application.

(h) A preliminary motion to add an application for reissue under
§ 1.633(h) shall:

(1) Identify the application for reissue.

(2) Certify that a complete copy of the file of the application for reissue
has been served on all opponents.

(3) Show the patentability of all claims in, or proposed to be added to,
the application for reissue which correspond to each count and apply the
terms of the claims to the disclosure of the application for reissue; when
necessary a moving applicant for reissue shall file with the motion an
amendment adding any proposed claim to the application for reissue.

(4) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of an earlier application filed in the United Statesor
abroad.

Motion to Declare Additional Interference

37CFR 1.637(e)(1)(vi) requires that a motion to declare an
additional interference under 37 CFR 1.633(e)(1) between an
additional application not involved in the interference and
owned by a party and an opponent’s application or patent
involved in the interference either (1) designate the claims of
the opponent’s application or patent which define the same
patentable invention defined by the proposed count, or (2) if
the opponent’s application does not contain any such claim,
the moving party must propose a claim to be added to the
opponent’s application.

37 CFR 1.637 sets out the content of motions. In priorin-
terference practice, parties and their counsel have had diffi-
culty meeting all the “unwritten” requirements for motions
under former 37 CFR 1.231. 37 CFR 1.637 is quite specific in
setting out the requirements for each type of motion, particu-
larly the preliminary motions. By setting out with specificity
the requirements for each type of motion, it is intended to
minimize disposition of motions on technicalities.

37 CFR 1.637 sets out the requirements of a motion under
37CFR 1.633(c)(5). Those requirements are the moving party
must (1) propose a claim to be added to the opponent’s appli-
cation, (2) show the patentability of the claim to the opponent
and apply the terms of the claim to the disclosure of the oppo-
nent’s application, (3) identify the count to which the pro-
posed claim shall be designated to correspond, and (4) show
that the proposed claim defines the same patentable inven-
tion as the count to which it will be designated to correspond.

The following example illustrates how practice under 37
CFR 1.633(c)(5)and 37 CFR 1.637(c)(5) is expected to occur.

Example. Application AV discloses enginesand in particular a 6-cylinder
engine. Application AV contains only claim 1 (engine). Application AW
discloses engines in general, but does not specifically disclose a 6-cylinder
engine. Application AW contains only a single claim 3 (engine). Seeing that
application AV specifically discloses a 6-cylinder engine and believing that a
6-cylinder is the same patentable invention as “engine,” AW could move
under 37 CFR 1.633(c)(5) to require applicant AV to add a claim (6-cylinder
engine) and to have the claim designated to correspond to the count (engine).
Applicant AV could oppose on the ground that a 6-cylinder engine is not the
“same patentable invention” as “engine.” If the motion is granted, applicant
AV would be required to a add a claim to 6-cylinder engine and the claim
would be designated to correspond to the count. If applicant AV loses the
interference, the judgment would preclude applicant AV from obtaining a
patent with claims to “engine” or “6-cylinder engine.” If the motion is denied
on the basis that a 6-cylinder engine is not the same patentable invention,
applicant AV would not be required to present a claim toa 6-cylinder engine
andwould be able to pursue such a claim ex parte even if applicant AV loses the
interference.

If an applicant is ordered by an examiner-in-chief to file
an amendment to present a claim and the applicant fails or
refuses to timely present the amendment, the failure or refus-
al will be taken without further action as a disclaimer by the
applicant of the subject matter of the claim. See the second
sentence of 37 CFR 1.640(b)(1).

Under the rules, it is not the intent of the PTO to allowa
senior party to test the sufficiency of the case~in-chief of a ju-
nior party prior to final hearing. Thus, a2 “motion for a di-
rected verdict” (see Rule 50(a) of the Federal Rules of Civil
Procedure) at the conclusion of the junior party’s case-in-
chief and prior to a senior party’s case~in-chief is not autho-
rized under the rules. If a senior party believes the case-in~
chief of the junior party is insufficient as a matter of law, the
senior party may elect to proceed immediately to final hearing.
H the senior party is incorrect, however, the senior party will
have waived any right to present any case~in-chief or rebuttal.
See; e.g., Comstock v. Kroekel, 200 USPQ 548, 550, n. 4
(Comm’r Pat. 1978); Lorenian v. Winstead, 127 USPQ 501, 508
(Bd. Pat. Int. 1959); and more recently, Burson v. Carmichael, 731
F.2d 849, 221 USPQ 664 (Fed. Cir. 1984) (“There is no sup-
port in the law for repeated bites at the apple”). This would be
true even if the only evidence relied upon by the junior party is
a showing under 37 CFR 1.608(b). In this respect, the rules
codify the decision in Waish v. Sakai, 167 USPQ 465 (Comm’r
Pat. 1970).

2338 Oppeosition and Reply

37 CFR 1.638. Opposition and reply, time for filing opposition and
reply.

(a) Unless otherwise ordered by the examiner-in-chief, any opposition
to any motion shall be filed within 20 days after service of the motion. An
opposition shall (1) identify any material fact set forth in the motion which is
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in dispute and (2) include an argument why the relief requested in the motion
should be denied.

(b) Unless otherwise ordered by an examiner-in-chief, a reply shall be
filed within 15 days after service of the opposition. A reply shall be directed
only to new points raised in the opposition.

37 CFR 1.638 authorizes oppositions to motions. Any op-
position must identify any material fact in dispute. A replyto
an opposition is authorized for all motions. A reply to a reply
is not authorized.

2339 Evidence in Support of Motion, Opposition,
or Reply

37 CFR 1.639. Evidence in support of motion, opposition, or reply.

(a) Proof of any material fact alleged in a motion, opposition, or reply
must be filed and served with the motion, oppesition, or reply unless the proof
relied upon is part of the interference file or the file of any patent or
application involved in the interference or any earlier application filed in the
United States of which a party has been accorded or seeks to be accorded
benefit.

{b) Proof may be in the form of patents, printed publications, and
affidavits.

(c) When a party believes the testimony is necessary to support or
oppose a preliminary motion under § 1.633 or a motion to correct
inventorship under § 1.634, the party shall describe the nature of the
testimony needed. If the examiner-in-chief finds that testimony is needed to
decide the motion, the examiner-in-chief may grant appropriate interlocuto-
ry relief and enter an order authorizing the taking of testimony and deferring
a decision on the motion to final hearing.

37 CFR 1.639 setsforth the evidence which may accompa-
ny a motion, opposition, or reply. Every material fact al-
leged in a motion, opposition, or a reply must be supported by
proof. 37 CFR 1.63%b) authorizes affidavits to be used as
proof for any motion. The affidavit may later be used by a
party during the testimony period (see 37 CFR 1.671(e) and
1.672(b)). When a party believes that testimony is necessary
to decide a motion under 37 CFR 1.633 or 1.634, the party
must describe the nature of the testimony needed. If an ex-
aminer-in-chief agrees that testimony is needed, appropriate
interlocutory relief will be granted and testimony will be or-
dered.

It should be noted that if affidavits cannot be timely pre-
pared to be filed with a motion, the moving party may wish to
take advantage of paragraph (c) of 37 CFR 1.639 which re-
quires a party to specify any testimony needed to resolve a
motion. Amoving party or an opponent may describe any tes-
timony needed to resolve a motion under either 37 CFR 1.633
or 1.634. Often, testimony is needed to resolve inventorship
disputes. Accordingly, a party may describe testimony needed
to resolve motions to correct inventorship under 37 CFR
1.634. It should be noted that if a party relies solely on affida-
vits in support of a motion (under 37 CFR 1.633 or 1.634) and
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the issue raised in the motion is to be considered at final hear-
ing, the party must comply with 37 CFR 1.671(e).

Example. An interference is declared with one count between application
AH and application AJ. Applicant AH files a preliminary motion under 37
CFR 1.633(c)(1) to redefine the interference by adding a second count. In
order to succeed, applicant AH must show that the proposed count to be
added is directed to a “separate patentable invention” (see 37 CFR 1.601n))
from the count already in the interference. In the motion, applicant AH sets
forth in detail the testimony which will be required to prove that the subject
matter of the proposed count is to a separate patentable invention from the
subject matter of the count in the interference. Applicant AJ opposes the
motion on the ground that the proposed and present counts define the “same
patentable invention” (see 37 CFR 1.608(n)). An examiner-in-chief
determines that a material fact is in dispute and that the applicant AH has
established testimony is needed to properly rule on the motion. Under the
circumstances, the motion will be deferred to final hearing and a testimony
period will be ordered. The question of (1) whether the proposed and present
counts define the same patentable invention and (2) priority will be decided at
final hearing.

2340 Motions, Hearing and Decision

37 CFR 1.640. Motions, hearing and decision, redeclaration of inter-
ference, order to show cause.

(a) A hearing on a motion may be held in the discretion of the
examiner~in~-chief. The examiner-in-chief shall set the date and time for any
hearing. The lengih of oral argument at a hearing on a motion is a matter
within the discretion of the examiner-in~chief. An examiner-in-chief may
direct that a hearing take place by telephone.

{b) Motions will be decided by an examiner-in-chief. An examiner-in-~
chief may consult with an examiner in deciding motions involving a question
of patentability. An examiner-in-chief may grant or deny any motion or take
such other action which will secure the just, speedy, and inexpensive
determination of the interference.

(1) When preliminary motions under § 1.633 are decided, the
examiner-in-chief will, when necessary, set a time for filing any amendment
to an application involved in the interference and for filing a supplemental
preliminary siatement as to any new counts involved in the interference.
Failure or refusal of a party to timely present an amendment required by an
examiner~in—chief shall be taken without further action as a disclaimer by
that party of the invention involved. A supplemental preliminary statement
shall meet the requirements specified in § 1.623, § 1.624, § 1.625,0r § 1.626,
but need not be filed if a party states that it intends to rely on a preliminary
statement previously filed under § 1.621(a). After the time expires for filing
any amendment and supplemental preliminary statement, the examiner-in-
chief will, if necessary, redeclare the interference.

(2) After a decision is entered on preliminary motions filed under §
1.633, a further motion under § 1.633 will not be considered except as
provided by § 1.655(b).

(c) When adecision on any motion under § 1.633, § 1.634, 0r § 1.635 is
entered which does not result in the issuance of an order to show cause under
paragraph (d) of this section, a party may file a request for reconsideration
within 14 days after the date of the decision. The filing of a request for
reconsideration will not stay any time period set by the decision. The request
for reconsideration shail specify with particularity the points believed to have
been misapprehended or overlooked in rendering the decision. No oppasition
to a request for reconsideration shall be filed unless requested by an
examiner-in-chief or the Board. A decision of a single examiner-in-chief
will not ordinarily be modified unless an opposition has been requested by an
examiner-in-chief or the Board. The request for reconsideration shall be
acted on by a panel of the Board consisting of at least three examiners-in-
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chief, one of whom will normally be the examiner-in-chief who decided the
motion.
(d) An examiner~in-chief may issue an order to show cause why

judgment should not be entered against a party when:

(1) A decision on a motion is entered which is dispositive of the
interference against the party as to any count;

(2) The partyis a junior party who fails to file a preliminary statement;
or

(3) The party is a junior party whose preliminary statement fails to
overcome the earlier of the filing date or effective filing date of another party.

(e) When an order to show cause is issued under paragraph (d) of this

section, the Board shall enter a judgment in accordance with the order unless,
within 20 days after the date of the order, the party against whom the order
issued files a paper which shows good cause why judgment should not be
entered in accordance with the order. Any other party may file a response to
the paper within 20 days of the date of service of the paper. ¥f the party against
whom the order was issued fails to show good cause, the Board shall enter
judgment against the party. If a party wishes to take testimony in response to
an order to show cause, the party’s response should be accompanied by a
motion (§ 1.635) requesting the testimony period. See § 1.651(c)4).

Under 37 CFR 1640, an examiner-in-chief will decide all
motions. A hearing (in person or by telephone) may be
held on a motion in the discretion of an examiner-in—chief.
Where appropriate, an examiner-in-chief may consult with
an examiner on a question of patentability which arises in the
first instance in the interference. For example, a party may
allege unpatentability over a reference not previously consid-
ered, or may attempt to add a count drawn to subject matter
which was not previously examined. Consultation will not be
necessary where the examiner had already ruled on the pat-
entability question which comes before the examiner-in—chief
or the Board.

The extent of the consultation will be determined by
the examiner-in-chief; the examiner may be consulted mere-
ly on one point of patentability, or may be asked to conduct a
search of newly-presented counts or claims. The consultation
may be informal, as by a telephone call, or may be by a more
formal written memorandum to the examiner.

It should be noted that nothing in 37 CFR 1.640 autho-
rizes conferences between examiners-in—chief and examin-
ers in ex parte appeals under 35 U.S.C. 134 from an adverse
decision of an examiner.

In rendering a decision, the examiner~in-chief is not lim-
ited to granting or denying a motion, but is also empowered
to “take such other action which will secure the just,
speedy, and inexpensive determination of the interference.”
37 CER 1.640(b).

A party is entitled to request reconsideration of a deci-
sion on a motion by a single examiner-in-chief. An opposi-
tion to a request for reconsideration may not be filed un-
less ordered by an examiner-in-chief or the Board, but the
decision by the single examiner-in-chief will not normally
be modified unless an opposition has been requested.

The request for reconsideration will be acted on by a panel
of the Board consisting of at least three examiners-in-
chief, one of whom will normally be the examiner-in—chief
who decided the motion. It is believed that parties in inter-
ference cases will feel that their requests for reconsidera-
tion are being more fully considered if more than one per-
son considers their request. The two additional examiners-
in—chief can consult with the examiner-in—chief most famil-
iar with the case, but can control the decision on reconsid-
eration by a majority vote. Use of the examiner-in-chief
who decided the motion and two additional examiners-in-
chief (1) minimizes delay which would occur if three new
examiners-in—chief were used who were unfamiliar with
the record and (2) minimizes the possibility that reversible
error occurred if only the examiner-in-chief who decided
the motion also individually decided the request for re-
consideration.

After the decision on motion is rendered, the interfer-
ence may take a number of different courses. If a motion
for judgment is granted, the examiner-in—chief will issue
an order to show cause against the party or parties to
whom the motion applies. Judgment will be entered
against the party or parties by the Board if they do not re-
spond to the order. If 2 motion for judgment is not granted
an order to show cause will be issued against the junior
party who did not file a preliminary statement, or whose
statement fails to overcome another party’s effective filing
date; otherwise, the interference proceeds to the testimony
stage.

The former rules (37 CFR 1.231(d)) provided that a re-
quest for reconsideration of a decision on 37 CFR 1.231
motions would not be entertained; however, a party could
petition the Commissioner under 37 CFR 1.244 for the ex-
ercise of supervisory authority with respect to the motion
decision. The revised rules effectively reverse this arrange-
ment by providing that a party may request that the Board
reconsider an examiner-in—chief’s decision on any motion,
except a decision granting a motion for judgment (37 CFR
1.640(c)). On the other hand, the ability to petition a deci-
sion on motion is sharply curtailed by the provision of 37
CFR 1.644(a)(2) that petitions seeking to invoke the super-
visory authority of the Commissioner may not be filed prior
to a decision by the Board awarding judgment.

2341 Unpatentability Discovered

37 CFR 1.641. Unpatentability discovered by examiner-in~chief.
During the pendency of an interference, if the examiner-in-chief
becomes aware of a reason why a claim corresponding to a count may not be
patentable, the examiner-in-chief may notify the parties of the reason and set
a time within which each party may present its views. After considering any
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timely filed views, the examiner-in-chief shall decide how the interference
shall proceed.

If the examiner, while the interference is pending, discov-
ersareference or other reason which he or she believes would
render one or more of the parties’ claims corresponding to the
count(s) unpatentable, the reference or other reason should
be brought to the attention of the examiner-in—chief in
charge of the interference. The examiner-in~chief will deter-
mine what action, if any, should be taken in the interference.

2342 Addition to Interference

37 CFR 1.642. Addition of application or patent to interference.

During the pendency of an interference, if the examiner-in-chief
becomes aware of an application or a patent not involved in the interference
which claims the same patentable invention as a count in the interference, the
examiner-in-chief may add the application or patent to the interference on
such terms as may be fair to all parties.

37 CFR 1.642 permits an examiner-in—chief to add a
newly discovered patent, as well as newly discovered applica-
tions, to an interference since 35 U.S.C. 135(a) authorizes in-
terferences between applications and patents.

EXAMINER DISCOVERS ANOTHER APPLICATION
OR PATENT DURING INTERFERENCE

If, during the pendency of an interference, the examiner
discovers another application or patent claiming subject mat-
ter which is the same as, or not patentably distinct from, the
invention defined in a count of the interference, the examiner
should bring the application or patent to the attention of the
examiner-in-chief in charge of the interference. The ex-
aminer-in-chief will determine what action, if any, should be
taken in the interference.

If the application in question is for reissue of a patent
involved in the interference, see MPEP § 2360.

2343 Prosecution by Assignee

37 CFR 1.643. Prosecution of interference by assignee.

(a) An assignee of record in the Patent and Trademark Office of the
entire interest in an application or patent involved in an interference is
entitled to conduct prosecution of the interference to the exclusion of the
inventor.

(b) An assignee of a part interest in an application or patent involved in
an interference may file a motion (§ 1.635) for entry of an order authorizing it
to prosecute the interference. The motion shali show (1) the inability or
refusal of the inventor to prosecute the interference or (2) other cause why the
ends of justice require that the assignee of a part interest be permitted to
prosecute the interference. The examiner-in~chief may allow the assignee of
a part interest to prosecute the interference upon such terms as may be
appropriate.

2344
2344 Petitions

37 CFR 1.644. Petitions in interferences.

(a) There is no appeal to the Commissioner in an interference from a
decision of an examiner-in—chief or a panel consisting of more than one
examiner-in-chief. The Commissioner will not consider a petition in an
interference unless:

(1) The petition is from a decision of an examiner-in-chief or a panel
and the examiner-in-chief or the panel shall be of the opinion (i) that the
decision involves a controlling question of procedure or an interpretation of a
rule to which there is a substantial ground for a difference of opinion and (ii)
that an immediate decision on petition by the Commissioner may materially
advance the ultimate termination of the interference;

(2) The petition seeks to invoke the supervisory authority of the
Commissioner and is not filed prior to the decision of the Board awarding
judgment and does not relate to (i) the merits of priority of invention or
patentability or (ji) the admissibility of evidence under the Federal Rules of
Evidence; or

(3) The petition seeks relief under § 1.183.

(b) A petition under paragraph (a)(1) of this section filed more than 15
days after the date of the decision of the examiner-in-chief or the panel may
be dismissed as untimely. A petition under paragraph (a)(2) of this section
shall not be filed prior to decision by the Board awarding judgment. Any
petition under paragraph (a)(3) of this section shall be timely if it is made as
part of, or simultaneously with, a proper motion under § 1.633, § 1.634, or §
1.635. Any opposition to a petition shall be filed within 15 days of the date of
service of the petition.

(c) The filing of a petition shall not stay the proceeding unless a stay is
granted in the discretion of the examiner-in-chief, the panel, or the
Commissioner.

(d) Any petition must contain a statement of the facts involved and the
point or points to be reviewed and the action requested. Briefs or
memoranda, if any, in support of the petition or opposition shall accompany
or be embodied therein. The petition will be decided on the basis of the
record made before the examiner-in-chief or the panel and no new evidence
will be considered by the Commissioner in deciding the petition. Copies of
documents already of record in the interference shall not be submitted with
the petition or opposition.

(e) Any petition under paragraph (a) of this section shall be accompa-
nied by the petition fee set forth in § 1.17(h).

(f) Any request for reconsideration of a decision by the Commissiofier
shall be filed within 15 days of the decision of the Commissioner and must be
accompanied by the fee set forth in § 1.17(h). No opposition to a request for
reconsideration shall be filed unless requested by the Commissioner. The
decision will not ordinarily be modified unless such an opposition has been
requested by the Commissioner.

(g) Where reasonably possible, service of any petition, opposition, or
request for reconsideration shall be such that delivery is accomplished within
one working day. Service by hand or “Express Mail” complies with this
paragraph.

(h) An oral hearing or the petition will not be granted except when
considered necessary by the Commissioner.

(i) The Commissioner may delegate to appropriate Patent and
Trademark Office employees the determination of petitions under this
section.

Under 37 CFR 1.644, petitions to the Commissioner are
authorized in interference cases under certain restricted con-
ditions. Petitions in interferences have in the past been the
source of substantial delay. 37 CFR 1.644 attempts to mini-
mize those delays. 37 CFR 1.644 authorizes a petition to the
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Commissioner from a decision of an examiner-in-chief or a
panel when the examiner-in-chief or the panel shall be of the
opinion (1) that the decision involves a controlling question of
procedure or an interpretation of a rule as to which there isa
substantial ground for a difference of opinion and (2) that an
immediate decision on petition would materially advance the
ultimate termination of the interference. The standard is in-
tended to be analogous to that of a district court certifying a
question to a court of appeals under 28 U.S.C. 1292(b). A peti-
tion can be filed seeking to invoke the supervisory authority of
the Commissioner. However, the petition cannot be filed
prior to entry of judgment and cannot relate to the merits of
priority or patentability or the admissibility of evidence under
the Federal Rules of Evidence. A petition may also be filed
seeking waiver of a rule. Afee as setforthin37 CFR 1.17(h)is
charged for each petition and for each request for reconsider-
ation of a decision on petition. Any petition can be decided on
the record made before the examiner-in-chief or the Board
and additional evidence cannot be submitted with the peti-
tion. An opposition cannot be filed unless ordered by the
Commissioner. Where reasonably possible, service of a peti-
tion must be such that delivery is accomplished within 1 day.
Service by hand or “Express Mail” complies with this require-
ment.

When a PTO employee is granted authority to decide a
petition under 37 CFR 1.644(i) in an interference case, the
employee will not be the examiner-in~chief handling the
interference or an employee on a panel of the Board decid-
ing the petition. It is expected that an employee deciding a
petition by delegation of authority will be one who could
exercise independent judgment on the petition bearing in
mind that a petition will be decided on the record made
before the examiner-in—chief or the panel. In connection
with this later point, findings of fact by an examiner-in-
chief or the Board will be presumed to be correct unless
shown to be clearly erroneous. Discretionary action by an
examiner-in-chief or the Board will not be overturned un-
less it is shown that an abuse of discretion occurred.

A petition under 37 CFR 1.644(a)(2) cannot be filed until
after the Board has entered judgment and the petition cannot
relate to the merits of priority of invention or patentability or
a question of whether evidence is admissible under Federal
Rules of Evidence.

The provisions of 37 CFR 1.644(g) apply only to petitions
filed under 37 CFR 1.644; those provisions do not apply to op-
positions under 37 CFR 1.638.

The CCPA has stated that, “in performing his duties,
the Commissioner cannot usurp the functions or impinge

upon the jurisdiction of the Board . . . established by 35
U.S.C. 135.” In re Dickinson, 299 F.2d 954, 958, 133 USPQ
39, 43 (CCPA 1962). See also Myers v. Feigelman, supra, 455
F.2d at 599, n. 8, 172 USPQ at 583 n. 8. However, it is also
true that the Commissioner “shall superintend or perform
all duties required by law respecting the granting of pat-
ents. . . .” 35 U.S.C. 6; Kingsland v. Carter Carburetor Corp.,
83 U.S. App. D.C. 266, 168 F.2d 565, 77 USPQ 499 (D.C.
Cir. 1948); In re Staeger, 189 USPQ 284, 285 n. 2 (Comm’r
Pat. 1974). The Commissioner, subject to approval of the
Secretary of Commerce, establishes the procedure by
which the examiner-in—chief and the Board will consider
interference cases, 35 U.S.C. 6. See also 35 U.S.C. 23 re-
lating to affidavits and depositions.

Under the rules, the Commissioner will not determine on
petition either “priority of invention” or “patentability.” See
37CFR 1.644(a)(2). Likewise, the Commissioner will notcon- -
sider whether evidence should have been admitted or ex-
cluded under the Federal Rules of Evidence. The PTO be-
lieves that the Federal courts, which routinely rule on admis-
sibility under the Federal Rules, are in a better position to de-
termine whether the Board properly interpreted the Federal
Rules of Evidence.

While the Commissioner will not decide “priority of in-
vention” or “patentability” under 35 U.S.C. 135(a), it does not
follow that the Commissioner is precluded from interpreting
PTO rules on procedural matters, including procedural mat-
tersrelated to the admissibility of evidence on some basis oth-
er than the Federal Rules of Evidence, e.g., whether a party
has complied with a PTO rule such as 37 CFR 1.671(c) (proce-
dure for relying on affidavits) or 37 CFR 1.671(g) (permission
required for obtaining evidence by subpoena).

2345 Extension of Time

37 CFR 1.645. Extension of time, late papers, stay of proceedings.

(2) Except to extend the time for filing a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit or for commencing a civil action, a
party may file a motion (§ 1.635)seeking an extension of time to take action in
an interference. See § 1.304(a) for extensions of time for filing a notice of
appeal to the U.S. Court of Appeals for the Federal Circuit or for
commencing a civil action. The motion shall be filed within sufficient time to
actually reach the examiner—in-chief before expiration of the time for taking
action. A moving party should not assume that the motion will be granted
even if there is no objection by any other parfy. The motion will be denied
unless the moving party shows good cause why an extension should be granted.
The press of other business arising after an examiner-in-chief sets a time for
taking action will not normally constitute good cause. A motion seeking
additional time to take festimony because a party has not been able to procure
the testimony of a witness shall set forth the name of the witness, any steps
taken to procure the tesiimony of the witness, the dates on which the steps
were taken, and the facts expected to be proved through the witness.
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(b) Any paper belatedly filed will not be considered except upon motion
(§ 1.635) which shows sufficient cause why the paper was not timely filed. See
§ 1.304(a) for exclusive procedures relating to belated filing of a notice of
appeal to the U.S. Court of Appeals for the Federal Circuit or belated
commencement of a civil action.

(c) The provisions of § 1.136 do not apply to time periods in
interferences.

(d) In an appropriate circumstance, an examiner-in-chief may stay
proceedings in an interference.

37 CFR 1.645 permits a party to file a motion to seek an ex-
tension of time to take action in an interference. The motion
must be filed within sufficient time to actually reach an ex-
aminer-in-chief prior to expiration of the time for taking action.
Under 37 CFR 1.645, a moving party cannot assume that a mo-
tion for extension of time will be granted. Under 37 CFR
1.610(d)(6), a request for an extension of time can be made orally
and an appropriate order will then be entered thus eliminating
considerable paper work. The order will be the written record of
the request and decision. See 37 CFR 1.2. Extensions of time
have in the past caused numerous delays in interference cases.
Under previous interference practice, some delays were
caused because attorneys and agents on many occasions, un-
expectedly received orders setting times. Under the revised
practice, attorneys and agents can expect times to be set for
filing preliminary statements, preliminary motions, motions
for additional discovery, testimony, and briefs after a confer-
ence call, It is expected that use of conference calls will per-
mit an examiner-in-chief and attorneys or agents for parties
to set a time schedule which is mutually satisfactory. A mo-
tion to extend time will not be granted unless a party shows
good cause. The use of conference calls will allow schedules
to be set before orders setting times are entered and there-
fore the press of other business which arises after the ex-
aminer-in—chief and attorneys and agents agree to times will
not normally be considered good cause.

37 CFR 1.645(a) specifies the procedure to be used
when a written motion is filed. It should be noted that an
examiner-in-chief may require a written motion notwith-
standing a conference call.

When counsel and an examiner-in-chief agree to a
schedule and times are set, the parties are expected to ad-
here to the schedule unless there are unusual circum-
stances. Apart from work that counsel may have in an in-
terference, an examiner-in-chief has a docket and must
manage not only the interference involving counsel, but
numerous other interferences. The U.S. Court of Appeals
for the Federal Circuit recently said the following in Rose-
mount Inc. v. Beckman Instruments, Inc., 727 F.2d 1540, 1549
- 1550, 221 USPQ 1, 10 (Fed. Cir. 1984).
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“The conduct of a trial, granting of continuances and the like, is not,
however, solely or entirely a matter of balancing conveniences of the parties.
The Federal Rules of Civil Procedure recognize another consideration - the
need for the exercise of discretion by the trial court in carrying out its duty of
managing the judicial process, the business of the court, and the

administration of justice.”

However, the rules recognize the need for the exercise
of discretion of an examiner-in—chief in carrying out his or
her duty of managing the interference (37 CFR 1.610), the
business of the PTO (37 CFR 1.610), and the administra-
tion of justice (37 CFR 1.610).

Extensions of time to seek judicial review of a decision
of the Board are determined by the Commissioner, under
the provisions of 37 CFR 1.304(a). See MPEP § 1216.

2346 Service of Papers

37 CFR 1.646. Service of papers, proof of service.

(a) A copy of every paper filed in the Patent and Trademark Office inan
interference or an application or patent involved in the interference shall be
served upon all other parties except:

(1) Preliminary statements when filed under § 1.621; preliminary
statements shall be served when service is ordered by an examiner~in-chief.

(2) Certified transcripts and exhibits which accompany the transcripts
filed under §§ 1.676 or 1.684; copies of transcripts shall be served as part ofa
party’s record under § 1.653(c).

(b) Service shall be on an attorney or agent for a party. If there is no
attorney or agent for the party, service shall be on the party. An
examiner-in-chief may order additional service or waive service where
appropriate.

(c) Unless otherwise ordered by an examiner-in-chief, or except as
otherwise provided by this subpart, service of a papershall be made as follows:

(1) By handing a copy of the paper to the person served.

(2) By leaving a copy of the paper with someone employed by the
person at the person’s usual place of business.

(3) When the person served has no usual place of business, by leaving a
copy of the paper at the person’s residence with someone of suitable age and
discretion then residing therein.

(4) By mailing a copy of the paper by first class mail; when service is by
mail the date of mailing is regarded as the date of service.

(5) When it is shown to the satisfaction of an examiner-in-chief that
none of the above methods of obtaining or serving the copy of the paper was
successfol, the examiner-in~chief may order service by publication of an
appropriate notice in the Official Gazette.

(d) An examiner-in-chief may order that a paper be served by hand or
“Bxpress Mail”.

(e) Proof of service must be made before a paper will be considered inan
interference. Proof of service may appear on or be affixed to the paper. Proof
of service shall include the date and manner of service, In the case of personal
service under paragraphs (c)(1) through (c)(3) of this section, proof of service
shall include the names of any person served and the person who made the
service. Proof of service may be made by an acknowledgment of service by or
on behalf of the person served or a statement signed by the party or the party’s
attorney or agent containing the information required by this section. A
statement of an attorney or agent attached to, or appearing in, the paper
stating the date and manner of service will be accepted as prima facie proof of
service.
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2347 Translations

37 CFR 1.647. Translation of document in foreign language.

‘When a party relies on a document in a language other than English, a
translation of the document into English and an affidavit attesting to the
accuracy of the translation shall be filed with the document.

Under 37 CFR 1.647, when a party relies on a docu-
ment in a non-English language, an English language
translation of the document and an affidavit attesting to
the accuracy of the translation will be required. The rule
applies to any document, including evidence submitted with
motions, foreign applications for which a party seeks bene-
fit, testimony and exhibits introduced in evidence during
testimony.

2351 Times for Discovery and Testimony

37 CFR 1.651. Setting times for discovery and taking testimony, parties
entitled to take testimony.

(a) At an appropriate stage in an interference, an examiner—in-chief
shall set (1) a time for filing motions (§ 1.635) for additional discovery under
§ 1.687(c) and (2) testimony periods for taking any necessary testimony.

(b) Where appropriate, testimony periods will be set to permita party to:

(1) Present its case-in—chief and/or case-in-rebuttal and/or
(2) Cross-examine an opponent’s case~in~chief and/or a case-in-re-
buttal.

(c) A party is not entitled to take testimony to present a case-in-chief
unless:

(1) The examiner-in-chief orders the taking of testimony under
§ 1.63%(c);

(2) The party alleges in its preliminary statement a date of invention
prior to the earlier of the filing date or effective filing date of the senior party;

(3) A testimony period has been set to permit an opponent to prove a
date of invention prior to the earlier of the filing date or effective filing date of
the party and the party has filed a preliminary statement alleging a date of
invention prior to that date; or

(4) A motion (§ 1.635) is filed showing good cause why a testimony
period should be set. .

(d) Testimony shall be taken during the testimony periods set under
paragraph (a) of this section.

Under 37 CFR 1.651, after a decision is entered on pre-
liminary motions, an examiner-in-chief sets timesforfiling
motions for additional discovery and for taking testimony.
Any motion for additional discovery will be to obtain answers
to interrogatories, requests for admissions, and documents
and things necessary for a party to prepare its case-in-chief.

2352 Judgment for Failure To Take Testimony or
File Record

37 CFR 1.652. Judgment for failure to take testimony or file record,

If a junior party fails to timely take testimony authorized under § 1.651,
or file a record under § 1.653(c), an examiner-in-chief, with or without a
motion (§ 1.635) by another party, may issue an order to show cause why
judgment should not be entered against the junior party. When an order is
issued under this section, the Board shall enter judgment in accordance with
the order unless, within 15 days affer the date of the order, the junior party

files a paper which shows good cause why judgment should not be entered in
accordance with the order. Any other party may file a response to the paper
within 15 days of the date of service of the paper. If the party against whom the
order was issued fails to show good cause, the Board shall enter judgment
against the party.

2353 Records and Exhibits

37 CFR 1.653. Record and exhibits.

(a) Testimony shall consist of affidavits under § 1.672 (b) and (e),
transcripts of depositions under §§ 1.672 (b) and (c), agreed statements of
fact under § 1.672(f), and transcripts of interrogatories, cross-interrogato-
ries, and recorded answers under § 1.684(c).

(b) An affidavitshall be filed as set forthin § 1.672 (b) or (e). A certified
transcript of a deposition including a deposition cross-examining an affiant,
shall be filed as set forthin § 1.676. An original agreed statement shall be filed
as set forth in § 1.672(f). A transcript of interrogatories, cross-interrogato-
ries, and recorded answers shall be filed as set forth under § 1.684(c).

(c) In addition to the items specified in paragraph (b) of this section and
within a time set by an examiner-in—chief each party shall file three copiesand
serve one copy of a record consisting of:

(1) Anindexof the names of each witness giving the pages of the record
where the direct testimony and cross-examination of each witness begins.

(2) An index of exhibits briefly describing the nature of each exhibit
and giving the page of the record where each exhibit is first identified and
offered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including transcripts of cross-ex-
amination of any affiant, (jii) agreed statement relied upon by the party, and
(iv) transcript of interrogatories, cross-interrogatories, and recorded answers
filed under paragraph (b) of this section.

(5) Each nofice, official record, and publication relied upon by the
party and filed under § 1.682(a). )

(6) Any evidence from another interference, proceeding, or action
relied upon by the party under § 1.683.

(7) Each request for an admission and the admission and each
written interrogatory and the answer upon which a party intends to
rely under § 1.688.

(d) The pages of the record shall be consecutively numbered.

(e) The name of each witness shall appear at the top of each page of each
affidavit or transcript.

(f) The record may be typewritten or printed.

(g) When the record is printed, it may be produced by standard
typographical printing or by any process capable of producing a clear black
permanent image. All printed matter except on covers must appear in at least
11 point type on opaque, unglazed paper. Margins must be justified.
Footnotes may not be printed in type smaller than 9 point. The page size shall
be 8 1/2by 11 inches (21.8 by 27.9 cm.) with type matter 6 1/2by 2 1/2 inches
(16.5 by 24.1 cm.). The record shall be bound to lie flat when open.

(h) When the record is typewritten, it must be clearly legible on opaque,
unglazed, durable paper approximately 8 1/2 by 11 inches (21.8 by 27.9 cm.)
in size (letter size). Typing shall be double-spaced on one side of the paper in
not smaller than pica~type with a margin of 1 1/2 (3.8 cm.) on the left-hand
side of the page. The pages of the record shall be bound with covers at their
left edges in such manner to lie flat when open in one or more volimes of
convenient size (approximately 100 pages per volume is suggested).
Multigraphed or otherwise reproduced copies conforming to the standards
specified in this paragraph may be accepted.

(i) Bach party shall file its exhibits with the record specified in
paragraph (c) of this section. One copy of each documentary exhibit shall be
served. Documentary exhibits shall be filed in an envelope or folder and shall
not be bound as part of the record. Physical exhibits, if not filed by an officer

2300-48



INTERFERENCE

under § 1.676(d), shall be filed with the record. Each exhibit shall contain a
label which identifies the party submitting the exhibit and an exhibit number,
the style of the interference (e.g., Jones v. Smith), and the interference
number. Where possible, the label should appear at the bottom right-hand
corner of each documentary exhibit. Upon termination of an interference, an
examiner-in~chief may return an exhibit to the party filing the exhibit. When
any exhibit is returned, the examiner-in-chief shall enter an appropriate
order indicating that the exhibit has been returned.

(i) Any testimony, record, or exhibit which does not comply with this
section may be returned under § 1.618(a).

37 CFR 1.653 sets out what shallbe in the record tobe con-
sidered by the Board at final hearing. The record continuesto
be printed or typed on paper 8 1/2 inches by 11 inches in size.
Accordingly, when a party files an affidavit, the party should
use 8 1/2 by 11 inch paper for the affidavit.

The evidentiary record and exhibits cannot be transmitted
by facsimile; (37 CFR1.6(d)(9)).

2354 Final Hearing

37 CFR 1.654. Final hearing.

(a) At anappropriate stage of the interference, the parties will be given
an opportunity to appear before the Board to present oral argument at a final
hearing. An examiner-in-chief shall set a date and time for final hearing.
Unless otherwise ordered by an examiner-in-chief or the Board, each party
will be entitled to no more than 60 minutes of oral argument at final hearing.

(b) Theopeningargument of a junior party shall include a fair statement
of the junior party’s case and the junior party’s position with respect to the
case presented on behalf of any other party. A junior party may reserve a
portion of its time for rebuttal.

(c) A party shall not be entitled to argue that an opponent abandoned,
suppressed, or concealed an aciual reduction to practice unlessa notice under
§ 1.632 was timely filed.

(d) Afterfinal hearing, the interference shall be taken under advisement
by the Board. No further paper shall be filed except under § 1.658{b) or as
authorized by an examiner~in-chief or the Board. No additional oral
argument shall be had unless ordered by the Board.

37 CFR 1.654 continues the practice of hoiding a final
hearing where oral argument may be presented by all parties.
Nofeeischarged for appearing at oral argument at final hear-
ing in an interference.

2355 Final Decision, Matters Considered

37 CFR 1.655. Matters considered in rendering a final decision.

(a) In rendering a final decision, the Board may consider any properly
raised issue including (1) priority of invention, (2) derivation by an opponent
from a party who filed a preliminary statement under § 1.625, (3)
patentability of the invention, (4) admissibility of evidence, (5) any
interlocutory matter defesred to final hearing, and (6) any other matter
necessary to resolve the interference. The Board may also consider whether
any interlocutory order was manifestly erroneous or an abuse of discretion.
All interlocutory orders shall be presumed to have been correct and the
burden of showing manifest error or an abuse of discretion shall be on the
party attacking the order.

(b) A partyshall not be entitled to raise for consideration at final hearing
amatter which properly could have been raised by a motion under §§ 1.633 or
1.634 unless (1) the motion was properly filed, (2) the matter was properly
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raised by a party in an opposition to a motion under §§ 1.633 or 1.634 and the
motion was granted over the opposition, or (3) the party shows good cause
why the issue was not timely raised by motion or opposition.

(c) To prevent manifest injustice, the Board may consider an issue even
though it would not otherwise be entitled to consideration under this section.

37 CFR 1.655 specifies the matters which can be consid-
ered in rendering a final decision. Patentability is an issue
which may be raised. The Board can also consider whether
any interlocutory order was manifestly erroneous or an abuse
of discretion, although any interlocutory order will be pre-
sumed to be correct and the burden of showing error shall be
on the party attacking the order. This last procedural provi-
sion permits the Board to correct any manifest error before a
party seeks judicial review of an interlocutory order along
with judicial review of the Board’s final decision.

Patentability will initially be determined by a single ex-
aminer-in~-chief. See 37 CFR 1.610(a)and 1.640(b). If the ex-
aminer-in-chief determines that a claim of a party is unpat-
entable to that party, an order to show cause why judgment
should not be entered as to that claim will be issued to that
party. See 37 CFR 1.640(d). If a response to the order to
show cause is filed, a decision will be entered by the Board.
See 37 CFR 1.610(a) and 1.640(e). If the Board determines
that the claim is not patentable to the party, a final decision
and judgment will be entered holding the claim to be unpat-
entable. Review of the final decision and judgment is by judi-
cial review under 35 U.S.C. 141 or 146. It should be noted,
however, that if there are other claims in the party’s applica-
tion or patent which are deemed tobe patentable, an interloc-
utory order will be entered holding only that certain claims
are unpatentable. A final order holding those claims unpat-
entable will be entered after final hearing on other issues.
Such a practice will avoid piecemeal judicial review.

2356 Briefs for Final Hearing

37 CFR 1.656 Briefs for final hearing.

(a) Each party shall be entitled to file briefs for final hearing. The
examiner-in~chief shall determine the briefs needed and shall set the time
and order for filing briefs.

(b) The opening brief of a junior party shall contain under appropriate
headings and in the order indicated:

(1) A table of contents, with page references, and a table of cases
(alphabetically arranged), statutes, and other authorities cited, with
references to the pages of the brief where they are cited.

(2) Astatement of the issues presented for decision in the interference.

(3) A statement of the facts relevant to the issues presented for
decision with appropriate references to the record.

(4) An argument, which may be preceded by a summary, which shall
contain the contentions of the party with respect to the issues to be decided,
and the reasons therefor, with citations to the cases, statutes, other
authorities, and parts of the record relied on.

(5) A short conclusion stating the precise relief requested.

(6) An appendix containing a copy of the counts.
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(c) The opening brief of the senior party shall conform to the
requirements of paragraph (b) of this section except:

(1) A statement of the issues and of the facts need not be made unless
the party is dissatisfied with the statement in the opening brief of the junior
party and

(2) Anappendix containing a copy of the counts need not be included if
the copy of the counts in the opening brief of the junior party is correct.

(d) Briefs may be printed or typewritten. If typewritten, legal-size paper
may be used. The opening brief of each party in excess of 50 legal-size
double-spaced typewritten pages or any other brief in excess of 25 legal-size
double-spaced typewritten pages shall be printed unless a satisfactory reason
be given why the brief should not be printed. Any printed brief shall comply
with the requirements of § 1.653(g). Any typewritten brief shall comply with
the requirements of § 1.653(h), except legal-size paper may be used and the
binding and covers specified are not required.

(e) An original and three copies of each brief must be filed.

() Any brief which does not comply with the requirements of this
section may be returned under § 1.618(a).

(g) Any party, separate from its opening brief, but filed concurrently
therewith, may file an original and three copies of concise proposed findings
of fact and conclusions of law. Any proposed findings of fact shall be
supported by specific references to the record. Any proposed conclusions of
faw shall be supported by citation of cases, statutes, or other authority. Any
opposing party, separate from iis opening or reply brief, but filed
concurrently therewith, may file a paper accepting or objecting to any
proposed findings of fact or conciusions of law; when objecting, a reason must
be given. The Board may adopt the proposed findings of fact and conclusions
of law in whole or in part.

(h) Ifapartywants the Board in rendering its final decision to rule on the
admissibility of any evidence, the party shall file with its opening brief an
original and three copies of a motion (§ 1.635) to suppress the evidence. The
provisions of § 1.637(b) do not apply to 2 motion to suppress under this
paragraph. Any objection previously made fo the admissibility of an
opponent’sevidence is waived unless the motion required by this paragraph is
filed. An original and three copies of an oppogition to the motion may be filed
with an opponent’s opening brief or reply brief as may be appropriate,

(i) When ajunior party fails to timely file an opening brief, an order may
issue requiring the junior party to show cause why the Board should not treat
failure to file the brief as a concession of priority. If the junior party fails to
respond within a time period set in the order, judgment may be entered
against the junior party.

Once the parties have filed their evidentiary records,
times will be set for filing briefs, and then the case will be
set for hearing. 37 CFR 1.656 is specific as to the contents
of the briefs.

In large measure, 37 CFR 1.656 follows the require-
ments of Rule 28 of the Federal Rules of Appeliate Proce-
dure. An original and three copies of a brief are required.
Under 37 CFR 1.656(h), if a party wants the Board in ren-
dering its final decision to rule that any evidence is inad-
missible, the party must file with its opening brief an origi-
nal and three copies of a motion to suppress the evidence.
Any previous objections to the admissibility of evidence is
waived unless the motion to suppress is filed. This proce-
dural provision makes clear that an objection to the admis-
sibility of evidence must be renewed at final hearing and

will be considered by the Board in rendering its final deci-
sion.

If a junior party fails to timely file an opening brief, an
order to show cause may be issued against the party, in ac-
cordance with 37 CFR 1.656(f).

2357 Burden of Proof

37 CFR 1.657. Burden of proof as to date of invention.

A rebuttable presumption shall exist that, as to each count, the inventors
made their invention in the chronological order of the earlier of their filing
dates or effective filing dates. The burden of proof shall be upon a party who
contends otherwise.

2358 Final Decision

37 CFR 1.658. Final decision.

(a) After final hearing, the Board shall enter a decision resolving the
issues raised at final hearing. The decision may (1) enter judgment, in whole or
in part, (2) remand the interference to an examiner-in-chicf for further
proceedings, or (3) take further action not inconsistent with law. A judgment
as to a count shall state whether or not each party is entitled to a patent
containing the claims in the party's patent or application which correspond to
the count. When the Board enters a decision awarding judgment as to all
counts, the decision shall be regarded as a final decision.

(b) Any request for reconsideration of a decision under paragraph (a) of
this section shall be filed within one month after the date of the decision. The
request for reconsideration shall specify with particularity the points believed
to have been misapprehended or overlooked in rendering the decision. Any
reply to a request for reconsideration shall be filed within 14 days of the date
of service of the request for reconsideration. Where reasonably possible,
service of the request for reconsideration shall be such that delivery is
accomplished by hand or “Express Mail.” The Board shall enter a decision on
the request for reconsideration. If the Board shall be of the opinion that the
decision on the request for reconsideration significantly modifies its original
decision under paragraph (a) of this section, the Board may designate the
decision on the request for reconsideration as a new decision.

(c) Ajudgment in an interference settles all issues which (1) were raised
and decided in the interference, (2) could have been properly raised and
decided in the interference by a motion under § 1.633 (a) through (d) and (f)
through () or § 1.634 and (3) could have been properly raised and decided in

" anadditional interference with a motion under § 1.633(e). A losing partywho

could have properly moved, but failed to move, under §§ 1.633 or 1.634, shall
be estopped to take ex parte or inter partes action in the Patent and Trademark
Office after the interference which is inconsistent with that party’s failure to
properly move, except that a losing party shall not be estopped with respect to
any claims which correspond, or properly could have corresponded, to a
count as to which that party was awarded a favorable judgment.

37 CFR 1.658(c) incorporates the guidelines set forth in
the interference rules correction notice (50 Fed. Reg. 23122,
May 31, 1985, 1059 Official Gazette 27, October 22, 1985) for
the application of the doctrine of interference estoppel under
37CFR 1.658(c) with respect to a losing party’s failure to move
under 37 CFR 1.633(e) to declare an “additional interfer-
ence” between an additional application not involved in the
interference and owned by the party and an opponent’s appli-
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cation or patent involved in the interference on a separate
patentable invention. The notice states that generally alosing
party willbe estopped for failure to move when the separate
patentable invention (subject matter) which could have
been the subject of the “additional interference” was
claimed (during the pendency of the interference) (1) in the
opponent’s involved application or patent or (2) in a nonin-
volved application owned by the party during the pendency
of the interference.

Should a losing party after the termination of the interfer-
ence acquire an application which discloses or claims the sep-
arate patentable invention and which could have been the
subject of the “additional interference”, estoppel would not
applybecause the party did not own the application during the
pendency of the interference. The correction notice illus-
trates the general applicability of interference estoppel in
certain situations where a losing party fails to move under 37
CFR 1.633(e) to declare an “additional interference” on a
separate patentable invention as follows:

Winning Opponent’s Losing Party’s
Non-Involved Application Involved application
or Patent Estoppel
Claimed Claimed Yes
Disclosed Claimed Yes
Claimed Disclosed (Application)  Yes
(Patent) No
Disclosed Disclosed No

An invention disclosed and not claimed in a winning op-
ponent’s patent would not form the basis for a count because
the patent does not contain a claim which canbe designated to
correspond to the count. Thus, a motion to declare an addi-
tional interference under 37 CFR 1.633(e) could not have
been properly brought, and interference estoppel, therefore,
would not apply. '

It has been found that a patentee involved in an inter-
ference may file a reissue application for some other rea-
son not contemplated by the rule, and for which the entry
of judgment or a motion under 37 CFR 1.633(h) would not
be appropriate. For example, the patentee might file a reis-
sue application for the purpose of amending claims of the
patent which are directed to an invention which is patent-
ably distinct from the issue of the interference and which is
not disclosed by the opposing party. In such a situation,
addition of the reissue application to the interference
would be unnecessary. 37 CFR 1.662(b) accommodates this
third possibility by providing that, instead of filing a motion
under 37 CFR 1.633(h) to add the reissue application to the
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interference, a patentee may show good cause why such a
motion would not be appropriate under the particular cir-
cumstances involved.

In its final decision, the Board can (1) enter judgment,
in whole or in part, (2) remand the interference to an ex-
aminer-in-chief, or (3) take further action not inconsistent
with law. A judgment as to a count will state whether or
not each party is entitled to a patent containing claims
which correspond to the count. When judgment is entered
as to all counts, the decision of the Board is considered fi-
nal for the purpose of judicial review. 37 CFR 1.658(c) de-
fines the doctrine of interference estoppel as it is to be
applied in the PTO after an interference is terminated.
The definition of interference estoppel is designed to en-
courage parties in interference cases to settle as many is-
sues as possible in one proceeding. 37 CFR 1.658(c)
creates an estoppel both as to senior and junior parties un-
like the previous practice (37 CFR 1.257) which limited es-
toppel in some instances to junior parties. An estoppel will
not apply with respect to any claims which correspond, or
which properly could have corresponded, to a count as to
which the party is awarded a favorable judgment.

After the Board has rendered a final decision in an in-
terference, the losing party may either appeal to the Court
of Appeals for the Federal Circuit, under 35 U.S.C. 141, or
file a civil action in a United States district court, ur:der 35
U.S.C. 146. Upon the filing of an appeal to the Court of
Appeals for the Federal Circuit, the opposing party may
elect to have the proceeding conducted in a district court.

In either event, the files will be retained at the Board until

the court proceeding has terminated. (The PTO may, but
normally does not, issue the application of a winning party
in an interference involving only applications, notwith-
standing the filing of a civil action under 35 U.S.C. 146 by
the losing party. See Monaco v. Watson, 270 F.2d 335, 122
USPQ 564 (D.C. Cir. 1959).) See MPEP § 1216.

2359 Board Recommendation

37 CFR 1.659. Recommendation.

(a) Should the Board have knowledge of any ground for rejecting any
application claim not involved in the judgment of the interference, it may
include in its decision a recommended rejeciion of the claim. Upon
resumption of ex parte prosecution of the application, the examiner shall be
bound by the recommendation and shall enter and maintain the recom-
mended rejection unless an amendment or showing of facts not previously of
record is filed which, in the opinion of the examiner, overcomes the
recommended rejection.

(b) Should the Board have knowledge of any ground for reexamination
of a patent involved in the interference as 1o a patent claim not involved in the
judgment of the interference, it may include in its decision a recommendation
to the Commissioner that the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.
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(c) The Board may make any other recommendation to the examiner or
the Commissioner as may be appropriate.

Under 37 CFR 1.659, the Board can make recommen-
dations to examiners and the Commissioner, including rec-
ommendations that application claims not involved in the
interference be rejected and that a patent be reexamined
as to patent claims not involved in the interference.

When a patent is involved in an interference each claim
of the patent will be designated to (1) correspond to a count
or (2) not correspond to a count. All claims which are ulti-
mately determined to correspond to a count will be involved
in the judgment of the interference. Inasmuch as they are in-
volved in the judgment of the interference, there is no need
to recommend reexamination of those claims. The claims in-
volved in the interference are either patentable or unpatent-
able based on the final decision of the Board. 37 CFR
1.659(b) merely authorizes the Board to recommend re-
examination of patent claims which (1) are not involved in
the judgment and (2) for one reason or another neither party
saw fit to move to designate as corresponding to a count.

2360 Notice of Reexamination, Reissue, Protest,
or Litigation

37 CFER 1.660. Notice of reexamination, reissue, protest or litigation.

(a) When a request for reexamination of a patent involved in an
interference is filed, the patent owner shall notify the Board within 10 days of
receiving notice that the request was filed.

(b) When an application for reissue is filed by a patentee involved in an
interference, the patentee shali notify the Board within 10 days of the day the
application for reissue is filed.

(c) When a protest under § 1.291 is filed against an application involved
in an interference, the applicant shall notify the Board within 10 days of
receiving notice that the protest was filed.

(d) A party in an interference shall notify the Board promptly of any
litigation related to any patent or application involved in an interference,
including any civil action commenced under 35 U.S.C. 146.

Under 37 CFR 1.660, a party is required to notify the
Board when the party’s patent or application becomes in-
volved in other PTO proceedings (reexamination, reissue, or
protest) or litigation. The requirements of 37 CFR 1.660 are
designed to keep the PTO and 2 party’s opponent informed
of activity which is relevant to an interference. These rules
attemnpt, to the extent possible, to eliminate procedural sur-
prise. Inasmuch as mail delays occur and the PTO cannot
react instantaneously to every paper filed in connection with
every application or patent, the provisions of 37 CFR 1.660
are believed helpful in preventing surprise on the part of op-
ponents and unnecessary work by examiners-in-chief or the
Board due to a lack of knowledge of relevant activity which
may be taking place in the PTO.

REISSUE APPLICATION FILED WHILE PATENT
IS IN INTERFERENCE

37 CFR 1.660(b) requires the patentee involved in the in-
terference to notify the Board of the filing of the reissue
application within 10 days of its filing date.

The reissue application may be the subject of a motion
under 37 CFR 1.633(h), or may have been filed under 37
CFR 1.662(b) for the purpose of avoiding the interference.
Before taking any action on the reissue, the primary ex-
aminer should consult the examiner-in-chief in charge of
the interference. It is particularly important that the reis-
sue application not be granted without the approval of the
examiner-in—chief.

2361 Termination of Interference After Judgment

37 CFR 1.661. Termination of interference after judgment.

After a final decision is entered by the Board, an interference is
considered terminated when no appeal (35 U.S.C, 141) or other review (35
U.S.C. 146) has been or can be taken or had.

37 CFR 1.661 sets forth when an interference is consid-
ered terminated after a judgment is entered in the interfer-
ence. For the purpose of filing copies of settlement agree-
ments under 35 U.S.C. 135(c), if an appeal or civil action is
not filed, the interference is considered terminated as of
the date the time for filing an appeal or civil action expired,
37 CFR 1.661; Tallent v. Lamoine, 204 USPQ 1058 (Comm’r
Pat. 1979). See also Nelson v. Bowler, 212 USPQ 760
(Comm’r Pat. 1981). If an appeal is taken to the Court of
Appeals for the Federal Circuit, the interference termi-
nates on the date of receipt of the court’s mandate by the
Patentand Trademark Office. See MPEP § 1216.01. If aciv-
il action is filed, and the decision of the district court is not
appealed, the interference terminates on the date the time
for filing an appeal from the court’s decision expires, Hunfer v.
Beissbarth, 15 USPQ2d 1343 (Comm’r. Pat. 1990).

2362 Request for Entry of Adverse Judgment

37 CFR 1.662. Request for entsy of adverse judgement; reissue filed by
patentee,

(a) Apartymay,atany time during an interference, request and agrec to
entry of an adverse judgment. The filing by an applicant or patentee of a
written disclaimer of the invention defined by a count, concession of priority
or unpatentability of the subject matter of a count, abandonment of the
invention defined by a count, or abandonment of the contest as to a count will
be treated as a request for entry of an adverse judgment against the applicant
or patentee ag to all claims which correspond to the count. Abandonment of
an application by an applicant, other than an applicant for reissue having a
claim of the patent sought to be reissued involved in the interference, will be

2300-52



INTERFERENCE

treated as a request for entry of an adverse judgment against the applicant as
1o all claims corresponding to all counts. Upon the filing by a party of a re
quest for entry of an adverse judgment, the Board may enter judgment against

the party.

(b) If a patentee involved in an interference files an application for
reissue during the interference and omits all claims of the patent
corresponding to the counts of the interference for the purpose of avoiding
the interference, judgment may be entered against the patentee. A patentee
who files an application for reissue other than for the purpose of avoiding the
interference shall timely file a preliminary motion under § 1.633 (h) or show
good cause why the motion could not have been timely filed or would not be
appropriate.

(c) The filing of a statutory disclaimer under 35 U.S.C. 253 by a
patentee will delete any statutorily disclaimed claims from being involved in
the interference. A statutory disclaimer will not be treated as a request for
entry of an adverse judgment against the patentee unless it results in the
deletion of all patent claims corresponding to a count.

37 CFR 1.662 provides that a party may request that an
adverse judgment be entered. The section also provides
that when a written disclaimer (not a statutory disclaimer),
concession of priority or unpatentability, abandonment of
the invention, abandonment of the application, or aban-
donment of the contest is filed, the disclaimer, concession,
or abandonment will be treated as a request for entry of an
adverse judgment. 37 CFR 1.622(b) provides that when a
patentee files a reissue application and omits all claims of a
patent corresponding to the counts of an interference for
the purpose of avoiding the interference, judgment will be
entered against the patentee. If the reissue application is
not filed for the purpose of avoiding the interference, the
patentee must either file a timely motion under 37 CFR
1.633(h) to add it to the interference, or show good cause
(1) why the motion could not have been timely filed or (2)
why such a motion would not be appropriate. Addition of
the reissue application to the interference might not be ap-
propriate, for example, if the reissue application was filed
for the purpose of amending claims which are directed to
an invention patentably distinct from the issue of the inter-
ference and not disclosed by the opposing party. Under 37
CFR 1.622(c), the filing of a statutory disclaimer will not be
treated as a request for entry of an adverse judgment un-
less all patent claims corresponding to a count are dis-
claimed. Under 37 CFR 1.662(d), if after entry of a judg-
ment or after filing of a statutory disclaimer no interfer-
ence exists, the interference will be terminated as to any
party against whom judgment has not been entered and any
further prosecution of any application involved in the inter-
ference will be ex parte before the examiner.

When some of the patent claims corresponding to a count
are disclaimed, the interference proceeds on the basis of the
remaining claims which correspond to the count. If all patent
claims corresponding to a count are disclaimed, judgment will
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be entered. The third sentence of 37 CFR 1.662(a) does not
apply to an application which is not involved in an interfer-
ence. If an applicant files a continuation-in-part application
and successfully moves (37 CFR 1.633(d)) to substitute the
continuation-in-part for the application involved in the inter-
ference, abandonment of the application originally involved
in the interference would have no bearing on the interfer-
ence.

2363 Action After Interference

37 CFR 1.664. Action after interference.

(a) After termination of an interference, the examiner will promptly
take such action in any application previously involved in the interference as
may be necessary. Unless entered by order of an examiner-in—chief,
amendments presented during the interference shall not be entered, but may
be subsequently presented by the applicant subject to the provisions of this
subpart provided prosecution of the application is not otherwise closed.

(b) After judgement, the application of any party may be held subject to
further examination, including an interference with another application.

The files are not returned to the examining group until af-
ter termination of the interference. Jurisdiction of the ex-
aminer is automatically restored with the return of the files,
and the cases of all parties are subject to such ex parte action as
their respective conditions may require. The date when the
priority decision becomes final does not mark the beginning of
a statutory period for response by the applicant. See Ex parte
Peterson, 49 USPQ 119, 1941 C.D. 8 (Comm’r Pat. 1941).

The action tobe taken by the examiner following termina-
tion of the interference depends upon how the interference
was terminated, and in some instances, the basis of the termi-
nation. All interferences conducted under rules 37 CFR
1.601 - 1.688 will be terminated by judgment.

When the files are returned to the examining group after
termination of the interference, the primary examiner is re-
quired to make an entry on the index in the interference file
on the next vacant line that the decision has been noted, such
as by the words “Decision Noted” and the primary examiner’s
initials. The interference file is then returned to the Service
Branch of the Board when the examiner is through with it.
There it will be checked to see that such note has been made
and initialed before filing away the interference record.

If an application has been withdrawn from issue for inter-
ference and isagain passed to issue, a notation “Re-examined
and passed for issue” is placed on the file wrapper together
with a new signature of the primary examiner in the box pro-
vided for this purpose. Such notation will be relied on by the
Publishing Division as showing that the application is in-
tended to be passed for issue and makes it possible to screen
out those applications which are mistakenly forwarded to the
Publishing Division during the pendency of the interference.
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See MPEP § 1302.12 with respect to listing references dis-
cussed in motion decisions, and MPEP § 2364 concerning the
entry of amendments.

Form Paragraph 11.02 may be used to resume ex parte
prosecution.

Y 11.02 Ex parte Prosecution is Resumed
Interference No. [1] has been terminated by a decision [2] to applicant.
Ex parte prosecution is resumed.

Examiner Note:
In bracket 2, insert whether favorable or unfavorable.

2363.01 No Interference in Fact

The Board may, if it finds that there is no interference in
fact, award judgment to both parties. In such a case, each party-
applicant may be granted a patent on the claims of the applica-
tion designated to correspond to the count, if those claims are
otherwise patentable.

2363.02 The Winning Party

If prosecution of the winning party’s case had not been
closed, the winning party generally may be allowed additional
and broader claims to the common patentable subject matter.
Note, however, In re Hoover Co., 134 F.24 624, 57-USPQ 111
(CCPA 1943). The winning party of the interference is not de-
nied anything he or she was in possession of prior to the interfer-
ence, nor does he or she acquire any additional rights as a result
of the interference. His or her case thus stands as it was prior to
the interference. If the application was under final rejection as
to some of its claims at the time the interference was formed,
the institution of the interference acted to suspend, but not
vacate, the final rejection. After termination of the interfer-
ence, aletter is written the applicant, as in the case of any oth-
er action unanswered at the time the interference was insti-
tuted, setting a shortened period of 2 months within which to
file an appeal or cancel the finally rejected claims.

§ 11.03 Office Action Unanswered
This application contains an unanswered Office action mailed on [1].
A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO SUCH ACTION IS SET TO EXPIRE [2] FROM THE DATE
OF THIS LETTER.

Examiner Note:
This paragraph should be preceded by paragraph 11.02.
In bracket [2] insert date, days or months.

2363.03 The Losing Party

37 CFR 1.663. Status of claim of defeated applicant after interference.

Whenever an adverse judgment is entered as to a count against an
applicant from which no appeal (35 U.S.C. 141) or other review (35 U.S.C.
146) has been or can be taken or had, the claims of the application
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corresponding to the count stand finally disposed of without further action by
the examiner. Such claims are not open to further ex parte prosecution.

The Board’s judgment in an interference conducted un-
der 37 CFR 1.601 - 1.688 will state that the losing party is not
entitled to a patent containing the claims corresponding to
the count or counts. Under 37 CFR 1.663, such claims “stand
finally disposed of without further action by the examiner.”
See also 35 U.S.C. 135(a). When the files are returned to the
examining group after termination of the interference, a pen-
cil line should be drawn through the claims as to which a judg-
ment of priority adverse to an applicant has been rendered,
and the notation “37 CFR 1.663” should be written in the mar-
gin to indicate the reason for the pencil line. If these claims
have notbeen cancelled by the applicant and the case isother-
wise ready for issue, these notations should be replaced by a
line in red ink and the notation “37 CFR 1.663” in red ink be-
fore passing the case to issue, and the applicant notified of the
cancellation by an Examiner’s Amendment. If an action is
necessary in the application after the interference, the appli-
cant should also be informed that “Claims (designated by nu-
merals), as to which a judgment adverse to the applicant has
been rendered, stand finally disposed of in accordance with
37 CFR 1.663.”

If all the claims in the application are eliminated, a letter
should be written informing the applicant that all the claims
in the application have been disposed of, indicating the cir-
cumstances, that no claims remain subject to prosecution, and
that the application will be sent to the abandoned files with
the next group of abandoned applications. Proceedings are
terminated as of the date the interference terminated. See
MPEP § 2361, third paragraph of text.

If the losing party’s case was under rejection at the time
the interference was declared, such rejection is ordinarily re-
peated (either in full or by reference to the previous action)
and, in addition, any other suitable rejections, as discussed be-
low, are made. If the losing party’s application was under final
rejection or ready for issue, his or her right to reopen the
prosecution is restricted to subject matter related to the issue
of the interference.

Where the losing party failed to get a copy of the oppo-
nent’s drawing or specification during the interference, the
losing party may order a copy thereof to enable said party to
respond to a rejection based on the successful party’s disclo-
sure. Such order isreferred to the examiner-in~chief who has
authority to approve orders of this nature.

In addition to repeating any outstanding rejection, the
examiner should consider whether any remaining claims in
the losing party’s application should be rejected on the
ground of unpatentability under 35 U.S.C. 102/103, or on the
ground of estoppel.
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1. UNPATENTABILITY UNDER 35 U.S.C. 102/103

The examiner should determine from the Board’s deci-
sion the basis on which judgment was rendered against the
applicant. If the judgment was that applicant was not the first
inventor of the subject matter in issue, the application claims
may be rejected under 35 U.S.C. 102(g)/103 as unpatentable
over the lost counts. I the judgment was based on a holding
that applicant derived the invention from another, a rejection
of claims as unpatentable over the lost counts under 35 U.S.C.
102(f)/103 may be in order. Where the Board rendered judg-
ment against the applicant because his or her claims were un-
patentable over prior art, under 35 U.S.C. 112, or on other
grounds, the other claims in the application should be review-
ed todetermine whether any of those grounds may be applica-
ble to them.

2. ESTOPPEL

Claims which cannot be rejected as unpatentable over the
lost counts may still be subject to rejection on the ground of
estoppel. As stated in 37 CFR 1.658(c), a losing party who
could have properly moved under 37 CFR 1.633 or 1.634, but
failed to do so, is estopped to take subsequent action in the
PTO which is inconsistent with the party’s failure to properly
move. However, in the event of a “split award,” the losing
party is not estopped as to claims which corresponded, or
properly could have corresponded, to a count which he or she
worn.

The following examples illustrate the application of estop-
pel to the losing party:

Example 1. Junior party applicant AL and senior party applicant AK
both disclose separate patentable inventions “A” and “B” and claim only
invention A in their respective applications. An interference is declared with
a single count to invention A. Neither party files a motion under 37 CFR
1.633(c)1) to add a count to invention B. Judgment as to all of ALs claims
corresponding to the sole count is awarded to junior party applicant AL.
Senior party applicant AK will be estopped to thereafter obtain a patent
containing claims to invention B, because applicant AK failed to move to add
a count to invention B in the interference. Junior party applicant AL will not
be estopped to obtain a patent containing claims to invention B.

Example 2. In this example, the facts are the same as in example 1 except
that judgment is awarded as to all AK’s claims corresponding to the count to
gsenior party applicant AK. Junior party applicant AL will be estopped to
obtain a patent containing claims to invention B in the interference. Senior
party applicant AK will not be estopped to obtain a patent containing claims
to invention B.

Example 3. Junior party applicant AM and senior party applicant AP
both disclose separate patentable inventions “C”, “D”, and “E” and claim
inventions C and D in their respective applications. An interference is
declaredwith two counts. Count 1 iste invention C and Count 2 js toinvention
D. Neither party files a preliminary motion to add a proposed Count 3 to
invention E. judgment as to all AM's claims corresponding to Counts 1 and 2
isawarded to junior party AM. Senior party applicant AP will be estopped to
thereafter obtain a patent containing claims to invention E, because applicant
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AP failed to move to add a count to invention E to the interference. Junior
party applicant AM will not be estopped to obtain a patent containing a claim
to invention E.

Example 4. In this example, the facts are the same as in Example 3 except
that judgment is awarded as to all AP’s claims corresponding to Counts 1 and
2 to senior party applicant AP. Junior party applicant AM will be estopped to
obtain a patent containing claims to invention E, because applicant AM failed
to move to add a count to invention E in the interference. Senior party
applicant AP will not be estopped to obtain a patent containing claims to
invention E.

Example 5. In this example, the facts are the same as in Example 3 except
that judgment is awarded on all of AM s claims corresponding to Count 1 to
junior party applicant AM and judgment is awarded to all AP’s claims
corresponding to Count 2 to senior party applicant AP. Both parties will be
estopped to obtaina patent containing claims to invention E, because neither
moved to add a count to invention E during the interference. Assume that
junior party AM could have properly moved under 37 CFR 1.633(f) to be
accorded the benefit of an earlier application, but did not do so during the
interference. Junior party AM will not be estopped in subsequent ex parte
prosecution from asking for benefit of the earlier application as to the
invention defined by Count 1. Accordingly, if the examiner were to reject
junior party AM’s claim corresponding to Count 1 on the basis of some newly
discovered art, junior party AM could properly antedate the prior art by
seeking the benefit under 35 U.S.C. 120 of the earlier application. Thus even
though junior party AM was a “losing party” as to Count 2 (an adverse
judgment as to junior party AM’s claims corresponding to Count 2 having
been entered), junior party AM was awarded a favorable judgment (37 CFR
1.658(c)) as to Count 1. Junior party AM will be estopped in subsequent ex
parte prosecution from attempting to be accorded the benefit of the earlier
application as to the invention of Count 2.

Example 6. Applicant AQ discloses and claims mventlon “F.” Applicant
AR discloses and claims separate patentable inventions “F” and “G.” The
assignee of applicant AQ also owns an application AS which discloses and
claims invention “G.” An interference is declared between applicant AQ and
applicant AR. The sole count is directed to invention F. No motion is filed by
applicant AQ or its assignee to declare an additional interference between
applicant AR and applicant AS with a count to invention G. A judgment as to
all AR’s claims corresponding to the sole count is awarded to applicant AR.
Applicant AS and the assignee will be estopped to obtain a patent containing
claims to invention G, because applicant AR and the assignee failed to move
to declare an additional interference with a count to invention G.

Example 7. The facts in this example are the same as the facts in Example
6 except that judgment as to all of AQ’s claims corresponding to the sole count
is awarded to applicant AQ. Applicant AS and the assignee would not be
estopped, because applicant AQ was not a “losing party” (37 CFR 1.658(c)).

Example 8. Applicant AT discloses a generic invention to “solvent” and a
species to “benzene.” Application AT contains a patentable claim 1 (solvent)
and no other claims. Applicant AU discloses the generic invention to
“solvent” and species to “benzene” and “toluene.” Application AU contains
patentable claim 3 (solvent) and no other claims. An interference is declared
with a single count (solvent). Claim 1 of application AT and claim 3 of
application AU are designated to correspond to the count. No preliminary
mofions are filed. A judgment isentered in favor of applicant AT o the claim
corresponding to the sole count. Applicant AU would be estopped to obtaina
patent containing a claim to benzene, because applicant AU failed to file a
preliminary motion under 37 CFR 1.633(c)1) seeking to add a count to
benzene and benzene was disclosed in winning party AT’s application.
Applicant AU would also be estopped to obtain a patent containing a claim to
toluene, unless “ioluene” defines a “separate patentable invention” from
“golvent.” A basis for interference estoppel (37 CFR 1.658(c)) exists if
“toluene” and “solvent” define the “same patentable invention” because a
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claim to “toluene” could properly have been added and designated to
correspond to the count. See 37 CFR 1.633(c)(2).

The following two examples illustrate the application of
estoppel against an applicant who lost the interference based
solely on the fact that the applicant was unable to establish a
date of invention prior to the opponent’s foreign filing date
(see Ex parte Tytgat, 225 USPQ 907 (Bd. App. 1985)):

Example 9. Application AV discloses engines in general and in particular
a 6-cylinder engine. Application AV contains only claim 1 (engine).
Application AW discloses engines in general, but does not specifically disclose
a 6-cylinder engine. Application AW contains only a single claim 3 (engine).
The U.S. “filing date” (37 CFR 1.601(h) of the AV application is prior to the
U.S. filing date of the AW application, but the AW application claims a
foreign priority date under 35 U.S.C. 119 based on an application filed in a
foreign country prior to the filing date of the AV application. An interference
is declared. The sole count of the interference is to “an engine.” Claim 1 of
the AV application and claim 3 of the AW application are designated to
correspond to the count. During the interference, applicant AV does not
move under 37 CFR 1.633(c)2) to add a claim to a 6-cylinder engine and to
designate the claim to correspond to the count. Applicant AW is awarded a
judgment in the interference based on the earlier filing date of the foreign
application. After the interference, applicant AV adds claim 2 (6-cylinder
engine) to the AV application. Whether AV would be entitled to a patent
containing a claim to a 6~cylinder engine will depend solely on whether a
6-cylinder engine is a “separate patentable invention” from “engine” - the
subject matter of the count, If a 6-cylinder engine is a “separate patentable
invention” within the meaning of 37 CFR 1.601(n), applicant AV couid not
have successfully moved under 37 CFR 1.633(c)2) to add claim 2 and to
designate it to correspond to the count. Therefore applicant AV could obtain
a patent containing claim 2. If, on the other hand, a 6-cylinder engineis nota
“separate patentable invention,” claim 2 of the AV application would be
rejected on the basis of interference estoppel because claim 2 could have been
added by a motion under 37 CFR 1.633(c)(2). See 37 CFR 1.658(c).

Example 10. This example is basically the same as Example 9, except that
application AV initially contains claim 1 (engine) and claim 2 (6~cylinder
engine). When the inferference is declared, both claims 1 and 2 of application
AV are designated to correspond to the count. During the interference,
applicant AV doesnot move under 37 CFR 1.633(c)(4) to designate claim 2as
not corresponding to the count. A judgment in the interference is entered for
applicant AW based on the earlier filing date of the foreign patent
application. After the interference, applicant AV would not be able to obtain
a patent containing claim 2, because the claim was designated to correspond
to a count and entsy of the judgment constitutes a final decision by the PTO
refusing to grant applicant AV a patent containing claim 2.

ALLOWANCE OF LOSING PARTY’S APPLICATION

Before allowing a losing party’s application, the examiner
should carefully consider whether the grounds of estoppel
have been fully applied. In order to promote uniform appli-
cation of the doctrines of lost counts and estoppel, the ex-
aminer must consult the examiner-in-chief who was in
charge of the interference before allowing the losing party’s
case.

2364 Entry of Amendments

Under 37 CFR 1.637(cX1) and (2), (d)(3), (eX1) and (2),
or (h), a moving party is required to submit with his or her
motion as a separate paper, an amendment embodying the
proposed claims if the claims are not already in the applica-
tion concerned. In the case of an application involved in
the interference, this amendment is not entered at that
time but is placed in the application file.

An amendment filed in connection with a motion to
add or substitute counts in an interference must include
any claim or claims to be added and be accompanied by the
appropriate fees (or fee authorization), if any, which would
be due if the amendment were to be entered, even though
it may be that the amendment will never be entered. Only
upon the granting of the motion may it be necessary for the
other party or parties to present claims, but the fees (or
fee authorization) must be paid whenever claims are pres-
ented. Claims which have been submitted in response to a
suggestion by the Office for inclusion in an application
must be accompanied by the fee due (or fee authorization),
if any. Money paid in connection with the filing of a pro-
posed amendment will not be refunded by reason of the
nonentry of the amendment.

If the motion is granted, the amendment is entered at the
time decision on the motion is rendered. If the motion is not
granted, the amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and denied as to
another part, only so much of the amendment as is covered in
the grant of the motion is entered, the remaining part being
indicated and marked “not entered” in pencil. See 37 CFR
1.644.

In each instance, the applicant is informed of the disposi-
tion of the amendment in the first action in the case following
the termination of the interference. If the case is otherwise
ready for issue, the applicant is notified that the application is
allowed and the Notice of Allowance will be sent in due
course, that prosecution is closed, and to what extent the
amendment has been entered.

As a corollary to this practice, it follows that where prose-
cution of the winning application had been closed prior to the
declaration of the interference, as by being in condition for
issue, that application may not be reopened to further prose-
cution following the interference, even though additional
claims had been presented in connection with a motion in the
interference.

It should be noted at this point that, under 37 CFR 1.663,
the entry of an adverse judgment against a party who requests
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same pursuant to 37 CFR 1.662(a)finally disposes of all claims
of that party’s application which are designated as corre-
sponding to the count.

2364.01 Amendments Filed During Interference

If the amendment is filed in response to a letter by the pri-
mary examiner, suggesting a claim or claims for interference
with another party and for the purpose of declaring an addi-
tional interference, the examiner enters the amendment and
takes the proper steps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application involved in an in-
terference is received, the examiner inspects the amendment
and, if necessary, the application, to determine whether or
not the amendment affects the pending or any prospective in-
terference. If theamendment is an ordinary one properly re-
sponsive to the last regular ex parte action preceding the dec-
laration of the interference and does not affect the pending or
any prospective interference, the amendment is marked in
pencil “not entered” and placed in the file, a corresponding
entry being endorsed in ink in the contents column of the
wrapper. After termination of the interference, the amend-
ment may be permanently entered and considered as in the
case of ordinary amendments filed during the ex parte prose-
cution of the case.

If the amendment is one filed in a case where ex parte
prosecution of an appeal to the Board of Patent Appeals and
Interferences is being conducted concurrently with an inter-
ference proceeding (see MPEP § 2314 and if it relates to the
appeal, it should be treated like any similar amendment in an
ordinary appealed case.

When an amendment filed during interference purports
to put the application in condition for another interference
either with a pending application or with a patent, the primary
examiner must personally consider the amendment suffi-
ciently to determine whether, in fact, it does so.

If the amendment presents allowable claims directed toan
invention claimed in a patent or in another pending applica-
tion in issue or ready for issue, the examiner borrows the file,
enters the amendment, and takes the proper steps to initiate
the second interference.

Where in the opinion of the examiner, the proposed
amendment does not put the application in condition for in-
terference with another application not involved in the inter-
ference, the amendment is placed in the file and marked “not
entered” and the applicant is informed why it will not be now
entered and acted upon.

When the amendment seeks to provoke an interference
with a patent not involved in the interference and the examin-
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erbelieves that the claims presented are not patentable to the
applicant, and where the application is open to further ex
parte prosecution, the file should be obtained, the amend-
ment entered, and the claims rejected, setting a time limit for
response. If reconsideration is requested and rejection made
final, a time limit for appeal should be set. Where the applica-
tion at the time of forming the interference was closed to fur-
ther ex parte prosecution and the disclosure of the application
will prima facie, not support the claim presented, or where the
claims presented are drawn to a nonelected invention, the
amendment will not be entered and the applicant will be so
informed giving very briefly the reason for the nonentry of the
amendment.

2365 Second Interference

37 CFR 1.665. Second interference.

Asecond interference between the same parties will not be declared upon
an application not involved in an earlier interference for an invention defined
by a count of the earlier interference. See § 1.658(c).

2366 Interference Settlement Agreement

37 CFR 1.666. Filing of interference settlerment agreements.

(a) Anyagreement or understanding between parties to an interference,
including any collateral agreements referred to therein, made in connection
with or in contemplation of the termination of the interference, must be in
writing and a true copy thereof must be filed before the termination of the
interference (§ 1.661) as between the parties to the agreement or
understanding.

(b) If any party filing the agreement or understanding under paragraph
(2) of thissection so requests, the copy will be kept separate from the file of the
interference, and made available only to Government agencies on written
request, or to any person upon petition accompanied by the fee set forth in §
1.17(i) and on a showing of good cause.

(c) Failure to file the copy of the agreement or understanding under
paragraph (a) of this section will render permanently unenforceable such
agreement or understanding and any patent of the parties involved in the
interference or any patent subsequently issued on any application of the
parties so involved. The Commissioner may, however, upon petition
accompanied by the fee set forth in § 1.17(h) and on a showing of good cause
for failure tofile within the time prescribed, permit the filing of the agreement
or understanding during the six month period subsequent to the termination
of the interference as between the parties to the agreement or understanding,

37 CFR 1.666 sets out the procedure for filing settlement
agreementsin interference cases. The PTO is merely arepos-
itory for copies of agreements filed under 35 U.S.C. 135(c)
and does not undertake to rule on whether the statute re-
quires that a copy of any particular agreement be filed. Nelson
v. Bowler, 212 USPQ 760 (Comm’r Pat. 1981).

A Certificate of Mailing under 37 CFR 1.8 cannot be used
for the purpose of filing a settlement agreement, nor can the

ettlement agreement be transmitted by facsimile, (37 CFR

1.6(d)(3) and 1.8@X2XIXC)).
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2371 Evidence

37 CFR 1.671. Evidence must comply with rules.

(a) Evidence consists of testimony and exhibits, official records
and publications filed under § 1.682, evidence from another
interference, proceeding, or action filed under § 1.683, and discovery
relied upon under § 1.688, and the specification (including claims) and
drawings of any application or patent:

(1) Involved in the interference.

(2) Towhich a party has been accorded benefit in the notice declaring
the interference or by a preliminary motion granted under § 1.633.

(3) Forwhich a party has sought, but has not been denied, benefit by a
preliminary motion under § 1.633.

(4) For which benefit was rescinded by a preliminary motion granted
under § 1.633.

(b) Except as otherwise provided in this subpart, the Federal Rules of
Evidence shall apply to interference proceedings. Those portions of the
Federal Rules of Evidence relating to criminal actions, juries, and other
matters not relevant to interferences shail not apply.

(c) Unless the context is otherwise clear, the following terms of the
Federal Rules of Evidence shall be construed as follows:

(1) “Courts of the United States,” “U.S. Magistrate,” “court,” “trial
court,” or “trier of fact” means examiner-in-chief or Board as may be
appropriate.

(2) “Judge” means examiner~in-chief.

(3) “Judicial notice” means official notice.

(4) “Civil action,” “civil proceeding,” “action,” or “trial” mean
interference.

(5) “4appellate court” means United States Court of Appeals for the
Federal Circuit or a United States district court when judicial review is under
35U.S.C. 146.

(6) “Before the hearing” in Rule 703 means before giving testimony by
oral deposition or affidavit.

(7) “The trial or hearing ” in Rules 803(24) and 804(5) means the
taking of testimony by oral deposition.

(d) Certification is not necessary as a condition to admissibility when the
record isa record of the Patent and Trademark Office to which all parties have
access.

(e) A partymay notrely on an affidavit filed by that party during ex parte
prosecution of an application, an affidavit under § 1.608, or an affidavitunder
§ 1.639(b) unless: (1) a copy of the affidavit is or has been served and (2) a
written notice is filed prior to the close of the party’s relevant testimony
period stating that the party intends to rely on the affidavit. When proper
noticeis given under this paragraph, the affidavit shall be deemed filed under
§ 1.672(b). A copy of the affidavit shali be included in the record (§ 1.653).

(fy The significance of documentary and other exhibifs shall be
discussed with particularity by a witness during oral deposition or in an
affidavit.

g) A party must file 2 motion (§ 1.635) seeking permission from an
examiner~in~chief prior to taking testimony or seeking documents or things
under 35 U.S.C. 24. The motion shall describe the general nature and the
relevance of the testimony, document, ot thing.

(h) Evidence which is not taken or sought and filed in accordance with
this subpart shall not be admissible.

37 CFR 1.671 sets out what will be considered evidence.
37 CFR 1.671(b) and (c) provide that the Federal Rules
of Evidence apply to interference proceedings to the extent
indicated in the rule. It should be noted that this provision
does not eliminate the well-settled requirement for inde-

pendent corroboration of prior inventive acts performed by
a party.

Under 37 CFR 1.671(e), a party cannot rely on a previously
filed affidavit such as an affidavit under 37 CFR 1.131, 1.132,
1.608(b) or 1.639(b) unless the affidavit is served and notice is
given that the party intends to rely on the affidavit. The pur-
pose for the notice is to permit an opponent to determine
whether a deposition for cross-examination is necessary (see
37 CFR 1.672(b) and 1.673(e)).

37CFR 1.671(e) is intended to overrule prior construction
of PTO rules in Holmes v. Kelly, 586 F.2d 234, 237 n. 7, 199
USPQ 778, 782 n. 2 (CCPA 1978) and Brecker v. Jennings, 204
USPQ 663 (Bd. Pat. Int. 1978), which considered a 37 CFR
1.132 affidavit in the file of an involved application to be part
of the “record” of an interference. Under 37 CFR 1.671(e),
a party intending to rely on such an affidavit must give no-
tice and serve a copy of the affidavit on the opponent.

Even though the affidavit may have been considered by
the examiner-in-chief in deciding a preliminary motion, it
may not be considered by the Board at final hearing unless
37 CFR 1.671(e) has been complied with. Similarly, while
37CFR 1.671(a) provides that specification (including claims)
and drawings of the involved and certain other cases are in
evidence, other papers in those files are not in evidence unless
specifically introduced as exhibits.

Under 37 CFR 1.671(f), the significance of documentary
and other exhibits must be discussed with particularity by a
witness during oral deposition or in an affidavit. 37 CFR
1.671(f) sets out in the regulations an evidentiary require-
ment imposed by precedent. See Popoff v. Orchin, 144 USPQ
762 (Bd. Pat. Int. 1963) (unexplained experimental date
should not be considered); Chandler v. Mock, 150 F.2d 563, 66
USPQ 209 (CCPA 1945) (records standing alone were held to
be meaningless), and Smith v. Bousquet, 111 F2d 157, 45
USPQ 347 (CCPA 1940) (unexplained testsin stipulated testi-
mony are entitled to little weight). See also In re Borkowski,
505 F.2d 713, 184 USPQ 29 (CCPA 1974) and Triplett v. Stein-
mayer, 129 F.2d4 869, 54 USPQ 409 (CCPA 1942). Under
37CFR 1.671(g), a party is required to obtain permission from
an examiner-in~chief prior to proceeding under 35 U.S.C. 24.
This requirement ensures that a subpoena is necessary (e.g., a
subpoena ordinarily should not be necessary where testimony
of an opponent is sought) and that testimony sought through a
35U.8.C. 24 subpoena is relevant before a subpoena is issued.
The motion seeking permission to proceed under 35 U.S.C.
24, any opposition thereto, and the order of an examiner-in-
chief authorizing the moving party to proceed under
35 U.S.C. 24 will be of assistance to a Federal court in the
event a party is required to resort to a court to enforce the
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subpoena or to compel answers to questions propounded at
any deposition where a witness is appearing pursuant to a sub-
poena. See Sheehan v. Doyle, 529 F.2d 38, 188 USPQ 545 (1st
Cir. ), cert. denied, 429 U.S. 870 (1976), rehearing denied, 429
U.S. 987 (1976).

Under 37 CFR 1.671(h), any evidence which is not taken
or sought and filed in accordance with the regulations will not
be admissible.

The courts have articulated a rule of law which the PTO
will continue to apply in determining admissibility of labora-
tory notebooks under the “shop book”, Rule 803(b)(6) of the
Federal Rules of Evidence. See; e.g., Alpert v. Slatin, 305 F.2d
891, 134 USPQ 296 (CCPA 1962) and Elliott v. Barker, 481
F.2d 1337, 179 USPQ 100 (CCPA 1973).

Ordinarily, the examiner-in-chief can order a party to pro-
duce an individual for a deposition aslong as the individual isa
party or is under the control of the party; e.g., an employee of
an assignee. Where so called “third parties” are concerned,
however, issuance of a subpoena may be necessary, because
the PTO has no authority to compel attendance of third par-
ties.

2372 Manner of Taking Testimony

37 CFR 1.672. Manner of taking testimony.

(2) Testimony of a witness may be taken by oral deposition or affidavit in
accordance with this subpart.

(b) A party wishing to take the testimony of a witness whose testimony
will not be compelled under 35 U.S.C. 24 may elect to present the testimony
of the witness by affidavit or deposition. A party electing to present testimony
of a witness by affidavit shall, prior to the close of the party's relevant
testimony period, file and serve an affidavit of the witness or, where
appropriate, 2 notice under § 1.671(¢). To facilitate preparation of the record
(§ 1.653 (g) and (h)), a party should file an affidavit on paperwhichis 8 1/2by
11 inches (21.8 by 27.9 cm). A party shall not be entitled fo rely on any
document reférred to in the affidavit unless a copy of the document is filed
with the affidavit. A party shall not be entitled to rely on any thing mentioned
in the affidavit unless the opponent is given reasonable access to the thing. A
thing is something other than a document. After the affidavit is filed and
within a time set by an examiner-in-chief, any opponent may file a request to
cross~examine the witness on oral deposition. If any opponent requesis
cross-examination of an affiant, the party shall notice a deposition under §
1.673(e) for the purpose of cross-examination by any opponent. Any redirect
and recross shall take place at the deposition. At any deposition for the
purpose of cross-examination of a witness whose testimony is presented by
affidavit, the party shall not be entitled to rely on any document or thing not
mentioned in one or more of the affidavits filed under this paragraph, except
to the extent necessary to conduct proper redirect. A party electing to present
testimony of a witness by deposition shall nofice a deposition of the witness
under § 1.673(a). The party who gives notice of a deposition shall be
responsible for obtaining a court reporter and for filing a certified transcript
of the deposition as required by § 1.676.

(c) A party wishing to take the festimony of a witness whose testimony
will be compelled under 35 U.S.C. 24 must first obtain permission from an
examiner-in~chief under § 1.671(g). If permission is granted, the party shall
notice a deposition of the witness under § 1.673 and may proceed under 35
U.S.C. 24. The testimony of the witness shall be taken on oral deposition.

2372

(d) Notwithstanding the provisions of this subpart, if the parties agree in
writing, a deposition may be taken before any person authorized to administer
oaths, at any place, upon any notice, and in any manner, and when so taken
may be used like any other depositions.

(e) I the parties agree in writing, the testimony of any witness may be
submitted in the form of an affidavit without opportunity for cross—examina-
tion. The affidavit of the witness shall be filed in the Patent and Trademark
Office.

(D If the parties agree in writing, testimony may be submitted in
the form of an agreed statement setting forth: (1) How a particular
witness would testify if called or (2) the facts in the case of one or
more of the parties. The agreed statement shall be filed in the Patent
and Trademark Office. See § 1.653(a).

37 CFR 1.672 sets forth the manner in which testimony
shall be taken. Testimony can be taken by deposition or affi-
davit at the election of the party presenting the testimony. A
party presenting testimony by affidavit must file and serve the
affidavit. If the party presents testimony by affidavit and an
opponent elects to cross-examine the affiant, the party is re-
quired to notice a deposition for the purpose of cross—exami-
nation. Re-direct and re-cross will take place at the deposi-
tion. Where the parties agree, testimony can be presented by
affidavit without opportunity for cross-examination (see
37 CFR 1.672(¢)) or by stipulated testimony or an agreed
statement of facts (see 37 CFR 1.672(f)).

An affidavit may be used only when a witness agrees to
sign the affidavit. If an individual refuses to sign an affidavit
or voluntarily appear at a deposition the party calling the wit-
ness will have to comply attendance at a deposition by a sub-
poena under 35 U.S.C. 24 after receiving permission from an
examiner-in-chief.

Before setting the times for discovery, taking testimony,
and filing the record, the examiner-in-chief in charge of the
interference will in all likelihood hold a pre-trial conference
with the parties lead attorneys. At thisconference, the attor-
neys should be prepared to discuss whether they intend to
take testimony, and whether the testimony will be by oral de-
position, by affidavit or otherwise; the issues to be deter-
mined; the time which will be required; and other matters
relevant to the conduct of the testimony. Following the con-
ference, the examiner-in-chief will normally issue an order
setting the times for discovery, taking testimony, and filing
the record, and making such other rulings as may be necessary
in the particular case.

Former rule 37 CFR 1.287(a) required that a party provide
discovery by serving copies of documents and lists within a
specified time before taking testimony. The essence of this
requirement is carried forward in 37 CFR 1.673 where the tes-
timony of a witness is to be by deposition. If a witness’ testi-
mony will be by affidavit, prior service of documents and lists
is not required, but copies of documents referred to in the af-
fidavit must be filed and served therewith, and the opponent
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must be given reasonable access to any thing mentioned
therein, 37 CFR 1.672(b).

2373 Notice of Examination of Witness

37 CFR 1.673. Notice of examination of witness.

(a) A party electing to take testimony of a witness by deposition shall,
after complying with paragraphs (b) and (g) of this section, file and serve a
single notice of deposition stating the time and place of each deposition to be
taken. Depositions may be noticed for a reasonable time and place in the
United States. Unless the parties agree in writing, a deposition may not be
noticed for any other place without approval of an examiner-in-chief (see
§ 1.684). The notice shall specify the name and address of each witness and
the general nature of the testimony to be given by the witness. If the name of a
witness is not known, a general description sufficient to identify the witness or
a particular class or group to which the witness belongs may be given instead.

(b) Unless the parties agree otherwise, a party shall serve, but not file, at
least three days prior to the conference required by paragraph (g) of this
section, if service is made by hand or “Express Mail,” or at least ten days prior
to the conference if service is made by any other means, the following:

(1) Alist and copy of each document in the party’s possession, custody,
or control and upon which the party intends to rely at any deposition and

(2) Alist of and a proffer of reasonable access to things in the party’s
possession, custody, or control and upon which the party intends to rely at the
deposition.

(c) A party shall not be permitted to rely at any deposition on any
witness not fisted in the notice, or any document not served or any thing not
listed as required by paragraph (b) of this section: (1) Unless all opponents
agree in writing or on the record to permit the party to rely on the witness,
document, or thing or (2) except upon a motion (§ 1.635) promptly filed
which is accompanied by any proposed notice, additional documents, or lists
and which shows sufficient cause why the notice, documents, or lists were not
served in accordance with this section.

(d) Each opposing party shall have a full opportunity to attend a
deposition and cross-examine. If an opposing party attends a deposition of a
witness not named in a notice and cross-examines the witness or fails to object
to the taking of the depasition, the opposing party shall be deemed to have
waived any right to object to the takiag of the deposition for lack of proper
notice.

(e) Anpartyelecting to present testimony by affidavit and who isrequired
to notice depositions for the purpose of cross-examination under § 1.672(b),
shall, after complying with paragraph (g) of this section, file and serve a single
notice of deposition stating the time and place of each cross-examination
deposition to be taken. '

(f) The parties shall not take depositions in more than one place at the
same time or so nearly at the same time that reasonable opportunity to travel
from one place of deposition to another cannot be had.

(g) Before serving a notice of deposition and after complying with
paragraph (b) of this section, a party shall have an oral conference with all
opponents to attempt to agree on a mutually acceptable time and place for
conducting the deposition. A certificate shall appear in the notice stating that
the oral conference took place or explaining why the conference could not be
had. If the parties cannot agree to a mutually acceptable place and time for
conducting the deposition at the conference, the parties shall contact an
examiner-in-chiefwho shali then designate the time and place for conducting
the deposition.

() A copy of the notice of deposition shall be attached to the certified
transcript of the deposition filed under § 1.676(a).

37 CFR 1.673 sets out how a deposition must be noticed. A
deposition can be noticed at any reasonable place in the

United States. The extent to which parties; witnesses, and at-
torneys or agents have to travel may be considered in deter-
mining whether a place is reasonable. Prior to serving a notice
of deposition, a party is required to take two procedural steps.
Under 37 CFR 1.673(b), a party is required to serve a copy of
the documents and a list of the things in its possession, custo-
dy, and control upon which it intends to rely. Under 37 CFR
1.673(g), the party is required to have an oral conference (in
person or by telephone) with all opponents to attempt to
agree on a mutually acceptable time and place for taking the
deposition. An examiner-in—chief may set the time and place
if agreement is not reached. A single notice listing all the wit-
nesses and the general nature of their expected testimony is
then served. Under 37 CFR 1.673(c) and except as provided, a
party can not rely on any witness not mentioned in the notice,
any document not served, or any thing not listed. Under 37
CFR 1.673(h), a copy of any notice must be attached to the
certified transcript of each deposition filed.

2374 Persons Depositions Taken Before

37 CFR 1.674. Persons before whom depositions may be taken.

(a) Within the United States or a territory or insular possession of the
United States a deposition shall be taken before an officer authorized to
administer oaths by the laws of the United States or of the place where the
examination is held.

(b) Unless the parties agree in writing, the following persons shall notbe
competent to serve as an officer: (1) A relative or employee of a party, (2) a
relative or employee of an attorney or agent of a party, or (3) a person
interested, directly or indirectly, in the interference either as counsel,
attorney, agent, or otherwise.

37 CFR 1.674 sets out the persons before whom deposi-
tions can be taken.

2375 Examination of Witness

37 CFR 1.675. Examination of witness, reading and signing iranscript
of deposition.

(a) Each witness before giving an oral deposition shall be duly sworn
according to law by the officer before whom the deposition is to be taken.

(b) The testimony shall be taken in answer to interrogatories with any
questions and answers recorded in their regular order by the officer or by
some other person, who shall be subject to the provisions of § 1.674(b), in the
presence of the officer unless the presence of the officer is waived on the
record by agreement of all parties,

(c) Allobjections made at the time of the deposition to the qualifications
of the officer taking the deposition, the manner of taking it, the evidence
presented, the conduct of any party, and any other objection to the
proceeding shall be noted on the record by the officer, Evidence objected to
shail be taken subject to any objection.

(d) Unless the parties agree in writing or waive reading and signature by
the witness on the record at the deposition, when the testimony has been
transcribed a transcript of the deposition shall be read by the witness and then
signed by the witness in the form of: (1) An affidavit in the presence of any
notary or (2) a declaration.

37 CFR 1.675 sets out how a deposition is to be taken.
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2376 Filing Transcript of Deposition

37 CFR 1.676. Certification and filing by officer, marking exhibils.

(a) The officer shall prepare a certified transcript of the deposition by
attaching to a transcript of the depaosition a copy of the notice of deposition,
any exhibits to be annexed to the certified transcript, and a certificate signed
and sealed by the officer and showing:

(1) The witness was duly sworn by the officer before commencement of
testimony by the witness.
(2) Thetranscriptisa true record of the testimony given by the witness.

(3) The name of the person by whom the testimony was recorded and, if
not recorded by the officer, whether the testimony was recorded in the
presence of the officer.

(4) The presence or absence of any opposing party.

(5) The place where the deposition was taken and the day and hour
when the deposition began and ended.

(6) The officer is not disqualified under § 1.674.

(b) If the parties waived any of the requirements of paragraph (a) of this
section, the certificate shall so state.

(c) The officer shall note on the certificate the circumstances under
which a witness refuses to sign a transeript.

(d) Unless the parties agree otherwise in writing or on the record at the
deposition, the officer shall securely seal the certified transcript in an
envelope endorsed with the style of the interference (e.g., Smith v. Jones), the
interference number, the name of the witness, and the date of sealing and shall
promptly forward the envelope to BOX INTERFERENCE, Commissioner
of Patents and Trademarks, Washington, D.C. 20231. Documents and things
produced for inspection during the examination of a witness, shall, upon
request of a party, be marked for identification and annexed to the certified
transeript, and may be inspected and copied by any party, except that if the
person producing the documents and things desires to retain them, the person
may: (1) Offer copies to be marked for identification and annexed to the
certified transcript and to serve thereafter as originals if the person affords to
all parties fair opportunity to verify the copies by comparison with the
originals or (2) offer the originals to be marked for identification, after giving
each party an opportunity to inspect and copy them, in which event the
documents and things may be used in the same manner as if annexed to the
certified transcript. The exhibits shall then be filed asspecified in § 1.653(i). If
the weight or bulk of a document or thing shall reasonably prevent the
document or thing from being annexed to the certified transcript, it shall,
unless waived on the record at the deposition of all parties, be authenticated
by the officer and forwarded to the Commissioner in a separate package
marked and addressed as provided in this paragraph.

37 CFR 1.676 sets out how a court reporter should prepare
and file a certified transcript of a deposition. 37 CFR 1.676(d)
sets out how exhibits are to be marked for identification, used
at deposition, and filed. Provisions similar to those of Rule
30(f)1)(A) and (B) of the Federal Rules of Civil Procedure are
applicable to interferences.

A transcript of a deposition cannot be transmitted by fac-
simile, (37 CFR 1.6(d)(9)).

2377 Form of Transcript of Deposition

37 CFR 1.677. Form of a transcript of deposition.

(a) A trangcript of a deposition must be typewritten on opaque,
unglazed, durable paper approximately 8 1/2by 11 inches (21.8 by 27.9 ¢m.)
in size (letter size). Typing shall be double-spaced on one side of the paper in
not smaller than pica-type with a margin of 1 1/2 inches (3.8 cm.) on the
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left-hand side of the page. The pages must be consecutively numbered
throughout the entire record of each party (§ 1.653(d)) and the name of the
witness must be typed at the top of each page (§.1.653(e)). The questions
propounded to each witness must be consecutively numbered unless paper
with numbered lines is used and each question mustbe followed by its answer.

(b) Exhibits must be numbered consecutively and each must be marked ~
as required by § 1.653(i).

37 CFR 1.677 sets out the form of a transcript of a deposi-
tion.

2378 Time for Filing Transcript of Deposition

37 CFR 1.678. Transcript of deposition must be filed.

Unless otherwise ordered by an examiner-in-chief, a -certified
transcript of a deposition must be filed in the Patent and Trademark
Office within 45 days from the date of deposition. If a party refuses
to file a certified transcript, the examiner-in-chief or the Board may
take appropriate action under § 1.616. If a party refuses to file a
certified transcript, any opponent may move for leave to file the
certified transcript and include a copy of the transcript as part of the
opponent’s record.

Under 37 CFR 1.678, a transcript of a deposition must be
filed in the PTO within 45 days of the date of the deposition.

2379 Inspection of Transcript

37 CFR 1.679. Inspection of transcript.

A certified transcript filed in the Patent and Trademark Office may be
inspected by any party. The certified transcript may not be removed from the
Patent and Trademark Office for printing (§ 1.653(g)) unless authorized by an
examiner—in~chief upon such terms as may be appropriate.

2382 Official Records and Printed Publications

37 CFR 1.682, Official records and printed publications.

(a) A party may introduce into evidence, if otherwise admissible, any
official record or printed publication not identified on the record during the
taking of testimony of a witness, by filing a notice offering the official record
or publication into evidence. If the evidence relates to the party’s
case—in-chief, the notice shall be filed prior to close of testimony of the
party’s case~in-chief. If the evidence relates to rebuttal, the notice shall be
filed prior to the close of testimony of the party’s case-in-rebuttal. The notice
shall: (1) Identify the official record or printed publication, (2) identify the
portion thereof to be introduced in evidence, (3) indicate generally the
relevance of the portion sought to be introduced in evidence, and (4) where
appropriate, be accompanied by a certified copy of the official record or a
copy of the printed publication (§ 1.671(d)).

(b) A copy of the notice, official record, and publication shall be served.

(¢) Unless otherwise ordered by an examiner~in-chief, any written
objection to the notice or to the admissibility of the official record or
printed publication shall be filed within 15 days of service of the
notice. Sce also § 1.656(h).

37 CFR 1.682 sets out how a party may introduce in evi-
dence, if otherwise admissible, official records or printed pub-
lications. When a notice is served, a party is also required to
serve (but not file) copies of the official records and printed
publications. Any objection to the notice or to the admissibil-
ity of any official record or publication must be filed within 15
days of the date of service of the notice.
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If an official record or printed publication is made an ex-
hibit during a deposition or in an affidavit, it need not be sub-
mitted under 37 CFR 1.682. 37 CFR 1.682 permits a party to
make an official record or printed publication part of the evi-
dence being considered at final hearing without calling a wit-
ness. The official record or printed publication must, howev-
er, be self-authenticating. On the other hand, a party may
present the official record or printed publication as an exhibit
during testimony. When this latter course isfollowed, there is
no need to take advantage of the provisions of 37 CFR 1.682.

2383 Testimony From Another Interference or
Proceeding

37 CFR 1.683. Testimony in another interference, proceeding, or action.

(a) Prior to close of a party’s appropriate testimony period or
within such time as may be set by an examiner-in-chief, a party may
file a motion (§ 1.635) for leave to use in an interference testimony
of a witness from another interference, proceeding, or action involving
the same parties, subject to such conditions as may be deemed
appropriate by an examiner-in-chief. The motion shall specify with
particularity the exact testimony to be used and shall demonstrate its
relevance.

(b) Any objection to the admissibility of the testimony of the witness
shail be made in an oppesition to the motion. See also § 1.656(h).

37 CFR 1.683 sets out how a party may use testimony from
another interference or proceeding.

2384 Testimony in a Foreign Country

37 CFR 1.684. Testimony in a foreign country.

(a) An examiner-in-chief may authorize testimony of a witness to
be taken in a foreign country. A party seeking to take testimony in a
foreign country shall, prior to the close of the party’s appropriate
testimony period or within such time as may be set by an examiner-
in~chief, file a motion (§ 1.635):

{1} Naming the witness.

(2) Describing the particular facts to which it is expected that the
witness will testify.

(3) Stating the grounds on which the moving party believes that the
witness will so testify.

(4) Demonstrating that the expected testimony is relevant.

(5) Demonstrating that the testimony cannot be taken in this country at
all or cannot be taken in this country without hardship to the moving party
greatly exceeding the hardship towhich all opposing parties will be exposed by
the taking of the testimony in a foreign country.

(6) Accompanied byan affidavit stating that the motion is made in good
faith and not for the purpose of delay or harassing any party.

(7) Accompanied by written interrogatories to be asked of the witness,

(b) Any opposition under § 1.638(a) shall state any objection to the
written interrogatoties and shall include any cross-interrogatories to be asked
of the witness. A reply under § 1.638(b) may be filed and shall be limited to
stating any objection to any cross-interrogatories proposed in the opposition.
(c) If the motion is granted, the moving party shall be responsible for
obtaining answers to the interrogatories and cross-interrogatories before an
officer qualified to administer oaths in the foreign country under the laws of
the United States or the foreign country. The officer shall prepare a transcript
of the interrogatories, cross~interrogatories, and recorded answers to the

interrogatories and cross-interrogatories and shall transmit the transcript to
BOX INTERFERENCE, Commissioner of Patents and Trademarks,
Washington, D.C. 20231, with a certificate signed and sealed by the officer
and showing:

(1) The witness was duly sworn by the officer before answering the
interrogatories and cross)interrogatories.

(2) The recorded answers are a true record of the answers given by the
witness to the interrogatories and cross-interrogatories.

(3) The name of the person by whom the answers were recorded and, if
not recorded by the officer, whether the answers were recorded in the
presence of the officer.

(4) The presence or absence of any party.

(5) The place, day, and hour that the answers were recorded.

(6) A copy of the recorded answers was read by or to the witness before
the witness signed the recorded answers and that the witness signed the
recorded answers in the presence of the officer. The officer shall state the
circumstances under which a witness refuses to read or sign recorded answers.

(7) The officer is not disqualified under § 1.674.

(d) If the parties agree in writing, the testimony may be taken before the
officer on oral deposition.

(e) A partytaking testimony in aforeign countryshall have the burden of
proving that false swearing in the giving of testimony is punishable as perjury
under the laws of the foreign country. Unless false swearing in the giving of
testimony before the officer shall be punishable as perjury under the laws of
the foreign country where testimony is taken, the testimony shall not be
entitled to the same weight as testimony faken in the United States. The
weight of the testimony shall be determined in each case.

37 CFR 1.684 sets out how a party may take testimony in a
foreign country.

37 CFR 1.684 does not apply to cross-examination. If a
party submits an affidavit under 37 CFR 1.672(b) or intends to
rely on an affidavit under 37 CFR 1.617(e), the party must
make the affiant available for cross-examination at a deposi-
tion. See 37 CFR 1.673(e). A deposition may be noticed only
“for a reasonable time and place in the United States.” See
37CFR 1.673(a). Accordingly, it is not expected that 37 CFR
1.684(a) will be used to cross-examine affiants residing in
foreign countries. The party filing the affidavit will be re-
quired to make the affiant available for cross-examination
in the United States.

Interrogatories, cross-interrogatories, or recorded an-
swers under 37 CFR 1.684(c) cannot be transmitted by facsim-
ile, (37 CFR 1.6(d)9)).

2385 Errors in Deposition

37 CFR 1.685. Errors and irregularities in depositions.
(a) An error in a notice for taking a deposition is waived unless a motion
(§ 1.635) to quash the notice is filed assoon as the error is, or could have been,
discovered.
(b) An objection to a qualification of an officer taking a deposition is
waived unless:
(1) The objection is made on the record of the depasition before a
witness begins to testify.
(2) I discovered after the deposition, a motion (§ 1.635) to suppress
the deposition is filed as soon as the objection is, or could have been,
discovered.
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(c) An error in irregularity in the manner in which testimony is
transcribed, a certified transcript is signed by a witness, or a certified
transcript is prepared, signed, certified, sealed, endorsed, forwarded, filed, or
otherwise handled by the officer is waived unless a motion (§ 1.635) to
suppress the deposition is filed as soon as the error of irregularity is, or could
have been, discovered.

(d) An objection to the competency of a witness, admissibility of
evidence, manner of taking the deposition, the form of questions and answers,
any oath or affirmation, or conduct of any party at the deposition is waived
unless an objection is made on the record at the deposition stating the specific
ground of objection. Any objection which a party wishes considered by the
Board at final hearing shall be included in a motion to suppress under
§ 1.656(h).

(e) Nothing in this section precludes taking notice of plain errors
affecting substantial rights although they were not brought to the attention of
an examiner-in~chief or the Board.

37 CFR 1.685 sets out how objections during the taking of
depositions must be raised. Under 37 CFR 1.685(a), an error
in a notice of deposition is waived unless a motion to quash
the notice is filed as soon as the error is, or could have been,
discovered. Under 37 CFR 1.685(b), any objection to the
qualifications of the officer is waived unless (1) the objection
isnoted on the record of the deposition before the witness be-
gins to testify or (2) if discovered after the deposition, a mo-
tion to suppress is filed as soon as the objection is, or could
have been, discovered. Under 37 CFR 1.685(c), any error in
the manner in which testimony is transcribed, the transcript is
signed by a witness, or the transcript is prepared or otherwise
handled by the court reporter is waived unless a motion to
suppress is filed as soon as the error is, or could have been,
discovered. Under 37 CFR 1.685(d), any objection on the
merits to the admissibility of evidence (e.g., under the Federal
Rules of Evidence) is waived unless an objection is made on
the record at the deposition stating the specific ground of ob-
jection. Often objections are cured by subsequent testimony.
Accordingly, any objection which a party wants the Board to
consider at final hearing must also be made the subject of a
motion under 37 CFR 1.656(h).

37 CFR 1.685(d) requires an objection to be stated on the
record. An objection to the admissibility of evidence must be
stated on the record and a motion under 37 CFR 1.656(h)
renewing the objection at final hearing must be filed. No
longer will a party be permitted to attend a deposition and fail
to enter an objection only to raise the objection at final hear-
ing.

A single examiner-in—chief may rule on admissibility of evi-
dence “where appropriate” and in “unusual” circumstances.
There are times during interferences where a motion in limine
can be helpful. For example, a junior party during its case-in-
chief may wish to examine a witness on a document which was
not served as required by 37 CFR 1.673(b)(1). The senior party
objects and realizes that if the junior party is permitted to ex-
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amine the witness on the document, extensive cross-examina-
tion using numerous documents would be necessary. In order to
avoid wasting considerable time, the parties could contact the
examiner-in—chief by phone for a determination in fimine on
whether the junior party should be able to examine the witness
on the document. Under the circomstances outlined, the ex-
aminer-in—chief in his or her discretion could enter an order ex-
cluding the document from evidence. The order would be sub-
ject to a request for reconsideration. See 37 CFR 1.640(c). Or-
dinarily, however, it would be expected that parties would pre-
sent evidence subject to objection. See 37 CFR 1.675(c), last
sentence. Itisnot envisioned that a single examiner-in—chief
will routinely rule on the admissibility of evidence.

2387 Additional Discovery

37 CFR 1.687. Additional discovery.

(a) A party is not entitled to discovery except as authorized in this
subpart.

(b) Whereappropriate,a party may obtain production of documents and
things during cross-examination of an opponent’s witness or during the
testimony period of the party’s case-in-rebuital.

(c) Upona motion (§ 1.635) brought by a parfy within the time set by an
examiner-in—chief under § 1.651 or thereafter as authorized by § 1.645 and
upon a showing that the interest of justice so requires, an examiner-in-chief
may order additional discovery, as to matters under the control of a party
within the scope of the Federal Rules of Civil Procedure, specifying the terms
and conditions of such additional discovery.

(d) The parties may agree to discovery among themselves at any time. In
the absence of an agreement, 2 motion for additional discovery shall not be
filed except as authorized by this subpart.

37 CFR 1.687 sets out how a party could seek and obtain
additional discovery. “Additional discovery” is defined in 37
CFR 1.601(a). 37 CFR 1.687(c) does not change the standard
(“interest of justice”) for obtaining discovery.

Additional discovery obtained under a protective order is-
sued by either the PTO or a district court will not be admitted
in evidence in the PTO in determining the interference. All
evidence submitted in an interference must be made available
to the public under the provisions of 37 CFR 1.11(a). Accord-
ingly, any protective orders have to be vacated before a docu-
ment could be admitted in evidence in the PTO which is sub-
ject to a protective order. The following example illustrates
how the practice would work.

Example. An interference involves parly X and party Y. During the
interference, party X files a motion for additional discovery under 37 CFR
1.687(c) asking that party Y be required to produce certain documents. Party
Y opposes on the sole ground that the documents contain trade secret and
confidential information. Party Y indicates that it has no objection to
producing the documents for inspection by counsel for party X, but insists that
party X notbe permitted to inspect the documents. Accordingly, party Y asks
the examiner-in-chief to authorize the discovery subject to entry of a
protective order. Party Y argues, however, that the sanctions of 37 CFR
1.616 are not sufficient in the event of a violation of the protective order. An
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examiner-in—chief concludes that additional discovery should be ordered,
that a protective order is appropriate, and that the sanctions of 37 CFR 1.616
are not sufficient in the event of a violation of the protective order. Under the
circumstances, the examiner-in-chief would enter an order directing party Y
to produce the documents for inspection by counsel of party X on the
condition that party X seek production of the documents by a subpoena duces
secum under 35 U.S.C. 24. Upon issuance of any subpoena, party Y could
move the district court for entry of a protective order. If the district court
enters the protective order, party Y can produce the documents to counsel for
party X. If the protective order of the examiner-in-chief is violated, an
appropriate sanction up to and including judgment may be entered by the
Board. In addition, party Y would be in a position to seek contempt or
sanctions in the district court. The documents produced for interference
(until the protective order is vacated), because those documents are not
documents which can be made available to the public under 37 CFR 1.11(a).

2388 Use of Discovery

37 CFR 1.688. Use of discovery.

(a) If otherwise admissible a party may introduce into evidence, an
answer to a written request for an admission or an answer to a written
interrogatory obtained by discovery under § 1.687 by filing a copy of the
request for admission or the written interrogatory and the answer. If the
answer relates to a party’s case-in-chief, the answer shall be filed prior to the
close of testimony of the party’s case~in~chief. If the answer relates to the
examiner-in-~chief, any written objection to the admissibility of an answer
shall be filed within 15 days of service of the answer.

(b) A party may not rely upon any other matter obtained by discovery
unless it is introduced into evidence under this subpart.

37 CFR 1.688 sets out how a party can introduce into evi-
dence admissions and answers to interrogatories obtained asa
result of additional discovery.

2390 Arbitration of Interferences

35 U.S.C. 135. Interferences

L1 E 20

(d) Parties to a patent interference, within such time as may be specified
by the Commissioner by regulation, may determine such contest or any aspect
thereof by arbitration. Such arbitration shali be governed by the provisions of
title 9 to the extent such title is not inconsistent with this section. The parties
shall give notice of any arbitration award to the Commissioner, and such
award shall, as between the parties to the arbitration, be dispositive of the
issues to which it relates. The arbitration award shall be unenforceable until
such notice is given. Nothing in this subsection shall preclude the
Commissioner from determining patentability of the invention invoived in the
interference.

37 CFR 1.690. Arbitration of interferences.

(2) Parties to a patent inferference may determine the interference or
any aspect thereof by arbitration. Such arbitration shall be governed by the
provisions of Title 9, United States Code. The parties must niotify the Board in
writing of their intention to arbitrate. An agreement to arbitrate must be in
writing, specify the issues to be arbitrated, the name of the arbitrator or adate
not more than thirty (30) days after the execution of the agreement for the
selection of the arbitrator, and provide that the arbitrator’s award shall be
binding on the parties and that judgment thereon can be entered by the
Board. A copy of the agreement must be filed within twenty (20) days after its
execution. The parties shall be solely responsible for the selection of the
arbitrator and the rules for conducting proceedings before the arbitrator.
Issues not disposed of by the arbitrator will be resolved in accordance with the

procedures established in 37 CFR, Subpart E of Part 1, as determined by the
examiner-in—chief.

(b) An arbitration proceeding under this section shall be conducted
within such time as may be authorized on a case-by-case basis by an
examiner—in—chief. )

(c) An arbitration award will be given no consideration unless it is
binding on the parties, is in writing and states in a clear and definite manner
(1) the issue or issues arbitrated and (2) the disposition of each issue. The
award may include a statement of the grounds and reasoning in support
thereof. Unless otherwise ordered by an examiner-in—chief, the parties shall
give notice to the Board of an arbitration award by filing within twenty (20)
days from the date of the award signed by the arbitrator or arbitrators. When
anaward is timely filed, the award shall, as to the parties to the arbitration, be
dispositive of the issue or issues to which it relates.

(d) An arbitration award shall not preclude the Office from determining
patentability of any invention involved in the interference.

Under 37 CFR 1.690 the arbitrator can determine issues of
patentability as between the parties but a determination by
him or her that the subject matter is patentable would not be
binding upon the PTO. If the arbitrator’s award holds that a
party’s claims corresponding to the count are unpatentable over
prior art or under 35 U.S.C. 112, that determination would be
binding on that party vis-a~vis the party’s opponent and would
result in a judgment adverse to that party. The judgment,
however, would not discharge the duty that each party hasun-
der 37 CFR 1.56 to bring to the attention of the examiner in
charge of its respective application any prior art and/or reason
relied on by the arbitrator in the determination of unpatent-
ability.

It is the longstanding practice of the PTO to favor the
settlement of interferences and the PTO looks with favor on
all proper efforts in that direction as being conducive to the
termination of the proceeding. See 4 Rivise and Caesar, In-
terference Law and Fractice, § 861, p. 2956 (Michie Co. 1948)
and the Commissioner’s Notice of November 9, 1976, titled,
“Extensions of time and Filing of Papers in Interferences,”
953 Official Gazette 2 (December 7, 1976). In this regard,
the notice states that: '

...stipulations or motions for extensions of time under 37 CFR 1.245 .
will not henceforth be approved or granted, respectively, unless
accompanied by a detailed showing of facts sufficient to establish that
the action for which the extension is sought could not have been or
cannot be taken or completed during the time previously set
therefor, and that the entire extension appears necessary for the
taking or completion of that action. Since the Office favors the
amicable settlement of interferences, the foregoing requirement will
be liberally applied in the case of a first request for extension of time
for the purpose of negotiating settiement.

Consequently, the examiner-in-chief may give favorable
consideration to a motion for an extension of time for pur-
poses of settlement; however, a further motion for an exten-
sion for that purpose would not be granted unless it is accom-
panied by a schedule of specific dates showing that the parties
will make a good faith effort to promptly terminate the pro-
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ceeding. H preliminary motions under 37 CFR 1.633 have not
been filed, the examiner-in-chief would not normally extend
the time for their filing merely for purposes of settlement. In
these circumstances, the examiner-in-chief would require
that the preliminary motions be filed or that their filing be
waived.

If the proceeding is in the testimony stage, the examiner—
in-chief could grant the parties’ motion to extend all the un-
expired testimony times to close concurrently on the date the
record is due provided they file a stipulation that any evidence
to be submitted will be in one of the forms specified in 37 CFR
1.672(e) and (f); i.e., affidavit testimony or a stipulation either
as to what a particular witness would testify to if called or the
facts in the case of any party.

Analogously, the aforesaid practice would apply to arbi-
tration. 37 CFR 1.690 requires that parties who intend to arbi-
trate an interference notify the examiner-in—chief in writing
of their intention to arbitrate and file a copy of the arbitration
agreement within 20 days of its execution. Pursuant to 35
U.S.C. 135(c), an agreement to arbitrate is considered to be
one “made in connection with and in contemplation of the
termination of the interference”. The agreement must be in
writing and a copy filed in the PTO within 20 days after its
execution. The notification of intention to arbitrate must be
made in a separate paper. Merely incorporating the notifica-
tion in the agreement is not sufficient is comply with 37 CFR
1.690(a). The parties also will be required to adhere to a time
schedule approved by the examiner-in-chief such that the in-
terference proceeding can be expeditiously resolved so as to
prevent the unnecessary postponement of the beginning of
the running of the term of any patent resulting from an appli-
cation involved in the interference, Pritchard v. Loughlin, 361
F.2d 483, 149 USPQ 841 (CCPA 1966). ~

If the parties desire to arbitrate an interference prior to
the close of the motion period, the examiner~in—chief will not
normally grant an extension of time for that purpose. The
parties will be required to file their preliminary motions un-
der 37 CFR 1.633. After the motions are filed, the examiner-
in-chief could grant an extension only upon compliance with
37 CFR 1.645 which requires a showing of “good cause.” Such
a “good cause” showing would normally include a schedule,
agreed to by the parties, setting forth, inter alia, the dates
for (1) executing the arbitration agreement, (2) determining
priority, and (3) terminating the interference.

37 CFR 1.690(a) requires that an arbitration agreement
include the following:

(1) The name of the arbitrator or a date certain (not more
than 30 days after the execution of the agreement) for his or
her selection.

(2) The issues to be decided by the arbitrator.
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(3) A provision that the arbitrator’s award is binding on
the parties and that the Board can enter a judgment based
thereon.

37 CFR 1.690(c) requires that a copy of the arbitration
award be filed within 20 days from the date of the award or by
a date set by the examiner-in—-chief.

If the proceeding is in the testimony stage and the par-
ties desire to arbitrate, the examiner-in-chief could grant a
reasonable extension for that purpose. A motion for a fur-
ther extension for that purpose would not be granted un-
less it were accompanied by a schedule, agreed to by the
parties, setting forth, inter alia, the dates for (1) executing
the arbitration agreement, (2) determining priority, and (3)
terminating the interference. If the parties were to submit
the required schedule, a motion for a further extension
could be granted. If the parties file a copy of the arbitra-
tion agreement and they agree that any evidence submitted
in the proceeding will be in one of the forms specified by
37 CFR 1.672(e) or (f), the examiner-in-chief could give
favorable consideration to the parties’ motion that all the
unexpired times be extended to close concurrently on the
date the record is due. By that date, the parties would be
required to file the arbitrator’s award and their records, if
necessary, for the resolution of any issue not decided by
the arbitrator. If the award is not dispositive of all the is-
sues in the interference, the examiner-in-chief would set
brief times so that the parties could explain their evidence
relating to any issues which the arbitrator did not, or was
unable to, decide. For example, the award might be dispo-
sitive of the issue of priority between the parties and leave
for the Board’s determination the question of substituting
a new count raised in a preliminary motion under 37 CFR
1.633.

The arbitration award, filed by the parties, wouldbe in the
nature of a final decision and should include the following:

(1) The style (e.g., Jones v. Smith), the number of the
interference and the names of the real parties in interest.

(2) The subject matter in issue, i.e., the counts and a table of
counts, if necessary, indicating the relationship of the parties’
claims corresponding to each count and those claims not
corresponding thereto.

(3) The issues for decision before the arbitrator.

(4) The arbitrator’s decision. The decision may also
include a statement of the grounds and reasoning in support
thereof.

(5) A summary, if appropriate, indicating, inter alia, that
judgment should be awarded to one of the parties.

Any party to the arbitration can attack the award only in
the manner provided by 9 U.S.C. and 11.9 U.S.C. 10 reads as
follows:
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In either of the following cases the United States court in and for the
district wherein the award was made may make an order vacating the award
upon the application of any party to the arbitration—

(a) Where the award was procured by corruption, fraud, or undue
means. .

(b) Where there was evident partizality or corruption in the arbitrators,
or either of them.

(c) Where the arbitrators were guilty of misconduct in refusing to
postpone the hearing, upon sufficient cause shown, or in refusing to hear
evidence pertinent and material to the controversy; or of any other
misbehavior by which the rights of any party have been prejudiced.

(d) Where the arbitrators exceeded their powers, or so imperfectly
executed them that a mutual, final, and definite award upon the subject
matter submitted was not made.

(e) Where an award isvacated and the time withinwhich the agreement
required the award to be made has not expired the court may, in its discretion,
direct a rehearing by the arbitrators.

9 U.S.C 11 reads as follows:

In either of the following cases the United States court in and for the
district wherein the award was made may make an order modifying or
correcting the a ward upon the application of any party to the arbitration—

(a) Where there was an evident material miscalculation of figures or an
evident material mistake in the description of any person, thing, or property
referred to in the award.

(b) Where the arbitrators have awarded upon a matter not submitted to
them, unless it is 2 matter not affecting the merits of the decision upon the
matter submitted.

(c) Where the award is imperfect in matter of form not affecting the
merits of the controversy.

The order may modify and correct the award, so as to effect the intent
thereof and promote justice between the parties.

See, for example, Fairchild and Co., Inc. v. Richmond, E and
PR. Co., 516 F.Supp. 1305 (D.D.C. 1981). If such an attack
were tobe made by one of the parties while the interference is
pending before the Board, the Board would not stay the inter-
ference. Rather, the Board would issue its judgment in accor-
dance with the award. So long as the award is in compliance
with 37 CFR 1.690, it would carry the presumption that the
arbitrator acted correctly in making his or her decision and ac-
cordingly the party designated by the award as the prevailing
party would be entitled prima facie to a judgment in its favor.
If the dissatisfied party brings an action in an appropriate
United States district court and if the court vacates, modifies,
or corrects the award, the Board would take action consistent
with the court’s findings. No action would lie in the PTO to
vacate or correct an arbitration award, unless all parties
agreed in writing.

The following examples illustrate the proposed practice of
the PTO concerning arbitration.

EXAMPLE 1
Arbitration Practice — Preliminary Stage

An interference is declared on or after February 11, 1985. The
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements. The

parties decided to arbitrate the interference in accordance with 37 CFR
1.690 and file a motion for an extension of time so that they can “freely”
arbitrate the interference, but do not file a waiver of their right to file motions.

The examiner-in-chief would deny the motion because the parties’
intention to arbitrate, in and of itself, does not constitute a showing of “good
cause” within the means of 37 CFR 1.645(a). Even if the parties file an
agreement to arbitrate, the PTO would not grant any extension of time to
permit the parties to “freely” arbitrate an interference prior to the expiration
of the time for filing preliminary motions.

EXAMPLE 2
Arbitration Practice — Testimony Stage

An interference is declared on or after February 11, 1985. The
examiner-in—chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633. The parties file preliminary
motions; the examiner-in—chief renders a decision thereon and sets the
testimony times. The parties file a notice of intent fo arbitrate the
interference under 37 CFR 1.690(a) and a motion for a one month extension
of the testimony times. The examiner-in—chief could grant the motion, but
would indicate that if the parties file another motion for an extension for that
purpose, the motion must be accompanied by a schedule, agreed to by the
parties, setting forth the dates for (1) executing the arbitration agreement, (2)
determining priority and (3) terminating the interference.

The parties file a motion for an additional one month extension of time to
permit the parties to arbitrate the interference. Accompanying the motionis
a proposed schedule of times and a copy of the arbitration agreement which
provides, inter alia, (i) the name of the arbitrator or a date certain for his
selection, (ii) that the arbitrator’s award will be binding on the parties, (iii) the
issues to be decided by the arbitrator and (iv) that the award will be filed by the
date therecord isdue. The parties also indicate that the evidence tobe filed in
the proceeding will be in one of the forms specified by 37 CFR 1.672(¢) or (f).
The examiner-in-chief could grant the motion and indicate that he or she will
give favorable consideration to a motion to extend all the unexpired times to
¢lose concurrently on the date the record is due should the parties request
such,

On the date for filing the record, the parties file the arbitrator’s award
and their evidentiary records, if necessary. The award states (i) the style and
number of the interference and the real parties in interest, (ii) the subject
matter in issue and the parties’ claims which costespond thereto and which do
not correspond thereto, (iii) the issues for decision before the arbitrator, (iv)
the arbitrator’s decision (which may include a statement of the grounds and
reasoning in support thereof) and (v) that judgment should be awarded to one
of the parties. The examiner-in chief examines the award to ensure that it
complies with 37 CFR 1.690 and is dispositive of the issues in the interference
which can be decided by the arbitrator. If the award is otherwise acceptable,
the Board would issue a judgment based on the award. If the award is not
dispositive of all the issues in the interference, the examiner-in-chief would
determine how the interference will proceed.

EXAMPLE 3

Arbitration Practice — Award Decides Interference=in-
Fact Issue and Junior Party Takes No Testimony

An interference is declared on or after Febrvary 11, 1985. The
examiner-in-chief sefs a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary siatements. The
junior party files a motion for judgment under 37 CFR 1.633(b) on the
grounds that there is no interference-in-fact between his claims correspond-
ing to the count and his opponent’s claims corresponding thereto. The
examiner-in-chief denies the motion, examines the preliminary statements
and sets the testimony times.
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During the testimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of their intent to arbitrate and file
an arbitration agreement which is approved by the examiner-in-chief. On
the date for filing the record, the junior party files the award together with a
motion requesting that the interference be terminated in view of the award.
He or she does not file a record. In his or her award the arbitrator holds that
no interference-in-fact exists between the parties’ claims corresponding to
the count.

The motion would be denied because the award decides a matter of
patentability which would not result in a judgment adverse to one of the
parties. Consequently, the junior party would be placed under an order to
show cause why judgment under 37 CFR 1.652 should not be entered against
him or her for his or her failure to file an evidentiary record by the time set
therefor. In response to the order, the junior party requests final hearing to
review the examiner—in-chief’s denial of the motion for judgment and a
testimony period to show no interference-in-fact. The examiner-in—-chief
would grant the junior party’s request to the extent that final hearingissetand
would deny the request for testimony because the junior party already had the
opportunity to take testimony on the matter.

EXAMPLE 4
Arbitration Practice — Cannot Decide Patentability

An interference is declared on or after February 11, 1985. The
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements. The
junior party files a motion for judgment under 37 CFR 1.633(a) on the
ground that the claims cosresponding to the count are unpatentable over
prior art. In hisor her decision on motions, the examiner-in-chief grants the
motion and places both parties under an order pursuant to 37 CFR
1.640(d)(1) to show cause why judgment should not be entered against them
as to the count. In response to the order, the senior party files a paper in
accordance with 37 CFR 1.640(e) purportedly showing good cause why
judgment shouid not be entered in accordance with the order and a motion
requesting permission to arbitrate the patentability issue. The examiner-in-
chief would deny the motion. The arbitrator is without authority to
established vis-a-vis the public that the subject matter of the count is
patentable. Thus, the arbitration will serve no useful purpose. The Board
would consider the senior party’s paper and enter an appropriate order.

EXAMPLE 35
Arbitration Practice — Award After Decision on Metions

An interference is declared on or after February 11, 1985. The
examiner-in—chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements. The
junior party files a motion for judgment under 37 CFR 1.633(a) on the
ground that the claims corresponding to counts 1 and 2 are unpatentable over
prior art. In hisor her decision on motions, the examiner-in-chief grants the
motion with respect to count 1, denies the motion with respect to count 2and
places both parties under an order pursuant to 37 CFR 1.640(d)(1) to show
cause why judgment should not be entered against them as to count 1. The
senior party files a paper in accordance with 37 CFR 1.640(e); the junior
party, a response thereto. The Board considers the paper and the response
thereto and based on the record enters judgment adverse to both parties as fo
count 1. Thereafter, the examiner-in-chief examines the prefiminary
statements and sets dates for taking testimony and filing the record.

During the testimony period, the parties decide to arbitrate the
interference, notify the examiner~in-chief of their intent to arbitrate and file
an arbitration agreement which is approved by the examiner—in-chief. Inhis
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or her award, the arbitrator decides that judgment should be awarded to the
junior party. On the date for filing the record, both parties file the award
together with a motion requesting that the interference be terminated in view
of the award. No record is filed.

The motion would be granted and accordingly it would be held that the
senior party is not entitled to a patent containing claims corresponding to
count 2.

EXAMPLE 6
Arbitration Practice—Award Decides Patentability

An interference is declared on or after February 11, 1985. The
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements. No
motions for judgment under 37 CFR 1.633 are filed and after the
examination of the preliminary statements, the examiner-in~chief sets the
testimony times.

During the festimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of theirintent to arbitrate and file
anarbitration agreement which is approved by the examiner—in~chief. Inthe
award, the arbitrator finds (1) that the evidence is insufficient to establish a
prior public use bar under 35 U.S.C. 102(b) against the junior party, (2) that
the claims of the junior party corresponding to the count are patentable under
35 U.S.C. 103 over the prior art cited by the senior party to the junior party,
and (3) that judgment on priority should be awarded to junior party. On the
date for filing the record, the parties file their records and the award together
with a motion requesting that the interference to be terminated in view of the
award.

‘The motion would be granted and accordingly it would be held that the
senior party is not entitled to a patent containing his or her claims
coriesponding to the count. After the termination of the proceeding, each
party has the duty under 37 CFR 1.56 to bring before the primary examiner
the evidence concerning the purporied public use bar and the prior art cited
by the senior party and/or considered by the arbitrator.

EXAMPLE 7

Arbitration Practice—Award Grants Priority te Junior
Party Contingent upon Granting of Preliminary Motion
Under 37 CFR 1.633(c)

An interference is declared on or after February 11, 1985. The
examiner-in~chief sets a time in accordance with 37 CFR 1.611 for filing
Preliminary motions under 37 CFR 1.633 and preliminary statements. The
junior party files a motion under 37 CFR 1.633(c)1) to substitute another
count. The examiner-in-chief denies the motion, examines the preliminary
statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of their intention to arbitrate and
enter into an arbitration agreement which is approved by the examiner-in-
chief. The agreement provides that any evidence to be submitted by the
parties will be in the form of a stipulation under 37 CFR1.672(e) and (f). The
parties file a motion requesting that all the unexpired testimony times be
extended to close concurrently on the date the record is due. The motion
would be granted.

On the date for filing the record, the junior party files his or her record
and the award. The award states, inter alia, that if the Board at final hearing
should grant the junior party’s motion under 37 CFR 1.633(c)1) tosubstitute
& new count, judgment should be awarded to the junior party based on the
evidence. Gtherwise, the award states that judgment should be awarded to the

senior party.
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The examiner-in-chief sets the brief times and after the filing thereof the
interference would be set for final hearing so that the Board can review the
examiner-in-chief’s denial of the junior party’s motion under 37 CFR
1.633(c) and issue an appropriate judgment based on the award.

EXAMPLE 8
Arbitration Practice—Award Attacked

An interference is declared on or after February 11, 1985. The
examiner-in~-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements. No
preliminary motions are filed. The examiner-in-chief examines the
preliminary statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of their infention to arbitrate and
file an arbitration agreement which is approved by the examiner-in-chief.

On the date for filing the record, both parties file their records. The
junior party files the award which states that judgment should be awarded to
him or her and a motion for judgment based on that award. The senior party
files an opposition to the motion for judgment on the grounds (i) that the
award contains errors of law, (ii) that the award was procured by “corruption,
fraud or undue means” in violation of 9 U.8.C 10(a), and (iii) that the
arbitrator exhibited “evident partiality” in violation of 9 U.S.C. 10{b) and was
“guilty of misconduct ... in refusing to hear evidence pertinent and material”
to the interference, citing 9 U.S.C. 10(c).

The Board would grant the judgment based on the award, holding that
the senior party is not entitled to 2 patent containing claims corresponding to
the count. Solong as the award is incompliance with the provisions of 37 CFR
1.690, it would carry a presumption that the arbitrator acted properly in all
respects. Consequently, before the PTO the award is binding upon the parties
and the junior party is prima facie entitled to a judgment in its favor. Thus, no
action fies in the PTO as regards the matter raised by the senior party. The
senior party’s action lies in an appropriate United States district court and the
PTO would take any action consistent with the court's decision.

EXAMPLE 9

Arbitration Practice — Award Cannot Modify Board’s
Final Decision

An interference is declared om or after Febrvary 11, 1985. The
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements. No
motions are filed. The examiner-in-chief examines the preliminary
statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference and enter into an arbitration agreement. neither party notifies
the examiner-in~chief of their intent to arbitrate nor do they file a copy of the
agreement in the interference. Both parties timely file their records and
briefs. Both waive oral argument. The Board enters a final decision after
consideration of the evidence in favor of the senior party.

The junior party requests reconsideration of the Board’s final deci- sion,
submits a copy of the arbitration award and moves that the Board set aside its
final decision and enter judgment in his favor based on the award. In support
of its request, the junior party cites 9 U.S.C. 9, which provides that “any party
to the arbitration may apply to the court so specified for an order confirming
the award” and 35 U.S.C. 135(d) which provides that title 9 applies to
interference arbitrations.

The Board would deny the motion to set aside. The parties did not
comply with 37 CFR 1.690(a), i.e., notify the examiner-in-chief in writing of
their intention to arbitrate and file a copy of the arbitration agreement within
twenty (20) days of its execution. The denial of the motion is an appropriate
sanction under 37 CFR 1.616. Such action by the Board is considered
congistent with long-standing interference practice. Cf. Humphrey v. Fickert.,
1904 C.D. 447 (Comm'r Pats. 1904) wherein the Board, after it had
considered the evidence, refused to set aside its award of priority to Fickert
and act upon the Fickert’s concession of priority in favor of Humphrey, the

losing party.

EXAMPLE 10

Arbitration Award Filed With Record — No Notice
to Examiner-in-Chief

An interference is declared on or after February 11, 1985. The
examiner-in~chief sets a time in accordance with 37 CFR 1.611 for filing

preliminary motions under 37 CFR 1.633 and preliminary statements.
No motions are filed. The examiner-in-chief examines the preliminary
statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference and enter into an arbitration agreement. Neither party notifies
the examiner-in-chief of the agreement. The junior party timely files its
record together with a copy of the arbitration award and a motion for
judgment based on the award.

The motion would be denied. Under the provisions of 37 CFR 1.616, the
examiner-in-chief would place both parties under an order to show cause
why judgment should notbe rendered against them for their failure to comply
with 37 CFR 1.690(a), i.e., failing to notify him or her of their intent to
arbitrate and file a copy of the arbitration agreement.
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