xaminer’ s Letter or Action
,Primary Examih«,r Indicates Actlon for ‘New
- Asswtant i
1(a) Partial gngnatorv Authority : ,
Actions whnch Require the Perwonal Attent.on ~
ry E(aminer . , G
‘ Ir Action, and vae—Year

Initial ﬁeiitence
Citation of Referen

nts of Drawings Cop1e~ of (‘xted Referencee Pronded byly

to Use
“ith ‘Applicants

\ (‘itmg Referencea
Dmes of Declasxﬁed Prmted

707.05(g :
707.06 on of Decisions, Orders, Men orandum
‘ and Notices . ,
707.07 Completeness and Clarity
- 707 7(a)  Action on Formal Matters
707.07(b) Reqmrmg New. Oath
706.03(g) Prolix 707.07(c) Draftsmans Requirement .
. :706.03(h) Nonstatuto ‘ 707.07(4) Lanf'uage To:-Be Used in: Rejectmns
_ 706.03(1)  Aggrezat o  707.07(e) Note All Outstanding Requirements.
10 ) i ; . . 707T.07(f) Answer All Material Traversed
1 o'uble Patenting 707.07(g)  Piecemeal Examination
“ ey ' 707.07(h) '\OtlfV of Inaccuracies in Amendment
707.07(_i) . Each Claim To Be Mentioned in Each .

706.03(b)

706.03(c)  Funet ,
706.03(d) - Vague angd Indefinite
706.03(e) Product by Process
700.03(1) . Incomplete

J 70u 3(1) Mutxphcxtv ‘
. 706.03(m) Nonelected Inventxons

- 706.03(n) Correspondence of Claim hnd Diec!ocwe  Letter
700.02 (o) . New Matter 707.07( j) State When Claims Are Allowable

706.03(p)  No Utility i ' 707.07(k) Numbering Paragraphs

706.03(q) = Obvious \[pthod 70708 Review and Initialing by Assistant ‘Examiner
706.03(r)  Mere Furction of Machine Signing by Primary or Other Authorized
706.03(s) - Statutery Bar. “Examiner : “
706.03(t) - Other &&q'rned &ppllcatxon 707.10 Entry

706.03(n) Disclaimer . 707.11 Date

706.03(v) After Imerference or.Public L'<e Proceed- 70712 Mailing
-ing , 707.13 Returned Office Action

" 706.03(w) . Res Judir-ata‘f 708 Order of Examination
706.03(x) Reissue " 70801 List of Special Cases
706.0%(y)y Improper Markush 708.02 Petition to Make Special :
708.03(z) Undue Breadth 708. 03 Examiner Tenders His Resignation

0709

706.04 Rejection of Previously Allowed Claim 709~ Suspension of Action

706.05 Rejection After Allowance of :Appiication ‘ 700.01 Over]appmg Applications by Same Applicant
706.06 Rejection of Claims Copied from Patent .. or owned by Same Assignee

706.07 Final Rejection . 709.02 Actions Following (A:rresmndence under Rule
708.07(a) When Proper on Second Action , 202 : ‘ .
706.07(b)  When Proper on First Action .+ 710 Period for Response

706.07(c)  Premature : 710. 01 Statutory Period

708.07(d)  Withdrawal of Premature , o 710.01 (a) - Statutory Period: How Computed
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71002 Shortened Statutoiy Period and Time Limit

Actions
710.02(bh) Situations in Which Used : Shortened Stat-
utory Period S
71002{c) Siturtions in Which Used: Time Limit
Actions

710.02(3) Differences Between Shortened Statutory
and Time Limit Perlods

710.02{e} FExtension of Time

710.04 Two Periods Running

710.04¢(a) Copring Patent Claims

710.05 Feriod Ending on Saturday, Sunday or Holi-

day

710.06 Miscellaneous Factors Determining Date

711  Abandonment

711.01 Express or Formal Abandonment

711.02 . Failure to Take Required Action During Statu-
tory Period

711.02(a) Insufficiency of Response
711.02(b) Special Situations Involving Abandonment
711.02(c} Termination of Proceedings

711.03 Reconsideration of Holding of Abandonment
Revival

711.03(a) Holding Based on Insufficiency of Response

711.03(b) Holding Based on Failure to Respond With-
in Period

711.03(c) Petitions Relating to Holding of Abandon-
ment

711.03(d) Examiner's Statement on Petition Relat-

ing to Abandonment
711.04 Disposition of Abandoned Applicitions

711.04(a) Pulling and Forwarding

711.04(b) Ordering Abandoned Files

711.05 Letter of Abandonment Received After Appli-
cation is Allowed

711.06 Abstracts, Abbreviatures and Defensive Pub-
lications

711.06(a) Use of Abstracts, Abbreviatures and De-

sive Publications as References
712  Abandonment for Failure to Pay Issue Fee (For-
feiture)
713 Interviews

713.01 General Policy. How Conducted

713.02 Interviews Prior to First Official Action

713.03 Interviews for “Sounding Out” Examiner Not
Permitted

713.04 Substance of Interview Must Be Made of
Record

713.05 Interviews Prohibited or Granted, Special
Situations

713.06 No Imter Partes Questions Discussed Ex Parte

712.07 Exposure of Other Cases

713.08 Demonstration. Exhibits, Models

713.09 Finally Rejected Application

713.10 Interview Precoeding Filing Amendment Under

Rule 312
714  Amendments, Applirant’s Actions
714.01  Signatures to Amendinents
714.01(a) Unsigned or Improperly Signed Amend-
ment

Rev, 17, July 1968

714.01(b) Unsigned or Improperly Signed Amend-
.- . ment, Disposal of
714.01¢c)  Signed by Attorney Not of Record
714.01(d) Amendment Signed by Applicant But Not
by Attorney of Record
71401{e} Power of Attorney to & Firm
714.02 Must Be Fully Responsive
71403 Amendments Not Fully Respongive, Action to
: Be Taken
714.04 Claims Presented in Amendment with No At-
tempt to Point Out Patentable Novelty
714.05 Examiner Should Immediately Inspect
71406 Amendments Sent to Wrong Group
71407 "Amendments Not in Permanent Ink
714.08 Telegraphic Amendment
714090 Amendments Before First Office Action
71410 Claims Added in Excess of Filing Fee
71411 Amendment Filed During Interference Pro-
ceedings
71412 Amendments After Final Rejection or Action
71413 Amendments After Final Rejection or Action,
Procedure Followed .
71414 Amendments After Allowance of All Claims
714.15 Amendment Mailed Before, but Received in
Examining Group After Allowance
71416 Amendment After Notice of Allowance, Rule
312
714.16(a) Copied Patent Claims
714.16(b} Filed with a Motion Under Rule 231
714.16(c) Additional Claims
71416(d) Handling
714.16(ey Entry in Part
71417 Amendment Filed After the Period for Re-
sponse Has Expired
71418 Entry of Amendments
714.19 List of Amendments, Entry Denied
71420 List of Amendments Entered in Part
71421 Amendments Inadvertently Entered, No Legal
Effect
71422 Entry of Amendments, Directions for
714.23  Entry of Amendments, Directions for, Defec-
tive
71424 Amendment of Amendment
714.25 Discourtesy of Applicant or Attorney
715 Swearing Back of Reference—Affidavit Under
Rule 131
715.01 Reference Claims Foreign Filing Date
715.01(a) Reference a Joint Patent to Applicant and
Another
715.01(b) Reference and Application have Common
Assignee
71501(c) Reference is Publication of Applicant’s
Own Invention
715.02 General Rule as to Generic Claims
715.03 Exceptions and Practice Relative to Chemieal
Cases
7150.04 Who May Make Affidavit
T15.05 Patent Claiming Same Invention
715.06  Affidavit Under Rule 131 Must Be Removed

Before Inferference




, mmumex

71507 Fm:ts and Dmumentary Evidence
715.07(a) ]
T15.07(b)
1507 (¢} ~ Have Been
o ied Out in This Country
715.07(d) - Disposition of Exhibits
715.08 Passed Upon By Primary Examiuer
71500 Seagonable Presentation
716 Affidavits Traversing Rejections,
717 . File \\1.1pper ; i
717.01 . Papers in File W1 apper
717.01¢a)
317.01(hy Prints'
717.02 - Date Entered on Fx]e Wrapper.

Rule 132

T17.02(a) Statutory Period Lnda On Qunda\ or Holi~
day o

717.02(b; Name or Residence of Im soTer Gy Tme
Changed

1708  Classification During [‘ﬁmmatmn :

717.04 Index of Claims :

T17.05  Field of Search

71704  Foreign Filing Dates

T17.07 Re}med’ Applications

701 Statutory Authority for Examma-

tion

35 U.8.C. 131. The Commissioner shall cause an ex-
amination to be made.of the application and the alleged
new invention; and if on such examination it appears
that the applicant is entitled to a patent under the law,
the (,omxmssmner shall issue 3 patent therefor.

The main conditions prer'edent to the grant

of a p
35 U.S.C. 101, 102, 103

702 Regquisites of the Application

The Examiner should be careful to see thar
the application meets all the requisites sur
forth 1n Chapter 600 hoth as to formal matters
and as to the completeness and clavity of the
diselosure. If all of the requisites are not
met, applicant may be ecalled upon for neces-
sary amendments. Such amendments. how-
ever. must not include new matter.

702.01 Obviously Informal Cases

When an _application is reached for its fll‘m
action and it is then discovered to be impras
tical to give a complete action on the merit-
heeause of the paueity of diselogure, the fol-
lowing procedure may he followed: (1) A
reasonable search shonld be made of the in-
vention o far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited: (2) Infor-
m.lhhm noted by Applieation Branel and de-
ficiencies in the drawing should be pointed out

Arrangement of Pspera in File Wrapperr

01" APPLICATIONS

- b\' means m attacbments to the Exammer s let-
_ter (see 70
_ be1 1n

atent to an applicant are set forth in

623

04

7(a)); (3) A requirement should

thattlw specification be revised

ic Engiish and U , :
claims should be re}ected as

re% xred by 3;),,{'.& 112 if they are informal.
A blanket rejection is usually sufficient.

should not attempt to point
1 formaht\ in the

The Examin
out the specxﬁc Qi1
specification and claims. )
applicant to revise the application to Tender
it 1n proper form for a complete examination.
, Appln ants should make every effort to follow
U.S. practices and terminology when preparing
a case for filing. If this has not beern: done, a
prompt. amendment should be made, avoiding
the introduction of new matter, but putting the
case in proper form.

For the procedure 1o be followed wien only
the drawing is informal. see 608.02¢a) and
$08.02(b).

703

“General Information Concerning
Patents’ Sent Instead of “Rules of

Practice™

The pamphlet “General Information Con-
cerning Patents”™ may be sent to an applicant
lmndlmg his own case “hen the Examiner
deems it advisable. ,

704 Search

After reading the specification and claims,
the Examiner searches the prior art.

The subject of searching is more fully
treated in Chapter 900, See 904 through
904.02. The invention should be thoroughly
understood before a search is undertaken.
However. informal cases, or those which can
only be imperfectly understood when they"
come up for action in their regular turn are
also given a search. in order to mmd piece-
meal prococuhon

Previors EXAMINER’S SEARCH

When an examiner is assigned to act on an
applieation which has ree oned one or maore ac-
tions hy some other examiner, full faith and
credit shonld be given 1o the search and action
of the previous examiner unless there iz a clear
error in the previous action or knowledue of
other prior art. TIn general the second Exam-
iner should not take an entirely new ap-
proach to the case or attempt to rveorient the
point of view of the previous Fxaminer, or
make a new search irn the mere hope of finding
something.  See T17.05.
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705  Patentability Reports

Where an application,
one examining group, 18

ound to contain one

' or more claims per se classifiable in one or more

other groups, which claims are not divisible
infer se or From the claims which govern classi-
fication of the'apglication in the first group, the
application may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated claims. is
report will be known as a Patentability Report
(P.R.) and will be signed by the Primary Ex-
aminer in the reporting group.

T}:le report, if legibe written, need not be

ped. , ;
Note that the Patentability Report practice
is suspended, except in extraordinary cireum-
stances, See 705,01 (e).

Instructions re Patentability
Reports

705.01

In the prosecution of an application under
conditions authorized in the Notice of Novem-
ber 10, i948, relating to Patentability Reports.
the following procedure should be observed.

When an application comes up for any ac-
tion and the Primary Examiners involved
agree that a Patentability Report is necessary.
the application will be forwarded to the proper
group with a memorandum attached. for in-
stance, For Patentability Report from Gronp
.......... as to Claims ________.

705.01(a) Nature of P.R., Its Use and
Disposal

The Primary Examiner in the group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a ease has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state, The Pat-
entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the application is
regularly assigned.

The Examiner preparving the Patentability
Report will be entitled to receive un explana-
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tion of the d”lsclosurefrom ‘the Examiner to

Pro‘peﬂy assigned to

‘whom the case is assigned to avoid duplication
of work. 1If the Primary Examiner in a re-

porting group is of the opinion that a Pat-
entability Report is not in order, he should so

~advise the Primary Examiner in the forward-

ing group.
 D18sAGREEMENT AS TO CLASSIFICATION

Conflict of opinion as to classification may
be referred to an Examiner of Classification
for decision.

If the Primary Examiner in the group
having jurisdiction of the case agrees with the

 Patentability Report, he should incorporate the

- 64

substance thereof in his action, which action
will be complete as to all claims. The Pat-
entability Report in such a case will nof be
given n paper number but will be allowed to
remain in the file until the case is finally dis-
posed of by allowance or abandonment, at
which time it should be removed.

DISAGREEMENT ON PATENTABILITY RerorT

If the Primary Examiner does not agree
with the Patentability Report or any portion
thereof, he may consult with the Primary Ex-
aminer responsible for the report. If agree-
ment as to the resulting action cannot be
reached, the Primary Examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the

file. .
ArpeEal. TAREN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s answer.
At the time of allowance, the application may
be sent to issne by said group with its clas-
sification determined by the controlling claims
remaining in the case,

7053.01(b) Sequence of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdiction of the
case will direet that a complete search be made
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ma:ht relevant wo}.h;:s claims p}‘ior to re-
e cass to another group for repocrt.
The group to which the case is referred will
beIafdth' o of the results of thés search. .

e Supervisory Primary Examiners are o
the opinion that a different sequence of search
is expedient, the order of search should be corre-
spondingly modified.

705.01(¢) Counting and Recording
P.R.’s [R-16]

The forwarding of the application for a Pat-
entability Report is not to be treated as a
transfer by- the forward.inﬁ group. When
the P.R. is completed and the application is
ready for return to the forwarding group,
it is not counted either as a receipt or action
by transfer. Credit, however, is given for the
time spent. See 1705.

A box is provided on each file wrapper
headed “P.R. Group - .- ” and the number of
the %roup making the P.R. is entered in
pencil. _

The date status of the application in the
reporting group will be determined on the
basis of the dates in the group of original
jurisdiction. To insure orderly progress in the
reported dates, a timely reminder should be
furnished to the group making the P.R.

705.01(d) Duplicate Prints of Draw-
ings

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. That this has been done may
be indicated by a pencil notation on the file

wTapper. -
en a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned, NOTIFICATION oi this fact will
AT ONCE be given bv the group having
jurisdiction of the case to eac up that
submitted a P.R. The Examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use ([R-

16]

The above outlined Patentability Report
practice is not obligatorv and should be re-
sorted to only where it will save total exnminer

primary lmportance.

705.01 (e)

time or result in improved quality of action
due to specialized knowledge. A saving of to-
tal examiner time that is required to give a
complete examination of an application is of
! ; Patentability Report
practice is based on the proposition that when
plural, indivisible inventions are claimed, in
some instances either less time is required for
examination, or the results are of better qual-
ity, when specialists on each character of
claimed invention treat the claims directed to
their specialty. However, in many instances a
single examiner can give a complete examina-
tion of as good quality on all claims, and in
less total examiner time than would be con-
sumed by the use of the Patentability Report
practice.

Where claims are directed to the same char-
acter of invention but differ in scope only,
prosecution by Patentability Report is never
proper.

Exemplary situations where Patentabilit
1Reports are ordinarily not proper are as fol-
ows:

(1) Where the claims are related as a manu-
facturing process and a product defined by the
process of manufacture. The examiner having
jurisdiction of the process can usually give a
complete, adequate examination in less total
examiner time than would be consumed by the
use of a Patentability Report. '

(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics is made. The examiner having jurisdic-
tion of the product can usually make a com-
plete and adequate examination.

(3) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination per se. The examiner having
jurisdiction of the subcombination can usually
make a complete and adequate examination.

Because of the high percentage of new ex-
aminers, situations frequently arise where the
Patentai)ility Report would of necessity be
made by an examiner who knows less about the
art than the examiner seeking the Patentabil-
ity Report. Then there are also situations
where the examiner seeking the report is suffi-
ciently qualified to search the art himself.

In view of these conditions which are ex-
pected to prevail for some time to come, it is
felt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port pracrice. Where it can be shown, however,
that - Patentability Report will save total
examiner time, exceptions may be permitted
with the approval of the Group Manager
of the group to which the application is as-
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765.01(f)

gsigned. The “Approved” stamp should be im-
%relgnd ‘on the Ig’exno’t-andnm pmquesting the

705.01(f) Interviews With Applicants

In situations where an interview is held on
an application in which a Patentability Report
bas adopted, the reporting group may be
called on for assistance at the interview when
it concerns claims treated by them. (Basis:
Notice of November 12, 1948.) See 713 to
713.10 regarding interviews in general.

706 Rejection of Claims [R-16]
Although this of the Manusl explains
the roe:s\l: i

re in rejecting claims, the Examiner

d never overlook the importance of his

role in allowing claims which properly define
the invention.

Rule 108. Refection of claims. (a) If the invention

1s not considered patentable, or not considered patenta-

ble as ¢laimed, the claima, or those considered unpat-

entable will be rejected.
(b) In rejecting claims for want of novelty or for

want of invention, the examiner must cite the best ref-
erences at his command. When a reference is complex
or shows or describes inventions other than that claimed
by the applicant, the particular part relled on must be
designated as nearly as practicable. The pertinence
of each reference, If not obvious, must be clearly ex-
plained and each rejected clalm specified.

The standards of patentability applied in the
examination of claims must the same
throughout the Office. In every art, whether it
be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the require-
mentg for patentability (e.g., novelty, usaful-
ness and unobviousness, as provided in 35 U.S.C.
101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all of the features of an invention (ie., is
a “picture” claim) is never, in itself, justifica-
tion for the allowance of such a claim.

When an application discloses patentable
subject matter and it is apparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the claims in their
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tion or rejection of the claims. The Exam-
iner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction.

Rev. 16, Apr. 1888
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has been completed that pa j

tenta-
?flo imvenf.ionl '“e‘;i not be:in_cla.imed ;.r;d that
P riy Cislm such claims ma
favome consideration. y e given
‘Rule 112. Reczamination and reconsideration. After
response by applicant (rule 111) the application will
be reexamined and reconsidered, and the applicant will
be notifled If claims are rejected, or objections or re-
quirements made, in the same manner as after the first
examination. Applicant may respond to such Office ae-
tion, in the same manner provided in rule 111, with or
without amendment, but any amendments after the
second Office action must ordinarily be restricted ts
the rejection or to the objections or requirements made,
and the application will be again considered, and so on
repeatedly, unless the examiner has indicated that the
action is final,

706.01 Contrasted With Objection

The refusal to t claims because the sub-
ject matter as claimed is considered unpatenta-
ble is called a “rejection.” The term “rejected”
must be applied to such claims in the Exam-
iner’s letter. If the form of the claim (as dis-
tinguished from its substance) is improper, an
“objection” is made. The practical difference
between & rejection and an objection is that a
re{)ect:ion, involving the merits of the claim, is
subject to review by the Board of Appeals,
while an objection, if feraisted in, may be
reviewed only by way of petition to the Com-
missioner.

An example of a matter of form as to which
objection is made is dt(aipende-ncy of a claim on a
rejected claim, if the dependent claim is other-
wise allowable. See 608.01(n).

706.02 Rejection on Prior Art [R-

16]

By far the most frequent ground of rejection
is on the ground of unpatentability in view of
the prior art, that is, the claimed matter
is either not novel under 35 U.S.C. 102, or else
it is obvious under 35 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal. See 707.07 é\‘,i_[)

Prior art rejections should ordinarly be con-
fined strictly to the best available art. Excep-
tions may properly be made, e.g., (1) where the
propriety of a 35 U.S.C. 102 rejection depends
on a particular interpretation of a claim; (2)




EXAMINATION OF APPLICATION

where a claim is met only in terms by a refer-
ence which does not disclose the inventive con-
cegt involved; or (8) where the most nent
reference seems likely to be antedated by a Rule
131 affidavit. Such rejections should be backed
up by the best other art rejections available.
Lfere y cumulative rejections; i.e., those which
would clearly fall if the primary rejection were
not sustained, should be avoided.

A U.S. patent may be a reference against an
application even though the patent date is af-

66.1

706.02

ter the filing date of the application, pro-
vided thatuﬁe filing date o? pthe pa.tenlt;) is
rior to the filing date of the application.
t is proper to use such a patent as a hasic
or an auxiliary reference and such patents
may be used together as basic and auxiliary ref-
erences. This goctrine arose in Alexander Mil-
burn Co. v. Davis-Rournonville Co., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 U.S.C. 102(e). It was held appli-
cable to rejections under 85 U.S.C. 103 by the

Rev. 16, Apr. 1968
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after the ﬁl

706 02 (a) / Establnshmg “Well Known

_Prior Art

Thmcrc beheved to be known to those skllled
in the art are often asserted by the Examiner
to be “well known” or “matters of common
knowledge™. If justified, the Examiner should
not be oﬁ]med to spend time to produce docu-
mentary proof IF the knowledge is of such
notorious character that judicial Tnotice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589: 543 O.G. 440. If the ap-
licant traverses such an assertion the Exam-
iner should cite a reference in support of his
position.

Failure of the applicant to seasonably chal-
lenge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332; 538 O.G. 744; In re Chevenard. 1944 C.D.
141: 500 O.G. 196. This applies also to asser-
tions of the Board. In re Selmi. 1946 C.D.
525: 591 O.G. 160; In re Flscher 1942 C.D.
295; 538 O.G. 503. , ‘

706.03 Rejectmns Not Based on Prlor
Art [R-18]

The primary object of the examination of an
application is to determine whether or not the
claims define a patentable advance over the
prior art. This consideration should not be
relegated to a secondary position while undue
enlph 115 is given to non-prior art or *technical™
rejections. “Effort in examining should be con-
centrated on truly essential matters, minimizing
or eliminating effort on technical rejections
which are not really critical. Where a major

technieal rejection is proper (e.g., lack of proper |

disclosure, nndue breadth, ntility. ete.) such re-
jection should he stated wrth a full development
of the reasons rather than by a mere conclusion
coupled with some Lf(xrmf\pod expression,

Generally speaking, the inclusion of (1)
negative limitations and (2) alternative ex-
pqumm provided that the alternatively ex-
pressed elements are basically equivalents for
the purpose of the invention, are permitted if no
nncertainty or ambignity with respect to the
question of scope or hreadth of tfe elaim: is
presented.

The Examiner has the responsibility to make
sure the wording of the elaims is sufficiently de-
finite to rmwmh]\ determine the cope. Tt is
applicant’s respongibility to select proper word-

67

1e claim. exeept to the extent that the
of words makes the claims indefinite.
circumstances should a claim be re-
erely Dbecause the Examiner pnafors a

choice of wording.
Rejections not based on prior art are ex-
plained in 706.03(a) to T06.03(z). TIF THE
TALICIZED LANGUAGE IN THESE
SECTIONS IS INCORPORATED IN THE
REJECTION, THERE WILL BE LESS
CHAXNCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(&) Nonstatutory Subject Mat-
© ter |

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 U.S.C.
101, which permits patents to be granted only
for “any new and useful process, machine,
manufacture, or composition of matter, or any
new and useful improvement thereof.

The term “process’™ as defined in 35 U.S.C.
100, means process, art or method. and includes
a new use of a known process. machine, manu-
facture, composition of matter. or material.

Judicial decisions have determined the lin-
its of the statutory classes. Examples of sub-
ject matter not patentable under the Statute
follow:

Pri~ntED MATTER

For example, 2 mere arrangement of printed

matter, though seemingly a “manufacture,” is
re]ected as “not beznq witkin the statutory
classes.

NATORALLY QCCTRRING ARTICLE

Similarly, a thing occurring in nature, which
is substanfially unaltered. is not a “manufac-
ture.” A thlmp with the head and digestive
tract removed is an example. Ex parte Gray-
son. 51 USPQ 413.

Mernop or Doixe Brsixess

Though seemingly within the category of a
process or method. the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. Tote] Se-
enrity Checking Co. v. Lorraine Co.. 160 Fed.

4167.
Sciextiric PrixcirLe

A scientific principle. divorced from any
tangible structure, can be rejected as not
within the statutory classes. O'Reilly v. Morse.
15 Howard 62.

This subject matter is further limited by the
Atomic Energy Act explained in 706, 03(b)y.
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706.03(b

what can be patented is im-
p yt omic Energy Act of 1954. Sec-
tion 151(a) (42 U.S.C. 2181a) thereof reads in
part as follows: N

'No patent shall hereafter be granted for any inven-
tion or discovery which is useful solely in the utiliza-
tion of special nuclear material or atomic energy in
an atomic weapon. T

The terms “atomic ener
nuclear material” are defin
the Act (42 U.S.C. 2014).

‘Sections 151(c) and 151(d) (42 U.S.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be

and “special
in Section 11 of

brought to the attention of the U.S. Atomic

Energy Commission.  Under Rule 14(c). appli-
cations for patents which disclose or which ap-

ar to disclose, or which purport to disclose,
inventions or discoveries relating to atomic
energy are reported to the Atomic Energy Com-
mission and the Commission will be given access
to such applications, but such reporting does not
constitute a determination that the subject mat-
ter of each application so reported is in fact
useful or an invention or discovery or that such
application in fact discloses subject matter in
categories specified by the Atomic Energy Act.

All applications received in the Patent Office
are sent to Licensing and Review for screening
by Group 220 personnel, under Rule 14(c). in
order for the Commissioner to fulfill his respon-
sibilities under Section 151(d) (42 TU.S.C.
2181d) of the Atomic Energy Act. Papers sub-
sequently added must be inspected promptly by
the Examiner when recelved to determine
whether the application has been amended to
relate to atomic energy and those so related rust
be promptly forwarded to Licensing and Re-
view.

All rejections based upon Sections 151fa)
(42 U.8.C. 2181a). 152 (42 U.S.C. 2182). and
155 (42 U.S.C. 2183) of the Atomic Energy
Act must be made only by Group 220 personnel.

706.03(¢) Functional ;

See Ex parte Ball et al., 1953 C.D. 4; 675
0.G. 5 In re Arbeit et al, 1953 C.D. 409:
2;7 0.G. 843 and Ex parte Stanley, 121 USPQ
H21.

Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-
lows:

The specification shall contain a written description
of the invention, and of the manner and proncess of
making and using it, in such full, clear, concise, and
exaet terms as to enable any person skilled in the art
o which it pertaing, or with which it fs most nearly
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connected, to make and use the same, and shall set |
forth the best mode contemplated by the inventor of
carrying out his invention. ,, ‘

The specification shall conclude with one or more
claims particularly pointing out and distinctly claim-
ing the subject matter which the applicant regards as
his invention. A claim may be written in independent
or dependent form, and if in dependent form, it shall
be construed to include all the limititions of the claim
incorporated by reference into the dependent claim.

“An element in a claim for. a combination may be
expressed as a means or step for performing a specified
function without the recital of structure, material, or
acts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof, = = .

Paragraph 3 of section 112 has the effect of
prohibiting the rejection of a claim for a com-

~ bination of elements (or steps) on the ground
that the claim distinguishes from the prior art
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solely in an element (or step) defined as a
“means” (or “step”) coupled with a statement
of function. However this provision of para-
graph 8 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and distinctly
claim the subject matter. If a claim be found
to contain language approved by paragraph 38
such claim should always be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
92, the claim should be so rejected and the rea-
sons fully stated.

Paragraph 3 of section 112 makes no change
in the established practice of rejecting claims
as functional in situations such as the fol-

lowing: ‘

1. ‘g claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a claim of this character may be
found in In re Fulier. 1929 C.D. 172; 388 O.G.
279. The claim reads:

A woolen cloth having a tendency to wear
rough rather than smooth.

2. A claim which recites only a single means
and thus encompasses all possible means for
performing a desired function. For an ex-
ample, see the following claim in Ex parte
Bullock, 1907 C.D. 93; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable

support. ,
706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




n

expression and the aptness of terms should be
age 18

permitted even though the claim 1
not as precise as the Examiner might
The fact that a claim is broad

esire.

e
The rejection of a claim as indefinite would
appesr to present no difficulties. On occasion,
however, a great deal of effort is required to
explain just what is wrong with the claim,
- when writing the Examiner’s letter. Although
cooperation with the attorney is to be com-
-mended, undue time should not be spent trying
to guess what the attorney was trying to say in
- the claim. Sometimes, a rejection as indefinite
plus the statement that a certain line is mean-
ingless is sufficient. The Examiner’s action
should be constructive in nature and when pos-
sible he should offer a definite suggestion for
correction. Inclusion of a negative limitation,

sach as a “metal, excepting nickel”. may make

a claim indefinite. Expressions such as: “an-
hydrous”, “colorless” and “non-poisonous™ have
been allowed. They can be definite and are by
far the least cumbersome way to express the
limitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 O.G. 1797.

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper.

Still another way in which a claim can be in-
definite i8 where a non sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no anfecedent in
the claim to a lever. An indirect limitation
also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim,
“said aluminum lever” is recited, the claim is
rejected as indefinite. [R-~16]

706.03(e) Product by Process

An article which cannot be described in any
other manner, may be claimed by o process of
making it. In re Moeller, 1941 C.D. 316. 527
0O.G. 559. Applicant must, however, make a

oes not_nec-
~ essarily justify a rejection on the ground that
~ the claim is vague and indefinite or incom-
plete. In non-chemical cases, 2 claim may, in
ral, be drawn as broadly as permitted by

706.03 (1)

D product-by-
process claims concurrently presented are in-
consistent. As a rule, the product-by-process
claims should be limited to one, unless it ap-
pears that there are material differences be-
tween the products produced by the processes
recited in the different claims. ,gee also “Prod-
uct by Process Claims” (Wolffe) 28 J.P.O.S.

852.

706.03(f ). ’Incomplete

A claim can be rejected as incomplete if it
omits essential elements, steps or necessary
structural cooperative relationship of elements,
such ommission amounting to a gap between the
elements, steps or necessary structural connec-
tions. Greater latitude is permissible with re-
spect to the definition in a claim of matters not
essential to novelty or operability than with
respect to matters essential thereto. See also
708.03(d). =

706.03(g) Prolix

Claims are rejected as proliz when they con-
tain long recitations of unimportant details
which hide or obscure the invention. Ex parte
Tagan, 1911 C.D. 10; 162 O.G. 538, expresses
the thought that very long detailed claims set-
ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as prolix. See also In re Ludwick,
1925 C.D. 306; 339 O.G. 393.

706.03(h) Nonstatutory Claim [R
16] ,

Some applications when filed contain an om-
nibus claim such as “A device substantially as
shown and described.” .

Such a claim can be rejected as follows:

Claim _____ is rejected for failing to par-

ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112.

For cancellation of such a claim by Examin-
er’'s Amendment, see 1302.04(b).

706.03(i) Aggregation

Rejections on the ground of aggregation
should be based upon a lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(706.03(j)). Confusion as to what is meant
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_with a _dial telephons.

f old combination: An

or claimed in combination with a gaso-

line engine.
A claim is not necessarily aggregative be-

cause the various elements do not function si-

multaneously. A writer, for example, isa
ﬁood combination. Neither is a claim necessar-

v aggregative merely becanse elements which
~do cgopegzate are set forth in specific detail.

706.03(j) Old Combination  [R-16]

. The rejection on the 'fmund of old combina-

fion (synonymous with “exhausted combina-

tion”) requires the citation of a reference, but

is treated here because of its relation to aggre-
gation. The reference (not a combination of

- references, of course) is cited, not to antici-
pate the claim, but to anticipate the broad

combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim. ;

A rejection on the ground of old combination
should be made whenever proper. Whether
subcombination claims have
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination. FEz parte Silver-
stein, 125 U.S.P.Q. 238 (Bd. App.). The fact
that an applicant has improved one element of
a combination which may be per se patentable
does not entitle him to a claim to the improved
element in combination with old elements where
the elements perform no new function in the
g]a.imed combination. In re Hall, 41 C.C.P.A.

59.

Example: An improved (specifically recited)
carburetor claimed in combination with a
line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the carbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only because
of the improved carburetor. The carburetor
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_ reference is preferably ei ,
 rate status and development. (See 904.01(

improved

1706.03 (k)

n presented or.

to carburetors, claimed as such. A

Old combination rejections o are
based on 85 U.S.C. 112 (failure to point out the
invention). The rejection should make it clear
exactly what the combination is and why it is
th t that any improved element does not
modify the action of the combination. A sug-
gested form for use in making an old combina-
tion rejection is as follows: L

“Claim 1 is rejected under 85 U.S.C. 112 as

~ being drawn to the old combination of a bell,

a battery and a switch connected in series by
wire conductors. This combination is shown
to be old by the patent to Jones which discloses

broadly the same elements funtionally inter-

rel in the same manner to produce substan-
tially the same results. The combination of
claim 1 differs from that shown in Jones in
setting forth a specific construction of the bat-
tery itself. Since the latter does not modify
the action of the other elements recited in the
claim in any material manner, no new combina-
tion is seen to exist. - In re Hall, 100 U.S.P.Q.
46; 41 C.C.P.A. 759; 208 F. 2d 870; 680 O.G. 5.”

Duplicate Claims; Double
Patenting [R—16] ,

Inssmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.

owever, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-
tween claims has been held to be enough.

Nevertheless, when two claims in an appli-
cation are duﬁ]icatzs, or else are so close in
content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is ble to reject
one claim on an allowed claim if the%hdiﬁer
only by subject matter old in the art. e lat-
ter ground of rejection is set forth in the fol-
lowin paragragh uoted from Ex parte
Whitelaw, 1915 C.D. 18; 219 O.G. 1287:

“Claim 54 is not patentable over claim 51
and claims 53, 55 and 56 are not patentable
over claim 50 in view of Comstock, No. 590,857,
which shows that it is old to employ an engine-
casing in tools of this character. The claims
held patentable are considered as fully cover-
ing applicant’s invention, and applicant can-




not be permitted to multiply his claims by
‘presenting alleged combinations which distin-
gimah from the real invention only by including
elements which are old in the art and perform
no new function.”

This rejection (the ex Whitelaw doc-
a few claims in the application.

Situations related to that given above are as
follows:

or more applications by different inventors, and
the applications contain conflicting claims, see
305 and 804.03.

DousLe PATENTING
Where there are conflicting claims in differ-

which 1s assigned, see 304.

* 70.1

mATION OF APPLICATION

trine) is usually not applied if there are only

Where there is a common assignee for two

ent applications of the same inventor, one of

706.03 (k)

Where the same inventor has two or more
applications for species or for related inven-
tions, see Chapter 800, particularly Sections
804-804.02, 806.04(h), 822 and 822.01 for dou-
ble patenting rejections of inventions not pat-

_entable over each other.

ArrricaTioNn Foxp Uxper 35 US.C. 121

The Commissioner has determined that un-
der 35 U.S.C. 121, the Patent Office cannot re-
ject a divisional application on the parent pat-
ent if the divisional application is filed as a
result of a requirement for restriction made by
the Office even though the requirement for re-
striction relates to species. In re Joyce, 1958
C.D. 2; 727 O.G. 4. See also In re Herrick et
al, 1958 C.D. 1; 727 O.G. 4 where the Com-
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. EXAMINATION OF APPLICATIONS

missioner ruled that a requirement for restric-
tion should not be made in an application claim-
ing more than five species if the examiner is of
the opinion that the various species are obvi-
ously unpatentable over one another.

706.03(1) Multiplicity [R-16]

Rule 75(b). More than one claim may be presented,
provided they differ substantially from each other and
are not nnduly multiplied. ,

An unreasonable number of claims; that is
unreasonable in view of the nature and sco
of applicant’s invention and the state of the
art, affords a basis for a rejection on the
ground of multiplicity. A rejection on this
ground should include all the claims in the case
inasmuch as it relates to confusion of the issue.

To avoid the possibility that an application
which has been rejected on the ground of un-
due mul:(ilplicity of claims may be appealed to
the Board of Appeals prior to an examination
the merits of at least some of the claims
the Examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly define Applicant’s invention and require
the Applicant to select certain claims, not to
exceed the number specified, for examination on
the merits. The Examiner should be reason-
able in setting the number to afford the Appii-
cant some latitude in claiming his invention.

If a rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the claims are unduly muitiplied and
;ﬁl be rejected on that ground. He should
request selection of a specified number of claims
for purposes of examination.

If time for consideration is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

When claims are selected, a formal multi-
plicity rejection is made, including a complete
record of the telephone interview, followed by
an action on the selected claims.

When applicant refuses to comply with the
telephone request, a formal multighcity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call.

The Applicant’s response to a formal multi-
plicity rejection of the Examiner, to be com-
plete, must either:

1. Reduce the number of claims presented to
those selected previouslgeelrygY te,lﬂahone, or if no
previous selection has made to a number
not exceeding the number ified by the Ex-
aminer in the Office action, thus overcoming the
rejection based upon the ground of multiplicity,
or

on

resented
Piaking th
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706.03 (n)

2.1 In t‘}me bz:ggt ofa trg::ﬁso of said rejection,
applicant, besides speci inting out the
supposed errors of the mu&%ﬂg&ty l1x'le§(sctmn is
required to confirm his selection previously
made by telephone, or if no previcus selection
has been made, select certain claims for purpose
of examination, the number of which is not
greater than the number specified by the
examiner. S

_If the rejection on multiplicity is adhered to,
all claims retained will be included in such
rejection and the selected claims only will be
additionally examined on their merits. This
procedure preserves applicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals. '

See also 706.03 (k).

706.03( m). Nonelected Inventions

See 821 to 821.03. See particularly the last
paragraph of 821 for the necessity of rejecting
claims, which stand withdrawn because not
readable on the elected species, where appli-
cant has traversed the Examiner’s holding.

706.03(n) Correspondence of Claim
‘and Disclosure

Rule 117. Amendment and revision required. The
specification, claims and drawing must be amended and
revised when required, to correct inaccuracies of de-
scription and definition or unnecessary prolixity, and
to secure correspondence between the claims, the speci-
fication and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may be
in order. It must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made hased on incomplete disclosure, the Ex-
aminer should in the interest of expeditious
prosecution call attention to Rule 118, If sub-
ject matter capable of illustration is originally
claimed and it is not shown in the drawing, the
claim is not rejected but Applicant is required
to add it to the drawing. See 608.01(1).

See 706.03 (z) for rejections on undue breadth.
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706.03 (o)

70603(0) New Mauer {R-16]

In amended c subject matter not dis-
closed in the original application is sometimes
added and a claim directed thereto. Such &
claim is rejected on the ground that it is drawn
_ to new matter. New matter includes not only
the addition of wholly unsupported subject
matter, but also, adding specific percentages or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See 608.04 to 608.04(c). e

In the examination of an application fol-
lowing amendment thereof, the iner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the t statute. These rejections
are based on 85 U.S.C. 132.

706.03(p) No Uility [R-16]

A rejection on the ground of lack of utility
includes the more specific grounds of znopera-
tiveness, involving perpetual motion, frivolous,

nt, against public policy. statu-
tory basis for this rejection is 35 U.S.C. 101.
See 608.01(p).

706.03(q) Obvious Method [R-16]

A process which amounts to nothing more
than an obvious manner of producing an article
or product is not patentable. An Applicant may
invent a new and useful article of manufacture.
Once the article is conceived, it often happens
that anyone skilled in the art would at once be
aware of a method of making it. In such a
case, if applicant asserts both article and
method claims, the article claims are allowed
but the method claims may be rejected as being
drawn to an obuvious method of making the
article.

While a rejection on this ground does not re-
quire the citation of art or the allowance of any
claim, it must be apparent to a person ordinar-
ily skilled in the art, without reference to any
method disclosure contained in the application,
how the claimed article was made. It other
words, the rejection is proper if such a person
would be able, upon the basis of his own know]-
edge, to perform the claimed method merely
from having the claimed article shown to him
or by being told what ingredients it contained.
Note in re Larsen, 49 C.C.P.A. 711; 130 U.S.-
P.Q. 209; 292 F. 2d 531.

706.03(r) Mere Function of Machine
[R-16]

Process or method claims which merely define
the function of a machine or apparatus are not
allowable. A rejection on this ground is proper
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claim is allowed, unless it it the

mAb OF PATENT RXAMINING PROCEDURE

where the disclosed machine will i
carry out the steps set forth in the process
of whether an apr

process claimed can be carried out either by
some machine which is not the functional eguu[im-
alent, ie.,, having maierially different -
tional characteristics from the disclosed ma-
chine, or by hand, In re Gartner ot al., 42
C.C.P.A.1022; 106 U.S.P.Q. 278; 223 F. 2d 502.
The performance of a process by hand is not
necessarily limited to tge_nse of hands alone,
but includes the use of prior art ap actu-
ated by hand. In re Winder 44 C.C.T .A. 795;
113 U.S.P.Q. 53;241 F. 24 734.

706.03(s) Statutory Bar [R-16]

Another category of rejections not based on
the Brior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him.

g ABANDONMENT OF INVENTION
 Under 35 U.S.C. 102 (¢), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of
right to a patent. ' ,

Owx Prior th:mz:r PATENT

35 U.8.0. 102. Oonditions for patentadbility; novelly
and loss of right to pateni. A person ahall be entitled
to a patent unless—

L ] » L ] ]

(d) the invention was first patented or caused to
be patented by the appleant or his legal representatives
or assigns in a forelgn country prior to the date of the
application for patent in this country on an applica-
tion filed more than twelve months before the filing of
the application in the United States.

Nore.—Section 4(b) of the Act of July 19,
1952, provides:

“Section 102(d) of Title 35, as enacted by section 1
hereof, shall not apply to existing patents and pending
applications, but the law previously in effect, namely
the first paragraph of R.8. 4887, shall apply to such
patents and applications.”

The statutory bar of prior forei tenti
stated in the fiy;'st paraé)raph of Rg.'g.pISST ﬂ%
been changed as expressed in paragraph (d) of
Section 102 of the new law. An application
for United States patent filed more than one
year after the filing of an application for the
same invention in a foreign country is no
longer barred unless the foreign patent issued
before the United States application is filed.

The statute above quoted establishes four
conditions which, if all are present, establish &

(£']




tmg of a putent in t

application must be filed
-before the filing in the

(2) It must be filed by the applicant, his legal
representativesorassigns. = ‘

(8) The foreign patent must be actnally
granted (e.g., by sealing of the papers in Great
Britain) before the filing
or, since foreign procedures differ, the act from
which it can be said that the invention was pat-
ented, has occurred. It need not be published.
E'r parte Gruschwitz et al., 138 U.S.P.Q. 505
discusses the meaning of “patented” as applied
to German procedures.

(4) The same invention must be involved.

If such a foreign patent is discovered by the
Examiner, the rejection is made under 385
U.S.C. 102(d) on the ground of statutory bar.

The new law only applies to applications
filed after January 1,1953. , ‘

SusMissioN TO Liprary UNNECESSARY

tine matter to the Library to ascertain if the

102(d) must have been granted before the filing
date in this country, the probability of the
foreign patent having issueg after the date of
execution of the original oath and before the
U.S. filing date is so slight as to make such a
search ordinarily unproductive.

Forrien FIiLINe WITHOUT LICENSE

35 U.8.0. 184. Filing of application in foreign coun-
try. Except when authorized by a licemse obtained
from the Commissioner a person shall not file or cause
or authorize to be flled in any foreign country prior to
six months after flling in the United States an applica-
tion for patent or for the registration of a utility model,
industrial design, or model in respect of an invention
made in this country. A lcense shail not be granted
with respect to an invention subject to an order issued
by the Commissioner pursuant to section 181 of this
title without the concurrence of the head of the depart-
ments and the chief officers of the agencies who caused
the order to be fssued. The license may be granted
retroactively where an application has been inadvert-
ently filed abroad and the application does not disclose
an invention within the scope of sectlon 181 of this title.

The term ‘‘application” when used in this chapter
includes applications and any modifications, amend-
ments, or supplements thereto, or divisions thereof.

35 U.8.C. 185. Patent barred for filing without license.
Notwithstanding any other provisions of law auy per-
son, and his successors, assigns, or legal representa-
tives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or

72.1

‘registration of a utility model, indastrial design, or

‘legal representatives shall be invalld.

in the United States
ing forei
 been filed be

‘Applications should not be submitted as a rou-

foreign zpplication has become a patent. Since
the foreign patent to be a bar under 35 U.S.C. .

706.03(n)

tives shall withont procuring the
in section 184 of this title, have
to or assisted another's making,
'oreign country for a patent or for the

model in respect of the imvention. A United States
patent issued to such person, his successors, assigns, or

If, upon examining an application, the Ex-
amirer learns of the existence of a correspond-
application which appears to have
fore the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the application to Licensing
and Review Section o¥ Group 220, calling at-
tention to the foreign ag})!ication. Pending
investigation of the possible violation, the ap-
plication may be returned to the Examining

Group for prosecution on the merits. When it

is otherwise in condition for allowance, the ap-
plication will be again submitted to Licensing
and Review Section of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
application.

f it should be necessary to take action under
35 U.S.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applica-
tion to it. :

OTHER STATUTORY BARS

Further, claims to an invention in public use
or on sale in the United States more than
twelve months before the effective U.S. filing
date are also rejected. 35 U.S.C. 102(b).
[R-19] ‘

706.03(1) Other Assigned Application
[R-19]

As pointed out in section 304, assignment of
one of several overlapping applications of the
same inventor may give rise to a ground of
rejection. See also sections 305 and 706.03 (k).

706.03(u) Disclaimer [R-19]

Claims may be rejected on the ground that
applicant has disclaimed the subject matter in-
volved. Such disclaimer may arise, for exam-
ple. from the applicant’s failure:

(a) to make claims suggested for interfer-
ence with another application under Rule 203,
section (1101.01(m) ),

(b) to copy a claim from a patent when sug-
gested by the Examiner, section (1101.02(f) ),or

(c) to respond or appeal, within the time
limit fixed, to the Examiner’s rejection of
claims copied from a patent (see Rule 208(b)
and section 1101.02(£) ).

Rev. 19, Jan. 1960



 706.03(v)

“The rejection on dasc!mmm applies to all
claims not patentsbly distinct from the dis-
claimed subject matter as well as to the ¢
divetly volved.
706.03(v)  After Interference or P

.

‘For rejections following an interference, see
1109 to 1110. S
The outcome of public use proceedings may

~also be the basis of a rejection. (See Rule 292.)

Upon termination of a public use proceedings

including a case also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to-
the Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedings. ' :

Rev. 16, Apr. 1968 72.2
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706.03(w) Res Judicata [R-161
A prior adjudication against the inventor on

the same or similar claims constitutes & proper

I ground of rejection as res judicata. See Ex
%m Budde, 150 U.S.P.Q. 469; 828 O.G. 409.
The

rejection should be used only when the
earlier decision was a decision of zge Board of
Appeals or any of the reviewing courts and
when the time for further court review has ex-
pired and no such review has been sought, or,

1f filed, the review action is terminated. The

timely filing of a second application copending

with an earlier application does not preclude

the use of res judicata as a ground of rejection
for the second application claims.
When making a rejection on res judicata,

_action should ordinarily be made also on the

basis of prior art.




705.03(x) Reissue |

35 U.S.C. 251 forbids the granting of a re-
issne ffenlargi_ng the scope of the claims of the
original patent” unless the reissue is applied
for within two years from the grant of the
original patent. This is an absolute bar and
cannot be excused. This prohibition has been
interpreted to apply to any claim which is

“broader in any respect than the claims of the
original patent. Such claims may be rejected
as being barred by 35 U.S.C. 251. However,
when the reissue is applied for within two
years, the Examiner does not go into the ques-
tion of undue delay. :

The same section permits the filing of a re-
issue application by the assignee of the entire
interest only in cases where it does not “enlarge
the scoi)e of the claims of the original patent”.
Such claims which do enlarge the scope may
also be rejected as barred by the statute.

A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See 1401.08.

Note that a reissue application is “special”
and remains so even if applicant does not make
a prompt response.

- 70603(y) Improper Markush Group

R-17]

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a group consisting of cer-
tain specified materials. 'l%is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 U.S.P.Q. 382.
Regarding the normally prohibited inclusion of
Markush claims of varying scope (generic and
subgeneric for example) 1n the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.

The use of Markush claims of diminishing
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if suach a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-

A ERE KT S R A

EXAMINATION OF APPLICATIONS

| al ‘or chemical class or to an art-
_class. However, when the Markush group oc-

 708.03(z)
ized

“eurs in a claim reciting & process or & combi-
. .nation (not a single compound), it is sufficient

73

1f the members of the group are disclosed in

the specification to at least one prop
erty in common which is mainly respons,ibse

for their functior in the cizimed relaticnship,

and it is clear from their very nature or from
the prior art that all of them possess this prosr ‘
erty. The test should be applied as liberally
as possible. Where a Markush expression is
applied only to a portion of a chemical com-
pound, the propriety of the grouping is deter-
mineéd by a consideratior of the compound as
a whole, and does not depend on there bein
a community of properties in the members o
the Markush expression.

When materials recited in a claim are so
related as to constitute a proper Markush group,
thev may be recited in the conventional manner,
or alternatively. For example, if “wherein R
is a material selected from the group consisting
of A, B, C and D” is a proper limitation then
“wherein R is A, B, C or D” shall also be con-
sidered proper.

A rejection of a Markush type claim based
on any of the grounds pointed out above relates
to the merits and is appealable.

Svuscents CraiM

A situation may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection.

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any way
detracting from the rights of the public. Such
a subgenus claim would enable the applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true genus claims
should be subsequently held invalife

The examiners are therefore instructed not
to reject a Markush type claim merely because
of the presence of a true genus claim embra-

eive thereof.
See also 608.01(p) and 715.03.

706.03(z) Undue Breadth

In mechanieal eases, broad claims may prop-
erlv be supported by a single form of an ap-
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 will work. In re

706.04

ratus or structure. In Te Vxekers et'hl ' 1944
D 824; 564 0.G. 174

, llANUAL oF PAM EXA!HNING PBOCEDBRE

" appllcatmn in r:ampundence under Rule 202,

In chemzcal cases; however, the dxsnlosure of
smgle species usually does not provide an

uate basis t

ies, what other species
hfield, 1940 C.D. 351:
518 O.G. 255 gives this geneml rule: “It is well

“settled that in cases involving chemicals and

dizclosure of one

“chemical compounds, which differ radically in

support generic claims. In
e = 1, 1938 C,D 93; 497 O.G. 546. This is
e ;bacause in uhemxstry :t is not obvious from the

see 1101.01(i).

706 06 Re)ecuon of Claims Copled
- From Patent

See 1101.02(f)

706.07 Final Rejectlon |

, ;Rule 118. Final refection or actwﬁ.’*(#) On fthe

second or ‘any subsequent examination or considera-

their properties it must appear in an appli-
cant’s specification either by the enumeration
of a sufficient number of the members of a

group or by other apptopriate language, that .

the chemicals or chemical combinations in-
cluded in the claims are capable of accomplish-
ing the desired result.” The article “Broader
than the Disclosure in Chemical Cases”, 31

J.P.O.S. 5, by Samue! S. Levin covers this sub- :

ject in detaxl

706.04 Rejection of Prevnously Al
lowed Claims

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has been submitted to the Primary Examiner
for consideration of all the facts and approval
~of the proposed action. -

Great care should be exercised in authorlzmg

such a rejection. See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223: Ex parte Hay, 1909
C.D. 18; 139 O.G. 197.

Previors Action BY DrirrereNT EXAMINER

Full faith and credit should be given to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in the mere hope of finding something.

Because it is unusnal to reject a previously
allowed claim, the Examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of
Application

See 1308.01 for a rejection based on a refer-
ence,

For rejection of claims in an allowed case
which has failed to make the date of a senior

Rev, 17, July 1938
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_tion, the rejection or other action may be made final,
‘whereupon applicant’s response is limited to appeal in

the ecase of rejection of any claim (rule 191) or to
amendment as specified in rule 116. Petition may be
taken to the Commissioner in the case of objections
or requirements not involved in the rejection of any
claim '(rule 181). Response to a final rejeciion or
action must include cancellation of, or appeal from the
rejection of, each claim so rejected and, if any claim
stands allowed, compliance with any requirement or
objection as to form. :

{b) In making such final rejection, the examiner
shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in the case, clearly

stating the reasons therefor.

Before final rejection is in order a clear issue
should be developed between the Examiner and
applicant. To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the

claims presented by applicant in successive

amendments, or from one set of references to
another by the Examiner in rejecting in suc-
cessie actions claims of substantially the same
subjcct matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue for an early termination; i.e., either an
allowance of the case or a final rejection.
While the Rules no longer give to an appli-
cant the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Examiner to that
end, and not be prematurely cut off in the




EXAMD
prosecution of his case. But the applicant
who dallies in the prosecution of his case, re-
sorting to technical or other obvious subter-
fuges in order to keep the application pending
before the Primary Examirer, can no longer
find a refuge in the Rules to ward off a final
rejection. .

ATION. OF APPLICATIONS

{1

706.07

The Examiner should never lose sight of the
fact that in every case the applicant Is entitled
to a full and fair hearing, and that a clear issue
between applicant and Examiner should be de-
veloped, 1f possible, before appeal is prose-
cuted. However, it is to the interest of the
applicants as a class as well as to that of the

Rev. 17, July 1938



~ f%public that prosecution of a case be ébnﬁnm o

a5 few actions as is consistent with a thorau
consideratio NS, o e
es nor the Rules of Practice

© 0 STATEMENT oF GROUNDS N

ing grounds of rejection of record should be
carefully reviewed. and any such grounds re-
lied on in the firal rejection should be reirer-
ated.. They must also be clearly developed 10
such anextent that applicant may readily jue
the advisability of an appeal unless a pres
(single) Office action contains a complete staze-
ment supporting the rejection.

However, where a zingle previous Office a-
tion contains a complere statement of a ground
of rejection, the final rejection may refer o
such a statement and alzo should include a re-
buttal of any arguments raised in the appii-
cant's response. If appeal is taken in such a
case, the examiner’s answer should contain 2
complete statement of the examiner’s positiozn.

A summary indicating the final disposition
of each claim iz desirabie and also a statemen:
that:

*The above rejection i1s made FINALT, «r
“This is a FINAL rejection™.

For amendmentsz filed after final rejectiorn.
see 714.12 and 714.18. '

706.07(a) Final Rejection, When
i Proper on Second Action

4

Due to the change 1 practice as affecrir
final rejections. older decisions on questions o
prematureness of final rejection or admission o
subsequent amendmerts o not necessarily re-
flect present practice. T nder procedure whis!.
became effective July 1. 1964, and modified on
September 1, 1966, zecond actions on the meriss
shall be final, except where the examiner intre-
duces a new ground of rejection not necessitated
by amendment of the applieation by applicant,
e, a rejection of any claim not amended by
applieant. where thar rejection relies on newly
eited art.

See 80902 (n) artions  whieh
cenerie claims not allowable,

In the consideration of laims in an amended
caze where no attemnpt = made to point out the
patentable novelty. the Examiner shonld be on
cuard not to allow =uch ¢laims.  See 71404,
The claims, however. niay be finally rejected
if, in the opinion of the Examiner, they are
clearly open to rejection on grounds of vecord.

te v, §

for indicate

In making the final rejection, all outstangd-

- application and {2} th

706.97(e)

Final Rejection, When
~ Proper on First Action

nstances, the claims of a new appli-

- cation may be finally rejected in the first action.

v ba done if (1) the new application
n of or substitute for an earlier
se claims would prop-
erlv have been finally rejected on the next action
had they be nted in the earlier applica-
tien, 1 fina ion in a new
~applie: : i 15 ‘4 continuation-in-part is
ustally not proper since, ordinarily, the subject
matter included in the claims was not present
‘inthe parent case. . : '

- The.period for response set in a first action
final should eorrespond to the period that would
have been set ‘had the action been made in the
parent. case. o

706.07 ()

This m
15 0 conbinnat

Final Rejection, Prema-

ture.

‘Any question as to prematureness of a final
rejection should be raised, if at all, while the
case is still pending before the Primary Exam-
iner. This is purely a question of practice,
wholly distinct from the tenability of the re-
jection. It may therefore not be advanced as a
ground for appeal, or made the basiz of com-
plaint before the Board of Appealz. It is re-
viewable by petition.

706.07(d) Final Rejection. With-
drawal of. Premature
If, on request by applicant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature. he should withdraw the
tinality of the rejection.

706.07(e) Withdrawal of Final Re-
jection, General

See 714.12 and 71413, Amendments after
final vejection,

Once a final rejection that is not premature
has been entered in a case, however, it should
not. be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not meun that no further amendment or argu-
ment will be constdered.  An amendment that
will place the case either in condition for al-
lowance or in better form for appeal may be
admitted.  Also. amendments complying with
objections or requirements as to form are to be
permitted after tinal action in accordance with
Rule 116(a). While the Oftice will continue
rigorotts enforeetnent of Rule 116, citation of
new art by the Examiner in a final vejection

Rev, 12, Apr. 1967




w0
will obviate further showing urider Rulo 116(

showing under Rule 116/
nt necessitated by the new art
may withdraw the rejection o

‘presented such as to convince the Examiner
’ the previously rejected claims are in fact
- allowable, then the final re

. withdrawn. Occasionally
“jection may be withdrawn i
new ground of rejection.

ity of a re-

1f new facts or reasons - ir
. _is known.

.’ hould Ve e

Aithough it is permissible to withdraw a final

rejection for the pu f en a T
~ ground of rejection, this practice is to be limited
" fo situations where a new reference either fully

meets at least one claim or meets it except for
differences which are shown to be completely
Normally, the previous rejection
should be withdrawn with respect to the claim

obvious.

or claims involved. v
The practice should not be used for applica-
tion of subsidiary references, or of cumulative
references, or. of references which are merely
considered to be better than those of record.
Furthermore, the practice should not be used
" for entering new non-reference or so-called “for-
mal” grounds of rejection such as those under
35 U.S.C. 112.
When a final rejection is withdrawn, all
amendments filed after the final rejection are

ordinarily entered.

707 Examiner’s Letter or Action

Extract from Rule 104. (b) The applicant will be
notified of the examiner's action. The reasons for any
adverse action or any objection or requirement will
be stated and such information or references will be
given as may be useful in aiding the applicant to judge
of the propriety of continuing the prosecution of his

application.

707.01 Pfiinary Indicates Action for
New Assistant

After the search has been completed, action
is taken in the light of the references found.
Where the assistant Examiner has been in the
Office but a short time. it is the duty of the
Primary Examiner to go into the case thor-
oughly. The usnal procedure is for rhe as-
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to he taken, whether restriction
or election of species is to he required, or
whether the claims are to be considered on
their merits. If action on the merits i= to be

Rev, 12, Apr. 1967

of entering a mnew
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he may indicate how the references are
 be applied in cases where the claim is to be
rejected, or authorize allowance if it is not met
the references and no further field of search

| 707.01(a) Partial Signatory Authority

rder toapply & * Examiners who are delegated partial signa-

tory authority are expected to sign their own
actions with the exception of the following
actions which require the signature of the Pri-
mary Examiner: ' I S
Allowances .
Quayle actions
_Final rejections = - .
. Actions on amendments submitted after final
- ‘rejection Ca '
Examiners’ answers on appeal
Interference declarations or modifications
Decisions on interference motions -
_Actions suggesting claims for interference

 purposes 7
Actions involving copied patent claims

(1101.02(£)) : ‘
Requests for jurisdiction for  interference

. purposes

Actions reopening prosecution

Requests for withdrawal from issue

Rule 312 amendments

Rejection of previously allowed claim

Final holding of abandonment for insufficient
response

Actions based on aflidavit evidence (Rules 131
and 132)

Suspension of examiner’s action

Reissue cases (decision on reissue oath)

Requests for an extension of time

707.02 Actions Which Require the
Attention of the Primary

Examiner

There are some questions which existing prac-
tice requires the Primary Examiner to be per-
sonally responsible for. The following actions
fall in this category:

Third action on any case (707.02(a)).

Action on a case pending 5 or more years
(707.02(a)).

Final rejection.

Initinting an interference (1101.01(¢)).

Fivet request for extension of time (710.02
(e)).

Disposition of an amendment in a case in
interference looking to the formation of an-
other interference imvolving that application
(1111.05).




mmz. ON OF mcanom g 707.02(a)
 707.02(a) Cases Up for Third Action

| and Five-Year Cases
Rei "he Supervisory Primary Examiners shozld
(‘(06.]04). ;  impress their assistants with the _fact that the
~_Proposed rejection of a copied patent claim. %oftf’sg PPthbwgyg:ﬁmihqlst’ftgg (_’fnanA"PI;
_ (If applicable to a patentee, see 1101.02(f).) ~ PFET3cION 1S by Hnding the LS rTilleNCes o
: PR : ‘ Py . the first search and carefully applying them.
CEaSS}ﬁcatlon of allowed cases ,(9(?&0‘)' R The Supervisory Primary Examirers are ex-
Holding of abandonment for. insufficient  pected to personally consider every application
response. o - ~which is up for the third official action with a
Suspension of Examiner’s action (Rule 103}.  view to finally concluding its prosecution.
 Treatment of newly filed application. which Any case that has been pending five years
obviously fails to comply ‘with 35 U.S.C. 112 . should be carefully studied by the Supervisory
v . Primary Examiner and every effort made to

(702.01)" Prim : !
P . bl of . terminate its prosecution. In order to accom-
eng%?isilt(l;l;tgggt %fmtﬁhgl;ld'.l.,ablhty ot a pat-  .nch t.ilzsbresult, the case is to be considered
: g { 4 . ". . . [ ,.i b} th ne 3
. Requirements for restriction (803.01). special by the Sxaminer
Withdrawal of final rejection (706.07(d) and  707.04 Initial Sentence

¥06.07 (e? ). _— ' ' The initial sentence of each letter should in-
All Examiner’s Answers on appeal (Rule  gizate the status of that action, as, “This appli-

- 193).  Note also 1205.01 where a new ground  sarion has been examined” if it is the first
‘of rejection or objection is raised, or a new refer- action in the case, or, “This is in response to
ence is cited, in the Answer. amendment filed * * *” if such is the case.
Decision on reissue oath. Other papers received, such as supplemental
Decision on affidavits under Rule 131 amendments, affidavits, new drawings, ete,

ok B4 4 s 1 1 Y i
(71505) and under Rl 12(716). I be sty BNl e e

Initial review of streamlined continuation 947y acknowledged by adding some sen-

cases ( 201'.07). . . tence such as “Amendment filed (date) has

For a list of actions that are to be submitted  been received” following the initial sentence.
to the Grronp Directors, see 1003, 1004, and 1003. It zhould be noted, however, that in cases filed
[R~17] ‘ before October 25, 1965 in which claims in excess

‘ ' Rev. 17, July 1988



~ of the number supported by the filing fee are
¢ pmsentedbef@m first: o%ci‘al action in the
case, action is given only o 153
~presented and applicant advised ¢
707.05 Cisation of References [R-17]
. During the examination of an application the
_ Examiner cites appropriate pricr art which is
] . to the subject matter defined in the
claims. i : e
~ All allowed applications should contain. a
citation of the prior art for printing in the

pioneer inventions, such as new chemical com-
pounds, would it be appropriate to send a case
to issue with no art cited. On the allowance
of a continuation application where references
have been cited during the prosecution of the
parent application, no additional citation of the
prior art 1s necessary. See 1302.12.

Rule 107.. Citation of references. 1f domestic pat-
ents be cited, their numbers and dates, the names of
the patentees, and the classes of inventions must be
stated. .If foreign patents be cited, their nationality
or country, numbers and dates, and the names of the
patentees must be stated, and such other data must be
furnished as may be necessary to enable the applicant
to identify the patents cited. In citing foreign pat-
ents, the number of pages of specification and sheets
of drawing must be specified, and in case part only
of the patent be involved, the particular pages and
sheets contalning the parts relied upon must be identi-
fied. If printed publications be cited, the author (if
any), title, date, pages or plates, and place of pub-
lication, or place where a copy can be found, shall be
given. When a rejection is based on facts within the
personal knowledge of an employee of the Office, the
data shall Le as specific as possible, and the reference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such affidavit shall
be subject to contradiction or explanation by the affi-
davits of the applicant and other persons.

707.05(a) Copies of Cited References
Provided by Reference Or-
der Center

Copies of cited references (except as noted
below) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited, Copies of the cited
references are also placed in the application file
for use by the Examiner during the proseeution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,
and by applieant in accordance with 707.05(1))
and T08.02 are not furnished to applicant with
the Office action. Additionally, the practice of
furnishing, antomatically and withont charge,
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‘parent application has ]
- the rare instance where no art is cited in a con-
tinuation application, all’ the references cited

wili be listed at allow

wpmsofmfermws cited in continuation appli-
cations if they had been previously cited in the
n discontinued. In

during the prosecution of the parent application
1 rinting in the

prin
plications, includ-

patent. Other continuing a

. ing continuation-in-part and divisional applica-
_tions, are not affected by this change.
- This service is furnished by the Reference
- Order fenter (R.0.C.) which is in charge of
. patent. Only in rare instances involving {1) ordering copies of the cited U.S. patents;

(2) microfilming foreign and other references
supplied by the examiner; (3) mailing the ac-
tion with one copy of each cited reference; and
(4) promptly returning to the appropriate
Group the foreign and “other references”, and
(5) after mailing, returning:to the Group the
ribbon copy of the mailed action together with
a copy of each reference to be placed in the ap-
plication file, - , ,

To assist in providing this service, the Ex-
aminer should : ' i 5

(a) Write the citation of the references on
3-part form PO-892, “Notice of References
Cited”. (The rest of the action is written as
heretofore.)

(b) Place the original copy of PO-892 in the
file wrapper and give to the clerk with the com-
pleted office action for counting and typing as
usual. : S

(¢) Write the application serial number on
the plastic index tab of a special folder. Insert
into the folder the two carbon copies of PO-
892 together with any Foreign and Other Ref-
erences cited in the action. (Do not enclose any
U.S. patents.)

; ((d() Place the folder in the “Out Box for
.0.0.7 S §i

Form PO-892 is completed, and the folder
prepared and forwarded to R.O.C. in all cases
in which a reference is to be provided, regard-
less of the type reference cited. o

Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If
it is not. feazible to release such a reference from
the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such. Both copies are inserted into
the folder for forwarding to R.O.C. _

If one copy of a reference is fo be used for
two or more actions simnltaneously, the folders
involved must be fastened together with an
explanatory note on top. )

If Special Handling is desired, a “spectal”
sticker should be attached to the top of the
folder.

Junibo 178, Patents will be furnished to the
applicant, but will not be placed in the appli-




cation file. A tab card st
will be inserted in the 6} ‘
missirig reference, o E *
Detailed ingtructions regarding the above
cutlined procedure, and the procedure to be fol-

- lowed in correcting an (Hiice action prior to

- mailing are found 1n Chapter 400(Rev.) of the
Manual of Clerical Procedures, and the Memo-

~ randums of May 31, 1966, and March 29, 1967,
~distributed to all Examiners.,

 707.05(b)

Refereneesﬁl B&Appli-
cant e

Applicants, attorneys and agents are hereby
advised that it is considered to be not only
proper but highly desirable that they inform
the Patent Office, in a separate paper either
within thirty days of the ‘f?ling;of an applica-
tion, or prior to the first Office a¢tion, which-
ever is later, of any prior patent or printed
Eublication which, in their opinion, may be

elpful to the Office in its examination of the
application. It is not the intention of the Pat-
ent Office to rely on such citations as a substi-
tute for all or any part of the official search, nor
as an admission by the applicant or attorney
that the cited art is anticipatory of any claim or
* should form a basis for a rejection thereof. The
object in requesting a citation by the applicant
or attorney of prior art known to him is to pro-
vide a check on the official search and also to
facilitate such search in that an examiner who
is advised of prior art of a given degree of perti-
nence before beginning his search does not need
to spend time in considering art which is ob-
viously less pertinent, but which he would have
been required to consider if he were starting
without such advice. The Patent Office, if it uses
such art, will not rely in any way on the fact that
it was cited by the applicant or attorney, but will
treat it in exactly the same manner as art dis-
covered in the official search. It is definitely to
the applicant’s advantage to have all pertinent
art oF record. Any citation should be selective
and should avoid unnecessary duplication or
the inclusion of art of comparatively little
relevance.

Prior art cited by applicants, attorneys, or
agents within thirty days of the filing of an
application, or prior to the first Office action,
whichever is later, will be fully considered by
the Examiner, will be part of the official record,
and will be included in the list of references
cited in the patented file and in the printed
patent provided :

(a) the number of references cited is limited
to not more than five separate items, unless a
satisfactory explanation is given as to why
more than five citations are necessary :

()]
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EXAMINATION OF APPLY CATIONS
)

A

- The Examiner when preparing t

. one copy of each of the cited references
(¢) a detailed discussion of the references,
peinting out with the particularity required by
Rule 111 (b) and (c), the manner in which the

claimed subject matter distingnishes over the
references, is submitted. =~ : '
Where applicant’s citations of prior art are
submitted In accordance with the above pro-
edures, they will be incorporated in the Ex-
aminer’s list of reference citations and will not
be listed under a separate heading as heretofcie.
; g the action, will

fill out form PO-892 as usual with the féhow-
ing exceptions, The Examiner will enter the sub-

“mitted citations in the approprirte columns,

omitting the class and subelass. For references
other than patents, the Examiner will apply a
heading entitled “Applicant’s Non-Pat. Cita-
tions™ on form PO-892 ahead of the citation
data of the publication. In actions where no
references are to be provided (Allowance, Ex
parte Quayle, only applicant subniitted refer-
ences relied upon), tiiz)e, Examiner will list the
submitted citations as usual with class and sub-
class on form PQ-892. Since the file record will
indicate the presence of the submitted citations,
the Examiner does not have to point out in the
action the reasons for the citation of those refer-
ences not relied upon. -

Reference Order Center (R.0.C.) will not
furnish copies of any patent for which the class -
and subcelass have been omitted on form
PO-892, or of any publication cited under the
heading “Applicant’s Non-Pat. Citations.”

References cited by applicants, attorneys, or
agents under the “specizli" examining procedure
for certain new applications (Section 708.02)
will be included in the list of references cited
in the p:iented file and printed patent.

Where applicant’s submitted citations do not
comply with the above procedures, the paper
containing the citations will not be entered in
the file. The Examiner will not notify applicant
of non-compliance. The references will be cited
only if relied upon by the Examiner in his ac-
tion. Applicant will not be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file.

All references appearing in Office actions will
he listed in the patent under a single heading
entitled “References Cited”.

See 1302.12. ;
707.05(¢) Grouped at Beginning of

tter

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References

Rev. 15, Jan. 1968
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Cited”, a copy of whi
typed action. No dis
tween references h a clai ,
those formerly referred to as “pertinent”. With
| tho"éiofégtionﬁfof'a plicant submitted citations
(705.05(b), 708.02), the pertinent features of
‘references which are not used as a basis for
rejection, shall be pointed out briefly.
_All U.S. patents (including reissues, designs,
etc.) are to ge listed in strict numerical order.
oreign patents are then to be listed, alpha-
betically arranged by country, with those from
each country in numerical order. i
Other references are then listed, alphabeti-
cally arranged by author (by title, if no author
is given). Included in this category are Ger-
man allowed applications, Belgian and Nether-
lands printed specifications, abstracts, abbrevia-
tures and other publications. See 707.05(e).

707.05(d)

nction is to

quent Actions

Where an appliéawﬂﬁt‘- iﬁ'an amendatory paper

be made be-
which a claim is rejecied and

Reference Cited in Subse-

refers to a reference which is subsequently

relied upon by the Examiner, such reference
shall be cited by the Examiner in the usual
manner. 3

707.05(e) Data Used in Citing Refer-
ences

Rule 107 (707.05 and 901.05(a)) requires the
Examiner to give certain data when citing ref-
erences. The patent number, patent date, name
of the patentee, class and subclass (except ap-

licant submitted citations), and the filing date,
1f appropriate, must be given in the citation of
U.S. patents. See 901.04 for details concerning
the various series of U.S. patents and how to cite
them. Note that patents of the X-Series
(dated prior to July 4, 1836) are not to be
cited by number. Some U.S. patents issued in
1861 have two numbers thereon. The larger
number should be cited.

If the patent date of a U.S. patent is after
and the effective filing date of the patent is
before the effective U.S. filing date of the ap-
plication, the filing date of the patent must
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

Rev. 15, Jan. 1968
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- will be listed at allowance for

. In the 1:ar,e'k instance where no art is cited in a
- continuation apphcatmnf

) all the references cited
during the prosecution of the parent application
printing in the

patent. See 707.05(a).
" Cross-REFERENCES

Official cross-references should be marked
“X” and unofficial ' cross-references “uxr.”

In citing U.S. patents an unofficial classifica-
tion is enclosed in parentheses, for example
“(96-24 F uxr)”. Wﬁem only a portion of the
classification is unofficial, it alone is enclosed, as
in the citation 266-41(A) X. At the time of
allowance, when preparing the list of references
cited by the Examiner, the typist omits all par-
enthetically designated classification data.

ForeieN PATENTS AND PUBLISHED APPLICATIONS

In citing foreign patents, the patent number,
citation date, name of the country, name of the
patentee, and class and subclass (except appli-
cant submitted citations), must be given.

In actions where references are furnished, and
(1) less than the entire disclosure is relied upon,
the sheet and page numbers specifically relied
upon and the total number of sheets of drawin
and - pages of specification must be includ
(except applicant submitted citations) ; (2) the
entire disclosure is relied upon, the total number
of sheets and pages are not included, and the
appropriate columns on PO-892 are left blank.

n actions where no references are furnished,
the total number of sheets and pages should be
included except for applicant submitted cita-
tions.

Publications such as German allowed ap-
plications and Belgian and Netherlands printed
specifications should be similarly handled. If
the total number of sheets and pages in any
publication #o be furnished (other than U.S.
patents) exceeds 15. the authorizing signa-
ture of the Group Manager on PO-892 is re-

uired. If the total number exceeds 30, the
signature of the Operation Director is required.
Applicants who desire a copy of the complete
foreign patent or of the portion not “relied on”
must order it in the usual manner.

See 901.05(a) for a chart in which foreign
Janguage terms indicative of foreign patent and
rub ication dates to be cited are listed. Foreign

angnage terms indicating printed applications,
which are to be cited as publications, are keyed
to footnote (3) of said chart.

PuBLICATIONS

See 711.06(a) for citation of abstracts and
abbreviatures, See 901.06(c) for citation of
Alien Property Custodian publications.




EXAMINATION OF APPLICATIONS 707.05(e)

In citing a publication, sufficient information  and, in any event, on the back of the title page.
should be given to determine the identity and  Books on interlibrary loan will be marked
facilitate the location of the gt;z)limtion.~ he  with the call number of the other library, of
data required by Rule 107 (Sec. 707.05) with  course. THIS NUMBER SHOULD NOl"I‘y E
the specific pages relied on identified together ~ CITED. 1f the copy relied upon is located
with the SCIENTIFIC LIBRARY call num- only in the Group making the action (there

r), the additional infor-

ber will suffice. The call number appears on the  may be no call numbe
“gpine” of the book if the book is thick enough  mation, “Copy in Group " chould be given.

80.1 Rev., 15, Jan. 1908



-3 ibliographical cita-

tioﬁs: TS R i s : : , ‘
Winslow, C. E. A. Fresh Air and Ventila-
tion. N.Y, E. P. Dutton, 1926. p. 97-112.
THT7658.Wb6. = i o ' .
Singer, T. E. R. Information and Communi-
cation Practice in Industry. N.Y., Reinhold,
1958. Chapter 8, p. 157-165, by J. F. Smith,
Patent Searching. T175.S5. :
Machinery’s Handbook, 16th ed. N.Y., In-

dustrial Press, 1059. p. 1526-1527. TJ151.M3

1959.

Calvert, R. Patents (Patent Law). In En-
cyclopedia of Chemical Technology, ed. by R. E.
Kirk and D. F. Othmer. N.Y., Interscience
Encyclopedia. Vol. 9, 1952, p. 868-890. TP9.
Eé8.

Hine, J. S. Physical Organic Chemistry.
N.Y., McGraw-Hill, 1956, p. 81. QD476.H5.

Noyes, W. A.,Jr. A Climate for Basic Chem-
ical Reséarch. Tn Chem. & Eng. News. 38(42):
" p.91-95. Oct. 17,1960. TP1.I418.

Nors: In this citation, 38 is the volume num-
ber, 42 the issue number, and 91-95 the page

If the original publication is located outside
the Office, 5:-: Examiner should immediately
order a photocopy of at least the portion relied
upon and indicate the class and subclass in
which it will be filed. The Office action MUST
designate this class and subclass.

Whenever, in citing references anywhere in
the application file the titles of periodicals are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
tions: (1) the abbreviation for the Berichte der
deutschen chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where a country or city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in parentheses;
e.g.,J. Soc. Chem. Ind. (London). .

707.05(f) Effective Dates of Declassi-
fied Printed Matter [R-
16]

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will ap&ear on the material and may be
considersd as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public.* If

. such material was classified

707.05(g)
material, this date may be determined by ref-
erence to the Office of Technical Services,
'In the use of any of the sbove noted mate
rial as'an anticipatory publication, the dats of
release following declassification 1s the effec-
tif,\?fethdats'off publication within the meaning

For the p of anticipation predicated
upon prior Eowled under%% U.S.C. 102(a)
the above noted declassified material may be
taken as prima facie evidence of such prior
knowledge as of its printing date even though
} at that time.
When so used the material does not constitute
an absolute statutory bar and its printing date
may be antedated by an affidavit under Rule
131. k

*See Ex parte Harris et al., 79 U.S.P.Q. 439.

707.05(g) Imcorrect Citation of Ref-

Where an error in citation of a reference is
brought to the attention of the Office by appli-
cant, a letter correcting the error and restartmﬁ
the previous period for response, together wit
a correct copy of the reference, is sent to appli-
cant. VWhere the error is discovered by the Ex-
aminer, applicant is also notified and the period
for response restarted. In either case, the Ex-
aminer is directed to correct the error, in ink,
in the paper in which the error appears, and
place his 1nitials on the margin of such paper,
together with a notation of the paper number
of the action in which the citation has been cor-
rectly given. See 710.08.

Form POL-316 is used to correct an erro-
neous citation or an erroneously furnished
reference. Clerical instructions are outlined in
t(he (léf;mual of Clerical Procedures, Sec. 410.C

2) (3).

In any case otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the Ex-
aminer is directed to correct the citation on an
Examiner’s Amendment form POL-37..

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the

" General Reference Branch of the Scientific

Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent. :

To correct a citation prior to mailing, either
before or after sending the t action to
Reference Order Center (R.O.C.), see the
Memorandum of March 29, 1967, distributed to

Rev. 16, Apr. 1908



all Examiners, or the Manual of Clerical Proce-
dunaa,Sec.410.?'}l‘(1)?, e et Tt e

707.06 Citation of Decisions, Orders,
Memorandums and Notices
R16]

In citing published decisions, both the C.D.
and th({ citation should be given if the
case is 'reBo,rted in these publications. The
U.S., C.C.PA., Federal Reporter or U.S.P.Q.
citation should also be given when it is con-
veiul'lent to do so. ' 4 hich

citing a manuscript ision which is
available to the public but which has not been
published, the tribunal rendering the decision
and complete data identifying the paper should
be given. Thus, & decision of the Board of
Aglpea]s which has not been published but
which is available to the ‘Public in the patented
file should be cited, as “Ex parte ____, deci-
sion of the %oard of Appeals, Pgtent No.
R ,paper No. ____, - pages.
isions found only’ In patented files should
be cited only when there is8 no published deci-
sion on the same point. Any such decision
which is frequently cited should be called to
the attention of the a riate Director to
determine if it would visable to have it
published.
The citation of manuscript decisions which
are not available to the public should be
avoided. If an Examiner believes that a par-
ticular mnuscn;ft decision not open to public
inspection would be useful, he may, call it to
the attention of the appropriate Director who
will determine whether steps should be taken
to release it for publication.

When a Commissioner’s Order, Notice or
Memorandum not yet incorporated into this
manual is cited in any official action, the date of
the order, notice or memorandum should be
given. Where a.pg)ropriate other data, such as
a specific issue of the Journal of the Patent
Offfice Society or of the Official Gazette in which
the same may be found, should also be given.

707.07 Completeness and Clarity

Rule 105. Completeness of examiner’s action. The
examiner’s action will be complete as to all matters,
except that in appropriate circumstances, such as mis-
joinder of invention, fundamental defects in th~ appil-
cation, and the like, the action of the examiner may be
limited to such matters before further action is made.
However, matters of form need not be raised by the ex-
aminer untfl a claim is found allowable,

Whenever, upon examination, it is found that
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the

Rev. 16, Apr. 10€8
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invention pertains, or with which it is most
nearly connected, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of
the invention so far asit can be understood from
the disclosure. The action of the Examiner
may be limited to a citation of what appears to
be the most pertinent prior art founcfe:nd 8
request that applicant correlate the terminology
of his specification with art-accepted termi-
nology before further action is made.

A suitable form for this action is as follows:
_“A preliminary examination of this applica-
tion indicates that the following terminology
{or properties or units of test data, etc) . ..
which appear(s) at s) (s) . . . of the speci-
fication 1s (are) so different from those gen-
erally accepted in the art to which this inven-
tion pertains that it is difficult or impossible
o e a reliable search.

%gplicant is therefore requested to provide
a sufficient elucidation of these terms (or prop-
erties or test data) or correlation thereof with
art-accepted terminology so that & proper com-

ison with the prior art can be made.

A SHORTEN
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE (date).”

707.07(a) Complete Action on Formal
Matters [R-16]

Forms are placed in informal applications
listing informalities noted by the Bl;a.ftsman
{ Form PO-948) and the Head of the Applica-
tion Branch (Form PO-152). Each of these
forms comprises an original for the file record
and two copies to be mailed to applicant ag a
part of the Examiner’s action. ey are spe-
cifically referred to as attachments to the letter
ana are marked with its paper number. In
every instance where these forms are to be used
they should be mailed with the Examiner’s first
letter, and any additional formal requirements
which the Examiner desires to male should be
included in the firsz letter.

When any formal requirement is made in an
Examiner’s action, that action should, in all
cases where it indicates allowable subject mat-
ter, call attention to Rule 111(b) and state that
a complete response must either comply with
all formal requirements or specifically traverse
each requirement not complied with.

707.07(b) Requiring New Oath
See 602.02.
707.07(¢c) Draftsman’s Requirement

[R-16]
See T07.07(a) ; also 608.02 (a), (e), ().

STATUTORY PERIOD




L-ngnage To Be*?U'éd In
_ Bejecting Claimy’ [R-16]

‘Where a claim is refused for any reason re-
ing to the merits thereof it should be “re-
i ” and the

d of rejection fully and

707.07(d)

; £ rejecti
clearly state% and the word “reject” must be
used.  The iner should designate the'

express reference to a section of 85 U.S.C. in the
ogeninﬁisentence of each ground of rejection.
If the claim is rejected as too broad, the reason
for so holding should be given; if rejected as
indefinite the Examiner should point out where-
in the indefiniteness resides; or 1f rejected as in-
~ complete, the element or elements lacking should
be ified, or the applicant be otherwise ad-
ised as to what the claim requires to render it
complete. )
In general, the irost usual ground of rejec-
tion is based on prior art under either 35 U.S.C.
102 or 35 U.S.C. 103. ,

35 U.S.C. 102 (AwvticreatioN or Lack oF
Noverry)

The distinction between rejections based on
35 TU.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is present. It may be ad-
visable to identify a particular part of the ref-
erence to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate.

35 U.S.C. 108 (OmviousNEss)
In contrast, 35 U.S.C. 103 authorizes a rejec-

tion where to meet the claim, it is necessary to

modify a single reference or to combine it with
one or more others, After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
ject matter, and (8) an lanation why such
proposed modification would be obvious.

Ew ing of a personsl nature must be
avoi tever may b« the Examiner’s
view as to the utter lack of patentable merit
in the disclosure of the ag)plication examined,
he should not express in the record the opinion
that the application is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

707.07(f)

The Examiner should, as a part of the first
Ogg% aﬁmp on the merits, identg? an, cln.nlx::
wh ju a8 presently ac vmg, to
allowable and/or should - “any way in
which he considers that rej claims may be
amended to make them allowable. If the Ex-
aminer does not do this, then by implication it

 will be understood by the applicant or his attor-

statutory basis for any ground of rejection by  ney or agent that in the Examiner’s opinior, as

preeently advised, there appears to be no allow-
able claim nor anything patentable in the sub-
ject matter to which the claims are directed.

TImprorerLY Exrressen ResvoTIONS

An omnibus rejection of the claim “on the
references and for the reasons of record” is
stereo: and usually not informative and
should therefore be avoided. This is especially
true where certain clasims have been rejected
on one ground and other claims on another
ground. o

A pﬁunli of claims should never be
grouped together in a common rej
that rejecti%;' is equally applicable to all claims
in the group.

707.07(e) Note All Outstanding Re-
quirements

In taking up an amended case for action the
Examiner should note in every letter all the
requirements outstanding against the case.
Every point in the prior action of an Exam-
iner which is still applicable must be repeated
or referred to, to prevent the implied waiver
of the requirement. .

As soon as allowable subject matter is found,
correction of all informalities then present

should be required.
707.07(f) Answer All Material Trav-
ersed '

Where the requirements are traversed, or
suspension thereof requested, the Examiner
should make proper reference thereto in his
action on the amendment.

Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it.

If a rejection of record is to be applied to
a new or amended claim, specific identification
of that ground of rejection, as by citation of
the pa ph in the former ce letter in
whicﬁ the rejection was originally stated,
should be given.

Rev, 10, Apr. 1968
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. After an Office action, the response (in addi-
tion to making amendments, etc.d). may fre-
quently include arguments and affidavits to the
effect that the prior art cited by the Examiner
does not teach how to obtain or does not in-
herently yield one or more advantages: (new
‘ roved results, functions or effects),

or impry ( X
w advan are to warrant issue
of a patent on the allegedly novel subject mat-

ter claimed. . i e
If it is the Examiner’s considered opinion

that the asserted advantages are without sig-
nificance in determining patentability of the
rejected claims, he should state the reasons for
his poeition in the record, preferably in the
action following the assertion or argument
relative to such advan - By so doing the
Applicant will know that the asserted ad-
vantages have actually been considered by the
Examiner and, if appeal is taken, the Board of
Appeals will aleo be advised.

The importance of answering such argu-
ments is illustrated by In re Herrmann et al.,
1959 C.D. 159; 739 O.G. 549 where the appli-
cant ur; that the subject matter claimed
produced new and useful results. The court
noted that since Applicants’ statement of ad-
vantages was not questioned by the Examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-
fore found certain claims to be allowable.

707.07(g) Piecemen! Examination
[R-16]

Piecemeal examination should be avoided
as much as possible. The Examiner ordi-
narily should reject each claim on all valid
grounds available, avoiding, however, undue
multiplication of references. (See 904.02.)
Major technical rejections on grounds such as
aggregation, lack of proper disclosure, undue
breadth, serious indefiniteness and res judicata
should be applied where appropriate even
though there may be a seemingly sufficient re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with a full development of reasons rather than
by a mere conclusion coupled with some stereo-
typed expression. o

In cases where there exists a sound rejection
on the basis of prior art which discloses the
“heart” of the invention (as distinguished from
prior art which merely meets the terms of the
claims), secondary rejections on minor technical
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indefiniteness) shonlsgot be made where thse’
examiner, recognizing the limitations of the
English Isnguage, is not aware of an improved
mode of definition. >

Some situations exist where examination of an
application appears best acoomplished by limit-
ing action on the claims thereof to a particular
issue. These situations include the following:

(1) Where an application is too informal for
a complete action on the merita; see 702.01;

(2) Where there is an un"1e multiplicity of
claims, and there has been no successful tele-
phone request for election of a limited number
of claims for full examination; see 706.03(1) ;

(3) Where there is a misjoinder of inven-
tions and there has been no successful telephone
request for election; see 803, 806.02, 812.01;

(4) Where the disclosure is directed to per-
petual motion; note ex parte Payne, 1904 C.D.
42:108 0.G. 1049.

However, in such cases, the best prior art readily
available should be cited and its pertinancy
pointed out without specifically applying it to
the claims.

On the other hand, a rejection on the grounds
of res judicata, no prima facie showing for re-
issue, new matter, or inoperativeness (not
involving perpetual motion) should be accom-
plished by rejection on all other available
grounds.

707.07(h) Notify of Inaceuracies in

Amendment
See 714.23.
707.07(i) Each Claim To Be Men-
tioned in Each Letter [R-
16]

In every letter each claim should be men-
tioned by number, and its treatment or status
given. Since a claim retains its original nu-
meral throughout the prosecution of the case,
its history through successive actions is thus
easily traceable. Each action should conclude
with a summary of rejected, allowed and can-
celled claims.

Claims retained under Rule 142 and claims
retained under Rule 146 should be treated as
set ont in 821 to 821.03 and 809.02(c).

See 1109.02 for treatment of claims in the
application of losing party in interference.

The Index of Claims should be kept up to
date as set forth in 717.04.




EXAMINATION OF APPLICATIONS

: Claims Are Al

707.07(j) State Wh
- lowable -

Aurowante Excerr as To Forx

When an application discloses patentable
subject matter and it is apparent from the
~claims and the Applicant’s arguments that the
claims are intended to be directed to such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defects 1n form or omission of a limitation,
the Examiner should not stop with a bare ob-
jection or rejection of the claims. The Exami-
ner’s action should be constructive in nature
and when possible he should offer a definite
sug,%estion for correction. Further, an Exam-
iner’s suggestion of allowable subject matter
may justify his indicating the possible desira-
Lility of an interview to accelerate early agree-
ment on allowable claims.
 If the Examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the Applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patent-
able invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration. i

If a claim is otherwise allowable but is de-
pendent on a cancelled claim or on a rejected
claim, the Oflice action should state that the
claim would be allowable if rewritten in inde-
pendent form.

EarLy ALLOWANCE oF CLAnMS

Where the Examiner is satisfied that the
prior art has been fully developed and some of
the claims are clearly allowable. he should not
delay the allowance of such claims. The prac-
tice of some Examiners of never allowing a
claim in the early actions, when the afore-
mentioned conditions exist, is a handicap to
attorneys or agents. Such practice is also a
hardship on the inventor in his attempts to
negotiate for the exploitation of his invention.

707.07(k) Numbering Paragraphs

It is good practice to number the paragraphs
of the letter consecutively. This facilitates
their identification in the fulure prosecution of
the case.

707.08 Reviewing and Initialing by As-
sistant Examiner

The full surname of the Examiner who pre-
pares the Oflice action will, in all cases, be typed

707.13

below the action on the left side. The telephone
number below this should be called if the cagse
is to be discussed or an interview arranged.
After the action is typed, the Examiner who
repared the action reviews it for correctness.
f this Exantiner does not have the authority
to sign the action, he should initial the action
above the typed name, and forward to the au-
thorized signatory Examiner for signing.

707.09 Signing by Primary or Other
Authorized Examiner
Although only the original is signed, the word

“Examiner” and the stamped name of the signer
should appear on the original and copies.

707.10 Entry [R-16]

The original, signed by the authorized Ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper
under “Contents”.

707.11 Date

The date should not be typed when the
letter is written, but should be stamped on all
copies of the letter after it has been signed
by the authorized signatory Examiner and the
copies are about to Ee mailed. _

707.12 Mailing

In cases where no references are to be pro-
vided by R.O.C., the copies are mailed by the
Group after the original, initialed by the As-
sistant and signed by the authorized signatory
Examiner, has been placed in the file.

In cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to Reference Order Cen-
ter (R.O.C.) for mailing. The file with a copy
of the action is retained in the Group. After the
copies are mailed by R.0.C., the original is re-
turned for placement in the file.

707.13 Returned Office Action

Letters are sometimes returned to the Office
because the Post Office has not been able to de-
liver them. The Examiner should use every
reasonable means to ascertain the correct ad-
dress and forward the letter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. 1f the Office letter was

Rev. 18, Apr. 106%
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e returned letter,

remailing. x parte Gourtoff, 1924 C.D. 153;
329 0.G. 536.) -

~ If the Office is not finally successful in de-
_ livering the letter, it is placed, with the en-

_velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-

munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination [R-17]

Rule 101. Order of ezamination. (a) Applications
filed in the Patent Office and accepted ‘as complete ap-
plications (rvles 53 and 55) are assigned for examina-
tion to the respective examining divisions having the
classes of inventions to which the applications relate.
Applicatioas shall be taken up for examination by the
examiner to whom they have been assigned in the or-
der in which they have been filed except for those appli-
cations in which the Office bas accepted a request
“under Rule 139. '

b) Applications which have been acted upon by
one Examiner, and which have been placed by the ap-
plicant in condition for further action by the Examiner
(amended applications) shall be taken up for action
in such order as shall be determined by the Commis-

sioner,

Each examiner will give priority to that ap-
plication in his docket, whether amended or nes,
which has the oldest effective U.S. filing date.
Except as rare circumstances may justify Group
Supervisors in granting individual exceptions,
this basie policy applies to all applications.

Whether a given application has an effective
U.S. filing date earlier than its actual filing
date is determined by whether the disclosure of
a parent case adequately supports any claim or
claims of the later case. Examiners are respon-

Rev, 17, July 1068

against the apglication begins with the date of
( N

MANUAL OF PATENT EXAMINING PROCEDURE

sible for making this determination. If at any
time an Examiner determines that the “effective

- filing date” status of any application differs

from what the records show, he shounld so inform

the Clerk of Group, who should promptly
amend the records to show the correct status,
with the date of correction.

. The new order of examination for each Ex-
aminer will continue top priority for those spe-
cial cases havi
as Examiner’s Answers and Decisions on Mo-
tions. Most other cases still remaining in the
“special” category (for example, reissues, inter-
ference cases, cases made special by petition,
cases ready for final conclusion, etc.) will con-
tinue in this category, with the first effective
U.S. filing date among them normally control-
ling priority. '

Action on those applications in which the
Office has accepted a request under Rule 139 is.
suspended for the entire pendency, except for
purposes relating to interference proceedings
under Rule 201(b) initiated within (5) five
‘years of the earliest effective U.S. filing date.

708.01 List of Special Cases [R-16]

Rule 102, Advancement of examination. {a) Appli-
cationg will not be advanced out of turn for examina-
tion or for further action excert as provided by these
rules, or upon order of the Commissioner to expedite
the business of the Office, or upon a verified showing
which, in the opinioniof the Commissioner, will justify
so advancing it. ) i

(b) Applications wherein the inventions are deemed
of peculiar importance to some branch of the pubile
service and the head of some department of the Gov-
ernment requests immediate action for that reason, may
be advanced for examination.

Certain procedures by the Examiners take
precedence over actions even on special cases.

For example. all papers typed and ready for
signature shotld be completed and mailed.

86

a fized 60-day due date, such




| RESTRICTION; DOUBLE PATENTING

 Allissue cases returned with a “Printer Wait-

ing” slip must be processed and r
the period indicated. @~

- Cases in which practice requires that the
Examiner act within 60 daés, such as decisions
on motion (1105.06) and Examiner's answers
(1208), necessarily take priority over special
cases without specific time limits. Such cases
should be taken up for action at least 30 days
before the 60-day period expires, to guarantee

within

~ completion within the 60-day limit. =

If an Examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give such action forthwith instead of
making the case await its turn. :

The following is a list of special cases (those
whi<;h are advanced out of turn for examina-
tion) : ~

(a) Apg)lieations wherein the inventions are
deemed o uliar importance to some branch
of the public service and when for that reason
the head of some department of the Govern-
ment requests immediate action and the Com-
missioner so orders (Rule 102).

(b) Cases made special as a result of a peti-
tion. (See 708.02.)

Subject alone to diligent prosecution by ‘the
applicant, an application for patent that has
once been made special and advanced out of
turn for examination by reason of a ruling
made in that particular case (by the Commis-
sioner or an Assistant Commissioner) will con-
tinue to be special throughout its entire course
of prosecution in the Patent Office, includin
appeal, if any, to the Board of Appeals; an
any interference in which such an application
becomes involved shall, in like measure. be
considered special by all Patent Office officials
concerned.

(¢) Applications for reissues (Rule 176).

(d) Cases remanded by an appellate tribunal
for further action. ' '

(e) A case, once taken up for action by an
Examiner according to its effective filing date,
should be treated as special by any Examiner,
Art Unit or Group to which it may subsequently
be transferred; exemplary situations include
new cases transferred as the result of a tele-
phone election and cases transferred as the re-
sult of a timely response to any official action.

(f) Applications which appear to interfere
with other apgiications previously considered
and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (Rule 201).

( g;) Cases ready for allowance, or ready for
allowance except as to formal matters,

(b) Cases which are in condition for final
rejection.

mgm

(1)&ses pending more than five years,
including those which, by relation to a prior
5t

United States application, have an effective

pendency of more than five years. See

707.02(s) e
Seealso714.18andl207.' e,

708.02 Petition to Make Special [R-
Wy 18]

As noted in 708.01, certain cases may be ad-
vanced for examination out of turn as a result of
a petition to make special. The categories of
such special cases are noted below.

MANUFACTURE OR INFRINGEMENT

Petitions to make special may be based on
actual infringement or on prospective manu-
facture which is being delayed for lack of some
assurance of patent protection. Showings sup-
porting specific facts must be made. For de-
tails see the Patent Office publication dated
July, 1968, entitled “Petitions To Make Appli-
cations Special.” Copies of this publication
are available in the office of the First Assistant
Commissioner, '

AgcE or Inr. Hear™a e

Petitions to make special may be based on a
showing that applicant is 65 or more years of
age or that his state of health is such that he

~ might not be available to assist in the prosecu-

tion of the application if it were to run its
normal course. '

CoNTINUING APPLICATION

Petitions to make special a continuing appli-
cation may be based on an allegation that the
application contains only claims which have
been held allowable in an earlier case or claims
differing therefrom only in matters of form
or by immaterial terminology. The Examiner
is requested to make a report stating whether
the allegation in the petition is correct and
including a list of the references over which
the claims were allowed, unless such references
have been listed in the petition. If, in the
opinion of the Examiner, the claims in the ap-
plication do not qualify it for special status
as above noted, but he is able to determine from
inspection that. the application is allowable in
matters of substance or that the claims are oth-
erwise such as would, by reason of the previous
prosecution, be clearly subject to immediate
final action, he should report the fact.
SpeciaL ExaMiNiNG PROCEDURE FOR CERTAIN

New APPLICATIONS—ACCELERATED EXAMINA-~

TION

A new aw)lication may be granted special
status provided that applicant (and this term
includes applicant’s attorney or agent) concur-
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claims p ed are not o
a single invention will make.
. traverse as a prerequisite

inal papers or petition an

that a requirement should be made,
the established telephone restriction practice

will be followed. ;

1f otherwise proper, examination on the

merits will proceed on claims drawn to the
elected invention. -

1f applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion will await action in its regular turn.
onal applications directed to the non-
elected inventions will not automatically be
given special status based on papers filed with
~ the petition in the parent case. Each such
application must meet on its own all require-
ments for the new special status.

(b) Submits a statement that a pre-examina-
tion search was made, and specifying whether
by the inventor, attorney, professional search-
ers, etc., and listing the field of search by class
and subclass, publication, chemical abstracts,
foreign patents, etc.

(c) Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the claims.

{d) Submits a detailed discussion of the ref-
erences, which discussion points out, with the
ﬁarticularity uired by Rule 111 (b) and (c),

ow the claimed subject matter is distinguish-
able over the references. Where applicant indi-
cates an intention of overcoming one of the ref-
erences by affidavit under Rule 131, the affidavit
must be submitted before the application is
taken up for action, but in no event later than
one month after request for special status.

In those instances where the request for this
speeial status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted.

Once a request has been granted, prosecution

Rev. 1%, Oct. 1968

from this special status. = :
) special examining proce-

Following is
. 1 cation, having been granted
sult of compliance with the
out above will be taken up by
ore all other categories of ap-

plications except those clearly in condition for

allowance and those with set time limits, suchas
Examiner’s Answers, Decisions on Motions, etc.,
and will be given a complete first action which

will include 2/ essential matters of merit as to
all claims. The Examiner’s search will be re-
stricted to the subject matter encompassed by
the clatms. A first action rejection will set a
three-month shortened period for response.

2. During'ir.’ the three-month period for re-
sponse, applicant is encouraged to arrange for
an interview with the Examiner in order to re-

cant or his representative should cause to be
placed in the hands of the Examiner at least one
working day prior to the interview, & copy
(clearly denoted as such) of the amendment
that he proposes to file in response to the Exam-
iner’s action. Such a paper will not become a

 part of the file, but will form a basis for discus-

sion at the interview,

" 3. Subsequent to the interview, or respons'ivé\‘
# no interview

to the Examiner’s first action i
was had, applicant will file his “record’ re-
sponse. The response at this stage, to be proper,
must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field
will be treated as not a proper response.

4. The Examiner wil], within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. The Examiner’s response to
any amendment submitted after final rejection
should be prompt and by way of forms 327, 303
or 309, by passing the case to issue, or by an
Examiner’s Answer should applicant choose to

file an appeal brief at this time. Of course,

where relatively minor issues or deficiencies
might be easily resolved, the Examiner may
use the telephone to inform the applicant of
such.

5. A personal interview after final Office ac-
tion will not be permitted unless requested by
the Examiner. However, telephonic interviews
will be permitied where appropriate for the

finality, as many issues as possible.
| toafford t’he Examiner time for reflec-
tive consideration before the interview, appli-




purpose of cormctmg which
remain outstanding. ,
Each petition to ma
the ground u;mn whic i
the nature o
plication file, together with the dec ,
‘thereo The Office rules on a :
is responsible for p _entering th:
tion and the resulting decision in the file
The petition, with any hed papers and sup-
porting affidavits, will be given a single paper
number and so entered in the *Contents™ of the
file. The decision will be accorded a separate
paper number and similarly entered. To in-
‘sure entries in the "Confents' in proper order,
the clerk in the examining group will make cer-
tain that all papers prior to a petition have been
entered and/or listed in the application file
before forwarding it for co n~1derat1m of the

petition. [R- 17]

708.03 Examiner Tendera His Resxg-

nanon

- Whenever an Examiner tenders his resigna-
tion, the Supervisory Primary Examiner should
see that he spends his remaining time as far as
possible in winding up the old complicazed cases
or those with invoived records and gerting as
many of his amended cases as possible r-evzdv for
final disposition.

If the Examiner has considerable e\per’e-nce
in his particular art, it is also 'ndvz'xmgeoth
to the Office if he indicates (in pencil; in the
file wrappers of cuses in his docket, rize fleld
of search or other pertinent data thar e con-
siders appropriate.

[R-17]

Rule 103. Suspension of action. (a) Suspension of
action by the Office svill be granted at the request of
the applicant for good and sufficient cause and for a
reasonable time specified. Only one suspension may
be granted by the primary examiner; and further sus-
pension must be approved by the Commissioner.

(b) If action on an application is suspended when
not requested by the applicant, the applicant szl he
notified of the reasons therefor,

(¢) Action by the examiner may be suspendsed by
order of the Commissioner in the case of applications
owned by the United States whenever publication «f the
invention by the granting of & patent thereon rizht he
detrimentatl to the pablic <afety or defense, at the re-
quest of the appropriate department or agency.

td) Action on applications in which the Office bax
necepted a request filed nnder Rule 139 will e sos-

709 Supsension of Action

NATION OF APPLICATIONS

- 201(b).

he decision, is p]aced of record

‘party of interest.

pended for the entire pendency of these applications

except for purpoqew relating to proceedings under Rule

Suspension of action (Rule ’103) should not

~ be confused with extension of time for reply

(Rule 136). 1t is to be noted thata suspension
of action applies to an impending Office action
by the examiner whereas an extension of time
for reply lies to action by the applicant.

Paragraph (b) of the Rule provides for a

suspension of Office action by the examiner on
“his own initiative, as in Secs. ‘09 01 and 1101.01

(i). Paragraph (d) is used in the Defensive
Publication Program deqcrlbed n .11 06.

Overlapping ‘ Appﬁcations : by
Same Applicant or Owned by
Same Assignee [R-17]

709.01

Examlnere should not consider ex parte.
when raised by an applicant, questions which

are pending before the Office in infer partes

proceedings involving the same applicant or
(See ex parte .Jones, 1924
C.D. 59; 327 O.G. 681.)

Because of this where one of several appli-
cations of the same inventor or assignee which .
contain overlapping claims gets info an inter-
ference it was formerly the practice to suspend
action by the Office on the applieations not in
the interference in accordance with Ex parte
MecCormick, 1904 C.D. 575; 113 O.G. 2508,

Now, partly in view of In re Seehach, 1937
C.D. 495: 484 O.G. 503 the prosecution of all
the cases not in the interference iz required to
be carried as far as possible. by treating as
prior art the eounts of the interference and by
rejections forcing the drawing of proper lines
of division. See 1111.03.

709.02 Actions Following Correspond-
ence Under Rule 202

See 1101.01(1).

710 Period for Response

See Chapter 1200 for period for response
when appeal is taken or court review sought.,

710.01 [R-17]

Eztract from Rule 135. (&) If an applicant falls to
prosecute his application within six menths after the
date when the last official notice of any action hy the
Office was mailed to hing, or within such shorter time

Statutory Period
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710.01(a)

 as may be fixed (rule 136), the application will become

~abandoned.

Shortened per ods are currentlv uﬁed in prac-
tzcallv all cases, see 710 OQ(b)

The actual time taken for response is com-

puted from the day o he mailing of the Office’

action to the date of receipt by “the Office of
applicant’s response. No cognizance is taken
of fractions of a day and applicant’s
15 due on the corresponding day of the month
six months or any lesser number of months
specified after the Office action.

Response to an Office action d‘lted Aufruqt
30 is due on the following February 2 (m 29
if it is a leap year), while a response to an
Office action dated February 28 is due on Au-
gust 28 and not on the last day of August. Ex
parte Messick, 1930 C.D. 6: 400 0.G. 3. The
same reasoning would ‘1pp1v for any perxod legs
than six months.

The date of receipt of a response to an Office
action js given by the “Office date”
which appears on the responding paper.

response.

stamp:

xerclsed to set a date which

, Sunday or holiday.
> ' SHORTE}'ED T : F{)R
appears on the first page of all copice
tions in which a shortened time for reply
been set. This legend preferably appears

under the date stamp so prominently that

person looking merely for the mailing date

of the action and not reading the action as a -

hole cannot reasonably 'wmd seemg the

e d.

In some cases the Iixaminer’s }ettm does not

determine the beginning of a statutory re-
sponse period. For example. the Examiner
may write a letter adhering to a final rejection,
in W]]]C]l case the statutory response period
running from the date of the final rejection is
not dlcmrbod In all cases where the statutory
response perind runs from the date of a previ-
ousz action. a statement to that effect shonld be
meluded.

710.02 Shortened Statutory Period
and Time Limit Actlons

{R-17]

Under Rule 136 (35 U.S.C. 133) an appli-
~ant. may be required to respond in a shorter
period than six months, not less than 30 davs,
whenever it is decmed “necessarv or expendi-
eut™. Some conditions deemed “necsessury or
cxpedient” e listed in Section :1“”’(")

In other situations, for example. the rejection
of a copied patent elaim. the Examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of

B TR0 6. Seme situations in which time
limits are ser are noted in Section 710.02(¢).
The time Timir requirement should be typed in
capital Tetrers,

Rew, 17, July 1968
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,,710 02(b) Shortened Statutory Pe-

riod: Sxtuatlons in Which
Used [R—l?]

Under the authority giv en him by 35 U.S.C.

. 13; the Clommissioner lms directed the Exam-

iners to set a shortened period for response to
every action. The length of the shortened stat-
utory period to be used depends on the type
of response required. Some specific cases of
shortened statutory period for response to he
given are: :
. Tnmfn‘ Davs

Requirement for restriction or
election of specse»——no claim re-

jected il ___ S14
To file express ab.nndonment-—
drawings transferred_____.____ 608. 02 (13

Twe MoNTHSs
Winning party in terminated in-
terference to reply to unan-
swered Oftice avtion_____.____

Where, after the termination of an inter-
ference proceeding, the application of the
winning party contains an unanswered office
action. final rejection or any other action. the
Primary Examiner notifies the applicant of
this fact. In this case response to the Office

116901

action is required within a shortened statutory

period running from the date of such notice.
See Ex parte Peterson, 1941 (". 1. 8: 525 O.G3. 5.

Ex parte Quayle

When an application is in condition for
allowance, except as to matters of form. such
ag correction of drawings or specification. a
new oath, etc.. the case will be considered
special and prompt action taken to require cor-
rection of formal matters. Such action should
include a statement that prosecution on the
merits is closed in accordance: with the deci-
ston in £r parte Quayle, 1935 C.D. 11; 453
0.6. 213, and should conclude with the setting
of a shortened statutory period for response,

Multiplicity rejection—no other

rejection ... .. ... _.... T06.03¢]




e e i e

The above periods may be changed under
special, rarely occurring cire \ces.

There sre other periods r response set
forth in the Rules of Practice. For example,
applicant will still have 60 days (not two

jection in the Examiner’s Answer { Rule 193).
A shortened ;atutorv per*od may not be
less than uO days. e

; 710 02( c) Txme-Lmut Actxons.
‘uations
{R-18]

As stated in 710.02, 35 T.S C 6 prondes
authority for the Commissioner to establish
rules and regulations for the conduct of pro-
ceedings in the Patent Office. Among the
Rules are certain situations in which the
Examiner sets a time limit within which some
specified action should be taken by applicant.
Some situations in which a time limit is set are :

(a) A portion of Rule 203(b) provides that
in suggesting claims for interference:

‘The parties to whom the claims are suggested will be
required to make those claims (i. e., present the sug-
gested claims ip their applications by amendment)
within a specified time, not ivss than 30 days, in order
that an interference may he declared.

See 1101.01 (j), and 1101.01(m).
th) Rule 206(b) provides:

Where the examiner is of the opinion that none of
the claims can be made, he shall reject the copied
claims stating in his action why the applicant cannat
make the claims and ~et a time limit, not less than
20 days, for reply. If, after response by the applicant,
the rejection is made final, a similar time limit shail
be et for appeal.  Failure to respond or appeal, as the
case may be, within the time fixed, will, in the absence
of a satisfactory showing, be deemed a disclaimer of
the invention claimed,

See 1101.02(f).

(¢) When applicant’s action is not fully re-
responsive to the Office action. the Exarminer
mayv give appleant one month or the remainder
of the set statutory period, whichever is longer.
to complete his response. See Rule 135(c¢)
which reads as follows:

When acetion by the applicant is & hona fide attemp:
to advanes the rase to final netion, and i< substantinlls

90.1

‘months) to respond to a new ground of re-

Sit-
in Whick Used

- 809.02(c), 821.01.

- APP _ 710.02(d)
a completa regponse to the examiner’s action, bat:

: ‘sideraﬁon of some matter or compliance with some
quirement has been madvertenﬂv omltted opportunlty

See 714, 03

(d) I pphcatxone fil
25, 1965 p licant is gi
remaind the set
ever is ]onger. to remit any a dltmml fees T re-
quired for the submission of an amendment in
response to an Office action.
See 607 and 714.03.
‘e) To ratify or otherwise correct an un-
signed amendment, applicant is given one

- month or the renmmder of the set statutory

ppnod  whichever is longer. -
 See 714.01(b). i
(f) Where application is othermse allowable

~ but contains a traverse of a requirement to re-
strict, one month is given to cancel claims to
nonelected invention or s

cjes or take other

appropriate action. See ules 141, 144, and

(g) If there iz a defect in the format of a

* streamlined continuation application which can

be corrected, applicant is given one month to
correct the defect.
See 201.07.

710.02(d) ,‘Diﬁ'erencé Batween Short-
“ened Statutory and Time-
Limit Periods

The distinction between a limited time for
reply and a shortened statutory period under
Rule 156 should not be lost sight of.  The pen-
alty attaching fo failure to 1ep]v within the
time limit (from the suggestion of claims ot the
rejection of copied pacent claims) is loss of the
subject matter involved on the doctrine of dis-
claimer. A rejection on the ground of dis-
claimer is appealable. On the other hand, a
complete failure ro respond within the set stat-
utory period resulis in abandonment of the
entire application. This is not appealable, but
a petition to revive may be granted if the delay
was unavordable, Inrﬂsm “where applicant re-
sponds a day or two after the time limit, this

may be excused M the Examiner if satisfac-
rorm explained: but 2 response one day late
in a case earryving asharrened statutory period
under Rule 136, no matter what the excnse,
results in abandonment ; however, if asked for
e advance extension of the period may be
wranted by the Examiner. provided the exten-
sion does not zo beverd the six months’ period
from the date of the Office action. See also

1101.02(f).
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- reasonabie time specified. :
tension must be filed on or before ti
action by licant is due, but in

one extension” ay be granted by the primary ex
in his.discretion; any further extension must
proved 'by ‘the Commissioner: In no cas

tension earry the date on which response to an action

is due beyand six months from thyeﬁy c}atef'pf the action.

1t should be very carefully noted that neither
the Primary Examiner nor the Commissioner
has authority to extend the shortened statutory
period unless request for the extension is filed
on or before the day on which applicant’s ac-
tion is due. While the shortened period may
be extended within the limits of the statutory
six months’ period, no extension can operate to
extend the time beyond the six months.

Compare, however, Rule 135(c}) and 714.03.

Any request under Rule 136(b) for extension

of time must state a reason in support thereof;

under the present policy the application of the
Rule will entail only a limited evaluation of the
stated reason. '

This liberality will not apply to

(1) any requests for more than one-month
extension, and

(2) second and subsequent requests for ex-
tension of time.

All first requests for extension of time regard-
less of the number of months involved will be
decided by the Primary Examiner. All re-
quests subsequent to the first request for exten-
sion of time to respond to an office action will
he forwarded to the Group Director for action.

If a request for extension of time is filed in
duplicate and aceompanied by a stamped re-
turn-addreszsed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. TUtilization of this
proceduire is optional on the part of applicant.

In implementing this procedure, the action
{aken on the request should be noted on the
original and on the copy which is to be returned.
The notation on the original, whivh Lecomes a
part of the file record, should be signed by the
person granting or denying the extenzion, and
the name and title of that person zhnuld also
appear in the notation on the copy which is
returned to the person requesting the extension.

When the request is granted, no further ae-
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is denied, a formal
r the reason for denial,
mptly after the mail.

%of the duplicate, ; .
equest for extension of time may be made by

~ hand delivery of a duplicate copy of a request

which has been filed. Prompt consideration is

«gi%veln»and; th}e action taken communicated to
ik il -  applicant at liest practicable time: if
request effect any extension. Only ppiic at the earliest practicable time; if an

attorney’s copy as well as the duplicate copy is
submitted, it is sufficient to merely indicate on
both copies that the extension wifl i
if the request is timely filed.

- If the request for extension is not presented h
“in duplicate, the applicant should be advised

promptly and in writing regarding action taken
on the request so that the file record will be com-

plete.  (Sce Appendix 111, form para. 25.)

The iiling of a timely response to a final re-

~ jection having a shortened statutory period for

response will operate to extend the shortened
statutory period an additional month, but in no
case to exceed six months from the date of the
final action. (See 714.13.)

710.04 Two Periods Running

There sometimes arises a situation where two
different periods for response are running
against an application, the one limited by the
regular statutory period, the other by the lim-
ited period set in a subsequent Office action.
The running of the first period is not sus-
pended nor affected by an ea parte limited
time action or even by an appeal therefrom.
For an exception, involving suggested claims.
see 1101.01(n).

710.04(a) Copying Patent Claims

Where, in an application in which there is an
unanswered rejection of record. claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different periods for response are running
against the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for response to the re-
jection (either first or final), established under
Rule 206. The date of the last unanswered
Office action on the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms D. 1, 63 USPQ 132 and Ex parte Nelson,
164 Mz D, 361, 26 JP.O.S. 564.) See also
1101.02(f).

90.2

be?:’gramtéfd L




 Sunday mﬂehdsy

day, Sundoy, or holilay. Wi

intended. When the day, or the last day, fixed by stat-
ute or by or under these rules for taking sany action or
paying any fee in the Patent Office {alls on Saturday,
Sunday, or o a holiday within the District of Colum-
bia, the action may be taken, or the fee paid, on the
next succeeding day which is not & Saturday, Sunday,
or a holiday. See rule 304 for time for appeal or for
commencing civil action.

The holidays in the District of Columbia
are: New Year's Day, January 1; Washing-
ton’s Birthday, February 22; Memorial Day,
May 30; Independence Day, July 4; Labor
]]ga.y_ &ﬁrst ngmﬁy in September o

ay, November 11; ving ou
T}ny;;'sday in Nove;n%mas ay, De-
cember 25; Inauguration Day (January 20,
every four years). Whenever a holiday falls
on a Sunday, the following day (Monday) is
also a holiday. Ex. Order 10,358; 17 F\R. 5269.

When a holiday falls on & Saturday, any ac-
~tion or fee due on the preceding day (Friday)
must be filed on that day even though, by reason
of Public Law 86-862, the Patent Office is
closed.

When an amendment is filed 2 day or two
later than the expiration of the period fixed by
statute, care should be taken to ascertain
whether the last day of that period was Satur-
day, Sunday or a holiday in the District of
Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not a Saturday, Sunday or a
holiday.

An amendment received on such succeeding
day which was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated.

710.06 Miscellaneous Factors Deter-
mining Date

Where the citation of a reference is incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter griving the correct
citation. The previous perind is restarted re-
gardless of the time remaining.  See T07.05(g)
for the manner of correcting the record where
there has been an erroneous citation.

, periods of time
are specified in these ruleg in days, calendar days are

; Veterans’

e e f}m&ﬁcn orF Armms i
710.05 Period Ending on Saturday,

ey e . be correspondingly redsted, as it is
Rule 1. Times for taking solion; espiration on Satur-  ing date th;tmbhah:&t’ﬁebegmmng

91

o

to remail any action (707.18), the action should
be i the re-mail-

| stablishes eginning of the
period for response. Eax parte Gourtoff, 1924
CD. 153; 329 0G. 586.

A supplemnentary action after a rojection ex-
plaining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory pericd runs.

If for any other reason an Office action is
defective in some matter necessary for a proper
response applicant’s time to respond begins
with the date of correction of such defect. An
example is an action rejecting a claim on a
reference which is not cited at all nor already
of record. -

711 Abandonment [R-16]

Rule 135. Abandonmeni for failure to reapond within
time limit. (a) If an applicant fails to prosecute bis
application within six months after the date when the
last official notice of any action by the Office was mailed
to him, or within such shorter Hme as may be fixed
(rule 136), the application will become abandoned.

{b) Prosecution of an application to save it from
abandonment must include such complete and proper
action as the condition of the case may require. The
admission of an amendment not responsive to the last
official action, or refusal to admit the same, and any
proceedings relative thereto, shall not operate to save
the application from ahandonment.

{¢) When action by the applicant iz a bona fide at-
tempt to advance the case to final aetion, and is sub-
stantially a complete response to the examiner’s action,
but congideration of some matter or compliance with
some requirement has been inadvertently omitted, op-
portunity to explain and supply the omission may be
given before the question of abandonment iz considered.

(d) Prompt ratification or filing of a correctly signed
copy may be accepted In csise of an unsigned or im-
properly signed paper. (Seerule7.)

Rule 138. Ezpress abandonment. An application may
be expressly abandoned by filing in the Patent Office a
written declaration of abandonment, signed by the ap-
plicant himself and the assignee of record, if any, and
identifying the application. Except as provided in
Rale 262 an application meay also be expressly abau-
doned by fling a written declaration of abandonment
signed by the attorney or agent of record.

Abandonment may be either of the invention
or of an application. This discussion is con-
cerned with abandonment of the application

for patent. )
An abandoned application, in accordance

with Rules 135 and 138, is one which is re-
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by the assign
cluding an associate attorney or agent ap-
pointed by the principal attorney or agent
and whose li’ower is of record);or
2. failure of applicant to take appropriate

action within a ‘time at some stage in

the prosecution of the case. e
V&ere an applicant, himself, formally aban-
dons an application and there is a corporate as-
_ signee, the acqniescence must be made through
an officer whose official position is indicated.
See 608.02(1). o
- See 712 for abandonment for failure to pay
issue fee. - » L

71101 Express or Formal Abandon-

ment [R-16} ko

Applications may be osely abandoned

expressl
88 provided for in Rale i38. en 8 letter

ressly abandoning an spplication (not in
’ ?:SP';O) i received, the iner should

reof, indicate whether
,?ly with the require-
Je 138, and if i1t does comply, state
that the application is abandoned and that it
is being sent to the Abandoned Files Unit.

In view of the doctrine set forth in Ex parte

Lasscell, 1884 C.D. 66; 29 O.@G. 861, an amend-

ment canceling all of the claims, even though
said amendment is signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-
garded as non- ive and should not be
entered, and applicant should be notified a-
explained in 714.08, 714.05. ' But see 608.02(1)
for situation where aggmgtmn is abandoned
along with transfer of drawings to a new appli-
cation. ‘

Arrer NOTICE OF ALLOWANCE

Letters of abandonment of allowed applica-
tions are acknowledged by the Issue and
Gazette Branch. ]

Rule 313 provides that an allowed applica-
tion will not be withdrawn from issue except by
approval of the Commissioner, and that after

Rev, 16, Apr. 1968

Tases where the

13 precludes

‘extraordinary situation where justice re-

tion During Statutory Period

Rule 135 specifies that an application be-
comes abandoned if applicant “fails to prose-
cute” his application within the fixed statutory
period. failure may result either from

1. failure to respond within the statutory

period, or ,
2. insufficiency of response, ie., failure to

 take “complete and proper action, as the condi-

- tion of the case may require” within the statu-
tory period (Rule 135). e
Abandonment by entire failure to respond
. presents no problems. o
Nor is there ordinarily any particular diffi-
~‘culty when an amendment reaches the Office
(not the Group) after the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it. The Ex-
aminer should notify the applicant or attorney
at once that the application has been aban-
doned. The late amendment is endorsed on the
file wrapper but not formally entered. (See
714.17.)

To pass on questions of abandonment, it is
essential that the Examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
mailing of the Office letter. (See 710 to 710.06.)

711.02(a) Insufficiency of Response

Abandonment may result in a situation
where applicant’s reply is within the statutory
period but is not fully responsive to the Office
action. But see 710.02(c), par. (¢). See also
714.02 to 714.04.

6 an express abandonment, the appropri-
medy is'a petition under Rule 1 , ?shgw- o

711.02 Failure To Take Required Ac-

'«




The follcwing situations involving questions
of abandonment often arise, and should be spe-
cially noted: . v
1. Copying claims from s patent when not
ad by the Patent Office doee not consti-
tute 8 to the last Office action and will
not save the cese from abandonment, unless the
last Office action relied solely on the patent for
the rejection of all the claims rejected in that
2. A case may become abandoned through
withdrawal of, or frilure to prosecute, an ap-
pea! to the Board of Appeals. See 1215.01 to

- 1215.04. . .
8. Likewise it may become abandoned
through dismissal of appeal to C.C.P.A. or

civil action, where there was not filed prior to
such dismissal an amendment putting the case
in condition for issue or fully responsive to the
Board’s decision. Failure to perfect an ap-
peal as required by CCPA Rule 25. See 1215.05
and 121601. =
4, Where claims are suggested for interfer-

ence near the end of the statutory period run-
ning against the case, see 1101.01(n).
"~ 5. When drawings are transferred under
Rule 88. See 608.02(1). il

711.02(¢) Termination of Proceed
ings [R-16]

“Termination of proceedings” is an expres-
gion found in 35 U.S.C. 120. As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before
(a) the patenting, (b) the abandonment of, or
(c) other termination of proceedings in the
earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
than”. _

In each of the following situations, proceed-
ings are terminated :

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See 712.

2. If an application is in interference involv-
ing al] the claims present in the application as
counts and the application loses the interfer-
ence 23 to all the claims, then proceedings on
that application are terminated as of the date

711.03(¢c)

)T re civil action wag due if no
sppesl or sivil action wasfiled.
5 Froceeditgs are terminatsd in an spplica-
tion after decision by the Board of Appeals
as explained in Section 121422 =
4. Froceedings are tarmirsted sfer a deci-
sion by the court as explained in Sections
1215.05 and 1216.01. L

711.03 Reconsideration of Holding of
Abandonment; Revival :

When advised of the abandonment of his
application, applicasit may either ask for recon-
sideration of such holding, if he di with
it on the basis that there is no abandonment in
fact; or petition for revival under Rule 137.

711.03(2) Holding Based on Insuffi-

ciency of Response

Applicent may deny that his response was
inconoplets.

While the Examiner has no authority to act
upon an application in which no action by ap-
Ehcamt was taken during the statutory \%eriod,

e may reverse his holiing as to whether or
not an amendment received during such period
was responsive and act on a case of such char-
acter which he has previously held abandoned.
This is not a vevival of an abandoned appli-
cation but merely a holding that the case was
never abandoned. See also 714.08.

711.03(b) Holding Based on Failure
To Respond Within Period

When an amendment reaches the Patent
Office (not the Examining Group) after tbe
expitation of the statutory period and there is
no dispute as to the dates involved, no question
of reconsideration of a holding of abandonment
can be presented,

However, the Examiner and the applicant
may di as to the date on which the statu-
tory period commenced to run or ends. In this
situstion, as in the situation involving suffi-
ciexcy of response, the applicant may take issue
with the Examiner and point out to him that
his holding was erroneous.

711.03 (¢) Petitions Relating to Aban-
donment

Rule 137, Revival of abandoned application. An ap-

plicstion apandoned for fallure to prosecute msy be

revived ag g pending application if it is ghown to the
satisfaction of the Commissioner that the delay was

Rev. 16, Apr. 1968



Exammers holdmg of ab:
t may result not only from inst
onse but also from entire

an office action.
re the holding of abandonment is predi-

- and does not require a fee.
" Where the applicant acquiesces in the hold

o ing of abandonment, or where the petition.
applicant’s only
: partwular case

See 712 for a petxtxon for late payment of tbe 7 ,04(1))

from such holdmg
recourse, S0 far a.s
involved, is by

issue fee.

| 711 03 (d) Examiner’s Statement en

Petition Relating to Aban-

donment

ON Pmmox To anm

W‘men an application is received Ly the Ex-
aminer accompanied by both the petition to
revive and the accompanying form (POL-
263), the Examiner will complete the report
form which will then be forwarded to the
Commissioner. No communication will be sent
to the applicant by the Examiner and no credlt
will be given for au action.

Ox Pwrrrion To Ser Asmr ExaMINer’s
Horoxe

Rule 181 states that the Examiner “may be
_ directed by the Commissioner to furnish a
written statement within 8 specified time set-
ting forth the reasons for his decision upon the
matters averred in the petition, gg ying 2
copy thereof to the petitioner”. Often, how-
ever, the ?)eeshon is passed upon without a
statement being requested, if the issuo raised
is clear from the record. Unless requested.
such a statement should not be prepared. See
1002.01.

711.04 Dispaosition of Abandoned Ap-
plications

Eztract from Rule 14 Ahandoned applications may
be destroyed after twenty years from thelir filling date,

Rev. 16, Apr, 1048

‘respond, within the sta.t.umry penod follow-

ctted on the insufficiency of the response, or  the Manual of Clerical Procedure.

 disagreement as to controlling dates the peti-
~ tion from such holding comes under Rule 181

"appros)nate examiner to verify that they are
. actual
~ of files containing a decision of the Board of

tions are puHed and i" d |
doned Files Unit on a b1~week1 basis in a -
cordance with the chart in Section 505. E(l) of

They should be carefully scmtmlied by the

y abandoned. A check should be made

Appeals for the presence of allowed claims to
avoid their bemg erroneous
doned lees Umt~

Ordermg Abandoned Files

Abandoned files ‘may be ordered by Ex-
aminers by sending (through the Messenger
Service) a completed Form PO-125 to the
Abandoned Files Unit. The name and art unit

of the individual Examiner ordering the file

should appear on the form and the file will be
sent to him through the Messenger Service.

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for files in this group
require at least two days for processing. The
file should be returned promptly when it is no
longer needed.

Exreprren Service

Examiners may expedite service by ordering
abandoned files by telephone.

711.05 Letter of Abandonment Re-
ceived After Application Is
Allowed [R-16]

Receipt of & letter ¢f abandonment while an
application is allowed, is acknowledged by the
YTssue and Gazette Branch.

An express abandonment arriving after the
issue fee has been paid and the patent to issue
has received its date and number will not be
accepted without a showing of one of the rea-
sons indicated in the second paragraph of Rule
313, or else a showing under Rule 183 justifying
suspension of Rule 318.




s 'wit_,h"the,proc,edure indicated in the Not
. October 13, 1964, 805 (.G. 1. 'Each ak
pecific portion of i

ned application, preferably

epresentative claim, and, in applica-

tions having drawings, a figure of the drawing.
The publication of such abbreviatures was dis- -
continued in 1965. Requests must have been

i rior to September 24, 1965 for con-
for publication. n

1vE PrBLICATIONS

Rule 139. Wa f patent rights. An applicant may
wajve his rights to an enforceable patent based on a
pending patent application by filing in the Patent Office -
a written waiver of patent rights, a consent to the pub-
lieation of an abstract, an authorization to open the
complete application to inspection by the general pub-
lic, and a declaration of abandonment signed by the
applicant and the assignee of record or by the attorney
or agent of record.

A. Defensive Publication Program

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract
under Rule 139. The request must be filed while
the application awaits Office action and no later
than 8 months from the earliest effective U.S,
filing date of the application. However, until
November 1, 1968, any pending application
awaiting the first Office action may be included
in the program without regard to its filing date.
The application is laid open for public inspec-
tion and the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
the earliest effective U].S. filing date.

The defensive publication of an application
precludes a continuing application (divisional,
continuation-in-part, or «'-ontimmtion? filed un-
der 35 U.S.C. 120 from being entitled to the
henefit of the filing date of the defensively pub-
lished application unless the continuing appli-
cation is filed within thirty (30) months a Etm’
the earliest effective 178, filing date. Where o

o abs

~are maintained
publication,

; . T
appli atidn}is]ﬁlr‘ed er expiration

_ month period, the applica-
owever, g,pé)licantfmay not

,e»‘thlrt_'_ 3

earlier fling date of the

n application and the Ex-

juire the canceliation of any

ent intended to nbtain the benefit

filing date, objecting to its in-

clusion on the ground of estoppel.
- The denial or approva!l of a request for defen-
ve publication is made by the Supervisory
mary Examiner. = ;o
“An application having therein a request for
fensive publication is taken up special by the
aminer, and if acceptable, the application is
ocessed - promiptly  for publication of the

publi request for defensive pubiication can-

_ not be withdrawn after it has been accepted by -

required for the defensive publica-
' pplication. s
“The ‘Defensive Publication Abstract and a
selected figure of the drawing, if anv. are pub-
in the O.G. Defensive Publication Search
Copies, containing the defensive publication
abstract and , ; \
vided for the'applica‘tion file, the Public Search
Room and the Examiner’s search tiles. = =
- The defensive publication application files
in the Record Room - after

B. Requiréments for a Statement Requesting
Defensive Publication

An application may be considered for defen-
sive publication provided applicant files a
request under Rule 139 agreeing to the condi-
tions for defensive publication. The statement
requesting pnblication should: (1) be signed by
the assignee of record, or by the attorney or
agent of record, or by the applicant and the as-
signee of record, if any: (2) request the Com-
missioner to publish an abstract of the disclosure
in the O.G.; (3) authorize the Commissioner to
lav open to public inspection the complete ap-
plication upon publication of the abstract in the
0.G.: (4) expressly abandon the application to
take effect 5 vears from the earliest U8, effec-

tive filing date of said application unless inter-

ference proceedings have been initiated within
that period: and (3) waive all rights to an en-
forceable patent based on said application as
well as on any continuing application filed more
than 30 months after the earliest effective U8,
filing date of said application.

. Requirements for Defensive Publication

The Examiner should scan the disclosure of
the application to the extent necessary to deter-
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itable drawings, if any, are pro-



‘711 06 M&:\"{,‘&h oF
‘mine whether It is sultable for bhcatxon and
he also should ascertain that the abstract and
the selected figure of the dra.wmg 1f an
‘quately reflect the technical disclosure.
stract should be entitled “D ensive Pu
Abstract™ and may conta ~
be an cxp.mded version of the abstract mq red
“under Rule 72({b). 5
~The request. for defensiv pnbhcazmn is dlsap-
-proved by the Examiner if (1) there is some in
“*f(n'lllullh in the application or drawings, (2)
- the requirements of the statement requesting de-
- fensive publicatior escribed in B above have
not been met, or (3) the. :,ub]evt matter of the
application is not considered suitable for pubh-
cation because: (a).it involves national security
(b) it is considered advertising, frivolous, scan-
dalous, lacking utility, or against public policy,
efc., or (¢} the (]mc]oe-ure is clearly anticipated
by readily available art, and pubhratlon would
not add anything to the fund of public knowl-
edge (matters of patentability are generally
not considered and no search is made). ‘

If there are defects in the request for de-
fensive publication which cannot be corrected
by Examiners Amendment, the Examiner
sfmu]d notify applicant in writing, usually
giving the reasons for disapproval “and indi-
cating how corrections may {;e made. Appli--
cant is given a period of one (1) month within
which to'make the neccessary corrections. Fail-
ure to correct a defect as required results in non-
acceptance for defensive pub]iration, and In
resumption of the prosecution of the applica-
tion by the Office in its regular turn.

In those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved by the I‘x.umne
without e\pl.umtmn. Under thiese circum-
stances, the Examiner's letter is first submitted
to the Gmup Director for approval.

Petition may be taken to the Commissioner

from the (113(11)])1‘0\ al of a request for defen-
sive publication.
- Where the request is dpparem!\ fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, ete., or is
clearly anticipated by readily .u.ula,b]e art,
the Examiner should generally examine the
application and prepare a complete Office ac-
tion when notifying applicant.

D. Formal Requirements of a Defensive
Publication Application

Correction is required by the Examiner of
informalities listed by the Application Braneh
and by the Draftsman before approval of the
request for defensive publiention. Informali-
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i nformal Patent ‘, :
 application are noted on the Notice of Informal

are listed on the N'ot;xee of
rawings and defects of the

Patent Application. A letter notifying an ap-
plicant of the informalities in a request for de-

- fensive publication should end with the follow-

ing paragraphs
“The request _defensive publication has
not been a;i;)roved in view of the noted infor-
alittes. APPLICANT IS GY "ONE (1)
MONXTHWITHIN WHICH ' )

LICATION. :

Failure to respond within the set period ml]
result in resumption of the prosecutlon of the
application in the normal manner.” :

Where the heading *Defensive Pubhcf\tlon
Abstract™ has been omitted, it is inserted by
Examiner’s Amendment, as are other correc-
tions to the abstract. The Examiner has the au-
thority to add to the abstract reference numerals
of the figure selected for the O.G., and to
designate a figure of the drawing for printing
in the O.G., or to change the selection made
by tpphc"mt by Examiner’s Amendment.

Informalities noted by the Draftsman on the
Notice of Informal Patent Drawings should be
corrected where appropriate and should be
handled as follows: The Examiner notes in pen-
cil in the left margin of the drawing the num-
ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-
tion in view of the request under Rule 139.
Although the selected figure itself must meet all
the dm\\mg smml(nd~ the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent of
being =ufficiently clear for reproduction. The
Draftsman w ill note on the drawing and all
copws of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
()n]\ (If the application is later passed to
issue, @/ drawing informalities must be cor-
rected). If the drawing correction requires
anthority from the ,xpphc.mt, the Examiner
notifies him in writing that the request under
Lule 129 is disapproved until anthorization for.
correction is received.

K. Preparation of an Application for Defensive
Publication

After determining that the application is
aceeptable for defensive publication the Exam-
iner indicates which papers, if any., are to be
entered. Amendments accompanying the request
are not entered until approved by the Fxaminer,
[t filed after receipt of the request, amend-
ments will be placed in the file, but will not be

A .
CORRECTIONS \E("ESSARY'1'F OR PUB-




1119 defmm e huhhc ltmn npphmtlon would
‘render the express abandonment ineffective but
would not result in the issuance of an enforce-
able p: atent. The Examiner cancels by Exam-
“iner’s Amendrment all the claims i '
o\:oept rhrwe awarded to appli

, ue. The Notice of

' fee is remitted,
of the patent t

: ; puhh(-:ztlou
“Pubkication ami Defensive Publi
Copy) be referred to as |mhh« ,

; as patents or applications, These pri

l’]“"“”“ Heations are cited as prior art under 3
ler Rule 201 by any pmwm (’PP"'” 102(a) or Lu2ib) etlective from ih

on i the event ex- publication in the Official Gazette,

ndue red. CAnapplisuion or portion the

‘”'I‘Q 13 ~an abstracr, abbreviature or defens

tion hag been prepared, in the se \

N applieatinn s evidence of prior knowledg

”“” or a continuing be used as a reference under 35 1

effective. from the actual d

] h mhvl prmr m, in rewum;_ra
HULSCL 102 and 1035, :
-lnm’i mmrs and ])f‘f('lh!\'(‘ ]’nh

- During rlw fno year period from its earlies:
, offective filing ddml rmm fc-u-uuu nu_\
be declared betw

plications and oth
ents in arcordan

e ’tumth( deof s follows ST
with existing interference w) Abstracts and Abbreviatures

rales and procedur , Brown, (ahstract or abbreviature) of Serial

When making the interference search, the Noo oo filed oo pubtisherd
Exariner inspects the prints or hrief eards e O on L ‘
of thoze defensive publi-ation application- (list ehassification ). '
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Rule 316. Applicati
asuc fee,  (a) If
}owance is not paid

“ommissioner. as though no aban
“pecurred. el e

Rule 317. Delay
Jeo; lapsed paten
issue feeis to be paid within t
date of notice thereof and. if not paid, th 118
at the termination of the three-month period.
balance is not timely paid but is submitted, with the
ep for (lolayed,myxnen; n three months of - its
_due date with a verified showing of 'umciént caunse for
the Iate payment, it may be a d by the Commis-
sioner as though no Japse had ever occurred.

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to
as a forfeited application.

When the three months’ period within which
 the issue fee might Liave been paid has expired,
~ the file is retnrned by the Issue and Gazette

ev, 17, July 1968

 Braneh to the Examining Group.  Certain cler-

" .tha‘t\ylll‘,

713 Interviews
e personal appearance of
attorney, or agent before the kx
senting matters fol ’
is considered an'inte

713.01

artract of rule 133,
with examiners concerning applicatio
| ters pending before the Offic
iners’ rooms-at-such
respective examiners may
not be permitted at any other time or-
Intervi

will not be had hefore the fi
Interviews shonld be arranged for in advance. /
Interviews are permissible on any wor '
day except during periods of overtim «
\n interview should normally be arrange

for in advance. as by letter, telegram or phone
«all, in order to insure that the Primary Exam-
iner and/or the Examiner in charge of the ap-.

plication will be present in the Oftice. When a
second Art Unit is mvul\'etl;"‘(l’atentabilif.)' Re-
port), the availability of the second Examiner
~should also be checked. (See 705.01(f).) An

96.2 |




a call and all other calls o igi
n dled through

, ‘s1gnatu 1 | , , b : :
,ted appearance of a at&)(!)’ﬁ: 11(1)}1: ere agreement is reached as rl'e;sultﬁ of an
previous notice to t%xe Exammer may Well jus- Intervi plicant’s representative should be
tify his r '
partlcula
er’s suggestion of allowable sub1ect matter may

justify his indicating the possxbll : , - .
terview to accelerate earh' agreement on 4’110“'- ~pecml If not, the case should await 1t
able claims, s Con-xdemtlon of a ﬁled ‘unendmen ma, be
An interview should be had only when the

nature of the case is such that the interview
could serve to elop and clarify specific is-
sues and lead to a mutual understanding be-
tween the Examiner and the applicant, and
thereby ady nee the prosecution of the apphca- -
tion. Thus the attorney when presenting him- Although entry of amendatory matter usu- .
self for an interview should be fully prepared ally requires actual presence of the Grlmn'tl__,
to discuss the issues raised in the Office action. = paper. examiner and clerical processing should
When it is obvious that the attorney is not so eed as far as practicable based on the dupli-:
_ prepared, an interview should not be permitted. Cﬂtf# copy. The extent of processing wﬂ] depend
The Examiner should not lesitate to state, if e h amendment.

derati : b , ExaareationN By Exasmiver Oraer THax Tnae
siceraLion ' ‘ ‘i ONE Who Coxpucrep Tue T rERVIEW
search an N¢ . ‘ ,

hesitate to conclud iy Somenmes the Examiner who conducted the

pears that no commo wched . interview is transferred to another group or

conndemtmn should be made to 'lpphcant
~ requested, indicate on attorney’ scopya 'ngree-
ment: initial and date both copies.

nor when it becomes appmvnt that the appli-  resigns, and the examination iz continued by
catjon requires further amendment or an addi- - another Examiner. If there is an indication

~ that an interview had been held, the second

Tt is the dnty of the Primary Examiner to  Examiner should ascertain if any agreements
see that an interview is not extende eyond a were reached at the interview. Where condi-
reasonable perind ceven when he does not per-  tions permit, as in the absence of a clear error
sonally participate in the interview, or knowledge of other prior att, the second

During an interview with an applicant who  Examiner should take a_ position consistent
is prosecuting his own case and is not familiar  with the agreements previously reached.  See
with Office procedure the Fxaminer may make %1201 for a statement of tn]vp}uuw practice in

. suggestions that will advance the prosecution  restriction and election of species situations.
: a7 Rev, 11, Jan, 1967

tional action by the Kxaminer,




.b) In every mstance Where
quc&ted in view of a, interview mth an ¢
’,nomp!ete Wl xttm state '

:hrzir atl
necessary. [
exclusively on th
tention will be pa
lation, or understandi
isagreement or doubt.

d in fhn Oﬂice.
to any alleged oral promise. sti

To insure that any mutnmlly 'lcceptable cxm-

usions reached at an interview

Rev. 11, Jan. 1967

, relatlon to whlch there is

uﬂmam f wha took‘p
,mref checl\ed o

atentability, it shoule

xt ' Office letter. 1

llow‘lble for other reasons o
xminer should withhold allow-
» Ex parte Qu‘nlp abil Y

d i lerxﬁcg (b) If the inac
t bear directly on the question

may be sent to issu

¢ of record, but the Ex

n maccuracv “with respoot'
presented at the mtervm“

mfm'we

aturday ‘
, xcept 1n unusual smnnmm, no mtervw\\ is -’ 0
_permitted after the brief on appeal is hh-d or

bot. h p.u'tu-s, L'memorandnm bumman/mg  after a case has bmm passvd




he propri

1 Office em

S8 Rev. 11, Jan, 1967




_ the filing of appllcant’s thorough first response
~ and s concluding action by the examiner, for at-
torneys resident or frequently in Washinzton

is obvious. For others more remote, telephone
interviews may prove valuable. However pres-
ent Office policy places great emphasis on tele-
hone mtemews initiated by the Examiner.
or this reason, it 1s no longer deemed neres-
_to request a telephone

: sary for an attor ({
_ interview as specified in the o]d Optimum Esx-

amining Procedure memos. See 408.
telephone call,

The Exammer, by making

or. quest10n~ oT
suggestions, the call might state them conc’"ek'
and suggest a furbher telephone or personal
interview, at a prearranged later time, giving
applicant more time for consideration befozr
discussing the pomts raised.

For an interview with an examiner who does
~ not have negotiation authority, arrangements
should always include an examiner who does
‘have such authority, and who has familiarized
himself with the case, so that authoritative

1nremew
- Groured INTERVIEWS

_ prefer personal interviews, the grouped xnwr-

e “Conference Penod” whlch is the time between y e

- viewed by the Examiner outside of the Oﬁoe

, agrreement may be reached at the time of theﬂ
i fan content of the interview must be

 briefly, eltl;erhomgly or mentmg
For attorneys remote from Washington who L pproTa o e e B

;wgth any of the‘mtemstad -

or this reason, the telephone number

e of the xaminer should not b%tvped on Deci-

,,Motmns or. or mterference :

,arrange “his desk ¢
- other papers, exce!
- temew, are pl

The invention in question 1
or demonstrated during the in by
model thereof which may be sent to the Office
prior to the interview where it is received in
the model room and forwarded to the group.
A model is not to be received by the Examiner
directly from the applicant or attorney.
See 608 03 and 608.03(a). .
Oftentimes a model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney so 1y
for inspection or demonstration during’ the
course of the interview. This is |
Demonstrations of appara ‘
large to be brought mto the. Oﬂioe may be

( in Washington) with the approval of the Pri-

mary Examiner. It is presumed that the wit-
nessing of the demonstration or the reviewing
of the exhibit is ‘actually essential in the de-
veloping and clanfymg of the issues involved
in the apphcatzon. |

713.09 Fmally Re;ected Applleation

N ormally, one interview after final re]ectxon{ L
rmitted. However, the intended purpose
ith the
an inter-
view may be granted if the Examiner is con-
vinced that disposal or clarification for appeal

Rev. 15, Jan. 1068



718,30 | ManuAL

may I e accomplished with only nem:
congiverstion. Interviews men

.of record cor to di
tions which would requir: more
sr:q?sidention or new search sh

.« art for determinin

nterview Preceding Filing
.. Amendment Under Rule 312
After a case is sent to issue, it is technically
no I under the jurisdiction of the Pri-
ma xaminer, Rule 312. An interview with
an miner that would involve a detailed
consideration of claims sought to be entered
and perhaps entailing a discussion of the prior
; whether or not the claims
are allowable should not be given. Obviously
an applicant is not entitled to & greater degree
of consideration in an amendment presented
informally than is given an applicant in the
consideration of an amendment when formally
‘ pmsen%rﬁcula.rly since consideration of
an amen: t filed under Rule 312 cannot be
demanded as a matter of right.
uests for interviews on cases alreadﬁ
to issue should be granted only wit.
specific approval of the Group Mansager upon
a showing in writing of extraordinary circum-
stances.

714 Amendments, Applicant’s Action
Rule 115. Amendment by applicant. The applicant
may amend before or after the first examination and
action, and also after the second or subsequent exam-
ination or reconsideration as specified in rule 112 or
when and as speclfically required by the examiner.

See also 714.12.

714.01 Signatures to Amendments

To facilitate any telephone call that may be-
corpe necessary, it 1S recommended that the com-
plete telephone number with area code and ex-
tension be given, preferably near the signature.
Note 605.04 to 605.05(a) for a discussion of sig-
natures to the application.

714.01(a) Unsigned or Improperly

Signed Amendment [R-
16]

An unsigned amendment or one not properly
signed by a person baving authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is signed by
one only of two applicants and the one signing
has not been given a power of attorney by the
other applicant.

When an unsigned or improperly signed
amendment is received the amendment will be

T13.10

Hev. 18, Apr. 1068

examiner will n

 listed o the file wrepper, by
1y app

E;mod, * one month, w
is supplemental respo
Sowmetimes problems
im 3

of

roperly signed amendments

y calling in the local representative of the
attorney of record, since he may have the aun-
thority to si%xj saild attorney’s name to the
amendment. Listings of local representatives
of out-of-town attoruneys are kept available in
the various Directors’ Offices,

An amendment signed by a person whose
name is known to have been removed from the
registers of attorneys and agents under the pro-
visions of Rule 347 or Rule 348 is not entered.
The file and unentered amendment are sub-
mitted to the Office of the Solicitor for appro-
priate action. :

714.01(b) Unsigned or Improperly

Signed Amendment, Dis-
posal of [R-16]
See 714.01(a).
714.01(¢) Signed by Attorney Not of
Record [R-16]

Where an amendment is filed, signed by an -
attorney whose power is not of record, he
should be notified that the amendment cannot
be entered and similar notification sent to the

" attorney of record, if there be one, or to ap-

plicant.

If the amendment is signed by an attorney
not of record and arrives after the death of the
attorney of record, see 406.

714.01(d) Amendment Signed by Ap~
plicant But Not by Attor-
ney of Record [R-16]

If an amendment si by the applicant
is received in an application in whick there
is & duly appointed attorney, the amendment
should be entered and acted upon. Attention
should be called to Rule 35. The customary
two copies of the action should be prepared, one
only being sent to the attorney and the other
direct to Applicant. The notation: “Copy to
applicant” should appear on the original and
on both copies.

714.01(e) Power of Attorney to a
Firm
See 402.03, 402.04, 402.04(a).




action, if aéw
persist in' hie
thereto and may request re-examinstion or reconzid
eration, with or withoat amendment. .

~(b) In order to be entitled to re-examination or re-
~ consideration, the applicapt must make request there-
for in writing, and he must ctly and specifically
point out the supposed errors in the examiner’s action ;
the appilcant must respond to every ground of objec-
tion and rejection in the prior Office action {(except
that request may be made that objections or require-
ments as to form not. necessary to further considera-
tion of the claims be held in abeyance until allowable
subject matter is indicated), and the applicant’s aeticn
must appear throughout to be a bona fide attempt to
advance the case to final sction. A general allegation
that the claims define Invention without specifically
pointing out how the langauge of the claims patentably
distinguishes them from the references does not com-

ply with the requirements of thig rule.
(c¢) In amending an application in response to a2 re-

Jection, the epplicant must clearly point out the patenta-
ble novelty which he thinks the claims present in view
of the state of the art disclosed by the references cited
or the objections made. He must also show how the
amendments avoid such references or objections. (See
rules 135 and 138 for time for reply.)

In all cases where response to a requirement
is indicated as necessary to further considera-
tion of the claims, or where allowable subject
matter has been indicated, a complete response
must either comply with the formal require-
ments or specifically traverse each one not com-
plied with.

Drawing and specification corrections, pres-
entation of a new oath and the like are gener-
ally considered as formal matters. However,
the line between formal matters and those touch-
ing the merits is not sharp, and the determina-
tion of the merits of a case may require that such
corrections, new oath, etc.,, be insisted upon
prior to any indication of allowable subject
matter.

Rule 119. Amendment of claims. The clalms may be
amended by canceling particular claims, by presenting
new claims, or by rewriting particular claims as in-
dicated in Rule 121. The requirements of Rule 111 must
be complied with by pointing out the specific digtine-
tions belleved to render the claims patentable over the
references in presenting arguments in support of new
claims and amendments,

An amendment submitted after a second or
subsequent non-final action on the merits which

- number of claims drawn to
. viongly acted upon is n to be held nonrespon

it otherwise responsive but which incressss the

the invention pre-

should also specifically point out the
for any amendments made to the dis-

po:
closure. See706.03(nj.

An amendment attempting to “rewrite” a
claim in the manner set forth in Rule 121(b)
may be held non-responsive if it uses paren-
theses, ( ), where brackets, [ ], are called
for; see 714.22.

Responses to requirements to restrict are

 treated under 818,

101

714.03 Awmendments Not Fully Re-
sponsive, Action To Be Taken

If there is sufficient time remaining in the
six months’ statutory period or set shortened
period when applicant’s amendment is found
to be not fully responsive to the last Office
action, & letter should at once be sent applicant
pointing out wherein his amendment fails to
fully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the question of aban-
donment. See 714.05.

Where a bona fide response to an Examiner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or inadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involved or signature to the
amendment,—the Examiner, as soon as he
notes the omission, should require the appli-
cant to complete his response within a specified
time limit (one month) if the period has
already expired or not sufficient time is left to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the grescribed
period has expired. See Rule 135(c). Similarly,
where there 18 an informality as to the fee in
connection with an amendment presenting addi-
tional claims in a case filed on or after October
25, 1965, the applicant is notified by the clerk
on form POL 319. See 607 and 714.10.

The Examiner must exercise discretion in
applying this practice to safeguard against
abuses thereof.

Rev, 16, Apr. 1068



ractics oxatlmed uboya doex n aj)ply

The
where bas bosn ‘f&;.h » omission of
@ Denessary part of 8- : nse.
: For example, 1f &n election of s been

ibeéause he holds the requirement to ba
the amendment on its face is not 3 “bona ¢
attempt to advance the case to final

Rule 135), and the Examiner is without au-
to postpone decision as to abandonment.

thorit
If tiere be ample time for applicant’s reply
to be filed within the time peri

within the statutory period datlng from the
Jast Office action.

714.04 Claims Presented in Alhend-“
ment With No Attempt To
Point Out Patentable Novelty ,

In the consideration of claims in an amended

case where no attempt is made to point out the

_patentable novelty, the claims should not be
f”allowed (See Rule 111, 714.02.)

An amendment fallmg to point out the pat-
entable novelty which the applicant believes to
exist in his case may be held to be nonresponsive
and a time limit set to furnish a proper re-
s&;onse if the statutory period has expired or
almost expired (714.03). However, if the
claims as amended are clearly open to rejection
on grounds of record, a final rejection should

generally be made.

714.05 Examiner Should Immediately
Inspect
Actions by Applicant, especially those filed

near the end of the statutory period, should be
inspected immediately upon filing te determine
whether they are completely responsive to the
preceding Office action so as to prevent aban-
donment of the application. If found inade-
quate, and sufficient time remains, applicant
should be notified of the deficiencies and
warned to complete the response within the
statutory period. See 714.08.

All amended cases when put on the Exam-.

iner’s desk should be inspected by him at once

to determine:
If the amendment is properly signed

(714.01).
If the amendment has been filed within the

statutory period, set shortened period or time
limit (710).

If the amendment is fully respongive. See
714.03 and 714.04.

Rev. 16, Apr. 1968

spec
reguiced and zphcmtdoes not mage electlon ; ferenoe

, O reference’
is ' made to the time limit other than to note in-
‘the letter that the response must be completed -

 If the case is specml %e 708 01
. If claims suggested to Applicant for mter-

have been inserted.
TIf there is a traverse of a reqmremeilt fox

restriction. See 818 03(a).

If “easily erasable” paper has been used or
other non-permanent methsd’ of’ preparatwn or

‘reproduction.  See 714.07.

If applicant has cited references. 'See :

~ 707.05(b) and 1302.12,

“If a terminal dlsclalmer has been filed. See‘

- 508.01 and 1403.

Ac'non Cnossxs AMENDMIENT

A supplemental action is usually necessary
when an amendment is filed on or before the
mailing date of the regular action but reaches
the examining group later. 'The supplemental
action should be promptly prepared. It need
not reiterate all portions of the previous action
that are still applicable but it should specify
which portions are to be disregarded, pointing
out that the period for response runs from the
mailing of the supplemental action. The ac-
tion should be headed “Responsive to amend-
ment of (date) and supplemental to the action

mailed (date)”.

714.06 Amendments Sent to Wrong
Group

See 508.01.

714 07 Amendments Not in Perma.
nent Ink

Rule 52(a) requires “permanent ink” to be
used on papers which will become part of the
record and In re Benson, 1959 CD 5; T4
0O.G. 353 holds that documents on so- called
“casily erasable” paper violate the requirement.
The fact that Rule 52(a) has not been com-
plied with may be discovered as soon as the
amendment reaches the examining group or,
later, when the case is reached for action. In
the first instance, apphcant is promptly noti-
fied that the amendment is not entered and is
required to file a permanent copy within 1
month or to order a copy to be made by the
Patent Office at his expense. Physical entry
of the amendment will be made from the per-
manent copy.

If there is no appropriate response within
the 1 month period, a copy is made by the




. If confirmation of this amendment by

Ifice, applican
quirad torea; €

Patent Of

_ing them

manence of the ame rered. i
when the case is reached for actiocn, similar
steps are taken, but action on the case is not
held up, the requirement for a permanent copy
of tl2 amendment being included in the Office
action. T e
Xeroprinting or good carbon copies on satis-
factory paper are acceptable. But see In re
Application. Papers Filed Jan. 20, 1956, 706
0.G. 4. Aithough'a good copy is acceptable,
signatures must be applied after the copy is
made. i
... See section 608.01 for more. discussion on
“acceptable copies. [R-18] o

. 714.08 Telegraphic Amendment

When a telegraphic amendment is received,
the telegram is placed in the file but not entered.
conin a properly
signed formal amendment does not follow in
due time, the applicant is notified that proper
: confirmation is required; otherwise, the tele-
_gram will not be accepted as a response to the
former Office action. If he does confirm
promptly, the amendment is entered. (See Ex
parte eary, 1913 C.D. 253; 197 O.G. 534.)
The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See 714.02. '

714.09 Amendments
Office Action

An amendment filed before the first Office
action, even one filed along with the original
application, does not enjoy the status of part of
the original disclosure. See 608.04(b).

In the case of Rule 147 (unexecuted) appli-
cations, an amendment stating that, “This is a
division of application Serial No , filed
___________ ” should accompany the application,
but no other amendments to the specification
or drawing should be requested until the appli-
clation has received its serial nnmber and filing
date,

714.10 Claims Added in Excess of
Filing Fee

The new Fee Act, effective October 25, 1965,
provides for the presentation of claims added in
excess of filing fee. On payvment of an addi-
tional fee (see GOT), these excess elaims may be
presented any time after the applieation is filed,
which of course, incliudes the timme hefore the first
action. This provision, it should Le empha-

102.1

Before First

- sized,; does not-
| before

714:13

apply in the case of applications
Gewger 25, 1965, In t!i)ica.se of
- filed bafora October 25, 1965 an
iting claims after filing but

- anplication is reached for action
i not be entered (in whole or in
‘new total of claims would exceed
red by the filing fee. The fact
mnonentry shail be included

714.11 Amendment Filed During In-
terference Proceedings
See 1111.05.

714.12 Amendments After Final Re-
jeetion or Action [R-18]

‘Rule 116. Amendments after final action. (a) After
final rejection or action (rule 113) amendments may
be made canceling claims or complying with any re-
quirements of form which has been made, and amengd-
ments presenting rejected claims in better form for
consideration on appeal may be admitted; but the ad-
mission of any such amendment or its refusal, and any
proceedings relative thereto, shall not operate to re-
lieve the application from its condition as subject to
appeal or to save it from abandonment under rule 135.

(b) If amendments touching the merits of the appli-
cation be presented after final rejection, or after ap-
peal has been taken, or when such amendment might
not otherwise be proper, they may be admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earlier presented.

{c) No amendment can be made as 2 matter of right
in appealed cases. After decision on: appeal, amend-
ments can onls be made as provided in rule 198, or
to carry into effect a recommendation under rule 196.

Once a firal rejection that is not premature
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered. Also, amendments
complying with objections or requirements as
to form are to be permitted after final action in
accordance with Rule 116(a). Ordinarily,
amendments filed after the final action are not
entered unless approved by the Examiner. See
706.07(e), T14.13 and 1207.

714.13 Amendments After Final Rejec-
tion or Action, Procedu_re

Followed [R-18]

Any amendment timely filed after a final re-
jection should he immediately considered to de-
termine whether it places the application in

Rev. 18, Oct. 1068



cnnd)t onforullowance rm bettarform{m' N 0

appeal. Examiners
~their response to an ‘anx

- jection: within five days
amendment reaches their
tions'where the amendment

er’s desk after the expiration of the éhmf;bznedz jf
\ d to

statutory period, the Examiner
return his action to the cle o
all instances in which such an

“ance, applxqan,torh . n
currently of record in the app

form letter POL-327,

Such a letter is important because it may act

as a safeguard against a holding of abandon-
ment. It may aveid an unnecessary appeal.
Every effort should be made to mail the letter
~before the statutory period expires.

 Fixau Resecrion—TiME For RESPONSE

The filing of a timely response to a final re-
jection having a shortened statutory period for

response will extend the shortened statutory
period an additional month, but in no ease to -
exceerd six months from the date of the final
action. The additional month may be used to

place the application in condition for allowance,
to appeal or to file a continuing application.
Since a timely first response to a final rejection
is construed as including a request for an exten-
sion of time, any subsequent request for an ex-
tension of time is considered to be a second
request and must be submitted to the Group
Director. ;

An object of this practice is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the examiner's
position in reply to an amendment timely filed
after final rejection.

Failure to file a response during the shortened
statutory period will result in abandonment of
the application.

In any case where this one-month extension
applies and an amendment is officially received
during this additional month, the amendment
will not be entered unless it prima facie places
the application in condition for allowance (e.g.,
cancels all rejected claims, fully complies with
all examiner suggestions, requirements, etc.).

Also, during this additional month no ap-

plicant- or attorney-initiated interview will be
permitted.
Extry Nor A MaTTER OF RIGHT

It should be kept in mind that applican
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final

Rev, 18, Oct. 1968

‘before prepuring & for. allov-

\ , » application, should -
be notified promptly of this fact by means of

' vent that the amendment does not
pl in better form for appeal, nor in
condition’ for allowance, applicant should be

promptly: informed of this fact, whenever pos- .
sible, within the statutory period. The refusal

_to enter the proposed amendment should not be
‘arbitrary. The proposed amendment should,

at least, be given sufficient consideration to
determine whether it obviously places any of
the claims in condition for allowance or would
simplify the issues on appeal. Ordinarily, the
specific deficiencies of the amendment need not
be discussed. The reasons should be concisely
expressed. For example,

. (1) the claims, if amended as proposed, wdtﬂd

-/ not avoid any of the rejections set forth in the
. last Office action, and thus the amendment
- would not place the case in condition for allow-
ance or in _ ' ‘
~(2) the claims, if amended as proposed,

tter condition for appeal,

would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment will be entered upon the filing
of an appeal,

(3) tr;xe claims as amended present new is-
sues requiring further consideration or search.

(4) since the amendment presents additional
claims without canceling any finally rejected
claimsit is not considered as placing the applica-
tion in better condition for appeal; Ex parte
Wirt, 1905 C.D. 247 117 O.G. 599.

Applicant should be notified, if it is a fact,
that certain portions of the amendment would
be acceptable as placing some of the claims in
beiter form for appeal or comply with objec-
tions or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
he]pfur in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is aiso in order.

Form letter POL~303 should bhe used to
acknowledge receipt of the first response only
from applicant after final rejection where such
response is also prior to filing of a notice of
appeal.  Form letter POL-309 should be used
to notify applicant of non-entry ov disposition
of: (1) a second or subsequent responsze aftey

122
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final re]ectmnbut be{am;appe@l and (2) any
r \l. These forms

response with or after appe 1 ;
have been devised t: vise applicant of the
disposition of the p '

claims and of the effec ment

for allowance or which could not be made al-

lowable by a telephone call to clear up minor

matters. :

If no appeal has been filed within the statu- /

_tory period for response and no amendment has

" 'been submitted to make the case allowable or

~ which can be entered in part (see 714.20), the
case stands abandoned. e

Fixa®L Actioxy axp Pre-APPEAL

The prosecution of ar. application before the
eaxamiiner should ordinaiily be concluded with
the final action. Hoicever, one personal inter-
view and one written resporse by applicant may
be entertained after such final action If circum-
stances waprrant. Thus, only one request by ap-
plicant for a personal interview after final
should be granted. but in exceptional circum-

stances, a second personal interview may be

initiated by the ezaminsr if in his judgment
this would materially assist in placing the ap-
plication in condition for a/lowrance.

Any amendments submitred under Rule 116
(a) and Rule 116(b) for purposes of appeal
should be presented in the first response after
final action and will be considered; if any
amendments are submitted after the examiner's
reply to such first response, they should be re-
fused entry as not warranted at this stage of
prosecution, even though such amendments
allegedly present rejected ciaims in hetter condi-
tion for appeal. (See 1247.) Similarly, no affi-
davit should be considered if presented later

102.3

sposed amendments to the

fidavit not placing the appﬁ—éantion in ‘cxmdltidn e

71413

than with the first response after final unlessa
~showing is made under Rule 1i6(bj}. How-
~ ever, if an aflidavit is presented with or as a first
response after final and prior to

a Notice of
Appeal it should be entered and considered
without requiring a showing under Kule 116(b).
The practice will be continued of advising

applicant by means of the recently introduced

form letter { POL~303) as to the disposition of

proposed amendments to the claims and as to
the effect of any argument or affidavit sub-
mitted in the first response after final action.

If a response subsequent to the first response
after final action is received before appeal and
which en s face clearly places the application
in condition for allowance, it should be entered
and a notice of allowability (POIL-327)
promptly sent to applicant; if such subsequent
response does not on its face place the applica-
tion in condition for allowance, it should not
be considered further (unless, in the examiner’s
judgment, there are only minor matters which
could be readily cleared up in a telephone inter-
view leading to a notice of allowance) and

" should be refused entry. A form letter ( POI-

309) will be used for notification that such
subsequent responses do not place the applica-
tion in condition for allowance.

The first request for extension of the short-
ened statutory period for reply after final ac-
tion, under Rule 136(b), will be considered by
the Primary Examiner; petitions for further
extensions will be decided by the Group
Director.

It should be noted that, under Rule 181(f),
the filing of a Rule 181 petition will not stay
the period for reply to an Examiner’s action
which may be running against an applieation.
See section 1207 for appeal and post-appeal
procedure.

Rev, 1K, Oct, 1968
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© Tn the consideration of any proposed amend-

ment, a new reference may be discovered which
is pertinent to the claims 2s amended. The
. practice set forth in 1207 should be followed.

 of All Claims

e Underthe d ision in Ex parte Quayie, 121‘:%3 ‘
 C.D. 11; 453 O.G. 213, after all claims in =

case have been allowed the prosecution of the
case on the merits is closed even though there
may be outstanding formal objections which
preclude making the action final.

Amendments touching the merits are treated
in a manner similar to amendments after final

?’Amendménts Aftex;' Allowanee

rejection, though the prosecution may be com-

tinued as to the formal matters.

and 714.13.
‘See 607 for additional fee requirements.

714.15 Amendment Mailed Before,
But Received in Examining
Division After Allowance

Where an amendment, even though prepared
by applicant prior to allowance, does not reach
the ce until after the notice of allowance
has been mailed, such amendment has the

See 71413

status of one filed under Rule 312. Its entry

is a matter of grace. For discussion of amend-
ments filed under Rule 312, see 714.16 10
714.16(e).

If, however, the amendment is filed in the
Office, but is not received by the Examiner
prior to the mailing out of the notice of allow-
~ anee, it has the same standing in the case as
‘though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be
necessary to withdraw the application from
issue. Such withdrawal, however, is unneces-
sary if the amendatory matter is such as the
Examiner would recommend for entry under
Rule 312,

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendmer1.
i.e, by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

24 4y - BT
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71416

- After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of gracs and
not of right (Ex @arte Quayle, 1935 C.D. 11;
453 O.G. 213). To this extent the practice
affecting the status of an amendment received
in the Office on the date of mailing the notice

- of allowance, as set forth in Ex parte Miller,
1922 C.D. 36; 305 O.G. 419, is modified. |

AmendmentAfterNotlce of
Allowance, Rule 312

Rule 312. Amendments after allowance. Amendments
after the notice of allowance of an application will
not be permitted as a matter of right, but may be made,
if the printing of the specification has not begun, on
the recommendation of the Primary Examiner, ap-
proved by the Commissioner, without withdrawing the
case from issue,

The Commissioner has delegated the ap-
groval of such recommendation to the Group

fanagers. . L

A supplemental cath is not treated as an
amendment under Rule 312, see 603.01.

After the Notice of Allowance has been
mailed, the application is technically no longer
under the jurisdiction of the Primary Ex-
aminer. He can however, make Examiner’s
Amendments (See 1302.04) and has authority
to enter amendments submitted after Notice of
Allowance of an application which embody
merely the correction of formal matters in the
specification or drawing, or formal matters in a
claim without changing the scope thereof, or the
cancellation of claims from the application,
without forwarding to the Group Manager for
approval. (Basis: Order 3311.)

Amendments other than these require ap-
proval by the Group Manager. He also
establishes Group policy with respect to the
treatment of Order 3311 amendments directe
to trivial informalities which seldom affect sig-
nificantly the vital formal requirements of any
patent; namely, (1) that its disclosure be ade-
quately clear, and (2) that any invention pres-
ent be defined with sufficient clarity to form an
adequate basis for an enforceable contract.

Consideration of an amendment under Rule
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However.
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no

714.16
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ng

clearly

amended or new claims require no additional
~_search or examination; (3) why the claims are
patentable and, (4) why they were not earlier

Nor To Be Usep ror CoNTINUED PrOSECUTION

Rule 312 was never intended to provide a

way for the continued prosecution of appli-
 cation after it has been passed for issue. When
" the recommendation is against entry, a detailed
statement of reasons is not necessary in sup-
port of such recommendation. The simple
statement that the proposed claim is not obvi-
ously allowable ans ‘briefly the reason why is

of the following reasons is considered suffi-
cient: (1) an additional search is required, or
(2) more than a cursory review of the ,reco_rd
is necessary, or (3) the amendment would in-
volve materially added work on the part of the
Office, e.g. checﬂing’ excessive editorial changes
in the specification or claims. S
Where claims added by amendment under
Rule 312 are all of the form of ‘dependent
claims, some of the usual reasons for non-entry
are less likely to apply although questions of
new matter, sufficiency of disclosure, or undue

multiplicity of claims counld arise.

See 607 and 714.16(c) for additional fee

requirements. ;

714.16(;) ! Amendxhents Under Rule
‘ 312, Copied Patent Claims

See 1101.02(g) for the procedure to be fol-
lowed when an amendment is received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a
patent. : N R

The entry of the copied patent claims is not
a matter of right. See 714.19 item (4).

See 607 and T14.16(c) for additional fee

requirements.
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state the reasons on which
re placed to show: (1) why the amend-
_ment needed; (2) why the proposed

usually adequate. Where appropriate, any one

s and unti}

mendment Under Rule
312, Additional Claims
 ber25, 1965, and th endment under Rule 312

‘adds claims (¢t nd independent) in cxcess
of the number previously paid for, additional

sidered by the Examiner unless accompained by

the full fee required. ~See 807 and 85 U.S.C. 41.

714.16(d) Amendments Under Rule
312, Handling "
Asrexpuexts Nor Usvrs Oror 8311

Amendments’ ‘under Rule, ‘312 “gre sent by

the Mail and Correspondence Branch to the
Issue and Gazette Branch which, in turn, for-
wards the proposed amendment; file, and draw-
ing (if any) to the group which allowed the
-application. In the event that the class and
- subclass in which the application is classified
has been transferred to another group after
the application was allowed, the proposed
amendment. file and drawing (if any) are
transmitted directly to said other group and
the Issue and Gazette Branch notified. If the

Assistant Examiner who allowed the appliea- -

tion is still employed in the Patent Office but not
in said other Group, he may be consulted about
“the propriety of the proposed amendment and
given credit for any time spent in giving it
consideration. i
The amendment is PROMPTLY considered
by the Examiner who indicates thereon
whether or not its entry is recommended. It
should be kept in mind that the words “rec-
ommended” or “not recommended” are used
instead of “entered” or “net entered”.

If the amendment is favorably considered, it

is entered and a notice of entry (POIL~271) is
repared. An “Entry Recommended under
jule 3127 stamr is then applied to the amend-
ment and to the notice o} entry (under the
printed word “Report™). The Primary Exam-
iner indicates his approval hy signing under
the recommendation on the amendment and by
stamping and signing his name under the rec-
ommendation on the notice of entry.
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filed on or after Octb— '

fees are required. = The amendment is not con-




propriate form by
that the amendment

., though actually en-
ly admitted unless and

has. been admitted;
tered it is not offi
until approve
. See 607 an
requirements.

d 7T14.16(c) for additional fee

, AMENDMENTS UNDER ORDER 3311

* Amendments concerning merely formal mat-
- ters do not require submission to the Group

Manager prior toentry. See 714.16. The notice
of entry (POL~-271) is date stamped and mailed
by the examining group. If such amendments
are disapproved either in whole or in part, they
are han(ll

714.16(e)

312, Entry in Part

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under Rule 312, an
amendment, for example, is proposed contain-
ing a plurality of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments
should be entered in the case. If necessary.
the claims should be renumbered to run con-
~ secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The Examiner should then submit a report
(POT~271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. The claims entered
should be indicated by nuruber in this report.

Handling is similar to complete entry of a
Rule 312 amendment.

If the application was filed on or after Octo-
ber 25, 1965, entry in part is not recommended
unless the full- additional fee required, if
any, accompanies the amendment. See 607,

714.16(c).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

When an application is not prosecuted
within the period set for response and thereafter

L should also

led like those not under Order3311.

Amendme"nt“sfﬁ"Uﬂder : 'Rule |

~ tion is “up for action.”

1056

el y

and the Examine:
fy the applicant that the

s not filed within the time period
herefore canuct be entered. The applicant
also be notified that the application is
abandoned ' ;

714.18 Entry’ﬁéf Ameﬁilm’énts |

Amendments are st
their receipt in the It is important
to observe the distinction which exists between
ich shows the date of receipt
ent in the group (*Group Date™
e stamp bearing the date of re-
ceipt of the amendment by the Office (“Office
Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his

amendment. . D .
The amendment or letter is placed in the file,
1be: n the application,
cter endorsed on the file wrapper

stamp) an

given its number as a pa
and its chara
in red ink.
-~ When several amendments are made in an ap-
plication on the same day no particular order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-
tion of the case must be given as far as pos-
sible as though all the papers filed were a com-
posite single paper. ‘ =

After entry of the amendment the applica-
It is placed on the
Examiner’s desk, and he is responsible for its
proper disposal. The Examiner should imme-
diately inspect the amendment as set forth in
714.05. After inspection if no immediate or
special action is required, the application
awaits re-examination in regular order.

Amendments or other papers filed in cases
before the Law Examiner should be promptly
forwarded to him. ‘

714.19 List of Amendments, Entry
Denied

The following types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose
{;rosecution before the Primary Examiner has
heen closed, as where

(a) All claims have been allowed,

(h) All elaims have been finally rejected (for
exceptions see 714,12, 714,13, and 7T1.£20(4)),

(¢} Some claims allowed and remainder
finally rejected. See 714.12 to 714.14,

Rev. 14, Oct. 1967
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: Examiner’s ]urlsdx ,
ceptions in applications in iss
- cept on approval of the Cnmnu

w Amendt

red until the qu stion of 1
tled. This practice of n¢
&Ueged new matter

ot qp’)l
‘the specification

1119 opinion of the
Emmmm. I hz: (ondmmmrmr,
5% Rule 3. wi
sioner with a
0 app]ic:mt.f
Amendments hor?’i
hrvendmenta on go-ralled ¢ 2
paper.”  See In re Bpn-rm, 1').)‘) CD 5 74—4
0. G. 353. '
I'm an applieation filed Imfmn'
,;,}:JG.). an amendinent filed before
tion jnereasing the number of cla
rotad of claims wonld be in exd
ported by the filing fee, Se
14. Inan ap])])mr)rm filed on or after October
25, 1965, an amendiment presenting claims (total
and independent) in exes
viemsly pald for, and
, ia) not accompanied by sy portion of the
feere quuod or

AR

,}7!' o
C
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“‘,“ealled for and unnecessar) sub‘:tltute cpemﬁca- L

©containipg fmjm -

~the opinion ot the Examiner, cont
“matter 1s not in itself a
~ fusing entry theveof.

of the number pre-

ts letter may
. would result

ment in questzo

* of the statutory

(1) An “amen men pleaentmg an. un-

, P ,
The substitute specx cation
denied entry and so marked, while the rest of
‘the paper should be entered. The case as thus

he agphcxmt being advised that the substitute
specification has
necessary and therefore has not been entered,
and that any desived changes in the nrlgmal_
~chzﬁcahou must be made b\ specific ame; ,d it
ments, . See also Rule 1.4.).(41“71(-{) e

Tt may be noted in this connection, however.
that the fact that a ~ubct1tute speci ffatum, n
ains new
Droper reason for re-

(2) An amendment unders Rule %12, which
in part is approved and-in other part disap-

~proved. is entered only as to the ¢pproved,"
: part

See 714.16(e). ‘
(3) In a case h(umw some clahns allowed

and others finally re]v..twl where anr amend-
_ment is received at or near the close of the
- statutory period cancelling the finally rejected
“claims and

pres entmrr one or.Imore new ones
which the Examiner cannot allow, the amend-
ment, after the statutory period has ended. is
entered to the extent only of cancelling the
finally re]ected (‘ld.lmS. Of course. if any of
the new claims were, in i}w Examiners opin-

entry. zn;_ i
ould be

amended is acted on when reached in its turn,

ot been required and'is not '




tory period curing defect and adding.
 or more claims some or al ,‘of which are

actione in spelling punctuation, and typo-

g’f.sphir.;l errors. Addxti' amendments in this

ed the changes are

8). In an amendment accom
only in part, th
to the exten

£ the c rk madvertently enters an amend-
ent when' it should not have been entered,

ch entry is of no legal effect, and the same
en as if the changes had not been

waczuallv made. inasmuch as they have not been
' legally made. Unless such unauthorized entry

Officially Entered”.

I£ it is to be retained in the file an amendafory'

paper, even though not entered, should be given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3,
714.25, for an instance of a paper which may
be returned. ;

714.22 Entry of Amendm n s,f'
tions for [R-16]

Rule 121. Manner of making amendments, (a) Era%-
ures, additions, insertions, or alterations of the Omm

file of papers and records must not be physically

entered by the applicant. Amendments to the applica-
tion (excluding the clajma) are made by flling & paper
(which should eonform to Rule 52), directing or re-
(questing that specified amendments be made. The ex-
act word or words to be stricken out or inscrted by said

,';‘limxted to (1) deleti
~ more than five words i

is deleted, suitable notation should be made on
the margin of the amendatory paper. gs’ “Not

_ rewritten under Rule 121(b) may be held no
Tesponsive in accordance with Rule lél(c)

) ‘the addition' of no

ing in ar'c-ordan'
probibited. «
o n reissue applicatio

nd the claims are to be amended
‘ra raph {2} above.

' The term “brackets” set forth in Rule 121
means angular brackets, thus: [ ]. It does
not encompass and is to be distinguished from
parentheses ( ). Any amendment using par-
entheses to indicate cancelled matter in a ¢! aim

; speciﬂed in

714.23 Entry of Amendments, Dn‘ee-
tions for, Defective

The directions for the entry of an amend- 1

‘ment may be defective, as, inaccuracy in the

line designated, or lack of precision where the

- word to which the amendment ig directed oc-
_curs more than once in the s

ified line. If it
is clear from the context what is the correct
place of entry, the amendatory paper will be
properly amended in the examiming P

and notation thereof, initialed in ink by the Bx-
aminer, who will assume full responsibility for

the changp. ‘will be made on the margin of the
amendatory paper. In the next Office action
the applicant should be informed of this altera-
tion in his amendatory paper and the entry of

Rev. 16, Apr. 1068




doubt as o the intent of spplicant,
714.2% Am§endl:§en§ of Amendment
" Rule 12}. Amendment of amendments. When an

amendatory clause is to be amended, it should be i ‘
~ patent of prior filing date, which is in its dis-

wholly rewritten and the original insertion cancelled,

so that no interlineations or deletions shall appear in )

the clause as finally presented. Matter cancelled by

amendment can be reinstated only by a subsequent

amendment presenting the cancelled matter as a new
insertion.

However, where a relatively small amend-
ment to a previous amendment can be made
easily without causing the amendatory matter
to be obscure or difficult to follow, such small

amendment should be entered.
714.25 Discourtesy of Applicant or At-
torney ,

Rule 8. Business to be conducted with decorum and
oourtesy. Applicants and thelr attorneys or agent=
are required to conduct their business with the Patent
Office with decorum and courtesy. Papers presented
in violation of this requirement will be submitted to
the Commissioner and will be returned by his direct
order. Complaints against examiners and other em-
ployees must be made in communications separate
from other papers.

If the attorney is discourteous in the remarks
or arguments in his amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the Supervisory Examiner
with a view toward its being returned.

715 Swearing Back of Reference-Affi-
davit Under Rule 131 [R-16]

Rule 131. Afldavit of prior invemtion to overcome
cited patent or publication. (a) When any claim of
an application s rejected on reference to a domestic
patent which substantially shows or describes but does
not claim the rejected invention, or on reference to 2
foreign patent or to a printed publeation, and the
appiicant shall make oath to facts showing a comple-
tion of the invention in this country before tne filing
date of the application on which the domestic patent
izsued, or before the date of the foreign patent, or
before the date of the printed publication, then the pat-
ent or publication cited shall not bar the grant of a
patent to the applicant, unless the date of such patent
or printed publication be more than one year prior to
the date on which the application was filed in this
country.

(b) The showing of facts shall be such, in charac-
ter and weight, as to establish reduction to practice
prior to the effective date of the reference, or concep-
tion of the invention prior to the effective date of the

Rev. 16, Apr. 1068

more than one year back o

 referance coupled with Gve dftigench from said date to
~ u mubsequent reduetion to practice or to the fling af
_ the application. Original exhibits of drewings or rec-

‘ords, or photocopies thereof, must accompany and form

__part of tbe afdavit or their absence setisfactorily

_ Any printed publication dated prior to an
apphicant’s eflective filing date, or any domestic

closure pertinent to the claimed invention, is
available for use by the examiner as a reference,

~ either basic or suxiliary, in the rejection of the
 claimsof the application. B

.

_ Such a rejection may be overcome, in certain
instances noted below, by applicant’s filing of
an affidavit under .Rufe 131, Igm)Wn as “swear-
ing back™ of the reference, , ,

Affidavits under Rule 131 may be used: -

(1) Where the date of the foreign patent or
that of the 1?ublicatiou is less than one year
prior to applicant’s effective filing date.

(2) Where the reference, a U.S. Patent, with
a patent date less than one year prior to appli-
cant’s effective filing date, shows but does not
claim the invention. , : fy
_ Affidavit under Rule 181 is not appropriate
in the following situations:

(1) Where reference Fublication date is

Q applicant’s effective
glxsg date. Such a reference is a “statutory

ar”.

(2) Where the reference U.S. patent claims
the invention. See 1101.02(a).

(3) Where reference is a foreign patent for
the same invention to applicant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an
application filed more than twelve months prior
to the filing date of the domestic application.

(4) Where the eflective filing date of appli-
cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit under
Rule 131 is unnecessary and the reference is
not used. See 201.11 to 201.15.

(5) Where the reference is a prior U.S, pat-

ent to the same entity, claiming the same inven-
tion, the %uestion involved is one of “double
patent%
(6) Where the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the public.

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit is the date
of the amendment. In re Willien et al., 1935
C.D. 229; 454 O.G. 535.
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" It should be kept in mind that it is the re-
 jeetion that is withdrawn and not the refer-

ence. : o
715.01 Reference Claims Foreign Fil-
-~ ing Date .
" The effective date of a United States Patent
- for use as a prior art reference is not affected
by the foreign filing date to which the patentee
may be entitled under 35 U.S.C. 119. In re
Hilmer, 833 O.G. 13, 149 USPQ 480 (CCPA
1966) ; Lily et al. v. Brenner, 153 USPQ 95
(C.A.D.C.1967). The reference patent is effec-
tive as of the date the application for it was filed

108.1

TENT EXAMINING PROCEDURE
. in the Umted States (35 T80 192(e) and

. T15.01 @

103). Hazeltine Research, Ine. et al. v. Bren-
ner, 824 O0.G. 8 (U.S. Supreme Court 1965).

1715.01(a) Reference a Joint Patent to

Applicant and Another -

When subject matter disclosed . bui not
claimed in a patent issued jointly to S and an-
other is claimed in a later application filed by
S, the joint patent is a valid reference unless
overcome by affidavit under Rule 131. In re
Strain, 1951 C.D. 252; 648 O.G. 5. Disclaimer
by the other patentee should not be required.
But see 201.06. ’
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e e
- which shows | y
ject matter and the application w
1t are owned by the same assign
avoid the necessity of filing an affid
‘Rule 181. The common assignee
tain any rights in this regard b

- common ownership which he would
_in the absence of common ownership. In n
Beck et al., 1946 C.D. 398; 590 O.G. 357; Pierce
v. Watson, 124 U.S.P.Q. 356. p

715.01(¢) Reference Is Publication of
Applicant’s Own Invention

Unless it is a statutory bar, a rejection on a
publication ma{ be overcome by a showing
that it was published either by applicant him-
self or in his behalf Ex parte Lemieux, 1957
rte Powell et al.,

C.D. 47; 125 0.G. 4; Ex pa
1938 C.D. 15; 489 O.G. 231.

Co-ATCTHORSHIP

Where the applicant is one of the co-authors
of a publication, cited against his application,
he is not required to file an affidavit under
Rule 131. The publication may be removed
as a reference by filing a disclaiming affidavit
of the other authors. Ex parte Hirschler, 110
U.S.P.Q. 384.

7 15.02 General Rule as te Generic
Claims

A reference applied against generic claims
may (in most cases) be antedated as to such
claims by an affidavit under Rule 131 showing
completion of the invention of only a single
species, within the genus, prior to the effec-
tive date of the reference (assuming, of course,
that the reference is not a statutory bar or a

atent claiming the same invention). See,

owever, 715.03.

715.03 Practice Relative to Chemical
Cases

In chemical cases, where generic claims have
been rejected on a reference which discloses a
species not antedated by the affidavit, the re-
jection will not ordinarily be withdrawn un-
iess the applicant is able to establish that he
was in possession of the generic invention

rior to the effective date of the reference.
n other words, the affidavit under Rule 131
must show as much as the minimum disclosure

not fr
+..re Steenbock, 1

109

n obtaining generic claim.” In

appl
936 C

th
re Stempel 1957 C.D. 200: 717

S AREUSH TYPE GENUs Cram ,

~ Where a claim reciting a Markush group
is- rejected on a reference disclosing but not
claiming a specific member of the group, the
reference cannot be avoided by an affidavit un-
der Rule 131 showing different members of the

group. _ AL
715.04 Who May Make Affidavit

A. The Inventor. : : .
B. One of two joint inventors is accepted
where suitable excuse is given for failure of
the other applicant to sign. In re Carlson et
al, 1936 C.D. 95; 462 O.G. 479. .
C. The Assignee or other party in interest
when it is not possible to produce the affidavit
of the inventor. Ex parte Foster, 1903 C.D.

213; 105 O.G. 261. '

715.05 Patent Claiming Same Inven.
tion L

When the reference in question is a patent
claiming the same invention as applicant and
its issue date is less than one year prior to the
filing date of the application being examined,
applicant’s remedy, if any, must be by way of
Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status
of the patent as a reference is that of a PAT-
ENT or 2a PUBLICATION. If the patent is
claiming the same invention as the application,
this fact should be noted in the ce letter.
The reference patent can then be overcome
only by way of interference. Note, however,
3 V.2C. 135, 1101.02(f). |

Affidavit Under Rule 131 Must
Be Removed Before Interfer-
ence v

715.06

Where an application in which an affidavit
under Rule 131 has been filed is to be involved
in an interference, the affidavit must be sealed

94:473 0.G. 495.

- which species is
the affi avitg, the reference is = =




: envelope properly labeled before for-
 warding the applicstion to the intsrference

 The same g,ra tains w ect 14
Rule 131 affidavit in the file of an application

ule 284

ractice established in Ferris

made the
or 235.
~ Under the
Tuttle, 1940
131 affidavit is thrown open to the opposing
party or parties to the interference at the time
the preliminary statements are opened. See
1101.03 and 1102.01. B

subject of a motion unde

dence

The essential thing to be shown under Rule
131 is priority of invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be shown by the

evidence accompanying an affidavit under Rule

131. For 'example:
1. As shown 1n attached sketches.
2. As shown in attached blueprints.
3. As indicated by accompanying model.
4. As shown in attached photographs.

ctice obtains with respect to

D. 5; 521 O.G. 523, the Rule

ior to t f the reference,
1t must show diligence in the com-
etion of his invention from & time just prior
o the date of the reference continuously up to
the date of an actual reduction to practice or
up to the date of filing of his application,

_which constitutes a constructive reduction to

, practzce Rule 131.
- the following :

715.07 Facts and Documentary Evi-

In this connection, note

"~ A conception of an invention, evidenced by
disclosure, drawings, and even a model, is not
a complete invention under the patent laws,
and confers no rights on an inventor, and has
no effect on a subsequently granted patent to
another, UNLESS HE FOLLOWS IT WITH

~ REASONABLE DILIGENCE BY SOME

5. As shown in reproductions of notebook

entries. .
6. If verbal disclosures were made instead

of the above, supporting statements by the wit-

ness will be acceptable. ;

7. If the dates of the exhibits have been
removed or blocked off, the matter of dates can
be taken care of in the body of the oath.

The dates in the oath may be the actual dates
or, if the applicant does not desire to disclose
his actual dates, he may merely allege that the
acts referred to occurred prior to a specified
date. o -

A general allegation that the invention was
completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
23; 23 0.G. 1224. R ‘

“If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same
course should be pursued if the disclosure was
by means of models. If neither sketches nor
models are relied apon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made
the witness should state as nearly as possible
the language used in imparting knowledge of
the invention to others.” Ez parte Donovan,
1890 C.D. 109; 52 O.G. 309.

The affidavit must state FACTS and pro-
duce such documentary evidence and exhibits

'OTHER ACT, such as an actual reduction to

practice or filing an aﬁgﬁcation for a patent.
Automatic Weighing Mach. Co. v. Pneumatic
9890er Corp., Limited, 1909 C.D. 498; 139 O.G.

Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, etc. In Mergenthaler v. Scudder, 1897

C.D. T24; 81 O.G. 1417, it was established that

_ conception is more than a mere vague idea of
* how to solve a problem; the means themselves

110

ails(tl) their interaction must be comprehended
also,

The facts to be established under Rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant dis-
agrees with a holding that the facts are in-
sufficient to overcome the rejection, his remedy
is by appeal from the continued rejection.

715.07(a) Diligence

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.G. 733.

What is meant by diligence is brought out in
Christie v. Seybold, 1893 C.D, 515; 64 O.G.
1650. In patent law, an inventor is either dili-
gent at a given time or he is not diligent; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law
when he is doing nothing, if his lack of activity
is excused.




o . Amm or APPLI cATIONE
- 716 . Aﬂidavits’fraversmg Rejections,

‘Note, however, that only dlh%ence before re-
duction to practice is a material consideration.
The “lapse of time between the completion or
- reduction to practice of an invention and: the

filing of an application thereon” (¥x parte
Merz, 75 U.S.P.Q. 296) “i,s'z;not relevant to a -

Rule 131 affidavit. ‘ ;
715.07(b) Interference
& Sometimes Used

In place of an affidavit the testimony of the
applicant in an interference may be sometimes
used to antedate a reference in lieu of a Rule 131

affidavit.

The part of the testimony to form the basis
of priority over the reference should be pointed
out. Ex parte Bowyer, 1939 C.D. 5; 505

0.G. 759.

715.07(¢) Acts Relied Upon Must
Have Been Carried Out in
This Country g

The affidavit must contain an allegat;ion that
the acts relied upon to establish the date prior
to the reference were carried out in this country.

See 35 U.S.C. 104.

715.07(d) Disposition of Exhibits
Submitted as Evidence to
Support Facts

Exhibits, such as those filed as part of an
afidavit under Rule 131, that are too bulky to
be placed in the application file are retained in
the Examining Group until the case is finally
disposed of. When the case goes to issue (or
abandonment) the exhibits are sent to the Model
and Receiving Room, notation to this effect
being made on the margin of the affidavit. See
608.03(a). 4

715.08 Passed Upon by Primary Ex-
aminer [R-19]

The question of sufficiency of affidavits under
Rule 131 should be reviewed and decided by a
Primary Examiner.

715.09 Seasonabhle Presentation
[R-19]

Affidavits under Rule 131 must be seasonably
presented. FEx parte Berg, 1906 C.D. 36; 120
0.G. 503: Ex parte Romunder, 1910 ., 121;
157 0.G. 209: Ex parte Hale, 40 U.S.P.Q. 209;
Ex parte Bowyer, 1939 C.D. 5: 505 O.G. 759.

For affidavits under Rule 131 filed after ap-
peal see Rule 195 and section 1212,

76
Rule 132 [R-19]

: > 132, AR @v{u tmrereing grounds of rejection,
‘When any ciaim of an application is rejected on ref-

- erence to a domestic patent which substantially shows
~ or describes but does not claim the invention, or on

‘ . reference to. u foreign pateni, or io a printed pubil-
Testimony  catior ,
‘an employee of the Office, or when rejected npon a

cation, or to facts within the personal knowiedge of

mode or capability of aperation attributed to a refer-
ence, or because the alleged invention is held to be
inoperative or lacking In wutility, or frivolous or ip-
jurious to public health or morals, affidavits traversing
these references or objections may be received.

NOTE THAT RULE 132 IS NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION.

It is the responsibility of the Primary Ex-
aminer to personally review and decide whether
affidavits submitted under Rule 132 for the pur-
pose of traversing grounds of rejection, are re-
sponsive to the rejection and present sufficient
facts to overcome the rejection. :

This rule sets forth the general policy of the
Office consistently followed for a long period
of time of recelving affidavits evidence tra-
versing rejections or objections, Ex parte
Gresselin, 1896 C.D. 39: 76 O.G. 1573. The enu-
meration of rejections in the rule is merely exem-

lary. All affidavits presented which do not
all within or under other specific rules are to
beltreated or considered as falling under this
rule.

Certain legal principles and standards have
been established respecting affidavit evidence.
Some are applicable to all affidavits, while
others are applicable only to particular types
of affidavits, as indicated below. The critical
factors and standards are summarized as an
aid or guide to the examiners in evaluating such
affidavits. Affidavits timely filed (i.e. before
final action or appeal) should be acknowledged
and commented upon in the action followin
filing. See Sec. 707.02. If an affidavit is fil
later and entered (See Rule 195) similar action
should be taken.

The following criteria are applicable to all
affidavits submitted under this rule:

(1) Affidavits must be timely or seasonably
filed (i.e. before final rejection or appeal) to be
entitled to consideration. In re Rothermel et
al., 1960 C.D. 204: 755 O.G. 621. Affidavits
not timely filed must meet the requirements of
Rule 195.

(2) Affidavits must set forth facts, not merely
conclusions. In re Pike et al., 1950 C.D. 105

Rev, 19, Jan. 1969



‘The aﬂiant’s int

O o i CD 13: 573 0.6, 547,

"must be pertme it to the

k e Renstrom 1949 C.D. 306; 624 O.C

wise, the affidavits have no pro
(3) Afdavits should be scru

and the facts pmented weighed

st is a factor w

Rule 132 affidavits may be c]assxﬁed in ﬁve

groups, and such affidavits must copform, in
addition, to the established criteria and stand-
ards for the group into which they fall. These

gronps and the applicable standards are:

ComparaTive TEsTs or RestLts

Affidavits comparing applicant’s results with
“those of the prior art must relate to the ref-
erence relied unon and not other prior art—

Blanchard v. Ooms 1946 C.D. 22; 585 0.G.
175 —, and the comparison must be with disclo-
sure identical (not similar) with that of the

reference. In re Tatincloux 1956 C.D. 102;: 702

0.G. 964. Otherwise. the affidavits have no
 fidavits attacking the operability of a patent

~cited as a reference, though entitled to consid-

probative value.

Where the comparison is not identieal with
the reference disclosure. deviations therefrom
should be explained—in re Finley, 1949 C.D.
284; 624 0.G .262—and if not exp]amed should
be noted and ev aluated, and if significant, ex-
planation should be required. In re Arm-
strong 1960 C.D. 422: 759 O.G. 4. Otherwise,
the affidavits may be entitled to little weight.

Where the comparison shows unexpected re-
snlts or advantages, it should be compared with
the application disclosure, since recitals of the
speclﬁmtmn are controlling. Ahbott v. Coe,
1940 C.D. 13; 512 O.G. 3. In re Rossi 1957
C.D. 130; 711 0.G. 214. Advantages not dis-
closed carry little or no weight in e~tabhshmg
patentability.

Aflidavits setting forth advantages and as-
serting that despite familiarity with the art,

the elaimed subject matter was not obvious to -

affiants, do not afford evidence of non-ohvious-
ness, where the advantages relied upon are
merely those which would result from follow-
ing the tozwhing nf the prior art. In re Hen-
rich 1959 (" 1. 353: 747 O.G. 793,

OPERABILYITY oF APPLICANT'S IISCLOSURE

Since it is the Examiner’s duty to pass upon
the operativeness of any invention which he is
ealled upon to examine he ic free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and

Rev. 1, Jan. 1964

entific prmcsp]es, theoretxcal arguments in af—y :
fidavit form are unacceptable, and the only
“satisfactory manner of overcomi

. Buck v. Qoms 1947 C.D. 33; 602 0.G. 177. In
re (‘h!lrmsk) 1956 C.D. 155: 704 OG 213.

~ cludes the presumption of operability—Metro-
- politan Eng. Co. v. Coe 1935 C.D. 54; 455 O.G.
- 3—FExaminers should not express any opinion
‘on the operability of a patent. Therefore af-

he need not support
cvery rejection on inoperativeness with refer-
*:raﬂidawts n re Quattlebaum 84

‘Affidavits & attemptmg to shew ¢hat the struc-’

“ture deemed inoperative was seen in operation
h.

vouch for its: opembl ity, are
D. 512 411

the rejec-
tion is to demonstrate the operabi ity by con-
struction ‘and. operation of the mventlon

I~ ommn ITY oF REFERENCES

ince every patent is presumed vahd (‘35
C. 282), and since that presumption in-

eration. should be treated, not as conclusive of
the factual matter presented but rather as an
expression of opinion by an expert in the art.
In re Berry, 137 U.S.P.Q. 353. See also In
re Lurelle Guild 1953 C.D. 310; 677 0G. 5
Opinion affidavits need not be given any welght
In re Pierce 1930 C.1. 34: 390 O.G. 265: In
re Reid 1950 C.D. 194: 635 O.G. 694.

Further, since in a patent it is pre-,umed that
a process if used by one skilled in the art will
produce the product or result described therein,
such presumption is not overcome by a mere
showing that it is possible to operate within
the disclosure without obtaining the alleged

product. It is to be presumed also that skilled

workers would as a matter of course, if they

~ do not immediately obtain desired resnlts, make

certain experiments and adaptations, within
the skill of the competent worker. The fail-
ures of experimenters who have no interest in
suceeeding <hould not be ac vm de;l great weight.

S Bullard v, Coe 1945 CD. 13: 573 O.G. 547
“In re Michalek 1947 C.D. 458. 604 O.G. 223:

In re Reid 1950 C.D, 194: 635 O.G. 694,

Where the aflidavit presented asserts inop-
crability in some features of the patent as to
which it was not relied upon, the matter is of
no concern. In re Wagner, 1959 C.D. 581: 407
.G, 1041,

Where the affidavit asserts inoperability of
the process diselosed in the refercuce for pro-




avit by patente that he did inte
 used as claimed by & phcan is

955 C.D. 59 ' G.

Aﬂidaw < submit mge nce of commercml'f
aring in a case where
ver the prior art is not in

_ success can have no
the patentability
 doubt. In re et al 1957 C.D. 420; 7

, 1960 C.D. 308

¢ X3
'i]anguage have
Inre Tro tman :

ary value.

$0G5m

at such success resulted from

as clalmed In re ,Hollmgsworth

~in the art are not acceptable to establish facts

which the specification itself should recite. In
re Smyth 1951 C.D. 449; 651 O.G. 5

application are usually not considered.
Oppenaner 1944 ( D, 58T

717 File Wrapper

717.01 Papers in File Wrapper

[R-19]

Fnll details for processing file wrapper papers
are given in the Manual of Clerieal Procedures

! g . '
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 plication or other document to which it is tobe
" assoclated.

drawings, fees, motions, Suppiemen 1 oat

Affidavits purporting to explain the disclo-
declaratinz. petition, etc.

_ sure or to interpret the disclosure of a_ pendma'i
Inre
568 O.G. 393,

1tuat10n_both 'op1es are placed in
file. The “origi bon copy) is en-
tered with reference r ‘the carbon copy.
; iled in the Patent
Office is desired, it may be obtained by enclosing

“with the paper a self-addressed post card iden-
tifying the paper..

The Patent Office will stamp -
the receipt date on the card and pLue it '

:outcromg mail.

- The identifying data on the card ahnu]d be
so compleze as to match the paper with the ap-

‘For example, the document should
be identified by the applicant’s name (s), Serial

 No, filing date appeal number, mberferemo
‘number. €0, and the paper should be identified

by specifring the type thereof, namely, affidavit,
amendment, appeal, application papers, bnef B

When papers for more than one document are
filed under a single cover a return addressed post

eard should be attached to the paper for each

document for w luch arec eipt is desired.

7170] (b) Prints [R-19]

The prints of the drawing are fastmed in-
side the file wrapper by the Application
Branch, «ud shall always be kept on top. A

Rev. 19, Jan. 1060



See also sectlons ¢O7 10, 717.01 ;
If the Exammer notices an error in any of
the data origi ally ¢ entered on the file wrap-

the Apph-'

‘ced i

 dress of the assign
ment B , N
“the above entries are exther,:typed or

the Assi
All o  either
made in black ink. h changes by amend-

ment as change of address or of attorney are
 entered in red ink by the clerk of the group,
f‘ ‘the orlgmal entry bemg canceled but not

717 02 (a) Statutory
Saturday,

unday or Holi-
day , y ,

Rev. 19, Jan. 1069

ould be corrected bx ‘

~ are noted in penci
~of the drawing .

‘Examiner alre

w ase is received in an Examm-
ing Group. the classification of the case and the

'mma]s or name of the sxaminer who will ex-

amine it or other 1 docket designation
he upper lefthand corner
_sheet) and in the des-
ignated spaces on th file wrapper. These:
notations shonld ept current. When the

is sent to issue, the notations then.

1 the drawmcr should not be erased

useful in classifying an incoming .

continuing application to which drawings may
liave been transferred and in assigning it to an
_famllnr mth the sub]ect
matter o o e




e ved ink shor ol the  initials, all entries being
umber corresponding m £ clair Great care should be taken
riginally presented. O St 3 record is important to th

should be drawn ;

should be placed
“amendment. _
If the claims are amende
under Rule 121(b), the original
should not be stricken from the In

fy earlier filed

The file \frapper should identi |
and 20203.

related applications, See 202.
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