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Magor Cowcurrs

The Patent Cooperation Treaty (PCT) is an
international agreement to which the United
States of America is a party, which provides
for the filing of patent applications on the same
invention in a number of countries. The PCT
enables the U.S. applicant to file one applica-
tion, “an international application”, in a stand-
ardized format in English in the Receiving Of-
fice (the U.S. Patent and Trademark Office},
and have that application acknowledged as a
regular national filing in as many member coun-
tries to the PCT as the applicant “designates”
that is, names, as countries in which patent pro-
tection is desired. The PCT also provides that
the application will be subjected to a search for
published disclosures which are capable of as-
sigting in the determination of whether the in-
vention disclosed in the application is new and
unobvious. Upon payment of national fees and
the furnishing of a translation, usually some
twenty months after the filing of the earliest
application for the invention, the application
will be subjected to national procedures in each
of the designated countries.

The PCT offers an alternative route to filing
patent applications directly in those countries
which are members of the PCT. Tt does not pre-
clude taking advantage of the priority rights
and other advantages provided under the Paris
convention (PCT Article 1). The PCT provides
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an additional and optional foreign filing route
to United States applicants,

PCT Artrore 1

Bstablishment of a Union

(1) The States party to this Treaty (hereinafter
called “the Coniracting States”) constitute a Union
for cooperation in the filing, searching, and examina-
tion, of appHeations for the protection of imventions,
and for rendering special technieal services. The Union
ghall be known ag the Internstional Patent Coopera-
tion Union. .

{2) No provision of this Treaty shall be interpreted
a8 diminighing the rights under the Paris Conven-
tion for the Protection of any county party to that
Convention,

The PCT has also substantially harmonized
the formal requirernents of applications for the
member countries and the European Patent
Convention (EPC).

The PCT also provides new filing and search-
ing procedures whereby much of the processing
and transmittal of papers is done for the ap-
plicant by the various national patent offices
acting as international authorities and the In-
ternational Bureau (IB) of the World Intel-
lectual Property Organization (WIPO) in Ge-
neva, Switzerland, which administers the
Treaty.

Basic Frow

To understand the PCT, it is important to
know the basic flow of an international appli-
cation under the PCT, This flow is illustrated
on the next page.

It is expected that, in most instances a na-
tional U.S. application (NA) will be filed first
since the applicant can obtain a search for a
relatively low U.S. filing fee. An international
application for the same subject matter will
then be filed subsequently within the priority
year provided by the Paris Convention and
claim the priority benefit of the U.S. national
application filing date.

Recziving Orrice (RO)

The international application (TA) must be
filed in a Receiving Office {RO) (PCT Axrticle
10). The United States Patent and Trademark
Office will act as a Recelving Office for United
States residents and nationals (85 USC 361
(2)). The Receiving Office functions ag the fil-
ing and formalities review organization for in-
ternational applieations. International applica-
tions must contain upon filing the designation
of those countries in which patent protection is
desired and must meet certain standards for
completeness and formality (PCT Articles 11
(1) and 14(1)).
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Where a priority claim is made, the date of
the earlier filed national application ig used as
the date for determining the timing of interna-
tional processing, ineluding the various trans-
mittals, the payment of certain international
and national fees, and publication of the ap-
plication. Where no priority claim is made, the
international filing date will be considered to
be the “priority date” for timing purposes (PCT
Article 2(x1)),

The international application is subject to the
payment of certain fees upon filing and at the
expiration of 12 months from the priority date
(PCT Article 11(8) and 33 USC 863). The Re-
ceiving Office will grant an international filing
date to the application, collect fees, handle in-
formalities directly with the applicant, and
monitor all corrections, 85 USC 861(d). By 13
months from the priority date, the Receiving
Office is required to prepare and transmit a copy
of the international application, called the
Search Copy (SC), to the International Search-
ing Authority (ISA); and another copy, called
the Record Copy (RC), to the International Bu-
reau (PCT Rules 22.1 and 23). A third copy of
the international application, the Home Copy
(HC), remains in the Receiving Office (PCT
Article 12(1)). Once the Receiving Office has
transmitted copies of the application, the Inter-
national Searching Authority becomes the focus
of international processing.

TNTERNATIONAL SEARCHING AUTHORITY
(ISA)

The basic function of the International
Searching Authority (ISA) is to conduct a
prior art search of inventions claimed in inter-
national applications; it does this by searching
in at least the minimum documentation defined
by the Treaty (PCT Axticles 15 and 16 and
PCT Rule 34). The U.S. Patent and Trademark
Office acts as an International Searching Au-
thority for U.S. residents and nationals. The
International Searching Authority is also re-
sponsible for checking the content of the title
and abstract (PCT Rules 37.2 and 38.2). An
International Search Report (SR) will normal-
Iy be issued by the International Searching
Authority within three months from the receipt
of the Search Copy (usually 16 months after
the priority date) (PCT Rule 42). Copies of
the International Search Report and prior art
cited will be sent to the applicant and the
International Bureau (PCT Rules 43 and 44.1).
The Search Report will contain a listing of those
documents found to be relevant and will iden-
tify the claims in the application to which they
are pertinent; however, no judgments or state-
ments as to patentability will be made (PCT
Rule 43.10). Once the International Search Re-
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port has been completed and transmitted,
international processing continues before the
International Burean.

InTERNATIONAL Bureav (IB)

The basic functions of the International
Bureau (IB) are to maintain the master file of
all international applications and to act as the
publisher and central coordinating body under
the Treaty. The World Intellectual Property
Organization in Geneva, Switzerland performs
the duties of the International Bureau.

If the applicant has not filed a certified copy
of the priority document in the Receiving Office
with the international application, or requested
upon filing that the Receiving Office prepare
and transmit to the International Bureau a
copy of the prior U.S. national application, the
priority of which is claimed, the applicant must
submit such a document directly to the Inter-
national Bureau not later than 16 months after
the priority date.

The applicant has normally two months from
the date of transmittal of the International
Search Report to amend the claims by filing an
amendment directly with the International
Burean (PCT Article 19 and PCT Rule 46}.
The International Bureau will then pormal v
publish (PS) the international application along
with the Search Report and any amendment
(Amdt) at the expiration of 18 months from
the priority date (PCT Axrticle 21). The inter-
national publication will be in pamphlet form
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with a front page containing bibliographical
data, the abstract, and a figure of the drawing
(PCT Rule 48). The pamphlet will also contain
the search report and any amendments to the
claims submitted by the applicant. If the ap-
lLication is published in a language other than
inglish, the search report and abstract are also
published in English. The International Bu-
rean will also publish a (Giazette in the French
and English languages which will contain in-
formation similar to that on the front pages of
international applications, various indexes, and
announcements (PCT Rule 86). The Interna-
tional Bureau will also transmit copies of the
international application to all the Designated
Offices (PCT Article 20 and PCT Rule 47).

Drsiexarer Orrice (DO)

Twenty months from the priority date of the
international application, the applicant must
send to each Designated Office any required
translations and the appropriate national or
regional filing fees unless the individual Des-
ignated Office grants additional time (PCT
Article 20). The applicant also has the right to
amend his application within one month after
the payment of his national fees. After this
month has expired (PCT Article 28 and PCT
Rule 52}, each Designated Office will make its
own determination as to the patentability of the
application based upon its own specific national
or regional laws (PCT Article 27(5)).

BASIC FLOW OF AN INTERNATIONAL APPLICATION
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1802 PCT Definitions
ArTicLn 2
Dejinitions

For the purpose of this Treaty and the Regulations
and unless expressly stated otherwise:

(1) “application” means an application for the
pretection of an invention; references to an “ap-
plication” ghall be construed as references to ap-
plicationy for patents for inventions, inventors
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors' certificates
of addition, and utility certificates of addition;

(ii) references to a “patent” shall be construed
as references to patents for inveniions, inventors’
certificates, utility certificates, utility models, pat-
entg or certificates of addition, inventors' certifieates
of addition, and utility certificates of addition;

(iii) “national patent” means a patent granted
by a national authority;

(iv) “regional patent” means a patent granted by
a national or an intergovernmentsl authority having
the power to grant patents effective in more than
one State;

(v) “regional application” means an application
for a regional patent:

(vi) references to a “national applcation” shall
be construed as references to applications for na-
tional patents and regional patents, other than an-
plications filed under this Treaty ;

{vil} “international application” means an appli-
cation filed under this Treaty ;

(viil) references to an “application” shall be con-
strued as references to international applications
and national applications ;

(ix) references to a “patent” shall be construed as

references to national patents and regional
patents;

(%) references to “national law” shall be con-
strued as references to the national law of a Con-
tracting State or, where a regional application or a
regional patent is involved, to the treaty providing
for the filing of regional applications or the grant-
ing of regional patents;

(xi) “priovity date,” for the purposes of comaput-
Ing time limits, means:

(a) where the international applieation con-
tains a priority claim under Artiele 8, the filing
date of the application whoge priority is so
claimed ;

(b} where the international application contains
several priority claims under Article 8, the filing
date of the earliest application whose priority is
%0 claimed ;

{e) where the international appleation does
not contain any priority ¢laim under Article 8, the
international filing date of such application:
(xi1} “national Office” means the government au-

thority of a Contracting State entrusted with the
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granting of patents; references to a “national Office”
shall be congtrued as referring also to any inter-
governmental authority which several States have
entrusted with the task of granting regional patents,
provided that at least one of those States is a Oon-
tracting State, and provided that the said States
have authorized that authority to assume the obliga-
tions and exercige the powers which this Treaty and
the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Of
fice of or acting for the State designated by the ap-
plicant under Chapter I of thig Treaty ;

(xlv) “elected Office” means the naticnal Office
of or acting for the State elected by the applicant
under Chapter IT of this Treaty;

(xv) “receiving Office” means the national Office
or the intergovernmental organization with which
the international application has been filed ;

(xvi} “Union” means the International Patent Co-
operation Union;

(xvii) “Assembly” means the Assembly of the
Union;

(xviil) “Organization” means the World Intellec-
tual Property Organization ;

(xix) “International Bureau” means the Interna-
tional Bureau of the Organization and, as long as
it subsisty, the United International Bureaux for
the Proteetion of Intellectusl Property (BIRPI);

(xx) “Director Ceneral” means the Director
General of the Organization and, as long as BIRPI
subslsts, the Director of BIRPY.

POT RuLe 2
Interpretation of Certein Words

2.1 “Applicant”

Whenever the word “applicant” ig used, it ghall be
construed as meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provigion or the context in which the word iz used,
such as, in particular, where the provision refers to
the residence or mationality of the applicant,

2.2 “4gent”

Whenever the word “agent” is used, it shall be con-
strued as meaning any person who has the right to
practice hefore international authorities as defined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provision, or
the context in which the word is used, also the com-
mon representative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be
understood that, if the national law applied by the
receiving Office or the eompetent International Search-
ing or Preliminary Hxamining Authority requires the
use of a geal instead of a signature, the word, for the
purposes of that Office or Authority, shall mean seal.
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35 U.8.0. 3561 Definitions. When used in thig part
unless the context otherwise indicates—

{a) The term ‘treaty’ means the Patent Coopera-
fion Treaty dome at Washington, on June 19, 1970,
excluding chapter II thereof,

(b) The term ‘Regulationy’, when capitalized,
means the Regulations under the treaty excluding part
¢ thereof, done at Washington on the same dale as
the treaty. The term ‘regulations’, when not capital-
ized, menns the regulations established by the Com-
missioner under this title.

(e} The term ‘international spplication’ means an
application filed under the treaty.

{d) The term ‘international application originating
in the United States’ means an international applica-
tion filed in the Patent Ofiice when it is acting as &
Receiving Office under the treaty, irrespective of
whether or not the United States has been designated
in that international applieation.

(e) The term ‘international application desigrating
the United States’ means an international applieation
specifying the United States as a country in which a
patent is seught, regardiess where such international
application is filed.

(£} The term ‘Receiving Office’ means a national
patent office or intergovernmental organization which
recelves and processes international applieations as
prescribed by the treaty and the Regulations.

(g) The term ‘International Searching Authority'
means g national patent office or intergovernmental
organization as appointed under the freafy which
processes international appleations as prescribed by
the treaty and the Regulations.

(h) The term ‘Infernationa! Bureaun' wmeans the in-
ternational intergevernmen{al organizafion which is
recognized as the coordinating body under the trealy
and the Regulations,

{1} Terms and expressions not defined in this part
are to be taken in the sense indicated by the treaty and
the Regulations.

87 CFR 1.401 Definitions of terms under the Palent
Cooperation Treaty. (a) The abbreviation “PCT” and
the ferm “Treaty” mean the Patent Cooperation
Treaty.

(b) “International Bureau” means the World In-
tellectual Property Organization located in Geneva,
Switzerland.

{e) “Administrative Tnstructions” means that body
of instruetions for operating uander the Patent Coop-
eration Treaty referred to in POT Rule 89,

(d) “Reqguest”, when capitalized, means that ele-
ment of the international application described in POT
Rules 8 and 4,

(e) “International application”, as used in this
Subchapter is defined in § 1.9(b),

{f) “Priority date” for the purpoge of computing
time lmits under the Patent Cooperation Treaty is
defined in POT Art. 2(xi). Note also §1.465.
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(g) Other terms and expressions in this Subpart ©
not defined in this section are to be taken in the
sense indicated in POT Act. 2 and 85 U.8.C. 351,

1803 Reservations Under the PCT
Taken by the United States of
America

ARTICLE 64
Reservations

(1){a) Any State may declare that it shall not be
bound by the provisions of Chapter 1L

(b) States making & declaration under subparagraph
(a) shall not be bound by the provisions of Chapter IX
and the corresponding provisions of the Regulations.

(2) (a) Any State not having made a declaration un-
der paragraph (1) {a) may declare that:

(i) it shall not be bound by the provisions of Arti-
cle 89(1) with respect to the furnishing of a copy of
the international application and a translation there-
of (agpresecribed),

{ii) the obligation to delay national processing, as
provided for under Article 40, shall not prevent pub-
Heation, by or through its nafional Office, of the in-
ternational applcation or a translation thereof, it
being understood, however, that it iy not exempted
from the Hmitations provided for in Articles 80 and
38.

(b} States making such a declaration shall be bound
accordingly.

{8) (1) Any State may declare that, ag far as it is
concerned, international publication of international
applications is not required.

{b) Where, at the expiration of 18 months from the
priority date, the international application contains
the designation only of such States as have made
declarations under subparagraph (a), the international
applcation shall not be published by virtue of Article
21(2).

(¢) Where the provisions of subparagraph (b) apply,
the international application shall nevertheless be pub-
lished by the International Bureau:

(i) at the request of the applicant, as provided in
the Regulations,

(ii) when a national application or a patent based
on the international application is published by or on
behaif of the national Office of any designated State
having made a declaration under subparagraph {a),
promptly after such publication but not before the
expiration of 18 months from the priority date.
{4)(a) Any State whose national law provides for

prior art effect of its patents as from a date before
publication, but does not equate for prior art purposes
the priority date claimed under the Parig Convention
for the Protection of Industrial Property to the actual
filing date in that State, may declare that the filing
outside that State of an international application desig-
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nating that State is not equated to an actual filing in
that State for prior art purposes.

{b) Any State making a declaration under subpara-
graph (a) shall fo that extent not be bound by the pro-
vislons of Article 11(3).

(¢) Any State making a declaration under subpara-
graph (a) shall, at the same time, state in writing the
date from which, and the conditions under which, the
prior art effect of any international application desig-
nating that State becomes effective in that State. This
statement may be modified at any time by nofification
addressed to the Director General.

(8) Bach State may €declare that it does not consider
itself bound by Article 59. With regard to any dispute
between any Contracting State having made such a
declaration and any other Contracting State, the provi-
sions of Article 59 shall not apply.

(6){a) Any declaration made under this Article
shall be made in writing. It may e made at the time
of signing this Treaty, at the {ime of deposiling the in-
strument of ratification or accession, or, except in the
case referred to in paragraph (5), ai any later time
by notification addressed to the Director General. In
the case of the said notification, the declaration shall
take effect six months after the day on which the Di-
rector General has received the notification, and shall
not affect international applications filed prior to the
expiration of the gaid six-month period.

{h) Any declaration made under this Article may be
withdrawn at any time by notification addressed to the
Director General. Such withdrawal shall take effect
three months affer the day on which the Director Gen-
eral has received the notification and, in the case of
the withdrawal of a declaration made under paragraph
(3), shall not affect international applicationg filed
prior to the expiration of the said three-month period.

(7} No reservations to this Treaty other than the
reservations under paragraphs (1) to (B) are per-
mitted.

The United States of Americs has deelared
?ﬁ%ti )i;: is not bound by Chapter II (Article

It has also declared that, as far as the United
States of America is concerned that interna-
t(ig()))n)a,l publication is not required (Article 64
"The third reservation which the United States
of America made was under Article 64(4)
which relates to the prior art effective date of
a U.S. patent issuing from an international
application.

1805 Who May File in the United
States Receiving Office

POT Arricic 9
The Applicont

{1) Any resident or national of a Contracting State
may file an international application.
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(2} The Assembly may decide to allow the residents
and the nationals of any country party to the Paris
Convention for the Protection of Industrial Property
which is not party to this Treaty to file international
applications.

{8) The concepts of residence and nationality, and
the application of those concepts in cases where there
are gseveral applicants or where the applicants are not
the same for all the designated States, are defined in
the Regulations.

POT Buire 18

The Applicant

18,1 Residence

(a) Subject to the provisions of paragraph (b), the
guestion whether an applicant is a resident of the Con-
tracting State of which he claims {o be a resident ghall
depend onr the national law of that State and shall be
decided by the receiving QOffice.

{b) In any case, possession of a real and effective in-
dustrial or commercial establishment in a Contracting
State shall be considered residence in that State.

18.2 Nationality

(a) Subject to the provisions of paragraph (b}, the
question whether an applicant iy a national of the Con-
tracting State of which he elaims to be a national shalil
depend ot the national law of that State and shall be
decided by the receiving Office.

(b)Y In any case, & legal entity constituted according
to the national law of a Contracting State shall be con-
sidered a national of that State.

18.3 RBeveral Applicants: Same for All Designated
Stotes
If all the applicants are applicanis for the purposes
of all designated States, the right te file an interna-
tional application shall exist if at least one of them iy
entitled fo file an international application according
to Article 9.

18.4 Several Applicents: Differeni for Different Desig-
nated States

(a) The international application may indicate dif-
ferent applicants for the purposes of different desig-
nated Sistes, provided that, in respect of each desig-
nated State, at least one of the applicants indicated for
the purposes of that State ig entitled to flle an inferna-
tional application according to Article 9.

(b) If the condition referred to in paragraph (&) is
not fulfilled in respect of any designated State, the des-
ignation of that State shall be considered not to have
been made.

{¢) The International Bureau shall, from time fo
time, publish information on the various national laws
in respect of the guestion who is qualified (inventor,
guccessor in title of the inventor, owner of the inven-
tion, or other) to file a national application and shall
sceompany such information by a warning that the ef-
fect of the international application in any designated
State may depend on whether the person designated in

(
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the international application as applicant for the pur-
poses of that State ig a person who, under the national
law of that State, is qualified to file a national apphi-
cation.

PCT Rure 19
The Competent Receiving Office

18.1 Where to Pile

(a) Subject to the provisions of paragraph (b), the
international application shall be filed, at the option of
the applicant, with the national Office of or acting for
the Cortracting State of which the applicant is a resi-
dent or with the national Office of or acting for the Con-
tracting State of which the applicant is a national.

(b) Any Contracting State may agree with another
Contracting State or any intergovernmental organiza-
tion that the national Office of the latier State or the
intergovernmental organization shall, for all or some
purposes, act instead of the national Office of the for-
mer State as receiving Office for applicants who are
regidents or nationals of that former State, Notwith-
gtanding such agreement, the national Office of the
former State shall be congidered the competent receiv-
ing Office for the purposes of Artiele 15(5).

{¢} In connection with any decision made under Ar-
tiele 9(2), the Assembly shall appoint the nafional Of-
fice or the intergovernmental organization which will
act as receiving Office for applications of residents or
nationals of States specified by the Assembly. Such ap-
pointment shall reguire the previous consent of the
said national Office or intergovernmentsal organization.

19,2 Several Applicants

If there are several applicants, the requirements of
Rule 19,1 shall be considered to be met if the national
Office with which the international application is filed
is the national Office of or acting for a Contraeting
State of which at least one of the applicants ig a
resident or mational. '

19,3 Publication of Fact of Delegation of Duties of Re-

ceiving Office

(a) Any agreemeni referred to in Rule 19.1(b)
ghall be prompily notified to the International Bureau
by the Contracting State which delegates the duties of
the receiving Office to the national Office of or acting
for another Contracting State or an intergovernmental
organization.

(b} The International Bureau shall, promptly upon

receipt, publish the notification in the Gazette.

POT ADMINISTRATIVE INSTRUCTION Skerrow 317

Procedure in the Cuse of the Designation of o State
being CUonsidered Not To Have Been Made

Where the receiving Office finds that, under Rule
18.4(b), the designation of a State ig fo be considered
as not having been made, it shall indieate that fact in
the international application by enclosing the designa-
tion of that State within square brackets and entering

the words “CONSIDERED NOT TO HAVE BEEN -

417

1805

MADH,” or their equivalent in the language of the
infernational application, in the margin, and ghall
prompily notify the applicant accordingly. If copies of
the international application have already been sent
to the Infernational Bureau and the International
Searching Authority, the receiving Office ghall also
notify promptly that Bureau and that Authority,

85 U.8.0. 881 Receiving Offiice. (2) The Patent
Office shall act as a Receiving Office for international
applications filed by nationals or residents of the
United Stafes, In accordance with any agreement made
between the United States and another country, the
Patent Office may also act as a Receiving Office for in-
ternational applications filed by residents or nationails
of such country who are entitled fo file international
applications.

{b)} The Patent Office shall perform all acis con-
nected with the discharge of duties required of a Re-
ceiving Office, including the collection of international
fees and their fransmittal to the International
Bureau.

{e¢) International applications filed in the Patent
Office shall be in the English language.

{d) 'The basic fee portion of fthe infernational
fee, and the transmittal and search fees preseribed un-
der section 878(a) of this part, shall be paid op filing
of an international application. Payment of designa-
tion fees may be made on filing and shall be made not
later than one year from the priority date of the inter-
national application.

35 U.8.C. 378 Improper applicant. An international
application designating the United States, shall not be
aecepted by the Patent Office for the national stage if
it was filed by anyone not qualified under chapfer 11
of thig title to be an applicant for the purpose of filing
a national application in the United States. Such inter-
national applications shall not serve as the bagis for
the benefit of an earlier filing date under section 120 of
thig title in a subsequently filed application, bat may
serve as the basis for a c¢laim of the right of priority
under section 119 of this title, if the United States was
not the sole country designated in such international
applcation.

37 OFR 1.421 Applicant for internationel applice-
tion. (a) Only residents or natlomals of the United
States of America may file international applications
in the United States Receiving Office.

(b) Although the United States Receiving Office will
accept international applications filed by any resident
or national of the United States of America for in-
ternational processing, an international application
designating the United Btates of America will be ac-
cepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as pro-
vided in §§ 1.422, 1.423 or 1.425.

{¢) International applications which do not designate
the United States of America may be filed by the as-
gignee or owner. .

(@) The attorney or agent of the applicant may sign
the international application Reguest and file the inter-
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national application for the applicant if the inter-
national application when filed ig sccompanied by a
separate power of attorney to that attorney or agent
from the applicant. The separate power of aitorney
from the applicant may be submitted after filing if
sufflcient cause is shown for not submitting it at the
time of filing. Note that paragraph (b) of this gsection
requires that the applicant be the inventor if the United
States of America is designated.

(e} Any indication of different applicants for the
purpose of different Designated Offices must be shown
on the Request portion of the international application.

(f) Changes in the person, name, or address of the
applicant of an interaational application shall be made
in aceordance with PCOT Rule 18.5.

37 OFR 1.422 When the invenior is degd. In case
of the death of the inventor, the legal representative
{executor, adminigtrator, ete,) of the deceased inventor
may file an international application which designates
the United States of Ameriea.

37 OFR 1.423 When the inventor is insane or legolly
incepaciteted. In case an inventor is insane or other-
wise legally incapacitated, the legal repregentative
(guardian, conservator, ete.) of such inventor may file
an international applicaticn which designates the
United States of America.

37 OFR 1.j24 Joint inventors. Joint inventors must
Jointly file an international application which desig-
nates the United States of America; the signature of
aither of them alone, or less than the entire number
will be insufficient for an invention invented by them
jointly, except ag provided in § 1.425.

37 CFR 1.425 Filing by other than inventor. (a) If
a joint inventor refuses to join in an international ap-
plication which designates the United States of
America or cannot be found or reached after diligent
effort, the international application which designates
the United States of America may be filed by the other
inventor on behalf of himself or herself and the omitted
inventor. Such an international application which des-
ignates the United States of America must be accom-
panied by proof of the pertinent facts and must state
the last known address of the omitted inventor. The
Patent and Tradewark Office shall forward notice of
the filing of the international application to the omitted
inventor at satd address.

{b) Whenever an inventor refuses to execute an in-
ternational application which designates the United
States of Ameriea, or cannot be found or reached after
diligent effort, a person to whom the inventor has as-
signed or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in
the matter justifying such action may file the inter-
national application on behalf of and as agent for the
inventor. Such an international application which
designates the United States of America must be ac-
companied by proof of the pertinent facts and a show-
ing that such action is necessary to preserve the rights
of the parties or to preveni irreparable damage, and
must state the last known address of the inventor. Fhe
assignment, written agreement to assign or other evi-
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dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The
Office shall forward notice of the filing of the applica-
tion to the inventor at the address stated in the
application.

Any resident or national of the United States
of America may file an international applica-
tion in the United States Receiving Office
(PCT Axticle 9(1) and (8), PCT Rule 19.1,

85 U.SC. 361 (a) and 37 CFR'1.419, 1.421). The

concepts of residence and nationality are de-
fined in PCT Rules 18.1 and 18.2. For the pur-
pose of filing an international application, the
applicant may be either the inventor or the suc-
cessor in title of the inventor (assignee or
owner). See also § 1820.02.

However, the laws of the various Designated
countries regarding the requirements for ap-
plicants must also be considered when filing an
nternational application. For example, the pat-
ent law of the United States of America requires
that, for the purposes of designating the United
States of America, the applicant(s) must be
the inventor(s) (35 U.S.(. 873, PCT Article
27(3)).

Where there are different applicants for dif-
ferent States, at least one applicant designated
for each State must be entitled to file an infer-
national application under PCT Axticle 9, and
PCT Rule 18.4. See § 1820.09.

PCT Raule 19.2 relates to the situation where
there are several applicants for all the Desig-
nated States. [R-8]

1807 Agent or Comumon Represenia-
tive [R-3]

PCT ArTiOLE 49

Right To Practice Before International Authorities

Any attorney, patent agent, or other person, having
the right to practice before the national Office with
which the international application was filed, shall be
entitled to practice before the International Bureau
and the competent International Searching Authority
and competent International Preliminary Examining
Authority in respect of that application.

PCT Ruig 2
Interpreiation of Certain Words

2.1 “Applicant”

Whenever the word “applicant” is used, it shall be
construed as meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provigion or the context in which the word is used such
a8 in particular, where the provision refers to the resi-
dence or nationality of the applicant.
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2.2 “Agent”

Whenever the word “agent’ is nsed, it shall be con-
strued as meaning any person who has the right to
practice before international authorities as defined in
Article 49 and, unless the conirary clearly follows
from the wording or the nature of the provision, or the
context in which the word is used, also the common
representative referred to in Rule 4.8,

2.8 “Signature”

Whenever the word “signature” is used, it shall be
understood that, if the national law applied by the re-
ceiving Office or the competent International Searching
or Preliminary Bxamining Authority requires the nge
of a zeal instend of a signature, the word, for the pur-
poses of that Office or Authority, shall mean seal.

PCT RuiE 83
Bight To Practice Before International Auihorities

88.7 Proof of Right

The International Bureau, the competent Interna-
tional Searching Authority, and the competent Inter-
national Preliminary Examining Authority, may re-
quire the production of proof of the right to practice
referred to in Article 49.

83.2 Information

(a) The naticnsl Office or the intergovernmental
organization which the interested person is alleged to
have a right to practice before shall, upon reguest,
inform the International Bureau, the compeient Inter-
national Searching Authority, or the competent Inter-
national Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding upon the In-
ternational Bureau, the International Searching Age
thority, or the International Preliminary Examining
Authority, as the case may be,

POT Rowe 90
Represeniation

90.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(i) “agent” means any of the persons referred to
in Article 49;
{il) “common representative” means the appli-
cant referred to in Rule 4.8,

90.2 Effects

{a) Any act by or in relation to an agent shail have
the effect of an act by or in relation to the applicant
or applicants having appointed the agent,

{b) Any act by or in relation to a common repre-
sentative or his agent shall have the effect of an act by
or in relation to all the applicants.

{¢) If there are several agents appointed by the
same applicant or applicants, any act by or in relation
to any of the several agents shall have the effect of an
act by or in relation to the said applicant or appli-
cants,

419
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(@) The effects described in paragraphs (a}, (b),
and (o), shall apply to the processing of the interna-
tional application before the receiving Office, the In-
ternational Bureau, the International Searching Au-
thority, and the International Preliminary Examining
Authority.

90.8 Appointment

(a) Appointment of any agent, or of any common
representative within the meaning of Rule 4.8(a), shall
be effected by each applicant, at his choice, either by
pigning the reguest in which the agent or common rep-
resentative is designated or by a separate power of
attorney {(i.e., 2 document appointing an agent or com-
mon repregentative).

{b) The power of attorney may be submitfed to the
receiving Office or the International Burean. Which-
ever of the two is the recipient of the power of atfor-
ney submitted shail immediately notify the other and
the interested Internationsl Preliminary Examining
Authority.

{e} If the separate power of attorney is not signed
as provided in paragraph (a), or if the required sepa-
rate power of attorney is missing, or If the indieation
of the name or address of the appointed person does
not comply with Rule 4.4, the power of attorney shall
be considered non-existent unless the defect Is cor-
rected.

(@) A general power of attorney may be depogited
with the receiving Office for purposes of the processing
of the international applieation as defined in Rule §0.2
(d). Reference may be made in the request to sweh
general power of attorney, provided that a copy thereof
is attached to the request by the applicant.

90.% Revocation

(a) Any appointment may be revoked by the per-
sons who have made the appointment or their succes-
gorg In title.

{b) Rule 90.3 shall apply, mutetis mulendis, to the
document containing the revocation.

37 OFR 1.455 Representation in inlernetional ap-
plications. (a) Applicants of international applications
may be represented by attorneys or agents licensed to
practice before the Patent and Trademark Office or by
a ecommon representative (PCT Art. 49, Rules 4.8 and
90 and § 1.841). . :

(b) Appointment of an agent, attorpey or common
representative (PCT Rule 4.8) must be effected either
in the Request form, signed by all applicants, or in a
separate power of attorney submitted either to the
United States Receiving Office or to the International
Burean. -

(c¢) Powers of aftorney and revocations thereof
should be submitted to the United States Receiving
Office until the issuance of the international search
report.

(d) The addressee for correspondence will be as in-
dicated in Section 108 of the Administrative Instruc-
tions.

Rev, 3, July 1980
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POT ADMINISTRATIVE INSTRUCTION Szorion 108
Common Agent for Several Applicanis

{a) In the case of several applicants, any agent des-
ignated under Rule 4.7 in the request signed by all the
applicants, or appointed under Rule 80.3 in a separate
power of attorney signed by all the applicants, shall
be considered a common agent.

(b) Where the international application ls filed with
reference to a general power of attorney not signed by
all the applicants, it shall be sufficient for the purpose
of appointment of a common agent under Rule 90.3, if
the request or & separate power of aftorney is sigred
by the appleant, who did not sign the general power
of attorney.

POT ApMINISTRATIVE IwstRUOTION SporloN 108
Correspondence Intended for the Applicont

(a)} Any correspondence from an International Au-
thority intended for the applicant, or, in the case of
gseveral applicants, the applicants, shall be addressed
as follows:

(i} Where the applicant has designated or ap-
pointed one agent, correspondence ghall be addressed
to that agent. Where, in the case of several apph-
cants, the applicants are represented by a common
representative or a common agent, correspondence
shail be addressed to that representative or that
agent. ’

{i1) Where the applicant has designated several
agenis in the request, correspondence shall be ad-
dressed to the agent first mentioned therein. Where,
in the case of several applicants, the applicants have
designated several common agents in the request,
correspondence shall be addressed fo the cormon
agent first mentioned therein.

(iii) Where the applicant has appointed several
agenty in one or more separate powers of attorney,
correspondence shall be addressed to the agent first
mentioted in the earliest fited and still valid separate
power of attorney. Where, in the case of geveral ap-
plicants, the applicants have appointed several com-
mon agents in one or more separate powers of at-
torney, correspondence shall be addressed to the com-
mon agent first mentioned in the earliest filed and
still valid separate power of attorney.

{b)} Any correspondence from an International Au-
thority to the applicant or his agent shall be marked
with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so
indicated on the request Form, provided this reference
does not exceed ten characters.

PCT ADMINISTRATIVE INstRUCOTION SEcrioNw 206

Common Representative Designated in the Regquest

If the applicants designate a common representative
in accordance with Rule 4.8(a), such common repre-
gentative shall be indicated on the froni page of the
reguest Form. The indication of the common representa-
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tive shall take the form of a statement designating the
named applicant to act as the common representative
on behalf of all the applicants.

Any act by or in relation to an agent has the
effect of an act by or in relation to the applicant
or applicants who have designated the agent;
any act by or in relation to a common repre-
sentative has the effect of an act by or in relation
to all the applicants; the foregoing applies to
ih:gér;tem&tiona] phase (37 CFR 1.421(d) and

In the national (or regional) phase, other
agents usually have to be appointed (PCT Rule
90.2)., The national laws of the designated states
govern the appointiment of agents or attorneys in
the national stage.

Any attorney or agent registered to practice
before the United States Patent and Trademark
Office may be appointed as an agent under the
Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT
Article 49 and PCT Rule 83).

The document containing the revocation must
be signed by the applicant or, where there are
several applicants, by all the applicants. ¥t must
be submitted to the Receiving Office or the In-
ternational Bureau (PCT Rule 90.4).

Powers of attorney and revocations should be
submitted to the United States Receiving Office
until the Search Report has issued in order that
communications may be correctly addressed.
Adter the Search Report has issued, powers of
attorney and revocations should be submitted to
the International Bureau.

General powers of attorney are recognized for
the purpose of filing and prosecuting an inter-
national application before the international au-
thorities. The original general power of attor-
ney should be deposited with the PCT Division
in the Patent and Trademark Office and any
applications relying thereon must include a
copy thereof. A general power of attorney form
is in Annex M2 of the “PCT Applicant’s
Guide.”

See also § 1820.04 for the power of attorney on
the Request form.

1808 Revocation of the Appointment
of an Agent or a Common Rep-
resentative

37 OFR 1.475 Changes in person, nome, or address
of applicants and inventors, All requests for a change
in person, name or address of applicants and inventor
be sent to the United States Receiving Office until the
time of issuance of the international search report.
Thereafter requests for such changes should be sub-
mitted to the International Bureau.

-4-—1
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1810 Filing Date Requirements

POT ARTICLE 11

Piting Date ond Effects of the International
Application

(1) The receiving Office shall accord as the interna-
tional fling date the date of receipt of the international
application, provided that that Office bas found that,
at the time of receipt:

(i) the applicant does not ohviously lack, for
reasons of residence or nationality, the right to file
an international application with the receiving Office,

{(ii) the international apptication is in the pre-
geribed language,

{iii) the international application confains at least
the following elements:

() an indicgtion that it is intended asan inter-
wational application.
(p) the designation of at least one Contracting

State,

(¢) the mame of the applicant, as preseribed,

(@) @ part which on the face of itappearsfobe a
description,

{e) a part which on the face of it appearstobea
claim or claims.

(2) (a) If the receiving Office finds that the interna-
tional application did not, at {he time of receipt, fulfill
the requirements listed in paragraph (1), it shall, a8
provided in the Regulations, invite the applicant to file
the reguired correection.

(b) If the applicant complies with the invitation, as
provided in the Regulations, the recelving Office shall
accord as the international filing date the date of
receipt of the required correction.

(3) Subject to Article 64(4), any international ap-
plieation fulfilling the requirements listed in items (i)
to (iii) of paragraph (1) and accorded an international
filing date shall have the effect of a regular national
application in each designated State as of the inter-
national filing date, which date shall be considered to
be the actual filing date in each designated State.

{4) Any international application fulfilling the re-
quirements listed in items (i) to (iii) of paragraph (1}
shall be equivalent to a regular national filing within
the meaning of the Paris Convention for the Protection
of Industrial Property.

35 U.5.C. 868 Internationgl applicodion designating
the United States: Effect. An international application
designating the United States shall have the effect,
from its international fling date under article 11 of
the trealy, of = national application for patent regu-
larly filed in the Patent Office except as otherwise pro-
vided in section 102(e) of this title.

35 U7.8.C. 376 Fees. (a) The required payment of the
international fee, which amount is specified in the
Regulations, shall be paid in United States curremecy.
The Patent Office may also charge the following fees:

(1) A transmittal fee (see secilon 361(d1));

{(2) A search fee (see section 361(d));
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(3) A supplemental search fee (to be paid when
required) ;

(4) A national fee (see section 871{e});

(58) A special fee (to be paid when required; see

section 372(e));

(6) Such other fees as establivshed by the Com-
misgioner,

(b) The amounts of fees specified in subsection (&)
of this section, except the international fee, shall be
preseribed by the Commigsioner. He may refund any
sum paid by mistake or in excess of the fees so spect-
fied, or if reguired under the treaty und the Regula-
tions. The Commissioner may also refund any part of
the search fee, where he determines such refund to be
warranted.

a7 OFR 1.481 International application requirements.
{(a) An internationgl applcation - shall contain, as
specified in the Treaty and the Regulations, a Reguest,
a deseription, one or more claims, an abstract, and one
or more drawings (where required). (POT Art. 3(2)
and Section 207 of the Administrative Instructions.}

{b) An international filing date wiil be accorded by
the Unifed States Receving Office, at the time of re-
cepit of the international application, provided that:

(1) The applicant is a United States resident or na-
tiongl (85 U.8.C. 861(a), PCT Art 11¢1) (i)).

(2) The international application is in the Hnglish
language (35 U.8.0. 361(c), POT Axt. 11(1} (ii)).

(8) The international application containg at least
the following elements (POT Art. 13(1) (dii)):

(i) an indication that it ig intended as an interna-
tiomal application (FCT Rule 4.2} ;
(i} the designation of at least one Contracting

State of the International Patent Cooperation Union;

(iil) the name of the applicant, as preseribed

(note § 1422} ;

(iv) a part which on the face of it appears tobhea
deseription; and

(v} a part which on the face of it appears to be &
claim.

{¢) Payment of the basic portion of the international
fes (POT Rule 15.2) and the transmittal and search
fees (§1.445) shall be made in foll at the time the
international application papers reguived by para-
graph (b) of this seetion are deposited. Failure to
make full payment on the same date as the deposit of
the international application papers required by sub-
paragraph (b) of this gection will result in the inter-
national appleation being considered withdrawn (PCT
Art, 14(3) (a))}.

87 OFR 1.445 International application filing and
processing fees. (2) The following fees and charges are
established by the Patent and Frademark Office under
the authority of 35 U.B.C. 376:

(1} A transmittal fee (see a5 U.R.C. 861(q) and

POT Rule 14)—%$35.00.

(2) A search fee (see 35 7.8.C. 361(d) and POT

Rule 163 —$300.00.

(8) A supplemental gearch fee when required (see

Rev. 8, July 198¢
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POT Art. 17(8) () and PCT Rule 40.2)—3$200.00 per
additional invention.
{4) The national fee, that is, the amount get forth
ag the filing fee under 35 U.L)C. 41(a) (1).
(B) A special fee when reguired (see 835 UR.C.
872(¢))—%10.00 per claim,
(b} Mhe basic fee and designation fee portions of
the international fee shall be ag prescribed in PCT
Rule 15.

Ter “InTErRvaTIONAL Froine Dams?

An international filing date is accorded on the
date on which the international application was
received by the Receiving Office or—pursuant
to the correction of defects—on a later date
(PCT Articles 11(1) and 11(2) (b) and PCT
Rules 20.1, 20.3, 20.4(a), 20.5, and 20.6) : in the
former case, the international filing date will be
the date on which the international application
was received by the Receiving Office; in the lat-
ter case, the infernational filing date will be the
date on which the correction was received by
the Receiving Office. Any correction has to be
submitted by the a%plicant within certain time
limits. Where all the sheets pertaining to the
same international application are not received
on the same day by the Receiving Office, in most
instances, the date of receipt of the application
will be amended to reflect the date on which the
Jast missing sheets were received. As an
amended date of receipt may cause the priority
claim to be forfeited, applicants should assure
that all sheets of the application are deposited
with the Receiving Office on the same day. For
particulars see PCT Rule 20.2,

Coxprrrons Taar Must Be FULFILLED FOR THE
InTERNATIONAL ApPricarion 10 Br ENTITLED
10 AN “INTERNATIONAL Finiwe Dare”

An “international filing date” will be ae-
corded to the international application by the
United States Receiving Office if it finds that
the conditions of PCT Art. 11(1) and 37 CFR
1,431 are fulfilled.

Nox-pavmenT, Incomprere Pavyent or Lare
Pavyent oF Fres Errrer on vHE “INTERNA-
TroNan Fmixwae Dare”

The non-payment, incomplete or late payment
of the fees does not affect the filing date since
the payment of fees is not an Article 11(1) re-
quirement. However, non-payment or incom-
plete payment of fees on filing will result in the
Receiving Office declaring that the international
application is considered withdrawn, except
where only the designation fees are missing
(PCT Article 14(3) (a), PCT Rule 27.1(a) and
35 U.8.C. 861(d)). Although an international
application which has not received an interna-
tional filing date and an international applica-
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tion which is considered to be withdrawn are
both excluded from further processing in the
international phase, an international applica-
tion which fulfills the requirements necessary
for being accorded an international filing date
may be invoked as a priority application under
the Paris Convention (PCT Article 11(4)) (if
the conditions set by that Convention are ful-
filled) even where it will be considered as with-
drawn for non-payment of fees or other reasons,

1812 FElements of the International
Application [R-3]
POT Amrticie 3
The International Application

(1} Applications for the protection of inventiong in
any of the Contracting States may be filed as infer-
national applications under this Treaty.

{2) An international application shall contain, as
specified in this Treaty and the Regulations, a request,
a description, one or more claims, one or more drawings
{where required), and an abstract.

{8) The abstract merely serves the purpose of tech-
nical information and cannot be taken into account for
any other purpose, particularly not for the purpose of
interpreting the scope of the protection sought.

{4) 'Phe international application shall:

(i) be in a preseribed language;

(i1) eomply with the preseribed physical require-
ments;

(ii1) comply with the preseribed requirement of
unity of invention;

(iv) be subject to the payment of the pregeribed

fees,
PCT Ruie 9

Bapressions, ete., Not Te Be Used

8.1 Definition
The international application shall not contain:

(i) expresstons or drawings contrary to morality;

{ii) expressions or drawings contrary to public
order;

{1ii} statements disparaging the products or proe-
esses of any particular person other than the appli-
cant, or the merity or validity of applications or
patents of any such person (inere comparisony with

the prior art shall not be considered disparaging

per 8e) ;
{iv) any statement or other matter obviously ir-
relevant or unneecessary under the circumstances.

9.2 Noting of Lack of Compliance

The recelving Office and the International Searching
Authority may note lack of compliance with the pre-
seriptions of Rule 9.1 and may suggest to the applicant
that he voluntarily correct his international applica-
tion aecordingly. If the lack of compliance was noted
by the receiving Office, that Office shall inform the com-
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petent International Searching Authority and the In-
ternational Bureau; if the lack of compliance was
noted by the International Searching Authority, that
Authority shall inform the receiving Office and the
International Bureau.

9.8 Reference to Article 81(6)

“Digparaging statements,” referred to in Article
21(8), shall have the meaning as defined in Rule 9.1
(iii).

PO Rouws 10
TFerminology ond Signs

10.1 Terminology and Signs

(a) Units of weights and measures shall be expressed
in terms of the metric system, or also expressed in such
terms if first expressed in terms of a different gystem.

{b) Temperatures shall be expressed in degrees Cel-
sius, or algo expressed in degrees Celgiug, if first ex-
pressed in a different manner.

(e} {(deleted)

(@) For indications of heat, energy, hight, sound and
magnetism, as well ag for mathematical formulae and
elootricnl units, the rules of international practice shall
be observed ; for chemical formulae the symbols, atomie
weights, and molecular formulae, in geperal use, shall
be employed.

(e} In peperal, only such technical terms, signs and
symbols should be used as are generally accepted in
the art.

{f} When the international application or its trans-
lation is in English or Japanese, the beginning of any
decimal fraction shall be marked by a period, whereas,
when the international application or its translation is
in a language other tban English or Japanese, it shall
be marked by a comma.

10.2 Congistency
The terminology and the signs shall be consistent
throughout the international applieation.

PCT Rure 12

Language of the Internationel Application

12.1 The Internationel Application

Any international application shall be filed@ in the
language, or one of the languages, specified in the
agreement concluded between the Internatiomal Bu-
reau and the Imternational Searching Authority com-
petent for the international searching of that applica-
tion, provided that, if the agreement specifies several
Ianguages, the receiving Office may prescribe among
the specified langnages that language in which or those
languages in cne of which the international applica-
tion must be fled. '
12.2 Changes in the Internctionel Applicaiion

Any changes in the international applicatiom, smch
as amendments and corrections, shall be in the same
language as the said application (cf. Rule 66.5).
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POT ADMINISTRATIVE INSTRUCTION SEciroN 207

Arrangement of Hlements and Numbering of Sheets of
the International Application

{a) In effecting the sequential numbering of the
sheets of the international applieation in accordance
with Rule 11.7, the elements of the international ap-
plication shall be placed in the following order: the
reguest, the description, the claims, the abstract, fhe
drawings,

(b) The sequential numbering of the sheets shall be
effected by using three separate series of numbering,
the first series applying to the request only and com-
menecing with the firgt sheet of the reguest, the second
geries commencing with the first sheet of the desecrip-
tion and continwing through the elaims wntil the last
sheet of the abstract, and the third series being ap-
plicable to the sheets of the drawings only and com-
mencing with the first sheet of the drawings.

Any international application must contain
the following elements: Request, description,
claim or claims, abstract and one or more draw-
ings (where drawings are necessary for the
understanding of the invention (PCT Article
3(2) and PCT Article 7(2)). The elements of
the international application are to be arranged
in the following order : the Request, the descrip-
tion, the claims, the abstract, and the drawings
gPC’I‘ Administrative Instructions, Section 207

a)). All the sheets contained in the interna-
tional application must be numbered in consecu-
tive Arabic numerals by using three separate
series of numbers; the first applying to the Re-
quest, the second to the description, claims and
abstract, and the third to the drawings (PCT
Rule 11.7 and PCT Administrative Instructions
Section 207(b)). Only one copy of the interna-
tional application need be filed in the United
States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an In-
ternational Applieation [R-3]

PCT Ruin 11

Physical Requirements of the I'nternationol
Application

11.1 Number of Copies

{a) Subject to the provistons of paragraph (b), the
ipternational application and esch of the documents
referred to in the eheck list (Rule 8.3(a) (ii)) shall be
filed in one copy.

(b) Any receiving Office may reguire that the in-
ternational application and any of the documents re-
forred to in the check list (Rule 3.8(a) (ii)), except
the receipt for the fees paid or the check for the pay-
ment of the fees, be filed in two or three copies. In
that case, the receiving Office shall be responsible for
verifying the identity of the second and the third
copies with the record copy.
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11.2 Fitness for Reproduction

(a) All elements of the international application
(i.e.,, the request, the desecription, the claims, the draw-
ings, and the abstract) shall be so presented as to
admit of direct reproduction by photography, electro-
static processes, photo offset, and microfilming, in any
number of copies.

(b) All sheets shall be free from creases and
eracks; they shall not be folded.

{c} Only one side of each sheet shall be used.

(d) Subject to Rule 11.10(d) and Rule 11.13(J),
each sheet shall be used in an vpright position (ie., the
short sides at the top and bottom).

11.3 Material to be Used

All elements of the international applieation shall
bhe on paper which shall be flexible, strong, white,
smooth, non-shiny, and darable.

11.4 Seporate Sheets, Bte.

(a2} Each element ({request, deseription, claims,
drawings, abstract) of the international application
shall commence on g new sheef.

(b)Y All sheets of the international appHeation shall
he s0 connected that they can be easily turned when
consulted, and easily separated and joined again if
they have been separated for reproduction purposes.

11.6 Size of Sheets

The size of the sheets shall be A4 (207 em. x 21
em. ). However, any receiving Office may accept in-
ternational applieations on sheets of other sizes pro-
vided that the record copy, as transmitted to the Inter-
national Burean, and, if the competent International
Searching Authority so desires, the search copy, shall
be of A4 size.

11.6 Morgins

{2} The minimum margins of the sheets containing
the request, the description, the claims, and the ab-
stract, shall be ag follows:

~—top: 2 em.

—left gide: 2.5 cm.

~—right side: 2 em.

—bettom ; 2 em.

(b) The recommended maximum, for the marging
provided for in paragraph {(a), is as follows:

—top: 4 em.
—left side: 4 cm.
‘—right side: 3 cm.

—bottom: 8 cm,

(¢) On sheets containing drawings, the surface usa-
ble shall not exceed 26.2 em. x 17.0 em. The sheets
ghall not contain frames around the usable or used
surface, The minimum marging shall be as follows:

—top: 2.5 em.

~—left side : 2.5 cm.

—iright side: 1.5 em.
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—hottom: 1.0 cm.

(d) The margins referred to in paragraphs (a) to
(¢} apply to Ad-size sheets, so that, even if the re-
celving Office accepts other sizes, the Ad-size record
copy and, when so required, the Ad-gsize seareh copy
shall leave the aforesaid margins.

(e} The margins of the international application,
when submitted, must be completely blank.

11.7 Numbering of Sheels

(a2} All the sheets contained in the intermational
application shall be numbered in congecutive arabic
numerals.

(b} The numbers shall be placed at the top of the
sheet, in the middle, but not in the margin.

11.8 Numbering of Lines

(a} It is strongly recommended to number every
ifth line of each sheet of the deseription, and of each
sheet of claims.

(b) The numbers should appear on the left side, to
the right of the margin.

11.9 Writing of Pext Matter

(a) 'fhe request, the deseription, the elaims and the
abstract shall he typed or printed.

{b) Only graphic symbols and characters, chemical
or mathematical formulae, and certain characters in
the Japanese language may, when necessary, be writ-
ten by hand or drawn.

{e} The typing shall be 1%4-spaced.

(d) All text maiter shall be in characters the capi-
tal letters of which are not less than 0.21 cm. high,
and shall be in a dark, indelible color, satisfying the
requirements gpecified in Rule 11.2.

(e} As far ag the spacing of the typing and the size
of the characters are concerned, paragraphs (¢} and
(d) shall not apply to texts in the Japanese language.
1110 Drawings, Formulee, and Tables, in Tewt Matter

{a} The reguest, the deseription, the claims and the
abstract shall not contain drawings.

{b) The description, the claims and the abstract
may contain chemleal or mathematieal formulae.

{e} The description and the abstract may contain
tables; any claim may econtain tables ounly if the sub-
Ject matter of the claim makes the use of tables
desirable,

(d} Tables and chemical or mathematical formulae
may be placed sideways on the sheet if they cannot
be presented satisfactorily in an upright position theve-
on ; sheets on which tables or chemical or mathematical
formulae are presented sideways shall be 80 presented
that the tops of the tables or formulae are at the left
side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contain tfext matter, ex-
cept a single word or words. when absolutely indis-
pensable, such as “water,” “steam,” “open,” *closed,”
‘gection on AB," and, in the case of electric eirenits
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and block schematic or How sheet diagrams, a few
ghort eatch words indispensable for understanding.

(b} Any words used shall be so placed that, if
translated, they may be pasted over without inter-
fering with any lines of the drawings.

11.12 Alterations, efc.

Tach sheet shall be reasonably free from erasures
and shall be free from alterations, overwritings, and
jnterlineations. Non-compliance with this Rule may be
aunthorized if the authenticity of the content is not In
question and the requirements for good reproduction
are not in jeopardy.

11.18 Speciel Requirements for Draawwings

{a) Drawings shall be executed in durable, black,
sufficiently dense and dark, uniformly thick and well-
defined, lines and strokes without colorings.

(b} Cross-sections shall be indicated by oblique
hatehing which should not impede the clear reading
of the reference signs and leading lines.

{e) The scale of the drawings and the distinciness
of their graphical execution shall be such that a pho-
tographic reproduction with a linear reduction in size
to two-thirds would enable all details to be distin-
guished without difficulty.

(d) When, in exceptional cases, the seale is given
on a drawing, it shall be represented graphically.

(e} All numbers, letters, and reference lines, ap-
pearing on the drawings, shall be simple and clear.
Brackets, circles or inverted commas shall not he
used in association with numbers and letters.

(f) All lines in the drawings shall, ordinarily, he
drawn with the aid of drafting instruments,

(g} BEach element of each figure shall be in proper
propertion to each of the other elements in the figure,
exeept where the use of a different proportion is indis-
pensable for the clarity of the figure.

(h) 'Fhe height of the numbers and letters shall not
be less than 0.32 cm. For the lettering of drawings, the
Latin and, where customary, the Greek alphabets shall
he used,

{i) The same sheet of drawings may contain sev-
eral figures. Where figures on two or more sheets form
in effect a single eomplete figure, the figures on the
several sheets shall be so arranged that the complete
figure can be assembled without concealing any part
of any of the figures appearing on the various sheets.

{}) The different figures shall be arranged on &
gheet or sheets without wasting space, preferably in an
upright position, clearly separated from one another.
Where the figures are not arranged in an upright posi-
tion, they shall be presented sideways with the top of
the figures at the left side of the sheet.

(k) The different fignres shall he numbered in arabic
numerals eonsecutively and independently of the num-
bering of the sheets.

(1) Reference signs not mentioned in the deserip-
tion shall not appear in fhe drawings, and vice versa.

(m) The same features, when denoted by reference

485

1820

signs, shall, throughout the infernational application,
be denoted by the same signs,

{n) If the drawings contain a large number of ref-
erence signg, it is strongly recommended to attach a
geparate sheet Iisting ail reference signs and the fea-
tures dencoted by them.

11.14 Later Documents

Rules 10, 11.1 to 11.13 also apply to any document—
for example, corrected pages, amended claims—sub-
mitted after the filing of the international application.

11.15 Translations

No designated Office shall require that the transla-
tions of an international application filed with it com-
ply with requirements other than those prescribed for
the international application as filed.

37 CFR 1.483 Physicel requirements of interna-
tional epplicotion. (a) The international application
and each of the documents that may be referred to in
the check list of the Request {(PCT Rule 33(a) (ii))
shali be filed in one copy only.

(b} Al sheets of the international application must
be on A4 size paper (21.0 x 29.7 em.).

(¢) Other physical reguirements for international
applications are set forth in PCY Rule 11 and Sections
201207 of the Administrative Instructions.

The international application must comply
with certain physical requirements, e.g., re-
quirements concerning : fitness for reproduction
(PCT Rule 11.2), the size of the sheets (PCT
Rule 11.5), the margin sizes (PCT Rule 11.6},
the numbering of the lines in the description
and claims (PCT Rule 11.8), the writing of
text materials (PCT Rule 11.9), ete. The spe-
cifics of each of these requirements are set forth
in PCT Rule 11; however, two major require-
ments in application format are to be especially
noted, The first requirement is that all papers
in the international applications be “A4” size,
which is 20.7 em. by 21 em. (PCT Rule 11.5)
(approximately 11-1144 inches by 8-1 inches),
and the second is the requirement that the typ-
ing in the application be at 114 spacing (PCT
Rule 11.9(c)). The international application
must also be drafted to satisfy certain other
formal requirements. It must not contain matter
contrary to morality or public order, disparag-
ing statements, or obviously irrelevant or un-
necessary matter (PCT Rule 9). Units of
weights, measures and density should be ex-
pressed in terms of the metric system, and tem-
peratures in terms of degrees Centigrade (PCT
Rule 10). The general rule with respect to
terminology ‘and signs is: only such technical
terms, signs and symbols should be used as are
generally accepted in the art. An international
application filed in the United States Receiving
Office must be in the English language (PCT
Rule 12.1 and 35 U.S.C. 361(c)). International
applications which comply with the PCT
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formal requirements are acceptable by all PCT
member States (PCT Article 27(1)).

-+ 1820 The Reguest [R-3]

POT AntioLs 4

The Request

{1) 'The request ghall contain:

(i} @ petition to the effect that the international
application be proecessed according to this Treaty;

(ii) the designation of the Contracting State or
States in which protection for the invention is de-
gired on the bagis of the interngtional application
(“designated States™); if for any designated State
a regional patent is available and the applicant
wishes to obtain a regional patent rather than a
national patent, the request shall so indieate; if,
under a treaty concerning a regional patent, the ap-
plicant cannot limit hig application to certain of
the States party to that treaty, designation of one
of those States and the indication of the wish to
obtain the regional patent shall be freated as desig-
nation of all the States party to that ireaty; if,
under the national law of the designated State, the
degignation of that State has the effect of an ap-
plication for a regional patent, the designation of the
gaid State shall be freated as an indication of the
wish te obiain the regional patent;

(iii)} the name of and other prescribed data con-
cerning the applicant and the agent (if any) ;

(iv) the title of the invention :

{v) the name of and ofher preseribed data con-
cerning the inventor where the national law of at
least one of the designated States requires that these
indications be furnished at the time of filing a na-
tional application, Otherwise, the said indieations
may be furnigshed either in the reguest or in sepa-
rate notices addressed to each designated office whose
national law requires the furnishing of the said in-
dieations hut allows that they be furnished at a time
later than that of the filing of a national application.
(2} Hvery designation shall be subject to the pay-

ment of the prescribed fee within the presecribed time
limit.

(8) Unless the applicant asks for any of the other
kinds of protection referred to in Article 48, designa-
tion shall mean that the desired protection consists
of the grant of a patent by or for the designated State.
For the purposes of this paragraph, Article 2(ii) shall
not apply.

(4) Faiiure to indicate in the request the name and
other prescribed data concerning the inventor shall
have no consequence in any degignated State whose
national law reguires the furnishing of the said indi-
eations but alows that they be furnished at a time
later than that of the filing of a national application.
Failure to furnish the said indications in geparate
notice shall have no consequence in any designated
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State whose national law does not require the furnish-
ing of the said indications.

PCOT RuLe 8
The Request (Form)

8.1 Printed Form

The request shaill be made on a printed form,
3.2 Availability of Forms

Copies of the printed form shall be furnished free
of charge to the applicants by the receiving Office, or,
if the receiving Office so desires, by the International

Bureau.
3.8 Check List

() The printed form shall contain a list which,

when filled in, will show
(i) the total number of sheets constituting the
international application and the number of the
sheets of each element of the International applica-
tion  (request, description, eclaims, drawings,

abstract}, .

(ii) whether or not the international application

as flied is accompanied by a power of attorney (l.e.,

& document appointing an agent or a common repre-

sentative), a priority document, a receipt for the

fees paid or a check for the payment of the fees, an
international or an international-type search report,

a document in evidence of the fact that the applicant

is the sueccessor in title of the inventor, and any

other document (to be specified in the check list),

(iiiy the number of that figure of the drawings
which the applicant suggests should accompany the
abstract when the abstract is published on the front
page of the pamphlet and in the Gazette; in excep-
tional cases, the applicant may suggest more than one
figure.

(b) The iist shall be filled in by the applicant, fail-
ing which the receiving Office shall flll it in and make
the necessary annotations, except that the number
referred to in paragraph (a) (iil) shall not be filled
in by the receiving Office.

3.4 Particulars

Bubject to Rule 8.3, particulars of the printed form
shall be prescribed by the Administrative Instructions.

POT Ruiw 4
The Request (Oontents)

4.1 Mandatory end Optionel Contents; Signature
(a) The request shail contain ;

(i} a petition,

(ii) the title of the invention,

(iii) indieations concerning the applicant and the
agent, if there is an agent,

(iv) the designation of States,

(v) indications eoncerning the inventor where the
national law of at least one of the designated States
requires that the name of the inventor be furnished
at the time of filing a national application.
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{b) The reguest shall, where applicable, contain:
(i) a priority claim,
{ii) a reference {o any earler international, inter-
national-type or other search.
(iii) choices of certain kinds of protection.
{iv) an indication that the applicant wishes to
obtain a regional patent and the names of the desig-

nated States for which he wishes to obtain such a

patent,

(v) a reference to a parent application or parent
patent.

(¢} The request may contain indications eoncerning
the inventor where the national law of none of the
designated States reguires that the name of the inven-
tor be furnighed at the time of filing a national
appleation.

{d) The reqguest shall be signed,

4.2 The Petition

The petition shall be to the following effect and shall
preferably be worded as follows: “The undersigned
requests that the present international application be
processed according to the Patent Cooperation Wreaty.”

m *# # x *
(See §§ 1820.01-1820.11 for POT Rules 4.3-4.15)
# * % L *

516  Transliteration or Transletion of Certein Words

{a) Where any name or address ig written in char-
acters other than those of the Latin alphabet, the same
shal] also be indicated in characters of the Latin alpha-
bet either as a mere transliteration or through trans-
Iation into Bnglish. The applicant shall decide which
words will be merely transliterated and which words,
will be so translated.

(b) ‘The name of any country writlen in characters
other than those of the Latin alphabet shall also be
indicated in English.

417 No Additional Matter

(a) The request shall confain no matter other than
that specified in Rules 4.1 to 4.16.

8 OFR 1484 The request. () The request shall
be made on a standardized printed form (PCT Rules
8 and 4). Copies of such printed Request forms are
available from the Pafent and Trademark Offiice. Let-
ters reguesting such forms should be marked “Box
PCT.”

(b} The Check List portion of the Request form
should indicate each document accompanying the in-
ternational application on filing,

(e} All information, for example addresses, names
of States and dates, shall be indicated in the Request
a8 required by PCT Rule 4 and Administrative Instrue-
tions 110 and 201.

(&) Internationsl applications which designate the
United States of America shall include:

{1) The name, address and signature of the inventor,
exeept ay provided by §§ 1.421¢d), 1422, 1423 and
1.425;

{(2) A reference to any copending national applica-
tion or international application designating the

427
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United Stafes of America, if the benefit of the filing
date for the prior copending application iz to be
claimex.

POT ApMINISTRATIVE INSTRUCTION Sepcrionw 303
Deletion of Additional Maiter in the Request

Where, under Rule 4.17(d), the recelving Office
deletes ex oficio any matter contained in the reqguest, it
shall do -80 by placing such matter beiween sguare
brackets and entering the word “DELETED,” or its
equivalent in the language of the international applica-
tion, in the right-hand margin adjacent to the matter
80 placed between brackets, and shall notify the appli-
cant accordingly. If copies of the international appli-
cation have already been sent to the International Bu-
reau and the International Searching Authority, the
receiving Office shall also notify that Bureau and that
Authority.

The Request contain a petition to the effect
that the international application be processed
according to the PCT; it must contain certain
bibliographic information (PCT Artiele 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434). The
Request must be made on a printed form (PCT/
RO/101) to be filled in with the required in-
formation (PCT Rules 8.1, 8.2 and Adminis-
trative Instruction Section 102(b)}. Any pro-
spective applicant may obtain English language
Request forms free of charge from the United
States Patent and Trademark Office, Box PCT,
Washington, D.C. 20231, The PCT sets forth
specific requirements for each element of biblio-
graphic information on the Request form. The
Request may not contain any matter that is not
specified in PCT Rule 4. Any additional mate-
rial will be deleted ex-officio (Administrative
Instruction Section 308).

APpricanT ok Acexnts Fioe REFERENCE

The applicant or agent may use a file refer-
ence composed either of letters or numbers or
both, provided the file reference does not exceed
ten characters. If a file reference is indicated on
the Request form, any correspondence from an
International Authority to the applicant or
agent will include it (Administrative Instrue-
tions Section 108).

SuprPLEMENTAL Box

This box is used for any material which can-
not be placed in one of the previous boxes be-
cause of space limitations. The supplemental
information placed in this box should be clearly
entitled with the Box number from which it 18
continued, e.g., I11. Inventor (Continued). If
the supplemental box does not contain sufficient
space, the material should be continued on an
additional plain sheet of A4 size paper. If such
a continuation sheet is used, it is numbered as
an additional page 4 of the Request and counted
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accordingly in the total number of sheets for
fee caleulation purposes. The sheet should be
entitled “Continuation Sheet to the Request”.

1820.01

POT Rule 4.8 Title of the Invention

The title of the invention ghall be short {preferably
from two to seven words when in English or trans-
lated into English) and precise.

‘The Request must contain the title of the in-
vention; the title must be short (preferably 2
to 7 words) and precise (PCT Rule 4.3}. The
title in Box I of the Request is considered to be
the title of the application. The title appearing
on the first page of the deseription (PCT Rule
5.1(a)) and on the page contalning the abstract
should be consistent with the title indicated 1n
Box T of the Request form.

1820.02 Applicant

POT Rule 4.4 Noames and Addresses

(2) Names of natural persons shall be indicated by
the person’s family name and given name(s), the fam-
ily name being indicated before the given name (s).

(b) Names of legal entities shall be indicated by
their full, oficial designations,

{¢) Addresses shali be indicated in such a way as
to satisfy the customary requirements for prompt
postal delivery at the indicated address and, in any
case, shall consist of all the relevant administrative
units up to, and including the house number; if any.
Where the national law of the designated State does
not require the indication of the house number, failure
to indicate such number shall have ne effect in that
State. Tt is recommended to indicate any telegraphic
and teleprinter address and telephone number.

(d) For each applicant, inventor, or agent, only one
address may be indieated.

PCOT Rule 4.5 The Applicant

(a) The request shall indicate the name, address,
nationality and residence of the applieant or, if there
are several applicants, of each of them.

(b) The applicant’s nationality shall be indicated by
the name of the State of which he is a national.

(¢) The applicant’s residence shall be indicated by
the name of the State of which he is a resident.

Title of the Invention

PCT ApMINISTRATIVE INSTRUCTION Szcrion 306

Change in the Person, Name or Addrass of the
Applicant

Any request for the recording of any changes in the
person or name of the applicant referred to in Rule
18.3 or Rule 54.4, or of any change in the address of
the applicant shall be signed by the applicant or, if
the reeeiving Office requested such change under Rule
185 or Rule 54.4, by the receiving Office. The request
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shall indicate the name or address of the applicant for
which the change ig requested.

The names of natural persons must be given
with the family name being indicated before
the given name (PCT Rule 4.4). The nameg of
legal entities should be given in full. All ad-
dresses should be spelled out in full and include
the name of the country in order to assure cor-
rect publication of the information, If the
United States of America is designated, the
applicant must be the inventor at the time of
filing (35 U.8.C. 873). PCT Rule 18.5 may not
be used to name the inventor as the applicant
for the United States of America after the in-
ternational application has been filed.

The applicant of an international application
for Designated Office other than the United
States of America may be either the inventor
or the owner of the invention. In cases where
the inventor is the applicant for certain desig-
nated countries and the owner or assignee is the
applicant for other designated countries, the
names and other identifying information of
both must appear under Box II. As only one
name should be listed in this box, additional ap-
plicants should be listed in the “supplemental
box” on page 3 of the Request form. All infor-
mation required in Box II should be given for
applicants named in the Supplemental Box, in-
cluding residence and nationality.

It should be noted that at least one of the in-
ventors must be a resident or national of a PCT
Member country in order for the application to
enter the national stage in the United States of
America, This point involves two basic issues
which must be addressed separately, One issue
relates to the requirements for a valid designa-
tion of the United States of America, The other
issue relates to the requirementg of the U.8. na-
tiong]l law in order for the U.S. Patent and
Trademark Office to accept the international ap-
plication for the national stage. As to the first
1ssue, PCT Rules 18.8 and 18.4 require that af
least one of the applicants for each designated
State must be a resident or national of a mem-
ber country of the PCT Union in order for the
designation to be valid. As to the second issue,
although the designation of the United States
of America may be valid for PCT international
procedure, the international application will
not be accepted at the United States national
stage unless the applicant is the inventor (PCT
Article 27(3) and 85 U.8.C. 111 and 373).
Therefore, at least one of the inventors must be
a resident of a PCT member country in order
for the international application to enter the
national stage in the United States of America.

It should be noted, however, that if the owner

or assignee is a resident or national of a PCT

member country, the owner can be the sole ap-
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plicant and file an international application
designating all current PCT member countries
other than the United States of America. Any
invalid designation of States for which at Jeast
one applicant is not a resident or notional of a
Contracting State will be deleted by the Re-
ceiving Office.

1820.03 Inventor

POT Rule 4.6 The Invenior

(2) Where Rule 4.1(2a) (v) applies, the request shall
indicate the name and address of the inventor or, if
there are several inventors, of each of them.

(b) If the applicant iz the inventor, the request, in
lieu of the indication uader paragraph (a), shall con-
tain a statement to that effect or ghall repeat the appli-
cant’s name in the space reserved for indicating the
inventor.

(¢) The request may, for different designated States,
indicate different persons as inventors where, in this
respect, the requirements of the national laws of the
designated States are not the same. In such g case, the
reguest shalt comfain a separate statement for each
designated State or group of States in which a particu-
lar person, or the same person, is to be congidered the
inventor, or in which particular persons, or the same
persons, are to be considered the inventors.

For purposes of the designated countries, the
name and address of the inventor must be indi-
cated either in the Request or later at some other
point in the procedure (PCT Article 4(1) (v},
4(4), and 22(1) ; and PCT Rules 4.1(a) (v) and
4.6(a)). If all applicants are the inventors, the
small box indicating that “Applicant is the in-
ventor” may be checked. Otherwise, the name
and address of the inventor (s) should be placed
in Box ITI if any of the designated countries
require the inventor to be named on filing. Only
one inventor should be named in Box III; addi-
tional inventors should be identified in the “sup-
plemental box” on page 3 of the Request form.
Names should be indicated with the family
name preceding the given name, and addresses
should be spelled out in full, including both the
zip code and country.

1820.04 Agent or Common
sentative (if any)

Repre-
[R-3]

POT Rule 4,7 The Agent

If agents are designated, the request shall so indi-
cate, and shall state their names and addresses.

POT Rule 4.8 Representation of Several Applicants Not
Huoving Common Agent

(a) If there is more than one applicant and the re-

quest does not refer to an agent representing all the

applicants (“a common agent™), the request shall des-
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ignate one of the applicants who is entitled {o file an
international application according to Article 8 as their
eommon representative.

{b) If there iz more than one applicant and the re-
quest does not refer to an agent representing all the
appiicants and it does not comply with the requirement
of designating one of the applicants as provided in
paragraph (a), the common representative shall be the
applicant first named in the reguest who is entitled to
file an international application with the receiving Office
with which the international application wag filed
{Rule19.1(a)).

Any attorney or agent registered to practice
before the Patent and Trademark Office may
act as an agent for the applicant in an interna-
tional application filed in the United States Re-
ceiving Office. Sub-box A of Box IV may be
checked and the Request form then becomes a
power of attorney document. In this case, all the
applicants must sign the Request form at Box
XTI, If all signatures will not fit in Box X1, the
“supplemental box” on page 8 of the Request
may be used. When Box B is checked, all appli-
cants must sign the separate power of attorney
document and the attorney may sign the Re-
guest at Box XT.

It should be noted that under PCT there is no
provision for correspondence addresses or asso-
ciate attorneys. The first-named attorney or
agent will receive correspondence (PCT Admin-
istrative Instructions Section 108(a)). If the
power of attorney is found to be defective, the
first-named applicant will receive any corre-
spondence,

Joint applicants may also designate one of
the applicants to be a common representative
under PCT Rule 4.8{a). If a common repre-
sentative is desired, the applicant so named
should be placed in Box IV (Administrative
Tnstruction Section 206).

1820.05 Designation of States [R-3]

PCT ArTicL: 48
Seeking Certain Kinds of Protection

In regpect of any designated or elected State whose
law provides for the grant of inventors' certificates,
utility certificates, utility models, patents or certificates
of addition, inventors’ certificates of addition, or utility
certificates of addition, the applicant may indicate, asg
prescribed in the Regulations, that his international
appHeation is for the grant, as far as that State Is con-
eerned, of an inventor's certificate, a utility certificate,
or a utility model, rather than a patent, or that it is for
the grant of a patent or certificate of addition, an in-
ventor's certificate of addition, or a utility certificate of
addition, and the ensuing effect shall be governed by
the applicant’s choice. For the purposes of thig Article
and any Rule thereunder, Article 2(il) shall not apply.

Rev, 2, July 1980
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POF Arricie 44
Seeking Two Kinds of Protection

In respect of auy designated or elected State whose
law permits an apphlication, while being for the grant
of a patent or one of the other kinds of protection re-
ferred to in Article 43, to be also for the grant of an-
other of the said kinds of protection, the applicant
may indicate, as preseribed in the Regulations, the two
kinds of protection he is seeking, and the ensning effect
shall be governed by the applicant’s indications. For
the purposes of this Article, Article 2(ii) shall not
apply.

PCT Arviory 45

Regional Potent Treaiies

(1} Any treaty providing for the grant of regional
patents (“regional patent treaty”}, and giving to all
persons who, according to Article 9, are entitled to file
international applications the right to file applications
for such patents, may provide that international ap-
plications designating or electing a State party to both
the regional patent treaty and the present Freaty may
be filed as applications for such patents.

{2) The natlonal law of the said designated or
elected State may provide that any designation or elee-
tion of such State in the international application shall
have the effect of an indication of the wish to obtain
a regional patent under the regional patent treaty.

POT Rule 1.9 Designation of States

Contracting States shall be designated in the request
by their names.

® ® = * * *

PCOT Rule 412 Choice of Certoin Kinds of Protection

{a) If the applicant wishes his international appli-
cation to be treated, in any designated State, as an ap-
plication not for a patent but for the grant of any of
the other kinds of protection specified in Article 48, he
shall so indicate in the request. For the purposes of
this paragraph, Article 2(ii) shall not apply.

{b) In the case provided for in Article 44, the appli-
cant shall indicate the two kinds of protection sought,
or, if one of two kinds of protection is primarily sought,
he ghall indicate which kind is sought primarily and
which kind is sought subsidiarily.

37 OFR 1.432 Designotion of Stetes and payment of
designation fees. (a) The names of Designated States
shall appear in the Request upon filing and must be in-
dicated asg set forth in Seetion 201 of the Administra-
tive Ingtructions,

(b) The designation fees may be paid upon filing of
the international appHeation, but must be paid at the
latest before the expiration of one year from the prior-
ity date (PCT Rule 15.4(b)), Failure to timely pay the
designation fee for a partieular Designated State will
result in the withdrawal of that designation (PCT Axt.
14(3) (b)). Pailure to timely pay at least one designa-
tion fee will result in the withdrawsl of the interna-
tional application (PCT Art. 14(8) (a)).
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PCT ADMINISTRATIVE INSTRUCTION SECTION 201
Names of States: Oanceliation of Designations

{a) The name of any State referred to in the request
ghall be indieated either by the full name of the State
or by a generally accepted short title which, if the in-
dieations are in English or French, shall be as appears
in dnnew A. The receiving Office, or the International
Bureau where the receiving Offles fails to do 50, shall
ingert, in the appropriate space provided for in the re-
quest form, the two-letter country code as appears in
Anmex B (for example, where France is the third desig-
nated State in Box V of the request Form, “FR 8.
France" or “FR 3. French Republie’).

(b} The receiving Office shall caucel ex-0ffloio the
designation of States other than Contracting States,
and inform the applicant promptly of such action. If
the internationat application has already been sent
to the International Burean and the International
Searching Authority, the receiving Office shall algo
notify promptly that Bureau and that Authority. In
any event, the International Bureay shall, where the
receiving Office fails to do so, eancel ex-offloio the
designation of States other than Contracting States
and inform the applicant, the receiving Office and the
International Searching Authority promptly of such
action,

POT AvMivistraTivE INSTRGCTION SECTioN 202
Kind of Protection

(a) Where the applicant wighes his application to
be treated in any designated State ag an application not
for a patent but for the grant of another kind of pro-
tection referred to in Article 48, ke shall make the in-
dication in the request referred to in Rule 4.12(a) by
ingerting the words “inventor's certificate,” “utility cer-
tificate,” “utility model,” “patent of addition,” “certifi-
cate of addition,” “inventor's certificate of addition”
or “utility certificate of addition,” or their equivalent
in the language of the international application, im-
mediately after the indieation of the said State.

{b) Where the applicant iy seeking two kinds of
protection under Article 44, he shall make the indica-
tlon in the request referred to in Rule 4.12(b) by in-
serting, immediately after the indleation of the said
State and in the language of the international applica-
tion, either,

(1) any two of the following terms connected by
the word “and”: “patent,” “inventor's certificate,”
“utility certificate,” “utility model,” “patent of ad-
dition,” “certificate of addition,” “inventor’'s cer-
tificate of addition,” “ntility certificate of addition i
or

(ii} any two of the terms indicated in (i) above,
one of them preceded by the word “primarily” and
the other by the word “subsidiarily.”

PCT ADMYNISTRATIVE INSTRUCTION SECTION 203
Regional Paients

(1) Where the applicant wishes to obtain a regional
patent in respect of any designated State, he ghall, sub-
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ject to paragraphs (2) and (8), make the indication in
the request referred to in Rule 4.1(¥) (iv) by inserting
the words “regional patent,” or their eguivalent in the
tangunge of the international application, immediately
after the indication of the said State or, where an indi-
cation has been made under Section 202, after that
indication, provided that:

(i) where Article 4(1) (ii}, third clause applies,
and not all the States party to the regional treaty
have been designated, the international application
shall be treated as if all those States had been des-
tgnated and as if the designations of all such States
contained the said words, whether the said designa-
tions contained an indication of the wish to obtain
a regional patent or, according to Article 4(1) (ii),
fourth clause, are fo be freated as containing such
indieation;

(it} where the natiomal law of any designated
State contains a provision as referred to in Article
45(2), the International Bureau shall, according to
Article 4(1) (ii), fourth clause, treat the designation
as if it contained the said words even where the
applcant failed to indicate them,

(2) The spplicant may, instead of the words “re-
gional patent” referred to in paragraph (1), use other
words to the same effect; such words may include 2
reference fo a patent to be granted by the European
Patent Office under the Convention on the Grant of
Buropean Patents done at Munich on October 5, 1978
(“Buropean pateni”), where the regional patent which
the applicant wishes to obtain is a European patent.

(8) An indication, in respect of the designation of
Liechtenstein or Switzerland, or both, of the wish to
obtain a regional patent shall be taken as indicating
a wish to obtain a Huropean patent in respect of those
States, whereas the absence of any indication of the
wish te obtain a regional patent in respect of such a
designation shall be taken as indicating a wigh to obtain
a patent granted by the Swiss Intellectual Property
Office in respect of those States.

POT ApMINISTRATIVE INSTRUCTION SEcTron 203bis
Nationol and Regional Patenis

‘Where the request of the international application
containg o designation of a Contracting State without
an indication of the wish to obiain a regional patent
and also a designation of the same Contracting State
with an indication of the wish to obfain a regional
patent and the national law of the Contracting State
does not contfain a provision referred to in Arficle
45(2), the recelving Office shall ealculate the deslgna-
tion fees on the basis that a separate fee is payable in
respeet of the designation of the Contracting State
in addifion to the designation fee payable in respeet
of that Contracting State as a Contracting State or as
one of g group of Contracting States for which a
regional patent is sought,

A1l designated States mas? be named in the
Request for filing. Tt is not possible to add desig-
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nations of countries to an international appli-
cation after it is filed. Only those countries for
which the PCT has come into effect at the time
the international application is filed may be
designated. The Request form, as filed, must
contain the names of all designated countries
in which protection is desired (PCT Axrticle
4(1) (i1}, PCT Rules 4.1(a) (iv), and 4.9, and
37 CFR 1.432. However, since the designation
fees are not required until one year after the pri-
ority date, or if no priority is claimed the actual
international application date (PCT Rule 15.4
(b)), applicants may initially designate all
PCT ecuntries in which they may have an in-
terest and later only pay designation fees for
those countries in which patent protection is
seriously desired. Any designated country for
which a designation fee is not timely paid is con-
sidered withdrawn.

States must be designated in Box V by their
official names or accepted short titles { Adminis-
trative Instructions Section 201). The official
names and short titles appear in Annex A of
the PCT Administrative Instructions. An indi-
cation of the applicant’s desire (if any) to ob-
tain a regional (rather than a national) patent
where in respect of the designated State such
a choice is available must be clearly expressed
in Box V. In order to indicate that EPC re-
gional protection is desired for certain States,
the words “Regional Patent” must be placed
after the name of the designated State in
Box V, e.g., “United Kingdom, Regional Pat-
enit”, (PCT Administrative Instructions, Sec-
tion 203). A choice between a national patent
and a regional patent is available for States that
are members of both the PCT and a regional
patent convention, In the case of the EPC, re-
gional or national protection is available for
Austria, the Federal Republic of Germany,
Lugembourg, The Netherlands, Sweden, Switz-
erland, Liechtenstein, or the United Kingdom.
However, where France is designated, the ap-
plication will be treated as an application for a
European patent with effect for France.

Belgium and Ttaly, although members of the
EPC, cannot be designated in a PCT inter-
national application since they have not yet
ratified the PCT.

It should be noted that Article 1 of the French
national law No. 77-682, of June 30, 1977 states
that only EPC regional patent protection is
available for France if PCT is used. The
English translation of this law, prepared by
the International Bureau, reads as follows:

“Art. 1--Where an international application
for the protection of an invention made pur-
suant to the Patent Cooperation treaty done at
Washington on June 19, 1970, contains the
designation or election of France, the said ap-

Rev. 8, July 1980
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State Rutification or Accession
(1) Central African Empire* Accession
{2) Senegal* Ratification
(3) Madagascar Ratification
{4) Malawi Accession
{5} Cameroon* Accession
(6) Chad* Accession
(7) Togo* Ratification
(8) Gabon#* Accession
(9) United States of America Ratification
(10) Germany, Federal Republic of %* Ratifieation
(11} Congo¥ Accession,
(12) Switzerland** Ratification
(13) United Kingdom** Ratifieation
(14) France®* Ratification
(15) Soviet Union Ratification
(16} Brazil Ratification
(17) Luzembourg** Ratification
(18) Sweden** Ratification
(19) Japan Ratification
(20) Denmaork Ratification
(21) Austriai* Ratification
(22) Monsaco Ratification
(23) Netherlandg** Ratification
(24) Romania Accession
(25) Norway Ratificstion
(26) Liechtenstein¥* Accession
(27) Australia Accession
{28) Hungary Ratification
{29) Democratic People’s Republic of Korea Acesssion
{North Korea)
(30) Finland Ratification

*Members of African Intellectual Property Organization (OAPI) regional patent systom. Only regional patent protection is available for OAPL

MANUAL OF PATENT EXAMINING PROCEDURE

Ligr or POT Memsrr SrTaTes

Date of Ratification
or Accession

15 September 1971
08 March 1972

27 March 1972

16 May 1972

15 March 1973

12 February 1974
28 January 1975
06 March 1975

26 November 1975
19 July 1978

08 August 1977

14 September 1977
24 October 1977
25 November 1977
29 December 1077
09 January 1978
31 January 1978
17 February 1978
01 July 1978

01 September 1978
23 January 1979
22 March 1979

10 April 1979

23 April 1979

01 October 1979
19 December 1979
31 December 1979
27 March 1980

08 April 1980

01 July 1980

Dote From Which Stote
Muy Be Designated

01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
1 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
0t June 1978
01 June 1978

01 June 1978

01 June 1978

01 Qctober 1978
01 December 1978
23 April 1979

22 June 1979

10 July 1979

28 July 1979

01 January 1980
19 March 1980
31 March 1980
27 June 1980

08 July 1980

01 October 1980

member states. A designation of any state is an indication that all OAPT states hivve boon designated. Note: only one designation fee is due regardless

of the number of OAPI member states designated.

**Membsrs of BEuropean Patent Convention (EPC) regional patent system. Either nationa: patents or European patents for member States are
available through PCT, except for France, for which only Eurcpesn patents ave availablie if PCT isused. 1f regional protection is desired for one or more
States, the indication “regional patent” must follow the designation of the State or States. Note: only one daesignation fee is due if the regional patent

protection is sought for several States.

plication shall have the effect of an application
for a European Patent as governed by the pro-
visions of the Convention of the Grant of Euro-
pean Patents done at Munich on October 5.
1973.” The United States Receiving Office will
treat the designation of France as the wish to
obtain EPC regional patent protection for
France, even if the indication “Regional Pat-
ent” is missing (PCT Administrative Instruc-
tions, Section 203). However, if the European
Patent Office is not yet examining the subject
matter to which the invention relates, the ap-
plicant will be permitted to convert the Euro-
pean application to a French national applica-
tion once the national (regional) phase before
the European Patent Office has begun.

The designation of any State is treated as an
expression of the wish to obtain a patent in the
designated State. However, if the applicant
wishes his international application to be treated
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in any designated States (whose national law
knows that kind of protection) as an applca-

tion not for a patent but for an inventor’s cer-

tificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an
mventor’s certificate of addition or a utility cer-
tificate of addition, he must indicate his degire
in Box V of the Request by indicating the kind
of protection imme?ﬁa.teiy after the indication
of the State (Administrative Instruction Sec-
tion 202 (a)), and his application will be dealt
with accordingly in that State (PCT Axrticles
4.1(b) (iii) and 4.12). Annex ¥ indicates, in re-
spect of each Contracting State, the kinds of
protection available.

The applicant may, in respect of any desig-
nated State (whose national law knows the
kinds of protection involved and admits the
possibility of seeking two kinds of protection),
mention in the Request two kinds of protection

- (
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(Box V), together with an indication of the one
he prefers, and his application will be dealt with
accordingly in that State (POT Article 44 and
PCT Rule 4.12(b)). Annex I indicates, in re-
spect, of each Contracting State, whether this
possibility is available. )

The indication of the type of profection
desired is placed directly after the name of the
State, e.g., “Federal Republic of Germany, pat-
ent and utility model” (PCT Administrative In-
structions, Section 202(b)). Where a title
(patent, certificate, inventor’s certificate, utility
certificate) of addition, is sought, or where the
applicant wishes the international application
to be treated in any designated State as an ap-
plication for a continuation or a continuation-
in-part, the fact must be indicated together with
the parent application (PCT Rules 4.(b) (v),
4.13 and 4.14). This indication is placed in Box
VII. See § 1820.07.

1820.06 Priority [R-3]
PO ARTIOLE 8
Claiming Priority

(1) The internatiomal application may contain a
declaration, as preseribed in the Regulations, ¢laiming
the prority of one or more earlier applications filed in
or for any country party to the Paris Convention for
the Protection of YIndustrial Property.

(2){a) Subject to the provisions of subparagraph
(b}, the conditions for, and the effect of, any priority
claim declared under paragraph (1) shall be as pro-
vided in Article 4 of the Stockholm Act of the Parig
Convention for the Protection of Industrial Property.

482.1
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{b) The international application for which the
priority of one or more earlier applications filed in or
for a Conlracting State is claimed may contain the
designation of that Stafe. Where, in the international
application, the priority of one or more mational ap-
plications filed in or for a designated State is claimed, or
where the priority of an international application hav-
ing designated only one State is claimed, the conditions
for, and the effeet of, the priority ckaim in that State
shall be governed by the national law of that State.

POT Rule 410 Priority Claim

(a) The declaration referred to in Article 8(1) shall
be made in the request; it shall consist of 2 statement
to the effect that the priority of un earlier application
is claimed and shall indicate:

(i} when the earlier application is not a regional
or an international application, the country in which
it wag filed ; when the earlier application is a regional
or an international application, the couniry or coun-
tries for which it was filed,

{ii) the date on which it was filed,

(iii} the number under which it was filed, and

{iv) when the earlier application is a regional or
an international appleation, the natfiopal Office or
intergovernmental organization with which it was
filed.

(h) If the request does not indicate both

(1) when the earlier application is not a regional
or an international application, the country in which
it was filed; when the earlier application ig a re-
gional or an international application, at least one
country for which it was filed, and

{ii} the date on which it wag filed,

Rev. 3, July 1980
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the priority claim shall, for the purposes of the proce-
dure under the Treaty, be considered not to have heen
made except where, resulting from an obvious error of
transeription, the indication of the said country or the

said date is missing or iy erronecus; whenever the .

identity or correct identily of the said country, or the
said date or the correct date, may be established on the
basis of the copy of the earlier application which the
receiving Office receives before it transmits the record
copy to the International Bureau, the error shall be
considered as an obvious error,

(¢} If the application number of the earlier appli-
cafion ig not indicated in the reguest but is furnished
by the mpplicant to the International Bureau prior to
the expiration of the 16th month from the priority
date, it shall be considered by all designated States
to have been furnished in time. If it ig furnished after
the expiration of that time limit, the International
Burean shall inform the applicant and the designated
Office of the date on which the said number was fur-
nighed to it. The International Bureaun shall indicate
that date in the international publication of the inter-
national appHeation, or, if at the time of the infer-
national publication, the said number has not been
furnished to it, shall indieate that fact in the inter-
national publication.

(@) If the filing date of the earlier application as
indicated in the request does not fal} within the period
of one year preceding the intermational filling date,
the receiving Office, or, if the receiving Office has
failed to do so, the International Bureaun, shall invite
the applicant to ask either for the cancellation of the
declaration made under Article 8(1) or, if the date
of the earlier application was indicated erroneously,
for the correction of the dafe so indleated. If the ap-
plicant fails to act accordingly within 1 month from
the date of the invitation, the declaration made under
Article 8(1) shall be cancelled ex officio, The receiving
Office effecting the correction or cancellation shall no-
tify the applicant accordingly and, if coples of the in-
ternational application have already been sent to the
International Bureau and the International Searching
Authority, that Bureau and that Awuthority. If the
correction or cancellation is effected by the Interna-
tional Bureau, the latter shall notify the applicant and
the International Searching Authority accordingly.

(e) Where the priovities of several earlier applica-
tions are claimed, the provisions of paragraphs (a) to
(d) shall apply to each of them.

POT Ruir 32s1s
Withdrowal of the Priority Claim

Rule 32bis. 1 Withdrewals

{a) The applicant may withdraw the priority claim
miade in the international application under Article
8(1) at any time before the international publication
of the international application.

{b} Where the international application containg
more than one priority claim, the applicant may exer-
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cizge the vight provided for in paragraph (a) in respect
of one or more or all of them.

{c) Where the withdrawal of the priority claim, or
in the case of more than one such claim, the with-
drawal of any of them, causes a change in the priority
date of the international application, any time Hmit
which is computed from the original priority date and
which has not already expired shall be compated from
the priority date resulting from that change. In the
case of the time Hmit of I8 months referred to in
Artiele 21(2) (a}, the International Bureau may never-
theless proceed with the international publication on
the basis of the said time lmit as computed from the
original priority date if the withdrawal is effected dur-
ing the period of 15 days preceding the expiration of
that time limif.

(&) For any withdrawal under parsgraph {(a), the
provisions of Rule 82.1(e) and (d) and Rule T4bisl
shall apply mulatis mutondis.

POT ApMINIBTRATIVE IWSTRUCTION SECTION 302

Notification of Priority Qlaim Considered Not To Have
Been Made

‘Where, owing to failure fo meet the requirements of
Rule 4.10(8), the priority claim is, for the purposes of
procedure under the Treaty, considered not fo have
been made, the receiving Office shall indicate that fact
in the international application by marking over the
box in the reguest Form which provides for the in-
formation concerning the priority claim, the words
“NOT TG BE CONSIDERED FOR POT PROCE-
DURE” or its equivalent in the language of the interna-
tional application, The receiving Office ghall notify the
applicant accordingly. If copies of the internationsl
application have alveady been gent to the International
Bureaun and the International Searching Authority,
the receiving Office shall also notify that Bureau and
that Authority.

Seerrow 314

Monner of Indicating Correction of the Priority Dote
or Cancellation of the Priority Cluim
(a) Where, under Rule 4.10(d), the applicant cor-
rects the erroneously indicated filing date of any earlier
application, the receiving Office shall enter the cor-
rected date in the request and draw a line through the
previously entered date while still leaving it legible,
(b) Where, under Rule 4.10(d), the receiving Office
cancels the declaration made under Article 8(1), that
(Office shall mark over the said declaration the words
“CANCELLED ON REQUEST OF APPLICANT”
or “CANCELLED EX OFFICIO BY RO,” or their
equivalent in the language of the internaiional appli-
cation, as the case may be. '

Szorion 402

Notification of Correction of the Priority Duate
or Cancellotion of the Priority Claim
Where, under Rule 430(d), the correction of the
priority date or the cancellation of the priority claim

Rev. 3, July 1980



1820.06

ig effected by the International Bureau, the manner of
indieating the correction or cancellation set forth in
Section 814 shall apply muiedis mutandis. The receiv-
ing Office, in addition to the applicant and the Inter-
national Searching Awuthority, shall be notified
accordingly by the International Bureau.

Seotion 408
Priority Application Number

(a) If the application number of the earlier appli-
cation referred to in Rule 4.10(¢) (priority application
number} 1s furnished to the Intermational Bureau
within the prescribed time limit, that Bureau shall
enter the said number in the space provided therefor
in the request Form.

(b} If the priority application number is furnished
after the expiration of the prescribed time limit, the
International Bureau shall indicate, in the interna-
tional publication, the date on which the said number
wag furnished, by including on the front page of the
pamphled next to the priority application number the
words “FURNISHED LATE ON ... (date),” and
their equivalent in the language of the international
application, provided that language is French, German,
Japanese or Bussian.

{c} If the priority application number hag not been
furnished at the time of the international publication,
the International Bureau shall indicate that fact by
including on the front page of the pamphlet in the
space provided for the priority application number the
words “NOT FURNISHED AT TIME OF THIS
PUBLICATION.,” and their equivalent in the language
of the international application, provided that language
is French, German, Japanese or Russian.

SecTION 405

Notification of Priority Olgim Considered not to hove
been Made

Where the International Bureau notes that the re-
ceiving Office has failed to notify the applicant as
provided in Section 802, it shall send a netification to
the same effect to the applicant, the receiving Office and
the International Searching Authority.

35 U.B.0. 865 Right of priority; benefit of the filing
date of @ prior application. {a) In accordance with the
conditions and requirements of section 119 of this title,
a national application shall be entitled to the right of
priority based on a prior filed international application
which designated at least one country other than the
United States.

{b} In accordance with the conditions and require-
ment of the first paragraph of section 119 of thig title
and the treaty and the Regulations, an international
application designating the United States shall be en-
titled to the right of priority based on a prior foreign
application, or a prior international application desig-
nating at least one couniry other than the United
States.

{c)} In accordance with the conditions and require-
ments of section 120 of this title, an international
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application designating the United States shall be
entitled to the benefit of the flling date of a prior na-
tional application or a prior international applieation
designating the United States, and a national applica-
tion shall be entitled to the benefit of the filing date
of a prior international application designating the
United States. If any claim for the benefit of an earlier
filing date ig ‘based on a prior international application
which designated but did not originate in the United
States, the Commissicner may require the filing in the
Patent Office of a certified copy of such application to-
gether with a translation thereof inte the English
language, if it wag filed in another language.

An applicant who claims the priority of one
or more earlier national or international appli-
cations for the same invention must indicate, in
the Request at the time of filing the interna-
tional application, the country in or for which
the application was filed, the date on which it
was fled, and its application number. (PCT
Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an international ap-
plication, the applicant must also indicate the
national Office or intergovernmental organizg-
tion with which it was filed. If the number can-
not be indicated in the Request at the time of
filing of the international application, it must
be furnished to the International Bureau at the
latest by the expiration of sixteen months from
the priority date.

1f the applicant files & copy of the priority
document, certified by the county or authority
with which it was originally filed, at the time of
filing the international application in the T.S.
Patent and Trademark Office as a Receivin
Office, the priority document will be include
as part of the “Record Copy” of the interna-
tional application and forwarded therewith to
the International Bureau before the expiration
of thirteen months from the priority date (PCT
Rules 17 and 22). Also, under 87 CFR 1451,
upon filing the international application, the
applicant may request the U.S. Patent and
Trademark Office to prepare a copy of the U.S.
national application whose priority is claimed
and the United States Receiving Office will
forward the copy to the International Burean.
1f, however, the certified copy of the priority
document, is not submitted to the Receiving Of-
fice at the time of filing the international appli-
cation or if no request under 37 CFR 1451 is
received upon filing, the applicant himself must
submit a certified copy of the priority document
to the International Bureau not later than six-
teen months after the priority date. Otherwise,
any designated State may disregard the claim
for priority.

The applicant may withdraw any priority
claim made in the international application
until the international publication of the in-
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ternational application (PCT Rule 82bis). The
signed notice containing the withdrawal of any
priority claim causes a change in the priority
date of the international application (for the
definition of “priority date,” see PCT Anrticle
2(xi)), any time limit which is computed from
the original priority date and which has not
yet expired—ifor example, the time Jimit before
which processing in the national phase cannot
start—is computed from the priority date re-
sulting from the said change. Further details
arp provided in PCT Rule 320¢s. )

The date of the filing of the priority applica-
tion should be given by indicating the number
of the day by two digits, the name of the month
spelled out m full and the number of the year
in four digits, for example, 05 October 1978
(PCT Administrative Instruction, Section
110). The name of the country of filing should
be either the official name or accepted short
title listed in Annex A of the PCT Administra-
tive Instructions. 35 U.8.C. 365 provides for
recognition of priority claims in mnternational
applications. -

1820.07 Parent Applieation or Grant

POT Rule 413 Identification of Parent Application or
Parent Grant

If the applicant wishes his international application
to be treated, in any designated State, as an applica-
tion for a patent or certificate of addition, inventor's
certificate of addition, or utility certificate of addi-
tion, he shall identify the parent application or the
parent patent, parent inventor's certificate, or parent
utility certifieate to which the patent or certificate of
addition, inventor’s certificate of addition, or utility
certificate of addition, if granted, relates. For the
purposes of this paragraph, Arficle 2{ii) shall not
apply.

POT Rule 4.1} Continuetion or Continuation-in-Part

If the applicant wishes hiy international application
to be treated, in any designated State, as an applica.
tion for a continuation or a continuation-in-part of an
earlier application, he shall so indicate in the request
and shall identify the parent application involved.

Box VII may be used where the applicant
has an earlier application in a country desig-
nated in the international application and
where special title or treatment of the inter-
national application is desired. For example, if
the applicant has a pending United States ap-
plication, the international application could
contain additional subject matter and be
treated as a continuation-in-part in the United
States, if the United States is designated in the
international application (PCT Rule 4.14). In
this example, the entries to be placed in Box
VII would be as follows: “United States; con-
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tinuation-in-part; U.S.S.N. 999,999, Pipe
Clamp; 07 February 1978,

1820.08 Earlier International or Inter-
national-Type Search [R-3]

POT Rule ;.11 Reference to Barlier Sewrch

If an international or international-type search has
been requested on an application under Article 15(5)
or if the applicant wishes the Ianternational Searching
Aunthority to base the international search report
wholly or in part on the resuits of a search, other than
an international or international-type search, made by
the national Office or intergovernmental organization
which is the International Searching Awthority compe-
tent for the international application, the request shall
contain a reference to that fact. Such reference shall
either identify the application (or its translation, as
the case may be) in respect of which the earlier search
wag made by indicating country, date and number, or
the said search by indicating, where applicable, date
and number of the request for such search.

The United States Patent and Trademark
Office performs an international-type search on
all U.S, national applications filed on and after
June 1, 1978, No specific request by the ap-
plicant is required and no number identifying
the international-type search is assigned by the
Office. All earlier U.S. applications referred
to in Box VI for priority purposes as well as
all U.S, applications referred to in separate
transmittal letters will be considered by the
?ﬁcg for fee refund purposes under 37 CFR

Box VIIT should be used only to identify
related international applications and T.S.
nga;iona,l applications filed on and after June 1,
1978,

1820.09 Different Applicants for Dif-
ferent Designated States

In any international application, different
applicants may be indicated for different desig-
nated States. This possibility is of great prac-
tical importance since, for the purposes of the
United States of America, the applicant must
be the inventor, whereas, for the purposes of
the other countries currently members of the
Treaty, no such requirement exists (PCT Ar-
ticle 9(3), PCT Rules 4.6(c) and 184 and 85
U.8.C. 878). Where there are several applicants,
at least one of them must qualify to file an inter-
national application for each designated State
(PCT Rules 18.3,18.4 (a) and (b)).

If it is desired that different applicants be
indicated for different designated countries, for
example, in an application designating the
United States, Sweden and Switzertand, for the
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purposes of the United States, the inventor must
be the applicant. If the invention has been as-
signed, the assignee may wish to be the appli-
cant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the
inventor, “A” and “B” must both be indicated
as applicants, one in Box II and the. other in
in the “supplemental box” on page 3 of the Re-
quest form. A check mark should be placed in
the small box following the phrase “additional
information is contained in supplemental box.”
The information placed in the supplemental box
should be clearly labeled “II (Applicant) “B”
as the inventor would also be named in Box ITI
of the Request. Box IX, on page 2 of the Re-
quest, is then used to identify different appli-
cants for different designated countries. In Box
IX, “B” would be indicated as the applicant
for the United States of America and “A”
would be indicated as the applicant for Sweden
and Switzerland. It should be noted that both
“A” and “B” must also sign the Request form
or a power of attorney if the Request is signed
by an attorney or agent.

The names of a2ll applicants indicated in
Box IT must be placed in Box IX opposite the
names of the designated States for which they
are to be considered as applicants. The names
of applicants should be placed in the order,
family name first. The names of States should
be the full official titles or the accepted short
titles as listed in Annex A to the PCT Adminis-
trative Instructions.

1820.10 Different Inventors for Dif-
ferent Designated States

Where, because of the provisions of the na-
tional law in the different designated States, it
is necessary to indicate different inventors for
different designated States, such information
should be placed in Box X (PCT Rule, £.6(c}).
Names of inventors should be indicated family
name first. The States should be named by offi-
cial titles or accepted short titles as listed in An-
nex A to the PCT Administrative Instructions.

1820.11 Signature of Applicant

POT Rule 415 Signature
The request shall be signed by the applicant.

The Request form of an international appli-
cation must be signed either by oll the applicants
(PCT Rule 4.15) or the attorney or agent of
all the applicants. In the later case, a power
of attorney signed by all applicants is filed with
the international applieation in the Receiving
Office (PCT Rule 2.1). The supplemental box
may be used if Box XT has insufficient roorn for
all signatures.
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1820.12 Cheek List

Secrrow 313

Manner of Making the Necessory Anmotations in the
Check List

Where, under Rule 3.3(b), the receiving Office itself
filly in the check list, that Office shall mark, next to
such check list, the words “FILLED IN BY RO,” or
their equivalent in the language of the international
appiication. Where only some of the indications are
fille@ in by the receiving Office, the said wordg and
each indication filled in by that Office ghall be identified
by an asterisk.

Part A—When calculating the list of pages,
the Notes to the Request and the fee caleulation
sheéet, form PCT/RO/101 Annex are not
counted. Any supplemental sheet used for con-
tinuing material, however, is counted.

Part B—Items which accompany the interna-
tional application should be identified in this
portion. If transmittal form PTO-1382 is used,
it should be referred to as “transmittal letter”
under item 8 in Box XTI, B,

Part —The figure of drawing which appli-
cant considers to best illustrate the invention
should be identified in Box X1II, C for publica-
tion in the (azette and on the front page of the

amphlet. The figure selection will be reviewed

y the International Searching Authority.
When the international application contains
only one figure which the applicant wishes to
have published, the word “sole” should be typed
in the space.

Part D—Part D is to be filled in by the Re-
ceiving Office only to indicate whether drawings
are missing upon filing. (PCT Administrative
Instructions, Section 310(a).)

AssiexmeEnt Docoment

An assignment document, or a copy thereof,
may be filed with the International application.
The Check List of the Request form, Box XTI,
Item B.7, should be marked to indicate that
an assignment document has accompanied the
International application on filing. (PCT Rule
8.3(ii) ) The assignment document will be trans-
mitted with the Record Copy of the application
to the International Burean. ,

It should be noted that U.S. Patent and
Trademark Office records assignments only for
International applications in which the United
States is named as o designated State. (37 CFR
1.831).

The assignment instrument for an Interna-
tional application must include the indication
that the application to which it relates is an in-
ternational application designating the United
States. The assignment instrument and the pre-
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seribed fee for recording (37 CFR 1.21) may
be filed together with the International appli-
cation. The Receiving Office will route the in-
strument and fee to the appropriate organiza-
tions for recording. Assignment instruments for
Tnternational applications in which the United
States is not designated will be returned,

[R-3]
PCT Amticie §
The Descripiion

The description shall disclose the invention in g man-
ner sufficiently clear and complete for the invention to
be carried out by a person skilled in the art.

PCT Ruis §
The Deseription
5.1 Manner of the Descriplion

(&)} The deseription shall first state the title of the
invention as appearing in the request and shall:

(i) specify the technical field to which the inven-
tion relates: ‘

(il) indicate the background art which, as far as
known to the applicant, can be regarded as useful
for the understanding, seavrching and examination of
the inveniion, and preferably, cite the documents
reflecting such art;

(iii) discloge the invention, as claimed, in such
terms that the technjcal problem (even if not ex-
pressly stated as such) and its solution can be under-
stood, and state the advantageous effects, if any, of
the invention with reference to the background art;

(iv) briefly deseribe the figures in the drawings, if
any;

{v) set forth at least the best mode contemplated
by the applicant for carrying out the invention
claimed ; thig shall be done in terms of examples,
where appropriate, and with reference to the draw-
ings, if any ; where the national law of the designated
State does not require the description of the best mode
but is satisfied with the description of any mode
(whether it is the best contemplated or not), failure
to deseribe the best mode contemplated shall have no
effect in that State;

{vi) indicate explicttly, when it is not obvious from
the description or nature of thé invention, the way
in which the invention is capable of exploitation in
industry and the way in which it can be made and
used, or, if it can only be used, the way in which it
can be used; the term “industry” is to be understood
in its broadest sense as in the Paris Convention for
the Protection of Industrial Property.

(b) The manner and order specified in paragraph (a)
shall be followed except when, because of the nature
of the invention, a different manner or a different order
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would result in a betfer understanding and a more
economic presentation.

{e) Subject to the provisions of paragraph (b), each
of the partd referred to in paragraph {a) shall pref-
erably be preceded by an appropriate heading ag sug-
gested in the Administrative Instructions,

87 CFR 1356 The description. (a) Requirements as
to the content and form of the dercription are set forth
in PCF Rules 5, 9, 10 and 11 and Administrative In-
struction 204, and shall be adhered to.

(b) In international applications designating the
United States the description must contain wpon filing
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.

POFT ADMINISTRATIVE INSTRUCTION SECTION 204
Headings of the Puarts of the Description

The headings referred to Rule 51(¢) should be ag
follows:

(i) for matter referred to in Rule b.l(e) (i),
“Pechnical Field;”

(i1} for matier referred to in Rule 5.1(a) (i),
“Background Art;”

(iii) for matier referred to in Rule 5.1({a) (iii),
“Disclosure of Invention.”

{iv) for matter referred to in Rule 5.1(a) (iv),
“Brief Description of Drawings:”

{v) for matter referred to in Rule 5.1{a¢){(v),
“Best Mode for Carrying Out the Invention, or, where
appropriate, ‘“Mode(s) for Carrying Out the
Invention™;

{vi} for matter referred to in Rule 5.1(e) (vi),

“Industrial Applicability.”

The description must “disclose the invention
in a manner sufficiently clear and complete for
the invention to be carried out by a person
skilled in the art” (PCT Article 5). PCT Rule
5 contains detailed requirements as to the “man-
ner and order” of the description, which, gen-
erally, should consist of six parts under the fol-
lowing headings: “Technical Field,” “Back-
ground Art,” “Disclosure of Invention,” “Brief
Description of Drawings,” “Best Mode of Car-
rying Out the Invention,” “Industrial Applica-
bility.” (PCT Administrative Instruction Sec-
tion 204). The description must begin with the
title of the invention as stated in Box I of the
Request. (PCT Rule 5.) Every fifth line of typ-
ing may be numbered along the left hand side
but not in the margin, (PCT Rule 11.8.) The
page numbers must be placed at the top of the
page but not in the top margin. (PCT Rule 11.6
(e).) If the United States of America is desig-
nated, the best mode contemplated by the in-
ventor for carrying out the invention must be
included in the description (87 CFR 1.435).
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1823.01 Referenceto Deposited Micro-
organism [R~3]

PCT Rure 18m1s
Mierobiological I'nventions

18bis.1  Definition

Tor the purposes of this Rule, “reference 0 a de-
posited mieroorganism” means particulars given in an
international application with respect to the deposit of
a microorganism with a depositary institution or to
the microorganism so deposited.

18bis.2 References (General)

Any reference to a deposited mieroorganism shall be
made in accordance with this Rule and, if so made,
shall be considered as satisfying the requirements of
the national law of each designated State,

13bis.8 References! Contents; Foiture To Include Ref-
erence or Indicotion

(a) A reference to a deposited microorganism shall
indicate,

{i) the name and address of the depositary insti-
tution with which the deposit was made;

(i} the date of deposit of the mieroorganism with
that institation;

(1ii) the accession number given to the deposit by
that institution; and

(iv) any additional matter of which the Iater-
national Bureau has been notified pursuant to Rule
18his.T(a) (1), provided that the requirement to in-
dicate that matter was published in the Gazetfe in
accordance with Rule 18bi8.7 () at least two months
before the fling of the international application.

(b) Failure to include a reference to a deposited
microorganism or failure to include, in a reference to a
deposited microorganism, an indication in accordance
with paragraph (a;, shall have no consequence in any
designated State whose national law does not require
such reference or such indication in a national
application,

18bis.4 References: Time of Furnishing Indications
If any of the indications referred to in Rule 13bis.3
(a) iz not included in a reference to & deposited micro-
organism in the international application ag filed but
is furnished by the applicant to the International Bu-
realt within 16 ronths after the priority date, the in-
dication shall be considered by any designated Office to
have been furnished in time unless its national law
requires the indication to be furanished at an earlier
time in the case of a national application and the Inter-
pational Bureaun has been nofified of such requirement
pursuznf o Bule 130is.7{i1), provided that the Inter-
national Bureau has published such requirement in the
Gazette in accordance with Rule 13bis.7(c) at least
two months before the filing of the international appli-
cation. In the event that the applicant makes a request
for early publication under Article 21(2) (b), however,
any designated Office may consider any indication not

Rev. 8, July 1680

MANUAL OF PATENT EXAMINING PROCEDURE

furnished by the time such request is made as not hav- %~

ing been furnished in time, Irrespective of whether the
applicable time limit under the preceding sentences has
been observed, the International Bureau shall notify
the applicant and the designated Offices of the date on
which it has received any indication not included in
the international application as filed. The International
Burean shall indicate that date in the international
publication of the international application if the indi-
cation bas been furnished to it before the completion
of {echnical preparations for international publication.

13bis.5 References and Indications for the Purposes
of One or More Designated Stotes; Different De-
posils for Different Designated States; Deposits
with Depositary Institutions other than Those
Notifted

(a) A reference to o deposgited mieroorganism shall
be considered to be made for the purpeses of all desig-
nated States, uniess it is expressly made for the pur-
poses of certain of the designated States only ; the same
applies to the indieations included in the reference.

(b) References lto different deposits of the miero-
organism may be made for different designated States.

(e) Any designated Offiee shall be entitled to dis-
regard a deposit made with a depositary institution
other than onre notified by it under Rule 1835i5.7(b).
13bis.8  Furnishing of Semples

(a) Where the internstional application contains a
reference to a deposited microorganism, the applicant
shall, upon the request of the International Searching
Authority or the Infernational Preliminary Examining
Authority, authorize and assure the furnishing of a
sarmple of that microorganism by the depositary insti-
tution to the said Authority, provided that the said
Authority has notified the International Bureaun that
it may require the furnishing of samples and that such
gsamples will be used solely for the purposes of inter-
national search or international preliminary examina-
tion, as the case may be, and such notification has been
published in the Gazette.

(b) Puarsuant to Articles 28 and 40, no furnishing of
samples of the deposited microorganism to which a
reference is made in an international appiication shall,
except with the authorization of the applicant, take
place before the expiration of the applicable time limits
after which national processing may start ander the
said Articles. However, where the applicant performs
the acts referred to in Articles 22 or 39 after interna-
tional publication but before the expiration of the said
time limits, the furnishing of sarmples of the deposited
microorganism may take place, once the said acts have
been performed. Notwithstanding the previous provi-
gion, the furnishing of samples from the deposited
mieroorganism may take place under the national law
applicable for any designated Office as soon as, under
that iaw, the international publication has the effects
of the compulsory national publication of an unexam-
ined national application.

(
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Reguirements: Notification and

Publication
{a) Any nrational Office may notify the International

Hurean of any requirement of the national law,

(i) that any matter specified@ in the notifieation,
in addition to those referred to in Rule 13bis3(a)
(i}, (it} and (i), is required to be included in a ref-
erence to a deposited microorganism in a national
application; )

{i1) that one or more of the indications referred to
in Rule 18bis.3(a) are required to be included in 2
national application as filed or are required to be
furnighed at a time specified in the notification
which is earlier than 18 months after the priority
date.

(b) Each national Office shall motify the Interna-
tional Bureauw a flrst time before entry into force of
this Rule and then each time z change occurs of the
depositary institutions with which the national law
permits deposits of mieroorganisms to be made for the
purposes of patent proeedure before that Office or, if
the national law does not provide for or permit such
deposits, of that fact.

{(¢) The International Bureau shall promptly pub-
lish in the Gazette requirements notified to it under
paragraph (2) and information notified to it under
paragraph (b).

(PCT Rule 18bis becomes effective on January 1, 1981)

1824 The Claims [R-3]
PCT ARTICLE 6
The Claims

The claim or claims shall define the matter for which
protection is.sought. Claims shall be clear and con-
cige, They shall be Tully supported by the description.

PCT Rune 6
The Claims

6.1 Number and Numbering of Claims

{a) The number of the claims shall be reasonable in
consideration of the nature of the invention claimed.

(b) If there are several claimg, they shall be num-
bered consecutively in arabic numerals.

(e} The method of numbering in the case of the
amendment of claims shall be governed by the Admin-
istrative Instruetions.

6.2 References to Other Paris of the Internotional Ap-
plication

(a) Claims shall not, except where absolutely neces-
gary, rely, in respect of fhe technical features of the
invention, on references to the description or drawings.
In particular, they shall not rely on such references
as: “as described in part . . . of the deseription,” ot
“ag illustrated in figure . .. of the drawings.”

438.1
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POT ADMINISTRATIVE TNSTRUCTIONS Sporron 205
Numbering of Cluims upon Amendment

{a2) Any claim submitied after the filing éate of the
international application and which iz not identical
with the claims previously appearing in the interna-
tional application shall, at the choice of the applicant,
be submitted either:

(i) as an amended claim, in which case, it shall
hear the same number as the previous claim it
amends; that number shall be followed by the word
“{amended)” or its equivalent in the language of
the international application; or

(i) as a new claim, in which case it shall bear the
next number after the highest previously numbered
claim; that number shall be followed by the word
“(new}" or its equivalent in the language of the in-
ternational application; where the consecutive or-
der of eclaims requires that a new claim be given &
number lower than the highest previously numbered
claim, the claims following the new claim shall be
renumbered ; any new number shall be followed by
the words “(Original claim Neo.)” or an equivalent
of these words in the language of the international
application and an indication of the original number
of the renumbered claim.

(b} The deletion of any claim previously appearing
in the international application shall be made by in-
dicating the number of the previous claim followed by
the word “{eancelied)” or its equivalent in the lan-
guage of the international application.

87 OFR 1.436 The claims. The requirements as to the
content and format of elaims are set forth in POT
Art, 6 and PCT Rules 6, 9, 10 and 11 and shall be ad-
hered to. ‘T'he nimber of the claims shall be reasonable,
considering the nature of the invention claimed.

The claim or cleims must “define the matter
for which protection is sought. Claims shall be
clear and concise. They shall be fully supported

by the description” (PCT Axticle 6). PCT

Rule 6 contains detailed requirements as to the
number and numbering of claims, the extent to
which any elaim may refer to other parts of the
international application, the manner of claim-
ing and dependent claims. As to the manner of
claiming, generally and wherever appropriate,
the claims must consist of two distinet parts,
the statement of the prior art and the statement
of the features for which protection is sought
{“the characterizing portion”}.

Multiple dependent claims are permitted in
international applications if they are in the al-
ternative only and do not serve as a basis for
any other multiple dependent claim {(PCT Rule
6.4(a), 35 U.S.C. 112). The claims, being an
element of the application, should start on a
new page (PCT Rule 11.4). Page numbers and
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line numbers must not be placed in the margins
(PCT Rule 11.6(e)).

The number of claims shall be reasonable,
considering the nature of the invention claimed
(37 CFR 1.436).

1825 The Drawings
POT Amtiois 7
The Drawings

{1) Subject to the provigions of paragraph (2) (il},
drawings shall be required when they are necessary for
the understanding of the invention.

{2) Where, without being necessary for the under-
standing of the invention, the nature of the invention
admits of illustration by drawings:

{i) the applicant may include such drawings in the
international application when filed. )

(il}) any designated Office may require that the
applicant file such drawings with it within the pre-
seribed time limit.

PCT Bowe 7
The Drawings

7.1 Flow Sheets and Diagroms
Flow sheets and diagrams are considered drawings.

7.2 Time Limit

The time limif referred to inm Article 7(2) (ii) shail
be reasonable under the circumstances of the case and
shall, in no case, be shorter than 2 months from the
date of the written invitation requiring the filing of
drawings or additional drawings under the said pro-
vigion.

POT ApMInisyrarIve INsTRUCTION SEcTIoN 310
Procedure in the Case of Missing Drawings

(a) Where the international application refers to
drawings which in fact are not included in that appli-
cation, the receiving Office shall make the indication
referred to in Rule 26.6(x¢) by an appropriate marking
of the request Form.

(b} Section 809(¢) shall apply algo in the case of
drawings received by the receiving Office on a date
Iater than the date on which sheets were first received
by that Office.

(¢) The receiving Office shall, in the case of missing
drawings received within the time limif referred to
in Rule 20.2(e) (ifi) :

(i) effect the required correction of the interna-
tional filing date, or, where no international filing
date has yet been accorded, of the date of receipt of
the purported international application, and delete
the indication made under paragraph (o) above;
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{ii} notify the applicant of the correction effected
under item (i}, above;

{i11) where transmittals under Article 12(1) have
already been made, notify the International Bureaun
and the International Searching Authority of any
correction effected under item (i), above, by trans-
mitting a copy of the correected first page of the re-
quest, and forward copies of the later submitted
drawings to the said Bureau and the said Authority;

(iv} where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted drawings fto the record copy and the search
Copy.

{d) The receiving Office shall, in the case of missing
drawings received after the expiration of the time Hmit
referred to in Rule 20.2(e) {iii):

(i) notify the applicant of the fact and of the date
of receipt of the later submitted drawings;

(i) where transmittals under Article 12(1) have
already been made, forward a copy of the later
submitted drawings to the International Bureau
with the indication that such drawings and any
reference to such drawings are not fo be taken into
consideration for the purposes of international
processing ;

(iii) where transmittals under Article 12{1) have
not yet been made, attach a copy of the later sub-
mifted drawings to the record copy with the indica-
tion that such drawings and any reference to such
drawings are not to be taken into consideration for
the purposes of international processing.

87 OFR 1.487 The drawings. {a) Subject to para-
graph (b) of this gection, when drawings are necessary
for the understanding of the invention, or are men-
tioned in the description, they must be part of an in-
ternational application as originally filed in the United
States Receiving Office in order to maintain the inter-
national filing date during the national stage (PCT
Art. 7).

(b) Drawings missing from the application upon fil-
ing will be accepted if such drawings are received
within 30 days of the date of first receipt of the incom-
plete papers, If the missing drawinggs are received
within the 30-day period, the international filing date
shall be the date orn which sueh drawings are received.
If such drawings are not fimely received, all references
to drawings in the international application shall be
considered non-existent (PCT Art. 14(2), Administra-
tive Instruetion 310).

(e) The physical reguirements for drawings are set
forth in POT Rule 11 and shall be adhered to.

Any international application must contain
drawings “when they are necessary for the un-
derstanding of the invention” (PCT Article
7(1), 87 CFR 1.437)). However, even where,
without being necessary for the understanding
of the invention, the nature of the invention ad-
mits of illustration by drawings, the applicant
may include such drawings and any designated
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Office may require the applicant te file such
drawings during the national (or regional)
phase. Flow sheets and diagrams are considered
drawings (PCT Rule 7.1). The drawing sheets
must be numbered in a separate series either as
Ya, %4, 34 or 1, 2, 8. The drawings in an interna-
tional application must be on A4 size sheefs of
paper which must be flexible, strong, white,
smooth, non-shiny and durable (PCT Rules
11.3 and 1L.5). The space used for illustration
on each sheet must not exceed 26.2 cm. by 17.0
cm. (PCT Rule 11.6(c)). One figure of the
drawings should be designed for use on the
front page of the published application to ac-
company the abstract (PCT Rules 338(a) (iii)
and 48.2(d)).

1826 The Abstraet
PCT Ruie B

The Abstract

8.1 Contents und Form of the Abstract

(2) The abstract shall consist of the following:

{1) a summary of the disclosure as contained in
the deseription, the clabms, and any drawings; the
summary shall indicate the technical field to which
the invention pertains and shall be drafted in a way
which allows the elear understanding of the technieal
probiem, the gist of the solution of that probiem
through the invention, and the principal use or uses
of the invention;

(ii) where applicable, the chemical formula which,
among all the formulae contained in the international
application, best characterizes the invention.

{b) The abstract shall be as eoncise as the disclosure
permits (preferably 50 to 150 words if it is English
or when translated into English).

{e) The abstract shall not contain statements on the
alleged merits or value of the claimed invention or on
its speculative application,

{(d) Hach main fechnical feature mentioned in the
abstract and illustrated by a drawing in the interna-
tion application shall be followed by a reference sign,
placed befween pareniheses.

8.2 Failure to Suggest ¢ Figure to be Published with
the Absiract

It the applicant fails to make the indication referred
to in Bule 3.3 (a) (iii), or if the International Searching
Authority finds that a figure or figures other than that
figure or those figures suggested by the applicant would,
among all the figures of all the drawings, better char-
acterize the invention, it shall indicate the figure or
figures which it so considers. Publications by the Inter-
national Bureau shall then use the figure or figures 80
indicated by the International Searching Awthority.
Otherwise, the figure or figures suggested by the ap-
plicant ghall be used in the said publications.
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8.8 Guiding Principles in Drafting

The abstract shall be so drafted that it can efficiently
serve as a segnning tool for purposes of searching in
the particular art, especially by assisting the sclentist,
engineer or researcher in formulating an oplnion on
whether there is a need for consulfing the interna-
tional application ltself.

37 OFR 1438 The abstract. (8) Requirements as to
the content and form of the abstract are set forth in
POT Kule § and shall be adhered to.

{b) Lack of an absiract upon filing of an interna-
tional application will not affect the granting of a fil-
ing date. However, failure to furnish an abstract
within one month from the date of the notification by
the Receiving Office will result in the international
application being declared withdrawn,

The abstract must begin on a new sheet fol-
lowing the claims (PCT Administrative In-
struction Section 207). It must consist of a sum-
mary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT
Article 3(3)). Where applicable, it must also
contain the most characteristic chemical for-
mula. The abstract must be ag concise as the dis-
closure permits {preferably 50 to 150 words in
English). It must be so drafted that it can effi-
ciently serve as a scanning tool for the purposes
of searching in the particular art. These and
other requirements concerning the abstract are
spellejd out in detail in PCT Rule 8 (37 CFR
1.438).

SumMary oF Apgiracr REQUiREMENTS

Preferably 50-150 words, but not more than
250.

Should contain—

1. Indication of field of invention.

2. Clear indication of the technical problem.

3. st of invention’s solution of the problem.

4. Principal use or uses of the invention.

5. Reference numbers of the main technical
features,

6. Where applicable, chemical formula which
best characterizes the invention.

Should not contain—

1. Superfluous language.

2. Legal phraseology such as “said” and
“means.”

3. Statements of alleged merit or speculative
apphcation,

4. Prohibited items as defined in PCT Rule 9.

1827 Fees
POT Rure i4
The Transmittal Fee
141 The Transmiital Pee

{a) Any receiving Office may require that the appli-
cant pay a fee to ii, for its own benefit, for receiving
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the international application, transmitting copies to the
International Bureau and the competent International
Searching Authority, and performing all the other
tasks which it must perform in connection with the
international application in its capacity of recelving
Office (“transmittal fee”).

(b) The amount and the due date of the transmittal

. fee, if any, shall be fixed by the receiving Qffice,

PCT Rurn 15

The International Pee

15.1 Basic Fee and Designation Fee
Each international application shall be subject to
the payment of a fee for the benefit of the International
Bureau (“international fee”) fo be collected by the
receiving Office and consisting of.
(i) a “basic fee,” and
(i) as many “designation fees” ag there are na-
tional patents and regional patents sought by the
applicant in the international application, except
that, where Article 44 applies in respect of a desig-
nation, only one designation fee shall be due.

15.2 Amounts

(a) The amounts of the basic fee and of the desig-
nation fee are as set out in the Schedule of Fees.

(b} The amounts of the basie fee and of the designa-
tion fee shall be established, for each receiving Office
which, under Rule 15.3, prescribes the payment of those
fees in a currency or currencies other than Swiss cur-
rency, by the Director General after consultation with
that Office and in the currency or currencies preseribed
by that Office (“prescribed curreney”). The amounts
in each preserived currency shall be the equivalent, in
round figures, of the amounts in Swiss eurrency set out
in the Schedule of Fees. They shall be published in
the Gazette.

(¢} Where the amounts of the fees set out in the
Schedule of Tees are changed, the ecorresponding
amounts in the presecribed currencies shall be applied
from the same date as the amounts set out in the
amended Schedule of Fees,

(d} Where the exchange rate between Swiss cur-
rency and any prescribed currency becomeg different
from the exchange rate last applied, the Director Gen-
eral shall estabilsh new amounts in the prescribed
currency according to directives given by the Assembly,
The newly established amounts shall become applicable
toro months afier the date of their publication in the
Gazette, provided that the interested Office and the
Director General may agree on a date falling during
the said two-month period in which case the said
amounts shall become applicable for that Office from
that date.

15.8 Mode of Payment

The internstional fee shall he payable in the cur-
rency or currencies prescribed by the receiving Office,
it being understood that, when transferred by the re-
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ceiving Office $o the International Bureau, the amount
transferred shall pe freely convertible into Swiss eur-
I'ency.

15.4 Time of Payment

(a) Subject to paragraph (e), the bagie fee shall be
due on the date of receipt of the international applica-
tion. :

(b) Subject to paragraph (c¢), the designation fee
shall be paid on the date of receipt of the international
application or on any later date prior to the expira-
tion of one year from the priority date.

(¢) The receiving Office may permit applicants to
‘pay either the bagic fee or the designation fee or both
of the fees later than on the dates provided for in para-
graphs (a) and (b), provided that:

(i} permission shall not be given to pay the basic
fee or the designation fee later than one month after
the date of receipt of the international application;

(i} permission may unot be subjeet to any extra
charge.

Such later payment of the said fees shall be without
loss, in the case of the basic fee, of the international fl-
ing date, or, in the case of the designation fee, of the
designations to which the payment relates,

155 (Deleted)
15.6 Refund

{a) The international fee shall be refunded to the
applicant if the determination under Article 11(1) is
uegative,

{b) In no other case shall the international fee be
vefunded.

PCT Ruie 16

The Seerch Fee

16.1 Right to Ask for e Fee

(a) Each International Searching Authority may re-
quire that the applicant pay a fee (“search fee”) for
its own benefit for earrying out the international
search and for performing all other tasks entrusted to
International Searching Authorities by the Treaty and
these Regulations,

(b} The search fee shall be collected by the re-
celving Office. The said fee ghail be payable in the eur-
rency or currencies prescribed by that Office (“the
receiving Office curreney”), it being understood that, if
any receiving Office currency is not that, or one of
those, in which the International Searching Authority
has fixed the said fee (“the fixed currency or curren-
cies™), it ghall, when trangferred by the receiving Office
to the International Searching Authority, be freely con-
vertible into the currency of the State in which the In-
ternational Searching Awuthority has its headquarters
(“the headgquarters currency”). The amount of the
search fee in any receiving Office curreney, other than
the fixed currency or currencies, shall be established
by the Director General after consultation with that
Cffice, The amounfs so established shall be the equiva-
lents, in round fgures, of the amount established by
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the International Searching Authority in the headguar-
ters currency. They shall be published in the Gazette.

(c) Where the amount of the search fee in the head-
guarters currency is changed, the corresponding
amounts in the receiving Office currencies, other than
the fixed eurrency or currencies, shall be applied from
the same date as the changed amount in the headquar-
ters curreney.

(d) Where the exchange rate between the headquar-
ters currency and any receiving Office currency, other
than the fixed currency or carrencies, becomes different
from the exchange rate last applied, the Director Gen-
eral shall establish the new amount in the said re-
ceiving Office eurrency according to directives given by
the Assembly. The newly established amount shall be-
come applicable two months after its publication in
the Gazette, provided that any interested receiving
Office and the Director General may agree on a date
falling during the said two-month period in which case
the said amount ghall become applicable for that Office
from that date.

(e) Where, in respect of the payment of the search
fee in a receiving Office currency, other than the fixed
currency or currencies, the amount actually received
by the International Searching Authority in the head-
guarters eurrency is lese than that fixed by it, the differ-
ence will be paid to the International Searching Au-
thority by the International Bureau, whereas, if the
amount actually received ig more, the difference will be-
Iong to the International Bureau,

{f)} As to the time of payment of the search fee, the
provisions of Rule 15.4 relating to the basic fee shall
apply.

16.2 Refund

The search fee shall be refunded to the applicant if
the determination under Article 11(1) iz negative.

16.3 Partial Refund

Where the international application claims the prior-
ity of an earlier infernational application which has
been the subject of an international search by the same
International Searching Authority, that Authority
shall refund the search fee paid in conneetion with the
later internstional application to the extent and under
the conditions ‘provided for in the agreement under
Article 16(3) (b), if the international search report on
the later international application could wholly or
partly be based on the results of the infernational
search effected on the earlier international application.

PCT Ruie 27

Lack of Payment of Fees

27.1 Pees

{a) For the purposes of Article 14(3) (g), “feer pre-
seribed under Article 8(4) (iv)*” means; the trangmittal
fee {Rule 14), the basic fee part of the international
fee (Rule 15.1(i)), and the search fee (Rule 16).

(b) For the purposes of Articie 14(8)(a) and (b},
“the fee prescribed under Article 4(2)"” means the

Rev. 3, July 1980
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designation fee part of the international fee (Rule
15231 ).
PCT Rure 96

The Schedule of Fees

96.1 Schedule of Fees Annexed to Regulations

The amounts of the fees referred to in Rules 15 and
57 shall be expressed in Swiss currency, They shall be
specified in the Schedule of Fees which is annexed to
these Regulations and forms an integral part thereof,

ScmuepuLe oF FERS
{Bffective January 1, 1681)

Kind of Fee
1. Basic Fee:

(Rule 15.2{a})

if the international applica-

tion contains not more than

30 sheetSe o

if the international apples-

tion contains more than 30

sheets e 432 Swiss francs plus
8 Swigg franes for
each gheet in
excess of 30 sheets

Amount

432 Swiss francs

2. Designalion Fee:

(Rule 152 (8)) v 104 Swiss franes
* " - * # # s
Suroherges

8. Surcharge for late payment:
(Rule 16bis.2(a}) Minimum : 200 Swiss
francs

Maximum: 560 Swiss

francs

—» Note that effective May 19, 1981, the “pre-

scribed currency” and amounts for filing in the
United States Receiving Office are i T.S.
dollars as follows (PCT Ruale 15.2(b)) :

Basic Fee application up to 30

8heets v e $215. 00
Fee for each sheet In excess of 30

sheets

Applicants should check the most recent issue
of the Official Gazette for any changes in the
amounts of the fees,

Fees Associated with International Applico-
tions.—There are three kinds of fees which must
be paid to the United States Patent and Trade-
mark Office in connection with the filing and
processing of international applications in the
United States Receiving Office :

A tramsmittal fee—for the benefit of the
Receiving Office for receiving, processing, and
transmitting copies of the international ap-
plications (PCT Rule 14) 5

4 search fee—for the benefit of the Inter-
national Searching Authority for earrying

Rev. 5, Jan. 1981 449
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out the international search and preparing an
intéamational search report (PCT Rule 186);
an

An international fee which includes @ basic
fee portion and a designation fee portion for
each State designated—for the benefit of the
International Bureau for performing the
tasks required of it under the PCT %PCT
Rule 15).

When an international application is filed
with the U.S. Patent and Trademark Office as
a Receiving Office, the transmittal fee, the
search fee, and the basic fee portion of the in-
ternational fee are due upon filing of the appli-
cation (35 U.S.C. 361(d)). The designation fee
portion of the international fee must be paid
within one year of the priority date.

The amounts of the transmittal fee (PCT
Rule 14.1) and the search fee (PCT Rule 16.1)
set, forth in 87 CFR 1.445 are intended to cover
the costs of performing the required functions
in the U.S. Patent and Trademark Office and
are as follows:

Transmittal fee_ e $
Search fee_ v $300. 00

The amount of the basic fee portion of the

international fee is to be $215.00 for an inter- —

national application containing up to thirty

sheets, with an additional charge of $4.00 per -

sheet for each sheet in excess of thirty (PCT
Rule 15.2(b)). Although all designated States
must be named at the time the international
application is filed, the payment of the desig-
nation fee portion of the international fee need
not be paid on filing but must be paid to the
Receiving Office, at the latest, within one
vear of the priority date. The designation fee
portion of the international fee is $50.00 for
each State or group of designated States for
which the same regional patent is sought (PCT
Rule 152{b}). In other words, only one $50.00
designation fee is due for all countries for
which European patent protection is destred.

Fees may be paid by check (37 CFR 1.23) or
be charged against a Patent and Trademark
Office Deposit Account (37 CFR 1.25).

Reruxp or Fres

There is no provision in the PCT concerning
the possibility of asking for a refund of the
transmittal fee. The search fee and the interna-
tional fee (both the basic fee and the designa-
tion fees) will be refunded where the Receiving
Office refuses to “accord” an “international fil-
ing date” (PCT Rules 15.6 and 16.2). Such re-
fusal will oceur, generally speaking, where the
international application is defective in certain
respects, Where & (later) international applica-
tion claims the priority of another {earlier)
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U.S. national or international application
which has been the subject of an international
search by the same International Searching Au-
thority which will have to carry out the search
on the later application, a partial refund of the
search fee paid in respect of the later applica-
tion) may be possible (PCT Rules 16.2 and
16.3).

Fre Carcuration Super (Form
PCT/RO/101 ANNEX

This sheet is not counted as a part of the in-
ternational application for purposes of deter-
mining the amount of the Basic International
fee (PCT Rule 15.2(a)).

The instructions for use of this form are
printed on the reverse side of the form. When
caleulating fees, the latest issue of the Official
Gazette should be consulted to determine the
current; level of the PCT {ees,

1827.01 Advance for Unpaid Fees
[R-3]

PCT Rure 16B1s

Advencing Fees by the Internationol Bursau
16bis.1  Guarawtee by the Internationel Bureau

(a) Where, by the time they are due under Rule 14.1
(b), Rule 15.4{a} or (¢} and Rule 16.1{f), the receiv-
ing Office finds that in respeet of an international ap-
plication no fees were paid to it by the applicant, or
thaf the amount paid to it by the applicant is less than
what is necesgary to cover the transmittal fee, the
basic fee and the search fee, the receiving Office shall
charge the amount required to cover those fees, or the
missing part thereof, to the International Buresu and
shall consider the said amount as if it had been paid
by the applicant at the due time,

{b) Where, by the time it or they are due under
Rule 15.4(b) or {c), the receiving Office finds that in
respect of an international application the payment
made by the applicant is insufficient to cover the desig-
nation fees necessary to cover all the designafions, the
receiving Office shall charge the amount required to
cover those fees to the International Buregu and shall
congider that amount as if it had been paid by the
applicant at the due time.

{c) The International Bureau shall transfer from
time to time to each receiving Office an amount which
is expected to be necessary for covering any charges
that the receiving Office has to make under paragraphs
(a) and (b). The amount and the time of such trans-
fers shall be determined by each receiving Office ac-
cording to its own wish, The charging of any amount
under paragraphs (a) and (b) shall not require any
advance notiee to, or any agreement by, the Infer-
national Bureau.

{d) Each month, the receiving Office shall inform the
Tnternational Bureau of the charges, if any, made

Ly under paragraphs (a) and (b).
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160i8.2  Obligations of the Applicant, ete.

fa) The International Bureaw shall promptiy notify
the applicant of any amount by which it was charged
under Rule 18bés.1¢a) and (b) and shall invite him to
pay to it, within one month from the date of the notifi-
cation, the said amount augmented by a surcharge of
BO%, provided that the surcharge will not be less, and
will not be more, than the amounts indicated in the
Schedule of I'eey. The notification may refer to the
charges made both under Rule 16bis.1(a) and (b) or,
at the diseretion of the International Bureau, there
may be ftwo separate notifieations, one referring to
charges made under Rule 185is.1(a), the ofher refer-
ring to charges made under Rule 165is.1(b).

(b) If the applicant fails to pay, within the zaid
time Hmit, to the International Bureau the amount
claimed, or pays lesg than what is needed to cover the
transmittal fee, the basie fee, the search fee, one desig-
nation fee and the surcharge, the International Bureau
shall notify the receiving Office accordingly and the
receiving Office shall declare the international appli-
cation withdrawn under Article 14(3) (2) and the re-
ceiving Office and the International Bureau shall pro-
ceed as provided in Rule 29.

{c) If the applicant pays, within the said time
limit, to the International Bureau an amount which is
more than what ig needed to cover the fees and sur-
charges veferred to in paragraph (b) but less than what
iz needed to cover ail the designations maintained, the
International Bureau shall notify the receiving Office
accordingly and the receiving Office shall apply the
amount pald in excess of what iz needed fo cover the
fees and surcharge referred to in paragraph () in an
order which shall be established as follows:

{i} where the applicant indicates to which desig-
nation or designations the amount is to be applied,
it shall be applied accordingly but, if the amount
received is insufficient fo cover the designations in-
dicated, it shall be applied to as many designations
as are covered by it in the order chosen by the appli-
cant in indieating the desgignations;

() to the extent that the applicant has not given
the indications under item (i), the amount or the
balance thereof shall be applied to the designations
in the order in which they appear in the international
application;

(iii} where the designation of g State is for the
purposes of a regional patent and provided that the
required designation fee ig, under the preceding pro-
visions, available for that designation, the designa-
tion of any further States for which the same re-
gional patent is sought shall be considered as covered
by that fee.

The receiving Office shall declare any designation not
covered by the amount paid withdrawn under Article
14(8) (b) and the receiving Office and the International
Bureau shall proceed as provided in Rule 29,

(¢) 'The recelving Office shall not refurn to the In-
ternational Bureaun any amount that it has charged to
that Bureau for covering the transmitial fee.

Rev, 3, July 1980
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{(e) Where the international application is con-
gidered withdrawn, any amount charged to the Inter-
national Bureau, other than the amount needed to cover
the transmittal fee and the search fee transferred by
the receiving Office {0 the Infernational Searching
Authority, shall be returned by the receiving Office to
the International Bureaun.

{f) Where the international application is considered
withdrawn, any search fee charged by the receiving
Office and transferred to the International Searching
Authority shall be transferred by that Authority to the
International Bureau unless the said Awuthority has
already started the international search.

(g) Where paragraph (e} applies, the amount
charged by the receiving Office to the International
Bureau for designations which, as a consequence of the
application of the order under that paragraph, are not
maintained, shall be returned to the Internationsal
Bureau by the receiving Office,

16bi8.8 Notifications

{a) Any receiving Office may exclude the appiication
of Rules 16bis.1 and 1606is.2 by a written notification
to that effect given to the International Bureau by
September 1, 1880, Such notification may be withdrawn
at any time, The International Bureaun shall publish
all such notifieations and withdrawals in the Gazette.

(b) Former Rule 15.5% remains applicable in re-
spect of any receiving Office giving a notification under
paragraph {(a}. .

*Former Rule 15.5 Partiel Payment

{a) Where the amount of the international fee re-
ceived by the receiving Office ig not less than that of
the bagic fee and at least one designation fee hut less
than the amount required to cover the basic fee and all
the designations made in the international application,
the amount received shall be applied as follows:

(i} to cover the basic fee, and

{ii) to cover as many designation feeg asg, afier
deduction of the basic fee may be covered in full by
the amount received in the order indieated in para-
graph (b}.

{b) The order in which the said amount shall be
applied to the designations shall be established as
follows :

(i) where the applicant indicates to which deslg-
nation or designations the amount is to be applied,
it shall be appHed accordingly but, if the amount re-
ceived iy insufficient to cover the designations indi-
cated, it shall be applied to as many designations as
are covered by it in the order chosen by the appli-
cant in indicating the degignations;

(ii) to the extent that the applicant has not given
the indications under item (i), the amoumt or the
balance thereof shall be applied {o the designations
in the order in which they appear in the international
application;

(iii) where the designation of a State is for the
purposes of a regional patent and provided that the
required designation fee is, under the preceding pro-

nation of any further States for which the same ~%7

regional patent iy sought shall be considered as
covered by that fee,

New Rule 16b¢s was added to provide greater
security to the applicant and his professional
representative in the case of a mistake (as to the
prescribed amount) or delay (beyond the pre-
scribed time Hmit} in the payment of fees to
the receiving Office (transmittal fee, search fee,
basic fee and designation fees). The system
introduced by the new Rule guarantees that
any such mistake or delay will not result in a
loss of rights without the International Bureau
of WIPO first having issued an invitation to
the applicant to pay any amount that was miss-
ing when the time for payment expired. Pay-
ment pursuant to such an invitation will be sub-
ject to a surcharge which in general will be
equal to 50% of the missing amount but which
will have an upper limit of 500 Swiss francs
and a lower limit of 200 Swiss franes. Any pay-
ment made in conformity with such an invita-
tion will be regarded as if it had been made
within the prescribed--but, in fact, missed—

© time limit.

The new systemn operates in the following
fashion. Where the receiving Office finds the
amount paid to be insufficient to cover all fees
due, the receiving Office will charge the Inter-
national Bureau with the amount due. The In-
ternational Bureau will then notify the appli-
cant of the amount it has advanced and will in-
vite the applicant to pay the International
Bureau the amount advanced together with a
50% surcharge, provided that the surcharge
cannot be less than 200 Swiss francs or more
than 500 Swiss franes (see the Schedule of
Fees.) If the applicant does not timely pay the
required amount to the International Bureau,
the International Bureau will notify the re-
ceiving Office which will then declare the inter-
national application or certain designations
withdrawn.

If applicant decides not to pay certain desig-
nation fees, it is requested that a letter be sent
to the receiving Office specifically withdrawing
sueh designations. If no such withdrawsa] letter
is received and some designations remain unpaid
one year after the priority date, the procedure
under Rule 165is will be used.

1828 Priority Document [R-3]

POT Ruis 17

The Priority Document

17.1 Obligation Lo Submit Copy of Burlier Nationel Ap-
plication
(&) Wheve the priority of an earlier national appli-

(

Ly visions, available for that designation, the desig- cation ig claimed wunder Article 8 in the international

444 Rev. 8, July 1980

Vi



PATENT COOPERATION TREATY

application, a copy of the said national application,
certified by the authority with which it was filed (“the
prierity document”), shall, unless already filed with
the receiving Office, together with the international ap-
plieation, be submitted by the applicant to the Inter-
national Bureau or fo the reeeiving Office not later
than 16 months after the priority date or, in the ease
referred to in Article 23(2), not later than at the time
the processing or examination is requested, Where
submitted to the receiving Office, the priority document
shall be trangmitted by that Office to the International
Bureau together with the record copy or promptly after
having been received by that Office. In the latter case,
the receiving Office shall indicate to the Internatioual
Bureau the date on which it received the priority
document,

{(b) Where the priority document is issued by the re-
ceiving Office, the applicant may, instead of submitting
the priority document, request the receiving Office to
transmit the priority decument to the International Bu-
rean. Such a reguest shall be made not later than the
expiration of the applicable time Iimit referred to un-
der paragraph (a) and may be subjected by the receiv-
ing Office to the payment of a fee. The receiving Office
gshall, promptly after receipt of such request, and,
where applicable, the payment of such fee, transmit
the priority document to the International Bureau with
an indication of the date of receipt of such reguest.

(e} If the requirements of neither of the two pre-
ceding paragraphs are complied with, any designated
State may disregard the priority claim,

() "The International Bureau shall record the date
on which the priority document has been received by
it or by the reeeiving Office. Where applicable, the date
of receipt by the receiving Office of a reguest referred
to under paragraph (b) shall be recorded as the date of
receipt of the priority document. The International
Bureau shall notify the applicant and the designated
Offices aceordingly.

17.2 Availability of Coples

{a) The International Bureau shall, at the specific
request of the designated Office, promptly but not be-
fore the expiration of the fime limit fixed in Rule
17.1(a), furnish a copy of the priority doeument to
that Office; No such Office shall agk the applicant him-
self to furnish it with a copy, except where it requires
the furnishing of a copy of the priority document to-
gether with a certified translation thereof, The appli-
cant shall not be required to furnish a certified traes-
Iation to the designated Office before the expiration of
the applicable time limit under Article 22,

(b) The International Bureau shall not make copies
of the priority document available to the public prior
to the international publication of the international
application.

(¢) Paragraphs (&) and (b) shall apply also to any
earlier international application whose priority is
claimed in the subsequent international application.
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POT ADMINISTRATIVE INSTRUCTION SECTION 411

Notification That the Certified Copy of the Priority
- Document Hog Not Been Submitled

Where the {ime Hmit under Rule 17.1(a) has expired
and the International Bureau has not received a certi-
fied copy of the priority document, it shall notify the
applicant and the designated Offices accordingly.

3% OFR 1451 The priority clodms and priority docy-
ment in an international epplicetion. (a) The claim
for priority must be made on the Reguest {(PCT Rule
4.10) in a manner ecomplying with Sections 110 and 201
of the Administrative Instructions.

{b) Whenever the priority of an earlier United
States national application is claimed in an interna-
tional application, the applicant may request in a letter
of transmittal accompanying the international applica-
tion upon Aling with the United States Receiving Of-
fice, that the Patent and Trademark Office prepare a
certified copy of the nafional applicatlon for trans-
mittal to the Intermational Bureau (PCT Art. 8 and
POT Rule 17). The fee for preparing a certified copy
is stated in § 1.21(b) and 35 U.B.C, 41(11).

{¢) If a certified copy of the priority document Is
not submitted together with the infernational applica-
tion on filing, or, if the priority application wag filed
in the United States and a reguest and appropriate
payment for preparation of such a certified copy do
not accompany the international application on fil-
ing, the certified copy of the priority document must be
transmitted directly by the applicant to the Interna-
tional Bureau within the time limit specified in PCT
Rule 17.1(a).

Under the PCT procedure, the applicant may
file the certified copy of the earlier ﬁ%)ed national
application together with the international ap-
p?ication in the Receiving Office for transmittal
with the Record Copy, or alternatively the cer-
tified copy may be submitted directly by the ap-
plicant to the International Bureauw not later
than 16 months after the priority date of, if the
applicant has requested early processing in any
designated Office, not later than the time such
processing or examination is requested. The In-
terpational Bureau will notify the applicant
and the designated Offices of the date on which
the certified copy was received. The Interna-
tional Bureau will normally furnish copies of
the certified copy to the various designated Of-
fices on request so that the applicant will not
normally be required to submt certified copies
to each designated Office.

Under 87 CFR 1451, a third alternative for
transmittal of the certified copy of the prionty
document exists. The applicant may request, on
filing the international application, that the
United States Receiving Office prepare and

_transmit a certified copy of a U.S. national ap-

plication, the priority of which is claimed, to -
the International Bureau. The United States
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Receiving Office will prepare and transmit the
certified copy provided that the fees for copy-
in% and certification are paid. See § 1830, item
(1}.

1830 PCT International Application
Transmittal Letter

A PCT international application transmittal
letter, form PT(O-1382, is available free of
charge for applicants to use when filing PCT
international applications with the United
States Receivin% Office. The form is intended
to simplify the filing of PCT international ap-
plications by providing a one-page letter which
covers the most common requests and concerns
of applicants. Specifically covered are:

(1) Requests under 37 CFR 1451 for prep-
aration and transmittal to the Infernational
Bureau of certified copies of the U.S. national
applications, the priority of which is claimed in
international applications;

(2) Requests for transmittal of the Record
Copy by the applicant to the International
Burean under 837 CFR 1.461;

(3) Authorizations for any required ad-
ditional search fees to be charged to a deposit
account subject to oral confirmation of the
authorization ;

(4) Statements of preference and authoriza-
tion for any refund or reimbursement of the
search fee or additional (supplemental) search
fee to be credited to a deposit account or to be
refunded by U.S. Treasury Department check;

(5) Indications of information concerning
differences in disclosure, if any, between the in-
ternational application and related applications
to assist in determining any foreign transmittal
licensing requirements as well as for other pur-
poses; and

(8) Requests for foreign transmittal license.

1832 License Request for Foreign Fil-
ing Under the PCT

A license for foreign filing is not required to
file an international applicalion in the United
States Receiving Office but may be required be-
fore the applicant or the U.S. Receiving Office
can forward a copy of the international appli-
cation to a foreign patent office, the Interna-
tional Bureau or other foreign authority (85
U.8.C. 3868, 37 CFR, 5.1 and 5.11). A foreign
filing license to permit transmittal to a foreign
office or international anthority is not required
if the international application does not dis-
close subject matter in addition to that dis-
closed in a prior U.S. national application filed
more than six months prior to the filing of the
international application (37 CFR 5.11(a) (2}).
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In all other instances, the applicant should peti-
tion for a license for foreign filing (transmit-
tal) (87 CER 5.12) and if appropriate, identify
any additional subject matter in the interna-
tional application which was not in the earlier
U.S. national application (37 CFR 5.14 (¢)).
This request and disclosure information may be
supplied on the PCT international application
transmittal letter form, PT(0-1882, which is re-
produced below.

If no petition or request for a foreign filing
license ig included in the international applica-
tion, and it is clear that a license is required be-
cause of the designation of foreign countries
and the time at which the Record Copy must
be transmitted, it is current Office practice to
construe the filing of such an international ap-
plication to 'mcluge a Tequest for a foreign filing
license. If the license can be granted it will be
issued without further correspondence. If neo
license can be issued, or further information is
required, applicant will be contacted. The auto-
matic request for a foreign filing license does
not apply to the filing of a foreign application
outside the PCT.

Erreor oF Secrecy ORDER

If a secrecy order is applied to an interna-
tional application, the application will not be
forwarded to the International Bureau as long
as the secrecy order remains in effect (PCT Ar-
ticle 27(8) and 35 U.S.C. 868). If the secrecy
order remains in effect at the end of the 14th
month after the priority date of the inter-
national application, the imternational applica-
tion will be declared withdrawn (abandoned)
because the Record Copy of the international
application was not received in time by the In-
ternational Bureau (37 CFR 5.3(d), PCT Ar-
ticle 12(8), and PCT Rule 22.8). It is, how-
ever, possible to save the U.S. filing date, if the
United States of America has been designated,
by fulfilling the requirements of 35 US.C.
371(c) prior to the end of the 14th month.

1840 International Stage Time Limits
[R-3]
POT AnTioie 47
Tisme Limits

(1) The details for computing time limits referred
to in this Treaty are governed by the Regulations.

(2) (a) All time limits fixed in Chaptery I and 11 of
this Treaty may, outside any revigion under Article 60,
be modified by a decision of the Contracting States.

(b} Such decisions shall be made in the Assembly or
through voting by correspondence and must be unani-
mous.

{¢c) The details of the procedure are governed by
the Regulations.
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PCT Articie 48
Delay in Meeting Certain Time Limits

(1) Where any time it fixed in this Treaty or the
‘Regulations is not met because of interruption in the
mail gervice or unavoldable logs or delay in the mail,

the time limit shall be deemed to be mef in the cages
and subject to the proof and other conditions preseribed
in the Regulations.

{2} (a) Any Contracting State shall, as far as that
State is concerned, excuse, for reasons admitted under
its national law, any delay in meeting any time limit.

(b) Any Contracting State may, as far as that State
is concerned, excuse, for reasons other than those re-
ferred to in subparagraph (a), any delay in meeting
any time limit.

POT Roie 79
Calendar
79.1 Hapressing Dates

Applicants, national Offices, receiving Offices, Inter-
national Searching and Preliminary Bramining Auw
thorities, and the International Bureau, shall, for the
purposes of the Treaty and the Regulations, express
any date in ferms of the Christian era and the Grego-
rian calendar, or, if they use other eras and calendars,
they shall also express any date in terms of the Chris-
tian era and the Gregorian calendar,

POT Ruiw 80
Computation of Time Limits
80.1 Periods Eopressed in Years

When a period is expressed as one year or 2 certain
number of years, computation shall start on the day
following the day on which the relevant event oc-
eurred, snd the period shall expire in the relevant
subgeqguent year in the month having the same name
and on the day having the same number as the month
and the day on which the said event oceurred provided
that if the relevant subsequent month has no day with
the same number the period shall expire on the Iast
day of that month,

80.2 Perinds Eopressed in Moniths

When a period ig expressed as one month or a cer-
tain number of months, computation shall start on the
day following the day on which the relevant event oe-
carred, and the period shall expire in the relevant
subsequent month on the day which has the same
number as the day on which the sald event oecurred,
provided that if the relevant subseguent month has no
day with the same number the period shall expire on
the last day of that month.

80.8 Periods Haepressed in Doys

When a period is expressed ag a cerfain number of
days, computation shall start on the day following the
day on which the relevant event occurred, and the
period shall expire on the day on which the last day
of the count hag been reached.
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80.4 Local Dates

(2} The date which is taken Into consideration as
the starting date of the computation of any period
shail be the date which prevails in the locality at the
time when the relevant event occurred.

(b} The date on which any period expires shall be
the date which prevalis in the locality in which the
required document must be filed or the required fee
must be paid.

80.5 Eapiration on ¢ Non-Working Day

If the expiration of any pericd during which any
document or fee must reach g national Office or inter-
governmental organization falls on a day on which
such Office or organization is not open to the puble
for the purposes of the transaction of officia) business,
or on which ordinary mail is not delivered in the Jocal-
ity in which such Office or organization is sitnated, the
period shali expire on the nexi subsequeni day eon
which neither of the said two eircumstances exists.

80.6 Date of Documents

{a) Where a pericd starts on the day of the dateof a
document or letter emanating from a national Office
or intergovernmental organization, any interested
party may prove that the said document or letter was
mailed on & day later than the date it bears, in which
cage the date of actual malling shall, for the purposes
of computing the pericd, be considered to be the date
on which the period starts. Irrespective of the date on
whieh such a doeument or letter was mailed, if the
applicant offers to the national Office or intergovern-

mental organization evidence which matisfies the na-

tional Office or intergovernmental organization that
the document or letter was received more than 7 days
after the date it bears, the mational Office or intergov-
ernmental organization shall treat the period starting
from the date of the document or letter as expiring
later by an additional number of days which is egual
to0 the number of days which the document or letter
was received later than 7 days after the date it bears.

(b} Any receiving Office may exclude the application
of the second sentence of paragraph (a) by a written
notification to that effect given to the International
Bureau by September 1, 1980, Such notification may be
withdrawn at any time, The International Bureaw shall
publizh all sueh notifications and withdrawals in the
Gazette.

80.7 End of Working Day

(a) A pericd expiring on a given day shall expire
at the moment the national Office or intergovernmental
organization with which the document must be filed
or to which the fee must be paid closes for business
on that day.

{b) Any Office or organization may depart from the
provisions of paragraph (a) up to midnight on the
relevant day, '

(¢} The International Bureau shali be open for
business until 6 pvm.

Rev. 4, Oct. 1980
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PCT Ruwg 82
Irregularities in the Meail Service

82.1 Delay or Loss in Mail

(a) Any interested party may offer evidence that he
has mailed the document or letter § days prior to the
expiration of the time limif. Except in cases where sur-
face mail normally arrives at ity destination within 2
days of mailing, or where no airmail service is avail-
able, such evidence may be offered ony if the mailing
wag by alrmail. In any case, evidence may be offered
only if the mailing was by mail registered by the postal
authorities.

(b} If such mailing is proven to the satisfaction of
the national Office or intergoveramental organization
which is the addressee, delay in arrival shall be ex-
cused, or, if the document or letter ig lost in the mail,
substitution for it of a new copy shall be permitted,
provided that the interested party proves to the satis-
faction of the said Office or organization that the docu-
ment or letter offered in substitution is identical with
the document or letter lost.

(¢) In the cases provided for in paragraph (b), evi-
dence of mailing within the prescribed time limit, and,

where the document or letier was lost, the substitute

document or letter as well, shall be submitted within
1 month after the date on which the interested party
noticed-or with due diligence should have noticed—
the delay or the loss, and in no case later than ©
months after the expiration of the time limit applica-
ble in the given case.

82.8 Imterruption in the Mail Service

(a) Any interested party may offer evidence that on
any of the 10 days preceding the day of expiration of the
time Hmit the postal service was interrupted on account
of war, revolution, civil disorder, strike, natural calam-
ity, or other like reason, in the locality where the inter-
ested party resides or has his place of business or is
staying, '

{b) If such circumstances are proved to the satis-
faction of the national Office or intergovernmental
organization which is the addressee, delay in arrival
ahall be excused, provided that the interested party
proves to the satisfaction of the said Office or organiza-
tion that he effected the mailing within 5 days after
the mail service was resumed. The provisions of Rule
82.1 (¢) shall apply mutatis mutondis,

POT ApMINISTRATIVE INsTRUCTIONS Sporion 110
Dales

Any date in the international application, or used in
auy correspondence emanating from International Au-
thorities relating to the international application, shall
be indicated by the Arabic number of the day, by the
name of the month, and by the Arabie number of the
yenr. The receiving Office, where the applicant has not
done s0, or the International Buarean, where the appli-
eant has not done so and the receiving Office fails to
do s0, shall, after or below any date indicated by the
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applicant in the request, repeat the date, in parenthesis,
by indleating it by two-digit Arabic numerals each for
the number of the day, for the number of the month
and for the last two numbers of the year, in that order
and with a period after the digit pairs of the day and of
the month (for example, “80 March 1978 (80.08.78)").

35 U.8.0. 864, Imternational stape: Procedure. (n)
International applications shall be processed by the
Patent Office when acting as a Recelving Office or Inter-
national Searching Authority, or both, in aceordance
with the applicable provisions of the treaty, the Regu-
lations, and this title,

(b} An applicant’s failure to act within prescribed
time limits in connection with requirements pertaining
to a pending international application may be exeused
upon a showing satisfactory to the Commmissioner of
unavoidable delay, to the extent not precluded by the
treaty and the Regulations, and provided the conditions
imposed by the treaty and the Regulations regarding
the excuse of such failure to act are complied with.

8% OFR 1.465 Timing of epplication processing based
on the priority date. (a) For the purpose of computing
time Hmits under the Treaty, the priority date shall be
defined as in POT Art. 2(x1).

{b) When a claimed priority date is canceiled under
PCOT Rule 4.10(d4), or considered not to have been made
under PCT Rule 4,10(b), the priority date for the pur-
poses of computing time Hmits will be the date of the
earliest valid remaining priority claim of the inter-
national application, or if none, the international filing
date.

(¢} When corrections under PCT Art. 11(2), Art
14¢(2) or PCT Rule 20.2{(a) (1) or {iii) are timely sub-
mitted, and the date of receipt of such corrections falls
later than one year from the claimed priority date or
dates, the Receiving Office shall proceed uader PCT
Rule 4.10{(d).

87 OFR 1.468 Delays in meeting time imits. Delays
in meeting time Hmits during international processing
of international applications may only be excused as
provided in PCT Rule 82, For delays in meeting time
limits in a natienal application, see § 1.187. ['R—é]

1845 Receiving Office Procedure
[R-3]

PCT Arrrcre 10
The Receiving Office

The international application shall be filed with the
prescribed receiving Office, which will eheck and proc-
ess it as provided in this Treaty and the Beguiations.

PCT Rure 20

Receipt of the International Application

20.1 Date ond Number

() Upon receipt of papers purporting to be an in-
ternational application, the receiving Office shall in-
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delibly mark the date of actual receipt in the space
provided for that purpose in the request form of each
copy received and one of the numbers assigned by the
International Bureau to that Office on each sheet of
each copy received,

(b} The place on each sheet where the date or num-
ber shall be marked, and other detaily, shall be specified
in the Administrative Instruetions.

20.2 Receipt on Different Days

(a) In cases where all the sheets pertaining to the
same purported international application are not re-
celved on the same day by the recelving Office, that
Office shall correct the date marked on the request
(still teaving legible, however, the earlier date or dates
already marked) so that it indicates the day on which
the papers completing the international application
were received, provided that:

(1) where no invitation under Article 11(2) {a)
to correct was seht to the applicant, the sald papers
are received within 8¢ dayg from the date on which
sheets were first received;

(1) where an invitation under Article 11(2) (a)
to correct was sent to the applicant, the said papers

are received within the applicable time limit under

Rule 20.6;

(#ii) in the ease of Article 14(2), the missing
drawings are received within 30 days from the date
on which the incomplete papers were filed;

(iv) the absence or later receipt of any sheet con-
taining the abstract or part thereof shall not, in
itself, require any correction of the date marked
on the request.

{(b) Any sheet received on a date later than the date
on which sheets were first received shall be marked
by the receiving Office with the date on which it was
received. ’

20.8 Corrected International dpplication

In the case referred to in Article 11(2)(b), the re-
ceiving Office shall correct the date marked on the
request (still leaving legible, however, the earlier date
or dates alrepdy marked) so that it indieates the day
on which the last required correction was received. -

20.8bis Manner of Corrying Ouwt Corrections

The Administrative Instruetions prescribe the man-
ner in which eorrections required under Article 11(2)
(a) shall be presented by the applicant and the man-
ner in which they shall be entered in the file of the
international application.

20,4 Determination under Article 11({1)

(a) Promptly after receipt of the papers purporting
to be an international application, the receiving Office
shall determine whether the papers comply with the
requirements of Article 11(1).

(b} For the purposes of Article 11(1) {iii) (e}, it
shall be sufficient to indicate the name of the applicant
in a way which allows his identity to be established
even if the name is misspelled, the given names are not
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fully indicated, or, in the case of legal entifies, the
indication of the name is abbreviated or incomplete.

20.5 Positive Determination

(a) If the determination under Article 11(1) is
positive, the receiving Office shall stamp in the space
provided for that purpose in the request form the name
of the receiving Office and the words “POT Interna-
tional AppHeation,” or “Demande internationale
PO If the official language of the recelving Office
is neither English nor French, the words “Interna-
tional Application™ or “Demande internationale” may
be accompanied by a tranglation of these words in the
official language of the receiving Office.

(b) The ecopy whose request sheet has been so
stamped shall be the record copy of the international
application,

(¢c) ‘Fhe receiving Office shall promptly notify the
applicant of the international application number and
the international filing date.

20.6 Invitation to Correct

{a)} The invitation to correet under Article 11(2)
shall specify the regquirement provided for under
Article 11(1) which, in the opinion of the receiving
Office, has not been fulfilled.

{b) The receiving Office shall promptly mail the in-
vitation to the applicant and shall fix a time limit,
reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less
than 10 days, and shall not exceed 1 month, from the
date of the invitation, If such time 1imit expires after
the expiration of 1 year from the filing dafe of any
appHeation whose priority is claimed, the receiving
Office may call thig circumstance to the attention of
the applicant,

20.7 Negative Determinalion

If the receiving Office does not, within the preseribed
time limit, receive a reply to ifs invitation to correct,
or if the correction offered by the applcant still does
not fulfill the requirements provided for under Article
11(1}, it ghall;

(1) promptly notify the applicant that his apph-
cation is not and will not be treated as an interna-
tional application and shall indicate the reasons
therefor,

{1i) notify the International Bureau that the
number it has marked on the papers will not be used
as an international application number,

{iil) keep the papers constituting the purported
international application and any correspondence
relating thereto as provided in Rule 93.1, and

(iv) send a copy of the said papers to the Interna-
tional Bureau where, pursuant to a request by the
appHecant under Article 25(1), the Internatioral
Bureau needs such a copy and specially asks for it

20.8 Error by the Receiving Ofice

If the receiving Office later dlzcovers, or on the basis
of the applicant’s reply realizes, that it has erred in
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{ssuing an invitation to correct since the requirements
provided for under Article 11(1) were fulfillel when
the paperg were received, it shall proceed as provided
in Raule 20.5.

20.9 Certified Copy for the Applicant

Against payment of a fee, the receiving Office shall
furnigh to the applicant, on request, certified copies of
the international appileation ag filed and of any correc-
tions thereto.

PCT Ruwe 26

-

Cheoking and Correcting Certain Blements of
the Internationel Application

26.1 Time Limit for Ohech

{a) The receiving Office shall issue the invitation
to correct provided for in Article 14(1) (b) as soon as
possible, preferably within 1 month from the receipt
of the internationai application,

(b) If the recelving Office issues an invitation to
correct the defect referred to in Article 314(1) (&) {iii}
or {lv) (missing title or missing abstract), it shall
notify the Internationa} Searching Authority accord-
ingly.

26.2 Time Limit for Correction

The time limit referred to in Article 14(1) (b) shall
be reasonable under the circumstances of the particulay
case and shall be fixed in each case by the receiving
Office. It shall not be less than 1 month and normally
not more than 2 monthy from the date of the invitation
to correct.

26.83 Ohecking of Physical Requirements under Article
(1) (a) (v)

The physical requirements referred te in Rule 11
shall be checked to the exteni that compiiance there-
with is necessary for the purpose of reasonably uni-
form international publication.

26.4 Procedure

(&) Any correction offered to the receiving Office
may be stated in » letter addressed to that Qffice if the
correction 1s of such a nature that it can be transferred
from the letter to the record copy without adversely
affecting the clarity and the direct reproducibility of
the sheet on to which the correctlon iy to be trans-
ferred; otherwise, the applicant shall be required to
submit a replacement gheet embodying the correction
and the letter accompanying the replacement sheet
shall draw attention to the differences between the
replaced sheet and the replacement sheet,

(b) The receiving Office shall mark on each replace-
ment sheet the international application number, the
date on which it wag received, and the stamp identify-
ing the Office. It shall keep in its files a copy of the
letter containing the eorrection or, when the correction
ig contained in a repiacement sheet, the replaced sheet,
the letter accompanying the replacement sheet, and a
copy of the replacement sheet,
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(¢) The receiving Office shall promptly {ransmit the
letter and any replacement sheet to the International
Bureau. The International Bureau shall transfer to the
record copy the corrections requested in a letter, to-
gether with the indication of the date of its,receipt by
the recelving Office, and shall insert any replacement
sheet in the record eopy. The letter and any replaced
sheet shall be kept in the files of the International
Bureau,

(@) The receiving Office shall promptly transmit a
copy of the letter and any replacement sheet to the
International Searching Authority.

26.5 Qorrection of Certain Blements

{2} The receiving Office shall decide whether the
applicant has submitted the correction within the pre-
scribed time limit. IF the correction has been submitted
within the prescribed time limit, the receiving Office
shall declde whether the international application so
corrected is or is not to be considered withdrawn.

(b} The receiving Office shall mark on the papers con-
taining the correction the date on which it received
such paperg.

26.6 Missing Drawings

{a) If, as provided in Article 14(2), the international
application refers to drawings whieh in faet are not
included in that application, the veceiving Office shall
50 indicate in the said applieation.

(b) The date on which the applicant receives the
notification provided for in Article 14(2) shall have
no effect on the time limit fized under Rule 20.2 (o) (fii).

35 U.8.0. 361. Receiving Ofice. (a) The Patent Office
shall aet as a Receiving Office for International appli-
cations filed by nationals or residents of the United
States. ¥n accordance with any agreement made be-
tween the United States and another country, the Pat-
ent Office may also act as a Receiving Office for inter-
national applieations filed by residents or nationals of
such country who are entitled to file international
applications,

(b} The Patent Office shall perform all acts connected
with the discharge of duties required of a Receiving
Office, including the collection of international fees and
their fransmittal to the International Bureaun,

{e) International applications filed in the Patent Of-
fice shall be in the Puglish language.

{d) The basic fee poriion of the international fee,
and the transmittal and search fees prescribed under
section 878(a) of this part, shall be pald on filing of
an international application. Payment of designation
fees may be made on filing and shall be made not later
than one year from the priority date of the interna-
fional application.

87 OFR 1412 The United Stales Receiving Ofice. (a)
The United States Patent and Trademark Office i3 &
Receiving Office only for applicants who are residents
or nationals of the United States of America.

(b} The Patent and Trademark Office, when acting
as a Recelving Offlce, will be identified by the full title
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“United States Receiving Office” or by the abbreviation
“RO/UB."”

(c) The major funetions of the Receiving Office
include:

(1) Aceording of international filing dates to inter-
national applications meeting the requirements of POT
Art, 11(1), and POT Rule 20;

(2) Assuring that international applications meet
the standards for format and content of PCT Art. 14(1),
PCT Rule 9, 26, 20.1, 37, 88, 91, and portions of POT
Rules 3 through 11;

(3) Qollecting and, when required, transmitting fees
due for processing international applications (POT
Rule 14, 15, 18) ;

{4) Transmitting the record and search copies to the
International Bureau and International Bearching Au-
thority, respectively (POT Rules 22 and 28); and

(5) Determining compliance with applicable reguire-
ments of Part 5 of this chapter.

POT ADMINISTRATIVE INSTRUCTIONS Sporiox 105
Several Applicants

Where any international application indicates as ap-
plicants several persons, it shall be sufficient, for the
purpose of identifying that application, to indicate, in

4483
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ary Form or correspondence relating to sueh applica-
tion, the name of the applicant first named in the
request. v

POT ADMINISTRATIVE INSTRUCTIONS SEOTION 301

Notifieation of Receipt of Purported International
Application

Any receiving Office may notify the applicant of the
receipt of the purported international application. The
notification should indicate the date of actual receipt,
the international application number of the purported
international application referred to in Section 307
and the applicant’s file reference, where available, as
well as, where useful for purposes of identification, the
title of the invention,

POT ADMINISTRATIVE INSTRUCTIONS SECTION 305
Identifying the Oopies of the Infernational Application

(a) Where, under Rule 11.1(¢), the infernational
application has been filed in one copy, the receiving
Office shall, after preparing under Rule 21.1(g) the
additional copies required under Article 12(1), mark,

(i) the words “RECORD COPY"” in the upper lefi-
hand corner of the first page of the original copy,
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(if) in the same space on one additional copy, the
words “SEARCH COPY,” ard

(iii) in the same space on the other such copy, the
words “HOME COPY,” or their equivalent in the
language of the international application.

(b} Where, under Rule 11.1(3), the international
application has been filed in more than one Copy, the
receiving Office shall choose the copy most suitable for
reproduction purposes, and mark the words “RECORD
COPY,” in tihe upper left-hand corner of it first page.
After verifying the idenfity of any additional ‘copies
and, if applicable, preparing under Rule 21.1{b) the
Iome copy, it shall mark, in the upper left-hand corner
of the first page of one such copy, the words SSEARCH
COPY,” and, in the same space on the ofher such copy,
the words “HOME COPY,” or their equivalent in the
language of the international application.

POT ApMINISTRATIVE INSTRUCTIONS SEcTiON 807
System of Numbering International Applications

‘Papers purporting to be an international application
under Rule 20,1 sha}l be marked with the international
application number, consisting of the letters POT, a
slant, the two-letter eode, as in Anner B, indicating the
receiving Office, a two-digit Indication of the last two
rumbers of the year in which such papers were first
received, a slant and a five-diglt number, allotted it
sequential order eorresponding to the order in which
the international applications are received (e, “PCT/
SUTR/00001"), However, if a negative determination is
made under Rile 20.7 or a declaration is made under
Article 14(4), the letters “POT" shall be deleted by the
recelving Office from the indication of the international
applcation number on any papers marked previously
with that number, and the said@ number shall be used
without such letters in any future correspondence re-
lating to the purported international application.

“POT APMINISTRATIVE INSTRUCHIONS SecrioN 303
MHarking of the Sheets of the I'nternational Application

(a) The receiving Office shall indelibly mark; so as
to admit of direct reproduction in any of the manners
set forth in'Rule 11.2(e), the international application
number referred to in Section 807 in the upper right-
hand cornier of each sheet of each copy of the purported
international application.

{b) The data to be ind@icated on any replacement
sheet under Rule 26.4(b) shall be indelibly marked by
the recelving Office, 50 as to admit of direct reproduc-
tion in any of the manners set forth in Rule 11.2(e),
in the upper right-hand corner of each replacement
sheet,

POT ADMINISTRATIVE INSTRUCTION SECTION 316

Procedure in the Case where the Interngtional
Application Lacks the Prescribed Signuturce

Where, under Article 14(1) (@) (i), the receiving Of-
fice finds that any international application is defective
in that it lacks the prescribed signature, that Office
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shall send to the applicant, together with the invita-
tion to correct under Article 14(1){b), a copy of the
request part of the international application. The ap-
plicant shall, within the prescribed time limit, return
said copy after affixing thereto the prescribed
signature.

The main procedural steps that any interna-
tional application goes through in the Unitéd
States Receiving Office are the following:

(i) the international application and the
related fees are received by the Receiving Of-
fice (PCT Axrticle 10) ;

(ii) the international application is
checked by the Receiving Office to determine
‘whether it meets the requirements prescribed
by the PCT as to whether a filing date may be
granted, fees due on filing are paid in full,
whether the priority claim is acceptable, and
whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 410 and 35
U.S.C. 861(d) ). The checks performed by the
Receiving Office are of a formal nature and
do not go into the substance of the invention;

(iii) where the checks by the United States
Receiving Office show that the international
application does not meet the requirements
for a filing date or other matters are missing,
that Office immediately communicates with
the applicant in order to obtain any possible
necessary corrections (PCT Articles 11(2)
(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where—possibly after correction—the
velevant checks by the Receiving Office show
that the international application meets the
requirements for the granting of a filing date,
an international filing date is accorded to the
international application by the Receiving
Office (PCT Axticles 11(1) and 11(2)(b),
and PCT Rules 20.3, 204, and 20.5} ) ;

(v) the United States Receiving Office con-
tacts the applicant or agent by telephone and
discusses any . formal defects and necessary
corrections. Receiving Office checks do not go
into the substance of the invention when de-
fects under Article 14(1) exist, the Receiving
Office will set a time limit for response, which
is usually one month. ,

(vi) copies of the infernational applica-
tion and other documents related thereto are
prepared and transmitted by the United

‘States Receiving Office to the International

Searching Authority and to the International

Bureau so that these Authorities may carry

out the procedural steps for which they are

responsible in the further processing of the

international application (PCT Article 12

and PCT Rules 22, 28, 24, and 25).
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Wuere To Fr

The United States Receiving Office is located
in Crystal Plaza, Arlington, V%rginia, Buildin
2, Room 4-C-08. International applications an
related papers may be deposited directly with
the United States Receiving Office or mailed to:
Commissioner of Patents and Trademarks, Box
PCT, Washington, D.C. 20231. It should be
noted that the Certificate of mailing practice
does not relate to the filing of International ap-
plications or related papers 37 CFR 1.8), The
United States Receiving Office staff is available
to offer guidance on PCT requirements and
procedures. In person, telephone or written in-
quiries are welcome. Telephone inguiries should
be directed to (708)557-2008, Written inquiries
should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231,

1845.01 Travsmitial of Record Copy
PCT Arricrz 12

Pransmitiol of the International Application to the I'n-
ternationel Burequw and the Internationel Seqrching
Authority

(1) One copy of the international application shall
be kept by the receiving Office (“home copy”}, one
copy (“record copy”) shall be transmitfed to the In-
ternational Bureau, and another copy (“search copy”}
shall be {ransmitted to the competent International
Searching Authority referred to in Article 18, as pro-
vided in the Regulations,

(2) The record copy shall be considered the true copy
of the international appliestion.

{3) The international applcation shall be considered
withdrawn if the record copy has not been received by
the International Bureau within the prescribed time
limit, .

PCT Ruis 21

Preparation of Copies
21.1 Responsibility of the Receiving Office

{a) Where the international application is required
to be filed in ome copy, the receiving Office shall he
responsible for preparing the home copy and the search
copy required under Article 12(1),

(b) Where the international application is required
to be filed in two copies, the receiving Office shall be
responsible for preparing the home copy.

(e} If the international application is filed in less
than the number of copies required under Rule 11.1(b),
the receiving Office shall be responsible for the prompt
preparation of the number of copies required, and
ghall have the right to fix o fee for performing that
task and to colleet such fee from the applicant.
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POT Rure 22
Trangmittal of the Record Copy

22.1 Procedure

(a} If the determination under Article 11(1) is
positive, and unless preseriptions concerning national
securify prevent the Intermational application from
heing treated as sueh, the receiving Office shall trans-
mit the record copy to the International Bureau. Such
transmittal shall be effected promptly after receipt of
the international application or, if a check to preserve
national security must be performed, as soon as the
necessary clearance has been obtained. In any case,
the receiving Office shall transmit the record copy in
time for it to reach the International Bureau by the
expiration of the 13th month from the priority date.
If the transmittal is effected by mail, the receiving
Office shall mail the record copy not later than 5 days
prior to the expiration of the 18th month from the
priority date.

{b} If the applicant is not in possession of the noti-
fication of receipt sent by the International Bureau
under Rule 24.2(a} by the expiration of 13 months and
10 days from the priority date, he shall have the right
to ask the receiving Office to give him the record copy
or, ghould the receiving Office allege that it has trans-
mitted the record copy to the International Bureau, a
certified copy based on the home copy.

{e) The applicant may transmit the copy he has
received under paragraph (b) to the International
Buresu. Unless the record copy transmitted by the
receiving Office has been received by the International
Bureau before the receipt by that Bureau of the copy
transmitted by the applicant, the latter copy shall be
considered the record copy.

22.2 Alternative Procedure

(a) Notwithstanding the provisions of Rule 22.1, any
receiving Office may provide that the record copy of
any international application filed with it shall be
transmitted, at the option of the applicant, by the re-
ceiving Office or through the applicant. The receiving
Office ghall inform the International Bureau of the
existence of any such provision.

(b) The applicant ghall exercigse the option through
a written notice, which he shall file together with the
international application. If he fails to exercise the
said option, the applicant shall be considered fo have
opted for transmittal by the receiving Office.

(¢) Where the applicant opts for transmittal by the
receiving Office, the procedure shall be the same as
that provided for in Rule 22.1.

(d) Where the applicant opts for {ransmittal
through him, he shall indicate in {he notice referred
to in paragraph (b) whether he wishes to collect the
record copy at the receiving Office or wishes the re-
ceiving Office fo mail the record ecopy to him. If the
applicant expresses the wish to collect the record copy,
the receiving Office shall hold that copy at the disposal
of the applicant as soon as the clearance referred to in

SN
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Rule 22.1(2) has been obtained and, in any case, in-
cluding the case where a check for such clearance must
be performed, not later than 10 days before the expira-
tion of 13 months from the priority date, If, by the
expiration of the time limit for receipt of the record
copy by the International Bureau, the applicant has
not collected that copy, the receiving Office shall notify
the International Bureau accordingly. If the applicant
expresses the wish that the receiving Office mail the
record copy to him or fails fo express the wish to
collect the record copy, the receiving Office shall mail
that copy to the applicant as soon as the clearance
referred to in Rule 22.1(a) has been obtained and, in
any case, including the ease where a check for such
clearance must be performed, not later than 15 days
before the expiration of 18 months from the priority
date,

{e) Where the receiving Office does not hold the
record copy at the disposal of the applicant by the
date fixed in paragraph (d), or where, after having
asked for the record copy to be mailed to him, the ap-
plicant hag not recelved that copy at least 10 days
before the expiration of 13 months from the priority
date, the applicant may transmit a copy of his infer-
national application to the International Bureau. This
copy (“provisional record copy”) shall be replaced by
the record copy or, if the record copy has been lost, by
a substitute record copy certified by the receiving
Office on the basis of fhe home copy, as soon as
practicable and, in any case, before the expiration of
15 months from the priority date.

223 Time Limit under Article 12(3)

{a} The time Hmit referred to in Article 12(8) ghall
be:
(i} where the procedure under Rule 22.1 or Rule
22.2(¢) applies, 15 months from the priority date;
(ii) where the procedure under Rule 22.2(d)
applies, 14 months from the priority date, except
that, where a provisional record copy is filed under
Rule 22.2(e), it shall be 14 months from the priority
date for the filing of the provisional record copy, and
15 months from the priority date for the fling of
the record copy.

22.4 Statz‘stics'Ooncemiﬂg Non-Complionce with Rules
22.1 and 22.2
The number of ingtances in which, according to the
knowledge of the International Bureau, any receiving
Office has not complied with the requirements of Rules
221 and/or 22.2 shall be indicated, once a year, in the
Gazette.

22.5 Documendis
Application
Any power of attorney and any priority document
filed with the international application referred to in
Rule 3.3(a) (ii) shall accompany the record copy; any

Filed with the Interngtional
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other document referred to in that Rule shall be sent
only at the specific request of the International Bu-
reaun. If any document referred to in Rule 3.3(a) (ii)
which is indicated in the cheek list as accompanying
the international application is not, in fact, filed at the
Iatest by the time the record copy leaves the receiving
Office, that Office shall so note on the check list and the
said indieation shall be considered as if it had not been
made.
POT Ruie 23

Transmittal of the Search Uopy

23.1 Procedure

{(a) The search copy shall be transmitted by the re-
eeiving Office to the International Searching Author-
ity at the latest on the same day as the record copy
is fransmitted to the International Bureau or, under
Rule 22.2(4), to the applicant. '

(b} If the International Bureau has not received,
within 10 days from the receipt of the record copy,
information from the International Searching Au-

- thority that that Authority is in possession of the

search eopy, the International Bureau ghall promptly
transmit a eopy of the international application to
the International Searching Authority. Unless the In-
ternational Searching Authority has erred in alleging
that it wag not in possession of the search copy by
the expiration of the 13th month from the priority
date, the cost of making a copy for that Authority
shall be reimbursed by the receiving Office to the In-
ternational Bureau.

(¢} The number of instances in whieh, according to
the knowledge of the International Buresu, any re-
ceiving Office has not complied with the requirement
of Rule 23.1(a) shall be Indicated, once a year, in the
Gazette.

POT ADMINISTRATIVE FNSTRUCTIONS SEcrioN 315
Notification of Non-Collection of Record Copy

Where, under Rule 22.2(d), the receiving Office has,
in aceordance with the applicant’s wish, held the
record copy at the disposal of the applicant, and the
applicant has not collected that copy by the expira-
tion of the time limit for receipt of that copy by the
International Bureawn, the receiving Office shall notify
the applicant accordingly,

87 OFR 1.)61 Procedures for transmittal of record
copy to the International Bureau. (a) Transmitial of
the record copy of the international application to the
International Bureau shall be made, at the option of
the applicant, either by the United States Receiving
Office or by the applicant. Subject to paragraph (b)
of this section, any applicant who chooses to make
guch transmitial personally shall notify the Unifed
States Recelving Office to that effect ia writing, by
way of a notice filed together with the international
application. Such notice shall also state whether the
applicant wishes to collect the record copy at the
United States Recelving Office or {o have the record
copy malled direetly to him. The record copy of an
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international application which was filed without
being accompanied by such notice will be transmitted
to the International Bureau by the United States Re-
celving Office (PCT Rule 22).

(b) An applicant may transmit the record copy to
the International Bureau as provided in PCT Rule
22.2 only if the international application is filed with
the United States Receiving Office before the expira-
tion of 11 months from the priority date.

{e} No copy of an international application may
be transmitted to the International Bureau, a foreign
Designated Qffice, or other foreign authority dy the
United States Receiving Office or the applicant, unlesy
the applicable requirements of Part 5 of this chapter
have been satisfied.

The PCT provides for two alternative pro-
- cedures for the transmittal of the record copy.
For full details see PCT Rules 22.1 and 22.2,

(i) Under the first alternative, which con-
stitutes the normal procedure, the transmitial
of the record copy and documents filed there-
with (PCT Rule 22.5) are effected by the
United States Receiving Office, which noti-
fies the applicant of the date of transmittal
on form PCT/RO/182. The International
Bureau, upon receipt of the Record Copy,
promptly notifies the applicant using form

(PCT/1B/3801) that it has received the record
copy (PCT Article 12(1) and PCT Rules
22.1 and 24.2(a)).

(i1) Under the second alternative, only ap-
plied in the case of international applications
filed. prior to the expiration of 11 months
from the priority date, the applicant may, at
his option, effect the transmittal of the record
copy himself (PCT Rule 22.2 and 87 CFR
1.461(a) and (b)).

If the applicant has not reecived notification
from the International Bureau that the record
copy has been received within 18 months and
10 days from the priority date, he may assume
that the record copy has not reached the In-
ternational Burean and he may ask the Re-
ceiving Office to give him the record copy or
a certified copy based on the home copy and
send it himself to the International Bureau
(PCT Rules 22.1(b) and (c))}. The record
copy must, in this case too, reach the Interna-
tional Bureau not later than 15 months from
the priority date (PCT Rule 22.3), Under
this alternative the Record Copy must be
made available to the applicant to send to
the International Bureau within time limits
specified in PCT Rule 22.2(d). The applicant
must assure that the Record Copy or an ac-
ceptable substitute, specified in PCT Rule
22.2(d) is received by the International Bu-
reau by 13 months after the expiration of the
priority date. In most instances, if a sub-
stitute Record Copy has been filed with the

Rev. 4, Oct. 1980
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International Bureau, the Record Copy it-
self must also be filed before the expiration
of 15 months from the priority date.

(iil) The international fees will also be for-
warded to the International Bureau by the
Receiving Office (85 U.S.C. 42). Since the ap-
plicant is required to file only one copy of the
international application in the United States
Receiving Office (37 CFR 1.438), the United
States Receiving Office will prepare the
“Search Copy” for the International Search-
ing Authority and the “Home Copy” for its
own records (PCT Rule 21.1 and Administra-
tive Instructions Section 805(a) ).

SareGUARDS For AssURING TiMany RECEIPT OF
g Recorp Copy

The following steps are being taken by the
United States Receiving Office to insure timely
receipt of the Record Copy by the International
Bureau.

(i) The Record Copy is sent by Registered
Airmail to the International Bureau with
transmittal letter listing contents.

(it) A copy of the Transmittal letter is
mailed separately to the International Bureau
in a business size envelope.

(1ii) The Applicant is informed of the date
of mailing of the Record Copy by letter from
the United States Receiving Office.

(iv) A Telex is sent to the Internationsal
Bureau in (Geneva giving notice of mailing
and the Mail Registration number.

(v) The International Bureau immediately
acknowledges receipt of the Telex by return
Telex to the United States Receiving Office.

(vi) The Applicant is informed of receipt
of Record Copy by the International Bureau.

(vii) The United States Receiving Office is
in telephone contact with the International
Bureau in Geneva at least once a week, at
which time questions are handled and records
are coordinated. _

If for some reason, the Record Copy is not
received by the International Bureau by the ex-
piration of the 13th month from the priority
date, the applicant and the Receiving Office have
two additional months under PCT Rule 22.3(a)
to provide a copy to the International Bureau
before the application is withdrawn under PCT
Article 12(3). [R~4]

1845.02 Correction of Defects Before
the Receiving Office [R~3]
POT Anriore 14

Certain Defects in the Internationgl Appliceiion

(1) {a) The receiving Office shall check whether the
international application contains any of the following
defects, that is to say:
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(i) it is not signed as provided in the Regulations;

(i1) it does not contain the prescribed indications
concerning the applicant;

((1il) it does not containa title;

(iv) it does not contain an abstract;

(v) it does not comply to the extent provided in
the Regulations with the preseribed physical reguire-
mentsy,

{b) If the receiving Office finds any of the said de-
fects, it shall invite the applicant to correct the infer-
national application within the prescribed time limit,
failing which that application shall be consiGered with-
drawn and the receiving Office shall so declare.

(2) If the international application refers to draw-
ings which, in fact, are not included in that application,
the receiving Office shall notify the applicant accord-
ingly and he may furnish them within the prescribed
time limit and, if he does, the international filing date
shall be the date on which the drawings are received
by the receiving Office, Otherwise, any reference to the
said drawings shall be considered non-existent.

(8) (a) If the receving Office findg that, within the
prescribed time limits, the fees prescribed under Arti-
cle 3(4) (iv) have not been paid, or no fee prescribed
under Article 4(2) has been pald in respect of any of
the designated States, the international application
shall be considered withdrawn and the receiving Office
shall so declare,

(b} If the recelving Office finds that the fee pre-
seribed under Article 4(2) has been paid in respect of
one or more {but Tess than all) designated States within
the prescribed time lmit, the designation of those States
in respect of which it has not been paid within the
prescribed time Hmit shall be considered withdrawn
angd the receiving Office shall so declare.

(4y If, after having accorded an international filing
date to the international application, the recelving Of-
fice finds, within the prescribed time limit, that any of
the requirements listed in ifems (i) to (ili) of Article
11(1) was not complied with at that date, the said
application shall be considered withdrawn and the re-
celving Office shall so dectare,

PCT Rure 20

Internaiional Applications or Designetions Congidered
Withdrawn under Article 14(1), (3} or (§)
28.1 Finding by Receiving Office
{a) If the receiving Office declares, under Article
14(1) (b) and Rule 26.5 (fallure fo eorrect cerfain de-
fects), or under Article 14(3)(a) (failure to pay the
prescribed fees under Rule 27.1(a)), or under Article
14(4) {(later finding of non-compliance with the re-
quirements listed in items (1) to (iii) of Article 11
(1)), that the international applieation iz considered
withdrawn:
(i) the reeceiving Office shall {ransmit the record
copy (unless already transmitfed), and any eorrec-

tion offered by the applicant, to the Infernational
Bureau;
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{ii} the recelving Office shall promptly notify both
the applicant and the Intermational Bureau of the
said declaration, and the International Bureau shali
in turn notify the interested designated Offices;

{iii} the receiving Office shall nof fransmit the
search copy as provided in Rule 28, or, if such copy
hag already been transmitted, it shall notify the In-
terational Searching Authority of the said declara-
tion;

(iv) the International Bureau shall not be re-
quired to notify the applicant of the receipt of the
record copy.

{b) If the receiving Office declares under Article
14(8) (b) (failure to pay the prescribed designation
fee under Rule 27.1(b)) that the designation of any
given State is considered withdrawn, the receiving Of-
fice ghall promptly notify both the appHeant and the
International Bureau of the said declaration, The In-
ternational Burezu shall in turn notify the interested
national Office.

29.2 Pinding by Designated Office

Where the effect of the international applieation
ceases in any designated State by virtue of Article
24.(1) {iii}, or where such effect is maintained in any
designated State by virtue of Article 24(2), the com-
petent designated Office shall prompily notify the In-
termational Bureau accordingly.

28.83 Calling Certain Facts io the Atiention of the Re-
ceiving Office

If the International Bureau or the International

Searching Awuthority considers that the receiving Of-

fice should make a finding under Article 14(4), it shall

call the relevant facts to the attention of the receiving
Office.

20.4 Notification of Intent to Make Declaration under
Article 1i{4)

Before the receiving Office issues any declaration un-
der Article 14(4), it shall notify the applicant of its
intent fo issue such declaration and the reasons there-
for. The applicant may, if he disagrees with the tenta-
tive finding of the receiving Office, submit arguments
to that effect within 1 month from the notification.

POT Ruoie 30
Time Limit Under Article 14(})
30.1 Time Limit
The time limit veferred to in Article 14(4) shall be
4 months from the international filing date.
PCTF Ruiz 32

Withdrawal of the International Application or of
Destgnotions

32.1 Withdrawals

{a) The applicant may withdraw the international
appHeation prior to the expiration of 20 months from
the priority date except as to any designated State in
which national processing or examination bag already
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started. He may withdraw the designation of any des-
ignated State prior to the date on which processing or
examination may start in that State.

(b) Withdrawal of the designatien of all designated
States shall be treated as withdrawal of the interns-
tional application.

() Withdrawal shall be effected by a signed notlce
from the applicant to the International Bureau or, if
the record copy has not yet been sent to the Imterna-
tional Bureau, to the receiving Office. In the case of
Rule 4.8(b), the notice shall require the signature of
&il the applicants,

(d) Where the record copy hag already been sent
to the International Bureau, the fact of withdrawal,
together with the date of receipt of the notice effecting
withdrawal, shall be recorded by the International Bu-
reau and promptly notified by it to the receiving Of-
fice, the applicant, the designated Offices affected by
the withdrawsal, and, where the withdrawa}l concerns
the international application and where the interna-
* tional search veport or the declaration referred to in
Article 17(2) (a2} has not yet issued, the International
Searching Authority.

PCT ADMINISTRATIVE INSTRUCTIONS SWOTION 204

Corrections Submitted to the Recelving Ofice Concern-
ing Hapressions, ete., not to be used in the Interna-
tional Application

Where the applicant submits eorrections to the re-
ceiving Office aimed at complying with the preserip-
tions of Rule 9.1, that Office shall, if copies of the in-
ternational application have not yet been transmitted
to the International Bureau and the International
Searching Authority, attach copies of such corrections
to the international application. If copies of the inter-
national application have already heen transmitted,
the receiving Office shall transmit copies of such cor-
rections to the said Bureau and the said Authority.

PCT ApMINISTRATIVE INSTRUCHIONS SECTION 800
Procedure in the Case of Later Submitted Sheets

(a) The receiving Office shall indelibly mark, so as
to admit of direct reproduction in any of the manners
set forth in Rule 11.2 (¢}, any sheet received on a date
later than the date on which sheets were first received
with the date on which it recelved that sheet, inserted
immediately below the internationsal application num-
ber referred to in Section 307.

(b) The receiving Office shall, in the case of later
submitted sheefs received within the tlme limits re-
ferred to in Rule 20.2(e) (i) and (ii) :

(i) effect the required correction of the interna-
tional filling date, or, where no international filing
date hag yet been accorded, of the date of receipt of
the purported international application ;

(i) notify the applicant of the correction effected
under item (1) above;

(iii} where transmittals under Article 12(1} have
already been made, notify the Interpational Burean
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and the International Searching Authority of any
correction effected under item (i) above, by trans-
mitting a copy of the corrected first page of the
request, and forward copies of the later submitted
gheets to the said Bureau and the said Authorlty;

(iv) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted sheets to the record copy and the search copy.
(e¢) The recelving Office shall, in the case of later

submitted sheets received after the expiration of the
time limits referred to in Rule 20.2(e) (i) and (ii) ;

(1) notify the applicant of that fact and of the
date of receipt of the later submitted sheets;

(1) where transmittals under Article 12(I) have
already heen made, forward a copy of the later sub-
mitted sheets to the International Bureau with the
indication that such sheets are not to be taken into
consideration for the purposes of international
processing ;

(iii) where transmittaly under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted sheets to the record copy with the indication
that such sheets are not to be taken into considera-
tion for the purposes of international processing.

POT AvMINIsTRATIVE INSTRUCRIONS Seorionw 311

Renumbering of Sheets of the International
Application

(a) The receiving Office shall, subject to Section 207,
sequentially renumber the sheets of the international
application when necessitated by the addition of any
new sheet, the deletion of entire sheets, a change in the
order of the sheets or any other reason.

(b) The sheets of the international application shall
be provisionally renumbered in the following manner:

(1) when a sheet is deleted, the recelving Office
shall either include a blank sheet with the same num-
ber and with the word “deleted,” or its equivalent in
the language of the international application, below
the number, or insert, in brackets, below the number
of the following sheet, the number of the deleted
sheet with the word “deleted” or its equivalent in
the language of the international application:

(ii) when a sheet is substituted, the receiving Ofe
fice shall write below the number of the new sgheet
the word “substitute” or its equivalent in the lan-
gauge of the international application ;

(1) when one or more gheets are added, each
sheet ghall be identifled by the number of the preced-
ing sheet followed by an oblique stroke and then by a
natural number series, starting always with number
one for the first sheet added after an unchanged
sheet (e.g., 10/1, 15/1, 15/2, 15/8, ete.). When later
additions of sheets to an existing series of added
sheets are necessary, an extra digit shall be used for
identifying the further additions (e.g. 15/1, 15/1/1,
15/1/2, 15/2, ete.).

(e} In the cases mentioned in (i) and (iil) above, it
i recommended that the receiving Office should write,
below the number of the last sheet, the total number of
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the sheets of the international application followed by
the words “TOTAL OF SHEETS" or their equivalent
in the language of the international applieation. It is
further recommended that, at the boitom of any last
sheet added, the words “LAST ADDED SHERT” or
their equmivalenl in the language of the international
application should be inserted.

POT ADMINISTRATIVE INSTRUCTTONS SECIioN 312

Notification of Decision not to Issue Declaration that
the International Application is Considered Wiih-
. draan

Where the receiving Offices, after haviag notified
the applicant under Rule 284 of its intent to issue a
declaration under Article 14{4), decides not to issue
sach a declaration, it shall notify the applicant ac-
cordingly.

37 OFR 1.471 Corrections and amendments during
mternational processing. {a) All corrections submitted
to the United States Receiving Office must be in the
form of replacement sheels and be accompanied by a
letter that draws attention to the Qifferences helween
the replaced sheets and the replacement sheets, except
that the deletion of lines of text, the correction of
simple €ypographical errors, and one addition or
change of not more than five words per sheet may be
stated in a letter and the United States Receiving
Office will make the deletion or transfer the correction
to the internafional application, provided that such
corrections do not adversely affect the clarity and di-
rect reproducibility of the application (PCT Rule
26.4).

{h) Amendments of claimg submitted to the Interna-
tional Bureau shall be ag preseribed by PCT Rule 46,

Derrcrs IN THE INTERNATIONAL APPLICATION
Waicr May s CorrECTED

The following defects must be corrected be-
fore an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s
attention to these defects and to invite correc-
tion thereof. The time limit for filing the cor-
rection is fixed by the Receiving Office. It can-
not be less than 10 days or more than one month
from the date of the invitation to correct (PCT
Rule 20.6(b)).

(i) The International application does not
designate at least one Contracting State.

(i) The international application does not
contain the name of the applicant or does not
contain at least those minimal indications con-
cerning the name of the applicant which are in-
dicated in PCT Article 11 (1) (i11) (¢) and PCT
Rule 20.4(Db).

(iii) The international application does not
contain a part which, on the face of it, appears
to be a description or a part which, on the face
of it, appears to be a claim or claims (PCT
Article 11(1) (iii) (d) and (e)).
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(iv) The agplicant obviously lacks, for
reasons of not being a resident or national of
the United States of America, the right to file
an international application with the United
E‘(apjft’)ces Receiving Bfﬁce (PCT Article 11(1)

i)).
(v) The international application is not in
the English language which must be used for
international applications filed with the United
E(E_t?jt;as Receiving, Office (PTC Article 11(1)

i)).

{vi} The international application does not
contain an indication that it is intended as an
i(ag;:_e)r?a;:i)onal application (PCT Article 11(1)

ii)(a)).

-The following defects must be corrected with-
in the time period set by the United States Re-~
ceiving Office in the invitation to correct (form
PCT/RO/106) to prevent withdrawal of the in-
ternational application (PCT Rule 26.5). If the
correction is timely presented the filing date
will not be changed and the application will
not be withdrawn,

(i) Where the Receiving Office finds that the
international application ¢s not signed (PCT
Article (14) (1) (a) (1) and PCT Rules 2, 3, 4.1
(d) and 4.15). The time limit for correction is
fixed by the Receiving Office. Tt must be reason-
able under the circumstances; it cannot be less
than one month and normally not more than
two months from the date of the invitation to
correct. Such invitation together with a copy of
the unsigned Request are issued by the Receiv-
ing Office as soon as possible after the receipt of
international application (PCT Article 14(1)
(b), PCT Rule 26.2) and Administrative In-
structions Section 316.

(i1} The applicant must return the copy of
the Request, properly signed, within the pre-
scribed time limit. Where the Receiving Office
finds that the international application does
not contain the name of the applicant in the
prescribed way or the prescribed indications
concerning the applicant (other than those
specified in Rule 20.4 (b) (ii}. These indications
include, in particular, the applicant’s address,
residence and nationality (PCT Article 14(1)
(a) (it) and PCT Rules 4.4 and 4.5},

(iii) Where the Receiving Office finds that
the international application does not contain
a title (that is, a title for the claimed invention)
(PC('{)) ;&rtie}e 14(1)(a) {iv) and PCT Rule
26.1 .

(iv) Where the Receiving Office finds that the
international application does not contain an
abstract (PCT Axrticle 14(1) (a) (iv) and PCT
Rule 26.1(b).

(v) Where the Receiving Office finds that the
international application does not comply, to
the extent provided for in the Regulations, with
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the prescribed physical requirements (PCT
Article 14(1){a) (v) and PCT Rules 11 and
26.3). The physical requirements are provided
for m detail in PCT Rule 11, Compliance with
them must be checked to the extent that compli-
ance therewith is necessary for the purpose of
reasonably uniform internstional publication.

(vi) Where the Receiving Office finds that
any of the drawings referred to in the interna-
tional application are, in fact, not included in
that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such
drawings is 30 days from the date on which in-
complete papers were veceived by the Receiving
Office (PCT Rule 20.2(a) (iil) ). It should be
carefully noted that when missing drawings are
received within 80 days they will be entered
into the application papers, however, the date of
recelpt of the application will be amended to
reflect the date on which the missing drawings
were received. The United States Receiving Of-
fice will notify the applicant of any missing
drawings on form PCT/RO/107. Detailed pro-
cedures in the case where drawings are missing
are set forth in Section 810 of the PCT Admin-
istrative Instructions.

{vil) Where the Recelving Office finds that
sheets of the description or claims are missing,
the procedures are similar to those in (vi)
above; and are set forth in detail in PCT Rule
20 and Section 309 of the PCT Administrative
- Instructions. :

(viii} If the Receiving Office finds that the
priority claim fails to meet the requirements of
Rule 4.10(b) in that the name of the country
of filing or the date of filing of the earlier ap-
plication are missing, the priority claim is con-
sidered not to have been made and the applicant
is notified accordingly on form PCT/R0O/121,
?() PQ()ET Administrative Instructions Section

02},

(ix) If the Receiving Office finds that the
claimed priority date does not fall within the
period of one year preceding the International
filing date, it will invite the applicant to amend
or cancel the priority claim using form PCT/
RO/116 (PCT Rule 410(d)). The applicant
has one month to respond by amending or can-
celing the priority claim. I'f no response istimely
received, the Receiving Office will cancel the
priority claim ex officio {Administrative In-
structions Section 814). The amendment, or can-
cellation of the priority claim will be acknowl-
edged using forms PCT/RO/111.

PresexraTion op CoRRECTIONS

According to the nature of the defect, the cor-
rection may be stated in a letter only or may
have to be filed in the form of a replacement
sheet or replacement sheets accompanied by a
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letter (37 CFR 1471). The details are provided
for in PCT Rule 26.4. Any correction must be
in the English language (PCT Rule 12.2). As
to the signature and other requirements of such
letters, see PCT Rule 92.1. The Receiving Office
must inform, and where necessary, transmit
copies of replacement sheets to the International
Searching Authority.

Clonsequencns oF tan Correcrion or Drrecrs

Where the correction is filed with the Receiv-
ing Office within the prescribed time limit and
is found acceptable, the international applica-
tion will be considered valid (PCT article 11
(2} (b)). If the correction relates to any of the
defects referred to in PCT Axticle 11(1) and
14(2), the international filing date will be the
date on which the correction was recetved; if it
relates only to any of the defects referred to in
Axticle 14.(1), the international filing date will
be the date on which the international applica-
tion was received by the Receiving Office.

Consequewers or Notr Corrrcrrne Dereors

Where an acceptable response or correction
is not filed within the prescribed time limit, the
international application: ‘

(1) will not be treated as an international
application (and, consequently will not be
accorded an international filing date) if the
defect is one of those referred to in PCT Ar-
ticle 11(1) and PCT Rule 20.7;

(i1} will be treated as withdrawn if the de-
fect is one of those referred to in POT Article
14{1) and PCT Rule 26.5. In the case of a de-
fect of this kind referred to in PCT Article
14(2), which remains uncorrected, the ref-
erence to the (missing) drawing(s) in the
international application will be considered
non-existent. Missing sheets will not be en-
tered into the application if not received
within 80 days of the receipt of incomplete
papers (PCT Rule 20.2(a) (1) and PCT Ad-
ministrative Tnstructions Section 309) ;

(111) if the priority claim fails to meet the
requirements of PCT Rule 4.10(b), the pri-
ority claim is considered not to have been
made and the applicant is notified accord-
ingly (Administrative Instructions Sec-
tion 802).

1845.03 Correction of Obvieus FEr-
rors of Transeription
PCT Rurs 91
Obvious Errors of Tronscription

81.1 Rectification
{2) Subject to paragraphs (b) to (&), obhvious er-
rors of trangcription in the international application or

N

/‘ ™,
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other papers submitted by the applicant may be recii-
fied.

{b) Errors which are due to the fact that something
other than what was obviously intended wag written in
the international applieation or other paper shall be
regarded as obvious errors of transcription. The recti-
fication itself shall be obvious in the sense that anyone
would immediately realize that nothing else could have
been intended than what iz offered as rectification.

(¢) Omissions of entire elements or sheets of the
international application, even if clearly resulting from
inattention, at the stage, for example, of copying or
assembling sheets, shall not be rectifiable.

(d) Rectification may be made on the request of
the applicant. The authority having discovered what
appears to be an obvious error of transcription may
invite the applicant to present a reguest for rectifica-
tion as provided In paragraphs (e) fto (g).

(e) No rectification shall be made exeept with the
express authorigation:

(i) of the recelving Office if the error is in the
request,

(i1} of the International Searching Authority if
the error is in any part of the international applica-
tion other than {he request or in any paper submitted
to that Authority.

(iii) of the International Preliminary HExamining
Authority if the error is in any part of the Inter-
national application other than the reguest or in
any paper submitted fo that Authority, and

(iv) of the International Bureau if the error is in
any paper, other than the international application
or amendments or correctionsg to that applieation,
submitted to the International Bureau.

(f) The date of the authorization shall be recorded
in the fileg of the international application.

{g} The authorization for rectification referred to
in paragraph {(e) may be given until the following
events cceur:

(i) in the case of authorization given by the re-
ceiving Office and the International PBureau, the
communication of the international application under
Article 20;

" (i1} in the case of authorization given by the In-

ternational Searching Authority, the establishment

of the international search report or the making of

a, declaration under Article 17(2){a);

(ifi) in the case of authorization glven by the In-
ternational Preliminary Examining Authority, the
establishment of the international preliminary ex-
amination report.

(h} Any authority, other than the International
Bureau, which authorizes any rectlfication shall
promptly inform the International Bureaun of such
rectification.

— 912 Manner of Corrying Out Rectifications

The Adminisirative Instructions prescribe the man-
ner in which rectifications of obvious errors of tran-

Ly seription shall be made and the manner in which they
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ghall be entered in the flle of the infernational
application.

PCT RuLe 92

Correspondence

92.1 Need for Lelier and for Signature

{a) Any paper submitted by the applicant in the
course of the internationzl procedure provided for in
the Treaty and these Regulations, other than the inter-
national application itgelf, if not itself in the form of &
letter, be acecompanied by a letter iderntifying the infer-
national application to which it relates. The letter shall
be signed by the applicant.

(b) If the requirements provided for in paragraph
(a) are not compled with, the applicant shall be in-
formed as to the non-compliance and invited {o remedy
the omission within & time limit fixed in the invitation.
The time limit so fixed shall be reasonable in the cir
eumstances ; even where the time limit so fixed expires
later than the time limit applying to the furnishing of
the paper {or even if the latter time Hlmit has already
expired), it shall not be Jess than 10 days and not more
than one month from the mailing of the invitation.
If the omiszion is remedied within the time limit fixed
in the invitation, the omission shall be disregarded;
otherwise, the applicant shall be informed that the
paper has been disregarded.

(¢) Where non-compliance with the requirements
provided for in paragraph (a) has been overlooked and
the paper taken into aecount in the international pro-
cedure, the non-compliance shall be disregarded.

92.2 Language

(a) Subject to the provisions of paragraph (b) and
{e), any letter or document submitted by the applicant
to the International Searching Authority or the Infer-
national Preliminary Examining Authority shall be in
the same language as the International application to
which it relates.

(b) Any letter from the appleant fo the Interna-
tional Searching Authority or the International Pre-
liminary Hxamining Authority may be in a language
other than that of the international application, pro-
vided the said Authority authorizes the use of such
language.

(¢) When a translation ig required under Rule 55.2,
the International Preliminary Examining Authority
may reqguire that any letter from the applicant to the
satd Authority be in the language of that {ranslation.

(dy Any letter from the applicant to the Interna-
tional Bureau sghall be in English or French.

(e} Any letter or notification from the International
Bureau to the applicant or to any national Office ghall
be in Bnglish or French.

92.3 Matlings by Nalional Offices and Intergovern-
mental Orgenizetions
Any document or letter emanating from or trans-
mitted by a national Office or an intergovernmental
organization and constituting an event from the date
of which any time limit under the Treaty or these
Regulations commences, to run ghall be gent by regis-

Rev. 3, July 1980
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tered air mail, provided that surface mail may be used
instead of air mail in cases where surface mail nor-
mally arrives at its destination within 2 days from
mailing or where air mail service is not available.

82.4 Use of Telegraph, Teleprinter, ete.

{a) Notwithstanding the provisions of Rules 11.14
and 92.1(a), but subject to paragraph (b), below, any
document (including any drawing) subsequent to the
international application may be sent by telegraph or
teleprinter or other like means of communication pro-
ducing a printed or written document. Any such docu-
ment $0 sent shall be consldered to have been sub-
migted in a form complying with the requirements of
the said Rules on the day on which it was communi-
cated by the means mentioned above, provided that,
within 14 days after belng so communicated, its con-
tents are furnished in that form; otherwise, the tele-
graphie, teleprinter or other communication shall be
considered not to have been made.

(b} Each national Office or intergovernmental orga-
nization ghall promptly notify the International Bureau
of any means referred to in paragraph (a) by which
it is prepared to receive documents referred to in that
paragraph. The International Bureau shall publish the
information so received in the Gazette as well ag in-
formation concerning the meang referred to im para-
graph (a) by which the International Bureau is pre-
pared to receive any such document, Paragraph {(a)}
shall apply with respect to any national Office or inter-
governmental organization only to the extent the sald
information has been so published with respect to it.
The International Bureau shall publish, from time to
time, in the Gazette, changes in the information pre-
viously published.

POT ADMINISTRATIVE INSTRUCTIONS SEcrion 109

Notifleation of Authorization or Refusal of
Reetification

Any International Authority which authorizes or re-
fuses rectification of obvious errors of transecription
under Rule 81 shall promptly inform the applicant of
such authorization or refusal and, in the case of re-
fusal, of the reasons therefor,

Obvious errors of transcription may be recti-
fied (PCT Rule 91) The Receiving Office of
Searching Authority will inform the applicant
of obvious errors of transcription using form
PCT/RO/108 or PCT ISA /2186, respectively.
The form will indicate to which Authority the
applicant may request rectification of the error.
In general the Receiving Office may authorize
rectification of errors in the Request only. The
Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract
or drawings. The applicant, upon noticing an
error of transcription, may spontaneously pre-
sent a request for rectification to the appro-
priate authority. The Authority will promptly
inform the applicant of the authorization or the

Rev. 3, July 1980
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refusal to authorize the rectification of obvious
errors (POT Administration Instruction Sec-
tion 109}. The forms used by the United States
Receiving Office and the Searching Authority
for authorization or refusal are PCT/RO/109
and POT/ISA /217,

1845.04 Changes in Certain Indica-
tions in the Request [R-3]

PCT RuLe 92518

Changes in Certoin Indicotions in the Reguest or the
Demaond

92bhis. 1 Recording of Changes by the Iniernational

Bureau

The International Bureau shall, on the request of the
applicant or the receiving Office, record changes in the
following indications sappearing in the request or
demand :

(i) person, name, residence, nationality or address
of the applicant,

(ii} person, name or address of the agent, the com-
mon representafive or the inventor.

92bis.2  Notifications
(a) The International Bureau shall give notiflca-
tions concerning changes recorded by it ;

(1) to the receiving Office where the change hag
been recorded on the request of the applicant,

(ii) as long as the international search report or
the declaration referred to in Article 17(2) has not
yet issued, to the International Searching Authority,

(iil) until the expiration of the time limit referred
to in Article 22(1), to the designated Offices,

(iv} as long as the preliminary examination re-
port has not yet {ssued, to the International Prelimi-
nary Examiring Authority,

(v) until the expiration of the time limit referred
to in Article 39(1} (a), to the elected Offices.

(b} A copy of each notification sent under paragraph
(a) shall be sent to the applicant by the International
Bureau.

POT ApMINISTRATIVE INSTRUCTION Srorron 111
Changes in Certain Indications in the Reguest and the
Demand

Any request for the recording of any ehanges referred
fo under Rule 92bis shall be signed by the applicant or,
if the receiving Office requested such change, by the
receiving Office. The request shall clearly identify the
indications the change of which is requested.

1860 The International Searching Au-
thority
POT ArTiCcLE 16
The International Sewrching Authority

(1) International search shall be carried out by an
International Searching Authority, which may be either

]
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a national Office or an intergovernmental organization,
sueh as the International Patent Institute, whose tasks
include the establishing of decumentary search reports
on prior art with respect to inventions which are the
subject of applications.

(2) If, pending the establishment of a single Infer-
national Searching Authority, there are several Infer-
national Searching Authorities, eaeh receiving Office
shall, in aecordance with the provisions of the appli-
cable apgreement referred to in paragraph (8) (b).
specify the International Searching Authority or Au-
thoritles competent for the searching of international
applications filed with such Office.

(8) (a) International Searching Authorities shall be
appointed by the Assembly. Any national Office and any
intergovernmental organization satisfying the require-
ments referred to in subparagraph (¢) may be ap-
pointed as International Searching Autherity.

(b) Appointment shall be conditional on the consent
of the national Office or intergovernmental organiza-
tion to be appointed and the conclusion of an agree-
ment, subject to approval by the Assembly, befween
such Office or organization and the International Bu-
reau, The agreement shall specify the rights and obli-
gations of the parties, in particular, the formal under-
taking by the said Office or organization to apply and
observe all the common rules of international search.

{e) The Regulations prescribe the minimum require-
ments, particularly as to manpower and documentation,
which any Office or organization must satisfy belore it
can be appointed and must continue to satisfy while it
remaing appointed,

(¢) Appointment shall be for a fixed period of time
and may be extended for further periods.

{e) Before the Assembly makes a decision on the ap-
pointment of any nationai Office or intergovernmental
organization, or on the extension of its appeintment,
or before it allows any such appointment to Hpse, the
Assembly shall hear the interested Office or organiza-
tion and seek the advice of the Committee for Technical
Cooperation referred to in Article 56 once that Com-
mittee has been established.

PCT Arptrcie 17

Procedure Before the International Searching
Authority

{1} Procedure before the International Searching Au-
thority shall be governed by the provisions of this

458.1
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Treaty, the Regulations, and the agreement which the

International Bureau shall conciude, subject to this

Treaty and the Regulations, with the said Authority.
{2)(a) If the International Searching Authority

" considers:

{1} that the international application relates to a
subject matter which the International Searching
Authority is not reguired, under the Regulations, 1o
search, and in the particalar case decides not to
gearch, or

(ii) that the deseription, the claims, or the draw-
ings, fail to comply with the preseribed requirements
fo such an exient that a meaningful search could not
be carried out,

the said Authority shall so declare and shall notify the
applicant and the International Bureau that no inter-
national search report will be established.

(b} If any of the situations referred to in subpara-
graph {a} is found teo exist in conmection with certain
claims only, the international seavch report shall so in-
dicate in respect of such claims, whereas, for the other
claims, the said report shall be established as provided
in Article 18,

{3) (a) If the International Searching Authorify con-
siders that the international application does not com-
ply with the reguirement of unity of invention as set
forth in the Regulations, it shall invite the applicant to
pay additional fees. The Internationsal Searching Au-
thority shall establigh the infernational search report
on those parts of the international applieation which
relate to the invention first mentioned in the claims
(“main fnovention) and, provided the reguired addi-
tional fees have been paid within the prescribed time
Hmit, on those partz of the international application
which relate to inventions in respect of which the said
fees were paid,

(b) The national law of any designe{ted State may
provide that, where the national Office of that State
finds the invitation, referred to in subparagraph (a),
of the International Searching Authority justified and
where the applicant has nof paid all additional fees,
those parts of the international application which eon-
seguently have nof been searched shall, as far as ef-
fects in that State are concerned, be considered with-
drawn unless a special fee is paid by the applicant teo
the national Office of that State.

Rev. 3, July 1980
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PCT Rurk 25

Receipt\of the Search Copy by the International
Searching Auwthority

25.1 Notification-of Receipt of the Scarch Copy

The International Searching Authority shall
promptly notify the Interrational Bureau, the appi-
cant, and—unless the International Searching Author-
ity is the same as the receiving Office—the receiving
Office, of the fact and the date of receipt of the search
copy.

POT Rure 28
Defects Noted by the International Buregw or the
Internetional Searching Authority

28.1 Note on Certain Defects

{a) If, in the opinion of the International Bureau
or of the International Searching Amthority, the Inter-
national application contains any of the defects re-
ferred to in Article 14(1){z) (i), (ii), or (v), the
International Bureau or the International Searching
Authority, respectively, shall bring such defects to the
attention of the receiving Office.

{b} The receiving Office shall, unless it disagrees
with the said opinion, proceed as provided in Article
14(1) (b) and Rule 26,

PCT Rure 36
The Competent International Searching Authority

35.1 When Only Onc International Searching Author-
ity 18 Compelent

Each receiving Office shall, in accordance with the

terms of the applicable agreement referred to in Arti-

cle 16(3) (b), inform the International Bureau which'

International Searching Authority is compefent for the
gearching of the international applications filed with it,
and the International Bureau shall promptly publish
such information,

35.2 When Several Internationel Searching Authorities
are Competent

(a) Any receiving Office may, in accordance with the
terms of the applieable agreement referrved to in Article
16(3) (b), specify several International Searching
Authorities:

(i) by declaring all of them competent for any
international application filed with it, and leaving the
c¢hoice to the applicant, or

{ii) by declaring one or more competent for cer-
tain kinds of international applications filed with it,
and declaring one or more others competent for other
kinds of international applications filed with it, pro-
vided that, for those kinds of international applica-
tions for which several Infernational Searching Au-
thorities are declared to be competent, the choice
shall be left to the applicant.

(b} Any receiving Office availing itself of the faeulfy
provided in paragraph {a) shall promptly inform the
International Bureaw, and the International Burean
ghall promptly publish such information.
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85 17.8.0. 862 International Searching Anthority. The
Patent Office may act as an International Searching
Authority with respect to international applications
in accordance with the terms and conditions of an
agreement which may be concluded with the Interna-
tional Bureau.

87 OFR 1.418 The United Riaies International
Searching Awthority. {a) Pursuant to appointment by
the Assembly, the United States Patent and Trademark
Office will act as an International Searching Author-
ity for international applications filed in the Unifed
States Receiving Office and in other Receiving Ofices
as may be agreed upon by the Commissioner, in ac-
cordance with agreement between the Patent and
Trademark Office and the International Bureau (PCT
Art. 18(8) (b)).

(b) 'The Patent and Trademark Office, when acting
as an International Searching Authority, will be identi-
fied by the full title “IUnited States International
Searching Authority” or by the abbreviation “ISA/
us.

{¢) The major functions of the International Search-
ing Authority include:

(1) Approving or establishing the title and abstract;

(2) Congidering the matter of unity of inrvention ;

(8) Conducting international and international-type
searches and preparing international and international-
type search reports (PCT Art. 15, 17 and 18, and POT
Rules 25, 33 to 45 and 47) ; and

{4) Transmitting the international search repert o
the applicant and the International Bureau.

Transmrrral, oF THE “Sparc Copy™ ro THE
TNTERNATIONAL SEARCHING AUTHORITY

The “search copy™ is transmitted by the Re-
ceiving Office fo the International Searching
Authority (POT Article 12(1)), the details of
transmittal are provided in PCT Rule 23.

Tur Marw PrROCEDURAL STEPS IN THE
IRTERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any interna-
tional application goes through in the United
States International Searching Authority are
the following:

(i) the making of the international search

(PCT Acrticle 15}, and

(ii) the preparing of the international
search report (PCT Article 18 and PCT

Rule 43)

COMPETENT INTERNATIONAL SEBARCHING
AvrHorrry

In respect of international applications filed
with the U.S. Receiving Office, the United
States International Searching Authority,
which is the Examining Corps of the United
States Patent and Trademark Office, is compe-
tent to carry out the international search (PCT
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Article 16, PCT Rules 35 and 86, 35 U.5.C. 362
and 37 CFR 1413},

1862 The International Search

ARrtIcLE 15

The International Segrch

(1) Hach international application shall be the sub-
ject of international search. ' .

{2) ‘The objective of the international search ig to
discover relevant prior art.

(3) International search shall be made on the basis
of the claims, with due regard to the description and
the drawings (if any).

(4) The International Searching Authority referred
to in Article 16 shall endeavor to discover as much of
the relevant prior art as its facilities permit, and shall,
in any case, consult the documentation specified i the
Regulations. ‘

(5} {a) If the national law of the Contracting States
$0 permits, the applicant who files & national applica-
tion with the national Office of or acting for such State
may, subject to the conditions provided for in such law,
request that a search similar fo an international search
(“international-type search”) be carried out on such
application.

(b) If the national law of the Contracting State so
permits, the national Office of or acting for such State
may subject any national appiieation filed with i to
an international-type search.

(e} The international-type search shall be carried
out by the International Searching Authority referred
to in Article 18 which would be competent for an inter.
national search if the national application were an in-
ternational application and were filed with the Office
referred to in subparagraphs (2) and (b). If the
national application is in a4 language -which the In-
ternational Searching Authority considers it is not
equipped to handle, the international-type search shall
be carried out on a translation preparved by the appli-
cant in a language prescribed for international ap-
plications and which the International Searching
Authority has undertaken to accept for international
applications. The national appleation and the frans-
lation, when regqunired, shall be presented in the form
prescribed for international appleations.

PCT Rute 88
Relevant Prior Art for the Internationel Search
33.1 Refevant Prior Art for the Imternetional Search

(a) Por the purposes of Article 15(2), relevant prior
art shall eonsist of everything which has been made
available to the public anywhere in the world by means
of written disclosure (including drawings and other
illustrations) and which ig capable of being of assist-
ance in determining that the claimed invention is or
is not new and that it does or does not involve an
inventive step (i.e., that it is or is not obvicus), pro-
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vided that the making available to the public ocearred
prior to the international filing date.

(b) When any writien disciosure refers to an oral
disclosure, use, exhibition, or other means whereby the
contents of the written disclosure were made available
to the public, and such making available {o the public
oceurred on a date prior to the international filing date,

‘the international search report shall geparately men-
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tion that fact and the date on which it occurred if the
making available to the public of the written disclosure
occurred on a date posterior to the international filing
date, .

{c¢) Any published application or any patent whose
publication date is later but whose filing date, or, where
applicable, claimed prierity date, is earlier than the
international filing date of the international applica-
tion searched, and which would constitute relevant
prior art for the purposes of Article 15(2) had it been
published prior to the international filing date, shall
be specially mentioned in the infernational search
report.

38.2 Piclds to be Qovered by the International Search

(a) The international search shall cover all those
technical fields, and shall be earried out on the basis
of all those search files, which may confain material
pertinent to the invention. '

(b} Consequently, not only shall the art in which

the invention is classifiable be searched but also analo-
gous arts regardless of where classified.

(e¢) The question what arls are, in sny given case,
to be regarded as analogous shall be considered in the
light of what appears to be the necessary essential
function or uge of the invention and not only the spe-
cifie functions expressly indicated in the international
application.

{d)} The international search shall embrace all sub-
ject matter that ig generally recognized as equivalent
to the subject matter of the claimed invention for all
or certain of its features, even though, in its specifics,
the invention as degseribed in the international applica-
tion is different.

338.8 Orientation of the International Search

(a) International search shall be made on the basis
of the claims, with due regard to the deseription and
the drawings (if any) and with particular emphasis on
the inventive comncept toward which the claimg are
directed.

{b} Insofar as possible and reasonable, the inter-
national search shall cover the entire subject matter
to which the claims are directed or to which they might
reasonably be expected to be directed after they have
been amended.

PCOT Rure 84

Minimum Documentation
34.1 Definition

(a) The definitions contained in Article 2 (1) and
(i1} shall not apply for the purposes of this Rule.

SN
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(b} The documentation referred fo in Article 15(4)
(“minimum documentation”} shall consist of :

(i) the *national patent doecuwments” as specified
in paragraph {e).

(ii) the “national patent deeuments” as specified
in paragraph (¢},

(i) the published international (PCT) applica-
tions, the published regional applications for patents
and inventors’ certificates, and the published regional
patents and inventors' certificates,

(iii) such other published ifems of non-patent
literature as the International Bearching Authorities
shall agree upon and which shall be published in a
‘lisk by the International Bureau when agreed upon

© for the first time and whenever changed.

(¢) Rubject to paragraphs (d) and (e}, the “na-
tional patent docurnents” shall be the following :

(i) the patents issued in and after 1920 by Fraoce,
the former Reichpatentaemt of Germany, Japen, the
Soviet Union, Switzeriand {in French and German
languages only), the United Kingdom, and the United
States of Ameriea ;

(i) the patents issued by the Federal Republic of
Germany, )

{iji) the patent applications, if any, published in
and after 1920 in the countries referved to in items
(i) and (i),

(iv) the inventors certificates issued by the Soviet
Tinion,

{v) the utility certificates issued by, and the pub-
Hshed applications for wtilily certifieates of, France,

{vi} such patents isswed by, and such patent ap-
plications published in, any other country after 1920
ag are in the English, French, or German language
and in which no priority is claimed, provided that
the national Office of the interested country sorts out
these documents and places them at the disposal of
each International Searching Authority.

(d) Where an application is republished onece (for
example, an Offenlegungschrift as an duslegeschrift)
or more than once, no International Searching Au-
thority shall be obliged to keep all versions in ity docu-
mentation ; consequently, each such Authority shall be
entitled not to keep more than one version. Further-
more, where an applieatioh is granted and is issued in
the form of a patent or a utility certificate (France),
ne International Searching Authority shall be obliged
to keep both the application and the patent or utility
certificate (France) in its documentation; conse-
quently, each such Authority shall be eniitled fo keep
either the application only or the patent or utility
certificate (France) only.

(e} Any International Searching Authority whose
. official language, or one of whosge official languages, is
not Japanese or Russian is entifled not to include in
its documentation those patent documents of Japan
and the Soviet Union, respectively, for which no ab-
stracts in the English language are generally available,
English abstracts becoming generally available after
the date of eniry into force of these Regulations shall
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regquire the inelusion of the patent documents o which
the abstracts refer no later than 6 months after such
abstraets become generally available. In case of the
interruption of abstracting serviceg in English in tech-
nical fields in which English abstracts were formerly
generzlly available, the Assenibly shall take appropri-
ate measures to provide for the prompt restoration of
such.services in the said fields. '

{£) For the purposes of thiz Rule, applications which
have only been laid open for public inspeetion are not
congidered published applications.

PCT Rure 36

Minimum Requirements for Interantional Seurching
Authorities

36.1 Definition of Mindiman Reguirements

The minimum reguirements referred to in Article
16(3) (¢) shall be the foliowing:

(i} the national Office or intergovernmental organi-
zation must have at least 100 full-thme employees
with sufficient fechnieal qualifications to carry out
searches;

(ii} that Office or organization mus{ have in its
possegsion at least the minimum documentation re-
ferred to in Rule 34, properiy arranged for search
DUTpOSes ;

(iil) that Office or organization must have a sbaff
which is capable of searching the required technical
fieids and which has the language facilities to under-
stand at least those languages in which the mini-
mum documentation referred to in Rule 84 i writ-
ten or is translated. :

POT Rure 392
Subject Matter Under Article 17(2) {a) (i)
39.1 Definition

No International Searching Authority shall be re-
quired to gzearch an international application if, and to
the extent to which, its subject matter is any of the
following :

(i) scientifie and mathematical theories,

(ii) plant or animal varieties or essentially biotogi-
cnl proceses for the production of plants and animals,
other than mierobiological processes and the prod-
uets of such processes,

{1ii) schemes, rules or methods of doing business,
performing purely mental acts or playing games,

(iv) methods for treatment of the human or animal
body by surgery or therapy, as well as diagnostic
methods,

(v) mere presentations of information,

(vi) computer programs fo the extent that the
International Searching Authority is not egquipped
to search prior art concerning such programs.
POT ADMINISTRATIVE INstrRUCTIONs Sgorion 501

Corrections Submitied to ihe International Searching

Authority Concerning Bapressions, efe, nof fo be

used in the Internotionel Applicetion

Where the applicant submits corrections to the In-
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ternational Searching Authority aimed at complying
with the preseription of Rule 9.1, that Authority shall
transmit copies of such corrections to the receiving
Office and the International Bureau.

The objective of the international search is to
discover relevant prior art (PCT Article 15
(2)). “Prior art” consists of everything which
has been made available to the public anywhere
in the world by means of written disclosure (in-
cluding drawings and other illustrations) ; it is
“relevant” in respect of the international appli-
cation if it is capable of being of assistance ir
determining that the claimed invention is or is
not new and that the claimed invention does or
does not involve an inventive step (ie., that it
is or is not obvious), and if the making available
to the public occurred prior to the international
filing date, for further details see PCT Rule
33. The international search is made on the basis
of the claims, with due regard to the deseription
and the drawings (if any) contained in the in-
ternational application (PCT Article 15(3)).

DOCUMENTS SEARGHED BY THE IN'I‘ERNATIONAL
SEARCHING AUTHORITY

The International Searching Aunthority must
endeavor to discover as much of the relevant
prior art as its facilities permit (PCT Article
15(4)), and, in any case, must consult the so-
ca}iled “minimum documentation” (PCT Rule
34}).

Crrrary Svereor Marrer Neep Not BE
SEARCHED

No International Searching Authority is re-
quired to perform an international search where
the international application relates to any of
the following subject matters: (1) scientific and
mathematical theories, (11) plant or animal vari-
ties or essentially biological processes for the
production of plants and animals, other than
microbiological processes and the products of
such processes, (iii) schemes, rules or methods
of doing business, performing purely mental
acts or playing games, (iv) methods for treat-
ment of the human or animal body by surgery
or therapy, as well as diagnostic methods, (v)
mere presentation of information, and (vi) com-
puter programs to the extent that it, the said
Authority) is no equipped to search prior art
{(POT Article 17(2) (a) (i) and PCT Rule 89).
The applicant planning to file an international
application may be well advised not to file one if
the subject matter of the application falls into
one of the above mentioned areas; if he still does
file, the United States International Searching
Axnthority may declare that it will not establish
an international search report. It is to be noted
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pevertheless that the lack of the international
search report in such case will not have, in it-
self, any influence on the validity of the inter-
national application and the latter’s processing
will eontinue, including its communication to
the designated Offices.

No SearcH Requirep 17 Cnaivs are Uncrmar

If the International Searching Authority
considers that the description, the cﬁaims, or the
drawings fail to comply with the prescribed
requirements to such an extent that a meaning-
ful search could not be carried out, it may de-
clare that it will not establish a search report
(PCT Article 17(2) (a) (i1) and (b)). Such
declaration may also be made in respect, of some
of the claims only. This may be particularly the
cage where the description or the claims are un-
clear. The lack of the international search re-
port will not, in itself, have any influence on the
validity of the international application and the
latter's processing will continue, including its
communication to the designated Offices. Where
only some of the claims are found to be “un-
searchable,” the International Searching Au-
thority will not search them, but will search the
rest of the international application. Any un-
searched claims will be indicated in the Search
Report.

1863 The International Search
Report

PCT Arricie 18
The International Search Report

(1} The international search report shall be estab-
lished within the prescribed time limit and in the
prescribed form.

{2) The international search report shall, ag soon
as it has been established, be transmitted by the Inter-

national Searching Authority to the applicant and the

International Bureau.

(8) The international search report or the declara-
tion referred to in Article 17(2) (a) shall be translated
ag provided in the Regulations. The translations shall
be prepared by or under the responsibility of the Inter-
national Bareau.

PCT Ruee 37
Missing or Defective Tille

§71.1 Luck of Title

If the international application does not contain a
title and the receiving Office has notified the Interna-
tional Searching Authority that it has invited the ap-
plicant to eorrect such defect, the Infernafional Search-
ing Authority shall proceed with the international
gearch unless and until it receives notification that the
said application iz considered withdrawn.

e
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87.2 Pstoblishment of Tille

If the international application does not contain a
title and the International Searching Authority has not
received a notification from the receiving Office to the
effect that the applicant has been invited to furnish a
title, or if the sald Awuthority finds that the title does
not eomply with Rule 4.8, it shall itself establish a
title. )

PCT Ruieg 38
Missing Abstrect

38.1 Lack of Abstrect

If the international application does not contain an
abstract and the recefving Office has notified the Inter-
national Searching Authorify that it has invited the ap-
plicant to correct such defect, the International Search-
ing Authority shall proceed with the international
search unless and until it receives notification that the
said application is considered withdrawn.

38.2 Hstablishment of Abstract

{a) If the international application does not contain
an abstract and the International Searching Authority
has not received a notification from the receiving Of-
fice to the effect that the gapplicant has been invited to
furnish an abstract, or if the said Authority findg that
the abstract does not comply with Rule 8, it shall itself
establish an abstract (in the language in which the
international application ig published). In the latter
case, it shall invite the applicant to comment on the
abstract established by it within 1 month from the
date of the invitation.

(b} The definitive contents of the abstract shall be
determined by the International Searching Authority.

POY Hurs 48
The Internotional Search Repori

48.1 Identifications

The international search report shall-identify the
International Searching Authority which established it
by indicating the name of such Authority, and the
international application by indicating the interna-
tional applieation number, the name of the applicant,
the name of the receiving Office, and the international
filing date.

43.2 Dales

The international search report shall be dated and
ghall indicate the date on which the international
search was actually completed. ¥t shall also indicate
the filing date of any earlier application whose prior-
ity is claimed.

3.3 Classification

(a) 'Fhe interpational search repori shall contain
the claggification of the subject matter af least accord-
ing to the International Patent Clagsification,

(b) Sueh classifieation shall be effected by the In-
ternational Searching Awuthority.
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43.4 Language

Every international search report and any declara-
tion made under Article 17(2)(a) shall be in the
language in which the international application to
which it relates is published.

48.5 Citgtions

(a) The international search report shall contain
the citations of the documents considered to be rele-
vant.

(b) The method of identifying any cited document
ghall be regulated by the Administrative Instructions.
(e¢) Citations of particular relevance shall.be spe-
cially indicated. )

(@) Citations which are not relevant to all the
claims shall be cited in relation {o the claim or claims
to which they are relevant.

{e) If only certain passages of the cited document
are relevant or particularly relevant, they shall be
tdentified, for example, by indicating the page, the
column, or the lines, where the passage appears.

3.6 Fields Searched

(a) The international search report shall list the
elassification identification of the fields searched. If
that identification is effected on the basis of a classi-
fication other than the International Patent Classifi-
cation, the International Searching Awuthority shall
publish the classification used.

(b) If the international search extended to patents,
inventors' certificates, utility certificates, ufility mod-
els, patents or certificates of addition, inventors’ cer-
tificates of addition, utility certificates of addition, or
published applications for any of those Kinds of pro-
tection, of States, periods, or languages, not included
in the minimum documentation as defined in Rule 34,
the international search report shall, when practicable,
identify the kinds of documenis, the States, the peri-
ods, and the languages to which it extended. For the
purposes of this paragraph, Article 2(ii) shaill not ap-
iy
137 Remarks Concerning Unity of Invention

If the applidant paid additional fees for the interna-
tional search, the international search report shall so
indieate. Furthermore, where the international search
was made on the main invention only (Articlte 17(3)
(2}), the international search report shall indlcate
what parts of the international application were and
what parts were not searched.

43.8 Signaiure _

The international search report shall be signed by
an anthorized officer of the International Searching
Authority.

B9 No Olher Matler

The international search report shall contain no
matter other than that enumerated in Rules 33.1(b)
and (e), 481, 2, 8, 5, 6, 7 and 8, and 442(a) and
(b), and the indieation referred to in Article 17(2)
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¢b). In particular, it shall contain no expressions of
opinion, reasoning, arguments, er-explanations.
43.10 Form

The physical requirements as to the form of the in-
ternational search report shall be prescribed by the
Administrative Instructions.

POY Bure 44

Transmitial of the Internationol Seerch Report, ete.

441 Copies of Report or Declorgiion

The International Searching Aunthoxity shall, on the
gsame day, transmit one copy of the international
gearch report or the declaration referred to in Article
17(2) (2) to the International Bureau and one copy to
the applicant.

b42 Title or Abstroct

(a) Subject to paragraphg (b) and (c), the interna-
tionai search report shall either state that the Toterna-
tional Searching Authority approves the title and the
abstract as submitted by the applicant or be accom-
panied by the text of the title and/or abstract ag es-
tablished by the International Searching Authority
under Bules 37 and 38.

(h) If, at the time the international search is com-
pleted, the time limit allowed for the applicant to com-
ment on any suggestion of the International Searching
Authority in respect of the abstract has not expired,
the international search report shall indieate that it is
incomplete as far as the absiract is concerned.

(¢} As soon as the time Hmit referred to in para-
graph {(b) has expired, the International Searching
Authority shall notify the abstract approved or estab-
lished by it to the International Bureau and to the
appiicant.

448 Coples of Cited Documents

(a) “Phe request referved to In Axticle 20(3) may
be presented.any time during 7 years from the inter-
national filing date of the international application to
which the international search repori relates.

(b} The International Searching Authority may re-
qaire that the party {(applicant or designated Qffice)
presenting the request pay to it the cost of preparing
and mailing the copies. The level of the cost of pre-
paring copies shall be provided for in the agreements
referred to in Article 16(3) (b} beitween the Interna-
tional Bearching Authorities and the International
Bureaun.

(¢) Any International Searching Authority not
wishing to send copies direct to any designated Office
shall send a copy to the International Bureau and the
International Buresu shall then proceed as provided in
paragraphs (a) snd {(h).

{(d) Any International Searching Authority may per-
form the obligations referred to in (a) to (¢} through
another agency responsible-to it.

464
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PCT ApMINISTRATIVE INsTRUCTIONS Seeriow 503

Method of Identifying Docwments Cited in the
Internaiionad Search Report

Identification of any document cited in the inter-
natonal search report referred in- Rule 43.5(%) shall
be made by indicating the following elements in the
order in which they are Heted :

(a) In the case of any patent docuwment (patent
documents being patents within the meaning of Arti-
cle 2(il) as well as published applications relating
thereto) -

(i) the Office that issued the document, by the
two-letter code 48 in Annesr B

(ii) the kind of document, by the appropriate sym-
hols as in Annes ¢ .

(i{i) the number of the document as given fo it
by the Office that issued it (for Japanese patent
documents the indication of the year of the reign of
the fimperor must precede the serial number of the
patent document) ;

(iv) the date of publicstion of the cited patent
document as indicated thereon;

(v} where applicable, the pages, columns or lines
where the relevant passages zppear, or the relevant
figures of the drawings; and

{vi) the name of the patentee or applicant.

{The following example illustrates the citation of &
patent document according to paragraph (@) above:

TP, B, 5014585, published 28 May 1975, see column 4,
Hnes 8 to 27, NCR Corporation.}

(b)Y In the case of any book or other separately
issued publication:

{1} the name of the author;

(ii) the title. (including, where applicable, the
number of the edition and/or velume);

(iii) the year of publication (when this coincides
with the year of the infernational application or of
the priority claim, the International Searching Au-
thority shail endeavor to determine the month and,
if necessary, the day of publication and to indieate
these data in the international seareh report) ;

(iv) the name of the publisher;

(v} as far as available, the place of publication
where only the location of the publisher appears on
the book or other separately issued publication, then
that location ghall be indicated as the place of publi-
eation) ; and

(vi) where applicable, the pages, columns or lines
where the relevant passages appear, or the relevant
figures of the drawings.

(The following example illustrates the citation of a
book or cther separately issued publication according
to paragraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume
2, published 1973, by Sweet and Maxwell. (London),
see pages 188 to 192, especially pages 146 to 148.)

{e¢) In the case of any wrticle published in ¢ period-
ieal or other serial publicotion:
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(iy the title of the periodical or other serial
publication ;

(ii)- the number of the volume and the date of the
issue in which the ariicle appears;

(#ii) as far ag available, the place of publication

{where only the location of the publisher appears in-

the periodical or other serial publication, then that

location shall be indicated-as the place of publica-

tion}) ; :

(iv) the author and the title of the article and
the number of the page both on which the article
starts and ends; and

(v} where applicable, the pages, columns or lines
where the relevant passages appear, or.the relevant
figures of the drawings.

{The following example illustrates the citation of
an article published in a periodical or other serial
publication sceording to paragraph (¢) above:

IRM Technical Disclosure Bulletin, Volume 17 No. 5,
fssued October 1974 (Armonk, New York), J. G. Drop,
“Integrated Circuwit Personalization at the Module
Level” see pages 1844 to 1543.)

(d) In the cuse of ubstracts:

(i) the identification of the document containing
the abstract in the manner set forth in paragraphs
(@), (b} and {c) respectively, depending upon
whether the abstract is contained in a patent docu-
ment, in a book or other separately issued publica-
tion, or in an article pablished in a periodical or
other serial publication;

{ii) in the case where the abstract is not published
together with the full text document which served
as its basis, the identification of both abstract and
full text document on the basis of whatever biblio-
graphic data may be available in respect thereto.
(The following example illustrates the citation of an

abstract according to paragraph (4) (ii) above:

Chemical Abstracts, Volume 75, No. 20, issued 15
November 1971 (Columbus, ©Qbie, U.B.A.), D, L
Shetulov, “Surface Effects During Mental TFatigue,”
see page 168, column 1, the abstract Neo. 120718k, Fiz.-
Khim. Mekh. Mater. 1971, 7(2), 7-11. (Russ).)

POT" ApMINESTRATIVE INSTRUCTIONS Sporien 504

Classification of the Subject Maiter of the
International Application

(a) Where the subject matter of the international

application is gach that classification thereof requires .

more than one classification symbo! aceording to the
prineiples-to be followed in the application of the In-
ternational Patent Classification to any given patent
document, the international search report shall in-
dicate all-suelh symbols.

{h) Where any national classification system is used,
the international seareh report may indicate all the
applicable classification symbols also according fo that
gsystem.
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{¢) Where the subject matfer of the international
application iy clessified both aeccording to the Interna-
tional Patent Classification and to any national classifi-
cation system, the international search report shall,
wherever possible, indicate the corresponding syymbols
of both classifications opposite each other.

POT ADMINISTRATIVE INSTRUCTIONS SECTION 50B

Indication of Citations of Pariiculor Relevance in the
Internationel Search Repori

Where any gocument eited in the international
search report is of particular relevance, the special
indication required by Rule 43.5(e) shall consist of the
letter “X" placed next to the citation of the said
document.

PCT ADMINISTRATIVE INSTRUCTIONS Srcriow $07

Monner of Indicating Certein Special Categories of
Documents Cited in the International Search Report

{a)} Where any document cited in the international
search report refers to an oral disclosure, use, exhibi-
tion, or other means referred to in Rule 33.1(%), the
separate indication required by that Rule shall con-
sist of the letter “O" placed next to the citation of the
said document.

{h) Where any document cited in the international
search report is a published application or patent as
defined in Rule 83.1{¢), the special mention required
by that Rule shall consist of the letter "B placed next
to the citation of the said document.

(¢} Where any document cited in the international
search report is a document which defines the general
state of the art, it shall be indicated by the letter “A”
placed next to the citation of the said document.

(A} Where any docwument cited in the international
search report is a document whose publication date
occurred earlier than the international filing date of
the international applicatien, buf later than the prior-
ity date claimed in that applieation, it shall be in-
dicated by the letter “P” next to the eitation of the said
doeument.

(). Where any document cited in the international
search report is a document whose publication date
oceurred after the filing date or the priorify date of
the international application and is not in confiiet with
the sabd application, but is cited for the principle or
theory underlying the invention, which may be ugeful
for a better understanding of the invention, or is cited
te show that the reasoning or the facts wnderiying the
invention are incorrect, it shall be indicated by the
letter “T" next to the citation of the document.

(f) Where in the international search report any
document is cited for reasons other than those referred
to in the preceding paragraphs, such document shall be
indicated by the letfer “L" next to the citation of the
document.,



1865

POT ADMINISTRATIVE INSTRUOCTIONS SEOTION 508

Manner of Indicating the Olaims to which the Docu-
ments Cited in the International Seqarch Report are
Relevant

The claims to which cited documments are relevant
shall be indieated by placing in the appropriate col-
wmn of the international search report:

(i) where the cited document is relevant to one
claim, the number of that clajm ; for example (2) or
{17} ;

(ii) where the cited document is relevant to two
or more claimg numbered in consecufive order, the
numbers of the first and last claims of the geries
connected by a hyphen; for exarmple, (1-13) or
(2-8);

(iii) where the cited document is relevant to two
or more claims that are not numbered in consecu-
tive order, the number of each claim placed in
agcending order and separated by a comma or
commas; for example (1, ) or (1, 7, 10);

(iv) where the cited document is relevant to more
than one series of claims under (ii) above, or to
claims of both categories (i) and (iif) ahove, the
series or individual claim numbers snd series placed
in ascending order using commas to separate the
several series, or to separate the numbers of in-
dividual claims and each series of claims; for ex-
ample, (1-6, 9-10, 12-15) or (1, 3-4, 6, 9-11).

CoNTENTS OF THE INTERNATIONAL SEARCH
Reporr

The international search report (PCT Rule
43) contains, among other things, the citations
of the documents considered to be relevant
(PCT Rule 43.5 and Administrative Instruc-
tions Section 503), the classification of the sub-
ject matter of the invention (POT Rule 43.3
and Administrative Instruction Section 504)
and an indication of the fields searched (PCT
Rule 43.6). Citations of particular relevance
must be specially indicated (Administrative In-
struction Section 505) ; citations of certain spe-
cific categories of docurnents are also indicated
(Administrative Instructions Section 507) ; ci-
tations which are not relevant to all the claims
must be cited in relation to the claim or claims
to which they are relevant { Administrative In-
struction Section 508) ; if only certain passages
of the cited document are particularly
relevant, they must be identified, for example,
by indicating the page, the column or the lines,
where the passage appears. The international
search report form, PCT/ISA /210 appears in
Annex O. It is important to note that an inter-
national search report must not contain any ex-
pression of opinion, reasoning, argument or ex-
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planation of any kind whatsoever relating to
patentability.

TRANSMITTAL 0F THE INTERNATIONAL SEARCH
Reront

The United States International Searching
Authority transmits, on the same day, a copy
of the international search report together with
a copy of all the prior art cited or, where no
search report is established, the declaration to
that effect, to the applicant and the Interna-
tional Burean (PCT Article 18(2) and PCT
Rule 44.1). The International Bureau uses the
search report for publication and communica-
tion to the designated Offices.

Trrex oF TEE INnveENTION OR ABSTRACT MISSING
oR DeppoTive

If the title of the invention or the abstract
are missing or defective, the International
Searching Authority will establish a proper ti-
tle or abstract., When the International Search-
ing Awuthority finds that the abstract is defec-
tive, it will prepare & new abstract and allow
the applicant 30 days to comment, For further
details, see PCT Rules 87, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report

PCT Rure 42
Time Limits for International Search

§2.1 Time Ldmit for Inlernationel Search

All agreements concluded with Infernational
Searching Authorities shall provide for the same time
it for establishing the international search report
or the declaration referred to in Article 17(2) (a). This
titme limit shall not exceed 8 months from the receipt of
the search copy by the International SBearching Author-
ity, or 9 months from the priority date, whichever time
Hmif expires later. For a transitional period of 3 years
from the entry into force of the Treaty, time Hmits for
the agreemeni with any International Searching Au-
thority may be individually negotiated, provided that
such time limits shall not extend by more than 2
months the time limits referred to in the preceeding
sentence and in any case shall not go beyond the expi-
ration of the 18th month after the priority date.

The international search report should, as a
general rule, be established within three months
from the receipt of the search copy by the In-
ternational Searching Authority, or within nine
months from the priority date (for the defini-
tion of “priority date”, see PCT Article 2(xi},
whichever time limit expives later (PCT Arti-
cle 18(1) and PCT Rule 42}.

E /\\-.
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INTERNATIONAL SEARCH REPORT

International Application No PO / US"] 8/00002 -]
I CLASSIFICATION OF SUBJECT MATTER (i soveral classification symbols apply, indicate aily &

According to International Patent Classification (IPC}) or to both National Classificatlon and IPG
INT. CL.2 B23K 37,04, 37/00; B25B 05/00, 13/40

U.8. CL. 269/228; 81/91B; 269/238
Il. FIELDS SEARGHED

Minimum Documantation Searched ¢
Classification Symbols

Claastfication Syatem

0.5 269/228, 238
S 81/91B
157/1.28, 1.31

Documentation Searched other than Minlmum Locumentation
10 the Exient that such Dogcuntents are Inctuded In the Fields Searched

. DOCUMENTS CONSIDERED TO BE RELEVANT 1+

Category Cltation of Document, 1¢ with indication, where appropriate, of the relevant passagos i7 Ftale\.mnl {o Claint No, 1%
X JP, B, 34-6199, Published 16 July 1959 1, 3,5
X,P Us, A, 4,046,363, Published 06 September
1977, See Col. 1, lines 10-19, Whitley | - 1
AE 58U, A, 401460, Published 02 June 1978 1
A JP, A, 50-154134, Published_ll December 1975 2
A us, A, 3,619,891, Published 16 November 1971,
Harrison 1
A,P ['DE, A, 2607986, Published 01 September 1977 1-2
A N, American Machinist, issued 29 August 1946,

James Taylor, Long-Extension Adjustable
Toggle Moves Heavy Slabs Smoothly,

See Page 123 1-4
* Spacial catepories of cited d ts: £
“A" d t defining tha general state of the art “P” documant published prior to the Infernational filing date but
“E" sarlier document but published on or atter the international on of aiter the priority date claimed
filng date "1™ later document published on or affer ihe International filing
"L document cited for special reason other than those refarred date or priority date and not in conflict wih the appilcation,
to In the other categories m.it Ieltedl?o understand the principle or theory undorlying
"o g t referring to an oral disch , uss, exhibition or @ Invontion .
othar meuns - X" ducumoent of particular relevance
¥, CERTIFICAYION }
Date of the Actual Completion of the | tonal Search 2 Data of Melling of this Internatlona! Search Roport %
03 August 1978 {Mailed by PCT Central)
International Searching Authority £ 8l o O uthorlifd_pmgis . . *
IS5A/08 oﬁn ¥ itrelfiiaeéz
Form PCTHNSAI {sacind shest) (October 1077) See notes on accompanylng sheet
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1867 Refund of International Search
Fee - '

87 ORR 1.446 Refund of international application fil-
ing and processing fees. (a) Money paid for interna-
tional application fees, where paid by actual mistake
or in excess, such as a payment not reguired by law
or Treaty ard its Regulations, will be refunded.

(b} Refunds of a portion of the search fee may be
made if the international search reporf is whelly or
partly based on an earlier intermational or interna-
tional-type search {POT Rules 16 and 41), The amount
of the refund will be as determined by the examiner
according to the value of the prior international-
type search or international search as 909, 46% or 0%
of the infernafional search fee. If the amount of the
refund is not 4 multiple of $5.00, it will be rounded to
the next higher multiple of $5.00. See § 1.26 for refund
of a portion of the internstional search fee during sub-
sequent national examination of the application.

{¢) Refund of the supplemental search fees will be
made if such refund iz determined to be warranted by,
the Commissgioner or the Commissioner’s designee act-
ing under PCT Rule 40.2(c).

{d) "The international and search feeg will be re-
funded If ne international filing date is gsccorded (PCT
Rules 15.6 and 16.2).

The applicant may be entitled to a refund of
the search fee by the United States Interna-
tional Searching Authority where the invention
claimed in a later filed international application
has been the subject of an international search
by the United States International Searching
Authority on an sarlier filed international ap-
plication. Another possibility of a search fee
refund arises when an earlier search is con-
ducted by the U.S. Patent and Trademark Of-
fice 01;1 a national application (87 CFR 1.26 and
1.446).

Extext avp Coxpirions of REFUNps or THR
SearceE Frr

Refunds of a portion of the search fee may
be made if the international search report is
wholly- or partly based on an earlier inferna-
tional or international-type search conducted
by the United States Patent and Trademark
Office (PCT Rules 16 and 41). The amount of
the refund will be as determined by the exam-
iner according to the value of the prior inter-
national-type search or international search as
90%, 45% or 0% of the international search fee.

The criteria for refunds of the indicated per-
centages are as follows: '

-Percent
A. The prior search was substantially
complete; only an updating
gearch or short search for an ad-
ditional detail was required.__.... 90
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. Percent
B. The prior search was of some sig-
nificant benefit but not enough to

justify a 90% vefund__________ 45
C. The prior search was of very little
ornovalue . 0

Refund of the supplemental search fees will
be made if such refund is determined to be war-
ranted by the Commissioner of Patents and
Egg%ex;mrks or his designee acting under Rule

2(c).

1868 Unity of Invention

PCT Ruie 40
Luck of Unity of Invention (Internutiongl Search)
0.1 Invitation to Pay
The invitation to pay additional fees provided for in
Arficle 17(3)(2) shall specify the reasons for which
the international application is not considered as com-

plyivg with the requirement of unity of invention and
shall indicate {he amount fo be paid.

402 Additional Fees .

{a) The amount of the additional fee due for search-
ing under Article 17(8)(2) shall be determined by
the competent International Searching Authority.

(b} The additional fee due for searching under Ar-
ticle 17(3) {(a) shall be payable direct to the Interna-
tional Searching Authority.

(¢} Any applicant may pay the additional fee under
protect, that i, accompanied by a reasoned stafement
to the effect that the international application complies
with the requirement of unity of invention or that the
amount of the required additional fee is excessive.
Such protest shall be examined by a three-member
hoard -or-other special instance of the International
Searching Authority or any competent higher author-
ity, which, to the extent that it finds the protest justi-
fied, shall order the total or partial reimbursement to
the applicant of the additional fee. On the reguest of
the applieant, the text of both the protest and the de-
cision thereon shall be notified to the designated Of-
fices together with the international search report. The
applicant shall submit any translation thereof with the
furnishing of the translation of the international appli-
cation required under Article 22.

{d) The three-member board, special instance or
competent higher authority, referred to in paragraph
{¢), shall not comprise any person who made the de-
cision which ig the subject of the protest.

4.8 Time Limit )

The time lmit provided -for in Article 17(8){a)
ghall be fixed, in each case, according to the cireum-
stances of the case, by the International Searching Au-
thority.: it shall not be shorter than 15 or 30 days,
respectively, depending o whether the apphieant's ad-
dress is in the same country as or in a different coun-
try from that in which the International Searching
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Authority is located, and it shall not be longer than 45
days, from the dafe of the invitation.

POT ADMINISTRATIVE TNSTRUCTIONS SECTION 502

Protest Against Payment of Additional Fee and
Decision Thereon

The International Searching Authority shall trans-
mit to the applicant, at the latest, together with the
international search report, any decision which it has
taken under Rule 40.2(¢) on the protest of the appli-
cant against the payment of the additional fee. At the
same time, it shall fransmit to the International Bu-
reau & copy of both the protest and the decision there-
on, as well as any request by the appleant {o forward
the texts of both the protest and the decision thereon
to any of the designated Offices.

8% OFR 1.481 Determinalion of unilty of invention
before the Internationel Searching Authority, (a) Be-
fore establisbing the international search report, the
International Searching Authority shall defermine
whether the international application complies with
the requirement of unity of invention as set forth in
POT Rule 18 and as set forth in §§ 1141 and 1.146
execept as modified below in this section.

(b) If the International Searching Authority con-

siders that the international application does not com-
ply with the requirement of unity of invention, it shall
inform the applicant accordingly and invite the pay-
ment of additional fees (mote § 1.445 and PCT Art.
17(8) (a) and POT Rule 40). The applicant will be
given g time period in accordance with PCT Rule 40.3
to pay the additional fees due,

(¢) In the case of non-compliance with unity of in-
vention and where no additional fees are paid, the in-
ternational search wiil be performed on the invention
first mentioned (“main invention”) in the claims,

(d) Lack of unity of invention may be directly evi-
dent hefore considering the claims in relation to any
prior art, or after taking the prior art into eonsidera-
tion, as where a docwment discovered during the search
shows the invention claimed in a generic or lnking
claim lacke novelty or is clearly obvious, leaving two
or more claims joined thereby without a common in-
ventive concept. In such a case the International
Searching Authority may raise the objection of lack of
unity of invention.

37 OFR 1.482 Protest to Tack of unity of invention.
(a) If the applicant disagrees with the holding of lack
of unity of invention by the International Searching
Authority, additional fees may be paid under protest,
accompanied by 2 reguest for refund and a statement
setting forth reasons for disagreement or why fthe re-
guired additional fees are considered excessive, or both
(PCT Rule 40.2(c)).

(b) Protest under paragraph (¢) of this section will
be examined by the Commissioner or the Commission-
er's designee. In the event that the applicant’s protest
is determined to be justified, the additional fees or a
portion thereof will be refunded.
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{¢) An applicant who desires that a copy of the pro-
test and the decizion thereon accompany the inter-
nationsl search report when forwarded to the Des-
ignated Offices, may notify the International Searching
Authority to that effect any time prior to {he issuance
of the international search report. Thereafter, such
notifieation should be directed fo the International
Bureau (PCT Rule 40.2(c) ).

Tar RequireMENT For “UNrry oF
InveNTION”

Any international application must relate to
one invention only or to a group of inventions
so linked as to form a single general inventive
concept (PCT Axticle 3(4)(iii), PCT Rule
13.1, and 37 CFR 1.481). The construction of
this principle is laid down in PCT Rule 13.2,
18.3, and 13.4. Observance of this requirement
is checked by the International Searching Au-
thority and may be relevant in the national (or
regional) phase.

Lack oFr UniTy or INvesrtion

The search fee which the applicant is re-
guired to ].iay is intended to compensate the In-
ternational Searching Authority for carrying
out an international search on the interna-
tional application, but only where the interna-
tional application mesets the “requirement of
unity of invention”. That means that the inter-
national application must relate to enly one in-
vention or must relate to a group of inventions
which are so linked as to form a single general
il}rv('exit(iv?)coneept (PCT Articles 8(4) (i1i) and
17(3) (a) ).

If the International Searching Authority
finds that the international application does not
comply with the requirement of unity of inven-
tion, the applicant will be invited to pay addi-
tional search fees. The International Searching
Authority will specify the reasons for its find-
ing and indicate the number of additional fees
to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the
Patent and Trademark Office within the time
limit fixed, which must not be shorter than 15
days, if the applicant’s address is in the United
States; or 80 days, if applicant’s address is in a
country different than the United States; and
not longer than 45 days from the date of the
invitation (PCT Rule 40.3). The amount of the
additional search fee per additional invention
charged by the U.S. International Searching
Authority is $200 per invention (37 CFR
1445 (a) (3).

The United States International Searching
Authority will establish the international search
report on those parts of international applica-
tion which relate to the “main invention”, that
is, the invention or the group of inventions so
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finked as to form a single general inventive con-
cept first mentioned in the claims (PCT Article
17(3) (»)). Moreover, the international search
report will be established also on those parts of
the international application which relate to any
invention (or any group of inventions so linked
as to form a single general inventive concept)
in respect of which the applicant has paid any
additional fee within the preseribed time limits.

Any applicant may pay the additional fee
under protest, that is, accompanied by a rea-
soned statement to the effect that the interna-
tional application complies with the requirement
of unity of invention or that the amount of the
required additional fee is excessive (PCT Rule
40.2(c) )}, Any such protest will be examined and
decided by the Group Director (87 CFR 1.482
(b)). To the extent that the applicant’s protest
is found to be justified, total or partial reim-
bursement of the additional fee will be made, On
the request of the applicant, the text of both the
protest and the decision thereon iz sent to the
designated Offices together with the interna-
tional search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the
applicant does not pay any additional fees or
only pays some of the additional fees indicated,
certain parts of the international application
will consequently not be searched. The lack of
an international search report in respect of such
parts of the international application will, in it-
self have no influence on the validity of the in-
ternational application and processing of the
international application will continue, both in
the international and in the national (regional)
phases. Nevertheless, the U.S. national law pro-
vides that such unsearched parts of the interna-
tional application will be considered withdrawn
as far as the United States as a designated Office
is concerned, unless a special fee for each claim
is paid by the applicant upon request (PCT
Article 17(3) (b), 35 U.S.C. 872(c), 876(a) 5,
87 CFR 1.445(a) (8)).

1870 Administrative Instructions
Aunnexes
Annex B

COBE FOR IDENTIFYING STATES AND ORGANIZATIONS

AR Argenting

AT Austria

AU Australia

BB Belgium

BG Bulgaria

By Benin (Dahomey)
BR Bragzil

BS Bahamas

CA Canada
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CF
oG
CH
o1
M
o8
ou
oY
DD
DE
DK
DO
DZ
EG
ES
FI
FR
GA
GB
GH
GR
HT
HU
HY
D
o)
L
10Q
IR
I8
T
J0
ir
KE
LB
LI
LK
LU
LY
MA.
MO
MG
MR
MT
MU
MW
MX
NE
NG
NL
NO
N%Z
PH
PL
PT
RE
RO
SE
S
SN
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Central African BEmpire
Congo
Switzerland

Ivory Coast
Cameroon
Czechoslovalkia
Cuba

Cyprus

German Democratic Republie
Germany, Federal Republic of
Denmark
Dominican Republie
Algeria

Egypt

Spain

Finland

France

Gabon

United Kingdom
Ghana

Greeca

Haliti

Hungary

Upper Volta
Indonesia

Ireland

Israel

Iraq

Iran

Teeland

Italy

Jordan

Japan

Kenya

Lebanon
Liechtenstein

8ri Lanka
Luxembourg
Socialist People's Libyan Arab Jamahiriya
Morocee

Monaco
Madagasear
Mauritania

Malta

Mauritius

Malawi

Mexico

Niger

Nigeria
Netherlands
Norway

New Zealand
Philippines
Poland

Portugal

Southern Rhodesia
Romania

Sweden

San Marino
Senegal

PN

S
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SR Surinam

315) Soviet Union

8Y Syrian Arab Republie

D Chad

TG Togo

™ Tunisia

TR Turkey

TE Trinidad and Tobago -

T TUnited Republic of Tanzania
UG Uganda

us United States of America

oy Uruguay

VA Vatican City State (Holy See)
VN Viet Nam, Socialist Republic of
YU Yugoslavia

ZA South Africa

ZM Zambia

ZR Zaire

0A African Intellectual Property Organization
Ep Ruropean Patent Office

WO International Bureau of WIPO

Axnex O

STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS
OF PATENT DOCUMENTS

Introduction

1. The recommendsation provides for groups of letter
codes in order to distinguish patent docwments, The
letter codes also facilitate the storage and retrieval
of such documents,

2. If any Office wants to amplify the information
contained in the letter code, this letter code may be
optionally associated with 2 numerical code. The
meaning of sueh numerical code should then be defined
by each Patent Office availing itself of thig eption.

3. The code also provides for a letter for non-patent
literature documents (N) and for documents fo be
restricted to the internal use of Paltent Offices (X)
(e.z., confidential documents, not to be disclosed oub-
gfde the Office}, See in tfhis respect also BL1
(ICIREPAT Manual pages 4.8.1.1 to 43.1.4).

Definitions

4. For the purposes of this recommendation, the
expression “patent documents” includes patents for
inventions, inventors® certificates, utility certificates,
utility models, patents or certificates of addition, in-
ventors' certificates of addition, utility certificates of
addition, plant patents and published applications
therefor,

5. Tor the purposes of this recommendation, the
term “entry in an official gazette” means at least one
comprehensive announcement in an official gazette re-
garding the making available fo the publie of the com-
plete text, claimg (if any) and drawings (if any) of a
patent document,

6. For the purposes of this recommendation, the
terms “publication” and “published” are used in the
sense of making available
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(i) a patent document to the public for inspection
or supplying a copy on request
(it} muitiple copies of a patent document produced
by printing or like process
Bxplanation: If, at a particular procedural stage,
a copy of the document iy first made
avallable to the public for inspec-
tion or copying and is then, of the
same procedural stage, made gvail-
able in multiple copies produced by
printing or Hke process, only a sin-
zle publication is considered fo
have oceurred. If, on the other hand,
muliiple reproduction results from
a new procedural stage, this re-
production iz considered to be a
further publication of the doeu-
ment, even if the texts at the two
stages are identleal.

7. According to certain national patent laws or regu-
lations, the same patent application may be publisheéd
at various procedural stages. ¥or the purposes of this
recommendation, a publication level is defined zs the
level corresponding to a procedural stage al which
normally a document iz published under a given na-
tional patent law.

Recommendation

8. It ig recommended that the code:

(a) be uged for the recording of the “kind of
decument” in machine-readable data carriers, such
as 80-column punched cards, magnetic tapes, aper-
{ure cards, ete,;

{b) be used in the first page of patent documents,
preferably near the document number, if these have
been published in the sense of paragraph 6;

{e) be used in entries in official gazettes or, if all
entries in a section of the Gazette relzte to the same
kind of a document at the beginning of such a
section,

(d) be used for the identification of patent docu-
ments cited in “Search Reports” and “Lists of Ref-
erences” in patent documents (INID Number 58).

. Code

The Code is subdivided into mutuelly ewmclusive
groups of letters, The groups characterize patent docu-
menis and documents specified in paragraph 8. Groups
1-5 comprize one or several letters enabling identified-
tion of documents pertaining to different publication
levels,

Group I Use for primary or major series of patent

documents

A Pirst publication level
B Second publieation level
¢ Third publication level

Group 2 Use for secondary series of patent docu-

ments

E First publication level
F Seeond publication level
& Third publication level
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Group 3 Use for further series of patent documen{;s,
as the speecial requirements of each Office
may he
H
1

GQroup ; Use for major special types of patent docu-
ments
M Medieament patent documents
P Plant patent documents
8 Design patent

Group 5§ Use for utility model documents having a
numbering series other than the documents
of Group 1
1f First publication level
Y Second publication level
7 "Phird publication level

Group 6 Other (see paragraph 3}

N Non-patent literature documents
X Documents restrieted to the internal use
of Offices

10. It is understood that documents resulting from &

patent application and heing identified as the major
series will fall under Group 1 (e.g. DT Offenlegungs-
schrift, Auslegeschriff and Patentschrift), However,
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documents identified as a secondary series will fall
under Group 2 (e.g., FR patent of addition under old
law, U.B. relssue). In exceptional cases of need for a
further series, Group 8 is reserved for such purposes
{e.g., U.8. defensive publication). Group 4 applies only,
at present, o special documents concerning the medi-
cament patents published in France and the plant
patents published in the United States of America. In
any country publishing similar documents, Group 4
ghould then be uged.

11, Ag indicated in pavagraph 2, the above letfer
code may optionally be associated with a numerieal
code to amplify the information represented by the
letter code. For this numerical code only digits 1 to 9
should be used. The significance of this code will be
defined by any national Office applying such code and
communicated to the International Bureau, which will
publicize this information. The numerical code must
always be interpreted in conjunction with the country
code and the above letter code.

12. As an appendix to this recommendation a lst of
patent documents, past. and currently publshed, and
intended to be published in the future, divided in
accordance with the code, is given,
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ArpEnoix I

LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE, DIVIDED

Examples:

IN ACCORDANCE WITH THIS CODE

Code: A Poteat Documents Numbered in Primary or Major Series—Pirst Publication Level

Austria
Belgium
Belgium
Bulgaria
Canada
Cuba
Crechoslovakia
Czechoslovakia
Denmark
Egypt
Buropat
Finland
France
¥rance
France
France
"Hranee
France
France

France

France

German Demoecratic
Republie

Patent Application published in the sense of paragraph 6(1)

Brevet d'invention/Uitvindingsoctreol

Brevet de perfectionnement/Verbeteringsoctrooi

Opisanie na izobretenie po patent

Patent

Patent Application published in the sense of paragraph 6(i)

Patent Application published in the sense of paragraph (i)

Inventor’s Certificate Application published in the sense of paragraph 6(i}

Patent Application published in the sense of paragraph 6(i)

Patent specification

Document published after 18 months

Patent Application published in the sense of paragraph 6(i)

Brevet d’invention (old law)}

Brevet d'invention, premiére et unique publication

Certificat d’addition 4 un brevet d'invention, premiére et unique publication

Certificat d'utilité, premiére et unique publication

Certificat @’addition & un certificat d'utilité, premidre et unigue publication

Demande de brevet d'invention, premiére publeation

Demande de certificat d’addition & un brevet d’invention, premiére publi-
eation

Demande de certificat d'utilité, premiére publication

Demande de certificat d’addition 4 un certificat d’utilité, premidre publication

Patentschrift { Ausschlessungspatent), granted in aecordance with para-
graph 5.1 of the Patent Amendment Act of the German Democratic Re-
publie
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Examples: German Democratic

Republic
Germany, Federal
Republie of

Huangary
India

_ reland
Italy
Japan
Luxembourg
Lauxembourg
Netheriands
Norway
Pakistan
PO
Poland
Romania
Soviet Union
Sovielt Union
Spain
Sweden
Switzerland

Switzerland

United Kingdom
Uniled States
Yugoslavia
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Code: A Potent Documents Numbered in Primary or Major Series—First Publication Level—Continued

Patentachrift ( Wirtschafispatent), granted in accordance with paragraph 5.1
of the Patent Amendment Aet of the German Democratic Republie
Offeniegungsschrift

Patent Application published in the sense of paragraph 6(1)

Patent specification

Patent speecification

Brevetto per invenzione industriale

Kokai tokkyo koho

Brevet d'invention

Certificat d’addition & un brevet d'invention

Ter inzage gelegde octrooiganvrage

Patent Applieation published in the sense of paragraph 64i)

Patent specification

Pamphlet published after 18 months

Opis patentovy’

Descriereq invenfiei

Opisanie izobreteniya k patentu

Opisanie izobreteniya k avtorskomy svidetelstva

Patente de invencidn -

Patent Application published in the sense of paragraph 6(i)

Auslegeschrift /Mémoire Exposé/Esposto Memoriale (Patent Application pub-
lished in the sense of paragraphs 6(i) and 6(ii) pertaining to the technical
fields for which search and examination as to novelty are made) '

Patentschrift/Bxpossé dinveniion/Esposto d'invenzione (Patent published in
the sense of paragraph 6(i1) and pertaining to the technical fields for which
neither gearch nor examination as to novelty are made)

Patent specification

Patent

Patentni spis

Code: B Patent Documents Numbered in Primory or Major Series—S8econd Publication Level

Examples: Australia

Austria
Canpada

Cuba
Czechosiovakia
Czechoslovakia
Denmark
Finland
France

France

France
France

German Democratic
Republic

German Democratic
Republic

Germany, Federal
Republic of

Hungary

Japan

Netherlands

Norway '

Sweden

Patent specification

Patentschrift

Reissue _

Patente de invencién

Popis vyndlezu k patentu

Popis vynilezu k autorskému osvEdéeni

Fremlaeggelsesskrift

Kuulutusjuthaisu--Utliggningsskrift

Brevet d'invention, deuxiéme publication de Pinvention

Certificat d’'addition & un brevet dinvention, deuxidme publication de Yin-
vention

Certificat d'utilité, denxiséme publication de invention

Certificat d'addition & un certificat d'utilité, deuxiéme publication de Vin-
vention

Patentschrift (Ausschliessungspatent), granted in accordance with para-
graph 29 of the Patént Act of the German Demoeratic Republie

Patentschrift (Wirtschaftspatent), granted in accordance with paragraph 29
of the Patent Aet of the German Democratic Republic

Auslegeschrift

Szabadalmi leiras

Teokkyo koho

Openbaar gemaakte octrooiaanvrage
VUtlegningsskyift

Utliggningsskrift
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1871 MANUAL OF PATENT EXAMINING PROCEDURE

Code: B Potent Documents Numbered in Primary or Major Series—Second Publication Level—Continued

Examples: Switzerland Patentschrift/Exposé d'invention/Esposto dinvenzione (Patent published in
the sense of paragraph 6(ii) and pertaining to the technieal fields for which
gsearch and examination as to the novelty are made)

United Kingdom Amended Patent Specification

Cade: O Palent Documents Numbered in Primory or Major Series—Third Publication Level

Examples: Denmark Patent
Finland Patentti—Patent
Germany, Federal Patentschrift
Republic of
Netherlands Octrool
Norway Patent
Sweden Patentskrift

Code: E Patent Documents Numbered in Secondary Series—First Publication Level
Bxamples: France Certificat d’addition A brevet d'invention {old law)
United States Reissue
Code: H Patent Documents numbered in further series

Kxample: United States Defensive publication

Code: M Medicoment Patent Documents

Examples: France Brevet spécial de médicament ‘
France Addition & un brevet spéeial de médicament

Code: £ Plont Patent Documents
HExample: TUnited States Plant patent

Code: U Ulility Model Documents Numbered in Series other than the Documents of Group I—First Publication

Level
Examples: Germany, Federal Gebrauchsmuster
Republic of
Japan Kokali jitsuyo shinan koho
Spain Utility Model Application published in the sense of paragraph 6(i)

Code: Y Uﬁmy Model Documents Numbered in Serics other than the Documents of Group I—~8econd Publication

Level
HExamples: Japan Jitsuyo shinan koho
Spain Modelo de utitidad
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PATENT COOPERATION TREATY 1871
Appendix 1I

List of Patent Documents, Past and Currently Published,
broken down by issuing country and coded in accordance with the SI.8 Code

Kind of published patent document Asso-
Desiamation o] ciated
. esignation in language numer-
Issuing of issuing country Translation into Identificat Letter ical
country (and, if required, English fe 20 catlz? code code
transliteration in (when needed) of Gocume {when
Latin characters) _ defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6¢j)
marked cn document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot {not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(;)
as such in the Official
Gazette)
Patentschrift Patent Patent published in the sense | B
specification -of paragraph 6(ii)
Belgium Brevet d’invention/ Patent of invention | Patent published in the sense A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctroo paragraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
‘ paragraph 6(ii)
Buigaria ggmr?é%glpﬁfmmnm Descn_pt:on of Patent pubhshe{_i. in the sense | A
0o DATEHT invention for a of paragraph 6(ii)
{Opisanie na izobretenie | patent
po patent) _
OICAHIE Description of Inventor’s certificate A
%}13‘ ﬁgg@ﬁgﬁﬁ“m invention foran | published in the sense of
CBHIETEICTBO author’s certificate | paragraph 6(i)
{Opisanie na izobretenie :
po avtorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance - lished in the sense of
paragraph 6(ii)
Cuba Publicaci6n dela solicitud | Publication of the | Patent application published | A
(not marked on application in the sense of paragraph 6(i)
document)
Patente de invencién Patent of invention | Patent published in the sense B
of paragraph 6(ji)
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1871

MANUAL OF PATENT EXAMINING PROCEDURE

Kind of published patent document Asso-
M. ciated
. Designation in language numer--
Issuing ‘of issuing country Transtation into \dentificati Letter| . 1
country (and, if required, English entification code | 1o
oo E . of docurment '
transliteration in {when needed) (when
Latin characters) defined)
Czechoslova- | Piihlaska vynélezu Application for an | Application for inventor's A i
kia (se ZAdosti o invention asking | certificate published in the
autorské osvédéedi) for author™s sense of paragraph 6{i}, in
certificate accordance with Law No. 84
of 01.11.1972
Prihlaska vynalezu Application for an | Patent application published | A 2
(se Zadosti 0 patent) invention asking | inthe sense of paragraph 6(j),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové piihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Piihlaska vynilezu Application for up to patent No. 149260
invention (granied before the entry into
foree of Law No. 84 of
01.11.1972)
Popis vynalezu k Description of an | Inventor’s certificate B 1
autorskérnu osvédéeni invention for an | published in the sense of
author’s certi- paragraph 6(it), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynalezu k patentu | Description of an | Patent published in the sense; B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vynilezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéem invention for an cate published in the sense
author’s certi- of paragraph 6(1i), granted
ficate in accordance with Law
No. 84 0f (1.11.1972
Popis vyndlezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
0{.11.1972
Patentovy spis Patent Patent published in the sense| B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sensé of paragraph 6(i)
patentansegning public
Fremlacggelsesskrift Document laid Patent ap p.l lcation published | B
open after examination as to
) novelty in the sense of
paragraph 6(if)
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Kind of published patent document Agso-
- - : ‘ ciated
) Designation in language nEner-
Issuing of issuing country Translation into i Letter] = 1
country . . ; Identification code
(and, if required, English of document code.
transliteration in (when needed) (when
Latin characters) defined)
Penmark Patent Patent Patent published in the sense | C
(cont’d} of paragraph 6(ii)
Egypt ESR UL 0) Authority for Patent published in the sense | A
-~ |(ldarat bara’at alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application | Patent application published | A
tihakemus (not marked | made accessible to |in the sense of paragraph 6(j)
on the document) the public
Kulutusjulkaisn - Document laid Patent application published ;| B
Utldggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(i)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A 1
d’invention. patent of invention | publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application fora | Application for a certificate. | A 2
d’addition & un brevet cettificate of addi- | of addition, first publication, | .
d’invention. tion to a patent of | published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, | A 3
d’utilité certificate of fitrst publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application for a | Application for a certificate A 4
d’addition & un certificat | certificate of addi- | of addition to a utility
drutilité tion to a certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention | Patent, firstand only publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d'invention tion to a patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, first and A 7
‘utility only publication, published
in the sense of
paragraph 6(ii)
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1871

MANTAL OF PATENT EXAMINING PROCEDURE

Kind of published patent docment Asso-
clated
: ) Designation in language nomer-
Issuing of issuing country Translation into {dentificati Lletter)
country (and, if required, English eation code | 4o
transliteration in {when needed) of document (when
Latin characters) defined)
France Certificat d’addition Certificate of Certificate of addition to a A g
(cont’d) a un certificat d’utilité addition to a utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph 6(ii}
Brevet d'invention Patent of invention [Patent, second publication, B 1
published in the sense of
paragraph 6(ii)
Certificat d’addition 4 Certificate of Certificate of additionto a B 2
un brevet d’invention additiontca patent, second publication,
patent of invention {published in the sense of
paragraph 6(it)
Certificat d'utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii}
Certificat d’addition & Certificate of 4 Certificate of addition to a B 4
un certificat d’utilité addition to a utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d’invention Patent of invention | Patent {old faw) published in } A
‘ the sense of paragraph 6(ii)
Certificat d’addition a Certificate of Certificate of addition to a E
un brevet d’invention addition to a patent (old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law)} | M
médicament for medicament published in the sense of
paragraph 6(ii)
Certificat d’addition 4 Certificate of Certificate of addition to a M
un brevet spécial de addition to a medicament patent (old law)
médicament special patent for | published in the sense of
medicament paragraph 6(i)
German Patentschrift Patent specifica- | Exclusive patent, granted in A
Demaocratic {Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii}
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic | accordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
{when needed)

Identification
of document

Letter
code

Asso-
ciated
numer-
ical
code
(when
defined)

German
Pemocratic
Republic
(cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

Berichtigte Patentschrift
{Ausschliessungspatent)

Berichtigte Patentschrift
{(Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-

tion (Economic
Patent)

Corrected patent
specification
{Exclusive Patent)
Corrected patent
specification
(Economic Patent)

Exclusive patent granted in
accordance with para-
graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the Gerrrian Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ji)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

-- 1st publication

- 2ad publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aus-
legeschrift :

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Patent application published,
after examination as to
novelty, in the sense of
paragraph 6(ii}

— lst publication. Offen-
legungsschrift not yet
published

~ 2nd publication. Normally
following an Al Offen-
fegungsschrift or Bl Aus-

legeschrift
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
{(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

Identification
of document

Letter
code

Asso-
ciated
numer-
teal
code
{when
defined)

Germany
(Federal
Republic of)
(cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

— 3rd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

- 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii}

- 1st publication. Offen-
legungsschrift and Aus-
legeschrift not published

~ 2nd publication. Modified
reprint normally following a
B1 Auslegeschrift or C1
Patentschrift

- 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2

| Auslegeschrift with a preced-

ing Bl Auslegeschrift as well
— 4th publication. Foliowing
a B3 Auslegeschrift or C3
Patentschrift

~ 5th publication. Following
a B4 Auslegeschriftora

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

3

Hungary

K dzzétett szabadalmi
bejelentés

Szabadalmi leiras

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph 6(i)

Patent published in the sense
of paragraph 6(ii)

India

Patent specification

Patent published in the sense.

of paragraph 6(ii)

Ireland

Patent specification

Patent published in the sense
of paragraph 6(ii)

Jtaly

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ii)
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1871

Issuing
‘country

Kind of published patent document

Designation in language
of issuing country
{and, if required,
trapsliteration in
Latin characters)

“Franslation into
English
{when needed)

Letter

Identification code

of document

Asso-
ciated
numer-
ical
code
(when
defined)

Japan

2 BN L8
(K.kai tokkyo k6hd)

T BEHRBYUAEER

54 ¥ 2 ®
(Tokkyo kohé)

(Tokkyo hatsumei
meisaisyo)

B HHARASE

(Tokkyo shinpan
Seiky kdkoku)

¥ F 2 #=
(Isy6 kohs)

AHMERAYEALAR
(Kokai jitsuy6 -
shinan koho)

Published unexam-

ined patent applica-

tion

Published examined
patent application

Patent specification

Corrected patent
specification

Registered design
publication

Published unex-
amined utility
model application

Patent application published
before examination as to
novelty in the sense of para-
graphs 6(i) and 6(i).

Patent application published
after examination as to nov-
elty in the sense of para-
graphs 6(i) and 6(ii).

- Ist publication. A Kdokai
tokkyo kohé not published.
“T" headed the numerical
number of Tokkyo kohé
published from 1922 to
1926.

- 2nd publication. Normally
following an A Kokai
tokkyo kého.

Patent (old law) published
in the sense of paragraphs
6(i) and 6(li).

- st publication. Tokkyo
koho not published.

- 2nd publication. Normally
following a B 1 Tokkyo
kéhé.

Corrected patent published
in the sense of paragraphs
6(i) and 6(ii).

Registered design application
published after examination
as ta novelty in the sense of
paragraphs 6(i) and 6(ii).

Utility mode] application
published before examina-
tion as to novelty in the sense

of paragraphs 6(i) and 6(ii)
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MANUAL OF PATENT EXAMINING PROCEDURE

Kind of published patent document Asso-
Dosianation i1 - ciated
. sighation in language numer-
Essuing of issuing country Translation into Ldentification Letter| = ¢
country (and, if required, English o ; code | e
translitsration in (when needed) o Gocumen {when
Latin characters) defined)
&m) ® A # 8 2 8 |Publiched examined | Utility modef application.
, . 5 utility model published after examination
(Jl‘swo shinan k5ho) application as to novelty in the sense of
paragraphs 6(i) and 6(ii)
- st publication. 1] Kokai Y11
jitsuyd shinan kéhd not
published.
“T*" headed the numerical
number of Jitsuyd shinan
kahé published from 1922
to 1926,
- 2nd publication. Normal- Y| 2
ty following a U Kokat
jitsuyo shinan kéha,
BEEEAHE Registered utility Registered utility model
. model specification | published in the sense of
(T6roku jitsuyd shinan) paragraphs 6(i) and 6(il) _
- 1st publication Jitsuyd 211
shinan kohé not published
- 2nd publication. Normal- Z| 2
1y following a Y 1 Jitsuyd
shinan koho.
B R BR A% | Corrected registered | Corvected registered utility 1
utility model specifi- | mode! published in the sense
¢} shinan " o
gmr:::‘ sj:;;‘;}t;ﬁk okoku) | cation of paragraphs 6(i) and 6(i).
Luxembourg | Brevet d’invention Patent ofinvention [Patent published in the sense | A
of paragraph 6(ii)
Certificas A'additiona  |Certificate of Certificate of addition to a A
un brevet d’invention additiontoapatent [patent published in the sense
of invention of paragraph 6(ii)
Monaco Brevet d’invention Patent of invention iPatent published in the sense | A
: ‘ of paragraph 6(ii) ’
Netherlands Terinzagelégging Patent application {Patent application published | A
. Taid open in the sense of para-
: graphs 6{i) and 6(ii}
Openbrarmaking Published patent  {Patent application published | B
application after examination in the sense
of paragraphs 6(i) and 6(i)
Cetrooi Patent Patent published in the sense | C
of paragraph 6(ii)
Norway Alment tilgjengelige = [Patent application [Patent application published | A
' patentsoknader (not accessible to the  |in the sense of paragraph 6(i)
marked on the document) public
Utlegningsskurift - Document laid ~ |Patent application published | B
open after examination as to i
novelty in the sense of para-
graph 6(ii)
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Kind of published patent document Ass0-
- ciated
) Designation in language . numer-
Issuing of issuing country Translation into . Letter; = 4
country : ; : Identification - code
(and, if required, English of document code
transliteration in {(when needed) (when
Latin characters) defined)
Norway Patent Patent Patent published in the sense | C
{cont'd) of paragraph 6(if)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Description of the |Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union | ONUCAHHE Description of the |Patent published in the sense | A
ﬁ%ﬁé’%ﬁ%m invention for a of paragraph 6(ii)
(Opisanie izobreteniya | patent
k patentu) ' ‘
ONHCAHNE Description of the | Inventor’s certificate A
ﬁ%ﬁ@ﬁ’%&g’% invention for an | published in the sense of
CBHAETEJLCTBY author's certificate | paragraph 6(ii)
{Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencion Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion  {Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i}
Certificado de adicién Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de  [Application for a | Utility Model Application U
Utitidad utikity model publisheu in the sense of
paragraph &(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmint tillgénglig Patent application |Patent Application published | A
patentansikan accessible to the  |in the sense of paragraph 6(i)
public )
Utldggningsskrift Document laid Patent Application published | B
open after examination as to
novelty in the sense of para-
graphs 6(i) and 6(ii)
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MANTAL OF PATENT BXAMINING PROCEDURE

Kind of published patent document Asso-
ciated
. Designation in language S numer-
Issuing of issuing country Translation into o Lettery . )
country {(and, if required English Identification code | .
" L f document
transliteration in {when needed) © (when
Latin characters) defined)
Sweden Patentskrifi Patent document | Patent published in the sense | C
{cont’d) of paragraph 6(ii}
Switzerland Auslegeschrift/Mémoire | Document laid Patent Application published | A 4
Exposé/Esposto open after examination as to
Memoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A 5
d’invention/Esposto specification of paragraph 6(ii) and per-
d’invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B 5
d’invention/Esposto specification of paragraph 6(ii) and per-
d’inventione taining to technical fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in the sense | A
d'invention/Esposto d’in- | specification of paragraph 6(ii), issued
venziong {Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d’invention/Esposto d'in- |specification in the sense of para-
venzione (Zusatzpatent/ |{Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d’'invention/Esposto &’in- | specification in the sense of paragraph
venzione (Zusatzpatent/ |{Additional 6(ii} in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1907
vetio addizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of

paragraph 6(ii}. Grant of let-
ters Patent usually occurs,
3 months after publication.
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Kind of published patent document Asso-
Designation in Jangua ciated
' ge numer-
Issuing of issuing country Translation into Identificati Letter icalr
country (and, if required, English fd cation code
transliteration in {when needed) of document (when
Latin characters) defined)
Upited Amended Patent Amended Specification of a B
Kingdom Specification Granted Patent published in
{cont'd) the sense of paragraph 6(ji)
United Patent Patent published in the sense | A
States of Plant Patent of paragraph 6(ii) P
America Design Patent S
Reissue Patent Patent reissued and republ- | E
lished in the sense of para-
graph 6(ii)
Defensive Publication Patent application published | H
without examination or asser-
tion as to novelty, in the sense
of paragraph 6(i)
Defensive Publication Patent document published H
in the sense of paragraph 5:
Entry of an abstract of the
application in the Official
Gazette
Defensive Publication Patent document published H
in the sense of paragraph 6(ii):
Abstract of an application
published in 2 discreet docu-
ment form distinctively num-
bered in a numerical series
unique 1o Defensive Publica-
tions.
Yugoslavia Accepted lf‘atent Application A
published in the sense of
paragraph 6(i)
Patentni spis Patent Patent published in the sense B
specification of paragraph 6(ii}
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1872 International-Type Search

[R~3]
PCYT Ruie 41
Earlier Rearch other than Internationel Search

£1.1 Obligation to Use Results; Refund of Fee

If veference has been made in the request, in the
form provided for in Rule 411, to an international-
type search carried out under the conditions set outf in
Article 15(5) or to a search other than an international
or international-type search, the International Search-
ing Authority shall, to the extent possible, use the re-
sults of the said search in establishing the international
gearch report on the international application. The In-
ternational Searching Authority shall refund the search
fee, to the extent and under the conditions provided
for in the agreement under Article 16(3)(b) or in 2
communication addressed to and published in the
Gazette by the International Bureau, if the interna-
tional search report could wholly or partly, be based on
the results of the international-type search,

37 OFR 1.21 Patent and miscellaneous fees and charges.

L * * #* *

{w) For preparing an international-type search re-
port of an international-type search made at the time
of the first action on the merits in a national patent
application $25.00

Nore: The Patent and Trademark Office does not re-
quire that a formal report be prepared of an interna-
tional-type search in order to obtain g search fee re-
fund in 2 later filed international application, For fees
relating to processing of infernational applications, see
§ 1.445.

87 CPFR L1104 Noalure of examination;
action.

exqminer’s

] * 2 L]

{c) An international-type search will be made in all
national applications filed on and after June 1, 1978,

*®
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{d) Any national application may also have an In-
ternational-type search report prepared thereon at the
time of the national examination on the merits, upon
speeific written request therefor and paymenf of the
international-iype search report fee. See § 1.21(w) for
amount of fee for preparation of international-type
search report.

Notii: The Patent and Trademark Office does not
require that a formal report of an international-type
gearch be prepared in order to obtain a search fee re-
fund in a later filed international application.

PCT Rule 41 provides that the applicant may
request in a later filed international application
that the report of the results of the interna-
tional-type search, ie., a search similar to an
international search, but carried out on a na-
tional application (37 CFR 1.104(c¢) and (d)},
be used in establishing an international search
report on such international application. A par-
tial refund of the search fee in the international
application may be possible to the extent that
the international search report could wholly or
partially be based upon the results of the inter-
national-type search (37 CFR 1.446). An inter-
national-type search is conducted on all U.S.
national applications filed after June 1, 1978,
Upon specific request at the time of the exami-
nation of a U.S. national application and pro-
vided that the payment of a $25.00 interna-
tional-type search report fee has been made (37
CFR 1.21(w}) an international-type search re-
port form (PCT/ISA/201) will also be pre-
pared.

Whether or not an international-type search
report form is prepared, the amount of the re-
fund of the search fee of an international ap-
plication depends upon the extent to which the
results of that earlier U.S. search can be used.
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1875 International Bureau Procedures

[R-3]
PCFE Articir 19

Amendment of the Olaime Before ihe
International Bureoy

{1) The applicant shall, after having received the
international search report, be entitled to one oppor-
tunity to amend the claims of the international appli-
cation by filing smendments with the International
Bureau within the prescribed time limit. He may, at
the same time, file a brief statement, as provided in the
Regulations, explaining the amendments and indicating
any impact that such amendments might have on the
description and the drawings.

(2} The amendments ghall not go beyond the dis-
closure in the international application ag filed,

(8) If the national law of any designated State per-
milts amendments to go beyond the said disclosure,
failure to comply with paragraph {(2) shall have no
consequence in that State.

PCT Rure 24
Reoceipt of the Record Copy by the International Bureow

24.1 Recording of Date of Receipt of the Record Copy

The International Bureau shall, upon receipt of the
record copy, mark on the request sheet the date of re-
ceipt and on ali sheets of the international application
the stamp of the International Bureau.

24.2 Notification of Receipt of the Record Copy

() Subject to the provisions of paragraph (b}, the
International Burean shall promptly notify the appli-
cant, the receiving Office, the International Searching
Authority, and all designated Offices, of the fact and the
date of receipt of the record copy. The notification shall
identify the international applicaiion by its number,
the international filing date, the name of the applicant,
and the name of the receiving Office, and shall indicate
the filing date of any earlier application whose priority
ig claimed, The notification sent to the applicant shall
also contain the list of the designated Offices which
have been notified under this paragraph, and shall, in
respect of each designated Office, indicate any applica-
ble time limit under Article 22(3).

(b) If the record copy is received after the expiration
of the time lmit fixed in Rule 22.3, the International
Bureau shall promptly notify the applicant, the recelv-
ing Office, and the International Searching Authority,
aceordingly.

PCT Rure 46

Amendment of Claims Before the International Bureon

46.1 Time Limit

The time limit referred to in Artiele 19 shall be 2
months from the date of transmitial of the interna-
tional search report to the Infernational Bureau and
to the applicant by the International Searching Au-
thority or, when such transmittal takes place before
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the expiration of 14 months from the priority date, 8
months from the date of such transmitial.

46.2 Dating of Amendments

The date of receipt of any amendment shall be re-
corded by the International Bureaw, which shall also
notify the applicant of the date and indicate the date
in any publication or copy issued by it.

46.8 Language of Amendments

If the international application has heen filed in a
language other thar the language in which it is pub-
lished by the International Bureau, any amendment
made under Article 19 shall be both in the language
in which the international application has been filed
and in that in which it is published,

46.4 Statement

(a) The statement referred to in Article 19(1) shall
be in the language in which the international apphica-
tion iz published and shall not exceed 500 words if in
the English language or if translated into that language.

(b} The statement shall comtain ne comments on
the international search report or the relevance of the
citations contained in that report. The statement may
refer to a citation contained in the international search
report only in order to indicate that a speeifie amend-
ment of the claims is intended to avoid the document
cited,

48.5 Form of Amendments

(a) The applicant shall be required to submit a re-
placement sheet for every sheet of the claims which,
on account of an amendment or amendments under
Article 19, differs from the sheet originally filed, ‘Fhe
letter accompanying the replacement sheet shall draw
attention {o the differences beftween the replaced
sheets and the replacement sheets, To the extent that
any amendment results in the cancellation of an entire
sheet, that amendment shall be communicated in a
letter.

{b) The International Bureaum shall mark on each
replacement sheet the international application num-
ber, the date on which it was received, and the stamp
identifying the International Bureau. It shall keep in
its filles any replaced sgheet, the letter accompanying the
replacement gheet or sheets, and any letter referred to
in the last sentence of paragraph (a).

(¢} The International Bureau shall insert any re-
placement sheet in the record copy and, in the case
referred to in the last gsentence of paragraph (a), shall
indicate the cancelations in the record copy.

37 COFR 1.415 The Internationel Bureey. (a) The In-
ternational Bureau is the World Intellectual Property
Organization located at Geneva, Switzerland. It is the
international intergovernmental organization which
acts as the coordinating body under the Treaty and the
Regulations (PCT Art. 2(xix) and 35 U.8.C. 361(h)).

{b) The major functions of the International Bureau
include:

(1)} Publishing of international applieations and the
International Gazette;

Rev. 3. July 1080
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{2) Trangmiiting copies of international applications
to Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities per-
tingnt to the processing of specific international
applications,

1877 Intermational Publication
PCT Arpicie 21

I'nternotional Publication

(1) The International Bureau shall publish interna-
tional applications,

{2) (&) Subject to the exceptions provided for in sub-
paragraph (b} and in Article 64(8), the international
publication of the international application shall be
effected promptly after the expiration of 18 months
from the priority date of that application.

{b) The applicant may ask the International Bureau
to publish his international application any time before
the expiration of the time limit referred to in subpara-
graph (a). The International Bureau shall proceed ac-
cordingly, as provided in the Regulations.

{3) The international search veport or the declara-
tion referred to in Article 17(2) (a) shall be published
&s prescribed in the Regulations,

(1) The language and form of the internaticnal
publication and other defails are governed by the
Begulations. )

(B) There shall be no international publication if
the international application iy withdrawn or is con-
sidered withdrawn before the technical preparations
for publication have been completed.

{6) If the international application contains expres-
sions or drawings which, in the opinior of the Inter-
national Bureau, are contrary to morality or public
order, or if, in its opinion, the international applica-
tion containg disparaging statements as defined in the
Regulationg, it may omit such expressions, drawings,
and statements, from its publications, indicating the
place and number of words or drawings omitted, and
furnishing, upon request, individual coples of the
passages omitied.

PCT ArTicLe 20
Effects of the Internationel Publicetion

{1} As far as the protection of any rights of the ap-
plicant in a designated State is concerned, the effects,
in that Btate, of the international! publication of an
international application shall, subjeet to the provi-
sions of paragraphs (2) to (4), be the same as those
which the national law of the designated State pro-
vides for the compulsory national publication of un-
examined national applications as such,

(2) If the language in which the international publi-
cation has been effected iy different from the language
in which publications under the national law are ef-
fected in the designated State, the said national law
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may provide that the effects provided for in paragraph
(1) shall be applicable only from such time as:
(i) a transiation into the latter language has been
published as provided by the national law, or
(ii) a transiation into the latter language has been
made available to the publie, by laying open for
public inspection as provided by the national law, or
(iii) a translation into the latter language hay
been transmitted by the applicant to the actual or
prospective unauthorized wuser of the invention
claimed in the international application, or
(iv) both the acts deseribed in (i) and (iii), or
both the acts deseribed in (ii) and (iii), have taken
place.

(8) The national law of any designated State may
provide that, where the international publication has
been effected, on the request of the applicant, before
the expiration of 18 months from the priority date, the
effects provided for in paragraph (1) shall be applica-
ble only from the expiration of 18 months from the
priority date.

(4) The national law of any designated State may
provide that the effects provided for in paragraph (1)
ghall be applicable only from the date on which a copy
of the internaiional application as published under
Article 21 has been received in the national Office of
or acting for such State. The said Office shall publish
the date of receipt in ity gazette sy soon as possible.

POT Rurs 48

International Publication
48.1 Form
{a) The international application shall be published
in the form of a pamphlet.
(b} The particulars vegarding the form of the pam-
phlet and the method of reproduction shall be governed
by the Administrative Instructions.

18.2 Contents

{a) The pamphlet shall contain:

(i) a standardized front page,

(i1) the deseription,

(iii} the claims,

{iv) the drawings, if any,

(v) subject to paragraph (g), the international
search report or the declaration under Article 17(2)
(a}; the publication of the infernational search re-
port in the pamphlet shall, however, not be required
to include the part of the international search report
which containg only matter referred fo in Rule 43
already appearing on the front page of the pamphlet,

(vi) any statement filed under Article 19(1), un-
less the International Bureau finds that the state-
ment does not comply with the provisions of
Rule 46.4.

(b} Bubject to paragraph (e}, the front page shall
include :

(1) data faken from the request sheet and such
other data as are prescribed by the Administrative
Ingtructions,
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{il) a fAgure Or figures where the international
application contains drawings,

(iti) the abstract; if the apstract is both in
Fnglish and in another language, the English text
ghall appear first.

{e) Where & declaration under Article 17(2) (a}) has
issued, the front page shall conspicueusly refer to that
fact and need include neither 2 drawing nor an
abstract.

(d)y The figure OF figures referred to in paragraph
(p) (ii) shall pe selected as provided in Rule 8.2. Re-
production of such figure or figures on the front page
may beina reduced fornh.

(e) If there is not enough rToom OB the front page
for the totality of the abstract referred toin paragraph
{b) (i), the sald abatract shall appear on the back of
the front page. The same shail apply to the transtation
of the abgtract when guch translation 3¢ required to be
published under Rule 483(c).

(£) If the claims have been amended under Articte
19, the publication ghall contain either the full fext of
the claims both as filed and as amended or the full
text of the claims as filed and specify the amendments.
Any statement veforred to in Article 19(1) shail be
included as well, unless the International Bureat finds
that the gtatement does not comply with {he provisions
of Rule 46.4. The date of receipt of the amended
claims by the International Bureau shall be indicated.

{g) If, at the time when publication is due, the in-
ternational gearch report is not yet available (for ex-
ample, because of publication on tne request of the
applicant as provided in Articles 21(2) (D) and 64(3)
{e) (1)), the pamphlet ghall contain, in place of the
international gearch report, an indication to the effect
that that report was not available and that either the
pampblet {then algo including the jnternational geareh
report) will be republished or the international search
report (when it becomes available) will be separately
published.

(h) If, at the {ime when publication ig due, the time
1imit for amending the claims under Article 19 has
not expired, the pamphlet ghall refer to that fact and
{ndicate that, shonld the ¢laims be amended under
Articie 19, then, promptly after such amendments,
either the pamyhlet (containing the claims a8
amended) will be republished or & gkatement reflecting
all the amendments will be published. In the latter
cage, at least the front page and the claims shall he
republished and, if a statement under Article 1901
has been filed, that statement shall pe published as
well, unless the International Buread finds that the
gtatement does not comply with the provisions of Rule
46.4.

(i) The Administrative Tnstructions shall determine
the cases in which the various alternatives referred to
in paragrapbs (g) and () shall apply. gSuch determi-
pation shall dgepend on the volume and complexity of
the amendments and/or the volume of the interna-
ticnal applications and the cost factors.
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8.8 Languoge

(a) 1# the jmternationsl application s filed in Eng-
iish, French, German, Japanese, Or Russian, that ap-
plication shall pe published in the language in which
it was filed.

(by If the jnternational application is filed in 2a
lapguage other than Jnglish, French, German, Japa-
nege, or Russiab, that application shall be published
in Bnglish translation. The transiation shall be pre-
pared under the responsibility of the International
gegrching Autority, which shall be obliged to have it
ready in time to permit the communicatiorl under
Article 20 by the prescribed date, or, if the interng-
ttonal publication ig due al an earlier date than the
said eommunieation, to permit international publica-
tion by the preseribed date. Notwithstanding Rule
16.1(a), the International Searching Authority may
charge a fee for the translation to the applcant. The
International Searching Authority shall give the appli-
cant an opportunity to comment on the draft transia-
tion. The Taternational searching Authority ghall fix 2
time lirpit reagonable under the cirenmstances of the
case for such comments. If there iz no time to take
the commenis of the applicant into account before the
franslation is communicated or if there is a difference
of opinion between the applicant and the gaid Aufhor-
ity as to the eorrect tran.sls_tion, the applicant may
gend a copy of his comments, or what remains of them,
{o the International Burean and each designated Office
to which the franslation wWas communicated. The
International Bureau chall publish the esgence of the
eomments together with the tranglation of the Interna-
tional Bearching Authority or subseguently to the pub-
lication of such transiation.

(¢) If the international application is publighed in
a language other than English, the international search
report to the extent that it is published under Rule
482(a) (v}, or the declaration referred to in Article
17(2) (a), and the abstract shall be published both in
that language and in English. The transiations shall be
prepared under the responsibility of the International
Burean,

38.% Earlier Publication on the Applicant's Request

{a) Where the applicant asks for publication under
Articies 21(2) () and 64(3) (e} (i) and the jnterna-
tional search report, or the declaration referred to in
Article 17(2) (a), is not yet available for publication
together with the international application, the Inter-
natioinal Bureau shall collect a special publication fee
whose gmount shall be fixed in the Administrative
Ingtructions,

{b) Publication under Articles 21{2) (b} and 64.(3)
{c) (1) shall be effected by the Jnternational Bureau
promptly after the applicanti has asked for it and,
where a speeial fee is due vnder paragraph (a), after
reeeipt of such fee.
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485 Notification of Netional Publication

Where the publication of the international applica-
tion by the International Burean iy governed by Article
64(8) () (i1}, the national Office concerned shall,
bromptly after effecting the national publication re-
ferred to in the said provision, notify the Internationsal
Burean of the fact of such national publication.

48.6 Announcing of Certain Facts

(2} If any notification under Rule 28.1(a) (i)
reaches the International Buregu at a time later than
that at which it was able to prevent the international
bublication of the international application, the Inter-
national Bureau shall prompily publish a notice in
the Gazette reproducing the essence of auch notification.

(b) The essence of any notification under Rules
29.2 or 51.4 shall be published in the Gazette and, if
the notification reacheg the International Buresu be-
fore preparations for the publication of the pamphlet
have been completed, alse in the pamphlet,

{c} It the international application is withdrawn
after its international publication, this fact shall be
published in the Gazette.

PCT Rurs 86

The Gazette
86.7 Contents

The Gazette referred to in A
tain:

. (1) for each published international application,

data specified by the Administrative Instructions

taken from the front page of the pamphlet published

under Rule 48, the drawing (if any) appearing on

the said front rage, and the abstract,

(ii) the schednle of all fees payable to the recelv-
ing Offices, the International Burean, and the Inter-
national Searching and Preliminary Bxamining An-
therities,

(iii} notices the publication of which iy required
under the Treaty or thege Regnlations,

(iv) information, if and to the extent furnished to
the International Bureau by the designated or
elected Offices, on the guestion whether the require
merts provided for in Articles 22 or 89 have been
complied with in respect of the internationa] appliea-
tiong designating or electing the Office concerned,

(v) any other useful information brescribed by
the Administrative Instructiens, brovided access to
stch information is not Prohibited under the Treaty
or these Regulations,

rticle B5(4) shall con-

86.2 Lengunges

(a) The Gazette shall be published in an English-
language edition and a Freneh-language edifion. It
shall algo be published in editiong in any other lan-
suage, provided the cost of publication ig agsured
through sales or subventiong,
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(b} The Assembly may order the publication of the
Gazette in languages other than those referred to in
baragraph (a).

86.8 Frequency

{2) Sabject to para
published once 2 weel,

(b) For a transitional period after the entry into
force of the Treaty terminating upon a date fixed by the
Agsembly, the Gazette may be published at such times
ag the Director General considers appropriate having
regard to the number of international applications
and the amount of other material required to be
published,

86.} Sele

(a) Subjeet to paragraph (b), the subseription and
other sale prices of the Gazette shall be fixed in the
Administrative Instructions.

(b) For a trangitional period after the entry into
force of the Treaty terminating upon a date fixed by
the Assembly, the Gazette may be distributed on such
terms ag the Director General considerg appropriate
having regard to the number of {nternational applica-
tions and the amount of other material publisheqd
therein,

86.5 Title

The title of the Gazette shall be “Gazette of Inter-
national Patent Applications,” angd “Qazette des De-
mandes inf:ernatione_des de brevets,” respectively,
86.6 Purther Details

Further details concernin
vided for in the Administrat

graph (b), the Gazette ghall be

& the Gazette may he pro-
ive Instructions.

POT Avmivigrrarrve IvsrruoTions Sgorron 404

International Pubdlication Number

The International Bureau shall assign to each pub-
lished international application an international pub-
lication number which shali be different from, the inter-
natlonal appleation number, The international publi-
cation number shall be used on the pamphlet and in
the Gazette entry. Ti ‘shall eonsist of the two-letter
code “WO” followed by a two-digit designation of the
last two numbers of the year of publication, a slant,
and a serial numper consisting of five digits (e.g.,
“WOr8/123457),

35 U.8.0 814 Publication of international applice-
ton: Bifect. The publication under the treaty of an
international application shall confer no rights and
shall have no effect under this title other than that
of 8 printed publication, '

37 OFPR 1.318 Notifieation of nationgl publication of
@ patent based on anm international epplication. The
Office will notify the International Bureau when a
patent is issuved on an application filed under 35 U.8.C.
871, and there has been ¢ previows international
publication,
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1885 Receipt of the International
Application by the Designated
Offices [R-3]

PCT Arrrcrs 20
Communication to Designoeted Offices

(1) (a) The international application, together with
the international search report {including any indica-
tion referred to in Article 17(2) (b)) or the declaration
referred to in Article 17(2) (a), shall be communicated
to each designated Office, as provided in the Regula-
tions, unless the designated Office walves such require-
ment in its entirety or in part.

(b} The communication shall inelude the tranglation
{as prescribed) of the said report or declaration.

(2) If the claims have been amended by virtme of
Artiele 19(1), the communication shall either contain
the full text of the claims both ag filed and as amended
or shall contain the full text of the claimsg as filed and
specify the amendments, and shall include the state-
ment, if any, referred to in Article 19(1).

. {8) At the request of the degignated Office or the ap-
plicant, the International Searching Aunthority shall
send fo the said Office or the applicant, respectively,
copies of the documents cited in the infernational
search report, as provided in the Regulations.

PCT Rure 47
Communication to Designated Offices
47.1 Procedure

(a) The eommunication provided for in Article 20
shaill be effected by the Infernational Burean. )

{b) Such communication shall be effected promptly
after the international publication of the international
application and, in any event, by the end of the 19th
montih after the priority date. Where the time limif
under Rule 46.1 has not expired when the eommunica-
tion is effected and the International Bureau has
neither received amendments from the applicant nor a
 declaration that the applicant does not wish to make
amendments before the International Bureau, the Inter-
national Bureau shall, at the time of the communiea-
tion, notify the applicant and the designated Offices
aceordingly ; it shall, immediately after receipt, com-
municate any amendment received subseguently to the
designated Offices and notify the applicant accordingly.
Where, under Article 17(2)(a), the International
Searching Authority has made a declaration that no
international search report will be established, the
communication shall be effected, unlesg the “intema-
tional application iz withdrawn, within 1 month from
the date on which the International Bureau has been
notified of the said declaration by the Iaternational
Searching Authority; such communication shall be zc-
companied by an indication of the date of the notifica-
tion sent to the applicant under Article 17(2) (a).

{¢) The International Bureau shall send a notice to
the applicant indieating the designated Offices to which
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the communication has been effected and the date of
sach communication. Such notice shall be sent on the
same day as the communication. Each designated
Office shall be informed, separately from the communi-
cation, about the sending and the date of mailing of
the notice, The notice shall be acecepted by all desig-
nated Offices as conclusive evidence that the communi-
cation has duly taken place on the date speeified in the
notice.

{d) Each designated Office shall, when it so requires,
receive the international search reports and the decla-
rations referred to in Article 17(2)(a) also in the
tranglation referred to in Rule 45.1.

{e) Where any designated Office has waived the re-
quirement provided under Article 20, the copies of the
documents which otherwise woeuld have been sent to
that Office shall, at the request of that Office or the
applicant, be sent to the applicant at the fime of the
notice referred to in paragraph (e).

1.2 Coples

{(a) The copies required for communication shall be
prepared by the International Bureau.
(b} They shall be in sheeis of A4 size.

#1.83 Languages

The interpational application communicated under
Article 20 ghall be in the language in which it is pub-
lished provided that if that language is different from
the language in which it was filed it shall, on the re-
quest of the designated Office, be communicated in
either or both of these Ianguages.

87 OFR 1414 The United States Designated Office.
{a) The United States Pafent and Trademark Office
will act as 2 Designated Office for international appli-
cations in which the United States of Ameriea has been
designated as a State in which patent protection is
desired.

(b) The Patent and Trademark Office, when acting
a8 a Designated Office during international processing
will be identified by the full title “United States Desig-
nated Office” or by the abbreviation “DO/US.”

{¢) The major functions of the United States Desig-
nated Office in respect to international applications in
which the United States of America has been desig-
nated, include:

(1) Receiving various notifieations throughout the
international stage;

(2) Accepting for regular national patentability ex-
amination international applications which satisfy the
requirements of 35 U.8.C. 871 ; and

(2) Conducting reviews under PCT Article 25 for
those international applications declared withdrawn,

The International Bureau communicates 2
copy of the international application to each
designated Office, except the United States Pat-
ent and Trademark Office where that Office is
not only a designated Office but was also the
Receiving Office and International Searching
Authority (35 U.S.C. 371(a)). The copy 1s pre-
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pared by the International Bureau and it is ac-
companied by a copy of any amendments to the
claims, and a copy of the international search
" report or the declaration by the International
Searching Authority to the effect that no inter-
national search report will be established (PCT
Article 20(1)(a) and (2) and PCT Rules
471(a} and 47.2). The International Bureau
also sends a notice to the applicant (from
PCT/1B/308) informing him of those Offices to
which it has sent the copies and the date on
which it was sent (PCT Rule 47.1(c)).

The International Bureau effects the said
communication of the international application
to the designated Offices promptly after publi-
cation,

The applicant may, if he so desires, transmit,
or ask the International Bureau to transmit, at
any time, a copy of hig international applica-
tion to any designated Office.

Further details may be found in PCT Article
13 and PCT Rule 81. Tt is to be noted that any
transmittal of this kind does not, in the absence
of an express request from the applicant, en-
title the designated Office to start processing the
international application in that Office. At the
express request of the applicant, however, any
designated Office may start processing or ex-
amining the international application earlier
(PCT Article 23(2)).

1887 Entry into the National (or Re-

gional) Phase Before the Desig-
nated Offices [R-3]

POT AgtioLs 22

Copy, Translotion, end Fee, to Designated Offices

(1) The applicant shall furnish a copy of the inter-
ngtional application (unless the communieation pre-
vided for in Article 20 has already faken place) and a
translation thereof (as prescribed), and pay the na-
tional fee (if any), to each designated Office not later
than at the expiration of 20 months from the priority
date. Where the national law of the designated State
requires the indication of the name of and other pre-
seribed data concerning the inventor but allows that
these indications be furnished at 2 tire later than that
of the filing of a national application, the applicant
shall, unless they were contained in the request, fur-
nish the said indications to the national Office of or
acting for that State not later than at the expiration
of 20 months {rom the priority date.

(2} Notwithstanding the provigions of paragraph
(1), where the International Searching Authority
makes a declaration, under Article 17(2)(a), that no
international search report will be established, the time
limit for performing the acts referred to in paragraph
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(1) of thig Article shall be twg months from the date
of the notifieation sent to the. applicant of the gaid
declaration.

(3) Any national law may, for performing the acts
referred to in paragraphs (1) or (2), fix time limits
which expire later than the time limit provided for in
those paragraphs.

PCT AgrricLy 28
Delaying of Nationel Procedure

(1) No designated Office shall process or examine the
international application prior to the expiration of the
applicable time Hmit under Article 22,

(2) Notwithstanding the provisions of paragraph
(1), any designated Office may, on the express request
of the applicant, process or examine the international
application at any time.

POT Arrics 24
Pogsible Loss of Fifeat in Designaied Siates

(1) Bubject, in cage {il) below, to the provisiong ef
Articdle 25, the effect of the international applieation
provided for in Article 11(3} shall cease in any desig-
nated State with the same consequences as the with-
drawal of any national application in that State:

(i} if the applicant withdraws his international
application or the designation of that State;

(if} if the international application is considered
withdrawn by virtue of Articles 12(3), 14(1)(b),
14(3¥(a), or 14(4), or if the designation of that
State is considered withdrawn by virfue of Article
14(3) (b) 3

(iii) if the applicant fails to perform the acts re-
ferred {0 in Article 22 within the applicable time
Hmit,

(2) Notwithstanding the provisions of paragraph
(1), any designated Office may maintain the effect
provided for in Artiele 11(8) even where such effect
1s not required to be maintained by virtue of Article
25(2).

POT Articie 26
Opportunity to Correct Before Designated Offices

No designated Office shall reject an international ap-
plication on the grounds of non-compliance with the
reguirements of thig Treaty and the Regulations with-
out first giving the applicant the opportunity to correct
the said sapplication to the extent and according to the
procedure provided@ by the national Ilaw for the same
or comparable situations in respect of national applica-
tions.

PCT Articim 27
National Requirements

{1} No National law shall require compliance with
requirements relating to the form or contents of {he
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international application different from or additional
to these which are provided for in this Treaty and the
Regulations,

(2) The provisions of paragraph (1) neither affect
the application of the provisions of Article 7(2) nor
preciude any national law from requiring, once the
processing of the internztional application has started
in the designated Office, the furnishing:

492.1

3IE-639 0 - 8) - 7

(1) when the applicant is a legal entity, of the
name of an officer entitled to represent such legal
entity,

{ii) of docwments not part of the international
application but which constitute proof of allegations
or statements made in that application, including the
confirmation of the internatiomal application by the
signature of the applicant when that applieation, as
filed, was signed by his representative or agent.

Rev. 1, Jan, 1680
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(2) Where the applicant, for the purposes of any
deslgnated State, is not qualified according to the na-
tional law of that State to file a national application
because he iz not the inventor, the international appli-
cation may be rejected by the designated Office.

(4) Where the national law provides, in respect of
the form or contents of national applications, for re-
quirements which, from the viewpoint of applicants,
are more favorable than the requirements provided for
by this Treaty and the Regulations in respect of in-
terpational applications, the national Office, the courts
and any other competent organs of or acting for the
designated State may apply the former requirements,
instead of the latter requirements, to international ap-
plications, except where the applicant insists that the
requirements provided for by this Treaty and the Reg-
ulations be applied fo his international application.

{5) Nothing in this Treaty and the Regulations ig
intended to be construed ag prescribing anything that
would limit the freedom of each Contracting State to
prescribe such substantive conditions of patentability
a8 it desires, In particular, any provision in this Treaty
and the Regulations concerning the definition of prior
art is exclusively for the purposes of the international
procedure and, consequenily, any Contracting State ig
free to apply, when determining the patentability of
an invention claimed in an international application,
the criteria of its national law in respect of prior art
and other conditions of patentability not constituting
requirements &s to the form and contents of
applications,

(6) The pationsl law may reqguire that the applicant
furnish evidence in respect of any substantive condi-
tion of patentability prescribed by sach law,

(7} Any recelving Office or, once the processing of
the international application has started in the desig-
nated Office, that Office may apply the national law asg
far as it relates to any requirement that the applicant
be represented by an agent having the right to rep-
resent applicants before the said Office and/or that the
applicant have an address in the designated State for
the purpose of receiving notifications.

{8) Nothing in thig Treaty and the Regulations is in-
tended to be construed as limiting the freedom of any
Contracting State fo apply measures deemed necessary
for the preservation of lfs national security or to limit,
for the protection of the general economic interests of
that State, the right of its own residents or nationals
to file international applications.

PCT ArtrcLr 28

Amendment of the Claims, the Description, and the
Dreawings, Before Designated Offices

(1) The applicant shall be given the opportunity to
amend the elaims, the description, and the drawings,
before each designated Office within the prescribed
time limit. No designated Office shall grant a patent,
or refuse the grant of a patent, before such time lmit
has expired execept with the express consent of the
applicant,
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{2) The amendments shall not go beyond the dis-
clogure in the international application as filed unless
the national law of the designated State permits them
to go beyond the said disclosure.

{8) The amendments shall be in accordance with the
national law of the designated State in all respects not
provided for in thiz Treaty and the Regulations,

(4) Where the designated Office requires a transla-
tion of the international application, the amendments
shall be in the language of the {ranslation.

PCT Ruie 49

Languages of Tronsletions and Amounts of Fees Under
Article 22(1) und (2)

49.1 Notification

{2} Any Contracting State requiring the furnishing
of a transtation or the payment of a national fee, or
both, under Artice 22, shall notify the Internatiomal
Bureau of :

{1) the languages from which and the language
into which it reguireg translation,
(ii) the amount of the national fee.

(k) Any notification received by the International
Bureau under paragraph- (a) shall be promptly pub-
lished by the International Bureau in the Gazette.

{e)} If the reguirernents under paragraph (a) change
later, such changes shall be notified by the Contracting
State to the International Bureau and that Bureau
shall promptly publish the notification in the Gazette.
If the change means that translation is required into a
language which, before the change, was not required,
guch change shall be effective only with respeet to in-
ternational applications filed later than 2 months after
the publication of the notification in the Gazette.
Otherwise, the effective date of any change shall be
determined by the Contracting State.

48.2 Lenguages

The tanguage into which tranglation may be required
must be an official language of the designated Office.
If there are several of such languages, nro franslation
may be required if the international application ig in
one of them. If there are several official languages and
a translation must be furnished, the applicant may
choose any of those languages. Notwithstanding the
foregoing provisions of this paragraph, if there are
several official languages but the national law pre-
seribes the use of one such language for foreighners, a
transtation into that language may be required.

49,8 Rtatements under Article 18
T'or the purposes of Article 22 and the present Rule,
any statement made under Article 19(1) and any

indication furnished under Rule 13%is.4 shall be con--

gidered part of the international application.
POCT RuLe 50
Foaculiy Under Article 22(3)

50.1 Ezercise of Facully

{a) Any Contracting State allowing a time Hmit
expiring later than the time limits provided for in

Rev. 3, July 1880
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Article 22(1) or (2) shall notify the International
Burean of the time limits so fized,

(b) Any notification received by the International
Bureaun under paragraph {a) shall be promptly pub-
lished by the International Bureau in the Gazette.

(e) Notifications concerning the shortening of the
previously fixed iime limit shall be effective in relation
to international applications filed after the expiration
of 3 months computed from the date on which the
notification was published by the International Bureau.

{d)y Notifications concerning the lengthening of the
previously fixed time limit shall become effective upon
publication by the International Bureay in the Gazette
in respect of international applications pending at the
time or filed after the date of such publication, or, if
the Contracting State effecting the notification fixes
some later date, as from the latter date,

POT Roe 52

Amendment of the Claims, the Description, and the
Drawings, before Degignated Ofices

52.1 Time Limil

() In any designated State in which processing or
examination starts without special reguest, the appli-
cant shall, if he so wishes, exercizse the right under
Article 28 within one month from the fulfillment of
the requirements under Article 22, provided that, if the
communication under Rule 47.1 has not been effected
by the expiration of the time Iimit applicable under
Article 22, he ghall exercise the said right not later
than 4 months after such expiration date. In either
case, the applicant may exercise the said right at any
other time if so permitted by the national law of the
said State.

{b) In any designated State in which the national
law provides that examination starts only on specizl
request, the time limit within or the time at which the
applicant may exercise the right under Article 28 shall
be the same as that provided by the national law for
the filing of amendments in the case of the examina-
tion, on special request, of national applications, pro-
vided that such time limit shall not expire prior to, or
such time shall rot come before, the expiration of the
time lmit applicable under paragraph (a).

In order that his application may be proc-
essed by the Office (national or regional) which
grants (or refuses the grant of) a national (or
regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the
following things:

(i) The applicant must pay the national fee
to each designated Office not later than at the
expiration of 20 months from the priority date
(PCT Axticle 22(1)), unless more time is al-
lowed by the Designated Office.

(ii) Depending on the language of the inter-
national application, the applicant may have to
furnish a translation of the international appli-
cation to the designated Office. The preparation
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of the translation is the applicant’s responsibil-
ity. The translation must reach the designated
Office not Iater than at the expiration of 20
months from the priority date (PCT Article 22
(1) and 35 U.S.C. 871(c) (2) ). Where the appli-
cant has amended the claims by filing amend-
ments with the International Bureau, he will
have to furnish the translation also of the origi-
na! claims, and if he has filed a statement ex-
plaining the amendments, a translation of that
statement into the same language as that into
which the international application is translated
must be attached to the translation of the inter-
national application (PCT Article 28(4) and
PCT Rules 49.1(a) (1) and 49.2).

(ii1) Where the International Bureau has not
yet communicated a copy of the international
application to the designated Office, the appli-
cant must furnish a copy of the international
application (thatis, a copy in its original langu-
age) to the designated Office not later than at the
expiration of 20 months from the priority date.
The applicant will receive form PCT/1B/808
from the International Bureau indicating the
date of mailing of the communications as well
as the designated Offices to which the communi-
%ation of copies was effected (PCT Rule 47.1

e)).

)(j?v) In respect of certain designated Offices,
the applicant must furnish, if it 1s not already
contained in the “Request” part of the interna-
tional application, the name and certain other
data concerning the inventor (PCT Articles 4
(1) (v) and 4(9)).

AMENDMENT oF THE INTERNATIONAL
Apprrcarion 1w THE “NaTionan Prase”

The applicant is permitted to amend the
claims, the description and the drawings before
the designated Offices, Any such amendments
must be submitted within the given time limit.
generally within one month of the payment of
the national fees and the furnishing of a transla-
tion, if necessary (PCT Article 28 and PCT
Rule 52). The amendments must not go beyond
the disclosure in the international application
as filed except where the Jaw of the designated
State permits them to go beyond the said dis-
closure. The amendments must be in accordance
with the law of the designated State in all re-
spects not provided for in the PCT. The amend-
ments must be presented in the language of the
translation of the international application, if a
translation was required.

1889 Representation Before the
Designated Office

Any designated Office may, once the process-
ing of the international application has started
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in that Office, apply the national (regional) law
as far as it relafes to any reguirement that the
applicant be represented by an agent having the
right to represent applicants before the said Of-
fice and/or that the applicant have an address
in the designated State for the purpose of re-
ceiving notifications (PCT Article 27(7)).

1890 Requirements To Enter Stage in
United States of Ameriea

3% U.8.0. 871 Nationgl stege: Commencement. (a}
Receipt from the International Bureau of copies of
international applications with amendments to the
claims, if any, and international search reports is re-
guired in the case of all international applications
designating the United States, except those filed in the
Patent Office.

(») Subject to subsection (f) of this section, the na-
tional stage shall commence with the expiration of
the applicable time limit under article 22 (1) or {2)
of the treaty, at which time the applicant shall have
complied with the applicable requirements specified in
subsection (¢} of thig section.

{e} The appiicant shall file in the Patent Office—

{1} the national fee preseribed under section 376
{3) {4) of thig part;

(2) 5 copy of the international application, unless
not reguired under subsection (a} of this section or
already received from the International Bureau, and
a verified translation info the English language of
the internationzl application, if it was filed in an-
other language;

(3) amendments, if any, to the ¢laims in the inter-
national application, made under article 19 of the
treaty, unless such amendments have been eom-
municated to the Patent Office by the Interna-
tional Bureau, and @ translation inte the English
language if such amendments were made in another
langurage;

(4) an oath or declaration of the inventor ({or
other person authorized under chapter 11 of this
title) complying with the requirements of section
115 of this title) and with regulations prescribed for
oaths or deciarations of applicants,

(d) Failure to comply with any ef the requirements
of subgection (¢) of this section, within the time limit
provided by article 22 (1) or {(2) of the freaty shall
result in abandonment of the International application.

(e) After an international application has entered
the national stage, no patent may be granted or refused
thereon before the expiration of the applicable time
limit under article 28 of the {reaty, except with the
express consent of the applicant, The applieant may
present amendments to the specification, claims, and
drawings of the application after the national stage
has eommenced.

{f) At the express request of the applicant, the na-
tional stage of procesging may be commenced at any
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time at whieh the applieation is in order for such pur-
pose and the applicable requirements of subsection (¢}
of this section have been complied with.

35 1.8.0. 372 National stage: Requirements and
procedure. {(a) All guestions of substance and, within
the scope of the requirements of the treaty and Regula-
tions, procedure in an international application desig-
nating the United States shall be determined ag in the
epse of national applications regularly filed in the
Patent Office.

(b} In case of international applications designating
but not originating in, the United States-

(1} the Commissioner may cause to be reexamined
questions relating to form and contents of the appli-
cation in accordance with the reguirements of the
treaty and the Regulations;

(2) the Commissioner may cause the guestion of
unity of invention to be reexamined under section 121
of thig title, within the scope of the requirements of
the freaty and the Regulations.

“{e¢) Any claim not searched in the international
stage in view of 2 holding, found to be justified by the
Commissioner upon review, that the international ap-
plication did not comply with the requirement for unity
of invention under the treaty and the Regulations, shall
be considered canceled, unless payment of a special
fee iz made by the applicant. Such special fee shall be
paid with respect to each <lalm not searched in the in-
ternational stage and shall be submitied not later than
one month after a notice was gent to the applicant in-
forming him that the said holding was deemed to be
justified. The payment of the special fee shall not pre-
vent, the Commissioner from requiring that the inter-
national application be resiricted to one of the inven-
tions claimed therein under section 121 of this title, and
within the scope of the requirements of the treaty and
the Regulations.

37 OFR 1.61 Filing of application in the United States
of America as o Designated Office. (a) To maintain
the benefit of the international filing date and obtain
an examimation as to the patentability of the invention
in the United States, the applicant shall furnigh o the
17.8. Patent and Trademark Offiice not later than the
expiration of 20 months from the priority date: (1 A
copy of the international application with any amend-
ments, unless it has been previously furnished by the
International Bureau or unless it was originally filed
in the U.8. Patent and Trademark Office; (2) a veri
fied translation of the internatiomal application and 2
translation of any amendments into the English lan-
guage, if originally filed eisewhere in another Ian-
guage; (8) the national fee (see §1.445(a)(4)}; and
(4) an oath or declaration of the inventor (see § 1,70},

(b) Where an Infernational Searching Authority
hasg made a declaration that no international search
report will be established because the international
applieation relates to subject matter which it ig not re-
quired to search, or hecause the application failg to
comply with the prescribed requirements to such an
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extent"that @ meaningful search could not be carried
out, the time for performing the acts referred to in
paragraph {(a) of this section is 2 months from the
mailing date of the declaration to the applicant.

87 ORR 1710 Content of oath or declaration reloting
to content of end amendments to an application under
85 U.B.0. 871(¢) (4. (a) (1) When an applicant of an
international application, if the inventor, desires {o
enter the national stage under 85 U.8.C. 871, he or she
must speecifically identify the international application
and any amendments thereto and state that he or she
has reviewed the referred to application and any
amendments, and that he or she verily believes himself
or herself to be the original and first inventor or dis-
coverer of the process, machiie, manufaciurer, composi-
tion of matter, or iznprovement thereof, for which he or
she goHeits a patent; that he or she does not know and
does not believe that the same was ever known or used
in the United States of America before his or her in-
vention or discovery thereof, and shall state of what
country he or ghe is a ¢itizen and where he or she resides
and whether he or she is a sole or joint inventor of the
invention claimed in hig or her international applica-
tion as filed or as amended. In every application the
applicant must distinetly state that to the best of his
or her knowledge and belief the invention has not been
in public use or on sale in the United States of America
more than one year prior to his or her international
application, or patented or described in any printed
publication in any country before his or her invention
or more than one year prior to hig or her internationat
application, or patented or made the subject of an in-
ventor's certificate in any foreign country prior to the
date of his or her international appiication on an ap-
plication filed by himself or herself or his or her legal
representatives or assigns more than twelve months
prior to hig or her international application. He or she
must acknowledge & duty to disclose information he or
she ig aware of which is material to the examination
of the application, He or she shall state whether or not
any application for patent or invenfor’'s certificate on
the same invention has been filed in any foreign coun-
try, either by himself or herself, or by his or her legal
representatives or assigng, If any such application has
been filed, the applicant shall name the country in
which the earliest such application was filed, and shali
give the day, month, and year of its filing; he or she
shall also identify by country and by day, month, and
vear of filing, every such foreign application filed more
than twelve months before the filing of the interna-
tional application.

(2) This statement (i) must be subscribed to by the
applicant, and (ii) must either (a) be sworn to {or
affirmed) as provided in § 1.66, or (b) include the per-
sonal declaration of the applicant as prescribed in
§1.88.

(b) If the international application was made as
provided in §§ 1.422, 1.428 or 1.425, the applicant shall
state his or her relationship to the inventor and, upon
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information and belief, the facts which the inventor
is required by this section to state.

87 OFR 3.56 Oath to be filed with the United Stotes
Designated Office under 85 U.B.C. 871{c) (4). As a be-
low named inventor, being duly sworn (or affirmed),
I depose and say that:

My residence, post office address, and citizenship are
as stated below next to my name;

¥ verily believe T am the original, first and sole in-
ventor (if only one name is lsted below) or a joint
inventor (if plural inventors are named below) of the
invention eniitled:

described and claimed in international application No.

filed , and as amended on
{if any), which I have reviewed and for which
I solicit a patent;

I do not know and do not believe the same wag ever
known or used in the United States of America before
my or our invention thereof, or patented or described
in any printed publication in any country before my or
our invention thereof or more than one year prior to
my international application, that the same was not in
public use or on sale in the United Htates of America
more than one year prior to my international applica-
tion, that the invention has not been palented or made
the subject of an inventor's certificate issued before the
date of my international application in any country
foreign to the United Stateg of America on an applica-
tion filed by me or my legal representatives or assigns
more than twelve months prior to my international
application, that ¥ acknowledge my duly to disclose in-
formation of which I am aware which is material fo
the examination of this application, and that no ap-
plieation for patent or inventor's certificate on this in-
vention has been filed in any country foreign to the
United States of America prior to this application by
me or my legal representatives or assigns exeept a8
follows:

Full name of gole or
firgt inventor
Inventor’s signatare

Residence
Citizenghip
Post office address
Full name of second
joint inventor,
if any
Second Inventor’s
signature

Residence
Citizenship
Post office address
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(Supply similar information and signature for third
and gubsequent joint inventors)

881

Sworn to and subseribed before me thig ~—— day of
., 19,

{Signature of notary or officer)

[Seal]

{Official character)

37 OFR 3.57 Declaration to be filled with United
States Designated Office under 35 U.B.C. 371(c) (4.
Ag a below named inventor, I hereby declare that:

My residence, post office address and citizenship are
as stated below next to my name;

I verily believe ¥ am the original, first and sole in-
ventor {(if only one name is lsted below) or a joint
fnventor (if plural inventors are named below) of the
invention entitled:

described and claimed in international application No.
filed and as amended on

(if any), which I have reviewed and for which
I solicit a patent;

I do not know and do not believe the same wag ever
known or used in the United States of America before
my or our invention thereof, or patented or described

-in any printed publication in any couniry before my
or our invention thereof or more than one year prior
to my international applieation, that the same was Bot
in public use or on sale in the United States of America
more than one year prior to my international applica-
tioh, that the invention has not been patented or made
the subject of an invemntor’s certificate issued before
the date of my international application in any country
foreign to the United States of America on an applica-
tion filed by me or my legal representatives or assigns
more than twelve months prior to my international
application, that I acknowledge my duty fo disclose
information of which I am aware which iz material
to the examination of thig application, and that no ap-
pieation for patent or inventor’s certificate on thisg in-
vention has been filed in any country foreign to the
United States of Ameries prior to this application by
me or my legal representatives or assigns, except a8
follows :

I hereby declare that all statements made herein of
my knowledge are true and that all staiments made on
information and belief are believed to be true; and
further that these statements were made with the
knowledge that wiliful false statements and the like
g0 made are punishable by fine or imprisonment, or
both, under Section 1001 of Title 18 of the United
Btates Code and that such willful false statements may
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jeopardize the validity of the application or any patent

igsued thereon.

Full name of sole or
first inventor

Inventor's signature

Restdence
Citizenship
Post office address

Fuall name of second
joint inventor,
‘if any

Second Ix_aventor’s
signature 000000 e ——

Residence

Citizenship

Post office address

{Supply similar information and signature for third
and subseguent joint inventors.)

The United States national stage commence-
ment requirements are set forth in 85 U.S.C.
371 and 872. In order to retain the international
filing date and enter the national stage in the
United States, and unless the international ap-
plication was filed in the United States Receiv-
ing Office or was already received from the In-

-ternational Bureau, the applicant, who must be
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the inventor for the United States (35 U.8.C.
373), must timely file in the Patent and Trade-
mark Office (37 CFR 1.414) the following
items:

(i) a copy of the international application
and a verified Finglish translation thereof, if
necessary,

(i1) Amendments to the claims which were
made before the International Bureau, if any,
and an English translation thereof, if
necessary,

(iii) an oath or declaration of the inventor
(87 CFR 170, 3.56 and 3.57) and

(iv) the national filing fee (35 U.S.C, 41
(a) (1), 876 (4)) and 37 CFR 1.445(a) (4).
The applicant must submit these items not

later than the expiration of 20 months from the
priority date to avoid abandonment of the ap-
plication (35 U.S.C. 371(d) and PCT Article
22). At 20 months the applicant may also file
copies of the prior art cited in the Search
Report.

After filing, the applicant has the right to
amend the application before the Designated
Office within one month after entry into the na-
tional state. The amendment may effect the de-
scription, claims and drawings, but may not add
new matter. It should be noted that the time
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limit of 20 months from the priority date ap-
plies irrespective of whether the international
gearch report is available,

It should be noted that the 20 months in-
dicated in items (i), (ii) and (iv) above, ex-
pires earlier where the International Searching
Authority makes a declaration to the effect that
no international search report will be estab-
lished (PCT Article 17(2) (a) ) ; such a declara-
tion is notified to the application by the Inter-
national Searching Authority; the time limit is
then two months from the date of the notifica-
tion of the said declaration sent to the applicant
((JPCT Article 22(2), PCT Rule 44.1 and 387

FR 1.61).

Entry into the national stage may also oceur
earlier at the express request of the applicant
under the provisions of 35 U.S.C. 371(f). In
order that earlier entry into the national stage
may take place, the applicable requirements of
35 U.8.C. 371 (¢) must be received by the United
States Patent and Trademark Office. Require-
ments such as the Search Report and any
amendments to the claims must be submitted
promptly after they are made available, if not
submitted with the other requirements of 35
U.S.C. 371 ().

Earuy PrOCESSING 0F APPLICATION AT THE
.S, Naronan Stage

National stage processing in the United
States Patent and Trademark Office will nor-
mally not begin until after the expiration of the
applicable time lirait under PCT Article 22 (356
T.8.C. 371(b)).

This is true even if the applicant fulfills the
requirements of 35 U.S.C. 371(c), paragraphs
(1), (2), and (4) to obtain an early prior art
date well before the expiration of the ahove
mentioned time limit.

Applicants may, however, expressely request
early processing at any time after the applica-
ble requirements of 35 U.S.C. 371(c) have been
compiled with. If a proper express request for
early processing is received, the international
application will promptly be assigned a na-
tional serial number and be forwarded for
examination.

Prror Art STatEmENT REQUIREMENT TOR
Uxrrep StaTes

If the United States of America is designated,
a prior art statement under 37 CFR 1.97 and
1.98 should be filed at the time of entering the
national state (35 U.S.C. 871(b) or (f)) or
within three months thereafter. For purposes of
37 CFR 197(a) the date of entry into the
national stage is considered to be “the time of
filing the application”.
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Uwiten Stares Drawine ReqQuirsmunTs

~ When the nature of the subject matter of the
mvention admits of illustration by the drawing
and the applicant has not furnigshed such a
drawing, the Commissioner of Patents and
Trademarks may require the submission of such
a drawing within a time period of not less than
two months from the sending of a notice to the
applicant (35 U.8.C. 113, and 37 CFR 1.81 and
83). Accordingly, whenever filing international
applications which designate the United States,
applicants may wish fo routinely furnish a
drawing with each application in which the sub-
ject matter “admits of illustration by a draw-
ing” even though the drawing is not deemed
gecessary for the understanding of the inven-
ion.

1895 Review Under PCT Article 25
PCE Antiors 25

Review by Designated Offices

{1) (a) Where the receiving Office has refused {0 ac-
cord an international filing date or has declared that
the international application is eonsidered withdrawn,
or where the International Bureau has made a finding
under Artiele 12(3), the International Bureau shall
promptly send, at the request of the applicant, copies
of any document in the file to any of the designated
Oifices named by the applicant. ‘

(b} Where the receiving Office has declared that the
desighation of any given State is considered with-
drawn, the International Bureau shall promptly send,
at the request of the applicant, copies of any document
in the file to the national Office of such State.

*(¢) The request under subparagraphs (a) or (b)
shall be presented within the preseribed time Hmit,

(2) (a) Bubject to the provisions of subparagraph
(b), each designated Office shall, provided that the
national fee (if any) has been paid and the appropriate
transiation (as prescribed) has been furnished within
the prescribed time limit, decide whether the refusal,
declaration, or finding, referred to in paragraph (1)
was justified under the provisions of thig Treaty and
the Regulations, and, if it finds that the refusal or
declaration was the result of an error or omission on
the part of the receiving Office or that the finding wag
the result of an error or omission on the part of the
International Bureau, it shall, as far asg effects in
the State of the designated Office are concerned, treat
the international application as if such error or omis-
sion had not cecurred.

(b} Where the record copy has reached the Interna-
tional Bureau after the expiration of the time limit
prescribed under Article 12(3) on account of any error
or omission on the part of the applicant, the provisions
of subparagraph (a) shall apply only under the cir-
eumstances referred o in Article 48(2).
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PCT Rute b1
Review by Designated Offices

51.1 Time Iimit for Presenting the Request to Send
Copies

The time limit referred to in Article 25(1) (e) shall
be 2 months computed from the date of the notifica-
tion seni to the applicant under Rules 20.7(1), 24.2(b),
26.1(a) (i), or 20.1(b).
51.2 Copy of the Notice

Where the applicant, after having received a negative
determination under Article 11(1), requests the Inter-
national Bureau, under Article 25(1), to send coples of
the file of the purported international application to
any of the named Offices he hag attempted to desig-
nate, e shall attach to his request a copy of the notice
referred to in Rule 20.7(1).

51.8 Time Iimit for Paying Notional Fee and Furnish-
ing Transtation

The time limit referred to in Article 25(2) (a) shall
expire at the same time ag the time limit prescribed
in Rule 51.1.
51.4 Nolificotion to the International Burecu

Where, under Article 25(2), the competent desig-
nated Office decides that the refusal, declaration or
finding referrved to In Article 25(1) was not justified,
it shall promptly notify the International Bureau that
it will treat the International application as if the error
or omission referred to in Avticle 25(2) had not
gecarred.

85 U.8.0, 366 Withdrawn internationel epplication.
Subject to section 8687 of this part, if an international
application designating the United States iz withdrawn
or considered withdrawn, either generally or as to the
United States, under the conditions of the treaty and
the Regulations, before the applicant has complied with
the applicable requirements preseribed by seection 371
{¢) of this part, the designation of the United States
shall have no effect and shaill be considered as not
having been made. However, such internafional appli-
cation may serve as the basis for a claim of priority
under section 365 (a) and (b) of this part, if it desig-
nated a country other than the United States.

35 U.R.0. 867 Actions of other authorities: Review.
(a) Where a Receiving Office other than the Patent
Office has refused to accord an international filing date
to an international application designating the United
States or where it has held such application to be
withdrawn either generally or as to the United States,
the applicant may request review of the matter by the
Commissioner, on compliance with the requirements of
and within the time lmits specified by the freaty and
the Regulations, Such review may result in a deter-
mination that such application be considered as pend-
ing in the national stage.
(b} The review under subsection (a) of this section,
subject fo the same reguirements and conditions, may
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also be requested in those instances where an interna-
fional application designating the United States is con-
sidered withdrawn due o a finding by the Interna-
tionzl Burean under Article 12(3) of the treaty.

PCT Article 25 and 35 U.S.C. 367 provide for
review by the United States Designated Office
of decisions by another Receivmg Oﬁ’.tce (1) re-
fusing to grant a filing date or ( %Wlthdrawmg
the international apphca,tlon or the designation
of the United States of America.

1896 Effeet of U.S. Patent Issued on

an International Application

PCT Articre 46
Imcorrect Translation of the Inlernotional Application

If, because of an incorrect translation of the interna-
tional appiication, the scope of any patent granted on
that application exceeds the scope of the international
application in its original language, the competent
authorities of the Contracting Biate concerned may
accordingly and retroactively limit the scope of the
patent, and declare it null and veid to the extent that
its scope has exceeded the scope of the international
application in its original language.

36 U.8.0. 875 Paloni issued on internotional appli-
cation, Effect. (a) A patent may be issued by the
Commissioner based on an international application
designating the United States, in accordance with the
provigions of thig title. Subject to section 102{e)} of
this title, such patent shall have the force and effect
of 2 patent isstted on a national application filed under
the provisions of chapter 11 of this title.

(b} Where due to an incorrect translationr the scope
of a patent granted on an international applieation
designating the United States, which was not originally
filed in the English language, exceeds the scope of the
international application ian its original language, n
court of competent jurisdiction may retroactively limit
the scope of the patent, by declaring it unenforceable
to the extent that it exceeds the scope of the inter-
national application in its original language,

A patent issued on an international applica-
tion has the same force and effect as a patent
issued on a national application except that a
court may retroactively limit the scope of a
patent if it is too broad because of an incorrect
translation, 35 1.8.C. 375.

1897 Filing and Prior Art Effect in
United States of America

35 U.8.0. 368 Imternational applicetion designating
the United States: Bffect. An international application
designating the United States shall have the effect,
from ite international Sling date under article 11 of
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the treaty, of a national application for patent regu-
larly filed in the Patent Office except as otherwise
provided in section 102(e) of this title.

37 OFR 1.55 Serial number and filing date of ap-
nlication,

¥ % % & -

{d) The filing date of an international application
designating the United States of America shall be
treated as the filing date in the United Stafes of
America under POT Article 11(3), except as provided
in 35 U.8.C. 102{e).
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The prior art effect under 85 U.S.C. 102(e)

- begins on the date the applicant has fulfilled the

requirements of 35 U.8.C, 871(c), (1), (2) and
(4). These requirements are that the national
filing fee, a copy of the international application
and a verified English translation thereof, if it
wag filed in another language, and an oath or
declaration be filed in the Patent and Trade-
mark Office. The international application also
becomes prior art when it is published promptly
after the expiration of 18 months from the
priority date, or earlier at applicant’s request.
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