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. DIVISION; G UL ..UD CPICIES

=1, Introduction

A remlivonent to divide or w reieea ot 1y Lo
u specles 1o oo cotion b Shey eveadr vhileh padl oo thet
tvo or wore Inveotlons ov woccles o0 n 1 owent ooy
clidned in o winpgle wuplicution, vhich invontion ov
spscles of Invontlowe owt te preoeconted, 10 0t lL, o
sopurate wpplications,.

O=2. Busis for Pructlce-Stiotntes, Rulog

The basis of diviesion (nd olection roetlse i
found in tho following ot tulen and rules:

gec, 46, R.8e any parson vho hou Invont.od or
discovore.i wny new sud useful wrt
may obtuain « putant thorefoer,

See, 4888, R.S. Before wuny inventor or diuscovorer
shall recelve u potont for hls invention or dis-

covery ho shuall perticularly point out and
distinctly claim *ho sert, luprovenent or combina-
tion vhich he cluins ¢ g hic invention or Jdlscovery,

Ree Li.1 Different invent onc in ou- o clie on,
o o1 v Laoaooodent invontions oon ot boe
clilica in one wpnlication; btut (w) whore cover.l
distinet inv- o ntions wro doeporwient noon ¢ oY bhop
und mutuelly contribute to produc o Siasle roonlt
they may b eloaimed In one oooliec tion, cnd (1)
more than ony grecisg of o fnvention, n»t 4o o
cacd thire , 1 toe speelfically elnimd An A0

ent, ol Lo b o olient T on, L0t
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elected if not cincelled ure novertheless vithdrovm
from further xoneiderction by the ex niner, by the
election, subject hovever to roincteterent in the
event the reguirenent rfor division o vwithdruvn or
overruled,

Rule’ 11l.3 Reconsiderution of raqgurewnt, If the
applicunt disagrecs ''ith the reguirement Cor divislon,
he muy rejuest reconslicration, ~iviys tho ronsong
thercfor (gsce rule 15.1), In reguesting roconsidera=-
tion the upplicint st Indoe te o croviston L clect=-
ion of one invention for rosccutlon, which Invention
shull be the one elected In the ovent the requiren:nt
beeomes inal,

The requirensicnt ror «ivision wiil be reconsid-
ored on such a request, but will not be roepeuted and
mide finul without the written ¢ proveli ol ' n Examine-
er of clussificution, & gopy of which «,.proval shull
be supplied to the asvlicent. If the reguirsrnont is
repeuted : nd made finul, the Exuulner will ut the
same time uct on the claims to the elected invention,.

Rule 1ll.4 Avrpesal fron requiremant for division,
After o Tinal requirement for division thoe avplicunt,
in addition to any respomse due on *'he remainder of
the «(ction, nay «ppoul from the regulrerient. The
prosccutlon of cluims to the elcected Inventlon may ve
continued during such appocl,  Soceel sy be deferred
until . ftar final uCtan on or «llowvance of the cluims
to tha invention elected, ool miny not be token if
reconsiderutlon of the resnirement wi not reussted,

Rule 11.06 Subsejuent »rasentation of sloims for
diffarcnt invention., If, «fter an office i otlon on
an uapplicution, the a~sliennt proconts ol ims dirceted
to un invention divisivie fram the inveontion vrovi-
ously claimed such el img, If *the - endhamt 1o ontop-
ed, will be rojoctod oo the aooll b~ 1o rognlre
ced to Limit the clulms to Y Inv ontisn previously
cimed.  Such rejection n. v alremsnt wlll not be
ronc: ted cwd omeedy finca o ithout b vrithen o onroval
of un Ty iner of cl suifie tion,

Rule 11,7 BLleetion of gy -2ioeg, In the 1yot wetion
on an Hoolicution c)ntuininq Gorreneric elsdim st elums
rostricted sen roteaely TO aoet o rore Lhion oone gpecles
embrucced ' reby, the Ex:oiner, 1t of the opinlon uf-
tor u conplote senrch Lhuz no ’:nuPiO cloin presented
is alloveble, shull regnlre the soolicont in his re-

5 oonse Lo that cetion to —lect thut specleys of his
invontion to ohiceh ndloo oo Do siv 1L e rectricted 17
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9=4. Determination of Distinotness
or Independence of Claimed Inventions

The general principles of distinctness or independ-
ence mey be summarized as follows:

(1) Where there is no disclosed relation botwoen in-
venticns, the inventions are independent; in such u case
division 1s compulsory.

(2) Where inventions are reluted as disclosed, but
are distinct us cluimed, division may be nroncr,

(3) Where inventions which us disclosed are reluted,
and are not distinct os claimed, division 1s never proper.

The criteria relative to p tentability of claimed
inventions over prior disclosures are the sume criteria that
are arplied reletive to double patenting, if double patenting
may result as a consequence of the reqnirement for division,
the requirement should not be m.de,

Rule 11,1 draws a distinction between the two terms
"independent™ and "distinet”" by setting forth the criteria 1,
that independent inventions c¢en not be claimed in one appli-
cation and 2, that distinet but mutually dependent inventions
may be so claimed. As used ‘in this rule the term "independ-
ent™ means that there 1s no disclosed relationship tetween
the two or more subjects disclosed, 1.e. they are unconnect-
ed in design, operation or effect, e.g. specles under u genus
which specles are not usable together as dlsclosed. The con-
trasting term "distinct® means that two or more subjects as
disclosed are connected in design, operution or effect, for
example as combination a«nd purt (subcombinution) thereof pro-
cess and apparatus for its practice, process und product mude,
etc., but are capable of soparute munufncture, use or sale,

as claimed.

In passing upon the question of division, it is the
claimed subject matter that 1s considered and such claimed
subject matter must be compured in order to determine the
quoestion of distinctness or independence,

ANY REASONABLE DOUBT AS TO INDEPENDENCE AND DIS-
TINCTNESS SHOULD BE RESOLVED IN ATPPLICANT'S FAVOCR,

For the purposge of a decision on the question of
division, and for this purpose only, the cluims are con-
sldered s being in proper form and as being putentable.
This assumption, of course, is not continued ufter the
question of division is settied und the question of pa-
tentability of the several cluims 1s taken up.




“he qucotisn of Incoornuencsa ond distinctness of in-
ventlion ney crice In aredleations diccisedinr ¢ incle em-
Yodiment sr oo number of anladimonts,

Cef=1, vingle ¥mbodiment,
' cluims Defining Same hosential Features

wWhore the clodims o +n o conclice t on detine the g:ome
aosentt ol oherecteriati o oof o sinele daslosed ombodiment
of nn invention, they should never be divided oince there
would result o holdine o désuhle patenting., ™his is obtvi-
nusly beounse the eloaims are but different definitions of
the same discelosod sabjicet matter,

Cluinms drwwn to the sene procoss or rpuratus which
racite tho some essentto Ll sters or reans snd differ only in
a statemsnt of the function paerformed or the result obtulned,
should not he divided for if divide the second 1ssued pu-
tent may be void,

§

G=4=1.2 Diffoering in Use or Proverty stated

“Where a comrosition or compound defined in two clulms
is the sine, the allegation in the one citlw of o use or
property not mentioned in trh» other <ocs not meb o it o Jdif-
ferent comnrosition or compound. Thus where claims to w com-
poaition or compround., some of vhich diffar from the others
only by o stetenent of use or proyncrty, ure In tho cunms upe
niicetion, division ic not pronper,

Division mey bLe osrooer betveen o composition or com-
pound ond & process of uging the sune,

Differine in Title

Cloo~ly «llied with the situstion oF e proceding
section 1g vhere the 5 e inventive charactoristics nre plive
en a8 different neme nr title, Tha different names ordinari-
ly connote «iff-rent uces or functions thet the subject mat-
ter may hove, 02 divisisn shonld not be required,

PIELordw in Proodth ov Heore Only

Whe pee S bdons o e a0 om0 einele Alaclosed em-
hodiment oo iy oo e dyen anmly In b bt
or seone oF definition of cach oododtl oont, dletaton 10 never

RIRBENED
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Independent embodiments necessitute at least two
different subjects, und lack of any disclosure of rolationship
due to structure, oncrution, fumction or effect,

Two diffcrent combinations, not disclosed as capable
of use together, having different modes of operation, differ-
ent funotions or different effects are independent. An arti-
cle of apperel such as a shoe, and an locomotive benring would
be an example, A procoss of pulnting o house and n process
of boring a well would be a seoond example. Obviously, whers
two independent combinations are disclosed, a subcombination
of one of them which 1s incapsble of use with the seocond,
would be Iindependent of the seogond,

Yhere the two embodiments are process wsnd apparatus,
and the appurutus omun not be used to practice the process or
any puart thereof, they are independent. A process of burne
ing cil is independont o2f an oil burner which cunnot be caused
to opert . in such a manner as to practice the proocass,

A manufecturing process 1is independsnt of un article
of manufacture when it deces not produce or use such an arti-
cls. A process of painting a house which does not use a mag=
netioc oompass.

Similarly a manufaoturing apparatus is lndependent of
un urticle of munufacture that cunnot bc made by the appare=
tus,

Species of an Unclaimed Genus

Where cluims to two embodiments esre ouch related to
8 single unclaimed subject mutter, the clelims muy be for ine-
dependent inventions, sven thourh the embodiments mny be disg-
¢closed as rolated to ceack nther, Thus in a purticular dis-
closure several specles of inventions may be relonted as be-
onging to an unclaimed genus. In such a cuse tho claimg are
regarded as drawn to Independent inventions and & require-
ment for division is proper. Also, subcombinations usable
with each other may be species of some renerioc invention, as
in ex porte Healy 1898 C¢.D. 157, where a clump for o hnndle
bar stem and a specificully different clamp for a ageat post
for use on « bicycle were claimed end were held to bhe nroper-
ly divisible since no combination cloim vas procented,

As u further exunnle, one gpociecs of corton eonpound
may huve guch chemicul charnctoeristics o to oponte necusly
convort into o gecond spoocles of otrton eoapound.  ‘hose spo=
cies wonld obviously be gquite cloucly related, tnt neverthe-
logs be Indevendent in the cense of the rale und therforo
divisible.




soheraies Moy be Reluteds
Clocsaly Relsted to
combinution - Cubeowibination

The relation "eomtinution - subcombinution® pre-
sonte the citustion “here iural clolms ure ull rendable
upon u single enbodiment, where the relotion is not ganeci-
fic claim to senun, tnt the relition Hf o whole to & nert
thereof, A clolim to o sntecombination ts not eonorio to
the coabination in whieh 1t is usad.

Further, ¢ cloim to u enombinntion 1g not reneric
to alternutive cicoients thet mey Le usoed In the combina-
tion. Tor exennle, w oluin to ¢n ormonired mechinoe which
hao « cutting tool ~wn~ri'~lly recited, 1o nnt a ~ereric
cluim thet would pormlt the clalming of three specics of
cutting tool pur se,

vefinition of u Genuric Cluim

In un ooplicotion »nresentine three snocles illus-
trated, fHr oxa.sle, in Filgures 1, 2 and % reancctively,
w o enerie eladn shonld e d on coach of these views; but
the feet thot o eclotm doer so0 read 18 not conclusive thet
it is coneric. It mey d2fine only an eclement z2ommon to the
seversl ooonlos,

It iv not »ooeitls to oo fine o o~ norle cleim vith
thet oreeizion rictine In the cuse of the uelencoo, unch
ano biologeye. 0 omeric cicimonuct he Mfor o Lhe oo eomtbin -
tion b Looelon el 1as ol st e ™ine broadly the ele-
ment or o leomts o rYiob oo v rionts In ths o soversl on oales,
thowrh the ~oureie ol oo any ”,f forth in freuter d)t 11
then 1.0 Jdone in th s-o-ceins o2llmg, those ~lements hin)
are comon to Ll the woosiag,

Gae s ozaons vt L, seteraina o b crenorte is

allovesd, ol T contrict o ros cetively 1 the somecles em-
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In such cases 1t i to e notod that the v tonta-
bility of claims 2 and 4 restricted to the specles (A broad
Bl and A broud, B2) does not nocessarily follow from the allow-
ability of the eeneric claim 1 ( A specific, B ronorie). '

The illustration asswies the situation “here the broud-
er stutemont of the crenus, & brocid, I3 generic, Is not present,
either becuuse it has been shown Ly the exuadner to bo unput-
entuble or becuuss applicunt huo falled to proescoent such a
c¢luim.

The subject mutter A is commwn to the two spaclos
( A By) and ( A Bp). The claim drawn to ( A specifle, B
generic) includes within 1ts scope ench of the two species
and 1s thus generic thereto, wnd t'is ls true regurdloss of
the deteil with vhich the common feutures 4 wure defined,
since the variant festures thut dete aine species By und Bp
are generically defined,

The claims ( A broad, By) @nd (A broed, Bp) ure re-
stricted respectively to the two specles. since evch cluim
recites the detuiled fratures (eithsr By or Bp) which ure
found in the ona embodinent =nd exclude the second.

Speclies of invention are usuully indencndent, ond
come under the first provision of Rule 11,1 since there is
usually no disclosure of relatinnship thwrebetween, The
fact that a gonus for two different embodiments is conable
of being corneelved and defined, does not ~ffrct the inde-
pendence of the embodiments, whare the case under consider-
ation contains no disclosure of any cormunity of sneration,
function or effect.

How Species Cleims are Recornized

Cleims to be regtricted to different spocies muct
be mutuully exclusive., The gonersl toct oo 1t when cloimg
ure restricted resnectively to difforent socclor ia the
foet that onc claim rocites limitutions which under the dis-
closure are found in o Tirst zoccles but not In o oceoond,
while 4 gsecond olaim rocites 1initatione iosio o onby for
thie seoond oneelos and not the first.

Cluaimine of Piural Loecles

Rule 1.1 »rovides thot "rnore than one cpecles of in-
ventlon, not to cxoned three, may be gpociftonily clalmed in
dirferont cluims in one applicat on, 1f that applicution ul-

50 Snelades un sllovable cloim ronerde to wll cluimed gpocles.”

T™is conastitutes an excoention toy the first orovivo
of the rule that independont inventlons connot be claimed in
one unnlicuation,




Soderinition eon ro ooraer to eabroce witin fto
readbh oor o scooe any too or o sbHre sul juctn that

! soqe vithin
the notent otoauatan, no o aatber Tow diverse thedre soceific
chovoot risticen vy Lo, IF ouaech o dofinitisg i reoontan
in wn anpltlesiiom Mn woescdim. At o ds oo omeneris clulooan

must be trentod on thet btosis,

Whoero oot bt ol Tow e veeram b ol o cenively
restricted to tvo or

ing <ithin the Presdth or seone of the roncrie elalms,
trentment must be on the busls of nlurnl clalmed specieo
with o claimed sonus,

O=p-2.1. Patentability of ESrsclies
und Genus Cloims

It wos curly Joid {(when the proactice s to permit
the cloimine: of but 6 sin-le gmeciaes) that whon no potent-
able difference exlists betveen the sevorwol digeloszod sreo-
cles. nun wsnlication conlt: clalm Hne specics ond suech cone
eriec eluims uy muy B¢ ullovuble, tut that no olaims re-
stricted to the othoer srecizs could be allov:d cither in
the sume o1 in seqnrote annlicotions,

The chove proati e 1o Lt in foree, oo mwocified bl’
the choness in the roale oeomittine the clodimine ov threo
ENeclas,

Where sonerie cleiqn vre olloved, o olicant muy
1

Lledim An bhe soae ctosa onecles not to cxeeed three i Lhe
spectes o pntontably dictinet,

Othore coorisationg presonted clulming caditional
cnecles undor the coqas oo iad din the first ure crocely
an&Jfl ated fo datoraine 10 the diffocrences are in fact
netentolble,  The eladced subjeet metter of Lhe cpolie . tion
ye lotor losusd cooonciue cateut to the saeer invointor
m‘*t te patentuble over the species claimed in the earlier
Pogigad vatent elthar alons or o biaod with the rior arte

coveios Mhaon be datonfin ly Distingt
Crom Gonug Jtulmed

P S P C SO PR AT APt S Aentatbay dvobinet Crom

M s o e o s e slo o i the saone
prood Lesc T ol e e Laak o of o Lente bl dictinetion
fo ehoar Do g alodm o snet Boorajectod an 1 he o ren-

, ‘
R
sREY LG Ol i,

Sl e e e e e L dyT d and e nent o spe
i el tme o o b e P ton {easending csith v

more of the (ifferont oml ydiment, » oo




application that resulted in the uptent containing peneric
claims) are properly rejected on the generic clulms when
not patentably distinet therefrom.

Generic Claims not Allowuble
When Presented for First Time Aftor
Tsaue of Specles pPatent

Where an applicant has sepurate applicntions for
plural species, but presonts no generic claim until ufte
the issue of & patent for one of the specles, the generic
claims cannot be allowed, ovon thourh upplications wers
sopending, and even thourh the genus is patent: ble over the
putented specles, since by fullure to present generic clu’ms
until after lassue of 4 putent on one species, the genus 1s
dedicuted to the public. ¢

Generic Cluims in Ona Putont Only
(reneric claims In applicution rejectod)

Generic cluims covering two or more specles which
are sepurately claimed in two or more putents to the same
inventor ilssued on copending applicutiona must all he pre=
sent in a single one of the p&ten;s,.

Where goneric cluims are aliowoed in a pctent, gen=-
eric claims in un wpplicution by the sume inventor are pro-
perly rejected on the ground of double putenting,

Where Applivatians are Conending,
Genario ﬁluims May bo Cluced in
the One Applicuh* “lects

A8 between plural copondirn annlications for differ-
ent speclies, euch of vhich is capuble of supporting generic
claims ap licant muey eleot any one In which to present his
penerin claims, However, wnoplicant may not elect to huve
wenoric clulms In one application, without spscles cluims
and clains to u spacies in anothor application. Appliocaent
should be cdvised to take the reneric clolms out In the
firat lsouad of o goricg of pertents to the zame inventor
for Jdiffe« rwv, wswcke under the renus., If this is done, and
theo ”:u.w?,:,; subgequently holo that the difference botwoeon
thoe cloimed subfoots of thoe gsoveral ootents 1s unpotonte-

Shide Laourts hobo dioub e aatentingeg), 1“,h(, Teser notonts cove
crding caditians L goecley are vold, not the moes Important
Pirot loonad retent oovoring the sonus.

Cwff= Combinatlon or Agprepntion

nnd Sbucombinatlon

A cembination 1s wn orvenioation of which o sub-
eombination (or element) {8 o puart., An urperegatiosn ls clso




snoorec s wrren of which o osubeombingtron { or uwionant)

T o diratrinetion hetvoen conmblnation omnd cocverntion

1o not metorial o ueat one of clvicion.  Whore o conbi-
nution 1s Sllesed ) 1t aust bu sasumed to bhe allowarle,
11

Chaerefores  an whe followins vensrks . the term "oomd
will be uwoed vo menn toth pum[iﬂutijﬂi d oy}
ange o7 rolorrine Lo the snme,

n1? on®
no ot

Old Gembinction - Novel
uuUuomnlnqthn

Division 1s never orovder ltetween a eombination (AR)
thnt the myainer hULdo o be old und unpwt-xtqble and the

cube s i ination (B) 1o which the Exuminer holds the novelty,
if any  to roside

Combination with JSubcombinution .roud
( AsyBpr - Dgp)

Wherae 1n an wppilcation, u combinution as claimed
doces not oot forth the deteils of the subeombination as
separately cluined, the inventions wre distinet and divi-
sion nwy be proper. Division, however. is proper only if a
sepurtte status in the wrt vs o sepurate subject of invent-
ive effort cen te shovn for the cubcoulination, >r, stated
cnother vy i 1t con b demonestruted bty copprorricte cite-
tion of «rt thot the subcombinution is of wutility lone or
in other v g rforont eombinnations,

subeombination Wssertlal to Jombinction
( A‘Lbrbsp BS‘P‘ 7

vicie codne e ralated sueh thaot the gevcrately
!_uimfd suberrginotion conctitutes the ecoenticl Aistin-
euishines Do toare or Tecturen of the combinntion oo cluimed
the fnvonoions oro not diotiunet,

subcombination Recites TPoutures

Yevipe Ut Tty Onoy in Comblnation

aatte B clolir e the cubconbtinution recite, fontures
which oo e diseycoare s are of wtillty »Hnly in the ¢ m-

Wit civa ion ie ot proper unless 1t ern be clearly
ghown {wowe by by citation ol wrt) Lhat such Cootures e of
acro ooncors b abtility or o b osubjioct muttcr of invention
sopLrate toad dlotinet frovw the ecombinstion, wg by separicte

0 Floctvion tu the Office,.

1. Ay
Ao



Comblnation Recites Specifiec Subcombination,
Evidence Shows Subcombination not pssentlial

{ AgpBsp = Bap )

The situation where the comblnation recites particu-
lar charecteristics of the subcombination but there is evi-
dence that the particuler characteristics of the subcombi-
nation are not essentisl to the combination, may be dia-
g!'amm@d asa Aapagy o Bﬂpu

The beat evidence that the subcombination Bgp 1s not
essential is one or more allowed claims in the case at the
time division is required, which claims the combination with
the subcombinatlon recited as AspBbr.

Subseguent Search May Show Combination
to be 0ld

Where sound reasons are advanced to clearly demon-
strate distinctness of invention between combination and sube
combination and reasons exist for compelling division, divi-
sion is proper., A subssquent search of the prior art may
demonstrate that the combination is not allowable.

Since, however, at the time divislion was required;
wwo distinct and properly dlvisible inventlions were clalmed,
the fact that one or both are found not to be allowable be-
cause of prior art does not make the requirement Improper.

Gombinations and Plural
UL oMb INBLLONS (AB=ASD)

Where an application has combination claims AB and
also claims to two or more different subcombinations &4 and
B, each of the subcombinastions must.be tested separetely
against the combinatlon to determine whether it 1s divisible
from the combination.

Composition or Compound

Reletive to combination and subcombination, the prin-
ciples of division end double patenting in the chemicel arts
ars tho sems g8 In the mechanlcal and electrical arts when
the facts to which those prineciples are applied are analogouas,.

Where chemical facts mre involved not analogous to
facts in the mecheanical end electrical arts, the law relative
to divielon and double patenting has developed taking cognie-
zancs of those speciallzed fancts,

In soms types ol cases which involve gu#stiona of
chemical action, the Bosrd of Appeals holds divislon is proe-
per betwsen s combination which involves a composition or
compouwnd as the sole diastinguishing chareacteristic end such




muterisl oloimod por oo, vhere 16 con be shoun that the
composition or C)mgwxhd hus other na diffaront uson,  'the
dicisions of the Pourd are not, however uniform, ond ot
times thoy rofaso divicion }“.rta the composition or conm-
pound iz thoe ool distin ndshine footuare of tho comnbinntion.

T

Oef~4, subecombinutions Ugulle Tocthor

subeombinetions discloced wo uenblu topather { in
some enmbination which 1o not clmlwnml)l.r: ronegrnlly dis-
tinct from euh ot er, lmr?lﬂnlurly where thero is no a-
deptation of on2 to the other. In osueh cases the Office
doey not nslst noon divislon vbhere o0 geparate ficlds of
genrch connot be shovn Yy cltetlion of nvpronriate ort,

are Mot MNecesgarily Digtinet

Whare gubconbinations dlsclosed ng usuble torother
ure sepurotely ¢lulmed, it i1s noerssory to olenrly o tub-
1ish sepurcte @ nd inmdeossndent utilities for ecuch os u bu-
gisg for o Yol ine of distinctnnss of invontion. Lacek of
guch « showine oy lecd to the conclusion thut they arc

usuble only toeather 'nd thug sre not distinet inventions,

Gef=5. spocess and Aspuratug
for ite Pructice

stelnasts ve Adien L 04 C.l. 76355 0.0, rives u
troud ~oonervl dlooussion of the DPlH:1UJL“ to be upplied
roalative to divicion and doubie potentine onomest invent-
iong reloted og orocens and ocparatas Tor Lty oraetice.,
Thic 19 ono ot " brsgice deceicions wHioh cvery eminer
ahanld raovd and onprehond in oovineci Lo tYorourhly.

Frococe oo L oot iood
by o*her arparatug

In the cisencsion of coabinntinn ond sutecombinution,
1t woes nointed oat the 0 {with bt v o0 o0 gxeontlons)
whoerae the osulio 1o Invol o the cotesabinotisn e on an-
senticl port thoeroof, Jivicoon oo o o e cvan thoach
Lhe subesabination o atl o ity Ly Ttoel? or dn ot er and
giFforent roloUong, In Hther words ., oo boteoan aombin -
tion ona o cubooabine tiong oith wery fow o eroeo thoang, oney ooy
desoopelopey oo ek b Tk el o,

TRy e 4 r‘ totrep ettty by craness Hnd apon-

robig Por ottt et o igtinton b v Af there o
eptthoer o oo ‘.i *T@ et oo ar 40 thore Ao ten ey dine
tinetneoss aunliy oo ! Loed sbuo bl dfatinet). nl”\u R
it con b mﬂy*m by urprnﬁrin?m syfdence thot the ~ronoaag

e abodmed con he nrocticed by other nororatus or thot the
SRR T ohned e n he voed b nrnetice snsthor oond




different vroceus or both of these, the inventions «roe dig=-
tinct. The slternative procass or a-nurutus mast ot bte ine-
ciunded within the scope of the clioinmed rrocesa or aonparatus,
in cagesn whare thoe o §
1y devendent, the arparctus celeim 1o nsually draon in fune-
tionel torms, the :.sg»pm":fnt‘ fe":a: ures boeine afthor troedly
ane or ore cesns for o forsine the fanetion or voriong de-
vices opeciticd by type tfor u..-.vvx—arming the tauctisn, or the
process cluim recites U‘;v g rntug charecteristios quite os
purticuisarly as do the vroverstus cioddms,. In wll of these
ensesg, the fnventiong, ous clivimed, ure matunlily denendent on
ench other nnd, us cluimed, ne itha e be croacticed vithout
the other, Iw(-h requires H’~ ather for its ractico under
the terms of the elalug,  Thoe Lwventions oo coloaimed cre not
digtinet., Division 1s not proper, und if aivided Jdouble
putenting muy result,

s onrd ronsretas sre mutunle

Where the process is the necessary function of the
anpurutus as cluimed, process snd woperctus are mitus Lly
dependent. The lnventlions ars: not distinet,

Whers the proceas racites vorticulars ol the appura-
tus thet 18 gseperately claimed, the two are never distincts

A oprocess ond the wpparatus for its proctice where
the appurutus clulm 1o drown in teros of menns or o serics
of means Lo oractice the yevercl process staeps, shonld not
be wilowed in one apnlication., In In re Arondt 19%5 C.D. -
45% 0.G. 7, ecluims to a process »f notdr vehlcle propul-
slon were held unpatentable over the oo tug oo claimed
in spvellonts orior o tent eranted on o o 2opendine enrliica-
tion. The t::onrt oted and wonrovad the gtatoeneont »f the
galleitor Hf Lo Putent OFfioo in hig heio?® 10730 5.D, ut

nesrer 2ROV
"Phie troe tost of tnaocondence A the
subject mnttoar o Pl o thod f'tl‘."l"\;. el b
apparatus cladms Lize not in the di S0 ATH
n the gpesifiecoations, but in enmne M 3 ;r}__p_‘l.‘

of the thines cnumcrntoes in the roovective
Glodms Hu-mrr dven,  The mothod clotms v ie
the doing oF Corttin cets.  The aonrtuus
cintmes clodm broadly '"eans for® .A.J.lm‘: tho
sume actys, without reiorence to nny croeoffic
Montis . Mhe apporatas cloime are intonded to
sovoer 611 menns for o ciotne the vels aneelflied,
"het belne oo, there 1o no other noparatus
for doine the sets soecifiod, or the method
con be currlicd out only by the appuratas
siatned,  The cose, of course, night be (4.
1"-m nt 1 thoe wpparctus cluimsg involved any
partienlar structure Hf menns for performing
the functions indicuted. As bofore Indicuted,




t is c»nu“iﬂflle thet + variety o»f specifi-
calliy Jdiuf rout aeins loht be uscd to per-
form tro sune function. But that 12 not tho
cuse, Luecuuse hoerae the wosurctus 1o not lialt-
aa 1o ny oorticulur s 'n,td*a of weuns. In
sthor ards, there s but u sincle invantive

{d: , »Tth no nutentable distinetion, in sot=-
T Parth e ;urlvu af stepo of 2rocouy or in
o bl menng for dodng the sune series
L ' B i
) L
O=f=G, I'rocess und Product Made

In this situation, clalms for nracess und product
mide ury for distinct inventlion where there igs no depend-
sney betwoen thom or where there is but one wuay dependency.

It is ur*sd that & blank, stock mutericl or inter-
medinte 1o trostod ue @ subeombination vnd u vrocess thut
oucrntanr thereon to convert or chanve 1t, 1s treated s a
combinstion. ‘thether or not division should te required
depends on vhother the inventions ure distinet or not.

There is two woy dependency between a vroduct and
w roccss 27 mi kine the same which process s claimed is
ithor the necessnry wu y of making the product or ig obvi-
ous from o cone 1uwrﬂt.0n of the charvcteristics of the »ro-
Juet.  IT thu oroacess clained s obvi)ug, it i¢ immaterial
thot there oo Jdditionel, differont ovocesscs obvious or
unobviouz, In such ¢ cuse, the inventiono nre not dlstinet.

viherce the rrocess ws cleimed nezouscorily produce:n
the roiuct, 'nu it cunmot bo demonstruted that the product
ue ¢lalmed cin e mide by other proccoscu, the lnventions
ure Jdependent.

Where the product cluim recltes the particular pro-
ce e ~ nmukine 1t, it is never distincet from tho prooess,
since, nnder the txms of the cluims, the sroduct cun not be
mrde by other nrocesses.

Then the nroauct cun be made by other proccesses, and
the mrocess <L i 0 1o ot an obvious wey of nwidng the pro-
quet or It 1o ot obvions froa oo considorution of the churac-
toristics of the: roduet how 1t was Twede, tha fnventisns ro
alatinet. oteh other crococs must not be cobrocod i4hin
thg seong of the ooo,,0 Lo elalned,

T o Les a8 one vy denendency, namely vhere tho
DIOGANEH Nect ::,xf'iLv nroduces the product, tut {1t cin bhe
shown thof the roonet on cleimed c:n be mede by other ro-
consend, dafvioion x RS S BAERE (™




Where process und product are mutually distincet,
namely, where the process will produce other crticles and
the urticle cun be »roduced by other jprocecses, division iu
proper,

Qup=T, Avparatus and Product Mude

The question of division or dowl. notentin: botyoeen
munufocturing appuratus and the product mude thereby, soldom
arises, In all situations, it should be tested in tho some
menner for distincetness as between process and product mude,

95 Mixed Questions of Division

In the preceding, the various relatlonships vetween
claimed inventions were broken down into severol types cou-
pled together two ot a time. Many applications involve mix-
ed guestions. Applicant will disclose twe or more species
of an invention. He may claim these speciecs generically
und gpecificully. Each of the specles may be for a c¢Hmbi-
nution and relative to each species one or more subcombina-
tions may be claimed. The several gpecles may he processes
and he may disclose for euach process speclis a different spe-
cles of wapparatus for its practice and claim the apparatus
both generically and specifically and also clalm one or =10re
subcombinations of each type of apparatus. Where the process
is a manufacturing process and the apparatus is n manufactu~
ring apparatus, two or more different intermedintes, stock
materials or blanks may be disclosed which may bo cluimed
both generically and specifically. The preduect moude by each
of the gpecles of process utilizing the correc:nding species
of apparstus may be claimed and the several specios of nro-
2eag muy produce severnal specles of final rroduct so thot
the severnl flnal products may be claimed toth fenericclly
snd specifically,.

Some only, or all, of these situantions muy be pre-
gsent. The cuse must be studled. Each churccter of rela-
tion ship must be nronerly clussified and then trented on
the busis of the princirles appropriate to it.

One common mixed guestion of division 15 vhere spe-
cles of inventions ure presented, cuch se arately claimed
with the ponusg also claimed. In addition there wure prosent-
ad claimg to o second charscter of inventlion not distinct
from and thus not divisible from eush of the soveral specles,
but with no cluim to « ronus for tho second charoscter of in=-
ventlon, elthor due to fallure to prouent such cluims or
due to cenecellotion of such generic cladms ofter v rejectlon
thereof, This situation moy be dlapranmed relutive to pro-
coog and product mede as follows:
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proper amongst the three spocies of acthod  (Rule 11.1).

Thus the appiiciat ‘L untitl‘,\i to srosconte In that single
application the three gpecics of method due to the nresence
of un vllowalle ;wnua" whether or not he io +luo entitled to
gloim the three goecies of product cependg vvon the princi-~
pleg set forth n gection 9wﬂw6“ The veneric method 100 o
sourse, not conerie to the croducts.

Whon the s~onerice n¢f?ol 1z ~ilowatle division 1o not
hi

Effoct of Duul Prosceuzlosn on lvision

Dunl rrousecution practice (sec Section 10-4) by whiceh
inventions (which ¢ eclained, are not divisivle) are acted
upon by different exanining divisions of the Office, has no
bearing uron the -ronriety of & regnireiwent to divide. Such
practice doeg not wodify in ony wvar “he »roctice of division,

being desierned terely to facllitat > the hndling of cuses in
which division cen not »rooorly Ye ronired  vhere consldera-
tion in two or more examining divicions 1o eonsidered neces-

SUTYe

G=T7, mlements of Office
action Regnirine Division

Every re niroment to divide hus tvo sspects, (1) the
reasons {as distineulshed from the mere stutement of conclus-
ion} why the invention us cluimed are either Independent or
distinct, vend (2} the rousons for insisting upon division
therebetvaeen,

The criteris thoet determine “Yethor or net division
ghould be insicted upon are different for independent inven-
tions and for inventions which, tiourh dictinet, rre reicted
npiter the diceloaocure of the wpplicntion,

=l Tuue cndent, Invontiong

“Whero the invention: eloim:d wre inesendent., 1.0,
vhore they are not connsctoed in desion, oseration or effeoct
under the discloooare »f the purticunicr anclicotlion under con=-
sltderntion, the o0t ralied uon for thi“ concluslon are in
cooence the reasons for insistine vwoon o3 vision, since nnder
ftnre 1001 division 1o v ndatory. This situcstion, excent for
sroeles s but rurcly preconted, claoe Tow o crsons will file
qnnoconltestion eontainine diascelosur o a0 inlaoondent Lhines,




Where there 1s no olgseclosure of rvaletisnahlp between
spocics, they are 1ntbwbnd(nt invontlons, «nd iivision tharge
between is mandatory, even trousrh f ore 1o no rotentotle dig=-
tinction totioocn the Spoeles o ololned,  Thus the rocsons
for insisting upon dilvision %CL.hun Q]‘Oiﬁﬁ, era the feats

relied upon for the conclusion thit there cre 2irims re-
stricted rouprotlively to tvo or cors different nneclios that
ure Jdiloeclouad in the wonllicotion,.

in exception vus m de by the tmondnment to the rules
rornlttineg the clalmine of Thrum anaeles vhon o aladim eonerio
thaercto Lo ollowad.,  The menlatHry paonir ent to divide an=
nlies to w1l elading restricted to oneaios in oyenen of three
tnclwicd +1thin the «lload s, oven thovweh thegse ddition-
ul speeclos are not wllowebio over either the otbher srecies
or the vllowed genus.

. Bven though the ixuoiner rejuete the moneric cluims,
und even thourh the ¢ »nlle.at 2 necl. the soile nd thus ad-
mits thut the cenus is unputentuble, vhore thorae is o rela-
tionship disclosed beteen ﬂﬁneicﬂ, cuch llsclosad relution
st be diseussed and r:.uvnk cdvoanead Losding to the conolu=
slon that the disclosed ro <4ion aous not orevont division.

r
.
<,

O=T=2, Related Inventions

Where, us disclosed in the annlication, the gseveral
inventions c¢laimed are related, snd such reluted inventions
cre not putentebly distinet ws clulnsd, civision 1s nevsr
SIOPET .

Where the rolit:d 1uvoatione oo el lass ora ghovn
to Y distinet, 1t 1s the Oifice rolli:y to ;uivnilt them to
o oaluimed in one annlicution where thewv wrs clicsified toe-
chher end involve the sume field of seurch. The Exeaminar
3t show by wopronriate citation of art 2t leest on: of the
llowing, 1un order to estublish reusons for insisting upon
aivision:

(1) 8Sepurate clugssificction thercof;

This shows that auch dlstinet =ubjfeect hag
attelined o senurute stotus In the uru LA
sepurate subject for inventive offort, and
Lluo o osanarate f1ald of sourch.

(2) A seporote stotus in the art vhen they
are olcssifiable torother;

Even thonr-h they nre clisasificed together,
by olting urnvropricte art from the gingle subdb-
claog, each subject ¢ n be shown to heve Tormed
g gsepernte nubjeoct for inventive effort when




DTS IS [ IS A 1 ~todne th b on. ol et
T yooo ot th o ooalbdoet,

Voot Tt t e neLne sy ta v ah for one
COothe cictinet o ieets 1o 4o ecs cvero no
sertinent ol to the o oathor bt et obn, o
seprer te Jield T oooeeh To b, cvaen tYomeh
tra by ore el el fud tocetter, "Me ot
etftea v 0oy e Lorerets Plold o” aanreh st
In fact Lo portinent to tha ty o of eubject
wmttoer v ovoa by bhe elcius.

)
dhere, Tovoysre, *P e alogsicicution 1o the same und
the £1:ld »7 . et 10 the oot one there 16 no elsur in-
dicution of copnrate Tataee clouslicinotion und ficld of
sanreh, no reesong exlst for wividina nunne reictod invon-
timmse Thic wrtisoniy =ly v a2 1a 4hoe ranareeturing srts
whereg nenufvetnrine "rocenscs ond tha resnltint sroduct
wro clinulflol tooothor, el.s. Corbon Coaromacs Jleus 200,

OuT=% g When Liagin: Slaing tejected - lrorer

Thore are onounter of situstions hich crice, in
whichi «nn M= tisn boo clodus tO fo0 or v aroperly
divieille invontisac, 't orcuentod Lo thy Some »rse ore
one or oore eleims to invontion (roneraily aolled "linlk-
ine™ elaims) indivisitle from 2ceb and every one thareof,.
These clulms *1as Linlt to-=thor inv ntions othariice di-
yisible,

ome thee cftnotion exiatg, cnd it 14 fonnd efter o
gyolote eroodn tion af Yhe dinkdinge 2lulas thet they e¢re not
gllovebloy ~mshy ol T Tl b e bt odgo ot A{rision re-
miroed coone oo oo 0 dTfPereat fu o ontions 2L Tred. Ouch
regulrenont shoo Ll be orodn cn e el Ty Hb o cgraaation of
the case cq oo e, thoy T - soon s tho propriety
roih d. corestoin o o dovaloon, on coardy disiovoroved
oyt oont oLt it v b repested here 4he nrose-
culion Lo et oroanoence or o distin toncos of the

fnventions.,

ey T

Mo aation o v by wan e omte P LIty aced be mnde

e the elatbon bt dfetinet bove ot Uons, bat 1t should be

et ot fes tbe o ploont Chy thee Dnventions wroe digtinet
Prreo o ritent ol o dnoesoa ot Laooniae o mw s end ooecilg,

hey oot 0 e wb st o e o ate L Tever, even
Poorer ooty e by o b i Ty L nt ancesLary

.

By v othr oo ottt lie oy obeat nosoanion; 1t s not
ot jeotionable b oot sn UL oL the rousindpg sl
stounld the W oodlaer ot o0 cron s ool wwntig of LWio own
celeetion, Thoo Vie ot Chioods b cdvised thot hoe is not




bound to uccepnt this croup o cliulme Tor rocoention in
the instant «oolicotion.

The Wxandiner is boand to wet on the elolms relating
to the clected Invention ot the time thet he makoo flinol
the requirement for division or eolcction,

After alaction, Linking eclaims if creoontod agalng
glthor in its oviginel or in an wnended Fform, must be vi-
gmined with the inventlon elected, und should any Linking
claim subueguently be allovoed, rejoinder of the divided in-
ventions must be permitted, The divisionul pructice has
bean curried over Into the cleuss of claims Involving genus
und snecles.  Howover, ag stoted by Imle L1.7, no more than
three speciecs nmay be cluimed in any event, in ono applicu-
tion. The lust sentence of the rui¢, thut the BExaminer may
rogquire rostriction of the claims s¢ thet not wre than three
gpecies ure sepurately olulmed, ig varmissive., It should
be used only when a ciuim is allowed on the first uetion
thut 1s generie to three or more of the disolosed species,
and more thin three speciss are gesparwutely clulmed,

Rule 11,1 und 11.7 require thut eclection must be of
one, two or three of the disclosed 0"*civu, not of claimsg,
and the elected apecics must be cleorly 10 mtifies,

In recuirine clection ot soecles the Bxoainer will
note that the anplicutlion contuing elainmg restricted to more
thun one, or <orn than throo discioscd sueosles that ho must
clesrly ldentify, . lfor excmnle, tho woocion of Fles, 1, 2
end 3 oor the sveclss of  xomeles T, I ol IID rosoe ivalyG
Or, in tho aruence of digtinet Yicares or oXomnos tu ldent=-

fy the severul uwwﬁicn, the meot nlocl mevng, or Tlo n.rtic-
ular sut sbancae, or other dictinenlshing charnetoristic of
the species should L«: gtoted Tor coch soceles n(_)t,(,u. FTOuD=
ing OI‘ alalms For o res v otive Bf-m ciag shoald ot be nude
unioss the soeeley ennnet bo othorwase idontifliens.  The re-
aquirorent o cuweh coso shoads we Lo oo licont o o lect the
particular dlsclosed spocies,

Arodicunt shoubd booadvicoa thab Wi, opron onne to be
compicte under Inles L. ’> il LS maet dnednoe o fdoantde
flcation of the Jdisolos i o fon v Sooocdoet, sonsonant
with the ruquiVHWznt, Co 0 abt el bms restricte
ed o or reneric theroto, o ociymeent thet Lo oogeretle ol oo
are allowsbic, o thot il cbledma aro cenerle, or anendod
to be poneric, unlose neer s enied by oo oolestton, 1o non-
rogsnonsive,

An oaaloorts netion coatoepient Lo an eleetion of
grocloy shonld taelrda o ocoannlete cetion on S nerits of
gl ~loeims which arc rendebdle on b elochod sveclos.  ALL
ot her <2icias abould be rojoectod oo not roadable on the




elected speclices. Ohonld there be o disuercement s to the
listinz, the Exeainoar shell point out the roecson therefor,

YWhenever o oeenerie olodn Is foand to be allowable in
cubstunce, »ven thourh it is objectd to or ¢ jocted on
merely formul erounds, wetion on the c-aceleu ol ims ohe Ll
thorcunon be siven oo 10 the coomerdle cloim hod boon allowed,

Since rajection of the srenerice cledims 1 0 prereg-
ulsite to the reoniremont to clect (oxcept whero coneric
cluing are allowed und more thun thrue spocles ure sepu-
rotely cluined) the rejretion shoudd te on the best urt to
unticipate the pcenoric cloinms that ¢ complete scurch muekes
uvaeilable, and for the btest reasong that the Bxunin.r cun
sresont.

Where division 1s requir2d nredicuted unon the non-
allowability of reneric or other tione of Linkine cluins, up-
nlicant is entitied to retiin in the cise cloalms to th. non-
glactod inventiosn or inveuntions s0 long o he vroseeut.o
ceneric or other tywe of liniing cliin,

If « liniddap cluin 1s «lloved, the xeminer must
thereafter., without further raguest from the un-licont,
ex:iine soacles not to excecd throe if the linkins oclaim
ig soncrie thoereto, or he must exanine the e¢luine 4o the
non-clzet:d invontions that are linked to the clected in-
vention Ly osuch 2llo 2d linking cluim.,

Obviously, since the requirement to divide is pre-
dicotsd on the non < llovability »f the linkine cleing, ap-
neal ghould not ke Immedictely todimn s Jrovided for by Rule
11.3, If the ixeminer wllows ¢ Linking oloim, he vill then
act on the nm=-alestod inventdsns linkede If he Tinoally re-
jucts the Llinking clulmg, the Bourd can then pgs unon thoe
sropricty of t'a final rojectinn. If the booard allows the
linking cluimg, the romirciment io moae void,

An wxcoainer should not regmire division In wun oppli-
cation nons 9 the clulmed subjeect mattor of which is clagsge
ifiable in »io dlvision. OGuch an anplication chonid be
troncoerreed o o ddlviston to ohieh ot Lesist o of tho sube-
joet cotter Lelonges,

Howevar, if one or ore claims boelons to the Bxuaa-
iner heving the cose, ound he belioves thet division is
Praper, he shond cetodin thy eone tnd oaweko L he requirement
to diviade cven thonoh the gloing that control cligsitication
belong in any!lor (ivision.  IT tho onbject mttor eleeted
belones to him, o neccless ondle trongfer 1o avolded.




G=7-3.1 Citution of .t

- 1

Ao polnted sut o in genersl nravionely the wxominer must
gite art to substari te his preguairensnt to divide:

Whore coneric or othar tyoe linging oluing
nre rojonted the best vt oundg the hoeot rennone
should be v oy o o toation,

Art raecaltinge Y"«w SUrSBOTY uowrﬂh partle
nent to tho MGVcrw; vientione 1s eiteod, It
is not neossoary to i*-“ art o :'.h()\; gabrate
el gsification, & gepurite otatus in the art or
a sonurcte fiald of seoveabh ) vhoera 1t 1s shown
thuet the loventions as disclosed In thet par-
ticulur cope cre in fuont inlcendent.

A ceurnory searsh choaeto b mwde gt the mort

U.Ptinont crt found svoald ve olted thet ghows

senaurate cleasificution, © onar:te stetus in the
s.rt or u osenerate i =1d of sonreh, It ia the
cliimad suabjoect matter of U5, o tonts thoat ahows
the first two. . ny di-closurs »ertinent to the
cloimed gnl fact metuer of the arnlicetion shows
the third.

.

ut
1

f=l=%,2, rrecise Division cemired

The irc iecation of how t> “i-ide betvcen speclies 1s
set Uorth arely in Seetion O=7-3,
oo oo rvs Linneotreom 1005 CLb, 541,
j O, 2297 Al o~ ticuler Jinttationg in the olitms and
3 |

.
Ao o aaintos ot

11¢
tho roagsons by osaeh o batter Do e oo ioorad 1.3 regtrict
the oleims b0 o opetde ter 4ol

2 i o upncies shonld be aen-
tioned £ necossury sy T a2 brovhe Jdns of daivision.
Whethor thee ol D as e Licetod Lo alfforent speclos
T invention or divfarsnt fnventiong, 1t 1s necossory to
Lol i i

roend all of the ol ; deatermine vt the eloimg
Ay, alinn o anatne 10 T direstod to o anoll sepa-

rote o rrontis, oooonlen e
shuoet of oy silogs
hich thoy v troon

et ol on oo geparate

cnhoor tho aothor to
ok, Then, In oorltinge

AV S VPR TRSSFEN ICLEN T8 AN N SEE : sttt ot o dnvonttion rnd
;1,;; Lot red ol e ahould e gt oot from bhe b foet

methoer of nnather dnvoention e ta vuosociated ol ims,

Whitte covopy o)

Lectm chont b be nacountod for, the o-
slosion o eesun 0 cdedmy o or cleetnee o eletm in the weange
'l i "(.’.L Iy oo A st th x AN - o [ “":Y“f"‘{’?r)f
Chore the o roooalreosints ve o L edce proper ant the sorpeet




Glomvyaision o 1he v ie & sp wrreoneonsly cravvod aloim

g 1
e 020 T e

The oonerut e ~ or linsine o007 0n STl not tre
voooalcted ith oy s T Yhe diniesd T ntiong oince
cueh elofms ouct b ined CLth oy oana 9t the linked
- ntions th t e wpamat i, ™ig oot should Yo
clarly % i
+ Snealote

7 - g ' PN \ .
T4 Ve Jo I S P N T B

When oLine o “ﬁ,uir;.knr to iviig, avery effort
shonid be o o v 270 v dreacnt to dlrlie eoaanicte.
If vy of v aledo i;*enf'»n“ CLor oL clanls in ocn-
othnar ii"*\t.n tnd *he S alaer heo any dnunt cu to the

Proper Lloo o0 O lodion cowe the same, he Gl »on?fhr
the antliiert’an +ﬁ 1y Seecooner 27 thol o othoor Lt ion Uy

infor ation on ti- o e ok L b shoale rene L

ks .
1L G oLl Ly o .i.ﬂt ORI

C=T=3.4. “. .. Reugons

Tr2 nrti~cLs ~ - Coms voliza won bty thae Exuminer
for hlu holiine tht *2 - Anveptionsg o clals U ore eithur
ndoaendant or Jiotinee s R N T PR C)nb.n..J(a.LN Ltuted, i
nera uu'tuA,nt P oomelzsin iy Lawagi fl. e rraeHas
unon which the conclusizn ic hocosd ¢vwonld b eiven,

or exu, ¢J, iy ldne thet olvr l gniocles nre
clulmod, the purtisali > Jidtutions »oaitvd »Yiah are
ro Gable non ony wioxooo ol enLulow stonl! Lo referrad to
cad the o praoon o mear the Alsclosure, the othor spe-

clinzs « uowaslit 2u.

aletive to o~ La ttm oo ndd o woentenatinetion there-
oty thy T dnery el int o+ the voonong why he oone

fders the ntagyard et e e e bty by It 0l o> in
sro2onbt tion, oL by P oeonnsi o ore thet the conbine-
BT un el Tt s s v v b abeanh e tton o

TS oEERR S & S i st b Ty cation ot oodd
e ol ay d dns othe oo Mo e coanlusion of

’
ail [ FERESRS I Lavont oo vt ot T 1

U

9=T=3.5 Qutline und suaqle Lettor

Holativo Lu yroesico, 1t 1y thourht thut the matter
in the eurly purd of Ceztion €-7=3 1s adequute indlcution
of the form of lwhf~r when election of spuclios 1s requlred,
there beine no alloven.e ~onnric eluinmsg.

The foli > inr ~u-Liu: o0 v alraeont 1o divide




and sample letter 1s intended to cover every type of divie
gion requirement as to form, inciudine those having linking
claims between related inventions, except uspeeles because
they. are treuted in Section 9-7=3 und other churucters of
independent inventions because they rarely occur,

UTLINE AND SAaMiLE LETTER

A Citation of art

Preferubly two puatents for eash type of invention
Group by spucing

Identify groups by Romun numerals

Give originnl olussification (not X or UX)

B Statemsnt of the requircment

Identify euch group by Romon numeral
Same ag corraesponding patent grounrs
List claims 1In eech zroup
Chegk accurasy of numbering
Look for same claim in iwo eproups
Look for omitted claims
Take into account cluims not grouned, indiocating their
disnosition

¢ Statement of fucts

Give short descerintion of totel extent of the subjoot

mautter claimed in ench eroun
Polint out critical clolms of different soovre
ITdentify whether comblnation, subcombination,
nrocess, anpparntus or product

Clasgify cuch mroun und refor to corrcsponding putont
for evidence

{Note B and € are usuaily worked in tosnther, see form letter)

1] Suecial troustment of unpgronnod clnims
Linking citlnas
Ite ject .
Mulke oun Lote rejectlon, pglving reasons there-
for
stetemont on o proups to which Linking eleims oy be
sustrned for examinction
Other uncrouped clulmg
Indicute disposition
e oreviously non~electod, non-gtatu-
tory, cuanceled, otc,

E  Allewgution of distinctnose




oanle Letter

A srmple letter fliows:

This aprlication hus 'eon exnmined.,
Roferences cltad.,

T ooith EIRN TSN Dec. 25, 2000 103
Jones 4,60 ,521 Nov. 27, 190606 10353

I'I hoe % » l)l.(} s ,'}{ie) J‘lly 4 , J-”76
Roe 2, 33(),;:()0 Oct, 12, 100D

o
AR
!
AN U
NoiNo I o

-~ -
i
'~

ITI

O 45(-) 700 fab, D¢ laqo

X , A ‘
Y z 000,001 Muy 30, 1666

—
[
N
i
ONS

Division is reguired ws foliovs:
I Cluims 1-6 which recite an Interncl combustion engine
‘ combinution and would be clucsiflied with the Smith
and Jones psatents.
IT ¢C .
II Claims 7-12 which recite o carburetor cubcombin: tion
und would be clissified with the Doe wnd lloe putents

IITI Claims 13-18 which recite o suurk plugs subeonbinction
and wonld bt clocsified with the X and Y putents,

Cluim 19, which recltes the speclific detuils of toth
the cerburetor and the spurk rlug snd is thug not divisible
from either, is rejected on the pround of wrprreention (give
statement of recsonsg).  For vurposes of exuminction it muy
be rotuined with cither Group IT or Group ITII, and if a com-
binatlon of this tyoe is found ullovuble the quegtion of re-
Joinder of Groups IT tnd IIT will be considored.

Claim 20, vhich is rejectod o Indefinite and not in
com Linnee with Reviccd Stotntes 4888, roy be rot ined with
any sroup for cmrpoces of exuminotion.

Cledim 21 drovn to o tesrine structure, o roejooted asg
Lodings o 0 orevion by non=eloctod invention,

The severai inventions ore digstinet, occh from tho
othors, btoeceonse (L) the cncine eontination, o defined in
Lha eloatnes of Group T cocn not recite oo onn the oneeinoe
roe-ondre it Y s el tie cortarcotor guteombipation ng do-
Cincd o the claims of Group LLD, «nd (2) the oortne tor npd
Spork obwr cnbeont tor tione hove sopeeste bbby In othe,
cad i rerent comtlnctions,  FPor exanole, the corturctor of
Do tnd Ll oplerk gy o X eonmle be usea In tho combination
detined by the eleims of Sroap Lo The cariburcetor ond soork
plug ws detined in Grouss 1L ond 111 could equally well be
noed in s faenoee comtinction,




Folat cat foees whieh S on st ineta oy
Troct tho Luvoations sy ciolacd, do not nerel
ctete rour aoncelus’on thet dfnventlons In “not
e odlotinet
(1) oubeconxtinstion - sabeosiinm Lion (doaloc:d us
useble toe~ thor)
Buch usubie lov: » in otror 1d - ntified
combinution
Damonstieate Ly 21t - ot
deonstrate bvyowys inerts oaeeercstion
(2) Ccoubinotton -~ Subeonttination
Tomblnutlon o elntand oo not reinlre
subconmbin tion

and
Subeombine tion usntle iton e in othar
identiflied c¢onl in tion
Deminstrute by ait g o tant
Nean sbe P by fun fnerta goesoction
(3) Process - Looorotus Q
irocess con by gorried ont by heind or by
sther anperotus
NDaqonstrate by oceitd tent
Dessonstrate by oininerts on~-2ution
or
Denonstrite o o noretias ¢ oo gl In othoer
arocass (rara)
(4) froceus g Jor ooerotuc - rouuct
De~onctrate cicimed »rodast oo ba cade
By oather roeass (Or o poowtbug)
vy oitned ratent
By wys ddnerts ot stion
ar .
rocess (or ¢onuretus) ¢ n oroduce other
modnet (ruare)

¥ Allecration »f res sons Hr oincictine weon dlvision (See-
tion O-7-%.4)
oMot be desonctruted by clitotion of ort
senurste ctutns in the et
Jifferent colesgiMaation

Rofer to cxemnlary o fonto

Do cinnoifles vion
efoer tH exeolory ot nty

Divo.recont ficlds of senrch
Geurch vequired for osne rronn not renired
for the othar
Refor t- axaonmolery potoants




S5ince these distinet Inventions hive cuch acquiraed
a seporate stetus in the ort cs shown by the different
¢lussificrtions of the ubove clted exemnlory «rt, «nd sineo
the fislds of soeurch for the regs-=etive inventlons nre not
coextensive, division 1s »oroper,.

-8, “lection «nd Reshonse

Rule 11.2 suthorizes the Exunmlner to requlre upoti-
cent to Linit the cluims to vhichever inventlon thoe appli-
cant clocta.

The exprosaion *limit the cleims® does not meun
thut all raference to the non=clected inventions nust be
alininnted from the anplicrtion.

Election is the designution of the purticular one
of divigible Invontions thit will be »rosccuted in the
upnlicution. EKluetion mey be mede in other ways thun ex-
pressly in resoonse to the requirement.

Lo reanonse is the renly to eéch point rolsed by the
Zxaninerts action, ond nay te a compliencs or, In accordance
vith Rule 11.3, include o tv verse,

A truverce of ¢ re Mirvoncnt to Jivide 1o e statement
of thn reagons uvon vhish the conllewnt rolice for his
eonclusion that the re ni-oment iz in error und wmet te come
plete un reg "wad by Tle 1R,1,

Fleetlion roesopy:,  lrosg vher oftor o 1thpr gn implied
or exvrag; oloetion ar ¢dv mret o0 menlie b, the eloing
in an e»onlientisn b o recoived o o oation on o thedr morits
by the Offiee. .Lli~ <t mnet oo ke his oon Loetion,
whether of his v 20t 751 o bes uws o o 2oonlroront to
diviie, The “» dnor "Ll oot o b 0] sdisn Tor him,
Show oy ot e ) roineeention oo rrorarly added
cnd ontercd in thoo oo 0 e s o L i on, dnoofar
ook ootton Yo ooomeor T, thoew e e ted s ordpinal
ol ‘..';.} u

Cnly cten oo L oordedac ity o oarton hnoo been
soetow s by L Oretes ap Ahad e o bts eon Bl tavention
aloct 0ty o ookl nt Yoon Mlreas  Oubreomently precented
cludms to o olvicivis lov-ontlon chonla be ontored but
roguirce 1t Yo oanne oy dn other o ords, they touio be
pedoctsd ca bt o coa dnventinan othare Yhen elocted,




Where the oviginally presented clalms are still
zeneriec to the several disclosed uspecles, no election of
s sinzle specilaes has been mause.

Where applicant is claiming two or more inventions
which may be gpeciss or various types of related inventicns,
nna ag a reault of Uftice action on the clnima he c¢nncals
the claims to one or more of such inventions, laenving clalms
to at least onec, and viich clalms are acted upon by the
Examiner, the claimed inventlions that remein In the case
are elected.

Under tormer practice, some reauirements to divide
required an election even though accompanied with a
traverse, others ald not. Rule 11.3 makes the practice
unitrorm. An electlion must be made in response to all
requirements to alvide even though accompanied by @
traverse ot the requirement. {eoulrements to divide, if
traversed, will not be repested without the written
approval ot the Lxaminer of Classificavion. I'rom this
repeated requirement, and not otherwise mav appllicant
appeal. Thus, in order to appeal the requirement to
divide, the applicant must treverse the requirement, an
Examiner of Classification must approve the roquirement
ang the Examiner must repeat 1t and make 1t tinanl.

A3 first stated in ex parte Higinovotham 1922
C.D. 29, an ulection tollowing a requirement vo dlvide,
which elecvion is made without traverse ol the reguirement
results in loss ot right to anpeal from the roquirement.
This results trom tns facu that applicant has acquiesced
in the gccurascy oL tre holailne 3o that the cuestion ia
not twice acived upon;, ana aphasnlavle quastions must be
twice acted upon to i;ive the Board its jurisdiction.

A traverss ot ths rojection ot tre linkln: elnims
is not a traverse of ‘o reculrement to oiviio, 10 i3 a
traverse of a holdins ol non-patentacility.

klection comblined vith a traverse ot the rcejectlion
o tbe linkin- 2laims only 12 nn agreemont - ith tre
nogition taken by the Ll'Uice that divicion is ororer if
tra linking type clalm is not nllover ond improper if
they are allowed, The Uleinootbnu vocuerine does not opply
g0 long ag Linking claims are ursea to ve ollovaole slince
Kule 11.% maies an cloctlon mandatory, and, iU tho Of'fice
nllows uch a claim, it 1s Louno Lo vithdarsy the reouire-
mant and to sact on all linked inventions. Hut once all
linking claims are canreled tre doctrine vinld apply,
aince the record vrould he one o agreement nyg to the
propriety ot division.




Such a rejectrion is a reguirement to diviae, but
does not glve applicant a sccond right of election since he
haa previously made -is election.

Wherae the inventions are distincet and or such a
nature that the utrice compels division, an elvotion is
not walved even the the Hiaminer zives action upon the
patentabllity of trhe claims vo the non-~olected invention.
Tne benctits received by an applicant through an Examiner'®s
oversight are not such as would compel the Office to
continue a mistake after its discovery.

g-gmlg Spacles with or without Genus

Where generic claims are rejected, a traverse of
the rejection 1s nct a travergse of the roquirsment to
divide betwsen the spaclea, and la not reviewaole except

o on appeal.

Where there i1g no difference of opinion between
the Exeminer snd ﬁ§"1¢ﬁﬂnt that the sole question is one
¢f specien, and sizce divinion between gpecles is mandatory
there is notting to ve revieved by an Examiner of Class-
iricaticn,

Even thousr zre clelimed subjects are specles, and
syon though the ﬁ’“ﬁTiQ claim is rejected, when the traoverse
is op the ground tret thers (o gome relntion othear than or
in sdditlion to tne fact thst plural apacles are clelmed,

tre cane ls submitead ror reviow by nn Examinor of ”laqam
Itigation.

For example:
{1} %rere linking claimg are rojiected and

division reoulred but tne dxamlner fails to hold
thaet the re’acted linking claims are genorio.

{2] %rere vthe Lxaniner rolds clailms to be
genarie ane relectd saue, and apnlleant tyoverdes
on the ground that thn ololra are uot ganeric oug
are tor a susconbinesion common wo SYha tnvantione
claimed.

{2} Wrers Lre craverao ln on the sround
that the spesien are tlaclosod an used 1n a
single combinatlion and are indivisivle for that
reason, avan though the penario clenims are rejscted.

. ALl mlxnd recuiramsants to alvide grould te aubmitted
L for revisw.




where, however, tpere lc a traverace va “'a sround
tnat tnere is gome relationsnip (other than any in
addivion to tre linkine tyne clalm) that slne nrevents
divisicon, tre merits of tre recuirament aro coniested
ard 0ot admitted. Assune a rerticular situntlon of
nrocess and proauct made wnaere trhe clalm nelds linking e
ig a clalm vo a produce limited oy troe nrocans of making
it. The traverae mav zat (orth particular ressons .orv
tLe conclusion tpat aivision is impropor wince the process
necessarily makaa tha product and trat tloie 1y 1o owher
present known proceas vy which the product can be made.
Ir division l¢ &«uproved and madte 'inal in apite or such
traverse, tne rizhv Lo appeal 18 praserved even trough
all linking claims are canceled.

Tre Ilizinpotham aoctrine coes not apply ia counzcuion
with species wrere uhe generic clalus are reijisceed.

Wrile an election wvithout traverse vl rthe requirement
resulte in loss of rigsnt ol appeal, it aoes not result in
loss o right o. review vy an fxaminer oir Clas:itication
on the questicn of laentity or invention ot subsequently
presanted claims,

Unce an clection ig msae in resnonse 1o a requirement
to aiviae, all :laims retainad in trpe cnse irawn to vhe so
divided aa¢ non-elected iaventions shoul be vUlially
rejected ¢ tbhe srouna oi misjoinder.

Vhere an interterence ig inscituted prior to an
applicant makings an nlecuion tne subject matter ol the
inter{ereace innoues 1o notL elecved. An appliecant mav, atter

ro terminar ion or tre luterterence, elect ons one ot tre

i-veacilone  pat e gl oooa,

Toe gzenersl policy o orae Urf'ice Lo not te permit
b applilenane LG splirt Lo elalming another invencion atter
an elecoicn 10 onee mate, WHiIlo arpliceant, av on matier
QU ciert mov onob o sntlt rreem cledimine one invenslon te
sla o oo oo (e ia not praecluted trom per-
mitelo . LLomnv e o v nare Lbe st rocults

Lo caditioonl vorl or oxeoenge, and barodcularly weere
Lhe kit reduce s wors as by oaimnlitving the lsaues.
Havin. cnee acce; wod anda acted upon the amendament wr ich
ahitved the laventlon the Exeminer may not thereafter
holda the sriry ig improper as hold the case abanaoned tor
that reason. A chan e r'rom a mothod setting forth only
the necenssary or obvious way ol making a product to the
product is not a aghift,

When clalms are presented which the Examiner holds
are drawn to an invention other than elected he should
reject the claims on ttat eround.




A traverse of uLne rejaction ol Linking claiws only
is not a traverse of the roquiremsnt, aad is not revieeed
by an Bxsaminer of Cinasification.

When thers 15 on aadinional traverss (other than
such rejection! Lhat 8013 rtovth reasons by Lhe Invontliong
among vhich aivision v ratarred is improcoaer, it must be
submitted Lo an Mxamaner o0 dlagsitication uefore boing
made 1inal

»

Where an “Xaminer sakes a ecomplete requirement to
divide, fully stanins rig reasons as to why vhe inveantions
aas clalmed snre conslicrad vo be slther independent or
gistinet and tuliy ivins ris reasone »or compelling alvi-
sion, thare 13 ordinarily no reagson for wne dxaminer in
gubmitting the cage tor review to write a momoranaum. His
reasons are already on recora, Lo accompany the traverse
of the applicant

However. vnere clalms are added, a memorandum should
be submitved Lo polint out now the added c¢laims ygnould be
disposed ot in vhe ilght ot the requirement to divide.

Also, wnere the claims areameided in substance the
Examiner may vant to submit a memorandum. If such chances
affect the requirecrment to divide, the Bxeminer should submit
a menorasndum polnting out nov it aftects the requlrement.

If such amendments do not affect the requlrement, to divide,
1o memorandum 1o necegsuary.

Finally. wpere come of the arguments in the traverse
have not been snticipavted, tne wxaminer may wish vo submit
a memorandun answel'lng the same.

Where an Examiner of Ylassirleavion renders a
decision vhich approves, either in whole or in part, a
requirement vo dividge e will supply the lU'rimary Examiner
with bouh nn ori-.n-L copy and s carvon copy of pla decision.
These copies wily be attacnad Lo the oriuginal and carbon
copies regpectively ol wre Ufflce sctlon making the re-

aquirement rinal o o Lo become parte creveco! . The
nececsity of aquotin tre decision In tre Gffice action 19
tharaby Teonovod L ey tody ot bhe Gyarmianye "o pgotion
should appear cre soanoment Leat the rengyrennt Lo divide
as spproved in ohe attoched declision, Lo made Uinol The

decision ant action will trus have tre samoe paper number
and will ue conterad toscethor in the "Contoenta® geetlon of
the filo wrappor

Where vne requirement to dlvide g entirvely ais-
approved, tne docision oneuld npot oe antered in the tile
The next Uff'ice action . nhovever, should elther withdraw the
requliremenc, nolt 1% 11 avoyvance, or modtty it ng the facta
warrant




=9, Claims to Inventionsthat are not Distinet
In plural Appllications of same Inventor

Several applications may be filed by the snms appli-
cant or owned by the same party with conflicting claims,
Rule 10.7, in such cases requlires elimination of such
claims from all but one of the applications, in the absencs
of good and sufficient reason for their retention in more
than one application,

Here, treatment 18 given of only applicationg of a
single inventor, not the applications of different inven-
tors that are all owned by one party.

The aprlication of the rule in three different sit-
uations is given hereinafter,

Under Rule 10,7 the practice relative to applications
both pending before the Examiner and where both claim either
the same invention or inventions that are not distinct., is:

Where c¢laims in an application are unpatentable over
claimeg of an earl ier application o¢f the same inventor, (either
because they recite the same subjsct matter, or because the
prior art shows that the differences do not impart a patent-
able distinction) reject the claims of the later anrlication
cn the claims of the earlier one. whether the earlier applica-
tion be in issue or not or whether the clains of the earlier
one are allowed or not. Should the later application be in
1gsue with c¢laims unpatentable over the ¢larng in the earlier
apriieation the claims in the earlier application should be
rejected Also  claims unpatentable over eash other In cases
one of which 138 1in interference should be treated by rejecting
the claims in the application not 1a Interference.

The ciaims 1in the carlier aprlieation should not be re-
jected on the claims in the later application.

No other rejection should b entered on the elains held
unpatentable over the ¢laims of the earlier apjylication. How-
cver, any additional elaims in the luater aprlication that are
putentably distinct over the claims of tne earlier one should
be fully treasted.

Wnore an applicntirn 1o in 16sage. a proper Tine of di-
vision may be established under Rule 342 without wi thdrawing
the #1 lowed case from 1 sone.




