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8e PARTS, FORM AND CONTENT OF APPLICATION

Lom e

Rule 8,1 General Requlisites of an
gzlimmr—met
@ ¢o the Commissioner of Patents, A
complete application comprisesg
(&) A petition or request for a patent,
see rule 8.9,
(b) A specification and cleim, see
rule 10,
(¢) An oath, see rule 9.l.
(d) Drawings, when neceasery, see
rale 12.
(e) A filing fee of §30, and §1 for
each claim in excess of 20,
The petitiom, specification, and oath must
be in the English language. All papers
which are to become & part of the permanent
records of the Patent 0ffice must be legibly
written or printed in permanent ink,

Typed, mimsographed, or multigraphed papers are
scceptebls. Carbon coples must bs replaced by acceptably
prepered papers before allowance,

The petition and oath may be included in a single
document, the epproved single signature form,

ﬁ@ﬁorninatian of completeness of an application is
covered at 7-1-9,

The petition, specification and ocath are secured
together in a file wrapper bearing appropriate identifying
date including the Serliel KNumber and filing date (10m17)o

Hotes
reissue patents Sec, 16«1,
design patents Ses., 17,
plant patents 3ec, 18,

A model, exhibit or specimen is not required as
part of the epplicetion as filed, although it may be re-
gquired in the prosecution of the epplicetion Rules 13.] -

1503’ (@«@m&@? &
~ Rule 8.8 Pa'ars‘afwccmglotoﬂa ;licution

‘ Kot be returned fopr any
pt 088 wﬁutov&r. If applicante heve not
preserved coples of the papers, the 0fflce




will furnish copliles at the usual cost. Soe
Rule 12,7 for return of drawing,.

Balo Potition

Rule 8,9 Patition. The petitlion must
be addressed to the (Commissioner of Patents
and rust state the name, residence, and post
offica address of the petitioner requesting
the grant of a patent; designate by title
the invention sought to be patented; contain
a reference to the apecification for 8 full
disclosure of such invention; and must be
signed by the applicant in person,

The power of attorney or authorization
of agent may be incorporated in the petition,

In the sinpgle signature form, the gstatew
ments above required for a separate petition
do not all appear in the petition paragraph
and are d_ifersrtly arranged.

See forma » » v o o » o fOT sSeparate
petition,
See RKule 8,7 and forms ., o . e « fop

statements of the petition as embodied in
gingle signasure form,

The petition need not be dated,

B=lwl, Qmendmant of Patition

Those portions of the petition, other than the post
office address, mnvy be amonded by the attorney,

Any amendmen: of the post office address requires
the signature of the applicant himself,

If tuae post office address 13 entirely omitted, 1t
must be supplied bty a letter over the applicant'a own
signature,

Appiicant+a poat offico addreas means that address
(other than in cors of the attorney in the cagse) at which
he customarily receives his mafil, 8.5,

3702, Power of Attorney

Usuelly a power of attorney or nuthorization of
agent, 18 incorporated in ufrhur the petition or single
signature form, Hete 6.1, 6.2, la

The attorne; s full post-office addross should bo
given In every pewsr of attorney. The prompt dellvery of
communications will thoreby be facilltated.




8'2.

Original Oath

Rule 9.1 OQath of Applicant. The appli-
cant,  IT" the Inventor, must make oath or
affirmation that he does verily believe him-
self to be the original and first inventor or
discover of the art, machine, manufacture,
composition, or improvement, or of the
variety of plant;, for which he solicits a
patent; that he does not know and does not
believe that the same was ever known or used
before his invention or discovery thereof,
and shall state of what country he is a
citizen and where he resides, and whether he
is a sole or joint inventor of the invention
claimed in hls aspplication, In every orig-
inal application, the applicant must distinct-
ly ataete under oath that to the best of his
knowledge and belief the invention has not
been in public use or on sale in the United
States for more than one year prior to his
application, or patented or described in any
printed publication in any country before his
invention or more than one year prior to his
application, or patented in any foreign
country on an application filed by himself or
his legal representatives or assigns more than
twelve months prior to his application in
this country, If any application feor patent
has been filed in any foreign country by the
applicant in this country, or by his legal
representatives or assigns, prior to his
application in this country, he shall state
the country or countries in which such
epplication has been filed, giving the date
of such application, and shall also state
that no application has been filed in any
other country or countries than those men.-
tioned, and if no application for patent has
besen filed In any foreign country, he shall
30 state, This oath must bs subseribed to by
the affiant,

If the application be made by an executor
or administrator of a docecasod paeraon or the
guardian, conservator, or represontative of
an insane person, the oath shall allege the

" pelationship of the affiant to the Inventor

and upon information and bellefl, the facts
which the Inventor 13 required by this rule
to make ocath to.
An additional ocath may be required in
the cases where the applications have not
been filed in the Patent Office within a




reasonable time after the execution of the original

oath, _ ’
The single signature form, rule 8,7 includes the
oatho

An oath which refers to applicant as "the petitioner"
need not contain applicant's name in the body thereof,

In the oath,the Jjurat must be filled out, the word
fgole” or Yonly"™ must appear if theré is but one inventor,
and "joint" if two or more inventors,

The oath usually bears an impressed seal of the
administering official but such seal may not always be ‘
r¢qguired. Rule 9,2, See 8-2-11, 8-2-18, 8.2.19,

If a claim is presented for matter not originally
claimed or embraced in the statement of invention in the ’
specification a supplemental oath is required. Rule 9,3,
See 8-2-9,

8-2.1, 0ath Cannot be Amended

The oath cannot be amended. If 1t is def'icient for
any reason a new oath must be reguired.

The oath must furnish evidence that the notary was
acting within his jurisdiction at the time he administered
the oath, T 13 may be glven as the caption of the oath or
in the body of the jurat, Otherwise, a new oath, or a
certificate of the notary that the oath was taken within
his jurisdiction, must be required, Ex parte Delavoye,
1906 C,D., 320; 124 0.G. 626, ex parte Irwlin 1928 C.D., 13;

367 0.G. 701, Q

I the consular certificate 1s omitted, in cases in
which the oath is taken before a notary abroad, the examiner
should require an acceptable new oath, or a consular cere
tificate for the original odth,

BulnBa Lack of Qath

The fact that the courts would probably not invali.-
date a patent because of a defective cath doos not relieve
the exeminer from requiring appropriate remedy for any such
defect,

Note lack of supplomental oath 8-2-9,




8=2=4, Forelgn Qath

An cath executed in a forpign country must be
properly authorized, 8-2-11, Rule 9.2,

8=2a5, Foreign Oath is Ribboned
to Othér Application Papers

Rule 9,2, When the oath is taken before
an ofTIcer In a country foreign to the United
States, all the application papers, except the
drawings, must be attached togethor and a
ribbon passed one or more times throush all
the sheets of the application, except the
drawing, and the ends of said ribbon brought
together under the seal before the latter is
affixed and impresged, or each sheet must be
impressed with the ‘official seal of the
officer before whom the oath is taken, If
the papers as flled are not properly ribboned
or each sheet impressed with the seal, the
case will be accepted for examination, but
before it is allowed, duplicate papers, pre-
pared in compliance with the foregoing sen-
tence, must be filed,

A rubber stamped imprint upon an adhesive wafer
under which the ribbons were brought together has been
accepted as a proper seal in a foreign application,

8=2x:0, To 01d at Time of Filing

Note time between date of oath and filling of appli.
cation., Flve weeks plus time required for transmission in
the mails 1s allowed (ex parte Heinze 1919 C.D, 67; 265
C.G. 145, .

Note: residence 8.4
namo 8-6

B=2=T, Oath In Division
and Continuation Cases

Where the date of filing the applicntion 1s not the
date that detsrmines the statutory twelve monthst' period,
as in divisional and continuation cases, it is immaterial,
so far as concerns the acceptability of the oath, how long
a time intervenes between the execution of the oath and
the filing of the application.

B=2w=Bo New Qath or Subatitute for Original

In requiring a new oath, the examiner should always
give the reason for the requirement and call attention to




the fact that the application of which it is to form a part

must be properly identified in the body of the new oath,

preferably by giving the serial number and the date of ‘
filing.

Where neither the original oath, nor the substitute
oath 1s complete in itself, but the two taken together give
all the required data, no further oath ia nesded,

820, Supplemental Oath

Rule 9,3, Sugglemental Qath for Matter
not Originally Claimed, hen an applicant
presernits a claim ror matter originally shown
or described but not substantially embraced
in the statement of invention or claim origi.
nally presented, he shall file a supplemental
oath to the affect that the subject matter of
the proposed amendment was part of his inven.
tion; that he does not know and does not bew
lieve that the same was ever known or usad
before his invention or discovery thereof, or
patented or described in any printed publiw
cation in any country befors his invention
or discovery thereof, or more than one year
before his application, or in public use or
on sale in the United States for more than
one year before the date of his application,
that said invention has not bsen patented in
any foreign country on an application flled
by homeelf or his legal representatives or
assigns more than twelve months prior to his
application In the United States, and has not
been abandone:l, Such supplemental oath
should be attached to and properly identify
the proposed amendment., otherwise the pro.
posed amendment may be refused consideration,

In proper cases the oath here required
may be made on information and belief by an
exscutor or administrator of a deceased per-
son or a guardian, conservator, or repreo-
gentative of an insanc peorson.

Rule 9.3 requires in the supplemontal oath substan.
tielly all the dnta called for in Rule 9.1 for the original
_opath, A8 to the purpose to be served by the suppleméntal
oanth, the examiner should bear in mind that 1t cannot be
svalled of to introduce new matter into an application., It
applies only to matter originally shown or descrlbed but not
smbraced in the atatsment of invention or claims as origl-
nelly presented,

The occastons for the use of o supplemental oath are




rare, as the general statement of invention usually con-
tains some all-inclusive statement embracing the entire
disclosure as comprehended within the “applicant's inven.-
ticn. Further,where a claim asserted after the case has
been examined is for a different and divisible invention
from that originally claimed, it would be subject to rejec-
tion on the ground of prior election; and the question of
its coming within the general statement of Invention would
be a moot one at best,

It has been held that the failure to file a supple.
mental oath, even where under the terms of the Rule such
oath is required, in no way affects the validity of the
patent. Heller Bros. Co. v. Crucible Steel Co. of America,
1925 C.D. 322;330 0.G. 3. ‘

Bu2=10, Sggglemental Oath
FiTed After Allowance

Since the decision in Cutter Co. v. Metropolitan
Electric Mfg. Co., 275 Fed., 158, mény supplemental oaths
covering the claims in the case have been filed after the
case 1is allowed., Such oaths may be filed as a matter of
right and when recelved they will be placed in the file by
the Issue Branch, but their recseipt will not be acknowledged
to the party filing them. They should not be filed or con-
sidered as amendments under Rule 34.2, since they make no
change in the wording of the papers on file,

8-2-11, "édministration or Execution of 0Oath

Rule 9,2, O0fficers Authorized to
Administer Qafhs, The oath or afiirmation
may be made before any person within the
United States authorizsd by law to adminisg.-
ter oaths, or, when the applicant resides in
a foreign country, bofore any minister,
charpge dvaffaires, consul, or commercial
agent holding commission under the Government
of the United States, or before any notary
public, Jjudge, or magistrate having an offi-
cial seal and authorized to administer oaths
in the foreipgn country in which the applicant
may be, whose authority shall be proved by a
cortificate of a diplomatic or consular
officer of the United States, the oath be-
ing attested in all cases In this and other
countries, by the proper official seal of
the officer before whom the oath or affirm-
ation 13 made except that no oath or af.-
firmation may be administered by any attorney
or agent appearing in the case, When the
person before whom the oath or aflfirmation ia




made in this country is not provided with seal, his
official character shall be established by competent
evidence, as by a certificate from a clerk of a

court of record or other proper officer having a seal.

8=2-19
when unnecessary 8=-2-20
in foreign case 8=2-5

Nobe: Seals

8-2-12,

Notariea and Extent of Jurisdiction

The extent of the jurisdictién of the notaries in
the various states 1s given below. .
is based on Johnis "American Notarles," 5th edition, 1942

(copy in Law Library).

Arkansas
Connacticut
Flerida
Tdeho
Illinois
Indiana
Maine
Messachusetts
Michigan
Minnegote
Montana
Nevada

New umpushire
New Jersey

Alabama

Arizona
California
Colorado

Delaware

Goorgia

Kansag

Loulsiana (Parish)

(3215,

Statewids

County Only

The listing of states

New Mexico

New York (d)(e)
North Carolina
North Deékote
Qklahome
Oregon
Pennsylvania
Rhode Island
South Carolina
South Dakota
Vermont,
Wisconsin
Wyoming

Maryland
Mississippi
Tennesses
Texas

Utah
Washington
West Virginia

Yariable Jurisdiction

(see Explanatory peragraphs (a-h) below,)

Towa (a)
Kentucky (a)
Missourl (a)
Nobraska (&)
tiew Jersay (d)

Ohio (h)
Virginia ()
Puerto Rico (g)
Alaska (g)
Hawaiian Is. (g)




(a) In Iowa, Kentucky and Missouri a notary by
filing a proper certificate in counties adjolning that for
which he 1is appointed may have authority to administer
oaths in such other counties also. '

(¢) In Nebraska a notary with a county commission
can act only in that county; but he may have a general
commission and may then act in any county on filing proper
papers,

(d) In New Jersey and New York any attornoy-at-law
may administer oaths.

(e) 1In New York the jurisdiction of the notary 1is,
by law effective Sept., 1, 1946, "cowextensive with the
boundaries of the state, irrespective of (his) place of
residence within the state.®

(£} 1In Virginia, a notary may bs appointed if'or one
or more counties and cities, or for the commonwsalth at
1&?86 ° .
(g) The jurisdiction of the notary public in Puerto
Rico is unlimited. In Alaska and the Hawailan Islands it
appears to be limited to the judlicial district,.

(h) In Ohio the lsw, as amended in 1941, gives
notaries whe are attorney-at.law statewlde jurisdiction,
and certain other notaries jurisdiction in more than one
county, The extent of jurisdiction is stated on the seal
or near the notary:'s signature.

Any paval officer serving beyond the continental
1imits of the y.3., has notarial Jurisdiction but has no
seal, (Act of April 25, 1035.)

A1l army officers on duty with the Judgo Advocate
General'a Department, and all adjutants, assiastant
ad jutents or personnel adjutents of any command, among,
other dsaipnated army officers, have notarial powers (Act
of Doco 14, 1242.)

Dirtnge extabence of wapr or declarod national omor.
poney and alx months theroattor, any off'fcor of the Novy,
Marine Corps or Coast Guaprd degsipnatod by tho Socrotary of
tho Navy (or by the Socretary of tho Treasury in tho caso
of Coast Gunrd 1f under the jurisdiction of the Secrotary
of the Treasury) hns nobtarial powers., HNo sonl 1a roquirod
(Act of April o, 1040},

—




B=2=14, Consul

The authority of any officer, not a U. S. minister,
charge d'affairs, consul, or commercial agent, administering
an oath to an applicant residing abroad must be proved by
certificate of a U. S. diplomatic consular officer,

Rules 9,2

B=2«15, Consul.-Ommission of Certificate

If the consular certificate 1s omitted, in cases in
which the oath is taken before a notary abroad, the examiner
should require an acceptable new oath, or a consular cer-
tificate for the original oath.

8-2=16, Consular Fee Stamp

Sec. 10, Act approved April 5, 1906; "Whenever a
consular officer is required or finds it necessary to per-
form any consular or notarial act he shall prepare and
deliver to the party or parties at whose instance such sact
is performsed a suitable and appropriate document as pre-
scribed in the consular regulations and affix therto and
duly cancel an adhesive stamp in the denomination or de-
nominations equivalent to the fee prescribed for such
consular or notarial act,and no such act shall be legally
velid within the jurisdiction of the Government of the
United States unless such stamp or stamps is or are affixed
and cancelled,”

Bw2=17, Omission of Consular Fee Stamp

In all applications exacuted abroad beiore & consular
officer, from which the required consular -fee stamp has been
omitted, the first action in the case will include the re-
guirement that the necessary stamp be forwarded to the
Patent 0ffice to bs affixed to the affidavit and cancelad
by the Head of the Appiication Branche

‘This applies only to affidavits taken before consular
officers,

e D183, Embnagies and Leprations
Stanmp not Requlrod

Fubaagsies nnd legations are not supplled with fee
stompg, and are not requlred to attach any such stamps to
papers cxecutoed by them.

A-02-10, Snal
An ocath under Rule 9.1 adminlstored by an civilian
officianl muast bo attostod by a competent seal, as required




by Rule 9.2,

The seal must be a physical impression such as pro=
duced with a die upon the paper or a substence adherent to
the paper. See also 8-2-5,

8-2<20, Seal, When Not Required

When the person before whom the oath or affirmation
1s made in this country is not provided with a seal, his
official charecter shall be established by competent evi-
dence, as by a certificate from a clerk of a sourt of
record or other proper officer having a seal, except &s
noted in 8-2-13 following pearagraph (h).

O 8-8u21 4 Venue

Venue and Seal should agree.

‘ That portion of the caption or heading of an oath
or affidavit indicating where the ocath is taken is known as
the venue., The venue is generally regarded as a material
fact in oaths and affidavits., Wherse the ecounty and state
ir the venue agree with the county and state in the seal,
no problem arises., If the venus and seal do not correspond
in county and state; the jurlsdiction of the notary must
be determined, from statements by the notary appearing on
the oath, or from the listing at 8-2-12, Venue end notary
Jurisdiction must correspond or the oath is invalid, The
oath should show on 1ts faceé thet 1t was tpken within the
jurisdiction of the certifying officer or notary.

8-2=22, Oath by Attorney in Case, Invalid
‘ The oath may not be executed by a notary who has
power of attorney In the case. If such an oath is offered

as one of the original paper, the applicatiom is not ac-
cepted as "complete,® since an oath so executed is invalild
and without legal effect., (Riegger v. Belerl, 1910 C.D.
12; 150 0.,G. 826) Rule 9.2. :

B3, Applicants

Rule 7,1 Only Inventor may Apply for
Patent, Only thé actual Inventor may appiy
Ior & patent and the applicatlion papers must
be sligned and the necessary oath executed by
the inventor, unless the inventor is dead or

insane,
Rule 7,5 Joint Inventors. Jolnt inven
tors must apply for a patent Jjointly and each

must 8ign the application papers and make the




required oath; neither of them alons, nor
less than the entire number, can apply for a
patent for an invention invented by them
Jointly,
Independent inventors of distinct

and independent improvements in the same ma-
chine can not obtain a joint patent. The
fact that one person furnishes the capital
and another makes the invention does not en-
title them to make an application as Joint
inventors: but the patent mey be 1ssuved to
them as joint owners under the conditions
prescribed in Rule 36.4.

If an application for patent has been
made 1inadvertently or by misteke and without
fraudulsent intention by two or more peraons
ag joint inventors when they were not in fact
joint inventors, the application may be
amended to remove the name of those not in-
ventors upon filing a atatement of the facts
verified by a&ll of the original applicants,
and an oath required by Ruls 9.1 by the
applicant who is the actuel inventor, pro-
vided the amendment 1s diligently made. An
application can not be amended to add the
name of a joint inventor who was omited, hut
a new application must be filed,

Rule 7.6 Assigned Inventions and Patents,
In case thé wnole or a part Interest 1n the
invention or in the patent to be iasued is
assigned, the application must still be made
by the inventor as indicated in Rules 7.l
and 7,5 or by one of the persons mentioned
in Rules 7,2 and 7.3, However,the patent may
be isaued to the assipnee or jointly to the
inventor and the asgsignee aa provided in Rule
36e4de

Rule 7.7 Applicant, Unless the contrary
is indIceted, the word "applicant” when used
in these rules refers to the inventor (Rule
7.,1), joint inventors who have applied for a
patent (Rule 7.5), or to the person mentioned
in Rule 7.2 or 7.5 who has applied for a
patent in place of the inventor.

Notes Disposition of applicatlion by inventor 5-1.

Inventor dead or insane; 8-6-9, Rules 7.2, 7.4




8«3=1, Citizenship

The statute (Sec, 4892, R.S.) requires an applicant
to state his citizenship, the reason for this being found
in Sec, 4887, R.S. Whers an gpplicant is not a clt%zen of
any country, a statement to this effect is accepted as
satisfying the statutory requirement; but a statement as to
citizenship applied for or first papers taken out looking
to future citizenship in this (or any other) country does
nct meet the requirement,

B8-4, Residence
The rules of practice require that the spplicant
state his place of residence. In the case of an spplicant
who 1s in the U. S. Army or U. S. Navy, & statement to that
effect ias sufficient as to residence,

B=5, Applicant's Post Office Address

Applicant's post office address means under Rule
8,9 that address at which he customarily receives his mail,

The object of reguiring applicantts post office
address is to enable the 0ffice to communicate directly
with the epplicant il desirsd; hence, the address of the
attorney with instructions to send communications to appli-
cant in care of the attornsy is not sufficient,.

If the post office address is entirely omitted it
must pe supplied by a letter over the applicantt!s own sig-
nature. Whore, however, having given complete data as to
his residence . the applicant identifises his post office
address only by street and number, it 18 assumed and so
acceptoed, that the clty and state of his residence are the
city and state of his post office address,

Any amendment of the post offlice address requires
the signature of the applicant himself,

B.6, . Signature and Name

Rule 8,6 Sipgnatures., The petition, the
speciTication " and ¢ldims, and the oath, must
be signed by the applicant in person. FFull
names must be glven, including the full first
name without ahbreviation, and the middle
initial or name 1f any. Names must be legibly
written,

Rule 10,5 Sipnature to the Specification.
The specilTcatlon and c¢Talm must be algned by
the appllicant in person. S8Se¢ rule 8.6,




Rule 8,7 Singie Signature Form. The
petition, oath, speciflcation and claims,
and power of attorney may be included in a
single document and may be executed by &
single signature of the ‘applicatnt if an
approved single signeture form supplied by
the Qffice or approved by the 0ffice is used,

If the oath and one of the other component parts of
the application are properly signed by tiie applicant, his
failure to sign the other parts will not of itself defaat
acceptance as a complsete application,

The single signature form (Rule 8.7) should be s&x~
ecuted only when attached to a complete application as the
last page thereof, ‘

Full First Name Required

It 1s hereby directed that dll applications which
disclose the full name of the applicent (at any place in
the applicstion papers) will be received and considered as
a sufficient complience with Rules 8,6 and 10,5 of the Rules
of Practice.

When the full first name of the appllcant does not
appear elther in the signature or (elsewhere in the papers)
the examiner will, in the first official action, require an
amendment supplying the omission, and he will not pass the
application to issue until the omission has been supplied
unleass a atatement be filed over the applicantts own signa-
ture setting forth that his full first name is as signed
or what is in fact his full flirst name.

No affidavit should be required, G
The requirement should be made only when for the

first name in the asignature a mere initial appears or what
can be only an abbreviation of a name, (Order 3140)

Rule 8.6 requires "full mnémes."™ The full first
name must iappear somewhere in the papers as filled, and
thors must be conglatency in the names and nipnatur@ﬂ"
Otherwise, appropriaste amendment ia required,

In an application where the name is typewritten
with a middle name or initianl, but the sipnature 1a without
such middle name or initial, action should be talken as
followas

In the firat 0ffice letter, call attention to the
lack of uniformity and request information over appllcantva




signature as to the correct form of his name, together with
any necessary amendment. 4

If applicant, in reply, gives the name without the
middle name or initial unaccompanied by any instructions
to amend the typewritten name, the reply may be interpreted
as a direction to cancel the name or initial from the pre-
amble; though sush amendiient is not material, since the
preamble is no longer printed in the patent., It 1s neces-
sary however, that such surplus portion of the name, if it
appears printed on the drawing, should be removed therefrom,
This can be done by the Office draftsman,

If applicant gives the name with the middle name or
initial, interpret the reply as a direction to indicate, in
red ink, the middls name or initisl in the signeture so that
the latter will be properly printed in the patent.

If applicant fails to answer the request and the
case is otherwlse ready for issue,corvect the drawing by
Exeminer's amendment, sending copy to applicant and pass
the case to issue.

There should be uniformity notwithstanding that
lack of it 13 not sufficient to affect the validity of the

patent,
Beb=le - Applicant Changes Name

Sometimes the name of an applicant 1s changed in the
period betwesn filing of the applicant and the issue of the
patent, as by court order or by marriape, Thia fact can,
if desired by applicaent, be Indicated by appropriate nota-
tlon under the signature to the specification and drawing
(or printed name on the drawing where signed by the attor-
neyj. However, proof of the change of name, as by certif:
{eate of court order, must first be recorded in the
Assignment Branch.

=62, Applicant Unable to Write

If the applicant 1g unable to write,hls mark as
aff'ixed to the petition, tho apecificetion and the drawing
must be attested by & witnoss. 1In the case of the oath,
the notary's slpnature to the jurat s gufficlent to au-
thenticate the mark, "

Balyb, May Use Title With Signature

It is permissible for an applicant to uge a Title
of Wobllity in connection with his slignature. The Title
will not be in the printed patent.




8-6=4, On Joint Applications

In case of a joint application, the order of the
names on the file wrapper i1s that in which they appear in
the preamble. It is not essential that the names appear in
the same order in the signatures to the petition, specifica-
tion, oath, and drawing.

B8-6=5, When Name is Corrected
Send to Applicatlion Branch

When the name is corrected by amendment,the file
should be sent to the Application Branch for correction of
the name in 1ts record.

8-6-6, Unsigned Specification

An unsigned specification 1s not returned to the
applicant; but the applicant may come In and sign such
specification in the Patent 0ffice., Otherwise;, & properly
signed permanent copy of the specification as originally
filed 1is requlred.

Bub=T, Unsigned Original Specification
and Signed Duplicate

Whenever an application is filed in which the original
specification is not signed by the applicant, a requirement
should be made in the first actlion that the specification be
signed by the applicant or that a properly signed duplicate
specification he filed., If the duplicate speclflication be
£iled with the first amendment, sald amendment should be
entered in the signed duplicate specification and tho orig-
inel or unsigned specification cenceled; but i the first
amendment be filed before the signed duplicate specification
is flled, the amendment should be entered In the original
specification, and the sjigned speciflcation marked "Duplicate
of Originel Specification”™ and placed in the flle, in which
case a marginal notation should be made at the end of the
unsigned specification to print the signature as found at
the end of the duplicate specification,

GBebutl, Signature to Drawing

Rule 12,2 Sipgnaeture to Drawing. The
drawing must eTtHer be algned by the appli-
cant in person or have the name of the appll-
cant planced therson followed by the alipna-
ture of the sttorney or agent as such.

Erasing the names of attorneys or writing upon the
drewlngs the names of attorneys subsequehtly appolinted, so
as to make 1t appear that thelr names were pregent when the




drawings were originally filed, is prohibited,

This prohibition applies also where a drawing 1is
transferred from one case to another having a dlfferent
attorney. (Order 480)

B=6=9, Administrator or Executor

Rule 7.2 When the Inventor 1ls Dead,.
In casé ol the death of the Inventor,the
executor or administrator of the deceased
inventor may sign the application papers and
make the necessary oath,and apply for and
obtain the patent. Where the inventor dies
during the time intervening between the filing
of his application and the granting of a patw
ent thereon, the letters patenit wlll issue
to the executor or administrator upon proper
intervention by him.

Rule 7,3 When the Inventor 1s Insane.
In caSé an inventor becomes Insane, the legale
ly appointed guardian, conservator,or repre=
gsentative of the insane Inventor may sign the
application papers and make the necessary oath,
and apply for and obtain the patent.

Rule 7.4 Proof of Authority. In the
cases mentioned in Rules 7,2 and 7.3, proof
of the power or authority of the executor
or sadministrator, or of the guardlan, conserv-
ator, or representative, must be recorded in
the Patent Office,

When an inventor dies after filing an application
the executor or administrator should intervene,but the
allowance of the application, will not be withheld nor the
application withdrawn from the 1ssue if the executor or
administrator does not intervene. (Order 2076)

In an application filed by an administrator or
executor, the specification should not be written in the
firast person, Instead of the usual "I have found," the
wording should be "it wag found.”

8-6=10, Signature of Executor or Administrat. p

The signature to the petition, speciflication, and
oath may be in either of the two following [formsg
(a) Hanna Edlund,
Adminigtratrix of BEatate of
Claus A. BEdlund, deceased,




(b) Claus A, Edlund, dsceased,
by Hanna Edlund,
Administratrix.

The signature to the drawing, however,musi follow
the (b) form, the name of the inventor appearing first,
If the drawing 1s signed by the altorney, tho (ollowing
form should ba observed:

Claus A. Edlund,deceased,
by Hanna Edlund, administratrix,
by S. V. Lauderly, Atty.

If the speclification bears the signature of the
administrator (or executor) but omits the matier, "adminise
trator of the Estate of John Jones, deceased,” the matter
can be added by amendment., The Examiner may make the
amendment if the case 1s otherwise ready for issue,

B8=6=11, Heirs As Such Cannot Sign Application

If the application is by the heirs of a deceased
inventor, see 6-2-3,

87, Title of Invention

The title of the invention in each applicationn should
be as specific as possible., General titles do not serve to
throw any helpful 1light on the nature of the invention,

8-7-1, Change By Examiner's Amondment

P

Where the title is not specific to the invention
claimed, the examincr should require the substitution of
a new title that 1s clearly indicative of the¢ invention to
which the claims are directed, This may resull In slightly
longer titles, but the loss In brevity of titlo will be
more than offset by the gnin in its informaiive value in
indexing, classifying, searching, etc. If a satlafactory
title is not supplied by the applicant, the examiner may
change the title by Examiner's Amendment,

=8, Filing Foe

Whilo a {1ling feo, oxcept as providod in the Act of
March 3, 168%, as amonded Appril 50, 1228, is a sine qua non
part of the complcte applicatlion for a patont, It seldom,
if ever, presonts any question requirlng tho attention of
the examiner. The requisite feo must bo pald before the
application is pgiven a filiug date, and, hencs before it 1is
aent to the oxaming divislon. Where the number of the
claims exceeds twenty, and only the minlmum fes of $30 1s
paid, a filing date for the complete applicntion 1is




withheld pending receipt of the required balance of one
dollar for each claim in excess of twenty or a canceila-
tion of each such claim, See 8-9-10 and Rules 4.1 and 4.2.

Sometimes before a case 1s ex@mined, an amendment
Is filed increasing the claims to a number Iin excess of
twenty. As no additional fee 1s receivable after the filing
daete, the amendment 1is not entered,

B=8=1, Fee Exempt

The Act of Aprll 30, 1928, amending the Act of 1883,
states the law governing the granting of patonts without
payment of fess, and 1s as follows:

The Commissioner of Patents is authorized -
to grant,subject to existing law,to any officer,
enlisted man, or employee of the Government, ex-
cept officers and employees of the Patent 0ffice,
a patent for any invention of the classes mentioned
In section 4886 ~f the Revlsed Statutes, without
the payment of any fee when the head of the depart-
ment or independent bureau certifies such invention
is used or liable to be used in the public interest:
Provided, that the applicant in his application
shall state that the Invention described therein,
if patented, may be manufactured and used by or .
for the Government for governmental purposes withe
out the payment to him of any royalty thereon,
which stipulation shall be included in the patent.

Befll=2, Inventor Leaves Service of United States

In view of the ruling in the opinion of the Attcorney
General, dated January 14, 1936, that an application filed
under the Act of 1883, as amended, which meets the re.
quiremerts of this statute as to the status of the Inventor
at the itime of filing, is sufficient warrant for the
iasuance of & patent to the inventor if the invention
claimed therein is found patentable, whether or not he 1is
in the service cf the United States at the time the patent
issues, a letter asking for the status of the ilnventor will
no longer be required.

B=8=3, Changed to Fee Flled

Where an application 1s filed under the Act of March
3, 1883, as amended April 30, 1928, the reguler f1lling fee
can be subsequently pald and proper amendment made by the
inventor and concurred in by the llead of the Department
concerned cancelling the offer of dedication, the fee beling
entered on the file and the original date of the appli-
cation retained.




8=8=4, Fee Filed Changed to Fee Exempt

An applicatibn for which a filing fee has been paid
may issue under the Act of March 3, 1883, as amended April

« 30, 1928, if the applicant or applicants qualify under said

Act, and file the required petlition. In such case the docket

clerk of the divislion will forward the application to the

Application Branch for appropriate amendment of the file

wrapper and of the record in the Application Branch,

Notes 4-1-13 to 4-1-17 on fee and fee-exempt appli-
cations.

B8=8<5, Returnability of Fees

All questions pertalning to thée return of fees will
be referred to the Financial Division. Exsminers and
Chiafs of other divisions will express ro opinion to attor-
neysg or applicants as to whether or not fees are returnable
in particular cases,

B3, Disclosure '

In return for a patent;the inventor gives as cone
gsideration a complete revelstion or disclosure of the ine
vention for which he seeks protection., All amendments or
elaims must find basis in the dilaclosure, or they involve
new metter., Applicant may rely for disclosurs upon the
specification with original cleims and drawings, all as
filed completa.

BaQ=1, v Specification

Rule 10,1 Detailed Description and
SpeciTication ol the Invention. The aspecifie qlb
cacion must iInclude a written description of
the invention or discovery and of the manner
and process of making, constructing, com-
pounding, end using the same, and is required
to be in such full, clear, concise, and exact
terms as to enable any person skilled in the
art or science to which the invention or dis-
covery appertains, or with which 1t is most
nearly connected, to make, construct, compound,
and uge the same.

The spoclfication must set forth the pre-
cise invention for which a patent is solicited
in such manner as to distinguish it from other
inventions and from what is old, It must
describe completely a specific embodiment of
the process, machine, manufacture, composition
of matter or improvement invented, followed




by an explanation of the mode of operation
or principle whenever applicable. The best
mode devised by the inventor of carrying
out his Invention must be set forth,

In the case of an improvement, the spoci-
fication must particularly point out the
part or parts of the process; machine, manu-
facture, or composition of matter to which
the improvement relates.and must be explicit
language distlinguish between what 1s new and
what 1is old; and the description should be
confined to the specific improvement and to
such parts as necessarily cooperate with it
or a8 may be necessary to a complete under-
standing or description of 1t,

Cross references to other related applications may
be made when appropriate, Rule 10.7 and 4-3,

Rule 10,9 Pagerz Margin, Legible
Writin§. @ spec cation &nd claimé must

e plainly written on but one side of the
paper. ' (See Rule 8,1). A wide margin must
be reserved on the laft-hand side and on the
top of each page and the lines must not be
crowded too closely together. Legal paper,

8 to 8% by 12% to 13 inches, typewritten
double spaced with margins of one and one-half
inches on the left-hand side and top is deemsd
preferable, Typewritten or printed papers
suitable for use by the 0ffice may be re-
gquired if the papers originally filled are
not correctly, legibly and clearly written.

Any Interlineation, erasure or cancella-

tion or other alteration must be clearly re-
ferred to in a marginal or footnote on the
same sheet of paper, initialed or slgned by
the applicant to indicate that it was made
before the application was signed and sworn
tos (See Rule 8,5) '

As stated in Rule 8.1 the gspecification must be in
the English %anguageo

The specification ias sometimes in so faulty English
that a new specification 18 necessary, but new specifica-
tiona encumber the record and reoquire additional reading,
and hence should not be required or accepted except in
extreme cases,

The specification does not require a date,




If a newly flled application obviously fails to dis-
close an invention with the clarity required by Sec. 4888
R. S., revision of the application should immediately be
required (10-3}.

As the specification is never returned to applicant
under any circumstance, he should retain a line for line
copy thereof. In amending, the attorney or the epplicant
requests insertions, erasures, or alterations;, giving the
page and the line.

B8=0-2, Parts of Specification

Rule 10,6 Arrangement of Specifilcation,
The following order o? arraengement should be
observed in framing the specification:

(a) Title of the invention; or a pre-
amhle stating the name, cltizen-
ship and residence of the appli-
cant and the title of the invention
mey be used,

"{(b) Brief summary and statement of the
nature of the invention.

(¢) Brief description of the several
views of the drawing, 1f there are
drawings. '

(d) Detalled description.

(e} Claim or claimse.

{f) Signature,

The term specification as used here includes the
descriptive portion of the application and the claims.
"Specification®™ is sometimes more loosely used to denote
the descriptive portion without the claims,

Note: Design patent speciflcatione o « »
Plant patent specifications « &
Reissue patent speciflication. ., o

8=9-3, Preamble

The preamble of the specification 1s simply the ine
troductory portion stating epplicant's name, clitizenship,
residence, and the title of the invention,

B=Q=d, Preamble Not Printed in Patent

Since the preamble 1ls not printed in the patent, 1itsas
omission by applicant from the specification 1s permisasible,
The oath or single signatwre form supplies the data as to
name, citizenship, etc., Jf which a specification preamble
1s composed,




8e9=5, general Statement of Invention

Rule 10,2 Summary of the Invention, A
‘ brief summary and statement ol che natiire of
the invention, which may include a statement
of the cbject of the invention, should pre-
cede the detalled description., Such summary
and statement should, when set forth, be com-
mensurate with the invention as claimed and:
any object recited should be that of the in-
vention as claimed.

Rule 10,8 Reservation Clauses not
Permitted, A reservation of subject matter
discIoséd but not claimed in a pending
application will not be permitted in the
pending application,

qﬁ; Note: PFiling of application cleiming matter dis
c¢losed but not claimed in patent, B-9.23,

8ince the purpose of the general statement of in-
vention is to appride the publice, and more ospecilally
those interested in the particular art to which the in-
vention relates, of the nature of the invention the state~-
ment should be directed to the specific invention claimed,
in contradistinction to mere generalities which would be
equally applicable to numerous preceding patents. That
is, the subject matter of the claims taken as a unit should
be paraphrased in a few clear,conclise sentences or para-
graphs, according to the extent and nature of the inventlon,
Stereotyped general statements that would fit one case as
well as another serve no useful purpose and may wall be
requlred to be canceled as surplusarse, and, In the absence
0 of any 1lluminating statement, replaced by statements that
ars directly in point as applicable exclusively to the
case 1in hand, '

' BuaQ=b, cenerasl Statement of

Inventionnaoqxtansive with_glaims

The general statement of Inveution should be co-
extensive with the claims. ¥ote (inal review of appli.
cation LS=l~l,

Somoe latltude 1g permitbted chemlecal casen,

Flea Q'] prief Description of Drawlings

Rule 10.3 Reference to Drawings. When

degcription of the several views of the

. there aré Arawinps, thers ShHAll He & brief




drawings and the detailed description of the

invention shall refer to the different views

by flgures and to the different parts by '

letters or numerals (preferably the latter), .
Reference characters should be so selected

that the flrst occurrence In the specifica-

tion will be in sequence.

The Exeminer should see to 1t that the flgures are
correctly deacribed in the brief description of the speci-
fication and the reference charactera properly applied, no
single reference character belng used for two different
parts or for a given part and a modlfication of such part.
In the latter case, the reference character applied to the
“"given part®™ may (with a prime affixed) adventageously be
applied to the modification. Every feature covered by the
claims must be 1llustrated,but there should be no super-
fluous 1llustrations,

8-0=8, Detailed Description of Invention

A detalled description of the invention and drawings
follows the general statement of Invention and brief de-
scription of the drawings. This detailed description, re-
quired by Rule 10.l1l, must be 1ln such partlcularity as to
enables any person skilled in the pertinent art or science
to construct,prepare and use the invention without involving
extensive experimentation.

The description is a dictionary for the cleims and
should provide a bagis foxr all terms used in the clalms,

Notes . Completémess 8-9-10,
8=9=9, Mode of Operation

The best mode devlsed by the inventor of carrying out
his invention must be set forth 1n the description. Current
practice 1s to accept an operative example a3 sufflclent to
meet thls requirement, .

In chemical cases,complete data necessary for the
preparation and use of the inventlon should be presented.

Note: Completeness 8-0-19,
B=9=100 Claims

L e e

Rule 10,4 Claime. The specification must

conclude with & specific and distinct claim
of the part,improvement, or combination which
the applicant regards as his invention.




More than one claim may be presented when
necessary, provided they differ substantially
from each other and are not unduly multiplied.

When more than one claim is presented,
they may be placed in dependent form (see
form « ¢ ¢ o « o)o

The clalm or claims must conform to the
Invention as set forth in the remainder of
the specification and the terms and phrases
used in the claims must find clear support
or antecedent basis in the description saso
that the meaning of the terms in the claims
may be ascertainable with certainty by refer..
ence to the description.

In cases in which claims in excess of the number
corresponding to the filing fee are presented before the
firat official action on the case, the clerk places the
amendment in the fileand enters it on the file wrapper but
action ia deferred on the claims presented in the amsndment.,
In his first action the Examiner acts on the claims origi-
nally presented and for which the appropriate fee was paid.
If, & ter the official action is made, the applicant be-
lieves that any of the claims. presented by the amendment
are patentable, he can have them entered and considered in
the next actlion only if he specifically points out wherein
the claims presented in the amendment are patentable over
the references cited by the Examiner,

Note examination of claims, 10-8; numbering of
claims 8~9=11l, B=9=«15,

8=9=11, Numbering of Claimas

Rule 17,6 Numbering of Claims. The
original numbering ol the claims must be
preserved throughout the prosecution, Whon
claims are céncelled, the remalinling clalms
must not be renumbered. When claims are
added by amendment or substituted for can-
celled claims, they must be numbered by the
applicant consecutlively beginning with the
number next following the highsst numbered
claim previously presented (whether entered
or not). When the application 1is ready for
allowance, the Examiner, If necessary, will
renumber the claims consecutlively in the
order in which they appear or in gsuch order
as maey have been requested by appllcant,




BaQ=102, Index of Claimy

Constant reference 1s made to the "Index of Claims"
found in the inside of the file wrapper of all recent ap-
plications, It should be kept up to date by the clerk so
as to be a reliable index of all claims standing in a cans,
and of the amendment in which the claims are to be fornd,
The practice ghould be uniform.

A line in ink should be drawn below the last number
of the group of original claims. Thereafter a line in ink
should be drawn below the last number of each successive
group of claims added by amendment, and on the left side of
the first claim of each amendment should be placed the letter
designating the amendment.

As any claim 1s canceled a 1line should be drawn through
its number, Claims reteined under Rule 11,2 but not canceled
should bé enclosed by e ring in pencil with the notation:

"R 11.2": This is an aid in mentioning all of the claims by
nunber in each aétion in whichreference to claims retained but
not acted on should be made,preferably at the end of the letter,

The O0ffice asction must include a summary of rejected and
allowed claims end cleims reteined under Rule 11,2,

B=D=13, Statutory Réquirement of Claims

Sec. 4888 R, S. requires that the appli-
cant shall particularly point out and distinct-
ly claim the part, improvement, or combinatlion
which he regards as his invention or discovery.,
The portion of the application in which he
does this forms the claim or claims, This is
the most importent part of the application,
as it 1s the definition of that for which
protection is granted.

8-9=14, Original Claims

In establishing a disclosure, applicant may rely not
only on the specification and drawing as filed but also on
the original claims if their content justifles 1t,

Where subject matter not shown in the drawing or
described in the apecification is claimed in the case as
filed, and such original claim itself constitutes a clear

.dilsclosure of this subject matter, then the clalm should

be treated on its merits, and requirement made to smend
the drawing and specification to show this subject matter.
The claim should not be attacked either by objection or
rejection because this subject matter I1s lockinpg Iin the




drawing and specification. It is the drawing and specifi-
cation that are defective; not the'claim.

It i1s of course to be understood that this dlsclosure
in the claim must be so complete as to support the necessery
amendment of the drawing and specification, "

Where .the descriptive portion of the apecilicatlion
indicate@ that certain conditions are necessary to obtaln
an impro¥ement or advantage over the prior art, originel
claims omitting same of the conditions cannot be reijed
upon as an exp liclt disclosure that all of the conditions
are not egsential, Ex parte Brown and Davis, 65 U.S.P.Q.

B=Q=lb, Form of Clalms

Winile there 1s no set statutory form for claims, the
present 0ffice practice is to insist that each claim must
be the cbject of a ssntence starting with "I claim® whether
or not the words "I claim"™ are stated. The claim begins
with a capital letter and ends with a perlod. Periods may
not be used elsewhere in the claim sxcept for abbreviations.

In every particular in which the clsim falls to de-
fine correctly applicant's invention, it should be chsal-
lenged and the fault definitely pointed out,

An article that cannot be described in any other
manner, mey be clalmed by a process of making 1t., 1In re
Moeller 1941 C. Do 316? 527 0. Go. 5589,

Restricted to chemical cases, under special con-

ditions, a Markush type of claim may be presented, Ex

arte Markush 1925 C. D. 126, 240 0. G. 839; BEx parte
gpa??ord 66 U.3.PoQ. 361; In're Thompson et al 194G C, D,
280; 588 0, G. 353, A Markush type claim 1s genernlly not
proper in the same case with a true genus claim. Markush
groups of dimlinishing gcope are improper no matter how few
the number of claims., .Formulae type‘claims, as used in
chemical cases must meet the same requirements aa Markush
claims.

B=G-16, Dependent Claims

A dependent claim which depends from and covers the
combination of only a single other Independent clalm may
be presented without regard to the numerical order of pre-
sentation,

Claims are independent or dependent, An independent
claim 1s complete in itself without reference to another
claime A dependent claim refera to and modifles another




claim, for examble, claim 4 a dependent claim could read as
follows:
4, The product of clailm 3 wherein « « o o . . . ‘

If claim 3 1s an lndependent c¢laim there is no 6b~
Jectlion, If claim 3 is in turn a dependent claim referring
to claim 2 or 1, the following direction applies:

A dependent claim may depend from & pre-
ceding dependent claim providing that the claims
of any series of dependent claims shall appear
in the applicatlion In Immediate consecutive order,
and no dependent claim shall contain direct re-
ference to more than one preceding claim,

A series of dependent claims consists of dependent
claims, at Teast two In numbér, A series cannot consist
of a single clalme The parent; baslic or independent claim
13 not considered to be one of the "series of dependent .
claims™ because it is not a dependent claim. There may be GID
several series of dependent claims iIn a single application,
provided that the claims in each series of dependent claims
are in immedlate consecutive order.

Examples of accepted aend prohibited series of de-
pendent claelms are i1llustrated in the following table:

Accepted
Independent claim g; Independent claim Indepandent claim
2
3 Independent claim 3
Independent clalm 4 g, 4’
indepsndent claim 5) & 15)
° @
Prohibited

Indepandent claim 35 Independent claim gb Independent claim g;
5
4

G (

Independent claim g)

Do1.0 nro a soeries 2,1 are a sories, 2,5 are a sorles.,
of dopondent clalims 4 13 not in that 2,4 aro a sorles
nnd not in immedinto sories. Serlea 2,4 not In lmmodiate
consiecutive orderp, aro not in immediante congecutive order,

consecutive ordoer,




When renumbering of the claims is necessary, in
compliance with Rule 17.6, particular attention should be
given to dependent claims to see that each dependent clalm
correctly identifies the claim upon which it is bullt.

8=9=17, Basis for Claim
Termiriology In Description

Every term used in any of the claims should find
antecedent basis in the descriptive portion of the ape-
cification with clear dilsclosure as to 1ts import, and in
mechanical cases 1t should be i1dentified by reference to the
drawing, designating the part or parts therein to which the
term applies, Terms used In the claims may be glven a
special meaning in the description providing it is not
repugnant to the usual meaning of the terms,

Usually the terminology of the original claims
follows the nomenclature of the specification, but sometimes
in amending the claims or in adding new clalms, new terms
are introduced that do not appear in the specification.

8=9=18, Claims Added by Amendment

New claims and amendments to the claims already in
the case should be scrutinized not only for new matter but
also for new terminology. While an spplicant is not limited
to the nomenclature used in the application aa filed, yet
whenever by amendment of his claims, he departs therefrom,
he should make appropriate amendment of his specification
80 as to have therein verbal basls for the new terms appear-
ing in the claims, This is n®cessary In order to insure
certainty in construing the claims in the light of the spec-
ification, Ex parte Kotler, 1901 C.D. 62; 95 0. G, 2684,

B=9=19, Complateness

A disclosure in an application, to be complete,
must contain such description and details as to enabile any
person skilled in the art or science to which the invention
pertains to make, construct, compound and use theo Ilnvention.

While the prior art setting may be mentioned in
general terms, the essential novelty, the essence ol the
Invention, must be described In such detalls, including
proportions and techniques where necessary Lo enable thoae
persons askilled in the art to make and utlilize the Invention.,

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
ahould bhe of gufficient scope as to justify the scope of
the claims, Markush claims muat ordinarily be prcvided




with support in the dlsclosure of at least one gpecific
example for each member cf the Markush group., Where the
congtitution and formula of a chemical compound is stated
only as & probability or speculation, the disclosure 1s not
sufficlent to support claims identifyling the compound by
such composaition or formula,

A complete disclosure should include a statement of
utility. This usually presents no problem in mechanical
cases. In chemical cases, varyling depgrees of speclficity
are required. General statements of utillity are not acw
ceptable where closely related materlals are not known to
have speciflic use within the general statement., Broad
indication of uso as an Insecticlde, therapeutic, resin,
or preservative, without greater apeclficity, such as ex-
amples and mode of applicatiocn, 12 insufficient or of dublous
value,

A disclosure involving a new chemical compound or
composition must teach persons skilled in the art how to
make the compound or composition. Obviously, the startlng
materials and methods of making the starting materials must
also be available to the expert, as of the filing date of
the application, incomplete teachings may not be completed
by reference to subsequently filed application. If the
starting material is old but obscure in the literature, the
l1iterature citation should be incorporated into the specl-
fication. This may bse done by amendment. In the applicae-
tion as filed, preparation of a new chemical stiarting
material msv be described generally along with reference
to a co-filed or previously iled applicetion by the same
applicant wherein the detailed preparation ls glven, If
a coef'1led or previously filed application of the same
applicant adequately discioses the preparation of the start-
ing material amendment: to include reference to such appli~
cation by serial number sand a general method of preparation
have been accepted.

gince a disclosurs must be complete ns of the filing
dste, subsequent publications or subsequently filed applica-
tions cannot be relied upon to establish a constructive
reduction to practice, nunc pro tunc,

Note, trads-marks and trade names 6-0-27
period for response, 10-11 falfluro to
talce pogaf el netion Jdurlng Line
pertod e i,

B 100, Subatituteo o geweltten speciflleation

jtle 17.5 Subatitute Specification,
1t tha namber or natire of "the amendments




shall rendser it difficult to consider the
case, or to arrange the papers for printing
or copying, the Examiner may require the en-
tire specification or claims, or anv part
thereof; to be rewritten, A substitute
specification will not ordinarily be nccepted
unless it has been requireéd by the Lxaminer.

The specification is sometimes in so faulty E,glish
that a new apecification 1s necessary, but new speci?ica—
tions cumber the record and requlre additlonal reading, and
hence should not be requirsd or acceptsed except in extreme
cases,

A substitute specification that has not been re-
quired and is not needed 1s not entered.

An amendment presenting an uncalled-for and un=-
necegsary asubstitute specification along with other
amendatory matter,as,amendments to claims or new claims,
should be entered in part, rather than refused entry in
toto, The substitute specification should be deniéd entry
and so marked, while the rest of the amendatory .paper
should be entered,

It may be noted in thls connection, however, that
the fact that a substitute specification, In the opinion
of the Examiner, contains new matter 1s not a proper reason
for refusing entry thereof,

Before passing applications to issue, all papers
should be inapected to see that they are In such shape and
condlition as to avoid all possibility of error by the
printers, Whenever interlineations or erasures have beon
made in the apecification or amendments which would lead
to confuslon and mistake, the Examiners should require the
entire specification to be rewritten before passing the
case to lssus, (Order 525)

32921, Formulae In Specification

Printer's proofs of applications about to 1sasue as
patent specifliceations containing chemical or other formulae
ars gsent with the application file to the Examiner who
promptly indicatesn on the proof any correctlons he may f{'ind
neceaganry in the (ormuleas and immediately returns the file
and proof to Lhe [assue and (Gazette Branch,

000, Porelpn Lanpguape

As stated In the Rules, the apecification must be in
the Bnpglich lanpuage.




8-9=23, Derogatory Remarks About Prior Art

Applicant may refer to the general atais of the art
and the advance thereover made by his inventlon, but he is
not permitted to make dJderogatory romarks concerning the
inventions of others, or to designate them by name unless
to state that he desires to Imp.ove on the disclosure in a
prlor patent or appllication c¢f common ownership or that he
makes no cialm to the disclosure in a certaln applicantlon,
also of the same ownership.,

B~9«24, Restoration of Canceled Matter

Canceled text in the specification or canceled claim
can be restored only by flling a duplicate thereof.
Nots: Applicant's directions for entry of
amendment, 10.-16-306,

B-9.25, Use of Disclosure

When after cbtaining a patent, the patentee files
an application claiming subject matter disclosed but not
claimed in hils patent,he i3 reguired to place a notice in
the file of the patent, as soon as the application has re-
ceived a Serial Number, to the effect that such an appli-
cation has been filed and to identify the application in
the notice by its Serial Number and filing date, He is
also required to fdentify in his application the patent
in which the subject matter now claimed 1s disclosed.,
(Order 5200)

Regervation of aubject matter disclosed but not e¢laim-
ed in a pending application is not permitted. Rule 10.8.

While, a speociflicntion cannot be transferred to
another applicaotion, drawings may be transferred from a
prior application to a later case by the same Iinventor,
note 8-9-39,

82926 Use of Formerly
Filed IncoiTaLs AppTTent o

Parts of an incomplete appllication may be used as
part of a complets applicati m If the misslng parts are

Pe

later supplied., Bee 709 and 7 1-10,
3920 Trade NMarks and
Trade Names in Disclosure

The expres:iona "trade mark" and "trade -name®™ asg
used below have the {ollowling menningas




explanatory language is necessary.

' Where the ldentification of a trade-mark ls intro-
duced by amendment it must be restricted to the character-
istics of the product at the time the application was filed
to avoid any question of new matter. Such characteristics
must have bsen known at the time of the filing date,

If the trade-mark cr tradefname which is not well
known or satisfactorily defined im the literature at che
time of filing of the application appears In the speci-
fication as originally flled and 1s not accompanied by a
proper definition, the claims are rejected as based upon
an insufficlent disclcsure if the material referred to by
the trade-mark or trade name 1s necessary to practice the
Invention,

The original disclosure may sometimes be suitably
amended to define the product to which the trade-mark or
trade name is applied; or if the product referred to by the
trade-mark or trade name cannot be otherwise satisfactorily
defined, by an sméndment defining the process of its manu-

facture, Such an amendment must be suppdrted by a satis-
factory showing establishing; if a trade-mark, the specific
nature or process of manufacture as known to those skilled
in the art at the time of filing of the application; or, if
a2 traede name, that such defInition of the meaning thereof or
its method of making were known to those skilled in the

art at the time of filing of the application.

B8P 2B4 Interlineations or
Braasnures Made Prior to Filing
Rule 10,% o o o o o » o Any inter-
‘ 1tneotion” 'srasure or cancellation or nthev

alteration must bhe clearly referred Lo in a
marginal or footnote on the same sheet of
paper, initialed or signed by the applicant

to indicate that 1t was made before the appli-
cation was aigned and sworn to. (See Rule
B.5)e

B0 200 brawing

tule 1z.1  Drawings Reguired, The

appiicant  TOr patsnt Ta required by statute

to furnish o Jdrawing of his invention when.
ever the nature of the case admits of it

this dreswing must be {1led with the appli.
catton, J[llustrations facllitating an under-
standing of the invention (for example, f{low
aheets in coses of processes, and diesgprammatic




Trade-mark; a proprietary word, letter, device
or 8ymbol, used in connection with wmerchemdise and
pointing distinctly to the origin or '@memhip of Q
the article to whiich it is applied.

Trade name; a non=proprietary name by which an
artI¢1é I8 called among traders or workers in the
art, and which is not indicative of the origin or
swnership of the article to which it is spplied,

The use of trade names in patent applications is
permissible if:

(1) Their meenings are established by an ac-
companying definition which 1is sufficiently
precise and definite to be made a part of a
claim, or

(2) In this country, their meanings are well
known and satisfactorily defined in the
literature.

Condition (1) or (2) must be met as of the filing
date of the complete application.

The relationship between & frade-mark and the pro-
duct it identilies is sometimes indefinite, uncertain and
arbitrary. The formula or characteristics of the product
may change from time to time and yet it may continue to
be sold under the ssme trade-mark. In patent gpecifica-
tions, every element or ingredient of the product should
be ze! forth In positive, exact, Intelligible language,
so that there will be no uncertainty as to what 1Is meant,
Arbitrary trade.marks which are liable to menn different
things at the pleasure of manufacturers do not constitute
guch languare.

However, 1f the product to which the trade-mark
refers 1s otherwise set forth in such language that its
identity is clear the Examiners are authorized to permit
the use of the trade-mark if it is distingulished from common
descriptive nouns, as by capitalization and/or quotation
marks. Trade-marks, sultably defined, may be usgsed in the
descriptive portion of the apecification and, when necessary,
in drawings such ag flow sheets.

Trade-Marks are Never Permitted in Claims

I the trade-mark has a fixed and definite meaning
it constitutes sulficilent identiflication unless some
phyaical or chemical cheracteristic of the article or
material is involved in the invention. In that event as
also in those cases where the trade-mark has no fixed and
definite meaning, ldentification by scientific or other




this fact, On the return of the drawings to the Orf'fco, the
file should be Inspectod to ascertain the stalus of tho case.
It may be ready 1or is.onmo.,

Soc corvoction of dpawiicg et

Tho nsme o Lhe Tavonlbor cuy bo plecod on Hho drng-

Ty by bBhe abtborne y ae when Lhe deawinge Teoat o0 Ly Lho
Trovonbor i o sorson Lo nene of Lo ol Lo e ol o
it bad Lo appoar Liweccorn

Dobos correocsn s v 0 v o S e

T Lo ) Carcec bl o s st o Lhie
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EE P S N R ¥ b PSR R VA R W R E R B R P Y S S DT 4 |

when Lhe drawines are Lo be roferred Lo Lhe dralts-
ann in Lhe Pinal rsovisicn of allowable applicntions (under
order 245¢0) fasten theroto tho draftsnonaa alip porm 9249,
Pnaeribed "ilsgue case. " Place Lhese drawin, o In Lhe
. oy

draltaman s boix, aoararbsinem sedgongor will transoort
Lhom te and from Lhe Deatbinge Bipe

Tho Patont Copy Sales Pranch, hoproduclion 3cetion
hag charpe of the drawin-ss in notenbed cases. (Cnncelod
£ !
shoots, howsver, are not rotained with the pulonted draw-
inpgs bubt are [1lcd with the cbandoacd Miloo qond Jdrawines
£

in the Abandoned I"iles Unit.
fle e Ol o Drawin: . When Zoouirad

The Chicf o1 the Drafting Dranch when viseing draw.
iryrs Cilod in perdang applieat lonn, 1 hereby ddrected to
mark ag informal nll such drawings ng Jdo not contorm te the
established standards, and to note the words "oon be correct-
ed" upon such Informnl drawings as it lyg possible to free
from objection, On such informal drawings as cannot be
freed from objectlion he will note the words "New drawlings
roquired.”

The Lxaminers are direccted Lo advise Lhe appllcants
of Lhe condibions wbhich ronder Uhe deoawia nformal, and
when Indicatod, that anch drowings ean be corrected so as
Lo be ticcopltable bt will nol, In any case.roquire new
drawbiys anlean Lhs neceassity thorefor shall have beon In-
dicated by the Chilel of tho Draf'ting Branch. (Ordor 1764)

Hote.  Additional, dupilenteo, or substitnte drawings
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views) may als> bhe furnished In the gane
manner aa drawires, ana nay bo regnired by the
OfiMtce when considered necessory or desirable.

Ruie 10.6  Drafltsmen to Make Drawings,
Appiitcants are advised to enploy dompotent
draftsmen to makes their drawings,

The COffico may ruriniszh the drawinga at
cost (with a mininan charge) as promptly as
Its draftsmen con make bhew, lor agpllcants
who can not otherwlse convenlentiy procure
Lhern,

Nule 12,2 Sipnature Lo pDr t‘l'vi"xﬂ, The
drawing must E tther Pu“xdwhei By thHes appli-
cant In perscn or have thas nooae of the
applicant placed thereon ol L:Nvd Ly the
signaturs of the Atterney or acenl g suche

Rule 19,5  Return o Drawings,  The
drawitii w7 T ai abthepted ooy Ticrtion will not
be recurmed te the appiloant except for

v e

S'J”I'H\Tl e s

Note: Srandards feor cpawlnpes, Dule 10,4,
Seslgn patent drawinga, Rure 20026
patent drawings Rule 20,5,

gaisasue aprnlycatlon drawlingrg, BeQwdl,

«{_,._

Govarnuent Depeprtment oy iientrone may have their

drawi:., arrecbted by Govaprnnent nnLlorieyia

. A opbe et prent s wede o0 the drawlng of an
acceptod apyy . o e

PThe prims oo pesn a prpsc o omber and eorregponding
entry on the Uile fncoust Do pinde,

The print bteiny thos nan offtoial paper 1n the record,
it should net be marked op in ary way sltered. Where, as
in an slo2tiloal wiring coom ot s Soajrahle to 1(lelﬂ'if'y
the variows cireatss by AU cvent cabtoye . or fu any more or
legs complex cnse o aduartagecons v anply lependg,
arrows or ollsr Toeiiobne, nno soniytionsl print fopr such use
should ba opiacs ) fo the cgaminer ant o aoad unofficially
in the !

'f'rn

The drswine ony pw St By the appiteant In paraon,
after the doowio bac oo Dideed, 00 gote o at present
requirec,

dhere o arowinge oo b Doy et Do Lhe appd L

1

cant.ta airnat e CTE ronnirep Wl e cotep gbating




oo el ot regulee sabntitute drawings in
any sounlons tlie Draltaman has first indicated
thet the original drewin-s cannot be name serviceable.,
Where the cancelloation ol some ol the Cipures from one
sheet of the drawin-s nhas left the remaining figures with
an inartiscis arrangement. the Chle! Draftsman should be
consulted ag to wiether the gold remaining flgures should
be Lranaflerred Lo other sheets already in the drawinga;
and conversoly, when the necessary additional 1llusLration
is but frapmerntary and may be addoad to the drawlnga on
file, an additional sheet of drawing should not be re-
quired, but the bxaniner will ask Lhat the proposed illus-
tration be shown in a sketeh, whlch showing will be transg.
ferred to one of the sheets of the drawingsa.

Br9~31o Ainformal Drawling:

uie 1o+ gives extensive and d-tuiled standards
for drawings.

Ruie 1245 Informal Drawlops, The re-
qui releni Uy "ol "the Torégoing piule relating to
drawinps will be stirictly enferved, A draws
in;s not executed Iin conformity thereto may
be ndmittad for purpose of 2xamination, but
in such «case the drawing must be corrected orp
a new ore furnished. as required. The necesg-
sary corpestions will be made by the 0fTice
upon appiicant 3 raguest and at his expense,

It vhe drawin;t is such that the prosecution of the
applicat icn onn be propevly corried on without the correc-
tiong being voobe the Boaminer aheacd fvforem the appiicant
that the cor:sctiens need not be ande un't il patentable
subject matier Lo Longa it the appliiration. Even where
appesl in taken 1! no claim has bean oftowed, correction
of the druwing wi ol 701 e dngipated o,

In soame inatances drawingg accompany ing new appli-
cations are of such cuallty that they may not be admitted
Cor exnminnt icon becauce of dafective oscoutlion or other
reason bl neveptiieless are ncceptabio fur purposes of
gecuring o Ciiaoy date . The Chilel Do cwan In sueh cases
mrkas the drawirges YAoe Uor filing date onlye." When draw.
ingra go sarbked are o raveolved by Lhe Priaagy Exsminer he will

Tmmediataiy werte o ietrer in bhe cnce noblfying applicant

Lhaet Ul doaw vy Lve tecn painb tred Cos the purpoge of
plving the upporosation o Uiling drte b that within ninety
dayy he omuacr f1ie Corpnl deowdng s weos iy Lthe paquiroments
ol Hate o0 oo coarormings with the dcawingen on flle,

PTriee Teobter shacd b Lionally stete tha failure to
furriiah e e e, s Wi thon the e stataed will be talien




as sufficient basis for holding the n»»lication abandoned.

This letter of the Prirary Bxaminer will not be counted as

an action and the f[lle snould be appropriately marked as a

new case and placed with the new cases awaiting action., Il
formal drawin;s are nol tiled within the ninety-.day period,
an action may be taken holdlinm the c¢ase abandoned,

N

32050, Dratftsman Determines
fnfommnlity of Drawlngya

C

The Chief Draftsman Is the judge of drawlnpgs, as to
Lhe execution of theo same, ana the arranpgonent of the views
thereony while the Lxaulnor is the judpe as to the sufficlency
of the showing. The drawings upon recelpt of an application
are gent from the Applicatlon Brancn to the Drafting Branch
to be tnapected by the Chilef Draftsman., I satisfactory,
he gtamps "Draftaman, patent Ofrfice™ and the dale on the
back of each sheet,

If the drawings are informnl, but may be admitted
Uor examination purposes the Draltsman writss in load
ponecil on the face of the drawing "Inf, A.P.L, " (admit
for exumination)., The Jdrawines are then returned to the
Application Branch,

If tho drawing 1t sndorgsd "Int, AP B." 1t 1a accept-
ed nn gatiaslying the requiremonts of Rule 8.1 In the matter
of a drowing as o necessnry port of o complete npplicatlion;
arnd In the receipt which the Application Branch malls the
comlicoant, thero i enbodicd the Draltomnan g erlbiclam of
e drawlog wibh notabtion aa bo whether the droawinge ig

susceptbible of corvection opr A now one reogulred,

The Exomine: booao cnbedy Phe apraltopnny g gtatemont
Wwitho paperd Lo Lhe aoow s inoben dlcan laotbor bo bhe applle
cant, and Iv oo dotne e sieald b o craefnl o atale distincet-

Ly that o new drawios witl oot be adoitted or Lhot n now
dpeawing, if the case Lo found to contaln patenbtnble matter,
will be required, In accordance wita the drafltsmanys dlroce-

tLiong,.

e D0, Drawingg bept T Fanmine Diviaton

Thia procoduare 1o to mexe cortaln Lthal oither the
opicinet deawling o th obhetopenghie cony o nlways avplle
pble op interferonce aonpeheos

ithe phieboprachio conton o Lo diynwineg punl nlways
be kept on bop of L popern o on e el o the 71 e
werappear 6o an Ler e oo by viovan w‘rwr]?rs‘,i Live wipnonp nned
enslly devechied,




Whenever the original drawing is taken from the ex-
amining divislon, the photographic copy must bes taken from
the application flis and placed in the cabinet of drawings
in 1ieu of the original drawing, When the orlglinal draw-
ing 1s returned to the examing division and placed in the
cabinet, the photographic copy must be replaced in the file,

When sending for the original drawing upon payment
of the final fee,the Issue and Gazette Branch, after stemp-
ing the patent date upon the photographic copy, will send
the latter to the Examing division,and such photographlc
copy must be placed in the cabinet In lieu of the original
drawinge.

Bach examing division wlll, each week, select the
photographic copies bearing the date of that week's 1ssue
and return them to the Issue and Gazatte Branch by Wed..
neaday morning of that week in order that the latter may
replace them in the proper application {(now patent) filles.

If there is no copy of the drawing in the file, a
dummy must be placed in the cabinet of drawings In lieu of
the original drawing whenever the latter i1a removed from
the examing division. (Order 3104)

No application should be sent to Iissue or to aban.
doned files unless the original drawing 1s checked up and
found in the division.

Bw9=34, Complete Illustration in Drawings

Rule 12,3 Content of Drawing, The draw-
ing w3t show every Teature oI "the invention
covered by the claims, and the {1pures should
be consecutively numbered 1f possible, When
the invention consists of an lmprovement on
an 0ld machine the drawing must when possible
exhibit, in one or more views, the improved
portion itself, disconnected from the old
structure, and also In another view, so much
only of the old struvcture ax will suffice to
show tho connection of the Invention there-
with,

B3=955, Examiner Dotermines
completoncsd of Drawings

The Exeminer should seo Lo 1t thot the fipgures are
correctly degcribod in the briefl Jdeseription of the speci-
fication and tho rofersnce charactoers proporly applied, no
single roforence charactor boing used for two differong
parts or for a pglven part and a modification of such part.




Evory feature covered by the claims must be 1llustrated, but
there should be no superfluocus illustrations,

w336, Modiflicatiors in Drawings

Modifications may not be shown in broken lines on
flpures which show in s0lid lines another form of the inven-
tion,

All modifications described must be i1llustrated, or
~oe text canceled, (Ex parte Peck, 1901 C.D. 136; 96 0. G
2100.)  Llkewlae, any strmictural detail that 1s of sufficient
tmportance to be described should be shown in the drawing
(ex parte Good; 1911 C. D, 43; 164 0. Go 739.,) This require-
mént” does not opply Lo a mere reference to well-known and
conventional partse,

Noteg correction of drawing 8-9-49,

903, Now Matter in Drawings

An smendmernt of the drawing which would introduce
“riow matter” is not entered. See 8-9-2,

B-GuB8, Additional,
buplicate or Sub3atitute Drawings

Whon an amendmont is filed stating that at the same
time subatitute or additional sheets of drawings are filed
guch drawing.: have not becn transmitted to tho examining
divisiony, Inguiry should be made of the Application Branch
before the applicont 18 notified that the drawlngs have
aot beon recoivod,

To avoeld accumulation of canceled sheets of drawings,
the Braminers will not admit an additional or substitute
drewing, unless the neceossities of the case so require,
Such proffered drawing will be returned to applicant, a
print thereof being firat made, "unless 1t be a duplicate®,
and placed in the pecord. If the original drawing requires
nltorations, and thoese are takon care of In the proffered
subatitute deowlng, the latter will be used in 1lleu of the
noual sketeh in waking ths correction of the origineal
drawinge.

EBxamtners soendd not require substitute drawings in
aty coss unless Lhe Chiof Draftaman has first indicated
that Lho orlpgtnal drawings connot be made serviceabls, See
Pl e nnd a9 4,




B8=9=39, Tranafer of Dprawings
From Pricr Applicaticns

0 e ¢k s B

Rule 12,8 Use of 0ld Drawlngs., If the
drawings ol a new apoiicatIon dre o be
identicel with the drawings »f a previous
application of the applicant on file in the
0fflce, or with part of such drawinga, the
old drawings or any sheots thereof may be
used 1f the prior application is, or is about
to be, abandoned, The new application must
be accompanied by a letter requesting the
transfer of the drawings, which ahould be
completely identified,

When an application is patented, any cancelled sheet
of drawing then In the case is sent to the abandoned files,
Such cancelled sheet is avallable for epplicant’s use in
another application directed to its subjsct matter.

Formal transfer of drawings from one application to
another is made only by the Appllicaetion Branch. See also
8-9"49‘ (e) °

8=9=40, Pransfer of Cancelled Shests
of Drawings To DIvisIcnal "AppIication

o e A s g s

In the case of a divisional appliication, if the
drawing and descriptive matter pertaining thereto have
besn eanceled from the parent cause, the canceled sheet or
sheets of drawing may be withdrawn and used as the original
drawing of the dlvisional case,

When an application is patontoed, any cenceled sheet
of drawing then In the cage 1z a2ont 1o the abandoned [iles.
Such canceled sheet 13 avallable {or applicantis use in
another application directed to 1uva subjecth matters

B8=9=41, Transfer of
Drawings Fatent to Relasue

ftule 12,0 D:nwlng» in R=fsgue Applica -
tions, Tha 3rnw ngs upon wh1<h The'orlflnul
patant was lssued may be used 1n rejssue
applicationJ 1r no chnpp«s whatsoovar are to
be made In the drawing: In such cases, when
the reissue aphll«n\‘un g filed. tho appli.
cant must submit a tomporary JArawing cone
glating of a copy of the printed drawinpgs of
the patent (or a photoprint o the original
drawings) secureoiy mcunted by pasting on
gshoets of drawing, or an ordor {op the aeme,




In a roissue application, the prints of the original
or patented drawling may be used for examination purposes,
and the formal transfer of tho criginal drawing to the re-
lssue appllcation made when the relssue application is ready
for lIssue, provided no chanpge whatever,even so much as the
priming of d Treference chuaracter,or correction of an obvious
orror, is made In the druwlinp, If there Is to be any change
whatsoevor in the drawlrny, a now drawing for the reigsue
must be filed.

If there 1is morc Lhan one sheot of original drawing,
a required change on any shoo! will preclude tho use of the
entirve set of the original dvawings intact and in the con-
dition existing at the time or Issue of the oripginal patent.

As In 8-0-3a, trenafor of the drawing 1s made by the
Application Branch, notation thereof belng entered on the
file wrapper of the original application,

B G 2o Transfoer of Drawings
to ConEINuat I or gubsTitute

T DRI o o + gt 3 -3 B

Where a continuation is filed, prints are accepted
in lieu of formal drawings to establizh a filing date, the
oripginal drawings being transferred after abandonment of the
parent case either by operation of 18W oF by properly ex-
ecuted letter of abandorunont,

Prirts submitted in Jleu of drawings are plven a
date on th» hack by the kepister, Corrospondence and Maill
Branch of the administrative Services Division, These
prints are mounted upon Pristol board by the Application
Branch end the back of Li¢ board upon which the prints are
mounted boars a dato stanpod by the Application Branch to
corrospond with the now overed date of the Mail Branche

Datdedlb, Biuo !.’L.Fiﬂlﬁ

Blueprints which are gsubmitted for the purpose of
pulding the draftsman in adlding reference letters or indi-
cating Lhie 1ino of secn! n wiil not bo placod In the filo
Lt will be roturned aficer e corroctions have beon mado.
notos Blueprints used Io coercetion of dreawling, Ordor 1004,

Bom ey,
g eints

PThe Appilfcation ranch has pormanoent prints made of
Livy trnwlogeg of all oot Lo applicetions and securon Lho
prinn., tnobhe Sila weasoorn, Phe deawingg aod fllogs arvo
{ ,

cnen assonblod sod Copno oD Lo Lho o proper oxoaing diviatong.




. In the exceptional case where an application without
a drawing is given a filing date and the Examiner sub-
sequently requires a drawing, or where for any other reason
a new sheet of drawing is added by amendment, a print of
such drawing is made and forwarded to the division to be
placed in the file as an official paper,

Prints may be accepted in lleu of drawings 8-0-42.

Prints of the drawings as filed are entered in the
application, given a paper number and kept on top of the-
papers on the right side of the file wrapper.

" A1l prints end inked sketches subsequently filed to
be part of the record are endorsed with the date of their
receipt in the office and given their appropriate paper
numbe r.

Prints remain in the file at all times except as
provided in 8-9-33.

Notes Prints in file wrapper 1l0-17-4,

B8-0=45, Prints Kegt
in Examining Division

The print or original drawing must always be kept
in the Examining Division until the application is patented
or abandoned., See Order 3104, &t 8-9-33,

Notes Prints in dual prosecution (D.P.) cases
B=P=46,

BeQ=db, Prints in Dual Prosecution

‘ In dual proseccution (D.Po) cases having drawings the
Exeminer to whom the case is asfigned will obtain a dupll-
cate set of prints of the drawing for fillng in the division
to which the case 1s referred,

Final Disposal of Prints

When s D, P. application 1s passod to 1ssue, noti-
fleation of this fact will at once be given by the divislion
having general jurlsdiction of the case to the other
division or dlvisions that parcicipated in the prosecution.
The Exeminer of each such "other" division will make nota-
tion of date of allowance on the print of his flle of
drawings,

Phe division having general jurisdiction will also
notlfy the othor dlvision of the subsequent disposition




made of the case, as, withdrawal from i1ssue, patented,
forfeited, etc. If the cther division receives no such :
notification within slx months from the date of allowance,

the Exeminer willl check wlth the division of general jurise
diction with a view to ridling his files of the print if

no longer cof any prospective use,

Belnd?, Qﬁg& on\Prlntﬁ

The photoprints In an applteation contalns, besides
a print of the drawing the following information:
On the front of tho printe

Serial numbsr of the application Stamp by the
Application Branch "print of drawing as originale
ly filed, ™

or

"rhis is en additiopal sheet of drewing and muat
be submitted to the Chisef Draftsman vefore enter,®
(1his latter is stampod on the additional drawing
and repiroducad therewltih)

Paper number, usually /2.

Merglinal notation of informalitics.

by the Draftsunn op the margin of the oripginal
drawing.

i

O, KoM AP Ll o wree o e dtaiay oo Liona,

Clasas and subclasy of tho appllcation on Lhe bocle of
the printe

Stamp of the Apolleatlon Branch end dato of re=
coipt of tho print from tho plhntoprinting estab=
lishment, Sometlmos a gtamp of Lhe sanmirdne
Divigion recoipt duto,

Additional prints prepared for tho pxoniner or the
Board of Appeals boapr on the fronl such Information
ag is on thoe drawlag sx of the copying dates

Serisl numbar o Lhoe appitcation

Sometimes tho ropiroducod stomping.

"This is an additional sheot of drawing and must
be submitted Lo the Chisaf Drafbanen boafore entep.®




Marginal stamp of "Q, G, figure, Class and Sub-Class"
reproduced from the stamp on the drawing,

On the back, additional prints bear a stamp stating
"Photographs for Examiner” and the dato the addi-
tional prints we.e made. See also 3-0.35,

B=9=48, Date Entersed on Drawing

Dates are entered by the 0ffico upon the back of each
shest of drawing,

The earliest date is that of the Mail Branch, re-
gardless of whether or not the drawing was submitted by
maile

If end when the drawing is approved by the Draftsman,
and before the case 1s passed to 1ssue, each uncancelled
sheet of drawing must bear a date of the Draftsman,

The Examining Division receipt date is applied by
the clerk of the Examining Division,

Dates when photoprints are made for the Examiner
are stamped as "Photographs for Examiner,”

. Dates of correction of the drawing are stamped and
noted by the Draftsman upon the back of each corrected
sheet.

Note: informal drawings and "Application filed com-
plete® date 8-0.31,

e Fued, Correcticn of Drawings

Rule 17.3 Amondments to the Drawing.
No change In the drawing may be madoe except
by permission of the 0ffice, Permigslible
changes in the constructlon shown In any
drewing may be made only by the 0fflice, A
sketch in permanent ink showing proposed
changes, to become part of the record, muat
be fYled, ‘The papor requesiing amendmenta
Lo the drewing should Lo goparato from othor
papors. The drawing may not be withdrawn
from the O0fflce excopt for sipnature.

Ssubastitute drawings will not ordinarily
ho admitted In any case unlegs required by
the O00flco.




8-9.49(8) . Conditions Procedent to
“Aondient of DEAN L

Correction and alterations in the disclosure of the
drawlngs of a pendlng application may be made only under the
supervision of, or by the Chief Draftsman, and no such core
rections cr alterations will be permitted in any cnse until
alfter app:uveid photographic coples of the drawings have been
filed., A black llne photographic or lithographlc print is
an approved copy.

Blue prints will not be accepted as complying with
the requirements of the 0ffice and will not bhe entered in
the application files. Blueprints submitted for the pur-
pose of gulding the draftsman in adding reference letters
or indicating the line of sgection will not bo placed in
the file but will be returned after the corrections have
boon made.

No alterations as above Iindicated will be permitted
unless required by an Examiner's letter in each case, or
propoesed in writing by applicant or hias attorney. In
either case the alterations or corrections as indicated in
the sketches filed after the requiremont by the Examiner,
or with the request of the applicant or hils attorney will
receive the written approval of the Examlner bLiofore the
case is sent to the Chief Draftsman, (Order 195H8)

Note: Prints in file wrapper 10-17.4,

8=0+=49(b), Slight Corrections te Drawing

The Examiner will In hisg first actlon on every case
carefully scrutinize the drawing (and of course alao the
specification), and make appropriate requirements looking
to the correctiong of notsed defects,.

Any request by the applicant for amendment of the
drawing to cure thess or other defects must be embodied
in a separate letter for the ghief Draftsman. Otherwise
the case, unless in other reaspects proady for issue, will
not be forwarded by tho Examiner Lo the drafting division,
annd applicant will be go advised in the next action by
the Examiner,

In the event thet the alteration requested in the
separate letter ig ac allipht as, in the opinion of the
draftsman, not to nocosasitnte a chargoe, tho letter, after
the correction of tho drawing, will be stamped, No Charge,
and placed In the file,




3-0=40(c) . snbibma e Cost

of Coryecting Drawing

‘ MLteas and derosts o Latoen 1o sxcaining Divialons
. 1

by tho Drattanon for oociecct To or wobiyng, nos dreaslngs, will
bo rotalnod by the brwt v 5y Taaa onoucsh Lo oostimate
the cost of tho worlk

An order for the werk winl be attached Lo tho drawing
in sach case, and the (ile and drawing roturnod Lo the
IBkaminer. The order alip will be Jdetachod only by the drafts-
man upon completion of bhe wopik.

H-0-49(d). Gancellation ol' Drawlngs

In the cancollabion of Cipuwres to Lo cancoled will
bo surrounded by o ling In rod fnk and tho word "canceled®
with proper date of cancollation will be writivon in red
ink within each llne, Uo portion of the fipguro 1ltselfl,

’ however, will be crosscd by the red lines, When the en-
tire drawing is to be canceled a red line wiil be drawn
entirely around the same (bui lmmediatoly within the margl-
nal iine), dnte of canceliation within the sald surrounding
red line., But no lincg st 11 Le dravn i any ©a8o aeross

the fijpures theasclvos {Oedo o
G-uedd(e) ., .(Jlu_;x/zt;;“iix;; Jume of
Attornay on Drauinge “orpidden

Juere a drawving oo trooclecresd from one caso to
another having « Jdifferent attorney. erasiong tho name of
tho first avtorney o writing upon Lhe drawing thiec name of
the attorney subsoquw ntily appoinvad so as to mneko it appear
that the latter nmic vwioe prosent whon the drawing was

0 originally filed ls prohabiived,

This prohibitioo oo v aorse winan o deawing 18
trensferred from one cnuc (o aucthop v inge o dirforont
tborney. Lee £2-.0-50.

HeU=qu(1), Whon chaneo s oo Lo oo ecle o Lhe deawlng
ttasolf, othov than mora onn,s. 1o rofloronce chinracteors,
doastrnablons of Clpueos oo Dndclngg over Tines pale and rough,
6 print or peon-and-ink shotclr ohow e such chanped mast be
f'1icd,  Droken tincs may Lo clraged Lo Gl without a
shoteh,

Only those akotohes widon aee made Indnke will be
tnecoptod by Lhe Of Dlec Con e o of a dreawing.  Such
slearboelion bocoae o e 0t Sove coeored aad tnorofore

g, w111 not be returned Pl pa o by obtadin from tho
o fileo noprint o of oooncion oy o pring sad pngbop For tho
Y e,




Where an application is ready for issue barring a
slight defect in the drawlng not Involving change in struc-
ture, the Examiner will note in pencil on the drawing the
addition or alteration to be madé and send the drawing to
the draftsman for the required correction. 1In such cases
no charge will be madle,

As a gulde to the Examiner the following corrections
are 1llustrative of those that may be free of charge by the
0ffice Draftsman:

1. Addinpg two or three reference characters or
exponents.

2. Changing one of two numerals or fipure ordinals
(Quality of paper being a factor).

3o Removing supsrfluocus matter, e.g., figure and
ordinal where all but one filgure have beoen
canceled, '

4, Adding or reversing directional arrows,

5. Changlng Roman Numerals to Arabic Numerals to agree
with specification.

6, Adding section lines, or brackets, where oasily
executed,

7. Making simple changes in Inventor!'s name (not his
signature).

8., Changing lead lines,

9, Correcting misspelled legends.

If it is necessary to return a drawlng for applicanti's
signature charge wlll be made for packaglnpg and reglstering
in the mall.

Sketches filed by an applicant and used by the drafts-
man for correction of structural features of the drawing
will not be returncd, All such sketches must bs In Ink or
permanent prints.

Sketches In pencil will be inked In by the 0ffice
draftsman at the expense of applicant,

Whereo a drawing is filed that 1s finally donied ad-
mission to the case 1t will bo roturned to applicant on hig
request butbt at his cxoensc. Such roquest must be flled
within & rengonable Lime, otherwlse tho drawing may bo dls.
posod of at tho digcretion of the Commigsionor, {(Order
4009)

Hotey  Additional duplieate or subgstitute drawings
o350,




Where requested a pencil sketch that is otherwise
acceptable is inked In by the draftsman at the expense of
the applicant.

To avold accumulatlon of canceled shoots of drawings,
the Examiners will not admit an additional or substlitute
drawing, unless the necessities of the caso so requiro.

Such profferad drawing will bo roturned to applicant, o
print thereof belng Tirsl made, "unless it bo a duplicate,"
and placed in the record. If tho oripginal drawing requires
alterations and these are taken care of in the proffored
substltute drawing, the latter will be used in lieu of the
usual sketch In maklng the correction of the oripginal
drawinge ‘ '

When the drawing is defective in a case found to

contalin allowable subject matter, the Examiner should stats
fully the correction that 1s needed and require the appli.-
cant to furnish a sketch in permanent ink of such correction,
along with an authorization for the 0ffice draftsman to make
the required amendment., If applicant complies with this
requirement, the sketch 1s submitted to the Ixaminer for
nis written approval, and 1l glven tho correction is made
by the draftsman, the file and drawings beln; forwarded to
hime

B8-9-49(g) s Dispositicn of Orders
for Amendment oI Drawlng

here the correction of a drawlng is ordered and
the correction when made will put the case In condition for
allowance, the Examiner writes "pApproved" and initials the
notation on the order for correctlion, attaches tlie ordor
for correction and a "Special this case I8 ready for al.-
lowanco" tap to the outside of the file wrapper and sonds
the file, drawlng, letter for correction of drawing, and
gpocial tag to the draftaman by the file clork, The tap
13 sligned by the Primary Examiner, or, in his abuence by
the assistant chief., 'These cases musat be so marked If the
draftsman 1s expected to make the corroction "special."

Whore the ordered correction of the drawing in a
cnsoe up for action by thoe Examiner will NOT put the case
in condition for l1ssue, 1f tho correction Is approved and
whon the cuse contains an sllowable clalm, the Examiner
forwards to the draftsman tho case with drawing and ordor
for correctlon Indicatlng such correcti ng as are approvod,
The ordor {for correction is attached to the outside of tho
L1l wrappor., Where the correction 1Is not approved (or
whore tho cnso containg no allowable claim) the cese and
request for correction of drawing, are not gont Lo Lho
draftsman, but are rotafuod In tho division,




When an estimate for correction is requested (in a
case where no allowable subject matter has been found), the
Examiner at his next aetion will secure the estimate from
the draftsman and inform the applicant of the charge and
Blso that no correction will be made until a claim is found
tc be allowable,

The correction of a drawing, except in the case of
applying a few reference characters or making some other
minor alteration, 1s at the expense of the applicant.

8-9.49(h), Return of Drawing

When a drawing is to be returned for correction the
Examiner will transmit the same to the Chief of the Draft-
ing Branch, who will premptly prepare such drawlngs for
shipment,

Drawings will not be returned except for the correc-
tion or additlion of the signature thereto and no drawing will
be returned unless & photographic copy of the same hes been
filed and accepted as peart of the application,

Permissible changes in the construction in any draw-
ing maey be made only within this 0ffice, and not until after
an approved photographic copy has been filed and the proposed
changes authorized by the Examiner. Bul slgnatures to the
drawing may be within this 0ffice and Office and reference
characters may be chianged by thls 0ffice, without filing a
photographic copy, 1f the requirement for such correction
and changes appesars in the Examiner's letter. (Order 1783)

BeFw50, MgggiﬁﬁmExhibits@ Specimens

Ruln 13,1 Models Not Required as Part
of Appli¢atTon or Patént. MousIs were bnce,
?ﬁaﬁ§§53“Iﬁ“ﬁII“EEE%E"EHmitting a model, as
e part of the applicetion, and these modela
became 8 pert of the record of the patent.
Such models are no longer generally required
(the description of the invention in the
specification, and the drawings, must be
sufficlently full and complete, and cepable
of being understood, to dlsclose the inven=
tion without the ald of & modol), and will
not be admitted unleas specificaelly called
for,

Rule 13,2 Model or Exhiblt May be Ree
quired, K iode T, WorEIng model, or other
phygTenl exhibit, may be required 1f deemed
necessary for any purpose on examination of
the application,




Rule 13,3 Specimens. When the inven-
tion Ts a composition o matter,the appli.
cant may be required to furnish speclmens of
the composition, and of its Ingredients or
Intermediates, sufficient in quantity for
the purpose of experiment,

Rule 13.4 Return of Models, Exhibits
or Speciméns, Models, 6xXhIbITs, or upocTiions
Tn applicatlons which have becomé abandoned,
and also In other applications on concluaion
of the prosecution, may be returned to the
applicant upon demand and at his expense, un-
less it be deemed necossary that they he pre.
served In the Office. Such physical exhibits
in contested c¢ases may he returned to the
parties at their expense, If not c¢laimed
within a reasonable time, they may he dis.
posed of at the discretion of the Com.
missioner,

Rule 13,5 Copies of Exhibits, (oples
of models or other physical exhiblts will not
ordinarily be furnished by the 0ffico, and
any model or exhibit in an application or
patent shall not be taken from the Oflice ex-
cept in the custoedy of an employeo of tLhe
Office specially authorized by the Commis-
sioner,

With the exception of cases Involving perpetual
motion, a model is not ordinarily required by tho 0ffice
to demonstrate the operativeness of a device, If oper.
ativeness of a device, If operatlveoness lu quostloned,
the: applicant i3 required to establish Lt Lo thoe asatis-
faction of the Examinsr, but he may choosc higs own way
of so doinge.

Models are generally not refused excopt when bulky
or dansarous.

Models, exhibits and specimens may be preosentod to
the 0fiice for purposes of Interview and taken away by tho
attornoy at the ond of tho interview, Soo 10-106

A model 1s not to be recolived by the Bxaminer directe.
ly from the applicant or hils apont.

8051 Modol ltoom

All models recelvoed in thig OLfico, whether forming
part of an application, or filed upon roquest from the
Examiner, mast be roceived {rom tho Model and Recoiving




Room and not from the applicnant or hls agent. It 1is
necessary that all models should bhse taken to the Moclel

Room for proper recording in order that they may be located
under subsequent Inquiry and for final disposition. The
Examiners should, therefore¢, refuse to accept models from
inventors or sttorneys. Madels properlyreceived and entered
upon the books of the Model Clerk wlll be dellvered Ly a
repregsontat ive of tho Pgoporty Cleis's 0f'ice,

Noteg Planl gpeclmens Sec. 18-5, Rule 21.6.

8-0mb26 Now Matter

Rule 16.4 Amendment of Disclosure. In
original applicationsg, all amendménts of the
drawings or specifications, and all additions
thereto, must conform tq at least one of them
ns 1t was at the time of the f1ling of the
appliention. bMatter not found in either, ine
velving a departure from or an addition to
the coriginal disclosure, cmnot be added to
the application even thoush supported by a
supplemental oath, and can be shown or claim.-
ed only in a separate application,

In establishing o disclosure applidant may rely not
only on the specification and drawinpg as filed but also on
the oripinal clalms if their content justifles 1t.

While amendments to the apecification and c¢laims ine
volving new matter are entercd, such mstter 1s required to
be canceled from the desceriptlive portlon of tho speclficas-
tion, and the claimg affected are rojected., A "now matter®
amendmoant of tho drawinge 1.0 not entered.

Now clatma and amondoaents to the claing already in
the ecasge should be serutintved nol only tor new natter but
also for new toerminolopgy. Jhitleo an applicanlt ls not limited
to the nomenclature uscd in the application as filed, yet
whenever by amendmont of hiz claims, he doparts thorefrom,
he should wmake appropriaste nrondmont of his specification
s0 a8 te have thoreln vertel bragia for Lhe now terms appear-
ing In the c¢laims. This 12 nocessary In order to Insure
cortainty in conastriuingeg thoe elalms In tho Light of the
spoelfication,

o e f55 Mattor Nov In Oripinal
Spet IPTeneiaon (Y afms ¢ Dmiwin&m

Mattor riot tn Ltha opeipinal spoecificoation, olalims or
drawines s asuslly new wmnltor, Characterinotics Inherent
In the disclosuro gsuch aa chemlteal or physleal propeortles,

aor mods of

oporation, may he anplitied U such Inherency




was Initially presont In the case as filled, New uses.or
additional limitations not lmposed by the initial dis-
closure constitute new matter,

Notes Completoness of dlsclosure 3-9-19.
Trade-marl:s and trade names $.9.27,

8-9.-64, Now Matter by Proliminary Amoendment

As an applicant has the right to smend before
action on his case provided the number of claims is kept
within the limit imposed by his [ilinp fec, an amendment
is sometimes filed alony with the flling o the applica-

tion. Such amendment does not enjoy the status asa ~t
of tho original disclosure. Its test as to invol- new
matter is the same as though filed on a subsequen . .te.

Nots: New matter in subsequent amondments 8-9-56,

8955, New Matter in Substitute Specification

The fact that a substitute specification, In thse
opinion of the Examiner,contains new matter is not a proper
reason for refusing entry thereof., So far as the subject
matter itself is concerned, an applicant has the right to
a hearing on any amendment he may see fit to present.
Whether that amendment be presentsd in the form of a sub-
stitute specification or a series of altarations of the
original specification 1s an administrative matter for the
office to determine,

8966, New Matter in AwWendment

In the ro-examination of an appiication following
amondment therecf . the Examinesr must be on the alert to
detoct new matter. An applicant 13 noi nllowod to Introduce
into the application any matter by amcndimont not disclosed
in the application as originally filed, and if this is
attempted by amendment.,he must be required to cancel such
matter, The Examiner should note that thls applies like-
wise to what are called preliminary amendmonta; that 1is,
amendmeonts filed pricr to an 0fflce action on the case,
oevon 1f such amendment be filed on the same day the appil-
cation 1s flled, ©See 8 904,

. Qb7 Reviow of
Examiner s foiding of Hew Mattoer
Whore the noew matter 1a confined to amondments to
the spocification, review. 1f any . of thoe Examiner's reo.
quiromont for cancellation te had by way of petitlion. But
where the allepged pew matter is Introduced Into the clalmsg,
thus necessitating their rejection cn thiz pground, the




question becomes an appealable one, and should not be con-
sidered on petition even though that new matter has been
introduced into the specification alsc. Rules 31,1 and
32,1 afford the explanation of thls seemingly Inconsistent
practice as affecting new matter in the aspecification.

Notee Petition Sec. 12
Appeal Sec. 14




