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. TYPES, CROSS-NOTING AND STATUS OF AFI'LICATIONS

L 1 Types ol Applicotion

Zatent npplicentions fall into threc brond types,
viz., spvlications for "mechanical ," deaigu, and plant
patents. The term "mechanlcal W as here employed, em-
braoces =1l applicationsa nnd patents which nre directed
to a "new ana ugeful art, machine, manufacture, or com-
positic: of matter? or to nny new and useful lwprovement
thereof ® The gpeclalized procedure which pertoains to the
examinazion of applications for design and plant patents
will be =

L-1-1. Joint

4 joint application is one which sels forth two or
more persons as the common inventors of the claimed subject
matter.

L2, S0le

A application wherein the invention is presented
ag thet ¢f & single person is termed a sole application.

L=-1-73 Convertability from a Jdoint
to A Sole Application

cle applicntion may be substituted for a joint
n, or the joint application amended to a sole
npplice non the filing of the proper digclnimer by the
gurrendering Joint applicant nnd oath by sole inventor.

See In re koberts, 1920 ¢.D, 158; 273 0.G. 410, where such
chonge 8 made the flle ghould be sent to the Application
prenceh for revigion of the record.

npplice

gt e

vhe conversion of » gole invo o« joint appliention s
not permitted. re parte poenes, 1426 C.D. 74, %39 0.G. L99 .

¢

A r

vhen oa Joint appliention In interferconce {a changed
to nosole speplicetion the Exominer of intorferences calls
the nttontinn of the Primary sxaminer to this faet.  ‘rhe
yrimary sxeminer regueats jurisdiction of the itnterfercnce
enters the neceannnry nmendnents meode to the spplicntion,
roedecleres the into cferenee Lo nccord thora 1th wnd re-
turns tre Cites Lo the wxaminer of pntelrtferencos \For
lettor Cosms, see sec. 13y, now ver, bofore redecloring
the tnberforence, Lhe cexaminer shonld make ¢ortbain that
the pro;ssed converston rfrom Joint to sole meebs the con-
ditions oo Tforth tn oan roe rorrein, 1944 € D 330 565

0 ¢ 151

reated in detnil in sections 17 and 18 respectively.




when on motion a sole wpplicrtion 10 to be sub-
stituted for a Jjoint application the primary oxeminer
redeclnres the interference, substituting tho sole for
the joint application. (For letter forms, voe sec. 13),

b=1=4. uriginal or Parent

These termg ara 1ntarchangeab¢y applied to the
first application of an inveiftor disclosing a given
invention. sSuch invention may or may not be claimed
in this application.

CONTANULNG APPLICATIBNG

L=1=5, reissue

A reissue application is an application for =
patent to take the place of an unexpired patent that is
defective in some one or more particulars.

A detalled treatment of reissues will be found
in Section 16.

L=1-6. pivisional

A later application carved out of a pending
application by the same applicant and showing and
claiming nothing not disclosed in the earlier or
parent application is known as & divisionsl appli-
cation. Sometimes, as in the case of a process ap-
plication divided from an apparatus applicntion,
the divisional application mey have the srme speci-
fication and druwing as the parent cou2, where
voth applications are for apparatus inventions, there
is usually no necessity or excuse for reproducing in
the divisional c¢nge the entire specitication and
Grawing of the parent applicntion.

while a divisional application many dcepart from
the phraseology used in the parcunt case there may be
no departure therefrom in substance or variation in
the drawing that would amount to “new mautter" if in-
troduced by rmendmont inte the parent cese.

A divisional epplication i3 nlso referred to as
a "divigion* of the parent case.

L=1=7. . Continuntion

s continuntion 1s a gecond applicntion for the
anme invention claimed in & prior application by the
gsame applicant filed betfore the original bLecomes
abandoned. Where an npplicntion has been prosecuted




to n finnl rejecetlion o oapplics piry hieve
course to tiling ¢ ﬁ(n;tﬁlAlwtiarp THoorder b -
troduce nto the crue o pew gt ol ¢lotms o Lo
esteblish o right to further exomination oo Lho
primery exoaminol. If the new cloimg, boweyor, vre
in the opinfon of the Eoumilner met in the ot or
voecord in Lthe oripdnnl npplicotion, thic Meainer
muy moke s rejoction finsl o the Uit cotion
on the continuntion. (Seec. 16-8-48) 11 rejeetion
18 bagad on reg odjudicotn, however, LU may oot

be made finnl, since Uhilas Ls o new fosue.,

A continuantion, as 15 nlso truc of s contin-
untion-in-part and o divistionnl applicontion, may
be filed after appenl to the Board or to the
gourt, provided the purent applicntion hrg not
beceome abondoned, Sec. 10-11-19). A continuantion
or continuction=in-part may be iled efter the ap-
plicetion hea rone to fssue (In ro Fobrey, 1943
C. D 510,554 0.G. 377) vnd this holds the the three
months' perliod where the finel fee is prid on Lhe
last dey of the six months nnd & three months' ex-
tengion ia asked,

A sole application may be a continuntion
of o joint application which wags cerroncously
jointly filed. (Union Switch, v Kodel, 1942 ¢.D
530,416 0.G. 3).

See conditlions stoted under "Division.1,"
SUDRTQ .

PERRRE S——

L=1~8 Continuation-in artg

Thiag g wn spplicntion riled durineg vhoe
Lifoetime of nnoenrlicr applicoation by the ramn
dppliennt, repeating somo substantinl wr't,s STENTS &
all of the enrlicr nprlicetion, 'm(l fddine »Hv r
not discloscd in the soid ecrli. o
TS TTOTOT LD w2 593 0 ),l;‘-/),.

A continustion=in-part tiled by o oole np-
plicant, mny u} jo derive from ooan o enriier joint sppli-
cobion shovine n cortion only o Phe aub o t't mn‘l bt
of the Lutml' "y :xl Fention Cogubject to bhe coactitionn
stetoed heretnatter fn the cone ol o ole o H)wrml
spplicotion ot 'l'HJlJ,“ from oo Joiet a1 f"*',irm, (1=
~ Loy oend t,hr further conditton that the copr Theont

present an ocanct Line of divisien Loteoen oty
of gornt Invention nnd sole fnvontion (1t 1o
Porvin, L9 G0 G SAES O e 1T )




L=1=9e Subastitute

The use of the term "Subgtitute" to deg-
{znate an application which is in essence the duplicnte
of an application by the sume applicant abandoned be-
fore the filing of the luter cuse, finds officinl
rocognition in the decision, Ex parte Komenak, 1940
- C.D. 512 0.G. 739.

A subatitute‘is not entitled to the benefit of
the filing date of the original application for =a
congtructive reduction to prectice. (In re Spitteler
¢t al., 1908 C.D. 374;134 0.G., 1301.

At most, such friling date cun be mvailoed of
only as the date of concseption, lseaving the quouation ‘

of diligence to be determined as bridging sny gnp between
the date of a reference and the £iling date of the sub-
3titute application.

Any public use or patent or printed publication
prior to the filing date of the substitute even though
Junior to the earlier application, if it discloses the
subject matter of the claims, is a proper citation in
the substitute application.

L=-1-10¢ Re-file

No officinl definition has been given the term
Re-~file, though it is sometimes used ag an alternative
to the term Substitute.

If the applicant designates his applicoation as
"re-file™ and the examiner finds thnt the application
is in fact a duplicate of a *»~rmer application by the
.same party which was abandoned prior to the filing of
the second case, the Examiner should require the sub-
gtitution of the word subatitute for "re-file," since
the former torm has officlal recognition. The on-
dorsement on the file wrapper that the cnse fa a
"oubstitute® will result in the tfurt!er cndovsanent
by the Asslgnment Branch off ony oo i hment of thc pa-
rent case that mey hatve been mnde




1@"1“11.
TABLE TILLUSTRATING CONTIMUITY BETWEEN AUPLICATIONS
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All appllicntions which come under the des-
ignutions listed in the center column of the table
are linked by co-pendency with the original or pa-
rent application; they also contein, in whole or in
part, disclosure in common with the originasl ap-
lication. Such applicetions wre entitled to the
effoctive tiling date of the original apprlication
for the common subject mntter discirLonnd.

A subgtitute applicution, as seen from the
table, is not linked by co-pendency with the orig-
iurl applicotion, nnd 1s not cntitled to the effect-
ive riling date of the latter. As o matter of pub-
lic pollicy, however, s#ll substitute applicntions
are required to include n reference to the origi=
nnl asppliention. one renson belng to mr ke the oripg-
inel epplicection nvccessivle Lo Lhe publice for a
fuller understanding of the bLongsis for e nllow-
ance of claims In the substitute appllication.

It will be noted that two blnuk spuaces oc-
cur in the table. Applicrtions of the kind which
would corruvspond Lo these blrnk sprces are not dig-
tinguished by rny specilal neme, No gpecinl treat-
-ment i3 involved in exsmining such applications.




A=-1-11.1, Assignnment Carries Title

Assignment of an orieinul wpplicutlon curries
title to nny divisional, continuation, or rubstitute
a-plicution stemming from the originul npplivation, ’

4=1=12 When kntitled to Filing Dute

In asmuch us a division, u continuution or a
continuution-in-part is construed as aun amendment of
the purent appliocation und therefore given the tenefit
of the filing date of sald parent applicution, such
division, continuation, or continuation=-in-purt moy
be filed at gny time during the pendsncy of the eppeal
(that 1s, prior to or not lauter than withdrawul of the
appeal) and be entitled to the benefit of the filing
dute of the perent appliecrtion, provided six months
have not elapsed from the dute of the final rejection.
S5¢e, 10-11-19,

Since a joint application may, when the facts
wurrant it, be transformed into a sole application,
a sole applicution may be a division of s joint appli-
cation may be u division if the joint applicution con-
tained and claimed an ipvention whieh was golely that
of one of the joint applicants,

However, the following conditions must obtuin:

(¢} The invention must have been cluimed in
the Joint application,

(b) It must appeur that the joint upplicution
wag flled "by mistake and without fruudulent intention.®

(¢) On discovery of the mistuke the purty ril-
ing the sole applicaution "must wet with recsonable dll-
igence “and must assume the burden of establishing his
pood faith,"

. (d) There must be filcd in the sole upplication
a, disclaimer by euch of the other parties of tho Joint
application,

A later Joint application, however, may not be
tormed a division of u prior arplicution Tiled by one
of the Jjoint inventors., This follows from the doctrine
of ex purte Bones, 1925 C.D., 75;399 0.G. 499,

A=1=~1%. International Convention

Se0, ABBT. Reisse No pourson otherwise ontitled
thereto shull be debrrred from recelving u putent for
his invention or discovery, nor shull nny notent be de-
slured invelid by roason of its having tecn first
putented or coused to be saten :a oy the inventor or
his legul representetives or assions in a forelgn




country . unloas the ap flestion vor wale Torod o
netent ves filea wmore thon toolve Coathao o ooprlor
to the ficins of the vo Licetdon 1u this conntry
inwhicrh o ose noo oo tent oloal e cronted v Vhig
aruntry.,

An o anpiicution Cor o prtopt oo dnve it bon
or diccovery o Lrlled in tras country by oony opor
gon who has oprovionsly poemdoviy 00D 00 Pl
tion for a patent ror the same invention op dig
covery in o foraisn ccuntry. which Ly Lreaty,
convention. or luw, vrtords si 1l 1 privileres Lo
citizens ot the United states shuli huave the some
force und effeect ng the sone wo-licertion would have
if filed in this country on the 4 te on which the
applicetion for petent Jor the sume invention or
discovery....wus first filed in such forcelrn coun-
try, rrovided the arplication in thig country ias
filed vithin twelve months....from the corlicot
di:te on which any such Toreisn coplication ven
filed Fut no patent shall be pranted on on ap
plicetion for patomt for an invention or discov-
ary cwhiieh hed been totoented opr ceseriled in oo
printed putlic tion in this countr:  or vhich h
been in public ese or on sale In this country o
more th:n one yerr srior to such filing,

In the crue of desipne Lhe period 1 ik
months instecd of twoelve,

The first purarroch of R.8. 4007 oot lishes
four ¢ nditions which, 40 all are present | egtob
lish & bor opecinct the erontine of « obenl an Lthis
country. Thesoe four conuitions are ou ol lovg

t1) The forelien applicotion must be 13ied
more thon one veoar before the tiline in the United
States, (Modrfiod by Tublic Law 600, Seeo 40 1-10% )

() Tt must be 131 d by the invenbor opr cone
ane "oravy' Lo bim,

CA)Y e vorelrn potent st beosotanld by oraats
od (e.o. by soaline off the popers in Greot jribooan,)
(4} The sane 1nvention must Lo lavolved,

The gcoomd pnracraph of' the stabule e cords
vhat, 1o wnown oo o "rigsht of praoerity®™ Lo apoliornt
under cortain conditions . which condations nrye defined
by osn intern.tional btror bty or correoment wnown ng the
Intornetiomal Sonvention for the Protection of Tnduos-
trial Iroccorty, There ore now Porty counbrics, in
oA Tne " Fhe Un bod stetes. adhervine Lo this convent
1on.




The primary object of the convention is
stated to be the equul treatment of nutionals of
all partieipating countries. In pursuunce of this
policy, u filing of an application in uny country
which adheres to the Convention is tretnted ng have ‘

ing the legal, or constructlive, effect of a filing
in all countries, provided it is followed up, with-
in twelve months, by un sctual filing there.

The invensor's priority rights under the Con-
vention are based, not upon his citizenship, but up-
on the status of the country, in which the earliest
foreign filing was made, as a perty to the Interna-
tional Convention.

4=-1-14. Proving of Forelegn Filing
“ﬁormai“ Priority

Rule 9.1 Oath of Appligcint . . « &
any applicution Tor patemt has been

filed in any foreign country by the appli-
cant in ttis country, or by his legul re-
pesentatives or assigns, prior to his ap-
plicetion in this country, he shall state
the country or countries in which such ap-
plication has been filed, giving the date
of such applicution, and shall also state
that no applicetion has been filed in eny
other country or countries than thonse
mentioned, und 1f no upplication for patent
has been filed 1n any foreign country, he
shell so stute. This outh must be sub-
soribed to by the uffiunt,

No proof of the earlier filing is required, 0
unlesg a refarence 1s brought to light which has an
effective date earlier than applicunt’s United States
filing dute but luter than the date of his foreign
filing under the convention., Whoere the applicant
acknowledges in his osth a first filed forelgn ap-
plicaution less than twelve months prior to his U.S.
filing date, but anteduating the reference, such
foreign application will gerve to void the reference
ir a certified copy of the foroiegn application is
filed, tomether with o sworn translation If the copy
be not in English,

4-1-14.1. Examiner's Determinuation of
Right of Priority

The most important aspcct of tho exuminer's




action pertaining to a ri~ht of rriority bacause

of a foreign filing is the determination of the
identity of invention between the U.3. appliontion.
If it is for the sume inventlon, the foroipn avpli-
cution may be considered in the suome munnor that

0 duplicute U,S. unplicatlon, filed on the same
date, would be vonsidered, and applicont 1o conti-
tled to uny cluims bused on such applic Lion that
he would be entitled teo under our luwy sand rractice.
The foreign applicstion must be examined ror the
question of sufficiency of the descriptisnn under
R.S. 4888, us well us to deter dne if thore is a
buasig for the oluims sought. In some caseg the
matter of sufficiency of disclosure in the gense

of huving a sufficient basls for certuin types of
claims, as in chemicul causes, may arilse,

In appiications filed from Greut Brituin there
may be submitted a certified copy of the British
"provigionul gpecificution®, which may also in some
cases be accompanied by a cony of the "somplete
specification®. The nature and function of the brit-
ish provisional speeificution is described in un
article in the Journal of the Patent Office Soclety,
for Noveuber 1936, pupes T770-774. According to
British luw the provisional spezification does not
neced to contain a coaplete diselosure of the invent-
ijon in the'secnse of R.S. 4888, but need only de-
seribe the eeneral nuture of the invention wund
neither c¢luims nor drawlngs are requirad. Conse-
quently. in considering such drovisionul uspecifi-
catlions. the question of com letensss of diluclosure
is important,.

If it is found that the British provisionnl
gpecification is insufficient, for luck of dis-
¢losure or other reason, rellunce muy then bie hed
on the zoanlate gvecifientlon i oue has bean pre-
santed. the latter belne trocted ng a difforent
uanplicoation.

It iy oceosionally hanpen that the U.5, np-
plicution will be found entitlod to the 1line dote
of the foreirn uoplication with racncet o sone
alaime rmd not with reapect to othoers. In cuch o
e Lhe oxoalnerts lottoer will state thut the wpe
plicont 1o eonsldered »ntitled to thoe forelen diote
with regpest to cortoln noed claimg and 1o not
entitled with respact to othor elaims, with the
roosons f'or the lattor otoetoment bhelne ~lvon,

Occaslonully, an aprlicunt may rely on two




different foreign upplicutlions aund wy be vn-
titled to the 'filing date of one of them with
respect to certain oluaims and to tho other In
reapect to other elaims., In such n oase, the
Examiner's letter will specify tho olnims re-
lating to euch of the appliocutiony,

4-1-15, Public Law 690

Public Law 690 wus enacted for the pur-
pose of restoring, to a certain extont, the
loss of priority rights which occurred as u
result of war conditions, This uct extenus, if
certain conditions are met, the twelve months
period (six months in the ouse of designs)
provided in the second paragruaph of osuc. 4,07
R.S. In addition to all other legal requiro-
ments, the citizenship of the inventor becomes
material; that 1s, he must elther be a citizen
of the United States or a oltizen of a country
whioch grants reciprocul privileges to citizens
of ths United 3tates. The declision as to the
inclusgiod of a given country 1ls determined by
the Commissioner of Patents ufter oconsultation
with the State Department, and notices are pub=-
lished from time to time in the Officlal Gazette
listing countries which have been added. The
list, to date, is as follaows:

4-1~15.1, Time Limitg For
Obtaining Benefit of Law

The extreme limit of the bonefit of Fub-
lic Law 690 (as extended by Publioc Law 220) ap-
plies to cases filed abroad after Sept. 8, 1938,
and in this country on or bLefore Feh,' 29, 1944,
S8ea. 4-1-15,2 for shorter porlods in some cuses,
Request for priority, under the Act may be flled
at any time during the pendenoy of the U,S, ap=-
plication,

Although Feb., 29, 1948 foll on u Sunday,
the Patent Office hes ruled that appliocutions
filed on the next following dny, 1l.e.,, Morch 1,
1948, aro not entitled to the priority benefits
of the Act,




1:1.‘_1 ‘1.5 ° 2.

Countries Granting
acinroclty

Time Limit for filing
applicutions in United

COUNTRY. Stutes
Austria Februury 29, 1948
RBeleium February 29, 1948
Brazil Decombur 31, 1946
Buiguria February 29, 1948
Canada : November 15, 194
’ Czechoslovakia February 29, 194
Denmary February 2§, 1948
‘ Finland February 29, 1948
France February 29, 1948 (1)
Great Britain February 29, 1948
Hollund December 31, 1947 (2)
Hungury February 29, 194
Italy February 29, 1948
Irelund February 29, 1948
Luxenibourg February 29, 1948
New Zealand February 29, 1948
Norway December 31, 194
Palestine February 29, 194
Poland Februcry 29, 1948
Roumania February 29, 1948
Spain February 20, 1948
Sweden February 29, 1948
switrerland Felbruary 29, 1048
Union of South Africa February 29, 1948

(1) The sunplementary uercement extending
date to Felruury 29, 1948 (605 0.G. 20)
cnme into force February 27, 1948.

(2) The dote ls February 29, 1948 in the
cuse of section 3 of Publio Law 0690,

4=1-15.4 Allegntion vs to Citizonshi

In Recliprocating Gountry

An allepation ns to citizenship in a coun-
try prunting re@iprocul privilepos is gufficlent,

Proof 1is not required unless there is somoe in-

consistencye.




4=-1-15.5. Proaf The Cantents
of FTorelgn Appiication

In addition to citizenship, other conditions
ure ilmposed. As contrasted with the procedure in
the normal right of priority, proof of tho contents
of the foreign application nmust be advuncoed by the

appliocant.
4~-1-15.6. Effoot on Term of Patent

Seotion 10 of Public Law 690 provides for the
shortening of the term of the United Stutes patent
80 that 1¢ will expire twenty years from the filing
date of the earliest application in any country, IR
any of these cases where the priority date may be
different for different clalms, the term of the patent
as 2 whole will be dotermined by the earliest foreign
application, since section 10 reads: "twenty years
from the filing date of the first apvrlicetion®™ and the
Patent O0ffice will not specify different terms for
different claims in the same pi.tent,

4=-1-15,7, When no Papers
Have Been Filed

The Act speclficully requires the applicant to
request the applicant to request the extended period
of priority and to suppky certain papers. Until and
unless the required materiul is furnished, cxaminers
will act on applications in the usual way, that is,
they will cites und use whatcver referencosgs und grounds
of rejection msy be uapplicable, considering the actuul
filing date of the applfcution in the Unitod States
a3 the only date to which it 1s e¢ntitled. Howcver, if
it appears thut the applicant is attempting or intends
to obtain the extended period of priority but is un-
aware of the conditlons, his attention muy be culled
to such eonditions,

In some cuses there may be u stutement thud
the applicant relies on u forcign filing dote. The
Exuminer should mention in hils actlon thut no reli-
ance oun be pluced on the forelpgn f£iling date until
und unlegs the requirements of Section 1 are mot,

4~l—l508@ Piling of Papors Docs Not
Tixcuse A Reply to An Action

While she pupers may be f1lcd during the pend-
ency of the appliocantion, applicints ure not relieved
from the necesaglity of replying to 0ffice uctions with-
in the statutory time limit and of mukingz us complete

Y3




a resvonce as ls ordinurily regulred.,
A-L-15.G, Requirements

of the Stutute

The stotute requlres of those who wioh Lhe
extended poriod of oriority under Seetion |
the roiirowing:

(a) 4 request in writing;

(b)) A copy of the oririnul foreipn
application, certified to !y the
country in which filed;

(c) A sworn trunslation thereof 1f not
in the English luincuarses

(d) 4An affidavit by the inventor in
certauin cuses.

A-1-15.9, T™e Request in Writing

The written request for the extended period
of priority nced not be o formal .per sirned by
the invontor. It may be contained in the leiter
of the cttorney transmittine the pavers or in some
other lztber und no specific forin 1o neconsary,
It must arp2ur definitoly and without iaplication
that the unplicant is s=eking the beneflt of
scetion 1 of the Act, and preferably should srucify
the foreiercn applicotion wnd dute, the benefit of
whose Tilinr dute is regunsted.

4~1-15.9(b), Certified Copy of Forcign
Apolicotion

The foreipspn u olicetisn st be o copy of the
foreirn e )lcetion s filed sna the certificate by
the rforcien peotent offico mast muke thilo ovicaont, as
hos been customary. In some inctinees o o prinbod copy
of the p.tent oo lecued mey be used. ™is 1o ot suaf-
ficisnt unless the cortificote Indlie tes tlat 1t is
a true conry of the wrplicotion, In Trench ecoces, the
orinted cotont 1o recetiecclly clwors o duplicuate of
the mroiicntion as fited cince cutot ntlel anccndments
nee not reraitted., Most conntrlies, hovever, permit
amenient of the oooplie tion and hence a copy of the
oo tent Lo oot svoof o th wooble tion g filed,

section 1o loo nermits othoer ovidoaee el ting
to the »ricin i o plic:tion i the orteingl Toraien
aonlic tion hn been detreroyed.  The only "other gvi-
denee™ whiosh hug teen constoacred 1o o cortirisag copye.
For cxumnie, o eopr of o German anolfico tisn eortified
Ly thie Gormen Fatent Offie~ In the rover ramor may




have been filed in the Swics or Dutch Putont Office.
A copy of these papers, certified to by tho Pantent
Office of Switzerlund or Hollund u:s being o true
copy of the pnpers there filed, has beon nccoptod

in appropriate cuses. Cases in which “othor ovi-
dence® is offered should be referred to tho Supor-
visory Examiners for conslderation,

4-1-15.9(0) . Sworn Translution

4 sworn tranalatipn if the foreisrn application
Is nots in the English languawse is also roqulroed,
This me:.ns a translution which is sworn to ond not
a translation made by a so-called "sworn trunslator™,
which phruase is used in some countries, Ouths taken
in forelgn countries for use in this ocountry need
to be authenticuted by a diplomatic officer of the
United States if not taken before sach offjocer,

1

4-1-15.9(4). Affidavit of Inventor

Ths gtatute further requires:

®If tbe foreign uppliocution wus not mude by
the inventor himsolf, an affidavit by the appylicunt
(in the U.8e} or putentee. (in the W.S8,) stating
“that such applicution was filed for his (the in-
ventor's) benefit or on his behulf and that such
preccadure 18 in accordence with the prosedure in
the foreign country,” (Parenthetical mutter added,)

The purpose of thls requirement is to take
3 ore of the situction in which the foreign uppli-
oantion w.s not filed by the inventor but by on a-
frukes Or representative as 1s permitted in some coun-
tries. In such cases the inventor, who 1s the appli-
cunt here, must muke the required affidavit,

Cages also arise in which the foreign appli-
cttion was made by the assipnee of the inveuntor,
The uffidavit, by the inventor., 1s likewlise required
in such ¢mses; the phruge “for his benol'it or on his
behulf” then meuning that the applicetion was riled
by the egsignce in pluce of the inventor as permitted
by the law of the country,.

Ir the United Stotes potont hog Looned to
the vssirnce, tho languure of thoe statnte would
permit thig affidevit to be tuken by such usslenee.

In some instances the foroeivn uapplicetion muay
huve been fileod jointly by tho inventor and the
asslense as Jolnt applicunta as 1s permittod in




sore conuntrieyg, «on aflfidavit vilLl not be
required in tlece cases; the rord "hingelf®
is not tiken to mean "alone®., If the re-
lutionship of the forelen unpliocants ig not
evident, nn explinution moy be reaquired,

A-1-1%.10, bxaminer Mugt Doterndae
ki ht o Rely On Morolsn
Futent

Lvon when detoroin tion of the richt to
roly vn the forelyn woolicutlon .y not te
necesenry for the »urpose ol overgoilly' a re-
forence, such determination is required in
e:.ch Instance where Anplicunt inclivaes nupers
pe-teining to Public Lew 600, becuuse by Section
10 of the Act the term of the patont 1is to be
upvronrivtely wdjusted, section 4-1-15.6. If
the determin: tion i not needed to overen o a
reference, it nsed not be dene untili tie cuse
is recay ror i1ssue or ¢ll the cluing (re allowed,

A-1-15,11(a). Action by the HExaniner

when pupers tre received in wvn uppli-
cution vending before the exuminer (including
those u nlicutions awulting cction ty the ap-
plicunt) such pupers are to be enterced in the
file und ure to bg consider=d by the eximiner
ut the tinme of the next reesuler vction. No
acknowledrenent need be nude at the time of
rocoipt and if, for any reuson, acknoviledee-
ment is found to be necegs:ory it should not
conmt, ug en netion in the ¢ se, “hen the couse
comes up ffor reemlor uction the exeniner should
exenine the o pe g for forel comnlionco with
the requirennts,

In the cuce of ¢ lle tions fil:d by
citizens of countrics vith resoect to »1'leh
racliprocity g not yet icen onnounced, the
unlicont ohonld be Infor ¢ th 1 the nm tter
of" the priebt of selorit: 1o held In ot ovance,

Intil the ciuve 1s recay tor 1.uae or
all the celedms 1lovea {ox porte guarle L35
¢.D. L1 453 0.G. 213), the wxaminer nced not deter-
mine whether wre foretien oo lic tinn 16 gor
the "gsoarne invention g o Liva {or in t1
United O ates windoos ny ototatoey Lo oor
pertinent rofercnc: i foana wbich wouli boe
elininated by the oriority wute. I wpy such




stututory bLur or reference 1s tound, 4 come-
plete uction on the right of priority us to
“«ll *he ~lcims should be given,

I: the application 1s placed in con-
dition for allovunoe having once been glvon
the beneflt of the priority date and all
claims still relute to the "same invention,®
it muy te passed to issue by the exuminer
without aguin referring it to the Supervisory
Examiners for approval.

4 -1-15.11(b). Exeminer's Letter

The next regular 0ffice letter, fol=-
lowing filing of the papers, should include
a statement with reference to the papers un-
der Public law 690 and said statement should
appsar at the beginning of the letter. Where
the pupers do not meet the formal require-
ments the particulcr deficlencies should be
noted, In those ccses where the formal re-
quirements ure satisfied but no ruling is
made on the question of "same invention,®
the following form is suggested:

Recelpt is acknowledged of papers

on_ , 194 , under Sec=

tion I of Public Law 690, These

papers huve been pluced of record
FORM in the file us complying with the
formal requirements of the Act.

Determinetion of whether the claims

herein are for the sume invention

a8 that disclosed in the foreign

application is not made ut this

tinme,

4-1-15.11 (o). Date Refused

In those cases where a ruling on the ’
mautter of prlority is mude and the drte 1is
refused, the roasons should be statod,
wWhere the applicunt is found to e entitled
<o the foréign filine duto, o statenent should
be Incorporated in the letter that the uppli-
cant 18 entitled to the filing date of & pur-
ticular foreign application for wll or certain
gspoacified cluims., A form for such statement
could be as follows:

Applicant having complied '
with the provislons of Sec-

tion 1, Public Law 690, ap-




proved aurust 8, 194b, .
this o o licution i +hiy=-
FORM  sidered entitl o to w pri-
ority dute corrce oniing
to the filinge dote off the
applicution, filoed in
on , U8
to cluins .

The letter when written whould be
subnitted to the Supervisory Exonineors tor
review. If the letter 1o siovroved cnd tho
applicunt 1s ontitled to the bendfits of
the Act, an identifyin~ 1:to1l will be at-
t:ched to the fuce of the rile by the see-
retury to the Supervisory Exaniners who will
ulso miintuin n eurd index of 11 cuceg with
u note ot the retion t:ken,

In those cages where n ruline on the
risht of priority is not nads until the cone
is reudy for 1scsue or 11 tho clulms allowad,
the exainer shonla ot that time stite vhether
or not the un.lic nt i titled to the pri-
ority dute. If the dute 1s reruscd, the rea-
sons for =o hnlding should be stuted. If
eranted., o stutenment such s thet embracad
in the sugrested form sot forth in the
immedicetoly proceding:: rororsrarh shonld hLe
employecd,

4-1-15.11(d). Allowed syplicitionb

If un anplic tion is in issue whon
the pupers cre recclved, the exooiner should,
if the fin:l fo¢ hes not boen podd, Forrow
the ile from “bLe Issue Diviclon oena troot
it In the wime menner as o poncdng vose, writ-
ing o letter and reforeinge 1t to the vuporvig-
ory Lvuminers for upproval us utove. I the
finil .o has been puld the exuniner shouldd,
it trere 1o time, exunine the pupers nromptly
and vwrite a letter in the sume munner. Defer-
ment of the lssuce of the prtent mny he re-
gquested i 1t 1s still voooitble. If the pu-
pers ure recelved tHo L to tuke uny of the
utove netions, they should bo referred to
the Superviscry Exuminors,

A-1=1%.12, Applic: tions on Appoul

If ppers ure riled ofter an appeual
s token, appropriute ucetion vy be tuken by
the examiner if the exunminer's stotement hoag




not been written, und uny rojection vwithe-
drawn or the uppoul forwurded us may be
appropriuvte, If the exandner's stutemont
hus been malled the aoalic tion will be ro-
manded .y the bBoard for conslderaction of
the pupers.

4=-1-15.13, Applicutions In Interforcnce

If the papers are received while un ap-
plication is involved in interference, they are
to be plucced In the apelic:tion file in the same
manner asg amendments received during intorference,
und appropriute uction tuken after the termination
of the interference.

If the pupers are to be relled on for
proof of priority In uny imterference, the
perty must act in the int=rforence in uccord=- ’
ance with interference rules und is subjcot
to whutever rules relating to metlons, noe-
tices, producticn of testimony, etec., may be
applicuble,

4-1-14., Application Oath

When the extended priority dute iy rrant-
ed, certain informalities or vuriutiony in the
customury application outh muy be poernitted. |
The dute ol execution of the onth may become |
imateriul and vuriations us to the ullom tion
of one yeur publlc tion, use, ete., corrogpond-
ing, to the lust parugraph of Section 1 of
Public Law 690 muy be encountered. An outh such
ag follows, ag well us the customury oo th, would 0
ordinurily be uceptutle:

, the atove
petitioner, being duly sworn, de-
poses und says thut he is ¢ cit-
izcn of uand a
resident of , that
he verily btell wves himoself to be
the orfrinal, firct und oole in-
ventor of the improvement in_

deseribed
and cluimed In the cnnexed speci-
fiention; that he doos not know

ORM snd docs not bell ve Bhe b sofd o in-
vention von Sver nnotn oor ygsed
Pefape Yio o invention or Cileovery
hersof, oroot it sy Lerdibed




in oy printed wbilection in

comutry before his invent-

> dliscovery thernof, or

: ’gr to the filing of the un-

Lostion in (sprcify eontry)

'n which the ric-ht of wriori-

v oof the present aopliottinn is

tooledy or in poblic use or on

in the United 3tvtos prior

r flling of sald ar-lication;

.t sald invention hes not boan

ontad In any country foreien

tre United vtites on an annli-

cution fiicd by him or his leeal

soronentetives or asclms ond

et no application “or »nutent on

.12 invention hug been filed by

Lim or his representatives or

cezirng in ony country rorocirm to

tme United 8St:i.tes, except wg follows:

{Liczt uil Torelgn upplicutions :.nd
~ants)

A=1-1% .25, Submission of Cuses
to Supervisory Exa.iiner

ar

soridcutions wherein etion is token on a
request for the benefits of section 1 of Publie

Law 500 s5ovld not be subaitted to the Supar-
visory gainer for review of the nriority pua-

pers unizss and until said benafits ure riven,

If <ve av ilcution is plooced in eondition
for wiiov:nee, hoving once been ~iven thae bene-
it of &=+ oriority dote omd 11 the claims still
relete 4o <he "scme invention®, it nuy he passed
to locue v othe Sxanmdiner vit)ont iocadin reforring
it to the Supervisory ¥xundin:rs for urnroval,

4-1-16, Fee=oxomnt  Governnent, Ovned

These terms, oo ell ag et of 1063 a0 i
aootion” o anoiy to o abientions o vhieh no
foo Lo e opired, seceording to U o provisions of
Bl aet o2 tach 5, 100%, oo onendoed, See, -8




4-2. Cross - Noting

4=2=1. In Specification

When an upoliocution is filed whioh in
the opinion of the Exunminer is a division or,
a Jontinuution of, a continution-inpurt of,
or a substitute for o previously filed un li-
cation, but which contiins no reforince in
the specificution to such »rior wuplioution,
the Exuminer will require uppliocunt te insert
the proper reference to the prior upilicu-
tlon in the snecificition. If, when the ocage
i1s othorwvise in condition for allowunce, this
requirement hus not been complled with, nor
shown to huve teen improperly made, the pro-
per reference to the prior anplication will
be mude by an Exeniner's amendment, and the
applicution pissed to issue forthwith,

4=-2-2, Notation as to Purent Anplicatlon

gg:?ﬁqget a?d in Fili of a DIXIsIonul,

Continuation, Continuation-in-purg,
or SuEstttute AgpIioation
The 1dentifying datu of & narent or prior

application must be ¢iven In the specification
und on the left marcin of the jucket under
"Division of Applioation No.", in the cuse of
a DIVISION, « CONTINUATION, or a SUBSTITUTE
application, 'nd in the spe:ificution only, in
the case of a continuation-in-part, In the
case of u continuatiop-in-port, the lotters

C.P, will be stimpod on the outslde of the
file Juoket st the bottom thoereof,

4=2-3, On Pile Wruopoer When
Foredign nnplication is_Agknorladped

Whore anplleont vceknovliedees a prior
forelen w;piicution, the country where filad
und the dute of f1lins ore noted ot the bottom
of the fuce of the fllc wPupor, Whare there
are two or more such ourlicr foreirn conli-
cutlons, only the cirileut rilad on thoso g
noted, oxcept thut «ll foroeirn w.plicutions
£iled moro than twelve months prior to the
U.Se upolicution must be noted on the fille
WIa Npoer.




A-2-4., Foreien Potoent Gronted
After Dubte of Spocifieation

Aan apnlic:nt will not Yo reaniraed in ony
¢ose to il o ot tent oottt corty the Oty
of ony {oralgn vatent granted Vg, o Lo obleory
with i kKnowloage or congent betwaeon the dite
of exacution of his o ecific i :nd the dr tao
of the peymant off the finnl fee,

A=2-5, In Oath

As will te noted by refercnc: to 4=-1-14,
Ruie 9.1 reguires thet the outh insiude o ligt
ol the foreipn countrics in hiclh wpplications
hove becen fiicd by the voplieont In thils eoune
try. or by his lesml reproscntutives, If no
applic tions for potmmt h ve been £iiot dn any
foreirn country. the outll ghcuia so stute,

4-2-6, In Case of Reissues

Rule 22,9 reires that a notice lLe
pluced in the file of un original potent for
which an upplication for reissue hus been
filed, 7For the form employed for this notice
see Clerk’s Manuul, Sec. 50,

Cluiming Mutter Disclosed
Fut not Claimed in Patent

|
|
A=2+-Te Notice of Filing of Application {
|
|

When, after obtuinine o putent, the not-
entee Tiles un up licotion claiming subject
m.tter dlsclosed btut not el:in-d in hig —utent,
he is reguired to nlice o notice in the file
of the patent, ng soon as tha anciication hag
received o Seoriel Tamb or, to the offoet thot
such an a-vlicction hes osn 110d end to foent-
ify the nordieution in the notice bty fte Sericl
Number and filines cnte,  He 15 olso reguired to
identiry In his oo lleation the potent in which
the cubject me tter nov ol Lmd la claeinged,
(Order 5200)

1-0-0, Deroratory femerks brohilited

Applicent mey refor Lo the o arnl stote
of the ort cnd the S dvenee thoereover moade by
his invetion, tut he {a not erauftted to
make derogatory remirks concerning the invente-
fons of others  or to dagiennto thea by nine
unless Lo sboto thet he decicoes to lmprové on




the discliosure in a prior p . tent or a:nli-

cution of common ownership or thut he mukes

no cluim to the disclosure In a cartuin

apolicuetion, ulso of the sume ownership,. '

4=-2-5e Data of Applicutione Referred to
Must be Brought ub to Dute

Where « copending application i roe
ferred to in the gpecificution, the excmliner
should uscertulin whother sald copending ap-
plicuation huas matured into a patunt and if so,
insert by exuminer's umendment the number and
daute of the patent,.

4-3, Status of Applications ’

A "new"™ apnlication is one that has not
yat received an action by the examiner.

4-3-2. Amended

An Tamended” or "old" application is
one that, having been acted on by the examiner,
has in turn been ucted on by the applicant in
rcsponse to the Exuminer's actlion. The appli-
cant's response may be confined to o« traverse
of the action taken Ly the Examiner or may
include an umendient of ths application.

A=3=4e , Allowed or Issue

An allowed or issue upplicetion 1s one
which, huving been exulned, 1s pasccd for
igsue s u patent on vuyment of the finul fee,
Its stutus as an "allowed" cuse continues from
the dnte of allowance unless it is withdrawn
from issue or the final fee is »uid und it
igsues us a vutent,

The fiiecs of ullowed cuses are kept in
the Issue ud Guzette Dranch, srranged in the
order of dutes of allowuanoce,

4-3=5. Abundoned
one which i3 removed from the O0ffice

ulia
docket of pending cases through formul aban-
donment by the appliocunt (acquiesced in by

An ab.ndoned applicetion is, inter .




the ussignece if there is one) or through
falture of apvlicant to tike wroronriute
action «t some stuge in the history of the
cuse, us by fulling to rd. ond to an Offioe
action within the gvatutory period for ro-
gponse; failure to issue within tho twolve
months® period of forfeiture, or by fallure
to Tile a brief in on wopeul within the time
required. (Rule 32,3) A case muy also become
abundonaed through withdrawal of anpeul to the
Bourd of Appenls more than six months aftor
the final rcjection provided there are no
vllowed claims., and no pronerly responsive
amendmont hag been seusonably filed.

Likewise it may hoecome abundonad through
dismissal of anpa:]l to C.C.P.A. or of sult in
equity. where there wus not filsad prior to
such dismissal or within six months from the
Board*'s decision an smenament putting thoe cose
in e¢onndition for issue or fully resyponsive to
the Bourd's decision,

The Exaaminer hus no authority to aoct
upon ¢n epplicotion in which no response wag
tuken during the statutory or shortened peri-
od. However he nuay reverse his Judgment as to
whether or not zn umendment received during
siich period wags res»onsive und act on o cuse
of such characier which he hag nreviously
held abundoned.

4=3-5-1, Incomplete

An anvlicition loekine some of tho ege
sential ports is tersed an incomplete anoli-
cation. (Sec, 7 1-G and 7-1-12.)

4-3-6.
Forfeited

L forfeited a»plication 1s one which
had the stotus of an nllowed cane for six
aqonthy and on which the finul fee was not
piid. {(Rule 34.6)., Ity leenl ctotus during
the yeor dating fromits Torfeiture mokeg
nossible Lte beines 1oomed on e patent on pe-
tition to the Cowmitsoloner the petition ho-
ing susport.ad by o vorifled stotement nd
aceomp-nied by the find foe and the petition
fee (810).




The six months'! period within which the
finul fee mirht have been rald havine expired,
the Tile 1s returned by the Isgue and Gavelte
Brunch to the examining division. The clork
of the exumining division takes out the druaw-
ing, stumps it "Forfeited, " stumps the file
likewise, mukes the proper entry in the repls-
ter, und forwurds the file und drawing to the
proper section of the Record and Attornoysg?
Room w' ich 1s under the sunervision of the
Librarian. The applieuation is recorded us
forfelted and fii«d 2 wy in the abundonaed
filoes section. If not putented within eight-
een months from the dute of sllowunce, tha
forfelted case is then considered abnndonod
as of the date 1t bhecame forfeited (Rule 34.
6); and such ubundoned upplicution cunnot be
revived uvon petition. In this respect un a=
bandoned upplicution that hus p ssod throurh
the twelve ronths! period of forfeiture dif-
fers in status from an annlication that has
bscome ubundoned under the provisions of Rule
19.1 and thuat cun be revived under the pro=-
visions of Rule 19.3. See also Sec. 3,

Public Law 690,

A=-3-T. Exuminers to Answer "Status Letters®

Simple letters of inquiry regarding the
stutus of unplications will be transnmitted
from the Resister, Correspondence ©nd from the
Muil Brunch to the exanmining divisions for di-
roct uction,

such letters will be stumped "Statug Q
Letters,. ™

In coses of ullowed a'nlicutions, a
memoarandum shonld be pinned to the inquiry
with o statensnt of dite of notice of allow-
anee, ond transmittoed to the Issue Branch
for itg aoproiricnte action. This branch
will notiry the inguirer of the Jdote of the
notlce of wliowunce and the status off the
upplicution with respoct to puyment »f {h.
fianl ree und forfelture. I the corres ond-
ont 15 not entitled to the invorm.tion, in
view of Rule 3,4 of the Rules of Pructice,
he should be so informed,




