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Section 14. (Continu~d)
Appeal Withdrawa on Ciaima Not Allowed
Praminar Cuatained in Whole or in Part
Reopening of Prosacution
Hithdrawanl or Mamiasal of Appnal
Withdrawsl of jpneal
Claims Standing Allowed
Prrtinl Atthdrawnl
Failure o Prosecute Apnpond
Cage Before 'ne Uourt
Appenls to Courts
To Court of ‘uastoms and Patent Appeals
Fariod for Response
Suits under R, 5. 4915
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Comstitution of Boari

rrovides for constizution of the .
Followea, ]

tinsfoner of Tatenta, the “‘Pﬁt ataintant
Commienioner, the Asaiastant Commins s{one i, ard the
Examiners in Chief ahall constituts a %wwrd of Appanla,
whoaes duty Lt b ke on owftten petiftton of the appal -
ient, to review ond determine upon the validity of the
ndveras dectisions of Brsminers upon aveliaoations fap
patonta and for reioogas of Fach apreal shall
be heard by nt leasnt theae ‘ g the loard of Appeals,
the mocbers benring uuch ap ﬁ& to be desienatad by the
jaafoner. .
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14=1-6. aminer's Statement

e

Rule A%2,.%- Examiner's anaver. The
Frimary Rxaminer may, wWithin cuch Cime ag
may ba directed by the Commissioner, fugnish
& written statement in answer to the nppel-
lant's brief including a concime explanation
of the ipvantion claimed and of the refar-
anees and srounds of rejection, aupnlving a
eopy to the nppellent. I the Frimary
Egaminer shall find that the appeal i# not
rarular 1o form or Joes not relnte Lo an
apperlable action, he ahall so state and a
petition from such declislon may be taken to
the ( janioner ag provided in rule %1.1.

The appolliant may ile e reply brief
directed only to sSuch new polnts as mey be
rafoed in the Brzeminer's sanswer, within
twenty days from the dnte of auch answer,

The Bxamincr ehould also ipclude with such atste-
mant thres, anew photontatice aﬁgiw% of the drnwing in the
case, LI there be o a% it atnndg ot the time of nppeal,

4

Of particular importance io the necennity {or ex-
plalning clenvly s pertinence of the reflerencen. The
F%?@?%WWW% § ]  apec]floally ﬁwmli@@ ond where g
V%gﬁﬁﬁﬁW@ sy muny peges of description or several

sheaty of ings and omly o portion of the asme 16 re-
Lied upon, - Hosrd would be considearably heolred if the
. ;MMM% the particular part of the degeription
Line i aprropriaste) or popges nnd in the case
i VW fipure or Figures. Tho heeoo GLhe
meenyd o esse to thoe Bgaminer 1 better

ff? ?)Hé'g" ("Wﬂ

it 1y well ror the Erxaminer to bear in wmind that "a
cuge well w%@tww is half proved”. e ahould reanlize that
vy e ol nge) fact of the rase than Lhe Noard and
s much backe:
np und

swind of Lhe cage an neced-

i

flg sttt contes of refarences nobt clited in the
stoment should be laft in the file.
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Exrminar's atatemant,

This 18 an ap-2nl Trom the Cinanl refection
of Glaime L, 4, 5%, and 7 vhieh are o) tha elnims
in the eage .

(1f they mra sliowed in tW% nrae Lin Paet
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boeen nllowed. Tt ot roductory sontepes would
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1t spreal 12 aloo teken From & reqid Pement Lo
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and the Federal Reporter, respectively, and should such de-
cision have besn published in the C.ficial Gazette and not
then published elsewhare, the court by whom the case was
dacrided mhould be indicated and the .data of the decision
givan,

14-1-G.2. Diacoverv of Rew Ground
of R%jma&imn after Appeal

Jometimes, after appeal, & referonce ia found which
the Exemlioner feels should be included in the ¥xyaminer's
atntemernt . Jince the inclivalon of such a raferenee would
#ive the appellant the option of reovening prosscution, the
Examiner abould secure the permission of the Supervisory
Bxaminer before dolng so. Vhere the newly found reference
applies also to allowed elaims or where the new reference
draootically alters the issues involved in the appeal, the
Gupervisory Exominer mavy recommend thet the appesl be held
in abeyance and the prosecution reoponed,

If the Fxominer's statement includes n new reference
or other prounds of rejfection, the appellant may proceed
with the npreal oy may regueat that the case be returned to
the Brxeminer Cor resumed vrosecution which is the practics
stateé in Bx parte Mevey 1891 C. D. 115; &6 0., G, 805. If
the aprpellant =lects to proceed betore the Exeminer, he
mugt Cile a proper response within the statutory period
dating from the Exeminer's statement. The mers request for
remand 1n not a gsufficient response. The appellant should
reapond to the new ground of rejection,

‘ihere the appellant acts outside the statutory period
to reatore the cagse to active status before the Examiner,
the Exeminer returns the cass to the Board with a report of
this fact., The case retains its cstatus as beling on appeal
provided the request for remand wag made prior to the date
of bhearing and without withdrawing the apreal; see Ex parte
MeIlvaine 164 Ms., 979; Case No. §, 23 J. P, 0, 3, 857,

14-1-6.%, “ithdrawal of Final Relection

The Fxaminer can withdraw the final rejection at any
time prior to the hearing. It i3 possible that alfter read-
ing the brief that Examiner may be convinced that some or
#ll of the finally rejected clalms are allowabls. Where he
is of the opinion that some of the claims are allowable he
ahould 80 sprecify in the Examiner's statement and confine
his arguments to the remtining rejected claima, I1f he finds,
upon reconsideration, that all the rejected clonims are
allowable, or where the arrlicant in his brief withdraws the
arppeal as to gome of the rejected cloims and the Examiner
finds that remaining claima to be asllowable, ho should noti-
v the Administrative Assistant of the Board of this fact




80 that the anpeal may be removed from the records.

14-16.4. Urere Stotement is pot
Found Necosanry

Ap examiner s eratoment nesd not be made in those
cages where 1) spvrell ‘s brief conteing & concise ex-
planation of the jor-rrlon elrnimeaq, (2} the finnl reljec-
tion o deemed oulPve ont tn %u adantionn rained by
the brief are fullv o ernd and (%) the appanl is repular

fomm. IR ouch cascr, the following atatement shonld be
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Where the smendment i8 rerused entry, the Examiner
should write a letter stating the reasons for non-sntry
such as, for exrmple, a. the clnims as amended present
new lssues requiring further consideration or saarch, b,
since the amendment presenta additional claims without
cancelling corresponding finally rejected c¢laims it ia
not conaidered as placing the aprlication in better con-
dition for appeal; ¥x parte Wirt 1905 CD 247, 117 0G &99Q,

The rerusal should never be made to appear to be
arbitrary. The proposed amendment should be given suffi-
clent considernting at leaat to determine whaether {1t obe
viously places any of the claims in condition for allow-
ancse or would simplify the fasues on apneal, .

Applicant cannot as a matter of right add new
claims after a final rejection (Rule 16,2), or reinstate
previoualy eancelled claime, for purpose of appeal.,

14=-1-8.1. Actions Subseauent : ‘

JURISDICTTON OF ROARD

With the mailing of the Exnmminer's statemant on
arpeal, Jurisdiction of the case passes to the Board of
Appesls: and any amendment filed thereafter but prior to
the Jdecision of the Board will be consideraed by the
Bxmminer onlvy in the event the cnse is remanded to him
by the Board.

DIVIDED JURISDICTION

Where appeal 18 taken only from the final rejection ‘l’
of & copled patent cl-im or clnims only, jurisdiction of

the rest of the case remaing with the Examiner, and prose-

cution of the unallowed claims should procesd as though

the entire case was under the furisdiction of the Examiner. .

14=-1-8.2. Hemand by the Doard to
Conalder Amendment

Where an amendment or an nffidavit 1s filed in an
appealed application prior to the Board's decision, the
Board usually remandas the ease to the Fxaminer for such
congideration of the amendment or affidavit as he may ses
fit to glve.

If the proposad smendment g in effect an abandon-
ment of the appeal, as, by canceling the appoaled clnims
nnd addine new ones which the Fxaminer is willing to allow,

or o6 amending the appealaed elaftms ns to render them




pwVWWVWM»w in the oninion of the Examiner, the amendment
e sntepred  the Jd-inltatrative Ans 1ﬁthnt to the Board
ﬂ’é‘ Srrre b o hﬁin?y &y refiad 4 order that the acane may be
atricttsn Ppom the Voari'a dockeat.

e Board mavy olao remand the ¢ngs to tha BExaminer
far rarther seppoh where 1t faele thint the moat pertinent
art has nob beon o e

Hemand 7o Jonaider Affidavits

T BN s AL« -5

- E

E@ w § oy

Hule $2 .60 Afftdavita aftar apponl .

Affidavits or thrhi?z submitsed after the

i bt been anneslad will not he admitted
by the DPonrd without a showine of pood and
i riciant reanona whv ey ware nof earlier
nragsented . and without remanding the casae 40
the Yrimary Exooocer for considerntion;  but
the Board of Ape a2 may, in its discretion,
refuse to remart Yo ense and nroceed with
the agnme withour aamitting the affidavits or
exhibita,

dhen a case 1o renanded to the examiner for the con-
sideration of afftdnvits the examiner, after having given
the wt{iwmviha asuch consideration ags the facts in the case
reqgnire . will return the case to the Board of Appeals with

g report o copy of wteret chould be forwnrded to the ap-
plicant & avtorney,

Peoan atrfidavic undor Rule L8-1 is not accompanied
by the chowine resuired by Rule 32,6, the erxaminer will not
corcyder Lhe meritsa of such ﬂ‘f"f‘:’tdﬂvitn

It however the delny in filinge the arfidavit is

aontisfartorily explained  the examiner will then admit the
ame and consider 1ta wmerits. If this affrfidavit is ac~
cepbad ns overcoming the reference, or references, used in
the final rejection, and a new reference having a filing
date prior to the dnte of invention established in the
affidavit, or having a publiecation date mors than dne vear
nrior to the applicant = filing date, 18 found, it may be
auboti tuted by the axaminer for the one overcome without
theroaby proopenine the cnse 1o further prosecualion before
the ernminer, Bz varte Bowyer, 1939 C.D. 5; 505 0,G, 759,

[ AL Decinton by Board

L]

Rule %QL”[ﬂw Deeeinion by Lhe Board of
rppenls.” "The Toard 6F Appeals, In 1ts deci-
anﬂ may atfir or revarse the decision of
the Primﬁr, Mraminer in whole or In part on
the prounds and on the claims apecified in




14-1-9.

the Examiner's stateme t. The affirmance
of the raejestion of a claim on any of the
grounds aa apecified in his atatement con-
stitutea a sonarel affirmance of the daci-
glon of the ¥rimary Examiner on that claim,
except as to any grounda apecifically re-
versed.

1. Reconmendationg

. Should the de-
eiaston nf th %Oﬂr& uf Appﬁﬂl% fnclude i ax-
plisit statement that a claim may be allowed
in amended form, aprlioant ahell bhave the
right to amend in conformmity with sueh astate-
ment , which ahall be binding on the Primary
Exeminer, in the absenco of new references

or Vrnunﬂﬁ of rejectinn.

However, Lf the exemine: knows of refereonces or

reasons which war@ not before the Lourd, suoh a favorable

race

nendetion {2 ne' binding upon him. Likewime ahould

applicant make wny cuanees in a averably recommended claim,
the seme would tend to destroy the foree of such recommen-

dation.
14&“30

idwﬁml &

Ex parte Young 18 Gour. 24:%1.
Actiona Following Decision by Board

Kew Ground of Hejection

Hule oL o - » « Should the
Board of Appenls M ssuver any grounds not
fnvolved in the appeal for rﬁjaﬁfinp any
claim, it mny include in its decialion 4 re-
jection on such groundsy with its reasonsg for
so holding. The mpp@llant may then have the
case recongidered by the Board of Appenls,
with or without appropriate amendmeni of &he
claims so rejected: the Board may remand the
case to the Primary Exeminer for statement

of his views, or other appropriate action.
Where such r@@w@@ﬁ for reconsiderstion is
made, the Boaurd of Appesls shall il necessary
render & new decision. The appellont may
walve roconstideration by the Board of Appesls
and treat the decigfon, ineludine the added
grounds for relectbion glven by the Donrd of
Appests, an o finel decisfon in the case.

The request for reconsideration by the Board must

of course be filed while the case 1a atill within the
Hoard's jJjurisdiction 1.e,, within sixty cnlender days
from the Doard’'s decliafon. By proceedins in this manner,
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14-2=3. Rehearing and F-congideration

Where there i3 an affirmance of the examiner on any
claim, the soft coplea of the patents used in the original
appeal should be left in the file for at least sixty calen=
dar days following the Board's decision for the convenience
of the Board in the event that the appellant requests re-
consideration.

14-2-4 . Examiner Reveraed

A compiete reverssal of the examiner’s rejaction
brings the cnse up for immediate action by the sxaminer.

The exeminer should never regard such s reversal ae
a challenge to make a new aeaprch Lo uncover other and betw
ter referencen. This i¢ particularly so where the applie-
cation has meanwhile been transferred or assipned to an
examiner other than the one who finally rejected the claims,
The second exeminer should give full faith und credit to
his predevessor's search. f courase, if the sxaminer hae
apecific knowledms of the existence of a particular refer-
ance which obviously meets the terms of any of the appeal-
ed claims as to which the examiner was readvised, he
should sutmit the matter to the Supervisory Examiner to
determine whether the Commissioner should be requsnted to
authorize the reopening prosecution under Rule 32,9 for
the purpoese of enterine the new rejection.

=25, Appeal Withdrawn on Claims
Rot Allowas

Where an appellant withdraws some of the appealed
claims, and the loard reverses the examiner on the remain-
ing sppenled claims, the withdrawal le treated as an
avthorizetion to cancel the withdrawn claimas. It 18 not
neceasary to notify the aprlicant of the cancellntion of
the withdrawn claims,

14=2«6,

If the exnminer was susteined efther in whole or in
part, the next action must be taken by the applicnnt,
sither by way of further appesl or suit in esquity or by
aancelation of the refected c¢laima If there be nn nllowed
elanim in the case. Tt is improper to notify applicant of
the status of bthe case unless nsked to do ao.




14~-2-7. Heopening of Frosecution

Rule 32,9 Deopening afier doacigion,
mges which have besp decided Ly the loapd
af Aprenla will not be reopened Ly tLhe
Primaory Examiner, eaxcept under the provisions
of rule 42.7, without the written authority
of the Commissionar and then only for the
consideratincn ar matters not nlpandy nd judi -
cntad, aulficient cause helne Shown,

Some Limes an amendment 1o Ciled after Lhe Noard's
declialon vhich doega not carry 1o alffect nny recommanda-
tion made by the BHoard and which presents n new or amended
claim or olaime. In view of tha r'act that the prosecution
of the ense is Aefinitely closad, the applicant clearly is
not entitled to have such amendment entered an a matter of
right. However, I the amendment obvioualy plrcas the case
in condition for anllownnos  the Primary Pxaminer should sne
dorge in the amendatory pspar n rﬁﬁmmmwmﬂmiﬁun that the
amendment be admitted, and on vpeovel by the Tupsrvisory
Bxaminor the amendment will bs entered.

here Lthe amendment cannot be enterod the Examiner
ghould write to the applicant aotifvine him that the amende
ment cannot be entered and suating the reason why. The re-
fussl should never be made to appear arbitrary or capri-
elous. A letter guch ms the followine might be uassd:

The &mwm@mwmz Filed --
decinion 18 refused ontyry
i olored
ey =
W o
fogues

after Lhe Doard's
iecte thes progecution
s ic) @hm Examiner is without suthority
Ler the game; See Hule 42,9, ireovntr . the
wima (or claime an amended! raiae new
tegul rioe further congiderntron or search.

14-%. Weehdrawal or Diomisss. of Appest
14-3-1. ﬁl&ﬁﬁfﬁ%&l of npnenl

Fres i ] wm m&ﬁwﬁ“Wﬂﬂ WﬁfhﬂPﬁWﬁ th@
appenl more than nix mwm#wm mﬁtwy the dntr of the final
f@jﬁﬁ@%mm the aprltention o to be conniderod nbandoned
a8 of the date 7wl e By ovpenl won i thdrown unless
there are nllowed cliaims in

Where a lebber ntandonine the npplicnt ton ia

Filed b mocordonce wilh fulee (0.0 the af e
Elage dmte cof ol nment o Lhe date of flling
of nuen better, which 1o th ususl proctice,

I




14=3%=-2. Claims Stané ng Allowed

If the applienti~n contains allowed elaims, an well .
as claims aprealed, the vithdraval of the apnenl doon not

operate as sn abandonment of the application, but (n con-

asidered a withdrawal of the aprealed claims and authority

to the examiner to cancel the same, An amandmont cnnceling

the aprenled claima ia equivalent to a withdrawal of the

appeal .

1A=3=3. Partial “ithdrawal

A withdraval of the apreal as to some only of the
elnime on appeal operates to withdraw those elaims from
the ecase and the appeal continues as to the remalining
claima., The withdrawn claima will be cancelled by the
oxaminer when necegaary without further acstion by the
aprnlicant.

1h=3=4 Fatlure to Frogscute Appeal

If a brief is filed within the time allowed,
failure to appear at the hearing will result only in
the case beinp considered on brief, If no brief is

- filed the apreal stands dismissed and the application

iz considered as abandoned on the date set for the filing
of the brief regardless of whether there are allowed
claims. The letter from the Board of Appenls notifying
the appellant that the appeal stands 2ismissed is not an
getion in the case and does not gstart a new period for
reply.

2=%=5 Case Befnre the Court

“hen the case is before the court either on anneal
or in a civil action under R, 3, 4915, the status of the
anplication in the event of a dismissal must be determined
sceording to the circumstances leading to the dismissal,
In no event will the application be considered nhandoned
as of & date prior to the date of the dismisasnl by reason
of the dismissal alone.,

L4=4 e Appanls to Courts

Piles of cases carried to the Courts, eithor by
nppral to the Court of Customs and FPatent Appenls or by
agult in equity in the District Court for the District of
Columbia, are not opened by the Patent Office to the pub-
1ie,

During the pendency of a suit, while the file ia
reteained in the exnminineg division until the case comes
up for trial, the application ia not under juriadiction




of the examiner; and any amendm-nt, as one copying claims
from a patent for interference purpcses, can be admitted
only under the provisionas of Rule 32.9.

14-4-1. To Court of Cuastoms and Fatent Anpeals

If, from an adverase decinion by tha(Bamrd appeal
{8 taken to the U.d, Court of Customs and Fatent A paals,
the Chief of the Docket Division to whom the nppﬁﬁg
sent obtaina the file from the Primary Examiner and aalacts
those papers which should form the transcript of record,
notifies arrellant of the papers selected, nnd forwards a
list of the referencea to the Manuscript Division,

After the Court has heard and decided Lhe appeal,
a copy of tha decision ia sent to the Patent O0ffice and
one to the appellant. Where the appellant files a peti-
tion for rehearineg, the court's ruling thereon is communi-
cated to the Office and to the appellant by the elerk of
the court.

Finally the clerk of the court forwards to the
Office a certified copy of the court's decinion on the
appealed claims together with a copy to be mojled to the
appellant. This copy 18 a duplicate of the uncertified
eopy Tirst forwarded, unless modified as a result of the
petition for rehearing or, possibly, altered to correct
aome minor error. This certified copy constitutes the
*final order" of the court. But the date of the certifi-
cete itselfl ie not controlling as to the astntutory period
running spaingt the case,

The Docket Division mails to the applicant his copy
of the court s decision, and enters the other copy in the
application file, The Pocket Clerk also mnkes a copy for
publication 1n the Official Gazette.

Te file is then returned to the Primery Examiner,
Purther action, if any, on the part of the examiner is de-
termined by the court's decision. No acuion is taken by
the examiner unless all claims appealed have been allowed,

In the case of an appeal to the Court of Customs
and Patent Appeals, a transcript of the record must be
filed with the Court within the spscified 60-day period
following the decision of the Board of Appeals, The deci-
sion of the Court is published; but unless the application
becomes a patent, the public 18 not given accens to the
application file ltself. Oince a transcript of the appli-
gation becomes a part of the court record, 1t may of course
be inspected by anyone.




Similar practice applies in .he case of an amend-
ment filed after a decision by one of the courts {R.S.
4911 or 4915}, as in the case of such an amendment filed
subsequent to a declsion by the Board of Appeals,

14=-4~-1.1. Period for Responae

In a case appealed to the C.C.P.A., the atatutory
period starte with the date on which the Court renders its
decision, as appearas at the top of the carbon copy certi=-
fied to the Office by the Clerk of the Court at a later
dnte., Howevar, i1 the appellant seasonably petitions for
& rehearing this stays the running of the statutory period,
and a new one begine with the date of decision on the peti-
tion. This date may not appear in the O0ffiee rile but may
be had from the Sollicitor's Office. (Ex parte C. 167 Ms,
552 and 666.,)

14=4=2e Suits Under R..1, 4915

When s suit under R.5, 4915 is filed a Notice there-
of signed by the Solicitor of the Patent Office is placed
in the application file. The file, however, is returned
to the examining division and remains in the custory of
the Examiner until the case comes up for trial, after which
the file is kept in the Solicitor's office pending termis
nation of the suit. The applicant is required to furnish
the Court a certifled copy of the file wrapper and contents
at the time of the trial. If the sult is dismissed before
coming to trial, no disclosure of the application to the
publiec necessarily results from the filing of the suit,
Unlike an appeal to the U,5, Court of Customs and Patent
Appeals, the filine of a sult in equity does not require
the immediate filing of a transeript of the application,
The complaint is open to the public. ’

Files subpoenacd by Court mey be sent to the Court
in care of a Patent Office employe along with a certified
copy, under stipulation that the copy be retained by the .
Gau§t and the oripinal brought back to the Office by said
employe,

14-4=241 5 Period of Response

A decision, whether favorable or unfavornble, fol-
lowing the trisl in a civil action under R.5, 1915 marks
by its date the bepinning of a new statutory period. But
the dismissal of asuch suit efther on motion or for want of
prosecut lon does not date a new statutory period, (Ex
parte M-167 Ms. 786). '



