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~ 802.02 Definition of Restric on .
, '&03 - Restriction—When Prope

-~ 803. 01 Review hy Prim&m anmmer ;

- 8504 Definition of Double Patenting

L &{}401 ~Nullification of Doubk- Patenting Rejw-tmn
$04.02 . Terminal Di iaunu' Avoiding Doable Patent-

Terminal  Disclaimer Not Applicable—Com-

' CCases of Different Imventhe

. Lntmf« :

8404 Submission to Group Dirvcwr
805 Effect of Improper Joinder in Patmt

. -806 .. Determination of Distinctness or mdimendence

. of Claimed Inventions.
ﬁOG.Ol f s 'mnpari* Claimed Subject Matter
806,02 Patentability \ot Lonsidered
806.03  Single Embodiment,

Essential Features
. 806,04 Independent Inventions
806.04(n)  Species—Genus ;
806.04(h) Species May Be Related Inwnnons
80604 (¢
' tion
806.04(a) . Definition of a Generic Claim
806.04(e)  Claims Hestricted to Speci
TSRO () ¥ iy Exelnsive Characreristics
S06.04 (1) = Must Be Patentably  Distinet
: ~From Each Other and From Genus
Generie Claims Rejected When Presented
for First Time After Issne of Species
806.04 (1) Generie Claims in One Patent Only
808,03  Related Inventions
L 806.05(a)

806.04 (1)

bination or Element
0Old Combination—Novel Subcombmation
criteria of Distinetness for Combination,
Subwombination or Element of a Com-
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Apparatas and Product Made—Tiatinet-
Sness
0T Patentability Report Practice Has ng Effect on
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806,05 (D)
806,05 (¢)
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$08.01  Independent Invention
H08.01(a)  Speecies
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Sy Clafms Vinking Distinet Inventions
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+809.03

- 811 Time for making Requirement
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818.01
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Liukmg Claims
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810 Avtmn on Novelty -

810 Ol Not Objectmnnble When
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pled with Re-

81002 Usnally Deferred

£10,03 “Given on Eiected Invention when Requlrement
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811 02 Even After (,ompliance with Preceding Re-

, quirement ‘

811 03 Repetting After Withdrawal-—Proper

811.04 “Proper. Even Though Gmuped Together in

Parent Case =

812 Who should Make the Roquirement

812.01 ° Telephon Restriction I’rnctmc-

813  Citation < ‘ ,

814 Indicate Exactly How App]imt!on Iq 'I‘o Be

ststricted
815 " Make Requirement ¢ 'ompk»te
16 Give Reasons for Holding of Independence or
- Distinetneas

s17.2 Outline. of - Tetter for R(mtri(hnn Rmunrv ment
: : between Distinet Inwntmn\

318 Election and Response

Election Fixed by Art'nn on Claims

81802 Election Other Than Express i
]1R.02(a) By Originally Presented Claims
2818.02(h) “Generic nlaxm‘: only- —‘\'o Election of Spe-
cies
R818.02(c) By Omimml Cancellation of claims
$18.03 Express Election and Traverse
818.08(u)  Response Must Be Complete
818.03(b) -~ Must Elect, Even When Requirnmnnt is
, o Traversed
818.03(¢) ~ Must Traverse to Preserve Right of Poti-
: tion
SI1K.03(d) Traverse of XNon-Allowance of  lLinking
Claims
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820,02 Interference Tssues—-Not an Flection

821 Trogtment of Claims Held to b Drawn to Non
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f the s

’ pend
1e same thing, then.
~in the rule is re-

as isting pra
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rec nire division. :
he term “mdependent’
‘out. means nof d

7 subjects between

~ has been proper, are aependent cub]ecte such,}
a =ubcombm'\-> ,

entitled to
plication,

; . or on fm
ch a rnquirmwnt shan mt Iu,
; zher in thrv P fc-m Oft 't

If the Co

- nrm or mw pﬂtmz!& rmx e}
divigional application is filer
the patent on the other appl
application xs directed solely  to s
seriberd and claimed in the sriginal application as filed,
the € ;mmismoxwr may dispense with signing and exe-
Cention by the inventor. The validity of a patent shall
_not be questioned for failure of the Commissioner to
pqmm the 'l)"ﬁp”(‘a!inn to be restricted to one invention.

Rules 141 through 146, which will be qnoted
nnder pertinent topies, outline Office pr,mtm»
on questions of restriction. :

802.01

Meaning of “Independent”,

“Distinet”

C. 121 quoted in the prwpdmg section
that the Commissioner mny require re-
on if two or more “independent and dis-

tinet” inventions are claimed in one applica-
tion. In Rule 141 the statement. is made that
two or more “independent and distinet inven-
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_indicate any intent to ohango the substantive
Jaw on this stibject,

for example. as combination a
tion thereof: as process and

 the practice of the proces

the process in which the c

~ as process and the product made bv suoh proo-

es8, ote.  If %ctwn 121 tere 1ntendod to direct
the Commissioner never to approve div

~between (]Pppndem inventions, the word “inde-

clearly have been. used ﬂone.
sioner has authority or di
ivide mdcpmulent inventions only,

pendent” would

tion to

“then division would be improper as between

dependent inventions, e.z, such as the ones
used for purpose of illustration above. Such

- was clearly. however. not the intent of Con-

gTess. \othmg,r, ‘the language of the statute
and nothing in the hearings of the committees

On the contrary., 1om~]er
of the term “distinct” with the term “in-
pendent”, indicates lack of such intent. The
law has long been established that depender:
inventions (frequently termed related inven-
tiorg) such as used for illustration nhove may
bee properly divided if they are, in fact “dis-
tinet” inventions, even though dependent,
While in ordinary parlance, two inventions
that are “independent™ (i.e., not dependent}
might also be considered as accurately termed
“di=tinet”, the eonverse is not true. Inventions
that may be “distinet” may be dependent. and
thus the term “independent” could not aceu-

n one 'apphcatlon
ect

qnbje*ctq De- .
mperlv




in o /
as an alternative for “depen
ig to subjects other than

ANl decisions

, f 'Restrictio'n .

~ Restriction, a gene
practice of requiring an election between dis-
tinet or dependent inventions, e.g., election be-
tween combination and subcombination inven-
tions, and the practice relating to an election
between independent inventions, e.g., an election
 of species, e o

803 Restriction—When Proper [R-
20] P .

_Under the statute an application may prop-
erly be required to be restricted to one of two
or more claimed inventions only if they are
independent (sections 806,04-806.04(j)) or dis-
tinet (sections 806.05-806.00(g)).
1f it is demonstrated that two or more claimed
inventions have no digclosed relationship (ie..
“independent”), restriction should be required,
_and it i« not necessary to further show that the
claimed inventions are distinet.  If it is demon-
strated that two or more claimed inventions
have a diselosed relationship (i.e., “dependent™),
then a showing of distinctness is required to
substantinte o restriction requirenent,

ic term, includes that

* single entity, nor do two or more sets of joint

portant from the standpoint of
interest that no requirements be mad

requirement fo

might result in the issuance of two nigng

for the same invention. Therefore

: , 10 -gua
inst this possibility, the Primary Igram
iner must personally review all requirements for

restriction.

| [R—20] -

804 Definition of Double Patenting

fully to determine the meaning " The term “double :pafentihg’t’/kié properly @p.

plicable only to cases involving two or more
applications and/or patents haying the same in-

 ventive entity and where an invention claimed

in one case is the same as, or not patentably
distinct from, an invention already claimed.

_ The term “double patenting” should not be ap-

plied to situations involving commenly owned
cases of different inventive entities.
Sole and joint inventors cannot constitute 8

inventors constitute a single entity if any indi-
vidual is included in either set who is not also
included in the other. Commonly-owned cases
of different inventive entities are to be treated
in the manner set out in section 804.03. :

804.01 Naullification of Double Patent-
ing Rejection [R-20]

35 U.S.C. 121, third sentence, provides that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other.
T'his apparent nullification of double patenting
as n ground of rejection or invalidity in such
rases imposes a heavy burden on the Office to
mard against erroneous requirements for re-
<triction where the claims define essentially the

Rev. 20, Apr. 1960




d;’ md thit the pfohibition ag'amst
double patenting applies to re-

_restriction between the related

_subjects treated in sections 806.01 through
~ 808. ), namely, between combination and
- sub ination thereof, between subcombina-
as usable together, between

tus for its practice, between

uct made by such process and

tus and product made by such
apparatus, ete., 80 long as the claims in each
 case filed as a result of such requirement are
' its separate subject.

-minal Disclaimer Avoiding
Double Patenting Rejection
~ [R-20] o
[ or more cases are filed by a single in-
ventive entity, and if the expiration dates of
“the patents, granted or to be granted, are the
same, either because of a common issue date or
by reason of the filing of one or more terminal
disclaimers, two or more patents may properly
he granted, provided the claims of the different
cases are not drawn to the same invention (In re
Knohl, 155 USPQ 586: In re Griswold, 150
USPQ 804). :

C'laims that differ from each other (aside from
minor differences in langmage, punctuation,
etc,), whether or not the difference is obvious,
are not considered to be drawn to the same inven-

Rev. 20, Apr. 1960

. good cause is shown therefor. A terminal dis-

claimer can have no effect in this situation, since
the basis for refusing more than one patent 1s

35 U.S.C. 102 or 103, and is not connected with

any extension of monopoly. :

Accordingly, the assignee of two or more
cases of diﬁgerent inventive entities, containing
conflicting claims must maintain a line of de-
marcation between them. If such a line is not
maintained and one of the cases is in condition
for allowance, claims covering the conflictin
subject matter should be suggested as provideﬁ
in Rule 203; care being taken to insure that
such claims cover all the conflicting matter.
The assignee should be called on to state which
entity is the prior inventor of that subject mat-
ter and to limit the claims of the other applica-
tion accordingly. If the assignee does not
comply with this requirement and presents the
interfering claims in both cases, an interfer-
ence should be declared. Attention is directed
to Rule 208 if there is a common attorney. If
suggested claims are not precented within the
time allowed, rejection should be made on the
ground of disclaimer as indicated in Rule
203 (b). ' '

if after taking out a patent, a common
assignee presents claims for the first time in a
copending application not patentabl distinct
from the claimg in the patent, the claims of the
applieation should be rejected on the ground
that the assignee, by taking out the patent at
a time when the applieation was not claiming




=emor entit:

r 103 shoul

and the pat
entity, an interferen
 election of the appli
_ first inventor should
a complete (not term
r;_iﬂu‘tmg claims in the

' cepted; ,
lalmer of th co

actwn'contammg a rejection on the ground of
uble patenting of either a parent or a divi-
sional case (where the divisional case was filed
because of a requirement to restrict, including
_requirement to elect spec made by the
ce ) must be submltted tothe up Director

r approval prior to mailing. When the

jection on the ground of double patenting is

disapproved, it shall not be m'nled but other
' 'appropmate actxon shall ‘o@ takan

':805 Eﬂ'ect of Improper Joinder in

Patent [R-16]

vahdxtv of a pafont shall ot be questioned for
failure of the Commissioner to require the ap-
plication to be restricted to one invention.” In
other words, under this starnte. no patent can
be held void for improper joinder of inventions
,c'hlmed therein.

806 ]Dotermmatmn of Distinetness or
':Independence of Claimed Inven-
~ tions [R-20] '

The general principles relating to distinet-
ness or independence are elemantary, and may
be snmmarized as follows:
1. Where inventions are independent (i.e.,
no disclozed rolnhon therebet ween), reqtrwhnn,
to one thereof is ordinarily proper, sections
B06.04-806.04(7), thungh up to 5 species may be
claimed when there is an allowed claim generie
thereto, Rule 141, sections =i, 02-809,02 (¢).

35 T'S(‘ 121, last senterce p]‘OV]de%’ “The"iﬁ'if

120.1

on questlons of double patent-

iction, it is the claimed subject
considered and such claimed

subject matter must be compared in order to
determine the question of distinctness or inde-

pendence
romote uniform practice, every

806 02 Patentablllty Not Considered

For the purpose of a decision on the qﬁeshon .

- of restriction, and for this purpose only the
claims are ordinarily assumed to be in proper

form and patentable over the prior art.

This assumption, of course, is not continued
after the questlon of restriction is settled and
the questlon of patentability of the several

: 'olalms in view of,pnor art is taken up.

806.03 Single Embodiment, Claims
- Defining Same Essential Fea-
tures '

Where the claims of an application define

This is because the claims are but different
definitions of the same disclosed subject mat-
ter, varying in breadth or scope of definition.
Where such claims appear in different appli-
cations optionally filed by the same inventor,
disclosing the same embodnments, cn]y one
application can he allowed ,

806.04 Independent Inventlons [R—

20}

Rule 141, Difficrent inventions in one application.
Two or more independent and distincet inventions may
not be clnimed in one applieation except that more than
one apecieg of an invention, not to exceed five, may be
specifieally elatmed in different claims in-one applica-

Rev. 20, Apr. 1069

the same essential characteristics of a single
disclosed embodiment of an invention, restric-
tion therebetween should never be required.




one only of such ; depandent -
‘or nple: ‘

L pTEr bin tlons,
as capable of together, ha i
’ ~ modesof operation, different functions or differ-
¢ the two or more ent effects are independent. An article of ap-
dent, applicant  parel such as a shoe, and a locomotive bearmg gl

| 'niventxons are in fact :
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greater increase in its holding power.

tc1es ARE TREATED EXTENSIVELY IN THE
‘ OLLOWING SECTIONS

| 80604(a) ’S’p'e’c’,‘i'es—(:k : ’ >enus

‘Th atattit,efla{; down the general rule that
restriction may be required to one of two or

an exception to this, providing that up to five

the other conditions of the rule are met.

806.04(b) Species May Be Related
i Inventions ‘

Species, while usually independent may be
related under the particular disclosure. Where
inventions as disclosed and claimed, are both
(a) species under a claimed genus and (b)
related, then the question of joinder must be

plicable to election of species and the practice

applieable to other types of restrictions. If
“restriction is improper under either practice it
should not be required. .

For example, two different subcombinations
usable with each other may each be a species of
some common generic invention. In ex parte
Healy 1898 (".I). 157: 84 O.(3. 1281, 2 clamp for
a handle bar stem and a specifically different
clamp for a seat post both usable together on
a bicyele were claimed. In his decision, the
commissioner considered both the restriction
practice under election of species and the prac-
tice applicable to restriction hetween combina-
tion and snbeombinations,

Asa further example, species of carbon com-
pounds may e related to each other ax inter-
mediate and final product. This these species

 are not independent and in order to sustain a
restrietion requirement, distinctness must he
shown. Distinetness is proven if it can be shown
that the intermediate product is nseful other
than to make the final product. Otherwise, the
diselosed  relutionship would prechide their
being issned in separate patents,

806.04(d)

more independent inventions. Rule 141 makes

species may be claimed in one application if

determined by both the restriction practice ap-

Th ) frequently presented where
o different combinations are disclosed, hav-
subcombination common ach. It i
1y puzzling to determine whether a
readable on two different combinations

' 31’;'-{4, 0.G. 1183, where it w
bination was not gen
ent combinations in which it was used.
exemplify, a claim that defines only the
subcombination, e.g., the mechanical structure
of a joint, is not a generic or genus claim to
two forms of a combination, e.g., two different
forms of a doughnut cooker each of which
utilize the same form of joint. e

Déﬁ_nition- of a ”Generi’c
Claim :

In an application presenting three species
iHustrated, for example, in Figures 1, 2 and 3

~ respectively, a generic claim should read on
each of these views; but the fact that a claim
does so read is not conclusive that it is generic.

It may define only an element or subcombina-
tion common to the several species.

It is not possible to define a generic claim
with that precision existing in the case of a
geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-
tion covered in each of the species.

For the purpose of obtaining claims to more
than one species in the same case, the generic
elaim cannot include limitations not present in
each of the added species claims. Otherwise
stated, the claims to the species which can be
included in a case in addition to a single spe-
cies must contain all the limitations of the
generic claim.

Once a claim that is determined to be generic
is allowed, the claims restricted to species in
addition fo one but not to exceed four addi-
tional species, provided they comply with the
requirements, will ordinarily be obviously al-
lowable in view of the allowance of the generie
claim, since the additional species will depend
thereon or otherwise include all of the limita-
tions thereof.

When all or some of the claims dirvected to
one of the species in addition to the first do
not include all the limitations of the generic
~laim, then that species cannot be claimed in
the same case with the other species, see
809.02(c) (2).

Rev, 18, Oct, 196K




The fact that a genus for two ¢
ments is capable of being concei
fined, does not affect the independ
i \ the case under cc
losure of any co
unction or effect.

Claims Restricted to Spe-
by Mutually Exclusive

, Cliaraéterisﬁcs

ims to be restricted to different species

must be mutually exclusive. The general test
as to when claims are restricted respectively to
different species is the fact that one claim re-
eites limitations which under the dirclosure are
 found in a first species bu
while a second claim rec
elosed only for the second « s and not the
first. This is frequently expressed by saying
that elaims to be restricted to different species.
must recite the mutually exclusive characteris-
tics of such species. w 1
806.04(h) Species Must Be Patentably
. Distinct From Each Other
and From Genus |
Where an applicant files a divisional appli-
cation claiming a species previously claimed
in the parent case, pursuant to and consonant

limitations dis-

with a requirement to restrict, there should be

no determination of whether or not the species

claimed in the divisional :‘zpplir":xtion“is pat-

entable over the species retained in the parent
In an application containing claims directed
to more than five species. the Exunsiner should
not require restrietion to five species nnless he
is satisfied that he would be prepared to allow
claims to each of the claimed species over the
parent case, if presented in a divisionpal appli-
cation filed according to the requirement.  Re-
striction should not be required if the species

Rev, 1s, Oct, 1968

~these, t ‘

species or between the species and genus is not
rigorously investigated, since they v
~ the same patent. However, the practice stated

~determine the

ot in a second,

I
app L
~aminer: shduld

ies consid-

in the same application species not
five, as provided by Rule 141. As to
atentable distinction between the

11l ‘issue in

706.03(k) may be followed if the claims

~ differ from the allowed genus only by subject

to be old by citation

licant optionally files

application for a different species, or

for a species disclosed but not claimed in a par-

ent case a< filed and first acted upon by the Ex-

aminer, there should be close investigation to

presence or absence of patentable
difference. See804.01 and 804.02.

806.04(i) Generic Claims Rejected

~ When Presented for First
- Time After Issue of Species
[R-18]

~ Where an applicant has separate applica-

tions for plural species, but presents no generic

claim until after the issue of a patent for one
of the species, the generic claims cannot be al-
lowed, even though the applications were
copending. ,

806.01(j) Generic Claims in One Pa?
ent only [R-18]

Generic claims covering two or more species
which are separately claimed in two or more
patents to the same inventor issued on copend-
ing applieations must o1l be present in a single
one of the patents. If present in two or more
patents, the generie claims in the later patents

_are void. Thus generic claims in an applica-
~tion should be rejected on the ground of dou-

ble patenting in view of the generic claims of
the patent.

806.05 Related Inventions [R-18]
Where two or more related inventions are
heing elaimer, the principal question to be de-
termined in connection with a requirement to
restrict, or a rejection on the ground of double
patenting is whether or not the inventions as
claimed are distinet. I they are not distinet,

e over each other, with
s between those

llowed, applicant




ant oi combmatmn, the
er mnst ‘demonstrate ppropriate
o ;;ena for s

ach distinct subject has at-, o
txon in the art as separatesub o
a separate

‘ hen they

apprr)prtate e\planatxon each sul
1 be shown to have formed a separate subject
inventive effort when an explanation in-
recognition of separate effort by

1 to que,

 striction or to q estions of double pafenfmfr inventors,
~Relative to questions of restriction where ©(3) A different field of search: :

combination is alleged, the claim thereto m: Where it is necessary to search for ane of the

umed to be allowable as pointed ou distinet subjects in pl.wes where no pertinent art

806.02, in the absence of a holding by the Ex-  to the other subject exists, a differenr feld of

i ; - When a clai search is shown, even though the two are classi-

1t a«‘- already been foun fied tooothm The indicated different field of

v the Oﬂice to be for 'combmahon and nm' ~search must in fact be pertinent to the type of

b: aggregatxon and t - subjeet matter covered by the claims.

basis. ‘

806.05(e) Process and Apparams for
‘ Its Practice~—Distinctness

[R-18]

P'"”r’” "'i"‘ﬁ""'f on , ent 8 : ! Process and apparatus for its practice can
grouped as a "‘01””‘““ ention, ~ be shown to be distinet inventions, if either or
Combination elair 2k l)- hoth of the following can be shown: (1) that
tice may have serve s a basis for J‘““ml-’ - the process as claimed can be practiced by an-
claimed” inventions ary t considered to I jer materially different apparatus or hy
lml\mg e¢laims.  Likewise rejoinder of re hand, or (2) thar the apparatus as claimed can
stricted inventions, should any  eombination be used to practice another and materially dif-
claim be allowed, will not be perlmttpd ferent process. L .

806.05(b) Ol Combmatum-—-Novel 806.05(f) Process and Product
‘ Subcombination [R-181 ‘ Made—Dlstmctness [R-

Restriction is ordinarily not proper het\'.'f;e}z 18] :
o T i waatontadie e (e onbeonslrines A process and a produet made by the process
e can be shown to be distinet inventions if either

Ction (BY in which the examiner holds the
novelty, if any, to reside, ex parte Donnell 1925 9F both of the following can, be shown: (1)
; that the process 25 claimed 13 not an obvious

5. 508, (See
C.D. 54,315 0.G. 3085, (See 82001.) process of making the product and the process

- .. . . ' as claimed can be used to make other aned dif-
806.05(c) Criteria of Distinetness for g, products, or (2) that the product s

C{)mbination, Subeombina-  luimed can be made by another and materially
tion or Element of a Com-  different process,
ination—Related  Inven-

tions [R-18] 806.05(g) Apparatus and Product
L . Made—Distinctness R--
To suppert a requirement to restrict hotween 18] [
the cliimed inventions of two or more combina- .
tions: of two or more subeombinations; of twe The eriterin are the same as in 806.05(f) sub-

or more elements of a combination; of a  stituting apparatus for process.

bard
O
[y

Rev. 18, Oct. 196%



 Patentability report

effect upon, and dres nof _

the practice of restriction.
merely to facilitate the handlir
. which restriction can not pro

o

or Insisting Upon Re-

stinguished from
melusion) why the in-
either independent or
sons for insisting upon.

d ar
1e reason

. 808.01 Independent Inventions

Where the inventions claimed are independ-

: hev are 1 onnected in. de-

fect under the diselosure of

lication under consideration

wn for this con-

arnx for insisting

situarion. except for

lowingz section) is but
v persons will file an
res of independ-

wupon restricton. [This
species (treated in ‘rhe fol

808.01(a) Species [R-18]

Where there is no disclosure of relationship
between =pecies (see 806.04 (b} ). they are inde-
pendent inventions and election of one is man-
“datory even though applicanr disagrees with
the Examiner. Where the FExaminer decides
that there is a patentable distinction between
the species as claimed, see 806.04¢h). Thus
the reazons for insisting upon elestion of one
species, are the facts relied upon for the con-
KP n that there are claims restricted respec-
1y to two or more different species that are
diselosed in the application, and it is not nec-
eszary to show a separate statns in the art or
geparate claszification.

A single disclosed species mnst be elected ns
a prerequisite to applving the provicions of
‘Rule 141 to four additional speciez if a generic
claim is allowed.

Even though the examiner rejects the generic
elaims, and even though the applicant eancels
the same and thus adiits thar the genus is un-
patentable, where there is a relationship dis-
cloged hetween species such disclosed relation

Rev. 18, Oct. 196k 124

_ to a search on the merits (1) in all application:
__containing both s
AMarkush claims.

_are present and a generic claim recites such a

_ present.,

ies should not be required if
the sp laimed are considered clearly un-
_patentable over each other. In making a re-
quirement for restriction in an application
laiming plural species, the Examiner should
roup together species considered clearly un-
patentabl r each other, with the statement
that restriction as between those species is not.
~_Election of s

cies should be réqulféd prior

containing claims to a plurality of species with
no greneric claims. and (2) in all applications
pecies ‘claims and generic or

~In all applications in which no species elaim=

multiplicity of species that an unduly extensive
and burdensome search is required, a require-
-ment for an election of species should be made
prior to a search of the generic claim.

~In all cases where a generic claim is found
allowable, the application should be treated as
indicated in sections 209.02(b), (¢) or (e). If
an election is made pursuant to a telephone re-

- quirement, the next action should inclnde a full
~and complete action on the elected species as

‘well as on any generic claim that may be

808.02 Related Inventions [R-18]

Where, as disclosed in the a{)p]ication. the |
several inventions claimed are related, and such o
related inventions are not patentably distiner J

as claimed, restriction is never proper (806.05).
If applicant optionall
ing may be held.

Where the related inventions as claimed in-
volve different statutory classes (e.g., process
and apparatns for its practice, process and
produect made, or apparatus and product made)
and are shown to be distinet under the criteria
of sections 806.05(e~g), the Examiner, in order
to establish reasons for insisting upon restrie-
tion (see 805(2)), must show by appropriate
explanation one of the following additional
eriteria for distinctness: :

(1) Separate classification thereof:

This <hows that each distinet subjeet has at-
tained pecognition in the art as a separate sub-
jeet for inventive effort, and also a separate
field of search. ‘

(2) A separate status in the art when they i

are elassifiable together: .

v restricts, double patent-




a recognition of " pax'a

fort by inventors.

(3) A dxtfemnt ﬁeld of %amh .

~_ Where it is necessary to search for ol e
_distinct subjects in places wheredx_lo pertinen

art to the other subject exists, a different
of search is shown, even though the two are
classified together. The mdm different
field of cearoh nmst

no nlmr ind

cation and

dividing among T

particularly true in the mamlfactumng art

~ where manufacturing processes and the result-
__ant produect are classified together, e.g. C
_ Compounds Class 260‘ der these circum-
~stances, applicant may optionally restrict to

- one of plural distinet inventions since double

_patenting will not be held, and restriction will
not be required.

Where the related 1nvom1rms inv olve com-
binations, subcombinations, elements of a com-
bination, combination and subcombination, or
combination and elements of a wmbination‘, the
reasons for insisting upon rest rlctmn there-
hetween (see 808(2)) are implicit in the show-
ing of distinctness under the criteria of section
806.05(c).

809 Claims Linking Distinet Inven-
tions [R—18] '

Where upon examination Of an npphcatmn
containing elaims to distinet inventions linking
claims ave found, restriction should neverthe-
less be required. See 809.03 for definition of
linking claims.
It should be noted that a vlmm drawn to an
aggregation or combination does not link claims
to two or more element= thereof, or to two or
more_suheombinations, see seetion 806,05 ( aj.
A letter inclnding only a restriction require-
ment or a telephoned reqmromonf to restrict
(the latter being encouraged) will be effected.
specifyving which elaims are considered linking.
See 812,01 for telephone practice in restrietion
requirements,

No art will be indieated for this I\'pn of link-
ing elaim and no rejection of these claims made,

A 30-day shortened statutory period will he
set for response to n written requirement,  Snels

12

o)

action ﬁnal pr gram.
1 nse to a e?mren*ent,
cordmg to this sectlon need on
er electior

) action on the
h action will be con-
and the next
action by the omnnnm‘
When preparing a final action ,
where apphcant»has tra ersed the reotrlctlon

In -t‘1tmg are
ouldbenoc
: assification or utility.
hould be identified by a grouping of
the c]alm%'wuth a short de‘scmptlon of the total
extent of the invention claimed in each group,
cifying the type or rehtlmlshlp of each group
s by stating the group is drawn to process, or
o subeombination, or to product, ete., and
should indicate the classification or. separate
status of each group. as for example, by class
and subelass, :
The linking claims must be e\:ammed with
the invention elected, and should any linking
claim be allowed, rejoinder of the dmded in-
ventions m ust be permitted,

tion of paterts to %how separate

809.02 Generic Claim LinkingﬁSpecies

Under Rule 141, an allowed generic claim
may link up to five disclosed species embraced
thereby.

The practice is stated in Rule 146:

. .Rule 146, Election of apecies, ‘In the first action on
an applieation rontaining a generic claim and claims
restricted separately to each of more than one species
embraced thereby, the examiner, if of the opinion after
a romplete search on the generie claims that no generic
claim presented is allowable, shall require the appli-
cant in his response to that action to elect that species
of his invention to which his clafms shall be restricted
if no generie elaim i finalliy held allowable. However,
if =uch application contains claims directed *> more
than five species, the examiner may require restriction
Af the elaima to not more than five epecies before taking
any further action in the case,

The last sentence of Rule 146, that the Ex-
aminer may require restriction of the claims
so that not more than five species are separately
claimed, is permissive. Tt may he used in ag-
gravated ecases of a mu‘nphmfv of species,
W nhm:r aeting on generie <]'umc;, to narrow
the issiues down to five species. But zee
06,04 (h).

1968
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2a of examples
and TIT, y he absence of

distinet figures or exam 0

species, the mechanical

r rial, or other distin

n be required to
es, and advised as

elect a single disclo
to the requisites of a complete response and his
rightsunderRule141. =
For generic claims, a search shou
made and art should not be cited. @~
A 30-day shortened statutory period will be
set, for response when a written requirement is
_made without an action on the merits. Such
_action will not be an “action on the merits™ for
rpose of the second action final program.
To be complete, a response to a requirement
made according to this section need only include

~ a proper election.

o In those applications wherein a requirement

for restriction is accompanied by an action on

all elaims, such action will be considered to be

an action on the merits and the next action

should be made final.

- The following form paragraphs are sug-
gested :
~HGeneric claims . . . (identify) are present
m this application.  Applicant is required to
elect a gingle disclosed species to which his
elaims shall be restricted if no generie elaim is
finally held allowable.” ‘

“Applicant iz advised that his response must

include, an identification of the disclosed species
that he elects consonant with the requirement.
and a listing of all claims readable thereon.
An argument that a generie claim is allowable,
or that all elaims are generic or amended to be

Rev, 18, Oct, 196%

i elected species. - o

‘ 10 E
as the species

~paragraphs in part (3) of this section except

r ~of
species in addi- -
ided all
writ-

T he. eiec’tion, :ippli-, 5

vhich are readable on the

 How EXPRESSED

The following text is ordinaril
election of species:

ant is required (1) to ele
disclosed species even though this requirem
he traversed and (2) to list all clnims readable
thereon, including any claims subsequently
added.
Examining Procedure.”

This may be used instead of the three qubtied ;

where applicant is prosecuting his own case or

- there are other reasons for believing that the
short form would not be understood.

Tt is necessary to (1) identify generic claims
or state that none are present, and (2) toclearly
identify each species mvolved. '

809.02(bh) Election Required—Ge-

neric Claim Allowable

[R-18] e
When a claim generic to two or more claimed
species is found to be allowable on the first or
any subsequent action on the merits end election
of a single species has not been made, applicant
shounld be informed that the claim is allowable
and generic, and a requirement should be made

that applicant elect a single species embraced by

the allowed genus vless the species claims are
all in the form required by Rule 141 and no more
than five species are claimed. Substantially
the following should be stated:

“Applicant is advised that his response to be
complete must inchide an identification of the
singﬁz, disclosed  species within the allowed
genus that he elects and a listing of all claims
readable thereupon. Applicant is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected spe-
cies, which species he must identify and list
all elaims restricted to each, provided all the
claims to each additional species are written
in dependent form or otherwise include all the
limitations of an allowed generic claim as pro-
vided by Rule 141.”

126
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0 two or

s, so that o re-

plication to one

in the same case

1y called “link-

ims) i ; ‘therefrom and thus

g together the nventions otherwise

sible. Tt should be noted that a claimdrawn

to an aggregation or combina ion does not link

! : : ; ~the claims of two or more ele thereof, or

' gengric claim as r(:q“ired by Ru ' of two or more b(’f()llﬂ)iﬂﬂti?}l %;806.05 (-a) .

the case is otherwise ready for an addi- The most common types of linking claims

tional paragraph worded somewhat as follows ~ which, if allowed, act to prev estriction be-

should be added to the holding: “Ihis applica-  tween 'n)\'enhonstha.t can ot}  be shown to

tion is in condition for allowance except for the  bedivisible,are: . .

presence of such claims. Applicant is given one Genus claims linking species claims.

! onth from the date of this letter to amend the Claims to a product defined by process of

claims in conformance to Rule 141 or  othe making the same linking proper product claims
action (Rule 144).  Failure to t ke action dur-  and process claims. S .

ing this period will be treated as orization A claim to the necessary process of makinga

" to cancel claims to the nonelected s product linking proper process and product
 Examiner’s Amendment and pass the claims. e
issue. The prosecution of this c A claim to “means” for practicing a process
ation of the abov tter.””  linking proper apparatus and process claims.

except for considerat , OPET ' an PEESS A
" "(laims directed to species not embraced by Where linking claims exist, « Jetter including

an allowed generic claim should be treated as @ restriction requirement only or a telephoned
follows: Claims ' ___ are for species not

5 requirement to restrict (the latter being encour-
embraced by allowed generic claims _ .- aged) will he effected, s.pecifying' which claims

 as required by Rule 141 and are withdrawn are considered tobe linking. =~
from further consideration in this case, Rule o '

' . ' 809.04 Retention Claims to Non-
o . N g . Claims TR Elected Invention
809.02(d) ’]801 Speetes  Liaimes ( Where the rm‘nirement is predieated upon

. : the non-allowability of generic or other type

of linking claims, applicant is entitled to retam
in the case elaims to the non-elected invention

Where only generie elaims are presented no
restriction can be required except in thoce cases the cas
~ or inveniions,

where the generic_claims recite suelr a multi- TIL S Lo : : :
Ticity of species that an unduly extensive anl If n linking claim is allow ed, the Examiner
burdensome search is necessary, See wotion  must thereafter examine species not to exceed

%08.01(x). If after an action on only generic five if the Jinking elaim is generic thereto, or
elaims with no rvestrietion requirement, appli- he must examine the claims to the nonelected

197 | r U Rev, 1R, 00, 19068
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the non- allowablh
plicant may petition fr
144 Wlthout

der Rul

A]though an actwn on nove
xty is not necessary f
objectionable, ex parte Lantzk
156 O.G. 257.

However, excep

,910 C.D. "100

is gwen on novelty, it ‘must 'be gwen 'on all ,

clazm.s

'Usuallv Def erred o

‘The office policy is to defer action on nove]ty, .
and patentability until after the reqmrement s
 complied with, withdrawn or made final.
Ex parte Pickles, 1904 C.D. 126; 109 OG

1888
Ex parte Snyder, 1904 C.D. 242: 110 O.G.

2636

Ex parte Weston. 1911 C'D 218 173 0.G.
28

810.03' "Given on Elected Invention
When Requirement Is Made
Final

Rule 143 last sentence states: “If the require-

ment is repeated and made final, the Examiner
will at the same time act on the claims to the
elected invention.” Thus, action is ordinarily
given on the elected invention in the action
making the requirement final,

811 Time for Making Requirement

Rule 142(a), 2nd sentence: “If the distinct-
ness and independence of the inventions be
clear, such reqnirement (i.e. election of the in-
vention to he claimed as required by 1st sen-
tence) will he made before any action npon the
merits; however, it may be made at any time

Rev, 18, Oct. 1%k

to a requirement, it is not

n.mke a proper req 'rement s

e in the prosecution, in the

that restmctxon is

cution up to final -~

, sec reqi' rement may be made
ecomes  proper, even though there w

orior requirement with which applicant. com-
]led) (Ex parte Benke, 1904 C.D. 63; 108 O G

1588

- 811.03 | Repeatmg After Wlthdrawal—-
. : Peo

pel‘ .

u'ement to restrict is made and

’Where a

; req
withdrawn, because i improper, when it becomes

proper at a later stage in the prosecut)on, re-

_striction may again be req\ured

8 .04 Proper Even Though Grouped
. Togetber in Parent Case

Even theugh inv entions are grouped together

__in' a requirement in a parent case, restriction

thereamong may be required in the divisional
case if proper.

812 Who Should Make the Require-

ment

The requirement should be made by an exam-
iner who would examine at least one of the
inventions.

An examiner ordinarily should not require
restriction in an application none of the
claimed subject matter of which is classifinble
in his group. Such an application should be
transferred to a group to which at least some
of the subject matter belongs.

812.01

Telephone Restriction Practice

[R-18]

Hf an examiner determines that a reqnirement
for restriction should bhe made in an applicn-
tion, he should formulate a drafi of such re-
strietion requirement including an indication of
those elaims considered to he linking and
generie,  No search or rejection of the linking
claims should be made,  ‘Thereupon, he should
telephone the attorney of record and ask if he
will make an oral election, with or without




a formal restriction requirement
date of the election, th 1ey’s name, a
complete record of the telephone interview, fo

lowed by a complete action on the elected claims

1mc]udmg linking or generic claims if present.
If on examination the examiner

, lowable and no traverse
 was made, the letter shoulg
37 (Examiner’s \Amendm
clude cancellation of the non-elected claims, a
statement that the prosecution is closed and that
a notice of allowance will be sent in due course.
Correction of formal matters in the above-noted
situation which cannot be handled by a tele-
phone call and thus rel%mres action by rhe ap-
plicant should be handled under the Ez parte
Quayle practice, using POL-326: these would
u.sudlly » drawing corrections or the hiv.e re-
quiring payment of charges.

ds the

t) and should ini

Should the elected claims be found al]ov& able,

in the first action, and an oral traverse was
noted, the examiner should include in his action
a statement under Section 521.01, MPEP,
making the restriction final and giving appli-
cant. one month to either cancel the non-elected
claims or take other appropriate action (Rule
144). Failure to take action will be treated as
an authorization to cancel the non-elected
claims by an Examiner’s Amendment and pass
the case “to issue. I’rosecutmn of this appxzca-
tion is otherwise closed,
In either situation ( traverse or no tr'we-ﬁe),
caution should be exercised to determine if any
of the allowed claims are linking or generir: be-
fore cancelling the non-elected claims,

in different_groups the requirement for restric-
tion should be made only afrer eonsultarion
with and approval by all groups involved, 1f
an oral eleetion wonld eanse the application to
b examined in another grous, the initiating
aroup should transfer the application with a
sigmed memorandum of the yestrietion require-
ment and a record of the interview. The re-
ceiving group will ineorporate the substance of
this memorandun: in its official letter as indi-
cated above. Differences as to restriction
should be settled by the existing chain of com-

422 9B () - BB - 4

~should be restricted.

Where the respective inventions are located

129

A. Species.

Examiner

ave the pric
'arv Examl er

to show sep-
ite status, sepamte claesxﬁcatnon, diflerent
,‘u ches, or separate utxlltv See 809.

814 Indicate Exactly How Appl.canon'

Is T'o Be Restricted

The mode of 1nduatmg how to
require restriction between specxes is set forth,
in Section 809.02(a).

As pointed out in ex parte L)ungstrom 1905
C.D. 541: 119 O.G. 2335, the particular limi-
tations in the claims and the reasons why such
limitations are considered to restrict the claims
to a particular disclosed species should be men-
tioned if necessary to make the reqmrement
clear.

B. Inventrons other than spemes. It is nec-
eesarv to read all of the claims in order to de-
termine what the claims cover. When doing
this, the claims directed to each separate sub-
ject should be noted along with a statement of
the subject matter to which they are drawn.

This is the best way to most clearly and pre-
cisely indicate to applicant how the a plication
It consists in i ennfvmp;

each separate subject amongst which restriction
is required. and grouping each v]alm wlth its
subject.

While every claim should be accounted for,
the omission to group a claim, or placing a
claim in the wrong group will not affect the
propriety of a final requirement w here the re-
quirement is otherwise proper and the correct
disposition of the omitted or erroneously
grouped claim is clear,

C. Linking claims, The generw or other
linking claims should not be associated with
any one of the linked inventions since snch
elaims must be examined \nlh any one of the
linked inventions that may be elected, This
fact <hould be clearly stated. '

815

Make Requirement Complete
[R-18]

When making a requirement every effort
should be made to have the requirement com-
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the qame, he shou
_esaminer Qf the other :

The parhcular reasons.
Examiner for his }w}dm
as claimed are either in
should be concisely stated.
of. eonclu:mn is madw nate.

The sepamte inventions should be ldentlﬁed
hy a grouping of the claims with a short descrip-

tmn of the total extent of the invention claimed
he type or relation-

in_each group, specifyin,
ship of each group as by stating the group is

drawn to 4 process, or to subcombination,orto
hould indicate the clasmﬁcmf

‘product, etc., and s
tion or separate status of each
' xamp]e, by class and mbclass

" ;;817 Outline of Letter for Restriction
' Requlrement between Distinct In-
ventions [R-18] ;

The statement in 809.02 through 809. 02( d)
is_adequate indication of the form of letter
when election of species is required.
No ouﬂme of a letter iz given for other types
of independent inventions since they rarely
oceur.,

The following cutline of a letter for a require-
ment to restrict i3 intended to cover every type
of original restriction requirement between
related inventions mo]ufimg those huvmg link-
ing claims. ,

up,
ee 80!’)

( )UTLINF o¥ LETTER

. Statement of the requirement
- Identify each group by Roman numeml

List elaims in each group ,

Check aceuracy of numbering
Look for same claims in two groups
Yook for omitted claims

Give short deseription of total exient of

the subiect matter claimed in eanh
group

Point out critical claims of dlﬂ'erent

scope )

Identify whether combination, subeom-
bination, process. apparatus or prod-
uct,

Classify each group

Rev, 18, Oct, 1968
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C. Mlegthn of dis
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Point out faet:
Treat the
~merely state your conclus
ventmns in fac are dlshnct,

" 'F ch"are sepamtelv ‘classified, have at-
‘tained a separate status in the a
involve different fields of search

s (2) Fon1b1natmn-—-—@ubcomblnutmn orEle-

ment ‘
. The same as ( l) above
(3) Combination—Combination
The same as (1) above
(1) Process—Apparatus
Process can be carried out by hand or
by other apparatus
Demonstrate by Examiner’s sugges-
tion o
OR ' ;
Demonstrate apparatus can be used in
other process (rare).
(5) . Process and/or appar atu%——Produﬂt
Demonstrate claimed product can be
made by other process (or appara-:
tus)
By Examiner’s suggestion
OR

Process (or apparatus) can produce
other product (rare)

D. Allegation of reasons for insisting upon re-
striction—For combination, subcombination,
and elements of a combination the reasons are
implicit in the determination of distinctness,
see 506.05(c)

Separate classification

Separate status in the art

Different fields of search

E. Summary statement

Summarize (1) distinetness and (2) rea-
sons for insisting upon rostnct)on, if
applicable.’

Include paragraph advising as S to response
required.

Indicate effect of allowances of linking
claims, if any present,




T e , . atement of the reasons upon whlch the appli-
. Eatract from Rule 14 : cant rehes for his conclusmn that the require-
: "pendent and distinct ¢ . ment is ]n emr. g .
application, the E " ®  To be complete, a res »onse to a requirement
which merely specifies. tﬁle linking claims need
- only include a proper election.
re a rejection or objection is included
: riction requirement, app !
88 ar ; sides making a proper election must
. ?‘:'in‘;]:a(:';l - it ° 227 tinetly and speeifically point out the
time before final action in the case, at the discrenon/ ~ferrorsinl the examiner's re]e(‘hon orf’ objec
See Rule 111 .
of the Examiner. .

Election is the decwnatmn of the partlcular
one of two or more dlsclosed inventions that
will be prosecuted in the application. :
A response is the reply to each point raised
by the examiner’s action, and may include a
traverse or comphance

~ 818 01 Election Fixed by Action on
Claims -

Election becomes fixed when the claims in a‘n, /
application have received an action on their
merits by the Office.
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netey and. spect
errore in the examiner’s action; the applicant
a must respond to every ground of objection and
resented. m3 to & rejection of the prior office actio :
that acted upon should ' __the applicant’s  actio ' appear
~ ~ Lroughout to be a bona fide attempt to ad-
.ance the case to final action. The mere alle-
gation that the examiner has erred will not
be received as a proper reason for such re-
‘examination or reconsideration.”

ol Under this rule, tl :
ims are first presented

he applicant is réq’uired to
; ifically point out th

ABn: al, sent ; reasons on which he
pplication In which no is ‘conclusion a requirement to re-

, 1 0 ngle invention has been made. ‘isin error. A mere broad allegation that
and applicant late ts species claims to  the requirement is in error does not comply
e than one s i invention he must  with the requirement of Rule 111. Thus the
I f a sing required provisional election (See 818.03(b))
1 el , becomes an election without traverse. ,
» elaims of the e ’

burdensome search type i 818.03(b) Must Elect, Even When -

w). '

| Requirement Is Traversed
o e . [R-18] | o
818.02(c) By Op ional Cancellation ‘As noted in the second sentence of Rule 143,
 of Claims a provisional election must be made even
" Where applicant is claiming two or more though the requirement is traversed.
_inventions (which may be species or various All requirements should have as a conclud-

types of related invenfions) and as a result of  ing paragraph a senfence stating in substance:
action on the claims he cancels the elaims to “Applicant is advised that his response to be
_ one or more of such inventions, leaving claims  complete must include an election consonant
‘to one invention, and such aims are acted  with the requirement, see Rule 143.7

upon by the examiner. the claimed invention The suggested concluding statement should
thus acted upon is elected. o he reworded to fit the facts of the particular
o . requirement, e.g.. as in 809.02(a) second form

paragraph under (3).

Must Traverse To Preserve
, Right of Petition
 Rule 14} Petition from requirement for yestriction.
After A final requirement for restrietion, the applicant,
in addition to making any response «ue on the re-
. , : “mainder of the action, may petition the Commiseioner
ome invention for prnmerfutirm,;whiah invention shall to review the requirement. Petition may he deferred
tur the one elected in the event the requirement he- until after final action on or allowanee of claims to
romes final. The requirement for restriction will be the invention elected, but must be filed not later than
reconsidered on such a request. If the requirement is appeal, A petition will not be considered if reconsid-
repeated and made final, the examiner will at the same eration of the requirement wag not requested.  (See

time act on the claims to the invention elected., risle 181,)

818.03 Express Election and Traverse
Rule 143. Rccyongi’dcmtirm of requirement. It the ,318.03( c)

applicant disagrees with the requirement for restric- ;

rion, he may request reconsideration and withdrawal '

or modification of the vequirement, giving the reagons

therefor (see rale 1110, In requesting recongideration

the applcant. mugt indieate 2 provizgional election of

Rey, 15, Oct, THS



_xm roper if
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in the product made, presenting claims to the

requirement

~ Assume a

~ product made

~ a claim to product
making it.
ular Teasons

,nkmg is

WUUOH is preserve en t
' c]mms are vance]edu, o

' 803(e) Applxcant M stk ’Wake His
Own Election

.&pphc nt must make his own election. Thp
examiner will not make the election for him,
~ Rule 142. Rule 143, second sentence.

819 Office Generally Does Not Permxt
Shift

The geneml ]pahqy 'f the ()ﬁir'er is not to
permit the applicant ¢ hift to claiming an-
other invention after an election is once made
and action given on the elected subject matter.
When claims are presented which the Exam-
iner holds are drawn to an invention other
than elected he ghould treat the claims as out-
lined in &21.03.

Where the inventions are dwhm't 'm(i of
such a nature that the Office compels restrie-
tion, an election is not waived even thongh the
examiner gives action upon the patentability
of the claims to the non-elected invention, Ex
parte Loewenhach 1004 C.D. 170, 110 O.(3, 857,
19655 134

Rev, 1%, Oct.

ml'ﬂ'd y the procesq of

four additional species

such combination claims if they are reasserted.

'Whéré the Office

the process is obvious, the only invention being

product is not a shift (Fx parte Trevette,
1901 C.D. 170; 97 O.G. 1173).
Product elected—no shift ‘where e\'lmm\
holds invention to be in process (Ex paite
ier. 1923 C.D. 27; 309 O.G. 2
 Genus allowed, applicant may elect up to
ereunder, in accord-
ot conentufmcr a

ance with Rule 141, th
~hxft {Ex parte Sharp
z «39)

820 Ol O Com matlon Clalmed-—f

Not an Eleeuon

“fhere an 'tpphcatlon ‘originally presents
claims to a combination (AB), the examiner
holding the novelty if any, to reside in the sub-
combination (B) per se (see 806.05(b)) only.
and these claims are rejected on the ground of

“old ecombination,” subsequently presented
claims to subcombination (B) of the originally
laimed combination should not be rejected on
the ground of previous election of the combi-
nation. nor should this rejection be applied to

Final rejection of the reasserted “old combina-
tion™ rlatms is the action that shonld be taken.
The combination and subeombination as  de-

- fined by the claims under this special sitnation

are not for rlmtmf- Jnumtmm. (See

R0B.05(c).)

820.02 Interf«*mnce Issues—-—Not an
Election .

" Where an mtorforenne is instituted prior to
an applicant’s election. the snbject matter of
the interference issnes is not clected. An ap-
plicant may, after the termination of the in-




he cl

_ terference, elect any one of the i

ventions, including claims

cies, are treated as indicated in 821.01 through

21.03. However, for treatment of claims held
b * s non-elected without

ons not ready for issue
18 ‘not challenged), see

be drawn t
traverse in app ;
(where such holdin
809.02(c¢) through 809.02(e). o
The propriety of a requirement to restrict, if
traversed, is reviewable by petition under Rule
ANl claims that the Examiner holds are not
“directed to the elected subject matter should be
withdrawn from further consideration by the
Examiner as set forth in section 809.02(c) and
§21.01 through 821.03. As to one or more of
such claims the applicant may traverse the Ex-

(-]
under

aminer’s holding that they are not directed to

the elected subject matter. The

this holding, if traversed, is nppea ]
if the Examiner adheres to his position after
such traverse, he should rejec? the claims to
which the traverse applies on the ground that
‘they are not directed to the elected subject
matter. Claims for which no traverse is pre-
sented should be withdrawn nnder Rule 142(h)
as indicated in the other, above noted, section.

After Election With Traverse
[R-17]

Where the initial requirement is traversed, it
should be reconsidered. If, upon reconsidera-
tion, the Examiner is still of the opinion that
restriction is proper he shall repeat and make
final the requirement in the next Office action.
(See 803.01.) In doing so, the Examiner

821.01

should reply to the reasons or argument ad-

vanced by applicant in his traverse. If the
Examiner. upon reconsideration, is of the opin-
ion that the requirement for restriction is im-
proper he should state in the next Office action
that the requirement for restriction is with-
drawn and give an action on all the claims.

If the requirement is repeated and made
final, in that and in each sabsequent action,
the elaims to the nonelected invention should
he treated substantially as follows:

“Claims - stand withdrawn from
further consideration by the examiner, Rule
142(h), as being for a nonelected invention (or
speeies), the reguirement having heen tracersed

in paper Noo ... ..

LK)

3

})ropriety of
able. Thus,

~ and has not received a final |
- should treat the case substantially as follows:

that applicant has retained
petition from the requirement
ull: 144. (See 818.03(c).)
‘the c

_otherwise ready for issue,

action, the examiner

Claims -~ stand allowed. :
This application is in condition for allow-
e except for the presence of claims to

_an invention (or species) nonelected with trav-

~ one month from the date of this letter to can-

erse in paper No. ______. Applicant is gi

cel the noted claims or take other appropriate

_action (Rule 144). Failure to take action dur-
- ing this period will be treated as authorization

to cancel the nonelected claims by Examiner’s

. Amendment and pass the case for issue.

The prosecution of this case is closed ex-
cept for consideration of the above matter.”
When preparing a final action in an applica-
tion where there has been a traversal of a re-
quirement for restriction, the Examiner should
indicate in his action that a complete response
must include cancellation of the claims drawn
to the non-elected invention, or other appropri-
ate action (Rule 144). Where a response to a

~ final action has otherwise placed the application

in condition for allowanf:eil, the failure to cancel

claims drawn to the non-elected invention orto.

take appropriate action will be construed as

authorization to cancel these claims by Examin-

- er’s Amendment and pass the case to issue after

the expiration of the statutory period for ap-
peal. (See T14.13 time for appeal.)

- Note that the petition under Rule 144 must
be filed “not later than appeal”. This is con-
strued to mean appeal to the Board of Appeals.
If the case is ready for allowance after appeal
and no petition has been filed, the Examiner
should simply cancel the non-elected claims by
Examiner’s Amendment, ecalling attention to
the provisions of Rule 144, '

821.02 After Flection Without Trav-
erse o

Where the initial requirement is not tra-
versed. if adhered to, appropriate action should
be given on the elected claims and the claims
to the nonelected invention should be treated
substantially as follows:

“Claims stand withdrawn from
further consideration by the examiner, Rule
142¢b), as being for a nonelected invention (or
species). Election was made without traverse
in paper No. ...__., ”

This will show that applicant has not re-
tained the right to petition from the require-
ment under Rule 144.

Rev, 17, July 1068
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ver]appmg clai
not the result of

hefore the examiner.(anc

“consonant w1th a requlrement to restrict,

3 is as follows:
s in one application are

ntable over vims of another ‘1pphcat1
the same inventive entity (either because the
recite the sam subject matter, ‘because the
prior art shows that the differences do not. im-
yart a patentable distinction), a complete
'x'z,mnmtmn should be made of the claims of

The claims of the other appli-

cted on the claims of the one
cr the Namm 0f the one vaan-

‘)m nﬂwr rmmvhon
Jlaims held unpatentable
over the claims of the other application. How-

any additional claims in the one applica-

agrp;mva'

tion that are not rejected on the <'hlm- of ﬂmi o

other '-;hould be ful]v troa(ed






