, 70‘)
705, 01

70501483,

705.01(b)
o 705011e)
L 705.0144)

'( mmting and
Duplieate”P

7060" Rejectxon on Przor Au't

706.02(ay

Establishmg “Wen Known" Prwr Art

706.03 Rejections ‘\'m Bag

T06.0312)
706.03th)
706.031¢c)
706.03(4d)
T06.031(e)

70603t
706.03(g}

T06.03(hy
706.03(1)
706.03(j)

T08.03 1k}
706.03 1)

106031
HUG.0310)
706.03(p)
T06.03¢(q)
7080301
T06.03 % )
T06.05 1
706.034u)
T06.0%iv)

T06.03¢w
TORG3 i x
ST06.038 %
T06.03(2)

706.04 Rejoction of Previousis Allowed Claim

706.05 Rejection After Allowance of Application
706.06  Rejection of Claims Copled from Patent
Final Rejection

706.67
706.07(2)
06.07(h)
0807 (¢}
T06.07 14

S706.031m

“Reissue

Nonstatutnrv Qub,{e@t ‘Mat

Functional =

Vague and Indefinite
Product by Process
Incomplete

Prolix 1 R
Nonstatutory. Claim'

~Aggregation
01d Combination '
Duplicate ¢ 'lalms, Doubl
;\Iutlphcxty

\onelevtvd Inventions

“Correspundence of Claim and stclosure

New Matter
No Urtility -
Ohvious Method

Mere Function of Machine
Statutory. Bar

Other .issigued Applu stion
Disclaimer "

ing
Res Judicata

Improper Markush
Undne Breadth

When Proper on Secand Action
When Proper on I"rst Action
Premature

Withdrawal of Premature

Barred by Atomic Energy Act

After Interfer(-nt'sw Public Use Proceed- o

: ',,4:‘;07_(‘)7 {b}
SR0T.07{¢c)

T0807(e) Withdmwal of unal Rejecdon, Geners!

707 Examiner’s Letter or Action :
m“ 01 Primary Examiner Indicateu Action for New
.- Assistant
707.01(a) Partial Si gnq:orv A thams
i‘rm Actions which Reg the Personal Attentmn :

. Cases I 'p for. Thimi Action and F’ive-Year
S Cases
07,04 - Initial Sentence
5 Citation of thfe“ences ,
f)n a5(a ) ;Coples of Cited Refemnces Pmnded by s
_ Reference Order. Center. -
‘0" (x; { b) Beferenues Cited By Apphcant
Grouped at Beginning of Letter
;th.{)ﬁ(d) Reference ted in Subﬁequent .\ctions
07.05(e) , Citing References S
‘ : Dates of ‘)eclassiﬁed Prmted e

g Incorreet Clt&tzon of Retereuceﬁ

: 401 06 Citation of Decxsmna. Ordeﬁ, Memoranduma b

: " and Notices
.a"m Completeness and (‘Iarm'
707.07(a) Action on Formal Matters
Requiring New Oath
Draftsman ] Reqmrement i
707.07(d) © Language To Be Used in Rejechons
707.07(e) .. Note All Outstanding Requxrements ,
707.07(f)  Answer All Material Traversed
TOT.0T{g) . Pxe('emeal Examination e
707.07(h) Notify of Inaccuracies in Amendment
707.07(1)' ~ Each Claim To Be \Ientmned in Each
ioLetter
ﬂSmte When Claims Are Auowable
Numnering Paragraphs

"0: eIy
"07 07 (k)

V'O" 08 “Review and Imtldhng by ASQiﬂtant anmwer :

TOT.00 - Signing by anarv or: Other Authonzed
Exsminer

70710 Entry
70711 Date

10712
707.13 Returned Office Action

Mailing

L 508  Order of Examination =
L 708.01 List of Special Cases

LTOR02

Petition to Make Special

"708.03 Examiner Tenders His Resignatiou

61

708 Suspension of Action

709.01  Overlapping Applications by Same Applicant
or owned hy Same Aﬂsignee ;

709.02  Actions Following C(.vrresmndence under Ruie

202

~ 710 Period for Response
71001 Statutory Period
710.01(a) Statutery Period : How Computed
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¢ ,,zzibé(a)

tory Period :
g In ufficiency of Response
%11.02(b).
711.02(c)
411 03 Recomidemtion of Hol
Bev{val :

Term ation of Proceedings

711.03( a)

711.03(b)

in Period

Petitions Relating to Holding of Abandon-
ment L

Etaminers Statement on Petition Relat—

711.03(c)

111 03(d)

_71104 Dispoextron of doned Applk'ations o
- 711.64(a) Pulling and Forwarding :
711.04(bY O ring Abandoned Files

111 05

o' cation s Allowed ™
111 06 Ahetra(‘ti, Abbrevmtures and Defemwe Pub-
“lieations
Use. of Abstracts, Abbreﬂﬂturei and De:
_sive Publications as References
T2 Ahqndonmont for Failure to PRV Is-ue Fee {For-
te»iture) e :
‘713 . Interviews - e ‘
teneral Policy, How (‘onduﬂtéd

T11.06{a)

STIR01 ;
STiR.02 - Interviews Prior to First Officlal Aotlon ‘
- T13.03 - Tuterviews for “Sonnding Out” Examiner Not
i - Permitted -
Substance of Interview Must Be Made of
Record
Interviews Prohtbited ' or Grantpd Specxan
Situations

713.05  No Inter Partes Quostions Discussed Fx Part@
71307 Exposure of Other Cases ,
71308 Demonstration, Exhibits, Models

713.09 Finally Rejected Application

713.10
Rule 312
714 Amendments, Applicant’s Actions
71401 Signatures to Amendments
714.01(a)
. ment

S Rev, 17, daly 1085

al Sitnations Involvmg Abandonment
1 bandonment :

Holding Based en Inmmeienev of Respﬁn@

Hemlng Based on Fai}ure to Responﬁ W‘t!z-[ L
S S R14.160

71416(c)
CT1416(0)

: L omaar
‘Letter of Abandonment Recefved After ‘\p‘p}!_ o 2

T14.25 :
715 Swearing Back of Reference—Affidavit TUnder

Interview Preceding Filing Amendment Under.

Unsigned or fmproperly 'ilg'ned Amﬁndg

Amendment m‘ No At
mt P enmble Mrmlty '

‘ Amendmmt Fﬂed During Intarterence Pro-
. ceedings
2 '-]Amendmem« After Flnal Rejection or Actlon
. Amendmentt .&fter Flna? Rejection or Acﬁon,

71418
71415

~'Amen6ment Afte Nﬂﬁe{-} of Aﬁowaﬁce, Rule

Lopwd Patent Claims ,,
Filed with & \‘{otwn Cndf-r Ruie 231 e
‘Additional Claims g =
Handling
7T14.16(e) Entn‘ in Part

Amfmdment Filed After. the Penod for Re
. sponse Has Expired . S

714.16(a)
T14.16(b)

71418 ‘Fntry of Amendments
71419 List'of Amendments, Entry Denied
71420 List of Amendments Entered in Part
71421 ,Ampndmente Inadvertently Entereei No Legal
o U Effect o0
714922 Entry of Amendments, Directions for
Entry of Amendments, Directmma for, D\Efes;‘-

714.23
oy tive o

714.24  Amendment of Amendment :

Discourtesy of Applicant or Attemer

Rule 131 -
T15.01 Reference Claims Foreign Filing Date
Reference 4 Jolnt Patent to App imm and

715.01{a)
: Another.
T15.01(b) " Reference and App‘hcation hat’e (‘ammon
o Assiguee )
715.01{c} Reference .is Pub}ication of Al.-;u icant's
: : Own Invention
715.02 - General Rule as to Generic Claims
715.03 I‘vceptions' :md l‘ractzce Relative to Chemical
715.04 Who May Make Amdavit
71505 Patent Claiming Same Invention
T15.06 - Afdavit Under Rule 131 Must Be Removed

Before Interference




rement should
revised tocon-

{4) The claims should be rejected as
ing to define the invention in the manner
red by 35 U.S.C. 112 if they are informal.
rejection is usually sufficient. .~
 The Examiner should not attempt to paoint
_out the specific points of informality in the
E cation and claims. The burden is on the
014 _applicant to revise the application to vender
S TIT0L(h) P e : it in proper form for a complete examination.
' 71702 Date Entered on File Wrapper Applicants should make every effort to follow
. 717.02(a)  Statutors Period Ends On Sunday or Holi- practices and terminelogy when preparing - '
L L e SR for filing. If this has not been done, a
~ 717.02(b)  Name or Residence of Inventor or Title  prompt smendment should be made, avoiding
7 Changed. : " the introduction of new matter, but putting the
71703 Classification During Examination .~ case proper form. E e
717.04 Index of Ciaims . . ; For the procedure to be followed when only
717.05 - Field of Search ]

17.01¢

, Field of Searct 5 Lenan TH - the drawing is informal, see 608.02(a) and
71706 Foreign Filing Dates GOBOZ(BY. ¢ et R
717.07 . Related Apgplications 5 ' D e ‘ :

7 03 fé&néfal Inf 6rmatioﬁ Coneerniﬁg o
ey ' Patents” Sent Instead of “Rlllﬁ:s {}f

 The pamphlet “General Information Gen-
cerning Patents” may be sent to an applicant
handling his own case when the Examiner
deems it advisable. S S

701  Statutory Authority for Examina-
35 U.8.C. 131. The Commissioner shall cause an 8X-
" amination to be made of th . application and the aileged
new invention; and i b examination it appears
© that the applicant is 0 a patent under the law,
the Commissioner shall issue a patent therefor. .
 The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 US.C. 101, 102,103, ~

704  Search

After reading the specification and claims.
the Examiner searches the prior art. - .
The subject of searching is more. fully
treated in Chapter 900. See 3904 through
 004.02. The invention should be thoroughly
 understood before a search is undertaken.
However, informal cases, or those which can
_only he imperfectly understood swhen they
come up for action in their regular turn are
1 reh, in order to avoid piece-

702 ’R"équisites of the Application

The Examiner should be careful to see that
the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarvity of the
disclosure. If all of the requisites are not
ret, applicant may be called upon for neces-
sary amendments. Such amendments. how-
- ever, must not include new matter, '

also given a sea
meal prosecution.

Previots EXAMINER'S SEARCH

702.01 Ohviously Informal Cases G . e :

, i e When an examiner is assigned to act on an
When an application iz reached for its first application which has received one or more ac-
action and it is then dizcovered to be imprac-  tions by some other examiner, full faith and
tieal to give a complete action on the merits credit should be given fo the search and action
hecause of the paucity of disclosure, the fol- of the previous examiner unless there is a clear
lowing procedure may he followed: (13 A error in the previous action or knowledge of
renconable search shonld be made of the in- other prior art, In general the second Exam-
vention so far a¢ it can be understood from the  iner should not take an enfively new ap-
disclosure, objects of invention and elaims and proach to the ease or attempt to reorient the
any apparently pertinent art eited: (2) Infor- point of view of the previous Fxaminer, or
malities noted by Applieation Braneh and de- make a new search in the meve hope of finding

See T17.05.

. fiviencies in the drawing should be pointed out something.
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om the lmms whu:h govern classi- i
up, the

the application in the first
ication may be referred to the other group
' cerned for a report as to the at
certain designated claims. -
H‘be known Patentability Re%) rt
: x-

ypea, oo
Note that the tentablhtv Report practlce

is sucpended except in eﬂctr‘mrdmary cn'cum- .
S entability Report in such a case will nof be

_ given a paper number but will be allowed to

k Stances.  See 7().) 01(e).

  705.01' Instructnons re Patentablhty

~In the prosecutmn of an apphcatmn under '
condmons authorized in the Notice of Novem-
ber 10, 1948, relating to Patentability Reports,
the following procedure should be observed.
 When an application comes up for any ac-
~ tion and the Primary iners involved
. agree that a Patentability Report is necessary, -
_ the application will be forwarded to the proper
- group with a memorandum attached, for in-
~stance, For Patentability Report from Group "
as to Claims -_______.

705.01 (ya) Nature of P. R.. Its Use and 5

Dlsposal

The Primary Emmmm in the ;_rroup fmm
- which the Patentablhty Report is requested, if
- he approves the request, will direct the prepa-
_ ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a ease has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state, The Pat-
_entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the applieation is
regularly assigned.
The Examiner prvparm;: the Patentability
Report will be entitled to receive an explana-

Rav, 13, July 1967

o for decision.

~ diction of the case need not rely on the Pat-

- made for the purpose of appeal only.

Conflict of opinion as to clamxﬁcatwn i‘ay
‘referred (o an Exammer af (‘lﬁmﬁoat;ﬂn

If the Primary F\ammer in the gmup'
having jurisdiction of the case agrees with the

_ Patentability Report. he should incorporate the
substance thereof in his action, which action

will be complete as to all claims. The Pat-

remain in the file until the case is finally dis-
posed of by allowance or abandonment at
ch time 1t"ahou1d be e d

GREEME’%’T oN P%?‘HVTABHJPI‘Y RLPGR’!‘

If the Pmmar Ftammer doe‘? not agree

' mth the Patentability Report or any portion

thereof, he may consult with the Pmmm'y Ex-
aminer responsible for the report. If agree-
ment as to the resulting action canuot be
reached, the Primary Examiner having juris-

entability Report but may make his own action
on the referred claims. in which case the Pat-

_ entability Reporf ehnu]d be remov ed from the
file. ,

Appmt T&KF\‘ ‘

\Yhen an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a P.xtemab;htv'Repod and
the application is ntherwise allowable, formal
transfer of the case to said group should be
The
receiving group will take Jun&dlctmn of the
apphmhon and prepare the examiner's answer.
At the time of allowanve. the application may
be sent to issue by =aid group with its clas-
sification determined by the cnnho]hmr claims
unmmngz in the case. 1

705.01 ( h) Sequence of Examindlimi'

In the event that the Prim ary Examiners
concerned in a P.R. case cannot agree as to the
opder of examination by their groups, the
Primary Examiner having ;m‘lsdirnma of the
case will direct that a mmp!rtv search be made




primary _importance. Patentabilit Re ro
(pncum,xsdlbmd on the pmposmun {im w%)en
in ,
' fcr ,
qual-

- specis
ned invention treat the clmms &lrected to
, specialty. However, in many instances a
TG rding of the apphcatxon for a Pa gle examiner can give a complete examina-
:entablhty Report is not treated as &  tion of as good quality on all claims, and in
transfer by the forwardi . When  less total examiner time than would be con-
the P.R. is completed and the application is  sumed by the use of the Patentability Report
ready for return to the fo Dg | E practwe S
it is not counted either as a receipt lon Where clmms are directed to the same char-
by transfer. Credit, however, is given for t,he acter of invention but differ in scope omly,
tuns spent. Ses 1706, - prosecution by Patentablht.y Report I3 never
amnded on each file. wmpper . proper. .
, ;headed “P.R ...... " and the number of ATy situations ‘where Pamtabxhtiy
tha ,‘up makmg the PR is entere& ml]!ieports are. ordmariiy not proper are as fol-
, »' : : -ows..~~.~ ,
- The date status of the apphca&sm inthe = (1) Where the claims are relatedasamanu— S
. reporting group will be determined on the factnnng process and a product defined by the
 basis of the dates in the ﬁmup of original - process of manufacture. The examiner having =«
jurisdiction. To insure orderly progress in the  jurisdiction of the process can usually give a
re rted dates, a timely reminder should be  complete, adequate examination in less total
furmshed to the group makmg the PR . examiner time than would be consumed by the
: ‘ : ‘use of a Patentability Report. .
' 705 01 (d) ; _nplleate Prmts of Draw- ~ (2) Where the claims are related as & prod- -
- , ings o  uct and & process which involves merely the
- faet that a product having certain characteris-
: In Pa,tentablhty Report cases havmg draw- tics is made. The examiner having jurisdie-
ings, the examiner to whom the case is as-  tion of the product can usually make a com-
- signed will furnish to the group to which the = plete and adequate examination. o
_case is referred, prints of such sheets of the (3) Where the claims are related as a com-
drawings as are Tgphcabie for interference  bination distinguished solely by the charac-
search purposes, at this has been done may  teristics of a suhcombm&tmn and such sub-
be indicated by a pencil notation on the file  combination per The examiner having

jurisdiction of the subcgmbmanon can usually
Wgzen a case that has had Patentability Re-

- make a complete and adequate examination.
port rosecution is passed for issue or becomes Because of the high percentage of new ex-
abandoned, NOTIFICATION of this fact will  aminers, situations frequently arise where the
AT ONCE be given by the group having  Patentability Report. “would of necessity be
jurisdiction of the case to eac %’m g that  made by an examiner who knows less about the
submitted a P.R. The Examiner o such ~ art than the examiner seeking the Patentabil-
reporting group will note the date of allow- ity Report. Then there are also situations
ance or abandonment on his duplicate set of  where the examiner seeking the report is suffi-
prints. At such time as these prints become r'xently quahﬁed to search the art himself.

of no value to the reporting group, they may In view of these conditions which are ex-

be destroyed. , to prevml for some time to come, it is
felt to be in the best interests of the Of-
705.01 (e) Limitation as to Use [R-— fice to suspend the present Patentability Re-

16] port practice. Whaere it can be shown, however,

that a Patentability Report will save total
~ The shove outlined Patentability Report  examiner time, exceptions may be permitted
practice is not obligatory and should be re-  with the appmval of the Group Manager
sorted to only where it will save total examiner  »f the group to which the application is as-
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 is not considered patentable, or not considered patents-
“ble as elalmed‘,‘ the clatms, or those consmered nnyat- ‘

_ or shows or deser )
- by the applicant, the pmtleular pert relied on must be

’}fp

favorable
. Rute 11

, lr&sponse hy»appnevmt {rule 111) the application will

o _ be reexamined and reconsidered, Mm.&pgiimt will

this pm of the Mzmns} explmm
ure in rejecting claims, the Examiner
d ‘never overlook portance of his

 role in allowing c}.a:mkwh ch proper]y deﬁne‘
 the invention. :

RMZGIM R&fa#{onof

(b) In rejeetmg clalms for want of novaty ot for
want of invenﬁan, the examiner must cite the bast ref-

- erences at his commnd. : When a referéncs is eomplex
entions other than that claimed

designuted 88 nearly ss practieeble. The pm'tinence
of each reference, if-not obvious, must be clearly ex-

plalned and eaeh rejected claim speciﬂed

The standards of patentablhty apphed in the
~ examination of claims must be the same

throughout the Office. In overy art, whether it
be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the require-
ments for patentability (e.g., novelfv ~useful-
ness and unobviousness, as provided in 33 U S.C.

' allowed The mere fact that a claim recites, x:n
- dotail all of the features of an invention (ie, is

a “picture” claim) is never, in itself, ]nshﬁca-
tion for the allowance of such a clalm. !

~ When an application discloses patentab}e
subject matter and it is apparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the claims in their
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tion or m]actmn of the claims, The Exam-
iner’s action should be constructive in nature

and when possible he should offer a2 definite

suggestion for correction.

o Bev. 16, Apr. 1968

"(a) Iftheinmt!w . , . S
| 70601;.. Cﬂntrasted With omemﬂn

: nbwctw“ 15 made is de

101, 102, and 103) must be met before u claim is

quimﬁmtzmde,inthemmemmrmaﬁertheﬁm

exammmion &mliwnt mny rmwmi m mach Office ac-

the rejecﬁoa or to the objections

‘ and the applrcatmn will he agaln

The mfusal to | z:la.;ms heewse the sub-

ished from its substance) is improper, an
objectwn is made. The practical difference

between a rejection and an objection is that a =~
" rejection, mvolvmg the merits of the claim, is
subject to review by the Board of Appeals,
while an objection, if persisted in, may be ‘

reviewed only by way of petition tc the
mizsioner. :
An example of a matter of form as to whmh
dency of a claim on &
re wted claim, if the dependent claim is othar~

wise 8’ owable. ’%ea 6{}8 01 (n)

706 02 Rejectmn on Pmor Art [Rm
i 16} ; ‘ '

By far the most frequent ground of re]ectmn :

is on the ground of unpatentability in view of
the prior art, that is, that the claimed matter
is either not novel under 85 U.3.C. 102, or else
it is obvi ious under 35 U.S.C. 163. “The lan-
guage to e nsed in rejecting claims should be
nneguivoral.  See T0T.07{d).

Prior art rejections should ordinarly be con-
fined strictly to the best available art.

on a particular interpretation of a claimm; (2)

ject matter as clalmed is considered nunpatenta-

ble is called & “rejection.” The term “rejected”

~ must be applied to such claims in the Exam-
mers letter. 1f the form of the claim (as dis-

Excep-
tions may properly lxnmuie,eg {1} where the
propriety of a 36 U.S.C. 102 rejection depends




aPPLICATION ?36.82 ‘

£ 1te cﬂ ﬁm-“ﬁ 'mtxtm, TG~
hat the filing date ¢ p}m mfm
‘ o t&m filing ﬁmf» of th apphmmm,
¥ y to | wiated t is proper to use such & patent as a basic
: ' Such rejections should be backed r an auxiliery reference and such patents
,‘bv the best other art rejections avaﬂ&bi& 4y be used together as basic and auxiliary ref.
nees. This doctrine ar Alex nder Mil-
o burn Co. v. Davis-Bourn 526 C.1,
303; 344 O.G. 817: and was enacted into law
by 35 U.S.C 102(e). It was held ,qsp -
~ fa%e to rege«ﬂrmm ynder 33 T’S(‘ 103 by the

64.1 Bav, 18, Apr. 10668




oper p: umsts
lm;z of the apphcatmn in whie ot ely becau aminer pmﬁn‘*s a

T07.05(e). [R-18] ~ different ¢ ding,. L
. 8 o Re;eactmns not based on prior art are ex-
Frmwi in 706.03(a) to F05.03(z). IF THE
ITALICIZED LANGUAGE IN THESE
. SECT 1OXS I‘i INCORPORATED IN THE
: ¥ ILL BF I«I‘ASQ
CHANCE ] DERSTANDING
ASTO THE GRO['VDS OF RF«?ECTIO\T

k 706 03(3) Nonstamtor} qnhject Ma!«, ,

taken, it is ;uﬁig{ nt so’ %o state. In re \hl—‘ Patems are not grantes:i for nll new and use-
589; 543 O.G. 440. If the ap- ful inventions and discoveries. The subject
plicant traverses such an assertion the Exam-  matter of the invention or discovery must come
iner should cite a referenc in support of his within the boundaries set forth by 35 U.S.C.
posmon : : 101, :Vthh permits patents to be granted only
© U Failurs of the apphcant to asonably chal.  for “any new and useful process, machine.
e lenme such rtions establishes them as ad-  Manufacture, or .composition of matter. or any
 mitted prior art. See In re Gunther, 1942 C.D.  Be¥ and useful improvement thereof. :
332: 5 38 O.G. 744: In re Chevenard, 1944 C.D The term “process” as defined in 35 U.S, C.
~ 141; 500 O.G. 196. This applies also to asser- 100 means process. art or method. and includes
tions of the Board. In re Selmi, 1846 C.D. & new use of a known process, machine, manu-

505: 591 O.G. 160: In re Fischer, 1942 C.D.. facture, composition of matter. or material.
295 538 OG 503 : Judicial decisions have determined the lim-

: ~ its of the statutory classes. Examples of sub-
706 03 Re;echons Not Based on Prmr ject matter not patenfable under the Statutex
2 Aﬂ {R-18]  PrixTED MarTsr.

follow :
- The primary ob;@{t of the evlmmatmn ofan  For example, a mere arrangement of prmted
- application is to determine whether or not the ‘matter, though seemingly a “manufacture,” is
claims define a patentable advance over the  rejected as “not b»nw u'af}wz z'?zc statutory
prior art. This ~onsideration should not be c?ame& L
relegated to a secondary position while undue ,
emphqsz& is g1ven fo non-priorart or “technical” e \A’rt‘n ALLY Ormmxc Am*ICLL -
rejections. Effort in examining should be con- Similarly, a thing occurring in nature, which
centrated on truly essential matters, minimizing 5 substantially unaltered. is not a “manufac-
or eliminating efort on technical rejections.  tprat g \h!'lmp with the head and digestive

which are not really critical. Where a major  {ract removed i is an emmple. Ex parte Gnas-‘ V
technical rejection is proper (e.g.. lIack of proper son. 51 USPQ 413, :

: disclosure, undue breadth, utility, ete.) such re- : e
. jection should he stated w ith a full development - Metuop or Dm\'(; Bt"ﬁx\:ﬁs
of the reasons rather than by a mere conclusion Though seemingly within ﬂ“, category of a

coupled with some stereotyped expression.
Generally speaking, the inclusion of (1)
negative limitations .md (2} alternative eox-
pwqqums provided rhat the alternativelv ex-
pressed elements are basically equivalents for

process or method. the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. Hotel Se-
curity Checking Co. v. Lorraine Ca., 160 Fed. .

the purpose of the invention, are permitted if no 167. S .

nno(Prt-nnh or ambignity with In' et to the SCIENTIFIC PRINCIFLE ‘
question of scope or hreadth of the elaim is A scientific principle. divarced from any
prosented. tangible structure, can be rejected as not
The Examiner has the responsibility to make mthm the statntory classes. O'Reilly v. Morse,

; =ure the wording of the elaims is suffie 1entiv de- 15 Howard 62,

finite tn reasonab v determine the seope. Tt i< This cubject matter is further Limited by the

. npplieant’s "-pmwihﬂ:t\ to select proper word- Atomie Energy Aet explained in 706.03(h),
67 Rev. 15, Oct, 1968



151( 2 US.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
‘brought to the attention of the U.S. Atemic
Energy Commission.  Under Rule 14(c),appli-
cations for patents which disclose or which ap-'
pear to disclose, or which purport to disclose,
inventions or discoveries relating to atomic
“energy are reported to the Atomic Energy Com-
mission and the Commission will be given access

* to such applications, but such reporting dcesnot
constitute a determination that the subject mat-
‘ter of each application so reported is in facz
useful or an invention or discovery or that such
application in fact discloses subject matter in
categories specified by the Atomic Energy Act.
All applications received in the Patent Office
“are sent to Licensing and Review for screening
“by Group 220 personnel, under Rule 14(c), in
_order for the Commissioner to fulfill his respon-
sibilities under Section 151(d) (42 U.S.C.

- 2181d) of the Atomic Energy Act. Papers sub-
sequently added must be inspected promptly by
“the Examiner when received to determine
whether the application has been amended to
relate to atomic energy and those so related must
be promptly forwarded to Licensing and Re-
view, , : e e

All rejections based upon Sections 151{a)
(42 17.8.C. 2181a), 152 (42 U.S.C. 2182}, and
155 {42 U.S.C. 2183) of the Atomic Energv
~ Act must be made only by Group 220 personnel.

706.03(c) Functional

See Ex parte Ball et al,, 1953 C.D. 4; 675
0.G. 5 In re Arbeit et al, 1953 C.D. 4069:
677 0.G. 843 and Ex parte Stanley, 121 USPQ
621. : : G ‘
Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-
lows: '

The specification shall contain a written description
of the invention, and of the manner and process of
moking and using it, in such full, clear, concise, and
exnrt terms as to enable any person skilled in the art
to which it pertains, or with which it is most nearly
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 Paragra

~ bination of elements {or steps) on the ground

- foun
279. 'The claim reads:

lalms particularly polnting istinctly
ing the subject matter which the applicant regards as

_ hisinvention. A elaim may be written in independent
- or dependent form, and if in dependent form, it shall

be construed o inciude 31l the lmitations of the claim
incorporated by reference into the dependent claiwm.

~ An element in a claim for a combination may be
expressed as a means or step for performing a specified
funetion without the recital of structure, material, or
acts tn support thereof, and such claim shall be con-
strued to cover the corresponding structure, material
or acts described in the specification and equivalents
ph 3 of section 112 has the effect of

rohibiting the rejection of a claim for a com-

that the claim distinguishes from the prior art
solely in an element (or step) defined as a
“means”™ (or “step”) coupled with a statement
of function. However this provision of para-
graph 8 must always be considered as subordi-

 nate to the provision of paragraph 2 that the

claim particularly point out and distinctly
claim the si;biect‘matixer. ,Ifdabclaim be fm;lng
to contain language approved by paragra
such claim sho%ild%tngg's be tested gdditiox?aﬂy i
for compliance with paragraph 2 and if it fails
to comp?y with the requirements of paragraph
2, the claim should be so rejected and the rea-
sons fully stated. , A
Paragraph 3 of section 112 makes no change
in the established practice of rejecting claims

- as functional in situations such as the fol-

Iowinf: o ‘ L
1. claim which contains functional lan-

~ guage not supported by recitation in the claim i
of sufficient structure to warrant the presence

of the functional language in the claim. An k
example of a claim of this character may be
in In re Fuller, 1529 C.D. 172; 388 0.G.

‘A woolen cloth having a tendency to wear
rough rather than smooth. B
9.” A claim which recites only a single means
and thus encompasses all possible means for
performing a desired function. For an ex-

~ample, see the following eclaim in Ex parte
Bullock, 1907 C.D. 93; 127 O.G. 1580:

“In a device of the class described, means for

“transferring clothes-carrying rods from one

position and depositing them on a suitable

< support.

706.03(d) Vague and Indefinite

“When the Exmminer is eatisfied that patenta-
ble novelty is disclosed and it is apparent to




- plete. In non-cl
~ genersl, be drawn
egriorart.” e A
_ The rejection of & claim as indefinite would
' appear to present no difficulties. '
- 'however, a great deal of effort is required to
‘explain just what is wrong with the claim.
when writing the Examiner’s r. Alth
cooperation with the attorr be
mended, undue time shou
to guess what the attorn 8 :
the claim. Sometimes. jection as i

 plus the staternent that & certain line is mean-
' Ingless is sufficient. The Examiner’s action
_should be constructive in nature and when pos-

sible he should offer a definite suggestion for
correction. Inclusion of a megative limitation,
such as s “metal, excepting nickel”, may make

hydrous”, “colorless” and “non-poisonous” have

far the least cumbersomepway to express the
limitation. "
numerals in a claim otherwise allowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 O.G. 1797.
~ Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
1f two equivalent parts are referred to such as
“yods or bars”, the alternative expression may
be considered proper. .
Still another way in which a claim can be in-
definite is where a non sequitur occurs. For
gxgm le, a claim is inferential and therefore
inde
was no earlier reference or no antecedent in

113 occasion,

a claim indefinite. Expressions such as: “an-
been allowed. Thev can be definite and are by

The mere inclusion of reference

ite when it recites “said lever” and there

et claims

ribed by characteris “product-by-
process claims concurrently presenied are in-
consistent. As a rule, the product-by-process
ims should be limited to one, unless it p-
e vraessd by, B P |
the products produced by the ‘
ed in the different claims. See slso “Prod-
¥ Process Claims” (Wolffe) 28 J.P.OS.

| 706.03(f) Imcomplete

laim can be rejected as incomplete if it

essential elements, steps or necesssry

 structural cooperative relationship of elements, |

the claim to 2 lever. An indirect Lmitation

also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim.
“sgid aluminum lever” is recited, the claim is
rejected as indefinite. [R~16] '

706.03(e) Product by Process

An article which cannot be described in any
other manner, may be claimed by a process of
making it. In re Moeller, 1941 C.D. 316, 527
0.G. 559. Applicant must, however, make a

" tween the elements of the claim.

8o

108.03(d). o ,
70603(g) Prolix

‘tain long recitations of unimportant
‘which hide or obscure the invention. Ex parte

ting forth so many elements that invention can-

-such ommission amounting to a gap between the
elements, steps or necessary structural connec-
tions. Greater latitude is permissible with re-

_spect to the definition in a claim of matters not

‘essential to novelty or operability than with
respect to matters essential thereto. See also

* Claims are rejected asprolw when theg 06’1115 :
details

Tagan, 1911 C.D. 10; 162 O.G. 538, expresses

the thought that very long detailed claims set- .

not possibly reside in the combination should
be rejected as prolix. See also In re Ludwick,
1925 C.D. 306; 339 0.G. 398.

706.03(!:‘1’)"’

Nonstatutory Claim [R-
‘ 18]
Some applications when filed contsin an om-
nibus claim such as “A device substantially as
shown and described.” 5 f :
Such a claim can be rejected as follows:
Claim is rejected for failing to par-
 ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112.

For cancellation of such a claim by Examin-
er’s Amendment, see 1302.04(b}.

706.03(i) Aggregationk”k

Rejections on the ground of aggregation
szhoulld e based upon s lack of cooperation be-
any deci-
siong and some legal writers extend the term
to include old and exhausted combinations
(706.03(j)). Confusion as to what is meant

Hev. 16, Apr. 1068



. of the claimed combination.

petaﬁon

ﬁﬁ;:g: if ;hem no

aam: o

associated mgt,}.laa

Ewample of old oc

’bnretcar cimm in ecm
gy : ,

or. examp}e. LR
clann necessar-

y aggregative merely be
re bet fcmh

The rejectzon on the
tion (synonymous wit

“axhausted combina-

to he old by the mits to Jon
hmadh the same. eiements -

- ‘tion™) reguires the citation of a reference, but [

is treated here because of its relation to aggre-
‘gation. The reference (not a combination of
- references, of course) is cited, not to antici-

 pate the claim, but to anticipate the broad

combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim.

A rejection on the gmund of old eombmat.lon
should be made whenever proper.
aubcombmmon claims have been presented or
allowed in the same a,pphcanon, or whether
other grounds for rejection of tie combination
claims exist, are not determinative of the pro-
priety of thh rejection.  The rejection is proper
when a qmarie reference discloses broadly a com-
bination of he same elemenis functionally co-
operating in substantially t.he same manner to
produce substantially the same results as that

Fz parte Silver-

stein, 125 U.S.P.Q. 238 (Bd. App.). The fact
that an applicant has mmmwd one element of
a combination which may be per se patentable
does not entitle him to 2 claim to the improved
element. in combination with old elements where
the elements ,
claimed rombination.
759,

Example: An unpmved { cpemficallv recited )
carburetor claimed in combination with a gaso-
line engine. A reference iz cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to he old.
Both in the reference and in the ~laimed com-
hination, the enoperation hetween the earbu-
retor and engine iz the same and the end result
i8 the same. The claimed eombination is an
mmmw-mam over the prior art only heeanse
of the improved carburetor.  The carbnretor

In re Ha}! 41 C.C.P.A.

Rev, 18, Apr. 1068

“Whether
it 'o only one invention or, at most, several

rform no new function In the

the ‘a.f:t;mn of tbe other elaments reclted in thek .
ciaim in any material manner, no new combina-

"06 03(k) Duphcate Clamls Double ﬂ
Patenting [R—lﬁ] ;

Izmtmuch as 8 patent is supposed to be lim-

closely related indivisible inventions, hm1tmg
an qpplmtxon to a single claim, or a s Ie
claim to each of the. rehtad inventions mlg ,
ippear to be Iaglcal a3 well as convenient.

er, court decisions have confirmed ap-
p;z nt's right to restate (i.e, by pioral claim-
ing} his invention in a reasonable number of

W(ﬂa
tween claims has been held to be enongh.
Nevertheless, when two claims in an apph-
eation are duplicates, or else are so close in
rongent that they hoth cover the same thmg,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they differ

only by subject matter old in the art, e lat-

“ter ground of rejection is set forth in the fol-

lowing paragraph quoted from Ex parte
Whitelaw, 1915 D. 18:; 219 O.G. 1287:
“Claim 54 i3 not parentable over claim 51
and claims 53, 56 and 56 are not J)atentablp
aver claim 50 in view of Comstock, No. 590, B57.
which shows that it iz old fo pmp!nv an engine-
cazing in tools of thie character. The claims
‘w‘(i patentable are considered as fully cover-

ing applicant’s invention, and applicant can-

tion is seen to exist. In re Hall, 100 US.PQ.
46: 41 C.C.P.A. 759; 208 F. 2&3?0 680()G Y

Indeed, a mere difference in scope be-




phied if there are only ;

ent apphcatmns of the
wiuoh is assxgned see 304

Where the same inventor has two or more

~ applications for species or for related inven- k

™ 804-804.02, 806 04(h), 523 and 89201 for dov.
" ble patenting rejections of inventions not patni ‘

Wh}talaw | doe-

tions, see Chapter 800, psrticularly Sections

ex:amble over each other.

AMGAﬁﬁN me Ummu 35 U.S C. 121

The Gommxssxoner has dﬁtemmed that un~
der 35 U.S.C. 121, the Patent Office cannot re-
ect a divisional application on the parent pat-
ent if the divisional application is filed as a

 resultofa requirement for restriction made by .
- the Office even though the requirement for re-

. striction relates to species. In re Joyce, 1958 |

- C.D.2; 727 0.G. 4. See also In re Herrick et

' ;a,i,, 1998 CD 1; 727 0.G. 4 where the Com

0.1
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, the re]ection on mu’t:plxc:ty
_all claims retained will be mcln in such
ejection and the selected claims only will be
ditionally examined on their merits. This
| ‘moedum preserves applicant’s right to have

of applicant’s invention and the state of the
art, F:n;i?l'tn'ds a basis for a rejection on the L Bhefa :ijﬁ?lxn on multip c:ty mvxewed by the

ground of multiplicity. A rejection on this ppeals.
ground should mc]ude ?;ll the claims in the case See also section 706 03&)

inasmuch as it relates to confusion of the issue.
To avoid the possibility that an application 706 03(’") Noneleeted Inventmns
which has been rejected on the ground of un- & [R-20]
due mu rdphcrty of claims may be appealed to
the Board of Appesls prior to an ex&mmatmn

See sections 821 to 821.03. See part;cularlv L

on the merits of at least some of the claims  the last paragraph of section 821 for the neces-

~ presented, the Examiner should, at the time of  sity of rejecting. claims, which stand withdrawn
making tg\e rejection on the grmmd of multi- 'bec&use they are not readable on the elected

plicity of claims, specify the number of claims species, where applicant ha,s traversed the’ E

which in his judgment is sufficient to prop- Exammersholdmg
erly define applicant’s invention and require
the applicant to select certain claims, not to 706 03(n) Comspondence of Clatm
exceed the number specified, for examination on and Disclosure [R_gg} '
the merits. The Examiner should be reason-
able in setting the number to afford the appli-  Rule 117 Amendment and revision required. The
~ cant some latitude in claiming his invention.
- Tf a rejection on multiplicity is in order the
_ Examiner should make a telephone call explain-  s¢ription and definitlon or unvecessary prolixity, and
ing that the claims are unduly multiplied and !0 secure correspondence between the da‘m& the spect- .
will be rejected on that ground. He should  feation and the drawing. ' ,
request selection of a specified number of c1a1m= o Another category of rejechons not based on
for;mrpo‘;es of examination. the prior art is based u the relation of the
time for consideration is requested arrange-  rejected claim to the disclosure. In chemical
mnents should be made for a serond telephone  cases, a claim meay be so broad as to not bs
call, referably within three working days. ' supported by disclosure, in which case it j&
o en claims are selected, a formal multi-  rejected as unwarranted by the disclosure. If
plicity re]ectlon 15 ‘made, mcludmg a complete averments in & claim do not carresponq to the
record of the telephone mtervzew. followed by . averments or disclosure in the specification, &
an action on the selected claims. - rejection on the ground of inaccuracy may be

revised when required, to correct. inaecuracies of de-

. specification, claims and drawing must be amended and =~ |

When applicant refuses to romply with the in order. It must be kept in mind that an n

telephone request, a formal multi licity rejec-
 tion is made. No reference should be made to
the unsuccessful telephone call.
The applicant’s response to a formal multi-
plicity rejection of the Examiner, to be com-
plete, must either:
1. Reduce the number of claims presented to

original claim is part of the disclosure and
 might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant is required in such an in-
stance to add the subject matter to the spemﬁ- ;
_cation. Whenever an objection or rejection is
those selected previously by telephone, or if no ~ Made based on incomplete disclosure, the Ex-
previous selection has been made to a number ~ aminer should in the interest of expeditious
not exceeding the number specified by the Ex-  prosecution call attention to Rule 118. If sub-
aminer in the Office action, t m overcoming the  ject matter capable of illustration is originally

rejection based upon the ground of multiphcity,  claimed and it is not shown in the drawing, the
or claim is not rejected but applicant is required

Rev. 20, Apr. 106G
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! | » the patent stamte.
sed on 35 U.S. ,132

jection on ;
des the more specific grounds
. 88, ng perpetual metion, f
 fraudulent, against public palicy. The statu-
tory basis for this re]ectlcm is 3
, twn 608.01 (p) :

A process whlch amount= to nothing

than an obvxous manner of producing an article

or prnduct is not patentable. An Appl icant may

1 useful article of manufacture. -
the article is conceived, it often happens
' tlmt anyone kxlled in ‘the a.rt would at nnce be

; m}ected as bemg_
us method of making tigp;“

,rizrle
 While a rejec

quire the citation of art or the é;lidwanee of any
; rson ordinar-
ily skilled in the art, without reference to any

claim. it must be apparen

meﬂmd disclosure contained in the application,
how the eclaimed article was made, It other
words, the rejection is proper if such a person

~would be able, upon the basis o his own knowl--

edge, to perform the claimed method merely

from having the claimed article shown to him

or by b(mg told what ingredients it mnt.unod

\’r)tv in re Larsen, 49 C.C.P.A. 7115 130 U.S.-
92 F. 24 b3l ‘

Rev, 20, Apr. 196D

: bility r novelty and hss ra’ nght 0 pm‘(’nt

S.C. 101.

 granted (e.g

ent ‘,f an apphcaxmn} resuits in Iass of ;

‘ nght to o patent.

Oww. Prioxz Fom:mv PATE\T

‘Ertract from 35 U8, 8.0,
A perm ~

all be entit!ed tos pment !mlew—— S

ute abme mm:ed esmhhches four

which. if all are m'eaem; estanhsh a
- bar agaist the m“imum af a patem in this
;«,ountry

(1) The fore:gn a%ehr:atwa xm.s‘ ve ﬁled
more than one year fore'the ﬁhnrr in lha,

'In ted States.
(2) It mustbehled v the apphmm;. h*s iega} o

representatives or assigns

(3) The fore:gn mtent must be arhwal!y
. by aeaimg of the papers in Great.
Britain) before the filing in the United States

_or, since foreign procedures differ, the act from

which it can be said that the invention was par-
ented, has occurred. It need not be publis .led
Fr parte Gruschwitz et al. 138 U.S.P.Q. 505
cusses the meaning of "pamnted s *1pp]wd L
to German pmcedum ‘ :
(4) The same invention must be mvelved ;
If such a foreign patent is discov ered by the
Examiner, the rejection is made under 35
17.8.C. 102(d) on the ground of sfatutory bar.
The new law only applies (o applications
filed aftvr January 1.71953,

ﬁ’*‘ ('omimm for pa,tmia-' (o



retroacnve!y here. an application haq been

ently filed abroad and the application does not. disclosel

.n'v~ pate mit for an

,?CPSSOP&:, awwnq. or

fa urility vnodel industrial design. or.
the wvention A United States

pat 1 1ed to such mr on. his successors, assxgns, or

ms el in respect of

legal epresentanves shaﬂ be invalid.

n examining an application, he Fx-

ns of the existence of a corres (md-
' pphr'ahon which ap

ore the T mter ta

ctpphmhon to Licensing

1 of Group 220 calling at-
' mvof-ng'mo of he poss

plication maj ' tum@d tn the »
Gronp. for pr 1t

iz otherwise in fr)whtmn for :’l”()\“\"u

QQO will requmt fmnsfar {sf the apphca» .

Clmm: may be re;ected on the

,i‘wdmmed the -ub3ect matter m- :

volved '
. from the apphmnt S :fallum'

{a} to make claims suggested for uﬁerfer-

ene e v""}* another application under Rnie 3.

0 01(m)},
chum from a p‘xtem when ug-
sect o)

claims not paten tably dmmct ﬁm
“claimed subject matter as weh as to th
- directly mvolved e

,, 706-03(“’,)

x\f ter Interfarenw ‘

R0 tmn- MH‘! to 1110,

The ontcome of public use proc

also be the basis of a rejection. { See Rule aS}Q.)

T'pon termination of a public use proceedings
including a case also involved in interference
“order for a prompt resuni ion of the inter
erence proceedings, a notice should be sent.
the irmd of Patent JInterferences ymtxfmn

them of the daspa»mon of the pubim
ceeding : ; , oy

htev. 20, Apr. 1969




ond apy' ' ,
weking a m]ectlon on res judecata,
s uld ordmanly be made also on me

A Peak* y e revi
~when the tlme for further cout
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_sires to cover. Inventions in metallurgy. re-

rty in common which is mainly

proh for their function in the claimed rele

ibitio !
claim w s and it is clear from their very nature or from

- art that all of them possess
ost should be applied

v.of the grouping is deter-

nsideration of the compound as

| does not depend on there bein%r g
ey Aappiicat , gnee oI 1N munity of properties in the members of
 interest only in cases whert 5N | rkush expression. e

~ the scope of the claims pt”. ¥ raterials recited in a claim are so

! laims which d : o constitute a p kush

‘ ' ‘be recited in the

r example, if rein R
‘from the group consisting

fA, B,Cand D isa .pmger_iirs;mﬁm then

~ cation. See 1401.08. X ~ :
Note that a reissue application is “special”  “wherein R is A, B, C or D” shall also be con-
and remains so even if applicant does n. e sidered proper. . S
- @ prompt response. e A rejection of a Markush type claim based
o “on any of the grounds pointed out above relates
to the merits and is appealable. L
SveeeEnUs Cramd o
A situation may occur in which a patentee
has presented a number of examples which, in
‘the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection. L
The allowance of a Markush type claim under
a true genus claim would appear to be bene-

706-03()7) , Improper ’jM’arkush Groixp,
' R-17] , , i

 Ex parte Markush, 1925 C.D. 126; 340 O.G.
§39, sanctions, in chemical cases, claiming a
~genus expressed as a gm}i‘p consisting of cer-

tain specified materials. This type of claim is
emploved when there is no commonly accepred
- generic expression which is commensurate in
- scope with the field which the applicant de-

_ fractories, ceramics, pharmacy, pharmacology
' and biology, may be claimed under the Mar-
~ kush formula but it has consistently been held

to be improper to extend it to purely mechani-  fois] to the applicant without imposing any
cal features or process steps. It is improper to.  yndue burden on the Patent Office or in any way
use the term “comprising” instead of “consist- . getracting from the rights of the public. Suc

ing Of’E“ parte Dotter, 12 U'S.P.Q. 382, subgenus claim would enable the applicant
Regarding the normally prohibited inclusion of ¢4 claim all the disclosed operative embodi-
35?);&;:&(‘5@"::3;;;?;"& 3:'}?1"; (generlgacrzd ments and afford him an intermediate level of
subgeneric for ex: e same case, see o in the ev i

P i L ___ ', protection in the event the true genus claims
Ex parte Burke, 1934 C.D. 5: 441 O.G. 309.  gh5uld e subsequently held invah& i

%;n;eﬂ?osﬁ]gfng'f[ai’;}:‘;:i];]"gé"fog; d‘yg":]":l::%g The examiners are therefore instructed not
S00pe ¢ 1 Y e to reject a Markush type claim merely because

cient basis for objection to or rejection of claims. £ the prese of ut yonus claim embra-
However, if such a practice renders the claims :fivé :‘ﬂe{;_;‘;:mce 01 4 frue genus cifl ,
indefinite or if it resnlts in undue multiplicity, " Qoo also 608 01(p) and 715.03. -

an appropriate rejection should be made. This DeeR S0V AP) RRAEIRTES

practice with respect to Markush claims of
diminishing scope is being continued. ~ 706.03(z) Undue Breadth

The materials set forth in the Markush group  In mechanical cases, broad claims may prop-
ordinarily must helong to a recognized physi-  erly be supported by a single form of an ap-
T3 : Rev. 17, July 1968
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Iving ,

; unds, which differ radi
rties it must appear

‘s Sr P?ﬁcation"either!%pih% en
ufficient number of the men

p or by other appropriate langua;
cals or chemical comb

taken 1o the Commissioner in
or requirements not involved in ¢
claim {rule 181). Response t
 action must include cancellation

ection of Previously

Rej

. l‘?‘*’,?d ,’h"fCllaikms'

‘Al shall repeat or,ﬁéttitg‘nli grounds of reject!on then cen*k;
‘ sidered applicable to the claime in the case, clearly =

- claim noted as allowable shall thereafter stating the reasons therefor. , : -
be rejected only after the propesed rejection ‘Before final rejection is in order a clear issue
has been submitted to the Primary Examiner  should be developed between the Examiner and
for consideration 1 the facts and approval  applicant. To bring the prosecution to as
. = speedy conclusion as possible and at the same -
e exercised in authorizing time to deal justly by both the applicant and
st jection. See Ex parte Grier, 1923  the public, the ‘invention as disclosed and
C.D. 27; 309 0.G. 223;: Ex parte Hay, 1909  claimed should be thoroughly searched in the
C.D. 18; 139 0.G. 197. first action and the references fully applied;
; ~ . and in response to this action the applicant
Previors ACTIO-‘“P?'_I?l"mm"?;E?L??UFF“ should amend with a view to avoiding all the
 Full faith and eredit should be given to the  grounds of rejection and objection. Switching
~ search and action of a previ xaminer un.  from one subject matter to another in the
less there is a clear error i1 revious action claims presented by applicant in successive
or knowledge of other prior art. In general,an ‘amendments. or from one set of re'feregces;to
‘examiner should not take an entirely new ap- ~ another by the Examiner in rejecting m suc-
proach or attempt to reorient the point of view  cessive actions claims of substantially the same
of a previous examiner, or make a new search - ‘subject matter, will alike tend to defeat at-
' taining the goal of reaching a clearly defined
issue for an early termination; i.e., either an
d claim, the Examiner should point out allowance of the case or a final rejection.
~in his letter that the claim now being rejected - While the Rules no longer give to an appli-
~ was previously allowed. cant the right to “amend as often as the Ex-
: , , i aminer presents new references or reasons for
706.05 Rejection After Allowance of  rejection”, present practice does not sanction
Application " hasty and ill-considered final rejections. The
, e  applicant who is seeking to define his invention
See 1308.01 for a rejection based on a refer-  in elaims that will give him the patent protec-
ence. e : ~_tion to which he is justly entitled should re-
For rejection of claims in an allowed case  ceive the conperation of the Examiner to that
which has failed to make the date of a senior  end, and not be prematurely cut off in the

in the mere hope of finding something.

Because it is unusunal to reject a previously

Rev. 17, July 1068 o T4



. pmm'atiaﬁ? of his case.
~ who dalli

INATION OF APPLICATIONS

 in the
iz to technical ther obvious subrer-
in order toc keep the application pending
the Primary Examiner, can no longer
fuge in the Rules to ward off a final

~ But the applicant e Ex: ! of
ecution of his case, re-  fact that in everv case the applicant s entitied

- 706.07

The Examiner should never lose éight bftiw

to a full and fair hearing, and that a clear issue

_ between applicant and Examiner should be de-

veloped, if possible, before appeal is p

cuted.

- applicants as a class as well as to that of the

Rev. 17, July 1088

fowever, it is to the interest of the .



, T ; /

lete statement of ; positi

A s;lminary'inélicating the final disposit
1 cla .

sh

- incl'udih fin

_For Mehdr'i{éﬁtg' filed “after final rejection,
see sections 714.12 and 714.13. [R-JO] -

~ 706.07(a) Rejecti

... Proper on Second Action
[R-22] ,

o the change in practice as affecting

 final rejections, older decision n questions of

prematureness of final rejection or admission of

 subsequent amendments do not necessarily re-

t practice. Under present practice,

, actions on the merits shall be final, except
here the Examiner introduces a new ground

( n not necessitated by amendment of
tl plication by applicant. Furthermore, a
second ‘action on the merits in any application
will not be made final if it includes a rejection,
on newly cited art, of any claim not amended
by applicant in _spite of the fact that other

flect

ble and also a statement

Final Rejection, When |

cInims may have been amended to require newly

cited art. , o

See section $09.02(a) for actions which indi-
cate generic claims not allowable,

In the consideration of ¢laims in an amended
case where no attempt is made to point out the

75

706

g
* Anv question as to prematureness of a final
rejection should be raised, if at all, while the
case is still pending before the Primary Exam-
iner. This is purely a question of practic
wholly distinct from the tenability of the re-
jection. It may therefore not be advanced as a
ground for ap eal, or made the basis of com-
plaint before the Board of Appeals.

le by petition.

07(d) Final Rejection, With-
drawal of, Premature

If. on request by applicant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature, he should withdraw the

finality of the rejec'tion. . .

See sections 714,
after final rejection.

Once a final rejection that is not premature
has been entered in a case, however, it should
not be withdrawn at the kaﬁ)plicant’s request ex-
cept on the showing of Rule 116, This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will place the ense either in condition for al-
lowance or in better form for appeal may be
admitted.  Also, amendments complying with
ohjections or requirements as to form are tobe

 Rev. 22, Oct. 1060
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allowable, then the ]
‘ Ooeqsxonall’

mth rawn.

_arate form, Notice of Refere;
_attached to applicant’s copies o

w r‘lpper wit

'kcant S arguments for allowablhty a8 rent

 Where applicable, Notice of Informal

meets at least one claim or meets it except for

re hown to be mpletely

used for applic
r of cumulative

ch
h' of

‘ ore, the pmct
for entering new non-reference or so-called “for
as those under

' ,dments file uyafter; he final re]ectwn ate
m’mly entered :

707 Exammer s Letter or Acuon
' [R—22] '

Eztract from Rule 104, (b) The applicant will be

notified of the examiner's action. The reasons for any
adverse action or any objection or requirement will
be stated and such information or references swill be
given as may be useful in aiding the applicant to judge
of the propriety of continuing the prosecution of his
application,
T'nder the current first action procedure, the
Examiner signifies on the action forin POL~326
rertain information including the period set for
responge, any attachments, and a “summary of
action,” the position taken on all claims.

This procedure also allows the Examiner, in
the exercise of his professional judgment to
indieate that a discussion with applicant’s
representative may result in agreements
whereby the npplication may be placed in con-
dition for allowance and that the Examiner
will telephone the representative within about
two weeks. Under this practice the applicant’s
representative can be adequately prepared to
conduct such a discussion. Any resulting amend-
ment may be made either by the applicant’s

Rev, 22, Oct, 1960

| ,and are to_be ’consxdered as p-u't o

76

707.01 Prunary Exammer Indicates

Drawings, PO-948 and Notice of :
Patent Apphcatxon, P0~152 are ‘utt hed to the

 The attaehxnents have the sam : p
clude the

dlgrt Art Unit number to expedlte;handlmg
Wlthm the Office. o

Acuon for New Assistant IR~

20]
 After the search has been completed action

is taken in the light of the references found.
Where the Assistant Examiner has been in the

Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
oughly.
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction

or election of species is to be required, or
whether the claims are to be con51dered on

their merits. If action on the merits is to be

given, he may indicate how the references are o

to be applied in cases where the claim is to be
rejected, or authorize allowance if it is not met
in the references and no further field of search
is known. o

707.01(a) Parnal Slgnatory Authorlty o
[R-22

Examiners who are delegated partial signa-
tory authority are expected to sign their own
actions with the exception of the following
actions which require the signature of the Pri-
mary Examiner:

Allowances
Quayle actions

The usual procedure is for the As-




_ entability report (§ 705.01).
- Requirements for restnctxon (§ 803. 01)
‘Withdrawal of final re]ectlo '

lyalms for lnterfemnoe ,,

ed patent cl
Mo patent claims 07 (o).

urlsdJcn n for mterferenee All Examiner's Answers o

poses : - 193). Note also § 1208.01 where gro

Actions reopening. prosecutlon - of rej jection or objection is raised, new refer-

uests for withdrawal from 1ssue ence is cited, in the Answer,
.~ Rule312 amendments Decision on reissue oath or declaratlon

Rejection of previously allowed clalm 4 : Decision on affidavits or declarations under

Final hOldlng Of abandonmnt for msuﬂiment e Rule 131 (§ 71') (}Q) and under Rule 132 <§ 716)

response ~ Initial review of streamlmed continuation
Actions based on aﬁidm it or declargtlon "caees (§ 201.07).

1 1
evidence (Rules 131 and 32) For a list of actions that are bo be subxmtted

Suspension of Examiner’s action . : ,
Reissue cases (decxsxons on reissue oath or to the G“OUP Dxrecto, 8 §1003 and 1004.

declaration) . ' o
Requests for an extension of time | , 707 02 (8) Cases Up for Thlrd Acuon
Examiner’s amendments and Fiv e-Year Cases e
{R-22] f

‘Restriction reqmrements : .
707. 02 Actions Whu:h Requlre the The Su ervisory Primary Examiners should
Attentlon of the Primary impress their assistants with the fact that the
Examiner [R—20] shortest path to the final disposition of an ap-

There are some qilestxons which existin

plication is by finding the best references on
prac the first search and carefully applying them.
tice requires the Primary Examiner to ﬁe The Supervisory Primary Examiners are ex-
sonally responsible for. The follo“ ing aotmm pected to personally check on the Eendency of
fall in this category: every application which is up for the third offi-
Third action on any case (sectlon 707.02¢(a)).  cial action with a view to finally concluding its

Action on a case pendmg 5 or more years prosecution.
(section 707.02(a) ). Any case that has been pending five years

Final rejection. - should be carefully studied by the Supervisory

Initiating an interference (section 1101.01  Primary Examiner and every effort made to -
(c)): terminate its prosecution. In order to accom-

First request for ‘extension of time (section plish this result, the case is to be considered
710.02(e) ). “special” by the "Examiner.

Disposition of an amendment in a case in
mterfgz?esxl)ce looking to the formation of an- 707.04 Initial Sentence [R-22]
other interference involving that application The “First Page of Action” form POL-326
(section 1111.05). AT contains an initial sentence which indicates the
Decisions on interference motions under  gtatys of that action, as, “This application has
Rule 231; also, actions taken under Rule 237  |,een examined?” if it is the first action in the

(8§ 1105.02t0 1105.05). case, or, “Responsive to communication filed
Rejection of a previously allowed claim ' Other papers received, such as sup-

(§ 706.04). plemental amendments, aﬁidawts, new draw-
Proposed rejection of a copied patent claim.  ings, etc., should be separately mentioned.

(If applicable to o patentee, see § 1101.02(f).) A prehmmary amendment in o new case
Classification of allowed cases (§ 903.07). should be acknowledged by adding n sentence
Holding of abandonment for insufficient such as “The amendment filed (date) has been

response. received.”

m Rev. 22, Oct. 1960




to issue with no ’
~ where no prior art ’ : e other
_ write “None” on a itin pplied by the LX4 ailing the ac-
, g ; ) ert 1t in | h , : hsesand

“aminershould: S
(a) Write the citation of the references on
~ 3-part form PO-892, “Notice of References
" (b) Place the original copy of PO-892 inthe
file wrapper and give to the clerk with the com-
p’]eteld Mfice action for counting and typing as
i TR uswal,. L
,tl;br:?:gi?m “(c) Write the application serial number on
LT the plastic index tab of a special folder. Insert
" into the folder the two carbon copies of PO-
892 together with any Foreign and Other Ref-
heets containing the parts relied upon must be identi- erences cited in the action. (Do not enclose any
fied. If printed p ' cited, the author (If . IS patents.) . L
any), title, da ‘ (d) -P]ace the folder in the “Out Bo for
lication, or place whe be ROS™ B L
, : on facts within the Form PO-892 is completed, and the folder
of the Office, the  prepared and forwarded to R.O.S. in all cases
, possible, and the reference  in which a reference is to be provided, regard-
must be supported, led for by the applicant, by less of the type reference cited. i
the affidavit of suc yee, and such affidavit shall Foreign and Other References are copied and
be subject to contradiction or explanatfom by the afi- . returned to the Art Unit within 48 hours. If
davits of the applicant and other persons. . it is not feasible to release such a reference from
- ‘ . ; the Art Unit, the Examiner should have two

Copies of Cited References  copies made. These copies must be clearly

Provided by Reference Or- marked as such. Both copies are inserted into
der Section [R-22] the folder for forwarding to R.O.S.

o , ; If one copy of a reference is to be used for
Copies of cited references (except as noted

G , ; two or more actions simultaneously, the folders
below) are automatically furnished without  involved must be fastened together with an

charge to applicant together with the Office ac-  explanatory note on top.
tion in which they are cited. Copies of the cited If Special Handling is desired, n “special”
references are also placed in the application file  sticker should be attached to the top of the
for use by the Examiner during the prosecution, folder. ‘

Copies of references which are cited at the Jumbo U.S. Patents will be furnished to the
time of allowance, in Ex parte Quayle actions, applicant, but will not be placed in the appli-

Rev. 22, Oct. 1969



.and agents

dered to be

- object in requesting a citation by the applicant
. or attorney of prior art known to him is to pro-
- vide & check on the official search and also to
facilitate such search in that an Examiner who
is advised of prior art of a given degree of perti-
nence before beginning his search does not need
to spend time in considering art which is ob-
viously less pertinent, but which he would have
been required to consider if he were starting
without such advice. The Patent Office, if it uses
such art, will not rely in any way on the fact that
it was cited by the applicant or attorney, but will
treat it in exactly the same manner as art dis-
covered in the official search. It is definitely to
the applicant’s advantage to have all pertinent
art ofreco’rd. Any citation should be selective
and should avoid unnecessary duplication or
the inclusion of art of comparatively little
relevance. . e
Prior art cited by applicants, attorneys, or
agents prior to the first Office action, will be
fully considered by the Examiner, will be part
of the official record, and will be included in
the list of references cited in the patented file
and in the printed patent provided:

(a) the number of references cited ig limited
to not more than five separate items, unless a
satisfactory explanation is given as to why
more than five citations are necessary ;
~ (b) one copy of each of the cited references

is submitted ;

(¢) a detailed discussion of the references,
pointing out with the particularity required by
Rule 111 (b) and (c¢), the manner in which the

79

claimed subje
refercliceslises

ceptions. The Examiner will ente
mitted citations in the appropri:
omitting the class and sub

other than patents, { )
heading entitled “Ap
tions” on form PO-§92
data of the publication. Ih
references are to be provide : '
parte Quayle, only applicant submitted refer-
ences relied upon), xaminer will list the
submitted citations as usual with class and sub-
class on form: PO-892, Since the file record will
indicate the presence of the submitted citations,
the Examiner does not have to point out in the
actio he citation of those refer-

Order Section (R.0.8.) will not
furnish copies of any patent for which the class
and subclass have been omitted on form
PO-892, or of any publication cited under the
heading “Applicant’s Non-Pat. Citations.”

References cited by applicants, attorneys, or
agents under the “Special” Examining Proce-
dure for certain new applications (section
708.02) will be included in the list of references
cited in the patented file and printed patent.

Where applicant’s submitted citations do not
comply with the sbove procedures, the paper
containing the citations will not be entered in
the file. The Examiner will nof notify applicant
of non-compliance. The references will be cited
only if relied upon by the Examiner in his ac-
tion. Applicant will not be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file.

All references appearing in Office actions will
be listed in the patent under a single heading
entitled “References Cited”. L &

_See section 1302.12.

707.05(c) Order of Listing [R-21]

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attached to the
typed action. No distinction is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent”, With
the exception of applicant submitted citations
(sections T07./5(b) and 7T08.,02), the pertinent

Rev. 21, July 1069




d upon by the Examihqrf‘sﬁ
8]l be cited by the Examiner
ner. :

707.05(e) .Data U
' . ences , , e
Rule 107 (sections 707.05 and 901.05(a)) re-
quires the Examiner to give certain data when
citing references. The patent number, patent
date, name of the patentee, class and subclass
(except applicant submitted citations), and the
filing date, if appropriate, must be given in the
citation of U.S. patents. See section 901.04 for
details concerning the various series of U.S.
patents and how to cite them. Note that patents
of the X-Series (dated prior to July 4, 1836)
are not to be cited by number. Some U.S. patents
issued in 1861 have two numbers thereon. The
larger number should becited. = ' '
If the patent date of a U.S. patent is after

~ and the effective filing date of the patent is

 before the effective U.S. filing date of the ap-
plication, the filing date of the patent must be
set forth along with the citation of the patent.
This calls attention to the fact that the par-

_ ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

In the rare instance where no art is cited in a
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the
patent, See section 707.05(a).

Rev. 21, July 1969 ‘ R0

~ (except applicant submitted ons) ; (2) the

_the total number of sheets an
~_publication fo be furnished (other than U.S.
_patents) exceeds 15, the authorizing signa-

:,“,’f‘o'reign language terms indicative of foreign
f

_publications, are keyed to footnote (3) of said

upon and the tota
3 of

entire disclosure is relied upon, the total number
of sheets and pages are not included, and the =
appropriate columns on PO-892 are left blank.

n actions where no references are furnished,
the total number of sheets and pages should be
included except for applicant submitted cita-
tions. ' 2 -

Publications such as German allowed ap-
plications and Belgian and Netherlands printed
ifications should be similarly handled. If

pages in any

ture of the Supervisory Primary Examiner on
PO-892 is required. Applicants who desire a
copy of the complete foreign patent or of the
portion not “relied on” must order it in the
usual manner.

See section 901.05(a) for a chart in which

atent and publication dates to be cited are
sted. Foreign language terms indicating
printed applications, which are to be cited as

chart.
PusricaTons

See section 711.06 (a) for citation of abstracts,
abbreviatures and defensive publications, See
section 901.06(¢c) for citation of Alien Property
Custodian publications. L

In citing a publication, sufficient information
should be given to determine the identity and
facilitate ihe location of the publication. The
data required by Rule 107 (section 707.05) with



OF APPLICATION S

e ed‘ on’xdennﬁed together thh the call number nf the other rR
, ARY call num-  course. THIS NUMBER SHOULD |
C r appears on the CiITED. If the copy relied upon is ,
~ “spine” of the book 1 the book is thick enough nly in the Group. making the action (there
_and, in any event, on the back of the title page.  may be no call number), the addltlonal infor-
fBooks on mterhbrary loa wﬂl be markedff mation, “Copy in Group —

should be glven
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-~ Ees. -
Hine, J. S. Ph
N.Y., McGraw-Hill, 1956,

Noyes, W. A.,Jr. A Climate for Basic Chem-

p.91-95 Oct. 17,1960. TP1.1418.
Nore: In this citation, 38
ber, 42 the issue number,

numbers.

nd 91-95 the page

the Office, the Examiner should immediately
order a photocopy of at least the
upon and indicate the class an
which it will be filed. The Office action MUS
designate this class and subclass. ,
henever, in citing references anywhere in

the application file the titles of periodicals are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
tions: (1) the abbreviation for the Berichte der
 deutschen chemischen Geselischaft should be
. Ber. Deut. Chem. rather than Ber., and (2)
~ where a country or city of origin is a necessary
~ part of a complete identification, the country or
~ city of origin should be added in parentheses;

 e.g.,d. Soc. Chem. Ind. (London).

707.05(f)

Eﬁective Dates of Declassi-
fied Printed Matter [R-
21]

In uging declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will ap&ear on the material and may be
congidered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public, See Fx

BT 8TH0 (1 - BY « 4

 When so nsed the material does not constitute |
- an absolute statutory bar and its printing date
~may be antedated by an affidavit under Rule

Organic Ch
056, p. BL ODFeHY.

ical Research. In Chem.& Eng. News. 38(42) . 70705 (&)

is the volume num-

e __ cant,a lecter correcting the error and restart
If the original publication is located outside t, a letter correcting the error and restartin
rtion relied “'0(21'!‘8@ copy of the reference, is sent to appli-
subclass in :

cipatory pu licﬁﬁdﬁ,’thedate of
ng declassification 1s the effec-
ation within the meaning

rpose_of pation predicated
‘ under 85 U.S.C. 102(a)
eclassified material may be
a facie evidence of such prior
f its printing date even though
as classified at that time.

131.

eorrect Citation ofRef-
-erences [R-21]

Whe%ts'an error Vin{cicati‘onkof a reference lS
brought to the attention of the Office by appli-

the previous period for response, together wit

YWhere the error is discovered by the Ex-
aminer, applicant is also notified and the period
for response restarted. 1In either case, the Ex-
aminer is directed to correct the error, in ink,
in the pa in which the error appears, and
place his initials on the margin of such paper,
together with a notation of the paper number
of the action in which the citation has been cor-
rectly given. See section 710.06.

Form POL~-316 is used to correct an erro-
neous citation or an erroneously furnished
reference. Clerical instructions are cutlined in
the Manual of Clerical Procedures, section
410.C (2) and (3). :

In an¥ case otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the Ex-
aminer iz directed to correct the citation on an
Examiner’s Amendment form POL-37. ,

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
her of the patent are often sufficient to deter-
mine the correct country which granted the
patent, e

To correct a citation prior to mailing, either
hefore or after sending the typed action to
Reference Order Section (RO}, see the Man-
ual of Clerieal Procednres, Sec, 416.0°(1).

Rev, 21, July txg




'wg ich is available to the ‘Pubhc
file should be cited, as

sion of the I;Joard of , a No.

...... + paper No. ... __ pages.”
Decm%ns found only in p;tegted files should

be cited only when there is no published deci-

sion on the same point.

When a Commissioner’s Order, Notice or

Memorandum not yet incorporated into this

the order, notice or memorandum should be
given. Where appropriate other data, such as
the Journal of the Patent
the Oﬁcwl Gazette in which

Completeness and Clanty
[R-21]

Rule 1095. Completeness of examiner’s action.  The
egaminer's action will be complete as to all ‘matters,
except that in appropriate cirmmstances. meh as mis-
joinder of invention, fundamental defecu fn the appli-
cation, and the like, the action of the examiner may be
lHmited to such matters before further action 18 made.
. However, matters of form need not be raised by the ex-
am!ner antil 2 claim u found allowable,

o Whenever, upon examination, it is found that
o the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly conneeted, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of
the invention so far as it can be understood from
the disclosure. The action of the Examiner
may be limited to a citation of what appears to
be the most pertinent prior art found and a
request that applicant correlate the termmology

Rev, 21, July 1969

marnual is cited in any official action, the date of

‘specxﬁcatlon is (are)
* generally accepted in
“Invention pertains that i iff
31ble to make a reliable search.
Ap licant is therefo
;,i,elucxdatxo

7 7 ’07(a) Comk lete Action on Formal
Matters [R-21]

Forms are placed in informal applications
listing informalities noted by the Y)raftsman
(Form P(-948) and the Head of the Applica-
tion Branch (Form PO-152). Each of these
forms comprises an original for the file record
and two copies to be mailed to applicant as a
part of the Examiner’s action. They are
cifically referred to as attachments to the letter
and are marked with its paper number. In
every instance where these ;) orms are to be used
they should be mailed with the Examiner’s firs¢
Jetrer, and any additional formal requirements
which the Examiner desires to make should be
included in the first letter.

When any formal requirement is made in an
Examiner’s action, that action should, in all
cases where it indicates allowable subject mat-

ter, call attention to Rule 111(b) and state that,‘ . i
a_complete response must either comply with

all formal requirements or specifically traverse' "
each requirement not complied with., ,

707.07 (b) Requiring New Oath |
[R-21]
See section 602,02,

707.07(c) Drafisman’s Requirement
[R-21]

See section T07.07(a); also sections 603.02
(a), (e}, (s).
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uld be given; i
xaminer should point ,
ess resides; or if rejected ae in-
ess resices; or 1 & should

vhat the claim requires to rent

‘complete.
In 1, the most usual gro d of rgee» o
tion is based on prior art under either 35 U .

35 U.S.C. 102 (AXNTICIPATION OR Lacx orF
~ Novzrr)
The distinction between rejections based on
35 T.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is present. It may be ad-
visable to identify a particular part of the ref-
erence to support the rejection.  If not, the
expression “rejected under 35 US.C. 102 as

clearly anticipated by” is appropriate.

35 U.S.C. 108 (OBvioUsNEss)

~one or more others.
rejection is under 35 U.S.C. 103, there should
be set, forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
_ proposed modification of the applied refer-
_ence(s) necessary to arrive at the claimed sub-
ject matter, and (3) an
prﬁ , modi.ﬁ:atmn would be obvious.
verything of a personal nature must be
avoidez b%\atever p;m "be the Examiner’s
view as to the utter lack of patentable merit
in the disclosure of the application examined.
“he should not e s in the record the opinion
that the application is, or appears to be, devoid
of patentable subject matter. Nor should he
exprees doubts as to the allowability of allowed
claims or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

he'ipplicaht be o] ad- | ret
should

~ on one ground and other claims on another

- of the requirement.

In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary 0
modify a single reference or to combine it with

After indicating that the

ex?lanation why such

ed and usﬁallyz ot mative
erefore be avoided. This is especially
true where certain claims heve been rejected

ound. -
A plura.lig' of claims should never be

grouped together in a common 7reljection, uniess

that rejection is equally applicab

in the group.

707.07 (e)' Note All Outsth.nding Re- |
o quirements

Tn taking up an amended case for action the
Examiner should note in every letter all the
requirements outstanding against the case.
Every point in the prior action of an Exam-
iner which is still applicable must be repeated
or referred to, to prevent the implied waiver

As soon as allowable subject matter is found,

correction of all informalities then present

should be required.

707.07(f) Answer All Material Trav-
ersed T '

Where the requiremmts;are traversed, or
suspension thereof requested, the Examiner

should make proper reference thereto in his
‘action on the amendment.

Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it. -

If a rejection of record is to be applied to
a new or amended claim, specific identification
of that ground of rejection, as b citation of
the paragraph in the former ce letter in
which the rejection was originally stated,
should be given.

Rev. 18, Apr. 1068
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“w ‘ s considered opinion
that the asserted advantages are without sig-

nificance in determining patentability of the
- rejected claims, he should state the reasons f
his position in the record, preferably in th

action follomngthe assertion or argument

admt? . By so doing the
kmow that the asserted ad-
1ally been considered by the

if appeal is taken, the Boardkof, ;

will Is?obeadvmed.

549 where the appll-

‘ ll1:00t'cam>e of answering su ’
ments is illustrated byGIn re Herrmann ;al. ,
39 0.G.

goted that since Applwants’ tement of ad-

vantages was not questioned by the Examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-
: fore found certain claims to be allowable.

707. 07(g) Piecemeal Examlmtmn
| [R-16]

Pleoemeal examination should be avmded
as much as possible. The Examiner ordi-
narily should reject each claim on all valid
grounds available, avoiding, however, undue
multiplication of references. (See 904.02.)
Major technical rejections on grounds such as
aggregation, lack of proper disclosure, undue

breadth, serious indefiniteness and res judicata

should be applied where appropriate even

though there may be a seemingly sufficient re-

jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with o full development of reasons rather than
by a mere conclusion coupled with some sterec-

typed expresgion.
In cases where there exists a sound rejection

on the basis of prior art which discloses the

“heart” of the invention (as distinguished from
prior art which merely meets the terms of the
claims), secondary rejections on minor technical

Rev. 16, Apr. 1088

| n@ mede where the il
Wthe limitations of the

a complete actio f the merits; see 702 01;
{2) Where there is an undue mult1phc1ty of
claims, and there has been no successful tele-

. phone request for election of a limited number
~of claims for full exammatmn gee 706. 03( 1);

(3) Where there is a mlS]omder of inven-
tions and there has been no successful telephone
request for election ; see 808, 806.02, 812.01;

(4) Where the dlsclosure is directed to per-
petual motion; note ex parte Payne, 1904 C.D.

42;108 O0.G. 1049

~ However, in such cases, the best prlor art readﬂy
available should be cited and its pertinancy

pointed out without speclﬁcally applymg 1t to

the claims.

On the other hand, a re]ect:on on the grounds
of res judicata, no prima facie showing for re-
issue, mew matter, or inoperativeness (not
involving perpetual motion) should be accom-
plished by re]ectlon on all other ava.lla.ble

grounds. ;
707. 07(h) Notlfy of Imaccuracies in

, Amendment :
See 714.%.
707.07(i) Each Claim To Be Men-
- tioned in Each Letter
16] :

In every letter each claim should be men-

’tloned by number, and its treatment or status
‘given. Since a claim retains its original nu-

meral throughout the prosecution of the case,

_ its history through successive actions is thus
“eagily traceable.

Each action should conclude
with a summary of rejected, allowed and can-

celled claims.

Claims retained under Rule 142 and claims
retained under Rule 146 should be treated as
gset out in 821 to 821.03 and 809.02(c).

See 1108.02 for treatment of claims in the
application of losing party in interference.

The Index of Claims should be kept up to
date as set forth in 717.04.

i




by a

e prosecution and

ervice to individual inventors not repre-
by a registered patent s y or agent
though this practice may be desirable and

i e

i ]permissiblé’ in any case where deemed appro- .

is
riate by the Examiner, it will be expected to
Ee applied in all cases nt

the applicant is unfas r with the proper pre-
paration and prosecution of patent applications.

Auvrowante Exceer as 7o Form

When an application dwc “patentable

ttorney or agent.

ere it is apparent that

bject matter and it is apparent from the

claims and the applicant’s arguments that the

claims are intended to be directed to such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defects in form or omission of a limitation,
the Examiner should not stop with a bare ob-
jection or rejection of the claims. The Exami-
ner’s action should be constructive in nature
and when possible he should offer a definite
sug,r.’zestion' or correction. Further, an Exam-
iner’s ion of allowable subject matter
may justify his indicating the possible desira-
Lility of an interview to accelerate early agree-
ment on allowable claims.

If the Examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain asgecfs or features of the patent-
able invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration. :

If a claim is otherwise allowable but is de-
pendent on a cancelled claim or on a rejected
claim, the Office action should state that the
claim wonld be allowable if rewritten in inde-
pendert form, ' :

EARLY ALLowaNce oF CLaiMS

Where the Examiner is satisfied that the
prior art has been fully developed and some of
the claims are clearly allowable, he should not
delay the allowance of such claims.

- pares the Office action will. in all cases, b

. thorized signatory Examiner for signing.
70709 'Signing,by‘il’“rimary or Other

sistant Examiner

The full surname of the Examiner w

0708 Reviewing and Iniiling by A

below the action on the left side. The tel
number below this should be called if the

~ is to be discussed or an interview arranged.

After the action is typed, the Examiner wh
repared the action reviews it for correctnes
f this Examiner does not have the authority
to sign the action, he should initial the action
above the typed name, and forward to the au-

- Aathorized Exsminer
‘Although only the original is signed, the word

- “Examiner” and the stamped name of the signer

should appear on the original and copies.

707.10 Entry [R-16]

The original, signed by the authorized Ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper

~ under. “Contents”,

'707.11 Date

707.12 Mailing

The date should not be typed when the
letter is written, but should be stamped on all
copies of the letter after it has been signed
by the authorized signatory Examiner and the
copies are about to be mailed. e

[R-20]

In cases where no references are to be pro-
vided by Reference Order Section (R.0.S.), the
copies are mailed by the Group after the orig-
inal, initialed by the Assistant Examiner and
signed by the authorized signatory Examiner,
has been placed in the file.

Tn cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to Reference Order Sec-
tion (R.0.8.) for mailing. The file with a copy
of the action is retained in the Group. After
the copies are mailed by R.0O.8,, the original is
returned for placement in the file, .

Rev. 20, Apr. 1960



708 J'Orde ’o “Exammatlon [R~20]

(a) Anpllcatiom
, the Pa Oﬂ!ce and accepted as complete ap-
_plications (rules 53 and 55) are assigned for examina-
_ tlon to the respective examining divisions having the
_classes of Inventions to which the applications relate.

_ Applications sha)l be taken up for examination by the
- sxaminer to whom they have heen asgsigned in the or-

“der in which they have been filed except for those appli-
estions In which the Oﬁce bas accepted a requeqt
_under Rule 139, o
(b). Applications which bave bheen acted upon by

the examiner, and which have been placed by ‘the ap»fl~ ,

plicant in condition for further action by the examiner
(amended applications) shall be taken up for action
in such order as shall be dete rmined by the Commis—

sfoner,

Each anmmer w1]] give priority to that ap-
plication in his docket, whether amended or new,
which has the oldest effective U.S. filing date.
Except as rare circumstances may justify Group
Directors in granting individual exceptions,

this basic policy applies to all applications.

Rev. 20, Apr. 196D

_tinue in thi

makmg thls determmatmn.
xammer determ es that th

nonty for those spe-
day due date,

ner’s Answers and Decisions on

_category, with the first effective
U.S. filing date smong them normally control-,

ling priority. :

Action on these applications in which the
Office has accepted a request under Rule 139 is
suspended for the entire pendency, except for
purposes relating to interference proceedings

~ under Rule 201(b) initiated within (5) five

years of the earliest effective U. S filing date.

1 708.01 Lut of Speclal Cases {R-16]

Rule 102. Adm«maent -/ examination.  (a) Appl-
cations will not be advanced ont of turn for examina-
tion or for further action except us provided by these
rules, or upon order of the Commissioner to expedite

the business of the Office, or upon a verified showing

which, in the opinion of the Commissioner, wlll justify
so advancing it.

(b} Applications wherein the inventions are deemed
of peculiar importance to some branch of the public
service and the. head of some department of the Gov-

:ernment requeatz: lmmediate &ctlon for that reason, may
“ be advanced for mmimtion.

Certain pmcedures by the Examiners take
precedence over actions even on special cases.

For example, all papers typed and ready for
signature should be completed and mailed.

8




makin%f '
‘The following is a list
which are advanced out
~ (a) Applications w] }
~ deemed of peculiar importance
‘of the public service and when
the head of some «
ment requests immed ction
missioner so orders (Rule 102
- (b) Cases made special as a
. tion. (See70802)
_ Subject =lone to diligent prosecution by the
‘applicant, an application for patent that has
once been made special and advanced out of

made in that particular case (by the Commis-
~ gioner or an Assistant Commissioner) will con-
tinue to be special thronghout its entire course
. of prosecution in the Patent Office, including
_ appeal, if any, to the Board of Appeals; and
any interference in which such an application
. becomes involved shall, in like measure,

- considered special by all Patent Office officials
concerned. : :
(¢) Applications for reissues (Rule 176).

~ (d) Cases remanded by an appellate tribunal

_ for further action. CL e e
(@) A case, once taken up for action by an
 Examiner according to its effective filing date,
should be treated as special by any Examiner,
Art Unit or Group to which it may subsequently
be transferred; exemplary situations include
new cases transferred as the result of a tele-

phone election and cases transferred as the re-

sult of a timely response to any official action.
(f) Applications which appear to interfere
with other applications previously considered
and found to be allowable, or which it is de-
- manded shall be placed in interference with an
unexpired patent or patents (Rule 201).
( g;’ Cases ready for allowance, or ready for
allowance except ag to formal matters.
(h) Cases which are in condition for final
rejection, ‘

""assuyancei’of’,,gatenc protection. Showings
porting specific facts must be made. For de-

~ turn for examination by reason of a ruling

ctual infringement or o E
cture which is being delayed for lack of some
sup-

tails see the Patent Office publication dated
July, 1968, entitled “Petitions To Make Appli-

- cations Special.”  Copies of this publication
- are available in the office of the First Assistant

Commissioner.
Age or Ty Heavrs :

Petitions to make special may be based on a
showing that applicant is 65 or more years of
age or that his state of health is such that he

‘might not be available to assist in the prosecu-

tion of the application if it were to run its
normal course.
CoNTINUING APPLICATION

- Petitions to make special a continuing appli-
cation may be based on an allegation ﬁmat the
application contains only claims which have
been held allowable in an earlier case or claims
differing therefrom only in matters of form
or by immaterial terminology. The Examiner
is requested to make a report stating whether

~ the allegation in the petition is correct and
including a list of the references over which

the claims were allowed, unless such references
have been listed in the petition. If, in the

opinion of the Examiner, the claims in the ap-

plication do not qualify it for special status
as above noted, but he is able to determine from
inspection that the application is allowable in
matters of substance or that the claims are oth-

~ erwise such as would, by reason of the previous

prosecution, be clearly subject to immediate
final action, he should report the fact.
Seecia. ExamiNiNg Procepure ror CERTAIN
New APPLICATIONS—ACCELERATED ExAMINA-
TION C
A new aw)lication may be granted special
status provided that applicant (and this term
includes applicant’s attorney or agent) concur-

Rev. 18, Oct. 1968




. the established telephone
will be followed
If otherwise p

~ merits will proceed .
‘elected invention.

e, the application will not b her
¢ that time. The petition will be

oper, examination on the
‘ _drawn to the

" 2. During

sponse, applicant is en
an mterv?ew with the

.ground that the claims are not

ion, and the applica-

d i not automatically be
pecial status based on papers filed with

application must meet on wn all
ments for the new special status. o
. (b) Submits a statement that a pre-examina-
~ tion search was made, and specifying whether
by the inventor, attorney, professional search-
 ers, etc., and listing the field of search by class
_ and subclass, publication, chemical abstracts,
‘foreign‘sfrmtents, ete. by
- (¢) Submits one copy each of the references
. deemed most closely reluted to the subject mat-
ter encompassed by theelaims.
~(d) Submits a detailed di
~ erences, which discussion peints out, ,
ﬁarticularity quired by Rule 111 (b) and (c),
ow the cla subject matter is distinguish--
rences. Where applicantindi-
cates an intention of overcoming one of the ref-
erences by affidavit under Rul the affidavit
~must be submitted before the application is
 taken up for action, but in no event later than
__one month after request for special status,
- In those instances where the request for this
 special status does not meet all the prerequisites
~set forth above, applicant will be notified and
the defects in the request will be stated. 'The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given
one O{:portunity to perfect the request. If per-
fected, the request will then be granted,
Once a request has been granted, prosecution

CRev, 4K Oct. 1968 88

P

~ placed in the hands of |

ecial stat . ith  working day prio

ition in the parent csse. Each such

require- ses to fil
~ iners action. Such a pa

8. Subsequent to the interx?iewf'or responsive

~was had
~ sponse. T

- will be treated as not a proper response.

aminer at least one
» the interview, a copy
such) of the amendment
i to the Exam-

(clearly denoted
that he proposes to file in

part of the file, but will fo

) ) A basis for discus-
sion at the interview. e ~

to the Examiner’s first action if no interview
applicant will file his “record” re-
he response at this stage, to be proper,
‘must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field

4. The Examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute eithera
final action which terminates with the setting
of a three-month period for response, or a no-

tice of allowance. The Examiner’s response to
~ any amendment submitted after final rejection

should be prompt and by way of forms 327, 303
or 309, by passing the case to issue, or by an
Examiner’s Answer should applicant choose to
file an appeal brief at this time. Of course,
where relatively minor issues or deficiencies
might he easily resolved, the Examiner may
u%}iyhe telephone to inform the applicant of
SUCH. L,

5. A personal interview after final Office ac-
tion will not be permitted unless requested by
the Examiner. I«{)rﬁwever, telephonic interviews

will be permitted where appropriate for the




the Clerk in the Examining

certain that all papers prior to a petition have

_ been entered and/or listed i application file
warding it fi
R-20]

nside

~ Whenever an Examiner tenders his resigna-
~tion, the Superviso i :
~ see that he spends his remai )

possible in winding up the old complicated cases

or those with involved records and getting as

many of his amended cases as possible ready for
final disposition. |

~ If the Examiner has considerable experience
in his particular art. it is also advantageous
to the Office if he indicates (in pencil) in the
file wrarpers of cases in his docket, the field

1
siders appropriate.

‘of search or other pertinent data that he con-

~ 709 Suspension of Action [R-20]
" 'Rule 108. Suspension of action. (a) Suspension of
action by the Office will be granted at the request of
the applicant for good and sufficient cause and for a
reasonable time specified. Only one suspension may
 ‘be granted by the primary examiner; any further sns-
pension must be approved by the Commissioner.

(h) If action on an application is suspended when
not requested by the applicant, the applicant shall be
notified of the reasons therefor, '

{(ey Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United #tates whenever publication of the

invention by the granting of a patent thereon might be -

detrimental to the publie safety or defense, at the re-
quest of the appropriate department or ageney,
{d) Action on applications in which the Office has
accopted n request flled under Rule 139 will be sns-
pended for the entire pendency of theee applications

t;ion‘, of 'the i

~ C.D.59;3270.G.

rimary Examiner should
z time as far as

~709.02

tion by the applicant.
he Rule providl;s for a
tion by the Examiner on
as }:n dsectionsd’?w.(;ll %1(1
ragraph (d) is used in the De-
Program described in sec-

ot consider ex parte,
icant, questions which

e Office In infer partes
he same applicant or

fparty of m&m e ex parte Jones, 1924

 Because of this where one of several appli-
“cations of the same inventor or assignee which.
contain overlapping claims gets into an inter-
_ ference it was formerly the practice to suspend
action by the Office on the applications not in
the interference in accordance with Ex parte
McCormick, 1904 C.D. 575; 113 O.G. 2508,
. Now, partly in view of In re Seebach, 1987
C.D. 495; 484 O.G. 503 the prosecution of all
the cases not in the interference is required to
be carried as far as possible, by treating as
~prior art the counts of the interference and by
' rejections forcing the drawing of proper lines
of division. See section 1111.03.

Actions Fo,l'lg‘j)w’i‘ng Correspond-
ence Under Rule 202 [R-20]

See section 1101.01(1).

710 Period for Response [R—20]

35 UK. 138 Time for prosccuting application.
Upon failure of the applicant to prosecute the appli-
ention within «ix months after any action therein, of
which notice has been given or malled to the appiicant.
or within sueh shorter time, not less than thirty days,
as fixed by the Commissioner ]n‘s‘uch action, ,thé appli-
cation shall be regarded as abandoned by the parties
thereto, unless it be shown to the satisfaction of the
Commisioner that such delay was unavoidable,

See Chapter 1200 for period for response
when appeal is taken or court review sought.

89 Rev. 20, Apr. 1060



Computed [R~17] v

~ ‘dated August
ollowing February 28 (or 29
ear), while a response to an
: Oﬂiee actmn ated February 28 is due on Au-
gust 28 and not on the last of August. Ex
parte Mm:ck 1930 C.D. 6; %O 0.G. 3. The
same reasoning wou]d apply  {
than six months,

The date of reoelpt ofa reeponse to an Office
action is given by the “Office date” stamp
which appears on the responding paper.

In some cases the Examiner’s letter does not
determine the beginning of a statutory re-
sponse period. For example, the Examiner
may write a letter adhering to 2 final rejection,
in whlch case the statutory response period
running from the date of the final rejection is
not disturbed. In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
W mc]uded

.7 10 02 Shortened Statutory Period
and Time Limit Actions
[R-20]
Eatract froom Rule 138. Time less than siz montha.
(a) An sppiteant may be required to prosecute hia
amﬂic}atmn in a shorter time than six months, but not
less than thirty days, whenever such shorter time ix
deemed necessary or expedient. Unless the applicant is
“notified in writing that response is required in less than
six months, the maximum perind of six months is
allowed,

- Rev. 20, Apr. 1969 90

710. 02(b) Shortened

' ny penod ]ess

require apj
specified ,
actions and are established under authorlty of

35 US.C. 6. Some smmtlons in which time

limits are set are noted in section 710.02(c).

The time limit requirement should be typed in

capltal letters where required. ,

‘ An,mdmatlon of a shortened txme
d r prominently on the

time for reply has been set so that a person
merely scanning the actlon an easi y see. 1t

ituations in Which |
[3-20]

Dnder the authority given him by 35 U.S.C.
133 the Commissioner has directed the Exam-
iners to set a shortened period for response to
every action. The length of the shortened stat-
utory period to be used depends on the type
of response required. Some specific cases of
shortered statutory period for response to be
given are:

Us

Tumrry Davs

Sec,
Rec‘ulrement for restriction or
ection of cpeme~—no claim re-
jected __ . __.. - 814
To file express abandonment— :
drawings transferred-......_. 608.02(1)
Two MoNTHS
Sec.
Wi mnmg part} in terminated in-
terference to reply to unan-
swered Office action..._...___ 1109.01

Where, after the termination of an inter-
ference proceeding, the application of the
winning party contains an unanswered Office
action, final rejection or any other action, the
Primary Examiner notifies the applicant of
this fact. In this case response to_the Office
action is required within a shortened statutory
germd running from the date of such notice.

e Ex parte Peterson, 1941 C.D. 8; 525 O0.G. 3

ix parte Quayle

When an application is in condmon for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc., the case will g: considered

of all ooples of actions in which a shortened




1.02(f)

. When applicant’s action
partz Quayle, 1935 msive to the Office action, the
. two month shortened sta
~ sponse should be set.

ection—no other

some matter or com-
uirem s been inadvertently
ity to explain and supply the omis-

ation by Examiner—re-
gardless of time remaining i
original period_.________________
The above periods may be changed und
special, rarely occurring circumstances.
There are other periods for response set
forth in the Rules of Practice. For example,
_applicant will still have 60 days (not two
months) to respond to a new ground of re-
jection in the Examiner’s Answer (Rule 193).
A shortened statutory period may not bhe
~ lessthan 30 days. | S
 710.02(¢) TimelLimit Actions: Sit-
~ uations in Which Used

[R-20]

As stated in section 710.02, 35 U.S.C. 6 pro-

vides authority for the Commissioner to estab-
lish rules and regulations for the condnct of

ﬁroceedings in the Patent Office. Among the
ules are certain situations in which the

Examiner sets a time limit within which some
specified action should be taken by applicant.
ome situations in which a time limit is set are:
(a) A portion of Rule 203(b) provides that
in suggesting claims for interference:.

The parties to whom the claims are suggested will be
required to make those claims (1. e, present the svg-
gested claims ip their applications by amendment)
within a specified time, not less than 30 days, in order
that an interference may be declared. .

See sections 1101.01 (§), and 1101.01(m).
(b) Rule 206(b) provides:

Rule 206(by. Where the examiner is of the opinion
that none of the claime can be made, he <hiall reject the
copied claims stating in his action why the applicant
cannot make the claims and set a time limit, not less
than 30 days, for reply. If, after response by the
applicant, the refection ts made final, a similar time
limit shall be set for appeal. Fajlure to respond or
appeal, as the case may be, within the time fixed, will,

L 196”5,,
 remainder of
ever 1s loj

“nonelected invention or s

90.1

before the question of abandonment

pplications filed on or after October
licant is given one month or the
he set statutory period, which-
nger, to remit any additional fees re-

quired for the submission of an amendment in
response to an Office action,
See sections 607 and 714.03.
{e) To ratify or otherwise correct an un-
signed amendment, applicant is given one
month or the remainder of the set statutory

(d) I

period, whichever islonger.

See section 714.01(b),

(f) Where application is otherwise allowable
but contains a traverse of a requirement to re-
strict, one month is given to cancel claims to
cies or take other
appropriate action. See Rules 141, 144, and
sections 809.02(c) and 821.01. *

(g) If there is a defect in the format of a
~ streamlined continuation application which can

be corrected, applicant is given one month to
correct the defect. '
See section 201.07.

710.02(d) Difference Between Short-
- ened Statutory and Time-
Limit Periods [R-20]

The distinction between a limited time for
reply and a shortened statutory period under
Rule 136 should not be lost sight of. The pen-
alty attaching to failure to reply within the
time limit (from the suggestion of claims or the
rejection of copied patent claims) is loss of the
subject matter involved on the doctrine of dis-
cliimer. A rejection on the ground of dis-
claimer is al)pealable. On the other hand, a
complete failure to respond within the set stat-
utory period results i abandonment of the
entire application.  This is not appealable, but
a petition to revive may be grunteJ if the delay

Rev. 20, Apr. 1968



part of ! :
~ person granting or den;
the name and title o

ion of time may be

* hand delivery of a duplicate copy of 4 requ

- which has been filed. Prompt consideratio

flect any extension Only
by the primary examiner

© in his discretion; any farther extension must be ap-
proved by the Commissioner. In no case can any ex-
tension carry the date on which response to an action
is due beyond six mouths from the date of the action.

1t should be very carefully noted that neither
‘the Primary Examiner nor the Commissioner
has authority to extend the shortened statutory
~ period unless request for the extension is filed
on or before the day on which applicant’s ac-
tion is due. While the shortened period may
be extended within the limits of the statutory
six months’ 0 : :
extend the time beyond the six months.

Compare, however, Rule 135(c) and section

714.03. ‘

Any request under Rule 136(b) for extension

support thereof:
plication of the
d evaluation of the

of time must state a reason
under the present policy th
Rule will entail only a lin
stated reason. . i
This liberality will not applyto
(1) any requests for more than one-month
~ extensionjand
(2) second and subsequent requests for ex-
tension of time. =~
All first requests for extension of time regard-
less of the number of months involved will be
decided by the Primary Examiner. All re-
quests subsequent to the first request for exten-

gion of time to respond to an office action will .

e forwarded to the Group Director for action.

1f a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. Utilization of this
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riod, no extension can operate to

50.2

given and the action taken communicated t.

_applicant at the earliest practicable time; if ¢
_ attorney’s copy as well as the du

licate copy is
submitted, it i3 sufficieni to merely indicate on
jes that the extension will be granted
f the request is timely filed. = e

If the request for extension is not presented
in duplicate, the applicant should be advised
promptly by way of form letter POL-327 re-
garding action taken on the request so that the
file record will be complete.

. The filing of a timely first response to a final
rejection having a shortened statutory period for
response is construed as including a request to
extend the shortened statutory period an addi-
tional month even if previous extensions have
been granted, but in no case to exceed six months
from the date of the final action. (See section
714.13.)

710.04 Two Periods Renning [R-
20]

There sometimes arises a situation where two
different periods for response are running
against an application, the one limited by the
regular statutory period, the other by the lim-
ited period set in a subsequent Office action.
The running of the first period is not sus-
pended nor affected by an ex parfe limited
time action or even by an appeal therefrom.
For an exception, involving suggested claims,
see section 1101.01(n). =

710.04(a) Copying Patent
" [R-20]

Where, in an application in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different periods for response are rtunning
against the application. One period, the first,

Claims




_ Sunday, or on s hollday within the District of Colu

ims is the controlli )
- period. (Ex parte Milton, 1
'SPQ 132 and Ex p Nelson
. 61, 26 J.P.OS. 5
section 1101.02(f). o

Period Ending on ;
Sunday or Holiday [R-20]
35 U.8.C. 21. Day for taking action falling on S
day, Sunday, or holidlay. When the day. or
day, for taking any action or paying any fee
United States Patent Office falls on Saturday,

on Saturday, i
- response, a new period for
. the

or a holiday within the District of Columbia, the ac-

tion may be taken, or the fee paid, on the
 ing secular or business day. L

Rule 1. Times for taking action; expirgtion on Bat
day, Bunday. or holiday. Whenever perlods of th
are specified Io these rules in days, calendar days s
intended. When the day, or the last day, fiz
ute or by or cader these rules for taking aoy a
_ paying any fee in the Patent Office falls on Sa

next succeed-

¥.
i m.

'bla, the action may Ye takes, or the fee pald, on the
next succeeding day which is not a Saturday, Sunday,
or 8 hollday. See rule 294 for time for appeal or for
commencing civil action.

The holidays in the District of Columbia
are: New Year’s Day, January 1; Washing-
_ ton’s Birthday. February 22; Memorial Day,
May 30; Independence Day, July 4: Labor
Day (first Monday in September); Veterans’
Day, November 11; Thanksgiving Day (fourth
Thursday in November); Christmas Day, De-
cember 25; Inauguration Day (January 20,
.every four years). Whenever a holiday falls
on a Sunday, the following day (Monday) is
also a holiday. Ex. Order 10.358: 17 F.R. 5269.

When a holiday falls on a Saturday, the
preceding day, Friday, is considered to be a holi-
day within the District of Columbia and the
~ Patent Office wil] be closed for business on that

day (5 U.S.C. 6103). Aceordingly, any action

. or fee due on such a holiday Friday or Saturday

i8 to be considered timely 1f the action is taken,
or the fee paid. on the next succeeding day which
is not a Saturday, Sunday or a holiday.
~ When an amendment is filed a day or two
later than the expiration of the period fixed by
stataute, care should be taken to ascertain
whether the last day of that period was Satur-
day, Sunday or s holiday in the District of
 Columbia, and if so, whether the amendment

was filed or the fee paid on the next succeed-
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_707.05(g) for the manner of correcting the rec-

reference is incorrect

the attention of the

date of the Office letter giving the correct
ion. The previcus period is restarted re-
f the time remaining. See section

rd where there has been an erroneous citation.
Where for any reason it beromes necessary

to remail any action (section 707.13), the action

should be correspondingly redated, as it is the
re-mailing date that establishes the beginni
of the period for response. Ez parte Gourtoff,
1924 C.D. 153;329 0.G.536.

A supplementary action after a rejection ex-
plaining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory period runs.

If for any other reason an ce action is
defective in some matter necessary for a roper
response applicant’s time to respond begins
with the date of correction of such defect. An
example is an action rejecting a claim on a
reference which is not cited at all nor already
of record.

711 Abandonment [R-20]

Rule 135. Abandonment for failure to respond within
time limit. (a) If an applicant faiis to prosecute his
application within six montha after the date when the
last official notice of any action by the Office was maiied
to him, or within such shorter time as may be fixed
(rule 136), the application will become abandoned.

(b) Prosecution of an application to save it from
abandonment must inciude such complete and proper
action as the condition of the case may reqnire. The
admission of an amendment not responsive to the last
official action, or refusal to admit the same, and any
proceedings relative thereto, shall not aperate to save
the application from abandonment.

{c) When actlon by the applicant |& a bona fide st-
tempt to advance the case to final action, and is sub-
stantially a complete response to the examiner's action,
but consideration of some matter or compllance with
some requirement has been Inadvertently omitted, op-
portunity to explain and supply the omission may be
given hefore the guestion of abandonment is considered.

Hev, 20, Apr. 106D

of the period for



kpphcatt
ules 135 and 138, is

, the principal attorney ,
_ and whose power is of record); or
2. failure of applicant to tnke appropriate
 action ‘within a specified tim ; i
‘the prosecution of the case.

Where an applicant, himse
dons an application and there is a corporate as-
signee, the acquiescence must,sbe made through
an officer whose official pos is indicated.

~ See section 608.02(1).

- See section 712 for abandonment for failure
to pay issue fee.

711.01 Express or Formal Aban"
‘ ment [R-20]

- Applications may be expressi abandoned
as pgglvlded for in Rule 138. en a letter
expressly abandoning an a%)hmtxon (not in
issue} i3 received, miner should
acknowledge rece1pt thereof indicate whether
it does or does not comply with the require-
ments of Rule 138.
If it does comply, the Examiner should re-
nd by nsing form POI~327 and by checking
e appraprmte hoxes which indicate that the
k:tter is in compliance with Rule 138 and that
‘the a plieation is being forwarded to the
\})H)({))HH’ Files U'nit.  The Examiner’s signa-
tnr:» mayv appear at the bottom of the form. If
sueh a letter doee not comply with the require-
ments of Rule 13%, a fully explanatory letter
should be sent.

In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 29 .G. 861, an amend-
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comes abandoned if applicant “fails to prose-

e pplica-

t.he Issue and

, , t an a]lowed apphca, '
tion will not: be withdrawn from issue except by
approval of the Commissioner, and that after
the first portion ‘isgue fee has by

and the patent to b

and number, it w' be w
reason except mi Pa
or because of fraud or dlegu i
tion, or for interference.
second paragraph of Rule 31
effect to an express abandonmer e appropri-
ate remedy is a petition under Rule 183, show-

~ ingan extraordinary situation where ]ustwe re-

quires suspension of Rule 313.
The Defensive Fublication Program is set
forth in section 711.06.

711.02 Failure To Take Required Ac-
tion During Statutory Period
[R—-ZO]

Rule 135 specifies that an application be- |

cute” his applieation within the fixed statutory

 period. This failure may result either from

1. failure bo respond within the statutory :
period,or
2. msuﬂimency of response, ie., fallure to
take “complete and proper actzon, as the condi-
tion of the case may require” within the statu-
tory period (Rule 135).

Abandonment by entire failure to respond
presents no problems.

Nor is there ordinarily any particular diffi-
culty when an amendment reaches the Office
(not the Group) after the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it. The Ex--
aminer should notify the applicant or attorney
at once that the application has been aban-
doned by using form letter POI-327. The
proper boxes on the form should be checked
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s 12156.0:

' the court ” i
and 1216.0] o

. "a..pphcanon, appl
rosecute, &n ap-

sideration of_su

See 121501 to i

3. Likewise it may _become _abandoned

to CCPA. or

t,hrough dismissal ;
civil action, where there was not filed g-xor

such dismissal an amendment putting

in condition for issne or fully. responmve to the

~decision. © Failure to ‘an ap-

' ,Boomi’

| and 1216.01.
for mterfer-

? period run-
he'case, see 11010 (n).

711 02(c) Temmauon of Proceed-
ings [R-16]

“Términation of roeeedmgs” is an expres-
gion found in 35 U.

pending with an earlier case if it is filed before
(a) the patenting, (b) the sbandonment of, or
(c) other termination of proceedings in the
earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
thﬂn”
In each of the follawmg sltuatlons, prooeed
ings are terminated :
1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See 712.
2. If an application is in interference involv-
ing all the claims present in the application as
connts and the application loses the interfer-
ence a8 to all the claims, then proceedings on
that application are terminated as of the date

asreqmmdbyOCPA.Rule 5. See 1215.05 '

,Ke msay reverse
. not an amen

‘7 11 03(b) Holdmg Based on Failure

.C. 120. _As there stated,
a second a;iphcatmn is considered to be co-

Apphcant may deny that hls ,
incomplete. i e
‘While the Examiner has no authonty to act
Bon an application in which no action by ap-
cant was taken  the statutory period,
g a8 to whether or
ed during such period
n a case of such char-
ously held abandoned.

sive and aci
ich he has pre

was
acter w

- This is not & revival of an sbandoned appli- |
cation but merely a holding that the case was

never abandoned. See also 714.08,

To Respond Within Period

When an amendment resches the Patent
Oftice (not the Examining Group) after the
expiration of the statutory period and there is
no dispute as to the dates involved, no question
of reconsideration of a holdmg of aban onment
can be presented.

However, the Examiner and the apphca.nt
may disagres as to the date on which the statu-
tory period commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the Examiner and point out to him that
hw holding was erroneous.

71 1.03( ¢) Petitions Relating to Aban.
. donment

Rule 187, Revival of abandoned application. An ap-

plication abandoned for failure to prosecute may be

revived as a pending appllcation if it iz shown to the
satigfaction of the Commissioner that the delay was

Rew. 16, Ape. 1968




.  holdi upphcant’s only
__ Tecourse, so far as concerns particular case
. ed, is by petition to revive. .

for a petltxon for late payment of the

: . sent to him through the
ived by the Ex-
the petition to

_ revive and the accom;]m ymg form (POL-
 269), the Examiner

form which will

‘ \ communication will be sent

to the applicant by the Examiner and no credit

mﬂbengenforanactlon. e
Ox anmx To Ser Amm: Enmm’s
Howorwg

Rule 181 states that the Exainmer “may be
dlreetedbyﬂloCogmr_nsmonerwfumlsha

written statement specified time set-
ting forth th;ed for his decmon upon the
matters ave , , supplying a
copy the Og‘,en, how-

without a
statement requested 1ft e issue raised
is clear fmm the record. Unless requested,
-;1(1;}2 ;;lstatﬁmanf cshc:m]d not be prepared. See
i

711.04 anomnon ’of Abandonpd Ap-

plications

nztmct Jrom Rule u. Ahandonod awlfcatwna may
be destroyed after twenty years from their fling date,

ever, the

Rev. 18, Apr. 1968

1 complete the report \
en be forwarded to the

_to the
_ ly basis in ac-
Section 505 E(l) of

the Manual of Clerical Procedure.
carefully scrutinized by the

er to verify that they are

. A check should be made

ining a decision of the Board of

ppea he presence of allowed claims to
avoid their being erroneously sent to the Aban-

~doned Files Umt.

711.04(b) Ordermg Abandone | Files

Abandoned files may be ordered by Ex-

aminers by sending (throngh the Messenger
Service) a compl

of the individual Exa

should appear on the fo nd the file will be

fessenger Service.
- Abandoned files more than ten years old

_ which have not been marked for permanent
- retention are stored in a nearby Federal Rec-

ords Center. Orders for files in this group
require at least two days for processing. The
file should be retumed promptly when 1t is no

= longer needed

Exmm‘m Smmcm

Exammers may expedite service by ordering
abandoned files by telephone.

711.05 Letter of Abandonment Re-
ceived After Appllutum Iu ‘
Allowed [R-16]

Receipt of a letter of abandonment while an
application is allowed, is acknowledged by the
Issue and Gazette Branch.

An express abandonment arriving after the
issue fee has been paid and the patent to issue
has received its date and number will not be
accepted without a showing of one of the rea-
sons indicated in the second Igumgraph of Rule
318, or else a showing under Rule 183 justifying
suspension of Rule 313.

Form PO-125 to the
~ Abandoned Files Unit. The name and art unit
iner ordering the file




po

; ap llcatxon, prﬁfemblv

ative claim, and, in applica-

aving drawings, a figure of the drawing.

The publication of such abk revxaturev. was dis-
eontinued in 1965. [

mesvm PUBLICA'HONS

ver of patent riyht.s An applicant may

Rule 139
hts to an enforceable patent baved on a

- waive hig’

peuding patent application by filing in the Patent Office

| a written waiver of pateat rights, a consent to the pul»
. Heation of an abstract, an authorization to open the
mzrm%ete application to inspection by the general pub-
He, and a declaration of abandonment signed by the
amﬂimnt and the assignee of record or lyv the attorney

or agem 0: remrd

A. I’)efensna Puhluatlon ngram

An apphcant may request to have an abstract
of the technical disclosure of his applieation
published as a defensive publication abstract
under Rule 139. The request must be filed while
the application awaits Office action and no ]atel
than & months from the earliest effective U.S
filing date of the application. However, anv

~ tion may be included in the program without
regard to its filing date. The application is laid
open for public inspection and the applicant
provisionally abandons the application, retain-
ing his rights to an interference for a limited
period of five years from the earliest effective
.-, hlmgdmc
The defensive publication of an .Lpph(-armn
precludes a continning applieation (divisional,
continaation-in-part, or continuation) filed un-
der 35 U1.S.C. 120 from being entitled to the
henefit of the filing date of the defensively pub-
lished application unless the continuing appli-
eation is filed within thirty (30) months after
the earliest effective U.S, filing date. Where a
similar application is filed after expiration of
P

VT4 69 -

pending application awaiting the first Office ac-

’ Room and the Examiner’s eearch files.

95

fee is reqmmd; for the defenswe pubhca-
tion of an application.

The Defensive Publication Abstract and a
selected figure of the drawing, if any, are pub-
lished in the O.G. Defensive. ublication Search
Copies, containing the defensive publication
abstract and suitable drawings, if any, are pro-
vided for the application file, the Public Search

The defensive publication a
are maintained in the Remr
publication.

B. Reqlurements for a Statement Requestmg
Defensive Publication

An application may be considered for defen-
sive publication provided applicant files a
request under Rule 139 agreeing to the condi-
tions for defensive publication. The statement
requesting publication should: (1) be signed by
the assignee of record, or by the attorney or
agent of record, or by the applicant and the as-
sigmee of record, if any; (2) request the Com-
missioner to publish an abstract of the disclosure
in the O.G.; (3) authorize the Commissioner to
lay open to public inspection the ('omplete ap-
plieation upon publieation of the abstract in the
O.G.; (4) expxessl) abandon the application to
take effect 5 years from the earliest T7.S. effec-
tive filing date of said application nnless inter-
ference proceedings have heen initiated within
that period: and (5) waive all rights to an en-
forceable patent based on said applieation as
well as onany continuing applieation filed more
than 20 months after the earliest effective 17.8,
filing date of said applieation,

plication files
g Room after

(. Requirements for Defensive Publication

The Examiner should scan the disclosure of
the application to the extent necessary to deter-

Rev. 20, Apr. 1960




itable for publi-
cation because : (a) it involves national security :
(b) it is considered advertising, frivolous, scan-
dalous, lacking utility, or against public polic
etc., or (¢) the disclosure is clearly anticipate
by readily available art, and publication would

not add anything to the fund of public knowl-
~edge (matters of patentability are generally

not considered and no search is made).
~ If there are defects in the request for de
fensive publication which cannot be corrected
/ bﬁ, Examiners Amendment, the Examiner
should notify applicant in writing, usunally
 giving the reasons for disapﬁova} and ind1-
cating how corrections may be made. Appli-
eant 18 given a period of one (1) month within
which to make the necessary corrections. Fail-

ure to correct a defect as required results innon-
acceptance for defensive publication. and in

~resumption of the prosecution of the applica-
tion by the Office in its regular turn.
In those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved by the Examiner
without _explanation. Under these ecircum-
_stances, the Examiner's letter is first submitted
to the Group Director for approval.
Petition may be taken to the Commissioner
from the disapproval of a request for defen-
give publication. ,
Where the request is apparently fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, etc., or is
clearly anticipated by readily available art,
the Examiner should generally examine the
application and prepare a complete Office ac-
tion when notifying applicant. :

D. Formal Requirements of a Defensive
Publication Application

Correction is required by the Exaniiner of
informalities listed by the Application Branch
and by the Draftsman hefore approval of the
request, for defensive publication. Informali-

Rev, 17, July 196%

~ Where the heading “I

_cil in the left margin of the drawing the num-

 notifies him in writing that the request under

: ‘ubli’ca.tion has
- of the noted info
S GIVEN ONE (1)

”"ut,i_on‘ of the
W y Publication
Abstract” has been omi . it is inserted by
Examiner’s Amendment, as are other correc-
tions to the abstract. The Examiner has the au-
thority toadd to the abstract reference numerals
of the figure selected for the O.G., and to
designate a figure of the drawing for printing
in the O.G., or to change the selection made
by applicant by Examiner’s Amendment.
Informalities noted by the Draftsman on the
Notice of Informal Patent Drawings should be
corrected where appropriate and should be
handled as follows: The Examiner notes in pen-

ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-
tion in view of the request under Rule 139.
Although the selected figure itself must meet all
the drawing standards, the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent of
being sufficiently. clear for reproduction, The
Draftsman will note on the drawing and all
copies of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
Orily”.,(?f the application is later passed to
issue, a// drawing informalities must be cor-
rected). If the drawing correction requires
authority from the applicant, the Examiner

correction is received,

Rule 139 is disapproved unti] authorization for

. Prepuration of an Application for Defensive
Publication

After determining that the appliestion is
acceptable for defensive publication the Exam-
iner indicates whicli papers, if any. are to be
entered. Amendments accompanying the request
are not entered until approved by the Examiner,
It filed after receipt -of the request, amend-
ments will be placed in the file, but will not be




the apph(.n-
"uf snoh an

hd from its earliest
, interferences may
hetween defensive publication ap-
nd other npph('qmm‘s and/or pat-
rdance with existing mtorfvn»nu-

d procedures,

aking the interference search, the

inspects the prints or brief ¢
dvfonslw pul)hc.xtmn .mph atio)

is lmpm't.mt that abstrac ts, abbr :

and defensive publications (0.G

Publication and Defe Publi
v) be referred to as pubhf ati

o ¥V
~ as patents. or applications. These print

ited as prior art under
02(b) etlective from the d
the Official Gazette.
wtion or portion thereof from
M)bx'm iature or defens
prepared. in the ser

s eV ldonm of prmr l\no“] ¢
TS

Ihvu» yubl
combination \\nh mher pnor :n't in X“PJ
rl.nms undm ; 5102 and 103,
{ ~md ])efmmw Pnl, ‘
rences in the

aM or qbbr@natmo) of \mml'
' Lo pubh&hml
yon ol s
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, sucl
revived. In thxs respecj

Pp! ,
ix months’ perxod mdlc'tted in Rul
differs in status from an apphcatmn that ha
come abandoned under the provisions of Rules
0. Applimuon u&cmdaned for failam to pay 135 and 136 in that the latter may be re 1ved
(a) If the fee specified in the notice of al- under the pronslons of Rule 137.
7 mid wimin three months trom the date

’713 Intervnews

The permml appearance of an applicant,

; _ attorney, or agent before the Examiner pre-

ereof specified inthe  op iy’ matters for the latter’s consideration
d but is submitted, g .opgidered an interview.

;:*” :‘";“'i:ﬂ '; sf:‘“f::} 713.01 General Policy, How Con-
I y e {ecepile y e ;
' . ducted [R—'—l?]

E.z-tract of rule 133." !nterucum (a) Interviews
with examiners concerning applications and other mat-
ters ppndmg before the Office must be had in the xam-
iners’ rooms at such times, within-office’ hour '
rmpectne examinens may deqignnte “Interviews will
not he permitted at any other time or place without the
authority of the Commissioner. Interviews for the
discussion of the patentability of pending applications
will not be had before the first official action thereon,
Interviews should be arrangeq for in advance. -

Interviews are permissible on any wurkmg
day except during periods of overtime work.
' An interview should normally be arranged
: by reason of fail-  for in advance, as by letter, telegram or ph«me
ure to pay the ie L mm'ly referred to call, in order to insure that the Primary Exam-
as u forfeited appli ~_iner and/or the anmmer in charge of the ap-

When the three months p@rlml Mlhm which  plication will be present in the Office. When a
the issue fee might have been paid hag expired,  second Art Unit is involved (Patentability Re-
the file ix returnec ?V the Issue and Gazette  port), the availability of the second Examiner
Branchi to the Examining Group. Certain cler-  should alw be checked, (See 705.01(f).) An

096.2
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 terview to ac

1 rminated with an a

o restudy the situation,

rst. complete ac mn"
interview or a tele

cumstances requests
any furth

will call back ata specl- , :

and all other calls origi-

the signature of the writer.

un rance of an attorney or
applicant requesting an interview w
 previous notice to the Examiner may
tify his refusal of the ‘that time,
pzwtlcularly in an involved case. An Examin-
er’s suggestion of allowable subject matter may
justify his indicating the possibility of :
erate: ear]v‘agreem 1t on :
able c](um‘ -

could serve to develop ang sp
sues and lead to a mutual understanding be-
tween the Examiner and the applicant, and

thereby advance the prosecution of the applica-

tion. Thus the ‘Lttorney when presentmg him-

| prep'tred, an interview qthould not be pe
‘ T he memor should not hesxtftte to

nor when

cation requires

tional action bv thaLxummer.

Tt is the duty he Primary Examiner to

see that an interview is not extended beyond a

reasonable period even when he does not per-
sonally partieipate in the interview.

' I)nrmg an interview with an applicant who

is nrosecuting his own case and is not familiar

with Office procedure the Kxaminer may make

~ suggestions that will advance the prosecution

97

ftect of the re«llmn e, should gram
such mque»m if it appears that the interview or
consuitation would reﬁult in e.\pedu;mg he case

hat an amendment pumua ,
should be promptly submitted. If
mxendment prepares the case for final ac-
on. the examiner should take the case up as
pecial. If not, the case should await its turn.
Consideration of a filed amendment may be

 hadby hand dehven ofa duphcnte copy of said

amenrhnent ,

Early oommumcatlon of the results nf the
k('oll-b]f'ratlon should be made to applicant; if
requested, indicate on attorney’ s copy any agree-
ment; initial and date both copies, -

Although entry of amendatory matter usu-
ally requlres actual presence of the original

paper, examiner and clerical processing should

~ proceed as far as practicable based on the dupli-
~ catecopy.
_ on each amendment.

The extent of processmg will depend :

Exa)INATION BY ExayMINEr OTHER sz\ Tm:
Oxr Wno Coxvuctep Tur INTERVIEW

Sometimes the Examiner who conducted the

~interview is transferred to another group or
. ‘reﬂgn

and the examination is continued by
another Examiner. If there is an indication
that an interview had been held, the second
Examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
Examiner should take a position consistent
with the agreements previously reached, See
812.01 for a statement of telephone practice in
vestriction and election of species situations.

“Rev. 11, Jan, 1067




n it is ‘1pp‘1re £
_that would be reached 1s ¢
actory to the P

the app ahcm. pfxm('u-
‘en between attorney and

rawmph) ~pe Iﬁmllv teq‘nrr:c th’tt

q&%ic&d in vie

X1 s ' ule 133 (seco ond

mmp}me w itte 'tho r¢a50ns preﬂmnted at
as warmnting fm'orable fmtxo must bhe

the nw'e«mty‘fo
in rales 111, 1‘35

2. Business 10 he tmmar*tml m wr ing. A.Hk

hﬂmmw with the Patent Office ghould be transacted in
writing.  The personal attemmmvp of applicants or
thetr mmmem or ugzentg at the Patent Office i un-

necessgry. The action of the Patent Office will be based
_execingively on the written record in the Office. No at-

rmtmn will be paid to an leged oral promise, stipu-
lation, or understandi

di«agreement or doubt.

To insure that any m t‘mllv :u*m*ptable con-
clusions reached at an interview are understood

hs both parties, a memorandum «-,urmn.u-v,mg'

Hev. 11, Jan. 1967

elation tn whlch thera ig '

,, _formatlon, in 1
occurred at the nteru W,

rappei' by means
nOtes should be remo

The memoranda disct ssed above are not an

1 part of the record, and should be
mm’ed f

phcimt S <umman of what took place at

the interview should Be carefully checked to

determine the accuracy of any statement at-

mbuted to the examiner durm" the interviesw.

{4) If there is an inaceuracy and it bears di-
rect]y on the question of pfxfentablhtv it should

be pomlw] out in the next Office letter. 1If

the claims are allow for other reasons of

record. the Exmmmer s

anti] the record is clarified. (b) If the 1
curacy does not bear directly on ihe ques

of patentability, the case may be sent to issue,
_if allowable for reasonz of record, but the Ex-
aminer should send a letter setting forth his
: versxon of the statement attributed to him.
“An inaccuracy with respect to an argument
presented at the interview; e.g. ineluding in

the summary of the interview an argument not
then presented, should be treated as in ( n) or
(b) above.

713.0.)

Interviews Prohlbxted or
Granted, Special Situations

‘wmrdnv inferviews, see 713.01.

Except In unusual situations, no mtorvm“ is

permitted after the brief on appeal is filed or

 after a case has been passed 10 issue.

1d when tbe case 15

ould withhold allow-
ance by means of an. Ex Eqrte Quayle actxon*




equected by per-
“such mform'ﬂ ¢

are entlﬂed o nv nfor-

98.1 Rev. 11, Jan, 1967



attorney in me~:%41f en
power of attorney be not o -record.
application. When prompt action
portant an interview with the local repre- ’ : the ,
atative may be the only way to save he ap- ies. , reason, the telephone number
tion from sbandonment. _ of the Bxaminer should ot be typed on Deci-
ons or any other interference
1015 0y et
ysure of Other Cases
interview the Examiner should
arrange his desk so that files, drawings and
~ other papers, exospt those necessary in the in-

 The availability of personal interviews in the . 713.08 Demonstration, Exhibits,
“Conference Period”, which is the time between  Models & fm

the filing of applicant’s thorough first response | G S {.
and aco%clud:lx’x% action by the egxa.miner, for at- The invention in question may be exhibited
torneys resident or frequently in Washington  Or demonstrated during the interview by a

is obvious. For others more remote, telephone model thereof which may be sent to the Office
interviews may prove valuable. H.}(")WQVG!‘, pm]es- ?11'10!' g?] %he mtemam; when:,1 el(tlz 1:) ;Elcelved in

ent O nolicy places great emphasis on tele- 1e model room and forwar e group.
S ORI P B A model is not to be received by the Exfmingr
from the applicant or his attorney.

.

hone interviews initiated by the Examiner. L
for this reason, it is no longer deemed neces- directly fro
_ sary for an attorney to request a telephone  See 608.03 and 608.03(a). .
interview as specified in the old Optimum Ex- Oftentimes a model or exhibit is not given
amining Procedure memos. See 408. into the custody of the Office but is brought
" The Examiner, by making a telephone call. directly into the group by the attorney solely
may be able to suggest minor, probably quickly for inspection or demonstration during the
acceptable changes which would result in %’;:‘m Otf ttl}e mtefmew. This is I;ilﬂgl::‘ble
allowance. If there are major questions or larlgl-]eo%mbeloggdggthgt? tti:]lfe oaﬁ?ce lnlmyb?.b; '
iy mg’g’f;’tﬂf ﬁg&’f&‘;}fgﬁ ;te':rc?)':;;ﬁz]’ viewed by the Examiner outside of the Office,
interview, at a prearranged later time, giving ,(1:: W%s;lalmngtm%r;') vﬁﬂilgt;me aplmpﬁﬁzf (t;}ﬁ: 511-'1:: .
, app]ica.nt more time for consideration before  pessing of the demonstration or the reviewing &
dl%umg,t};e points ’%fd' Ly of the exhibit is actually essential in the de-
or an interview with an examiner who o8 veloping and clarifying of the issues involved
not have negotiation authority, arrangements  in the application. : : :

should al inclad i d :
always include an examiner who does .4 o9  pually Rejected Application

have such authority, and who has familiarized
himself with the case, so that authoritative Normally, one interview after final rejection
itted. However, the intended purpose

agreement may be reached at the time of the is gerrmt ]
interview, : ?.n gonwn}t; of the;linterview must be res;nt;d
priefly, either orally or in writing. With the
Grourr INTERVIEWS . apprmzal of the Primary Examiner, an inter-
For attorneys remote from Washington who  yiew may be granted if the Examiner is con-
prefer personal interviews, the grouped inter-  vinced that disposal or clarification for appeal

o " Rev. 15, Jan, 1968




. an appli
o ;of consldmtlon ln an amendmen resemed

~ and perhaps enmhng a dlscusslon o

o fpe m ‘whether or not the
¢ dnot.beglven.r ),
is not entitled to a

) showmg in wntmg of extmordmary eircum-

mendm nts, Applieant’s Action

A»wndment by applicant. The applicant

before or after the first examination and
action, and algo after the second or mbmquent exam-

ination or reconstderatlon ag gpecified In rule 112 or

when and as speclﬂmlly required by the examiner.
See also 714.12

, 714 01 Signatures to Amendments
- To facilitate any telephone call that may be-

. __come necessary, it 18 recommended that the com-
 plete telephone number with area code and ex-

tension be given, preferably near the signature.
Note 605. 04 to 665 05(a) for a discussior of sig-
natures to the a,pphcatxon

714. Ol(a) Unslgned or Improperly

Slgned Amendment [R—

An unmgnml amendment or one not properly
signed by a person having authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is signed by
one only of two applicants and the one signing

has not been given a power of attorney by tha

other applicant.

When an unsigned or improperly szgnedf’ .
amendment is received the amendment will be

Bev. 16, Apr. 1965

: “to issue should be granted only with
speclﬁc approval of the Group Manager upon

fthe local repmsenmtlve of the

-of«owh attorney ;
the various Directors’ Offices.
An amendment signed by a person Whose

~ name is known to have been removed from the
registers of attorneys and a;
~ visions of Rule 347 or Rule 348 is not entered.

The file and unentered amendment are sub-
mitted to the Oﬁ'me of th
iate acvt'on o

i posal of [R—16]
See T4, 01(3) |

Record [R-16]

 Where an amendment is filed, signed by an |
 attorne

whose
notifie

wer is not of record, he

should

plicant.

If the amendment is signed by an attorney
not of record and arrives after the death of the
attorney of record, see 406.

714.01(d) Amendment Slgned by Ap-
plicant But Not by Attor-

‘may have the au-
ys name to the

are kept avmlable in

ts under the pro- |

Sohabor for appro-

714.01 (¢) Signed by Attorney Not of "

that the amendment cannot
 be entered and similar notification sent to the
attorney of record, if there be one, or to ap-

714, Ol(b) Unslgned or Improperly*y .
 Signed Amendment, Dis-

_mey of Record [R-16]

If an amendment by the a]i]pllcant
is received in an application in whic

is a dniv appointed attorney, the amendment
-hould ‘. entered and acted uglt‘)hn Attention
should be called to Rule 35. e customary
two o opies of the action should be prepared, one
only being sent to the attorney and the other
dmut to Applicant. The notation: “Cory to

[l)wcu.nt” should appear on the origina
on both copies.

,714 01(e) Power of Attormey to a

: Firm
See 402.08, 402.04, 402.04(a).




f’thesw,

’ for 3&71422

rt for any. amendments made to the
 See 706.03(n). ~

the manﬁer set forth in Rule 121(b)
ay be held non-responsive if it uses paren-
), where bmckete, [ ], are called

_ subject matter is Mield:ed), and the awuunt’s action

,tobeabon&ﬂdeuttemptfn

(c)mameudmgmappllcuﬁonlnmae X5

Jection, the applieant must clearly point out the patenta-

ble novelty whlchbethmknthedamlmtlnvlew
ofthestateottheartdiacluedbythqgtmmclted

~or the objections made. He must also show how the
'~ amendments avoid such references orobjecdons

 rules 185 and 136 for time for reply.)

1In all cases where response to a mqmrement

is indicated as necessary to further considera-

tion of the claims, or where allowable subject

matter has been indicated, a complete response

must either comply with the formal require-

' ments or specifically traverse each ope 1ot com-
plied with.

Dramng and specification mrrectlons, pres-

entation of a new oath and the like are gener-
ally considered as formal matters. However,
the lmebetween formal matters and those touch-

tion of the merits of a case may require that such
corrections, new oath, ete., be insisted upon

prior to any indication of allowable sub]ect :

matter.

Rule 118, Amendment of ciaims, ’I’he claims may be
amended by canceling particular cla!mﬁ, by presenting
new, claims, or by rewrltmg particular claims as in-

_ dicated In Rule 121. The requirements of Rule 111 must
- be complied with by pointing out the specific distine-
tions believed to render the claims patentable over the

references in presenting arguments in support of new
claims and amendments,

An smendment submitted after a second or
subsequent non-final action on the merits which

ftreated under 818
final action. A general allegation

(See

ing the merits is not sharp, and the determina-

~ held abandoned even though

101

to requlrements to restrlct are”

7 14 03 Amendmems Not Fully Re-
' sponslve, Acuon To Be Taken

Ifthemmmﬁclenttxmeremumngmthe

six months’ statutory period or set shortened
. period when applicant’s amendment is found

to be not fully responsive to the last Office

action, a letter should at once be sent applicant

pointing out wherein his amendment fails to
fully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the questxon of aban-
donment. See 7T14.05.

Where a bona fide response to an Exammer’é

action is filed before the expiration of a per-

missible period, but through an apparent over-
sight or inadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involved or signature to the
amendment,—the Examiner, as soon 8s he
notes the omission, should require the appli-
cant to complete his response within a specified
time limit (ome month) if the period has
already expired or not sufficient time is left to
take action before the expiration of the period.
1f this is done the application should not be
the prescribed

period has expired. See Rule 185(c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional claims in a case filed on or after October
25, 1965, the applicant is notified by the clerk
on form POL 819. See 607 and 714.10.

The Examiner must exercise discretion in
applying this practice to safeguard againat
abuses thereof.

Bev. 16, Apr. 1968




hin the statutory
Oﬁice action.

e to point out the
;should mt be'

' entable ‘novelty which the cant believes to
_ exist in his case may be held to be nonresponsive
amd a time limit set to furnish a proper re-

nse if the statutory period has expired or
] . However, if the

are clearly open to rejection
, ould :

(714.0, Je

rd, a final rej

er Should Immeaiately

Actions b
near the end of the statutory period, should be
inspected immediately upon filing to determine
whether they are completely responsive to the

preceding Office action =0 as to prevent aban-

donment of the apphcatlon If found inade-
quate, and sufficient time remains, applicant
~ should be notified of the deficiencies and
~ warned to complete the response within the
statutory period. See 714.03.
All amended cases when put on the Exam-
iner’s desk should be mspecmd by him at once
to determine:

If the amendment is properly signed
(714.01). '

1f the amendment has been filed within the
statutory period, set shortened period or time
limit (710).
Tf the amendment is fully responsive. See
 714.03 and 714.04.

Bev. 16, Apr, 1968

" which poruo

Apphcant, especially those ﬁ]ed ‘

‘record and In re Benson, 1959 C.D. 5; 744

“easily erasable” paper violate the requirement.
- The fact that Rule 52(a) has not been com-

plied with may be discovered as soon as the
amendment reaches the examining group or,
later, when the case is reached for action. In
the first instance, applicant is promptly noti-
fied that the amendment is not entered and is
required to file a permanent copy within 1
month or to order a copy to be made by the
Patent Office at his e
of the amendment will
manent copy.

neces ary

s,ﬁled on or before the

10 €3 g group late supplemental
tion ehould be promptly pr d. It need
not reiterate all portions of phe i :

out that the period for response runs from the
mm]mg of the supplemental action. The ac-
tion should be headed “Responsive to amend-
ment of (date) and supplemental to the action

mailed (date) e

714- 06 Amendments Sent to Wrong ,
Group

See 508 01

714 07 Amendments Not in Perma,

“mnent Ink

Rule 52(a) requlres “permanent ink” to be
nsed on papers which will become part of the

0.G. 353 holds that documents on so- called

nse. Physical entry
made from the per-

If there is no appropriate response within

the 1 month period, a ecopy is made hy the
102

regarded, pomtmg[ o




 See sectmn 60801 for more *dxscussmn on
_ aco ptable copxes. [R-18] o

When a telegraphw amendm

the telegram is placed in the file but not nfered “

perly
ollow in
due time, the applicant is notified that proper
‘otherwise, the tele-

' 'Ifconﬁrmatlonofthlsamend Y fp
signed formal amendment does not

confirmation is required;
: gram will not be accepted 88 8 responqe to the

ormer Office action. If he does confirm
promptly, the amendment is entered. (See Ex

parte Wheary, 1913 C.D. 253; 197 O.G. 534.)

 The same test as to completeness of response
applies to an amendment sent by te]egraph as
to one sent by mail. See 714 02

'71409 Amendments Before ‘
 Office Action i

First

An amendment filed before the first Office
action, even one filed along with the original .

application. does not enjoy the status of part of
the original disclosure. ~ See 608.04 (b).

In the case of Rule 147 (unexecuted) appli-
cations, an amendment stating that, “This is a
division of application Serial No.________, filed
........... ” should accompany the apphcatxon, :
but no other amendments to the specification
or drawing should be requested until the anpli-
::jatmn has received its serial number and filing

ate

714.10 Claims Added in Exceas of
Filing Fee

The new Fee Act, effective Octohcr 25. 1965,
provides for the presentation of claims added in
excess of filing fee. On payment of an addi-
tional fee (see 607}, these excess claims may be
presented any time after the application is filed,
which of course, includes the time before the first
action. This provision, it should be empha-

has any right to unrestrict

amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for a‘)

comp
to form are to be permitted after final action in
accordance with Rule 116(a).
amendments filed after the final action are not
entered unless approved by the Examiner. See
706.07 (e), 714.13 and 1207,

714.13 Amendments After Final Rejee-

102.1

Acnon [R-18

Rule 116. Amsndmm ofter Ainal action. ( i
final rejection or action (rule 113) amendments may

~ be made canceling claims or compiying with any re-
~ quirements of form which has been made, and amend-
"/ _'ments presenting rejected claims in better form for
_consideration on appeal may be adiaitted ; but the ad- ,
mission of any such amendment or its refusal, and Any' '
ive thereto, shall not operate to re-

proceedings
lieve the ayp n from itg ‘condition as subject to
appeal or to it from abandonment under rule 135.

(h) If amendments touching the merits of the appli-

..cation be presented after final rejection, or after ap-

peal has been taken, or when such amendment mlght

“ not otherwise be proper, ther may be admitted upon &

showing of good and sufficlent reagons why they are
necessary and were not earlier presented.
“(c) No amendment can be made as a matter of right

: ln appealed cases. After decision on appeal, amend-
" ments can only be made as provided in ruie 198, or
~ to Carry. into effect a recommendation under rule 196.

Once a final re]ectlon that is not premature
has been entered in a case, egphcant no longer
further prosecu-

tion.  This does not mean that no further

peal may be entered. Also, amendments
ying with objections or requirements as

Ordinarily,

tion or Action, Procedure

Followed [R-18]

Any amendment timely filed after a final re-

jection should be immediately considered to de-

Rev. 21, July 1069




‘applicant’s
he statutoryf ,

n better form for appeal, nor in

STl
m letter PO1-32

avoid an unnecessary

o The ﬁ]mg of a tlmely first response to a fma]
_ rejection having a shortened ’stamtory period

for response is construed
to extend the shortened
?1]1 the period

- for re-sponse exceed six m nt from the date

 of the final action. The a

_ be used to place the application in condition for
allowance, to appeal or to file a continuing ap-
plication. Since a tlmely first response to a final
rejection is construed as including a request for

_an extension of time, any subsequent request for
__ an extension of time is considered to be a second

_request and must be submxtted to the Group
Director.
~ An object of this practice is to obvmte the
neressity for appeal or filing a contmumg case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection.

Failure to file a response during the shortened
statutory period wx]] result in abandonment of
the application.

In any case where this one-month extemmn
applies and an amendment is officially received
during this additional month, the amendment
will not be entered unless it prima facie places
~ the application in condition for allowance (e.g.,
cancels all rejected clalm%, fully complies with
ali examiner suggestions, requirements, etc.).
~ Also, during this additional month no ap-
plicant- or mmrney-mltmfed interview will be

permitted.

pl:ly of thls actﬂ ,
v - promptly informed of this
)0 use it muy act
inst a holding of abandon-
appeal.

o It arbitrary.
Every effort should be made to mail the letter

at least, be given sufficient consideration to
determine whether it obviously places any of
for allowance or would

sible, mthm the statutory
to enter the proposed.amendment should not be
e proposed amendment should,

the claims in condltlo
simplify the issues o . Ordinarily, the
specific deﬁcmncws of the amendment need not
be discussed. The reasons sh
expressed _For example,

(1) theclaims, if amended S proposed would

‘not avoid any of the rejections set forth in the

last Office action, and thus the amendment

- would not place the case in condition for allow-

ance or in better condition for appeal,
(2) the claims, if amended as pro
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment will be entered upon the filing
of an appeal,
(3) tlt))e clalms as amended present new is-
sues requmn% further consideration or search,
(4) since the amendment presents additional

claims without canceling any finally rejected
claims it is not considered as placing the applica-

tion in better condition for appeal; Ex parte
Wirt, 1805 C.D. 247 117 O.G. 599.

Apphcant should be notified, if it is a fact,
that certain portions of the amendment would
be acceptable as placing some of the claims in
better form for appeal or comply with objec-

_ tions or requirements as to form, if a separate

paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpf@J in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order.

Form letter POIL-303 should be used to
acknowledge receipt of the first response only

Rev. 21, July 1069 1Re

that the amendment does not'
allowance, a¥plxcant should be

ct, whenever pos-
riod. The refusal

“be concisely




one personal inter-

! action if circum-
v one request by ap-
interview after final

but in exceptional cire
rsonal inteﬂ'iew“,r(rllav be

iner if in his ju

ndition for a/lowance.

plication
Anv amendments submitted under

presented in the first response after
nd will be considered; if any

e submitted after the Examiner's

st response, they should be re-

not warranted at this stage of

prosecution, even though gucb amendments
allegedly present rejected claims in better condi-

se by applicant may

gment . equest for exte
sist in placing the ap- ened statutory period for re
Rule 116
Rule 116(b) for purposes of appeal

1se
t

- to the first ,-ee,ld 5
cl l‘l plaCes;the,a e
ance, it should be

for allowance, it shouls
her (unless, in the exam

cleared up in a telephone inter-
o a notice of allowance) and
od v. A form letter (POL~-

tion, under Rule 136(b), will be considered by
the Primary Examiner; petitions for further
extensions will be decided by th’e ' Grc»'up

. Director. ,

It should be noted that, under Rule 181¢( f),

the filing of a Rule 181 petition will not stay.
~ the period for reply to an Examiner’s action

: be running against an applicati

y LIS ;
ction 1207 fovr"appe'al,andv'p’ost-ap;

Rev. 21, July 1969

re only minor matters which



amendmant reeexved; '
‘the notice -
parte Miller,

is a matter of grace. For discussi
ments filed under Rule 31

to 714.16(e). ; e

If, however, the a' ment is filed in the
Office prior to the mailing out of the notice of
allowance, but is received by the Examiner
after the mailing of the notice of allow-
__ance, it has the same standing in the case as

- _ though the notice had not been mailed. Where
the case has not been closed to further prose-

_ cution, as by final rejection of nne or more
_claims, or by an action allowing all of the
claims, applicant may be entitled to have such
‘amendment entered ‘even though it may be
necessary to withdraw the application from
issue. Such withdrawal, however, 1S unneces-
sary if the amendatory matter is such as the

Examiner would recommend for entry under

Rule 312,

drawn from issue for the entry of an amend-

ance closed the case to further amendment,
i.e., bv indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1935 C.D, 11;
453 0.G. 213y. To this extent the practice

As above. 1mphed the ease will not be with-

ment that would reopen the pmsecutmn if the
Office action next preceding the notice of allow-

is ma lﬁed

. primarj examiner, approved by the Commissioner.ui

. Withont withdmwing the case from issue

A supple\ alhoath is not treated as an
amendment under Rule 312, see section 603.01.

After the Notice of Allowance has been

 mailed, the apphcatlon is technically no longer

under the jurisdiction of the Primary Ex-

' aminer. He can ‘however, make Examiner’s

103

_revision o

. ‘Amendments (See section 1302.04) and has au-

thority to enter Order 3311 amendments submit-
ted after Notice of Allowance of an application
which embody merely the correction of formal
matters in the specification or drawing, or for-
mal matters in a claim without changing the
scope thereof, or the cancellation of claims from
the apphcatmn, without forwarding to the
Group Director for approval.

Amendments other than these requlre ap-
proval by the Group Director. He also
establishes Group policy with respect to the
treatment of Order 3311 amendments dlrected
to trivial informalities which seldom affect sig-

nificantly the vital formal requirements of any

patent; namely, (1) that its disclosure be ade:
quately clear, and (2) that any invention pres-
ent be defined with sufficient clarity to form an
adequate basis for an enforceable contract.

Consideration of an amendment under Rule

312 cannot be demanded as a matter of right.
 Prosecution of a case should be conducted be-

fore, and thus be complete including editorial
he specification amd claims at the

t
time of t£ Notice of Allowance. FHowever.

. where amendments of the type noted are shown

(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount of additional work on the
nart of the Office, they may be considered and,
if proper, entry may be recommended by the ,
Primary Examiner.

The requirements of Rule 111(¢) (section
T14.02) with respect to pointing out the patent-
able novelty of any elaim sought to be added or

Rev. 21, July 1069




ntended to prov1de a

i
ek

prosecution of a

_ cation after it has been passed for issue.

_the recommendation is .against entry, a detaxled

~ statement of reasons is not necessary in sup-
The simple

is not obvi-

of such recmnmandatmn :
_statement that the ‘Y
ously allowable an
_usnally adequate. Where ap
of the following
clent: (1) an a dmcma1 searc,
- (2) more than a cursory review of t
is necessary

Office, e.g. chec
_ in_the specification or claims.

Where claims added by amendment under
Rule 312 are all of the form of dependent

claims, some of the usual reasons for non-entry

are less likely to apply although questions of
~ new matter, sufficiency of disclosure, or undue

, mulnplmty of claims could arise.
See sections 607 and 714.16(c) for addltlonal
fee requirements,

| 714.16(.), Amendments U,', er Rule
, 12. Copied Paten fClalms

 See
be followed when an amendment is received

ntent.

e entry of the copied patent claims is not
a matter of right. See section 714.15 item (4),

See sections 607 and 714.16(c¢) for additional
fee requxremc*ntsa.

714.16(b) Amendment Under Rule
312 Filed With a Motion
Under Rule 231 [R-21]

Where an amendment filed with a motion
under Rule 231(a ) (3) applies to a case in issue,

Rev. 21, July 1060

uu'ed, or
e record
yor (3) the amendment would in-
volve matermll added work on the part of the

{ung excessive editorial changvs

n 101.02(g) for. the procedure to

after notice of allowance which includes one or
more claims copied or substantially copied from

apphcatlon was
1965, and the amendment under Rule 312
' ims (total and independent) in excess
of the number mgrevxously paid for, additional
 fees are requi The amendment is not con-
sidered by the Examiner unless accompained by
: fhe f(sxll fee required. See qer'tron 607 and 35
41

f '714 16(&)

Amendments Under Rule
312, Handling [R-21]

No& Uxper Oroer 3311

Amendments under Rule 312 are sent by
the Mail and Correspondence Branch to the
Issue and Gazette Branch which, in turn, for-
~wards the proposed amendment, file, and draw-
ing (if any) to the Group which allowed the
ap hcatmn In the event that the class and
subelass in which the application is classified
has been transferred to another Group after
the application was allowed, the proposed
amendment, file and dmmng (if any) are
transmitted directly to said other Group and
the Issue and Gazette Branch notified. If the
Assistant Examiner who allowed the applica-
tion is still employed in the Patent Office but not
in said other g aroup, he may be consulted about
the propriety of the proposed amendment, and
given credit for any time spent in glvmg it
consideration.

The amendment is PROMPTLY considered
by the Examiner who indicates whether or not
its entry is recommended by writing “Enter-
312", “Do Not Enter” or “Enter In Pa,
thereon L
If the 1mendment is favorably ronsxdered it
is entered and a notice of entry (I’()I;-Q?l) is
prepared. No “Entry Recommended under
Rule 312" stamp is required on the amendment
or on the notice of entry in view of the use of
form (POI-271). The Primary Examiner
indicates his recommendation by stamping and
signing his name on the notice of entry form
(POI~271).

If the Examiner’s recommendation is com-
pletely adverse, a report giving the reasons for
non-entry is typed on the notice of disapproval
(P()L—» 271} and signed by the Primary Exam-
iner.

104
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9

thin the time period and therefore

~_cannot be entered and that the application is

approval of amend-
' formal matters by
n. Such amend-
ion to the Group
i 4.16. Th

xamining Group. If such
approved either in whole or
ndled likeithose“nm undgr

mailed by the
- amendments are
/in part, they
Order 3311.

. 714.16(e)
ol ' 312,Emt

er Rule
[R-21]

_ The general rule that an amendment cannot
be entered in part and refused in part should
_not be relaxed. but when, under Rule 212, an
endment, for example, is proposed contain-
_a plurality of claims or amendments to

e 2
inPart

_ claims, some of which may be entered and some
~iners of all cases where the upylicant is await-

not, the acceptable claims or amendments
should be entered in the case. If necessary,
 the claims should be renumbered to run con-
- secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.
The Examiner should then submit a report
(POIL-271) recommending the entry of the ac-
- _ceptable portion of the amendment and the non-

“entry of the remaining portion together with
his reasons therefore. The claims entered
~ should be indicated by number in this report.
~ Handling is similar to complete entry of a
Rule 312 amendment, o |
_TIf the application was filed on or after Octo-
ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if
any, accompanies the amendment, See sections
607 and T14.16(c). -

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

 [R-21]

When an applieation is not prosecuted
within the period set for response and thereafter

105

in writing to the

‘sereened to remove all amendments res

_ abandoned. See section 711.02.

14.18 Entry of ;Améndmémé (R-

y ~ date of receipt
of the amendment in the Group (“Group Date”
stamp) and the stamp bearing the date of re-
ceipt of the amendment by the Office (¢Office

 Date” stamp). The latter date, placed in the

left-hand corner, should always be referred to
 applicant with regard to his

amendment.
- All amendments received in the clerica

 tions are processed and with the applications

delivered to the Supervisory Primary Examiner

for his review and distribution to the Examiners,

Every mail delivery should be care%glly
nding
to a final action in which a time period is run-
ning against the applicant. Such amendments
should be processed within the next 24 hours.

The purpose of this procedure is to ensure
uniform and prompt treatment by the Exam-

ing a reply to a proposed amendment after final
action, By having all of these cases pass over
the Supervisory }I-’rimary Examiner’s desk, he
will be raade aware of the need for any special
treatment, if the situation so warrants. For
example, the Supervisory Primary Examiner
will know whether or not the Examiner in each
case is on extended leave or otherwise incapable
of moving the case within the required time
periods (5 or 3 days; see section 714.13). In
cases of this type, the applicant should receive
a Patent Office communication in sufficient time
to adequately consider his next action if the case
ig not allowed. Consequently, the clerical han-
dling will continue to be special when these
cases are returned by the Examiners to the
clerical sections, : '
The amendment or letter is placed in the file,
given its number as a paper in the application,
and its character endorsed on the file wrapper
in red ink, :
When several amendments are made in an ap-
plication on the same day no particular order
28 to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-

Rev. 21, July 1969



e claim,

n closed, at

a) All clai 5

(b) All claims have been finally re ,
exceptions see sections T714.12, 714.13,
714.20(4)), .

(¢) Some

finally rejected. See sections 714.12 to 714.14.

2. Substitute specification that has not been
quired and is not needed. See Rule 125,
sections 608.01(q) and 714.20. If the Examiner
approves, it may be entered. ,
3. A patent claim suggested by the Ex-
aminer and not presented within the time
 limit set or a reasonable extension thereof.
unless entry is authorized Commis-
sioner. See section 1101.02(f).

4. While copied patent claims are generally

admitted even thongh the case is under final |

rejection or on appeal, under certain condi-
tions, the claims may be refused entry. See
gection 1101.02(g). .

5. An unsigned or improperly signed amen

“ment or one signed by a disbarred attorney or

any person having no authority.

6. An amendment filed in the Patent Oiﬁce
after the expiration of the statutory period or .

set time limit for response. See section 714.17.

7. An amendment so worded that it cannot

he entered with certain accuracy. See section
8. An amendment cancelling all of the
~ claims and presenting no substitute claim or
_claims. See section 711.01. :

9. An amendment in a case no Jonger within
the Examiner’s jurisdiction with certain ex-

 Rev. 21, July 1960

claims allowed and remainder

nanent i
 Amer “on so-called “easily erasable
 paper.” See section 714.07. i ,

- 13. In an application filed before October 25,
1965, an amendment filed before the first ac-
_tion increasing the number of claims when the
~ total of claims would be in excess of those sup-
ported by the filing fee. See section 714.10.
14. In'an application filed on or after October
25, 1965, an amendment presenting claims (total
and independent) in excess of the number pre-
viously paid for, and L
{a) not accompanied by any portion of the
fee required, or . ' '
(b) prior to the first Office action or not in
response to an Office action, and not m-
pained by the full fee required,or
(e) the authorization for a charge against a
Deposit Account is not in the form of a separate
paper (2 copies). , : L
ile amendments falling within any of the
foregoing categories should not be entered by
the Examiner at the time of filing, a subse-
quent showing by applicant may lead to entry
of the amendment. : L

714.20 List of Amendments Entered in
7 Part [R-21] Al

_ To avoid confusion of the record the general
rule prevails that an amendment should not be

_ entered in part. As in the case of most other

rules, the strict observance of its letter may

_ sometimes work more harm than would result

~from its infraction, especially if the amend-
ment in question is received at or near the end
of the statutory period. Thus,

(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tior. along with amendatory matter, as amend-
ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. The substitute specification should be
denied entry and so marked, while the rest of

106



disap-

approved

; ) |

, &3) Ina case h vmg some clmms allowed
an others fina jected, where an amend-
or near the 'Zzof the;.

statutory

_claims and

| ment, after the sts

_ finally rejected claims. Of course, if any of

entered to the exten only of cancélhng the

the new clalms were, m the Exammers opm- :

106.1
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_in the opinion of the Ez
or will require a furt

- and}hish

 enterable portions. [R-22]

714.21 Amendments Inadvertently En-
~ tered,NoLegal Effect [R-22]
o If the clerk inadvertently enters an amend-
 ment when it should not have been entered,
such entry is of no legal effect. and the same
 action is taken as if the changes had not been
actually made, inasmuch as they have not been

Unless such unauthorized entry

legally made.

s deleted, suitable notation should be made on
rgin of the amendatory paper. as “Not

the ma ;
Officially Entered”., =~~~ .
 T£itisto be retained in the file an amendatory

 paper, even though not entered. should be given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3
and & 714.25, for an instance of a paper which
inay be returned. Tl :

714.22 Entry of Amendments, Direc-
‘ tions for [R-22]
Rule 121. Manner of making amendments, (a) Bras-

nres, additions, inrertions, or alterntions of the Office
file of papers and records must not be physically

entered by the applicant. Amendments to the appliea-

tion (exelnding the claims) are made by filing 0 paper
(which should conform ¢o Mule 52), directing or re-
questing that specified amendments be mude. The ex-
act word or words to he stricken ont or inserted by raid

 original claim; bowever,
~ followed by the paren!

be used for the rewritten (

_ written claim is rewritten, 1
~ will be applied in reference to
_claim with the parentbeti

ree times amended,”

ar claim may be amended in the man-
the application in paragraph () of
» extent of corrections in spelling, punc-
tuation. and typographical :

‘ments in this manner will'
changes sre. limited to (1) ¢

addition of no more than five
Any amendment submit!
particular claims but failin

considered non-responsive and treated ,
- (d) Where underlining or brackets are intendeq to

. appear in the printed patent or are properly part of the
~ claimed material and not intended as symbolic -of
_ changes in the particular claim, amendment by rewrit-

ing in accordance with paragtaph (b) of this rule shall

‘be prohibited. 5

(e) In reissue applications, both tbe’deS&ﬂptiye por-
tion and the claims are to be amended as specified in
paragraph (a) of this rule. :

 The term “brackets” set forth in Rule 121
means angular brackets, thus: [ ]. It does

not encompass and is to be distinguished from
parentheses (). Any amendment using par-

entheses to indicate cancelled matter in a claim
rewritten under Rule 121(b) may be held non-

 responsive in accordance with Rule 121(c).

714.23 Entry of Amendments, Direc-

tions for, Defective [R-22]

The directions for the entry of an amend-
ment may be defective, as, inaccuracy in the
line designated, or lack of precision where the
word to which the amendment is directed oc-
curs more than once in the specified line. Ifit
is clear from the context what is the corvect
place of entry, the amendatory paper will be
properly amended in the Examining Group,
and notation thereof, initialed in ink by the Ex-
aminer, who will assume full responsi ility for
the change, will be made on the margin of the
amendatory paper. In the next ce action
the applicnnt should be informed of this altera-
tion in his amendatory paper and the entry of

‘Rev. 22, Oct. 1069




However, wbere a relahvely small amend-
ment to a previous amendment can be made
, easily without causing the amendatory matter

- to be obscure or difficult to follow, such sma]l

j'ammdment ohonld be entered

courtesy. Applicants and their attmm or agents :

. are roqnired to conduct their business with the Patent
Oﬂice with decorum and courtesy. Papers presented
: ‘ 'lremout wm be submitted to

If the attomey is dxscourteous in the rematks
or arguments in his amendment, either the dis-

nored or the

courtesy should be entirely ig
kre(tor with a

paper submitted to the Group
view toward its bemg returned.

715 Swearing Back of Refere
_davit or Declaration Under ule‘
131 [R-22] S
Rule 181. Afidavit of prior invention to ooercome
cited patent or publication.

an application is rejected on reference to a domestic
patent which substanﬂauy shows or describes but does

not claim the rejected Invention, or on reference to a

‘foreign patent or to a printed publication, and the
spplicant shall make oath to facts showing 2 comple-
tion of the Invention in this country before the filing
date of the application on which the domestic patent
issued, or before the date of the forelgn patent, or
before the date of the printed publicatics, ihen the pat-
ent or publication cited shall not bar the grant of a
patent to the applicant, unless the date of such patent
or printed publication be more than one year prior to
the date on which the appllcatlon was fled in this
country.

(b) The showing of lacts shall be such. in charac-

ter and welight, as to establish reduction to practice

prior to the effective date of the reference, or concep-

)
' thét of the pu

~ the invention. See § 1101. D2(n).

‘application filed more than twelve months prior

(3) When any claim of

the patent disclosure relied on as the reference

108

pnor to an
r any domestic

, Any prmted pubhcatl (
_ applicant’s effective filing date,

invention, i
s a referen

known as “sx‘vearmg back” of ﬂie; reference
. Aﬁidants or declamhons under Rule 131 may

%date of the !‘omgn patant or
iblication is less than one year
pnor to applicant’s effective filing date.

(2) Where the reference, a U.S. Patent, with

a patent date less than one year prior to appli-

~ cant’s effective filing date, shows but does not

claim the invention.
An affidavit or declaration under Ru]e 131 is
not apQVhpmate in the following situations:
(1) ere reference publication date is
more than one year back of applicant’s effective
ba ’g date. Such a reference is a “statutory
r”. ,
(2) Where the reference U.S. patent claxms,f

(3) Where reference is a foreign pa
the same invention to applicant or h
representatives or assigns issued prior |
filhng date of the domestic application on an

to the filing date of the domestic application.
(4) Where the effective filing date of appli-

‘cant’s parent application or an International o
- Convention proved filing date is prior 9, th

effective date of the reference, affi
declaration under Rule 131 is unnecessary .
the reference is not used. See 8§ 201.11 to 201.15.
(5) Where the reference is & prior U.S. pat-
ent to the same entltv, clalmm;z the same inven-
tion, the 9,uestlon mvo]ved i one of “double
patenting.
(6) Where the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending. the question is one of dedication to
the public.
Should it be established that the portxon of

was introduced into the patent application by ‘k
amendment and as such was new matter, the
date to be overcome by the affidavit or declarn--

lS in its dls- i




The eﬁ'ecme d'1te of a Umted Ntaws Patent

- art referemce is not affected
1z date to which the patentee

Hl mer, 833

1966) ; Lily et al. v. Brenner, 153 U SPQ 95
(C.A. D.C. 1967). The reference patent is effec-
tive as of the date the apphcatlon or xt was ﬁled

'nder 35 US.C. 119. Inre
13, 149 USPQ 480 (CCPA

366-679 O D4 108.1

5 (3011 s ,‘102(e) and,;
| arch Inc etal V. Bren- .

| 71’5.01 ( a) Reference a Jomt Patent to
. ~ Applicant . and Another
—22 ‘

 When sub]ect ;
claimed in a pqtent issued ]omth to S and an-

other is claimed in a later apphmtlon filed by o

S, the joint patent is a valid reference unless '
overcome by affidavit or declaration under Rule

131, In re Strain, 1951 C.D. 252; 648 O.G. 5.
_ Disclaimer by the other patentee should not be
reqmred But see§ 201.06.

Rev. 22, Oct, 1960 =



hip. In re Beck et al.,
;5 EOG 354 ; Plerce v. Watson,

Unless lt isa statutory bar,
publication may be overcom ,
it was published either by app cant }umself or
in his behalf Ex parte Lemieux, 1957 C.D. 47;
725 0.G. 4; Ex parte Powell et al. 1938 C D

15 4890G 231.

CO-AUTHORSHIP

 Where the apphcant is one of the co-authors
of a_publication, cited against his application,
he is not_required to file an affidavit or declara-
tion under Rule 131. The publication may be

removed as a reference by filing a disclaiming

affidavit or declaration of the other authors. Ex
,parte lec;ch]er, 110 USPQ ‘3«“4 :

Claims [R-22]

A reference applied against generic claims

claims by an affidavit or declaration under Rule
131 showing wmpletmn of the invention of only
a single species, within the genus, prior to the
effective date of the reference (assuming, of
course, that the reference is not a statutory har
or a lmtent ciaiming the same invention). See,
however, § 715,03 for practice relative to ¢ h()"ll-
eal cases,

71».03 Practice Relative to C lwm:cal
- Cases  [R-22]

In chemical cases, where generic claims have
heen rejected on a reference which discloses n
species not antedated by the affidavit or declara-
tion, the rejection will not ordinarily he with-

' cases, and in cases

1d not have in the ab-

 rejected on a reference disclosing

715.04 Who May Make Afﬁdavn or

C.D.95:462 O.G. 479.

~when it is not possible to produce the affidavit.

.:-7]5 02 General Rule as to Genenc‘

may (in most cases) be antedated as to such

109

st show as much as the mini-
required by a patent specifica-

] ' support fo eneric claim.

“The principle 1s w g 3
posmom of
1es in a cited

later appli-

1c clalm i3 In,, re

h dm'lt or declalatlon, the v
reference is overcome. In re Stempel 1957 (‘ D.

200: 717 O.G. 886. i
M. srxvsH Tyre G ,.*US"'CLAIM :

_ Where a claim reciting a Markush group is
‘ot claim-

ing a specific member of the gro

_cannot be avoided by an aflidavit or declaration

under Rule 131 %ho“mg diﬂ'erent members of
the group. : o

Declarauon

A The Iny entor ;
B. One of two joint inventors is accepted
where suitable excuse is given for failure of the
other applicant to sign. In re Carlson et al, 1936

[R—22]

(". The Assignee or other party in interest

or declaration of the inventor. Ex parte Foster, ¢
1903 C.D. 215: 105 O.G. 261.

715.05 Patent Clamung Same Inven-:
~ tion [R-22] ,

When the reference in questlon is a patent
(lalmmg the same invention as applicant and
its issne date is jess than one year prior to the
filing date of the application being examined,
applicant’s remedy, if any, must be by way of
Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status
of the patent as a reference is that of a PAT-
ent or 1 PUBLICATION. If the patent is
clatming the same invention as the application,
this fact should be noted in the Oftice action.
The reference patent ean then be overcome only
by way of interference. \'ote, however, 35
1.8.C. 135, § 1101 ()'z(f)

Re‘v.f 22, Oct. 1960



- [R-22] ‘
ial thing to be shown under Rul
! ention and this may
ory evidence of tI
) sions, must be alleged, :
hey mus shown by evidence in the form
exhibits accompanying the affidavit or declara
tion. Each exhibit relied upon should be specifi
_cally refe to in the affidavit or declarai
in of what it is relied upon to show
e allegations of fact might be su
submitting as evidence one yore

( y }g} blhueprints hs , ;
0l ached photographs: =
o {4) o 'kfhedqu,)repr xiulzvtions of _ng)tebook
entries: a0
(5) an accompanying model; .
 (6) attached supporting statements by wit-
' nesses, where verbal disclosures are the evidence
reliedupon. e
 Ifthe datesof the exhibits have been removed
_or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration.
 The dates in the oath or declaration may be
the actual dates or, if the applicant does not
desire to diselose his actual dates, he may merely
allege that the ncts referred to oceurred prior
to a specified date, i
A genernl allegation that the invention was
completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 CD.
23323 0., 1224.
“f the applicant made gketches he should €0
state, and produce and describe them; if the
sketches were made and Jost, and their contents
remembered, they should be reproduced and ‘
furnished in place of the originals. The same
course should be pursued if the disclosure was

Rev. 22, Oct. 1960 110

_conception

dilige

o mducti

724: 51 0.G. 141

" yvercome the rejection, his remedy is by appea

1 715.07(a) Diligenee [R-22]

 Christie v. Seybold, 1893 C.D. 515; 64 O.G.

date of the reference. Where t}
reduction to practice prior to the date o ;
reference, the applicant must “also show
ence in the completion of his ‘invention
from a time just prior to the date of the refer-
ence continuously up to the date of an actual
on to practice or up to the date of filing
lication (filing constitutes a constructive
‘to practice. Rule 131.) '
~ conception of an invention, though evi-
d by disclosure, drawings, and even 2
“is not a complete invention under the
tent laws, and con

ers no rights on an inven-
or, and has no effect on a subsequent(lgv nted
&*yatentu to another, UNLESS HE FOL. oOwWsS

T WITH REASONABLE DILIGENCE

h

- BY SOME OTHER ACT, such as an actual
_ reduction to practice or filin

an application for
Weighing Mach. Co. v

a patent. Automatic [
Limited, 1909 C.D. 498

‘Pneumatic Scale,(}orp.f,

1390.G. 991.

- Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1897 C.D.
7, it was established that con-

ore { a mere vague idea of how
to solve a problem; the means themselves and
their interaction must be comprehended also.
- The facts to be established under Rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to

ception is more than

from the continued rejection.

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had heen diligent. Ex parte Hunter,
1589 C.1. 2183 49 0.3, 733. o
What is meant by diligenco is brought out in



The “lapse o el
reduction to practit
_ filing of an application thereon” (Ex
Sing of 20

i - or declaration.

Interference

In place of an affidavit or 'd:eclarati()'n:the

testimony of the applicant in an interference ‘
siie ene

antedate a reference
or declaration.
y to form the bas

may be sometimes use
in fieu of a Rule 131 affida
_ The part of the testim

of priority over the reference should be pointed
out. Ex parte Bowyer, 1939 C.D. 5; 505

0.G. 759,

715.07(¢) Acts Relied Upon Must

 This Country [R-22]

' The afidavit or declaration must contain an
~ allegation that the acts relied upon to establish
_the dat prior to the reference were carried out
country. See 35 U.8.C. 104.
5.07(d) Disposition of Exhibits
 Submitted as Evidence to
Support Facts [R-22]

affidavit or declaration under Rule 131, that are
too bulky to be placed in the application file are
_retained in the Examining Group until the case
s finally disposed of. When the case goes to

issue (or abandonment) the exhibits are sent

this effect being made on the margin of the
affidavit or declaration. See § 608.03(a).

715.08 Pa@ﬁcd Upon by Primary Ex-
aminer [R-22]

The question of sufficiency of affidavits or
declarations under Rule 131 should he reviewed
and decided by a Primary Examiner.
715.09 'Sfekmnable Prescniation

- [R-22]

Affidavits or declarations under Rule 131 must

be seasonably presented. Ex parte Berg, 1906

111

'296) is not relevant to a Rule

Téstimony o

Sometimes Used [R-22]

Jurious to

Have Been Carried Out in

‘Exhibits, such as those filed as part of an

to the Model and Receiving Room, notation to.

reference to reign patent, or to a printed publi-
cation, or to facts within the personal knowledge of
an employee of the Office, or when rejected upon a
Y, of operation attributed to a refer-
alleged invention is held to be
lacking in utility, or frivolous or in-
) th or morals, afidavits traversing
these references or objections may be received.

NOTE THAT RULE 132 IS NOT APPLI-
CABLE TO A REJECTION BASED ONA
U.S. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION. -

It is the responsibility of the Primary Ex-
aminer to personally review and decide whether
affidavits or declarations submitted under Rule
132 for the purpose of traversing grounds of
rejection, are responsive to the rejection .and
present sufficient facts to overcome the rej ection.
This rule sets forth the general policy of the
Office consistently fol]c)we%l for n long period
of time of receiving affidavit evidence tra-
versing rejections or objections, Ex parte
Grosselin, 1596 C.D. 39; 76 O.G. 1573. The enu-
meration of rejections in the rule is merely
exemglary.‘ All affidavits or declarations pre-
sented which do not fall within or under other
specific rules are to be treated or considered as
falling under this rule, L

Certain 1eﬁal principles and stan‘dﬁ"rds‘ have
been establis

ed respecting affidavit or declara-
tion evidence. Some are applicable to all
affidavits or declarations, while others are ap-
plieable only to particular types of affidavits or
declarations, as indicated below. The critical
factors and standards are summarized as an
aid or guide to the Examiners in evaluating
sueh affidavits or declarations. Affidavits or
declarations timely filed (i.e. before final action
or appeal) should be acknowledged and com-
mented upon in the action following filing. See
¢ 707.02. If an affidavit or declaration is filed

ence, or becau
inoperativi

later and entered (See Rule 195) similar action
should be taken.
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par| !
(not similar) with that
e Tatineloux, 1956 C.D.
s affidavits or

ley, 1949 C.D.

ot ¢ xplained should |
ed, and : "g’niﬁca'nk ex-

_planation should be require
 strong, 1960 C.D. 422: 759 0.
ot idavits or declarations may be er
tle weight, .
There the comparison shows unexpected
Its or advantages, it should be compared with
ication disclosure, since recitals of
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If a receipt of any paper filed in the Patent
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with the paper a self-addressed post card iden-
tifying the paper. See § 502,

717.01(b) [R-19]

The prints of the drawing are fastened in-
side the file wrapper by the Application
Brancl, and shall always be kept on top. A

Prints
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