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604  Administration or Execution of Oath

60402 Venue ' '
604.03 - Notaries and Extent of Jnriﬂictlon

M(B(a) ‘Notarial Powers of Some Eﬁlitary Omcers

604.04 Consul e
.- 604.04(2) Omission of Certificate ;‘ :
" 604.05 . Consular Fee Stamp :
/604.08 /By -Attorney in Case

i 605 Applicant

. 605.01 Citizenship
605.02 . Residence ; :
605.03  Post Office Address
'608.04  Signature and ‘Name
7 605.04(a) Single Signature Form
< 605.04(b) Full First Name Required
605.04(c) Change of Name ‘
605.04 (d). Unable To Write
605.04(e) May. Use Title Wlth ngnamre
605.04(f)" Joint-—Order of Names ‘ :
(g) When Name Is Corrected Gend to Appllca-
. tion Branch
60a04(h) Signatvre to Drawing
”60505
. regentative
60005(&) Signature of Legal Representative :
605.08 Filing by Other Than Inventor ‘
606  Title of Invention -
606.01 Examiner May Require Change in Title
607 Filing Fee
607.01 Fee Exempt
607.02 Returnability of Fees
608 Dudosure
608.01 Specification
608.01(a) Arrangement of Application

o e08.01{u)

- 608.02(e)

L 608.02(1)
©608.,02(m) Prints
. 608.02(n)

'Administrator, Executor or Other Legal Rep-f

. 0s02(r)
. 608.02(s)

. 6m02)

608:01(3) |

608.01(h)

- 608.01(1)

60801())
60801(k)
608.01 (1)

 60801(m)
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. 60801(0)
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608.011{q) !

808.01(r)

- 0801(s) Restorstion ozm i
CG0B801(t) Use in Subsequent Applicution e
Of Formerly Filed Inmmp!ete Appucation"',_; e

€08.01(v) Trademarks and Trade Nam
E‘»‘}S.OZ Drawlng =~ -

- 80R.02(a) New mexng-—wxaen Req' ‘red
© 808.02(b) Informal Drawings ~

603.02(¢c)

608.02(d) :

Examinerl)e rmin

608.02(f) = Modification - ‘

608.02(g) Tilustration of Prior

608.02(h) ‘Additional, Duplicate, or Substitute
608.02(i) Transfer From Prior Applicati
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“To Continuation or Subs, tute

Patentabmty Report Case
608.02(0) Dates Entered on Drawing '

808.02(p) Correction of Drawings .
. 608 2(q)

Conditions Precedent to Amendment o{ S
Drawing :
Separate Letter to Draftsman , o
‘Estimating Cost of Correcting Drawings :
,Cancelatlon of Figures ,
Changing Name of Attorney on Drawmg

Forbidden = |
Changes Which Require Sketches
Changes Which May be Made by Exam—
iner's Amendment Without a_ Sketch
Disposition of Orders for Amendment of
Drawlng ,
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608.02(%)
008.02({w)

608.02(x)
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the bapph“

S ‘geaﬁc prior
' here app bl
in the prio

{e) éu:zwna:-y“ g ie summary or general .
, (c) ‘An oath o declaratlon, seerule 65. statement of th ,fﬁlﬂl in Rule

() Drawings, when. nmecessary, see rules 81 to 88 ,‘3 The summa; ,
bl foa (. the abstract and is d1rected toward the inven-

~ tion rather than the disclosure as a whole. The
= o , . summary mail point o;z!; the oaglvantages of tllm,; L
‘ : mvennon or how it solves problems previously
Gtm ELINES FOR 3\);“;? ;15130:? Mopr P‘\“w existent in the prior art.(and preferably i mdiq s
cated in the Background of the In ention), In
ing gmdelmes illustrate the pre-  chemical cases it should poi L in gen:
and content for patent apphta- - terms the utility of the invention. If possible,
idelines : he  the nature and gist of the invention or the
i . inventive concept should be set forth. Objects
of the invention should be treated brleﬁ;r and
only to the extent that they contmbnte,to an
understanding of the invention. ,
(f) Brief ,gDescreptzan of the Drawing: A
- reference to and brief description of the dra“- .
. ing(s) as set forth in Rule 74. e
(@) Description of the Preferred Embodz- -
oment(s): A descrxptxon of the preferred em-
_ bodiment(s) of the invention as required in
~ Rule 71. The de-cnptmn should be as short and -
specific as is necessary to adequatelv and
~ accurately describe the invention.
~ Where elements or groups of elements, com- -
- pounds, and processes, which are conventional
~and generally widely known in the field to
~which the invention pertains, form part of
the invention described and their exact nature
~ Or type is not necessary for an zmderstandmg
and use of the invention by a person skilled in
the art, they should not be described in detail.

72(a).) The title of the invention should be However, where particularly complicated sub-

- * ' ject matter is involved or where the elements,
: g’;‘:ﬁi‘? "tI tt hiﬁﬁ{ﬁﬁf ?;‘ f%;fltelf)a  of the specifi- compounds, or processes may not be commonly

ut technieally o widely known in the field, the specification
should refer to another patent or readily avail- -
. able publication which adeqmtc]v descrlbes o
the subject matter y
(h) Claim(s): (See Rule 73.) A claim ma) o
be typed with the mnous elements subdivided
in paragraph form. There may be plural inden-
tations to further segregate mnxlwnmlmmtmnw‘

The follo“ ing order of ‘wrangement, sfpref-
_erable in framing the specification and, except
for the title of the invention, each of th }ettered
_ items should be preceded by the I
~indicated. o
 (a) Title of the Im'entzo g
‘(b) Abstract of the Disclostre. -
(c) Cross-References to Related Applwa-
tions (if any). o
(d) Bacl\gmund of the Inventlon
1. Field of the Invention. .
2, Description of the Prior Art.
~(e) Summary of the Invention. ,
(f) Brief Description of the Drawing. :
- {g) Description of the Preferred Embodl-
ment(s) :
~(h) Clalm(s). ,
(a ; Title of the Invention: (See Rule

accurato and descriptive. . o
(b) Abstract of the Disclosure; (See Rule
72(b), and section 608.01(b).) /
(¢) Cross-References to Related Apphca- :

tionz: (See Rule 78 and section 201.11). :
() Background of the Invention: The

specification should set forth the Barekgmund

of the Invention in two parts: s

(1) Field of the Invention: A statement = OV related steps, i
of the field of art to which the invention Reference characters onrnmpnndmg to ele-
pertains, This statement may include a munts recited in the detailed description and

CoRev, 22, Oect. 1969 34



,Nm

upe: f,together where | ossxb e and physxcziﬂy i
separated by drawing a line between claims or
groups of clail s ( Both of these provisions may

' not be practical or ‘possible where several species

product and process claims should
ments are
assification

Similarly, ;

- be separately grouped. Such arrar
- for the purpose of facily ,tmg
' and exammatl : o

partlc ar
‘improvement type inventions. Tt is to be con-
sidered a combination claim and should be
drafted with this thought in mind.

 In drafting claims in accordance with Rule

75(e), the preamble is to be considered to posi-
_tively and clearly include all the elements or

combmatmn.
Oath

- (See Rule 65.) Where one or more prevxously
 filed foreign applications are cited or mentioned

ing the applicatlon or serial number 25 well as
prov:ded
The Arrmcumv

The petmon, specxﬁcatmn, and oath must be

ink. See Rule 52 and § 608.01.

in a single document, and an approved ~mg]e-
signature form may be used.

Determination of completeness of an .{pph~,

cation is covered in § 506. S

The petition, specification and oath are se-
oured together in a file wrapper, bearing ap-
propriate identifving data inelnding the wn.nl
munber and filing date (§ 717).

Oﬁee'ws}l furniéh copies at the usuai cost. See mle'

d from the same generic claim.) "37 f‘“‘ return of dra‘m‘!’

mm'requlred in Rule 75(e) ISk, 2
apted for the desempfmn of

steps recited therein as a part of the claimed

in the oath, complete identifying data, includ-

of .
the country and date ﬁhng, ghould be post office address

V'm the English language and must be legibly
typewritten, written or printed in permanentg

The parts of the application may be mrludedf

Ruie 147 Division spp!xcatmns § 201 .06.
applwaam

Stmmhnﬂi ntinuation
_pphcatmns § 1&01. .

apPhcatxon Chapter 1500
s, Chapter 160{)

t or 5] n is not x'equxred *
plication as filed, although it

; m the proaecutxo

ul 91-93, § 608.03). ,

ers of camplete applieatm nct o be

' » papers in a complete application will
returped for any purpose whatever If appli-

to the Cammzssoner of Patents and request the gmnt
wofa patent. The residence, and post office address of the

petitioner must appear.in the petition if not stated else-
where in the application.  The ‘petition need not be
separately signed  when part of and attached to the
specification and oath or declaration, otherwz% it muet
be signed by the petitioner. ‘
(b) The power of attorney or autharizatmn of agent
may be mcorpomted in the petition. '

Petitioner’s or applicant’s post: ofﬁce address A
‘1s discussed in § 605.03. :

The petmon need not be dated

601 01 Amendment of Petltmn
' [R-22]

Those portrons of the petition other than the
(see § 605 f}3‘t may ‘be
amended by the attorney .

601.02 Power of Attorney or Author—
 ization of Agent [R—22]

The attorney's or agent s full post office ad-
dress {including ZIP code number) should be

~ given in every power of attorney or authority
of agent. The telephone number of the attorney

or agent may also be included in the petition.
The prompt delivery of commnnmatmm will
thereby be {: wilitated.

U -m.]l\ a power of attorney or authorization
of agent is incorporated in either the petition
or single signature form. (See §$402 and

605.04(a).

34.1 Rev, 22, Oct. 1868 .
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: -sola or joint inven:or of

the invention el In every
original appllc’ fon the npp!icant must distinct!y state

that to the best of his knowledge and belief the inven- '

‘tion has not been in pnblic ‘use or on'sale in the Lnited i 81 A :

States more than one year _prior to his’ applxcation or

: patented or described in any printed pnblication in any

country before his inventxon or inore thap one year ook

- prior to his application, ‘or patented in
country prior to the date his applicatio

o cat.ion filed by, himself or his legal repre&ntaﬁ‘es or

more than tweh'e months prior .to his apph‘
this country He shall state whether or not

any appucation for patent on the same invention has
been_ filed in any. foreign country, eitker by hxmselt 5
representatives oOF assigns. If any.

‘or by his

such: application has been filed, the applian - shall
f?fname the country m which the earnest sueh applicatwn ‘

‘was filed, and shall nge the day, month, and year of its

“fling ; ‘he shall also identify by country and by da

"'imonth and year of ﬁling, every: such torexgn applica-: o
“ . tion filed more tban twelve months before ‘the ﬁling ot

",the apphcatxon in ﬂllS countrv

(2) This statement (i) must be subscribed to by the' i
applicant. and (ii) roust either (a) be sworn to (or
afirmed) as provided in Rule 66, or (b} include the S

. ‘personal declaration of the appucant a8 prescribed in.
' Rule 68, See Rule 1a3 for de%xgn cases and Rule 162

for plant cases.

42, 43, or 47, the applicant shall state bis relat!onahip
‘to the inventor and, upon information and belief, the

facts which the inventor is required by ‘this. rule to :

state.
(c) An’ additlonal statement mny bc requircd it tbe

~application has not been filed in the Patent Omc’e within
a reasonnhle time after cwcmion of the r»riginal smte—

ment,

foreign ; Ak
any false. ﬁeﬁtmns or 'traudulent statements or

. sentations, of makes or uses any false writing or docu-

tion IS used, it
‘any official i in connection with the ma

~ together therewith..

ocontain any talse ﬁctitious

: venrs, orbm

A Rule 63 Dec]aranon need not. be nbboned?:
to the other papers, even if signed in a country
foreign to the United States. When a Declara-
is unnecessary to apfar before

ing of the

Declaration.. It must, however, since 1t is a

‘integral part of the agphcat;og,fbe malfntagle o
sted forms for dec-

larations are’ Jocated in the back port on of the e

“Rules of Practice” booklet.

By statute, 35 U.S.C. 95, ¢ ,
has been empowered to prescnbe nstances when
a written declaration may be &

The filing of a wrxtten declaration is not. ac

ceptable in lieu of the auther noo
~ original a Ephcatlon oath that is informal i

:s authentication by a diplomatic or

that it lac
tates. Sec

consular officer of the United
§ 604.04(a ). However, if the informality inthe

original oath is not a requirement of the Statute,
,ﬂthe defective oath may be rephced by a declara-

: ccepted in lien "
~ of the oath for "gnv document t be filed in the

(b} :1f the appucation is made as provided in Bulea o Patent Office”.



. months prior

laration, the
son for the

to the fact that
| ert

afgii*e; the fo ria form
well as ,ix’x\g_dutﬁe‘_oi'thg first dy the body of the
application, especially if the inven- = new oath or declaration, preferably by giving

i not appear In a certified copy ‘serial number and the date of filing. This
Lol : is done in the first action by means o attach-
: , wure ALIOnE , ~ment Form PO-152 (see section 707.07(a)).

tion 605.04(a) includes the oath or declaration.  Where neither the original oath or declara-

~ An oath or declaration which refe pli-  tion, nor the substitute oath or declaration is
 cant_as “the petitioner” need n  complete in itself, but the two taken together

“applicant’s name in the body thereof. :

ald foreigm &p
- The sing’

ive all the required data, no further oath or

eclaration is needed.

- 602.03 Defective Oath |
rst. Office action the Examiner mu
r use of attachment Form P
on 07(a)), every deficie
laration or oath and uire that the
e , nat he. veruy o e  same be remedied. However, when an appli-
himself to be the original, first and joint inven- = cation is otherwise ready for issue, an Examiner
tor together with “A or A & B, etc.” as the facts - with full signatory authority may waive the
‘ ' gl . following minor deficiencies: S :
1. A delay of somewhat more than five weeks
 plus mailing time in filing after the time

" 1In the oath, the jurat must be filled out, and
" the word “sole” or “only” must appear if there
~is but one inventor, and “joint” if two or more
 inventors.
' When joint inventors execute separate oaths
or declarations, each oath or declaration should
~ make reference to the fact that the affiant isa  pointo u
" joint inventor together with each of the other 152 (s \
" inventors indieating them by name.  This may i
" be done by stating that he does verily believe

may be. R
A seal is usually impresse :
.and 604.01 and Rule 66. | ver oaths exe-
~cuted in many states including Alabama, Louisi- ~  of making the declaration, or the time of
- ana, Maryland, Massachusetts, New Jersey. New execution in the case of an oath. :
~ York, Rhode Island, South Carolina and YXir- 2. Residence of an applicant if a post offi o
ginia need not_be[impressed‘With aseal. ~  address is giveh. i -
_ If a claim is presented for matter not orig- 3. Minor deficiencies in the execution of an
inally claimed or embraced in the original oath. = o T e
~ statement of invention in the specification a  If any of the above are waived, the Examiner
~ supplemental oath is required. Rule 67, sec-  should write in the margin of the declarationor ..
_ tion 603. [R-21] - ~ oath a notation such as “Date of declaration
i ' waived; application ready for issue” and initisl.

- 602.01 Oath ",Cax'mét’"Be‘:Aménded' e LR

~ [R-21] s , 6020.4 Foreign Executed Oath
T S - [R21]

The wording of an oath or declaration cannot An oath execute dina fbreign;;‘c'om'it‘r'y must

be amended. If the wording is not correct or if N ext n €0 ‘
all of the required affirmations have not been %e rggeﬂy authenticated. See section 604 and
e 66. r s

made or if ithhas (rilot1 been properlybesubscribed iy ,
to. a new oath or declaration must be required. Sy . i
However, in some cases a deﬁiencly) in the oath 602-04(3) quelgn Executed Oath Is
or declaration can be corrected by a supple- ~ Ribboned to Other Appli-
~ cation Papers [R-21]
Eztract from Rule 66. (b} When the ocath is taken

mental paper and a new oath or declaration is
hefore an officer in & country foreign to the United =

not necessary.
- States, all the app;lcaﬂoh papers, except the drawings.

o sections 604

" For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the

Rev. 21, July 1969



' tho m]

with the !orezoinz sentence, must |
Note that a Declaration in Lieu of Ap
tion Oath (Rule 68) need not be ribbone

cther papers. It must, however, be m&mtamed”
~ mgether theremth y , :

602 05 Oazh--l)ate of Execnuon
[R—Zl]

The time elapsed between the date of execu-
tion of oath and the filing date of the applica-
tion should be checked for compliance with
‘Rule 65(c). If an unreasonable time has
~ elapsed, the Examiner should call for & new
oath. What constitutes a reasonable time is a
: %estlon of judgment to be determmed by all
e circumstances in the partzcular case.
weeks plus time of transmission in the mails

‘was considered reasonable under the circum- :
stances of Ex parte Heinze, 1919 C.D. 67; 265

O.G. 145). The “Notice of informal .
plication” attachment form PO—152,1s used to
notify applicant that his oath is stale. |
If no date of execution appears, applicant is

cate from the notary giving the actual date
~when the oath was taken. ,

' 602 05(3) Oath in Dlnsxon and Con-

[R—Zl]

W'here the date of ﬁ]lng the apphcatlon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as
concerns the acceptability of the oath, how
long a time intervenes between the execuhon
of the oath and the filing of the apphcatlon ‘

When a divisional application is identical
with the original application as filed, signing
and execution of the oath in the divisional case
may be omitted. (See Rule 147, section 201.06.)

In a streamlined continuation application, the
oath or declaration of the parent application
can be used. Therefore, signing and execution of
a new oath or declaration in the streamlined
continuation is not required. See section 201.07.

tinuation Cases

Rev. 21, July 1060 36
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(Five

- tion. As to the purpose to be served by the sup-
- plemental oath or declaration, the Examiner

" been patented in any tore:gn ecountry. prior :

of his appucation in this cmmtxy on an applicﬂtioii filed
by him*:eif or his iegal representatives or assigns more

' the proposed gmendment may be refused cmlderution '

(b} In ptoper cases the cath or declaration here re-
quired mzy be made on intormation and belief by &n
applicnnt other than inventor. :

Rule 67 requires in the supp

Iem nta.l oath

or declaration substantzalh all the data. called

for in Rule 65 for the original oath or declara-

should ,bear:;m mmd that it cannot be av mled

required to file either a new oath or a certifi-

supplemental oaths covering the cLums in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received they wiil be placed in the
file by the Issue Branch, but their receipt will

~not be acknowledged to the party filing them.

They should not be filed or considered as
amendments under Rule 312, since they make
no change in the wording of the paperq on

file. See sectmn 714 16. , '

604 Admmlstratlon or Executmn of
QOath [R—21]

Ertract From Rule 66.  Oficers authorized to ad-
minister oaths. {a) The oath or affirmation may be
made bhefore any person within the United States au-
thorized by law to administer oaths, or, when made in

Since the dec1sxon m Cutter Co. v. Metro-
. politan Electric Mfg. Co., 275 Fed. 158, many




ed with a meal, his official charac- 3
shal tablished by competent evidence. as by ion by serial number and date
a certificate from a clerk of a com , ertificate by the officer befor
proper officer having a seal. e iginal oath was
n 602.04(a) for foreign executed

~ When the person before whom th
~ affirmation is made in this countr

, , 5 Th'e',‘e‘xt'en “of the jt rhdx jon of the notaries
o : When th f  erns the in the various st givenbelow.
 authority of the person administering the cath, ' o |

. COUNTY ONLY

the Ezaminer should require proof of author- e
ity. Depending on the juriediction, the “sesl”  Louisiana
may be either embossed or rubber stamped. The Mississippi
latter should not be confused with a stamped =
legend indicating only the date of expiration of o
~ the notary’s commission. S e L e . s
~ Seealso section 602.04(a) on foreign executed (See explanatory paragraphs below) .
oath and seal. In some jurisdictions, the seal of  Alabama(a) ~  Missouri(e)

" Texas

| VARISBLE JURISDICTION

the notary is not required but the official title of e .  XNebr N
- the officer must be on the o - This applies to. g:;,lg? '((cb)) Ll aili};a(sga (3)
Alabama, California (¢ ¢ aries)},lxqza-  Towa (d) . e (g)i
Jerse¥,  Kansas(e) ~ Virginia (h )

'i\sma?} ary(l)?nd’ %{&md}ff Rf’f:}f , Feland
New Yor rio, Puerto Ri e Island, ; S A
South Caralina a’nd Virgin . ’Kkex‘xtu(‘:.kyk (d) WgSt Vn‘g: :
; e ' ' STATEWIDE

. 604.02 Venue [R-21] G s e   *"4;11 et

That portion of an oath or affidavit indicat- T e L
ing where the oath is taken is ‘known as the (a) ‘Alabama and Nebraska notaries are ap-
venue. Where the county and state in the pointed for counties and for state at large.
venue agree with the county and s (b) Florida notary commissions are cus-
seal, no problem arises. If the venue anc ~ tomarily for state at large but may be restricted
do not correspond in county and sta by commission to less than the state at large.
jurisdiction of the notary must be dete , (¢) In Hawaii it is generally limited to the
judicial cirenit. ' S

from statements by the notary appearing on the R : -
oath, or from the listing at section 604.03, (d) In Towa, Kentucky and West Virginia it

is limited to eounty for which appointed, but
notary in any county may qualify and act as

Venne und notary jurisdiction must correspond
or the onth is improper.  The oath should show
on it fuee that it was taken within the jurisdic- notary inany other county.
37 . Rev. 21, Juiy 1900




otary publics commissioned ;. of an mo'}g;;no?hfeﬁﬁ e
flo-in county court of any e AYCIC H, dcer of the United
: minister oaths must be
diplomatic or consular
Tnited States. Rule 68, section 604. 11
ough an intermediary e.g., the
ify as to the auth d jurl
iction of another official who, in aycer-
tifv as to the suthority and jurisdiction of the

‘officer before whem the oath 1s taken.

)T cou , Con'su!@:h’issién ¢
notary y may act 1n county

o tiguous thereto, and a notary for a county may- . - - R e P

~act in city contiguous thereto. Notaries may Where the oath is taken hefore an officer in
appointed for two or more counties and cities o foreign country other than a diplomatic or
for the state at large. . ' consular officer of the United States and whose
The notary does not have to state whe, authority is not authenicated, the application
commission expires but if he does so state, the = is nevertheless given a filing date for purposes
oath should be inspected to determine whether  of examination. The Examiner, in

604’.‘04‘(&),

is first o

or not the notary’s commission had expired at  Office action, should note this informality and
the date of execution of the oath. require authentication of the oath by an ap- 7
R e s . propriate diploma -

~ Notarial Powers of Some following language
i " authentication of an oath:

tic or consular officer. The
is suggested in requiring

604.03(a)'

‘Military Officers , neath: ..

R Vi G . [1}“The oath is objected to asbeing informal =~

Public Law 508 (81st Congress, Second Ses- _inthat it lacks authentication by a diplomatic .
rsons  or consular officer of the Uni tates; Rule

sion) Article 136: (a) The following pe sular of the !
~ on active duty in the armed forces . . . shall  66(a). This informality can be ¢ rcome only
have the general powers of a notary publicand by forwarding the original oath to the appro-
~ of 8 consul of the United States, in the per- priate officer for authentication if applicant -
 formance of all notarial acts to be executed by wishes to preserve his original filing date. Ap-
members of any of the armed forces, wherever plicant should therefore request return of the

: s subject te “oath for this purpose. Such request must be
they may be, and by other persons subject to accompanied by an order for a copy of the

this code [Uniform Code of Military Justice W AL . e
outside th[e continental limits of the Unite(]l  oath to be retained in the file until the prop-
' . ke ‘erly anthenticated oath is returned. A fter the

States: S , oath has been authenticated, it should be re-
(1) All judge advocates of the Army and  turned promptly to the Patent Office.”
Air Force; S | o At the time of the next Office action the
(2) All law specialists; ¢  request for return of the oath, together with
(3) All summary courts-martial; ; the application file and the copy of the oath,
(4) Al adjutants, assistant adjutants, act- is submitted to the Group Director. If the

ing adjutants, and personnel adjutants; request is approved by him. the oath will he
~ (5) AN commanding officers of the Navy  returned to the applicant by the Examining

~and Coast Guard; - Group. ' , k
L B | Lo .

Rev. 21, July 1960




The filing of & declarati

essential to preserve the original fil

. 604.05 Consular Fee Stamp

are acceptable without such stamp.

S Allpnpers execuied on or after June
" that formerly required the consular fee

APPLICATION  604.06

in lien of an authentication of the original oath by Atorney in Case

ot e cespted since the awthentication 8 Tho Tanguage of Rule 68 and 3 USC.

115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney

©acting as notary is cognizant of the extent of his

38.1

authority and jurisdiction and will not know-

Rev. 21, July 1969



Columbia. If fhe

id because of being adminis ~
n a jurisdiction where the law

invalid, the proper : 'u:non for ‘ile
- ke is to strike the applicati
“there is in effect no proper applicatior

~and the Emmmer wll refer the file

_such action.
150 0.G.
[R-20]

605 Apphcant [R—-20}

Rule 41. igpzmnt for patent. (&) A. patent must be
- applied. fqr and ‘the application papers mtmt be 51gued

42, 43, and 47.  See rule 147 i

(b) Unless the contrary is indicated. the word-“ap-
plicant” when nseqd in these rules refers o the inventor,
Jjoint ‘Inventors who have applied for a patent, or to
the person mentioned 'in rules 42, 43, or 47 who has
‘applied for a patent in place of the inventor. i

Extract from Rule 45. Joint inventors. (a) Joint
inventors must apply for a patent jointly and each
must .sign the application papers and make the re-
quired oath or-declaration; neither of them alone, nor
less than the entire number, can applr for a patent
for .an inventisn invented y.them Jomﬂv except as
provided in rule 47,

For convertibility from a ]omt to sole or sole
to Jjoint application, see section 201.03.

Rule 46. Aazigned mventwns and patents. In case
the whole or a part interest in the invention or in the
patent to be issued is aqnignea, the apphoation must
still be made by the inventor or one of the persons
mentiqnedkiu rules 42, 43, or 47. However, the patent
may be issuad to the assignee or jointly to the inventor
and the assignee as provided in rule 334.

- This section concerns filing by the actual in-
ventor. = If filed by other, see section $09.03.
Nore
Streamlired continuation .q)phcatmn sec-
tion 201.47. Disposition of application by
~inventor, section 301. Inventor de‘\d or in-
sane, section 409,

605.01 Applicant’s Citizenship‘

The statute (35 U.S
plicant to state his ('mzenslup

O, 115} requires an ap-
Where an

_ing langu
sheet form PO-1002, whu:b states:

ookmg topfutnm cit
er) coun ry :

plicant’s place of residence (not to be con-

.. fused with hlS Post Office address) can be fur-
_nished by the attorney.
- plicant who is in the
a_statement to that eﬁ'ect is ‘sufficient as to
- residence.
‘section 717.02(b).

In the case of an ap-
7.8. Army or U.S. Navy,

For change of ml&ence see

When the post office address is supphed but
the residence is omitted, the post office address

- is presumed to be the city and state of his resi-

dence. - Applicant should be so notified by us-
age similar to that suggested on work

f1] “Applicant’s residence has been omitted

from the papers.  The city and state of his

post office address will be presumed to be the
~ city and state of his residence. If the above
is Incorrect, applicant should submit a state-
ment. of his place of residence no later than at
the time of payment of the issue fee.”
If both the post office address and resuience ~
are incomplete, not uniform or omitted, the
“Notice of Informal Patent Application™ form :

/P()-102 should be used.

605. 03 Appllcant 8 Poﬂt Ofﬁce Address
- [R-20] .

Apphcant’s post office addregs means under
Rule 61 that address at which he s*xastomam’tv ;
receives his mail.

The object of reqmrm appnc'mt s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desired;

‘hence, the address of the attorney with, in- ;
structions to send communications to a,pphcant‘-ﬁ o

in care of the attorney is not sufficient.

If the post office address is entirely omltted L
it must be supplied by a letter over the appli-

cant’s own signature. Where, however, having
given complete data as to his residence, the'
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post aﬂice
address. :

Any amendment of the post office address re-
quires the signature of the applicant himself.

Rev. 20, Apr. 1968




o signature as to the correct e
“whi ven, including »gether with any necessary
the full first name without abbreviation. an the mid- ‘ ‘ o

nt, in 7 P,S,_giv[es the name with-
e middle pame or initial unaccompanied
ny instructions to amend the typewritten .

‘initial or name if any. .
RBule 76. Signature to the specificalion. When the. -
oath or declaration is attached to and refers to the peti- .
tion, specification and claim to which it applies, th ‘name, the reply may be interpreted as a direc-
specification need not be signed. 'Otherwise it ' tion to cancel the middle name or initial from
be signed by the applicant in pers LN e preamble; though such amendment is not
e sxgmngand 'iéy"x/étk:iitlo : gl m%tena} smcethe preamble is no longe
* of certain Divisional and Streamlined Contin- 1. "oy th;pate%t . 8 ,neﬁgssfy how-
uation applications may be omitted. Rule 147, ever, that such surplus portion of the name
sections 201.06 and 201.07. _if it appears printed on the ‘drawing, should
" Nore: Signature to res be removed therefrom. This can be done by
714.01(a) to (e). - the Office draftsman. oo
‘ , : _ If applicant gives the name with the midd]
i - Ty " name or initial, interpret the reply as a direc
. - ] , ‘e orm ~ tion that the middle name or initial is to.
! ~used in the name on the printed patent.
:  form sh exe-  the printer takes the name from the face ¢
s cuted only when attached to complete appli- = the file wrapper, the middle name or initia
 cation as the last page thereof. Such a form  should be added theretoinredink.
is shown as No. 16 he List of Forms in " If applicant fails to answer the request and
the Rules of P ractice booklet. the case is otherwise ready for issue, prepare
e x ' an Examiner’s Amendment indicating that the
name on the drawing has been corrected to
 correspond with the signature or signatures. .
have the Draftsman correct the drawing, and
pass the case to issue.  This cannot be done if

© 605.04(b) Full First Name Required

All applications which disclose the full first
and last names with middle initial or name,
(if any. of the applicant at any place in the  (Lere are inconsistencies in the signatures, ‘
adp lication papers will be received and con- ould be uniformity notwithstanding
sidered as a sufficient compliance ; ' R ﬂi)' it to s ‘ﬁ.‘ ’ﬂg !
| 57%%d,76'}of t}1enR};les of Practficel. n oL cient to affect the
~ When the full first name of the app T . .
~ does not appear either in the signattxi‘é?or else- v n the file is corrected, the
~ where in the papers the Examiner will, in. file should be sent 10 the Application Branch
the first official action, require an amendment for correction of isrecords. ' &
over applicant’s signature supplying the omis-
sion. and he will not pass the application to
issue until the omission has been supplied
unless a statement be filed over the applicant’s
own signature setting forth that his full first
name is as signed or what is in fact his full
first name. & . -
No affidavit should be required.
The requirement should be made only when
for the first name in the signature a mere ini-

Aﬁblichnt 'Changes‘ Name
[R-20] Name.

“Tn cases where an applicant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee ,
accompanied by eirher an affidavit signed with I

605.04(c)

Itev, 20, Apr. 1060 40




605.04(c)

- When ready for allowsnce, the case
be sent to the Drafting Branch for the
“of the new name to the drawing.
: re of name is mere}]y, by
mendment, suc the addition of a full first
ame or & mid nitial and no affidavit is

required, the file is sent to the Application '

401

ch for a change in their records and if '
application is assigned it will be forwarded =

Application Branch to the Assignment
ch for a change in assignment record.

Rev. 20, Apr. 1969



h as “Dr.’

Tt |
the same prder in the s
. ‘specification, oath, and

< "The order of names o

heading of the patent is taken from the order
in which the typewritten names appear in the
original oath accompanying the application = g

papers. Care should therefore be exerci
- selecting the preferred order of the ty
~ ten names of the joint inventors, before

in' which' the names. appear 1s of no conse-

made except for good reasons and by permis-
sion of the Commissioner. It is suggested that

~in the application papers should be in the same

‘order as the typewritten names in the oath.
 TIn those instances where the joint applicants
~ file separate oaths, the order of names is taken
. from the order in which the several oaths ap-

603.04(g)
Sendto Application
o Branch '

~ When the name is corrected by amendment.
the file should be sent to the Application
Branch for correction of the name in its rec-
ord. When the name is changed, see 605.04(c).

605.04(h) Signature to Drawing

Rule R2. Simmature to drawcing.  Signatures are not
required on the drawing if it accompanies and is re-
forred to in the other papers of the applieation, other-
wise the drawing must he gigned. The drawing may

pplicant to use a

5 = s nng.
~'as requests for subsequent shifting of the
. names would entail changing numerous rec-
ords in the Office. Since the particular order.

quence insofar as the legal rights of the joint
applicants are concerned. no changes will be

‘all typewritten and signed names appearing .

~ pear in the application papers unless a differ-
ent order is requested at the time of filing.

When Name Is Corrected,

be signed by the applicant In person or have the name

of the app!

W and signature of the
may be placed in the lower right-

sheet within the marginal Xne,

w the lower marginal line.

Tt re when piaced on the drawing
hould never cross the marginal line. The sig-
ature on the drawing must not be inconsistent
he other signatures and typed names in
ication.  Moreover, it cannot include &
‘m ‘ the other signafures inciude
only a middle initial consistent therewith. It
can, however, include initials for the first and
- middle names. Drawings filed without the in-
 ventor’s name thereon, will have the name
~ applied in pencil by the Mail Branch. =
~ When the drawing is signed by the inventor
in person the name of the attorney is not per-
mitted to appearthereon. -
~ Th ' _be signed by the appli-
ant r agent in person after the
filed. The signature need

~ drawing has b ignatt
not be dated.” Prohibition against changir
name of the attorney on drawing is discmssed
at 608.02(u). For return of drawing to apph-
_cant for signature see 608.02(y). . .
" The name or signature of the inventer must .
* be identified as such by an appropriate legend.
Each sheet must be siened when the signature
is necessary. The printed name of the in-
ventor without a signature is also acceptable
and may appear, if desired, only on the first

Administrator, Executor, or
, Other Legal Representative

" In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
_the usual “I have found,” the wording should

1605.05

be “it was found.” :
For prosecution by administrator or execu-
tor. see 409.01(a). ; o G A
For prosecution by heirs, see 409.01{a) and
40001(d). i |
For prosecution by representative of legaliy
incapacitated inventor. see 409.02.
For prosecution by other than inventor, see
409.03. e gL

603.05(a) Signature of Legal Repre-

. sentative

If the drawing is signed by the legal repre-
sentative it must follow this form:
John A. Jones, deceased,
by Mary A. Jones, Administratriz.

s Rev. 11, Jan. 1087



he matter can be added by :
xaminer may make the am

se ready for issue.

606 Title of Inventmn

Rule 72(

~not otherwise appear at the beginning of
. tion,

606.01 Examiner May Requ
‘ inTitle

Where the title is not descriptive of the in-
vention claimed, the Examiner should require
" the substitution of a new title that is clearly

indicative of the invention to which the claims
are directed. This may result in slightly
longer titles, but the loss in brevity of title
will be more than offset by the gain in its

informative value in indexing, classifying.

If a satisfactory title is not

- supplied by the applicant, the Examiner may
~ change the title by Examiner’s Amendment on

searching, etc.

- or after allowance. ~ i :
" If s change in title is the only change being

made by the Examiner at the time of allow-
ance a separate Examiner’s Amendment need
not be prepared. The change in title will be
incorporated in the Notice of Allowance. This
~will be accomplished by adding the tvpewrit-
_ ten notation in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
tering thereunder the title as changed by the

Fxaminer who should initial the face of the

file wrapper.
However, if an Examiner’s Amendment must

he prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1967

‘the time of filing, an additional fee of 810 is
_required for
~ of one, and a !
s :ten“(lﬂg,clai;

' pendent).
. Upon submi
' entered or not
~ of the following

‘a pending application
. §10.__for each inde , ,
‘ ~ excess of the number of independent

 Rule 72(a). The title of the invention, which should
be as short and specific as possible, should appesr asa

ire Changé |

~additional claims in excess of the number al-
ready paid for, not accompanied by the fullad-

~ in part and applicant will be so advised. .

_ followed.

),  basic fee of 65
‘ ; to p 0) claims includ-
ing not'more thar 1) In independent form. i

claims in excess of the above are included at

each independent claim in excess
fee for each claim in excess of

n of an aﬁlendixi_eﬁtg (whether
flecting the claims, payment

wdent claim pending in

. claims already paid for. Lo e
__for each claim pending in excess of the
" total number already paid for. (It
should be recognized that the basic
@65 fee pays for ten (10) claims, one
of which may be independent, re-

~ filed.) e
Amendments before the first action, or not
filed in response to an Office action, presenting

ditional fee due, will not be entered in whole or
Such
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in section 71403 will be

The additional fees, if any, due with an
amendment are caiculated on the basis of the
claims (total and independent) which would be
present, if the amendment were entered. The

amendment of a claim, unless it changes a de-

dendent claim to an independent claim, and the
replacement of a claim by a claim of the same
type do not require any additional fees,

For purposes of determining the fee due the
Patent Office, a claim will he treated as depen-
dent if it contains reference to one other c{aim
in the application. A claim determined to be

~ dependent by this test will be entered if the

fee paid reflects this determination.
Any claim which is in dependent form but.
which is so worded that it, in fact is not, as for

{whether independent or de-

ditional fees 1s reqmped in '

 pardless of the number actually 0




on such a depen
agiphmnt

Gependuny
, sumlar;;“g required. The:
i uponf amend the clalms to

a requxrement fo restrmtmn, non-

‘ electediclaims will be included in determining

the fees due in connection with a subsequent
amendment unless such claims are canceled.

Anamendment accompanying the pa
stltutmg the separate application un

S con-
er Rule

: P
147 canceling claims from the certified copy will

be effective to dlmmlsh the number of claims to.

be considered in calculatmg the ﬁhng fees to

- 'as to distinguis
,what is old. -

id. ;
e addltmnal fees, if any, due . with an

: 1 amendment are
 ation of the am ment by the Examiner.

~ Money paid in connection with the filing of

a proposed amendment will not be refunded

'by reason of the nonentry of the amendment.
Amendments affecting the claims cannot serve
as the basns for grantmg any refund [R-22]

9607 01 Fee F*xempt [R-22]

There were two tv of Fee Exem
cations: (a) those filed under 35 U.

C. 266,
filed under a ruling of the Comptroller Gen-

the same date:

longer any applications which are exempt from
the filing fee or the issue fee: _Applieations filed

provisions previously in effect are subject to
“payment of the issue fee.

607 02 Rotumabdxty of Fees ;

All questions pertaining to the return of fees
are referred to the Refund Unit of the Finance
Branch of the Budget and Finance Division,
No opinions should be expressed to attorneys or

E lmams as to whether or not fees are return-

e in particular cases.
608 Disc]oane [R-22]
In retum for a patent, the inventor gives as

consideration a oomplete revelation or dis-
closure of the invention for which he seeks

protection.
find basis in the original disclosure, or they

gt apph-"

repealed as of October 25, 1965 and (b) those
~eral’s Opinion B-111,648 also abrogated as of

Beginning October 25, 1965, there are no,‘

hefore this date without the filing fee under the -

regmred rior to any consider-
en

- ventor of carryin
, ({c) In the case ot an improvement, the speciﬁmtion o
" must particalarly point out the part or parts of the

All amendments or claims must

43

' tion of it.

" ‘The petition, specification, and oath or declamtion must

_ become a part of the permanent records of the Patent
Office must be legibly written or m'inted in permgnent

,tent is soncited in such manner

rom other inventions and from
: ust describe completely a specific
embodiment of the process. machme, mnnfacture.
composition of matter or !mprovement inventeﬂ, and
must explain the of operation or principle when-
ever apphcabie e st mode contemplated by the in-

process, machine, manutacture. or composition of mat-
ter to which the mxprovement relates, and the descrip-
tion should be conﬁned to the speciﬁc improvement and
to such parts as necessarxly cooperate with it or as may

be necessary to a complete nnderstandmg or deserip-

" Certain cross notes to other related apphca-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attornev’s docket number should be re-
qmred to be cancelled. See Rule 78 and § 202.01.

‘Rule 33, Lanauage, paper, wntmg margins,  (8)

be in the English language. All papers which are to

ink.
{b) The specineation and claims. and alzo papers

subsequently filed, must be plainly written on but one
side of the paper. A wide margin must be reserved on
the léft-hand side and on the top of each page and the
lines must not be crowded too closely together. Legal
paper, 8 to 814 by 1214 to 13 inches, typewritten and
double spaced with margins of one and one-half Inches
on the left-hand side and top is deemed preferable.
Typewritten or printed papers suitable for use by the :

Office may be required if the papers originally filed are

not correctly. legibly and rlearlv written,
(¢} Any interlimeation, crasure or cancellation or

other alteration
signed and sworn to, or declaration made, ‘should be

clearly referred to ina ;mnminal note or footnote on

Rev. 22, Oct. 1949

made before the application was -



uld be placed :{t the center o
of each page. It is a commo
a commendable one, to consecuti
the lines of each page (and th

ar

. gt‘wiwd r good carbon copy form
~ duction are acceptable prov

 has a surface such that amendments may be
_written thereon in ink. So-called “Easily

Erasable” paper having a special coating so
that erasures can be made more easily may not
_ provide a “permanent” copy. Rule 52(a). If
_ a light pressure of an ordinary (pencil)

as this becomes evident, notify applicant
that it will be necessary for him to order a copy
of the specification and claims to be made by
the Patent Office at his expense for incorpora-

~ removes the imprint, the Examiner should, as
soon as this heco

_ing order of arrangement should be observed in fram-

tion in the file. Tt is nof necessary to return
this copy to applieant for signature.

See in re Benson, 1959 C.D. 5: 744 0.G. 353,

Reproductions prepared by heat-sensitive, hec-
tographic or spirit duplication processes are
aleo not satisfactory. .
 As stated in Rule 52 the specification as well
 as petition and oath or declaration must be in
the English language.
The specification is sometimes in such faulty
English that a new specification is necessary,
hut new specifications encumber the record and
require amﬁmai reading, and hence should
not be required or accepted except in extreme
The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed sﬁmcxﬁcation in a foreign
language together with a sworn translation
thereof. In re Incomplete Application 659
0.G. 917.

The specification does not require a date.

1If a newly filed application obviously fails to
diselose an invention with the clarity required
bf 36 U.S.C. 112, revision of the application
should be required, See § T02.01, ;

As the specification is never returned {o ap-
plicant nm’lar any circumstance, he should re-
tain a line for line copy thereof, each line, pref-
erably, having been consecutively numbered on
each page. In amending, the attorney or the
n{xplmmxt requests insertions, cancellations, or
alterations, giving the page and the line,

Rev. 22, Oet, 106D

_items should be preceded by the headings
indicated. o ,

lication. The follow-

applicant, and the title of the invention may be used.

(b} Abstract of the disclosure.

ons,

drawing, if there are drawings,
_(f) Detailed description.
(g) Claimorclaims.
(b) Signature. (See)

Design patent specification, § 1503.01,
Plant patent specification, § 1605,
Reissue patent specification, § 1401.06.

rement is pref-

erable in framing the specification and, except
for the title of the invention, each of the lettered

(a) Title of the Invention.
(b} Abstract of the Disclosure.
(¢} Cross-References to Related Applica-
tions (if any). ;
(di Background of the Invention.
1. Field of the Invention.
2. Description of the Prior Art.
e} Summary of the Invention, :
{{; Brief Description of the Drawing.
tg) Description of the Preferred Embodi-
ment{sj). , :
{hy Claim(s).

608.01(b) Abstract of the Disclosure
| [R-22]

Rule 72¢h3. A brief abstract of the technieal dis-
clogure in the specification must be set forth immedi-
ately following the title and preceding the disclosure
in a separate paragraph under the heading “Abstract
of the Disclosure”. The purpose of the abstract is to
engble the Patent Office and the public generally to
determine quiekly from a cursory inspoection the nature
audd gist of the technieal dlsclosure, and the abstract
shall not be used for interpreting the seope of the
laius.

In all eases which lack an abstract, the
Cxaminer in the first Office action should re-




re.”
e treated un

ng the case to i Exs
the abstract is an ader
Clemropeatemn: nfl,ﬂie ‘con;le,rtjm of th
~and generally in line with the
_ abstract shall be changed by the

O spec applicatio

ndfs;hmd not compare the inventio
rart. . i

re applicable, the abstract should incl

. the following: (1) if a machine or apparat

_its organization and operation; (2) if an artick
it5 method (of, making; (3) if a chemical com

~ pound, its identity and use; (4) if a mixture,
 1ts ingredients; (5) if a process, the steps.

Extensive mechanical and design details of
ap&gmtus should not be given. :
ith regard particularly to chemical patentfj'

: ids or compositions, the gener:
the compound or composition should

~ Amendment in those instances where deemed

 pecemary,

Gurrives vor THE PrEPA h,
'~ Parent ABsTRACTS
, Background
~ The Rules of Practice in Patent Cases re-
quire that each application for
an Abstract of the ] :
The content of a patent ract
such as to enable the reader thereof, regardless
of his degree of familiarity with patent docu-
ments, to ascertain quickly the character of the
subject matter covered the technical dis-
closure and should include that which is new
in the art to which the invention pertains.
The abstract is not intended nor designed for
use in interpreting the scope or meaning of the
claims, Rule 72(bj}.

Content

A patent abstract is a concise statement of the
technical disclosure of the patent and should
inelude that which is new in the art to which the
invention pertains.

If the patent is of a basic nature, the entire
technical disclosure may be new in the art, and
the abstract should be directed to the entire
disclosure,

1f the patent iz in the nature of an improve-
ment in an old apparatus, process, product, or
composition, the abstract should include the
technical disclosure of the improvement.

In certain patents, particularly those for com-
pounds and compositions, wherein the process
for making and/or the use thereof are not
obvious, the abstract should set forth a process
for making and/or a use thereof.

If the new technical disclosure involves modi-
fications or alternatives, the abstract should

366679 Qentiffmnesnis

_ single example unless variations are necessary.

isclosure, Rule 72(b).
should be

of a species could be illustra-
o rs of the class. For processes, the
t ection, reagents and process conditions
smld be stated, generally illustrated by a

Lahgudge and Format

The ﬁbsgpqge%)mld be in] narrative f}cl)rm &d
generally himited to a single am%m within
the ra? of 50 to 250 wor(i:_x. e”I;orm and
legal phraseology often used in patent claims,
such as “means” and “said,” should be avoided.
The abstract should sufficiently describe the dis-
closure to nssist readers in deciding whether
there is a need for consulting the full patent
text for details. :

- The language should be clear and concise and
should not repeat information given in the
title. It should avoid using phrases which can
be implied, such as, “This disclosure concerns,”
“The disclosure defined by this invention,”

“This disclosure describes,” ete.

Responsibility

Preparation of the abstract is the res;;onsibil-
ity of the applicant. Background knowledge of
the art and an appreciation of the applicant’s
contribution to the art are most important in

the preparation of the abstract. The review of

the abstract, for compliance with these guide-
lines, with any necessary editing and revision
on allowance of the application is the responsi-
bility of the Examiner.

Sample Abstrocts

A heart valve with an annular valve body de-
fining an orifice and having a plurality of struts
forming a pair of cages on opposite sides of the
orifice. A spherieal closure member is captively

Rev. 22, Oct. 1060




‘p\en' nbe

rdly convex

A method for sealing, by app
overlapping closure panels of

made from paperboard havin :
_ thin coating of maistummﬁn ' thermoplas

material on opposite surfaces i
rected at the surfaces to be bonded,

ture of the air at the point of im
faces being above the char poi
_ The duration of application

: w - i y 7 ,. ' M
_ immediately after heating within a

 time for any one surface point less than

total time of exposure to heated air of that
point. Under such conditions the heat applied
to soften the thermoplastic coating is dissipated
after completion of the bond by absorption into
the board acting as a heat sink without the need

for cooling devices. .
_ Amides are produced by reacting an ester of
a carboxylic acid with an amine, using as cata-
lyst an alkoxide of an alkali metal. The ester
is first heated to at least 75° C. under a pressure
of no more than 500 mm. of mercury to remove
- moisture and acid gases which would prevent
the reaction, and then converted to an amide

without heating to initiate the reaction.
608.01(¢) Backgronund of the Inven-
\ tion [R-21] f

The Background of the Invention ordinarily
comprises two parts: ,

(1) Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a paraphrasing of
the applicable 1.8, patent classification defini-
tions. The statement should be directed to the
subject matter of the claimed invention.

(2y Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the fprior art known to the applicant,
including references to specific prior art where
appropriate. Where applicable, the problems
involved in the prior art, which are solved by
the applicant’s invention, should be indicated.

See also seetion 608.01(a).

Hev. 22, Oct. 1990

~ vention should be descri

.summary
, e the public, and more
.interested in the particular art
vention relates, of the nature of
) invention, the summary should be directed
to the specific invention being claimed, in con-
tradistinction to mere generalities which would
be equally applicable to numerous preceding
patents. That is, the sub{;s’;; matter of the in-
2 bed in one or more
clear, concise sentences or paragraphs. Stereo-

typed general statements that would fit one

case as well as another serve no useful pu

_and may well be required to be canceled as

surplusage, and. in the absence of any illumi-
nating statement, replaced by statements that
are directly in point as applicable exclusively
to the case in hand. '

The brief summary, if properly written to
set out the exact nature, operation and purpose
of the invention will be of material assistance
in aiding ready understanding of the patent
in future searches, See section 005.04. The brief
summary should be more than a mere state-
ment of the objects of the invention, which
statement is also permissible under Rule 73.

The brief summary of invention should be
consistent with the subject matter of the
claims. Note final review of application and
preparation for issue, section 1302.

608.01(e) Reservation Clauses Not
Permitted o

Rule 79. Reservation clauses not permitted. A res-
ervation for a future application of subject matter dis-
closed but not claimed In a pending application will
not be permitted in the pending oapplication, but an
application disclosing unclaimed subject matter may
contain a reference to a later filed application of the
same applicant or owned by a common assignee dis-
cloging and claiming that subject matter.

608.01(f) Brief Description of Draw-
ings

Rule 74 Reference lo drawings. When there are
drawings, there shall be a brief description of the




in the

ree s oo described in the brief de-
rawing, that al] Bt

me ofﬂ;w{ aw

 608.01(g) Detailed Description of T

A detailed description of the invention and
drawings follows the general statement of in-
vention and brief description of the drawings.
This detailed deseription, required by Rule 71,
section 608,01, wmst be in such garlimlarizy as
to enable any person skilled in the pertinent art
or science to make n the invention without
involving extensive experimentation. An ap-
plicant is ordinarily permitted to use his own
terminology, as long a8 it can be understood.
Necessary grammatical corrections, however,
should be required by the Examiner, but it
must be remembered that an examination is
not made for the purpose of securing gram-
matical perfection. = ,

The reference charncters must be properly
applied, no single reference character being
used for two different parts or for a given part
and a modification of such part. In the latter
case, the mferm;i@ character, applied tg the
“given part.” with a prime affixed may advan-
mgemmg be applied to the modification.
Every feature specified in the claims must be
illustrated, but there should be no superfluous
illustrations. ‘
 The description is a dictionary for the claims

and should provide clear support or antecedent
basis for all terms used in the claims. See
Rule 75, sections 608.01(i), 608.01(0}, and
130201,

Nore—Completeness, section G08.01(p).

46.1

_they differ substantially from each other and are not
_ unduly muitiplied. '

sy be placed in dependent form in which a claim

Operstion of In-

~ The best mode devised by the inventor of
cAl ‘ont his invention must be set forth
cription, Current practice is to ac-
cept an operative example as sufficient to meet
this requirement. o i -
In chemical cases, complete data necessary
for the preparation and use of at least one ex-
ample of the invention should be presented.
Nore.—Completeness, section 608.01(p).

" 608.01(i) Claims [R-22]
_Rule 75, Claim(s). (n) The specification must con-

clude with a claim particularly pointing out and dis-
tinctly claiming the subject matier which the applicant
regarda as hig invention or dlarovery, :

(h) More than one claim may be presented provided

{e} When more than one clulm‘ is presented, they

may refer back to and further restrict a single preced-
ing cilaim. Claims in dependent form shall be con-
utrued to include all the limitations of the clajm
incorporated by reference into the dependent claim,
(dy (1) The claim or claims must conform to the
invention ag set forth In the remainder of the specifica-
tion and the terms and phrases used in the claims must
find clear support or antecedent basis in the descrip-
tion go that the meaning of the terms in the claims way
be ancertainable by reference to the description.

(2} Bee rules 141 to 147 as to claiming different
inventions in oue application.

(e} Where the nature of the case admits, as in the
caze of an improvement, any independent claim shouald
contain in the following order, (1} a preamble com-
prising a general description of all the elements or
steps of the claimed combination which are conven-
tional or known. (2) a phrase such as “wherein the
improvement comprises,” and (3) those elements, steps
and/or relatiouships which constitute that portion of
the claimed combination which the applicant cousiders
a# the new ot improved portion.

Nore

Numbering of Claims, § 608.01(j).
Form of Claims, § 608,01 (m).

Rev, 22, Oct. 106D



ing of the (e}aims must. be presen'ed throughout the
. prosee ation. When c)aims are canceled, the remaining
_claims must not be renumbered. When claims are
‘ added, except. hen presented in accordance with Rule

st be numbered by the applicant con-

* breviations. A claim may be ¢
~various elements subdxwded In paragrap

segregate sub

~ bytheC
 letter and en

::g wﬁx 'E im ‘Wﬁ) laim® {m‘ the'
. If, at the time of alhwume, the
1y mo!ogy is not present, it is inserted
Each claim: with a capital
witha penod " Periods may not

ba used elsewhere in the claims except for ab-
pedp with the

h form.
lural indentations to further

There ma
m inations or related steps. In

~ general, the printed patent copies will follow

 secutively beginning with the number next following

“ the highest numbered claim previously.  presented
{ whoihﬁr entered.
readg for allowa
number the claims ;
they appear or in suc
quested,,b)‘ appiicant.
In a:single claim c
bered. L :

examiner, if necessary, will re-
¢ uti\elv in the order in which

" "the’,fclaim is not num-

Claims [R~22]

shall  particularly point out an istinctly
claim the subject matter which gards as
his invention. The portion of the application
in which he does this forms the claim or
~claims. This is an important part of the ap-

plication, as it is the definition of that for'
which protectlon ‘s granted. ,

608 01(1) Orlgmal Claims

In establishing a disclosure, apphc'mt may
rely not only on the =pec1ﬁcatlon and dramng

content justifies it. :

~ Where subject matter not shown in the draw-
ing or described in the specification is claimed
in the case as filed, and such original claim
itself constitutes a clcar disclosure of this sub-
ject matter, then the claim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not be attacked

order as may have been re-

33 U::C 112 requlres that the apphcant &

Vr‘nor) When the application is

as filed but also on the orlgmal claims if their
-~ groups of claims.

_ should be separately grouped.

~the format used but ﬁrmtm;lg
the dupli

‘however, !

difficulties or ex-

pense may prevent catxon nf undulv ;

complex claim formats,

‘Reference characters correspondmg to ele-
ments recited in the detailed description and the

drawings may be used in conjunction with the'
 recitation of the same element or group of ele-

claims. The reference characters,
11d be enclosed within parentheses
~confusion with other numbers or

ments in t

608 01 (k)" Statutory Reqm’rement ’of,’ * characters which may appesr in the claims.

The use of mference characters is to be consid-
ered as havmg no eﬂ'ect on the scope of the
claims. s

to which he believes he is entitled to the most
detailed that he is willing to accept. ,
Claims should preferably be arranged in or-
der of scope so that the first claim presented is
the broadest. Where separate species are
claimed, the claims of like species should be
grouped together where possible and physically
separated by drawing a line between claims or
{Both of these provisions
may not be prachc'ﬂ or possible where several
ies claims depend from the same generic
c aim.) Similarly, product and process claims
uch arrange-

~ ments are for the purpose of facxhtatmg classi-

fication and examination.
The form of claim required in Rule 75(e) is

- particularly adapted for the description of im-

either by objection or re]ectlon ‘because this

subject matter is lacking in the drawing and
specification. It is the drawing and specifica-
tion that are defective; not the claim.

It is of course to be understood that this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-

ment of the drawing and spec:ﬁcatlon

608.01(m) Form of Claims [R-22]

While ‘there is no set statutory fnrm for
claims. the present Office practice is to insist
that each claim must be the object of a sen-

47

provement type inventions. It is to be con-
sidered a combination claim.  The preamble of
this form of claim is considered to positively
and clearly include all the elements or steps re-

cited therem as a part of the claimed combina-

tion.
See Rejections not based on Prior Art

§ 706.03. |
608.01(n) Dependent Claims [R-22]

Rule 75(c). reads as follows:
When more than one clanim is presented, they may
be placed in dependent form in which a claim may refer

Rev. 22, Oct. 1049

o Many of the dlﬁicultles encountered in the ER
prosecution of patent applications after final
_ rejection may be alleviated if each applicant
“includes, at the time of filing or no later than the
- first response, claims varying from the broadest



rue dependent relationshi
 does not, however, precinde a subsequent h
ing by the Examiner that a elaim isnot a pr
dependent claim. Any claim which isin der
 but which is so word in
r example it does

nenc ims to place them in
, ndent form, or may redraft them as

independent claims, upon pavment of any neces-

sary additional fee, T T

pendent claim is that it shall include every
limitation of the claim from which it depends
(35 U.S8.C. 112) or in other words that it shall
not conceivably be infrin

for example, if claim 1 recites the combination

. structure of claim 1 in which ¢ was omitted or
- replaced by e would not he a proper dependent
claim, even though it placed further limitations
on the remaining elements or added still other
elements. Ao g :

The fact that a dependent claim which is oth-
erwise proper might require a separate search

or be separately classified from the claim on
which it depends would not render it an im- -

. proper dependent claim, although it might
~result in a requirement for restriction. '

The fact that the independent and dependent
claims are in different statutory classes does not,
in itself, render the latter improper. Thus, if
claim 1 recites a specific product, a claim for the
method of making the product of claim 1 in a
particular manner would be a proper dependent
claim since it could not be infringed without in-
fringing claim 1. Similarly, if claim 1 recites a
method of making a produet, a elaim for a prod-
net made by the method of claim 1 could be a
proper dependent claim.  On the other hand,
if claim 1 recites n method of making n specified
product, a claim to the product set forth in elaim
1 would not be n proper dependent claim if the
product might be made in other ways. Note,

Rev, 22, Oct. 1960

~claim which does not also depend from said
. *dependent” claim. It should be kept in mind

An essential characterictic of a proper de- preceding independent claim. These are the

: d by anything which .
would not also infringe the basic claim. Thus, =~ = .
q , h 1D] " If the base claim has been cancelled, a claim -

of elements a, b, ¢ and d. a claim reciting the

AND ARBANGEMENT
ould read as follows:

im disguises the
in reality two

 However, a se

. missible in which
- preceding claim
. other preceding claim.

A claim which depends from a déz')eﬂéi
elaim should not be separated therefrom by any
that a dependent claim may refer back to eny

only restrictions with respect to the sequence of
claims and, “in general, applicant’s" sequence

~should not be changed. See §608.01(j).

- ResectioN axp OBJECTION =

which is directly or indirectly dependent thereon .
should be rejected as incomplete. If the base

- claim is rejected, the dependent claim should be

objected to ratherthan rejected, if it is otherwise

allowable. = 2 : il S
Examiners are reminded that a dependent

claim is divected to a combination including

- everything recited in the base claim and whatis

recited in the dependent claim. It is this com-

- bination that must be compared with the prior
~art, exactly as if it were presented as one inde-

pendent claim. e .
Dependent claims should be carefully checked

. when claims are renumbered (Rule 126).

608.01(0) Basis for Claim Terminol-
ogy in Description
[R-22] '
The meaning of every term used in any of

the claims should be apparent from the de-
seriptive portion of the specification with clear

disclosure as to its import, and in mechanical

cases it should be identified in the descriptive
portion of the specification by reference to the
drawing, designating the part or parts thereiu




 term appiies.
‘claims may be ;

. description. No term may be gi ~ skalled in the art how :
- repugnant to the usual meaning o rm.  or composition. Incomplete teechings ma; £
~ Usually the terminology of the original  be completed by reference to subsequently filed

~ claims follows the nomenciature of the speciti-  upplications. 0 L
~ cation, but sometimes in amending the claims PR ; ;

_ or in adding new claims, new term: intro- R CONSIDERING DiSCLOSURES OF
duced that do not appear in the specification. =~ TiLiTY IN Drug Cases :

~ The use of a confusing varety of 1o s SR e

- the same thing should not be permitted. ‘ : ,
-~ New claims and amendments to the claims ‘ L N
already in the case should be scrutinized not ~ Lhese guidelines are set down to provide L
~ only for new matter but also for new terminol- uniform handling of ‘appi}c_atmns dlSC[OSZ_ng' T
ogy. While an applicant is not limited to the drug or pha}‘mageutmai utility. They are in-
nomenclature useg in the application as filed, tended to guide patent Examiners and patent
vet whenever by amendment of his claims, he  3pplicants as to criteria for utility statements.
| departs therefrom, he should make appropriate ~ Lhey deal with fundamental questions and are
~ amendment of his specification so as to have  Subject to revision and amendment 1f future
" therein clear support or antecedent basis for  ¢2%e law indicates this to be necessary.
' the new terms appearing in the claims. Thisis  , The following two basic principles shall be
" necessary in order to insure certainty in con-  followed in considering matters relating to the_. &
© struing the claims in the light of the specifica- . dequacy of disclosure of utility in drug cases:
tion. Ex parte Kotler 1901 C.D. 62: 95 0.G. (1) The same basic principles of patent law
which apply in the field of chemical arts shall

;gggmsee Rule 75, ’ser,'tw,ns 609 01 (‘l): ‘,‘“d . be applieable to ;and

: i}eneral

- (2) The Patent Office shall confine its exam-

" ination of disclosure of utility to the applica-
. tion of patent l‘aw.r;})lrinciples, recognizing that
“ other agencies of the Government have bean
assigned the responsibility of assuring con-
formance to the standards established by statute
- for the advertisement, use, sale or distribution

- of drugs.? B
A drug is defined by 21 U.S.C. 321{(g)
The term “drug” means (A) articles
~recognized in the official United States
~ Pharniacopeia, official Homeopathic Phar-
 macopeia of the United States, or official
National Formulary, or any supplement

60801(p) Completenef‘,sﬁ [R——22] |

Newly filed applications obviously failing to
“disclose an invention with the clarity required
are discussed in section 702.01. —

A disclosure in an application, to be com-
plete, must contain such dgscription and details
as to enable any person skilled in the art or
science to which the invention pertains to make
and use the invention. S L
‘While the prior art setting may be men-
tioned in general terms. the essential novelty,
the essence of the invention. must be described to any of them; and (B) articles intended
in such details, including proportions and tech- for use in the diagnmosis, cure, mitigation,
niques where necessary, as to enable those per- : man

es 1 > ssa : 08 ‘treatment, or prevention of disease in man
sons skilled in the art to make and utilize the or other animals; and (C) articles {other
~ inyention. . e i than food) intended to affect the structure
- Specific operative embodiments or examples or any function of the body of man or other

of the invention must be set forth. Examples animals; and (D) articles intended for use
and description should be of sufficient scope as as a component of any articles specified in

to justify the scope of the claims. Markush clause (A), (B), or (C); but does not
claims must be provided with support in the *include devices or their components, parts,
disclosure for each member of the Markuszh or accessories. d TN

group. Where the constitution and formula of  In addition, compositions adapted to be applied
a chemical compound is stated only as a proba-  to or used by human beings, e.g., cosmetics,
bility or speculation, the disclosure is not sufi-  dentifrices, mouthwashes, ete., may be treated
cient to support claims identifying the com-  in the same manner as drugs subject to the con-
pound by such composition or formula. ditions stated. ' -

A complete disclosure should inclnde a state- Any proof of a stated utility or safety re-
ment of utility. This usually presents no prob.  ‘uired pursuant to these guidelines may be

lem jn mechanical cases. In chemienl cases. ,LIn re Krimmcl, 48 CCPA 1116, 202 F.24 848, 130 USPQ
varying degrees of specilicity are required. g ybe dartop et al, 50 CCPA 780, 311 F.2d 240, 155
45,1 Rev. 22, Oct. 1960



its own mdependent &ﬁcxﬁtp
utility and ho
112, will eo

‘hen necessary

USC. 373(b)

,i&pphcatzons m

. emmmmg patent
d:%losure

 the dmgﬁeld thh regard to
_'fmgm ft*xhtv ! :
, U.SC' 101

be deﬁmte and in eurrentl

gation or research but commercial availability
1s not necessary. Mere assertions such as “thera-
peutic agents,” > “for pharmaceutmal pur-

¢ “biological activity,”* “intermedi-

"‘fates s and for making further unspecified

preparatmm are regarded as insufficient.

If the asserted utility of a compound is

believable nn its face to persons skilled in the

art in view of the contemporary knowledge in
the art, then the burden is upon the Examiner

to give e adeqnate support for rejections for lack

of utility under this section.” On the other hand,
_incredible statements® or statements deemed

~unlikely to be correct by one skilled in the

~art? in view of the contemporary knowledge
~in the art will require adcquate proof on the
part of applicants for patents. :

Proof of utility under this section may be
established by clinical or in +ive or in vitro
data, or combinations of these, which would be
convincing to those skilled in the art.’® More
p.u-hcuhrlv. if the utility relied on is directed
solely to the treatinent of humans, evidence of
~utility, if required, must generally be clinical

“evidence,’? aithough animal tests may be ade-
quate where the “art would accept these us
.Lppmpnql‘eh oorre]ated thh hum:m utility."

3 Brenner v, }!ﬂmmn S'ﬂ Us. ’51‘) 148 "SPQ 6 ;

30f. In re Lorens ef al.. 4% CCPA 1227, 305 F2d 875, 134
'SP 212 cf. Kz ﬁartc Brockmann et al 127 U8 97,

¢ In re Diedrich, 56 CCPA 1353,°318 [-'2d 'NG 138 USI'Q

128,

sIn re Kirk et al., 54 CCPA 1119, 153 USPG 4%: Ez parte
Lankam, 135 USPQ 10

SIn reJoly ot al,, 54 ©Cra 11.)‘) 153 USPQ 475 I'n re Kirk
ot al., 54 CCPA 1119 : 153 US PQ 4

“Inre Gazare, 54 CCPA 1524, 154 USPQ 92.

'ln re Citron, 31 CCPA 852, 325 P.2d 248, 13% USPQ 516 ;
In ve Qbcrweger, 28 CCPA 74‘9 1!5 F.24 826, 47 USPQ 4656
£r parte Moore et al ;128 US

2Tn re Ruskin. 53 CCPA ﬂ72 H’M F.24 305, 145 URPQ 221
In v Pottier, 54 (‘1"\ 120371518 USPQ 407: In re Novak
ot al, 49 COPA 126 ISPQ '?""z. ‘lm‘ also,
Iure Trons, 52 CCPA W 40 F.2d n'u 144 U8PQ 3
Iy ve Ivons, 52 COPA ')'i‘% 340 F.24 924, 144 U ‘%l*) 351
Lz parte Paschall, 3% USPQ 1313 Ex parte Peneell o #l..
USPQ 56 : Ex parte Ferguson, l‘l: USIQ 229 Fz pavie Tim-
nis, 123 l;ﬂl'() BRE.

3 e parte Timmix, 123 1 hl’Q 58].

Big re Hartop of ol 50 CCPA TRO, 231 ¥ .2a 24D, 135
USPQ 41D ; Ex partr .umphy. 134 URIO 154,

Rev. 22, Ot 10D

o use under 35 U .S.(‘ 101 and
] e to avail itself of assistance
; and information from the Secretary of Health,
- Education, and Welfare as authonzed by 21 .

In accordance with the basic mmnc)p}es -t
. the following procedures shall be .

ot merely for further investi- "

182

axﬁ}m, or mayf«j[;; £ 4
f idavit if and o

Excaptmns exist mth respect to the general

itions whose pro

n:re little or no

Althongh absolme sufatv 1s/’110t nece%sa,rv to

- meet the utility requirement under this section,
a drug which 1s not sufficiently safe under the -

- conditions of use for which It is said be be

- effective_will not satisfy the utility require-
- ment.’¢ Proof of safety shall be required only

in those cases where adequate reasons can be
advanced by the Examiner for believing that
the drug is unsafe, and shall be accepted if it
e.stabhshes a reasonable pmbnblhty of %fety

USGIP

; -\ mere stzttement of utzhtv for pharmaco-

logical or chemotherapentic purposes may raise
a questmn of compliance with Section 112, par-

ticularly “. . . as to enable any person skilled

in the art to which it pertains . . . to use the

same.” If the statement of utility contains

‘within it a counotatlon of how to use, and/or
the art recogmizes that standard modes of,, '
‘uimmxstmtmn are contemplated, Section 1121is
satisfied.r” If the use disclosed is of such nature

that the art is unaware of successful treatments
with chemically analogous compounds, a more
complete statement of ‘how to use must be sup-
plied than if such analogy were not present.’s

It is not necessary to cpec:f\ the doxafge or.
d in

method of use if if is obvious to one skil

“the art that such information could be ai‘t'tmed

withont undue experimentation.’”

With respect to the adequacy of disclosure
that a claimed genus possesses an asserted
utility representative examples together with
a statement apphmb!e to the genus as a whole
will ordinarily be sufficient if it would be
deemed Tikely by one skilled in the art, in view
of mntmnpnm ry knowledge in the art, "that the
claimed genus would possess the asserted

MOt Rlicke v. Treves, 44 CCPA T53. 241 F.2d 718, 112
VST 472 In re Krimmel, 48 CCPPA 1114, 202 F.24 9458, 130
USSP 210 Ja ve Dodson, 48 CCPA 11235, 202 F.24 943, 140
}?2}‘(} '.“24 cIw re Hitchings, 52 CCT'A 1141, 342 F.24 fi“. 144

My GHT. .

4 I';': re Bergel of al, 48 CCIPA 1102, 292 F.24 455, 130
USPO 206 . L'x parte Mrlmn 160 USPO 47.

s ke parte Harvieon of al, 129 VIRPQ 172 Er parie Lewin,
146 USIQ 70,

Mfw yo Hartap of o, 50 COPLA T80 331 P20 239, 135
USPD 419 :

WCE Jw ve Johinsen, 48 ((l‘\ T3 3R2 P24 370, 127
URPY 219 In v Hiteddags of ol 52 CCPA 1141, 342 P24 80,
144 17RO 4T,

W ore Wourea of nl, 52 CCPA 1363, 245 P24 595, 142
USPQ 452 In rve &'chmﬂﬂ P al,, 54 OCPA 1577, 153 URPO

[i2 118

rties are
Of thel!‘ " 

; 'mla relating to the treatment of humans. For
- example, com;
_ generally predictable from a knowl G
mmpﬁnsnts, such as laxatives, antacids and =

_certain topical '
'f,ehmcai proof.




ufficient f repre: ith a complete dis-
if disclosed in the prior ai ure, essential mau ay be cancelled by
isclosure of the genus to which mendment and the sam ‘material substituted
; CROEEY i s ponding and com-
lication in which the
n ingredient, or muxtures _amendment must
: hods of treating a speci
~ drug, whether old or new, ex:
" should ordinarily be set forth, which should  agen
~ include the organism ‘treated. In appropriat celled
cases, such an example may be inferred f1
- the disclosure taken as a whole and/or t
" knowledge in the art (e.g., gargle}.. : ) :
" Where the claimed compounds are capab nd common ed U
i ilities and one use is ad r which the issue fee has been paid, appli
S in i d. xamination to fur
, additional will b ‘ he Patent Of th a copy of the referencec
ga r compliance with Sections 101 and 112 iaterial together n affidavit or declara-
only if not believable on their face to those of  tion executed by the applicant or his attorney or
ordinary skill in the art in view of the con-  agent of record stating that the copy consists of
temporary knowledge of the rt. Failure to  the same materia] incorporated by reference in
meet these standards may in a require- :

, may result the referencing application.
ment to cancel such additional utilities.?

, : a

‘a specific example appi
ating that the material can-
plication is the same material

rates essential ma-

£ an application ix ates es Y
U.S. patent or a pending

~ Tf an application incorporates
i : terial by reference to a pending and com
IncorporaTION BY ‘REFERENCE : owned application other than one in issue wit
An application for a patent may incorporate the fee paid, applicant will be requlred prior to
Cossontia] material” by reference to (1) a United  eXamination to amend the disclosure of the
States patent, or (2) an allowed U.S. applica- referencing application to include the material
tion, subject to the conditions set forth below. incorporated by reference. The amendment must
“Rssential material” is defined as that which is. be accompanied by an affidavit or declaration
necessary to (1) support the claims, or (2) for  executed by the applicant or his attorney or
adequate disclosure of the invention (35 US.C.  3£°7¢ of record stating that the amendatory
112). “Essential material” may not be incorpo-
‘rated by reference to (1) patents issued by for-
_eign countries, to (2) nonpatent publications, or
_to (3) a patent or application which itself in-
corporates “essential material” by reference.

rated by reference in the referencing appli-
cation. . g S T
The filing date of any application wherein |
essentisl material is incorporated by reference
Nonessential subject matter may he incor- to a foreign patent or to a publication will not
porated by reference to (1) patents issued by ~ be affected because of the presence of such refer-
the United States or foreign countries, (2) prior ence. In such a case, as well as any other case
filed, commonly owned U.S. applications or (3)  which improperly incorporates essential ma-
terial by reference, the applicant will be re-

nonpatent publications, for purposes of indicat- dal ; ; A :
~quired to amend the disclosure include the
material incorporated by reference. The amend-

ing the background of the invention or llustrat-
ing the state of the art. : ‘ ; k
The referencing application must include (1)~ ment must be accompanied by an affidavit or
an abstract, (2) a brief summary of the inven- declaration executed by the applicant, or his
tion, (3) an identification of the referenced ~ attorney or agent of record, stating that the
i amendatory material consists of the wame ma-
terial incorporated by reference in the referenc-

patent or application, (4) at Jeast one view in

R
T Tme Dwnenauer, 31 CCPA 1248 143 F.24 974, 62 USPQ 0 o pndioati
207 Tn e Cavatits o al., 48 CCEAZL: 320 585 ¥ aq a2 MR appligation., '

: In re Cavallitn et al, rCPA 720, .24 363, ' . y ¥ 1 3 61
OB 5% " In ve Schmidl, 48 CCPA’1140, 203 F.24 274, _Relmnc.e upon a copending application by a
12T USPQ 206 In Tt Savaliits, 49 CCPA 1335, 306 F.24 505, different inventor may not ordinarily be made

134 USPQ 370 . In re Surrey, 54 CCPA 555. 370 F .24 349, 151 il ba ki ; , i :
5P 724 In re Lund ct al,. 54 COPA 1361, 153 USPQ 625, for the purpose of completing the disclosure.
® [’z parte Lankam, 121 USPO 223 Bz parte Moore et al., e, G s B :

o8 TSPQ #: In re Citron, 51 CCPA %52, 725 .24 248, 130 Since o disclosure must be complete as of the

QPO 516 ; In re Gottieb et al, 51 CCPA 1114, 228 .24 1014, ﬁling date Subscqtmni \publications or ‘:ubse i
S - s : g ! < bk

1
L
140 UBPQ 685.

48.3 - ‘m.zz.oct.mw'

1 affidavit or declaration e
licant or his attormey or

hat has been ,in#:orptgmt'edf'by:refer.ence.:»: S e

U. :
lowed U.S. application.

material consists of the same material incorpo- - o



: orpmb s Ari ng'fromthe
natlonj f mfttermisf demarks d

. 7 . ure‘ﬂp hcatwn of
' jsub]ect ‘matter kd.tsclosed t ) mmed ina

L ! f _‘pendmg ap
Rule 125 sub:mm speci}tmttaa 1, ‘. the : pendi
natnre. of the. nmendmenm shall render
~ consider the case, or to arrange the papers for priz ; .
or copying, the examiner may require the entire = to another apphcatmn pt to a streamhned o
fication or claims, or any part thereof, to be re continnaticn application (see section 201 07),
‘A substitute specification will ordinarﬂy , drass ay be 'red from a prlor ap-
fred plication to a | by the same inventor,
608, 02 (l) :

‘2 new speclﬁcatlon

mcatmns cumber:
dditional reading, angd.
mred or accepted ex

cases. :
A subst tute specxﬁcatmn that has not been
. requlred and is not needed, is not entered. :-ee
- section 714.20.
~ New matter in amendment see sectxon 608 .
&pphcatlon prepared for issue,
1302.02. = i

“,»60801(1') DerogatorykRemarks ‘
About Prior Art in Specl

fication ey
‘ The expresswns “tradem'lrks and “names
- The applicant may refer to the general Stale  yged in trade” as used below have the fol]ow-
of the art and the advance thereover made by ing meanings: ,
his invention, but he is not perm1tted to make Trademark: a word ]etter, svmbo] or devxce' o
derogatory remarks concerning the mventmm adopted by one manufacturer or merchant and
of others. ' ‘used to identify and distinguish his product
- 608 - from those of others. It is a proprietary word
o1 (8) Res!oratlon of Caneeled pointing dlstxnctly to the product of one pro-
Matter [R-20]  ducer. ~
Canceled text in the cpec:ﬁcatmn or a can- Names Used in Trade: a nonproprietary
celed claim can be restored only by preqentmg name by which an article or product is known

' Parts of an mcomp]ete appllcatlon whxch
. have been retained by the Office may be used as
_part of a_complete applic: tion if the miseing
~ parts are later supplied. See cectlonw 506 and
- 506.01. . . el :

; 608.01(v) Trademarks and Names 0
~ Used in Trade [R—16] '

Rev. 22, Oct, 1969 484



(2) In’thls ‘

mown jdsatzsfnctg;ﬁy defined in the hteraa . p
dit ) (1) or (2) must be met at the,"

of the compleﬁe app]xcatmn
The re]atlons!np hetween 8 tmdemark

the product it identifies is sometimes indefinite

_uncertain and arbitrary. The formula or char

acteristics of the product may change from ~ Language
* time to time and yet it may contmue to be sold

under the same trademark. In patent specifi-
cations, eve
produet should be set forth in positive, exact,

intelligible language. so that there will be no

trademarks which are liable to mean different

~ constitute such langua;
- However, if the uet to whrch ‘the trade—
mark refers is othermse set forth in such lan-
guage that its identity is clear the Examiners
are authonzed to _penmt the use of the trade-
mark if it is dlsnngumhed from common de-
xitlve nouns by capitalization. If the trade-
has & fixed and definite meaning it con-

physical or chemical characteristic of the article

or material isinvolved in the invention. Inthat
. .ent is required by statute te fumish ] drawing of his

invention whenever the nature of - the caae ‘admits of
it; this drawing must be filed with the application.

event as also in those cases where the trademark
has no fixed and definite meaning, identification

necessa)

introduced by amendment it must be restricted

to the characteristics of the product known at

the time the application was filed to avoid any
question of new matter.
 If proper identification of the product sold
under & trademark, or a product referred to
only by a name used in trade, is omitted from
the specification and such identification is
deemed necessary under the principles set forth
~ above, the Examiner should hold the disclosure
insufficient and reject on the ground of insuf-
ficient disclosure any claims based on the

| mark)” since such language does not bring
out the fact that the lntter is a trademark.
such &s “the product X (ndescnp—

“element or mgredlent of the
: a.pphcatxon ‘should be avoided as well as the

 use of a trademark coupled with the word
uncertainty as to what is meant. Arbitrary  type”; ie., “Band-Aid type bandage.”

~mark misuse c
* this mannal.

things at the pleasure of manufacturers do not-

’ apply [R-21]

stltutes sufficient identification unless some

by scientific or other explanatory language is
ry.
Where the 1dent1ﬁcat10n of & tmdemark 18

49

ported by sstlsiacmr) shomxags establish- :
ing that the specific nature or process of manu-

facture of the product as set forth in the
fnmendmen - Was known at the time of filing of

tmdemarks havmg defi-

heutxons,the pmpnmry nature of the marks

- should be respected and every effort made to
* prevent their use in any manner which might
adversely affect their validity as trademarks.
' The Examiner should not
- language such as “the product X (a descrip-

the use of

ve name) commonly known as Y (trade-

tive name) sold nnder the mdemrk Y” is

permxss:ble. LR

" The use of a mdemark in the tlﬂe of an |

Examiners should send 2 copy of all trade—
nplaint letters to the edltor of

- See appendlx I for a partial listing of trade-
marks and the particular goods to whlch thes

608 02 Dramng [R—2l}
35 U.8.0. 118 Dmu'mga When the natm'e of the case

admits, the applicant shall furnish a drawzng

" Rule 81. Drawings required.  The appnmnt for pat

Niustrations facllitating an understanding of the in-
vention (for example, flow sheets in cases of processes,
and diagrammatic views) may also be furnished in
the same manner as dmwingﬁ and may be required by
the Office when considered necessary or desirable.
Rule 84. Standards for drawinge. The complete draw-
ing is printed and published when the patent issues,
and a copy is attached to the patent. This work is done
by the photolithographie process, the sheets of draw-
ings being reduced about one-third in size. In addition,
a reduction of a selected portion of the drawings of

“each application §x published in the Offivial Gazette.

It iz thoerefore necessary for these and other reasons

Rev. 21, July 1969

issible in patent ap- -



: 'ingle marginai lme is

" will be applied suhsequenuy' Y
style. :

cluded) must be absol
to all lines however fine, to ;hading, and’
ti g cut surfaces -in sectmnal vi

" 'be avolded wherever it is possible to do so

(d) Hatching and shading. (1) Hatching should be
made ‘by oblique. paraliel lines, which may be not Jess'

‘than about one-twentieth inch apart.
~ {2) Heavy unes on the shade side of objeets should
where they tend to thicken the work
rence chnracters 'rhe “iight should

,‘the per left hand corner at an’ angle of

45°. Surtace delineations should be shown by proper
shading, which should be open.

(¢) Scale. The'scale to ‘which' a drawing is madef
ought to he large enough to show the meobauism with- ,
cut crowding when the drawing is reduced in repro-

duction, and views of portions of the mechanism on a
larger scale should ‘be ‘used when necessary. to show
details clearly: two or more sheets should be used if
one does not give sufficient room to a(mmpli«h thiq end
but the number of sheets should not be more than i

necessary.
(£) Reference characters. The different views shou ,

he consee ntlvely numbered figures, Reference nnmemlx -
(and letters. but numerals are preferred) must be

plain, legible and earefully formed, and not be encir-

cled, They shounld, if possible, measure at leaxt one-

Revw, 21, July 1960

. The size of a sheet :
be. exat.tly 10 by 13-

(¢) Characiler. of linea Al drawing must be: made
with drafting fnstruments .or by photoljthographic}l_'
process which will give them satisfactory reproduction .
characteristics. ‘Every. ,line and letter lqignatures in--

lack. Thisdxrection appl 8
e movement The letterlng shonld ‘be a8, large as, or,_

larger than, the reference characters

" of the applicant or the name of the appiicant and signa-

ures.as may be nec(-ssary to show the !nvennm the

- plan. elevation, section, or perspective views, smd de-
© tail views of portions or elements, on & Iarger scale if
necessary, may also be used. Exploded views, with the
-+ geparated parts of :the same figure embraced by'a

“'view of a large machine or device in its entirety may

number but followed by the letters, a. b. ¢. etc., for each
- part). The plane upon which a mﬁcmal view is taken

‘line, the ends of which ghould he designated by numer-

“in which the view Is taken. A moved position may he

50

drawing
acter. and

,tive ma

legends may be sed, or may be reqnlred m properf
‘as in’ diagrammatic views and ﬁowpheets or to

”sii erials or where labeled representations are

employed; to mus ate convenuonal elements. Arrows

_may be ‘required, 1n proper cases, to show direction of

(h) Location of smnatm and nameos. The sxgnatu

ture of .the attorney or agent, may  be placed in: the
lower rxght -hand corner of each sheet within the mar- ,
ginal line, or mny be placed below the lower marginal P '

line,
(i} Views. The drawing must mntain as many ﬂg-,

ﬁgures should be consecutivelv numbered if- L )ssible
in the .order in which they appear. The figures . ay be i

pracket, to show the relutionship or order of assembly,; ‘
of various parts are permissible.  When necessary,‘ !

be broken ‘and extended over several sheets if there

is no loss in facilifty of understamimg the view (the
different parts should be identmed by the same figure

ghouid be indicated on the rmner-al view by ‘& broken

‘als correspondling to the figure number of the seetional
view and have arrows applied to fodicate the dlrwtlnn




th the pu&emed dmwmgs but are filed

with the abandoned files and dmmngs in the
undoned Files Unit. : :
: See: Correction  of dmwx mmm
; ' Bot be connes ; 608’02(;») Prints, preparation and distribution,
. tion lines nor should centerlineabe umed. . sactions 508 and 608.02(m). Prints, Return of
41y Arrangement of vie 1 vie 1 the sal drawing, section 608.02(y). Signature to the
sheet must stand in the sm rect nd . it drawing is treated in section 605.04(h). For
; ncil notations of classification and name or
initials of assistant Examiner to be plaeed on
drawmgsseesectmn 717.03.
- The_filing of a divisional case under the
provisions of the second sentence of Rule 147
{unexecut ase), does not obviate ‘the need
for forma Brxstol board  drawings. Ordi-
narily, prints of the origmal formal drawings
will suﬁice . far exammatxon "';ee section
608.02(b). . ; ,
(k) Ptgure for Oficial Gazett ’ﬁedmwing shonld S S L B
as far as possible, be so planned that one. ‘of 'the views . APPLIGATIONS FILED' WITHOU‘I‘ 'mem(‘rs' :

Appllcatlons filed without dra,wmg are ini-
~ tially inspected to determine whether or not
~ stamp, a drawm‘ der the statute, is necessary be-

be permitted upon the face of & drawi ing, within or ; n be given a filing date.
without the marginal line, except that the titie of the - ‘ re l'efe!'red to the Group
invention and identifying indicia, to distinguish from = Director for decision as to the need for such a
other drawings filed at the same time, may be placed ~ drawing. It has long been the practice to
below the lower margin -  accept a process case (that is, a case having

(m) Transmission of drawings. Drawings transmit-( ‘ onl{ process or method claims) which is filed

ted to the Office should be sent flat, protected by & - withoutsa drawmg The same practice hasheen
~ sheet of heavy binder's board. or may be rolled for followed in composition cases. Other situa-
_ transmisison in a suitable mailing tube: but must never  tions where drawings are usually not consid-
~be folded. If received creased or mutilated, new draw-  ered essential for a Ehng date are:

_ings will be required. (See rule 152 for design draw- Y. Coated articles or products. VVhere the

ings, 165 for plant drawings, and 174 for reissue  invention resides :ole]y in coatmg or impreg-

drawings.) : e :  nating a conventional sheet, e.g., paper or
Rule 8. Draftsman to make drawings. (a) Appli- ~ ¢loth, or an article of known and conventional
cants are advised to employ mmpetent draftsmen to phamCter with a particular composition, the
make their drawings. application containing claims to the coared or
" (b) The Office may furnish me drawingg at the ap- impregnated sheet or article, unless qxgmt*c‘mt
plicants expense as promptly as its draftsmen can  details of structure or armngement are in-
~make them, for applicants whe cannot otherwise con- volv ed in the article claims. | i
venieatly procure them. (See rule 21.) - IL Articles made from a pam‘zm!ar mate-

A booklet “Guide for Parent Draftsmen rial or compos?tmn Where the invention con-

~ available from the Superintendent of Docu- sists in making an article of a particular mate-

_ ments, U.S. Government Printing Office, \Vaqh_, rial or composition, unless significant details
ington, D.C. 20402, price 30 cents. , of structure or arrangement are involved in

"geﬂgn patent draumgs Rule 152, section the article claims. |

1503.02. : III. Laminated  structures. ,Where the

Plant patent drawings, Rule 165, section 1606.  claimed invention involves only laminations of
Reissue  application  drawings, sections  sheets (and coatings) of specified material un-

60%.0r2(k) and 1401.05. less significant details of strueture or arrange-

Each sheet of drawing mnust bear the “Ap- ment (other than the mere order of the layers)
proved™ stamp of the Draftsman before the are involved in the article claims.
application is allowed. IV. Articles, apparatus or systems where

The Record Section of the Patent Reference  sole distinguishing feature is presence af a pars
Branch has charge of the drawings in patented tiewlar smaterinl, Where the invention resides
cases, Canceled sheets, however, are not re-  solely in the use of a particular material in an

51 Rev. &1, Julp 1669




. Puckaged sutu

d’ arrangemen

The acceptance of an application wit}
 drawing does not preclude the Examiner £

. requiring an ‘illustration in the fo .

“drawing under the seco

In requiring such a

- chonld clearly 1

itures wherein t ,
t of the package are conven-
‘ fuishing' feature is

nd sentence of 81,
the Esaminer

te that the requirement

is made under the second sentence of ,B};}ie 81,

and be careful not to state that he
80 “because the nature of the c
ing, as that might give T
mpression as
application when f
__snch requirements are to speci
s part of the applicant
*an ink sketch or perma
roposed in response to the req
even though no allowable subject m
indicated. This will. afford th
early opportunity to determine
of the illustration and the abs

ing p
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ise to an €rro-
Jeteness of the
filed. Examiners making
fically require, as
's next response, at least
nent print of any draw-

to the comp

Examiner an
e sufficiency
ce of new mat-

.~ Protocrarms

_are not dra :
e for a filng
pt as ‘exhibits
the speciai categories =
ph immediately below.
hotographs an
| on proper. size
: ble. . See In re Taggart
1957 C.D. 6; 725 O.G. 397 and In re

0G M7. .

Clearly, photograp
Photographs are not scceptabl
date nor for any pu
_ unless they come withi
set forth in the parag
Photolithographs
graphs mounted
are never accepia

Bristol board o

1959 C.D..
St m:cml. CaTEGORIES ;
" The Patent Office is willing to accept black
. and., ‘White"PhOtOgl_'aphs"-‘Or,'photgmicmgraphs
thographs or other reproductions
sensitized paper in
to illustrate inven-

~ (not photoli
~of photographs) printed on
* lieu of India ink drawings,




. grap
. than they can be done by In
- and otherwise ¢ ,p}y w
~ ing drawings.
. Such photographs to be ‘acceptable
‘made on photographic paper havin

> consult

lowing characteristics which are gtenemﬁv rec-

_ognized in the photographic trade:

'yi_]smmth tint, white.

If the dmwmgs are mform'tl but may be

. 'admltted for examination purpm the Drafts-
" man indicates on 3-part fo
- informalities are and whet
~ rected or whether new
In eit]

fying

accepted as satis-

‘to the Application Branch to which Branch

approprmte appl lcatlon

an'wa APPLICA\’T

The Exammers are directed to adnae the
ap licants (see section 707.07(a)) in the first
Office action of the conditions which render the
dmwmg informal, and when indicated, that
such drawings can be corrected so as to be ac-
ceptable, but will not, in any case, require new
dmwmgs because of their execution unless the
necessit;
by the Head of the Drafting Branch.

As soon as allowable subject matter is found,

. insiste
 Drafting Branch should be consulted to ascer-
~ tain if, at that time, the new drawing could

~be prepared by the Patent Office on request and,
if so, the estimate of cost should be moluded
in the action. Other\\ ise, the action should

state:

“Apphr-ant is adv1sed to employ the serv-
ices of a competent patent draftsman out-
side the Office, as the Drafting Branch of
the Patent Office does not have the facilities
at the pr(’sont time, for preparing new
drawings”. ' '

This procedure, by avoiding a fruitless request

to have the Drafting Branch prepare the new
drawing, will promots earlier issuance of the

patent.

_ ings, after being microfilmed, are then returned

 form PO-948 is also sent for msertmn in thek

, double
weight paper with a surface desnnbed as»y :

948, what the
¥
3 are mqmred :

therefore - shall have bheen mdl('ated .

the requirement for new drawings should be g
upon. Before writing the action, the

608.02(a) New Dmmng—-men, Re.

53

“reproduce sufficiently).

‘ cimre additiona

_be required, but the Examiner will agk that the

applicati
Examiner should il;

; “the event that any o the_ ol

fmer’ﬁ opmwn to be of & waivable nature, should

e Draftsman to ascertain whether the
objectio; _can be waived mstead of requmng
applicant to make correction: o
(1) Lead lines toolong.
(2) Heavy shade lines reqmred

- (3) Hatching required.

(4) Lines rough and blurred. o
(5). Pale lines (if the prmts mdlcate the lines

(6) Poor paper (if dramng is otherwxse o
aocegtab e). :
‘followmg ob]ectlons if made by the

Draftsm n,must be corrected and cannot be
'f,waned L

(1) Space for headmg reqmred
(2) Ink drawings requlred :
(3) Paper undersize. L
(4) Slgnatum on wmngend of sheet. L
(5) Insufficient margin. .

( 6) Borderline not in ink.

AnDrrmNAL ILLUSTBATION

If there is only one figure, it should not be
designated “Fig. 1.” e Examiner may re-
drawmors for the purpose of :
lustrating the disclosure. : :
When a necessary additional lllustratlon is
small and may be added to the drawings on
file, an additional sheet of drawing should not

proposed illustration be shown in a sketch,.
wh)ch showing will be transferred to one of the e
sheets of the drawings. .
For the handhng of addmonal duphcate or
Fl}lzbstlt]ute drawings, see sectmn 608, 0"(}1) -
~20

quired [R-20]

PHOTOPRINTS AS menos

1f photo rints are submltted with a new case
in lieu of formal drawings and such prints are
not only readable but reproducible, the Appli-
ecation Branch notifies applicant that the case is
accepted for filing only and that, to be entitled
to examination, formal drawings complying
with Rule 84 must be filed within 60 days fy
the date of the letter of notification. The for-

Rev. 20, Apr 1060



.~ only (se

is the }udge of dmwmgs,

the same, and the arrange
while the Exammer

608. 02(b) Informnl "Drawmgs R~

by the Oﬂice upon apphc
pense.  (See rule 21)

In instances where the drawmg is such that
“the prosecution can be carried on without the
corrections, applicant is inf

why th awing is obje :
drawing is admitted for examination pi
~section T07.07(a)  be fu
sponsive, an amendment mu :
for drawing corrections whe
tion of allmmbk snb]eot mattel

Qee Rnle
111(b). -

- 608.02( c) Drawmgs or. Prmt Kept in

Exammmg Group [R-20]

The phom( opies of the drawing: « must always

be kept on top of the papers on the right of the

file wrapper so as to be visible upon opening
the w mppv and easily detqoherl This photo-
or “print”) is placed in the drawing
Emot when the (-orxcspnndmg drawing i Is re-
mm ed during prosecution.
No application should he sent to issue or {o

abandoned files unless the original drawing, if

any, accompanies it.
608.02(d) Complete Illustration in
Drawings

Rule 83, Content of drawcing. (a) The drawing mnst
show every feature of the invention specified in the
claims, Jowever, conventional features dicelosed in the
deseription and elaimg, where their detajled illustration
20,

Rev, Apr. 1069

single refe
. different parts or for a’

- fication of such part. :
by the claims must be illustrated, but there‘

‘ ~hould be no superﬂunus llllbtmtlon-

he 608 02(f ) Modlﬁcatlons in Drawmgf-_:‘ |

\fodxﬁcatlone may not be ~hown in broken E

“trated. or.the text canceled.

~ Likewise, any structural defml tha
fcient. }mportance to be described should be
n the drawing. (Ex parte Goml 1911 ,
;164 O. G 739 ) i :

‘ures are correctly described in the b ,
scription of the specification and that the

reference characters are properly applied. o
ene Lharact r being used for two
n part and a modi-

lines on figures which show in solid lines
another form of the mvent:on Ex parte
Badger, 1901 C.D. 195; 97 O.G. 1396.

All modxﬁmtmns_ described must be illus-
(Ex parte Peck.

1901 C.D. 136; 96 O.G. 2409.) This require-

ment does not apply to a mere reference to A

minor variations nor to well- knowr' and con- .
ventional parts. S S

608, OZ(g)f':} Hlustratmn of Prmr Art,

Fzgures showing the prior art are usually un-
necessary and should canceled. Ex parte
Elliott, 1904 C.D. 103; 109 O.G. 1337. How-

ever, where needed to understand applicant’s

1608.02(h) Addmonal

invention. they may be retained if designated
by a ]egend such as “Puor Art.” :

Duplicate’ or
Substitute Drawmgs [R-
20] ‘ |

When an amendment is filed stating that af
the same time substitute or additional sheers
nf drawings are (iled and such drawings have
not been transmitted to the Examining Group,
the dorket clerk in the Examining Group

feature covered




¥ uch drawings
e Examiner, it should be k
‘APPROVED" stamp appli
size and quality of paper, lines rough
1d other details of execution. The
uld not overlook such factors as
new matter, the necessity for the additional

stitute sheets on the file wrapper. If the Exam-
entered, applicant is so informed, giving the

be marked “(N.E.)"

~ sidered unnecessary and the original drawing
reqiti ‘ :
_the proffered additional sheet, the latter may
~ be used in lien of the usual sketch required in

“making the correction of the original drawing.

~ Prior  Applications  [R-
Rule 88. Use of old drawings. If the drawings of a
new application are to ha identical with the drawings
¢ of a previous application of the applicant on file in

. the“OIﬂ‘ce,?or, with part of such drawings, the old draw-
ings'or any sheets fhereof may be used if the prior

~application is, or .is ako
“sheets to be used. are ¢
“tion, - The new application must be accompanied by.a

“shouid be completely identified.

‘Application Branch i

t : 10T “application filed without drawings but having
sheets and consistency with other sheets. Clerks PP ut drawings ng
will routinely “enter” all additional and sub-

iner decides that the sheets should not be
after the transfer of the drawings has taken

If an additional sheet of drawing is con-  place. Since the drawings will be transferred |

‘reasons, The entries made by the Clerk will

S ¢ 12 tion as of the filin; of the new applicati
res alterations which are taken care of in ‘ ort ing date of the new application,

For return of drawing, see section 608.02(v).
‘ S  express abandonment (Rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier.

608.02(i)  Transfer of Drawings From

“ being transferred is not

sent to the abarndoned files. Such canceled

t to be, abandoned, or iif the -
ncelled in the prior appiica- -

application directed to its subject matter, It

Jetter requesting the transfer of the drawings, which
(i  ferred to a subsequent case.

-54.1

88 are
ess the late
1 application that has not been

arded t
ransfer of a ;
rlication to another will be made onl}

the first application has been abandoned. .

E’g after

MITTED APPLICATION

= Thetmnsfer of drawings to newly submitted

applications tha not been forwarded ¢
the Examining mugwﬁl be effected by the
the,aixpﬁcatio:l is other-.
ing‘date., A new

wise entitled to receive a fi

a request for transfer of drawings from 2 pend-
ing application must be accompanied by a writ-
ten declaration of abandonment under Rule 138.
In order to insure copendency, such an abandon-
ent may be ‘Worde(f;s'to become effective only

from the earlier application to the new applica-

it is not necessary 1o submit or order photoprints -
for the new application. - L e

The above practice applies to transfer of
drawings from any application except where

the issue fee has been paid, in which case an .

See Rule 313.
The name of the attorney on the drawing
changed. See section

Jellie
608.02{u)..

When an application becomes a patent, any
canceled sheet of drawing then in the case is

sheet is available for applicant’s use in another

follows that, except as provided in Rule 174,
drawings printed in a patent may not be trans-

Rev. 20, Apr. 1069



rawings upon whlch ;

ueed in reissue

: drawing b
'ing, or an or

In a reissue apphcamon,’
gmal or patented drawi

__examination purposes, and

 of the original drawing
tion made when the reissue app
i /ded no change whatevi
riming of a reference c
f an obvxous error, is made in

any change

! dltﬁ S

mgs from this apphcatmn to a(?phcatmn Senal e
No. -, pursuant to applicant’s request under
e 88 and the intention to

ir : abandonmentf .

THE DATE OF THIS LETTER

Rev. 12, Apr. 1967

ndon this ap-



lication. Pr }
tered in the apph-

cation, given a paper number and kept on to
h e ight side of the file

.of the papers on the r
_ wrapper, see 717.01(b).
Al prints and inked sketc ub
. filed to be part of the récprd ‘are endorse
. zﬁezdmi?of their receipt in the office and git
their appropriate paper number.

The print being thus an official paper in the

record should not be marked or In any way

altered. The Bristol board drawing, of course,
should not be marked up by the Examiner.

Where. as in an electrical wiring case, it is
desirable, to identify the various circuits by

arrows or other indicia, an additional print for
such use should be ordered bg] the Examiner
and placed unofficially in the file. =

Prints remain in the file at all ti

as provided 1n60802(c) v

mes except

608.02(n) Duplicsie Prints in Patent-
ability Report Cases

In Patentability Report cases having draw-
ings, the Examiner to whom the case 1s as-
ed will obtain a duplicate set of prints of
the drawing for filing n the group to which
the case is referred. S . ‘
“"Y¥hen a case that has had Patentability Re-
port prosecution, is passed for issue or becomes
abandoned, notification of t willa
be given by the group having jurisdiction of
the case to each group that submitted a P. R.
The Examiner of each such reporting group
will note the date of allowance or abandonment
on his duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608.02(6) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are 1m-
pressed on the back of the drawings.
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change in the drawing ma made except by permis-
" slon of the Office. Permissible changes in the con-
' struction shown in any drawing may be made only by
the Office. A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. The paper requesting amendments to the draw-
ing should be separate from other papers. The draw-
ing may not be withdrawn from the Office except for
‘signature. e

different colors, or In any more or Jess com-
plex case, it is advantageous to apply legends.

mitted in any case unless required by the Office.

608.02(w) and 1302.05.

amendment should be made to the specification
adding the brief description. ' ,

his fact swill at once’ be made only under the supervision of, or by

chi. Under cirrent practice, the
‘the Examining Group does NOT
date when the case is #sent to issue’.
of the Drafting Branch is indicated
associated with the ¥0.G. Fig.

..” stamp on the front of each nn-

. 60802(p) Correcﬁaxi f‘of Drawings

Rule 123. Amendm drawcing. | (a) No

(b) ‘fSubskt‘itut’gf draii'ihgs will not ‘oi'dina,rily be ad-

No'rr:.e-‘Corx"ection is deferrable, see 608.02
(b), correction at allowance and issue, see

A canceled figure may be reinstated. An

608.02(q) Conditions Precedent to
‘ Amendment of Drawing

Correction and alterations in the disclosure
of the drawings of a pending application may

the Chief Draftsman.
No alterations as above indicated will be
permitted unless required by an Examiner's
letter in each case, or proposed in writing by
applicant or his attorney. In either case the
alterations or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the request of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman. :
Nore.—Disposition of Orders for Amend- -
ment of Drawing, 608.02(x).




ing Drawmgs

Flles and drawings sent from the Examm-
ing Group to the ftsman for estimating
the cost of correcting the drawing or of mak-
ing new drawings will be
Draftsman only aﬂg enough to
cost of the work. \
If the Examiner approves of a pro
_correction of a dras

- is requested he
order for the
outside of the
of the Group forward the file and drawing
to the Draftsman. The Draftsman will note
the estimate on the order and alsc on the

11 note his &
te, attach

~drawing. If the application is not up for ac-

- tion the Draftsman sends the estlmate to ‘the
‘Applicant. If the application is up for action
the Draftsman does not send
the Examiner should includ
the next action. (Basis: N

e estimate in
e of July 13.

When giving 2n estimate
allowable subject matter has been found the
Examiner should inform the applicant that no
- correction will be made until a claim is found
to be allowable. If specifically requested by
the applicant, the drawing will be corrected
whether or not a claim is allowable. (Basis:
Notice of February 1, 1932.) :

cept for a correction required by the Official
Draftsman, such as in a case where the lines
are rough and blurred, the Examiner will ascer-
tain (by calling Ext. 2589 or 2887) whether
or not the attorney in the case has a De-
posit Account. If there is no such account.
the Examiner will obtain an estimate of the
cost of this work from the Draftsman even
- though applicant has not requested such an
estimate. Including the estimate in the final
requirement for eorrection of the drawing may
avoid prolonging the prosecution.

s ings is done by stamping the words “CANCEL
‘per” in the top right corner of the drawing

'608 02(5) Estmmtmg Cost of Correet-
retamed ’ he .

wing for which an estimate

~ make it appear that thelr names were present :
. when the drawmgs were ongmally ﬁled is

stimate, but

_ing is transferred from one case to another
~ having a dxﬁ'erent attornev

case where no

~be in ink or permanent prmtc
~der No. 4009).

are filed should be

red hne Cancelation of an entire sheet, of draw-

within the marginal line. e
When’ft e cancelatmn of some of the ﬁgures o

maining ﬁgures w1th an inartistic armngement Sl

the Chief Draftsmen should be consulted as to

“whether the remaining figures shounld be trans-

‘ferred to ot'her sheets aIread

sproval on the
e order to'the =
d have the Docket Clerk;, e

mn apphes also wherwe a dmw— :

o Order \To 480 :
Reused) ; s

608.02(+) Drawing Changes Which o
Requu-e Skﬂches S

When changes are to be made in the dramnw
itself, other than mere changes in reference
characters designations of figures, or inking

If an apphcahon is ready for allowance ex- over lines pale and rough. a print or pen-and-

ink sketch showing such changes in red ink
must bhe filed. Ordinarily, broken lines may
be changed to full without a sketch. ,,
Sketches filed by an applicant and used by e
the draftsman for correction of the drawing
will not be returned. All such sketches must
(Bacls Or-

A pencil sketch that is r;thez wise aceeptable
or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts-
man at applieant’s request and at his expense.
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‘A.saguleto

: _one or two
( ua.hty of ing
ter, e.

oving super
ins niel‘e all but one ;ﬁgure

4 Addmg or reve
- 5. Changing Roman

~ merals to agree with specification.

6. Addmg section hnes or brackét,s’ where

,_easalyexecu

f Ma‘km%l mmple changes in. Inventors
is ‘

name (not signature).

8. Changing lead lines.

9. Correcting mlsspelled legends
Order No. 4009.)

élrectlonal arrows.
amerals to Ara Nu-‘

In the event that seveml dxﬁerent kinds of
changes are required or any of the listed

~ ch are time consuming, an Exammers
Amendment should not be made

' C‘ORRECTED“ and returns
New menms Pnnmnm n

111nstmtme £ those that may ,

~_example, because the proposed changes are er-

ot ecessaxy to carry sucin ‘k

- ﬁie? to the Draftsman. Messenger envelopes
 should be

“After the drawing has been
y e-I)mftsman stamps the letter to
the Draftsman and the back of the drawing
case to the i
exammer e

When new dmwmgs have been requlmd in
pending ap: ]ghcauonsami have been prepared by -
the Office mftsma.n, they ars not sent to the
pplicant for his s:%munre but a copy (print})

,,hxm for ﬁle.'kgz The nsme of the

In the event that the a,pp ,

on for allowance, the application can be sent
to issue immediately after the drawing is pte-»
pared (Basis: \otxee of Jan. 6 1966. ) '

Conm:cmox \m: Armovr.n

. Where the correction is not approved for

roneous, or involve new matter or (although

_ otherwise proper) do not include all necessary

(B@ig .~ corrections, the case and

uest for correction

of drawing are not sent to the dmftsman The -
‘Examiner’s rezsons for not approving the cor-
rections to the drawing should be set forth

“in the Office action. (Bas1s Notlce of Febm-ﬁfff,f :

,_arv 1, 1932, Revxsed)

 608. 02(x) Dlsposmon of Orders for
: Amendment of Drawing

W'here the ordered correction of the dmwmg'~ '

_in a case up for action by the Examiner is ap-
proved, the application and drawing are for-

request by applicant that the drawing be cor-

rected regar

heen a]]owed (608.02(s). Applicant’s letter
to the draftsman is attached to the outside of
the file and the Examiner writes on said let-
_ter “approved”, with the date of approval and

his mmals. attachmg, if appropriate, a “Spe-
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warded to the draftsman provided there is an
allowable claim or there has been a specific

ess of whether or not a claim has

“an _accepted application will not he retumed to the ap- L
plicant except for signature. o
. A photographic print is made of the drawing Of un ;
‘accepted application.

“other drawings (except those originally filed)
that have been finally denied admission will be
returned to the apphcant only at his request.

able time: otherwise the drawing may be dis-
posed of at the dwcrehon of the Commlssmner o

’60802(}’) Return of Drawmg z

Rule 87. Return of drawings. (a) The drawinga of

If there is an accepted drawing in the oase,

Such a request must be filed within a reason-




taken to the Dmftmg 'Branch w]
will be stamped

The letter is mailed by the Examining Group.

Rulc 91 Hode!e not ymrally requ:red as pa
application or patent. Models were once reqnired
all cases admitting s model, as a part of the applica

the patent. Such modelz are no longer generally re-
gulred (the description of the invention in the specifi-

[ ~cation, and the drawings, must be sufficiently full and

" complete, and capable of being un rstood, to disclose
‘the invention without the aid

 With the exceptmn of cases mvolvmg per-

quired by the Office to demonstrate the opera-
tiveness of a device. If opemtlvenws of a
device is questioned, the applicant must estab-

he may choose his own way of so doing.

dangerous,
Rule 93. Specimens, When the invention relata,ta
to furnish specimens of the composition, or of its in-

tiou or experlment

hibits and Specimens

All models received in this Office, whe:thé‘z’"
forming part of an application, or filed upon

request from the Examiner, must be received
from the Model and Receiving Room and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Model Room for proper recording in order
that they may be located under subsequent
inquiry and for final disposition. The Exam-

iners should, therefore, refuse to accept models

from mventore or attorneys. Models properly

received and entered in the records of the

Model Clerk will be delivered by a representa-

T I A ]

the drawing returhéd

yre returned fprmts are made f

Mng
- ney’s name and address should be atfached to

_ after prosecution of case. If exhibit is too
. large to be kept in the division during prosecu

tion, and these models became a part of the record of

model). and will h ’

petual motion, a model is not ordinarily re-

A physical exhibit, not to be part of the case,
is generally not refused except when bulky or

‘a_composition of matter, the applicant may be required

gredients or intermediates. for the purpose of mspec :

59

A label showmg attor-
- the mode! or exhibit so that it can be returned

tion of case, it may be sent to the Model Room
with mstructmns to indicate whether exhszt is
tobe held or returned to sender '

Rule 94 Return of models, exhib;u or :mmm :

* Models, exhibits, or speclmens in applications which
_ 'have become abandoned, and also in other applications
on conclusion of the prosecution, may be returned to -
o the applicant upon demand and at his expense, unless

itbedeemednecesurythattheybepresewedlnthe

- Office. Such physical exhibits in contested cases may
be returned to the parties at thelr expense. - It not

claimed within a reagonable time, they may be dlsposed .

of st the diseretion. of the Commissioner.

‘When a model is to be netumed 8 lettpr','
should be written to a plicant by the Exam-
ining Division stating t at it is being returned

* under separate cover and the model room
lish it to the satisfaction of the Examiner, but

should be properly notlﬁed to retum the
model i
l\orrx-:——Dlsposxtxon of exlubxts whzch are

part of the record, 715. 07(d).

Models, exhibits and spec'mens may be prf ,
sented to the Office for purposes of intervie
and taken away by the attomey at the erd ¢
the interview. See 713.08. '

Nore.—Plant specimens, 1607, Rule Iﬁu

 Rule 93. Copies of exhibits. Gopies of models of :

. other physical exhibits will not ordinarily be fumished

'eosos(a) Handlmg of Models, Ex

by the Office, and any model or exhibit in an applics-

- tion or patent shall not be taken from the Office except
-"in the custody of an employee of the Office specially :

nuthorizpd by the Comm!ssioner

| 608. 04 New Malter

Rule 118 Amendment of dxaclosure. In original ap-
plications, all amendments of the drawings or specifi-
cations, and all additions thereto, must conform to at
least one of them as it was at the time of the filing of
the application. ‘Matter not found in either, involving
a departure from or an addition to the original disclo-
sure, cannot be added to the application even though
supported by a supplementa) oath, and can be shown
or claimed only in @ separate application. :
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atter is required to be
e ggrtmn of the s%ecxﬁca-
e

cted are rej g‘b

s an applicant has the rig
fore action on his case provided
of claims in cases filed bef "

ter ; nped A the

Draftsman and provisi ; entere “the the ; Sug

Clerk. See608.02(h). ; o ot enjoy the status as part

"The Examiner’s holding of new matter may L tne lisclosure. Its test as to in-

t le or appealable. 608.04(c L VoIV w matter is the same as though

w matter ‘a subsequent date. Ex parte Leish-

" Yew matte subs - man, 137 Ms. 336, Pat. No. 1,581,987, and Ex
14. e  par ams, Pat. No. 1,789,921, o i

o of the application. Suc

“matter is confined to amend-

T e ¥ : ‘the specification, review of the Ex-
Matter not in the original sj | ‘aminer’s requirement for ‘cancellation 'is by
new matter. way of petition. But where the alleged new

claims or drawings is usually L _ { ,
Depending on circumstances such as the ade- ~ matter is introduced into or affects the claims, -
quacy of the original disclosure, the addition of - thus necessitating their 'rejection on -this
inherent characteristics such as chemical or ' ground, the ‘question becomes an appealable.
physical properties, a new structural formula  one, and should not be considered on petition
oF A new use may be new matter. See Ex parte ven though that new matter has been intro-
Vander Wal et al., 1956 C.D. 11; 705 O.G. 5 duced into the specification also. Rules 181
(physical properties), Ex parte Fox, 1960 C.D.  and 191 afford the explanation of this seem- .
o8: 761 0.G. 9 new formula) and Ex parte  ingly inconsistent practice as affecting new - :
Avers et al, 108 US.P.Q. #4 (new use). For = matter in the specification. ey
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