- be open. Thus,

. ,Restriction Upon Employees

301 Assngnabnllty of Patents and Appll- _

catmns
E.rtract fr'om 35 US’C’ EGI

officer of the United States, s
dence of ‘the execution of an aqsignment, grant ‘or
conveyance ot a patent or appncation for ‘patent. .

301 01 Accessnblhty of akAssxgnmentr

[R-22]

Assignments relatingt applications for reg-

Records

istration of trademarke are open to. pubhc

inspection,
The Office will not open certain parts only of
an assignment document to public mspechon

_If such a document contains two or more items,

any one of which, if alone, would be open to
such inspection, then the cntire document will
if an assignment covers either
a trademark or a patent in addition to one or

‘more patent applications, it will be available

to the public ab initio; and if it covers a number

- of patent applications, it will be so available as

soon as any one of them is patented. Assign-
ments relating only to one or more pending
a.pphcatxom for patent will not be open to pub~
lic nspection.

366~-870 Qfhne2

A cert!ﬁcate of ac-
" knowledgment under the hand and official seal of a
~ person authorized to administer oaths within the
1 United States, or, in a foreign country, of a diplomatic s
~or consular omcer of the United States or an office
authorized to adminlster oaths ‘whose authority is.
proved by a certificate of a diplomatic or: consular"k
shall be prima face evi- -

({gax‘t applications wx!l ,

individual merits.

Assignment reccrds relatmg to reissue appli- -
open to public inspection. i

- 302 Effect of Reeordmg [R-22]

‘,mct from 85 U.8.C. 261. An assignment, gmnt,
conveyance shall be void as against any subsequent -
urchaser. or mortgagee for valnable consideration,
, sthout notice, unless it'is
ree maonths from its date or prior to
’bsequent purchase or mortgage. .

The Paten Ofﬁce will accept and record leg!- L

~ ble certified copies of orxgmai agsignments or

21

| - by a translation si e
" Certification shall be to the fact that the i n-

~officer of the Umted States. Certification may

303 Endorsmg Assngnments on Pend-k‘

* other instruments.

The certified copy, if not in the English lan-
guage, will not be recorded unless accompamed
ed by the translator.

rument submitted is a true copy of th
inal and shall be made by a notary pub
in a foreign country, by a consular officer of the

nited States or an officer authorized to admin-
ister oaths and authenticated by a consular

also be lnade in the form of a declaratmn
(rule 68). ,

[R-22]

The file wrapper of an application ordinarily
does not display the endorsemient of an assign-
ment during the pemod an apphcatmn is befere
an Examiner.

The name of the assignee is endorsed on the

ing Applmatmns

file of an application only when it is submitted

to the Assignment Branch for a title report.
‘Therefore, the file wrapper cannot be relied
upon to accurately reflect the assignment status
of an apphmtmn while it is pendmfr hefore an
Examiner. Title searches are auntomatically
made in ail nppll(‘dthlh after the pdunont of
the issue fee.

When the determination of the assigniment
condition of an application is s:gmﬁcant as in
the factual situations represented by Sections
30+ and 305, or when forwarding a form PO-
550 to the Board of Patent Interferences, it is
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Patent , the assigned applicatio
e may become a reference against the e Wi
pplication for all common subject matter Pag’f'még g
, irrespective of the dates of filing of “IE.?!‘ ), B0
lications, and also of any subse- -

(i of the second case to an

are not patentably
e inct fro , 1 tent, the claims of -
‘ m ¢ - the application should be rejected on the ground
[R-22] - that the assignee, by taking out the patent at a
e S .y time when the application was not claiming the
~ Where there is a common assignee of two or  patented invention, is estopped to contend that
mom'apé‘)lications by different inventors invelv-  the %)atentee is not the prior inventor. =~
ing conflicting subject matter see § 804.08 and If a patent is inadvertently issued on one of
~ In re Stanley et al.,, 102 USPQ 234. Note, that  two commonly owned applications by different
_in order to reject on the grounds of double inventive entities which at the time when the
 patenting the cases must have the same inven-  patent issued were claiming inventions which
tive entity. See §804. . . werenot patentably distinct, the assignee should
Where the applications disclose and claim  be ‘Eantfl’d on to r;%ake aa(_iﬁgmﬁtl‘g!l of Pl;‘f’rtlitl}’
e T e heing o A4S in the case of pending applications. e
patentably different inventions, there being no determination ind?cates tﬁat}: e patent issued to
the senior entity the rejection set forth above in

- overlap of claims, or where the earlier filed
application has issued as a patent and has be- 17} 5,19 be maintained. If no election is made
come a statutory bar before filing of the other 244 the patent has issued to the junior entity,
application, no problems arise. ' ' an interference should be declared. An election
' ~of the applicant as the first inventor should not
be accepted without & complete (not terminal)
disclaimer of the conflicting claims in the patent.
See§£ﬂﬁ£03°"  o : : : Lo G

305.01 Unclaimed Subject Matter in
' ' the Earlier Filed Application

- If the second filed application claims subject . N e o .
matter disclosed but not claimed in the earlier 306 Assignment of Division, Contin-
 filed application, 35 U.S.C. 102(e) applies and " uation, Substitute and Continua-
- the earlier filed application is a reference ‘tion-in-Part in Relation to Parent
- (Section 706.02) unless it is removed (Section Case [R-22] T

715)‘ ; : : e
After the payment of the issue fee, a divi-
sional, continuation, or substitute application is
sent to the Assignment Branch where the as-
signment of the original application is applied
without charge to the later application, pro-
C . . vided the date of the assignment of the original
Where the applications by different inven- application was hefore the filing of the later
tors but of common ownership claim the same application. ke ,
subject matter or subject matter that is not 1n the case of a continuation-in-part, a prior
patentably different, questions of interference  assipnment of the original application is not v ;
therebetween and with third parties are  applied as n matter of course to the continua-
 handled as indicated in Section 1101.61(hL}. tion-in-part application hecause the assignment ‘

305.02 Claimed Subject Matter the
Same or Not Patentahly Dif-
ferent

’ Rev. 22, Oct, 1969 29



usion of thls mforma o

3 dlvxszonal contmuatxon.. su
atjmn-ln'-parts _application.
) 'ctmg assignments, ,the‘ of their appe ments and fm-
ue to the apphcant 'axiplymg for a patent and of acquir
exeep: ey mnentance or b

For the patent to normaliy ssue to an as-

'sxgnee, the assignment must be recorded in the

~ Patent Office at a date not later thfm the day
. on thch the issue fee is paxd
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