~ hapter 1200 Appeal

1201 Introdu tlon [R—-20] |
The 2 mxmstenng the Pat-

~ ary patar twhlch the applicant may feel deny
205 . Appeal : o " him the patent protection to which he is en-
;;'g Exammeﬁhsmr terappeal  rtitled. The differences of opinion on such mat-
120801 New Ground e L ters can be justly resolved only by prescribing
: , ~ and following judicial procedures. Where the
" 1268; 02 Withdmwil of differences of opinion concern the denial of
1209 . Oral Hearing T , f - patent claims because of prior art or material
1210 ' Actions Subsequent to Examineta Answer But  deficiencies in the disclosure set forth in the
.7 . Before Beard's Decision  application, the questions thereby raised are
1211 . Remand by Board to Consider Amendmem . said to relate to merits, and appeal protedure
1212 Remand by Board ‘to (‘onmder Aﬁd&vit& - within the Pgtent Oﬁm gnd to the courts hss

CAnSwer.

1213 Imisiou by Board P long been provided by statute.
12114213 ?\1( i M;’ olmlf::’;‘d“?)‘:i;’:nﬁm;m G The line of demarcation between appealable
, mons e e ¥ ~ matters for the Board of Appeals and petition-

1214.01 - New Ground of Rejection
1214.02 - Procedure after Decision
121403 '~ Rehearing and Reconsideration
1214.04 . Examiner. Reversed

able matters for the Commissioner of Patents
should be carefully observed. The Board will
not ordinarily hear a question which it believes

121405 Cancellation of Withdrawn Claims should be decided by the Commissioner, and the
1214.06 Examiner Sustained in Whole or in Part Commissioner will not ordinarily entertam a
121407  Reopening of Prosecution petition where the question preaented isanap-
1215 Withdrawal or Dismissal of Appeal pealable matter. However, since Rule 181(f)
121501 Withdrawal of Appeal ‘ states that any petition not filed within sixty
121"'3: ;:i—t’msl %:,';:‘;;ng Alllowed S days from the action complained of may be dis-
1215, » rawe : missed as untimely and since Rule 144 states

1215.04  Dismissal of Appeal
1215.05 . Cass Before m‘é Court that petitions from restriction reqmrements j

1216  Appeals to Courts f . must be filed no later than appea! petitionable
121801 . To Coun 9: (/ustgmg and Patent Appeals Iﬂ&tterﬂ Wlll rareiy be pmsent 1“ a case bv the
121602  Civil Suits . tune it is before the Board for a decision.

208 Rev. 20, Apr. 1968

cisions of a discretion-



Writ of (‘Prﬂomﬂ
‘WI’S( 1254

[ 2R
i

Appml t%" U.B.
App

Court of:

Rule 197 (b)
|

Decislon by Board
of Appenls

_i,

Oral hearing, Rule 194,12 1 .
req,m-ssted in brief,” Rule’

Examiners Answer fle
within 60 days, preferablg
within 30 day

.jRule 19 ¢

Rule 19” a5 U%C

Brief and %50 fee ml.st be |
flled - within 6G days of
appeal “or within’ perfod 1
for’ responge to. acﬂon, N

i

-of-'Appeals ‘and 850 fee
~must - be filed  within

nctlrm. Rule 101

: N’otim of appenl to Board -

peringd  for ‘rerponse | to

1
Ll

Rpj‘ r‘tlon ;

Rev. 20, Apr. 1984

: Ro-rpnr«*mnrt ';hjm‘tlon or 7
2 alleged abuse of discretion
Primury Examiner's Final Action i

'

: becom
- some reason, the applicant will be

“‘1"'ferent Board member sub:nmted for the

the remaining two Board mem , e
‘the case. However, if there is disagreement con-

nd the examiners—in-chief shall ¢
Appeals, which on written ]

ted examiner—in chief in the Pabent Omce at not
in excess of the maximum scheduled rate provided for
positions in grade 16 of the. General Schedule of the
Classification Act of 1949, as amended. ’Ihe‘ per-annum

‘rate’ of basic compensation of each designated ex-

aminer-in-chief shall be adjusted, at the close of ‘the

perwd for which he was designated to act as examiner-
~fin-chief. to the per annum rate of basle compensatwn
’ which he would have been re(-enmg at the close of

“h permd if such desxgnntion had not been made

If subsequent to t hearing, but prior to the i
n, a Board member who heard the case
es unable to participate in the decision for

iven the

Joice of having a rehearing or of having a dif-

e one

who is incapacitated.. , L
Should a member die or otherwise become un «
available (for example, retirement) ‘to recon-
sidera de(-mon, it is the Board’s {;zachce to have
s T

cerning the position of the Board on reconsider-

_ation, a third member may be deqxgnafed as a

substitute for the abseut member.

1204 Admlmstratlve Handlmg [R—-

20] ~
Ex parte appea]s to the Board of Appeals.
and a’s papers relating: thereto, are forwarded
directly to the Board for docketing. All ap-
Pm} papers, such as the notice of .1¥pm1 , appeal
rief and request for extension o time to ﬁ]e
d, without the af

the brief, are first: proce
ice Branch of the

;E.« ation file, by ‘ﬂw



 the Examiner has written his ans
brief, at. wl;ich time the application
| : x 0 iy .

addition, o Aling 8 brief in

for..

(b} The appeal must identify the rejected cdaim or

laims appealed, and must be signed by the applicant

 proposes to
Bot gifecting ©

ro!
jroup if the application 1 ed
ion is reopened, a streamlined con

ication is filed or if the appeal is
or any other reason. g

clerical instructions appear in

Manual of Clerical

. S\jbjeét ‘alone to diligent prosecutii)ﬁ bythe

applicant, an application for patent that once

has been made special and advanced out of

turn by the Commissioner or an Assistant

be special throughout its entire course of prose-

if any. to the Board of Appea

A petition to make a case special after:ag'ppea']_;

" may be addressed to the Board. However, no

_tion is essential to a favorable decision on a peti-
_ tion to make special. e

1205 Notice of Appeal [R-21]

“applicant for a'paten’t, any of whese claims has been
twice rejected, may appeal from the decision of the
primary examiner to the Board of Appeals, having
once paid the fee for such appeal.

Extract _from 35 U.S.C. 41, Patent fres. tay The
Commissioner shall ¢l
appeal for the tirst time from the examiner 1o the

~ -a shorten
construed 83 including

i even 1
~ granted, as ! e
~ not exceed six months from the date of the fina

" to appeal or to file a continuing application. See
section 714.13. Failure to place an application
cution in the Patent Office, including appeal,  in condition for allowance or to file an appeal

: . after final rejection will result in the applica-

Commissioner for examination will continue to

_ tion becoming abandoned, even if one

such petition will be granted unless the brief
has heen filed and applicant has made the same
~ type of showing required by the Commissioner
under Rule 102. Therefore, diligent prosecn-

o , , :  Notrce oF AppEsL FROM THE PRIMARY ETAMINER
35 U.8.C.134. Appeal to the Board of Appcals. An : ' '

rge the following fees: 6. On .

ired to be

nt dissatisfied with the Primar,
the second or final rejec-
ypeal to the Board of

ttorney, and the required fee of 850.
ce 0% eal must be filed within the
or response set in the last Office action,

 which is normally three months. The timely il |
ing of a first response to a final rejection having

atutory period for response 13
,  a.Tequest to extend
the period for response & ‘additional month,
if an extension has been previously
as long as the period for response does

rejection. The additional month may be used to
place the application in condition for allowance,

! wore
c¢laims have been allowed unless claims sug-
sested for interference have heen copied. =

~ 'The nse of Form 41 for filing a natice of ap-

peal is recommended. This form is reproduced
below. Copies for duplieation may be obtained
' from the receptionist in the lobby of Buildingd

in the Patent Office.
: S Revised Form 41

T0 THE BOARD OF APPEALS

In re application of 1
Serial No.: el

For: o :
Filed :

LGroup Art Unit !

To Commissioner of Patents 0

i

o1t Rev. 21, July 1960




-~ fro a'pateut and othe
' peal

. within &fxtv dass. i'rom thn dato of the appeal or wlthi

“the time allowed for response to the action appeal

_from if such time is later, file a brief of the authorities L
and arguments o0 which he will rely to maintain his.
ppeal including a concise ex'planation of the invention' S

~which should refer to the drawing by reference ch

acters, and a copy of the claims involved, at the’ same‘
time indicating if he desires an oral hearing. Two extra

copies of the br f,are required if an oral heqring is
rfquosted The Board of Appeals may, tor ﬁuﬁident
rau% %hmm, wztend the txme for filing thc brief to

tensions m

: b fled prm: to the expzrutmn ox‘ th
. period sough ,

hv exte ndod

Rev. 21, July 1960

£1 ;
The ~M!i’mn shou

i ,contam the address
he sent. If suffici
~ tionis filed
~ sought to
of ﬁm Bo

da} , Sunda
It afffer an a }peal has been fi
the date for su mitting a brief, an mterference
is declared, applicant’s brief: need not be filed
il B0 da;s after either the non-appealable
he Patent Interrerenr-e Examiner

ith the mailing of the decision on the

eging

p«»ﬂtmn See sections 1 109, 01 :md 1109. 752




:)nﬁxna.mly will be kdlsmxssed
xﬁled with th ) rlod rovid

' g patxtlon to the Bgard, pem
. be suﬁicxent

 lantsh

Co ‘mentq

 must be filed to preserve ap licant’s ri
* "yappealed claims, notw 1t tandmg

'( 3) the fil
action under Rule 181

(4) the filing of an amendment, even if i
is one which the Examiner prevmuslv
has 1nd1cated ‘may place one or more

* claims in condition for allowanee, un-
less the Examiner, in acting on the .  Whe
; amendment, dlspom of all 1ssues on

tﬁe recelpt of a ]etter from the Exam-
_iner stating that prosecution is_sus-
~ pended, without the Examiner either
‘\Vlthdmwmg the final rejection from
which appeal has been taken, institut-
ing an interference with the subject
application or mlgg'estmg clmms for
“an interference.
Although failure to file the bnef w;thm the
permlasxble time will resnlt in dismissal of the
_ appeal, if any claims stand allowed, the ap liea-
~tion dops not become ahandoned bv the dismis-
sal, but is returned to the Examiner for his
actlon on the allowed claims. See section 1213.04.
~ If there are no allowed claims, the case is aban-
~ doned as of the date the brief was due.
If the time for filing a brief has passed and
the application has consequently become aban-
doned, the applicant may petition to revive the
apphcatmn, as in other cases of abandonment,
and to reinstate the appeal; if the appeal is dis-
missed, but the npp]icatio’n is not abandoned,
the petition would be to reinstate the claims and
the appeal, but a showing cquivalent to that in
a petition to revive under Rule 137 is required.
See section 1215.04. However, the $15 fee for

o mlsswn of tw

213

me time mdwahng if he de-
g.” In the event an oral’ .
192(a) requires the sub-
extra copies of the zg};})éa brief.
ional copies sh be sup-
appeal since they are of sabstan-
oard, even when tbe

/ing is requesf

‘or sake of convenience, the copv of thae.;}f"i

ims involved should be double spaced.

'The brief, as well as every other paper re!at- o

img to an appeal should mdlcate the number of
‘the Group to i n is assxgmd '

Grou

ferred to the Fwammer If the Examiner: mn-,

~ siders the brief to be defective under Rule 192,
~ he may (1) point out the defect in his Exam-‘ o
_iner’s answer or (2) if a bona fide attempt has

‘been made to file a proper brief, he

a letter to the app‘l)lca.nt nonfiymg .

he has 1 month to correct the def

a supplemental brief. If the appl :

correct the brief within the 1 month period, the

Examiner will write his answer and mdmaze :

the defect. All such letters : :

the Group Director, =~
The mere filing of any pa

titled as a brief cannot necessarily

a compliance with Rule 192. The Ru

that the brief must set forth the authorltxes .

arguments relied ulpon and to the extent that it

fails to do so with respect to any ground «f

w;echon, the appeal as to that ground must be

dismissed. It is essential that the Board of Ap-
als should be provided with a brief fully stat-

ing the position of the applicant with respect to

‘each issue involved in the appeal so that ne

search of the record is required in order to deter-
mine that position. The fact that applicant may
onqlder a ground to be r-lom]v improper does

Rev. 21, July 1666



> jection or requir

s, such as where the writing of the E

r's Answer would be fruitless or would
hardship on the applicant. =~~~
For reply brief see section 1208.01

1207  Amendment Filed
_ Appeal [R-20] -

The record on appeal should be essentially

the record before the examiner at the time ap-

peal is taken. Thus, no amendments, except
under Rule 193(b), presented after appeal has
been taken s’hould::bére ered for purposes of

appea
' tfg,'s’eefRule 116(c > k

- ments, or affidavits filed concurrently with or '
“of even date with appeal notice will be con-

__with Rule 195, affidavits or exhibits submitted
_ after the case has been appealed should be con-
 sidered for entry only if applicant makes the
 necessary showing why they were not earlier
presented ; Rule 195 should be strictly construed
_in this regard. If after appeal has been taken,

_ a paper is presented which on its face clearly
places the application in condition for allow-
ance, such paper should be entered and a notice

of allowability (POL-327) promptly sent to
applicant. If such paper does not on its foce
place the application in condition for allowance,

Rev, 21, July 1969

‘the Commissione sh a e
~ answer to the appellant’s brief including such explana- D

- grounds of rejection as may be necessary, supplying 8
~ copy to the appellant. If the primary examiner shaill
- ¢ iz ROt Ieg i y ot
 stried as filed after appeal for the purpose of find that the appeal is not regular.in form or does not.
this procedure, even though they may be the .
first response to the final action. In accordance : ST
2 {b) The appellant may file a reply brief directed only
" to such new points of argument as may be raised in the

' examin’er’s answer, within twenty days from the date

material approprinte to the new ground.

 Appealed cases in which the brief has been
filed should be reviewed by conference in the

214

urse, withdraw
claims oris-

| by the Exam-\:
ew ground of
: incorporated in

iner. Note sect
ejection or objecti
the Examiner’s
al in each case by the Gro ,,
tion 1005. See section 714.13

on handling amendments filed after final action
and before appeal. i

1208 Examiner’s Arn

aminer may, wif -
itten statement in :

tion of the invention éiaiméd,‘ihnd of the references and

'reiate‘,fco an appealable action, he 'slxa11~ %0 state and a -
petition from such decision may be taken to the Com-
missioner as provided in rule 181 bl

of ‘such answer. However, if the examiner’s answer
states a new. ground of ‘rejection appellant may file
a reply thereto within sixty days from the date of such
answer ; such reply may include any amendment or

Avpear. CONFERENCE




e conferee, having

_ sufficient experien of assistance in the
, iconsxderatwn, ; :of the issues on

: = s&demmoﬁ should be given to the possi
he Pmmar} F iner has, himself,  dropping cumulative art re}ectwm ane ‘eihu

n apphcan 1 ad ! ‘ : echmca

214.1 Rev. 21, July 1960



» application. 'This
f ¢laims’ const

er should contain a response to the

‘arguments in the brief and
ion to any errors in applicant’s

Grounds of rejection n
‘s Answer are usually.

«dropped, but may be con-

do sn.. The
accordance
sions only on th

~the application

~ be clearly_identified

nsidere er eithe

ils to respond to an:
n advanced by the Examin

the Examiner should simply inform the Board’ 0

f this fact in his Answer and specify
r claims affected. Since 'sucglacﬁ
any ground of rejection will |
al of the appeal as to the claims
oted, | ms involved need not be treated
further by the Examiner in his answer. Adi
missal of the appeal will result if all the claims
are involved and the Board ccucurs in the Ex-
aminer’s conclusion. :
Because of the practice of the Patent Office
in entering amendments after final action un-
der justifiable circumstances for purpose of ap-
peal, many cases coming before the Board of
Appeals for consideration contain claims which
are not the claims treated in the Examiner’s

-within thirty

~meet the arguments,

" to deseribe the reference, the Examiner is no

218

1 rejection
Jeavs the

atement of his position wouic
Board, insofar as the new claims are

with an uncrystallized issue anc
benefit of th

dicating L

des the former.
ssue and likewise poses diffic

sinee it is not clear exactl

miner’s nltimate position is
"In view of the complete rong
evelopment of the issues at the time of final
n it is possible to save time in preparing

niner's Answer required by Rule 193

3 tak_mg ‘the following steps:

A, Examiners may incorporate in the answer
e ‘ of ‘the grounds or rejection

he final rejection (or

more than one prior Office action.
of grounds of rejection ap earing
er than the aforementioned single
hould be guoted in the asw
d paragraph of the final or ]
ingle prior artion whiech it is desired to inco
yrate by reference should be explicitly ident
‘fied. Of course, if the Examiner feels that some
 further explanation of the rejection is necessary

he should include it in the answer but ordinarily

e may avoid another recital of the issues and
nother elaboration of the grounds of rejection.
The answer should also include any necessary
ebutal of arguments presented in the appli-
< brief if the final action does not adequately

y

B. Tf the applicant (l) faﬂs to describe the |
invention. as required by Rule 192, or (2) fails

longer required to provide these omissions.
The Examiner should, however, include suct
description and explanation in the Answer if he
fecls it necessary to present properly and effec-
tively his case 1o the Board of Appeals.

Hev, 20, Apr. 1960




question as that pr:
£plications,' or whi
;by;the Board, a me

epared for the Board of

Appeals noting this fact and identifying the
~ be seal | , |
 “CONFIDENTIAL—Board of Appeals” as
~ well as the name of the applicant and the Appeal
No. and forwarded to the Boar

the time the Examiner’s Ans

~ When files are forwarded
i &ﬁnts of references fastened tl
~ If an Examiner’s Answer is believed to con-
_ tain a new interpretation or application of the

s mailed.:

_existing patent law, the Examiner’s Answer,
_application file and an explanatory memoran-

 dnm should be forwarded to the Group Director

~ for consideration. If approved by the Group
e , swer should be for-
' warded to the Office of the Assistant Commis-

~ sioner for Patent Examining for final approval.

Director, the Examiner’s

A form suitable for the Examiner’s Answer

is as follows:
o  po
: IN RE APPLICATION OF

Appeal No. e

EXAMINER'S ANSWER

__“This is an appeal from the final rejection of
claims _...... Claims ... are allowable.”
“A correct copy of the appealed claims ap-

pears on page —- of the applicant’s hrief.” (I

any claime are incorrect, they should be cor-

ey, 20, Apr. 1960

the  necessary, description | of the
other applications. The memorandum § ould “alleged invention and references to present the
in an envelope bearing the notation

separately at

_copies and :
rein shou]d not g

Before the Board of Appeals

~brought to the attention of the Director for his
review and approval. The Director will stamp
sapproved” on the file copy of the Answer only

hould b é)ec ed by class and .
ot classified, the particular loca-

where a copy can be found. In
tion should specify the precise
, ied on. Omit

: e appeal.)
tatement ection.”
“Reference to final r - single prior ac.
tion for a clear exposition e rejection. If
iption and explanation of the

Examiner’s case properly. If pertinent,include

_ a statement that this is a new gro ec- o

‘Response to the allegations and argument
the brief not already met by the final rejec
If a new ground of rejection is raised
wwing patentability report me
/ Reference, New Objec-
n or New Ground of Ree
Examiner’s Answer

At the time of preparing his answer to an

7: appeal brief, the Examiner may decide thet he

should cite a new reference, raise a new objec-
tion, or apply a new ground of rejection (new
raference, double patenting, statutory bar or

 other reason for rejection) against some or all

_ of the appealed claims. The Group Director’s '
~approval must be obtained prior to writing the
Answer for any new reference or new grounnd
 of rejection or objection incorporated in the
 Examiner’s Answer, : Ly

After prior approval of the Group Director
is obtained, all Answers citing new re't‘erences or
containing new grounds of rejection or objec-
tion must be routed over the éu{mrvisory ri-

0

mary Examiner’s desk. These should then be




 and maki

i < Office any rer containing

_ any newly cited reference (for ang purpose}
~(2) a new ground of rejection, where such An
" swer does not bear an approved stamp.
In order to introduce a new groun:
jection it is necessary either to reo

_ parte prosecution before

- include the new rejection i

Answer, depending on existing el

_ The choice of action to be followed wizl depend

on such factors as the history of the prosecution,
f claims affected, the importance

nd of rejection, the significance
ference and the nature of the re-

cpected. For example, if the ref-

be aj
~the ,
- must file a new
brief (without fee).
new reference anticipates some bu
minor lack.

proved..

{)lies f

0 if the new

pplies to any claim stand-  °%
ned. =
_the new ground with re-
roup Director has been
; ; dicated as such so that
~ the Board of Appeals can readily identify those
-applications where the applicant is entitledtoa
. period of sisty days for reply. Any new refer-
_ence should be cited under the caption “New

owe tion should be reope
It is important,
 gard to which t
~consulted be clearly

 Reference(s).” = S :
- Likewise when a ground of rejection not in-
volving a new reference is raised for the first
time in the Answer after consultation with the
Group Director the fact that it is a new gre
shoul

equivalent statement.

The Examiner’s Answer which includes a .
' Moreover, the Board should be notified when-

new ground of rejection shouid conclude with
the following paragraph: ,

“In view of the new ground of rejection

applicant has sixty days within which he may

file a reply to this Answer. Such reply may

_include any amendment or material appro-
priate to the new ground and may request

~ cerned, may

g _ and specificall

- reading
“vineed - th

ound
be clearly indicated, thus: THIS IS A
NEW GROUND OF REJECTION, or some

| nendmen
rial appropriate to the new ground

- of Appeals in its discretion ms
o se to the Examiner to consid

‘ment or material. In the event of
sideration will be limited to am
facts pertinent to the n n(

~ Where new points. gin
' raised in the Examniner’s answe
 file a reply brief within twen

date of such snswer. Applicants should clearly

ly indicate in the

~iner’s answer; consequently a reply brief which
~ is not restricted to answering “new points” may
be refused consideration in toto. [R-21} .~ =

Examiner’s Answer. It is possible that after

brief, the Examiner may be con-

so specify in the Examiner’s Answer and confine

" his arguments to the remaining rejected claims.

If he finds, upon reconsideration, that all the re-
jected claims are sllowable, or where the ap-

- plicant in his brief withdraws the appeal as .
to some of the rejected claims and the Exam-
_iner finds the remaining claims to be allowable.
" he should notify the Board of this fact so that

the appeal may be removed from the records.

ever the application is withdrawn from ap-

~ peal under any circumstance. See sections o
- 708.07(c) to 706.0T(e). ons .

In applications where an interference has re-
sulted from the applicant copying claims from
the patent which provided the basis for final re-

217 ' Rev. 21, July 1969

> days from the"y o
ply briefsthe

: hat some or all of the finallv rejected i
“c¢laims are allowable, Where he is of the opinion. ,
that some of the claims are allowable he should



 iner’s Answer, with appropriate delay where
additional time has been given for the filing of
a reply brief. If applicant fails to confirm

within the stated time (14 days), the appeal is
removed from the hearing docket and assigned =
~on brief in due course. Similarly, after con-
_ frmation, if no appearance is made at the sched-
peal is decided on brief.

“ uled hearing, th e: _
Since failure to fy the Board of waiver of
i ‘advance of the assigned date results
the Board’s resources, applicant
the Board of a change in plans at
sible opportunity. - :

 If the time set in the noti "c,(ﬂ)nﬂic'tsﬁ with

' priOr'COmmitments.orif,subsequgnt,evems make
~ appearance impossible, the hearing may be re-
scheduled on written request. However, post-
ponements are discouraged and will not be
granted in the absence of convincing reasonsin

support of the requested change.
}) y applicant has any special request, such as
for a particular date or day of the week, this

will be taken into consideration in setting the

cases, if made known to the Board in advance,

as long as such request does not unduly delay =

a decision in'the case. ,

Rev. 21, July 1969

~ that purpose.

of the panel hearing the case.
Primary Examiners are permitted to pre

: V()ral"argumems;befofré the Board of Appealsin ’
appeals where the applicant has been granted

an oral hearing. After the applicant has made .

tion, the Examiner will be allowed

es to reply as well as to present a o

hich clearly sets forth his posi
‘the issues and rejecti

cant may utilize any allotted time

n the initial presentation for rebi

a 2 k

ntly, up to two Examiners are permitted

1d any one hearing as observers, where

se is related to the Examiners’ field of tech-
‘The time of a hearing may be obtained

by the Examiners by telephoning the Board of o

Appeals about one month after the Examiner’s
Answer is forwarded. The time should be
checked a few days prior to the hearing to see

if any change has been made.

 Upon madmg of the Examiner’s answer on
appeal, jurisdiction of the case with respect to

the apf)eal rests exclusively with the Board of o
s. Any amendment, affidavit, or other

Appeals. A ! af :
gaper relating to the appeal, filed thereafter

at prior to the decision of the Board, may be
considered by the Examiner only in the event
the case is remanded to him by the Board for

Drvioep JURISDICTION

may proceed as though the entire case was un-

der his jurisdiction, Also, where the Exam- :
iner certifies in writing that there is no conflict
of subject matter, an appeal to the Board of

The arguments at the hearing may be pre-  Appeal may proceed concurrently with an L

sented by applicant’s attorney or agent if he is

i nterfemnce.

Where appeal is taken from the final rejec-
tion of one or more copied claims only, jurisdic-
tion of the rest of the case remains with the Ex- |
aminer, and prosecution of the remaining claims

: 1210 |  Actions Subseqllentto Examm- '
. er's Answer but Before Board’s
Decxslon [R—20] S




phcants should promptly inform the Clerk
the Board in wmtmg as soon‘ as they have‘

2181

. p%ltweiy d&mdad to reﬁja or to abmd@n an

To avoid the rendemng of ¢ decxslons by t}e, ~ application containing an appeal awsiting s

. Board of Appealsin applications which havaal-
~ready been refiled as streamlined continuations,

= 0¥

decision. Failure to exercise appropriate dili-
gence in this maiter may result in the Board's
refusing an otherwzse pmper request to vacate o
flts de(-lsmn : ,

Rew, 21, July 1969



- while it has jurisdiction of the
Sweet, 1948 C.D. 585; 556 O.G
- posed smendment, aflidavit or o :
remanded for such consideration as the

‘ment, unless filed under .
treated in the same way
final rejection. -
. 1f the proposed amendment is in effect an
ahandonment of the appeal, ss, by canceling

E

which are patentable in the opinion of
aminer, the amendment should be enter !
the Clerk of the Board notified in order that the
case may be removed from the Board’s

1212 Remand To ,Conyéicyle,r,,;
[R-20]
Rule 195. Apidavits afier appeal. Afday

hibits submitted after the case has been appealed will
not be admitted without a showing of good and suff-
clent reasons why they were not earlier presented.

Affidavits filed with or after appeal but be-
fore the mailing of the Examiner’s Answer will

be considered for entry only if the applicant

makes the necessary showi.nF under Rule 195 as
_earli

to why they were not er presented. Au-

- thority from the Board is not necessary to con-
sider such affidavits. Affidavits filed as a first
response to a final rejection and prior to a notice
of appeal should be entered and considered
without a showing as to why they were not filed
~earlier. Affidavits filed as a second response to
a final rejection and prior to a notice of appeal
-should be entered and considered only if accom-
gamed by a proper showing under Rule 116(b).

ee section 714.13. , : '

~ In the case of afidavits filed after the mail-
ing of the Examiner’s Answer, the Examiner
is without authority to consider the same in the

case is remanded to the Examiner for the con-
sideration of such affidavits, the Examiner, after
having given such consideration as the facts in
the case require, will return the case to the Board
of Aﬁpeals with his Answer on Remand, a copy
of which should be forwarded to the applicant.
If such an affidavit is not accompanied by the
showing required under Rule 193, the Examiner
will not consider its merits. If the delay in fil-
ing such affidavit is satisfactorily explained, the
Examiner will admit the same and consider its
merits. If this affidavit is accepted as overcom-
ing the reference, or references, used in the final
rejection, and a new reference having a filing

a.p
aper may

- Examiner may see fit to give. - Such an amend-
193(b), will be

n amendment after = the
~ menta. In re Martin, 1946 C.D. 180; 386 O.G.

the 'a}(\)pealed claims, other claims. belgft )l)lresent i

absenc: f a remand by the Board. When a

336-81T O - 69 - 4 219

Salm .

~ the record, or having s publication |
__than one year prior to )

3 the applicant’s filing
dﬂié,kisfmndkit msay be su&stiti;?@d;for theons
without the O ‘the case

o overcome :
to further prosecution

Ex parte Bowyer, 1939 C.D.

It is not the custom

affidavits offered in co

~for reconsideration of its decision. Afidavits
_sabmitted for this purpose, not remanded to

riner, are considered only

. applicant’s Br
~ the Board writes I ; ) the
Examiner in whole or in part, or reversing his =

decision, sometimes also setting forth a new
ground of rejection.

On occasion the Board of Appeals has refused
to consider an appeal until after the conclu-
sion of a
C.C.P.A. involving issues identical with and/or
similar to those presented in the later appeal.
Such suspension of action, post[])glin consid-
eration of the appeal until the ané; has the
benefit of a court decision which may be deter-
minative of the issues involved, has been rec-
ognized as sound practice. An applicant is not
entitled, after obtaining a final decision by the
Patent Office on an issue in a case, to utilize the
prolonged pendency of a court proceeding as a
means for avoiding res judicata while relitigat-

- ing the same, or substantially the same issue in

another application. - L

An applicant may request that the decision
be withheld to permit the refiling of the appli-
cation at any time prior to the mailing of the
decision. Up to 30 days may be granted, al-
though the time is usually limited as much as
possible. The Board will be more prone to enter-
tain the applicant’s request where the request is
filed early, obviating the necessity for an oral
hearing or even for the setting of the oral hear-
ing date. If the case has already been set. for oral
hearing, the petition should mnclude a request
to vacate the hearing date, not to pone it.

In a situation where a withdrawsl of the ap-

Rev. 20, Apr. 1960

ending civil action or appeal to the



a patent is refused. 'The appiic
ton by :the Board ‘

" for reject

1 such statement,

,ex,;amine/r_kin t

ith the recommen
in the period allowed for seeking court

, ordinarily sixty days fro
ard’s decision. .

1214 Actions Following Decision by
Board of Appeals decisions may be publishe
n the Patent Office Official Gazette, if requested

by the Board or Group. In the event that the

-application has become abandoned, appiicant’s
~ permission is sought prior to publication,

121401 New Ground of Rejection

[R-20]

Eztract from Rule 196, Decisions by the Board of

Appeals . . . (b) Should the Board of Appeals have
knowledge of any grounds not involved fn the appeal

Rev. 20, Apr. 1969

on may only be exercised

date of

decizion

Board’s decision, whi

months from the Board’s decision.

plication filed July 13, 1950 at 693

1955 C.D. 3. A shortened period for response

of thirty days ordinarily is set in the Boards

" The appli
dduced by the Board. Ex

parte Burrowes, 1904 C.D. 155; 110 O.G. 599.
, } w claims must be directed
. to the same subject matter as the appealed
~ claims, Ex parte Comstock, 1923 C.D. 82;

31700. 4. Sl o

Such amended o

rgument without améhdm‘ent of the

rejected can result only in a final rejection”

of the claims, since the Examiner is without

~ authority to allow the claims unless amended

or unless the rejection is overcome by a show-
ing of facts not before the Board. The new

~ ground of rejection raised by the Board does

not reopen the prosecution except as to that
subject matter tn which the new rejection was
applied. : L i i

, it msy amend the claims ln- i
_volved, or substitute new claims to avoid the



_effect, a new decisio

the file ;wrapper and in
hen forwa:ds the

, 97, any request ,
rehearmg reconsrdemtlon, or mc
~ the decision, must be filed within thirty days

from the date of the ong'mal decision, unlees

‘ 'fdecisxon requires farther actlon b t
and. the'Board of Ap- it f %

‘that decision is so ified as to

. peals so. states.
'~ “No petition for rehe

filed outside the time specified shall operate to

- extend the period of sixty days” for appeal to

the U.S. Court of Customs and Patent Appeals

or for commencing a civil action, ] Rule 304. The

Comm ssioner may suspend or waive the sixty

limit of Rule 304, Eckey v. Watson, 122

PQ 5: 1959 C.D. 119 In such a petition an

adequate showing under Rule 183 is demanded.
~Any soft co

not be remov
tion expires.

, ;121'4- 04 Examiner Rev ersed

until the period of reconsxdera-
[R—ZO]

ec
E the Examiner.

The Examiner should never rep;nrd such !
reversal as a challenge to make a new search to

tion for
ification of

or reconsxderatmnf o

ies in the file wrapper should

A complete reversal of the anmlners re-
tion brings the case up for 1mmedmte action

filing of an appeal or cn’l] ac,tlon, if any,

220.1

nt w1thdrawe some’ of the
‘the Board reverses the
aining appealed claims,

_ the withdrawal is treated as an authorization

to cancel the withdrawn claims.

~essary to. ‘notify the a.pphcan

lthdmwn cla!ms.

yhe court or & civil acti

whole or in part” it is imprope
plicant of the status of the ca
to do so. See Ej Buchen rg
55 ;327,0.(}. 21 '

the Board ofrAppeals by the C.C.PA. or the'
, sttrlct Court i
~ that is, sixty days, or sixty days with the ex-
“tension provided by Rule 304 in the e

‘is the same for both tribunals,

tion for reconsideration or reheari

sonably filed before the Board or

by the Commissioner. See Section 12
When the time for seeking court review
two weeks to allow for information as to the

‘ Rev 20, Apr. 1960




 (Setathirt r
- for response.)

C. Claims require action. e .‘décisi'ckm of

" the Board is an affirmance in part and includes
 a reversal of a rejection that brings certain U

claims up for action on the merits, such as a
decision allowing generic claims in a case con.
taining claims to nonelected species not pre:

viously acted upon, the Examiner wiil take the
action on the matters
s 18 not considered
‘open to further prosecution except as to such

‘case up for appropriat
thus brought up, but the

matters. L e

. D. Rule 196(b) rejection. Where the Board
makes a new rejection under Rule 196(b) and
no action is taken with reference thereto by the
applicant within six months, or such shortened
period as may be set in the Board’s decision.
the Examiner should proceed in the manner
indicated for situations A, B, or C, depending

Rev. 20, Apr. 1960

~ overlooked because every

which all claims stand

Board’s decision, is up for action by the Ex- e

e event no court review has been

taken to indicate the presence of

 claims, if any. This may be done by w

the notation “Allowed Claims” on “Con

:  of ﬁie'wragperimmediately below endorse

Board”.

Sce sections 121601 and 1216.02 for proce- -

Wheré‘cburt,tevi’ew is sought i
,Reopéning of 'Pméecutyion i
[R20]

" Rule 198. Reopening after decision. Cases “which

 have been decided by the Board of Appeals will not be
“ reopened or reconsidered by the primary examiner, ex- -

rept under the provisions of rule 106, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated.

sufficient cause being shown. S ‘

Sometimes an amendment is filed after the

Board’s decision which does not carry into ef- L

~ fect any recommendation made by the Board -
‘and which presents a new or amended claimor
claims. In view of the fact that the prosecu-
tion of the case is definitely closed, the appli-

220.2




capmclous
: mlght be used

Where, after appeal has been file

for response to the final rejection has expired,

the application is to be considered abandoned as
;l)eal was with-
claims in the

of the date on which the ap
drawn unless there are. aHowe
ase.

<uc}1 letter.
~If a brief has been filed thhm the time per-

and an Answer majled and applicant withdraws
the appeal, the case is returned to the Examiner.
If there are no allowed claims in the case, the
Examiner writes a letter of abandonment.

1215.02 Claims Standing Allowed
 [R-20]

153 the application contains allowed claims,
as well as claims on appeal, the withdrawal of
the appeal does not operate 2s an abandon-
ment of the application. but i3 considered a
withdrawal of the appeal as to those claims and
authority to the Ia\,nmnvr to cancel ﬂw same.

220.3

14-817 O - 69 - 6

claim ‘not standing allowe
. should 'be passed to issue

_fore decision by the Board of Appeals, an
_ applicant withdraws his appeal after the period

Where a letter abandonin the ap lication is
filed in accordance with Rule 138, the effective
' date of abandonment is the date of ﬁhng of

: mltted by Rale 192 (or any extension thereof)

,,1215 05 Case Before the Court

£ the appe: as to come’ of the
rates as a cancelation of
e case ar;d the a peal wn-' ki

by Rule 192, the appeal sta
operation of the rule. The letter -
Board of Appeals notifying the applican
the appeal stands dismissed is not an ac
the case and does not start any peri
reply. If no claims stand allowed the
tion is considered as abandone
he brief was due. No notifi
plicant that the application is
necessary. If claims stand allowed in the ap-
plication, the failure to file a brief and conse-
quent dismissal of the appeal is to be treated
‘as a withdrawal of the appeal and of any
The application
‘when the

g_e is exved from the Bo

ate actlon on such matters, settmg L
period for reply. but the upphcatmn is to be

- considered closed to further prosecution except
~as to such matters. Note section 1201.

‘A letter such as the followmg is suggeeted
“In view of applicant’s failure to file a brief
within the time prescribed by Rule 192, the -
appeal stands dismissed and the proceedings
as to the rejected claims are considered termi-
nated; see Rule 197, third paragraph.

“This application will be passed to issue on =
claims (identify) which stand allowed pro-
vided the following formal matter(s) is (are)
corrected. Prosecution is otherwise closed.”

(Set out formal matter(s) requiring cor-
rection.) S

(Set a thll’f\ day Qhortenod bmtutors Pm md, S
for response ) v :

201 S
When the case is before the court either on

appeal, 35 U.S.C. 141, or in a civil action under
45 U.S.C. 145, the status of the applic ation in

Rev. 20, Apr. 1%9,




ﬁling ‘the notice nd
nd Patent Appeals (rul

or the Board of |

o rehearing or reco

ings on buch petitwu =hall operate
of sixty days heremabvve prov ided.
herein,are calendar days. If: th last

speci
on g Saturday, Sunday, or ‘legal holiday. the

peal to the U.S. Courl: of C
als and an adverse party bas

fi no ce under

{rule 303(c)), the time for filing a civil aotion there-
after is c;pociﬁed m 35 U.S.C. 141,
 Files of cases carried to the courts, ¢
ap Court of Customs and Patent
Ap vil action in the District Court
for the D strict of ‘Columbia
by the Patent Office to the publi
, he pendency of a su
_is not under the jurisdiction
~ and any amendment, as one copy!
a patent for interference pur
mitted only under the 7isle

1216.01

To Court of Customs_and P
ent Appeals

Rule 301. 1mwal to U7.8. Court of (’uatoms and P ;

oA ppeals, Any applicant dissatisfied with the decision
‘7 gf the Board of Appeals, and any party to an inter-
“farence dissatistied with the decision of the Board of
Patent Interferences, may. appeal to the {".8. Cnurt
of Customs and Patent Appeals. The appellant must
take the following steps in such an appeal:(a) Iu the .

_ Patent Office give notice to the Commissioner and file
the reasons of appeal free rules 302 and 304) ; (b in '
the court, file n petition of appeal and a certified tran-
seript of the record within a spec ‘ified time after filing
the reasons of appeal, and pﬂv the fee for appeal, &8 o

2004

Rev. 20, Apr. 1960

¥ appeal or umxmen ng & civil ction allz, '

, 5 1°.S.C. 141 that he elects to have .
all further proceedmgs conducted under: 33 U.S.C. 146

ither by

not opened o

ie. I’nited States Court of :
such appeal ghall bef;;’ !

dis ssed i &ny

within twenty days after the appellant has filed notice 8

“of -appeal according to section 142 of this title, files
;nom'e withthe ('ommmsion,

hat he elects
conduct@d as prnvzded xin sec-

Appeals. uemmt shau give notice thereof to the
d shsll file in the Patent Office. ‘his

Commission:

ay which 1s neither a batur K"y, teasons of appeal, speciﬁcauv set forth in writing

-ithin eur.h time after: the date of the decision ap-
pealed from not less thnn cntv davs, as th

ner appointd , :
35 . .8.C. 143, PTO(‘(’f‘dings on appeal T

: States Court of Customs and Patent Appeals

ore hearing such appeal, give notice of the t
lace of the hearmg to the Commiseioner and

o ,pqrtieq thereto. The Commmsioner shall trammit to

'~ “the court oernﬁed comeq of all:the neceseary original
> specified by, the appel- s

papers, and evidence in the (a
'l'mt xmd anv additional pape:\ and e\'

he app]xcanon

Pa;ent Appeals, on
r ine such appeal ‘on the evide :
be Pa em Office, and the decision shall,
ax)peal*

onﬁned to th

Upon its det

,(‘mnmxswmner a certiﬂrmp of its 0
sion,

 Office and govorn the furrhe-r prm'eé in#s in the case. -

Rule 302. Nofwe and- reaamw of ap W
uppeenl is taken to the U, ~(‘mlrt of Custom and Patent
Appeals, the appellant shull gi\'e notice thereof to the
Commissioner, and file in t : t Office, withiu the
mie specified in rule 304, b paxons of ap{wa! gpecif-
cally set forth in writing. ;
() In interferonwn and ot he contested cas.es. the

“notice and re,amrm must be f«zrved as provxded m rale

248.'

ommic— L



_not

: fdism;isSalf'By
- restore jurisdic
~ claims stand allow
~ered termin
. transcript
 day the

. a copy of the decisi
tent Office and one to th

1e applicant files a petitio
‘Court’s ruling thereon is com
Office and to the applicant by th

sion on the appealed clal

; 8. OPY IS
duplicate of the ‘uncertified copy first for—

,,ygarded, unless modiﬁed'as a result of the peti-

tior T ' ssibly, altered to cor-
d e minor.err

_ appeal.

hecomes a part of the court rocord, it may of
~course be inspected there
~ Mosher, 45 € CPA T01; 115

SPQ 140,

_ The Solicitar enters the certified copy of the '
Court’s decision in the application file and &

earing, the ‘~
icated to the
lerk of the

or. The receipt of this copy
2atent Office marks the conclusion of the
. ypeal. The decision of the Court is published;
 but unless the application becomes a patent, the
public is not given access to the application file
 itself. Since a transeript of the application

anyone, In re

~ shortened per:

is considered
uch )

> e Court’s

1d be taken care

4 ;

_ generie claims in a case _containing
_ non-elected species not previously a
the Examiner will take the case up

‘priate action on the matters

but the case is not considered open t
osecution except as to su

¥ the Lour
ppeals and n

Examiner may only

DisyissaL o

he appeal is docketed in the
fa to prosecute the appeal, as by fa

to print the record or failure to file the ef,

will result in dismissal of the appeal by the .
surt: or there may be a dismissal by the Court

equest of the ap
re considered terminated and the applica-
«bandoned if applicable as of the date of
1. see seetion 1215.05. S

- Rev. 20, Apr. 1980

.

wellant,  The proceed-



0 receive a patent for his invention, as speci
is claims imolved in the decd«itm of ‘the ]

Rev. 20, Apr. 1969

_inquiring at th

e apphcant

k ‘,"‘court a certified copy o
~_contents at the time of the trxal (28

 suit is dismissed before co’.” ing
ure of the 1] hcatlon to th

n care of a Patent Office em |

o along with a certified copy, under stipu atio
- that the cop retained by the court lf:nd th

e






