Chapter 600

601 Petition

60101  Amendment of -

60102 Power of Attomey or Anthorizaﬂon of Azent

@02 - Original Oath {or Declaration) :

002.01 Cannot Be Amended

602.02 New Osath or Substitute for Origlnal

602.03 Defective Qath

§02.04 Foreign Osth - .

602.04(a) Ribboned to Othm' Appllmtlon Papers

60205 Date of Execution .

602.05{a) In Division and Continuation Cases

603 . . Supplemental Oath

€03.01 After Allowance

604  Administration or Execution ot Qath

604.01 Seal :

604.02 Venne

604.03 Notaries and Extent of Jurisdiction

€04.03(a) Notarial Powers of Some mlltary Omcers

€04.04 ' Consul :

604.04(a) Omission of Certificate

604.05 Consular Fee Stamp

604.95(z). Omission

60408 By Attorney in Cuse

605  Applicant

605.01 -Citizenship

605.02 Residence

605.03 Post Office Address

605.04 Signature and Name

605.04(a) Single Signature Form

605.04(b) Full First Name Required

605.04{c) Change of Name

605.04(d) Unable To Write

605.04(e) Use of Title

605.04(f) Joint—Order of Kames

605.04{g) Correction of Name, Send File to Applica-

tion Branch

605.04(h) To Drawing

805.05 Administrator, Executor or Other Legal Rep-
resentative

605.05(a) Signature

605.06 Filing by Other Than Inventor

68 Title of Invention

60601 Examiner May Require Change in Title

807 Filing Fee

607.01 Fee Exempt

G705 (a) lnventor Laaves Bervice of United States

807.01(b) Fee Exempt Changed to Fee Flled

60702 Returnability of Fees

Parts, Form and Cﬁntem
of Apg)hcatlon

808 Disclosure
60801 Specificetion .
808.01(a) Amngamentot&;)pucatiw

"6D8.01(b)  Abstract of the DMaclomre
@0R01(c) PBackground of the Invention
608.01(d) Brief Summary of Invention
608.01(e) Reservation Clauses Not Permitted
S08.01(f)  Brief Description of Drawings '
60801(g) Detalled Deseriptlon of Invention
60801(h} Mode of Gpemﬂm '

608.01(1) Claims

808.01(3) Numbér!ng

o0R.01(k) Statuiory ngairmt
Go8.01(1) Orzglnal o

408.0% (m) Form.

808.01{n) .Dependmt(ﬁamﬁ i
608.01(0). . ‘Basis for Termmom in Daserixs&iaa

€08.01{(p) Completm

608.01{g) Substitute or Bewritben L

608.01(r) Derogatory Remarks About Primf Art
608.01(s) Restoration of Canceled Matter

60801(t) Use in Subsequent Application

G08.01¢u) Of Formerly Filed Incomplete Application
608.01{v) Trademarks aud Trade Names

&08.02 Drawing

" 608.02{a) When New Drawing Iz Required

508.02(b} Informal

80802{c) Or Print Always Kept in Examining Divi-
sion

608.02(4d) Complete Ylustration

608.02(e) Ezaminer Determines
S0R.02(f)  Modifieation
608.02(g) Ilustration of Prior Art

608.02¢(h) Additionsl, Duplicate, or Substitute
GO8.02(1) Transfer From Prior Appllcation

608.02(3) Canceled Sheets to Divigionsl
608.02({k) Patented, to Relssue
608,02(1) To Continuation or Substitute
G08.02(in) Prints

608.02(n} Pateninbility Report Cases

608.02(0} Dates Entered on
608.02(p} Correciion of

$08.02(q) Conditions Precedent to Amendment of
Drawings

608.02(r) Separate Letter to Drafteman

608.02(s) Estimating Cost of Correcting Drawings

G08.02(¢) Cancelation of Figures

¢0802(u) Changing Name of Attorney on Drawing
Forbidden

$8.02(v) Changes Which Reguire Sketches

Rev. 11, Jan, 1987



601  MANUAL OF PATENT
608.02(w) Changes Which May be Made by Exam-  where in the application. The petition need not be

iner's Amendmant Without a Sketch separately signed wihen part of and attached to the
@8.02(x) Disposition of Orders for Amendments of w&mm«mmmnmmmedw

‘The powet of attornsy | or mﬂwﬁmmn of
agwt my be mcorporated in the petition.
ener’s or applicant’s post office address

608.08(a) Bnndling of
60804 New Matter
608.04(a) Matter Not in Original Speclﬂcation,

“The petition need not be dated.

or Drawings o
608.04(b) By Preliminary Amendment
608.04(c) Review of Examiner's Holdlng ' 601-01 Amendment of Pehﬁon
Rule 51. General rm&it« of an appuoatm Ap-
plications for patents must be made to the Commis- ggrgsthegtm&’; %‘;‘”g‘:}? ﬂl::

sioner of Patents. A complete appucation comprises:
(a) A petition or request for a patent, see rale 61 amended by the attomey

rules 71 to 7. . e
(¢) An oath or declaration, see rule 65. ization of Agent
(d) Drawings, when necessary, see rules 81 to 88.
(e) The prescribed filing fee. (See rule 21 for filing The attorney’s or agent’s full post office ad-
fees) , ; dress should be given in every power of attor-
THE APPLICATION b ney or authority of agent. ‘The prompt de-

o %mtﬁ:ﬁ ; 6 on,dan d °”‘tll)‘e “l' “Stbll’e lfl:;l]'{t at(::l communications will thereby be
in the anguage and must egibly Usuall £

y a power of attorney or authorization
tuylﬁewntten ‘written or prmted in permanent of agent is incorporated in either the petition

See Rule 52 and 608.01. . .
The parts of the application may be included T single signature form. See 402 and

m a single document, and an approved single-  605.04¢(a).
ature form may be used. .. .
termination of completeness of an appli- 602 Original Oath (or Declaration)
cation is covered in 506. s .
Rule 65. Statement of Applicant. (a) (1) The ap-

The petition ification and oath are se-
cured tl())egether’ mspeaaﬁle wrapper, bearing ap- plicant, if the inventor, must state that he verily be-
propriate ldentlfylng data including the serial leves himself to be the origina‘l and first inventor or
number and ﬁllng date (717) disceverer of the process, machine, manufacture, com-
position of matter, or improvement thereof, for which
he solicits a patent; that he does not know and does

Note
not believe that the same was ever known or used
Reissue patents, 1401. before his invention or discovery thereof, and shall
Design patents, Chapter 1500. state of what country he is a citizen and where he
Plant patents, Chapter 1600. resides, and whether he is a sole or joint inventor of

A model, exhibit or imen is not required  the invention claimed in his application. In every
as part of the application as filed, although it original application the applicant must distinctly state
may be required in the prosecutlon of the ap-  that to the best of his knowledge and belief the inven-
plication (Rules 91-93, 608.03). tion has not been in public use or on sale in the United

Rule 59. Papers of complete application not to be States more than one year prior to his application, or
returned. The papers in a complete application wil  Patented or described in any printed publication in any
not be returned for any purpose whatever. If appli-  country before his invention or more than one year
cants have not preserved coples of the papers, the  Prior to his application, or patented in any foreign
Office will furnish copies at the usual cost. See rule  COuntry prior to the date of his application on an appli-
87 for return of drawing. cation filed by himself or his legal representatives or
assigns more than twelve months prior to his appli-

See, however, 604.04(a).

’ ! (2) cation in this country. He shall state whether or net

601 Petition any application for patent on the same invention has
been filed in any foreign country, either by the appli-

Rule 61. Petition. The petition must be addressed to cant or by his legal representatives or assigns. If any
the Commissioner of Patents and request the grant of a such application has been filed, the applicant shall
patent. The residence, and post office address of the name the country in which the earllest such application
petitioner must appear in the petition if not stated elge- was filed, and shail give the day, month, and year of
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filing; he shall also identify by

month, and year of filing, every suc " -
tion filed more than twelve months before the filing of
the application in this country. ‘ ,

(2) This statement (1) must be subseribed to by the
applicant, and (ii) must either (a) be sworm to (or
affirmed) as provided in Rule 66, or (b} include the
personal declaration of the applicant as prescribed in

Rule 68. See Rule 153 for design cases and Rule 162

for plant cases. J

{b) If the application is made as provided in Rules
42, 48, or 47, the applicant shall state his relationship
to the inventor ard, upon information and belief, the
facts which the inventor is required by this rule to
state,

(c) An additional statement may be required if the
application has not been filed iz the Patent Office within
a reasonable time after execution of the original state-
ment.

Rule 68. Declaration in Liew of Application Oath.
(a) The applicant may, in lieu of making an oath or
affirmation in the manner provided by Rule 68, set
forth in the body of the statement required from him
by Rule &5 his written declaration thdt il statements
made of his own knowledge are true and that all state-
ments made on information and belief are believed to
be true, if, and only if, the applicant is, ¢n the same
paper, warned that wiliful false statements and the like
are punishable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon.

2THoZER D) - T - 4 34-1

(b) A written deciaration by the applicant satisfying
the foregolng eonditions way also be used in Hes of
an oath when presenting & clalm for malter not orig-
inally clsimed (rule 67), when applying for a relssue
patent (rules 171 and 172), when applying for a patent
for a design (rules 151 and 153}, when applying for a
patent for 2 plent (rules 161 and 162), and when filing
a statement concerning the making or conception of the
invention as reguired by 42 U.8.C. 2182, or by 42 U.8.C.
2457 (¢).

Note that a Rule 68 Declaration need not be
ribboned to the other papers, even if signed in a
country foreign to the I?:ited States. When a
Declaration is used, it is unnecessary to appear
before any official in connection with the mak-
ing of the Declaration. It must, however, since
it 1s an integral part of the application, be main-
tained together therewith. I?urther details are

iven in 29 F.R. 18502; 811 O.G. 2. (Basis:
Notice of March 4, 1965.)

By statute, 35 U.S.C. 25, the Commissioner
has been empowered to prescribe instances when
a written declaration may be accepted in lieu
of the cath for “any document to be filed in the
Patent Office”.

The filing of a written declaration is not ac-
ceptable in lieu of the authentication of an
original al[g)lication oath that is informal in
that it lacks authentication by a diplomatic or
consular officer of the United States. See
604.04(a).
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within twelve months: of the U.S. filing date,
he is ‘required- only: to:vecite ‘the first such
fomF application, and it should be clear that
the foreign application referred to is the first
filed ‘foreign application. ' The applicant is
required to recite all foreign applications filed
more than' twelve months prior to the U.S.
filing. It is desirable to give the foreign serial
number ‘as well as the filing date of the first
filed foreign application, ¢ially if the inven-
tor’s name will not appear in a certified copy of
said foreign application. It should be noted
that an oath in the form proper before Janu-
ary 1, 1953 is still acceptable. . o ‘

The single signature form mentioned in
605.04(a) includes the oath. et T el
An oath which refers to applicant as “the
petitioner” need not contain applicant’s name

in ithe body: thereof. !

In the oath, the jurat must be filled out, and
the word “sole” or “only” must appear if there
is but one inventor, an({ “joint” if two or more
inventors. - Pani

"When joint inventors execute separate oaths,
each oath should make reference to the fact
that the affiant is a joint inventor together
with each of the other inventors indicating
them by name. This may be done by stating
that he does verily believe himself to be the
original, first and joint inventor together with
“Aor A & B, etc.” as the facts may be.

A seal is usually impressed. See 604 and
Rule 66. However oaths executed in many
states including Alabama, Louisiana, Mary-
land, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina and Virginia
need not be impressed with a seal.

If a claim is presented for matter not orig-
inally claimed or embraced in the original
statement of invention in the specification a
supplemental oath is required. Rule 67, 603.

602.01 Oath Cannot Be Amended

The wording of an oath cannot be amended.
If the wording is not correct or if all of the
required affirmations have not been made or if
it has not been properly subscribed to. a new
oath must be required. However, in some
cases a deficiency in the oath can be corrected
by a supplemental paper and a new oath is
not necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the

279-613 O-4T7-——2

oath o vectifieate #. the notary th
was:taken' within' nis jurisdietion will correot

New Guth-or Substitute for

the

 In requiring a neéw oath, the Examiner
should always give the reason for the ﬁqéml"e%
ment and call attention to the fact that the
application of which it is to form a {)art
must be properly identified in the body of the
new oath, preferably by giving the serial num-
ber and the date of filing. This is done in the
first action by means of attachment Form PO-
152 (rev. 6/67) (see 707.07(a}).

neither the original cath, nor the sub-
stitute oath is complete in itself, but the two
taken together give all the required data, no

further oath isv needed.

602.02 New Oath or Substitute for
" When Waived

In the first Office action the Examiner must
point out, making use of attachment Form PO-
152 (rev. 6/67) (see 707.07(a)), every deficiency
in a declaration or oath and reguire that the
same be remedied. However, w an appli-
cation is otherwise ready for issue. an Examiner
with full signatory authority may waive the
following minor deficiencies:

1. A delay of somewhat more than five weeks
plus mailing time in filing after the time
of making the declaration, or the time of
execution in the case of an oath.

2. Residence of an applicant if a post office
address is given.

3. Mix}x}or deficiencies in the execution of an
oath.

If any of the above are waived, the Examiner
should write in the margin of the declaration or
oath a notation such as “Date of declaration
waived ; application ready for issue™ and initial.

602.04 Foreign Oath

An oath executed in a foreign country must
be properly authenticated. See 604 and Rule 66.

602.04(a) Foreign Oath Is Ribboned
to Other Application
Papers

Extract from Rule 66. {b) When the oath is taken
before an officer in a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribbon passed one or
more times through all the sheets of the application,
except the drawings, and the ends of said ribbon
brought together under the seal before the latter is
affixed and impressed, or each sheet must be impressed

Rev. 14, Oct. 1967




602 05? "fOnth-—-Date of Execution
. The time elapsad between the date of execu-
tmn ofoathm the filing date of the applica-
txon should be checked for compliance with
Gﬁ(c) If an unreasonsble time has
ela the Examiner should call for a new
Wh&t constitutes a reasonable time is a
tglestlon of judgment to be determined by all
e circumstances in the particular case. (Five
weeks: plus time of: transmission ‘in the mails
was considered reasonable’ underithe circum-
stances of Ex parte Heinze, 1919 C.D 67; 265
().(I}f 145). Ngte 602.05(a). “ eant
no date of execution s} peurs,ap icant is
ired to-file either a’ ne?r oath’ orr;. ‘certifi-
cate 'from the notary gtvmg the actual date
wben the oath was taken :

Qath in vamon and Con-
tinuation Cases

Where the date of filing the a plication is
not the date that determines the statutory
twelve months’ penod as in divisional and
continuation cases, it is immaterial, so far as
concerns the acceptability of the oath, how
long a time intervenes between the execution
of the oath and the filing of the application.

When a divisional application is identical

with the original application as filed, signing
and execution of the oath in the divisional case

I.Sr,xbe omitted. (See Rule 147, 201.06.)

a streamlined continuation apphcatlon, the
oath or declaration of the parent application
can be used. Therefore, signing and execution of
a new osth or declaration in the streamlined
continuation i8 not required. See 201.07.

603 Supplemental Oath

Rule 87. Supplemental oath for matter not originally
claimed. (a) When an applicant presents a claim for
matter originally shown or desecribed but not substan-
tially embraced in the statement ¢f invention or claim
originally presented, he shall file a supplemental oath
to the effect that the subject matter of the proposed
amendment was part of hig inventfon ; that he does not
know and does not believe that the same was ever
known or used before his invention or discovery thereof,
or patented or described fn any printed publication in

.05(3)

Rev. 13, July 1967
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public use or on salein the United fitetes for e thab
one. yer befone the ate of his spphieatibn; that sald
invention has not: been patented in sny forelgs soun-
tey prior;t0 the date of ki applieation in this country
on an spplication filed by himmwif or his lgel repre
seatatives or agsigns more than twelve months prier
to bis application in the United Ststes, and bas oot
company :and properly. ideptify the proposedl emend-
ment, otherwise the progosed smendment way be ve

(b) In proper cases the oath here required may be
made on information and bellef by an applicnnt other
than inventor.

Rule 67 requires in the supplemental oath
substantially all the data called for in Rule 65
for the ori mal oath. As to the pu
served by the supplemental oath, th xammer
should bear in mind that it cannot be availed
of to introduce new matter into an application.

603 01 Supplemenul Oath Filed After
 Allowance

Smce the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths cov the claims in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received they will be placed in the
file by the Issue Branch, but thelr receipt will
not be acknowledged to ‘the party filing them.
They should not be filed or considered as
amendments under Rule 312, since they make
no change in the wording of the papers on
file. See 714. 16.

604 Administration or Execution of

Oath

Eztract From Rule 66. Oficere authorized to ad-
minister caths. (a) The oath or afiirmation may be
rmade before any person withip the United States au-
thorized by law to administer oaths, or, when made in
a foreign country, before any diplematic or consular
officer of the United States authorized to administer
ocaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the United States, the oath being attested
in all caseg In this and other countries, by the proper
official seal of the officer before whom the oath or
affirmation is made. Buch oath or afiirmation ghall be
valid as (o executlon if it complies with the laws of
the gtate or country where made. When the person
hefore whom the oath or affirmation is made in this
country {8 not provided with a seal, his official c¢harac-
ter shall be established by competent evidence, as by




604.01 ' Seal |
* When the person before whom the oath or
aflirmation is made in this country is not Hrof
vided with a seal, his official character shall be
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper officer having a seal, except as
noted 1n 604.03(a), in which situations no seal
is necessary. When the issue concerns the au-
thority of the person administering the oath,
the Examiner should require proof of Author-
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be ccnfused with a stamped
legend indicating only the date of expiration of
the notary’s commission. o ~

- See also 602.04(a) on foreign executed oath
and seal.  In some jurisdictions, the seal of the
notary is not required but the official title of
the officer must be on the oath. - This applies to
Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New Jersey,
New York, Ohio, Puerto Rico, Rhode Island,
South Carolina and Virginia.

604.02 Venue

That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the
venuo agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be deterinined
from statements by the notary appearing on the
oath, or from the listing at 604.03. Venue and
notary jurisdiction must correspond or the
oath 1s improper. The oath should show on
its fac~ that it was taken within the jurisdic-
tion « the certifying officer or notary. This
w be given either in the venue or in the

y of the jurat. Otherwise, a new oath, or
a certificate of the notary that the oath was
taken within his jurisdiction, must be required.
Ex parte Delavoye, 1906 C.D. 320; 124 O.G.
g-zﬁ; Ex parte Irwin, 1928 C.D. 13; 367 O.G.
01.

604.03 Notaries and Extent of Juris-
diction

_ The extent of the jurisdiction of the notaries
in the various states is given below.

37

Sl S COUNTY ONLY

isia Texas ;

Missi ippi i
VARIABLE JURISDICTION

- (See explanatory paragraphs below) ~ -
Alabama (a)  Missouri (e)
Florida (b) Nebraska (a)
Hawaii (¢) Ohio (f)
Iowa (d) Tennessee (g)
Kansas (e) Virginia (h)
Kentucky (d) West Virginia (d)

STATEWIDE
All other states

(a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at large.

(b) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.

éc) In Hawaii it is generally limited to the
judicial circuit. ' :

(d) In Iowa, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any other county.

(e) The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint-
ment and adjoining counties.

(f) In Ohio, notaries other than attorneys are
appointed by the Governor for a term of 5 years
and have power to act only in county for which
appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature.

(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exercise the
function of %ﬁs office in such other county. In
such cases, howeverj notary must attach to his
certificate a statement that he is qualified in the
county in which he acts, Notaries at large are
commissioned by the Secretary of the State.
Notary's signature must. indicate that he is so
qualified. Special seal is prescribed by the Sec-
retary of State.

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act in county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for t 2o or more counties and cities or
for the ste’c at large. ‘

Rev. 12, Apr. 1967




or not the notary's commission had &
the date of execution of the oath.

604.03(a) - Notarial Powers of Some
.. . Military Officers

Public Law 506 (81st Congress, Second Ses-
sion) Article 136: (a) The following persons
on active duty in the armed forces . . . shall

~ have the general powers of a notary public and

of a consul of the Urited States, in the e(rexu
formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to

this code [Uniform Code of Military Justice]

%utside the centinental limits of the United
tates:.

(1) All judge advocates of the Army and
Air Force; L

(2) All law specialists;. . g

.(8) All summary courts-martial;:

24 All adjutants, assistant adjutants, act-
ing adjutants, and xﬁsonnel;adiutants;

- (5) Al commanding officers. of the Navy

(6) All staff judge advocates and legal offi-
cers, and acting or assistant staff judge advo-
cates and legal officers; and. _ ,

(7) All other persons designated by regula-
tions of the armed forces or by statute.

(d) The signature without seal of any such
person acting as notary, together with the title
of his office, shall be prima facie evidence of
his authority.

604.04 Consul

‘When the oath is made in a foreign country,
the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States. Rule 86,604. This proof
may be through an intermediary; e.g., the con-
sul may certify as to the authority and juerisdic-
tion of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the
officer before whom the oath 1s taken.

604.04(a) Consul-Omission of Cer-
tificate

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority i3 not authenicated, the application
is nevertheless given a filing date for purposes
of examinantion. The examiner, in his first

Rev. 12, Apr. 1067

ropriate diplomatic or censuls
?ollowing language: is suggested i
authentication of anoath: . ...
“The oath is informal in that it lacks au-
thentication by & diplomatic or consular officer
gf theugnit bftttos; Rulenlﬁﬁ' al).fo m
ormality can be overcome only by f
the -original oath to the appropriate officer
for au ication if applicant wishes to_pre-
serve his  original filing date. Applicant
should therefore request return of the oath for
this purpese. Such request must be accompa-
nied by an order for a copy of the oath to be
retained in the file until the properly authenti-

~ cated oath is returned.. See section 60+.04(a),

MPEP. After the oath has been authenti-
cated, it should be returned promptly to the
Patent Office.” :

At the time of the next Office actidn the-

request for return of the oath, together with
the application file and the copy of :the oath,
is submitted through the Group Manager to the
Director of the Patent Examining Operation.
If the request is approved by him, the oath will
be returned by the examining division. - -

_ The filing of a declaration by the applicant
in liet of an aunthentication of the original oath
cannot be accepted since:the authentication is
essential to preserve the original filing date.

604.05 Consular Fee Stamp

All papers executed on or after June 28, 1955,
that formerly required the consular fee stamp,
are acceptable without such stamp.

604.05(a) Omission of Consalar Fee
Stamp '

In applications executed abroad prior to June
28, 1955 before a counsular officer and in which
a consular fee stamp is required but from
which the required stamp is lacking, the Ex-
aminer should not require a consular fee stamp
to be furnished. The applicant should be in-
formed that the oath or authentication, as the
case may be, does not carry the required con-
sular fee stamp and that the applicant should
obtain a statement from the consular officer
that a fee stamp had been affixed when the
paper was executed.

604.06 By Attorney in Case

The language of Rule 66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of Lis
authority and jurisdiction and will not know-




aths by the'attor-
| bar still ap-
steredyly\’

hlbi the a&mmxstemng of
the case and hent

th
istrict of Columbia. If the
be void because of being ad
attorney in a jurisdiction where ‘
this to be invalid, the proper action for the
Office to take is to strike the application since
there is in effect no proper app ication before
the Office and the Examiner wiil refer the file
to the Solicitor’s Office to initiate sach action.
(Riegger v. Beierl, 1910 C.D. 12; 150 O.G.
826.) See Rule 66 and 604.

605 Applieant

Rule §1. Applicant for patenf. A patent wmust be
applied for and the application papers must be signed
and the necessary oath executed by the actgal fnventor
fn all cases, except as provlded by mlel !2, 43, and
47. See rule 147.

Unless the coatrary is indicated, the word “appll-
cant” when used in these rules refers to the inveator,
joint inventors who have applied for a patent, or to
the person mentioned in rules 42, 43, or 47 who has
applied for a patent in place of the inveator.

Eztract from Rule §b. Joint inveniors. (a) Joint
inventors must apply for a patent jointly and each
must sign the application papers and make the re-
quired oath; neither of them alone, nor less than the
entire number, can apply for a patent for an inven-
tion invented by them jointly, except as provided in
rule 47,

For convertibility from a joint to sole or sole
to joint application, see 201.03.

Rule }6. Assigned inventiong and patents. In case
the whole or a part interest in the invention or in the
patent to be lssued Is assigned, the application must
still be made by the inventor or one of the persons
mentioned in rules 42, 43, or 47. However, the patent
may be issued to the assignee or jointly to the inventor
and the esgignee as provided in rule 334,

This section concerns filing by the actual in-
ventor. If filed by other, see 409.03.

Note

Streamlined continuation application, 201.07.
Disposition of application by inventor, 301.
Inventor dead or insane, 409.

605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an

39

pupem taken o ng to future citizenship
in this (or any other) countly does not meet
the reqils ;

605.02 Applicant’s Rmdenee

Applicant’s place of residence (not to be con-
fused with his Post Office address) can he fur-
nished by the nttomey In the case of an ap-
plicant who is in the U.S. Army or U.S. Navy,
a statement to that effect is sufficient as to
residence. For chenge of residence see
717.02(b).

605.03 Applicant’s Post Office Address

Applicant’s post office address means under
Rule 61 that address at whlch he customarily
receives his mail. :

The object of requmng apphcant s post of-
fice address is to enable the Office to communi-
cate directly with the apphcant if desired;
hence, the address of the attorney with in-
structions to send commumcatlons to apphcant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

605.04 Applicant’s Signature and

Name

Rule 57. Rignature. The application must be signed
by the applicant in person. The signature of the cath
will be accepted as the signature to the application
provided the oath is attached to and refers to the
petition, specification and claim to which it applies.
Full names must be given, including the full first
name without abbreviation, and the middle initial or
name i{f any.

Rule 6. Bignature to the specification. When the
aath Is attached to and refers to the petition, specifica-
tion and claim to which it applies, the specification
need not be signed. Otherwise it must be signed by the

applicant in person.

Rev. 13, July 1967



The single sign ature fo!'m Sh"“]d bl
cuted onlyﬁﬂl‘ﬁﬂﬁﬁchewwéi wplew&

thereof. Such

¥

605.04(b) Full First Name Required

All apphcatlons which disclose the full first
and last names with middle initial or name,
if any, of the applicant at any place in the
appliestion . papers. Will ;be. réceived and con-
sidered as a sufficient complmnce with Rules
57 and 76 of the Rules of Practice. !

‘When the full first mame: of: thefsapphennt
does not almzar either i m the signature or else-
where .in. ‘papers the Exmmx will;; in
the, ﬁrs_t I(:ﬂicm’l actxon, reqmm
over applicant’s signature

nd he will %!1 mﬁ ap;p
ion has e Ppitec
unless a statement be filed over the apphcant’s
own signature setting forth that his full first
name is as mgned or what ls m fact !ns full
first name.”

No affidavit should be reqmmd '

The requirement should be made only when
for the first name in the signature a mere ini-
tial appears or what can.be only an abbrevia-
tion of & name.

Rule 57 requires “full names”. The full first
name must appear somevwhere in the papers as
filed. = Otherwise, appropriate amendment is

uired.

n an appheahon where the name is type-
written with a middle name or initial. but the
signature is' without such middle hame or ini-
tial, action should be taken as follows:

In the first Office letter, call attention to the
lack of uniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary
amendment. ,

If applicant, in reply, gives the name with-
out the middle name or initial unaccompanied
by any instructions to amend the typewritten
name, “the reply may be interpreted as a direc-
tion to cancel the middle name or initial from
the preamble though such amendment is not
material. since the preamble is no longer
printed in the patent. It is necessary how-

tbe?':oxms-

Rev. 13, July 1967

sheuldbe&ddad thm'et _mredmk
If applicant fails: to answer the. request and
the case is otherwise ready for issue, prepare
an Examiner's: Amendment indieating that the
name on the drawing has been corrected to
correspond ‘with the’ signature or signatures,
have the Draftaman correct the drawing, and
pass the case to issue. ‘This cannot be done if
there are inconsistencies in the s:g'natum
There should be uniformity. notuygthﬁtandmg
that lack of it is not sufficient to aﬂect the
vahdxty of the ‘patent. - o
Whe th the file lsfcorrected uthe
o the Apph‘ tie
for correctxon of its records. .

.04(e) Applwlmt Ghanges Nme

In cases where an tpphcant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an affidavit signed with
both names and setting forth the procedure
whereby the change of name was effected, or a
certified copy of the Court order. Such papers
are recorded by the Assignment Branch where
the new name is added on the file wrapper.
The Assignment Branch forwards the file to
the Application Branch for a change in their
records.

Neo change is made on the face of the file
by the Clerk of the examining group. A suit-
able endorsement being made by the Assignment
Branch. When ready for allowance, the case
should be sent to the Drafting Branch for the
addition of the new name to the drawing.

Where the change of name is merely by
amendinent, such as the addition of a full ﬁrst
name or a middle initial and no affidavit is
required, the file iz sent to the Application
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assignment record.




18 perm
title of nobility
in connection with
will not appear in th ,,

605.04(f) Signature on Joint Appli-
o cations~ ler of Names

It is not essential that the names appear in
the same order in the signatures to the petition,
specification, oath, and drawing.

" The arder of names of joint patentees in the
heading of the patent is taken from the order
in which the typewritten names appear in the
originel -oath ‘accompanying the: application
papers.. - Care should therefore be exercised in
selecting the preferred order of the typewrit-
ten names of the joint inventors, before filing,
a8: requests: for subsequent shifting of the
names would entail changing numerous rec-
ords in the Office. Since the particular order
in which the names appear 1s of no conse-
quence insofar as the legal rights of the joint
applicants are concerned, no changes will be
made except for good reasons and by permis-
gion of the Commissioner. It is suggested that
all typewritten and signed names appearing
in the application papers should be in the same
order as the typewritten names in the oath.

In those instances where the joint applicants
file separate oaths, the order of names is taken
from the order in which the several oaths ap-
pear in the application papers unless a differ-
ent order is requested at the time of filing.

605.04(g) When Name Is Corrected,
- Send to Application

| Branch
When the name is corrected by amendment,
the file should be sent to the Application

Branch for correction of the name in its rec-
ord. When the name is changed, see 605.04(c).

605.04(h) Signature to Drawing

Rule 82. Bignature to drawing. Signgtures are not
required on the drawing if {t accompanies and is re-
ferred to in the other papers of the application, other-
wise the drawing must be signed. The drawing may
be signed by the applicant in person or have the name

orined p

w ‘,’j ‘:; ,}> '
‘the application..

attorney or ‘agent, may be placed in' the lower right-
hand corner of each sheet within the marginal Tine,
or may be placed below'the lower marginal line.

" 'y n_placed on the drawing
rginal line. . The sig-
4 it not be ;
matures and typed
Mloreover, it cannot

middle name if the other signafures include
only a middle initial consistent therewith. It
can, however, include initials for the first and
middle names. Drawings filed without the in-
ventor’s name thereon, will have the name
applied in pencil by the Mail Branch.

F’Vhen the drawing is signed by the inventor
in person the name of the attorney is not per-
mitted to appear thereon. . i1 G0 v

The drawing may be signed by the appli-
cant, attorney, or agent in ‘person’ after the
drawing has ‘been filed.  The signature need
not be dated.” Prohibition against ‘chan s;g
name of the attorney on drawing is discussec
at 608.02(u). For return of drawing to appli-
cant for signature see 608.02(y).

The name or signature of the inventor must
be identified as such by anﬁgf%lp;'opnate legend.
Each sheet must be signed when the signature
is necessary. - The printed name of the in-
ventor without a signature is also acceptable
alt:i may appear, if desired, only on the first

t. . ,

605.05 Administrator, Executor, or
Other Legal Representative

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.”

For prosecution by administrator or execu-
tor, see 409.01(a).

For prosecution by heirs, see 409.01(a2) and
409.01(d). .

For prosecution by representaiive of legally
incapacitated inventor, see 409.02.

For prosecution by other than inventor, see
409.03.

605.05(a) Signature of Legal Repre-
sentative
If the drawing is signed by the legal repre-
sentative it must follow this form:

John A. Jones, deceased, .
by Mary A. Jones, Administratrix.

Rev. 11, Jan, 1067




deceased,” the matter can be add
ment. The Examiner may make

ment if the case is otherwise ready for iss

605.06 ~ Filing by Other Than Inventor
Seo 409.03. |

606 Title of Invention

. :Rule 12(e), , ‘, , ;
be as short.and specific as possible, should appear asa

heading on the first page of the specification, If it does
not otherwise appesr at the beginning of the applica-

- Where the title is not descriptive of the in-
vention claimed, the Examiner should require
the substitution of & new title that is clearly
indicative of the invention to which the claims
are directed. . This may result in slightly
longer titles, but the loss in brevity of title
will be’ more than offset 'by 'the’ gain in its
informative value in indexing, classifying.
searching, etc. If a satisfactory title is not
supplied i)y the applicant, the Examiner may
change the title by Examiner’s Amendment on
or after allowance. ‘

If a change in title is the only change being
made by the Examiner at the time of allow-
ance a separate Examiner’s Amendment need
not be prepared. The change in title will be
incorporated in the Notice of Allowance. - This
will be accomplished by adding the typewrit-
ten notation in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
tering thereunder the title as changed by the
Examiner who should initial the face of the
file wrapper.

However, if an Examiner’s Amendment must
be prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1867

1965, are subject to the following fees and prac-
When filing an application, a basic fee of $65
entitles applicant to present (10) claims includ-
ing not more than (1) in independent form. . If
claims in excess of the above are included at
the time of filing, an additional feo of $10 s
required for each independent claim in excess
of one, and a’ $2 fee for esth claim in excess of
ten (10; claims (whether independent or de-
U&P submis)sioxéo,t; an ag:enc}ment (whether
entered or not) affecting the claims, payment
of the following additional fees is required in
- $10._for each independent claimfpendingin
S ocleims almd’yfg‘drfor.«;: il
€2__for each claim pending in excess of the
.. . total number already paid for. (It
should be recognized that the basic
$65 fee pays for ten (10) claims, one
- of which may be independent, re-
gardless of the number actuslly

- filed.) :

Amendments before the first action, or not
filed in response to an Office action, presentinF
additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. ' Such
amendments filed in reply te an Office action
will be regarded as not responsive thereto and
the practice set forth in section 714.03 will be
foliowed. e

The additional fees, if any, due with an

; ent are calculated on the basis of the
claims (total and independent) which would be
present, if the amendment were entered. The
amendment of a claim, unless it changes a de-
dendent claim to an independent claim, and the
replacement of a claim by a claim of the same
type do not require any additional fees.

For pur of determining the fee due the
Patent Office, a claim will be treated as depen-
dent if it contains reference to one other claim
in the application. A claim determined to be
dependent by this test will be entered if the
fee paid reflects this determination.

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for




PARTS, FORM AND CONTENT OF APPLICATION

example it does not include every limitation of
the claim on which it depends, will be required
to be canceled as not being & proper dependent
claim; and cancellation of any further claim
depending on such a dependent claim will be
similarly required. The agﬂiecant may there-
upon amend the claims to place them in proper
dependent form, or may ft them as inde-
pendent claims, upon payment of any neces-
sary additional fee. o
a requirement for restriction, non-

elected claims will be included in determining
the fees due in connection with a subsequent
amendment unless such claims are canceled.

The additional fees, if any, due with an
amendment are required prior to any consider-
ation of the amendment by the Examiner.

Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.

607.01 Fee Exempt

There were two types of Fee Exempt appli-
cations: (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b) those
filed under a ruling of the Comptroller Gen-
eral’s Opinion B-111,648 also abrogated as of
the same date:

Fiep Unper 35 U.S.C. 266

35 U.8.C. 266. Issue of patente without fees to Gov-
ernment employees. The Commissioner may grant,

42.1

em

subject to the provisions of this title, to any officer,
enlizted man, or employee of the Government, excopl
officers and employees of the Putent Office, a patent
without the payment of fees, when the head of & de-
partment er agency certifies the Invention is used ov
likely to be used in the public interest and the appli-
cant in his application states that the iovention de-
scribed therein, if patented, may be manufactured and
used by or for the Government for governmental pur-
poses without the payment to him of any royalty
thereon, which stipulation shall be included in the
patent. (Based on Act Mar. 3, 1883, amended Apr. 30,
1928, Repeeled October 25, 1863.)

In revising such applications for issue, the
specification should checked to assure the
presence of the substance of the following
statement therein:

“The invention described herein may be
manufactured and used by or for the Gov-
ernment for governmentzl purposes without
the payment of any royalty thereon.”

If the substﬁncf;a of such a l.:,tatfenlllent dqlgﬁ
net a r as the first pa aph of the specifi-
catioxll)l‘)::fber” the absgrar;gll).ug is presen%)iclse-
where in the ification or record, the same
should be entered, by Examiner’s Amendment,
as the first paragraph of the specification after
the abstract.

If the substance of this statement is not
present at any point in the record of the ap-
plication, an action should be made requiring
such statement, signed by the applicant, and an
amendment directing insertion of same as the

Rev. 13, July 1967
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(2) re the mvegtxon and hca.t:on
mtheresultoftesearchsponso ‘and fi-
nanced by the Government under. eontrzct or
ent requiring that the results thereof

be made avsilable to the mhl;c and the appli-
cation contains a clause dedica cating the inven-

tion and patent to be graiit
the peop]e in the territory of the ‘Umted

ning October 25, 1965, there a
r any applications which are exempt

lon
the filing fee or the issue fee. Applications ﬁled
before this date without the filing fee under the

provisions previously in effect are subject to
payment of the issue fee if the notice of allow-
ance is dated on or after October 25, 1965.

. 'The following two sections (607. Ola, 607.01b)

are applicable only to old cases.
607.01(a) Inventor Leaves Service of
United States

An opinion of the Attorney General, dated
January 14, 1936, rules that an application
filed under the Act of 1883, as amended, now
35 U.S.C. 266, which meets the requirements of
this statute as to the status of the inventor at
the time of filing, is sufficient warrant for the
issuance of a patent to the inventor if the in-
vention claimed therein is found patentable,
whether or not he is in the service of the
United States at the time the patent issues.

607.01(b) Fee Exempt Changed to
Fee Filed

Where an application was filed under 35
U.S.C. 266, the regular filing fee can be subse-
quently paxd and proper amendment made by
the inventor, concurred in by the Head of the
Department concerned, cancelling the offer of

ication, the fee being entered on the file
and e(tlhe original date of the application re-
tain

Inratumﬁrs'patm ‘themvanﬁorgwesas
eonsxderatwn LY ‘comple lati dis

gndbas:smtheongmaldischsum orthey
involve new matter Applicant may rely for
disclosure ion original

claims and “m‘wmgs a,!l as ﬁled eomplete, See
Rule 118, 608.04. | il s

M 1. M m u‘ mion or m
invention. - (a) The Mm ‘reust factude & ‘writ-
mmotmemunwdmmu
the manner apnd process ‘of making and using: the
same, and is required to be in such full, clesr, con-
clae.andencttermsaswmﬂemmmnsmled
in the art or science to whick the invention or dis-
covery apperiains, or with which it is most nearly
connected, to make and use the same.-

(b) The specification must set forth the precise ln-
vention for ishich & patent is solicited, in such manner
as to distinguish it from cther inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or improvement invented, and
must explain the mode of operation or principle when-
ever applicable. The best mode contemplated by the in-
ventor of ecarrying out his invention must be set forth.

(c) In the case of an improvement, the specification
must particularly point out the part or parts of the
process, machiue, manufacture, or composition of mat-
ter to which the improvement relates, and the descrip-
tion should be confined to the specific improvement and
to such parts as necessarily cooperate with it or as may
be necessary to a complete understanding or descrip-
tion of it.

Certain cross notes to other related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attormey’s docket number should be re-
quired to be cancelled. Rule 78, 202.01.

Rule 52. Languwage, paper, writing marging. (a)
The petition, specification, and oath must be in the
English language. All papers which are to become a
part of the permanent records of the Patent Office must
be legibly written or printed In permanent ink.

Rev. 11, Jen. 1067
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of each =1t is a commo

may
pmmdo & “perma.nent” oopy Rule §2(a) If
& light pressure of an ordinary. (pencil) eraser
removes the imprint, the examiner should, as
soon as this becomes evident, notify applmant
that it will be necessary. for him to order a copy
of the specification and claims to be made by
the Patent Office at his expense for incorpora-
t;::gmtbe file. IItvs;wt necessary to return
14 y to applicant for signature. - .

Seec?;nreBenson,I%QCD 53 744 O.G. 358,
Reproductions prepared by heat-sensmve, hec-
tographic or spirit duplication processes are
also not satisfactory.

As stated In Rule 52 the specification as well
as petition and oath must be in the English
language.

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases.

The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed specification in a foreign

Rev. 11, Jan, 1967

v&ly ‘niumbered on
A attorney or the
regu tions,  cancellations, or
tions, vmg the page and the line.
52(c) ‘rels to interlineations and
ratit stnetl’y enforoed “See in
nberg, 129 U S. P Q

" Rnle . Arraomement of applicauom The fonow-
ing order ot armnzement shonld be observed in tram—

3 0: an introductory por-
enship, | ‘and residence of the
' the invent!on may ‘be md
() Abstract of t losure.
{e) Gmss-referenees to relnted applicatlons, if any.
{4) Brief summary of the invention.
(e) Brief description of the several vlews of tbo
drawing, if there are drawings.
., (£) Detailed description.
“'{g) 'Claim ofclatmr - '~
(h) Signature. -(See rule 76.)

Nore

Design pabent specification, 1503.01.
Plant patent specif cation, 1601.5.
Reissue patent specif-ation, 1401.06.

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, e~ch of the lettered
items should be preceded by the headings
indicated.

(a) Title of the Invention.

(b) Abstract of the Disclosure.

(¢) Cross-References to Related Applica-
tions (if any).

(d) Background of the Invention.

1. Field of the Invention.
2. Description of the Prior Art.

{e) Summary of the Invention.

(f) Brief Description of the Drawing.

(g) Description of the Preferred Embodi-
ment(s).

{(h) Claim(s).




Bule 78(3). Aw"demmm
oéure in' the tic W‘umvwm

m'thel’wentmmwﬂnemw
deﬁemhequietlyhvmscmimpecﬂmthemm
and gist of the teehnical dies

mmum:«mmmam'

M , of the Die-
] =1 B Sy 3 ,‘ml.ls o™
" _patent agte ‘received in the

ce on or after Jmnaryl 1967, An
‘required in all patent a.pphea-
 on file whlch have not rmrved

catxmx,‘the ab-
aﬁer the title of
the invention and nnd' t;:e ;mc;liosure“ﬁ l:
separate pa er the headin

P ot B Bimisen ses o such
actions should be treated under Rule lll(b)
pradtice like any other formal matter.

Applications sometimes include statements
attempting to restrict the use of the abstract in
interpreting the scope of the claims, Because
Rule 72(b) expressly prohibits this use of the
abstract, statements o this type are uncalled
for and should not appear in the printed patent.
Whenever any such restricting staternent con-

h the:humsa rsin tl eportxcgdofan
application that appear in g printed pat-
ent, cancellation will be required, or the cancel-
lation shall be effected by xammer’s Amend-
ment if the application is othermse ready for
allowance.

Under current practice, in all instances where
the application contains sn abstract when sent
to issue, the abstract will be published in the
Official Gazette instead of a claim.

Upon passing the case to issue, the Examiner
should gee that the abstract is an adequate and
clear statement of the contents of the disclosare
and generelly in line with the guidelines in the
following numhemd paragraphs; the abstract
shall bs changed by the Examiner’s Ammd

1. The p urpose of the abetract is to pfowds 5
nonlegal technical statement of the contents of

, j A smbls paragmph of 50-10&

70! ﬁmnid be sufficient.  In unusual circum-
stances a plursl ph shetract may be ac-
ceptable. ' An example of these rare sﬁmst.wms
would be an & pglxwﬁon having claims to differ-

ent statutory t being lw?um& that
the abd:raet of the (hsclos&m shoul m«.lmie all

p-

plication Under ﬂw Re":igsed Roles” 832 O & 5.
4. Especially in the chemical field, the ab-
stract should include a statement of the utﬂlty
of the subject metter of the dlsclosum, partice-
larly that which is related to the invention.
5. The abstract should be separate and inde-
pendent of the “Summary of the Inveation.”
One of the purposes of the abstract is to deter-
mine quickly the nature and gist of the technical

disclosure.
608.01(¢) Background of the Inven-

tion

The Background of the Inventlon ordmamly
comprises two parts:

{1) Field of the Invention: A statament of
the field of art to which the invention purtsins.
This statement may includs & parsphrasing of
the applicabls U.S. patent classification defini-
tivns. The statement should be divected to the
subject matter of the claimed invention.

(2) Description of the Prior Art: A vare-
graph(s) describing to the extent pmmw the
state of the prior art kmown to the applicant,
including references to specific prior art whers
appropriste. Where applicable, the pmblms
involved in the prior st which sxe selved by
the spplicani’s invention, should be indicsted.

See alan 80801 ().

Bev, 18, Apr. 1908



mwmwmw-mwam.’m'
gemuommmemmmm
mmmmmmmmumu
with | ";mmﬂmumwmmw
mumamwmum S

Sincs the purpose of the brief ; wmmwr of
invention is to apprise the public, and more
especially those interesiad in the particuler art
to which the invention relates, of the nature of
the invention, the summary should be directed

to the specific invention being claimed, in con-
tradistinction to mere generalitics which would

be eqmll applicable to numerous preceding
pstenta. {l‘ba t is, the subject matter of them-
ventlon .should be described in one or more
concise sentencee or paragrapha,

eypaé genersl statements that would fit one
cass a8 well as. other serve no useful pu
and my well .be required. to be_ cancekg
surplusage, and, in the gbsence of any illumi-
ating' statement, replaced% statemenht;lth?t
re directly in point s ap cable ‘exclusively
to fhe case in hand." P

The brief summary, if properly written to
set out the exact nature, operation and purpose
T Liding Teady undergtuading.of the petent
in rstanding o e patent
in future searches. See 905.04. The brief
summa? should be more than a mere state-
ment of the aobjects of the invention, which
statement is also permissible under Rule 73.

The brief summary of invention should be
consistent with the subject matter of the
claims. Note finsl review of application and
preparation for issue, 1302

608.01 (e) Reservauon Clauses Not
Permitted ‘

Rale 19, Reservation olauses not pormifted. A res-
ervetion for & future application of subject matber dis.
closed but not clalmed in a pending application will
not be permitted in the pending spplication, but an
spplication discloging unclaimed subject matter may
contain & reference to a later filed application of the
same applcant or owned by a common assignee dis-
clesing and claiming that gubject matter.

608.01(f) DBrief Description of Draw-
ings
Rule 15, Reference to drowings. When there are

drawings, there shall be a brief description of the
several views of the drawings and the detsfled de-

Eev. 16, Apr, 1068

mwmammmum%m
views by Wmmummw
wmmmwmﬁwmmm

:m W‘M@ see to. it that, the fig-
v.-desoribsd. in. the brisf. de-

bd
w%mmé&atﬂlmdedm:

6&,01 2} Detsiled Bﬁeﬁpﬁw nfh
w0 vention  [R~16]

A, detailed description of the mvenmon and
drawings follows d?m aten
vention and brief déscription of the «imwz
This detailed description, required by Rule
608.01, must be in such particularity as to en-
able any person gkilled in the pertinent art or
science to make and use the invention without
involving extensive experimentation. An ap-
plicant s ordinarily permitted to use his own
termmolog', a5 long as it can be. undarswod
ry grammatical co ns, however,
shoul& be required .by . the Exammer, but it
mmm?& Wmd that a? examination is
not e for the purpose of secu gram-
matical perfection. il

The' referenee characters must be pro rly
applied, no single reference character ﬁ.ug
used for two ifferent parts or for a given part
and a modification of such pa.rt In the latter
case, the reference character gphed to the

“given part,” with a pnme advan-
tageously be applied to the modification.
Every feature specified in the claims must be
illustrated, but there should be no superfluous
illustrations.

Restrictive statements or eXpress, limitations
relating to the scope of the invention claimed
should mmﬁed rom the a, e‘f)phcatlon. If the
limitations are only intended as statements de-
signed to have no effect in the interprefation of
the claims, the la.nguage is wholly unnecessary
and should be canceled as surpiusage. .On the
other hand, if the statements are to be used in
the interpretation of claims, said statements are
clearly improper and should be deleted. Title
35 U.S.C. 112 requires that an applicant shall
particularly point out and distinetly claim the

subject matter or combination which he claims
as invention or dlswva (see 608.01(k)).
Whenever any such restnct sta!aement con-
cerning the claims appears in t  of an
application that would appear n s rmbad
patent, cancellation will be required, or
collation shell be effected by Exammr’s
Amendment if the applicstion is otherwise
ready for allowanoce.




ma&cﬂwm&nem
ndeeleursnppwtnrmmdam
terms used in the claims. See

The descri
and should
basis for a
Rule 75 in 608.01(i), eosouoz and 1302.01.

leteness

Nors.-—Compie 608.01(p).

608.01(h) Mode of Operation of In-
vention

The best mode devised by the inventor of

out his invention must be set forth

escription. Current praciice is to ac-

cept a.n opemtxve example as sufficient to meet
this requirement.

In chemzcal cases, complete data necessary
for the ration and use of at least one ex-
ample of the invention should be presented.

am.—-Completeness 608.01(p).

608.01 (i) Claims [R-16]

Rule 15. Olagim{g}. (a) The specification must con-
clude witk & cleim particularly pointing ont and dis-
tinetly daiming the snbject matter which the applicant
regards as his invention or discovery.

(b) More than one claim may be presented, provided
they differ substantially from each other and are not
unduly multiplied.

608.01 (i)
{¢}) Whee more than one clabm is presented, thep
may he plaoed in dependent form in which s olalin
mway refer back (o and farther restrict a single preced-
ing claim., Clalme In dependent form shall be con-
stroed to include all the Umitalions of the olgim
incorporated by reference into the dependent claim.,

{d) The claim or clalms must conform to the inven-
tion as st forth in the remainder F the specification
and the terms and phrases wsed in the claims must
find clear support or antecedent basls in the descrip-
tion so that the meaning of the terms in the claims may
be ascertrinable by reference te the deseription.

(e) Where the nature of the case admits, as in the
case of an improvement, any independent clnim should
contain in the following order, (1) a preamble com-
prising & gemeral description of el the clements or
steps of the claimed combinstion which are conven-
tional or kmown, (2) & phrase such as “wherein the
improvement comprisea,” and (3) those elements, steps
and/or relationships which constitute that portion of
the claimed combination which the applicant considers
as the new or improved porticn,

See rules 141 po 147 as fo claiming different inven-
tions in one application.

Nors
Numbering of Claims, 608.01(j).

Form of Claims, 608.01(m).

Bov. 18 Apr. 1068



‘ lzl(b),meymmbsamdkymmthm
mﬁvﬂsmmngmmenmmmtmmm
the bhighest numbered claim previsctsly  presented
(whether entered or not). When the spplication is
mdyformowamtheexmtmmitm weill ve-
number the claims consecutively in the order tn whick
they appearerlnmehordmmwhnﬁmm-
qnesbadbyagpﬂmﬂ; 4 :
Insmnglechmcaae,thechxmmnotnum~

cisim the snb;wt matter which be rega

his invention. The portiop of the. sg};xiix:stxmz
mwhichhedo&thzaformstheehimar
ciaims. Thie is sn important part of the sp-
plication, ag it is the definition oi that for
whxchpmtachmmgmmad. e

608, 01(1)  Originsl Claims

In establishing a disclosure, applicant may
rely not only on the specification and drawing
sg filed but alse on the ongmnl claims if their
content mstxﬁm it.

Where subject maiter not shown in ﬂze draw-
ing or described in the s catmn is clrimed
in the case as filed, an such 1 original claim
iteelf constitutes g clear disclosure of thic sub-
ject matter, then the claim should be treated on
its merits, zmd requirement made to amend the
drawing and specification to show this subject
matter, The ¢laim should not be attacked
either by objection or rejection because this
subject matter i5 lacking in the drawing and
apemﬁce,tmu, it i¢ the drawing and specifica-
tion thet are defeciive; not the claim.

It is of course to be understood that this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and specification.

R.EGY{m) Form of Claims

While there is no set sistutory form for
cleime, the present Office practice is to insist

description
w used in penjubetion with the
- of the same element or gron ‘of ele-
memamthechims. Timmfmw ‘
hewam, ; ,
’&vm&eonfnswnmth

cla ped togsther wh d hysicall
1 BF W, ere

gﬁfammﬁﬁ% ‘drawin %mpeﬁm o{'
groups of cluims. B«z&h of thess provisions
may ast o practical or pomibis whers ssveral
specmfs claims depend from the seme geéneric
claim. ) Similarly, product and process elaims
shenld be separstely grouped.  Such srrange-
menis are for the purpess of "Eamhtatmg elassi-
fication snd exsmination.

The form of claim required in Rule T5(e) is
particulsrly adapted for the description of im-
prmemt type inventiops. It is to be com-
sidered 2 combination claim.  The preamble of
this form of cisim is considered to positively
and clesely include ail the elements or steps re-
cited therein as a part of the @mm; combina-
tion.

See Bejestions not m& on Prior Axt
706.08.

0801 (n} Dependent Claims

Rule 75{¢c), reads as follows:

When more than one slabm Is presented, they maey
be plsoed in dependent form in which 5 ¢lsim may refer
back to spd furthor restrict a siogle preceding chafm.
Anims o Jepeadent form shall be cnsroed to inciade
adl the Hmitationn of the claluy lnsozyorated by refor-
ence into the dependent ciaim,

Her. 15, Jan. 1068



ation mwhwhﬁ&e?ea
bemgmredtobecaneeledasnot

2. ‘
depen&mt.chm ‘and cancellation of Wfﬁ'f
her claim de dmgonmchumdmt,clmm,

uired. The spplicant mny
claims. §7.3 pgwe ,

- -

4 ,tfnmx,ormaymdmftthemas

112) ormotharwo&dstbatlbshall
ably be infr fbfmyﬁhms%&h

stmdm:fchx;himwgcbdmgmmgo:
rapheed € W not apmper ependen
chsm, evmy though it placed further limitations

mngelemmtsornddedmllothet
e

The fact that 'y dependent claim which i is oth-
erwise proper nnght 8 separate search
or. be separately cla " from the claim on
which it d;lepe:ilds wolt;ld notl render it an u}z:—
proper . dependent claim, athongb it might
result in a requirement for restriction.

The fact that the independent and d?endent
claims are in different statutory classes does no(’2
in itself, render the latter improper. Thus, i
claim 1 recites s  specific product, a claim for the
method of making the product of claim 1 in a
particular manner would be a roper ndent
claim since l;t couldsnot })e r;y 7 1 t in-
frm]Emgc im 1. Similarly, i im 1 recites a
method of making a product, a clzim for a prod-
uct made by the method of claim 1 could be a
proper d claim. On the other hand,
if claim 1 recites a method of making a ified
pmduct a clmm to the product set forth in claim

1 would not be & proper dependent claim if the
product t be made in other ways. Note,
ule 75(c) requires the dependent

clslm to “further restrict” the preceding claim,
t;ns Rule does not apply to product-by-process
claims.

Rev. 14, Oct. 1967

- depend from said “dependent” claim. It should
 be ke 3 mv mind ¢

e aaarmso am ent 13 Fo
 in-which a depar r.:.s.
’ in tum, mfara to an-

(Y &dem claim shouhi be sepmated from
mmmxmh another claim dependent on a
different base claim. A claim which depends
froms dajpendent claim should not be separated
therefrom by any claim which does ﬁoi; slso

that a_dependent claim may

Rmon’ AND mee\r

If tbe base claim has been eancelled, s claim
wlnch is directly or indirectly dependent thereon
should be rejected as incomplete. If the base
claim is rejected, the dependent claim should be
objected to rather than rejected, if it is otherwise
sliowable.

Examiners are reminded that s dependent
claim is directed to a combination includin,
everything recited in the base claim and what is
recited in the dependent claim. It is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
pendent claim.

Dependent claims should be carefully checked
when claims are renumbered (Rule 128).

608.01(0) Basis for Claim Terminol
ogy in Deseription

'The meaning of every term used in any of
the cleims should be apparent from the de-
ive portion of the specification with clear
dmc osure as to its import, and in mechanical
cases it should be identified in the descriptive
rtion of the specification by reference to the
rawing, designating the part or parts therein
to which the term applies. A term used in the
claims may be given a special meaning in the
description. No term may be given & meaning
repugnant to the nsual meaning of the term.




duced that
The use of = , ‘
in the cass should be scrutinized not
only for new matter but also for new terminol-
ogy. Whils an f'asplimt is not limited to the
nomenclature "in the application as filed,
whenever by amendment of his clsims, he
€ 8 therefrom, he should make sppropriste
amendment of his specification so as to have
therein’ clear support or antecedent basis for
the pew terms appearing in the claims. This is
necessary in order to insure certsinty in con-
ing the claims in the light of the specifica-
tion. ‘Kotler 1901 C.D. 68; 96 0.G.

9684. See Rule 75, 608.01(i) snd 1802.0L. .

* Restrictive statements or -limitations
which relate to the seope of the invention
claimed, or which appear to restrict interpreta-

tion of the claims, should be
they will be cancelled.: Se
R-16]

608.01(p) Completemess [R-16]

Newly filed applications obviously failing to
disclose an invention with the clarity required
are discussed in 702.01.

A disclosure in an application, to be com-
plete, must contain such description and details
as to enable any person skilled in the art or
science to which the invention pertains to make
and use the invention.

While the prior art setting may be men-
tioned in general terms, the essential novelty,
the essence of the invention, must be described
in sach details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
invention.

Specific operative embodiments or examples
of invention must be set forth. Examples
and description should be of sufficient scope as
to justify the scope of the claims. Mngxsh
claims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitutiun and formuls of
s chemical com d ig stated only as & probe-
bility or speculation, the disclosure is not suffi-
cient to support claims identifying the com-
pound by such composition or formuls.

A complete disclosure should include a state-
ment of utility. This mﬂﬁmts no prob-
lem in mechanical cases. chemicel cases,
varying degrees of specificity are required.

608.01(g).

483

8
vy

specification at léast by reference at the time
the application is filed. - In the application as
filed, prepardtion of s new chemical stax
material may be described generally slong wi
reference to s concurrently or previously filed
Lppli by the same inventor wherein the
detailed preparation is given. If & concur-
rently or previcusly filed application of the
same inventor adequately discloses the prepara-
tion of the ing material, and referencs is
made to such spplication by serisl number at the
time of ﬁlin%, rther reference may be mmmhg
or -

amendment for a statement on a general
of vrepais (}fth&m“ﬂgmamg‘ -

iance apon & copending application
different inventor msy not orﬂingrﬂy ba gzde
for the purpose of completing the disclosm

All esséntinl claimed features of an invention
must be fully disclosed in the spplication with-
out dopending upon s reference to » copending
application or to a foreign patent for com-

the disclosure.

Since s disclosure must be complete as of the
filing date, subsequent publications or subse-
quently filed applications cannot be relied upon
to establish a constructive reduction to prac-
tice.

Nore.—For problems arising from the desig-
nation of materials by trademarks and
names, see 608.01(v).

608.01(q) Substitute or Rewritten
Specification

Rule 125. Substitule specifistion. If the number or
nature of the amendments shall render it diBeckt to
congider the case, or {0 arrange the papers for privting
or copying, the examiner may require the endire gpeci-
fication or clzims, or any part thereof, i¢ be rewriiten,
A substitute specification will ordinarily pot be ac-
cepted unless it has been reguired by the exawmines.

The specification is sometimes in such faunlt
English thst a new specification is necessary,
but new specifications cumber the record and
require sdditional reading, and hence should
not be required or sccepted except in extreme
cases.

A substitute specification that has not been
required, and is not needed, i3 not entered. See
714.20.

sy
R~

Bevr. 16, Apr. 1888



‘The applionnt may m&ermﬂmgmxdm
atthag?tmd&mndvmee thereover made by
his invention, but he is not permitted to make

mm m cONCerning the mmum

ws 01 (s) Resmraﬁon of Gim@eled
' Matter [R-16]

&mledtextmthespwﬁcwmoram-
celed claim can be restored only by pressnting
the cancelled msatier &s & new insertion. See
mm,nw .

608.01 (t) Uw in Snlnequcm Applwb

A mervmon fnr ® iumre ap mm of

mb}ect matier disclosed but. not
_spplication will not be

the mdmg applicstion. Rule 79, sos.m{e j
le & specification cannot be transferred

Bev. 16, Apr. 1068

— : 39&"&» .
v CRER. b W m&% mvm*am m%j(l&)
to SOBOR(LY

603&1(&) Uﬁe nf aner&y FM Iﬁ-

- o] Amﬁaﬁm
| [R-16] st
P&rts ai #n incom plete phmem w}n&
hsvebeenmtamadbvthe sy be used as

part of & complete cation if the ‘wissing
pu'ts are lawr mppﬁ See 508 and 50661

-01(‘?) a-s“'s:ij‘l Pl N md Nam
| Used in Trade [R-16]

used in tmde 8 wd belaw have the foﬂow-
m%‘me&mnga :
mdenm'k. & word, letter, symbel or device
b oo Ry e ol e e
from those of others. Itisa pmpnatary word
ting distinctly to the produet of one pro-
Suoer
Names Used in Trade: a nonpmpnetary
name by which an srticls or product is known




among :
mmynotbemknowm o

y. Names used in trede '?mgaemt
the product of one producer, but

al

tafynmnglaamdeorpmductx
roducer.
; Names used i m tnde are permwble m put;p
ent applications if :
(1) ?l‘har munmgs are ests 235’ an

definition which s jently
pmmemtetobemadesmﬁofa

2 In this country, their meanings ars well
lmgw)n satisfactorily defined in the litera-
ture.

Condition (1) or (2) must be met nt. the
time of filing of the completa apphcatam

Tmnmnxs

The relationship between a tmdemark and
the product it identifies is sometimes indefinite,
uncertain and arbitrary. The formula oxr ¢char-
acteristics of the product may change from
time to time and yet it may continue to be sold
under the same trademark. In patent specifi-
cations, e element or ingredient of the
product should be set forth in positive, exact,

Inte blelangmgeisothattherem’tBbeno
uncenrtlglmty as to what i3 meant. Arbitrary

trademarks which are liable to mean different
at the pleasure of manufactumrs do not
constitute such language.

However, if the product to which the trade-
mark refers is otherwise set forth in sach lan-
guage that its identity is clear the Examiners
are authorized to permit the use of the trade-
mark if it is disti ed from common de-
scriptive nouns by capitalization. If the trade-
mark has a fizxed and definite meaning it con-
stitutes sufficient identification wunlesz some
physical or chemical characteristic of the article
or material is involved in the invention. Inthat
event as also in those cases where the trademark
has no fixed and definite meaning, identification
by scientific or other explanatory language is

necessary.

Where the identification of a trademasrk is
introduced by amendment it must be restricted
to the characteristics of the product known at
the time the application was filed to avoid any
question of new matter,

If proper identification of the product sold
under & trademsrk, or & product referred to
onlybyunameuwdmtmde,lsmﬂmdfmm
the specificstion and such identification is
deemed necessary under the principles set forth
above, the Examiner should hold the disclosure

wkwbythanmmﬁvmyyﬁm
pm&mmbem&aﬁwi,mgmd

ment defining the process of m
my be parmmed. pSnch smendments must be
Phat th m”‘”ﬁf"“‘m’%sﬁ““m oF mamm.
mg e nature or Process ¢ mszm-
facture of roduct as set forth in the
amen&mmwas ownatthatimeefﬁﬁﬁgof
the application.
h the uase of mm h:.ving defi-
hca.a th etu-ynstnm Y ﬁk@m:?m
ons, the m ri :
should be etod e to
prevent their use in shy'n
adversely affect their mh
The Examiner should not
language such as “ths p
tive nsme) commonly known a8’
mafk * gincs sach 1 age does not brmg
La. factchthat “t:f is i f emark.
ngusge such as “the product & degerip-
tive name) sold under the m&emuk ¥ is
permissible.

The use of a trademark in the title of an
application should be avoided as well as the
use of a trademark coupled with the word
“type”; i.e., “Band-Aid type bandage.”

Pamaanror‘Tn@m o

Nore: Any questlon asto whether or net an
apparent trademark is in fact a tradesmark
should be referred to the Trademark Classifica-
tion and Search Division for determination. If
it is a trademark, the first letter, at least, should
be capitalized.

Acoustical Labyrinth
Adrenalin
Aerosol (wetting agents)
ﬁ;ﬁi (Protein}

in
Al Si Mag
Alumel
Alundum
Ameripol
Anchor (fence)
Aquadag
Areskap
Avesket
Avesklene
Atraumatic

Bactratyein
Bakelite
Band-Aid
Bathinette
rine

Rev. 16, Ape. 1968
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Comsr
‘Cyeclone (fence)

Dacron
Da.nf.orth (anchor)
Decalin

Deepfreeze (home freezer)
De-lon
gx;:vPIIlenolic Acid
cs
Dusl-Seal
Dualux
Dauralo
Duraplex

Eidophor
Electro-Silicon
Elon
Emulphor
Erector

Fascinator
Fathometer
Fibergias
Filtro
Flexowriter
Fluorophene
Foamite
Formica

Freon

Gantrisin
GD

Geon
Glyptal

Rev, 14, Oct. 1967

a (¢ S
Ironclad (B&ttemm)

Jesp

; Jet Line

Lestheretta
Lexide

I‘mhmk (trainer}
qu% (ink)
Lucite

Lux

Masonite

Mo_sthocel

Micarta
Microballoon(s)
Modutrol
Monel
Monoty;:a

Mgvlaz'

NID.G.A.
Nekal
Neon (signs)
Nichroms
Nico-fume
Ni-Resist
Nitralloy
Nonex

%tm

Paraplex
Perbunan




sole )
( ( }nster-board)
Rockwell. {) tester)
Roquefort

Santomerse
Scintillometer
Scotch (pressure sensitive tape, etc.)
Shakeproof
Sheetrock

nap-on
Solvl;;o

Speed«Nut (fastener)

Steel-Flex

Steri-Pad (surgics! dressing)
-Pad (surgical dressing

Stiflex

Storm Choke

Straddle Truck

Styrofoam

Sylphon

Sylphrap

gynchrotester

')

S?nér’";n

.F'lmfastener)

T@chmco!or

’60802

Drawing

Rule 81. Dﬂwﬂufn reqwmd 'I‘he applleant for pat-

_ent is required by statute to furnieh a drawing of his

§1

invention whenever the nature of the case admits of
it; this drawing must be filed with the application.
Ilustrations facilitating an understandluz of the in-
vention (for example, flow sheets in cases of processes,
and dingrammatic views) may also be farnished In
the same manner as drawings and may be reguired by
the Oﬂiee when considered necessary or desirabie.

Rule 88. Drafteman to make drawinge. (a) Appl-
cants are advized to employ competent drafiamen to
make their drawings. ‘

{b) The Office may furnish the drawings at the sp-
plicant’s expense as promptly as ite drafisnen can
make them, for app!!canm whe cannot ctherwise con-
veniently procure them. (See rule 21.)

NOIB

Standards for drawings, Rule 84.

> A booklet “Guide for Patent Drufts-
men” is avgilable from the Superintendent
of Documents, U.S. Government Printing
Office, Washington, D.C, 20402, price

mtu.
t drawi Rule 152, 1508.02.

Plant patent dmwufs, le 165.
Reissue application drawings, 608.02(k).

Bev. 14, Oct. 1867



“with the abandoned files
- Abandoned FilesUnit. i
_ Bee: Correction of drawings, 608.02(p
‘Prints, preparation and distribution, .
'aos.osgm?- Prints, Retum of driwing
608.02 &) Signature to the drawing is treat
" in 605.04(h). For pencil notations of classifi-
- cation and name or initials of assistent ezam-
iner to be placed on drawings see 71708,
The filing of a divisional case under th
provisions of the second sentence of Rule 147
unexecuted case), does not obviste the need
n:lx"ﬂ formal Br;stﬁl board ld;awi gs. - Ordi-
ily, prints of the original fo drawings
will uu&oe for examination. See 608.0 b%?
Arrurcamions Friep Wrrhotr Drawinas

-

Applications filed without drawing are ini-

tially inspected to determine whether or not

a drawing, under the statute, is necessary be-

fore the applicant can be given a filing date.
Doubtful cases are referred to the Office of the
Director for decision as to the need for such &
drawing.
accept a process case (that is, a case havi

only process or method clgimg which is fil

without 8 drawing. The same practice has been
followed in composition cases. Other situa-
tions where drawings are usually not consid-
ered essential for a filing date are: B

L Coated articles or products. Where the
invention resides solely in coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims.

I1. Articles made W e particular mate-
rial or composition. ere the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in

the article claims.

II1. Lominated structures. Where the
clasimed invention involves only laminations of
sheets (and coatings) of specified material un-
less significant detuils of structure or srrange-
ment (other than the mere order of the layers)
are involved in the article claims,

IV. Articles, apparatus or systems where
sole distinguishing feature is presence of o par-
ticular material. Where the invention resides

Bev. 17, July 1068

* tional and the cnly distin
the use of & particular fluid.

It has long been the practice to

~ formal

Irvostearron SumspquenTiy Requmen
The acceptance of an application without a
drawing does not preclude the Examiner from
requiring an illustration in the form of a
drawing under the second sentence of Rule 81.
In requiring such a drawing, the Examiner
should clearly indicate that the requirement
is made under the second sentence of Rule 81,
and be careful not to state that he is doin,
8o “because the nature of the cass admits” o
o drawing, as that might give rise to an erro-
neous impression a8 to the completeness of the
application when filed. Examnl}ers . making
requirements are to specifically require, as
a part of the applicant’s next reqxgn::? ok least
an ink sketch or permanent print of any draw-
ing proposed in response to the reguirement,
even though no allowable subject matter is yet
indicated. This will afford the examiner an
earl upl})ormmty to determines the sufficiency
of the illustration and the absence of new mat-
ter. See Rule 118. The description should of
course be amended to contain reference to the
new illustration. This may obviate further
correspondence where an amendment places the
case in condition for allowance, except for the
uirement relating to the drawing.
In the event of a fina] determination that there
is nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Branch.

Prorosraras

Clearly, photographs are not drawings,
Photographs sre gxfgt accepiable for a fling
date nor for any pu except ss exhibita
unless they come within the special categories
set forth in the paragraph immediately below.
Photolithographs of photographs an oto-
graphs mounted on proper size Bristol board
are never acceptable. See In re Taggart et al.,
1957 C.D. 6; 725 0.G. 897 and In re Mpyers,
1959 C.D. 2; 738 O.G. 947.

Sprciar CaTeconies
The Patent Office is willing to sccept black

‘md white photographs or photomicrographs

(not photolithographs or other reproductions
of photographs) printed on sensitized paper in
lieu of Indie ink drawings, to illustrate inven-




restrictsd to the follo
line structures, metallurgic ¢ -‘
tei:tx;% fabﬁm*gﬁpif& ractures and ornamen-
raphs must show. the invention more clearly
fhan they can bo done by India ink drawings
and .otherwise comply with the Rules coneern-
ing drawings. . - oo
Such photographs to be acceptable must be
made mp‘phc‘mgg,ghic aper having the fol-
lowing ‘characteristics which are generally rec-
ognized in the photographic trade: double
r with a surface described as

microstructures,

weight paper w
smooth; tint, white. - =~/ : i
If the drawings are:informal, but may be
admitted for examination purposes the Drafts-
man indicates on 3-part form, PO-948, what the
informalities are and whether they can be cor-
rected or whether new drawings are required.
In either case the drawm? are accepted as satis-
fying the requirements of Rule 51. The draw-
mgsLafter being microfilmed, are then returned
to the Application Branch to which Branch
form P(O-948 is also sent for insertion in the

appropriate application.
| NoriryInGg APPLICANT

The Examiners are directed to advise the
applicants (see 707.07(a)) in the first Office ac-
tion of the conditions which render the draw-
ing informal, and when indicated, that such
drawings can be corrected so as to be acceptable,
but will not, in any case, require new drawings
because of their execution unless the necessity
therefore shall have been indicated by the Head
of the Drafting Branch. ; '

As soon as allowable subject matter is found,
the requirement for new drawings should be
insi upon. Before writing the action, the
Drafting Branch should be consulted to ascer-
tain if, at that time, the new drawing could
be prepared by the Patent Office on request and,
if so, the estimate of cost should be included
in the action. Otherwise, the action should
state:

“Applicant is advised to employ the serv-
ices of a competent patent draftsman out-
side the Office, as the Drafting Branch of
the Patent Office does not have the facilities
at the present time, for preparing new
drawings™.

This procedure, by avoiding a fruitless request
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the
patent,

pes

be of & W

sult the Draftsman to ascertain whether f
objection(s) can be waived instead of requiring
applicant to make correction: o
1) Lead lines too long. ‘
(2) Heavy shade lines required.
(3) Hatching required. , .
(4) Linesrough andblurved.

(5) Palelines (if the prints indicate the lines
reproduce sufficiently). )
“(G)vP?:r-Vpaper (if drawing is otherwise

" The following objections if mede by the
Draftsman must be corrected and cannot be
1} Space tfor ing required. -
52) - Ink drawings required.
3) Paper undersize. et

(4) Signature on wrongend of sheet.

(5) Insufficient margin..

(6} Borderlinenotinink.

ApDITIONAL TLLUSTRATION

If there is only one re, it should not be
designated “Fig. 1.” The Examiner may re-
quire additional drawings for the purpese of
illustrating the disclosure. , |

When a necessary additional illustration is
small and may be added to the drawings on
file, an additional sheet of drawing should not
be required, but the Examiner will ask that the
propesed illustration be shown in a sketch,
which showing will be transferred to one of the
sheets of the drawings.

For the handling of additional, duplicate, or
substitute drawings, see 608.02(h).

608.02(a) New Drawing—When Re-
quired
PuororrINTs A8 DRAWINGS

If photoprints are submitted with a new case
in lien of formal drawings and such prints are
not only readable but reproducible, the Appli-
cation Branch notifies applicant that the case is
accepted for filing only and that, to be entitled
to examination, formal drawings complying
with Rule 8¢ must be filed within 60 days from
the date of the letter of notification. The for-
mal drawings when received are compared with

Bev. 14. Oct. 1987



S, &) d the arrange-
on, while fthg Ffam;ner
The ﬂ]mwmgssuvon receipt of an a Phcat!ggs
are sent from the Application Branch to be in-
spected by the Draftsman. If satisfactory, he
stamps on each- sheet “Approved by Drafts-
man.” .

ige O y 45
an

608.02(b) Informal Drawings

Rule 85.  Informal dreawings. The requirements of
Rule 84 relating to drawings will be strictly enforced.
A drawing not executed: in conformity thereto may be
admitted for purpose of examination, but in such case
the drawing must be corrected or & new one furnished,
88 requived. The hecessary corvections will be made
by the Office upon applicant's request and at his ex-
pense. (BeeRule21.) . . . ... 0 o

In instances where the drawing is such that
the prosecution can be carried on without the
corrections, applicant is informed of the reasons
why the drawing is objécted to, and that the
drawing is admitted for examination purposes
only (see 707.07(a)). To be fully responsive,
an amendment must include a request for draw-
ing corrections when there is an indication of
allowable subject matter. See Rule 111(b) and
832 0.G. 1785. o

608.02(e¢) Drawings or Print Always
Kept in Examining Group

The photocopies of the drawings must always
be kept on top of the papers on the right of the
file wrapper so as to be visible upon opening
the wrapper and easily detached. This photo-
cogy (or “print”) is placed in the drawing
cabmmet when the corresponding drawing is re-
moved. When the examiner removes the draw-
ing from the cabinet to prepare an application
for issue, the print of the drawing must be
taken from the application file and placed in
the drawing cabinet to take the place of the
original drawing. The print should remain in
the drawing cabinet during the period the a{r
Flication is being revised for issue and until the
1ard copy of the patent is received in the group
or the application becomes forfeited. The
clerk should, of course, add any necessary nota-
tions on the print at the time the application
is forwarded to the Tssue and Gazette Branch.

This practice will insure that the drawing is
available at all times in the drawing cabinet

Hev. 14, Oct. 1987

& backlog of wzfﬁ ting revision W

Tmmediately’ wpon ‘the

copies of patents issued by the examining group,
S pens ey s crimaing et

prints pulled, marked in' the upper hand
corner with the patent number and sent to the
No application should be sent o issue or to
abandoned files unless the original drawing, if
any, accompanies it. .« o
608.02(d) Complete Hlustration in
Rule 83. Content of drewing. () The drawing must
show every feature of the invention specified in the
claims, However, copventional featiures disclosed in the
description and claims, where their detaited ilustration
is not essential for a proper understanding of the inven-
tion, should be illustrated in the drawing in the form of
a graphical drawing syinbol or & iabeled representation
(e.g. a labeled rectanguiérbox).
" (b) When the invention consists of an lmprovement
on sn old machine the drawing must when possible
exhibit, in one or more views, the improved portion
itself, disconnected from .the old sirueiure, and also
in another view, so much only of the old structure as
will sufiice to show the conmection of the invention
therewith.

Likewise, any structural detail that is of
sufficient importance to be described should be
shown in the drawing. (Ex parte Good. 1911
C.D. 43; 164 O.G. 739.)

608.02(e) Examiner Determines
Completeness of Drawings

The Examiner should see to it that the fig-
ures are correctly described in the brief de-
seription of the specification and that the
reference characters are properly applied. no
single reference character being used for two
different parts or for a given part and a modi-
fication of such part. Every festure covered
by the claims must be illustrated, but there
should be no superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken
lines on figures which show in solid lines
another forin of the invention. Ex parte
Badger, 1901 C.I). 195; 97 O.G. 1596.

All modifieations described must be illus-
trated, or the text canceled. (Fx parte Peck.
1901 C.D. 136; 96 O.(G. 2409.) This require-




608.02(g) Mustration of Prior Art
s showi g:iormam usually em-
necessary and sl canceled. Ex p&
Elliott, 1904 C.D. 102; 109 O.G. 1387. How-
ever, where needed to understand zpp.heant’s
invention, they may be retained if

by a legend such ss “Prior Art.”
608.02(h) Additional, Duplicate or
Substitute Drawings

‘When an amendment is filed stating that at
the ssme time substitute or additional sheets
of drawings are filed and such dra have
not been transmitted to the examining divisic

the docket clerk in the examining division
should call the Application Branch before en-
tering the amendment to ascertain if the draw-
ing was not received. In the next communics-
tion of the Examiner the applicant is notified
if the drawings have not been received.

Additional and substitute drawings are routed

through the Drafting Branch where any defects
in execution will be noted. If there are none,
they will be stam “APPROVED BY
DRAFTSMAN?. en such drawings are
considered by the Examiner, it should be kept
in mind that the “APPROVED” stamp applies

only to the size and quality of paper, lines roug
and blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and consistency with other sheets. Clerks
will routinely “enter” all additional and sub-
stitute sheets on the file wrapper. If the Exam-
iner decides that the sheets should not be
entered, applicant is so informed, giving the
reasons. Tﬁe entries made by the Clerk will
be marked “(N.E.)”.
If an additional sheet of drawing is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lieu of the usual sketch required in
-making the correction of the original drawing.
For return of drawing, see 608.02(y).

608.02(i) Transfer of Drawings From
Prior Applications

Rule 88. Use of old drawcings. If the drawings of a
new application are to be identical with the drawings

previous application of the applissnt on 8l in

the Office, or with part of sich drawings, the old draw-

~ Ings or any sheets thereof may be used If the prior

application s, or is sbout to be, absndoned, or if the
sheets to be used are cancellsd In the prior sppiies-
tion. The new application must be sccompanied by &
letter requesting the transfer of the drawings, which
should be completely identified.

Formal transfer of drawings between apgii»
Xe

- cations under Rule 88 are processed in the

amining Groups unless the later filed case is a
newly submitted application that has not been
forwarded to an Examining Group.
Transfer of all drawi from one pending
application to ancther will be made 0:5; after
e one application has been abandoned.

Newry SusMrirrep APPLICATION

The transfer of drawings to newly submitted
applications that have not been forwarded to
the Examining Group will be effected by the
Application Branch if the application is other-
wise entitled ¢o receive a filing date. A new
application filed without drawings but having
a request for transfer of drawings from & pend-
ing application must be accompanied by s, writ-
ten declaration of abendonment under Rule 138.
In order to insure copendency, such an abandon-
ment may be worded as to become effective only
after the transfer of the drawings has taken
place. Since the drawings will be transferred
from the earlier application to the new applica-
tion as of the filing date of the new application,
it is not necessary to submit or order photoprints
for the new application.

The above practice applies to transfer of
drawings from any application except where
the issue fee has been paid, in which case an
express abandonment (Rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier. See Rule 313.

The name of the attorney on the drawing
being transferred is not changed. See 608.02
(u).

When an application becomes a patent, any
canceled sheet of drawing then in the case is
sent to the abandoned files. Such canceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, except as provided in Rule 174,
drawings printed in a patent may not be trans-
ferred to a subsequent case.

Rev, 12, Apr. 1887
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volved should be taken to the Drafting ] anch‘, - file

foramméfﬁhew i per’™:

Eﬂmctfmmﬂulsﬂlu mmmmmeh

the original patent was fssted ‘may be used in reissue

applications if no changes whalsosver are 1o be made
in the drawings. In such mwm the tﬁm tp—
plleatlon is fled, ‘the npplicint meust s &3
rary araivingwhlch iy Mﬂamvyﬁmmﬁeﬂ

'~'duwingw secure!y mnted
drnwmg’board of the slie req
M:.vwlnordet for the same.

“In'a reissue apphcatmn, ( :
original or patented drawing may be used for
examination purposes, and the formal transfer
of the original drawing to the reissue apphca
tion made when the reissue application is ready
ided no change whatever, even so
: riming of a reference character,
or correction of an obvious error, is made in

the drawing. If there is to be any change

ings fmm ﬂns apphcatmn to

, Inter time or allowmg the sarlier
: spplication to become abandoned. In ap-
gheﬂmms which have had their drawings trans-
erred under this old policy and have not been
abandoned by the time it is no taken |
& hmr hmzted to. the

a;,ap
No. ., pursaant io applicant’s ree
Ruie%ﬁm&%@mtm 'ty abax p
plication, the - of the express abnndenment
of the instant appl ication is required.

A SHOBTENED STA'I'UTORY PERIGD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER.

Rev. 12, Ape. 1087
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rt of the re;wrd mandqmad_th
mrmiwmmomw i g
- nupsher.

The print being thus an official peper in the
record sh'ggldBnot ’l;ebomﬁkgior m afny way
altered. 'The Bristol boa wmg ‘of course,
should not be marked up by, humn
Where, as in an electrical « y case, it is
desirable, to identify the various circuits by
different’ colors, é)r in any’ mtzm or !eis:geeogn-

case, it'is a vantageous ‘ nds,
upﬁx&ws or other indicia, an additional print for
sueh ‘use ‘should ‘be ordered by the 1
and laced unofficially in the

Prgn!s ‘remain’‘in th ﬁ!e ae ‘alt tm except

as provided m"ﬁo&(ﬁ(C)

6%02(11) .;Duplicate Prints
$o0 o ahility Report’ C-ses

In Patentabxhty Report cases having draw-
ings, the Examiner to whom. the case is as-
Siy ‘will obtain a duplicate set of prints of
the dmwmg for filing 1n the group to which
the case is referred.

When a case that has had Patentablllty Re-
port prosecution, is passed for issue or becomes
abandoned, notification of this fact will at once
be given by the group having jurisdiction of
the case to each group that submitted a P. R.
The Examiner of each such reporting group
will note the date of allowance or abandonment
on his duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608. 02(0) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are im-
pressed on the back of the drawings.

Rev. 12, Apr. 1007

a!mner .

Appmnl fﬁxel)r?eftmg&wch dw&aﬂ
o ig indd

& d sssociated with the “0.G. Fig
i ub“..’stampanthefrontafeachun-
meeledsheet

6&&%(9) Won nf mein@

Rule 125, Awmendmenis fo_the drawing. (a) No
ehange fn the drawlng may be ma& except by permis-
sion of the Office. Permissible changes in the con-
struction shown in any drawing may be made only by
the Office. A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. The paper requesting amendments to the draw-
ing should be separate from other papers. The draw-
ing may mot be withdrawn from the Gffice except for
...(b}..Sabstitute drawinge will net ordinarily be ad-
mitted in any case unless reguired by the Office.

Nore.~Correction ig deferrable, ses 608.02
60& correction at allowance and issue, see
02(w) and 1302 05. o ‘

A canceled ma‘ be remsmted An
amendment should be made to the specification
adding the brief doscnptmn. .

608.02(q) Conditions Precedent to
Amendment of Drawing

Correction and =alterations in the disclosure
of the drawings of a pending application may
be made only under the supervision of, or by
the Chief Draftsman.

No alterations as above indicated will be
f)errmtted unless required by an Examiner’s
etter in each case, or proposed in writing by

Pphcant or his attorney. In either case the

terations or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the request of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chlef Draftsman.

ore—Disposition of Orders for Amend-
ment of Drawing, 608.02(x).




M
form, wﬂlnotbefor
warded: by the to - the Drafting
Branch, and applicant will be 80 advm& in
the next action by the Examiner. < {Bagis:
On‘.er No. 4999.)
Nau.—-—Changee which mny mqmre sketches,
60802(v)

608. 02(3) Estmuting Cost of Correct-

F:les and drawmgm sent from the Examm
ing Group to the ftsman for estimating

the cost of correcting the drawing or of mak-

ing mew drawings will be retained by the
Draftsman only long enough to estlmate ‘the
cast of the work.

If the Examiner dpproves of a propmd
cormetxon of a drawing for which an estimate
is requested he wﬂl note his approval on the
order for the estimate, attach the order to the
wmdaoftheﬁ}eandhavetheDocketClerk
of . the Group fa'ward the file and drawing
to the Draftsman. The Drafisman will note
the estimate on tbe order and also on the

drawing. If the application is not up for ac-

tion the Draftseman sends the estimate to the
Applicant. If the application is up for action
the Draftsman does not send an estimate, but
the Examiner should include the estimate in
the next action. (Basis: Notice of July 13,
19086.)

When giving an estimate in a case where no
allowable subject: matter has been found the
Examiner should inform the applicant that no
correction will be made until & claim is found
to be allowable. If specifically requested by
the applicant, the dra will be corrected
whether or not a claim is aliowable. (Basis:
Notice of February 1, 1932.)

If an application i is ready for allowance ex-
cept for a correction required by the Official
Draftsman, such as in & case where the lines
are rough and blurred, the Examiner will ascer-
tain {by calling Ext. 2589 or 2887) whether
or not the attorney in the case has a De-
posit Account. If there is no such account,
the Examiner will obtain an estimate of the
cost of this work from the Draftsman even
though applicant has not requested such an
estimate. Including the estimate in the final
requirement for correctlon of the drawing may
avoid prolonging the prosecution.

57

) xed ink within t
mdime. Gaxmelataonai entire sheet of draw-
ings ig done by stamping the words “CANCEL
per” in the top right corner - of the drawmg
within the marginal line.”

When the cancelation of some: of the ﬁgures
from one sheet of dmwmgs has left ‘the re
maining figures with an inartistic ent
the Chief Draftsmen should be consulted as to
whether the remaining figures should be trans-
ferred to other sheets already in the case or
shown in additional drawings. Cancelation of
a figure may necessitate renumbering of the
remaining ; ﬁgurea. (Bss:s. Order No. 1862. )

608.02(n) - Qangng Nme of Attm‘-
. meyon Drawmg Fm-bi&&en

Wntxng upon the dmwmgs the names of
attorneys subsequently appointed, so as to
make it appear that their names were present
when the drawings were ong'ma]ly ed, is
prohlbxted ,

‘This prohibition applies also where a draw-
ing is transferred from one case to another
having a different attorney. (Order \o 480,

Revised.)

608. 02(v) Drawing Changes Which
‘ Reqmre Sketehes

When changes are to be made in the drawing
itself, other than mere changes in reference
chamctets, designations of figures, or inking
over lines pale and rough, a print or pen-and-
ink sketch showing such changes in red ink
must be filed. Ordinarily, broken lines may
be changed to full without a sketch.

Sketches filed by an appheant and used by
the draftsman for correction of the drawing
will not be returned. All such sketches must
be in ink or permanent prints. (Basis: Or-
der No. 4009).

A pencil sketch that is otherwise acceptable
or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts-
man at applicant’s request and at his expense.

Rev. 4. Apr. 1960



~add:tmn or ﬂmmﬁn t0 be
- for the
‘to the Examiner the following

con'ectlws are illustrative of those that may

thus be made: .
1 Adding two or three reference cbnmctars

ts.
2. E one or two numerals ot
ordmals ( uahty 0 rﬂpa.per being a factor

superfiuous matter, .ﬁ , Fig re
and ordmal ere all but one ﬁgure ave
canceled.

-4, Addmg or rovel
5. Romm umerals to Arabic Nu-

merals to agree with ification.
s &d&ingm hm of brackets, ‘whers

Mdnnﬁl s;mple cha.nges in Inventor’s
s slgm»ture) ;

required correction.

9. Correctang mxsspe&d legends.
Order No. 4003.)

In the event that seveml different kinds of

changes are required or any of the listed’

changes are time consuming, an Exammers
Amendment should not be made.

608.02(x) Disposition of Orders for
Amendment of Drawing

Where the ordered correction of the drawing
in a case up for action by the Examiner is ap-
proved, the afpgmcauon and drawing are for-
warded to the draftsman provided there is an
allowable claim or there has heen a specific
request b licant that the drawing be cor-
rected rega n?ees of whether or not a claim has
been aﬂowed (608.02(s). Applicant’s letter
to the draftsman is attached to the outside of
the file and the Examiner writes on said let-
ter “approved”, with the date of approval and
his initials, attachmg, if appropriate, a “Spe-

Rev. 7, Jan. 1868

¢ directionsl arrows.

(Basis:

,theduwmgbythaﬁlederkto

s g o o g
C@RMEDmﬁmmmwth@
fEamiiner,

New Deawines Pezvawss oy Ps*am' GMCE

When new drawings have been mqumd in
pending ap hcatmns and have been prepared by
the Oge ftsman, they sre not sent to the
applicant. for his si

re but = copy (print)
is sent to him for his filee The name of the

inventor(s) will be pmnted on the dmwmgs by
the Office Draftsman.

In the event that the apphmtmn is in condi-
tion for allowance, the application can be sent
to issue immediately after the drawi mpm-
paned. (Bssxs~ Notwe of Jan. 8, 19¢ )

Cumcﬂon Nm &mom

Whem the correction is not’ appmvad for
exa.mple, because the proposed ¢ ara er-
roneous, or involve new matter or (although
otherwise proper) do not inclade all necessary
corrections, the case and reguest for correction
of dmwmg are not sent to the draftsman. The
Ezaminer’s ressons for not approving the cor-
rections to the drawing should be set forth
in the Office action. (Basis: Notice of Febru-

ary 1, 1932, Revised.)

608.02(y) Return of Drawing

Rule 87. Beturn of drawings. {2) The drawings of
an acvepted application will not be mlmed to the ap-

plicant except for signature.
A photographic print is made of the drawing of an

accepted application.

If there is an accepted dmwmg in the case,
other drawings (except those originally filed)
that have been finally denied admission will be
returned to the applicant only at his request.

Such a request must be filed within a reason-
able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.




" Rule ‘81. Jloddz nof ,mm&g required as part af
npp!(eaﬁon or patent, Models were once mlmlred in
all ‘cases admltting a model, 28 & part of the applica-
tion, and these models became a part of the record of
the patent. Such models gre po longer generally re-
quired (the description of the invention in the specifi-
cation, and the drewings, mmt be sufBeiently full and
complete, and capable of bdnx mderstood to discioze
the invention without the aid of a ‘model), and wiil
not be admitted unless speciﬂaﬂy called for.

* Riile 98, Model or ‘exkidbit m de mqu{roc. ‘A model,
working' model;” or other Mﬂl exhbit, may be re-
quired if deemed necessary for any purpoge on enml-
natlon oz the appllcation. R

With the exception of cases involvi per-
petual motion, & model is not ordinarily re-
by the Office to demonstrate the opera-
tiveness of a device. If operativeness of a
device is questioned, the applicant must estab-
lish it to 211e satisfaction of the Examiner, but
he may choose his own way of so doing.

A physical exhibit, not to be part of the case,
is generally not refused except when bulky or
dangerous.

Rule 93. Bpecimens. When the invention relates to
a composition of matter, the applicant may be reguired
to furnish specimens of the composition, or of itg in-
gredients or intermediates, for the purpose of ingpec-
tion or experiment.

608.03(a) Handling of Models, Ex.
hibits and Specimens

A1l models received in this Office, whether
forming part of an application, or filed upon
request from the Examiner, must be received
from the Model and Receiving Room and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Model Room for proper recording in order
that they may be located under subsequent
inquiry and for final disposition. The Exam-
iners should, therefore, refuse to accept models
from mventors or attorneys. Models properly
received and entered in the records of the
Model Clerk will be delivered by a representa-

276268 O - 67 - 6
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ﬁhwmwr

Whm an exhihét or mode! is mmved, ﬂ; wﬁl
be ining ?3 ﬁ:f le?ogdsthg wﬁ
exam & T
ney’s nams ‘and hﬂdm should be attached to
the model or exhibit so that it can bo returned
after prosecution of case. If exinbxt “too
large to be kept in the division &

tion of case, it may hemtmﬁ:eMode!Roem
with instructions ta indicate whether exhlbxt is
to be held or returned to sender.

Rule.9). Return of models, ezhidits or specimens.
3odels, exhibite, or speeimens In applications which
have become abandoned, and also in other appilestions
on conclusion of the prosecution, may be reterned to
the applicant vpon demand and at his expense, unless
it be deemed necessury that they be preserved in the
Office.  Such physicel exhibits in contested cases may
be returned to the p&xﬂes at their expense. If not
claimed within a ressonatie time, they mey be dlxposed
of at the discretlon ef the Commlssloner.

When s model is to be returned s leiter
should be written to aiphcant by the Exam-
ining Division stating that it is being returned
under separate cover snd the model room
should be ‘properly notified to return the
model.

Nore.—Disposition of exhibits which are
part of the record, 715.07 (d). ;

Models, exhibits and specimens may be pre-
sented to the Office for purposes of intervier
and taker away by the attorney at the erd «*
the interview. See 713.08.

Nore.~Plant specimens, 1607, Rule 183,

Rule 95, Copiee of exhibits. Copies of models or
other physical exhibits wiil not ordinarily be farnishes
by the Office, and any mode! or eshibift in an applics.
tion or patent shall not be taken from the Office except
in the custody of an employee of the Office specialiy
authorized by the Commissioner.

608.04 New Matter

Rule 118. Amendment of disclosure. In original ap-
plications, all amendments of the drawings or specifi-
cations, and all additions thereto, must conform fo at
least one of theimn as it was at the time of the fling of
the application. BMatter not found in either, involving
a departure from or an addition to the original dieclo-
sure, cannot be added to the application even though
supported by a supplemental oath, and can be shown
or claimed only in a separate application.
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- from the descrip! ive

- While am

~claims mvolvmg nnw mam ..,a:zm.,, ily
- gntered; such matter is.required to be mﬁtﬂed
rtm of th%s@miﬁcw
tum, and the claim ected are rejected. .
A “new matter” amendment of the: drawmg
is. erdman} not: entered; ' Neither i an addi
tional or substitute sheet containing “new mat-
ter” even though stamped APPROVED by the
Draftsman’ and. prowmoamlly mtered by the
Clerk. See608.02(h).
The Examiner’s holding of new matter may
be petitionable or appealnble. 608.04(¢c).
Nore—New matter in reissue application,
1401.07. - New matter in subst}tute speclﬁca-
tmn, 714.20.

60804-(:) Matter Not in Orlgmal
Syeciﬁeanon, Clalms ‘or

Matter not ‘in “the omgmal specxﬁcatmn,
claims or. drawings is usually new matter.
Depending on circumstances such as the ade-
quacy of the original disclosure, the addition of
inherent  characteristics such as chemical or
physical properties, 8 new structural formula
or 2 new use may be new matter. See Ex parte
Vander Wal et al, 1956 C.D. 11; 705 O.G. 5
(physical propertles), Ex parte Fox, 1960 C.D.
28; 761 O.G. 906 (new formula) and Ex parte
Ayers et al,, 108 U S.P.Q. 444 (new use). For
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‘ grovl%ded the . numher
of claims in cases filéd before October 25, 1965,
is kept within the limit imposed by “his
filing fee, an ‘smendment is_sometimes fled
along with the filing of the a tEphc.m:.mm Such
amendment does not enjoy the status as part
of the _disclosure, Its test as to in-
volving new. matter is the same as though
filed on.s subsequent date. Ex parte Lei
man, 137 Ms. 336, Pat. No, 1,581.937 and Ex
parte Adams, Paf. No. 1,789,921, ‘

6@&04(@) Review of Exhnnners
. ‘- Holdmg of New Mateer :

Where the new maiter is conﬁned to amend-
ments to the specification, review of the Ex-
aminer’s ' requirement  for: ¢ancellation is by
way of petition. :But where the alleged new
matter iz introduced into or affects the clasims,
thus necessitating their rejection on this

ground, the question becomes an appealable
one, and shouid not be considered on petition
even though that new matter has been intro-
duced into the specification also. Rules 181
and 191 afford the explanation of this seem-
ingly inconsistent practice as affecting new
matter in the specification.






