Notim in Original File ..
OﬂerToSumdetOrigmaIPatentandm
RBuch Patent s Returned
Use of Original Drawing : ’
: Motspeclﬁcauonanomaims R
1401.07 New Matter
1401.08 “T'be Belegne Osth
1401.09  ‘Exuminstion of Relssue
1401.08¢(8) * Adfodication of Ofiginal Patent
1401.10 -~ Restriction and Blecticn of Species
140L.10(n): - Divizional Reissue Applicaﬂon
140113 Alowsnce snd Imue 70
140112 Relssue Filed While Patent Is in Interfewm:e
1402 . . Certificate of Oorrection—om«:e 2distake .
1402.01 _Applicant's Mistake - ,
wmn Handling of Request far Oertiﬂmte of Cnr-

. rectiom .
14(3 Sutntory Disclaimer
Errors in a patent may be corrected in three

ways, namely by reissue, by the issuance of a
certificate which becomes a part of the patent.
and by disclaimer.

1401 Reissue

35 U.B.C. 851. Reissue of defective palents. When-
ever any patent is, through errer without any deceptive
intention, deemed whelly or partly inoperative or
invalid, by reason of a defective specification or draw-
ing, or by reason of the patentee clziming more or lems
than he had & right to claim in the patent, the Com-
missioner shall, on the murrender of such patent and
the payment of the fee roguired by law, reissue the
patent for the invention discloged in the original
patent, and in accordance with a new and amended
application, for the upexpired part of the term of the
original patent. No new matter shall be introduced
into the application for reissue.

The Commisgioner may issue several reissued patents
for distinct and separate parts of the thing patenied,
upon demand of the applicant, and upon psyment of
the required fee for & reissue for each of such reiszued
patents.

The provigions of this title relatinz to applications
for patent shall be applicable to applications for re-
ismue of a patent, except that application for relssue
may be made snd sworn to by the assignee of the
entire interest if the application does not seek to en-
large the acope of the claimg of the original patent.
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‘ﬁﬂmtomakeacimmsm

Mo reizsued patent shall be granted enlsrging the
swope of the elalms of the original patent unless appiied
mmmethde~

mmalgmn&s for&mmmﬁmtthe
clsims are too harrow armbmd,orﬁmt the
ure has inmccurscies. A reisue was m-
fused in Ex parte Arkless, 1858 C.D 19; 796

0.G. 835, whem the only u?é was
35 U.N.C. 119
for priority within the time Nmit set by Ruls
58. The correction of mym of inventors
was held not to be a grounmd for reissue in

Ex

¥ ‘& reissue ap

two years from the: £te

ent, % rejection on the groun T
ce or delay in ﬁlmg ﬁn@ reissus shou}d not

.v mﬁ&&

1401.61 Reqnism

Bule 171, Appumtion Ier FEIBIRE. An appilcation
for relssue must conizin the same paris reguived for
an application for an original patent, complying with
all the rules relating thereto except as otherwise pro-
vided, and in ad@ition, must comply with the reguire-
ments of the rules relating to refssue applications. The
application must be accompanied by a certifed copy of
an abstract of title or an oxder for a title report, to be
pigced in the flle, and by an offer to surrender the
origina! patent {rule 178).

s Johnson, 1958 CD 22 731 O.G. 6.
m ﬁled mﬂnn

1401.92 By Whom Filed and to Whom
Gramted

Rule 172, (¢} Applicanis, sseignees. Relissue applica-
tions must be signed and sworn to by the inveniors
except ag otherwise provided (see rules 42, 43, 47),
end must be accompanied by (he written sssent of ail
assignees, if any, owning an undivided intercst in the
patent, but & reissue application may be made and
gworn to Dy the assignee of the entire interest If the
application does not scek to eninrge the seope of the
claims of the original patent.

{b) A refssue will be granted to the origiual patentee,
his Iegul representatives or assigns ag the interest may
ADPRAT.

The examiner must inspect the abstract of
title to determine whether Rule 172 has been
complied with.




oath ﬁled undar Rule 175 ‘must in each case
be reviewed and decided personally by the
Primary Examiner. (Basis: Order 2712.)

The reissue oath must point out very, spe-
cifically what the defects are and how the
8ITOrs Arose, Thestatmnentsofthemthmust
be of facts and not conclusions. .

An allegation that the spemﬁca&wn is insuffi-
cmtmere!y bemmetbadammmonmw

 any: subject matter not

3 within its:
embracadbythapuemtelmns - A ‘élaim broad-
ened in one limitation is ‘broadened ' claim
th ‘it ‘may be narrower in other details.

ive to gh (2) (4) of the ruls, de-

hberate cancels a claim in the original
patent & hcatmn is ordinarily ed- as
evidence thst the failure to ine ude claims to
the mvolved subject matter in the patent is
not due to error. Clsima drawn to substan-
txall the same subject matter are not ordi-
y successfully urged in the reissme. An
error arising from a lack of understanding or
knowledge of applicant’s attorney as to the
real invention may be an acceptable reason for
reissue: However, where an alleged lack of
understanding by applicant or his attorney is
based on s new factual situation, which did
not exist at the time the patent was taken out,
reissue is improper. .
A ruling the oath is insufficient should
be made a ground of rejection of all the claims.

1401.09 Examinstion of Reissue

Rule 176. FEeomination of refesue. An original
claim, if re-presemted in the reissue applicetion, is
subject to reexamination, and the entire applicztion
will be examined in the same manner as original
applications, subject to the rules relating thereto,
excepting that division will net be requived. Appli-
cations for rejssue will be acted on by the examiner in
advance of other applications.

examination, m)mm of mch & c!mm con-

stitutes the mm@tm of & previously . ?ﬁ}wai

claim and must be : Ty the
X m ‘care. To

sffective, rior to the eﬁ’ac-
tive ﬁimg date of th original patent.

1401 09(s) Adjudication af Origing
~ Patent ~

Whm 2 reissus apphcatmn is ﬁlell, the Ex-
aminer chould determine whether the original
patent has been adjudicated by = court. The
decision of the ceurt and also other papers in
the sm!; may give information essential to the

aminetion of the reisue.’ | The patented file
will conisin notices of the filing and terming-
tion of infringement suits on the patent, which
notices are reguired by law to be filed by the
clerks of the Distriot Courts. These notices
do not indieste if there was an opinion by the
court, nor whether a decision was published.
Shepard’s Federal Citations and the cumnla-
txve dx%s of the United States Patents Quar-

of which are in the Law Libra
cont,am tables of patent numbers giving t o
citation thahed decisions concerning the
patent. ere papers ar: not otherwise con-
veniently obtainable, the applicant may be re-
quested to supply or lend copies of pagm
records in sm& or the Office of the Solicitor
may be to sbitsin them from the court.
The informstion thus obtained should be care-
fully considered for its bearing on the pro
claims of the reissve, particularly when e re-
issne application was made in view of the
holding of & court. ,

1401.10 Restriction and Election of
Species

The Examiner may not require restriction in
& reissue agphcation (Rule 176 in 1401.09. If
the original patent contains claims to different
inventions which the Exsminer may neverthe-
less consider independent and distinct, and the
reissue application also claims the same inven-
tions, the Examiner should net require resiriec-

Rev. 1, JYan. 1964




patent; lack’ ‘of exvor; or not being
ifg:mm whlch mght hrw bwn elumed in
'When the ongmal pntmt eontsms claims to
8 plnrahtz of species and the reissue applica-
tion contains claims to the same specm, elec-
tion of species should not be required even
though there is no allowable generic claim. If
the reissue application presents claims to spe
cies riot claimed in the original patent, election
of species should not be: , but the added
claims may be rejected on an appropriate
ground which may be lack of inoperati
of, or defect in, original patent and lack
of errorin obtmmngthemmlpam Mo&t
mtmhms mqmre specxal tmnmm

401 10(;) " mal Rmsm Apph-

atiom

As is pomted out in the pumdmg sectmn
t.he Examiner cannot require restriction in re-
issue apphcatmns, and if the patent
contains several independent and dxstmct in-
vantlons they can only be gmnted in separate
reissues if the apphcant demands it. The fol-
lowmg rule sets forth the only possibility of
divisional reissue applications.

Rule 3177. Reissue in divisfons. The Commissioner
may, iz his discretion, cause several patents to be is-
sued for distinet and separate peris of the thing
patented, upon demand of the applicant, and upon
payment of the required. fee for each division. Each
division of a reissue constitutes the subject of a sepa-
rate specification descriptive of the part or paris of the
invention claimed in such division; and the drawing
may repregent only such part or parts subject to the
provigions of rules 83 and 84. On £ling divisional re-
issned applications, they shall be referred to the Com-
missjoner. Unless otherwize ordered by the Commis-
sioner, all the divisions of a reisgue will igsue shmul-
tanecusly; if there be any controversy as to one
division, the others will be withheld from issue until
the controversy is ended, uniess the Commissioner
shall otherwise order,

1401.11 Allowance and Issne

The specifications of reissus patents will be
printed in such a manner as to show the
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Voness

m&mmw
“178 {ves: 1801.08)
of a, m Y

'm@adt& Sacilicte. thin @ifereat m:ma: ot

mmﬁasfwo&h@rm
an:g}mte& reissue ‘specification will carry

the Yesne Branch: =~ v 7
- “Matter enclosed in- hmvy j ap—
pears in the arxgmni patent but farm& no
of this reissue specification; matter prini
italies indicates the additions mads by mm&”
_ The examiners should see that the specifica-
tion is in proper form for the new style of
printing. atter appearing in the original
patent which is omitted by reissue should be
enclosed in heavy brackets, while matter added
bﬁ’mmssnf eh shonid bg m;i?i‘éeierijlrxe& g;ﬁ the
of the at;ents appear in the spe-
cificstion, wi & omitted elagﬂs ‘enclosed in
brackets. - New clainis should foﬂow the num-
ber of the highest riumbered patent cleims
and be underlined to indicate 1 The pro-
visions of Rule I?Bthatclsmmshauldnatbe
renumbered applies to the reissue: apphwtmn
as filed. When the reissus is allo
claims remsining which are additional to the
patent claims are renumbered: in sequence
starting with the number next higher than the
number of claims in the original patent. There-
fore, the nuirber of claims allowed will not
necessarily corespond to the number of the last
claim in the reissue applicetion, as allowed.

In the case of reissue gphcatmns which
have not been prepared in the indicated man-
ner, the examiner may request from the sppli-
cant a clean copy of the reissue ification
prepared in the mdicated form. However, if
the deletions from the original patent are
small, the reissue application ¢can be prepsred
for issue by putting the bracketed inserts at
the appropriate places and suitsbly numbering
the claims.

Changes of title, assignee, or classification
are not affected by this notice.

The list of references to be printed at the
end of the reissue specification should include
both the references cited during the original
prosecution zs well as the references cited dur-
ing the prosecution of the reiasue application,
and the heading on the sheet on which the
references are listed amended by adding or
the original pateni. (Basis: Notice of Octo-
ber 12, 1849.)

Before a reissue case iz passed to issue, the
file is forwarded to the Assignment Branch in




tober 25, 1985, Formssmsp iea-
vhich the patent being rei - Was
afte:()ctcber% 1965, t.hexssuefeem
-:same- &8 for - al app]watmns. (35
U.S.C. 41(a)2).

1401.12 Reissue Filed Wlnie Patent Is
- in Interference

Yf an apphwmn for reissue of' atent is
filed while the patent is involyed in interfer-
ence, that tﬁghcatxon must be. called to the at-
tention of Commissioner before. a.ny actxcm

by the Examiner is tam thmon.
 When sn > nt

’hlle th pntmlz s involved in. mtar-
ren itled in the: mherfamnee is

: ence file and in the reissue
apphcatlon ﬁle, and & copy thereof is sent to
each of the interfering parties, giving notice

of the filing of the reissue application. (See
1111.08.) PP ¢
1402 Certificates of Correction——0f-

fice Mistake

Rule 382. Certificate of corvection of Office mistake.

(a) A certificate of correction under 35 U.S.C. 254,
may be issued at the request of the patentee or his as-
signee and endorsed on the patent ligelf. Such certifi-
cate will not be issued at the request or suggestion of
anyone not owning ap interest in the patent, nor on
motion of the Office, without first notifying the patentee
(ineluding any assignee of record) and affording him
an opportunity to be beard.

(b) If the nature of the mistake on the part of the
Office is such that a certificate of correction is deemed
inappropriate in form, the Commissioner may issue a
corrected patent in lieu thereof as a more appropriate
form for certificate of correction, without expense to
the patentee.

Mistakes incurred through the fault of the
Office are the subject of Certificates of Correc-
tion under Rule 322. If such mistakes are of
such a nature that the meamn intended is ob-
vious from the context, the Office may decline
to issue a certlﬁcate and merely ]ace the cor-
respondence in the patentad le, where it
serves to call attention to the matter in case

question as to it arises.

{ettem which merely call attention to errors
in patents, with a request that the letter be
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(2) Return the there-
by relieving the Office of tha need to writs a
letter merely asking for the return of the tw.
(8) Ident;fy the error by page and

the applicationfile as well a5 by cal&mu and ime
in the patent.

pm:wment ot the mgmimﬂ m,
issue a certificate of correction, which shail be endorzed
on the patent itself, if the eorrection dees not invelve
such changes In the patent ag would constitate new
matier or would reguire reexamination.

Bule 323 relates to the issusnce of Certifi-
cates of Correction for the correction of errors
which were not the faunlt of the Office. A mis-
take is not of a minor character if the re-
quested change would materially affect the
scope or meaning of the patent.

Rule 32§ Correction af ervor in joining imvenior.
Whenever 2 patent is issued and it appears that there
was a misjoinder or non-ivinder of inventors and that
such misjoinder or omission oecurred by error and
without deceptive intention, the Commissioner mey, on
application of all the parties and the assigpees and
satisfactory proof of the facts, or on order of a court
before which such matter is called in question, issue &
certificate deleting the misicined inventor from the
patent or adding the non-joined inventor to the patent.

The “satisfactory proof of facts” required by
Rule 324 must be of the same type and chavacter
as the proof regmred to justify converting an

ﬁ»pllcatmn., seribed in 201.03. An cath of

e type required by Rule 65 corresponding to
the newly asserted inventorship must be sub-
mitted, together with the original patent grant
for attachment of the certificate.

1402.02 Handling of Requests for Cer-
tificates of Correction

Requests for certificates of correction will be

forwarded by the Correspondence and Mail

Reov, 13, July 1067
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the m;mrtga furnished.: If no certifiente is
to issue, the party making:the request is so
notified by the Solicitor’s gnd | the re-
quest, report 1f a.ny, and copy of the commu-

nication to n meking the request are
placed in- the and ‘antered thereon under

“Conwnts” by the Solicitor’s Office. The case
is then returned to the patented files. If & cer-
tificate is to ;ssue, it will be gm red and for-
"person ‘makiz e request by

the Issue and Gazette ‘Branch. ' In that case,

the request, the report, if any, and a copy of
the letter tmnsxm ting the certificate of correc-

to the pe e request will be
en )md thereon under

Rev. 13, July 1867

~ See mle “1 for t‘ee

} abts
elsimms may he refused reécordation.: A notice of ‘the
Ginviaimer is poblished in:the Oficlal Gasette and at:
tached o the printed: copies of the spocification.  In

_like msauner any: patentee or applicsnt may dlsclaim
- or dedicate to the public the entire torm, or any termi-

o&l: part of the term, of the patent mnteﬁ. or to be
granted,

s fermal matters is
done by the Issue and Gazette Branch.

- Terminal disclaimers may affect the yirosecu-
tmn € other ap lghéatmns. ‘They are’ brought
to' the Esaminer’s attention by the Issue and
G&M&ﬁ Branch which attaches a lahei to the

file wrapper and forwards the file’
them to the Examining Grow i havi
title search made, mdorsmg ‘the pdper ]
“Contents” and otherwise insuring that the pai’-
ent.‘, af med wﬂ’ he pmpaﬁv gded.
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