1301  Substintially Allowable Case, Special
1802  Final Review and Preparation for Issue

150201 General Review of Disclosure
130201(a) Fee Exempt Applieation
130202 Requirement for a Rewritten Specification
1302.03 ~Status Letter of Allowability, POL-285
1302.04 Examiner’s Amendments and Changes
1302.04(a) Title of Invention
1302.064(b) = Cancelation of Non-Statutory Claim

1302.04(c) Cancellation of Claims to Non-Elected
‘ Invention '
1802.04¢(d) Cancellation of Clalms Lost in Interfer-
: ence ’
1302.04(e) Cancellation of Rejected Claims Foliow-
' ‘ ing Appeal’ AR
Data of Copending Application Referred

1802.04(1) ) ‘
 to—Bronghtup to Date
1802.0¢(g)  Identification of Claims
1302.05 ' Correction of Drawing = =
1302.08° Prior Foreign Application ,~
130207 :

Use of Retention Label to Preserve Aban-
- doned Companion Applieations =~
Interference Search
Notations on File Wrapper ‘
Notations on Drawings and on Classification
(Issue) Slip
1302.11 Reference to Assignment Branch
1802.12 Listing of References
1302.13 Signing Co
1308 HNotice of Allowanece
130301 Amendment Received after Allowance
1303.02 Undellvered
1303.03 Not Withheld Due to Death of Inventor
1304 Withholding From Issue of “Secrecy Order”
Cases
1304.01 Amendments After D-10 Notice
1305  Jurisdiction
1306 Public Law 680 Cases
1307 Change in Classification of Cases Which are in
Issue
1308 Withdrawal From Issue
130801 Rejection After Aliowance
130802 For Interference Purposes
1308 Issue of Patent
18308.01 “Printer Waiting” Cases
1308.02 Protest Against Issue

1302.08
1302.08
1302.10

1301 Substantially Allowable Case,

Special

When an application is in condition for al-
lowance, except as to matters of form, the case

221

See T10.02(b) paragraph ().
1362 Finsl Review and Preparstion

© for Issme
1302.01 General Review

When an applicstion is epparently ready for
allowance, it should bs reviewed by the Ex-
sminer to make certain that the whole cuss
meets all formal requirements and partieuhg:ig
that the brief summsry of the invention an
the descriptive matter are confined to the in-
vention to which the allowed claims are di-
rected and thet the langw of the claims
finds clear support or snit it basis ip the
specifieation. - Neglect to give due atlention to
‘matiers mey lead to confusion ss to the
ofthepatent. .. .
iently the invention as originally de-
scribed and claimed was of much greater scope
than that defined in the cleims as allowed.
Some or much of the subject matter disclosed
may be entirely outside the bounds of the
claims accepted iy the applicant. In such case
the Examiner should require the applicant to
modify his brief summary of the invention
and restrict his descriptive matfer so as to be
in harmony with the claims. However valu-
able for reference purposes the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined
in their disclosures to the respective inventions
patented. (Rule 71.) Of course encugh back-

und should be included to make the inven-
tion clearly undemstandable. See 808.01(d)
and 608.01 {é),

There should be clear support or an.. .edent
basis in the specification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the specification;
but sometimes in amending the claims or in
adding new claims, ap%licant employs terms
that do not appear in the specification. This
may result in uncertasinty as o the interpreta-
tion to be given such terms. See 608.01({o}.

Where & copending application is referred to
in the specification, the Examiner should as-
certain whether it has matared into a patent
or become abandoned and that fact or the pat-
ent number added to the specifieation.
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the Examiner may change

aliowanoe.. See 606 and ﬁl
All pencil notes made by

must be erased when the case is passed

1302.01 (a) Fee Exempt Apphcamm

See 607 01 for checkmg apeclﬁcat.xon to
assure presence of proper gtipulation . by
apphcaut. ,

139202 ' Requt

ent for Bewrimm
eatson : :

Whenewr interlmeatxons or eaneellatmns
have beert mide in the specification ‘or amend-
ments which wotld lead to confusion and mis-
take, the Examiners should require ‘the: entire

rtion of specification affected to be rewritten
g:fore passing’ the case to issue. See R_ule 125
in ﬁl)S 01 ( q) ‘ : E

1302 03 - Status Letter of Allowabnllty,
- POL~2535 :

This letter is used \vhene\ er an apphcatxon
under final rejection has been placed in condi-
tion for allowance as a result of a communica-
tion from or an interview with applicant.

The date of the communication or interview
which resulted in the allowance and the name
of the person with whom the interview, if any,
was he ?g 'should be included in the letter.

Immediately after determining that a POL
255 letter is necessary, the letter should be ef-
fected before preparing the application for
allowance. =See 714.13.

1302.04 Examiner’s Amendmems and
Changes
Except by formal amendment duly signed or
as hereinafter provnded no correctlons, era-
sures, or interlineations may be made in the
body of written portions of the specification
or any other ;izper filed in the application for
patent. ule 121.)
Cormctmn of the fol!cwmg obvious errors
and omissions only may be made with pen by

Rev. 12, Apr. 1967 , 299

’f of apronoun.
a reference charsc-

mg 'I‘he chamcter mP ‘ba corrected in the
de;né:nptxofnﬂ?ut only w ex; tﬁﬁ Examiner is
certain o e riety of the change.

5. Entry %og Pa%;nt No. -.,.,..” to xdm

tify a patent ‘which has been
US apphmtmn referred to by g:nai Fo. m

ﬂm fication. .
her obvious mmor tical errors
such as misplaced or omitted commas, improper

parentheses, quotation marks, ete.

4. Obvious informalities in the application,
other than the ones mted above, or of pumly
grammatical nature. . .

The fact that spplicant is entitled under 35
US.C. 120 to an earlier T.S. e%e&m ﬁm

date is sometimes overlooked.
this possibility, the stas . :
divigion _(continug q}?, wntm;mtm&m»p&r&}
8 F S—

shcmﬁf appear as the first sentence after the ab-
stract except in the case of design ap hmtwm
whers it should appesr as set fo

1503.01, Any such statements a ring else-
where in the specification shoul gmlocated.
{(The clerk indicates the change for the printer
in the appro riate margin and applicant is
notified of the change by an gxammerq
Amendment.)

Other obvious informalities in the applica-
tion may be corrected by the Examiner, but
such corrections must be in the form of an
amendment, approved and signed by the Pri-
mary Exuminer, placed in the file, and made
a part of the record. A copy of the smend-
ment is sent to the applicant. The changes
specified in the amendment are entered by the
clerk in the regular way.

The amendment or cancellation of claims by
Examiner’s Amendment is permitted when
passing an application to issue where these
changes have been authorized by applicant (or
his representative) in a telephone or pe
interview. The Examiner’s Amendment should
include a statement indicating that the changes
were authorized, the date and type (personal
or telephone) of interview, and with whom it

was had.
A change in the abstract may be made by

Examiner’s Amendment.




tiox mm&yﬁwmm- :

. defect in the drawing net

or alteration to be made. He w

sn Exsminer's Awendment mdmam% the

ahangwmdemdmdthadmwmgwﬂze
aftamen for the reguived mmmen.

“ ' 608.08(w).
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% ,
phamt e\gxn :% the apphcatmn is already in

~ whminers wzﬂ not cancel c,laxm on the bssis

of an amendment which argues for certain
cleims and, alternatively, purports to authorize
their cancellanon by the Exsminer if oﬁwr

claims are allowed [R~17}

13@2.04(;) Title of Invemi«m

Where the txtle of the mventmn is not spa-
mﬁc to the mventmn as e]mmed, sae 698.01.

131!2.04 (b) Canceﬂaﬁon 0f Non-Sm
ntorymim [R-17]

Wbenacasemothermsemeondmonfar
allowance the Exsminer may cancel an obvi-
ously non-statutory claim such as one to “A
device substantially as shown and described.”
Applicant should be notified of the cancella-
tion of the claim by an Exammer’s Amend-

ment.
1302.64(c) Cancella' tion of Claims to
Non-Elected Invention
See 821.01 and 821.02.
1302.04(d) Cancellation of Claim
Lost in Interference
See 1109.02.

1302.64(e) Cancellation of Rejected
Claims Following Appeal

See 1214.06, 1215.03, and 1215.04.
1302.04(f) Data of Copending Ap-
plication Referred to
Should Be Brought Up to
Date [R-17]

Where a patent epplication which is reexd
for issue refers by serial number to a U.

223

353-834 O - 88 - 4

3302@4(8) | ldenﬁﬁeamm of Claims
[B-17]

To xdentlfy 8 ﬁaxms & ferma& Exzaminer’s
Amendment should refer to it by the ori 1
number and, if renambered in the allowe
plication, afso by the new numbar .

‘ 13412.05

iner, before sent BILSRIS0,
should attach mash m&xmtmgth&tﬂm
eass is ready for allom.nce Slight defects
msy be corrected on the Examiner’s initiative
as set forth in 608, 02(w) and a formal Ex-
aminer’s Amendment
Correction of some slight defects may be
obviated, see §08.02-—“Waiving of Corrsd:lons”

1302.06 Prior Foreign Apphcaimn
See 201.14(c) and 202.03.

1302.07 Use of Retention Labels To
Preserve Abandoned Com

panion Applications [R-17]

Rule 14(b). Eszcept aes provided in Rule 1i(b)
abandoned applications are likewlse not open to public
inspection, except that if an application referred to in
2 United States patent is sbandoned and is avatinble,
it may be Inspected or copies obtained by any person
on written request, without nofice to the applicant.
Abandoned applications may be destroyed after twenty
rears from thele fillug date, except those to whichk par-
ticular attention has been called and which have been
marked for preservation. Abandoned applications will
not be returned.

Related applications referred to in patent
gpecifications are preserved from destruction
by a retention label (Form PO-150) which is
attached to the outside of the file wrapper. The

Rev. 1T, July 1068



Abandoned for failure to pay issue fee:
X1 file has besn forwarded £t in label and
send it to Abandoned Files for attachment
to the wrapper. If not forwarded treat the
5ame as petl case Ifthapenod for filin
‘s petition for delayed t has ex;zu-eci
make Examiner’s en ment adding ‘now
abandoned” in the allowable application. If
period has not expired, make no change in
sxmﬁmtwn of the alldwubk &stﬁ

Abandoned:
If file has been forwarded ﬁ}l in label and

send it to Abandoned Files for attschment to

. the wrapper. If not forwarded treat the
" same us ‘case. Make Examiner’s

Amandmegga adding “now abandoned” in the

allowsble apphcatlon

Already patented :

No Iabel is required. Insert patent num-
_ber in %eclﬁcatmn if not already present.
Formal Examiner’s Amendment not neces-
sary if this is only change.

In issue: ‘

Fill inlabel. Make no change in the specx-
fication of the allowable application. Clip
the label to the Serial Register card of the
case in issue. If case in issue is abandoned or
ls withdrawn from issue, it is returned to the

where the Serial r card is
imlleg The label is attached at this time.

f case in issue is patented, the label is de-

stroyed when the card is pulled

Examiners are reminded that only one re-
tention label is necessary. Thus, if a retention
label is already gmeent, it is sufficient to merely
add “et 2l.” to the Serial Number cited thereon.

1302.08 Interference Search [R-17]

Assuming that the case is found ready for
issue, the Examiner makes an “interference
search” and notes the date and class and sub-
classes searched in the file wrapper. To do this,
he inspects all the pending prints and drawings
{or all the digests 1f the invention is not suscep-

Rev, 17, July 18968

mg»amhcaum; the Exam«:;: shw}:ipmpm
the case: fm: issue.

1302.@9 N@tauom on File meper
[R-17}

The Exammer preparing the application for
issue fills out, in black ink, the appmpmata
spaces on the face of the file wrap)

To aid workers in the Printing iﬁce and the
Issue and.(Gazette Branch, Examiners should

‘write the class and subclass on the outside of the

file wrapper us carefully and legibly as ible.
Each nﬁﬁgﬁ;ﬁ should be dlstm afyid aﬁw-
mal point should be shown c!em*ly M'ld; in m

proper position. .. ;
gem ars will i atebutone

cla,nn ‘on each mven"{:mn to be published in the
Official Gazette in. connection with each orig
inal or reissued patent. The broadest claxm
should be sel When a plurslity of in-
ventions are claimed i in_an application, addi-
tional claims t¢ & maximum of five may be
designated for publication.

Spaces are provided on the file wrapper for
identifying data of a prior abandoned applica-
tion for which the instant application is a Sub-
stitute, and for the parent application(s) and
prior foreign application(s) meeting the re-
quirements of the Statutes.

e class and subclass and the name of the
Exammer which are written in pencil on the file
wrapper should co nd to the class and sub-
class in which the patent will issue and to the
name of the Examiner preparing the applica-
tion for issue.

Ses 202.02 for notation as to garent or prior
U.S. application to be placed on file wrapper.

See 202.03 for notation as to foreign patent
application to be placed on file wrapper.

See 1302.13 for signatures.

1302.10 Notations on Drawings and on
Classification (Issue) Slips

The class and subclass and the name of the
Assistant Exammer which have been written
in pencil in the upper lefthand corner of the
drawing should not be erased. See 717.03.

L8, CANVERNMERT PRINTING OFE Ul 1508 O - B13-80S




the Examiner should indicate
sheet where it does ap

.

ing the claimed. invention; no fign
selacted. may be written after

- date

of Allowance, which is done }

Gazette Branch. Under

entemd m the nt.

nt

enter any date when the case is “sent to issue”.
See 903.07 and 903.07(b) for notation to be

¢ of ‘or helpful in understand-
i 2 ire need be

of the
-of the Notics
‘the Issue and
practice. the
Clerk of the Examining Division does NOT

it also on the
-If there is no

g%)liad to the Classification Slip (Form PO-

).

1302.11 Referenece to Assignment
Branch :

The practice of referring certain applications
to the Assignment Branch when passing them
to issue is no longer followed since title searches
are automatically made in all applications after
payment of the issue fee. See 303.

1302.12 Listing of References

Ali references which have been cited during
the prosecution, including those appearing in
Board of Appeals decisions, and those submitted
by applicant if they conform to the require-
ments set forth in 707.05(b) or 708.02, will be
printerd in the patent.

At time of allowance, the Examiner may cite

rtinent art in an Examiner’s Amendment.

uch citation of art is important in the case of
continuing applications where significant prior
art is often of record in the parent case. Inthe
rare instance where no art is cited in a continua-
tion application, all the references cited during
the prosecution of the parent application will
be listed at allowance for printing in the patent.

See 707.05(a).

"REFE]

_country and where thers is mo:

5 ' ‘
“of references, the follewing procedure
. Whenever a reference has been incorrectly

“OTHER
OREIGN

PATENTS", Care sk
the letter or letters immedi

number., S

_U.S. patents are listed in numerical order.

Foreign patents are listed alphabet jcall iy by
‘than one for-

shéﬁlg
aslways be followed:
cited in any officis! paper forming part of an
application file, and sue citatiunmﬁas been cor-
rectly given in an ensuing Office action, the
iner is directed to correct the error, in
ink, in the paper in which the error appears,
and place his initials on the margin of such
paper, together with a notation of the paper
number of the action in which the citation has
been correctly given. . )
In any cese, otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official file paper, the

- Examiner is directed to correct the citation on

295

an Examiner’s Amendment form in addition fo
correcting the official file paper in ink as indi-
cated above.

Where an applicant in an amendatory paper
or in a separate paper refers to a reference
which is subsequently relied on by the Exam-
iner, such reference shall be cited by the Exam-
iner in the usval manner. .

Any new reference cited when the case 1s In
issue, under the practice of 1308.01, should be
added to the list.

1302.13 Signing

The Assistant Examiner who prepares the
application for issue signs his name in the
designated space. ) .

After revision, the face of the file jacket is
sioned in the space designated “Primary Ex-

Rev. 15, Jan. 1068




1393 ﬁm of Aﬁowmzee

rinte form of notice of allowam

ped u;?ﬁ‘{‘“ Aathe Lot “m&
is stam on e Wra T CY: R
Gazette Branch. ppe

1303.01 Amendment Received After
An__munee
ndment is ﬁled under Rule 312,

ges 714.15 to T14.16(¢). If the amendment
_claims eopz from 8 patent, ses

Rev. 15, Jan. 10668

‘ance & D-10 Notice is sent.

226

s itk elkimencs will ot he mithbold
dus to death of the inventor if the executor or
administrator Ems not; m&er%nﬁd See 499.01 { £).

1304 Withhol &
mcy ﬁrder” Caam

“Smmcy Qﬂiﬁr” m amnot &nt to issus
ever when sl of the claims have been allowed.
Instesd of mailing en ordinary notics of aliow-
Beo 107.02.

If the “Secrecy Order” in a emse is with-
drawn after the D-16 notice is mailed, the case
should theﬁfb'e reated fike an ordmarsr apphu
cation m etmdmﬂn fox‘ sﬂomnee. :

U085, GOVERNKMENT PRINTIRG QFFICE . 1968 O - 287-430




the Priminry p 1O
anes is mailed nd GuseiteBianch
However, the Exa oy tnake Examiner’s
amendments correcting obvious errors, as,
when brought to the atteation of the Examiner
by the printer, and also may admit amend-
ments under Rule 312 which are confined to
matters of form in specification or claims, or
to the cancellation of 2 elaim or claims. The
Ezaminer's action on other amendments under
Rule 312 consists of a recommendation to the
Commissioner. ONIRELD

To regain jurisdiction over the case, the Ex-
aminer must write a letter to the Commissioner

questing it. “See 1308 and 1308.02. =
%nee the patent has been granted, the Patent
Office can take no sction cbmemiﬁ%it ‘except
as provided in 85 U.8.C. 1385 and 35 U.S.C. 251
through 256. See chapter 14. -~ = =~

1306 Public Law 690 Cases
Ses 201.16. S C

1307 Change in Classification of Cases
Which Are in Issu

See 903.07 ‘
1308 Withdrawal From Issue

Rule 313. Withdrawal from fesuc. After the notice
of allowance of an application is sent, the case will
not be withdrawn from issue except by approval of
the Commissioner, and if withdrawn for further action
on the part of the Office, 2 new notice of allowance will
be sent {f the application is again allowed.

When the f{sstie fee or that portion thereof specitied
in the notice of allowanece has been pald, and the
patent to be issued has recelved its date and number,
the application sill not be withdrawn from ixsue on
aceount of any mistake or change of purpose of the
applicant, his attorney or his agent, nor for the purpose
of enabling the inventor to procure a foreign patent,
nor for any other reasons except mistake on the part
of the Office, or because of fraud or illegality in the
application, or for interference, Express abandon-
ment of the application {rule 13%) may not be recog-
nized by the Office unless it is actually received by
appropriate officials in thne to act therson before the

date of issue.

in the drawing cabinet to take the
original drawing.. The print shoyld 1
the drawing cabinet during the period the n?
h@tign ishe?a revised for §ss;ua;d znd ;anl
1w copy of the paient 8 peceived in the group
or the ap 1@«:&&% Jbecomes forfeited. The
docket clerk should, of course, add any neces-
sary notations on the print st the time the appli-
cation is forwarded to the Issue and :
Branch. .

This practice will insure that the drawing or
a print of the drawing is available at all times
in the drawing cabinet for interference searches,
This is of particular importance in groups
where there may be s backlog of ‘ap%;mg@xms
awaiting revision for issue. (Basis: Notice of
1308.01  Rejection After Allowanece

A claim noted ss allowabls shall thereafter
be rejected only with the approval of the Pri-
mary Examiner. Qreat care should be exer-
ciseg in authorizing such rejection. (Basis:
QOrder 3157.)

‘When 8 new reference is discovered, which
cbviously is applicable to one or more of the
allowed claims m an application in issue, and
where a sufficient portion of the statutory pe-
riod for payment of final fee remains, the
Examiner is authorized to enter a letter in-
forming applicant of the proposal of request-
ing withdrawal from issue for the Emrpose of
rejecting the claim or claims as fully met by,
or obviously unpatentable over, the new ref-
erence., The letter should apply the reference
in detail and should salso set a time limit
(within such statutory period), within which
applicant may respond by way of argument
or amendment wnder Rule 312 to overcome the
reference and avoid the necessity for with-
drawal from issue. Such a letter, with the
reference and file, should be submitted to the
Group Supervisor before mailing. (Basis:
Notice of March 15, 1950.)

If insufficient time remains to carry out the
above, or if no response is received, or if a
response is filed and it fails to overcome the
reference, or if the above appears fruitless, a
letter is addressed to the appropriate Director,
requesting that the application be withdrawn
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has been mthdm wn_from is@'ue",‘ emng
reference, and rejecting the claims met thereby.
The letter is gwm a paper number and

placed in the file.

Tf the Examiner's action is not ap-
proved, the Tetter 1 uastmg mmdmwﬂ fmm
m;’shouldnotbe aoe&mtheﬁ!a -

1308, 62 ‘For Interferenee g

It may be necessary to withdraw a case from
issue. for messoms. connected. with an interfer-
ence. For the procedure to be foﬂcwed seg
1101.01(0) a,mi 1112.94:. o ,

1309 Isune of Puent

The ﬁl&e of allowed cases (not patemted ﬁles)
are kept in the Issue and Gazette Branch, ar-
ranged in the serial number order. When the
final fee is paid within the time ‘allowed by
law, the file is given a patent number and date.
The file then goes to-the Assignment Branch
for examination as to assignments after ‘which
it is sent to the Government Pri Office
for printing of the specification. bond
paper copy of the drawmg and. spec.lﬁcatmn is
ribboned and sealed in the Issue and Gazette
Branch and finally signed. o

85 UB.C. 153. How {ssued. Pamu-mu be izsued
in the name of the United States of America, under the
sea) of the Patent Office, and shall be signed by the
Commiasioner or have his signature placed thereon
and attested by an officer of the Patemt Office desig-
niated by the Commissioner, and shall be recorded in
the Patent Office.

In accordance with the Commissioner’s No-
tice of July 2, 1952 (661 O.G. 13) various
officials mcludmg the head of the Issue and

Bew. 6, Oct. 1965

y
rror is found, the
mitted to the Exam

prmter wmt ” cases mus&- mewa im-
mﬁxm attention be returned to the Issue
and Gasstie Branch ss soon as possible (pref-
erably within tbm bours). (Bam N’ot: of

by
may have to be ¥
may sometimes be_ va,
his representative
cases, he should be csﬂed i ately, and
the error may perhaps be corrected by smend-
ment under Rule 312.

If the Examiner finds the specification:cor-
r%ct #s it stands, he endorses the slip to that
eftect.

After correction or checking, the application
file and proof should be promptly returned to
the Issue and Gazeite Branch.

1309.02 Protest Against [ssue

Fule 291, Proteste to the grant of ¢ palent, The
patent atatutes do pot provide for opposition te the
grant of & patent en the part of the pablic, Protests
to the grant of & patent are ordingrlly merely ac-
knowledged, and fied after being referred to the ex-
aminer having charge of the subject matter involved
for hig information.

When a protest is filed a.gamst the issuance
of a patent the same shall, after consideration
b the Examiner, be forwarded to the Su er-

zg' Examiner and shall not be ente
the fe of the application to which it refers
(Basis: Order 1808.)






