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601 Content of Application

35 U.S.C. 111. Application for patent. Application for patent shall
be made, or authorized to be made, by the inventor, except as oth-
erwise provided in this title, in writing to the Commissioner. Such
application shall include (1) a specification as prescribed by section
112 of this title; (2) & drawing as prescribed by section 113 of this
title; and (3) an oath by the applicant as prescribed by section 115
of this title. The application must be accompanied by the fee re-
quired by law. The fee and oath may be submitted after the specifi-
cation and any required drawing are submitted, within such period
and under such conditions, including the payment of a surcharge, as
may be prescribed by the Commissior.er. Upon failure to submit the
fee and oath within such prescribed period, the application shall be
regarded as abandoned, unless it is shown to the satisfaction of the
Commmissioner that the delay in submitting the fee and oath was un-
avoidable. The filing date of an application shall be the date on
which the specification and any required drawing are received in
the Patent and Trademark Office.

37 CFR 151, General requisites of an application. (8) Applications
for patents must be made to the Commissioner of Patents and
Trademarks. A complete application comprises:

(1) A specification, including a claim or claims, see §§1.71 to
1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.88.

(4) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclosure
statement. See §§ 1.97 through 1.99.

(c) Applicants may desire and arc permitted to file with, or in,
the application an authorization to charge, at any time during the
pendency of the application, any fees required under any of §§ 1.16
to 1.18 to & deposit account established and maintained in accord-
ance with § 1.25.
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Gumsumas FOR: Dmmc s M@m-:r_ PATENT
APPLICATION

The following guidelines illustrate the preferred
layout and content of ' patent applications. These
guidelines are suggested for the apphcant’s use.

Arrangement and Contents of the Specifi catwn

The following order of arrangement is preferable in
framing the specification and, except for the title of
the invention, each of the lettered items should be
preceded by the headings indicated.

(2) Title of the Invention.

(b) Cross-References to Related Applications (if
any).

{c) Statement as to rights to inventions made under
Federally-sponsored research and development (if
any).

(d) Background of the Invention.

1. Field of the Invention.

2. Description of related art including information
disclosed under §§ 1.97-1.99,

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

(2) Description of the Preferred Embodiment(s).

(h) Claim(s).

(i) Abstract of the Disclosure.

Congent

(a) Title of the Invention: (See § 1.72(a).) The title of
the invention should be placed at the top of the first
page of the specification. It should be brief but techni-
cally accurate and descriptive preferably from two to
seven words.

(b) Cross-References to Related Applications: (See 37
CFR 1.78 and § 201.11.)

(c) Statement as to rights to inventions made under
Federally sponsored research and development (if any):
(See § 310).

(d) Background of the Invention: The specification
should set forth the Background of the Invention in
two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This state-
ment may include a paraphrasisiz of the applica-
ble U.S. patent classification definitions. The
statement should be directed to the subject
matter of the claimed invention. This item may
also be titled “Technical Field”.

(2) Description of the related art including informa-
tion disclosed under §§ 1.97-1.99: A paragraph(s)
describing to the extent practical the information
known to the applicant, including references to
specific documents where appropriate. Where ap-
plicable, the problems involved in the informa-
tion disclosed which are solved by the applicant’s
invention, should be indicated. This item may
also be titled “Background Information”.

(e) Summary of the Invention: A brief summary or
general statement of the invention as set forth in
§ 1.73. The summary is separate and distinct from the
abstract and is directed toward the invention rather

f«f:zvthmﬁzathcezf;adiasclosutes‘r‘fas‘ﬂa-uwhole‘.fa‘e-'SFhe‘r'*summa‘i'Yﬁmy |

point out the advantages of the invention or how it
solves problems previously existent in the art (and
preferably indicated in the Background‘ -of the ‘Inven-
tion). In chemical cases it should point out in general
terms -the utility of - the ‘invention. If possible, the
nature and gist of the invention or the inventive con-
cept should be set forth. Objects of the invention
should be treated briefly and only to the extent that
they contribute to an understanding of the invention.
This item may also be titled “Disclosure of Inven-
tion”.

(f) Brief Description of the Drawmg(s) A reference
to and brief description of the drawing(s) as set forth
in § 1.74.

(g) Description of the Preferred Embodiment(s): A
description of the preferred embodiment(s) of the in-
vention as required in § 1.71. The description should
be as short and specific as is necessary to adequately
and accurately describe the invention. This item may
also be titled “Best Mode for Carrying Out the Inven-
tion”.

Where elements or groups of elements, compounds,
and processes, which are conveutional and generally
widely known in the field to which the invention per-
tains, form a part of the invention described and their
exact nature or type is not necessary for an under-
standing and use of the invention by a person skilled
in the art, they should not be described in detail.
However, where particularly complicated subject
matter is involved or where the elements, compounds,
or processes may not be commonly or widely known
in the field, the specification should refer 1o another
patent or readily available publication which ade-
quately describes the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim may be
typed with the various elements subdivided in para-
graph form. There may be plural indentations to fur-
ther segregate subcombinations or related steps.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may
be used in conjunction with the recitation of the same
element or group of elements in the claims. The refer-
ence characters, however, should be enclosed within
parentheses so as to avoid confusion with other num-
bers or characters which may appear in the claims.
The use of reference characters is to be cousii~red as
having no effect on the scope of the claims.

Claims should preferably be arranged in order of
scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims of like
species should be grouped together where possible
and physically separated by drawing a line between
claims or groups of claims. (Both of these provisions
may not be practical or possible where several species
claims depend from the same generic claim.) Similar-
ly, product and process claims should be separately
grouped. Such arrangements are for the purpose of fa-
cilitating classification and examination.

The form of claim required in 37 CFR 1.75(e) is
particularly adapted for the description of improve-
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‘ment’ type inventions. It is to be considered a’ combl-
nation claim and should be drafted thh thlS thought
m mind.

“In drafting claims in accordance w1th 37 -CFR
1.75(e), the preamble is t0 be considered to positively
and- clearly include all the elements of steps recited
therein as a part of the claimed combination. "

(1) Abstrace of the Dtsclasure' (See 37 CFR 1.72(b)
and § 608 0i(b).)

Oath or Declaration

(See 37 CFR 1.63, 1.68, 1.69 and 1.70.) Where one
or more previously filed foreign applications are cited
or mentioned in the oath or declaration, complete
identifying data, including the application or serial
number as well as the country and date of filing,
should be provided.

THE APPLICATION

The specification must be filed or translated into
the English language and must be legibly typewritten,
written or printed in permanent ink or its equivalent
in quality. See 37 CFR 1.52 and § 608.01.

The parts of the application may be included in a
single document.

Determination of completeness of an application is
covered in § 506.

The specification and oath or declaration are se-
cured together in a file wrapper, bearing appropriate
identifying data including the serial number and filing
date (§ 717).

NoTE

Division applications § 201.06.
Continuation applications § 201.07.
Reissue applications § 1401.
Design applications, Chapter 1500.
Plant applications, Chapter 1600.

A model, exhibit or specimen is not required as part
of the application as filed, although it may be required
in the prosecution of the application (§§ 1.91-1.93,
608.03).

37 CFR 1.59. Papers of application with filing date not to be re-
turned. Papers in an application which has received 2 filing date
pursuant to § 1.53 will not be returned for any purpose whatever. If
applicants have not preserved copies of the papers, the Office will
furnish copies at the usual cost.

See, however, § 604.04(a).

The Patent and Trademark Office has initiated a
program for expediting newly filed application papers
through pre-examination steps. This program requires
the cooperation of applicants in order to attain the de-
sired result—a reduction in processing time.

Therefore, all applicants are requested to include a
preliminary classification on newly filed patent appli-
cations. The preliminary classification, preferably
class and subclass designations, should be identified in
the upper right-hand corner of the letter of transmittal
accompanying the application papers, for example
“Proposed class 2, subclags 129.”

This program is voluntary and the classification
submitted will be accepted as advisory in nature. The
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ﬁnal class and subcl as
sxblhty of the Ofﬁce

60101, Complete Applicatlon -
37’ CFR'1 53 Senal number, flmg date, and camplenan af apph’ca-
RRY i/ S

(s) Any apphcmon for & ‘patent received ‘in the Patent and
Trademark Office will be ass:gned & serial number for identification

; aééigyhinenf,rémains the respon-

purposes.

(b) The. ﬁlmg date of an appllcatlon for patent is the date on
which: (1) A spccnﬁcatmn contzining & description pursuant to
§ 1.71 and at least one claim pursuant to § 1.75; and (2) Any draw-
ing required by § 1.81(a), are filed in the Patent and Trademark
Office. No new matter may be introduced into an application after
its filing date (§ 1.118). -

{c) If any application is filed without the speclﬁcauon or drawing
required by pamgraph (b) of this section, applicant will be so noti-
fied and given a time penod within which to submit the omitted
specification or drawing in order to obtain a ﬁlmg date as of the
date of filing of such submission. If the omission is not corrected
within the time period set, the application will be returned or oth-
erwise disposed of; the fee. lf submmed, will be refunded less a
$50.00 handling fee. ‘

(@) If an application which has been accorded a filing date pussu-
ant to paragraph (b) of this section does not include the appropriste
filing fee or an cath or declaration by the applicant, applicant will
be so motified and giver. a period of time within which to file the
fee, oath, or declaration and to pay the surcharge as set forth in
§ 1.16{e) in order to prevent abandonment of the application. The
notification pursuant to this paragraph may be made simultaneously
with any notification pursusat to paragraph (c) of this section.

(e} An application for a patent vill not be placed upon the files
for examination until all its required parts, complying with the rules
relating thereto, are reccived, except that certain minor informal-
ities may be waived subject to subseguent correction whenever re-
quired.

{6y The filing date of an international application designating the
United States of America shall be treated as the filing date in the
United States of America under PCT Article 11(3), except as pro-
vided in 35 U.S.C. 102(e)

Section 1.53 relates to application serial numbers,
filing dates and completion of applications. Paragraph
§ 1.53(a) indicates that a serial number is assigned to
any filed application for identification purposes, even
if the application is incomplete or informal. Paragraph
§ 1.53(b) provides that a filing date is assigned to an
application as of the date a specification containing a
description and claim and any required drawing are
filed in the Patent and Trademark Office. Although
the filing fee and oath or declaration can be submitted
later, no amendments can be made to the specification
or drawings which will introduce new matter. This
practice is authorized by 35 U.S.C. 111 as amended
by Pub. L. 97-247. Paragraph § 1.53(c) provides for
notifying applicant of any application incomplete be-
cause the specification or drawing is missing and
giving the applicant a time period to correct any
omission. If the omission is not corrected within the
time period given, the application will be returned or
otherwise disposed of and a handling fee of $50.00
will be retained from any refund of a filing fee. Para-
graph § 1.53(d) provides that, where a filing date has
been assigned to a filed specification and drawing, the
applicant will be notified and be given a period of
time in which to file the missing fee, oath or declara-
tion and to pay the surcharge due. The time period
usually set is one month from the date of notification
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by the Patent and Ttademark Office, but in no case
less than two months after the date of filing of the ap-
plication. Paragraph § 1.53(e) indicates that a patent
application will not be forwarded for examination’ oni
the merits until all required, parts have been received.
Paragraph § 1.53(f) indicates that international appli-
cations filed under the Patent Cooperation Treaty
which designate the United States of America are
considered to have a United States ﬁlmg date under
PCT Article 11(3), except as provided in 35 U.S.C.
102(e), on the date the requirements of PCT Article
11(1) (i) to (iii) are met.

Effective February 27, 1983, in accordance with the
provisions of U.S.C. 111 and 37 CFR 1.53(b), a filing
date is granted to an application for patent, which in-
cludes at least a specification containing a description
pursuant to 37 CFR 1.71 and at least one claim pursu-
ant to 37 CFR 1.75, and any drawing referred to in
the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and
which names the actual inventor or inventors pursu-
ant to 37 CFR 1.4i(a). If an application which has
been accorded a filing date does not include the ap-
propriate filing fee or oath or declaration, applicant
will be so notified and given a period of time within
which to file the missing parts to compizte the appli-
cation and to pay the surcharge as set iorth in 37
CFR 1.16(e) in order to prevent abandonment of the
application.

In order for the Office to so notify the applicant, a
correspondence address must also be provided by the
application. The address may be different from the
Post Office address of the applicant. For example, the
address of applicant’s registered attorney or agent
may be used as the correspondence address. If appli-
cant fails to provide the Office with a correspondence
address, the Office will be unable to provide applicant
with notification to complete the application and to
pay the surcharge as set forth in 37 CFR 1.16(e). In
such a case, applicant will be considered to have con-
structive notice as of the filing date that the applica-
tion must be completed and applicant will have two
months from the filing date in which to do so before
adandonment occurs.

The oath or declaration filed in response to such a
notice must identify the specification and any amend-
ment filed with the specification. If an amendment is
filed with the oath or declaration filed after the filing
date of the application, it may be identified in the
oath or declaration but may not include new matter,
No new matter may be included after the filing date
of the application. See § 608.04(b). If the oath or dec-
laration improperly refers to an amendment contain-
ing new matter, a supplemental oath or declaration
will be required pursuant to 37 CFR 1,67(b).

Section 1.63 of 37 CFR requires that an oath or
declaration “identify the specification to which it is
directed.” Since filing dates are now granted on appfi-
cations with the oath or declaration being filed later
with a surcharge, the question has arisen as to what

MANUAL OF PATENT EXAMINING PROCEDURE

information must be supplied in the cath or declara-
tion to identify the specification to which it is direct-
ed and to comply with the rule.

The -declaration form suggested by the Office in-
cludes spaces for filling in the names of the inventors,
title of invention, application serial number, filing
date, foreign priority application information and
United States priority application information. While
this information should be provided, it is not essential
that all of these spaces be filled in in order to ade-
quately identify the specification In compliance with
37 CFR 1.63.

The following combinations of information supplied
in an oath or declaration are acceptable as minimums
for identifying a specification:

(1) name of inventor and application

number;

(2) name of inventor, attorney docket number
which was on the application as filed, and
filing date of the application;

(3) name of inventor, title of invention and filing
date;

(4) name of inventor, title of invention and refer-
ence to a specification which is attached to the
oath or declaration zf the time of execution
and filed with the oath or declaration;

(5) name of invenior, title of invention and a state-
ment by a registered atiurney or agent that the
application filed in the PTO is the application
which the inventor executed by signing the
oath or declaration,

If the oath or declaration is filed with an “at-
tached"” specification as indicated in item (4) above, it
must be accompamed by a statement that the 'at-
tached" specification is a copy of the specification and
any amendments thereto which were filed in the
Office in order to obtain a filing date for the applica-
tion. Such statement must be a verified statement if
made by a person not registered to practice before the
Office.

Oaths or declarations which do not meet the re-
quirements set forth above will not be accepted as
complying with 37 CFR 1,63 for completing an appli-
cation. Any variance from the above guidelines will
only be considered upon the filing of a petition for
waiver of the rules under 37 CFR 1,183 accompanied
by a petition fee (37 CFR 1.17(h)). Supplemenial
oaths or declarations in accordance with 37 CFR 1,67
will be required in applications in which the oaths or
declarations are not completely filled in but contain
sufficient information to identify the specifications to
which they apply as detailed above,

The periods of time within which applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are
not completed in a timely manner will be abandoned,

The forms used by Application Division to notify
applicants of defects are reproduced on the following

pages.

serial
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PARTS, FORM AND CONTENT GF APPLICATION ' 601.01
UNETED STATES mamm OF COMMERCE
Povant sad Trademark Oifice
Agerenn. - m“?“f!mmfm
W etwmiegan, DC. 0EM -

EYTICR, OF IRCOMPLETE ABRPLICATITNE

A ©2liwmz date has ROT bees assizmed for the resrom{el showw Selow

: e smecifiratics [ | hag Seew omitted a i has peges BuEsing. & corplete specificpriow
ir compliance Wizl T.5.C. 112 29 :equv--e" The gpECLEiTEoimm il —!“ce n wrizeen
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gad oge thr same. The sPecificption mase romclode witd @ =izim gr claiws.
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1z,
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601.02

601.02 Power of Attormey or. Authormtma M
Agent

The attorney’s or zgent’s full post ofﬁce addrms

(incleding ZIP code nember) must be given in every
power of attorney or smthority of agent. The tele-
phone number of the attoraey or agent should also be
included in the power. The prompt delivery of com-
mumnications will thereby be facilitated.

Usually 2 power of attorney or authorization of
agent is incorporated in the oath or declaration form.
{See §8 402 and 605.04{3).}

601.01 Change of Correspondence Addrws

Where an attorney or agent of record (or applicamz,
if he is prosecuting his application pro se) changes his
or her correspondence address, he or she is respon=-
ble for promptly notifving the Patent and Trademark
Office of his or her new correspondence address {in-
cluding ZIP Code number). The notification showuld
also include his or her telephone number.

A separate notification must be filed in each appli-
cation for which he or she is intended to receive comn-
munications from the Office. In those instances where
a change in the correspondence address of a regis-
tered attorney or agemt is mecessary in a plurality of
applications, the notification filed in each application
may be a reproducticn of a properly executed, origi-
nal notification. The original notice may be sent 10
the Office of the Solicitor zs notification to the Attor-
ney's Roster of the change of address, or may be fied
in one of the applicatinns zffected, provided that the
notice includes an authorization for the public to in-
spect and copy the criginal notice in the event one of
the applications comtzining a copy matures into 2
patent and the application containing the original
paper is either pending or has become abandoned.
The copies submitted in each affected application
must identify where the original paper is locatad.

See § 711.03(c) for treatment of petitions to revive
applications abandoned as a consequence of failure io
timely receive an Office action addressed to the <id
correspondence address.

The notification reguired need take no particular
form. However, it should be provided in a2 manmer
calling attention to the fact that a change of addresss
is being made. Thus, the mere inclusion, in a paper
being filed for another purpose, of an address which
is different from the previocusly provided correspond-
ence address, withou: memzion of the fact that an ad-
dress change is being made would not ordinarily be
recognized or deemed as instructions to change ihe
address on the file record.

The obiigation (see 37 CFR 1.347) of a registered
attorney or agent to notifv the Attorney’s Roster by
letter of any change of his address for entry on the
register, is separate from the obligation to file a notice
of change of address filed in individual applicaticms.
See § 402.

601.04 National Stage Requirements of the
United States 2s a Designated Office

35 US.C 371 Naitional szzge: Commencement.

'MANUAL OF PATENT EXAMINING PROCEDURE .

(2} Beceipe from the International Bumﬂ of copies of interma-
tional g siioms with amendments to the claims, if any, and inter-
mmcm% sezrw repons is required in the case of all international ap-

pl : Ggnating the United Seates, except those filed in the

Pa:cmx Gﬁc&

(b} Szbiecz o subsecton {f) of this section, the national stage
shall comemence with the expiration of the appplicable time limit
under artcle 22 (1) or (2) of the treaty, at which time the applicant
shall Bsve complied with the applicable requirements specifled in
subsection (2§ of this section.

{c) The applicant shall file in the Patent Office—

. {3} the mations? fee prescribed under section 376(a}$) of this
part

{23 2 copv of the international application, vnless not required
under sphsection {2) of this section or already received from the
Internstiors] Bureas and a verified transiation into the English
langmage of the international applcation. if it was filed n another
lenguage:

(3} amendments, if any, to the claims m the international appdi-
catiom, made under article 19 of the treaty, unless such amend-
have been communicated to the Parent Office by the Inter-
national Bawean, gnd a translation into the Eaglish language i
suck smemdments were made in another language;

{4} an cmxh or declaration of the inventor (or other person amn-
thorized =nder %ﬁu i1 of this title} complying with the
regaivemenns. of section 115 of this title and with regulations pre-
scribed for caths or declarations of applicants.

(d} Faileze= 10 cogmply with any of the requirements of subsecton
{c} of this section, within the time Hmit provided by article 22 (1)
or (2} of tee treaty shall result in abandonment of the international
apphcation.

(e} Afier zn imternational application has entered the naticmal
stage, 20 patent mayv b2 granted or refused thereoa before the expi-
ration of the apphcable time limit under article 28 of the tresty,
excepr with vhe express consent of the applicant. The applicant may
presem? amemdments 10 the specification, claims, and drawings of
the application after the national stage has commenced.

() A the express request of the applicent, the national stage of
processing mav be commenced at any time at which the applicatgon
is in order fior such purpose and the applicable requirements of sub-
sectiom {¢) of this section have been compiied with.

35 E.8.C 372 Ngrionel stage: Reguirerments and procedure.

(2} All gmsstons of substance and, within the scope of the re-
quirements of the weaty and Regulations, procedure in an interzna-
tionz! zpplicztion designating the United States shall be determimed
as in the casz of netional applications regularly filed in the Patemt
Office.

(6} In the case of international applications designating but not
origimating 7z, the United States—

{1} the Commissioner may czuse tc be recxamined quesuoms
relating = form and contents of the application in accordance
with the reguirements of the treaty ard Regulanions;

"37) the Comemissioner may cause the question of unity of in-
vezmiion o be reexamined under section 121 of this ttle, within
the scoape of the requirements of the treaty and the Regulations.
{c; Any ciaim not searched in the intermatonal suage in view of a

holdizg., fomnd w be justified by the Commissioner upon review,
that he international application did not comply with the require-
ment for mmty of mvention under the treaty and the Regulations,
shall be comsidered canceled, unless payment of 2 special fee is
made by the applicant. Such special fee shall be paid with respect
to ezch claim not searched in the international stage and shall be
submitted oon later than one month after 2 notice weas sent to the
applicent izforming him that the said holding was deemed 10 be
justified. The paymert of the special fee shall not prevent the Com-
missicmer from sequiring that the international zpplication be re-
stricted to ome of 1the inventions claimed therein under section 121
of this title, and within the scope of the requlremems of the treaty
and the Regulations.

35 U.S.C. 373 Improper applicant. An international application
desigmating the United States, shall not be accepted by the Patent
Office for the national stage if it was filed by anyone not qualified
undez chagrer 11 of this title to be an applicant for the purpose of
filing 2 naticmal application in the United States. Such imternational
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Pmmfm»m oom OF APPLmAmx ; - 602

applmmssha@wmasmebmimzmbmm‘mmw
filing date under section 120 of this title in & subsequently Ted ap-
phcaﬂmubutmvmu&ebaasfb&ac?m&ufﬁkng!mafpﬁ
ontyunderseczwademzsm!e,xfml?ﬂmm“mwm
sole country designsted in such internations] asgmlics

37 CFR 1.61. Filing of applications in the Ungized Sm ofz(menm

asa
(a) To maintsin the beaefit of the intermasions]l Simg date and
m'memmmthe

obtain a5 examination 25 © the
United States, the applicant shall furmish to the US. Patent and
Trademark Office not later than the expiration of 23 months from
the priority date: {1} A& copy of the mernationsl application with
any amendments. anless # has been previcesly farnished by the In-
ternational Bureas or unless it was origine@y filed in the U.S.
Patent and Trademark Office; {2) a verified tramslatios of the inter-
national applicarion and e tramslation of any zmendments imio the
English language. ¥ originally filed elsewhere in znother language;
(3) the national fee (see § 1.445(a}4)); znd (4) 2= catk or declaration
of the inventor (sze § 1.70).

(b) Where an International Searching Authority has made 2 dec-
laration that no aternational search report wil be sstablished be-
cause the intermational application relates 10 the suhject matter
which it is not reguired =0 search. or because the spplicetion fails to
comply with the prescribed requirements to soch an ement that a
meaningfol searck could not be carried out, the time for perfcrming
the acts referred wmpmgmph(a)ohhzssmon:sszmm
the mailing date of the declaration to the applicant.

The United States national stage commencement re-
quirements are set forth in 35 U.S.C. 371 and 372. In
order to retain his or her internationz! filing date and
enter the national stage in the United States, and
unless the international application was filed I the
United States Receiving Office or already received
from the International Bureau, the applicant must file
in the U.S. Patent and Trademark Office the follow-
ing items:

(i} a copy of the smemauonal application and a
verified English translation thereof, if necessary,

(ii} a copy of any amendments to the claims
which were made before the International Bureau
and an English translation thereof, if necessary,

(iii} an cath or declaration of the inventor(s),
and

(iv} the national filing fee.

The applicant must submit these items not later
than at the expiration of 20 months from the priority
date (35 U.S.C. 371{d) and PCT Article 22). At 20
months the applicant may also file an information dis-
closure statement.

After filing, the applicant has the right to amend his
or her application before the Designated Office within
one month after entry into the national stage. It
should be noted that the time limits referred to in the
preceding paragraph apply irrespective of whether
the international search report is available.

The time limit (20 months from the priority date)
indicated above, expires earlier where the Internation-
al Searching Authority makes a2 declaration to the
effect that no international search repor: will be estab-
lished; if such a declaration is made the applicant will
be notified by the International Searching Authority;
the time limit is then two months from the date of the
notification of the said declaration sent to the appli-
cant (PCT Article 22(2) and PCT Rule 44.1).

602 Original Oath or Declaration
35 US.C. 25 Decisration 1n lieu of oath.

{a) The Con 2 &y rele prescribe the: any document
mk%mkhmt@?xmﬁmm“haﬂasw
quired by any law, rule, or odher reg on 10 be pader cath may
bcmbmszedwbyamewmmmcb form as the Corme-
missioner may prescribe, seck declarstion 10 be in lieu of the cmbk
otherwise required. .

b} Whenever such wmmdmmmrsused the document
must Wasn xhedeclmmaxaﬁ!fmmﬁsemmﬁsandmcm
;. npeiscament, or both (18 US.C 10D1L

IFULC 26 Eﬂ'ect qfaefmaemﬂm

Any document to be filed & the Patent and Trademask Office
and which is required by any law, rule, or other regulation to be
emcmedmaspemﬁcdmmmm be provisionally accepred by
the Commissioner despite 2 defective execution, provided 2 proper-
iv executed document i sulunimed wirhin such time a5 may be pre-
scribed.

33 USC 115 Oath of applicemt.

The applicant shall meke cath that he believes himself o be the
original and first inventor of the process, machine, manofacture, of
composition of maner, or improrvemen thereof, for which ke solic-
its a2 patent; angd shall szate of whar country he is a citizen Such
oath may be made before any persom within the Undted Stazes au-
thorized by law 10 administer cathe or, when made in 2 forelgn
country, before any diplomatic or comsnlar officer of the United
States anthorized 0 administer ombs, or before any officer Gaving
an official seal and awthorized o administer oaths in the foreign
country in which the applicare zay be. whose authority skall be
proved by certificate of 2 diglomatic or comsular officer of the
Umited States, or aposiifle of official designated by & foreign
country which, by treaty or comvention, accords like effect io apos-
tilles of designated officials in the Unized States. Such cath = valid
if it complies with the laws of the szzte or country where made.
“’henthcapph&zﬂon:smzﬁpm"adedmlheuﬁeb\ 5 person
other than the inventor. the cesk may be so varied in form that it
can be made by km.

37 CFR 1.63 Oath or declaravive.

{2} An cath or declaragion filed under § 1.51(a}2) as a2 parz of an
application must:

{1) Be executed in accordance with efither § 1.66 or §1.65;

{2} Ideniify the specification to whick 1t is directed;

(3) Idenuify ezch invensor and the residence and country of citi-
zenship of each inventor; aad

(4) State whether the inventor & z sole or joint inventor of the
invention claimed.

{b) In addition to meetng the requirements of paragraph (), the
oath or declaraticn must state the: the person making the ozth or
declaration:

{1} Has reviewed and ooderszznds the contents of the specifice-
tion, including the claims, as amended by any amendment specifi-
cally referred to in the cath or declarstion;

(2) Believes the named invenmior or fmventors 1o be the o .;gma]
and first inventor or inventors of the subject manter which is
claimed and for which a patent is soeghs: and

{3) Acknowledges the duty 1o disclose information which s ma-
terial to the examination of the appBcstion in accordance with
§ 1.56(a).

{c}) In addition to meeting the raguirements of paragraphs {a} and
(b) of this section, the cath or declarazion in any applicaton in
which a claim for foreign priority & mazde pursuant to § 1.55 must
identify the foreign application for patemt or invenior’s cenificate
on which priority is claimed, and any foreign spplication havisg 2
filing date before that of the spplicamon on which prioriny is
cleimed, by specifying the applicazion number, country, day, month
and vear of its filing.

(dj In any continuation-in-part zpphicasion filed under the condi-
tions specified in 35 U.S.C. 120 which dascloses and claims sohbject
matter in addition 1o that discloted in the prior copending zpplics-
tion, the oath or declaration must also state thas the person making
the oath or declaration acknowledges the duty 0 disclose maierial
information as defined in § 1.56/2) which occurred between the
filing dte of the prior application znd the natiomal or PCT intzrna-
tionz! filing date of the comtinustion-in-pazt application.

37 CFR 1.68 Declaration in Liew of Ggth. Any document to be
filed in the Patent znd Trademark Office and which is required by
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602.01

any law, rule, or other regulation to be soder oath may be sub-

scribed to by @ written declaration with the exception of tedtimony
relating o interferences and other onpiested cases covered by
86 1.371 o 1.286. Sech declaration mey be wsed in Eeg of the oath
otherwise reguired, if, and only ¥, the declaramy is on the same doc-
ument, warned that willful false satements and the Hie are punich-
able by fine or imprisonmest, cr both {18 B.S.C. 1001y and may
jeopardize the walidity of the ap
thereon. The declarant must set forth i the body of the declaration
that all stztements made of his own kxowledge are true and that all
statements made on information and belisf are believed 10 be true.

I8 USC 108]. Statements or emiries generaify:

Whoeves, in any matier within the jursdicton of soy deparmment
or agency of the United Suates nowingly end willfully falsifies,
conceals, of covers up by any wick scheme. or device z material
fact, or makes any fakse, fictitious or frasdules: staterments or rEpre-
szntations, or makes or uses any false writing or document krowing
the same to Comtain any false, fictitiows or fraudulen: statement or
entry, shall be {ined not more than $1%.000 or imprisoned not more
than five years. or both.

QOaths and declorations submitted in applicaﬁons
filed after May 1, 1975 must make reference to appli-
cations for inventor’s certificates on which priority is
claimed and any filed prior o mhe ﬁlmg date of an ap-
plication on which priority is clzimed

A §1.68 declaration need rsmt be ribboned to the
other papers, even if sigred in a country foreign to
the United States. When a declzration is used, it is un-
necessary to appear before anw official in connection
with the making of the declaration. It must, however,
since it is an integral part of the application, be main-
tained together therewith.

By statute, 35 U.S.C. 25, the Commissioner has
been empowered to prescribe instances when a writ-
wen declaration may be acceptzd in lizu of the oath for
~any document to be filed in the Patent and Trade-
mark Office™.

The filing of a written declaration is acceptable in
lieu of an original application cath that is informal.

The applicant may state tha: no foreign applications
have been filed, if such is the czse. If 21l foreign appli-
cations have been filed within twelve months of the
U.S. filing date, he or she is required only to recite
the first such foreign application of which priority is
claimed. and it should be clear that the foreign appli-
cation referred to is the first filed foreign application.
The applicant is required 1o recite all foreign applica-
tions filed prior to the application on which priority is
claimed. It is desirable 10 gve the foreign serial
number as well as the filing daze of the first filed for-
eign application.

In the oath, the jurat mus: be ﬁ.}ed cut, and the
word “sole” o only must appear if there is but one
inventor, and “Joxm if two or more inventors.

When joint inventors execute separate oaths or dec-
larations, each oath or declarzzion should make refer-
ence to the fact that the affian: is a joint inventor to-
gether with each of the other inventors indicating
them by name. This may be done by stating that he or
she does verily believe himseif or herself to be the
original, first and joint inventor together with “A or
A & B, etc.” as the facts may =e.

A seal is usually impressed op an oath. See §§ 604
and 604.01 and 37 CFR 1.66. However oaths executed
in many states including Alabama, Louisiana, Mary-

om vz any patent issuing
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land, Massachmts., New Jerscy, New York, Rhode
Island, South Ca 5 and ergmia need not be im-
pressed with 2 seal
If a claim is presented for matter not originally
claimed or embraced in the original statement of in-
vention in the i ion a supplemental oath or
declaration is required. 37 CFR 1.67, § 603.

602.01 Osth Camnot Be Amended

The ward.mg of an ocath or declaration cannot be
amended altered or changed in any manmer after it
has been signed. I the wording is not correct or if all
of the required affirmations have not been made or if
it has not been properly subscribed to. a new oath or
declaration must be required. However, in some cases
a deficiency in the oath or declaration can be correct-
ed by a supplemental paper and a new oath or decla-
ration iS nOt BECESSEIV.

For example, if oath does not set forth evidence
that the notary was acting within his or her jurisdic-
tion at the time he or she administered the cath, a cer-
tificate of the notazv that the oath was taken within
his or her jurisdicton will correct the deficiency. See
§$ 602 and 604.02.

Apphcant may be so advised by gsing Form Para-
graph 6.03.

6.03 QOarh Declzravior Cannos Be Amended

A new oath or declzrztion s required becazse f1}. The wording
of an oath or declaratiow cannot be amended. I the wording is not
correct or if all of the r=gaired affirmations have not beea made or
if it has not been properiyv subscribed to, a new ocath or declaration
is required. The mew cazh or declaration must properly identify the
application of which & is w form a part, preferably by Serial
Number and filing dage In the body of the ozth or declaration. See
MWPEP 602.01 and 602.02.

Ezaminer Note

This peragrapk is int=nded primarily for use in prose applications.

602.02 New QOath or Substitute for Original

In requiring a new oath or declaration, the examin-
er should always give the reason for the requirement
and call attention 1o the fact that the application of
which it is to form 2 part must be properly identified
in the body of the new cath or declaration, preferably
by giving the seriz! number and the date of filing.

Where neither the original cath or declaration, nor
the substitue oatk or declaration is compleie in itself,
but the two taken zogether give all the reguired data,
no further ozth or declaration is needed.

602,03 Defective Oath or Declaration

In the first Office action the examiner must point
out every deficiency in a declaration or cath and re-
quire that the same be remedied. However, when an
application is otherwise ready for issue, an examiner
with full signatory authority may waive the following
minor deficiencies:

1. A delay of sonewhat more than five weeks plus
mailing time in filing after the time of making the
declaration, or the time of execution in the case
of an oath or declaration.
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2 Rwﬁmeofanapphmntzfapoﬁofﬁoeaddm
-is given. - -

3 Mmrdeﬁcmsmmeemunﬁnofmoathm
declaration. -

4. Mmotdeﬁmemzesm&ebodyufthcoathot
declaration where the deficiencies are self-evi-
dently cured in the rest of the oath or declara-
tion, as in an oath or declaration of plural inven-
tors couched in plural terms except for use of
“sole inventors™ is asserted. In re Searles, 164
USPQ 623.

¥f any of the above are waived, the examiner should
write in the margin of the declaration or oath a nota-
tion such as “Siale date of declaration (oath) waived;
application ready for issue™ and his or her initials and
the date.

If the defect cannot be waived, Form Paragraph

6.46 should be used when the application is allowabie.

6.46 Cuse Allowoble, Substitute Declararion Needed

Applicamt s mow required to submit 2 substitute declaraticm or
oath to correct the deficiencies sez forth in the PTQO-152, Notice of
Informality. [1]. The substituze ocath or declaration MUST
EITHER be filed within the three momb statutory period set for
payment of the issue fee in the “NOTICE OF ALLOWANCE”™
(PTOL-€%} if applicant has not gre-suthorized the payvment of the
issue fee from a deposit account, OR within one month of the mail-
ing of the “NOTICE OF ALLOWANCE" if applicant has prz-zo-
thorized pavment of the issue fee from 2 deposit account. Note thar
the statute does not permit extension of the three month period set
for pavmens of the issue fee. Fzilure 1o timely file the subsiizute
declaration {or cath) will result in ABANDONMENT of the appli-
cation. The transmittal letter accompanying the declaration {(or
oath) shouid indicate the followizg in the upper right hand cormer:
fssue Baich Number, Date of the Notice of Allowance, and Serial

Examiner Note: In the bracket, mmsernt efiher: artached o this com-
municatioz -or- attached to the Office acnon mailed——.

602.04 Foreign Executed Osath

An ocath executed in a foreign countrv must be
properly zuthenticated. See § 604 and 37 CFR 1.66.

602.04(2y Foreign Executzd Oath Is Ribboned to
Other Application Papers

37 CFR 166 Officers quthorized o adrminister saths. (b Whezn the
oath is tzken before an officer in 2 country foreign to the Unfzed
States, any accompanying applicazion papers, except the drawings,
must be astached together with the cath and 2 ribbon passed ons or
more times throvgh all the sheews of the application, except the
drawings, and the ends of said ribbon brought together under the
seal before the latter is affized and impressed, or each sheet must be
impressed with the official seal of the officer before whom the cath
is taken. If the papers as filed are ot properly ribboned or each
sheet impressed with the seal, the case will be accepted for exami-
nation but before it is allowed, duplicate papers, prepared in com-
pliance with the foregoing sentence. must be filed.
U.S. Accession to Hague Convention Abolishing the

Regquirement of Legalization for Foreign Public Doc-

uments

On Oct. 15, 1981, the Hague “Convention Abolish-
ing the Requirement of Legalization for Foreign
Public Documents” entered into force between the
United States and twenty-eight foreign countries that
are parties to the Convention. The Convention applies
to any document submitted to the United States
Patent and Trademark Office for filing or recording,

662.05

which is sworn to or acknowledged bw a notary
public in any one of the member countries. The Con-
vention abolishes the certification of the amthority of
the notary public in a member country by 2 diplomat-
ic or consular officer of the United States and substi-
tutes certification by a special certificate, or apostille,
execulted by an officer of the member country. Ac-
cordingly, the Office will accept for filing or record-
ing a document sworn to or acknowledged before a
notary public in a2 member country if the document
bears, or has zppended to it, an apostille certifying the
notary’s authority. The requirement for a diplomatic
or consular certificate, specified in 37 CFR 1.66, will
not apply to 2 document sworn to or acknowledged
before a notary public in a2 member couxtry if an
apostille is used.

The member countries that are parties to the Con-
vention are:

Austria Italy Seychelles
Bahamas Japan Spain
Belgium Lesotho Suriname
Botswana Liechtenstein Swaziland
Cyprus Luazembourg Switzeriand
Fiji Malawi Tonga
France Malha UK of Great
Britzin and
Germany, Fed.  Mauritius N. Ireland
Rep. of
Hungary Wetherlands United States
Israel Portugal Yugosiavia

The convention prescribes the following form for the
apostille:
Model of Certificate

The certificate wifl be in the form of a square with sides at least 9
centimetres long

APOSTILLE
{Corvention de La Haye du Oct. 5. 1961)
1. Country:
This pabhic document
2. has been w@d by. S

Certified
5. at..couennn. 6. the .o
7.BY e
B O, et ettt mne e e
9. Seal/stamp- 10. Signature:

Note that a declaration in lieu of application ocath
(€ 1.68) need mot be ribboned to the other papers. It
must, however, be maintained together therewith.

602,05 Oath or Declarstion—Date of Execution

The time elapsed between the date of execution of
the oath or declaration and the filing date of the ap-
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plication should be checked. If an unreasonable
has elapsed, the examiner should call fm a Bew. @ath
or declaration by using Form. Pamgraph 6. 0¢ o

X Tmeiapgeﬁerwen Execution and Fz‘qug

Mmmuﬂiengthofﬁmehasel&psedbﬂwem%e@chmu-
Emm&'sfthem!h mdechmﬁenmdﬂleﬁimgdaﬁemf!ﬁe icaion.
mm&gz]wmmmwwummmmm
mﬁmafth:mmmbleiapseofﬁmem,am~mnmée&m-
ticm properly idemtifying the application of whwﬁ it & 10 form a
parbySerml\mberandﬁﬂmgdaters -SeeMPEP
60205,

What constitutes a reasonable time is a question of
Jjudgment to be determined by all the circumstances in
the particular case. (Five weeks plus time of transmis-
sion in the mails was considered reasonable znder the
circumstances of Ex parte Heinze, 1919 C.ID. 67; 265
O.G. 145). The “Notice of Informal Application™ at-
tachment form is used to notifv applicant that the
oath or declaration was signed more than three
months prior to filing.

If no date of execution appears, applicant is re-
quired to file either 2 new oath or declaration of a
certificate from the notary giving the actual date
when the oath or declaration was made.

Applicant may be notified by using Form Para-
graph 605.

603 Date of Execurion Is Missing

No date of esecurion appears on the cath or declaration. Appli-
can is required to file either 2 new oath or declaration or 2 certifi-
cate from the notary giving the actual date when the caeth was
mazde. The zew cath or declaration must properly idens#y the ap-
plication of which & is to form a part, preferably by Seriz! Nember
and filing date in the body of the oath or declzrziion See MPEP
&602.01 and 602.02.

602.05(ay Oasath or Declaration in Division sd
Continuation Cases

Where the date of filing the applicazion is not the
date that determines the statutory twelve manth
period, #s in divisional and continpation cases, it is im-
material, so far as concerns the accepiability of the
cath or declaration, how long 2 time intervenes be-
tween the execution of the oath or declaration and
the filing of the application.

When a divisional application is identical with the
original application as filed, signing and execution of
the oath or declaration in the divisional case mav be
omitted. (See §§ 1.60 and 1.62, § 201.06{z).)

602.06 Non-English Oath or Declaration

37 CFR 1.69. F- «ign longuage oaths and declaraiion.

{2} Whenever au individual making an cath or declaration cznnot
understand English, the oath or declaration must be in z languzge
that such individua! can understand and shall state thar such indi-
viduz! understands ihe content of any documents to whick the oath
or declaration relates.

(&) Unless the text of any oath or declaration in 2 langeage cther
than English is 2 form provided or approved by the Patent and
Trademark Office, it must be accompanied by z verified English
transiation, except that in the case of an cath or deciaration filed
under §1.63 the translation may be filed in the Office no later than
two months from the date applicant is notified o file the transla-
tion.

Section 1.69 requires that oaths and declarations be
in a language which is understood by the individual
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 the oath or declarstion, i.e., a language which
the individual comprehends. If the mdn\nduai comgpre-
hends the English language, he or she should prefer-
abﬁwmmt If the individual cannot comprehend the
English lsnguage, any oath or declaration must be in
2 language which the individual can comprehend. If
mmdﬂmﬁnﬁmahnguage@hertbaﬂ&ghshfor
an oath or declaration, the oath or declaration must
inclode 2 statement that the individual understands
the comtent of any documents to which the oath or
deciaration relates. If the documents are in 2 langunage
the individual cannot comprehend, the documents
may be explained to him or ber so that he or she is
able 10 understand them.

The Office will accept a single non-English lan-

guage oath or declaration where there are joint inven-

tors, of which only some understand English but all
wderstand the non-English language of the oath or
deciaram@n
A looseleaf forms book entitled “Patent and Trade-
mark Forms” is available from the Superintendent of
Domnm%. The book mciadm uon-Enghsh ianguage

G&ZMO&QMWWFMMUM

Stutes as a Designated Office

37 CFR 1.74 Ogth or deciaratiom under 35 USC 371ci(4).

{z) Whem an zpplicant of an Imternational application, if the in-
ventor, dacives to enter the natioms! stage under 35 U.S.C. 371, ke
or she mzst fle an cath or decleretion In accordance with § 1.63.

(&3 I the international application was made as provided in
&8 1422, 1.423 or 1.425, the applicent shell state his or her relation-
ship w0 the inventor and. upos nformstion and belizf, the facts
which the mmventor is required by this section 10 state.

603 Supplemental Osath or Declaration

37 CFR 1.57. Supplemersal aatk or declaration.

{27 A supplemental cath or declaration meeting the reguireme=nts
of & 1.63 may be required o be fHed to correct any deficiencies or
inacopracies present in an earlier Sled cath or declaration.

(B¢ A supplemental cath or declarstion meeting the reguiressents
of §1.63 mos be filed: (I}Whmaclamxspaesemed{mmmzr
origimelly shown or descrited bug not substantially embraced in the
statement oF invention of clums originally presemted; and (2) When
an cezh or declaration subsmitted i accordance with § 1.33(d) afier
the Hing of the specification and smy reguired drawings specifically
and moproperly refers 10 an amencdzment which includes mew mazter.
No mew manier may be introduced into an application afier its filing
date even ¥ a2 supplemental cath or declaration is filed (§ 1.53(b)
§ 1228}, In proper cases the oath or decleration here required may
be made om information and belief by zn applicant other than in-
VentoT.

Section 1.67 requires in the supplemental oath or
declaration substantially all the data called for in
§ 1.63 for the original oath or declaration. As to the
purpose 1o be served by the supplemental oath or dec-
laration, the examiner should bear in mind that it
cannot be availed of to introduce new matter into an
application.

A new oath may be required by using Form Para-
graph 6.06.

QO New Dok for Subjecs Monter not Originally Claimed

This apphication presents a claim for subject matter not originally
claimed or embraced in the statement of the invention. [1] A sup-
plemental cath or declaration is regaired under 37 CFR 1.67. The
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new oath or declaration must properly identify the application of
which it is w0 form a part, preferably by Serisl Number snd filing
date in the body of the oath or declaration. See MPEP 602.01 and
602.02.

E“!I’IEI B’Eﬁl

Explain new claimed matter in bracket 1. The brisf sumsmary of
the invention mast be commensurate with the claimed nvention
and may be reguired 10 be modified See MPEFP 1302; 608.01{(d)
and 37 CFR 1.73.

603.01 Supplemental Qath or Declamtum Filed
After Allowance

Since the decision in Cutter Co. v. Metropolitan
Electric Mfg. Coc., 275 F. 158 (CA 2 1921), many sup-
plemental caths and declarations covering the claims
in the case have been filed after the case is allowed.
Such oaths znd declarations may be filed as a2 matter
of right and when received they will be placed in the
file by the Pztent Issue Division, but their receipt will
not be acknowledged to the party filing them. They
should not be filed or considered as amendments
under 37 CFR 1.312, since they make no change in
the wording of the papers on file. See § 714.16.

604 Administration or Execution of Osth

37 CFR 1.66. Dfficers authorized 1o adminisier oatks.
(a)ﬂneomhorz&rmaﬁwmvbembefmanvm

ocath made in 2 for ezgn country, may be made Lofore any drﬁomaz
ic or consular cficer of the United States azthorized to ad&_mlster
oaths, or before zny cﬁwer heving an official s=al and authorized 1o
administer caths in the foreign country in which the applicent may
be, whose agthoriy shall be proved by a certificate of a dipiomatic
or consular officer of the Unit=d States, or bv an apostille of an of-
ficial designatad by 2 foreign country whick by trezty or conven-
tion, accords ifke effect 10 apostilles of dedgnated officials in the
United States The oazth shall be attested im all cases in this and
other countries. by the proper official seal of the officer before
whom the cath or affrmation is mede. Such ceth or affirmation
shall be valid zs to execution if it complies with the laws of the
State or country where made. When the person before whom the
oath or affirmarion is made in this country &z not provided with 2
seal, his official character shall be established by competent evi-
dence, as by a centificaze from a clerk of a comert of record or other
proper officer having 2 seal.

See § 602.04(a} for foreign executed oath.

604.01 Seal

When the persen before whom the oath or affirma-
tion is made in this country is not provided with a2
seal, his official character shall be esiablished bv com-
petent evidence, as by a certificate from a clerk of 2
court of record or other proper officer having a seal,
except as noted in § 604.03(a), in which situations no
seal is necessary. When the issue concerns the author-
ity of the person administering the cath, the examiner
should require proof of authority. Depending on the
jurisdiction, the “seal” may be either embossed or
rubber stamped. The latter should not be confused
with a stampwad fegend mdxcatmg oniy the date of ex-
piration of the notery’s commission.

See also & 602.04(a) on foreign esecuted oath and
seal. In some jurisdictions, the seal of the notary is
not required but the official title of the officer must be
on the oath. This applies to Alabama, California (cer-
tain notaries), Louisiana, Maryland, Massachusetts,

New Jersey, New York, Chio, Puerto Rico, Rhode
Island, South Carolina and Virginia.

604,02 Venue

That pordon of an oath or affidavit indicating
where the oath is taken = known as the venue. Where
the county and state in the venue agree with the
county and state in the s=al, no problem arises. If the
wvenue and seal do not correspond in county and state,
the jurisdiction of the notary must be determined
from statements by the motary appearing on the oath,
or from the listing at § §04.03. Venue and notary ju-
risdiction must correspend or the oath is improper.
The oath should show on its face that ir was taken
within the jurisdiction of the certifying officer or
notary. This may be given either in the venue or in
the body of the jurat. Otberwise, a new c¢ath or decla-
ration, or a certificate of the notary that the cath was
taken within his jorisdiction, must be reqguired. Ex
parte Delavoye, 1906 C.D. 320; 124 O.G. 626; Ex
parte Irwin, 1928 C.D. 13; 367 O.G. 701.

Form paragraph 6.07 may be used where the venue
s not showing.

&47 Loack of Venue

The ocath lacks the siatemens of venue. Applicant is regzived io
furnish either & new ocath or declaretion in proper form, idezrifying
whe application by serial number znd date of filing, or a cernficare
ty the officer before whom the original oath was taken siatmg tha
“he cath was executed within the jurisdiction of the officer before
whom the oath was taken wi=n the oath was administer=d. The

mew oath or declaration must properly identify the zpplizzdion of
which it is to form 2 par, preferably by Serial Number 222 filing
dzte in the body of the cath oe declaration. See MPEP 60201 and
#0202,

Where the seal and wenue differ the appropriate
statement on the “Notice of Informal Patent Applica-
tion” form PTO-152 shosld be checked. '

604.03 Notaries and Extent of Jurisdiction

The extent of the jurisdiction of the nosaries m the
warious states is given betow.

COUNTY ONLY

Louisiana Texas

hfississippi

VARIABLE JURISDICTION

(See explanatory paragraphs below)

Alabama (a) Missouri (e)

Florida (b) Nebraska (2)
Hawaii (c) Ohio (f)

iowa (d) Tennessee (g)
Kansas (e) Virginia (h)
Kentucky (d) West Virginia {d)
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604.03(a)

STATEWIDE

A% other states

(a) Alabama and Nebraska notaries are appointed
for counties and for state at large

(b) Florida notary commissions are customarily for
state at large but may be restricted by commission to
iess than the state at large.

(c) In Hawaii it is generally limited to the judicial
circuit. ,

{d) In lowa, Kentucky and West Virginia it is limit-
ed to county for which appointed, but notary in any

county may gualify and act as potary In any other

county.

{e} The jurisdiction of Kansas and Missouri notaries
is coextensive with county of appointment and adjoin-
ing counties.

(fy In Ohio, motaries other than attorneys are ap-
pointed by the Governor for a term of 5 years and
have power to act only in county for which appoint-
ed. An attorney or any person certified by a judge of
the court of common pleas of the county in which he
resides as qualified for the duties of official steno-
graphic reporter of such state, may., however, be
commissioned for the entire state. The extent of juris-
diction is stated near the notary’s signarure.

(g} Tennessee notary publics commissioned in one
county may file in county court of any other county
and thereupon may exercise the function of his office
in such other county. In such cases, however, the
aotary must attach to his or her certificate a statement
that he or she is qualified in the county in which he
or she acts. Notwaries at large are commissioned by the
Secretary of the State. Notary’s signature must indi-
cate that he or she is so qualified. Special seal is pre-
scribed by the Secretary of State.

(h) In Virginia, opotaries are limited to city or
county for which appointed except that notary for
city may act in county or city contiguons thereto, and
a notary for a county may act in city contiguous
thereto. Notaries may be appointed for two or more
counties and cities or for the state at large.

The notary does not have to state when his or her
commission expires but if he or she does so state, the
oath should be izspected to determine whether or not
the notary’s commission had expired at the date of ex-
ecution of the cath.

604.03(a) Notarial Powers of Some Military Of-
ficers

Public Law 3506 (8ist Congress, Second Session)
Article 136: (2) The following persons on active duty
in the armed forces ... shall have the general
powers of a AGLary public and of a consul of the
United States, in the performance of all notarial acts
to be executed by members of any of the armed
forces, wherever they may be, and by other persons
subject to this code {L’niform Code of Military Jus-
tice] outside the comiinental limits of the United
States:

(1) All judge advocates of the Army and Air
Force;
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(2) All law specialists

(3} All mmmary cmm;-manml

(4) Al adjutants, assistant adjutants, acting adju-
tants, and perscnnel adjutants;

(5} All commanding officers of the Navy and Caast
Guard;

(6) All staff judge advocates and 1egal officers, and
acting or assmmnt staff _wd,ge advocates and legal offi-
cers; and :

(7} All other persons designated by regulations of
the armed forces or by statuie,

{(d) The signsture withoat seal of any such person
acting as motary, together with the title of his office,
shall be prima facie evidence of his authority.

Om Oce. 15, 1981, the “Hague Convention Abolish-
ing the Requiremenz of Legalization for Foreign
Public Diocuments” eatered into force between the
United States and twenty-eight foreign countries that
are parties 1o the Convention. See § 604.04(a).

When the oath is made in a foreign country nor a
member of the Hague Convention Abolishing the Re-
quirement of Legalization for Foreign Public Docu-
ments, the authority of any officer other than a diplo-
matic or consulzr officer of the United States author-
ized to administer oaths must be proved by certificate
of a diplomatic or consular officer of the United
States. See 37 CFR 1.66, § 604. This proof may be
throvgh an intermediary; e.g., the consul may certfy
as to the znthority and jurisdiction of another official
who, in turn, may cerufy as 1o the authority and juris-
diction of the officer before whom the oath is taken.

604.04(a) Consul-Omission of Certificate

Where the cath is tzken before an officer in a for-
eign country other than a diplomatic or consular offi-
cer of the United States and whose authority is not
authenticated or accompanied with an apostille cerd-
fying the motarv’s authority (see § 602.04(a)), the ap-
plication is nevertheless accepted for purposes of ex-
amination. The examiner, in his or her first Office
action, should nmote this informality and reguire zu-
thentication of the oath by an appropriate diplomatic
or consular officer, the filing of proper apostille, or 2
declaration (37 CFR 1.68).

Form Paragrazph 6.08 may be used to noufy appli-
cant.

6.08 Consul-Omiszion of Cersificazs

The oath is objecizd to 2= being informal. It lacks authenticasion
by 2 diplomazic or consular officer of the United States; 37 CFR
1.66{z). This mformality cas be overcome either by forwarding the
original oath w the approgriate officer for authentication or by
filing 2 declaration (37 CFK 1.68}, if appiicant wishes to preserve
the original filing daze. If anchenticavion is desired, applicant should
request reture of the ocath for this purpose. Such request mus: be
accompanied by an order for & oopy of the oath 10 be retained in
the file uniil the properly zmibenstcated oeth is rejurned. After the
oath has been auvthemticated, it showid be returned prompily to the
Paten: and Trademask Office. The new cath or declaration must
properly identify the application of which it is 10 form a par, pref-
erably by Seria!l Number and filing date in the body of the cath or
declarstion. See MPEP 60201 and 632.02.
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At the time of the next Office action the request for
return of the oath, together with the application file
and the copy of the oath, is submitted to the group
director. If the reguest is approved by him, the oath
will be returned to the applicant by the examining
group. ‘ : ‘

604.06 By Attorney in Case »

The language of 37 CFR 1.66 and 35 US.C. 115 is
such that an attorney in the case is no longer barred
from administering the oath as motary. The Office
presumes that an atiorney acting as notary IS cogni-
zant of the extent of his authority and jurisdiction and
will not knowingly jeopardize his or her client’s
rights by performing an illegal act. If such practice is
permissible under the law of the jurisdiction where
the oath is administered, then the cath is a valid oath.

The law of the District of Columbia prohibits the
administering of caths by the attorpey in the case and
hence the old bar still applies in the case of caths ad-
ministered in the District of Columbia. I the oath is
known to be void because of being admnistered by
the attorney in z jurisdiction where the law holds this
to be invalid, the proper action is o refer the file to
the Solicitor’s Oifice. (Risgger v. Beierl 1910 C.D.
12; 150 O.G. 8261 See §§ 1.66 and 604.

605 Applicant

37 CFR 141, Applizan: for paten:.

(a) A patent must be applied for in the meme of the actual inven-
ior or inveniors. Foll pames must be staiad, incinding the family
aame and &t jeast om: given name withow abbreviation wogether
with any other given zame or initlal

(by Unless the comrary is indicated the word ~zpplicast” when
used in these sections refers o the inventor or joimt inventors who
are applving for 2 pagent, or to the persom mennoped in §§ 1.42,
1.43 or 147 who is spplyirz for a patent in place of the inventor.

(c) Any person awmborized by ihe applicazt may file an applice-
tion for petent on beRzll of the inventor or Wmvemors, but an oath
or declaration {or the application (§ 1.63) caa onlv be made in 2c-
cordance witk § 1.64.

{d) A showing mav de reguired irom the persor filing the apph-
cation that the fling was zuthorized whzre such authorization
comes inlo guesion.

37 CFF 1.43 Joirz invemszors Joint investors must apply for z
patent joingy zod esch must make the required cems or declaration;
neither of them 2lonz. nor lzss than the entire oomber, can apply
for a patert ©~r an inventicn invented by them joimtly, sxcept as
provided in & 1.47.

For correction of inventorship, see § 201.03.

37 CFR 1.45 Asugmed imventions and porenis. In case the whole
Of @ part inter=st in zhe invention or in the patent 10 be issued is
assigned, the zpplicesion mest sill be made or zuthorized to be
made, and an cath or Jeciaration signed, by the izventor or one of
the persons mentioned in §§ 1.42, 1.43. or [.£7. However. the patent
may be issued 10 the awssignes or joiniy to 1he invesior znd the as-
signee as provided i § 1.334

This section concerns filing by the aciual inventor.
If filed by other, sze § 409.03.

NOTE

Disposition of zpplication by invenior, § 301. Inven-
tor dead or insanz, § 405,

605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an applicant to
state his or her citizenship. Where an applicant is not

a citizen of any countrv, a statement to this effect &
accepted as satisfving the stazutory requirement: but a
statement as to citizenship applied for or first pepers
taken out looking to future citizenship in this (or any
other) country does not meet the requirement.

605.02 Applicant’s Residence ,

Applicant’s place of residence (not to be comfused
with his post office address} can be furnished by the
attorney. In the case of an applicant who is in the
U.8. Army or U.S. Nawvv, 2 statement 10 that effect s
sufficient as to residence. For change of residenmce see
& 717.02(b). '

When the post office address is supplied baut the
residence is omitted, the post office address s pre-
sumed to be the city and siatz of his or her residence.
Applicant should be s potified by using Form Para-
graph 6.09.

EG9  Residence Omitred

Apgdicant’s residence has besn omsitied from the papers. The ot
and stzte of applicant’s post office address will be presumisd o §
the cirv and state of the resigence. I the above is incorrecz. spph-
cant should submit 2 siziemvent as 10 place of residence mo lsser
than zz the time of payment of the mue fee. :

Examiner Note:

i. ¥ both the post office address and residence ars imcoempless,
ot wzaform or omitied, Formm PTO-132 should be used.

I Form PTO-152 is also =zsed 1o notifv applicant that rhe post
office zddress is incomplete or omined.

If both the post office address and residence are m-
complete, not uniform or omitted, the “Notice of In-
formal Patent Application” form PTO-152 shomid be
msed. Note 37 CFR 1.33a).

605.03 Applicant’s Post Office Address

Each applicant’s post office address must be sup-
plied on the oath or declarziion, 37 CFR 1.33{a). if
not stated elsewhere tn the application. Applicant’s
post office address means that address at whick ke or -
she customarily receives his or her mail Ths post
office address should include the ZIP Code designa-
Hon. '

When a township is Ested in the applicant’s address,
a county name must also be given.

The object of requiring each applicant’s post office
address is to enable the Office to communicate direct-
iy wizh the applicant if desirad; hence, the address of
the artorney with instrection to send communications
10 applicant in care of the attorney is not sufficient.

Where having given complete data as to residence,
the zpplicant identifies his or her post office address
only by street and number, it is assumed and 0 ac-
cepted, that the city and staie of residence are the city
and state of his or her post office address.

The *‘Notice of Informal Patent Application”
zttachment form PTO-152 is used to notify applicant
that the post office address is incomplete or omirtted.
Note 37 CFR 1.33(a).

605.04 Applicant’s Signature and Name

37 CFR 1.64 Person makizg oatk or deciaration.

(2} The oath or deciaratice must 92 made by all of the acal -
veniors exceps as provided for in §8 1.42, 1.43, or 1.47.

€1

i,

id
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(b)lfthemrwnmhngmmthmdechmmmwthem\m-
tor (§5 1.42, 1.43, or 1.47), the ocath or dcchmtmmm xbe
zel,mcmhlp of the person to the iaventor and, wpos heformet
and belief, the facts which the inventor is required o state. -

EXECUTION OF OaTHS 0% DECLARATIONS OF PATENT
APPLICATIONS ' _

United States patent zpplications which have not
been prepared and executed in accordance with the
requirements of Title 35 of the United States Code
and Title 37 of the Code of Federal Regulati y
be abandoned or may be, in appropriate circum-
stances, stricken from the files as having been mmprop-
erly executed and/or filed. Although the siatute and
the rules have been in existence for manw yeass, the
Office continues 10 receive a number of zpplications
which have been improperly executed amd/or filed.
Since the improper execution and/or fiimg of patent
apphcatxons can uitimately result in a loss of rights it
i appropnate 10 re-emphasize the importamce of
proper execution and filing.

It is improper for an applicant to sign an oath or
declaration which is not attached to or does noz iden-
tify a specification and/or claims. See 37 CFR 1.56(c)
which provides that “(ajmy application mav be strick-
en from the files if:

(1) An oath or declaration pursuant o § 1.63 is
signed in blank;

(2) An oath or declaration purusant o §1.63 is
signed without review thereof by the person making
the oath or declaration;

(3) An oath or declzration pursuant o §1.63 is
signed without review of the specification, inclading
the claims, as required by § 1.63(b); or

(4) The application papers filed in the Office are al-
1zred after the signing of an oath or declaration pursu-
ant to § 1.63 referring to those application papers.

*Attached” does not necessarily mean that ail the
papers must be literally fastened. It is sufficien: that
the specification, including the claims, and the ceth or
declaration are physically located together = the time
of execution. Physical connection is not reguired.

The provisions of 35 U.S.C. 363 for filing an inter-
national application under the Patemt Cooperation
Treaty (PCT) which designates the United States and
thereby has the effect of a regularly fled Uanited
Siates national application, except as provided m 35
1.8.C. 102(e), are somewhat different tharn the provi-
sions of 35 U.S.C. 11l. The oath or declaration re-
guirements for an international applicatior before the
Patent and Trademark Office are set forth i 35
U.S.C. 371(ci4) and 37 CFR 1.70. 37 CFR 1.52(c)
states that “(n)o . . . alierations are permissible after
the signing of an oath or declaration referring to
those application papers.” It is improper for anyone.
including counsel, 10 complete or otherwise alter ap-
plication papers. including the oath or declaration,
after the applicani has executed the same. Section
1.56(c) provides that “(ajny application mayv be strick-
en from the files if: . . .

(4) The application papers filed in the Office are al-
zered after the signing of an oath or declaration pursu-
ant to & 1.63 referring to those application papers.

MANUAL OF PATENT EXAMINING PROCEDURE

In summary, it is emphasized that the application
filed must be the application executed by the appli-
cant and it is improper for anyone, including counsei,
to alter, rewrite, or partly fill in any part of the appli-
cation, including the oath or declaration, after execu-
tion of the opath or declaration by the applicant. This
provision should particularly he brought to the atten-
tion of foreign applicants by their United States coun-
sel since the United States law and practice in this
area may differ from that in other countries.

The signing and execution by the applicant of oaths
or declaratioms in certain applications may be omitied.
§§ 201.06 and 201.07.

NOTE: Signature to response see 8§ 714.01 (a) 1o (e}.

FacsmmiLE COPIES

From Qctober 1, 1978 until February 27, 1983, the
Office had accorded a filing date to facsimile or other
reproduced copies of United States national patent ap-
plications meeting the requirements of 35 U.S.C. 11}
as it then emsted, even though the signature on the
oath or declaration was only a copy.

Authority for this practice was found in 35 U.S.C.
26 as interpreted by the District Court decisions Neer-
gaard v. Damn, Civil Action No. 76-336, December

20, 1976 (D.D.C.) and Dietzel er al v. Commissioner of

Parenes and Trademarks, Civil Action No. 75-0298,
December 22, 1976 (D.D.C.).

Since 35 U.S.C. 111 as amended by Public Law 97-
247 and 37 CFR 1.53 now provide (since February
27, 1983) for the filing of the oath or declaration in 2
natiomz] patent application at a daze later than the
filing date of the application, such emergency situa-
tions should no longer arise. Facsimile or other repro-
duced copies of papers with signatures will, however.
continue to be accepted under 35 US.C. 371 to enter
the national phase in the United States under the
Patent Cooperation Treaty since no relief from the re-
quirement for filing the oath or declaration was pro-
vided therefor in Public Law 97-247.

The filing of facsimile or other reproduced copies
of signatures on any papers required to be filed will
not serve to meet any due date or tc stop any period
for response from running except under 35 U.S.C
371. For example. the filing of a facsimile copy of an
oath or deciaration will not serve to stop a time
period set in accordance with 37 CFR 1.53(d) from
running so as to avoid the payment of extension fees
pursuant to 37 CFR 1.136(a). A paper without an
original signature will be considered to be unsigned
except under 35 U.S.C. 371. The previous practice of
accepting telegraphic amendments pending the filing
of a properly signed confirmation of such telegraphic
amendment is also discontinued in view of the avail-
ability of the Certificate of Mailing practice provided
by 37 CFR 1.8 and the ability to utilize 37 CFR
1.136(a) to obtain extensions of time.

It should be recognized that this practice was in-
tended for emergency situations to prevent loss of
valuable righis and was not to be used routinely for
filing applications.
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Since February 28, 1983 facsimile or other repro-
duced copies may still be filed to obtain an applica-
tion filing date but such copies will be treated as !ack-
ing a signature.

605.04(b) One Full Given Name Required

All applications whick disclose the full first and last
names with middle initial or rame, #f any, of the appl-
. cant at any place in the application papers will be re-
ceived and considered zs a sufficent compliance with
37 CFR 1.41.

When @ full given name of the applicant does not
appear either in the signature or elsewhere in the
papers the examiner will, in the first official action.
require an amendment over applicant’s signature sup-
plying the omission, and will nrot pass the application
to issue until the omission has been supplied unless 2
statement has been filed over the applicant’s own sig-
nature setting forth that his or her name as signed
contains at least one given name without abbreviation
or what is in fact his or her full given name. Form
Paragraph 6.10 may be used.

6.10 Full Given Name Does Nz Agpesr i

It appears that at leas: one fail g:wm nasne of applicant {1} is not
present either in the signature or elsewhere in the pepers. This ap-
plication will not be passed 1o fssve wxil the omitted name has been
supplied or unless 2 statcment has Been smpplied over the apph-
cant’s signature setting forth ther the neme zs signed is the acrual
full name of applicant [2]. See MPEP &05.04.

No affidavit should be requized.

The requirement should be made only when all of
the given names in the signature appear as mere ini-
tials or as what can be only an abbreviation of a2
name.

One given name wirthout 2bbreviation, together
with any other given name or initial must appear
somewhere in the papers as fiied. Otherwise, appro-
priate amendment is reqguired. For example, if the ap-
plicant’s full name is John Pazi Doe, cither “John P.
Doe” or “J. Paul Doe” is accepiable.

In an application where the name is fypewriiten
with a middle name or initicl but the signature is
without such middie nams or buitial. action should be
taken as follows:

In the first Office letter, call zuention to the lack of
uniformity and reguest informzation over the appli-
cant’s signature as to the correct form of his or her
name, together with any necessary amendment.

If applicant, in reply, gives the name without the
middle name or initial unzccompanied by any instruc-
tions to amend the typewritter: name, the reply may
be interpreted as a direction to cancel the middle
name or initial from the applicazion.

If applicant gives the name with the middle name
or initial, interpret the reply zs a direction thas the
middle name or initial is to be used in the name on
the printed patent. As the printer takes the name from
the face of the file wrapper, the middie name or initial
should be added thereto in red ink.

If applicant fails to answer the request and the case
is otherwise ready for issue, prepare an examiner's
amendment indicating thzt the name on the drawing

605.0MD

has been corrected to correspond with the signature
or signatures. and pass the case to issue. This cannot
be done if there are inconsistencies in the s:mmres
of the same applicant.

There should be uniformity notwithstanding that
tack of it is not sufficient to affect the validity of the
patent. ‘

When the name on the file wrapper is corrected,
the file showld be sent to the Application Division for
correction of its records.

605.04(c) Applicant Changes Name

In cases where anm applicant’s name has been
changed after the application has been filed and the
applicant desires that the patent when isswed carry an
endorsement as to the change in his or her name, he
or she must submit a recording fee accompanied by
either an affidavit signed with both names and setting
forth the procedure whereby the change of name was
effected, or a certified copy of the court order, such
papers are recorded by the Applicaion Division
where the new name is added on the file wrapper.

No change is made on the face of the file by the
clerk of the examining group. A suitable endorsement
is made by the Application Division.

Where the change of name is merely by amend-
ment, such as the addition of a full first name or a
middle initial and no affidavit is reguired, the file is
sent to the Application Division for a change in their
records and if the application is assigned it will be
forwarded by the Application Division to the Assign-
ment Division for 2 change in assignment record.

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark
as affixed to the oath or declaration must be atrested
10 by a witness. In the case of the oath, the nomry’s
signature to the jurar is sufficient to authenticate the
mark.

605.04{e) May Use Title With Signature

It is permissible for an applicant t¢ use 2 utie of no-
bility or other title, such as “Dr.”, in connection with
his s:gnature. The utle will not appear in the printed
patent.

605.04(f) Signature on
Order of Names

The order of names of joint patentess in the head-
ing of the patent is taken from the order in which the
tvpewritten names appear in the original cath or dec-
laration. Care should therefore be exercised in select-
ing the preferred order of the typewritien names of
the joint inventors, before filing, as requests for subse-
guent shifting of the names would entail changing nu-
merous records in the Office. Since the particular
order in which the names appezr is of no consequence
inscfar as the legal rights of the joint applicans are
concerned, no changes will be made except for good
reasons. A reguest to change the order of names must
be signed by either the attorney or agent of record or
all the applicants. It is suggested that all typewrinten

Joint Apvlications—
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and sxgned mames appearing in the azpplication. papers
should be in the same order as the typewritten names
in the oath or declaration. : ,

In those instances where the joint applicants file
separate oaths or declarations, the order of names is
taken from the order in which the several oaths or
declarations appear in the application papers unless a
different order is requested at the time of filing.
605.04(p) When Name Is Corrected, Send to Ap-

plication Division

When the name is correcied by amendment or the
order of the names is changed, the file should be sent

to the Application Division for correction of the

name in its record. When the narme is changed, see
§ 605.04(c).
605.05 Administrator, Executor, or Other Legal
Representative

In an application filed by a legal representative of
the inventor, the specification should not be written in
the first person.

For prosecuticn by administrator or executor, see
§ 409.01(a).

For prosecution by heirs, see §§409.0142) and
409.01(d).

For prosecution by representative of legally inca-
pacitated inventor, see § 405.02.

For prosecution by other than inventor, see
§ 409.03.

605.05(a) Signature of Legal Representative

If the specification bears the signszure of the admin-
istrator or executor but omits the matter, “administra-
tor of the Estate of John Jones, deceased,” the matter
can be added by amendment. The examiner may make
the amendment if the case is otherwise readv for
issue.

505.06 Filing by Other Than Inventor
See § 409.03.

606 Title of Invention

37 CFR 1.72{gj The tte of the inventicn. which should be as
short and specific as possible, shonid zppear as 2z heading on the
first page of the specificstion, ¥ it does not otherwise appear at the
beginning of the zpplication.

606.01 Examiner May Reqguire Change in Title

Where the title is not descriptive of the invention
claimed, the e¢xaminer should reqguire the substitution
of a new title tha: is clearly indicative of the inven-
tion to which the claims are directed. Form Para-
graph 6.11 may be used.

6.11 Title of Imvemsion Is Not Descriptive

The title of the invention s not descriptive. A new title is re-
quired that is clezrly indicative of the wventics 10 which the claims
are directed.

Examiner Note:

If a title is suéz%wd by the Ezamine
following title s suggested:

This may result in slightly longer titles, but the loss
in brevity of title will be more than offset by the gain
in its informative value in indexing, classifving,

r, add ziter “directed”: The

MANUAL OF PATENT Emmmmc,mmmu

searching, etc. If 2 satisfactory title is not supplied by
the appm tlm esapdner may change the thie by
examiner’s amendment or by initialing, at the tme of
allowance,

i a chawge in-tife s the only change being mwe
by the exariner at the time of allowance, a separate
examiner’s amen t need not be prepared. The
change in mie wil. Ye incorporated in the notice of
allowance. This will be accomplished by placing an
“X* in the designated box on the notice of aliowance
form and emtering thereunder the title as changed by
the examiner who should initial the face of the file
Wrapper.

However, if an examiner’'s amendment must be pre-

pared for other rezsons any change in title will be in-

corporated therein.

Inasmuch as the words “improved”, “improvement
of” and “improvement in” are not considered as parz
of the title of an imvention, the Patent and Trademark
Office does not inciude these words at the beginning
of the title of the imvention.

607 Filing Fee

35 U8 C. 4L Posenr f2ex {2} The Commissioner skall chzrpe the
following fees:

1. Ou filing each acpBczsion for an original patzmt, szoept iz
design or plant cases, 833 = addition, on ﬁhng or oo p;&mz&m”
at any other time. $30 for mb clzgim in independent form which &
in excess of thres, $10 for each claim (whether mde;eme-' or de-
pendenty whick is in zxosss of twenty, and $100 for each zpplice-
ton conizining 3 moltple dependemi claim. For the purpose of
computing fees, 2 multipis dependent claim as referred to iz sectien
112 of this title or any < s depending therefrom shall be consid-
ered as separate depenciem: cimims in accordance witk the mumber
of claims 10 which refersnce & made. Errors in payment of the ad-
ditional fees may be rectfed i accordance with regulations of the
Commissioner.

2. For issuing each criginz! or reissue patent, excep? in design of
plant cases, §500.

3. In design and plant cesess

2. Or filing each dessgn spplicetion, $125.
b. Oz filing =ach plam epplicaton, $200.
¢. On issuing each desigm paient, $175.

d. O issuing each gfen: peent, §250.

4. On Giing each appitcaticn for the reissue of a patent, 3300; in
addition, on filizg or oo preseniation at any other tme, §30 for
each claim in independers form which is in excess of the number of
independent claims of fhe originel patent, and $10 for eack claim
{whether independent or depemdent} which is in excess of twenty
and also in excess of the pazmber of claims of the crigina! patent.
Esrors in paymezs of ke sddizional fees may be rectified v sccord-
ance with regulations of the Commissioner.

5. On filing each disclzimer. $50.

6. On filing an appez’ from the examiner to the Board of Ap-
peals, $15%; in addition. o fiing 2 brief in support of the zppeal,
$115, and on reguesting an orel hearing before the Board of Ap-
peals, $100.

7. On fifing each wv'mr for the revival of an umintenziomally
zbandoned application for a patent or for the unintentionaily de-
layed pavment of the fze for issuing each patent, $500, unless the
petition is filed under sectinns 133 or 151 of this title, in which case
the fee shall be $50.

8. For petitions for one-month extensions of time 16 take actions
required by the Commiszacaer m an application:

a. On filing & first pexmion. $50.
b. O filing & second perition, $100.
¢. Om filing 2 third cr sabseguent petition, $200.
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37 CFR 1.16 Narionel application filing fees

(a)  Basic fee for filing each application for an origi-
nal patent, except design or plunt cases:
By 2 small entity (§ 1.5(f).....
By other than a small entity....
(b) In addition to the basic filing fee in an ongmal
application, for filing or later presentation of
each independent claim in excess of 3:
By 2 small entity (§ 1.9(5) 15.00
By other than a small entity 30.00
(c) In addition to the basic filing fee ir an original
application, for filing or later presemtation of
each clzsim (whether independent or depend-
ent} in excess of 20 (Note that § 1.75(c) indi-
cates how multiple dependent claims are con-
sidered for fee calculation purposes.):
By a smali entity (§ 1.9(f)) 5.00
By other than a small entity 10.00
(d) In addition to the basic filing fee in an original
application, if the application contsins, or is
amended to contain, a multiple dependent
claim(s), per application:
By a small entity (§ 1.9()) 50.00
By other than a small entity 100.00
(f the additional fees required by paragraphs
(B}, (c) and (d} are not paid on filing or on later
presentation of the claims for which the addi-
tional fess are due, they must be paid or the
claizns cancelled by amendment, prior to the
expiration of the time period set for response
by the Office in any notice of fee deficiency.)
(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date
of the application:
By a small entity (§ 1.9(f)) 50.00
By other than a small entity. 100.00
(f) For filing each design application:
By a small entity (§ 1.9(f)) . 62.50
By other than a small entity . 125.00
(8) Basic fee for filing each plant application:
By a small entity (§ 1.9()
By other than a small entity
(h) Basic fee for filing each reissue application:
By a small entity (§ 1.9()
By other than a small entity........cccocevrervvrccrorrecenneee.
(i) In addition to the basic filing fee in a reissue
application, for filing or later presentation of
each independent claim which is in excess of
the number of independent claims in the origi-
nal patent:
By a small entity (§ 1.9(0) . 15.00
By other than a small entity 30.00
() In addition to the basic filing fee in a reissue
application, for filing or later presentation of
each claim (whether independent or depend-
ent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note
that § 1.75(c) indicates how multiple dependent
claims are considered for fee purposes.):
By a small entity (§ 1.9(0)....coccevvevrrererecccrvenrrrensronens 5.00
By other than a small entity... 10.00
(Note, see §1.445 for international application
filing and processing fees.).

$150.00

100.00
200.00

150.00
300.00

The above wording of 35 U.S.C. 41 and 37 CFR
1.16 came into force on October 1, 1982 and is effec-
tive to all U.S. patent applications filed on and after
that date.

See § 608.01(n) for multiple dependent claims.

‘The fee amounts. referred to in the next 3 para-
graphs may be reduced by 50% if small entity status
is established under 37 CFR 1.27.

When filing an application, a basic fee of $300 enti-
tles applicant to present (20) claims including not
more than (3) in independent form. If claims in excess
of the above are included at the time of filing, an ad-
ditional fee of $30 is required for each independent
claim in excess of three, and a $10 fee for each claim
in excess of twenty (20) claims (whether independent
or dependent). The fee for proper multiple dependent
claims is $10 for each dependency 37 CFR 1.75(c)
and $100 per application containing a proper multiple
dependent claim (in applications where a proper mul-
tiple dependent claim is presented for the first time
after October 1, 1982. For an improper multiple de-
pendent claim the fee is $10.

Upon submission of an amendment (whether en-
tered or not) affecting the claims, payment of the fol-
lowing additional fees is required in a pending appli-
cation whether the application was filed before or
after October 1, 1982:

$30—for each independent claim pending in
excess of 3 or the number of independent claims
already paid for.

$10 for each claim pending in excess of 20 or the
total number already paid for. A proper muitiple
dependent claim counts as one claim for each
claim referred to. (It should be recognized that
the basic $300 fee pays for twenty (20) claims,
three of which may be independent, regardless of
the number actually filed.)

The Application Division has been authorized to
accept all applications, otherwise acceptable, if the
basic fee of $300 is submitted, and to require payment
of the deficiency within a stated period spon notifica-
tion of the deficiency.

Amendments before the first action, or not filed in
response to an Office action, presenting additional
clzims in excess of the number alseady paid for, not
accompanied by the full additional fee due, will not
be entered in whole or in part and applicant will be
so advised. Such amendments filed in reply to an
Office action will be regarded as not responsive there-
to and the practice set forth in § 714.03 will be fol-
lowed.

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (total and in-
dependent) which would be present, if the amendment
were entered. The amendment of a claim, unless it
changes a dependent claim to an independent claim or
adds to the number of claims referred to in a multiple
dependent claim and the replacement of a claim by a
claim of the same type unless it is a multiple depend-
ent claim which refers to more prior claims, do not
require any additional fees.

For purposes of determining the fee due the Patent
and Trademark Office, a claim will be treated as de-
pendent if it contains reference to one or more other
claims in the application. A claim determined to be
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dependent by - this test will be entered if the. fee pald
reflects this determination. .

Any claim which is in dependem f@rm but whlch is
so worded that it, in fact is not, as for example it does
not include every limitation of the claim on which it
depends, will be required to be canceled as not being
a proper dependent claim; and cancellation of any fur-
ther claim depending on such a dependent claim will
be similarly required. The apphcant may thereupon
amend the claims to place them in. proper dependent
form, or may redraft them as independent claims,
upon payment of any necessary additional fee.

After a requirement for - restriction, nonelected
claims will be included in determining the fees due in
connection with a subsequent amendment unless such
claims are canceled.

An amendment canceling claims accompanying the
papers constituting the application will be effective to
diminish the number of claims to be considered in cal-
culating the filing fees to be paid.

The additional fees, if any, due with an amendment
are required prior to any consideration of the amend-
ment by the examiner.

Money paid in connection with the filing of a pro-
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will not be counted when calculating the fee
due in subsequent amendments.

Amendments affecting the claims cannot serve as
the basis for granting any refund.

See § 1415 for reissue application fees.

607.02 Returnability of Fees

All questions pertaining to the return of fees are re-
ferred to the Refund Section of the Accounting Divi-
sion of the Office of Finance. No opinions should be
expressed to attorneys or applicaats as to whether or
not fees are returnable in particular cases.

608 Disclosure

In return for a patent, the inventor gives as consid-
eration a complete revelation or disclosure of the in-
vention for which protection is sought. All amend-
ments or claims must find basis in the original disclo-
sure, or they involve new matter. Applicant may rely
for disclosure upon the specification with original
claims and drawings, as filed. See 37 CFR §§ 1.118
and 608.04.

If during the course of examination of a patent ap-
plication, an examiner notes the use of language that
could be deemed offensive to any race, religion, sex,
ethnic group, or nationality, he or she shouid object
to the use of the language as failing to comply with
the Rules of Practice. Section 1.3 proscribes the pres-
entation of papers which are lacking in decorum and
courtesy. There is a further basis for objection in that
the inclusion of such proscribed language in a Federal
Government publication would not be in the public
interest. Also, the inclusion in application drawings of
any depictions or caricatures that might reasonably be
considered offensive to any group should be similarly
objected to, on like authority.

MANUAL OF PATENT EXAMINING PROCEDURE

The examiner should not pass the application to
issue until such language or drawings have been de-
leted, or questions relating to- the propnety therof
fully resolved.

For design application practice see §1504

608.01 Specification

35 U.S.C. 22. Printing of papers filed. The Commissioner may re-
quire papers filed in the Patent and Trademark Office to be printed
or typewritten.

37 C.F.R. 1.71. Detailed description and specification of the inven-
tion. (a) The specification must include & written description of the
invention or discovery and of the manner and process of making
and using the same, and is reguired to be in such full, clear, con-
cise, and exact terms as to emable any person skilled in the art or
science to which the invention or discovery appertains, or with
which it is most nearly connected, to make and use the same.

(b) The specification must set forth the precise invention for
which a patent is solicited, iz such manner as to distinguish it from
other inventions and from what is old. It must describe completely
a specific embodiment of the process, machine, manufacture, com-
position of matter or improvement invented, and must explain the
made of operation or principle whenever applicable. The best mode
contemplated by the inventor of casrying out his invention must be
set forth.

{c) In the case of an improvement, the specification must particu-
larly point out the part or parts of the process, machine, manufac-
ture, or composition of matter to which the improvement relates,
and the description should be confined to the specific improvement
and to such parts as necessarily cooperate with it or as may be nec-
essary to a complete understanding or description of it.

Certain cross notes to other related applications
may be made. References to foreign applications or to
applications indentified only by the attorney’s docket
number should be required to be cancelled. See 37
CFR 1.78 and § 202.01.

37 CFR 1.52. Language, paper, wriling, margins. (a) The applica-
tion, any amendments or corrections thereto, and the oath or decla-
ration must be in the English language except as provided for in
§ 1.69 and paragraph (d) of this section, or be accompanied by a
verified translation of the application and a translation of any coz-
rections or amendments into the English language. All papers
which are to become a part of the permanent records of the Patent
and Trademark Office must be legibly written, typed, or printed in
permanent ink or its equivalent in quality. All of the application
papers must be presented in a form having sufficient clarity and
contrast between the paper and the writing, typing, or printing
thereon to permit the direct production of readily legible copies in
any number by use of photographic, electrostatic, photo-offset, and
microfilming processes. If the papers are not of the required qual-
ity, substitute typewritten or printed papers of suitable quality may
be required.

(b) The application papers (specification, including claims, ab-
stract, oath or declaration, and papers as provided for in §§ 1.42,
143, 147, etc.) and also papers subsequently filed, must be plainly
written on but one side of the paper. The size of all sheets of paper
should be 8 to 8% by 10% to 13 inches (20.3 to 21.6 cm. by 26.6 to
33.0 cm.} A margin of at least approximately 1 inch (2.5 cm.} must
be reserved on the left-hand of each page. The top of each page of
the application, including claims must have a margin of at least ap-
proximately % inch (2 cm.). The lines must not be crowded too
closely together; typewritten lines should be 1%z or double spaced.
The pages of the application including claims and abstract should
be numbered consecutively, starting with 1, the numbers being cen-
trally located above or preferably, below, the text.

(c) Any interlineation, erasure, or cancellation or other alteration
of the application papers filed must be made before the signing of
any accompanying oath or declaration pursuant to § 1.63 referring
to those application papers and should be dated and initialed or
signed by the applicant on the same sheet of paper. No such alter-
ations in the application papers ere permissible after the signing of
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an oath or declaration referring to those application papers
-(§ 1.56(c)). After the signing of the oath or declaration referrmg to
the application papers, amendments may only be made in the
manner provided by §§ 1.121 and 1.123-1.125.

(d) An agplication including a signed oath or declaration may be
filed in a language other than English if it is accompanied by the
fee set forth in § 1.17(k). A verified  English translation of the non-
English language application is required to be filed with the appli-
cation or within such time as may be set by the Office. -

37 CFR 1.58. Chemical and mathematical formulas and tables. (a)
The specification, including the claims, may contain chemical and
mathematical formulas, but shall not contain drawings or flow dia-
grams. The description portion of the specification may contain
tables; claims may contain tables only if necessary to conform to 35
U.S.C. 112 or if otherwise found to be desirable.

(b) All tables and chemical and mathematical formulas in the
specification, including claims, and amendments thereto, must be on
paper which is flexible, strong, white, smooth, nonshiny, and dura-
ble, in order to permit use as camera copy when printing any
patent which may issue. A good grade of bond paper is acceptable;
watermarks should not be prominent. India ink or its equivalent, or
solid black typewriter should be used to secure perfectly black
solid lines.

(c) To facilitate camera copying when printing, the width of for-
mulas and tables as presented should be limited normally to 5
inches (12.7 cm.) so that it may appear as a single column in the
printed patent. If it is not possible to limit the width of a formula or
table to § inches (12.7 cm.), it is permissible to present the formula
or table with a maximum width of 10% inches (37.3 cm.) and to
place it sideways on the sheet. Typewritten characters used in such
formulas and tables must be from a block (nonscript) type font or
lettering style having capital letters which are at least 0.08 inch (2.1
mm.) high (elite type). Hand lettering must be neat, clean, and have
a minimum character height of 0.08 inch (2.1 mm.). A space at least
% inch (6.4 mm.) high should be provided between complex for-
mulas and tables and the text. Tables should have the lines and col-
umns of data closely spaced to conserve space, consistent with high
degree of legibility.

In order that specifications may be expeditiously
handled by the Office, page numbers should be placed
at the center of the top or bottom of each page. It is a
common practice and a commendable one, to con-
secutively number all the lines or every fifth line of
each page. A top margin of at least 3% inch should be
reserved on each page to prevent possible mutilation
of text when the papers are punched for insertion in a
file wrapper.

Applicants should make every effort to file patent
applications in a form that is clear and reproducible.
The Office may accept for filing date purposes papers
of reduced guality but will require that acceptable
copies be supplied for further processing. Typed,
mimeographed, xeroprinted, multigraphed or non-
smearing carbon copy forms of reproduction are ac-
ceptable.

Legibility includes ability to be photocopied and
photomicrographed so that suitable reprints can be
made. This requires a high contrast, with black lines
and a white background. Gray lines and/or a gray
background sharply reduce photo reproduction qual-
ity. Legibility of some application papers may become
impaired due to abrasion or aging of the printed mate-
rial during examination and ordinary handling of the
file. It may be necessary to require that legible and
permanent copies be furnished at later stages after
filing, particularly when preparing for issue.

Some of the patent application papers received by
the Patent and Trademark Office are copies of the
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ongmal ribbon copy. These are acceptable if, in the
opinion of the Office, they are legible and permanent.

The paper used must have a surface such that
amendments may be written thereon in ink. So-called
“Easily Erasable” paper having a special coating so
that erasures can be made more easily may not pro-
vide a “permanent” copy. Section 1.52(a). If a light
pressure of an ordinary (pencil) eraser removes the
imprint, the examiner should, as soon as this becomes
evident, notify applicant by use of Form Paragraph
6.32 that it will be necessary for him or her to order a
copy of the specification and claims to be made by
the Patent and Trademark Office at the applicant’s ex-
pense for incorporation in the file. It is #o¢ necessary
to return this copy to applicant for signature.

6.32 Application on Easily Erasable Paper

The application papers are objected to because they are not a
permanent copy as required by 37 CFR 1.52(a). Reference is made
to [1}.

Applicant is required either (1) to submit permanent copies of the
identified parts or (2) to order a photocopy of the above identified
parts to be made by the Patent and Trademark Office at applicant’s
expense fLr incorporation in the file. See MPEP 603.01.

Exsminer Note:
In the “bracket” identify, 1) all of the specification; 2) pages of the
specification; 3) claims; 4) oath, declaration; 5) etc.

See in re Benson, 1959 C.D. 5; 744 O.G. 353. Re-
productions prepared by heat-sensitive, hectographic
or spirit duplication processes are also not satisfac-
tory.

The specification is sometimes in such faulty Eng-
lish that a new specification is necessary, but new
specifications encumber the record and require addi-
tional reading, and hence should not be required or
accepted unless it is clear to the examiner that accept-
ance of a substitute specification would facilitate proc-
essing of the application. See 37 CFR 1.125.

Form Paragraph 7.29 may be used where the dis-
closure contains informalities.

7.29 Disclosure Objected to, Minor Informalities

The disclosure is objected to because of the following informal-
ities: [1] Appropriate correction is required.

Examioer Note:

Use this paragraph to point out minor informalities such as spell-
ing errors, inconsistent terminology, numbering of elements, etc.,
which should be corrected. See paragraphs 6.28 to 6.32 for specific
informalities.

The specification does not require a date.

If a newly filed application obviously fails to dis-
close an invention with the clarity required by 35
U.S.C. 112, revision of the application should be re-
quired. See § 702.01.

As the specification is never returned to applicant
under any circumstances, the applicant should retain a
line for line copy thereof, each line, preferably,
having been consecutively numbered on each page. In
amending, the attorney or the applicant requests inser-
tions, cancellations, or alterations, giving the page and
the line.
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Section 1.52(c) relating to interlineations and other
alterations is strictly enforced. See In re Swanberg,
129 USPQ 364.

Form Paragraphs 6.29-6.31 should be used where
appropriate.

629 Specification, Spacing of Lines

The spacing of the lines of the specification is such as to make
reading and entry of amendments difficult. New application papers
with lines double spaced on good quality paper are required.

6.30 Numerous Grammatical Errors

The specification is replete with grammatical and idiomatic
errors t0o numerous to mention specifically. The specification
should be revised carefully. Examples of such errors are: [1}.

6.31 Lengthy Specification, Jumbo Case

The lengthy specification has not been checked to the exteat nec-

essary to determine the presence of all possible minor errors. Appli-

cant’s cooperation is requested in correcting any errors of which
applicant may become aware in the specification.

Examiner Note:
This paragraph is applicable in so-called “Jumbo cases”.
UsE oF METRIC SYSTEM OF MEASUREMENTS IN
PATENT APPLICATIONS

In order to minimize the necessity in the future for
coverting dimensions given in the English system of
measurements to the metric system of measurements
when using printed patents as research and prior art
search documents, all patent applicants are strongly
encouraged to use either (1) only metric (S.L.) units, or
(2) English units together with their metric system
equivalents, when describing their inventions in the
specifications of patent applications. This practice,
however, is not being made mandatory at this time.

The initials S.I. stand for “Systeme International
d'Unites”, the French name for the International
System of Units, a modernized metric system adopted
in 1960 by the International General Conference of
Weights and Measures based on precise unit meas-
urements made possible by modern technology.

FILING oF NON-ENGLISH LANGUAGE APPLICATIONS

37 CFR 1.52 Language, paper, writing, margins.

(d) An application including a signed oath or declaration may be
filed in a language other than English if it is accompanied by the
fee set forth in § 1.17(k). A verified English translation of the non-
English language application is required to be filed with the appli-
cation or within such time as may be set by the Office.

The Patent and Trademark Office will accord a
filing date to an application meeting the requirements
of 35 U.S.C. 111 even though some or all of the appli-
cation papers, including the written description and
the claims, is in a language other than English and
hence does not comply with 37 CFR 1.52, provided;

(1) the oath or declaration was physically at-
tached to the specification and claims when signed
or identifies the specification and claims to which it
refers, and

(2) the application papers are accompanied by the

fee set forth in § 1.17(k).

A verified English translation of the non-English
language papers should either accompany the applica-
tion papers or be filed in the Office within the time
set by the Office.

MANUAL OF PATENT EXAMINING PROCEDURE

A subsequently filed verified English translation
must contain the complete identifying data for the ap-
plication in order to permit prompt association with
the papers initially filed. Accordingly, it is strongly
recommended that the original application papers be
accompanied by a cover letter and a self-addressed
return post card, each containing the following identi-
fying data in English: (a) applicant’s name(s); (b) title
of invention; {(c) number of pages of specification,
claims, and sheets of drawings; (d) whether oath or
declaration was filed and (e) amount and manner of
paying the filing fee.

The translation must be a literal translation verified
as such by the translator, and must be accompanied
by a signed request from the applicant, his or her at-
torney or agent, asking that the verified English trans-
lation be used as the copy for examination purposes in
the Office. If the verified English translation does not
conform to idiomatic English and United States prac-
tice it should be accompanied by a preliminary
amendment making the necessary changes without the
introduction of new matter prohibited by 35 U.S.C.
132. In the event the verified literal translation is not
timely filed in the Office the application will be re-
garded as abandoned.

It should be recognized that this practice is intend-
ed for emergency situations to prevent loss of valua-
ble rights and should not be routinely used for filing
applications. There are at least two reasons why this
should not be used on a routine basis. First, there are
obvious dangers to applicant and the public if he fails
to obtain a correct literal translation. Second, the
filing of a large number of applications under the pro-
cedure will create significant administrative burdens
on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views, flow
charts and diagrams in the descriptive portion of the
specification do not come within the purview of 37
CFR 1.58(a), which permits tables and chemical for-
mulas in the specification in lieu of formal drawings.
The examiner should object to such descriptive illus-
trations in the specification and request formal draw-
ings in accordance with 37 CFR 1.81 when an appli-
cation contains graphs in the specification.

Since the December 7, 1976 issue of patents, all
tables and mathematical equations and chemical for-
mulas, or portions thereof, have been reproduced for
printing by a computer process developed by the
Data Base Contractor. Those portions of chemical
formulas which cannot be reproduced by the process,
such as dotted, curved, broken and wedge-shape lines,
must be drawn by hand on the photocomposed page.
There are, however, some chemical structures which
cannot be reproduced because they are either too
complex or involve too many lines which cannot be
generated by the computer process. The camera copy
process, which is used to insert these types of struc-
tures onto the printed patent page, is both time con-
suming and costly to the Office. Because of the reduc-
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tion factor and failure to comply with the guidelines
set forth in 37 CFR 1.58 (a) and (b), the reproduction
of these structures is often poor.

Therefore, the specification, including the claims,
may contain chemical formulas and mathematical
equations, but should not contain drawmgs or flow
diagrams or diagrammatic views of chemical struc-
tures. The description portion of the spemfmﬂon may
contain tables; claims may contain tables oaly if nec-
essary to conform to 35 U.S.C. 112.

608.01(a) Arrangement of Application

37 CFR 1.77. Arrangement of applu:auon elements. The elements
of the application should appear in the following order:

(a) Title of the invention; or an introductory portics stating the
name, citizenship, and residence of the applicant, amd the title of
the invention may be used.

(b) (Reserved).

(c) (1) Cross-reference to related applications, if any.

(2) Reference to a *“microfiche appendix” © any. (See
§ 1.96(b)). The total number of microfiche and totzl number of
frames should be specified.

(d) Brief summary of the invention.

(e) Brief description of the several views of the drawing, if there
are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(j) Drawings.

NoOTE

Design patent specification, § 1503.01.

Plant patent specification, § 1605.

Reissue patent specification, § 1411.

The following order of arrangement is preferable in
framing the specification and, except for the title of
the invention, each of the lettered items should be
preceded by the headings indicated.

(a) Title of the Invention.

(b} Cross-References to Related Apphcations (if
any).

(c) Background of the Invention.

1. Field of the Invention.

2. Description of the related art including informa-
tion disclosed under §§ 1.97-1.99.

{d) Summary of the Invention.

(e) Brief Description of the Drawing.

(f) Description of the Preferred Embodiment(s).

(g) Claim(s).

(h) Abstract of the Disclosure.

Applicant (typically a pro se) may be advised of the
proper arrangement by using Form Paragraph 6.01 or
6.02.

6.01 Arrangement of Specification

The following guidelines illustrate the preferred layout and con-
tent for patent applications. These guidelines are suggest=d for the
applicant’s use.

ARRANGEMENT OF THE SPECIFICATION

The following order or arrangement is preferred iz Sraming the
specification and, except for the title of the inventios, esch of the
lettered items should be preceded by the headings indicated below.

(a) Title of the Invention.

(b) Cross-References to Related Applications (if any}

{c¢) Statement as to rights to inventions made under Federally-
sponsored research and development (if any).

608.01

(d) Background of the ln\.euxmn.
1. Field of the Invention. '
2. Description of related art including information disclosed
under 37 CFR §§ 1.97-1.99.
() Summary of the Invention.
(f) Brief Description of the Drawing.
(g) Description of the Preferred Embodiment(s).
(h) Claim(s).
(i) Abstract of the Disclosure.

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph intended primarily for use in Pro Se applications.

6.02 Content of Specification

(a) Title of the Invention. (See 37 CFR § 1.72(a)). The title of the
invention should be placed at the top of the first page of the specifi-
cation. It should be brief but technically accurate and descriptive.
preferably from two to seven word:.

(b) Cross-References to Related Applications: See 37 CFR 1.78
and § 201.11 MPEP.

(c) Statement as to rights to inventions made under Federally
sponsored research and development (if any): see § 310 MPEP.

(d) Background of the Invention: The specification should set
forth the Background of the Invention in two parts:

(1) Field of the Invention: A statement of the field of art to
which the invention pertains. This statement may include a para-
phrasing of the applicable U.S. patent classification definitions or
the subject matter of the claimed invention. This item may also be
titled “Technical Field".

(2) Description of the Related Ari: A description of the related
art known to the applicant and including, if applicable, references
to specific art and problems involved in the related art which are
solved by the applicant’s invention. This item may also be titled
“Background Art".

(e) Summary: A brief summary or general statenient of the inven-
tion as set forth in 37 CFR § 1.73. The summary is separate and
distinct from the abstract and is directed toward the invention
rather than the disclosure as a whole. The summary may point out
the advantages of the invention or how it solves problems previous-
ly existent in the art (and preferably indicated in the Background of
the Invention). In chemical cases it should point out in general
terms the utility of the invention. If possible, the nature and gist of
the invention or the inventive concept should be set forth. Objects
of the invention should be treated briefly and only to the extent
that they contribute to an understanding of the invention.

(f) Brief Description of the Drawing(s): A reference to and brief
description of the drawings(s) as set forth in 37 CFR § 1.74.

(g) Description of the Preferred Embodiment(s): A description of
the preferred embodiment(s) of the invention as required in 37 CFR
§ 1.71. The description should be as short and specific as is neces-
sary to describe the invention adequately and accurately.

This item may also be titled *“Best Mode for Carrying Out the
Invention”. Where elements or groups of elements, compounds, and
processes, which are conventional and generally widely known in
the field of the invention described and their exact nature or type is
not necessary for an understanding and use of the invention by a
person skilled in the art, they should not be described in detail.
However, where particularly complicated subject matter is in-
volved or where the elements, compounds, or processes may not be
commonly or widely known in the field, the speculation should
refer to another patent or readily available publication which ade-
quately describes the subject matter.

{h) Claim(s) (See 37 CFR 1.75) A claim may be typed with the
various elements subdivided in paragraph form. There may be
plural indentations to further segregate subcombinations or related
steps.

(i) Abstract: A brief narrative of the disclosure as a whole in a
single paragraph of 250 words or less.

Examiner Note:

In these paragraphs an introductory sentence will be necessary.
These paragraphs are intended primarily for use in Pro Se applica-
tions.
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608.01(b) Abstract of the Disclosure

37 CFR 1.72(b). Title and abstract. A brief abstract of the techni-
cal disclosure in the specification must be set forth on a separate
sheet, preferably following the claims under the heading *“Abstract
of the Disclosure™ The purpose of the abstract is to enable the
Patent and Trademark Office and the public generally to determine
quickly from a cursory inspection the nature and gist of the techni-
cal disclosure. The abstract shall not be used for interpreting the
scope of the claims.

In all cases which lack an abstract, the examiner in
the first Office action should require the submission of
a brief abstract of the technical disclosure in the spec-
ification. See Form Paragraph 6.12 (below).

If the abstract contained in the application does not
comply with the guidelines, the examiner should point
out the defect to the applicant in the first Office
action, or at the earliest point in the prosecution that
the defect is noted, and require compliance with the
guidelines. Since the abstract of the disclosure has
been interpreted to be a part of the specification for
the purpose of compliance with paragraph 1 of 35
U.S.C. 112 (In re Armbruster, 512 F2d 676, 185
USPQ 152 (CCPA, 1975), it would ordinarily be pref-
erable that the applicant make the necessary changes
to the abstract to bring it into compliance with the
guidelines. See Form Paragraphs 6.13-6.16 (below).

Responses to such actions requiring either a new
abstract or amendment to bring the abstract into com-
pliance with the guidelines should be treated under 37
CFR 1.111(b) practice like any other formal matter.
Any submission of a new abstract or amendment to an
existing abstract should be carefully reviewed for in-
troduction of new matier, 35 U.S.C. 132, § 608.04.

Upon passing the case to issue, the examiner should
see that the abstract is an adequate and clear state-
ment of the contents of the disclosure and generally
in line with the guidelines. The abstract shall be
changed by the examiner’s amendment in those in-
stances where deemed necessary. This authority and
responsibility of the examiner shall not be abridged by
the desirability of having the applicant make the nec-
essary corrections. For example, if the application is
otherwise in condition for allowance except that the
abstract does not comply with the guidelines, the ex-
aminer generally should mzke any necessary revisions
by examiner’s amendment rather than issuing an Ex
parte Quayle action requiring applicant to make the
necessary revisions.

Under current practice, in all instances where the
application contains an abstract when sent to issue,
the abstract will be printed on the patent.

GUIDELINES FOR THE PREPARATION OF PATENT
ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the
disclosure, 37 CFR 1.72(b).

The content of a patent abstract should be such as
to enable the reader thereof, regardless of his degree
of familiarity with patent documents, to ascertain
quickly the character of the subject matter covered

MANUAL OF PATENT EXAMINING PROCEDURE

by the technical disclosure and should include that
which is new in the art to which the invention per-
tains. - '

The abstract is not intended nor designated for use
in interpreting the scope or meaning of tk~ ~laims, 37
CFR 1.72(b). o

Content

A patent abstract is a concise statement of the tech-
nical disclosure of the patent and should include that
which is new in the art to which the invention per-
tains.

If the patent is of a basic nature, the entire techni-

' cal disclosure may be new in the art, and the abstract

should be directed to the entire disclosure.

If the patent is in the nature of an improvement in
old apparatus, process, product, or composition, the
abstract shouid include the technical disclosure of the
improvement.

In certain patents, particularly those for compounds
and compositions, wherein the process for making
and/or the use thereof are not obvious, the abstract
should set forth a process for making and/or a use
thereof.

If the new technical disclosure involves modifica-
tions or altermatives, the abstract shouid mention by
way of example the preferred modification or alterna-
tive.

The abstract should not refer to purported merits
or speculative applications of the invention and
should not compare the invention with the prior art.

Where applicable, the abstract should include the
following: (1) if a machine or apparatus, its organiza-
tion and operation; (2) if an article, its method of
making; (3) if 2 chemical compound, its identity and
use; (4) if a mixture, its ingredients; (5) if a process,
the steps. Extensive mechanical and design details of
apparatus should not be given.

With regard particularly to chemical patents, for
compounds or compositions, the general nature of the
compound or composition should be given as well as
the use thereof, e.g., “The compounds are of the class
of alkyl benzene sulfonyl ureas, useful as oral anti-dia-
betics.” Exemplification of a species could be illustra-
tive of members of the class. For processes, the type
reaction, reagents and process conditions should be
stated, generally illustrated by a single example unless
variations are necessary.

Language and Format

The abstract should be in narrative form and gener-
ally limited to a single paragraph within the range of
50 to 250 words. It is important that the abstract not
exceed 250 words in length since the space provided
for the abstract on the computer tape by the printer is
limited. If the absiract cannot be placed on the com-
puter tape because of its excessive length, the applica-
tion will be returned to the examiner for preparation
of a shorter abstract. The form and legal phraseology
often used in patent claims, such as *“means” and
“said,” should be avoided. The abstract should suffi-

600-24




PARTS, FORM AND CONTENT OF APPLICATION

ciently describe the disclosure to assist readers in de-
ciding whether there is a need for consultmg the full
patent text for details.

The . language should be clear and concise and
should not repeat information given in the title. It
should avoid using phrases which can be implied,
such as, “This disclosure concerns,” “The disclosure
defined by this invention,” “This disclosure de-
scribes,” etc.

Responsibility

Preparation of the abstract is the responsibility of
the applicant. Background knowledge of the art and
an appreciation of the applicant’s contribution to the
art are most important in the preparation of the ab-
stract. The review of the abstract, for compliance
with these guidelines, with any necessary editing and
revision on allowance of the application is the respon-
sibility of the examiner.

Sample Abstracts

(1) A heart valve which has an annular valve body defining an
orifice and a plurality of struts forming a pair of cages on opposife
sides of the orifice. A spherical closure member is captively held
within the cages and is moved by blood flow between open and
closed positions in check valve fashion. A slight leak or backflow is
provided in the closed position bv making the orifice slightly larger
than the closure member. Blood flow is maximized in the open po-
sition of the valve by providing an inwardly convex contour on the
orifice-defining surfaces of the body. An annular rib is formed in a
channel around the periphery of the valve body to anchor a suture
ring used to secure the valve within a heart.

(2) A method for sealing whereby heat is applied to seal, overlap-
ping closure panels of a folding box made from paperboard having
an extremely thin coating of moisture-proofing thermoplastic mate-
rial on opposite surfaces. Heated air is directed at the surfaces to be
bonded, the temperature of the air at the point of impact on the
surfaces being above the char point of the board. The duration of
application of heat is made so brief, by a corresponding high rate of
advance of the boxes through the air stream, that the coating on
the reverse side of the panels remains substantially non-tacky. The
bond is formed immediately after heating within a period of time
for any one surface point less than the total time of exposure to
heated air of that point. Under such conditions the heat applied to
soften the thermoplastic coating is dissipated after completion of
the bond by absorption into the board acting as a heat sink without
the need for cooling devices.

(3) Amides are produced by reacting an ester of a carboxylic acid
with an amine, using as catalyst an alkoxide of an alkali metal. The
ester is first heated to at least 75° C. under a pressure of no more
than 500 mm. of mercury 1o remove moisture and acid gases which
would prevent the reaction, and then converted to an amide with-
out heating to initiate the reaction.

Form 6,12 Abstract Missing (Background)

This application does not contain an Abstract of the Disclosure
as required by 37 CFR 1.72(b). An abstract on a separate sheet is
required.

Examiner Note:

For Pro Se applicant consider form paragraphs 6.14-6.16.

Form 6.13 Abstract Objected to: Minor Informalities

The Abstract of the Disclosure is objected to because [1]. Correc-

tion is requisred. See MPEP 608.01(b).

Examiner Note:
In bracket 1, indicate the informalities that should be corrected.

Use this paragraph for minor informalities such as the inclusion of
legal phraseology, undue length, etc.
Form 6,14 Abstract of the Disclosure. Content

Applicant is reminded of.the proper content of an Abstract of the
Disclosure.

608.01(c)

A patent abstract is a concise statement of the technical disclo-
sure of the patent and should include that which is new in the art
to which the invention pertains.

If the patent is of a basic nature, the entire technical disclosure
may be new in the art, and the abstract should be directed to the
entire disclosure. -

- If the patent is in the naiure of an improvement in an old appara-
tus, process, product or composition, the abstract should include
the technical disclosure of the improvement.

In certain patents, particularly those for compounds and compo-
sitions, wherein the process for making and/or the use thereof are
not obvious, the abstract should set forth a process for making and/
or use thereof.

If the new technical disclosure involves modifications or alterna-
tives, the abstract should mention by way of example the preferred
modification or alternative.

The abstract should not refer to purported merits or speculative
applications of the invention and should not compare the invention
with the prior art.

Where applicable, the abstract should include the following: (1) if
a machine or apparatus, its organization and operation; (2) if an ar-
ticle, its method of making; (3) if a chemical compound, its identity
and use; (4) if a mixture, its ingredients; (5) if a process, the steps.
Extensive mechanical and design details of apparatus should not be
given.

Examiner Note:

See paragraph 6.16.

Form 6.15 Abstract of the Disclosure, Chemical Cases

Applicant is reminded of the proper content of an Abstract of the
Disclosure.

In chemical patent abstracts, compounds or compositions, the
general nature of the compound or composition should be given as
well as its use, e.g., “The compounds are of the class of alkyl ben-
zene sulfonyl ureas, useful as oral anti-diabetics.” Exemplification of
a species could be illustrative of members of the class. For process-
es, the type reaction, reagents and process conditions should be
stated, generally illustrated by a single example unless variations are
necessary. Complete revision of the content of the abstract is re-
quired on 2 separate sheet.

Form 6.16 Abstract of the Disclosure, Language

Applicant is reminded of the proper language and format of an
Abstract of the Disclosure.

The abstract should be in narrative form and generally limited to
a single paragraph on a separate sheet within the range of 50 to 250
words. It is important that the abstract not exceed 250 words in
length since the space provided for the abstract on the computer
tape used by the printer is limited. The form and legal phraseology
often used in patent claims, such as “means” and “said”, should be
avoided. The abstract should describe the disclosure sufficiently to
assist readers in deciding whether there is a need for consulting the
full patent text for details.

The language should be clear and concise and should not repeat
information given in the title. It should avoid using phrases which
can be implied, such as, “The disclosure concerns,” “The disclosure
defined by this invention,” “The disclosure describes,” etc.

Examiner Note:

See also paragraph 6.14.

608.01(c) Background of the Invention

The Background of the Invention ordinarily com-
prises two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S.
patent classification definitions. The statement should
be directed to the subject matter of the claimed inven-
tion,

(2) Description of the related art including informa-
tion disclosed under §§ 1.97-1.99: A paragraph(s) de-
scribing to the extent practical the state of the prior
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art or other information disclosed known to the appli-
cant, including references to specific prior art or
other information where appropriate. Where applica-
ble, the problems involved in the prior art or other in-
formation disclosed which are solved by the appli-
cant’s invention should be indicated. See ' also
§§ 608.01(a), 608.01(p) and 707.05(b). :

608.01(d) Brief Summary of Inventikon’

37 CFR 1.73 Summary of the invention. A brief summary of the
invention indicating its nature and substance, which may include a
statement of the object of the invention, should precede the de-
tailed description. Such summary should, when set forth, be com-
mensurate with the invention as claimed and any object recited
should be that of the invention as claimed.

Since the purpose of the brief summary of invention
is to apprise the public, and more especially those in-
terested in the particular art to which the invention
relates, of the nature of the invention, the summary
should be directed to the specific invention being
claimed, in contradistinction to mere generalities
which would be equally applicable to numerous pre-
ceding patents. That is, the subject matter of the in-
vention should be described in one or more clear,
concise sentences or paragraphs. Stereotyped general
statements that would fit one case as well as another
serve no useful purpose and may well be required to
be canceled as surplusage, and, in the absence of any
illuminating statement, replaced by statements that are
directly in point as applicable exclusively to the case
in hand.

The brief summary, if properly written to setout
the exact nature, operation and purpose of the inven-
tion, will be of material assistance in aiding ready un-
derstanding of the patent in future searches. See
§ 905.04. The brief summary should be more than a
mere statement of the objects of the invention, which
statement is also premissible under 37 CFR 1.73.

The brief summary of invention should be consist-
ent with the subject matter of the claims. Note final
review of application and preparation for issue,
§ 1302.

608.01(e) Reservation Clauses Not Permitted

37 CFR 1.79. Reservation clauses not permitted. A reservation for
a future application of subject matter disclosed but not ciaimed in a
pending application will not be permitted in the pending applica-
tion, but an application disclosing unclaimed subject matter may
contain a reference to a later filed application of the same applicant
or owned by a common assignee disclosing and claiming that sub-
ject matter.

608.01(f) Brief Description of Drawings

37 CFR 174, Reference to drawings. When there are drawings,
there shall be a brief description of the several views of the draw-
ings and the detailed description of the invention shall refer to the
different views by specifying the numbers of the figures, and to the
different parts by use of reference letters or numerals (preferably
the latter).

The examiner should see to it that the figures are
correctly described in the brief description of the
drawing, that all section lines used are referred to,
and that all needed section lines are used.

MANUAL OF PATENT EXAMINING PROCEDURE

608.01(g). Detailed Description of Invention

A detailed description of the invention and draw-
ings follows the general statement of invention and
brief description of the drawings. This detailed de-
scription, required by 37 CFR 1.71, § 608.01, must be
in such particularity as to enable any person skilled in
the pertinent art or science to make and use the in-
vention without involving extensive experimentation.
An applicant is ordinarily permitted to use his or her
own terminology, as long as it can be understood.
Necessary grammatical corrections, however, should
be required by the examiner, but it must be remem-
bered that an examination is not made for the purpose
of securing grammatical perfection.

The reference characters must be properly applied,
no single reference character being used for two dif-
ferent parts or for a given part and a medification of
such part. In the latter case, the reference character,
applied to the “given part,” with a prime affixed may
advantageously be applied to the modification. Every
feature specified in the claims must be illustrated, but
there should be no superfluous illustrations.

The description is a dictionary for the claims and
should provide clear support or antecedent basis for
all terms used in the claims. See 37 CFR 1.75,
§§ 608.01(i), 608.01(0), and 1302.01.

NoTe.—Completeness, § 608.01(p).

USE OF SYMBOL “¢” IN PATENT APPLICATION

The Greek letter Phi has long been used as a
symbol in equations in all technical disciplines. It fur-
ther has special uses which include the indication of
an electrical phase or clocking signal as well as an an-
gular measurement. The recognized symbols for the
upper and lower case Greek Phi characters, however,
do not appear, on most typewriters. This apparently
has led to the use of a symbol composed by first strik-
ing a zero key and then backspacing and striking the
“cancel” or “slash” key to resuit in “@” which is an
approximantion of accepted symbols for the Greek
character Phi. In other instances the symbol is com-
posed using the upper or lower case letter “O” with
the “cancel” or “slash” superimposed thereon by
backspacing or is simply handwritten in a variety of
styles. These expedients result in confusion because of
the variety of type sizes and styles available on
modern typewriters.

In recent years, the growth of data processing has
seen the increasing use of this symbol (“@”) as the
standard representation of zero. The “slashed” or
“cancelled zero” is used to indicate zero and avoid
confusion with the upper case letter ““O” in both text
and drawings.

Thus, when the symbol “f” in one of its many
variations, as discussed above, appears in patent appli-
cations being prepared for printing, confusion as to
the intended meaning of the symbol arises. Those
{such as examiners, attorneys, and applicants) working
in the art can unsually determine the intended mean-
ing of this symbol because of their knowledge of the
subject matter involved, but editors preparing these
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applications for printing have no such specialized
knowledge and confusion arises as to which symbol
to print. The result, at the very least, is delay until the
intended meaning of the symbol can be ascertained.

Since the. Office does not have the resources to
conduct a technical editorial review of each applica-
tion before printing, and in order to eliminate the
problem of printing delays associated with the usage
of these symbols;, any question about the intended
symbol will be resolved by the editorial staff of the
Office of Publications by printing the symbol “¢”
whenever that symbol is used by the applicant. Any
Certificate of Correction necessitated by the above
practice will be at the patentee’s expense (37 CFR
1.323) because the intended symbol was not accurate-
ly presented by the Greek upper or lower case Phi
letters (@, ¢) in the patent application.

608.01(h) Mode of Operation of Invention

The best mode contemplated by the inventor of
carrying out his invention must be set forth in the de-
scription. The Office practice is to accept an opera-
tive example as sufficient to meet this requirement of
the Statute in the absence of information to the con-
trary.

The question of whether an inventor has or has not
disclosed what he or she feels is his or her best mode
is a question separate and distinct from the question of
sufficiency of the disclosure, In re Gay, 135 USEQ
311 (C.C.P.A. 1962); In re Glass, 181 USPQ 31
(C.CP.A. 1974). See 35 U.S.C. 112 and 37 CFR
1.71(b). Sylgab Steel & Wire Corp. v. Imoco-Gateway
Corp., 357 F. Supp. 657, 178 USPQ 22 (N.D. Il
1973); H. K. Porter Co., Inc. v. Gates Rubber Co., 187
USPQ 692, 708, (D. Colo. 1975).

In chemical cases, complete data necessary for the
preparation and use of at least one example of the in-
vention should be presented.

Patents have been held invalid in cases where the
patentee did not disclose the best mode known to
him. See Flick-Reedy Corp. v. Hydro-Line Manufactur-
ing Co., 351 F.2d 546, 146 USPQ 694 (CA 7 1965),
cert. denied, 383 U.S. 958, 148 USPQ 771 (1966); In-
diana General Corp. v. Krystinel Corp.. 297 F. Supp.
427. 161 USPQ 82 (S.D.N.Y. 1969), affirmed, 421
F.2d 1033, 164 USPQ 321 (CA 2 1970); Dale Electron-
ics, Inc. v. R.C.L. Electronics, Inc., 488 F.2d 382, 180
USPQ 235 (CA 1 1973); Union Carbide Corp. v. Borg-
Warner Corp., 550 F.2d 355, 193 USPQ 1 (CA 6
1977); Reynolds Metals Co. v. Acorn Building Compo-
nents Inc., 548 F.2d 155, 163, 192 USPQ 737 (CA 6
1977).

NoTE.—Completeness, § 608.01(p).

608.01()) Claims

37 CFR 1.75 Claim(s). (a) The specification must conclude with
a claim particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they differ
substantially from each other and are not unduly muitiplied.

(c) One or more claims may be presented in dependent form, re-
ferring back to and further limiting another claim or claims in the
same application. Any dependent claim which refers to more than

608.01()

one other claim (“multiple dependent claim™) shall refer to. such
other claims in the alternative only. A multiple dependent claim
shall not serve as a basis for any other multiple dependent claim.
For fee calculation purposes under § 1.16, a muitiple dependent
clgim will be considered to be that number of claims to which
direct reference is made therein. For fee calculation purposes, also,
any claim depending from a multiple dependent claim will be con-
sidered to be that number of claims to which direct reference is
made in that multiple dependent claim. In addition to the other
filing fees, any original application which is filed with, or is amend-
ed to include, multiple dependent claims must have paid therein the
fee set forth in § 1.16{d). Claims in dependent form shall be con-
strued to include all the limitations of the claim incorporated by
reference into the dependent claim. A multiple dependent claim
shall be construed to incorporate by reference all the limitations of
each of the particular claims in relation to which it is being consid-
ered.

(dX(1) The claim or claims must conform to the invention as set
forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description. (See
§ 1.58(a).)

(2) See §§ 1.141 to 1.146 as to claiming different inventions in one
application.

(e) Where the nature of the case admits, as in the case of an im-
provement, any independent claim should contain in the following
order, (1) a preamble comprising a general description of all the
elements or steps of the claimed combination which are conven-
tional or known, (2) a phrase such as “wherein the improvement
comprises,” and (3) those elements, steps and/or relationships
which constitute that portion of the claimed combination which the
applicant considers as the new or improved portion.

(f) If there are several claims, they shall be numbered consecu-
tively in Arabic numerals.

(2) All dependent claims should be grouped together with the
claim or claims to which they refer to the extent possible.

NoTE

Numbering of Claims, § 608.01(j).
Form of Claims, § 608.01(m).
Dependent claims, § 608.01(n).
Examination of claims, § 706.
Claims in excess of fee, § 714.10.

608.01(j) Numbering of Claims

37 CFR 1.126. Numbering of claims. The original numbering of
the claims must be preserved throughout the prosecution. When
claims are canceled, the remaining claims must not be renumbered.
When claims are added, except when presented in accordance with
§ 1.121(b), they must be numbered by the applicant consecutively
beginning with the number next following the highest numbered
claim previously presented (whether entered or not). When the ap-
plication is ready for allowance, the examiner, if necessary, will re-
number the claims consecutively in the order in which they appear
or in such order as may have been requested by applicant.

In a single claim case, the claim is not numbered.
Form Paragraph 6.17 may be used to notify appli-
cant.

6.17 Numbering of Claims, 37 CFR 1.126

The numbering of claims is not in accordance with 37 CFR
1.126. The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled, the remain-
ing claims must not be renumbered. When claims are added, except
when presented in accordance with 37 CFR § 1.121(b), they must
be numbered consecutively beginning with the number next follow-
ing the highest numbered claims previously presented (whether en-
tered or notj.

Misnumbered claims {1] have been renumbered [2), respectively.
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608.01(k) Statutory Requirement of Claims

35 U.S.C. 112 requires that the applicant shall par-
ticularly point out and distinctly claim the subject
matter which he or she regards as his or her inven-
tion. The portion of the application in which he or
she does this forms the claim or claims. This is an im-
portant part of the application, as it is the definition of
that for which protection is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may rely not
only on the description and drawing as filed but also
on the original claims if their content justifies it.

Where subject matter not shown in the drawing or
described in the description is claimed in the case as
filed, and such original claim itself constitutes a clear
disclosure of this subject matier, then the claim
should be treated on its merits, and requirement made
to amend the drawing and description to show this
subject matter. The claim should not be attacked
either by objection or rejection because this subject
matter is lacking in the drawing and description. It is
the drawing and description that are defective; not
the claim.

It is of course to be understood that this disclosure
in the claim must be sufficiently specific and detailed
to support the necessary amendment of the drawing
and description.

608.0i(m) Form of Claims

While there is no set statutory form for claims, the
present Office practice is to insist that each claim
must be the object of a sentence starting with “I (or
we) claim”, “The invention claimed is” (or the equiv-
alent). If, at the time of allowance, the quoted termi-
nology is not present, it is inserted by the clerk. Each
claim begins with a capital letter and ends with a
period. Periods may not be used elsewhere in the
claims except for abbreviations. A claim may be typed
with the various elements subdivided in paragraph
form.

There may be plural indentations to further segre-
gate subcombinations or related steps. In general, the
printed patent copies will follow the format used but
printing difficulties or expense may prevent the dupli-
cation of unduly complex claim formats.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may
be used in conjunction with the recitation of the same
element or group of elements in the claims. The refer-
ence characters, however, should be enclosed within
parentheses so as to avoid confusion with other num-
bers or characters which may appear in the claims.
The use of reference characters is to be considered as
having no effect on the scope of the claims.

Many of the difficulties encountered in the prosecu-
tion of patent applications after final rejection may be
alleviated if each applicant includes, at the time of
filing or no later than the first response, claims varing
from the broadest to which he or she believes he or
she is entitled to the most detailed that he or she is
willing to accept.

MANUAL OF PATENT EXAMINING PROCEDURE

- Claims should preferably be arranged in order of
scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims of like
species should be grouped together where possible
and physically separated by drawing-a line between
claims or groups of claims. (Both. of these provisions
may not be practical or possible where several species
claims depend from the same generic claim.) Similar-
ly, product and process claims should be separately
grouped. Such airangements are for the purpose of fa-
cilitating classification and examination.

The form. of claim reguired in 37 CFR 1.75(e) is
particularly adapted for the description of improve-
ment type inventions. It is to be considered a combi-
nation claim. The preamble of this form of claim is
considered to positively and clearly include all the
elements or steps recited thereini as a part of the
claimed combination.

For rejections not based on prior art see § 706.03.

608.01(n) Dependent Ciaims

37 CFR 1.75(c) reads as follows for applications
filed prior to January 24, 1978:

{c) When more than one claim is presented, they may be placed
in dependent form in which a claim may refer back to and further
restrict a single preceding claim. Claims in dependent form shall be
construed to include all the limitations of the claim incorporated by
reference into the dependent claim.

MULTIPLE DEPENDENT CLAIMS

37 CFR 1.75(c) reads as follows for applications
filed on and after January 24, 1978,

37CFR 1.75 Claim(s)

] ® -3 ® ]

{c) one or more claims may be presented in dependent form, re-
ferring back to and further limiting another claim or claims in the
same application. Any dependent claim which refers to more than
one other claim (“multiple dependent claim”) shall refer to such
other claims in the alternative only. A multiple dependent claim
shall not serve as a basis for any other multiple dependent claim.
For fee calculation purposes under §1.16, a multiple dependent
claim will be considered to be that number of claims to which
direct reference is made therein. For fee calculation purposes, also,
any claim depending from 2 multiple dependent claim will be con-
sidered to be that number of claims to which direct reference is
made in that multiple dependent claim. In addition to the other
filing fees, any original application which is filed with, or is amend-
ed to include, multiple dependent claims must have paid therein the
fee set forth in § 1.16(d). Claims in dependent form shall be con-
strued to include all the limitations of the claim incorporated by
reference into the dependent claim. A multiple dependent claim
shall be construed to incorporate by reference all the limitations of
each of the particular claims in relation to which it is being consid-
ered.

* * L] L &

Generally, a multiple dependent claim is a depend-
ent claim which refers back in the alternative to more
than on preceding independent or-dependent claim.

The second paragraph of 35 U.S.C. section 112 has
been revised in view of the multiple dependent claim
practice introduced by the Patent Cooperation
Treaty. Thus, section 112 authorizes multiple depend-
ent claims in applications filed on and after January
24, 1978, as long as they are in the alternative form
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(e.8., “A machine according to claims. 3 or 4, further
comprising * * * »). Cumulative claiming (e.g.,"A ma-
chine according to claims 3 and 4, further comprising
% % % ) js not permitted. A multiple dependent claim
may refer in the altermative to only one set of claims.
A claim such as “A device as in claims 1, 2, 3, or 4,
made by a process of claims 5, 6, 7, or 8" is improper.
Section 112 allows reference to omly a particular
claim. Furthermore, a multiple dependent claim may
not serve as a basis for any other multiple dependent
claim, either directly or indirectly. These limitations
help to avoid undue confusion in determining how
many prior claims are actually referred to in 2 multi-
ple dependent claim.

A multiple dependent claim which depends from
another multiple dependent claim should be objected
to by using Form Paragraph 7.45.

7.45 Improger Multiple Dependent Claims

Claim [1] objected to under 37 CFR 1.75(c) as being in improper
form because a muitiple dependent claim.

a. should refer to other claims in the alternative only, and/or,

b. cannot serve as a basis for any other multiple dependent claim.

See MPEP 603.01(i). Accordingly, [2] not been further treated on
the merits.

Examiner Note:

1. Use this paragraph rather than 35 U.S.C. 112, f{ifth paragraph.

2. In bracket 2, insert -the claim has- or these claims have-.

Assume each claim example given below is from a
different application.

ACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

Claim 5. A gadget according to claims 3 or 4, fur-
ther comprising * * *

Claim 5. A gadget as in any one of the preceding
claims, in which * ¢ *#

Claim 3. A gadget as in either claim 1 or claim 2,
further comprising * * *

Claim 4. A gadget as in claim 2 or 3, further com-
prising * * *

Claim 16. A gadget as in claims 1, 7, 12 or 15, fur-
ther comprising * * *

Claim 5. A gadget as in any of the preceding
claims, in which * *

Claim 8. A gadget as in one of claims 4-7, in which
LR N

Claim 5. A gadget as in any preceding claim, in
which * * *

Claim 10. A gadget as in any of claims 1-3 or 7-9,
in which * # #

Claim 11. A gadget as in any one of claims 1, 2 or
7-10 inclusive, in which * *

UNACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

A. (Claim does not refer back in the alternative’

only)

Claim 5. A gadget according to claim 3 and 4, fur-
ther comprising * * *

Claim 9. A gadget according to claims 1-3, in
which # * #

Claim 9. A gadget as in claims 1 or 2 and 7 or §,
which * * #

608.01(n)

Claim 6. A gadget as in’ the precedmg claims in
which * * *

Claim 6. A gadget as in claims 1, 2, 3, 4 and/or 5,
in which * * #

Claim- 10. A gadget as in clalms 1-3 or 7-9, in
whtch ®* x

B. (Claim does not refer to a preceding claim)

Claim 3. A gadget as in any of the following
claims, in which * *® *

Claim 5. A gadget as in either claim 6 or claim 8, in
“.-hich * & %

C. (Reference to two sets of claims to different fea-
tures)

Claim 9. A gadget as in claim 1 or 4 made by the
process of claims 5, 6, 7, or 8, in which * * *

D. (Reference back to another multiple dependent
claim)

Claim 8. A gadget as in claim 5 (claim 5 is a multi-
ple dependent claim) or claim 7, in which * * *

Section 112 indicates that the limitations or ele-
ments of each claim incorporated by reference into a
maultiple dependent claim must be considered sepa-
rately. Thus, a multiple dependent claim, as such,
does not contain all the limitations of all the alterna-
tive claims to which it refers, but rather contains in
any one embodiment only those limitations of the par-
ticalar claim referred to for the embodiment under
consideration. Hence, a multiple dependent claim
must be considered in the same manner as a plurality
of single dependent claims.

Restriction Practice

For restriction purposes, each embodiment of a
multiple dependent claim in the same manner as a
single dependent claim. Therefore, restriction may be
required between the embodiments of a multiple de-
pendent claim. Also, some embodiments of a multiple
dependent claim may be held withdrawn while other
embodiments are considered on their merits.

Handling of Multiple Dependent Claims by the
Application Division

The Application Division is responsible for verify-
ing whether multiple dependent claims filed with the
application are in proper alternative form, that they
depend only upon prior independent and single de-
pendent claims and also for calculating the amount of
the filing fee. A new form, PTO-1360, has been de-
signed to be used in conjunction with the current fee
calculation form PTO-875.

Handling of Multiple Dependent Claims by the
Examining Group Clerical Staff

The examining group clerical staff is responsible for
verifying compliance with the statute and rules of
multiple dependent claims added by amendment and
for calculating the amount of any additional fees re-
quired. This calculation should be performed on form
PTO-1360.

There is no need for a group clerk to check the ac-
curacy of the initial filing fee since this has already
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been. verified by the Application Dzvman -when
granting the filing date.

If a multiple dependent claim (or claims) is added
in an amendment without the proper fee, either by
adding references to prior claims or by adding a new
multiple dependent claim, the amendment should not
be entered until the fee has been received. In view of
the requirements for mualtiple dependent claims, no
amendment containing new claims or changing the
dependency of claims should be entered before check-
ing whether the paid fees cover the costs of the
amended claims. The applicant, or his or her attorney
or agent, should be contacted to pay the additional
fee in the same manner as currently in existence for
such defects. Where a letter is written in insufficient
fee situation, a copy of the multiple dependent claim
fee calculation form PTO-1360 should be included for
applicant’s information.

If an application filed prior to October 1, 1982 is
amended on or after October 1, 1982 to include a
proper multiple dependent claim for the first time, the
fee set forth in § 1.16(d) must be paid.

If such an application contained a proper multiple
dependent claim prior to October 1, 1982, the fee set
forth in § 1.16(d) does not apply.

Where the group clerk notes that the reference to
the prior claims is improper in an added or amended
multiple dependent claim, a notation should be made
in the left margin next to the claim itself and the
number 1, which is inserted in the “Dep. Claim”
column of that amendment on form PTO-1360,
should be circled in order to call this matter to the
examiner’s attention.

Handling of Dependent Claims by the Examiner

Should any multiple dependent claim be in an appli-
cation filed prior to January 24, 1978 or include a
claim association or claim structure the violates any
of the prohibitions, the claim should be objected to as
not being in proper form as required by 37 CFR 1.75
in the next Office action. Such an improper claim
need not be further treated on the merits.

Public Law 94-131, the implementing legislation
for the Patent Cooperation Treaty amended 35 U.S.C.
112 to state that “a claim in dependent form shall con-
tain a reference to a claim previously set forth.” The re-
guirement to refer to a previous claim has existed
only in 37 CFR 1.75(c} in the past.

The following procedures are to be followed by ex-
aminers when faced with claims which refer to nu-
merically succeeding claims:

If any series of dependent claims contains a claim
with an improper reference to a numerically follow-
ing claim which cannot be understood, the claim re-
ferring to a following claim should normally be ob-
jected to and not treated on the merits.

However, in situations where a claim refers to a nu-
merically following claimm and the dependency is
clear, both as presented and as it will be renumbered
at issue, all claims should be examined on the merits
and no objection as to form need be made. In such
cases, the examiner will renumber the claims into
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proper order at the time the apphcatlon is allowed
(See ezample B, below).
Any unusual problems should be brought to the su-

pervisor’s attention..
Example A

(Claims 4 and 6 should be objected to as not being
understood and should not be treated on the merits)

i. Independent

2. Dependent on claim 5

3. Dependent on claim 2

4., . . asin any preceding claim”

5. Independent

6. Dependent on claim 4

Example B

NOTE: Parenthetical numerals represent the claim

numbering for issue should all claims be allowed.

(All claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on either claim 1 (1) or claim 3 (2)

The following practice is followed by patent exam-

iners when making reference to a dependent claim—
either singular or multiple:

1. When identifying a singular dependent claim
which does not include a reference to a multiple
dependent claim, either directly or indirectly, ref-
erence should be made only to the number of the
dependent claim.

2. When identifying the embodiments included
within a multiple dependent claim, or a singular
dependent claim which includes a reference to a
multiple dependent claim, either directly or indi-
rectly, each embodiment should be identified by
using the number of the claims involved, starting
with the highest, to the extent necessary to specifi-
cally identify each embodiment.

3. When all embodiments included within a multi-
ple dependent claim or a singular dependent
claim which includes a reference to a multiple
dependent claim, either directly or indirectly, are
subject to a common rejection, objection or re-
quirement, reference may be made only to the
number of the dependent claim.

The following table illustrates the current practice

where each embodiment of each claim must be treat-
ed on an individual basis:

Identification
Clasm No. Claim dependency _ pr?)g.ed
All claims prac-

tice

... cirerere Ind dent..... 1 i
2. . Dcpcnds FrOm 1o 2/1 2
3. ... Depends from 2 3721 3
Depends from 2 0F 3u..cvveorincvinmssinnsiiionin 4/2/1 472
4/3/2/1 4/3
5. Depends from 3 » 5/3/2/) H
6.... vo. Depends from 2, 307 5. 6/2/1 672
6/3/2/1 6/3
6/5/3/2/1 6/5
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Edentification

. Ap-
Cl 4
rim dependency &8 clai proved

/6s2/1 /672
T/673/2/0 /673
376/5/3/2/1 © 7/6/5

T Depends from 6

When all embodiments in a multiple dependent
claim situation (claims 4, 6 and 7 above) are subject to
a common rejection, objection or requirements, ref-
erence may be made only to the number of the indi-
vidual dependent claim. For example, if 4/2 and 4/3
were subject to a common ground of rejection, refer-
ence should be made only to claim 4 in the statement
of that rejection.

The provisions of 35 U.S.C. 132 require that each
Office action make it explicitly clear what rejection,
objection and/or requirement is applied to each claim
embodiment.

Calculation of Fees When Multiple Dependen: Claims
Are Presented, Use of Form PTO-1360

To assist in the computation of the fees for multiple
dependent claims, a separate “Multiple Dependent
Claim Fee Calculation Sheet,” form PTO-1360, has
been designed for use with the current “Patent Appli-
cation Fee Determination Record”, form PTO-875.
Form PTO-1360 will be placed in the file wrapper by
the Application Division where multiple dependent
claims are in the application as filed. If multiple de-
pendent claims are not included upon filing, but are
later added by amendment, the examining group cleri-
cal staff will place the form in the file wrapper. If
there are multiple dependent claims in the application,
the total number of independent and dependent claims
for fee purposes will be calculated on form PTO-1360
and the total number of claims and number of inde-
pendent claims is then placed on form PTQO-875 for
final fee calculation purposes.

If at least $300 ($150 if small entity status has been
established) was included with the application of
filing, but the total fee is insufficient, a “Notice of In-
sufficient Fee”, form PT(O-1094, is placed in the file
wrapper by the Application Division as is currently
done. The notice should be mailed by the examining
group in accordance with established procedures.

Calculating Fees for Multiple Dependent Claims
Proper Muliiple Dependent Claim

Section 41(a) of title 35, U.S.C., provides that
claims in proper multiple dependent form may not be
considered as single dependent claims for the purpose
of calculating fees. Thus, a muitiple dependent claim
is considered to be that number of dependent claims
to which it refers. Any proper claim depending di-
rectly or indirectly from a multiple dependent claim is
also considered as the number of dependent claims as
referred to in the multiple dependent claim from

which it depends.

608.01(n)

Improper Multiple Dependent Claim

If any multiple dependent claim is improper, Appli-
cation Division may indicate that fact by placing an
encircled numeral “1” in the “Dep. Claims” column
of form PTO-1360. The fee for any improper multiple
dependent claim, whether it is defective for either not
being in the alternative form or for being directly or
indirectly dependent on a prior multiple dependent
claim, will only be one, since only an objection to the
form of such a claim will normally be made. This pro-
cedure also greatly simplifies the calculation of fees.
Any claim depending from an improper multiple de-
pendent claim will also be considered to be improper
and be counted as one dependent claim.

Fee calculation example

Claim Ind.  Dep.

I3

2
S

Independent........cccoccvvmevivmvcveneccnaene
Dependent on claim 1 ..o
Dependent on claim 2 ...cconvrvrccineee,
Dependent on claim 2 07 3 .o
Dependent on claim 4 .....ooooivecicmcen
Dependent on claim 5 ...
Dependentonclaim4, Sor 6.
Dependent on claim 7 ..o
Independent.........cccovevcciimrecvcnmmrisirec e 1
Dependentonclaim 1 or 9. 2
Dependent on claims 1 and 9.....occocovvocevcvrvcnnnnns @

SO0 NV LW~
OO o9ty —

—_——

Comments on Fee Calculation Example

Claim 1—This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the
“Ind.” column.

Claim 2—Since this is a claim dependent on a
single independent claim, a numeral “1” is placed op-
posite claim number 2 of the “Dep.” column.

Claim 3—Claim 3 is also a single dependent claim,
so a numeral “1” is placed in the “Dep.” column.

Claim 4—Claim 4 is a proper multiple dependent
claim. It refers directly to two claims in the alterna-
tive, namely, claim 2 or 3. Therefore, a numeral “2”
to indicate direct reference to two claims is placed in
the “Dep.” column opposite claim number 4.

Claim 5—This claim is a singularly dependent claim
depending from a multiple dependent claim. For fee
calculation purposes, such a claim is counted as being
that number of claims to which direct reference is
made in the multiple dependent claim from which it
depends. In this case, the multiple dependent claim
number 4 it depends from counts as 2 claims; there-
fore, claim 5 also counts as 2 claims. Accordingly, a
numeral “2” is placed opposite claim number 5 in the
“Dep.” column.

Claim 6—Claim 6 depends indirectly from a multi-
ple dependent claim 4. Since claim 4 counts as 2
claims, claim 6 also counts as 2 dependent claims.
Consequently, a numeral “2” is placed in the “Dep.”
column after claim 6.
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Claim 7--This claim is a multiple dependent claim
since it refers to claims 4, 5 or 6. However, as can be
seen by looking at the “2” in the “Dep.” column op-
posite claim 4, claim 7 depends from a multiple de-
pendent claim. This practice is improper under 35
U.S.C. 112 and § 1.75(c). Following the procedure for
calculating fees for improper multiple dependent
claims, a numeral “1” is placed in the “Dep.” column
with a circle drawn around it to alert the examiner
that the claim is improper. ’

Claim 8—Claim 8 is improper since it depends from
an improper claim. If the base claim is in error, this
error cannot be corrected by adding additional claims
depending therefrom. Therefore, a numeral “1* with
a circle around it is placed in the “Dep.” column.

Claim 9—Here again we have an independent claim
which is always indicated with a numeral “1” in the
“Ind.” column opposite the claim number.

Claim 10—This claim refers to two independent
claims in the alternative. A numeral “2” is therefore
placed in the “Dep.” column opposite claim 10.

Cigim 11—Claim 11 is a dependent claim which
refers to two claims in the conjunctive (“1 and 9”)
rather than in the alternative (1 or 9"). This form is
improper under 35 U.S.C. 112 and Rule 1.75(c). Ac-
cordingly, since claim 11 is improper, an encircled
number “I” is placed in the “Dep.” column opposite
Claim 11.

Calculation of Filing Fee

After the number of “Ind.” and “Dep.” claims are
noted on form PTO-1360, each column is added. In
this example, there are 2 independent claims and 13
dependent claims or a total of 15 claims. The number
of independent and total claims can then be placed on
form PTO-875 and the fee calculated.

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by per-
sons other than examiners; it is necessary, at that time,
to accept as dependent virtually every claim which
refers to another claim, without determining whether
there is actually a true dependent relationship. Such
acceptance does not, however, preclude a subsequent
holding by the examiner that a claim is not a proper
dependent claim. Any claim which is in deperdent
form but which is so worded that it, in fact is not, as
for example it does not include every limitation of the
claim on which it depends, will be required to be can-
celed as not being a proper dependent claim; and can-
cellation of any further claim depending on such a de-
pendent claim will be similarly required. The appli-
cant may thereupon amend the claims to place them
in proper dependent form, or may redraft them as in-
dependent claims, upon payment of any necessary ad-
ditional fee.

An essential characteristic of a proper dependent
claim is that it shall include every limitation of the
claim from which it depends (35 U.S.C. 112) or in
other words that it shall not conceivably be infringed
by anything which would not also infringe the basic
claim. Thus, for example, if claim 1 recites the combi-
nation of elements @, b, ¢ and d, a claim reciting the
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structure of claim 1 in which d was omitted or re-
placed by e would not be a proper dependent claim,
even though it placed further limitations on the re-
maining elements or added still other elements,

Examiners are reminded that a dependent claim is
directed to a combination including everything recit-
ed in the base claim and what is recited in the de-
pendent claim. It is this combination that must be
compared with the prior art, exactly as if it were pre-
sented as one independent claim.

The fact that a dependent claim which is otherwise
proper might require a separate search or be separate-
ly classified from the claim on which it depends
would not render it an improper dependent claim, al-
though it might result in a requirement for restriction.

The fact that the independent and dependent claims
are in different statutory classes does not, in itself,
render the latter improper. Thus, if claim 1 recites a
specific product, a claim for the method of making
the product of claim 1 in a particular manner would
be a proper dependent claim since it could not be in-
fringed without infringing claim 1. Similarly, if claim
1 recites a method of making a product, a claim for a
product made by the method of claim 1 could be a
proper dependent claim. On the other hand, if claim 1
recites a method of making a specified product, a
claim to the product set forth in claim 1 would not be
a proper dependent claim if the product might be
made in other ways. Note, that since § 1.75(c) re-
quires the dependent claim to further limit a preced-
ing claim, this rule does not apply to product-by-
process claims.

CrLaiM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:

2. The product of claim ! in which . . .

A series of singular dependent claims is permissible
in which a dependent claim refers to a preceding
claim which, in turn, refers to another preceding
claim.

A claim which depends from a dependent claim
should not be separated therefrom by any claim
which does not also depend from said ‘“dependent”
claim. It should be kept in mind that a dependent
claim may refer back to any preceding independent
claim. These are are the only restrictions with respect
to the sequence of claims and, in general, applicant’s
sequence should not be changed. See § 608.01(j). Ap-
plicant may be so advised by using Form Paragraph
6.18.

6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in turn, refers
to another preceding claim.

A claim which depends from a dependent claim should not be
separated by any claim which does not also depend from said de-
pendent claim. It should be kept in mind that a dependent claim
may refer to any preceding independent claim. In general, appli-
cant's sequence will not be changed. See § 608.01(n) MPEP.

The numbering of dependent claims and the num-
bers of preceding claims referred to in dependent
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claims should be carefully checked when claims are
renumbered upon allowance. :

REJECTION AND OBJECTION

If the base claim has been cancelled, a claim which
is directly or indirectly dependent thereon should be
rejected as incomplete. If the base claim is rejected,
the dependent claim should be objected to rather than
rejected, if it is otherwise allowable.

Form Paragraph 7.43 can be used to state the ob-
jection.

7.43 Objection to Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form in-
cluding all of the limitations of the base claim and any intervening
claims.

608.01(0) Basis for Claim Terminology in De-
scription

The meaning of every term used in any of the
claims should be apparent from the descriptive por-
tion of the specification with clear disclosure as to its
import, and in mechanical cases it should be identified
in the descriptive portion of the specification by refer-
ence to the drawing, designating the part or parts
therein to which the term applies. A term used in the
claims may be given a special meaning in the descrip-
tion. No term may be given a meaning repugnant to
the usual meaning of the term.

Usually the terminology of the original claims fol-
lows the nomenclature of the specification, but some-
times in amending the claims or in adding new claims,
new terms are introduced that do not appear in the
specification. The use of a confusing variety of terms
for the same thing should not be permitted.

New claims and amendments to the claims already
in the case should be scrutinized not only for new
matter but also for new terminology. While an appli-
cant is not limited to the nomenclature used in the ap-
plication as filed, yet whenever by amendment of his
claims, he or she departs therefrom, he or she should
make appropriate amendment of his specification so as
to have therein clear support or antecedent basis for
the new terms appearing in the claims. This is neces-
sary in order to insure certainty in construing the
claims in the light of the specification. Ex parte
Kotler 1901 C.D. 62; 95 O.G. 2684. See 37 CFR 1.75,
§§ 608.01(i) and 1302.01.

The specification should be objected to if it does
not provide proper antecedent basis for the claims by
using Form Paragraph 7.44.

7.44 Claimed Subject Matter not in Specification

The specification is objected 1o as failing to provide proper ante-
cedent basis for the claimed subject matter. See 37 CFR 1,75(d)(1)
and MPEP 608.01(1). Correction of the following is required: 1]

608.01(p) Completeness

Newly filed applications obviously failing to dis-
close an invention with the clarity required are dis-
cussed in § 702.01.

A disclosure in an application, to be complete, must
contain such description and details as to enable any
person skilled in the art or science to which the in-
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vention pertains to make and use the invention as of
its filing date, In re Glass, 181 USPQ 31; 492 F.2d
1228 (CCPA 1974).

While the prior art setting may be mentioned in
general terms, the essential novelty, the essence of the
invention, must be described in such details, including
proportions and techmiques where necessary, as to
enable those persons skilied in the art to make and uti-
lize the invention.

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
should be of sufficient scope as to justify the scope of
the claims. Markush claims must be provided with
support in the disclosure for each member of the Mar-
kush group. Where the constitution and formula of a
chemical compound is stated only as a probability or
speculation, the disclosure is not sufficient to support
claims identifying the compound by such composition
or formula.

A complete disclosure should inciude a statement of
utility. This usually presents no problem in mechani-
cal cases. In chemical cases, varying degrees of speci-
ficity are required.

A disclosure involving a new chemical compound
or composition must teach persons skiiled in the art
how to make the compound or composition. Incom-
plete teachings may not be completed by reference to
subsequently filed applications.

A. GUIDELINES FOR CONSIDERING DISCLOSURES OF
UTILITY IN DRUG CASES

General

These guidelines are set down to provide uniform
handling of applications disclosing drug or pharma-
ceutical utility. They are intended to guide patent ex-
aminers and patent applicants as to criteria for utility
statements. They deal with fundamental questions and
are subject to revision and amendment if future case
law indicates this to be necessary.

The following two basic principles shall be fol-
lowed in considering matters relating to the adequacy
of disclosure of utility in drug cases:

(1) The same basic principles of patent law which
apply in the field of chemical arts shall be applicable
to drugs, and

(2) The Patent and Trademark Office shall confine
its examination of disclosure of utility to the applica-
tion of patent law principles, recognizing that other
agencies of the Government have been assigned the
responsibility of assuring conformance to the stand-
ards established by statute for the advertisement, use,
sale or distribution of drugs. fn re Krimmel, 48 CCPA
1116, 292 F.2d 948, 130 USPQ 215 (1961); In re
Hartop et al, 50 CCPA 780, 311 F.2d 249, 135 USPQ
419 (1962).

A drug is defined by 21 U.S.C. 321(g)

The term “drug” means (A) articles recognized
in the official United States Pharmacopeia, offi-
cial Homeopathic Pharmacopeia of the United
States, or official National Formulary, or any
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supplement to any of them; and (B) articles in-
tended for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease in man or
other animals; and (C) articles (other than food)
intended to affect the structure or any function of
the body of man or other animals; and (ID) arti-
cles intended for use as a component of any arti-
cles specified in clause (A), (B) or (C); but does
not include devices or their components, parts, or
accessories.
In addition, compositions adapted to be applied to or
used by human beings, e.g., cosmetics, dentifrices,
mouthwashes, etc., may be treated in the same
manner as drugs subject to the conditions stated.

Any proof of a stated utility or safety required pur-
suant to these guidelines may be incorporated in the
application as filed, or may be subsequently submitted
by affidavit if and when required. The Patent and
Trademark Office, in reaching its own independent
decisions on questions of utility and how to use under
35 U.S.C. 101 and 112, will continue to avail itself of
assistance and information from the Secretary of
Health and Human Services as authorized by 21
U.S.C. 372(b), when necessary.

In accordance with the basic principles set forth
above, the following procedures shall be followed in
examining patent applications in the drug field with
regard to disclosures relating to wutility.

35 US.C. 101

Utility must be definite and in currently available
form; (Brenner v. Manson, 383 U.S. 519, 148 USPQ
689) not merely for further investigation or research
but commercial availability is not necessary. Mere as-
sertions such as “therapeutic agents,” (In re Lorenz et
al., 49 CCPA 1227, 305 F.2d 875, 134 USPQ 312; cf.
Ex parte Brockmann et al, 127 USPQ 57) “for phar-
maceutical purposes,” (In re Diedrich, 50 CCPA 1355,
318 F.2d 946, 138 USPQ 128) “blologlcal activity,”
(In re Kirk et al, 54 CCPA 1119, 153 USPQ 48; Ex
parte Lanham, 135 USPQ 106) “intermediate,” (In re
Joly et al., 54 CCPA 1159, 153 USPQ 45; In re Kirk et
al, 54 CCPA 1119; 153 USPQ 48) and for making
further unspecified preparations are regarded as insuf-
ficient.

If the asserted utility of a compound is believable
on its face to persons skilled in the art in view of the
contemporary knowledge in the art, then the burden
is upon the examiner to give adequate support for re-
jections for lack of utility under this section (In re
Gazave, 54 CCPA 1524, 154 USPQ 92). On the other
hand, incredible statements (/n re Citron, 51 CCPA
852, 325 F.2d 248, 139 USPQ 516; In re Oberweger, 28
CCPA 749, 115 F.2d 826, 47 USPQ 455; Ex parte
Moore et ol, 128 USPQ 8) or statements deemed un-
likely to be correct by one skilled in the art (In re
Ruskin, 53 CCPA 872, 354 F.2d 395, 148 USPQ 22§;
In re Pottier, 54 CCPA 1293, 153 USPQ 407; In re
Novak et al,, 49 CCPA 1283, 306 F.2d 924, 134 USPQ
335. See also, In re Irons, 52 CCPA 938, 340 F.2d 974,
{44 USPQ 351) in view of the contemporary knowl-
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edge in the art will require adequate proof on the part
of applicants for patents.

Proof of utility under this section may be estab-
lished by clinical or in vive or in vitro data, or combi-
nations of these, which would be convincing to those
skilled in the art (In re Irons, 52 CCPA 938, 340 F.2d
924, 144 USPQ 351; Ex parte Paschall, 88 USPQ 131;
Ex parte Pennell et al, 99 USPQ 56; Ex parte Fergu-
son, 117 USPQ 229; Ex parte Timmis, 123 USPQ 581).
More particularly, if the utility relied on is directed
solely to the treatment of humans, evidence of utility,
if required, must generally be clinical evidence. (Ex
parte Timmis, 123 USPQ 581) although animal tests
may be adequate where the art would accept these as
appropriately correlated with human utility (Jn re
Hartop et al., 50 CCPA 780, 311 F.2d 249, 135 USPQ
419; Ex parte Murphy, 134 USPQ 134). If there is no
assertion of human utility, (Blicke v. Treves, 44 CCPA
753, 241 F.2d 718, 112 USPQ 472; In re Krimmel, 48
CCPA 1116, 292 F.2d 948, 130 USPQ 215; In re
Dodson, 48 CCPA 1125, 292 F.2d 943, 130 USPQ 224;
In re Hitchings, 52 CCPA 1141, 342 F.2d 80, 144
USPQ 637) or if there is an assertion of animal utility,
(In re Bergel et al., 48 CCPA 1102, 292 F.2d 955, 130
USPQ 206; Ex parte Melvin, 155 USPQ 47) operative-
ness for use on standard test animals is adequate for
patent purposes.

Exceptions exist with respect to the general rule re-
lating to the treatment of humans. For example, com-
positions whose properties are generally predictable
from a knowledge of their components, such as laxa-
tives, antacids and certain topical preparations, re-
quire little or no clinical proof (Ex parte Harrison et
al., 129 USPQ 172; Ex parte Lewin, 140 USPQ 70).

Although absolute safety is not necessary to meet
the utility requirement under this section, a drug
which is not sufficiently safe under the conditions of
use for which it is said be be effective will not satisfy
the utility requirement (n re Hartop et al, 50 CCPA
780, 311 F.2d 249, 135 USPQ 419; In re Anthony, 162
USPQ 594 (CCPA 1969); In re Watson, 186 USPQ 11
{CCPA 1975)). Proof of safety shall be required only
in those cases where adequate reasons can be ad-
vanced by the examiner for believing that the drug is
unsafe, and shall be accepted if it establishes a reason-
able probability of safety.

5 USC 112

A mere statement of utility for pharmacological or
chemotherapeutic purposes may raise a question of
compliance with section 112, particularly “. . . as to
enable any person skilled in the art to which it per-
tains . . . to use the same.” If the statement of utility
contains within it a connotation of how to use, and/or
the art recognizes that standard modes of administra-
tion are contemplated, section 112 is satisfied (In re
Johnson, 48 CCPA 733, 282 F.2d 370, 127 USPQ 216;
In re Hitchings et al., 52 CCPA 1141, 342 ¥.2d 80, 144
USPQ 637). if the use disclosed is of such nature that
the art is unaware of successful treatments with
chemically analogous compounds, a more complete
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statement of how to use must be supplied than if such
analogy were not present (In re Mourea et al, 52
CCPA 1363, 345 F.2d 595, 145 USPQ 452; In re
Schmidt et al, 54 CCPA 1577, 153 USPQ 640). It is
not necessary to specify the dosage or method of use
if it is obvious to one skilled in the art that such infor-
mation could be obtained without undue experimenta-
tion. :

With respect to the adequacy of disclosure that a
claimed genus possesses an asserted utility represent-
ative examples together with a statement applicable to
the genus as a whole will ordinarily be sufficient if it
would be deemed likely by one skilled in the art, in
view of contemporary knowledge in the art, that the
claimed genus would possess the asserted utility (fn re
Oppenauer, 31 CCPA 1248, 143 F.2d 974, 62 USPQ
297; In re Cavallito et al., 48 CCPA 711, 282 F.2d 357,
127 USPQ 202; In re Cavallito et al, 48 CCPA 720,
282 F.2d 363, 127 USPQ 206; In re Schmidr 48
CCPA 1140, 293 F.2d 274, 130 USPQ 404; In re Ca-
vallito, 49 CCPA 1335, 306 F.2d 505, 134 USPQ 370;
In re Surrey, 54 CCPA 855, 370 F.2d 349, 151 USPQ
724; In re Lund et al, 54 CCPA 1361, 153 USPQ
625). Proof of utility will be required for other mem-
bers of the claimed genus only in those cases where
adquate reasons can be advanced by the examiner for
believing that the genus as a whole does not possess
the asserted utility. Conversely, a sufficient number of
representative examples, if disclosed in the prior art
will constitute a disclosure of the genus to which they
belong.

In the case of mixtures including a drug as an ingre-
dient, or mixtures which are drugs, or methods of
treating a specific condition with a drug, whether old
or new, a specific example should ordinarily be set
forth, which should include the organism treated. In
appropriate cases, such an example may be inferred
from the disclosure taken as a whole and/or the
knowledge in the art (e.g., gargle).

Where the claimed compounds are capable of sev-
eral different utilities and one use is adequately de-
scribed in accordance with these guidelines, additional
utilities will be investigated for compliance with sec-
tions 101 and 112 only if not believable on their face
to those of ordinary skill in the art in view of the
comtemporary knowledge of the art. Failure to meet
these standards may result in a requirement to cancel
such additional utilities (Ex parte Lanhan, 121 USPQ
223; Ex parte Moore et al., 128 USPQ 8; In re Citron,
51 CCPA 852, 325 F.2d 248, 139 USPQ 516; In re
Gottlieb et al, 51 CCPA 1114, 328 F,2d 1016, 140
USPQ 665).

B. INCORPORATION BY REFERENCE

An application as filed must be complete in itself in
order to comply with 35 U.S.C. 112; however this
does not bar incorporation by reference. Ex parte
Schwarze, 151 USPQ 426 (Bd. of Appeals, 1966). An
application for a patent when filed may incorporate
“essential material” by reference to (1) 2 United States
patent or (2) an afllowed U.S. application, subject to
the conditions set forth below. “Essential material” is

608.61(p)

defined as that which is necessary to (1) support the
claims, or (2) for adequate disclosure of the invention
(35 U.S.C. 112). “Essential material” may not be in-
corporated by reference to (1) patents or applications
published by foreign countries or regional patent of-
fices, to (2) nonpatent publications, to (3) a U.S.
patent or application which itself incorporates *‘essen-
tial material” by reference or to (4) a foreign applica-
tion. See In re Foucke, 169 USPQ 429; 439 F.2d 1237
(CCPA 1971).

Nonessential subject matter may be incorporated by
reference to (1) patents or application published by
the United States or foreign countries or regional
patent offices, (2) prior filed, commonly owned U.S.
applications or (3) nonpatent publications, for pur-
poses of indicating the background of the invention or
illustrating the state of the art.

The referencing application must include (1) an ab-
stract, (2) a brief summary of the invention, (3) an
identification of the referenced patent or application,
(4) at least one view in the drawing in those applica-
tions admitting of a drawing, and (5) one or more
claims. Particular attention should be directed to spe-
cific portions of the referenced patent or application.

Complete Disclosure Filed

If an application is filed with a complete disclosure,
essential material may be cancelled by amendment
and the same material substituted by reference to a
patent or a pending and commonly owned allowed
application in which the issue fee has been paid. The
amendment must be accompanied by an affidavit or
declaration executed by the applicant or his attorney
or agent stating that the material cancelled from the
application is the same material that has been incorpo-
rated by reference.

Issue Fee Paid

If an application incorporates essential material by
reference to a U.S. patent or a pending and common-
ly owned allowed U.S. application for which the issue
fee has been paid, applicant will be required prior to
examination to furnish the Patent and Trademark
Office with a copy of the referenced material together
with an affidavit or declaration executed by the appli-
cant or his attorney or agent stating that the copy
consists of the same material incorporated by refer-
ence in the referencing application. However, if a
copy of a printed U.S. patent is furnished, no affidavit
or declaration is required.

Issue Fee Not Paid

If an application incorporates essential material by
reference to a pending and commonly owned applica-
tion other than one in issue with the fee paid, appli-
cant will be required prior to examination to amend
the disclosure of the referencing application to in-
clude the material incorporated by reference. The
amendment must be accompanied by an affidavit or
declaration executed by the applicant or his attorney
or agent stating the the amendatory material consists
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of the same material incorporated by reference in the
referencing application.

Improper Incorporatmn '

The ﬁlmg date of any application wherein essential
material is improperly incorporated by reference to a
foreign application or patent or to a publication will
not be affected because of the presence of such refer-
ence. In such a case, the applicant will be required to
amend the disclosure to include the material incorpo-
rated by reference.

Form Paragraph 6.19 may be used.

6.19 Incorporation by Reference, Foreign Patent or Application

The incorporation of essential material by reference to a foreign
application or foreign patent or to a2 publication inserted in the
specification is improper. Applicant is required to amend the disclo-
sure to include the material incorporated by reference. The amend-
ment must be accompanied by an affidavit or declaration executed
by the applicant, or applicant’s attorney or agent, stating that the
amendatory material consists of the same material incorporated by
reference in the referencing application. In re Hawkins, 486 F. 2d
569, 179 USPQ 157; In re Hawkins, 486 F. 2d 579, 179 USPQ 163;
In re Hawkins, 486 F. 2d 577, 179 USPQ 167.

The amendment must be accompanied by an affida-
vit or declaration executed by the applicant, or his at-
torney or agent, stating that the amendatory material
consists of the same material incorporated by refer-
ence in the referencing application. fn re Hawkins, 486
F. 2d 569, 179 USPQ 157; In re Hawkins, 486 F, 2d
579, 179 USPQ 163; In re Hawkins, 486 F. 2d 577, 179
USPQ 167, (CCPA, 1973).

Reliance upon a commonly assigned copending ap-
plication by a different inventor may ordinarily be
made for the purpose of ccinnleting the disclosure.
See In re Fried et al, 141 USPFQ 27, 51 CCPA 1118
(1964), and General Electric Company v. Brenner, 407
F. 2d 1258 159 USPQ 335 (CADC 1968).

Since a disclosure must be complete as of the filing
date, subsequent publications or subsequently filed ap-
plications cannot be relied upon to establish a con-
structive reduction to practice.

C. DEPGSIT OF MICROORGANISMS

Some inventions which are the subject of patent ap-
plications depend on the use of microorganisms which
must be described in the specification in accordance
with 35 U.8.C. 112. No problem exists when the mi-
croorganisms used are known and readily available to
the public. When the invention depends on the use of
a microorganism which is not so known and readily
available, applicants must take additional steps to
comply with the requirements of § 112.

In re Argoudelis, et al, 168 USPQ 99 (CCPA, 1970),
accepted a procedure for meeting the requirements of
35 U.S.C. 112. Accordingly, the Patent and Trade-
mark Office will accept the following as complying
with the requirements of § 112 for an adequate disclo-
sure of the microorganism required to carry out the
invention:

(1) the applicant, no later than the effective U.S.
filing date of the application, has made a deposit of a
culture of the microorganism in a depository afford-
ing permanence of the deposit and ready accesibility

MANUAL OF PATENT EXAMINING PROCEDURE

thereto by the public if a patent is granted, under con-
ditions which assure (a) that access to.the culture will
be available during pendency of the patent application
to one determined by the Commissioner to be entitled
thereto under 37 CFR 1.14 and 35 U.S.C, 122, and (b)
that all restrictions on the availability to the public of
the culture so deposited will be irrevocably removed
upon the granting of the patent;

(2) such deposit is referred to in the body of the
specification as filed and is identified by deposit
number, name and address of the depository, and the
taxonomic description to the extent available is in-
cluded in the specification; and

(3) the applicant or his assigns has provided assur-
ance of permanent availability of the culture to the
public through a depository meeting the requirements
of (1). Such assurance may be in the form of an aver-
ment under oath or by declaration by the applicant to
this effect.

A copy of the applicant’s contract with the deposi-
tory may be required by the examiner to be made of
record as evidence of making the cuiture available
under the conditions stated above.

D. SIMULATED OR PREDICTED TEST RESULTS OR
PrROPHETIC EXAMPLES

Simulated or predicted test results and prophetical
examples (paper examples) are permitted in patent ap-
plications. Working examples correspond to work ac-
tually performed and may describe tests which have
actually been conducted and results that were
achieved. Paper examples describe the manner and
process of making an embodiment of the invention
which has not actually been conducted. Paper exam-
ples should not be represented as work actually done.
No results should be represented as actual results
unless they have actually been achieved. Paper exam-
ples should not be described using the past tense.

NoTe.—For problems arising from the designation
of materials by trademarks and trade names, see
§ 608.01(v).

608.01(g) Substitute or Rewritten Specification

37 CFR 1.125. Substitute specification. If the number or nature of
the amendments shall render it difficult to consider the case, or to
arrange the papers for printing or copying, the examiner may re-
quire the entire specification, including the claims, or any part
thereof, to be rewritten. A substitute specification may not be ac-
cepted unless it has been required by the examiner or unless it is
clear to the examiner that acceptance of a substitute specification
would facilitate processing of the application. Any substitute speci-
fication filed must be accompained by a statement that the substi-
tute specification includes no new matter. Such statement must be a
verified statement if made by a person not registered to practice
before the Office.

The specification is sometimes in such faulty Eng-
lish that a new specification is necessary; in such in-
stances a new specification should be required.

Form Paragraph 6.28 may be used in such an in-
stance.
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6.28  Idiomaric Englich

A substitute specification in ;‘ roper idiomatic English and in com-
pliance with 37 CFR 1.52 (a and b) is required. The addltlon of
new matter is prohibited by 35 U.S.C. 132.

Under current practice, substitute specifications
may be voluntarily filed by the applicant if he or she
desires. A substitute spec:ﬁcatlon will normally be ac-
cepted by the Office even if it has not been required
by the examiner. Substitute specifications will be ac-
cepted if applicant submits therewith a hand corrected
copy of the portions of the original specification
which are being added and deleted and a statement
that the substitute specification includes no new
matter and that the substitute specification includes
the same changes as are indicated in the hand correct-
ed original specification. Such statement must be a
verified statement if made by a person not registered
to practice before the Office. Additions should be in-
dicated by underlining and deletions should be indi-
cated between brackets. Examiners may also require a
substitute specification where it is considered to be
necessary.

However, any substitute page of the specification,
or entire specification, filed must be accompanied by
an affidavit (cath or declaration) indicating that no
new matter was included. There is no obligation on
the examiner to make a detailed comparison between
the old and the mew specifications for determining
whether or not new matter has been added. If, how-
ever, an exarminer becomes aware that new matter is
present, objection thereto should be made.

The filing of a substitute specification rather than
amending the original application has the advantage
for applicants of eliminating the need to prepare an
amendment of the specification. If word processing
equipment is used by applicants, substitute specifica-
tions can be easily prepared. The Office receives the
advantage of saving the time needed to enter amend-
ments in the specification and a reduction in the
number of printing errors.

A substitute specification should normally be en-
tered. See § 714.20.

New matter in amendment, see § 608.04.

Application prepared for issue, see § 1302.02.

608.01(r) Derogatory Remarks About Prior Art
Specification

The applicant may refer to the general state of the
art and the advance thereover made by his or her in-
vention, but he or she is not permitted to make de-
rogatory remarks concerning the inventions of others.
Derogatory remarks are statements disparaging the
products or processes of any particular person other
than the applicant, or statements as to the merits or
validity of applications or patents of another person.
Mere comparison with the prior art are not consid-
ered to be disparaging per se.

608.01¢(s} Restoration of Canceled Matter

Canceled text in the specification or a canceled
claim can be restored only by presenting the canceled
matter as a new insertion. See 37 CFR 1.124, § 714.24.

608.01(v)

608.01(t) Use in Subsequent Applncatmn

A reservation for a future apphcatlon of subject
matter disclosed but not ciaimed in a pending applica-
tion will not be permitted in the pending application,
37 CFR 1.79, § 608.01(e).:

While a specification cannot be transferred to an-
other application, drawings may be transferred from a
prior application to a later case by the same inventor
if they are no longer needed in the prior application,
note §§ 608.02(1) to 608.02(k).

608.01(u) Use of Formerly Filed Incomplete Ap-
plication ‘

Parts of an incomplete application which have been
retained by the Office may be used as part of 2 com-
plete application if the missing parts are later sup-
plied. See §§ 506 and 506.01.

608.01(v) Trademarks and Names

The expressions “trademarks” and “names used in
trade” as used below have the following meanings:

Trademark: a word, letter, symbol or device adopt-
ed by one manufacturer or merchant and used to
identify and distinguish his product from those of
others. It is a proprietary word pointing distinctly to
the product of one producer.

Names Used in Trade: a nonproprietary name by
which an article or product is known and called
among traders or workers in the art, although it may
not be so known by the public generally. Names used
in trade do not point to the product of one producer,
but they identify a single article or product irrespec-
tive of producer.

Names used in trade are permissible in patent appli-
cations if:

(1) Their meanings are established by an accompa-
nying definition which is sufficiently precise and defi-
nite to be made a part of a claim, or

(2) In this country, their meanings are well known
and satisfactorily defined in the literature.

Condition (1) or (2) must be met at the time of
filing of the complete application.

TRADEMARKS

The relationship between a trademark and the prod-
uct it identifies is sometimes indefinite, uncertain and
arbitrary. The formula or characteristics of the prod-
uct may change from time to time and yet it may con-
tinue to be sold under the same trademark. In patent
specifications, every element or ingredient of the
product should be set forth in positive, exact, intelligi-
ble language, so that there will be no uncertainty as
to what is meant. Arbitrary trademarks which are
liable to mean different things at the pleasure of man-
ufacturers do not constitute such language.

However, if the product to which the trademark
refers is otherwise set forth in such language that its
identity is clear the examiners are authorized to
permit the use of the trademark if it is distinguished
from common descriptive nouns by capitalization. If
the trademark has a fixed and definite meaning it con-
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stitutes sufficient identification unless come physncal
or chemical characteristic of the article or material is
involved in the invention. In that event as also in
those cases where the trademark has no fixed and def-
inite meaning, identification by scnenuﬁc or other ex-
planatory language is necessary.

The matter of sufficiency of dlsclosure ‘must be de-
cided on an individual case by case basis. In re Met-
calfe and Lowe, 161 USPQ 789 869 0.G. 691 (CCPA
1969).

Where the identification of a trademark is intro-

duced by amendment it must be restricted to the char-.

acteristics of the product known at the time the appli-
cation was filed to avoid any question of new matter.
If proper identification of the product sold under a
trademark, or a product referred to only by a name
used in trade, is omitted from the specification and
such identification is deemed necessary under the
principles set forth above, the examiner should hold
the disclosure insufficient and reject on the ground of
insufficient disclosure any claims based on the identifi-
cation of the product merely by trademark or by the
name used in trade. If the product cannot be other-
wise defined, an amendment defining the process of
its manufacture may be permitted. Such amendments
must be supported by satisfactory showings establish-
ing that the specific nature or process of manufacture
of the product as set forth in the amendment was
known at the time of filing of the application.
Although the use of trademarks having definite
meanings is permissible in patent applications, the pro-
prietary nature of the marks should be respected.
Trademarks should be identified by carpitalizing them
and placing them between quotation marks. Every
effrrt made to prevent their use in any manner which
might adversely affect their validity as trademarks.
Form paragraph 6.20 may be used.

6.20 Trademarks arnd Their Use.

The use of the trademark [1] has been noted in this application. It
should be capitalized and placed between parentheses wherever it
appears and be accompanied by the generic terminology.

Although the use of trademarks is permissible in patent applica-
tions, the proprietary nature of the marks should be respected and
every effort made to prevent their use in any manner which might
adversely affect their validity as trademarks.

Examiner Note:

Capitalize the word in the bracket.

The examiner should not permit the use of language
such as “the product X (a descriptive name) common-
ly known as Y (trademark)” since such language does
not bring out the fact that the latter is 2 trademark.
Language such as “the product X (a descriptive
name) sold under the trademark Y” is permissible.

The use of a trademark in the title of an application
should be avoided as well as the use of a trademark
coupled with the word “type”; i.e., “Band-Aid type
bandage.”

The owner of a trademark may be identified in the
specification.

Group directors should reply to all trademark
misuse complaint letters and forward a copy to the
editor of this manual.

MANUAL OF PATENT EXAMINING PROCEDURE

See appendix I for a partial listing of trademarks
and the particular goods to which they apply

608.02 Drawing
'35 USC. 113. Drawings. The applicant shall furnish a drawing

where necessary for the understanding of the subject matter. to be

patented. When the nature of such subject matter admits of illustrs-
tion by a drawing and the appllcant has giot furnished such a draw-
ing, the Commissioner may require its submission within a time
period of not less than two months from the sending of a notice
thereof. Drawings submitted after the filing date of the application
may not be used (i) to overcome any insufficiency of the specula-
tion due to lack of an enabling disclosure or otherwise inadequate
disclosure therein, or (ii) to supplement the original disclosure
thereof for the purpose of interpretation of the scope of any claim.

37 CFR 1.81. Drawings required. (2) The applicant for a patent is
required to furnish a drawing of his invention where necessary for
the understanding of the subject matter sought to be patented; this
drawing must be filed with the application.

(b) Drawings may include illustrations which facilitate an under-
standing of the invention (for example, flow sheets in cases of proc-
esses, and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be pat-
ented admits of illustration by a drawing without its being neces-
sary for the understanding of the subject matter and the applicant
has not furnished such a drawing, the examiner will require its sub-
mission within a time period of not less than two months from the
date of the sending of a notice thereof.

(d) Drawings submitted after the filing date of the application
may not be used to overcome any insufficiency of the specification
due 10 lack of an enabling disclosure or otherwise inadequate dis-
closure therein, or to supplement the original disclosure thereof for
the purpose of interpretation of the scope of any claim.

37 CFR 1.84. Standards for drawings.

(a) Paper and ink. Drawings must be made upon paper which is
flexible, strong, white, smooth, nonshiny and durable. Two-ply and
three-ply bristol board is preferred. The surface of the paper should
be calendered and of a quality which will permit erasure and cor-
rection with India ink. India ink, or its equivalent in quality, is pre-
ferred for pen drawings to secure perfectly black solid lines. The
use of white pigment to cover lines is not normally acceptable.

() Size of sheet and margins. The size of the sheets on which
drawings are made may either be exactly 8% by 14 inches (21.6 by
35.6 cm.) or exactly 21.0 by 29.7 cm. (DIN size A4). All drawing
sheets in a particular application must be the same size. One of the
shorter sides of the sheet is regarded as its top.

(1) On 8% by 14 inch drawing sheets, the drawing must include
a top margin of 2 inches (5.1 cm.) and bottom and side margins of
% inch (6.4 mm.) from the edges, thereby leaving a “sight” precise-
ly 8 by 11% inches (20.3 by 29.8 cm.}). Margin border lines are not
permitted. All work must be included within the “sight”. The
sheets may be provided with two % inch (6.4 mm.) diameter holes
having their centerlines spaced !%e inch (17.5 mm.) below the top
edge and 2% inches (7.0 cm.) apart, said holes being equally spaced
from the respective side edges.

(2) On 21.0 by 29.7 cm. drawing sheets, the drawing must include
a top margin of at least 2.5 cm., a left side margin of 2.5 cm,, a
right side margin of 1.5 cm., and a bottom margin of 1.0 cm.
Margin border lines are not permitted. All work must be contained
within a sight size not to exceed 17 by 26.2 cm.

(cy Character of lines. All drawings must be made with drafting
instruments or by a process which will give them satisfactory re-
production characteristics. Every line and letter must be durable,
black, sufficiently dense and dark, uniformly thick and well defined;
the weight of all lines and letters must be heavy enough to permit
adequate reproduction. This direction applies to all lines however
fine, to shading, and to lines representing cut surfaces in sectional
views. All lines must be clean, sharp, and solid. Fine or crowded
lines should be avoided. Solid black should not be used for section-
al or surface shading. Freehand work should be avoided wherever
it is possible to do so.
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(d) Hatching aind shading. (1) Hatching should be made by ab-
lique parallel lines spaced sufficiently apart to enable the lines to be
distingunished without difficulty.

(2) Heavy lines on the shade side of objects should preferably be
used except where they tend to thicken the work and obscure ref-
erence characters. The light should come from the upper left-hand
corner at an angle of 45°. Surface delineations shculd be shown by
proper-shading, which should be opern.

(e) Scale. The scale to which a drawing is made ought to be large
enough to show the mechanism without crowding when the draw-
ing is reduced in size to two-thirds in reproduction, and views of
portions of the mechanism on a larger scale should be used when
necessary to show details clearly; two or more sheets should be
used if one does not give sufficient room to accomplish this end,
but the number of sheets should not be more than is necessary.

(f) Reference characters. The different views should be consecu-
tively numbered figures. Reference numerals (and letters, but num-
berals are preferred) must be plain, legible and carefully formed,
and not be encircled. They should. If possible, measure at least one-
eighth of an inch (3.2 mm.) in height so that they may bear reduc-
tion to one twenty-fourth of an inch (1.! mm.); and they may be
slightly larger when there is sufficient rcom. They should not be so
placed in the close end complex parts of the drawing as to interfere
with a thorough comprehension of the same, and therefore should
rarely cross or mingle with the lines. When necessarily grouped
around a certain part, they should be placed at a little distance, at
the closest point where there is available space, and connected by
lines with the parts to which they refer. They should not be placed
upon hatched or shaded surfaces but when necessary, a blank space
may be left in the hatching or shading where the character occurs
that it shall appear perfectly distinct and separate from the work.
The same part of an invention appearing in more than one view of
the drawing must always be designated by the same character, and
the same character must never be used to designate different parts,
Reference signs not mentioned in the description shall not appear in
the drawing and vice versa.

(g) Symbols, legends. Graphical drawing symbols and other la.
beled representations may be used for conventional elements when
appropriate, subject toc approval by the Office. The elements for
which such symbols and labeled representations are used must be
adequately identified in the specification. While descriptive matter
on drawings is not permitted, suitable legends may be used, or may
be required, in proper cases, as in diagrammatic views and flow-
sheets or to show materials or where labeled representations are
employed to illustrate conventional elements. Arrows may be re-
quired, in proper cases, to show direction of movement. The letter-
ing should be as large as, or larger than, the reference characters.

(h) [Revoked]

(i) Views. The drawing must contain as many figures as may be
necessary to show the invention; the figures should be consecutive-
ly numbered if possible in the order in which they appear. The fig-
ures may be plane, elevation, section, or perspective views, and
detail views of portions or elements, on a larger scale if necessary,
may also be used. Exploded views, with the separated parts of the
same figure embraced by a bracket, to show the relationship or
order of assembly of various parts are permissible. When necessary,
a view of a large machine or device in its entirety may be broken
and extended over several sheets if there is no loss in facility of un-
derstanding the view. Where figures on two or more sheets form in
effect a single complete figure, the figures on the scveral sheets
should be so arranged that the complete figure can be understood
by laying the drawing sheets adjacent to one another. The arrange-
ment should be such that no part of any of the figures zppearing on
the various sheets are concealed and that the complete figure can
be understood even though spaces will occur in the complete figure
because of the margins on the drawing sheets. The plane upon
which a sectional view is taken should be indicated on the general
view by a broken line, the ends of which should be designated by
numerals corresponding to the {igure number of the sectional view
and have arrows applied to indicate the direction in which the view
is taken. A moved position may be shown by a broken line super-
imposed upon a suitable figure if this can be done without crowd-
ing. otherwise a separate figure must be used for this purpose.
Modified forms of construction can only be shown in separate fig-
ures. Views should not be connected by projection lines nor should
centerlines be used.

608.02

(i) Arrangement of ‘views. All views on the same sheet should
stand in the same direction and, if possible, stand so that they car
be read with the sheet held in an upright position. If views longer
than the width of the sheet are necessary for the clearest illustration
of the invention, the sheet. may be turned on its side so that the top
of the sheet with the appropriate top margin is on the right-hand
side. One figure must not be placed epon another or within the out-
line of another.

(k) Figure for Official Gazette. The drawing should, as far as pos-
sible, be so planned that one of the views will be suitable for publi-
cation in the Official Gazette as the illustration of the invention.

(1) Extraneous matter. Identifying indicia (such as the attorney’s
docket number, ‘inventor’s name, number of sheets, etc.) not to
exceed 2% inches (7.0 cm:) in width may be placed in a centered
location between the side edges within three-fourths inch (19.1
mm.) of the top edge. Authorized security markings may be placed
on the drawings provided they be outside the illustrations and are
removed when the material is declassified. Other extraneous matter
will not be permitted upon the face of a drawing.

- (m) Fransmission of drawings. Drawings transmitted to the Office
should be sent flat, protected by a sheet of heavy binder’s board, or
may be rolled for transmission in a suitable mailing tube; but must
never be folded. If received creased or mutilated, new drawings
will be required. (Sée § 1.152 for design drawings, § 1.165 for plant
drawings, and § 1.174 for reissue drawings.)

Drrawings on paper are acceptable although bristol
board is preferred. If drawings on paper are submit-
ted, any corrections thereto involving deletion of ma-
terial must be made in the form of replacement sheets
since paper does not normally permit erasures to be
made.

Good quality copies made on office copiers are ac-
ceptable if the lines are uniformly thick, black, and
solid.

Drawings are current accepted in two different for-
mats. It is however required that all drawings in a
particular application be the same size for ease of han-
dling and rcproduction.

Design patent drawings, 37 CFR 1.152, § 1503.02.

Plant patent drawings, 37 CFR 1.165, § 1606.

Reissue application drawings, §§ 608.02(k) and
1413.

Correction of drawings, § 608.02(p). Prints, prepara-
tion and distribution, §§ 508 and 608.02(m). Prints,
return of drawings, § 608.02(v).

For pencil notations of classification and name or
initials of assistant examiner to be placed on drawings
see § 717.03.

The filing of a divisional or continuation case under
the provisions of 37 CFR 1.60 (unexecuted case), does
not obviate the need for formal drawings. See
§ 608.08(b).

DEFINITIONS

A number of different terms are used when refer-
ring to drawings in patent applications. The following
definitions are used in this Manual.

Original drawings: The drawing submitted with the
application when filed. It may be cither a formal or
an informal drawing.

Substitute drawing: A drawing filed later than the
filing date of an application. Usually submitted to re-
place an original informal drawing.

Formal drawing: A drawing in a form that complies
with 37 CFR 1.84. Formal drawings are stamped “ap-
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proved” by the Draftsman. They may be either 8%
by 14 inches or 21 by 29.7 cm. in size.

Informal drawing: A drawing which does not
comply with the form requirements of 37 CFR 1.84.
Drawings may be informal because they are not on
the proper size sheets, the quality of the lines is poor,
or for other reasons such as the size of reference ele-
ments. Such objections are made by the Draftsman on
form PTO-948.

Drawing print: This term is used for the white paper
print prepared by the Record Services Branch of the
Office Services Divisions of all original drawings.
The drawing prints contain the notation “Print of
Drawing as originally filed” near the top. Drawing
prints should be placed on the top on the right hand
flap of the application file wrapper.

Interference print: This term is used to designate the
copy prepared of the original drawings on colored,
heavy weight card stock material. The interference
prints are filed in file cabinets separate from the file
wrappers and are used to make interference searches.

The following Form Paragraphs should be used
when notifying applicants of drawing corrections.

6.38 Acknowledgment of Proposed Drawing Correction

The proposed drawing correction and/or the proposed substitute
sheets of drawings, filed on [1] have been [2).

Examiner Note:

1. In bracket 2, insert either approved or disapproved.

2. If approved, either form paragraph 6.39 and 6.40 or 641 or
6.44 must follow.

3. If disapproved, an explanation must be provided.

6.39 PTO No Longer Makes Drawing Changes

The Patent and Trademark Office no longer makes drawing
changes. 1017 OG 4. it is applicant’s responsibility to ensure that
the drawings are corrected. Corrections must be made in accord-
ance with the instructions below.

Examiner Note:

This paragraph is to be used whenever the applicant has filed a
reguest for the Office to make drawing changes. Form paragraph
6.40 must follow.

6.40 Information on How To Effect Drawing Changes

Information on How To Effect Drawing Changes

1. Correction of Informalities (Draftsman’s objections on PTO-
948). In order to correct any informalities in the drawings, appli-
cant MUST comply with options (2) or (b) below. Failure to do so
will result in ABANDONMENT of the application.

(a) File new drawings with the changes incorporated herein. Ap-
plicant may delay filing of the new drawings untif the application is
2liowed by the examiner. If delayed, the new drawings MUST be
filed within the THREE MONTH statutcry period set for payment
of the issue fee in the “NOTICE OF ALLOWANCE AND
ISSUE FEE DUE” (PTOL-85) if applicant has not pre-authorized
the payment of the Issue Fee from a deposit account. If applicant
has pre-authorized the payment of the Issue Fee to a deposit ac-
count, the delayed filing of the new drawings is required be made
within one month of the mailing of the Notice of Alfowance. Also,
if delayed, the drawings should be filed as a separate paper with a
transmittal letter addressed to the Official Draftsman and which in-
dicates the following in the upper right hand corner.

Date of the Notice of Allowance

Issue Batch Number

Serial Number

(b) Request a commercial bonded drafting firm to make the nec-
essary corrections.

A Bonded Draftsman must be authorized, the corrections execut-
ed and the corrected drawings returned to the office during the
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three month statutory period set for payment of the issue fee in the
“Motice of Allowance and Issue Fee due™ (PTOL-85) if applicant
has not pre-authorized payment of the issue fee from a deposit ac-
count, or within one mouth of the mailing of the “notice of allow-
ance” if applicant has pre-authorized payment of the Issue Fee
from a depaosit account. Note that the statue does not permit exten-
sion of the three month period set to pay the Issue Fee.

2. Corrections other than Informalities Noted by the Draftsman
on the PTO-948.

All changes to the drawings, other thzn informalities noted by
the draftsman, MUST be made in the same manner as above except
that, if delayed option (a) is selected, normally, a sketch of the
changes to be incorporated into the new drawings MUST be ap-
proved by the examiner before the application will be allowed. If
option (b) is selected, normally applicants must submit, in duplicate,
a separste paper containing a sketch of the proposed changes
before the application will be allowed. No changes will be permit-
ted to be made other than correction of informalities, unless the ex-
aminer has approved the proposed changes.

6.41 Reminder That PTQ No Longer Makes Drawing Changes

Applicant is reminded that the Patent and Trademark Office no
fonger makes drawing changes and that it is applicant’s responsibili-
ty to ensure that the drawings are corrected in accordance with the
instructions set forth in paper no. [1], mailed on [2].

Ezeminer Note:

This paragraph is to be used when the applicant has been previ-
ously provided with information on how to effect drawing changes
(i.e., either by way of form paragraph 6.40 or 2 PTO 1474 has been
previously sent).

6.42 Reminder Thar Applicant Must Make Drawing Changes

Applicant is reminded that in order to avoid an abandonment of
this application. the drawings must be corrected in accordance with
the instructions set forth in paper no. [1} mailed on [2].

Examiner Note:

This paragraph is to be used when allowing the application and
when applicant has previously been provided with information on
how to effect drawing changes (i.e., by way of form paragraph 6.40
or a PTO 1474 has been previously sent).

6.43 Drawings Contain Informalities, Case Is Allowable

The drawings filed on [1] are acceptable subject to correction of
the informalities indicated on the attached Notice re Drawings,
PTO-948. In order to avoid abandonment of this application, cor-
rection is required.

Examiner Note:

Use this paragraph when allowing the case, particularly at time
of first action issue. Form paragraph 6.40 or 6.41 must follow.

6.44 Drawing Informalities Previously Indicated

In order to avoid abandonment, the drawing informalities noted
in paper no. [1], mailed on {2], must now be corrected. Correction
can only be effected in the manner set forth in the above noted
paper.

Examiner Note:

Use this paragraph when allowing the case and applicant has pre-
viously been informed of informalities in the the drawings.

6.47 Examiner's Amendment Involving Drawing Changes

The following changes to the drawings have been approved by
the Examiner and agreed upon by applicant: [1]. In order to avoid
abandonment of the application, applicant must make the above
agreed upon drawing changes.

Exeminer [Note:
Form paragraphs 6.39 and 6.40 must follow.
DRAWING SYMBOLS

37 CFR 1.84(g) indicates that graphic drawing sym-
bols and other labeled representations may be used for
conventional elements where appropriate, subject to
approval by the Office. Also, suitable legends may be
used, or may be required, in proper cases.
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The Title 37, Code of Federal Regulations pam-
phlet includes a section entitled “Symbols for Drafis-
man" which shows various symbols which may be
used in patent appllcatxon drawings. Since this set
symbols is rather limited in scope, attention ls called
to the below listed publications. '

These publications have been reviewed by the
Office and the symbols therein are considered to be
generally acceptable in patent drawings. Although the
Office will not “approve” all of the listed symbols as
a group because their use and clarity must be decided
on a case-by-case basis, these publications may be
used as guides when selecting graphic symbols.
Overly specific symbols should be avoided. Symbols
with unclear meanings should be labeled for clarifica-
tion.

These publications are available from the American
Mational Standards Institute Inc., 1430 Broadway,
New York, New York 10018.

The publications reviewed are the following:
Y32.2-1970 Graphic Symbols for Electrical & Elec-

tronics Diagrams
Y32.10-1967 Graphic Symbols for Fluid Power Dia-

grams
Y32.11-1961 Graphic Symbols for Process Flow
Diagrams in the Petroleum & Chemical Industries
Y32.14-1962 Graphic Symbols for Logic Diagrams
Z32.2.3-1949 (R1953) Graphic Symbols for Pipe Fit-
tings, Valves and Piping
Z32.2.4-1949 (R1953) Graphic Symobls for Heating,
Ventilating & Air Conditioning
Z32.2.6-1950 Graphic Symbols for Heat-Power Ap-
paratus

APPLICATIONS FILED WITHOUT DRAWINGS

Applications filed without drawings are initially in-
spected to determine whether or not a drawing, under
the statute, is necessary before the applicant can be
given a filing date. Doubtful cases are referred to the
supervisory primary examiner for decision as to the
need for such a drawing. If, after an application with-
out a drawing has been received in the group, it is
clear that a drawing is required, the application
should be returned to the Application Division along
with a memorandum indicating that a drawing is re-
quired. It has long been the practice to accept a proc-
ess case (that is, a case having only process or method
claims) which is filed without a drawing. The same
practice has been followed in composition cases.
Other situations where drawings are usually not con-
sidered essential for a filing date are:

1. Coated articles or products. Where the invention
resides solely in coating or impregnating a conven-
tional sheet, e.g., paper or cloth, or an article of
known and conventional character with a particular
composition, the application containing claims to the
coated or impregnated sheet or article, unless signifi-
cant details of structure or arrangement are involved
in the article claims.

IL. Articles made from a particular material or compo-
sition. Where the invention consists in making an arti-
cle of a particular material or composition, unless sig-
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nificant details of structure or arrangement are in-
volved in the article claims.

L. Lammated structures. Where the claimed inven-
tion involves only laminations of sheets (and coatings)
of specified material unless significant details of struc-
ture or arrangement (other than the mere order of the
layers) are involved in the article claims.

IV. Articles, apparatus or systems where sole distin-
guishing feature is presence of a particular material.
Where the invention resides solely in the use of a par-
ticular material in an otherwise old article, apparatus
or system recited broadly in the claims; for example,

a. Hydraulic system distinguished solely by the use
therein of a particular hydraulic fluid;

b. Packaged sutures wherein the structure and ar-
rangement of the package are conventional and the
only distinguishing feature is the use of a particular
fluid.

APPLICATIONS FILED WITHOUT ALL FIGURES OF
DRAWINGS

Applications filed without all figures of drawing de-
scribed in the specification are.not given a filing date
since they are “prima facie” incomplete. The filing
date is the date on which the omitted figures are filed.
See Section 601.01 If the oath or declaration for the
application was filed prior to the submission of all fig-
ures of the drawing the submission of any omitted fig-
ures must be accompanied by a supplemental oath or
declaration stating that the omitted figures accurately
illustrate and are a part of applicant’s invention. If the
oath or declaration for the application was not filed
prior to the submission of the omitted figures, the
oath or declaration, when filed must include a specific
reference to the figures originally omitted. If any ap-
plicant believes that omitted figures of an application
are not necessary for an understanding of the subject
matter sought to be patented, applicant may petition
to have the application accepted without the omitted
figures. Any such petition must be accompanied by
the petition fee (37 CFR 1.17(h)) and an amendment
cancelling from the specification all references to the
omitted figures and any claims which depend upon
the omitted figures for disclosure and support. Also, if
the oath or declaration for the application was filed
prior to the date of the amendment and petition, the
amendment must be accompanied by a supplemental
declaration by the applicant stating that the invention
is adequately disclosed in, and his wish to rely on, the
application as thus amended for purposes of an origi-
nal disclosure and filing date. If the oath or declara-
tion for the application was not filed prior to the date
of the petition and amendment, the oath or declara-
tion, when filed, must include a specific reference to
the amendment cancelling from the specification all
references to the omitted figures and any claims
which depend upon the omitted figures for disclosure
and support.
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ILLUSTRATION SUBSEQUENTLY REQUIRED -

The acceptance of an appIica_tion without a draw-
ing does not preclude the examiner from requiring an
illustration in the form of a drawing under §181(c)

or § 1.83(c). In requiring such a drawing, the examin-

er should clearly indicate that the requirement is
made under §1.81(c) or §1.83(c) and be careful not to
state that he is doing so “because it is necessary for
the understanding of the invention,” as that might
give rise to an erroneous impression as to the com-
pleteness of the application as filed. Examiners
making such requirements are to specifically require,
as a part of the applicant’s next response, at least an
ink sketch or permanent print of any drawing pro-
posed in response to the requirement, even though no
allowable subject matter is yet indicated. This will
afford the examiner an early opportunity to determine
the sufficiency of the illustration and the absence of
new matter. See §1.118 and §1.81(d). The description
should of course be amended to contain reference to
the new illustration. This may obviate further corre-
spondence where an amendment places the case in
condition for allowance, except for the formal re-
quirement relating to the drawing. In the event of a
final determination that there is nothing patentable in
the case, a formal drawing will not be required.

PHOTOGRAPHS

Photographs are not normally considered to be
proper drawings. Photographs are acceptable for a
filing date and are generally considered to be informal
drawings. Photographs are only acceptable where
they come within the special categories set forth in
the paragraph immediately below. Photolithographs
of photographs are never acceptable. See In re Tag-
gart et al., 1957 C.D. 6,725 O.G. 397 and In re Myers,
1959 C.D. 2, 738 O.G. 947.

SPECIAL CATEGORIES

The Patent and Trademark Office is willing to
accept black and white photographs or photomicro-
graphs (not photolithographs or other reproductions
of photographs made by using screens) printed on
sensitized paper in lieu of India ink drawings, to illus-
trate inventions which are incapable of being accu-
rately or adequately depicted by India ink drawings
restricted to the following categories: crystalline
structures, metallurgical microstructures, textile fab-
" rics, grain structures and ornamental effects. The pho-
tographs or photomicrographs must show the inven-
tion more clearly than they can be done by India ink
drawings and otherwise comply with the rules con-
cerning such drawings.

Such photographs to be acceptable must be made
on photographic paper having the following charac-
teristics which are generally recognized in the photo-
graphic trade: paper with a surface described as
smooth; tint, white, or be photographs mounted on
proper size bristolboard.

MANUAL OF PATENT EXAMINING PROCEDURE

Cor_on DRAWINGS

memgs in colors other than black do not come
within the purview of 37 CFR 1.84. Unless the draw-
ing requirements of 37 CFR 1.84 are waived, the
Draftsman will not approve color drawmgs in a wutil-
ity or. design patent. application. The examiner must
object to the color drawings as being improper and
require applicant either to cancel the drawings or to
provide substitute black and white drawings.

Neither the examiner nor the Draftsman have the
authority tc waive or suspend drawing requirements
to permit color drawings in utility and design applica-
ugons. The applicant must file a petition under 37 CFR
1.183 with fee requesting acceptance of the color
drawings and a waiver of the requirements of 37 CFR
1.84. The petition and the application file must be sent
to the Deputy Assistant Commissioner for Patents for
decision. Only if the petition is granted will the
Draftsman be authorized to approve the color draw-
ings as to form.

Where color drawings have been transferred from a
prior application to a newly submitted application, ap-
plicant must renew the petition under 37 CFR 1.183
even though a similar petition was filed in the prior
application. Until the renewed petition is granted, the
examiner must object to the color drawings as being
improper.

NOTIFYING APPLICANT

If the original drawings are informal, but may be
admitted for examination purposes the draftsman indi-
cates on 2-part form, PTO-948, what the informalities
are and whether they can be corrected or whether
new drawings are required. In either case the informal
drawings are accepted as satisfying the requirements
of 37 CFR 1.51. _

The examiners are directed to advise the applicants
by way of form PTG-948 (see § 707.07(a)) in the first
Office action of the conditions which the draftsman
considers to render the drawing informal, and when
indicated, that such drawing can be corrected so as to
be acceptable. The examiner should not require new
drawings because of their execution unless the neces-
sity therefor has been indicated by the draftsman.

Drawing corrections should be made when the ap-
plication is in issue unless the examiner requires cor-
rection at an earlier date.

If the examiner discovers a defect in the content of
the drawing, the applicant should be notified by using
a Form Paragraph where appropriate.

6.21 New Drawings, Competent Draftsman

New formal drawings are required in this application because [1].
Applicant is advised to employ the services of a competent patent
draftsman outside the Office, as the Patent and Trademark Office
no longer prepares new drawings.

6.22 Drawings Objected to
The drawings are objected to beacuse [1]. Correction is required.

Examiner Note:
ow with paragraph 6.27, if appropriate.
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6.23  Subject Mateer Admits of Hiustration -

The subject matter of this application admits of nllustmum by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81.

When reguiring drawings before examination, use or imstruct to
use POL-93 form and indicate time limit. (Incorporate in Office
action or set two-month period for response). o .

6.26 Informal Drawings Do Not Permit Examination

The informal drawings are not of sufficient quality to permit ex-
amination. Accordingly, new drawings are required in response to
this Office action.

Examiner Note;
Use POL-90 form and set a 2-month time limit.
627 Correction Held in Abeyance

Applicant is required to submit a proposed drawing correction in
response to this Office action. However, execution of the noted
defect will be deferred until the application is allowed by the exam-
iner,

DRAWING REQUIREMENTS

Revised 35 U.S.C. 113 relaxes the previous require-
ments for submission of drawings on filing under cer-
tain conditions. The first sentence of 35 U.S.C. 113
does require a drawing to be submitted upon filing
where such drawing is necessary for the understand-
ing of the invention. In this situation the lack of a
drawing renders the application incompiete and as
such, the application cannot be given a filing date
until the drawing is received. The second sentence of
35 U.S.C. 113 deals with the situation wherein a
drawing is not necessary for the understanding of the
invention but the case admits of illustration and no
drawing was submitted on filing. The lack of the
drawing in this situation does not render the applica-
tion incomplete but rather is treated much in the same
manner as an informality. The examiner should re-
quire such drawings in almost alf such instances. Such
drawings could be required during the processing of
the application but do not have to be furnished at the
time the application is filed. The applicant is allowed
at least two months from the date of the letter requir-
ing drawings to submit them.,

Handling of Drawing Requirements Under the First
Sentence of 35 US.C. 113

The Application Division examiner will make the
initial decision in all new applications as to whether a
drawing is “necessary” under the first sentence of 35
U.8.C. 113. A drawing will be considered “necessary”
under the first sentence of 35 U.S.C. 113 in all cases
where the drawing is referred to in the specification
and one or more figures have been omitted.

The determination under 35 U.S.C. 113 (first sen-
tence) as to when a drawing is necessary will be han-
dled in the Application Division according to the fol-
lowing procedure. The Application Division formality
examiners will make the initial determination whether
or not drawings are required for the understanding of
the subject matter of the invention. Mechanical and
electrical cases which lack a drawing, but in which
one appears to be needed for an understanding of the
invention, will be referred to the Classification and
Routing Branch of the Application Division for

608.02(a)

advice. If the Classification and Routing Branch
cannot reach a prompt and decisive response, the ap-
plication will be referred to the supervisory primary
examiner for a determination. When drawings are re-
quired, the application is treated as incomplete and
the applicant is so informed by the Application Divi-
sion. The filing date will not be granted and applicant
will be notified to complete the application (37 CFR
1.53). However, the practice with respect to chemical
cases is that, unless a drawing or drawing figure is
specifically referred to in the specification of the ap-
plication, the application will initially be considered
by the Application Division formality examiner as
being complete and will be given a filing date. Only
in those chemical cases wherein there is a reference in
the specification to a drawing and no drawing was
present on filing will a chemical application initially
be held incomplete and denied a filing date. If a draw-
ing is later furnished, a filing date may be granted as
of the date of receipt of such drawing.

If an examiner feels that a filing date should not
have been granted in an application because it does
not contain drawings, the matter should be brought to
the attention of the supervisory primary examiner
(SPE) for review. If the SPE decides that drawings
are required to understand the subject matter of the
invention, the SPE should return the application to
the Application Division with a memorandum re-
questing cancellation of the filing date and identifying
the subject matter required to be illustrated.

608.02(a) New Drawing—When Reguired

Utility and design patent applications should be
taken up for the first Office action without a request
for formal drawings unless the informal drawings are
so unclear that they do not facilitate an understanding
of the invention as to permit examination of the appli-
cation. If at the time of the initial assignment of an ap-
plication to an examiner’s docket or if at the time the
application is taken up for action the supervisory pri-
mary examiner believes the informal drawings to be
of such a condition as to not permit reasonable exami-
nation of the application, applicant should be required
to immediately submit formal drawings by using a
form PTO-1094. However, if the informal drawings
do not permit examination and the supervisory pri-
mary examiner believes the drawings are of such a
character as to render the application defective under
35 U.S.C. 112, examination should begin immediately
with a requirement for formal drawings and a rejec-
tion of the claims as not being in compliance with 35
U.S.C. 112 first paragraph being made.

Formal drawings should be required when the ap-
plication is allowed.

Form letter PTO-1094 should not accompany an
examiner’s action since forms PTOL-326 and 37 now
provide items for requiring formal drawings.

Form Paragraph 6.45 may also be used to inform
applicant that formal drawings are required.
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6.45 - Case Allowable, Formal Drawings Needed

- Formal drawings are now required and Must Either be filed
w1thm the three month statutory period set for payment of the issue
fee in the “Notice of Allowance™ (PTOL-85) if applicant has not
pre-authorized the payment of the issue fee from 2 deposit account,
OR within one month of the mailing of the “Notice of Allowance”
if applicant has pre-authorized payment of the issue fee from a de-
posit account. Note that the statute does not permit extension of the
three month period set to pay the issue fee. Failure to timely submit
the dawings will' result in ABANDONMENT of the application. The
drawings should be submitted as a separate paper with & transmittal
letter which is addressed to. the Official Draftsman and which indi-
cates the following in the upper right hand cormer: Issue Batch
Number, Date of the Notice of Allowance, and Serial Number.

Handling of Drawing Requirements Under the Second
Sentence of 35 U.S.C. 113

35 U.S.C. 113 deals with the situation wherein the
drawing is not necessary for the understanding of the
invention, but the subject matter admits of illustration
by a .rawing and the applicant has not furnished a
drawing. The lack of the drawing in this situation
does not render the application incomplete but rather
is treated as an informality. A filing date will be ac-
corded with the original presentation of the papers,
despite the absence of drawings. In these situations, a
drawing or further illustration will normally be re-
quired by the examiner. This should be done prior to
examination in a separate letter. The examiner should
require additional drawings where appropriate as
early as possible, since the possession of the additional
drawings would facilitate the examination process. A
letter requiring drawings may contain wording similar
to the following:

“The examiner has decided that the subject
matter of this application admits of illustration by
a drawing and that a drawing would facilitate the
understanding of the subject matter disclosed.
(Continue with a specific mention of those items
of which drawings are desired.) Applicant is re-
quired to furnish a drawing under 37 CFR 1.81”
(Incorporate in Office action or send a separate
letter setting a two-month period for response.)
The applicant will be given at least two months
from the date of such requirement to submit draw-
ings. If the requirement for drawings is included in an
Office action, the time for supplying the additional
drawings will be the same as the time for response to
the Office action.

RECEIPT OF DRAWING AFTER THE FILING DATE

When a necessary additional illustration is small and
may be added to the drawings on file, an additional
sheet of drawing should not be required, but the ex-
aminer will ask that the proposed illustration be
shown in a sketch, which showing will be transferred
to one of the sheets of the drawings. If new matter is
noticed by the examiner in a substitute or additional
drawing the drawing should not be entered. It should
be objected to as containing new matter. A new
drawing without such new matter may be required if
the examiner feels a drawing is needed under 37 CFR
1.81 or 1.83. The examiner’s decision would be re-
viewable by petition to the Commissioner under 37
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CFR 1.181. The decision on such a petmon would be
handied by the group director.

UNTIMELY FILED DRAWINGS

If a drawing is not timely received in response to a
letter from the examiner which requires a drawing,
the application becomes abandoned for failure to re-
spond.

For the handling of addmonal duplicate, or substi-
tute drawing, see § 608.02(h).

608.02(b) Informal Drawings

37 CFR 1.85. Informal drawings. The requirements of § 1.84 relat-
ing to drawings will be strictly enforced. A drawing not executed
in conformity thereto, if suitable for reproduction, may be admitted
but in such case the drawing must be corrected or a new one fur-
nished, as required.

In instances where the drawing is such that the
prosecution can be carried on without the corrections,
applicant is informed of the reasons why the drawing
is objected to on Form PTO-948, and that the draw-
ing is admitted for examination purposes only (see
§ 707.07(a)). To be fully responsive, an amendment
must include a request for drawing corrections when
the application is allowed or an appeal is filed. See

§ 1.111(b).

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit ap-
plications with informal drawings. Such applications
are accepted by Application Division for filing only,
provided the informal drawings are readable and re-
producible. Applicant is notified on form letter
PTOL-1094 or by Form Paragraph 6.24 that formal
drawings, in compliance with § 1.84 will be required
when the application is allowed. Form PTO-1094 will
be used when the informal drawings are such as to
render the application impractical to be examined.

6.24 Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes oaly. Formal drawings will be
required at such time as allowable subject matter is indicated.

HANDLING OF NEw DRAWINGS

In those situations where an application is filed with
informal drawings, applicanis are requested to wait
until they receive their “Notice of Informal Draw-
ings” form, PTO-1094 or the first Office action utiliz-
ing form PTOL-327 or PTOL-37 from the group art
unit before submitting the formal drawings. The letter
of transmittal accompanying the formal drawings
should identify the group art unit indicated on form
PTO-1094 or form PTOL-326. If the informal notifi-
cation appears on form PTOL-37, the date of the
mailing of the Notice of Allowance and Issue Fee as
well as the Issue Batch Number must be given. Also,
each sheet of drawing should include the serial
number and group art unit in the upper right margin.
In the past, some drawings have been misdirected be-
cause the group art unit indicated on the filing receipt
was used rather than that indicated on the informal
niotice forms.
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The drafisman is the judge of drawings, as to the
-execution of the same, and the arrangement of the
views thereon, while the examiner is the judge as to
the sufficiency of the showing. The drawings received
with an application are inspected by the draftsman. If
the drawing is satisfactory, he stamps on each sheet
“Approved by Draftsman.” See also § 608.02.

RECEIPT OF SUBS’i"lTUTE_ DRAWINGS

If substitute drawings are timely filed, the clerk
should immediately send the new substitute drawings
with the file wrapper to the Draftsman for approval
as to form.

If the application is allowed on the first action, the
examiner should require formal drawings using form
PTOL-37.

COMPARISON OF SUBSTITUTE DRAWINGS

In utility applications, the examination will normal-
ly be conducted using any informal drawings present-
ed, the sufficiency of disclosure, as concerns the sub-
Jject matter claimed, will be made by the examiner uti-
lizing the informal drawings. ACCORDINGLY, IT
IS APPLICANT'S RESPONSIBILITY TO SEE
THAT NO NEW MATTER IS ADDED when sub-
mitting substitute drawings, since they will not nor-
mally be reviewed by an examiner. Of course, if the
examiner notices new matter in the substitute draw-
ings, appropriate action t~ *- .. the new matter de-
leted should be un”- _.en.

608.02(c) D.awing Print Kept in File Wrapper

The dra-.ing prints must always be kept on top of
the papers on the right side of the file wrapper so as
to be visible upon opening the wrapper and to permit
them to be easily detached.

Applications may be sent to issue or to the Aban-
doned Files Unit without the original drawing, if any,
if the drawing cannot be located. For application sent
to issue with missing drawings see § 608.02(z). For ap-
plications sent to abandoned files, a notation should
be made on the “Contents” portion of the file wrap-
per that the drawings were missing.

Upon initial processing, the original drawings are
placed in the center portion of the application file
wrapper underneath the application papers by the
Customer Services Division. The formal drawings
should be retained in this position.

608.02(d) Complete Illustration in Drawings

37 CFR 1.83. Content of drawing. (a) The drawing must show
every feature of the invention specified in the claims. However,
conventional features disclosed in the description and claims, where
their detailed illustration is not essential for a proper understanding
of the invention, should be illustrated in the drawing in the form of
a graphical drawing symbol or a labled representation {e.g. a la-
beled rectangular bozx).

(b) When the invention consists of an improvement on an old ma-
chine the drawing must when possible exhibit, in one or more
views, the improved portion itself, disconnected from the old struc-
ture, and also in another view, so much only if the old structure as
will suffice to show the connection of the invention therewith.

(c) Where the drawings do not comply with the requirements of
paragraphs (a) and (b) of this section the examiner shall require
such additional illustration within a time period of not lets than two

608.02(h)

months from. the date of the seading of 2 notice thereof. Such cor-
rections are subject to the requirements of § 1.81(d).

Any structural detail that is of sufficient importance
to be described should be shown in the drawing. (Ex
parte Good, 1911 C.D. 43; 164 O.G. 739.) ~

Form Pargraph 6.36 should be used to require illus-
tration.

6.36 Drawings Do Not Show Claimed Subject Matter

The drawings are objected to under 37 CFR 1.83(a). The druw-
ings must show every feature of the invention specified in the
claims. Therefore, the [1] must be shown or the feature should be
cancelled from the claim. No new matter should be entered.

Exsminer Note:
In br_acket 1, insert the features that should be shown.

See also § 608.02(a).

608.02(e) Examiner Determines Completeness of
Drawings

The examiner should see to it that the figures are
correctly described in the brief description of the
specification and that the reference characters are
properly applied, no single reference character being
used for two different parts or for a given part and a
modification of such part. Every feature covered by
the claims must be illustrated, but there should be ro
superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on
figures which show in solid lines another form of the
invention. Ex parte Badger, 1901 C.D. 195; 97 O.G.
1596.

All modifications described must be illustrated, or
the text canceled. (Ex parte Peck, 1901 C.D. 136; 96
0.G. 2409.) This requirement does not apply to a
mere reference to minor variations nor to well-known
and conventional parts.

608.02(g) Illustration of Prior Art

Figures showing the prior art are usually unneces-
sary and should be canceled. Ex parte Elliott, 1904
C.D. 103; 109 O.G. 1337. However, where needed to
understand applicant’s invention, they may be retained
if designated by a legend such as “Prior Art.”

608.02(h) Additional, Duplicate or Substitute
Drawings

When an amendment is filed stating that at the
same time substitute or additional sheets of drawings
are filed and such drawings have not been transmitted
to the examining group, the docket clerk in the exam-
ining group should call the Application Division
before entering the amendment to ascertain if the
drawing was not received. In the next communication
of the examiner the applicant is notified if the draw-
ings have been received and whether or not the sub-
stitute or additional drawings have been entered in
the application.

Additional and substitute drawings, together with
the file wrapper, are routed through the Drafting Di-
vision where any defects in execution will be notad. If
there are none, they will be stamped, “APPROVED
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BY DRAFTSMAN”. When such drawings are con-
sidered by the examiner, it should be kept in mind
that the “APPROVED” stamp applies only to the
size and quality of paper, lines rough and blurred and
other details of execution. The Draftsman will auto-
matically return the cases to the examining groups.
The additional or substitute drawing sheets should be
entered by the application clerk after approval by
both the draftsman and the examiner.

The examiner should not overlook such factors as
new matter, the necessity for the additional sheets and
consistency with other sheets. Clerks will routinely
“emter” all additional and substitute sheets on the file
wrapper. Additional and substitute sheets of drawings
are also indicated on the face of the file wrapper
under the heading “Parts of application separately
filed”. If the examiner decides that the sheets should
not be entered, applicant is so informed, giving the
reasons. The entries made by the clerk will be marked
“(N.E.)’D.

Form Paragraph 6.37 should be used to acknowl-
edge corrected or substituted drawings.

6.37 Acknowledgment of Corrected or Substituted Drawings
The corrected or substitute drawings have been received on [1].
These drawings are [2].

Examiner Note:

1. In bracket 2, insert either—acceptable—or—not acceptable.

2. If not acceptable, an explanation must be provided.

3. If not acceptable because of informalities noted on the PTO-

948, use form paragraph 6.43.

If an additional sheet of drawing is considered un-
necessary and the original drawing requires alterations
which are taken care of in the proffered additional
sheet, the latter may be used in lieu of the usual
sketch required in making the correction of the origi-
nal drawing.

If an old, large size 10 inch by 15 inch drawing is
to be transferred to an application filed after January
1, 1972, the drawing together with the file wrapper,
should be forwarded to the Draftsman. He will cut
down the size of the drawing and forward the case
for preparation of prints. Only the Draftsman may cut
the oversize drawings to size.

For return of drawing, see § 608.02(y).

608.02(i) Transfer of Drawings From Prior Ap-
plications

37 CFR 1.88. Use of old drawings. If the drawings of a new appli-
cation are to be identical with the drawings of a previous applica-
tion of the applicant on file in the Office, or with part of such
drawings, the old drawings or any sheets thereof may be used if the
prior application is, or is about to be, abandoned, or if the sheets to
be used are canceled in the prior application. The new application
must be accompanied by a letter requesting the transfer of the
drawings, which should be completely identified.

Transfer of all drawings from a first pending appli-
cation to another will be made only after a written
declaration of abandonment has been filed in the first

application.
NEWLY SUBMITTED APPLICATION

The transfer of drawings to newly submitted appli-
cations that have not been forwarded to the examin-

MANUAL OF PATENT EXAMINING PROCEDURE

ing group will be effected by the Application Divi-
sion if no drawing prints are filed and the application
is otherwise entitled to receive a filing date. The
transfer of the drawings between applications under
§ 1.88 is processed in the examining groups if informal
prints are filed with the application papers. A new ap-
plication filed without drawings but having a request
for transfer of drawings from a pending application
must be accompanied by a written declaration of
abandonment of the pending application under
§ 1.138. In order to insure copendency, such an aban-
donment may be worded as to become effective only
after the transfer of the drawings has taken place.
When a new application is filed with a request to
transfer drawings under § 1.88, the application papers
should include drawing prints to enable the Applica-
tion Division to process the case before transfer of the
fomal drawings is effected.

The above practice applies to transfer of drawings
from any application except where the issue fee has
been paid in which case an express abandonment
(§ 1.138) must be filed together with a showing why
the proposed action was not taken earlier. See § 1.313.

REQUEST FOR CHANGES TO THE DRAWINGS MADE IN
PARENT APPLICATION

Transferred drawings will include all changes that
have been physically made to the drawings at the
time of transfer. Requests for changes that have not
been previously made must be again requested. Ac-
cordingly, applicants should include a new detailed
request to make necessary corrections when transfer-
ring drawings along with the transfer request.

When an application is sent to issue, any canceled
sheet of drawing then in the case is placed on the
bottom of the papers on the right hand flap of the file
wrapper. Such canceled sheet is available for appli-
cant’s use in another application directed to its subject
matter. It follows that, except as provided in § 1.174,
drawings printed in a patent may not be transferred to
a subsequent case.

608.02(j) Transfer of Canceled Sheets of Draw-
ings to Divisional Application

In the case of a divisional application, if the draw-
ing and descriptive matter pertaining thereto have
been canceled from the parent case, the canceled
sheet or sheets of drawing may be withdrawn and
used as the original drawing of the divisional case.
The sheets involved should be taken to the Drafting
Division for erasure of the “CANCEL per” stamp.

608.02(k) Transfer of Drawings to Reissue

In a reissue application, the prints of the original or
patented drawing may be used for examination pur-
poses, and the formal transfer of the original drawing
to the reissue application made when the reissue ap-
plication is ready for issue, provided no change what-
ever, even so much as the priming of a reference
character, or correction of an obvious error, is made
in the drawing. If there is to be any change whatso-
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ever-in the drawing, a new drawmg for the reissue
must be filed.

If there is more than one sheet of original drawing,

a required change on any sheet will preclude the use
of the original drawings which must be kept in the
condition existing at the time of issue of the original
patent. See § 1413.

Transfer of the drawing is made as set forth in
§ 608.02(i), notation thereof being entered on the file
wrapper of the original application.

The letter of transmittal in a reissue application
should request transfer of the drawings, if such trans-
fer is desire .

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is
discussed in § 508.

Prints are made of the drawings of an acceptable
application. These prints are marked “Prints of draw-
ing as originally filed” and are entered in the applica-
tion, given a paper number and kept on top of the
papers on the right side of the file wrapper, see
§ 717.01(b).

All prints and inked sketches subsequently filed to
be part of the recorrd are endorsed with the date of
their receipt in the Office and given their appropriate
paper number.

The print being thus an official paper in the record
should not be marked or in any way altered. The
original drawing, of course, should not be marked up
by the examiner. Where, as in an electrical wiring
case, it is desirable, to identify the various circuits by
different colors, or in any more or less complex case,
it is advantageous to apply legends, arrows or other
indicia, and additional print for such use should be
made or ordered by the examiner and placed unoffi-
cially in the file.

Prints remain in the file at all times except as pro-
vided in § 608.02(c).

INTERFERENCE PRINTS

A print on heavy weight, colored paper is prepared
of each drawing in all applications having a filing
date. This interference print on colored paper is in ad-
dition to the drawin: print on white paper.

Primary examincrs should place the classification
and the name of the examiner on the interference
print.

The interference prints are located above the white
paper prints on the right hand portion of the file
wrapper, when initially received in the examining
group.

After the application has been classified and as-
signed to an examiner, the interference prints should
be removed and placed in the drawing cabinets.

If an application has several sheets of drawings, the
interference prints should be stapled together at their
bottom edges before being filed. If the number of
sheets of prints is too large to be stapled, a fastener
should be placed through the holes at the top.

The time when the interference prints are removed
from the drawing cabinets is determined by the group
director. .

608.02(q)

The formal drawings remain in the file wrapper.

608.02(n) Duplicate Prints in Patentability
. Report Cases

In patentablhty Teport cases. havmg drawings,  the
examiner to whom the case is assigned should normal-
ly obtain a duplicate set of the interference prints of
the drawing for filing in the group to which the case
is referred.

When a case that has had patentability report pros-
ecution is passed for issue or becomes abandoned, no-
tification of this fact is given by the group having ju-
risdiction of the case to each group that submitted a
patentability report. The examiner of each such re-
porting group notes the date of allowance or aban-
donment on his or her duplicate set of prints. At such
time as these prints become of no value to the report-
ing group, they may be destroyed.

608.02(c) Dates Entered on Drawing

The Incoming Mail Section (mail room) stamp and
the “Corrected” stamp applied by the Drafting Divi-
sion are impressed on the back of the drawings. If the
drawings are filed in the Examining Group, the group
receipt date stamp should be applied to the back of
the drawing near the top.

Approval of the Drafting Division is indicated by a
legend associated with the “O.G. Fig. Cl. . . . Sub.

. .” stamp on the front of each sheet.

608.02(p) Correction of Drawings

37 CFR 1.123. Amendments 1o the drawing, No change in the
drawing may be made except by permission of the Office. Permissi-
ble changes in the construction shown in any drawing may be made
only by bonded draftsmen, at applicant’s expense, or by the submis-
sion of substitute drawings by applicant. A sketch in permanent ink
showing proposed changes to become part of the record, must be
filed for approval by the examiner. The paper requesting amend-
ments to the drawing should be separate from other papers.

NoTte.—Correction is deferrable, see § 608.02(b),
correction at allowance and issue, see §§ 608.02(w)
and 1302.05.

A canceled figure may be reinstated. An amend-
ment should be made to the specification adding the
brief description if a canceled figure is reinstated.

608.02(g) Cenditions Precedent to Amendment of
Drawing

No alterations will be permitted unless required by
an examiner’s letter in each case, or proposed in writ-
ing by applicant or his or her attorney or agent. In
either case the alterations or corrections as indicated
in the sketches filed with the request of the applicant
or his or her attorney or agent must be given written
approval by the examiner before the drawing is cor-
rected.

Correction of Informalities (Draftsman’s objections on

PTO-948)

In order to correct any informalities in the draw-
ings, applicants MUST comply with options (a) or (b)
belov: T “ure to do so will result in 4BANDON-
MENT of the application.
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(a) File new drawings with the changes incorporat-
ed therein. Applicant may delay filing of the new
drawings until the application is allowed by the exam-
iner. If delayed, the new drawings MUST be filed
within the THREE MONTH statutory period set for
payment of the issue fee in the “NOTICE OF AL-
LOWANCE AND ISSUE FEE DUE” (PTOL-85).
Also, if delayed, the drawings should be filed as a
separate paper with a transmittal letter addressed to
the Official Draftsman and which indicates the fol-
lowing in the upper right hand corner:

Date of the Notice of Allov/ance
Issue Batch Number
Serial Number

(b) Request a commercial bonded drafting firm to
make the necessary corrections.

A BONDED DRAFTSMAN MUST BE AU-
THORIZED, THE CORRECTIONS EXECUTED
AND THE CORRECTED DRAWINGS RE-
TURNED TO THE OFFICE DURING THE
THREE MONTH STATUTORY PERIOD SET
FOR PAYMENT OF THE ISSUE FEE IN THE
“NOTICE OF ALLOWANCE AND ISSUE FEE
DUE” (PTOL-85.) NOTE THAT THE STATUTE
DOES NOT PERMIT EXTENSION OF THE
THREE MONTH PERIOD SET TO PAY THE
ISSUE FEE.

Corrections Other Than Informalities Noted by the
Drafisman on the PTO-948

All changes to the drawings, other than informal-
ities noted by the Draftsman, MUST be made in the
same manner as above except that, if delayed option
(a) is selected, normally, a sketch of the changes to be
incorporated into the new drawings MUST be ap-
proved by the examiner before the application will be
allowed. If option (b) is selected, normally, applicants
must submit, in duplicate, a separate paper containing
a sketch of the proposed changes before the applica-
tion will be allowed. No changes will be permitted to
be made, other than correction of informalities, unless
the examiner has approved the proposed changes.

608.02(r) Separate Letter to Draftsman

Any proposal by the applicant for amendment of
the drawing to cure defects must be embodied in a
separate letter. Otherwise the case, unless in other re-
spects ready for issue, cannot be corrected, and appli-
cant must be so advised in the next action by the ex-
aminer.

Note.—Changes which may require sketches,
§ 608.02(v).

608.02(t) Cancelation of Figures

Cancelation of one or more figures which do not
occupy entire sheets of the drawings is done by the
clerk in the examining group who encloses a figure
and its legend with a red ink line. No portion of the
figure itself should be crossed by the red line. The
words “CANCEL per” and the date of the amend-
ment directing the cancelation or the date that substi-
tute sheets are filed should be written in red ink
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within the red line. Cancelation of an entire sheet of
drawings is done by stamping the words “CANCEL
per” in the top right corner of the drawing. Canceled
drawing sheets should be placed at the bottom of the
papers on the right fold of the file wrapper.

When the cancelation of some of the figures from
one sheet of drawings has left the remaining figures
with an inartistic arrangement, the draftsmen should
be consulted as to whether the remaining figures
should be transferred to other sheets already in the
case or shown in additional drawings. Cancelation of
a figure may necessitate renumbering of the remaining
figures.

608.02(u) Changing Name of Attorney on Draw-
ing Forbidden

Writing upon the drawings the names of attorneys
subsequently appointed, so as to make it appear that
their names were present when the drawings were
originally filed, is prohibited.

This prohibition applies also where a drawing filed
when names were permitted is transferred from one
case to another having a different attorney.

608.02(v) Drawing Changes Which
Sketches

When changes are to be made in the drawing itself,
other than mere changes in reference characters, des-
ignations of figures, or inking over lines pale and
rough, a print or pen-and-ink sketch showing such
changes in red ink must be filed. Ordinarily, broken
lines may be changed to full without a sketch.

Sketches filed by an applicant and used for correc-
tion of the drawing will not be returned. All such
sketches must be in ink or permanent prints.

608.02(w) Drawing Changes Whichk May Be
Made Without Applicant’s Sketch

Where an application is ready for issue except for a
slight defect in the drawing not involving change in
structure, the examiner will prepare a letter indicating
the change to be made and note in pencil on the
drawing the addition or alteration to be made.

The correction must be made by a bonded drafts-
man at applicant’s expense.

As a guide to the examiner the following correc-
tions are illustrative of those that may be made by
penciling in the change on the drawing, without a
sketch:

1. Adding two or three reference characters or ex-
ponents.

2. Changing one or two numerals or figure ordinals.

3. Removing superfluous matter.

4, Adding or reversing directional arrows.

5. Changing Roman Numerals to Arabic Numerals
to agree with specification.

6. Adding section lines or brackets, where easily ex-
ecuted.

7. Changing lead lines.

8. Correcting misspelled legends.

Require

o




PARTS, FORM AND CONTENT OF APPLICATION

608.02(x) Disposition of Orders for Amendment
of Drawing ‘ ; ‘ '
Where the correction of the drawing is approved
by the examiner the application and drawing are for-
warded to the Publishing Division along with the
Notice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example,
because the proposed changes are erroneous, or in-
volve new matter or (although otherwise proper) do
not include all necessary corrections, the case and re-
guest for correction of drawing are not approved.
The examiner’s reasons for not approving the correc-
tions to the drawing should be set forth in the next
Office action.

608.02(y) Return of Drawing

If there is a formal drawing in the case, nonentered
drawings (except those originally filed) that have been
finally denied admission will be returned to the appli-
cant only at applicant’s request.

A request for return of non-entered drawings must
be filed within a reasonable time; otherwise the draw-
ing may be disposed of at the discretion of the Com-
missioner.

When a drawing is to be returned, the file, the ex-
aminer’s letter stating that the drawing is being re-
turned, and the drawing are taken to the Drafting Di-
vision where the letter will be stamped and the draw-
ing returned. The letter is mailed by the examining
group.

Before drawings are returned, prints are made and
put in the application file.

608.02(z) Allowable Applications Needing Draw-
ing Corrections or Formal Drawings

Allowable applications can be turned in for count-
ing and forwarding to the Patent Issue Division with-
out the drawings having been corrected. When send-
ing allowed applications to the Patent Issue Division
which require drawing corrections, use yellow tag
form PTO-1364 to indicate the Official Gazette figure
and the classification. The approved formal drawings
requiring correction should be placed as the top
papers in the center fold of the file wrapper. The
drawing correction instructions should be stapled to
the inside left flap of the file wrapper over the area
having the search information. Care should be taken
to make certain that the corrections have been ap-
proved by the examiner. Such approval should be
made by the examiner prior to counting the allowance
of the application.

The yellow tag procedure normally should be used
only where drawing corrections are involved. The
yellow tag procedure may be used where the drafts-
man has objected to the drawing because of an infor-
mality such as improper shading or pale lines and has
indicated that this can be corrected.

The yellow tag procedure should not normally be
used in other situations where the drawings have not
been approved by the draftsman unless the examiner

608.02(z)

is quite sure that the draftsman will approve the new
drawings or in the situation where the application was
examined utilizing an informal drawing and the re-
quest for formal drawings was nct made until the
Notice of Allowance was mailed. The yellow tag pro-
cedure ‘should not be used in design applications
where the drawings have not been approved by the
draftsman because of shading problems which can
arise. If the substitute drawings are not approved by
the draftsman, the application should be promptly
taken up for action by the examiner.

To: DRAFTING DIVISION via PUBLISHING DIVISION

Return to: PUBLISHING DIVISION
Room 2-10C28

SERIAL NO.

0.G. Fig.

Claes Subcless

PTO-1364 {rev, 172} U.S. OEPT. of COMI, . ot & TM Otfice

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper
and a “Drawing Missing” memo is to be stapled to
the front of the file wrapper. The Notice of Allow-
ance is verified, and printed using PALM III and the
Notice is mailed to the applicant.

The application is then forwarded to Licensing and
Review or the Allowed Files Section of the Patent
Issue Division, as appropriate, using the PALM III
transaction code after the application has been revised
for issue.

UTILITY PATENT APPLICATIONS RECEIVING FORMAL
DRAWINGS AFTER THE NOTICE OF ALLOWANCE

Where substitute drawings are received in utility
patent applications examined with informal drawings
and the Notice of Allowance was mailed prior to the
receipt of the substitute drawings, the clerk should
enter the substitute drawings into the application and
forward the application to the Allowed Files Branch
of the Patent Issue Division via Licensing and
Review, if appropriate, using the yellow tag proce-
dure. Submission to the examiner is not necessary
unless an amendment accompanies the drawings
which changes the specification, such as where the
description of figures is added or canceled.

BORROWING FILES FROM DRAFTING DIVISION

Allowed files requiring drawing corrections are
sent to the draftsman from the Patent Issue Division,
At times examiners have need to borrow these appli-
cations. When borrowing applications, examining
corps personnel must submit a request to the Patent
Issue Division.
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SECTION 1.3]12 AMENDMENTS

In handling §1.312 amendments, the examining
corps should process drawings canceled in the normal
manner. If there are corrections to the drawing, the
examining corps should use the yellow tag procedure
wherein a yellow tag is placed on the clip of the

center fold of the file wrapper. The authorization for

the drawing correction is stapled on the inside left
flap of the file wrapper. After the examiner has ap-
proved the drawing correction, the application is for-
warded to the Drafting Division. The Drafting Divi-
sion will return the application directly to the Patent
Issue Division.

608.03 Models, Exhibits, Specimens

33 US.C 114 Models, specimens. The Commissioner may require
the applicant to furnish a model of convenient size to exhibit ad-
vantageously the several parts of his invention.

When the invention relates to a composition of matter, the Com-
missioner may require the applicant to furnish specimens or ingredi-
ents for the purpose of inspection or experiment.

37 CFR 1.91. Models not generally required as part of application or
patent. Models were once required in all cases admitting 2 model, as
a part of the application, and these models became a part of the
record of the patent. Such models are no longer generally required
(the description of the invention in the specification, and the draw-
ings, must be sufficiently full and complete, and capable of being
understood, to disclose the invention without the aid of a model),
and will not be admitted unless specifically called for.

37 CFR 1.92. Model or exhibit may be required. A model, working
model, or other physical exhibit, may be required if deemed neces-
sary for any purpose on examination of the application.

With the exception of cases involving perpetual
motion, a model is not ordinarily required by the
Office to demonstrate the operativeness of a device. If
operativeness of a device is questioned, the applicant
must establish it to the satisfaction of the examiner,
but he may choose his own way of so doing.

A physical exhibit, not to be part of the case, is
generally not refused except when bulky or danger-
ous.

37 CFR 1.93. Specimens. When the invention relates to a compo-
sition ¢~ matter, the applicant may be required to furnish specimens
of the composition, or if its ingredients or intermediates, for the
purpose of inspection or experiment.

608.03(a) Handling of Models, Exhibits and
Specimens

All models and exhibits received in the Patent and
Trademark Office should be taken to the examining
group assigned the related application for examina-
tion. The receipt of all models and exhibits must be
properly recorded on the “Contents” portion of the
application file wrapper.

A label indicating the application serial number,
filing date, and attorney’s name and address should be
attached to the model or exhibit so that is is clearly
identified and easily returned after prosecution of the
application is closed, if return is requested.

If the model or exhibit is too large to be kept in the
examining group during prosecution of the applica-
tion, it should not be accepted.

37 CFR 1.94. Return of models, exhibits or specimens. Models, ex-
hibits, or specimens in applications which have become abandoned,
and also in other applications on conclusion of the prosecution,
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may be returned to the applicant upon demand and at his expense,
unless it be deemed necessary that they be preserved in the Office.
Such physical exhibits in contested cases may be returned to the
parties at their expense. If not claimed within a reasonable time,
they may be disposed of at the discretion of the Commissioner.

When a model is to be returned a letter should be
written to applicant by the examining group stating
that it is being returned under separate cover and the
model should be forwarded with a copy of the letter
and an address label to the Outgoing Mail Branch for
wrapping and return.

Note.—Disposition of exhibits which are part of
the record, § 715.07(d).

Models, exhibits and specimens may be presented to
the Office for purposes of interview and taken away
by the attorney at the end of the interview. See
§ 713.08.

NoTE.—Plant specimens, § 1607, 37 CFR 1.166.

37 CFR 1.95. Copies of exhibits. Copies of models or other physi-
cal exhibits will not ordinarily be furnished by the Office, and any
model or exhibit in an application or patent shall not be taken from

the Office except in the custody of an employee of the Office spe-
cially avthorized by the Commissioner.

608.04 New Matter

37 CFR 1.118. Amendment of disclosure.

{a) No amendment shall introduce new matter into the disclosure
of an application after filing date of the application (§ 1.53(b)). All
amendments to the specification, including the claims, and the
drawings filed after the filing date of the application must conform
to at least one of them as it was at the time of the filing of the
application. Matter not found in either, involving a departure from
or an addition to the original disclosure, cannot be added to the ap-
plication after its filing daie even though supported by an oath or
declaration in accordance with § 1.63 or § 1.67 filed after the filing
date of the application.

(b) If it is determined that an amendment filed after the filing
date of the application introduces new matter, claims containing
new matter will be rejected and deletion of the new matter in the
specification and drawings will be required even if the amendment
is accompanied by an oath or declaration in accordance with § 1.63
or § 1.67.

In establishing a disclosure applicant may rely not
only on the specification and drawing as filed but also
on the original claims if their content justifies it. Note
§ 608.01(1).

While amendments to the specification and claims
involving new matter are ordinarily entered, such
matter is required to be canceled from the descriptive
portion of the specification, and the claims affected
are rejected.

A “new matter” amendment of the drawing is ordi-
narily not entered. Neither is an additional or substi-
tute sheet containing ‘“new matter” even though
stamped APPROVED by the Draftsman and provi-
sionally entered by the clerk. See § 608.02(h).

The examiner’s holding of new matter may be peti-
tionable or appealable, § 608.04(c).

NOTE.—New matter in reissue application,
§ 1411.02. New matter in substitute specification,
§ 714.20.

600-50




PARTS, FORM AND CONTENT OF APPLICATION

608.04(a) Matter Not in Origingl Specification,
Claims or Drawings

Matter not in the original specification, claims or
drawings is usually new matter. Depending on cir-
cumstances such as the adeguacy of the original dis-
closure, the addition of inherent characteristics such
as chemical or physical properties, a new structural
formula or a new use may be new matter. See Ex
parte Vander Wal et al,, 1956 C.D. 11; 705 O.G. §
(physical properties), Ex parte Fox, 1960 C.D. 28; 761
0.G. 906 (new formula) and Ex parte Ayers et al.,
108 USPQ 444 (new use). For rejection of claim in-
volving new matter see § 706.03(0).

Note.—Completeness of disclosure, § 608.01(p);
Trademarks and trade names, § 608.01(v).

608.04(b) New Matter by Preliminary Amend-
ment

An amendment is sometimes filed along with the
filing of the application. Such amendment does not
enjoy the status as part of the original disclosure
unless it is referred to in the oath or declaration filed
therewith or later pursuvant to 37 CFR 1.53(c) or
1.62(d). Its test as to involving new matter is the same
as though filed on a subsequent date. Ex parte Leish-
man, 137 Ms. 336, Pat. No. 1,581,937, and Ex parte
Adams, Pat. No. 1,789,921.

608.04{(c) Review of Examiner’s Holding of New
Matter

Where the new matter is confined to amendments
to the specification, review of the examiner’s require-
ment for cancellation is by way of petition. But where
the alleged new matter is introduced into or affects
the claims, thus necessitating their rejection on this
ground, the question becomes an appealable one, and
should not be considered on petition even though that
new matter has been introduced into the specification
also. 37 CFR 1.181 and 1.191 afford the explanation
of this seemingly inconsistent practice as affecting
new matter in the specification.

608.05 Deposit of Computer Program Listings

37 CFR 1.96. Submission of computer program listings. Descrip-
tions of the operation and general content of computer program
listings should appear in the description portion of the specification.
A computer program listing for the purpose of these rules is de-
fined as a printout that lists in appropriate sequence the instruc-
tions, routines, and other contents of a program for a computer.
The program listing may be either in machine or machine-inde-
pendent (object or source) language which will cause a computer
to perform a desired procedure or task such as solve a problem,
regulate the flow of work in a computer, or control or monitor
events. Computer program listings may be submitted in patent ap-
plications in the following forms:

(2) Material which will be printed in the patent. If the computer
program listing is contained on 10 printout pages or less, it must be
submitted either as drawings or as part of the specification.

(1y Drawings. The listing may be submitted in the manner and
complying with the requirements for drawings as provided in
€ 1.84. At least onc figure numeral is required on each sheet of
drawing.

(2) Specification. (i) The listing may be submitted as part of the
specification in accordance with the provisions of § 1.52, at the end
of the description but before the claims.

(ii) The listing may be submitted as part of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in

608.05

size) for use as “camera ready copy” when a patent is subsequently
printed. Such computer printout sheets must be original copies
from the computer with dark solid black letters not less than 0.21
cm high, on white, unshaded and unlined paper, the printing on
each sheet must be limited to an area 9 inches high by 13 inches
wide, and the sheets should be submitted in a protective cover.
When printed in patents, such computer printout sheets will appear
at the end of the description but before the claims and will usually
be reduced shout ¥ in size with two printout sheets being printed
as one patent specification page. Any amendments must be made by
way of submission of a substitute sheet if the copy is to be used for
camera ready copy. ‘

(b) 4s an appendix which will not be printed. If a computer pro-
gram listing printout is 11 or more pages long, applicants may
submit such listing in the form of microfiche, referred to in the
specification (see § 1.772(c)X2)). Such microfiche filed with a patent
application is to be referred to as a “microfiche appendix.” The
“microfiche appendix™ will not be part of the printed patent. Refer-
ence in the application to the “microfiche appendix” should be
made at the beginning of -2 specification at the location indicated
in § 1.77(c)2). Any amewnments thereto must be made by way of
revised microfiche. Afl omputer program listings submitted on
paper will be printed as part of the patent.

(1) Availability of appendix. Such computer program listings on
microfiche will be available to the public for inspection, and paper
or microfiche copies thereof will be separately available for pu-
chase, after a patent based on such an application is granted or the
application is otherwise made publicly available.

(2) Submission reguirements. Computer-generated information sub-
mitted as an appendix to an application for patent shall be in the
form of microfiche in accordance with the standards set forth in the
following American National (ANSI) or National Micrographics
Associgtion (NMA) Standards (Note: As new editions of these
standards are published, the latest shall apply):

ANSI PH 1.28-1976—Specifications for Photographic Film for
Archival Records, Silver-Gelatin Type, on Cellulose Ester
Base.

ANSI PH 1.41—15976 Specifications for Photographic Film for
“Archival Records, Silver-Gelatin Type, on Polyester Base.

NMA-MS1 (1971) Quality Standards for Computer Output Mi-
crofilm.

ANSI/NMA MS2 (1978) Format and Coding Standards for
Computer Output Microfilm.

NMA MS5 (ANSI PH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)—Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or copies
of photographed paper copy may be submitted. In the former case,
NMA standards MS1 and MS2 apply; in the latter case, standard
MSS5 applies.

(ii) Film submitted shall be first generation (camera film) negative
appearing microfiche (with emulsion on the back side of the film
when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitted should be 24:1 or a
similar ratio where variation from said ratio is required in order to
fit the documents into the image area of the microfiche format
used.

(iv) Film submitted shall have a thickness of at least .005 inches
(0.13 mm) and not more than .009 inches (0.23 mm) for either cellu-
lose acetate base or polyester base type.

(v) Both microfiche formats A1 (98 frames, 14 columns x 7 rows)
and A3 (63 frames, 9 columns x 7 rows) which are described in
NMA standard MS2 (Al is also described in MS5) are acceptable
for use in preparation of microfiche submitted.

(vi) At least the left-most ¥ (50 mm x 12 mm) of the header or
title area of each microfiche submitted shall be clear or positive ap-
pearing so that the Patent and Trademark Office can apply serial
number and filing date thereto in an eye-readable form. The middle
portion of the header shall be used by applicant to apply an eye-
readable application identification such as the title and/or the first
inventor’s name. The attorney’s docket number may be included.
The final right-hand portion of the microfiche shall contain se-
quence information for the microfiche, such as 1 of 4, 2 of 4, etc,
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(vii} Additional reguirements which apply specificafly o micro-
fiche of filmed paper copy:

(A) The first frame of each mlcroﬁche submitted shall contain a
standard test target which contains five NBS Microcopy Resolution
Test Charts (No. 1010A), one in the center and one iz each corner.
See illustration on page 2 of NMA Recommended Practice MS104,
Inspection and Quality Control of First Generation Sifver Halide
Microfilm. See also paragraph 7 of NMA-MSS.

(B) The second frame of each microfiche submitted must contain
a fully descriptive title and the inventor’s name zs filed.

(C) The pages or lines appearing oa the microfiche frames should
be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top to botiom.

(E) At a reduction of 24:1 resolution of the origing! mocrofilm
shall be at least 120 lines per mm (5.0 target) so that reproduction
copies may be expected to comply with provisions of paragraph
7.1.4. of NMA Standard MSS5.

(F) Background density of negative appearing camerz master mi-
crofiche of filmed paper documents shall be within the range 0.9 to
1.2 and line density should be no greater then 0.08. The density
shall be visual diffuse density as measured using the method de-
scribed in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the last frame
(lower right hand corner when data is right-reading) of each micro-
fiche. See NMA-MSS5, paragraph 6.6.

(viii) Microfiche generated by Computer Output Microfilm
(COM).

(A) Background density of negative-appearing COM-generated
camera master microfiche shall be within the range of 1.5 to 2.0
and line density should be no greater than 0.2. The density shall be
visual diffuse density as described in ANSI PH 2.19.

(B) The first frame of each microfiche submitted should contain a
resolution test frame in conformance with NMA standard MS1.

(C) The second frame of each microfiche submitted must contain
a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(E) It is preferred that pagination of the microfiche frames be
from left to right and top to bottom but the alternative, ie., from
top to bottom and from left to right, is also acceptable.

(F) An index, when included, should appear on the last frame
(lower right hand corner when data is right reading) of each micro-

fiche.
(G) Amendment of microfiche must be made by way of replace-

ment microfiche.

The Rules of Practice in Patent Cases have been
amended by adding a new section 1.96 to provide spe-
cial procedures for presentation of computer program
listings in the form of microfiche in patent applica-
tions. Use of microfiche is desirable in view of the
number of computer program listings being submitted
as part of the disclosure in patent applications. Such
listings are often several hundred pages in length. By
filing and publishing such computer program listings
on microfiche rather than on paper, substantial cost
savings can result to the applicants, the public, and
the Patent and Trademark Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper secuence, the
instructions, routines, and other contents of a program
for a computer. The listing may be either in machine
or machine-independent (object or source) program-
ming language which will cause a computer to per-
form a desired task, such as solving a problem, regu-
lating the flow of work in computer, or controlling or
monitoring events. The general description of the
computer program listing will appear in the specifica-
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tion -while . computer program listing may appear
either directly or as a microfiche as appendix to the
specnﬁcanon and be incorporated into the specifica-
tion by reference '

DISCUSSION OF THE BACEGROUND AND MAJOR Issmas
INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submit-
ting specifications and drawings on paper have been
found suitable for most patent applications. However,
when lengthy computer program listings must be dis-
closed in a patent application in order to provide a
complete disclosure, use of paper copies can become
burdensome.

The cost of printing long computer programs in
patent documents is also very expensive to the Patent
and Trademark Office.

In the past, all disclosures part of a patent applica-
tion were presented on paper with the exception of
microorganisms. Under section 1.96, several different
methods for submitting computer program listings, in-
cluding the use of microfiche are set forth.

Relatively short computer program listings (10
pages or less) must be submitted on paper and will be
printed as part of the patent. If the computer program
listing is 11 or more pages in length, it may be submit-
ted on either paper or microfiche, although micro-
fiche is preferred.

Copies of publicly available computer program list-
ings will be available from the Patent and Trademark
Office at a cost of one dollar per microfiche or on
paper at a cost of 30 cents per page. These costs rep-
resent the estimated costs to the Office of furnishing
the copies.

OTHER INFORMATION

The micrographic standards referred-to in section
1.96(bX2) may be obtained from either the National
Micrographic Association, 8719 Colesville Road,
Silver Spring, Maryland, 20910 or the American Na-
tional Standards Institute, 1430 Broadway, New York,
New York 10018.

The effect of § 1.96 is that if a computer program
listing (printout) is 11 or more pages long, the appli-
cant may submit such listing in the form of micro-
fiche. Relatively short computer program listings (10
pages or less) must be submitted on paper and will be
printed as part of the patent, as in the past. When the
computer program listing is 11 or more pages in
length, it may be submitted on either paper or micro-
fiche, although microfiche is preferred. A microfiche
filed with a patent application will be referred to as a
“Microfiche Appendix,” and will be identified as such
on the front page of the patent, but will not be part of
the printed patent. “Microfiche Appendix,” denotes
the total microfiche, whether only omne, or two or
more. One microfiche is equivalent to a maximum of
either 63 (9x7) or 98 (14x7) frames (pages), or less.

The face of the file jacket will bear a label to
denote that a Microfiche Appendix is included in the
application. A statement must be included in the spec-
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ification to the effect that a microfiche appendix is in-
cluded in the application. The specification entry must
appear at the beginning of the specification immedi-
ately following any cross reference to related applica-
tions, 37 CFR 1.77(c)(2). The patent front page and
the Official Gazette entry will both contain informa-
tion as to the number of microfiche and frames of
computer program listings appearing in the microfiche
appendix.

When an application containing microfiche is re-
ceived in the Mail and Correspondence Section, a
special pocket will be affixed to the center section of
the inside of the file wrapper underneath all papers,
and the microfiche inserted therein. The application
file will then proceed on its normal course, and when
it reaches the Application Division, a label which
sticks up above the file wrapper will be placed at the
center section of the face of the wrapper. When the
application file reaches the Customer Services Divi-
sion, the Microfiche Appendix label will be placed on
the fact of the file wrapper. When the Allowed Files
Unit of Patent Issue Division receives the application
file, the person placing the patent number on the face
of the file, upon seeing the Microfiche Appendix
label, will give the file to the Supervisor who will call
Customer Services Division and give the serial
number and patent number, and request copies of the
microfiche. Customer Services Division personnel
will then put the patent number on the microfiche(s),
making certain each microfiche is the most recent,
and numbering each correctly, e.g., 1 of 1, 1 of 2, etc.
Upon completion, two copies will be produced and
provided to Allowed Files—one for the grant head
and one for the file wrapper.

At the time of assembly, the Microfiche Appendix
will be placed inside the grant head behind the patent
grant for eyeletting, ribboning, and mailing to the pat-
entee/attorney. During the signing of the grant heads
by the Attesting Officer, the patent will be checked to
assure proper assembly prior to mailing.

609 Information Disclosure Statement

37 CFR 1.97. Filing of information disclosure statement. (a) As a
means of complying with the duty of disclosure set forth in § 1.56,
applicants are encouraged to file an information disclosure state-
ment at the time of filing the application or within the later of three
months after the filing date of the application or two months after
applicant receives the filing receipt. If filed separately, the disclo-
sure statement should, in addition to the identification of the appli-
cation, include the Group Art Unit to which the application is as-
signed as indicated on the filing receipt. The disclosure statement
may either be separate from the specification or may be incorporat-
ed therein,

(b) A disclosure statement filed in accordance with paragraph (2)
of this section shall not be construed as a representation that a
search has been made or that no other material information as de-
fined in § 1.56(a) exists.

37 CFR 1.98. Content of information disclosure statement, (a) Any
disclosure statement filed under § 1.97 or § 1.99 shall include: (1) A
listing of patents, publications or other information and (2) a con-
cise explanation of the relevance of each listed item. The disclosure
statement shall be accompanied by a copy of each listed patent or
publication or other item of information in written form or of at
least the portions thereof considered by the person filing the disclo-
sure statement to be pertinent. All United States patents listed
should be identified by their patent numbers, patent dates and

609

names of the patentees. - Each foreign  published application or
patent should be cited by identifying the country or office which
fssued it, the document’ number and publication date indicated on
the document. Each printed publication should be identified by
suthor (if any), tltle of the publlcauon, pages, date and place of

publication.

(b} When two or more patents or. pubhcatlons consldered maten-
al are substamlally identical, a copy of a representative one may be
incloded in the statement and others merely listed. A translation of
the pertinent portions of foreign language patents or publications
considered material should be transmitted if an existing translation
is readily available to the applicant.

37 CFR 1.99. Updating of informarion disclosure statement. If prior
to issuance of a patent an applicant, pursuant to his or her duty of
disclosure under § 1.56, wishes to bring to the attention of the
Office additional patents, publications or other information not pre-
viously submitted, the additional information should be submitted
to the Office with reasonable promptness. It may be included in a
supplemental information disclosure statement or may be incorpo-
rzted into other communications to be considered by the examiner.
Any transmittal of additional information shall be accompanied by
explanations of relevance and by copies in accordance with the re-

guiremnents of § 1.98.

Sections 1.97 through 1.99 provide an ideal mecha-
nism for complying with the duty of disclosure under
37 CFR 1.56. The statements should be submitted in
accordance with the following guidelines:

{1) Information disclosure statements should be sub-
mitted at the time of filing the application or within
the later of three months after the filing date of the
application or two months after applicant receives
the filing receipt so that it is available to the exam-
iner when the first Office action is prepared. If filed
separately, the information disclosure statement
should include the Group Art Unit to which the
application is assigned as indicated on the filing re-
ceipt. Information disclosure statements may be sep-
arate from the specification or incorporated therein.
The statement shall serve as a representation that
the person preparing it has included therein what
he or she believes to be the closest prior art or
other information of which he or she is aware and
shall not be construed as a representation that no
better art exists or that a search has been made. If
the first action in the application is received prior
to three months after filing of the application and
no information disclosure statement has been sub-
mitted, the information disclosure statement may be
submitted with the response to the first action and
be considered timely.

(2) The statement shall include a listing of the patents,
publications or other information which the prepar-
er of the statement wishes to cite and a concise ex-
planation of the relevance of each listed item.
Copies of the pertinent portions of all listed docu-
ments shall be supplied along with the statement,
both when incorporated into the specification and
when filed separately. If two or more patents or
publications considered material are substantially
identical, a copy of a representative one shall be in-
cluded with the statement and others may merely
be listed with an indication of which are considered
to be substantially identical.

600~53



609 MANUAL OF PATENT EXAMINING PROCEDURE

Where the applicant has submitted copies of in-
formation in accordance with these guidelines in a
prior application or the Office has cited the infor-
mation in applicant’s prior application, reference to
the submission in the prior application will be suffi-
cient for the continuing application as far as the
copies are concerned. As far as the statement per se
is concerned, the relevance of the information to
the claimed subject matter must be indicated if it
differs from its relevance as explained in the prior
application.

(3) A translation of the pertinent portions of foreign
language patents or publications considered material

siould be transmitted if an existing tramslation is .

readily available to the applicant. It will be suffi-
cient, however, to transmit an equivalent English
language patent or publication so long as it is iden-
tified as an equivalent.

(4) If prior to the issuance of a patent an applicant,
pursuant to his duty of disclosure under 37 CFR
1.56, wishes to bring to the attention of the Office
additional patents, publications or other information
not previously submitted, the additional information
should be submitted to the Office with reasonable
promptness. It may be included in a supplemental
information disclosure statement or may be incor-
porated into other communications to be considered
by the examiner. Any transmittal of additional in-
formation shall be accompanied by explanations of
relevance and by copies in accordance with the re-
quirements aforementioned. The transmittal should
include a statement explaining why the information
was not earlier submitted. All information disclo-
sure statements submitted in accordance with these
guidelines will be considered by the examiner.

Where related or corresponding patent applica-
tions have been filed in other countries, information
may be cited by the patent offices of those other
countries in connection with the examiation of the
applications filed there. Where information is cited
by those other patent offices while the U.S. applica-
tion is pending, citations which are material to ex-
amination in this country and known to any of the
individuals covered by § 1.56 must be called to the
attention of this Office.

While the Patent and Trademark Office will not
knowingly ignore any prior art or other information
which might anticipate or suggest the claimed inven-
tion, no assurance can be given that cited patents or
other information not submitted in accordance with
these guidelines will be considered by the examiner.

After the claims have been indicated as allowable
by the examiner, e.g., by the mailing of an Ex parte
Quayle action, 2 notice of allowability (PTOL-327),
an examiner’s amendment (PTOL~37), or a Notice of
Allowance (PTOL-85), any citations submitted will
be placed in the file. Since prosecution has ended,
however, such submissions will not ordinarily be con-
sidered by the examiner unless the citation is accom-
panied by:

(@) A proposed amendment cancelling or further re-
strictmg at least one indept,ndent claim and nar-
rowing the scope of protection sought;

() A timely affidavit under 37 CFR .1.131 with re-
spect to the material cited; or

(¢) A statement by the applicant or his attorney or
agent that, in the judgment of the person making
the statement, the information cited (1) raises a
serious question as to the patentability of the
claimed subject matter, or {2) is closer than that
of record, or (3) is material to the examination of
the application as defined in 37 CFR 1.56(a) and
is filed with an explanation as to why the infor-
mation disclosure statement was not earlier pre-
sented e.g., information recently cited in a corre-
sponding foreign patent application.

If the material is submitted for consideration after
the issue fee has been paid, it must, in addition to
meeting the requirements of the previous paragraph,
also be accompanied by a petition under 37 CFR
1.183 with appropriate fee requesting a waiver of 37
CFR 1.312. Such a petition, if granted, would result
in review of the art by the examiner and possible
entry of the material.

Where the information disclosure statement is not
submitted in conformance with 37 CFR 1.98 and this
section in either the specification or in a separate
paper, the examiner must list all the citations on a
form PTO-892 which is part of the next regular
Office action following receipt of the information dis-
closure statement if it is not listed on a form PTO-
1449, In addition, the appropriate space in the left-
hand column must be checked to indicate that a copy
of the document is not being furnished. Since the
properly cited documents are listed on form PTO-
892, there is no need to mark “All checked” or
“Checked” in the margin of the specification or in the
separate paper containing the citations. In situations
where an applicant submits an information disclosure
statement which does not fully comply with the guide-
lines of this section, e.g., the statement contains a list-
ing of documents but fails to include an explanation of
the relevance of a// of the listed items or does not in-
clude copies of all listed information or some of the
items are deficient for other reasons, the examiner
must consider and list on the form PTO-892 each
document which fully complies with the guidelines
and treat noncomplying items in accordance with (1)
and (2) of the following paragraph. If citations sub-
mitted in conformance with 37 CFR 1.98 and this sec-
tion are reviewed by a supervisor for any purpose and
the handling thereof by the examiner is found defi-
cient in the above respects, that supervisor will re-
quire correction before the allowance of the applica-
tion. If the application is sampled in the Quality
Review Program after allowance and it is found that
the examiner has not listed all of the citations which
fully complies with the guidelines on the PTO-892, it
will be returned to the examiner, via the group direc-
tor, for immediate correction. See also §§ 707.05(b)
and 717.05, item c2. '
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Where . information - dlsclosure statements are not
submitted in canﬁ)rmance ‘with the guideline in  this
section; the examiner must, for all those documents

which. have been considered but not listed on the
form PTO-892, (1) mark “Checked” and place his or
her initials beside each citation or (2) where all ‘the -
documents cited on a given page have been consid- .
ered, mark “All checked” and place his or her initials

in the left-hand margin beside the citations.

37 CFR 1.98(a) calls only for a concise explanation
of the relevance of each listed item. This may be
nothing more than identification of the particular
figure or paragraph of the patent or publication which
has some relation to the claimed invention. It might
be a simple statement pointing to similarities between
the item of information and the claimed invention. It
is permissible but not necessary to discuss differences
between the cited information and the claims. It is
thought that the explanation of relevance will be
useful to the examiner and should not be significantly
burdens@me for the applicant to prepare. A statement
to the effect that an item is listed because it was cited
during the prosecution of a2 counterpart foreign appli-
cation and is not considered materizl to the examina-
tion of the U.S. application is to be considered as sat-
isfying the concise explanation requirement of 37
CFR 1.98(a).

Section 1.98 requires a copy of each patent or pub-
lication cited, including U.S. patents, or of at least the
portions thereof considered to be pertinent (§ 1.98(a))
to accompany the information disclosure statement.
Substantial time and effort often is needed to locate a
document in the Office’s files. Since the person sub-
mitting the information disclosure statement generally
has available a copy of the item being cited, it is be-
lieved that expense and effort can be minimized by
having that person supply the copy in all cases.

INFORMATION CITED ON ForM PT(O-1449

Applicants, patent owners, reexamination request-
ers, protesters and others are encouraged to use form
PTO-1449, “Information Disclosure Citation,” when
preparing a statement under 37 CFR 1.97-1.99. A
copy of the form is reproduced in this section to indi-
cate how the form should be completed. This form
will enable persons to provide the Office with a uni-
form listing of citations.

While the filing of information disclosure state-

‘ments is voluntary, the procedure is.governed by the

guidelines of this Section and 37 CFR .1.97 through
1.99. To be considered a proper information disclo-
sure statement, form PTO-1449 must be accompanied
by an explanation of relevance of each listed item, a

copy of each listed patent or publication or other item

~ of information and a translation of the pertinent por-

tions of foreign documents (if an existing translation is
readily available to the applicant) (37 CFR 1.98(a)),
and should be submitted in a timely manner.

Where information is cited after the claims are al-
lowed which are not in accordance with the guide-
lines, Form Paragraph 6.49 should be used.

6.49 Information Citation After Allowance

The cirations submitted by applicant on [1] have been placed in
ilie file but have not been considered since the provisions of MPEP
609 for citations filed after the claims have been indicated as allow-
able have not been satisfied.

Examiners must consider all citations submitted in
conformance with 37 CFR 1.98 and this section and
place their initials adjacent the citations in the boxes
provided on the form. Examiners should also initial
citations not in conformance with the guidelines
which may have been considered. A citation may be
considered by the examiner for any reason whether or
not the citation is in full conformance with the guide-
lines. A line should be drawn through a citation if it is
not in conformance with the guidelines and has not
been considered. A copy of the submitted form, as re-
viewed by the examiner, should be returned to the ap-
plicant with the next communication. The original
copy of the form will be entered into the application
file together with any PTO-892 form, on top of the
center portion of the file. The copy returned to appli-
cant will serve both as an acknowledgement of re-
ceipt of the information disclosure statement and as an
indication of which references, if any, were consid-
ered by the examiner.

Each citation on form PTO-1449 initialed by the
examiner will be printed on the issued patent in the
same manner as documents cited by the examiner on
form PTO-892.

Forms PTO-326 and PTOL-37 have been revised
and now include a box to indicate the attachment of
Form PTO-1449.
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