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VEMORANDUM OPI Nl ON AND ORDER
A Fi ndi ngs of fact
1. The interference was decl ared on 13 Novenber 1998.

See NOTI CE DECLARI NG | NTERFERENCE ( Paper 1).



2. On 20 Novenber 1998, at approximately 7:19 a.m,
counsel for the senior party sent the follow ng e-mail (Paper 8)
to an adm nistrator assigned to the Trial Section of the Board of

Pat ent Appeal s and Interferences:

There is an obvious bozo error in the count of this newy
declared interference. Do we need a conference call wth
the judge in order to correct it, or can | just tell you and
have you (or the judge) take care of correcting it via a
suppl enental order?

3. The e-mail identified the interference nunber of
this interference.

4. There is no indication in the e-mail that the
e-mail was sent electronically to, or otherw se served on,
counsel for the junior party.

5. Upon becom ng aware of the existence of the
e-mail, the adm nistrative patent judge designated to handle this
interference determned, reluctantly, that a tel ephone conference
call was an appropriate manner in which to address the e-nail

6. Pursuant to his determ nation, personnel assigned
to the Trial Section arranged for a tel ephone conference call to
t ake pl ace.

7. On Monday, Novenber 30, 1998, at approximately
10: 00 a.m, a tel ephone conference call was held invol ving:

(1) Counsel for the junior party;
(2) Counsel for the senior party; and
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(3) the Admnistrative Patent Judge designated to
handl e this interference.

8. During the conference call, counsel for the senior
party explained the error in Count 1.

9. Counsel for the junior party agreed that Count 1
contai ned an error.

10. Counsel for the junior party also confirnmed that
he had not received a copy of the e-nmail

11. The adm nistrative patent judge designhated to
handl e this interference determned that Count 1 as set out in
t he NOTI CE DECLARI NG | NTERFERENCE cont ai ned an error.

12. An ORDER REDECLARI NG | NTERFERENCE (Paper 9) is
bei ng entered sinultaneously with this MEMORANDUM OPI NIl ON AND
ORDER. The ORDER REDECLARI NG | NTERFERENCE substitutes Count 2

for Count 1.

B. Di scussi on

We take this opportunity to conment on ex parte
communi cations in interference cases with adm nistrative patent
judges, admnistrators and ot her personnel at the Board,

i ncludi ng those assigned to the Trial Section.

1. Ex parte comunications in interference cases

a. Canons and rul es applicable to practitioners
before the Patent and Trademark Office




The Code of Professional Responsibility of the Patent and

Trademark O fice provides as follows (37 CFR § 10.93(b)):

In an adversary proceeding, including any inter partes

proceedi ng before the Office, a practitionerf shall not
conmmuni cat e, [ or cause another to communicate, as to the
merits of the cause with a judge,!® official, or Ofice
enpl oyeel* before whom the proceedings is pending, except:
(1) In the course of the official proceedings in
t he cause.
(2) Inwiting if the practitioner pronptly
delivers a copy of the witing to opposing counsel ***.
(3) Oally upon adequate notice to opposing
counsel ***,
(4) As otherw se authorized by |aw

The interference rules require that a copy of each paper

filed in the Patent and Tradenmark Office in an interference shal

be served upon all opponents. 37 CFR 8 1.646. As noted earlier,

there is no indication on the face of the e-mail of 20 Novenber

1998,

that the e-mail had been served by counsel for the senior

party on opposi ng counsel.

1

Pat ent
seni or

2

A "practitioner" includes an attorney registered to practice before the
and Trademark O fice in patent cases. 37 CFR § 10.1(r). Counsel for the
party is a "practitioner."

A comunication in the formof an e-mail falls within the neaning of the

word "conmmuni cate" in 810.93(b).

3

An admi nistrative patent judge is a "judge" within the neaning of 37 CFR

§ 10. 93(b).

4

Adm ni strative patent judges, adm nistrators and other individuals

enpl oyed at the Board are "Ofice enpl oyees."
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b. Canons relevant to adninistrative
pat ent | udges

There are no canons of judicial ethics, as such, directly
applicable to admnistrative patent judges. However, regul ations
of the Departnment of Commerce provide the follow ng (15 CFR
§ 0.735-10a (1997)):

An enpl oyee [of the Patent and Trademark O fice, a unit
of the Departnent of Commerce,] shall avoid any action,
whet her or not specifically prohibited by this subpart,
which mght result in, or create the appearance of:

* k%

(b) Gving preferential treatnment to any person

* k%

(d) Losing conplete independence or inpartiality;

(e) Making a governnment decision outside official
channel s; or

(f) Affecting adversely the confidence of the public
in the integrity of the Governnent.

Li kewi se, the Standards of Conduct of the Ofice Personnel
Managenent provide (5 CFR § 2635.101(b)(8) (1997)):

Enmpl oyees [of the U S. Governnent] shall act
inpartially and not give preferential treatnent to any
private organi zation or individual.

The Code of Conduct for United States Judges is not directly
applicable to admnistrative patent judges. Nevertheless, the
functions perfornmed by a United States Judge and an

adm ni strative patent judge are simlar. Both decide cases and
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concrete controversies between adverse parties on a record based
on the adm ssi bl e evidence. Accordingly, the Code of Conduct
for United States Judges can provi de neani ngful guidance as to
what conduct m ght be viewed as (1) giving, or appearing to
give, preferential treatnent to a particular person, (2) |osing,
or appearing to lose, inpartiality, (3) making, or appearing to
make, decisions outside official channels, and/or (4) affecting,
or appearing to affect, the confidence of the public in the
integrity of the board within the neaning of 15 CFR 8§ 0. 735-10a
(1997) and 5 CFR § 2635.101(b)(8) (1997).

The Code of Conduct for United States Judges provides in
Canon 2(A) (1997) as foll ows:

A judge *** should act at all times in a manner that
pronotes public confidence in the integrity and
inpartiality of the judiciary.

Canon 2(b) provides:

A judge should not *** convey or permt others to
convey the inpression that they are in a speci al
position to influence the judge.

Canon 3(A)(4) provides:

A judge should *** neither initiate nor consider ex
parte conmuni cations on the nerits, or procedures
affecting the nerits, of a pending or inpending

pr oceedi ng.



The Canons of Judicial Ethics of the Ameri can Bar

Associ ation, as long ago as 1971, provided in Section 17 that:

A judge should not permt private interviews,
argunments or comuni cations designed to influence ***
judicial action, where interests to be affected thereby
are not represented before *** [the judge], except in
cases where provision is nmade by law for ex parte
conmmuni cat i ons. [®

Wil e the conditions under which briefs of
argunent are to be received are largely matters of
local rule or practice, *** [a judge] should not permt
the contents of such brief *** to be conceal ed from
opposi ng counsel. Odinarily all comuni cations of
counsel to the judge intended or calculated to
i nfluence action should be nade known to opposing
counsel

In adjudications required by |aw to be conducted before
an admnistrative |law judge (ALJ), "an ex parte conmuni cation
relevant to the nerits of the proceedi ng" (enphasis added) cannot
be made by counsel to the ALJ. 5 U S.C 8§ 557(d)(1)(A).
Li kew se, the ALJ is not to initiate an ex parte conmmuni cation
relevant to the nerits of the proceeding. 5 U S. C
8§ 557(d)(1)(B). Sonmething which is "relevant” to the nerits

includes the nerits and the procedure to be followed in

5 Insofar as we are aware, there are no provisions made by |law for ex
parte conmmuni cations with an adm nistrative patent judge. Admnistrative patent
judges do not issue tenporary restraining orders or other energency orders.

Hence, there is no practical reason for an ex parte comruni cation relevant to the
nerits of a case.



establishing a record upon which a decision on the nerits wll be

based.

2. Past practice at the Board of
Pat ent Appeal s and Interferences

It is our understanding that in the past there probably have
been two types of ex parte comrunications in connection with
interference cases between counsel and personnel of the Board,

i ncl udi ng j udges.

One type of ex parte comruni cation has been for general
information. Ceneral information would include, for exanple,

(1) acall tothe Cerk's Ofice to determ ne the hours the
office is open; (2) after notice to an opponent, a call to an
admnistrator to arrange for a conference call with a judge, (3)
a call to an admnistrator to determ ne whether papers and files
had arrived at the board which were sent by an examner to the
board for declaration of an interference and (4) a call to an
adm ni strator concerni ng general procedure apart from any
particular interference (not included would be a so-called
"hypot heti cal" when the person nmeking the call has a particul ar
interference in mnd).

A second type of ex parte comrunication which unfortunately
may have occurred in the past is one to an adm nistrative patent

judge to determ ne procedure to be followed in a particular



i nterference pending before that judge or the board, ® or perhaps
to discuss the nerits of a particular interference pending before
t hat judge or the board.

We encourage the former and cannot condone the latter.

When, if ever, is an ex parte communi cation in connection
with a particular interference proper? To the extent there is
any difficulty determ ni ng whether a proposed ex parte
communi cation is proper, the solution to any difficulty is easy:
if there is any doubt, do not make the ex parte comrunication
| nstead, counsel can file a paper and serve the paper on opposing
counsel. Alternatively, counsel can communicate with opposing
counsel so that a mutual tinme can be agreed upon for placing a
t el ephone conference call to an adm nistrator or the
adm ni strative patent judge.

A good first general rule would be that if a practitioner is
communi cating ex parte with an admnistrative patent judge for
t he purpose of changing, or determ ning how to change, the status
quo of an interference, there is probably a 100% chance that the
ex parte communication is not proper. This first general rule is
consistent with Canon 3(A)(4) of the Code of Conduct for United
St at es Judges which provides that there should be no ex parte

communi cations "on the nerits, or procedures affecting the

6 Evi dence of this fact is apparent froman e-mail sent to the Chief Judge
on 1 Decenber 1998 (16:01 hours) by counsel for the senior party which states in
part "In the old days [prior to establishnment of the Trial Section], you called
an APJ directly *** "



nerits, of a pending *** proceedi ng" (enphasis added). Conpare
also 5 U S C 8§ 557(d)(1)(A), supra.

A good second general rule would be that if a practitioner
IS comunicating ex parte with an adm ni strator the purpose of

changing the status quo of an interference, there is probably a

100% chance that the ex parte communi cation is not proper. On
t he ot her hand, questions of a procedural nature, such as those
di scussed earlier in this opinion, are acceptable.

In our view, the e-mail of 20 Novenber 1998 was an i nproper
ex parte communi cation. Superficially, the e-mail m ght be
viewed as a question of a procedural nature to an adm ni strator.
In other words, what may have been intended by counsel for the

senior party was the follow ng:

There is an obvious *** error in the count of this newy
declared interference. Do we need a conference call wth
the judge in order to correct it ***?

But, the "or can | just tell you and have you (or the judge) take
care of correcting it via a supplenental order" plausibly can be

construed as an ex parte request seeking sua sponte action by the

adm nistrative patent judge to correct the "obvious" error.
After all, if the error is as "obvious" as the e-mail suggested,
then it is an error which the admnistrative patent judge
designated to handle the interference could have readily

appreci ated and changed w t hout any input from counsel.
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I nterestingly enough, during the conference call, counsel for the
senior party was not able to readily state the precise change

whi ch needed to be made to the count. Rather, the suggested
change to be nmade canme from counsel for the junior party.

| ndependently, it was both (1) the "or can | just tell you

and have you (or the judge) take care of correcting it via a
suppl enental order” and (2) the lack of any indication of notice
t o opposi ng counsel that gave pause to personnel of the Board.
So that the record be entirely clear, we make known that the
adm nistrator receiving the e-mail, as well as nunerous

adm ni strative patent judges, at |east upon initial reading of

the e-mail, concluded that the e-mail was an inproper ex parte

attenpt to change the status quo in this interference through

"sua sponte" action by the adm nistrative patent judge designated

to handle this interference.
The error uncovered by counsel for the senior party could
have been called to the attention of the Trial Section by way of

a paper served on counsel for the junior party. Alternatively, a

conference call could have been sought through the adm nistrator

by counsel for the senior party, after notice to counsel for the




junior party.” The difficulty with the e-mail, as a whole, is
that if the Trial Section had corrected the "obvious" error sua
sponte, counsel for the junior party may not have | earned of the
ex parte communication to the Trial Section. Even if counsel for
the junior party had eventually |earned of the ex parte

communi cation, the overall inpression counsel for the junior
party may have been left with is that counsel for the senior

party sonmehow has an "in" with the Trial Section

The public, the inventors and their assignees involved in
interferences, counsel for the inventors and their assignees and
our reviewing courts are entitled to assune that cases before the
Patent and Trademark O fice are conducted with inpartiality and
W t hout inproper ex parte conmunications. |nproper ex parte

communi cations (1) underm ne the admnistration of justice in

cases before the Patent and Trademark O fice, (2) underm ne the

7 It has cone to our attention that there have been situations where

(1) counsel for a party calls an adm nistrator to arrange for a
t el ephone conference call (the adm nistrator has presuned that the call was being
made after notice to opposing counsel);

(2) the admi ni strator advises counsel when the conference call is
to be placed; and

(3) counsel then "announces" to counsel for the opponent that "the
judge will receive our call at 3:00 p.m"

Al'l tel ephone calls by counsel to schedule a tel ephone conference call with an
adm ni strative patent judge should be nmade only after opposing counsel is
notified that the call will be placed to the adm nistrator and opposi ng counse
(a) agrees that counsel nay place an ex parte call to the administrator or (b)
declines to cooperate or participate in a tel ephone conference call unless

ordered by the judge. |f opposing counsel indicates that the tel ephone
conference call itself to the adm nistrator should be by way of an inter partes
conference call, then the call to the adm nistrator nust be by way of a

conference call
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public's confidence in the inpartiality of officials of the
government whose duty it is to decide in an even-handed manner
cases and controversies between adversary parties and (3) erode
the very foundati on upon which the American system of deciding
cases and controversies is based.

In this particular case, we give the author of the e-nmai
the benefit of any doubt. However, through this opinion we
announce that, in the future, practitioners in interference cases
shoul d adhere strictly to the well-established principles that
nost ex parte conmunications with a judge are inproper and that
i nproper ex parte conmuni cations will not be condoned. W would
be remiss if we did not note that it is just as bad for a judge
to receive and act in any manner on an inproper ex parte
communi cation as it is for an attorney to make the inproper ex
parte conmuni cation in the first place.

As noted in Finding 5 the admnistrative patent judge
designated to handle this interference, with sone rel uctance,
determ ned that a tel ephone conference call was an appropriate
manner to respond to the inproper ex parte comunication. Hi's
reluctance was bottonmed on (1) the failure of the e-nmail to
contain any indication that it has been "served" on counsel for
the junior party and (2) the fact any response to the e-nai
m ght have the appearance of giving special treatnent to counse

who sent the e-mail to the admnistrator. The conference cal



t ook place essentially to determ ne whether counsel for the
junior party had received the e-nmail

In the future, any e-mail received by the Trial Section
plausibly related to a particular interference will be returned
unanswered if it does not on its face indicate "service" by
e-mai | upon opposing counsel. Moreover, e-nail cannot take the
pl ace of pl eadings which are to be filed in the manner required

by the rules. Any e-mail sent to the Trial Section nust also be

sent by e-mail to opposing counsel. If opposing counsel does not
have e-mail, then a party may not communi cate inter partes with
the Board through e-mail in a specific interference.

C. O der

Upon consi deration of the record, it is
ORDERED t hat a copy of this opinion wthout identifying

the parties or counsel shall be published.



FURTHER ORDERED that the Cerk shall mail a copy of

t hi s MEMORANDUM OPI NI ON AND ORDER t o counsel of record.

BRUCE H. STONER, JR, Chi ef
Adm ni strative Patent Judge

GARY V. HARKCOM Vice Chi ef
Adm ni strative Patent Judge
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)
)
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FRED E. McKELVEY, Seni or ) BOARD OF PATENT
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RI CHARD E. SCHAFER,
Adm ni strative Patent Judge

JAMVESON LEE
Adm ni strative Patent Judge



