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transferable only with the approval of 
the Administrator except when trans-
ferred to the successor of that part of 
the contractor’s business to which the 
invention pertains. 

(b) The contractor’s domestic license 
may be revoked or modified by the Ad-
ministrator to the extent necessary to 
achieve expeditious practical applica-
tion of the invention pursuant to an 
application for an exclusive license 
submitted in accordance with the Li-
censing of NASA Inventions (14 CFR 
1245.2). This license will not be revoked 
in that field of use and/or the geo-
graphical areas in which the contractor 
has achieved practical application and 
continues to make the benefits of the 
invention available to the public on 
reasonable terms. The license in any 
foreign country may be revoked or 
modified at the discretion of the Ad-
ministrator to the extent the con-
tractor, its licensees, or its domestic 
subsidiaries or affiliates have failed to 
achieve practical application in that 
foreign country. 

(c) Before revocation or modification 
of the license, the contractor will be 
provided a written notice of the Ad-
ministrator’s intention to revoke or 
modify the license, and the contractor 
will be allowed 30 days (or any other 
time as may be allowed by the Admin-
istrator for good cause shown by the 
contractor) after the notice to show 
cause why the license should not be re-
voked or modified. The contractor 
shall have the right to appeal, under 
the Licensing of NASA Inventions (14 
CFR 1245.2), any decision concerning 
the revocation or modification of its li-
cense. 

§ 1245.109 Assignment of title to NASA. 

(a) The instrument of waiver set 
forth in § 1245.115(c) shall be voided by 
NASA with respect to the domestic 
title to any invention for which a pat-
ent application has not been filed with-
in 1 year (or a reasonable time there-
after for good cause shown) from notifi-
cation to NASA of election of title, as 
required by § 1245.104(c)(2), for an ad-
vanced waiver pursuant to § 1245.104, or 
within 1 year from the granting of a 
waiver for an individual invention 
granted pursuant to § 1245.105. 

(b) The instrument of waiver set 
forth in § 1245.115(c) shall be voided by 
NASA with respect to title in any for-
eign country for which waiver has been 
granted pursuant to § 1245.106, if a pat-
ent application has not been filed in 
that country (or in the European Pat-
ent Office or under the Patent Coopera-
tion Treaty and that country des-
ignated) within either 10 months (or a 
reasonable time thereafter for good 
cause shown) from the date a cor-
responding U.S. patent application has 
been filed or 6 months (or a reasonable 
time thereafter for good cause shown) 
from the date a license is granted by 
the Commissioner of Patents and 
Trademarks to file foreign patent ap-
plications where such filing has been 
prohibited by a Secrecy Order. 

(c) In any country in which the waiv-
er recipient decides not to continue 
prosecution of any application, to pay 
maintenance fees on, or defend in reex-
amination or opposition proceedings on 
a patent on a waived invention, the 
waiver recipient shall notify the patent 
representative within sufficient time 
for NASA to continue prosecution, pay 
the maintenance fee or defend the reex-
amination or opposition, and upon 
written request, convey title to NASA 
and execute all papers necessary for 
NASA to proceed with the appropriate 
action. 

§ 1245.110 Content of petitions. 
(a) Each request for waiver of domes-

tic or foreign rights under § 1245.104, 
§ 1245.105, or § 1245.106 shall be by peti-
tion to the Administrator and shall in-
clude: 

(1) An identification of the peti-
tioner, its place of business, and ad-
dress; 

(2) If the petitioner is represented by 
counsel, the name, address, and tele-
phone number of the counsel; 

(3) A citation to the section 
(§ 1245.104, § 1245.105, or § 1245.106) under 
which the petition is submitted, the 
nature and extent of the rights re-
quested, and a positive statement that 
waiver of rights under the cited section 
is being requested; 

(4) If the petitioner is an employee 
inventor of the contractor, a statement 
from the contractor that the con-
tractor does not object to this petition. 

VerDate Aug<31>2005 14:48 Jan 29, 2008 Jkt 214047 PO 00000 Frm 00217 Fmt 8010 Sfmt 8010 Y:\SGML\214047.XXX 214047rf
re

de
ric

k 
on

 P
R

O
D

1P
C

67
 w

ith
 C

F
R



208 

14 CFR Ch. V (1–1–08 Edition) § 1245.111 

(5) Information identifying the pro-
posed contract or resulting contract, if 
any; 

(6) A designation of the country or 
countries, the United States of Amer-
ica and/or foreign, in which waiver of 
title is requested; 

(7) A copy of the invention disclosure 
if the request is for an individual iden-
tified invention (under § 1245.105); 

(8) The name, address, and telephone 
number of the party with whom the 
Board is to communicate when the re-
quest is acted upon; 

(9) Whether the petitioner is an enti-
ty of or under the control of a foreign 
government; 

(10) The signature of the petitioner or 
its authorized representative; and 

(11) The date of the petition. 
(b) No specific forms need be used. 

Requests for advanced waiver should, 
preferably, be included with the pro-
posal, but in any event in advance of 
negotiations. 

(c) Petitions for waiver under contracts 
funded by another agency. The content 
of the petitions for waiver of title to 
inventions made under contracts 
awarded by NASA on behalf of the De-
partment of Energy under § 1245.103(c) 
shall follow the procedures and form 
prescribed by and shall be acted on by 
that agency. Petitions under contracts 
awarded by NASA on behalf of other 
agencies will be coordinated with the 
agency before action is taken by the 
Board. 

§ 1245.111 Submission of petitions. 
(a) Petitions for advance waiver of 

domestic rights under § 1245.104 or for 
advance waiver of foreign rights under 
§ 1245.106 presented prior to contract 
execution, must be submitted to the 
contracting officer. Any petition sub-
mitted by a prospective contractor and 
selected for negotiation of a contract 
will be processed and forwarded to the 
Board for consideration. All other peti-
tions will be submitted to the patent 
representative designated in the con-
tract for processing prior to forwarding 
to the Board. 

(b) A copy of any waiver petitions 
submitted under § 1245.103(c) should be 
forwarded to the appropriate NASA 
field installation patent counsel, if not 
supplied earlier, for (1) transmittal to 

the Department of Energy for proc-
essing by that agency, or (2) coordina-
tion with other agencies, as applicable. 

§ 1245.112 Notice of proposed Board 
action and reconsideration. 

(a) Notice. Except as provided by 
§ 1245.104(d), the Board will notify the 
petitioner, through the contracting of-
ficer, with respect to petitions for ad-
vance waiver prior to contract execu-
tion, and directly to the petitioner for 
all other petitions: 

(1) Whether it proposes to rec-
ommend to the Administrator that the 
petition be: 

(i) Granted in the extent requested; 
(ii) Granted in an extent different 

from that requested; or 
(iii) Denied. 
(2) Of the reasons for any rec-

ommended action adverse to or dif-
ferent from the waiver of rights re-
quested by the petitioner. 

(b) Request for reconsideration and 
statements required. (1) If, under para-
graph (a) of this section, the Board no-
tifies the petitioner that the Board 
proposes to recommend action adverse 
to or different from the waiver re-
quested, the petitioner may, within the 
period as the Board may set, but not 
less than 15 days from the notification, 
request reconsideration by the Board. 

(2) If reconsideration has been re-
quested within the prescribed time, the 
petitioner shall, within 30 days from 
the date of the request for reconsider-
ation, or within any other time as the 
Board may set, file its statement set-
ting forth the points, authorities, argu-
ments, and any additional material on 
which it relies. 

(3) Upon filing of the reconsideration 
statement by the petitioner, the peti-
tion will be assigned for reconsider-
ation by the Board upon the contents 
of the petition, the record, and the re-
consideration statement submitted by 
the petitioner. 

(4) The Board, after its reconsider-
ation, will promptly notify the peti-
tioner of its proposed recommendation 
to the Administrator. If the Board’s 
proposed action is adverse to, or dif-
ferent from, the waiver requested, the 
petitioner may request an oral hearing 
within the time as the Board has set. 
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