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§ 1245.106 Waiver of foreign rights. 
(a) The Board will consider the waiv-

er of foreign rights in any designated 
country concurrently with the waiver 
of domestic rights when so requested 
under § 1245.104 or § 1245.105. 

(b) The Board will also consider a 
separate request for foreign rights for 
an individual identified invention in 
any designated country if a request 
was not made pursuant to paragraph 
(a) of this section, or for countries not 
designated pursuant to paragraph (a) of 
this section. 

(c) Waiver of foreign rights will nor-
mally be granted under paragraph (a) 
or paragraph (b) of this section in any 
designated country unless; (1) The 
Board finds that the economic inter-
ests of the United States will not be 
served thereby; or unless (2) in the case 
of an individual identified invention 
under paragraph (b) of this section, 
NASA has determined, prior to the re-
quest, to file a patent application in 
the designated country. 

(d) If, subsequent to the granting of 
the petition for foreign rights, the peti-
tioner requests and designates addi-
tional countries in which it wishes to 
secure patents, the Chairperson may 
grant such request, in whole or in part, 
without further action by the Board. 

§ 1245.107 Reservations. 
(a) License to the Government. Any in-

vention for which waiver of domestic 
or foreign rights has been granted 
under this subpart shall be subject to 
the reservation by the Administrator 
of an irrevocable, nonexclusive, non-
transferable, royalty-free license for 
the practice of the invention through-
out the world by or on behalf of the 
United States or any foreign govern-
ment pursuant to any treaty or agree-
ment with the United States. 

(b) March-in rights. For any invention 
for which waiver of rights has been 
granted under this subpart, NASA has 
the right in accordance with 35 U.S.C. 
203 and 210, and with the procedures set 
forth in § 1245.117 and 37 CFR 401.6, to 
require the contractor, an assignee, or 
exclusive licensee of the invention to 
grant a nonexclusive, partially exclu-
sive, or exclusive license in any field of 
use to a responsible applicant or appli-
cants, upon terms that are reasonable 

under the circumstances, and if the 
contractor, assignee, or exclusive li-
censee refuses such a request, NASA 
has the right to grant such a license 
itself if NASA determines that: 

(1) Such action is necessary because 
the contractor or assignee has not 
taken, or is not expected to take with-
in a reasonable time, effective steps to 
achieve practical application of the in-
vention in such field of use; 

(2) Such action is necessary to allevi-
ate health or safety needs which are 
not reasonably satisfied by the con-
tractor, assignee, or their licensees; 

(3) Such action is necessary to meet 
requirements for public use specified 
by Federal regulations and such re-
quirements are not reasonably satisfied 
by the contractor, assignee, or licens-
ees; or 

(4) Such action is necessary because 
the agreement required by the ‘‘Pref-
erence for United States industry’’ has 
not been obtained or waived or because 
a licensee of the exclusive right to use 
or sell any invention in the United 
States is in breach of such agreement. 

(c) Additional reservations. In the 
event one or more of the situations set 
forth in § 1245.104 (b)(1) through (b)(3) 
exist, the Board may determine to rec-
ommend partial grant of the waiver re-
quest (rather than denial) by making 
the grant subject to additional reserva-
tions (than those set forth in (a) and 
(b) of this section) to the extent nec-
essary to address the particular situa-
tion. Such additional reservations may 
include, but not be limited to, field-of- 
use or terrestrial-use limitations, or 
additions to the march-in rights. 

§ 1245.108 License to contractor. 
(a) Each contractor reporting an in-

vention is granted a revocable, non-
exclusive, royalty-free license in each 
patent application filed in any country 
on the invention and in any resulting 
patent in which the Government ac-
quires title. The license extends to the 
contractor’s domestic subsidiaries and 
affiliates, if any, within the corporate 
structure of which the contractor is a 
party and includes the right to grant 
sublicenses of the same scope to the ex-
tent the contractor was legally obli-
gated to do so at the time the contract 
was awarded. The license and right is 
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transferable only with the approval of 
the Administrator except when trans-
ferred to the successor of that part of 
the contractor’s business to which the 
invention pertains. 

(b) The contractor’s domestic license 
may be revoked or modified by the Ad-
ministrator to the extent necessary to 
achieve expeditious practical applica-
tion of the invention pursuant to an 
application for an exclusive license 
submitted in accordance with the Li-
censing of NASA Inventions (14 CFR 
1245.2). This license will not be revoked 
in that field of use and/or the geo-
graphical areas in which the contractor 
has achieved practical application and 
continues to make the benefits of the 
invention available to the public on 
reasonable terms. The license in any 
foreign country may be revoked or 
modified at the discretion of the Ad-
ministrator to the extent the con-
tractor, its licensees, or its domestic 
subsidiaries or affiliates have failed to 
achieve practical application in that 
foreign country. 

(c) Before revocation or modification 
of the license, the contractor will be 
provided a written notice of the Ad-
ministrator’s intention to revoke or 
modify the license, and the contractor 
will be allowed 30 days (or any other 
time as may be allowed by the Admin-
istrator for good cause shown by the 
contractor) after the notice to show 
cause why the license should not be re-
voked or modified. The contractor 
shall have the right to appeal, under 
the Licensing of NASA Inventions (14 
CFR 1245.2), any decision concerning 
the revocation or modification of its li-
cense. 

§ 1245.109 Assignment of title to NASA. 

(a) The instrument of waiver set 
forth in § 1245.115(c) shall be voided by 
NASA with respect to the domestic 
title to any invention for which a pat-
ent application has not been filed with-
in 1 year (or a reasonable time there-
after for good cause shown) from notifi-
cation to NASA of election of title, as 
required by § 1245.104(c)(2), for an ad-
vanced waiver pursuant to § 1245.104, or 
within 1 year from the granting of a 
waiver for an individual invention 
granted pursuant to § 1245.105. 

(b) The instrument of waiver set 
forth in § 1245.115(c) shall be voided by 
NASA with respect to title in any for-
eign country for which waiver has been 
granted pursuant to § 1245.106, if a pat-
ent application has not been filed in 
that country (or in the European Pat-
ent Office or under the Patent Coopera-
tion Treaty and that country des-
ignated) within either 10 months (or a 
reasonable time thereafter for good 
cause shown) from the date a cor-
responding U.S. patent application has 
been filed or 6 months (or a reasonable 
time thereafter for good cause shown) 
from the date a license is granted by 
the Commissioner of Patents and 
Trademarks to file foreign patent ap-
plications where such filing has been 
prohibited by a Secrecy Order. 

(c) In any country in which the waiv-
er recipient decides not to continue 
prosecution of any application, to pay 
maintenance fees on, or defend in reex-
amination or opposition proceedings on 
a patent on a waived invention, the 
waiver recipient shall notify the patent 
representative within sufficient time 
for NASA to continue prosecution, pay 
the maintenance fee or defend the reex-
amination or opposition, and upon 
written request, convey title to NASA 
and execute all papers necessary for 
NASA to proceed with the appropriate 
action. 

§ 1245.110 Content of petitions. 
(a) Each request for waiver of domes-

tic or foreign rights under § 1245.104, 
§ 1245.105, or § 1245.106 shall be by peti-
tion to the Administrator and shall in-
clude: 

(1) An identification of the peti-
tioner, its place of business, and ad-
dress; 

(2) If the petitioner is represented by 
counsel, the name, address, and tele-
phone number of the counsel; 

(3) A citation to the section 
(§ 1245.104, § 1245.105, or § 1245.106) under 
which the petition is submitted, the 
nature and extent of the rights re-
quested, and a positive statement that 
waiver of rights under the cited section 
is being requested; 

(4) If the petitioner is an employee 
inventor of the contractor, a statement 
from the contractor that the con-
tractor does not object to this petition. 
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