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II.

III.

IV,

INTERAGENCY AGREEMENT NO. DE-AI09-85SR14066
BETWEEN
THE DEPARTMENT OF ENERGY
AND
THE UNITED STATES ARMY CORPS OF ENGINEERS

Purpose

The purpose of this Interagency Agreement (IA) is to set forth the basis
on which the United States Army Corps of Engineers (the Corps) will
provide to the U. S. Department of Energy (DOE) project and construction
support services at the DOE's Savannah River Plant (DOE-SR).

Scope of Work

The services required under this JA are set forth in Attachment I.

"Cost

Cost

of performing the work set forth in Attachment I Scope of Work,

will be established in each Task Order issued under this IA.

Reports

A.

Internal Progress reporting, financial accounting reporting as de-
scribed in Provisions 6 and 7 of Attachment II, General Provisiomns,
and other management information reporting shall be accomplished
utilizing current Corps procedures where practical, but shall pro-
vide such detail as DOE may require.

A report delineating a final reconciliation with advance payments
shall be submitted by the Corps to DOE upon completion of each in-
dividual Task Order.

Construction management data is to be reported periodically. Where
practical, the “Automated Military Progress Reporting System”
(AMPRS) will be used to provide construction management data
simultaneously to Division Commanders and the Office of the Chief of
Engineers (OCE), as well as to DOE. The DOE Uniform Reporting
System for Contracts (URSC) establishes a standard procedure for
collecting and reporting information to aid the DOE in managing
contractor performance. Commensurate with the nature and magnitude
of the work, the URSC will be used in conjunction with AMPRS to
provide project monitoring information to DOE and the Corps.
Periodic narrative reports will be initiated at the field operating
activity level to keep management informed of project status at
higher echelons.

Other reports required to be submitted to DOE will be identified in
the individual task orders.



V.

VI.

VII.

VI1II,

Agreement Period

This IA shall become effective upon signature by the principal DOE and
Corps officials. There is no specified period of performance for the
IA, Task Orders 1issued under this IA shall establish the work
requirements as well as the periods of performance.

Program Officers

A. DOE and the Corps — See items 6 and 7 of the face page.

B. The Corps will coordinate through the DOE Program Officer with DOE's
design, construction and operating contractor, E. I. du Pont de
Nemours and Company and with such other contractors as may be
necessary to obtain technical data, documents and other information
which may be required by the Corps in performing this work. The DOE
Program Officer will ensure that necessary information from DOE
contractors is furnished to the Corps.

Payments/Funding

All work accomplished by the Corps under any task order issued under
this IA will be authorized and funded by DOE. Payments/funding for work
will be accomplished by one of the following methods:

(1) Work under major task orders, defined as task orders 1initially
funded for more than $1 million, will be funded through funding
transfers accomplished with a SF 1151, Nonexpenditure Transfer
Authorization, pursuant to the Treasury Fiscal Requirement Manual,
Volume I, Section 2060, and OMB Circular A-34, paragraph 61.2A(3).

(2) For work under small task orders, defined as task orders initially
funded for less than $1 million, work will be financed on a
reimbursable basis unless the work involves the award of a
contract(s) by the Corps. If the Corps is to award any contracts
under a task order, the work will be financed by advance payments.

_ Each small task order will indicate in block 5c of the DOE Form
1270.1 (see Article X, Taskings) the method of payment. Advance

payments or reimbursements will be made upon submission of a SF-1080
to DOE.

(3) The "Corps of Engineers Management Information System” will be used
for accounting.

Documents Attached and Part of this IA

Scope of Work — Attachment I

Standard General Provisions of Interagency Agreements — Attachment IT
Patent Clauses — Attachment IIT



IX.

XI.

XI1I.

XIII.

XIV,

Documents Incorporated by Reference

Documents incorporated by reference in this IA or any Task Order issued
under this IA will have the same force and effect as if physically in-
cluded within the IA or a Task Order.

Taskings

A, Task Orders will be issued under this IA to identify work require-
ments and to obligate funds. Task Orders will be issued on DOE Form
1270.1 and shall be sequentially numbered in block 1d of the form.

B. Task Order No. 1 will be issued, and funded, to cover all general
project management type work described in the Scope of Work, Attach-
ment 1, Part A. Coustruction management services as described in
the Scope of Work, Part B. will be individually identified and fund-
ed in separate Task Orders.

C. Any requirements for quality assurance assessments OTr management
plans will be identified in each Task Order.

Manpower

Manpower resource requirements will .be evaluated and updated
periodically at DOE Program Officer and Corps District Commander and
Division Commander levels in order to assess what changes, if any, may
be required to assure timely performance of forecasted workload
requirements.

Procurement Policy

Any contracts awarded by the Corps under a task order shall be written
and administered in accordance with the Federal Acquisition Regulation
(FAR) as implemented by the Department of Defense Supplement to the FAR
and the Corps policies and procedures descending from these
regulations. The Corps shall coordinate with DOE prior to issuance of
any solicitation for contract work under a task order and prior to award
of any contract. The Armed Services Board of Contract Appeals will be
used as the forum for resolving contract disputes under Corps awarded
contracts.

Public Affairs

DOE retains responsibility for Congressional liaison and public
announcements. The Corps will assist DOE in the preparation of
responses to inquiries relating to Corps activities by preparing and
furnishing draft responses for DOE's review and disposition.

Amendment or Modification

This IA may be amended or modified by written agreement between DOE and
the Corps.



Attachment I

INTERAGENCY AGREEMENT NO. DE-AI09-85SR14066
. SCOPE OF WORK
SR SUPPORT BY THE CORPS OF ENGINEERS

Part A. - Project Management Services. The Corps will have mission

5.

responsibility to perform project management activities as requested
by DOE. Specific projects will be assigned on letter sub-tasking
orders: Types of services may include the following:

Review budget line item project documentation for adequacy of basic data
and conceptual designs. Review the budget estimates for completeness and

accuracy. Make sure the budget data sheets are consistent and complete.
Document the results of the reviews.

Review ongoing project design packages, status reports (cost & schedule)
and plan field inspections. Conduct field inspections to confirm accuracy
of status reports and assure construction in accordance with plans and
specifications. Spot-check during inspections on drawing control system,
quality assurance system, change control system. Provide reports to SR
project engineers.

Review purchase orders and contract bid packages for technical adequacy of
specifications. Review adequacy of justification for single-source
procurements prepared by DOE contractors.

Conduct quality assurance technical inspections (audits) of selected
projects and provide written reports.

Provide other technical assistance as requested and mutually agreed upon.

Part B. - Engineering and Construction Management Services. The Corps will

have mission responsibility to perform engineering and construction
management services as requested by DOE. The types of services
required include, but are not limited to, the following:

Coordinate, through the DOE Program Officer, with the operating contractor
to develop basic data required to scope a project.

Prepare conceptual designs and authorization grade estimates.

Furnish design services (Titles I, II and III).

Furnish procurement services for materials, equipment and construction.
Provide construction management.

Provide cost control and project status reports as required.



7. Maintain liaison with the operating contractor, through the DOE Program

Officer, during all phases of each task.

The specific work requirements for each construction management project will
be identified in task orders issued in accordance with Article X, Taskings, of

this IA.



Attachment II

GENERAL PROVISIONS
INTERAGENCY AGREEMENT

NO. DE-AI09-85SR14066

Definitions. For purposes of this agreement, "DOE" means the United
States Department of Energy or any any duly authorized representative
thereof, and "Corps” means the U. S. Army Corps of Engineers.

Costs Chargeable to DOE Funds. Costs chargeable to DOE funds are direct
costs that can be directly identified with and charged to the work under
the agreement as well as indirect costs. Indirect costs, including Corps
District General overhead and Field Office overhead, shall be limited to
the properly allocable portion of costs that are not charged directly to
the work but which can be shown as mutually benefiting the work covered by
the task order as well as other work of the Corps. Examples of direct
costs are salaries/wages, technical services, materials, travel and
transportation, communications, and any facilities and equipment expressly
approved for purchase under the interagency agreement.

Financing. DOE will reimburse or will make available, in advance, the

amount specified in the individual Task Orders issued under this IA. Re-
quests for funds shall show separately the amount required for (a) opera-
ting costs, (b) capital equipment (as defined in 9 below), and (c) ac-
quisition or condemnation of any real property or any facility or for
plant or facility acquisition, construction or expansion.

a. Vouchers for payment will be submitted on the agreed upon form.

b, Any advanced funds remaining after the completion of the project shall
be reimbursed to the DOE.

Notice of Costs Approaching Total Estimated Costs. Whenever the Corps has

reason to believe that the total cost of the work under this agreement
will be substantially greater or less than the presently estimated cost of
the work, identified in each Task Order, the Corps shall promptly notify
the DOE in writing. The Corps shall also notify the DOE, in writing, when
the aggregate of costs incurred and outstanding commitments allowable
under this agreement is equal to 90 percent (or such other percentage as
the DOE may from time to time establish by notice to the Corps) of the
presently estimated total costs under a Task Order. When the costs in-
curred and outstanding commitments equal 100 percent of such estimated
total costs, the Corps shall make no further commitments or expenditures
(except to meet existing commitments) and shall be excused from further
performance of the work unless and until the DOE shall increase the total
estimated costs to be incurred with respect to each individual Task Order.



Excess Funds. The Corps shall take prompt action to return to the DOE any
funds determined to be excess to the work during the performance of the
work and any unobligated funds after the completion of a Task Order unless
the Task Order has been extended and any unused balances have been carried
forward in the extension.

Financial Reports., The Corps shall furnish the DOE, not later than 15
days after the close of each reporting period, monthly or other periodic
cost or financial reports in such form and detail as may be required by
the DOE. Any costs incurred for capital equipment or other assets shall
be supported by a list showing the description, make, any serial number,
and the cost of each item acquired.

Accounting Records. The Corps shall accumulate and account for obliga-
tions and costs incurred in connection with the work being performed under
each Task Order in such form and detall as may be required by the DOE.

Termination. This agreement or any Task Order may be terminated by mutual
agreement or by either party giving 90 days written notice to the other.
In the event of such termination the Corps shall be reimbursed for
obligations actually incurred to the effective date of termination and for
commitments extending beyond the effective date of termination to a date
not later than the date upon which the agreement or any Task Order would
have expired if not terminated under this paragraph, which the Corps, in
the exercise of due diligence, is unable to cancel. Notwithstanding the
above time limits, any monies payable by the Corps as a result of a claim
for contract work under a Task Order will be reimbursed whenever the claim
is settled. Payments under Task Orders, including payments under this
article shall not exceed the ceiling amount specified in each Task Order.
The Corps shall  retain contract administration responsibilities for
contracts awarded by the Corps until such contracts have been terminated
or their performance is completed.

Capital Equipment.

a. "Capital Equipment” means each item of equipment which is expected to
have an extended period of service, generally a year or more, and has
sufficient monetary value, generally of $500 or more, to justify con-—
tinuing accounting records for the item.

b. Unless expressly authorized by the DOE contracting officer in advance
the Corps shall not be reimbursed or use funds made available under
this agreement for the procurement or fabrication of capital equipment.

c. If capital equipment is purchased or otherwise acquired pursuant to an.
authorization under Paragraph (b) above, except as may be otherwise
agreed by the DOE and the Corps:

(D the title thereto shall vest in the DOE;



(2) the Corps shall be responsible for the maintenance and safe-
guarding thereof; and

(3) the Corps shall maintain a record in such a mammer as to
insure adequate control and accounting satisfactory to the
DOE, of capital equipment procured or fabricated. '

10. Real Property and Facilities.

11.

a.

Unless expressly authorized by the DOE contracting officer in advance,
the Corps shall not be reimbursed or use funds made available under
Task Orders for the acquisition or condemnation of any real property

or any facility or for plant or facility acquisition, construction or
expansion.

If the Corps acquires or condemns any real property or any facility or
acquires, constructs, or expands any plant or facility pursuant to an
authorization under (a) above, except as may be otherwlse agreed by
the DOE and the Corps:

(1) the title thereto shall vest in the DOE, and property account-
ability and control shall become the responsibility of DOE;

(2) the Corps shall be responsible for the maintenance and safe-
guarding thereof; and

(3) the Corps shall maintain a record thereof in such a manner as

to insure adequate control and accounting satisfactory to the
DOE.

Patents.

It is understood and agreed by the Department of Energy (DOE) and the
Corps that the patent policy to be employed in any particular cooperative
undertaking between the parties which includes research, development, or
demonstration, or demonstration work and is supported in whole or in part
by DOE funding will be as set forth below:

a.

In any contract, subcontract or task order under a contract where the
Corps has the work performed by a Corps contractor and the work is not
severable from that funded by the Corps, the Corps will incorporate
the long form patent rights clause of 41 C.F.R. 9-9.107-5(a), or the
short form clause of 41 C.F.R. 9-9.107-6, as appropriate.

Where, however, the contract or task order is with a small business
firm or nonprofit organization, the patent rights clause used in the
contract shall be in accordance with the provisions of P.L. 96-517.
If Corps regulations provide such a clause, then that clause may be
used. If this 1is not the case, then the attached clause entitled,
"Patent Rights (Small Business Firms or Nonprofit Organizations)”
shall be used in the contract.



To enable the Corps to efficiently administer the Patent Rights
clause, the definition of Patent Counsel in the clause shall be re-
placed with the following definition:

“patent Counsel” means the Department of Energy patent counsel assist-
ing the DOE activity funding the contract. Irems pertaining to the
administration of this clause, including invention reports, greater
rights, and waiver requests, shall be sent to patent counsel via the
(Corps) Contracting Officer.”

b. Offerors and prospective contractors shall be provided with notice of
and the opportunity to request, in accordance with applicable DOE reg-
ularions, at any time prior to the effective date of the contract or
within 30 days thereafter, an advance waiver of all or any part of the
rights of the United States with respect to inventions which may be
conceived or first actually reduced to practice in the course of or
under the contract. The Corps Contracting Officer shall promptly
forward such requests to DOE's Assistant General Counsel for Patents
and will notify the contractor whether such request 1is granted in
whole or in part.

c. Where a Corps contractor or subcontractor will not accept patent
provisions provided by DOE, the Corps shall not proceed with the con-
tract or subcontract without written approval of DOE,

d. In any contract or task order under a contract where the Corps has the
work performed by Corps personnel, either military or civilian, at an
Corps installation or that of a Corps contractor, any inventions or
discoveries made or conceived in the course of or in connection with
such work shall be reported and handled in accordance with standard
Corps procedure. All such inventions, however, shall also be reported
to DOE and the Corps will consult with DOE prior to making any
determination in which the Government would obtain less than the
entire right, title and interest in such inventionms.

e. It is recognized that during the course of the work under this agree-
ment, the Corps or its employees, consultants, or coantractors may,
from time to time, desire to publish, within the limits of security
requirements, information regarding scientific or technical develop-
ments made or conceived in the course or under this Interagency Agree-
ment. In order that public disclosure of such information will not
adversely affect the patent interests of DOE or the Corps, patent
approval for release and publication shall be secured from DOE prior
to any such release or publication.

12, Technical Data.

The Corps shall incorporate technical data provisions acceptable to DOE's
Patent Counsel in any subcontract awarded under this agreement.




INTERAGENCY AGREEMENT NO. DE-AI09-85SR14066
BETWEEN
THE DEPARTMENT OF ENERGY
AND
THE UNITED STATES ARMY CORPS OF ENGINEERS

These General Provisions consist of the following:

Provisions Title Page
1 Definitions 2
2 Costs Chargeable to DOE Funds 2
3 Financing 2
4 Notice of Costs Approaching

Total Estimated Costs 2

5 Excess Funds 2
6 Financial Reports 3
7 Accounting Records 3
8 Termination 3
9 Capital Equipment 3
10 Real Property and Facilities 4
11 Patents 4
12 Technical Data 5
13 Security 5
14 Classification 7
15 Technical Progress Reports 7
16 Safery and Health 7

17 Environmental Protection 8



13. Security.

a.

Corps' Duty to Safeguard all Classified Informatiom. The Corps shall,
in accordance with DOE security regulations and requirements, be
responsible for safeguarding all classified 1informationm, and
protecting against sabotage, espionage, loss and theft, the classified
documents and material in the Corps' possession in connection with the
performance of work under this agreement. Except as otherwise
expressly provided in this agreement, the Corps shall, upon completion
or termination of this agreement, transmit to DOE any classified
matter in the possession of the Corp or any person under the Corps’
control in connection with performance of this agreement or properly
destroy the classified matter and complete a Certificate of
Nonpossession to be furnished to DOE. If retention by the Corps of
any classified matter is required after the completion or termination
of the agreement and such retention 1is approved by the DOE Contracting
Officer, the Corps will complete a certificate of possession to be
furnished to DOE specifying the classified matter to be retained. The
certification shall include a statement of justification, identify the
items and types or categories of matter retained, the conditions
governing the retention of the matter, and the period of retention, if
known. If the retention is approved by the DOE Contracting Officer,
the security provisions of the agreement will continue to be
applicable to the matter retained.

Regulations. The Corps agrees to conform to all security regulations
and requirements of DOE.

Definition of Classified Information. The term "classified informa-
tion" means Restricted Data, Formerly Restricted Data, and National
Security Information.

Definition of Restricted Data. The term "Restricted Data” means all
data concerning 1) design, manufacture, or utilization of atomic -
weapons; 2) the production of special nuclear material: or 3) the use
of special nuclear material in the production of energy, but shall not
include data declassified or removed from the Restricted Data category
pursuant to Section 142 of the Atomic Energy Act of 1954, as amended.

Definition of Formerly Restricted Data. The term “"Formerly Restricted
Data"” means all data removed from the Restricted Data category under
Section 142 d. of the Atomic Energy Act of 1954, as amended.

Definition of National Security Information. The term "National Secu-
rity Information” means information or material which is owned by,
produced for or by, or under the control of the United States Govern—
ment, which has been determined pursuant to Executive Order 12065 or
subsequent and prior Orders to require protection against unauthorized
disclosure, and which is so designated.

Security Clearance of Personnel. The Corps shall not permit any in-
dividual to have access to any classified information, except 1in
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accordance with the Atomic Energy Act of 1954, as amended, Executive
Order 12065, and the DOE's regulations or requirements applicable to
the particular level and category of Classified information to which
access is required. :

h., Criminal Liability. It is understood that disclosure of any classi-
fied information relating to the work or services ordered hereunder tO
any person not entitled to receive 1it, or failure to safeguard any
classified information that may come to the Corps or any person under
the Corps' control in connection with work under this agreement, may
subject the Corps, 1its agents, employees, or subcontractors to crim-
inal 1iability under the laws of the United States. (See the Atomic
Energy Act of 1954, as amended, 42 U.S.C. 2100 et seq,; 18 U.S.C. 793
and 794; and Executive Order 12065).

i. Contracts and Purchase Orders. Except as otherwise authorized in
writing by the DOE Contracting Officer, the Corps shall 1insert
provisions similar to the foregoing in all contracts and purchase
orders under this agreement.

j. Security Requirements for Proprietary Energy Data. The Corps shall
safeguard DOE 1limited official wuse information, unclassified
controlled nuclear information (UCNI) covered by Section 148 of the
Atomic Energy Act, or other proprietary or sensitive data (including
material relating to patents), from unauthorized access, disclosure,
modification or destruction in accordance with applicable DOE Security
regulations and applicable orders and directives.

k. Computer Security Requirements. . In the event that this IA or any Task
Order involves utilization of a DOE computer system the Corps will
establish administrative, technical and physical security procedures
in accordance with applicable DOE regulations, to ensure against
access to DOE information to individuals not formally authorized by.

Classification.

In the performance of the work under this agreement, the Corps shall

ensure that an Authorized Original Classifier or Derivative Classifier

shall assign classifications to all documents, material, and equipment
originated or generated under the agreement in accordance with classi-
fication regulations and guidance furnished to the Corps by the DOE,
Every subcontract and purchase order issued hereunder involving the
origination or generation of classified documents, material, or equip-
ment shall include a provision to the effect that in the performance of
such subcontract or purchase order, the subcontractor or supplier shall
ensure that an Authorized Original Classifier or Derivative Classifier
shall assign classifications to all such documents, materials, and
equipment 1in accordance with classification regulations and guidance
furnished to such subcontractor or supplier by the Corps.




15.

16.

17.

Technical Progress Reports: Publication. The Corps will make such re-
ports to the DOE on the progress of the work under this agreement or any
Task Order as may be mutually agreed upon.

Safety and Health.

The Corps shall take all reasonable precautions in the performance of work
under this agreement to protect the safety and health of employees and of
members of the public and shall comply with all applicable safety and
health regulations and requirements (including reporting requirements) of
DOE. The DOE Contracting Officer shall notify in writing the Corps of any
noncompliance with the provisions of this clause and the corrective action
to be taken. After receipt of such notice, the Corps shall immediately
take such corrective action. The Corps shall submit a management program
and implementation plan to the DOE Contracting Officer for review and
approval within 30 days after the date of award of this agreement. In the
event that the Corps fails to comply with said regulations or requirements
of DOE, the DOE Contracting Officer may, without prejudice to any other
legal or contractual rights of DOE, issue an order stopping all or any
part of the work; thereafter, a start order for resumption of the work may
be issued at the discretion of the DOE Contracting Officer. The Corps
shall make no claim for an extension of time or for compensation oOr
damages by reason of, or 1in connection. with, such work stoppage.
Normally, the provisions of EM 385-1-1 and the General Provision safety
clause of the FAR for construction contracts will be incorporated into
construction contracts awarded by the Corps.

Environmental Protection:

The Corps shall assure that all construction activities and associated
environmental releases are in compliance with applicable State and Federal
permit requirements or environmental standards.
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2.
3.

ATTACHMENT III

Patent Clauses

41 ¢.F.R. (DOE-PR) 9-9,107-5(a)
41 C.F.R. (DOE-RR) 9-9.107-6

OMB Circ. A-124, Trans Memo No.l

Patent Rights - Long Form (DEC 1981)
Patent Rights - Short Form (DEC 1981)

Patent Rights - Small Business or
Nonprofit Organizations



1. DOE PR 9-9.107-3(a) P:;::' I!.’YS - LONG FORM

1961

NGTE: This clause applies to this
contract unless tha contractor is a
domestic small business or domastic
nonprofit organization at the time
of award or unless the clause at
DOE PR 9-9.107-6 is chosen
alsewhere in this contract.

(a) Definitions.

(1) "Subject invantion™ means any investion or
discovery of the contractor conceived or first
actually reduced ¢to practice in the course of or
under this contract, and includes any art, method,
process, machine manufacture, design or composition
of matter, or any new and usaeful improvemaent
thereof or any variety of plants, whether patentaed
or unpatented under the Patent Laws of tha United
States of America or any foreign country.

(2) "Contract®” means any contract, grant,
agreement, understanding, or other arrangement,
which includes research, development, or
demonstration work, and includes any assignment or
subatitution of parties.

(3) "States and domestic municipal ogovernments”
means the States of the United States, the District
of Columbia, Puerto Rico, the Virgin Islands,
American Samoa, Guam, the Trust Territory of the
Pacific Islands, and any political subdivision and
agenciaes thereof.

(4) "Government agency”™ includes an exaecutive
department, independent commission, board, offica,
agency, administration, authority governmant
corporation, or other Government establishmant of
the Exescutive Branch of the Government of the
United States of America.

(5) "To the point of practical application”™ maans
to manufacture, in the case of a composition or
product, to practice in the case of a pracess, or
to operate in the case of a machina and under such
conditions as to establish that the invantion is
being worked and that its benefits are reasonably
accassibla to the public.

(6) T"Patent Counsel™ means the Daepartment of
Energy Patent Counsal assisting the procuring
activity. ’

(b) Allocation of principal rights.
(1) Assignment to the Government.
The contractor agrees to assign to the Government

the entire right, title, and interest throughout
the world in and to each subject invention, except

to the extent that rights are raetained by the
contractor under paragraphs (b)(2) and (c) of this

clause.

(2) Greater rights determinations.

The contractor or the employes-inventor with
authorization of the contractor may request greater
rights than the nonexclusive license and the
foreign patent rights provided in paragraph (¢) of
this clause on identified inventions in accordance
with 41 CFR 9-9.109-6(d). Such requests must be
submitted to Patent Counsel (with notification by
Patant Counsel to the Contracting O0fficer) at the
time of tha first disclosure. pursuant to paragraph
(@)(2) of this clause, or not later than 9 months
after conception or first actual reduction to
practice, whichever occurs first, or such longer
pariods as wmay be authorized by Patent Counsel
(with notification by Patent Counsel to the
Contracting Officer) for good cause shown in

writing by the contractor.

(e) Minisum rights te the centracter.
(1) pontraétor license.

The contractor reserves a revocable, nonaxclusive,
paid-up license in sach patent application filed in
any country on & subject invantion and any
resulting patent in which the Government acquires
title. The license shall - extend to the
contractor's domestic subsidiaries and affiliates,
it any, within the corporate structure of which the
contractor is a part and shall include the right teo
grant sublicenses of the same scope to the extent
the contractor was legally obligated to do so at
the time the contract was awarded. The license
shall be transferable only with approval of DOE
except whan transferred to the successor of that -
part of the contractor's business to which the
invention pertains.

(2) Revocation limitations.

The contractor's nonexclusive license raetained
pursuant to paragrsph (c)(1) of this clause and
sublicenses granted thereunder may be revoked or
modified by DOE, either in whole or in part, only
to the extent necassary to achieve expaditious
practical application of the subject invention
undar DOE's published licensing regulations (10 CFR
781), and only to the axtent an exclusive license
is actually granted. This license shall not be
revoked in that field of use and/or the
geographical areas in which the contractor, or its
sublicensee, has brought the invention to the point
of practical application and continues to maka the
benefits of the invention reasonably accessible to
the public, or is expected to do s0 within a
reasonable time.

(3) Revocation procedures.

Bafore modification or revocation of the license or
sublicanse, pursuvant to paragraph (e)(2) of this
clause, DOE shall furnish the contractor a written
notice of its intention to modify or revoke the
license and any sublicensa thereunder, and the
contractor shall be allowed 30 days, or such longer
pariods as may be authorized by the Patent Counsel
(with notification by Patent Counsel to the
Contracting Officer) for good causas shown in
writing by the contractor, after such notice to
show cause why the license or any sublicense should
not be modified or revoked. The contractor shall
have the right to appeal, in accordance with 10 CFR
781, any decision concerning the modification or
revocation of his license or any sublicense.

(4) Foreign patent rights.

Upon written resuest te Patent Counsel (with
notification by Patent Counsel te the Contracting
Officer), and subject to DOE security raegulations
and reaquirements, there shall be reserved to the

contractor, or the employee inventor with
authorization of the contractor, the patent rights
to a subject invention in any foreign country where
the Government has elacted not to secure such
rights provided:

) The recipient of such rights, when
spacifically requested by DOE and three years after
issuance of a foreign patent disclosing said
subject invention, shall furnish DOE a report
setting forth: - -

(A) The commercial use that is being made, or is
intendad to be made, of said invention, and

(B) The steps taken to bring the invention ¢to
the point of practical application or to make the
invention available for licensing.

(ii) The Government shall retain at least an
irravocable, nonexclusive, paid-up license to make,
use, and sell the invention throughout the world by
or on behalf of the Government (including any
Government agency) and States and domestic
sunicipal governments, unless the . Head of the
Agency or designee determines that it would not be
in the public interest to acquire the license for
the States and domestic municipal governments.



(ti1) Subjest te the rights granted in (e)(1),
(2) and (3; of this clause, the Head of the Agency
or designes shall have the right te terminate the
foreign matent rights granted in this paragraph
(e)(4) in whole or in part unless the recipiant of
such rights demonstrates to the satisfaction of the
Head of the Agency or designee that effective steps
necessary to accomplish substantial utilization of
the invention have been taken or within a
reasonable time will be taken.

(iv) Subject to the rights granted in (c)(1), t2)
and (3) of this clause, the Head of the Agency or
designee shall have the right, commancing four
vears after foreign patent rights ar._accordod
under this paragraph (c)(4), to require the
granting of a nonexclusive or partially exclusive
license to @ responsible applicant or applicants,
upon terms reasonable under the circumatances, and
in appropriate circumstances to terminate seid
foreign patent rights in whole or in part,
following & hearing upon notice thereof to the
public, upon a petition by an interested person
justifying such hearing! .

C(A) If the Hesd of the Agency or designee
determines, upon raview of such material as he
deems relevant, and after the racipient of such
rights or other interasted person has had the
opportunity to provide such relevant and material
information as the Head of the Agency or designee
may require, that such foreign patent rights have
tended substantially to lessen competition or to
result in undue market concentration in any section
of the United States in any line of commerce to
which the technology relates; or

») Unless the recipiant of such rights
demonstrates to the satisfaection of the Head of the
Agency or designee at such hearing that the
recipient has taken effective steps, or within a
reasonable time thersafter is expected to take such
steps, necessary to accomplish substantial
utilization of the invention.

(d) Filing of patent applications.

(1) HWith respect to each subject invention in
which the contractor or the inventor raquests
foreign patent rights in accordance with paragraph
(c)(4) of this clause, a requast may also be made
for the right to file and prosecute the U.S.
spplication on bahalf of tha U.S. Govarnment. If
such requast is granted, the contractor or inventor
shall file a domestic patent application on the
invention within ¢ months after the reguest for
foreign patent rights is granted, or such longer
period of time as may be approved by the Patent
Counsal for good cause shown in writing by the
requastor. MWith respsct to the invention, the
requestor shall promptly notify the Patent pounncl
(with notification by Patent Counsel to the
Contracting Officer) of any decision not to file an
application.

(2) For each subject lnvoﬁtlon'on which a domestic
patent application is filed by the contractor or
inventor shall:

(i) Within 2 months after the filing of a
patent application or within 2 months after
submission of the invention disclosure, if the
patent application has been filed previously,
deliver to the Patent Counsel a copy of the
application as filed including the filing date and
serial number;

(ii) HWithin 6 wmonths after filing the
spplication or within 6 months after submitting the
invention disclosure if the spplication has been
filed previously, deliver to the Patent Counsel a
duly executed and approved assignment to the
Government, on a form specified by the Governmant;

(iii) Provide the Patent Counsel with the
original patent grant promptly after a patent is
issued on the application; and

(iv) HNot less than 30 days before the
axpiration of the response period for any action
required by the Patent and Trademark Office, notify
the Patent Counsel of any dacision not to continue
prosecution of the application.

(3) UWith respest to eseh 3vbjeet invention in
which the centracter eor inventer hes requasted
foreign patent rights, the centracter er inventor
shall file a patent application en the invention in
each foreign country in which such reaquest is
granted, in accordance with applicable statutes and
rngul:tions. and within one of the following
periods?

(i) Eight months from the date of filing a
corresponding United States application, or if such
an. application if not filed, six months from the
date the request was granted.

(ii) Six months from the date a licensa is
granted by the Commissionar of Patents and
Trademarks to file the foreign patent application,
where such filing has been prohibited by security
reasons; or

(ii1) Such longar periods as may be approved by
the Patent Counsel for good cause shown in writing
by the contractor or inventor.

(&) Subject to the license specified in paragraphs
(e)(1), (2) and (3) of this clause, the contractor
or inventor agrees %o convey to the Government,
upon request, the entire right, title, and interest
in any foreign country in which the contractor or
inventor fails to have a patent application filed
in accordance with paragraph (d)(3) of this clause,
or decides not to continue prosecution or to pay
any maintenance fees covering the invention. To
aviod forefeiture of the patent application or
patent, the contractor or inventor shall, not laess
than 60 days before the expiration period for any
action required by any patent office, notify the
Patent Counsel of such failure or decision, and
delivar to the Patent Counsel, the aexecuted
instruments necessary for the conveyance spacified
in this paragraph.

(@) Invention identification, disclosures, and
reports.

(1) The contractor shall establish and maintain
activa and effective procedures to ensure that
subject inventions are promptly identified and
timely disclosed. These procedures shall include
the maintenance of laboratory notebooks or
egquivalent racords and other records that are
reasonably necessary to document tha conception
and/or the first actual reduction to practice of
subject inventions, and records which show that the
procedures for identifying and discleosing the
inventions are followad. Upon raquest, the
contractor shall furnish the Contracting Officer a
description of these procedures so that he may
evaluate and determine their effectiveness.

(2) The contractor shall furnish the Patent
Counsel (with notification by Patent Counsel to the
Contracting Officer) on a DOE-approved form:

(i) A weitten report containing full and complate
technical information concerning each subject
invention within ¢ months after conception or first
actual reduction to practice, whichever occurs
first {in the course of or under this contract, but
in any eavent, prior to any sale, public use, or
public disclosure of such invention known to the
contractor. The report shall identify the contract
and inventor and shall be sufficiently complete in
technical detail and appropriately illustrated by
skatch or diagram to convey to one skilled in the
art to which the invention pertains, a claear
understanding of the nature, purpose, operation,
and to the extent known, the physical, chemical,
biological, or slectrical characteristics of the
invention. The report should also include any
request for foreign patent rights under paragraph
(c)(4) of this clause and any request to fila a
domastic patant application under (d)(1) of this
clausa. However, such reauest shall be made within
the period set forth in paragraph (b)(2) of this
clause. When an invention is reported under this
paragraph (e)(2)(i), it shall be presumed to have
been conceived or first actuslly reduced to
practice in the course of or under the contract,
unless the contractor contends it was not so made,
i? accordance with paragraph (g)(2)(ii) or this
clause.



st, but net meore than anqua!v.
i:t:;ing:O;::gg ;a a DOE-spproved form llstzng
subject inventiens and subcontracts auard_sd
containing a Pfatent Rights clause for that perio

and certifying that?

tractor's procedures for identifying
nnd(A=|;::og?:g subject inventions as required by
this paragraph (a) have beer followad throughout
the ropqrting pariod;

(B) All subject inventions han bean disclosed
or that there are no such inventions; and

bcontracts containing a Patant Rights
cloag: Alga:: baen reported or that no such
subcontracts have been awarded;

nal report on a DOE-approved form
Hi:;:l) Ath::.. nond:hs after complation of th;
contract work listing all subject inventions ;2
all subcontracts awarded containing a Patent Rights
clause and certifying that:

(A) All subject inventions have been disclosaed
or that there were no such inventions; and

All bcontracts containing a Patant Rights
ela::: ha:: been reported or that no such
subcontracts have beean awarded.

Th ontractor shall obtain patent agreemants
t:s’off:c:uatc the provisions of this clause from
all parsons in its employ who perform any part of
the work under this contract aexcept nontaechnical
personnel, such as clarical aemployees and manual
laborers.

The contractor agrees that the Goverqment may
dﬁ::icotn and disclose subject invention
disclosuraes and all other raeports and papers
furnished or required to be furnished pursuant to
this clause. If the contracter is to file a
foreign patent application on a subject invention,
the Government agrees, upon writtaen fequgst, to us:
its baest efforts to u|ghhold publication of suc
invention disclosures until the expiration of tha
timea period specified in paragraph (d)(1) of this
clause, but in no event shall the Goyernment or its
employeas be liable for any publication thereof.

(f) Publication.

is recognizad that during the course of thae work
5:dor thi: contract, the gontracgor or its
employees may from time to time desire to release
or publish information regarding scientific or
technical developments conceived or first actually
reduced to practice in the course of or under this
contract. In order that public disclosura of such
information will not adversely affaect tha patent
intarests of DOE or the contractor, patant approval
for release or publication shall ba sacured from
Patent Counsel prior to any such release or
publication.

(g) Forfeiture of rights
invaentions.

(1) The contractor shall forfeit to the
Government, at the request of the Head of the
Agency or designaee, all rights in any subject
invaention which ' the contractor fails to report to
Patant Counsel (with notification by Patent Counsal
to the Contracting Gfficer) within 6 months after
the time the contractor:

in unreported subject

(i) Files or causes to be filed a United States
or foreign patent application thereon; or

(ii) Submits the final report required by

paragraph (@)(2)(iii) of this clause, whichever is
later.

(2) However, the contractor shall not forfeit
rights in a subject invention if, within the time
spacified, in (1)(i) or (1)(ii) of this paraaraph
(g)., the contractor:

(i) prepares a written decisien based upon s
review of the recerd that the inventien was neither
conceived nor first actually reduced to practice in
the course of or under the contract and delivers
the sama to Patent Counsael (with notification by
Patent Gounsel (with notification by Patent Counsel
to the Contracting Officer); or

(i{) contending that the invention is not a
subject invention, the contractor nevertheless
discloses the invention and all facts pertinent ¢to
this contention to the Patent Counsel (uwith
notification by Patent Counsal to the Contracting
Officer); or

(iii) establishes that the failure to disclose
did not result from the contractor's fault or
negligence.

(3) Pending written assignment of the patent
application and patents on a subject invention
determined by the Head of the Agency or designee to
be forfeited (such determination to be a final
decision under the Disputes clause of this
contract), the contractor shall be deemed to hold
the invention and the patent applications and
patents pertaining thereto in trust for the
Government. The forfeiture provision of this
paragraph (g) shall be in addition to and shall not
superseda other rights and remedies which the
Government may have w«ith respect to subject
inventions.

(h) Examination of records relating to invgntions.

(1) The Contrascting Officer or his authorized
reprasentative, until tha expiration of 3 years
aftter final payment under this contract, shall have
the right to examine any books (including
laboratory notebooks), records, documents, and
other supporting data of the contractor which the
Contracting Officer or his authorized
representative ressonably deam pertinent to the
discoveary or identification of subject inventions
or to determine compliance with the requirements of
this clause.

2) The Contracting Officer or authorized
reapresentative shall have the right to examine all
books (including laboratery notebooks), records and
documents of the contractor relating to the
conception or first actual reduction to practice of
inventions in the same field of technology as tha
work under this contract to determine whether any
such inventions are subject inventions, if the
contractor rafuses or fails to?

(i) establish the precedures of paragraph
(e)(1) of this clause; or

(i) maintain and follow such procedures; or

(iti)d corract or sliminate any matarial
deficiency in the procedures wuithin thirty days
after the Contracting Officer notifies the
contractor of such a deficiency.

(1) Withholding of payment (net applicable to
subcontracts).

(1) Any time before final payment of the amount of
this contract, the Contracting Officer may, if he
deems such action warranted, withhold payment until
a reserve not exceeding 850,000 or 5 percent of the
amount of this conract, whichever is lass, shall
have been set aside if in his ' opinion the
contractor fails to: :

(i) establish, maintain and follow affective
procedures for identifying and disclosing subject
tnventions pursuant to paragraph (e)(1l) of this
clause; or

(ii) disclose any subject invention pursuant to
paragraph (@)(2)(i) of this clause, or

(1ii) deliver the interim reports pursuant to
paragraph (@)(2)(ii) of this clause; or

Civ) provide the information regarding
subcontracts pursuant to paragraph (j)(5) of this
clause; or



(v) convey te tha Government, using @
DOE-approved form, the title and/er rights of the
Government in sach subject invention as required by
this clause.

“(2) The reserve or balance shall be withheld until

.the Contracting Officer has detarmined that the
contractor has rectified whatever deficiences exist
and hss delivered all reports, disclosures, and
other information foquirld by this clause.

(3) Final payment under this contract shall not be
made by the Contracting Officer befors the
contractor delivers to Patent Counsel all
disclosures of subject inventions and other
information required by (@)(2)(i) of this clause,
the final report required by (@)(2)(iii) eof this
clause, and Patent Counsel has issued a patent
clearance certification to the Contracting Officer.

(4) The Contracting Officer may, in his
discretion, dacrease or increase the sums withheld
up to the maximum authorized above. If the
contractor is a non-profit organization, the
maximum amount that may be withheld under this
paragraph shall not exceed $50,000 or 1 percent of
the amount of this contract, whichaver is less. No
amount shall be withheld under this paragraph while
the amount specified by this paragraph is being
withheld undar other provisions of the contract.
The withholding of any amount or subsequent payment
thereof shall not be construed as a waiver of any
rights accuring to the Government under this
contract.

(j) Subcontracts.

(1) For the purpose of this paragraph the term
"econtractor" means the party awarding a subcontract
and the term "subcontractor” means the party being
awarded a subcontract, regardless of tier.

(2) Unless otherwise authorized or directed by tha
Contracting Officer, the contractor shall include
the Patent Rights clause of 41 CFR 9-9.107-5(a) or
41 CFR 9-9.107-6 as appropriate, modified to
identify the parties in any subcontract hereunder
having as a purpose the conduct of research,
development, or demonstration work. In the svent
of a refusal by a subcontractor to accept this
clause, or if in the opinien of the contractor this
clause is inconsistent with DOE's patent policies,
the contractor: .

(i) shall promptly submit written notice to the
Contracting Officer setting forth reasons for the
subcontractor refusal and other partinent
information which may expeadite disposition of the
matter; and

(ii) shall not procead with the subcontr.eé
without the written authorization of the
Contracting Officer.

(3) Except as may be otharwise provided in this
clause, the contractor shall not, in any
subcontract by using a subcontract as consideration
therefor, acquire any rights in its subcontractor's
subject invention for the contractor's own use (as
distinguished from such rights as may be required

solely to fulfill the contractor’s contract
obligations to the Government in the performance of
this contract).

4) All invantion disclosures, reports,
instruments, and other information required to be
furnished by the subconractor to DOE, under the
provisions of a Patent Rights clause in any
subcontract hereunder may; in the discretion of the
Contracting Officar, be furnished to the contractor
for transmission to DOE

(5) Tha contractor shall promptly notify the
Contracting Officer in writing upon the award of
any subgontract containing a Patent Rights clause
by identifying the subcontractor, the work to be
parformed under the subcontract, and the datas of
award and estimated completion. Upon tha request
of the Contracting Officer, the contractor shall
furnish a copy of the subcontract.

(6) The contractor shall identify all subject
inventions of the subcontractor of which it
acauires knowledge in the performance of this
contract and shall notify the Patent Counsel (with
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(7) It is understeed that the Gevermment is a
third party beneficiary of any subgentract clause
granting rights te the Gevernment {in  subject
inventions, and the contractor hereby assigns to
the Governmant all rights that the contractor would
have to anforce the subcontractor's obligations for
the benefit of the Government with raespect ¢to
subiect ‘inventions. The contractor shall not be
obligated to enforce the agresments of any
subcontractor hereunder relating to the obligations
of the subcontractor to the Government regarding
subject inventions.

(k) Background Patents.

{1) “Background Patent™ means a domastic patent
covering an invention or discovery which is not a
subject invention and which is owned or controllaed
by the contractor at any tima through the
completion of this contract:

(i) Which the contractor, but not the Government,
has the right to license to others wi thout
obligation to pay royalties thereon, and

(ii) Infringement of which cannot reasonably be
avoided upon the practice of any specific procass,
method, machine, manufacture or composition of
matter (including relatively minor medifications
thereo?) which is a subjsct of the research,
development, or demonstration work performed under
this contract.

(2) The contractor agreas to and does hareby grant
to the Government a royalty-free, nonexclusive,
license undear any background patent for purposas of
practicing a subject of this contract by or for the
Government in research, developmaent, and
demonstration work only.

(3) The contractor also agrees that upon written
application by DOE, it will grant to responsible
parties for purposes of practicing a subject of
this contract, nonexclusive licenses undsr any
background patent on terms that are reasonable

under the circumstances. If, however, the
contractor beliaves that aexclusive or partially
exlusive rights are necessary to achieve

expeditious commercial developmant or utilization,
then a.request may be made to DOE for DOE approval
of such licensing by the contractor.

(%) Notwithatanding the foregoing paragraph
(k)(3), the contractor shall not be obligated to
license any background patent if the contractor
demonstrates to the satisfaction of the Head of the
Agency or designee that:

(i) a compatitive alternative to the subject
matter covered by said background patent is
commercially available or readily introducible from
one or more other sources; or

(i1) the contractor or its licenseas are
supplying the subject matter covered by said
background patent in sufficient quantity and at
reasonable prices to satisfy market needs, or have
takan effective steps or within a reasonable time
are expected ¥o take affective steps to so supply
the subject matter.

(1) Atomic energy.

(1) No claim for pecuniary award or _compensation
under the provisions of the Atomic Energy Act of
1954, as amencded, shall be asserted by the
contractor or its aemployees with respact to any
invention or discovery made or conceived in the
course of or under this contract.

(2) Exceapt as otherwise authorized in writing by
the Contracting Officer, the contractor will obtain
patent agreements to effectuate the provisions of
paragraph (1)(1) of this clause from all persons
who perform ‘any part of the work under this
contract, aexcept nontechnical personnel, such as
clerical employees and manual laborers.

(m) Limitation of rights.

Nothing contained in this patent rights clause
shall be deemed to give the Governmant any rights
with respect te any invention other than a subject
invantion except as set forth in the Patent Rights
clause of this contract with respect to background
patonts and, if included, the facilities licences.



2. DOE PR 9-9.107-¢ PATENT RIGHTS - SHORT FORM
(DEC 1981)

NOTE: This clause applies to this
contract only if chosen elsewhere
tn this contract.

(a) Definitions.

(1) "Subject invention™ means any invention or
discovery of tha contractor conceived or first
actuaslly reduced to practice in the course of
performance of or under this contract, and includes
any art, mathod, process, machine, manufacture,
design, or composition of matter, or any new and
usaful improvement theareof, or any variety ot
plants, whether patented, under the patent laus of
the United States of America or any foreign
country.

(2) "Patent Counsel™ means the DOE Patent Counsel
assisting the procuring activity.

(b) Invention disclosures and reports.

(1) The contractor shall furnish the Patent
Counsel (with notification by Patent Counsel to the
Contracting Officer):

(i) A written report containing full and complete
technical information concerning each subject
inveantion within 6 months after conception or first
actual reduction to practice but in any event prior
to any on sale, public use, or public disclosure of
such invention known to the contractor. Tha report
shall identify the contract and inventor and shall
be sufficiently complate in technical detail and
appropriataly illustrated by sketch or diagram to
convey to one skilled in the art to which the
invention partains a clesar understanding of the
nature, purposa, operation, end to the extent
known, the physical, chemical, biolegical, or
electrical characteristics of the invention;

(ii) Upon request, but not more than annvally,
interim reports on a DOE-aporoved form listing
subject inventiens for that period and certifying
that all subject inventions have been disclosed or
that there were no such inventions: and

(iii) A final report on a DOE-approved form within
3 months after completion of the contract work
listing all subject inventions and certifying that
all subject inventions have been disclosed or that
there were no such inventions.

(2) The contractor agrees that the Government may
duplicate and disclose subject invention
disclosures and all other reports and papers
furnished or raquired to be furnished pursuant to
the contract.

t(c) Allocation of principal rights.
(1) Assignment to the Government.

The contractor agrees to assian to the Government
the entire right, titla, and interest throughout
the world in and to sach subject invention, except
to the extent that rights and retained by the
c:ntr.ctor under parsgraphs (c)(2) and (d) of this
clause. -

2) Groatgr rights determination.

The contractor, or the employee-inventor with
authorization of the contractor, nay requast
greaatar rights than the nonexclusive’ license and
the foreign patent rights provided in paragraph (d)
of this clause on identified invantions in
accordance wmith the precedure and criteris of 41
CFR 9-9.109-6(d). A reauest for s determination of

whather the contracter or the smpleyee-inventor is
entitled teo retain suech greater rights must be
suhmitted to the Patent Ceunsel (mith notification
by Patent Counsel to the Contracting 0fficer) at
the time of the first disclosure of the invention
pursuant to paragraph (b)(1) of this clause or not
later than 9 months after conception or first
actual reduction to practice, whichever occurs
first, or such longer period as may be authorized
by the Patent Counsel (with notification by Patent
Counsel to the Contracting Officer) for good cause
shouwn in writing by the contractor. The
information to be submitted for a greater rights
determination is specified in 41 CFR 9-9.109-6(e).

(d) Minimum rights to the contractor.

The contractor resarves & revocable, nonexclusive,
paid-up license in sach patent application filed in
any country on a subject invaention and any
resulting patent in which the Government acquires
title. Ravocation shall be in accordance with the
procedure of paragraphs (c)(2) and (3) of the
clause in 41 CFR 9-9.107-5(a). The contractor also
has the right to reaquest foreign rights in
accordance with the procedures of paragraph (¢c)(4)
of the clause in ¢1 CFR 9-9.107-5(a).

(e) Employee and subcontractor agreements.

Unless otherwise authorized in writing by the
Contracting Officer, the contractor shall:

(1) Obtain patent agreements to effactuate the
provisions of the Patent Rights clause from all
persons who perform any part of the work undar this
contract aexcept nontechnical personnel, such as
clerical employees and manual laborers.

(2) Unless otherwise suthorized or directad by the
Contracting Officer, the contractor shall include
the Patent Rights clause cf 41 CFR 9-9.107-5(a) or
4] CFR 9-9.107-6, as appropriate, modified to
identify the parties in any subcontract hereunder
having as a purpose the conduct of research,
development, or demonstration work, and

(3) Promptly notify the Contracting Officer in
writing upon the award of any subcontract
containing a Patent Rights clause by identifying
the subcontractor, the work to be performed under
the subcontract, and the dates of award and
estimated completion. Upon the request of the
Contracting Officer, the contractor shall furnish a
copy of the subcontract to such reguester.

() Atomic energy.

i
(1) No claim for pecuniary award or compensation
under the provisions of the Atomic Energy Act of
19564, as amanded, shall be asserted by the
contractor or its employees with respect to any
inventions or discovery made or conceived in the
course of or undar this contract.

(2) Except as otherwise authorized in writing by
the Contracting Officar, the contractor will obtain
patent agrasments to effectuate the provisions of
paragraph (f)(1) of the clause from all persens who
perform any part of the work under this contract,
except nontachnical persannel, such as clarical
employees and manual laborers.

(@) Publication.
In order that information concerning scientific or

technical developmants conceaived or first actually
reduced to practicea in tha course of or under the

‘contract is not prematurely published 3o as to

adversely affect patent interest of DOE, the
Contractor agreas to submit to the Patent Counsel
for patent review a copy of each paper 60 days
period prior to its intended publication date. The
Contractor may publish such information after
expiration of a 60-day period following such
submission or prior therete if specifically
approved by the Patent Counsel, unless the
Contractor is {(nformed (in writing within the
60-day peried) that in order to protect patantable
subject matter, publication must further be
delayed. In this event, publication shall be
delayed  up toc 100 days beyond the 60-day period or
such longer period as mutually agreed to.



RC. A-126 PATENT RIGHTS-SMALL BUSINESS
3. g::ﬂgf MEMO. NO.1 FIRMS OR NONPROFIT
ORGANIZATIONS

C(APR 1984).

NOTE: This clause applies to this contract
only if the contractor is a domestic
- small business or domestic qonprofnt
organization at the time of

contracting.

(a) Datinitions.

(1) "Invention™ means any invention or discovery
which is or may be patentable or otherwise
protectable under Title 3% of the United Stataes
Code (U.S.C.).

(2) "Subject Invention™ means any invention of the
contractor conceived or first actually reduced to
practice in the performance of work under this
contract.

(3) "Practical Application™ means to manufacture
in the case of a composition or product, to
practice in the casa of a process or method, or to
operate in the case of & machine or system; and, in
each case, under such conditions as to establish
that the invention is wutilized and that its
benefits are, to tha extent permitted by law or
Government regulations, available to the public on
reasonable terms.

(4) "Mada™ when used in relation to any invention
means the conception or first actual reduction to
practice of such invention.

(5) "Small Business Firm" maeans a domaestic small
business concern as dafinaed at Section 2 of Public
Law 85-536 (13 UscC 632) and implementing
ragulations of the Administrater of the Small
Business Administration. For the purpose of this
clause, the size standard for small business
concerns involved in Government procurement,
containad in 13 CFR 121.3-8, and in subcontracting,
contained in 13 CFR 121.3-12, will ba used.

(6) "Nonprofit Organization®™ means a domastic
university or othar institution of highar education
.or an organization of the type described in section
501(e)(3) of the Intarnal Revenue Code of 1954 (26
USC 501(c)) and exempt from taxation under saection
501(a) of the Internal Revenua Code (26 USC. 501(a))
or any domestic nonprofit scientific or educational
organization qualified under a state nonprofit
organization statute.

(7) "Patent Counsel™ means tha Department of
Energy (DOE) patent counsel assisting the DOE
contracting activity.

(b) A_Lu.um_g.f_zd.%s.i.aurumh The contractor
may raetain the entire right, title, and interast
throughout the world to each subject invention
subject to the provisions of this clause and 35 USC

203. With respect to any subject invention in
which tha contractor retains title, the Faederal
Government shall have a nonexclusive,

nontransferable, irrevocable, paid-up license teo
practice or have practiced for or on behalf of the
Unli;d States the subject invention throughout the
world.
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(1) Thae contractor will disclose each subject
invention to the Patent Counsel within two months

after the inventor discloses it in writing to.

contractor ' personnel responsible for the
administration of patent matters. The disclosure
to the Patent Counsel shall be in the form of a
written report and shall identify the contract
under which the invention was made and the
inventor(s). It shall be sufficiently complete in
tachnical detail to convey a clear understanding,
to the extent known at the time of the disclosure,
of the nature, purpose, operation, and the
physical, chamical, biological or electrical
characteristics of the invention. The disclosure
shall also identify any publication, on sale or
oublic use of ¢the invention and whether a
manuscript describing the invention has been
submitted for publication and, if so, whather it
has been accepted for publication at the time of
gtfclgsgr.. !n addition, after disclosure to the

Llc mcalbaactaa .3V
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(2) The contractor will elect in writing whether
or not to retain title te any sueh invention by
notifying the Patent Counsel within twalve months
of disclosure to contractor personnel responsible
for patent matters; provided that in any casa where
publication, on sale or public use has initiated
the one year statutory period wherein valid patent
protection can still be obtained in the United
States, the period for slection of title terminates
sixty days prior to the end of the statutory
period.

(3) Thae contractor xill file its initisl patent
application on an elected invention within two
years after election or, if earlier, prior to the
end of any statutory period wherein valid patent
protection can be obtained in the United States
after a publication, on sale, or public use. The
contractor will file patent applications in
additional countries within either ten monthas of
the corresponding initial patent application or six
months from the date permission is granted by the
Commissioner of Patents and Trademarks to file
foreign patent applications where such filing has
been prohibited by a Secrecy Order.

(4) Requasts for extention of the time for
disclosure to the Patent Counsel, election, and
filing, may, at the discretion of tha Patent
Counsel be granted.

(d) ggggwumm

The contractor will convey teo DOE, upon
written request, title to any subject invention:

(1) I¥ the contractor fails to disclose or elect
the subject invention within the times specified in
(c) above, or elects not to retain title. The
agency may only request ¢title within sixty days
after learning of the contractor's failure to
report or elect within the specified times.

(2) In those countries in which the contractor
fails to file patent applications within the times
spacified in (c) above; provided, however, that if
the contractor has filed a patent application in a
country after the timas specified in (c) above but
prior _to its receipt of the written request of the
Patent Counsel, the contractor shall continue to
ratain title in that country; or

(3) In any country in which the contractoer
dacides not to continue the prosectuion of any

application for, to pay the maintenance fees on, or
defend in a reexamination or opposition proceeding
on, a patent on a subject invention.

(e) Minimum rights to contractor,

(1) The contractor will retain a nonexclusive,
royalty-free license throughout the world in each
subject invention to which tha Government obtains
title except if the contractor fails to disclose
the subject invention within the time specified in
(c) above. The contractor's license extands to its
domastic subsidiaries and affiliates, if any,
within the corporate structure of which the
contractor is &8 part and includes the right to
grant sublicenses of the same scope to the extent
the contractor uwas legally obligated to do so at
the time the contract was awarded. Tha license is
transferable only with the approval of DOE except
when transferred to the successor of that part of
th.t Eontractor's business to which the invention
pertains. . ‘

(2) The contractor's domestic license may ba
ravoked or modified by DOE to the extant necassary
to achieve expeditious practical application of the
subject invention pursuant to an application for an
exclusive license submitted in accordance with 10
CFR Part 781 and 41 CFR 101-4, This license will
not be revoked in that field of use or the
geographical areas in which the contractor has
achieved practical application and continues to
maka the benefits of the invention reasonably
sccessible to the public. The license in any
foreign country may be revoked or modified at the
discretion of DOE to the extent the contractor, its
licensees, or its domestic subsidiaries or
affiliates have failed to achieve practical
application in that foreign country.



(3) Before ravecation or modification of the
license, DOE will furnish the contracter a written
notice of its intention te revoke or modify the
license, and the contractor will be allowed thirty
days (or such other time as may be authorized by
DOE for gocod cause shown by the contractor) after
the notice to show cause why the license should not
be revoked or modified. The contractor has the
right to appesl, in accordance with 10 CFR Part
781, any decision concerning the ravocation or
modi fication of its license. ’
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(1) The contractor agrees to execute or to have
eaxecuted and promptly deliver to the Patent Counsal
all instruments necessary to:

(§) Establish or the  rights the
Government has throughout the world in those
:ggzoct igvontions for which the contractor retains

e, an

confirm

(ii) Convey title to DOE when reauested under (d)
above and to enable the Government to obtain patent
7rot¢:§ion throughout the world in that subject

nvention.

(2) The contractor agrees to require, by written
agreemant, its smployees, other than clerical and
nontechnical employees, to disclose promptly in
writing to personnel identified as responsible for
the administration of patent matters and in a
format suggested by the contractor esach subjact
invention made under this contract in order that
the contractor cen comply with the disclosure
provisions of (c) above and to execute all papers
nacessary to file patent applications on subject
inventions. The disclosure format should require,
as & winimum, the information requeasted by (e)(1)
above. The contractor shall instruct such
employess through the aemployee agreements or
suitable educational programs on the importance of
reporting inventions in sufficient tima to permit
the filing of patent applications prior to United
States or foreign statutory bars.

(3) The contrector will notify the Patent Counsel
of any decision not to continue prosecution of a
patant spplication, pay maintenance fees, or defend
in a reexamination or opposition proceeding on a
patant, in any country, not less than thirty days
before the aexpiration of the responsa period
required by the relevant patent office.

(&) The contractor agreas to include, within the
specification of any Uni ted States patent
application and any patent issuing thereon covering
a subjsct invantion, the following statement, "This
invention was made with Government support under
(identify the contract) awardad by the Department
of Energy. The Govarnmant has certain rights in
this invention."

(5) The contractor agrees to:

(i) Provide a report prior to tha close-out of
the contract listing all subject inventions;

(i1) Provide notification of all subcontracts
under this contract for experimental,
develogmental, demonstration, or research work, the
identity of the patent rights clause therein, and
copy of sach subcontract upon request;

(iii) Provide promptly a copy of the patent
application, filing data, serial number, patent
number and issue data for any subject invention in
any country in which the contractor has applied for
a patant.

(g) Subcontracts.

(1) The contractor will include this clause,
suitably modified to identify the parties, in all
subcontracts, regardless of tier, for experimaental,
developmantal or research work to be performed by a
small businass firm or a domestic nonprofit
organization. The subcontractor will retain all
rights provided for the contractor in this clausae,
and the contractor will not, as part of the
considearation for awarding tha subcontract, obtain
rights in the subcontractor's subject inventions.

(2) The contracter will include in all other
subcontracts, regardless eof tier, fer experimental,
developmantal, demenstration, or research work the
patent rights clause of 41 CFR 9-9.107-3(a) or
9-9.}07-6. as appropriate, modified to identify the
parties:

(3) In the case of a subcontract at any tier, DOE,
the subcontractor, and the contractor agree that
the mutual obligations of the parties created by
this clause constitute a contract between the
subcontractor and DOE with respect to those matters
covared by this clause.

(h) Reporting on utilization of sub-
s L

Thae contractor agrees to submit on request periods
reports no more frequaently than annually on the
utilization of a subject invantion or on efforts at
obtaining such utilization that are being made by
the contractor or its licensees or assignees. Such
reports shall include information regarding the
status of development, date of first commercial
sale or use, gross royalties received by the
contractor, and such other data and information as
DOE may reasonably specify. The contractor also
agrees to provide additional reports as may be
requested by DOE in connection with any march-in
proceeding undertaken by DOE in_ accordance with
psragraph (j) of this clause. To the extent data
or information supplied under this section is
considered by the contractor, its licensea or
assignee to be privileged and confidential and is
so marked, DOE agrees that, to the extant permitted
by law, it will not disclose such information to
parsons outside the Government.

(i) Preference for United States industry.

Notwithstanding any other provision of this cl-use,
the contractor agrees that neither it nor any
assignae will grant to any person the exclusive
right to use or sell any subject invention in the
United States unless such person agreses that any
products embodying the subject invention  or
produced through the use of the subject invention
will be manufactured substantially in the United
States. Howaver, in individual cases, the
raquirement for such an agreement may be waived by
DOE upon a showing by the contractor or its

assignee that reasonable but unsuccessful efforts
have been made to grant licenses on similar tarms
to potential licansees that would be likely to
manufacture substantially in the United States or
that under the circumstances domastic manufacture
is not commarcially feasiblae.

(3) March-in rights.

The contractor agrees that with respect to any
subject invention in which it has acauired title,
DOE has the right in accordance with the procedures
in OMB Circular A-124 to require the contractor, an
assignee or exclusive licensee of a subject
invention to grant a nonaexclusive, partially
exclusive, or exclusive license in any field of use
to & responsible applicant or applicants, upon
terms that are reasonable under the circumstances,
and if the contractor, assignee, or exclusive
licensee refuses such a requast, DOE has the right
to grant such a licensa itsaelf if DOE determines
that!

(1) Such action is necessary bacause the
contractor or assignea has not taken, or is not
expected to take within a resasonahle time,
effective steps to achieve practical application of
the subject invention in such field of use;

(2) Such action is necassary to alleviate health
or safety neaeds which are not reasonably satisfied
by the centractor, assignee, or their licenees;

(3) Such action is necessary to mest requiremants
for public use specified by federal regulations and
such requirements are not reasonably satisfied by
the contractor, assignae, or licensees; or

(4) Such action is necassary because tha agreement
raequired by (i) of this clause has not been
obtained or waived or bacause a licensee of the

exclusive right to use or 3sell any subject
fmvmanbinn im +ha Mnidtad Q+abtaa fiqa in hroarh Anf ecrhk
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1¢ the contractor is @ nonprofit organization, it
agrees that!

(1) Rights to a subject invention in the United
statas may not be assigned without the aporoval of
DOE, except where such assignment is made to an
organization which has as -one of its primary
functions the management of inventions and which is
not, itself, engaged in or does not hold a
substantial interest in othar organizations angagad
in the manufacture or sale of products or the use
of processes that might utilize the invention or be
in compatition with embodiments of tha invention
(provided that such assignee will be subjaect to the
same provisions as the contractor);

(2) The contractor may not grant exclusive
licenses under United States patents or patent
applications in subject inventions to persons other
than small business firms for a period in excass of
the earlier of:

(i) Five years from first commerical sale or use
of the invention; or

(ii) Eight years from the date of the exclusive
licanse excepting that time bafore regulatory”
agsncies necessary to obtain premarkaet clearance,
unless on a case-by-case basis, DOE approves a
longer exclusive license. If exclusiva fiald of
use licenses are granted, commaercial sale or usa in
one field of use will not be deemaed commarcial sala
or use as to other fialds of use, and a first
commercial sale or use with respact to a product of
the invention will not be deemed to end tha
exclusive period to differeant subsequent products
coverad by the invention;

(3) The contractor will share royalties collectaed
on a subject invaention Wwith the inventor; and

(4) The balance of any royalties or incoma earned
by the contractor with raespect to subject
inventions, after payment of expanses (including
paymaents to inventors) incidental to the

ad@ipistration of subject inventions, will be
utilized for the support of scientific research or
education.

1) ggmnanlsgjigng. The DOE central point of
contact or communications or matters relating to
this clause is tha Patent Counsel.



Department of Energy

Savannah River Operations Office
PO. Box A ,

Aiken, South Carolina 29802

August 20, 1985

Lieutenant Colonel F. Lee Smith
Commander

U. S. Army Corps of Engineers
Charleston District

P. 0. Box 919

Charleston, SC 29402

Dear Colonel Smith:

Enclosed for your retention is one fully executed copy of the following:

Interagency Agreement DE-AI09-85SR14066 with the U. S. Department
// of Energy

Sincerely,

“Konald D. Simpson, Chief

Contracts and Procurement Branch
Contracts and Services Division

Enclosure



