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This CIB transmts a contract clause and two assi stance
provisions to be included in awards invol ving experinental,
devel opnmental , or research work. (As used in this CIB

devel opnental work neans the type of work under which
sonet hi ng patentable m ght be invented.) The contract clause
and one assi stance provision provide guidance to the awardee
on reporting patent information, including howto file using
the reporting and tracking system devel oped by the Nati onal

I nstitutes of Health.

The second assistance provision reinstates the Patent Rights
provi sion that was previously a standard provision for

assi stance awards. W deleted the provision because OMB A-110
and Reg. 26 specify that 37 CFR Part 401 is applicable to

assi stance awards, but we have since decided that it wll
ensure better conpliance with patent requirenents if the
provision remains a part of the award.

Attachment 1 is the contract provision. It nust be included
whenever FAR cl ause 52.227-11 or 52.227-12 is required. The
assi stance provisions, Attachnents 2 and 3, are applicable
whenever an award finances experinental, devel opnental or
research activities.

For current contracts that contain patent clauses and grants
and cooperative agreenents that either include the patent
provi sion or involve experinental, devel opnental, or research
wor k, pl ease include the new cl ause/ provision on reporting
procedures the next tine the award i s nodifi ed.
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Fi nal Patent Reports: The contract clause and assi stance

provi sion on reporting provide for the Cognizant Techni cal
Oficer to receive patent reports fromthe contractor or

reci pient. Wien the patent clause or provision is included in
an award, the responsible Contract/Agreenent O ficer shall
ensure that the request for closeout indicates whether or not
t he Cogni zant Technical O ficer has received a final patent
report or indicates that none is required.



ATTACHMENT 1

CONTRACT CLAUSE - PROCEDURES

752.227-70 Pat ent Reporting Procedures (Aug 1999)

The followng clause is required to be in USAID contracts
whenever the clause at FAR 52.227-11 or FAR 52.227-12 is
i ncl uded:

(a) Reporting inventions. |In accordance with 37 CFR Part
401, each USAI D-funded research recipient nmust disclose each
subj ect invention to USAID as required in FAR 52.227-11(c) or
52.227-12(c). Such reports shall be nmade via the National
Institutes of Health (NIH) EDI SON Patent Reporting and
Tracki ng system N H created EDI SON to hel p assi st research
recipients to conply with the Bayh-Dole Act and report in a
timely manner all patentable inventions arising out of
Federal | y-sponsored research prograns. The EDI SON system uses
Web technology to all ow research recipients to report and
monitor their invention reports, with the assurance that
proprietary data is securely stored. The Wb site for ED SON
(http://wwv. i edi son.gov) provides users with an invention
reporting test site, as well as applicable instructions for
conplying with governnent regul ations and increases the
potential for successful commercialization of the inventions
by helping to ensure that all reporting requirements are net
and that ownership rights are clearly established.

(b) Reports on utilization of subject inventions as required
under FAR 52.227-11(h) or FAR 52.227-12(h) shall be provided
to the USAI D Cogni zant Technical Oficer annually, and the

| ast report under an agreenent shall be provided within 90
days of the expiration of the agreenent.


http://www.iedison.gov/

ATTACHMENT 2
ASSI STANCE PROVI SI ON - PROCEDURES

PATENT REPORTI NG PROCEDURES ( AUGUST 1999)

(This provision is applicable whenever the PATENT RI GHTS
provision is included in the agreenent.)

(a) Reporting inventions. |In accordance with 37 CFR Part
401, each USAI D-funded research recipient nmust disclose each
subject invention to USAID as required in the PATENT Rl GHTS
provi sion. Such reports shall be made via the National
Institutes of Health (NIH) EDI SON Patent Reporting and
Tracking system N H created EDI SON to hel p assi st research
recipients to conply with the Bayh-Dole Act and report in a
timely manner all patentable inventions arising out of
Federal | y-sponsored research prograns. The EDI SON syst em uses
Web technology to all ow research recipients to report and
monitor their invention reports, with the assurance that
proprietary data is securely stored. The Wb site for ED SON
(http://wwv. i edi son.gov) provides users with an invention
reporting test site, as well as applicable instructions for
conplying with governnent regul ations and increases the
potential for successful commercialization of the inventions
by helping to ensure that all reporting requirements are net
and that ownership rights are clearly established.

(b) Reports on utilization of subject inventions as required
under the PATENT RI GHTS provision shall be provided to the
USAI D Cogni zant Technical Oficer annually, and the | ast
report under an agreenent shall be provided within 90 days of
the expiration of the agreenent.
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ATTACHMENT 3
ASSI STANCE PROVI SI ON

PATENT RI GHTS  (AUGUST 1999)

(This provision is applicable whenever the agreenent finances
research activities, or patentable processes or practices.)

(a) Definitions

(1) I'nvention neans any invention or discovery which is or
may be patentable or otherw se protectable under Title 35 of
the United States Code, or any novel variety of plant which is
or may be protected under the Plant Variety Protection Act (7
U S . C 2321 et seq.).

(2) Subject invention nmeans any invention of the recipient
conceived or first actually reduced to practice in the
performance of work under this agreenent, provided that in the
case of a variety of plant, the date of determi nation (as
defined in section 41(d) of the Plant Variety Protection Act,
7 U S.C. 2401(d)) nust al so occur during the period of
per f or mance.

(3) Practical Application nmeans to manufacture in the case
of a conposition or product, to practice in the case of a
process or nethod, or to operate in the case of a nmachine or
system and, in each case, under such conditions as to
establish that the invention is being utilized and that its
benefits are, to the extent permtted by | aw or gover nment
regul ati ons, available to the public on reasonable terns.

(4) Made when used in relation to any invention neans the
conception or first actual reduction to practice of such
i nvention.

(5) Small Business Firmmeans a small business concern as
defined at section 2 of Pub. L. 85-536 (15 U.S.C. 632) and
i npl ementing regul ations of the Adm nistrator of the Snmal
Busi ness Adm ni stration. For the purpose of this clause, the
size standards for small business concerns involved in
gover nnent procurenent and subcontracting at 13 CFR 121. 3-8
and 13 CFR 121.3-12, respectively, wll be used.

(6) Nonprofit Organization neans a university or other
institution of higher education or an organization of the type
described in section 501(c)(3) of the Internal Revenue Code of
1954 (26 U.S.C. 501(c) and exenpt fromtaxation under section
501(a) of the Internal Revenue Code (25 U . S.C. 501(a)) or any
nonprofit scientific or educational organization qualified
under a state nonprofit organi zation statute.



(b) Allocation of Principal Rights

The recipient may retain the entire right, title, and
i nterest throughout the world to each subject invention
subject to the provisions of this clause and 35 U. S.C. 203.
Wth respect to any subject invention in which the recipient
retains title, the Federal governnment shall have a
nonexcl usi ve, nontransferable, irrevocable, paid-up license to
practice or have practiced for or on behalf of the United
States the subject invention throughout the world.

(c) I'nvention Disclosure, Election of Title and Filing of
Pat ent Application by Recipient

(1) The recipient will disclose each subject invention to
t he Federal Agency within two nonths after the inventor
discloses it in witing to recipient personnel responsible for
patent matters. The disclosure to the agency shall be in the
formof a witten report and shall identify the agreenent
under which the invention was nmade and the inventor(s). It
shall be sufficiently conplete in technical detail to convey a
clear wunderstanding to the extent known at the tinme of the
di scl osure, of the nature, purpose, operation, and the
physi cal, chem cal, biological or electrical characteristics
of the invention. The disclosure shall also identify any
publication, on sale or public use of the invention and
whet her a manuscri pt describing the invention has been
submtted for publication and, if so, whether it has been
accepted for publication at the tine of disclosure. In
addition, after disclosure to the agency, the recipient wll
pronptly notify the agency of the acceptance of any manuscri pt
describing the invention for publication or of any on sale or
public use planned by the recipient.

(2) The recipient will elect in witing whether or not to
retain title to any such invention by notifying the Federal
agency within two years of disclosure to the Federal agency.
However, in any case where publication, on sale or public use
has initiated the one year statutory period wherein valid
patent protection can still be obtained in the United States,
the period for election of title may be shortened by the
agency to a date that is no nore than 60 days prior to the end
of the statutory peri od.

(3) The recipient will file its initial patent application
on a subject invention to which it elects to retain title
within one year after election of title or, if earlier, prior
to the end of any statutory period wherein valid patent
protection can be obtained in the United States after a
publication, on sale, or public use. The recipient will file
pat ent applications in additional countries or international
patent offices within either ten nonths of the correspondi ng



initial patent application or six nonths fromthe date
perm ssion is granted by the Comm ssioner of Patents and
Trademarks to file foreign patent applications where such
filing has been prohibited by a Secrecy Order.

(4) Requests for extension of the tinme for disclosure,
el ection, and filing under subparagraphs (1), (2), and (3)
may, at the discretion of the agency, be granted.

(d) Conditions Wien the Governnment May Qbtain Title

The recipient will convey to the Federal agency, upon
witten request, title to any subject invention--

(1) If the recipient fails to disclose or elect title to the
subj ect invention within the tines specified in (c), above, or
elects not to retain title; provided that the agency may only
request title within 60 days after learning of the failure of
the recipient to disclose or elect wthin the specified tines.

(2) I'n those countries in which the recipient fails to
file patent applications within the tines specified in (c)
above; provided, however, that if the recipient has filed a
patent application in a country after the tinmes specified in
(c) above, but prior toits receipt of the witten request of
t he Federal agency, the recipient shall continue to retain
title in that country.

(3) I'n any country in which the recipient decides not to
continue the prosecution of any application for, to pay the
mai nt enance fees on, or defend in reexam nation or opposition
proceedi ng on, a patent on a subject invention.

(e) MninmumRights to Recipient and Protection of the
Reci pient Right to File

(1) The recipient will retain a nonexclusive royalty-free
i cense throughout the world in each subject invention to
whi ch the Governnent obtains title, except if the recipient
fails to disclose the invention within the tines specified in
(c), above. The recipient's |icense extends to its donestic
subsidiary and affiliates, if any, within the corporate
structure of which the recipient is a party and includes the
right to grant sublicenses of the sanme scope to the extent the
recipient was legally obligated to do so at the tinme the
agreenment was awarded. The license is transferable only with
t he approval of the Federal agency except when transferred to
t he sucessor of that party of the recipient's business to
whi ch the invention pertains.

(2) Th recipient's donestic |icense may be revoked or
nodi fied by the fundi ng Federal agency to the extent necessary
to achi eve expeditious practical application of the subject



i nvention pursuant to an application for an exclusive |icense
submtted in accordance with applicable provisions at 37 CFR
part 404 and agency licensing regulations (if any). This
license will not be revoked in that field of use or the
geographical areas in which the recipient has achieved
practical application and continues to nmake the benefits of
the invention reasonably accessible to the public. The license
in any foreign country may be revoked or nodified at the

di scretion of the funding Federal agency to the extent the
recipient, its licensees, or the donmestic subsidiaries or
affiliates have failed to achieve practical application in
that foreign country.

(3) Before revocation or nodification of the |license, the
fundi ng Federal agency will furnish the recipient a witten
notice of its intention to revoke or nodify the license, and
the recipient will be allowed thirty days (or such other tine
as may be authorized by the funding Federal agency for good
cause shown by the recipient) after the notice to show cause
why the |icense should not be revoked or nodified. The
reci pient has the right to appeal, in accordance with
applicable regulations in 37 CFR part 404 and agency
regul ations (if any) concerning the |icensing of Governnent-
owned i nventions, any decision concerning the revocation or
nodi fi cation of the |icense.

(f) Recipient Action to Protect the Governnent's Interest

(1) The recipient agrees to execute or to have executed
and pronptly deliver to the Federal agency all instrunents
necessary to (i) establish or confirmthe rights the
Gover nment has throughout the world in those subject
inventions to which the recipient elects to retaintitle, and
(ii) convey title to the Federal agency when requested under
par agraph (d) above and to enable the government to obtain
patent protection throughout the world in that subject
i nvention.

(2) The recipient agrees to require, by witten agreenent,
its enpl oyees, other than clerical and nontechnical enployees,
to disclose pronptly in witing to personnel identified as
responsi ble for the admnistration of patent matters and in a
format suggested by the recipient each subject invention made
under contract or agreenent in order that the recipient can
conmply with the disclosure provisions of paragraph (c), above,
and to execute all papers necessary to file patent
applications on subject inventions and to establish the
governnent's rights in the subject inventions. This disclosure
format should require, as a mninmum the information required
by (c)(1), above. The recipient shall instruct such enpl oyees
t hrough enpl oyee agreenents or other suitable educational
prograns on the inportance of reporting inventions in



sufficient time to permt the filing of patent applications
prior to U S. or foreign statutory bars.

(3) The recipient will notify the Federal agency of any
deci sions not to continue the prosecution of a patent
application, pay maintenance fees, or defend in a
reexam nati on or opposition proceeding on a patent, in any
country, not less than thirty days before the expiration of
the response period required by the rel evant patent office.

(4) The recipient agrees to include, within the
speci fication of any United States patent applications and any
pat ent issuing thereon covering a subject invention, the
followi ng statenent, " This invention was made w th gover nment
support under (identify the contract/agreenent) awarded by
(i1dentify the Federal agency). The governnent has certain
rights in the invention.'

(g) Subcontracts/ Subagreenents

(1) The recipient will include this clause, suitably
nodified to identify the parties, in all subcontracts and
subagreenents, regardless of tier, for experinental,
devel opnental or research work to be perforned by a snal
busi ness firm or domestic nonprofit organi zation. The
subcontractor/subrecipient will retain all rights provided for
the recipient in this clause, and the recipient will not, as
part of the consideration for awarding the
subcontract/subagreenent, obtain rights in the
subcontractor' s/ subrecipient’s subject inventions.

(2) The recipient will include in all other
subcontract s/ subagreenents, regardless of tier, for
experinmental devel opnental or research work the patent rights
clause required by (cite section of agency inplenenting
regul ati ons or FAR).

(h) Reporting on Uilization of Subject Inventions

The recipient agrees to submt on request periodic reports
no nore frequently than annually on the utilization of a
subj ect invention or on efforts at obtaining such utilization
that are being made by the recipient or its |licensees or
assignees. Such reports shall include information regarding
the status of devel opnent, date of first conmercial sale or
use, gross royalties received by the recipient, and such ot her
data and information as the agency may reasonably specify. The
reci pient also agrees to provide additional reports as nay be
requested by the agency in connection with any march-in
proceedi ng undertaken by the agency in accordance with
paragraph (j) of this clause. As required by 35 U S. C
202(c)(5), the agency agrees it will not disclose such



information to persons outside the governnment w thout
perm ssion of the recipient.

(i) Preference for United States Industry

Not wi t hst andi ng any ot her provision of this clause, the
reci pient agrees that neither it nor any assignee wll| grant
to any person the exclusive right to use or sell any subject
inventions in the United States unless such person agrees that
any products enbodying the subject invention or produced
t hrough the use of the subject invention will be manufactured
substantially in the United States. However, in individual
cases, the requirenent for such an agreenent may be wai ved by
t he Federal agency upon a showing by the recipient or its
assi gnee that reasonabl e but unsuccessful efforts have been
made to grant licenses on simlar ternms to potential |icensees
that would be likely to manufacture substantially in the
United States or that under the circunstances donestic
manufacture is not conmmercially feasible.

(j) March-in Rights

The recipient agrees that with respect to any subject
invention in which it has acquired title, the Federal agency
has the right in accordance with the procedures in 37 CFR
401. 6 and any suppl enental regulations of the agency to
require the recipient, an assignee or exclusive |licensee of a
subj ect invention to grant a nonexclusive, partially
exclusive, or exclusive license in any field of use to a
responsi bl e applicant or applicants, upon terns that are
reasonabl e under the circunstances, and if the recipient,
assignee, or exclusive |licensee refuses such a request the
Federal agency has the right to grant such a license itself if
t he Federal agency determ nes that:

(1) Such action is necessary because the recipient or
assi gnee has not taken, or is not expected to take within a
reasonable tinme, effective steps to achieve practical
application of the subject invention in such field of use.

(2) Such action is necessary to alleviate health or safety
needs which are not reasonably satisfied by the recipient,
assignee or their |icensees;

(3) Such action is necessary to neet requirenments for
public use specified by Federal regulations and such
requi renments are not reasonably satisfied by the recipient,
assignee or |icensees; or

(4) Such action is necessary because the agreenent
required by paragraph (i) of this clause has not been obtained
or waived or because a |icensee of the exclusive right to use



or sell any subject invention in the United States is in
breach of such agreenent.

(k) Special Provisions for Agreenents with Nonprofit
Organi zati ons

If the recipient is a nonprofit organization, it agrees
t hat :

(1) Rights to a subject invention in the United States may
not be assigned w thout the approval of the Federal agency,
except where such assignnment is made to an organi zati on which
has as one of its primary functions the managenent of
i nventions, provided that such assignee will be subject to the
same provisions as the recipient;

(2) The recipient will share royalties collected on a
subj ect invention with the inventor, including Federal
enpl oyee co-inventors (when the agency deens it appropriate)
when the subject invention is assigned in accordance with 35
U S.C. 202(e) and 37 CFR 401. 10;

(3) The bal ance of any royalties or incone earned by the
recipient with respect to subject inventions, after paynent of
expenses (including paynents to inventors) incidental to the
adm ni stration of subject inventions, will be utilized for the
support of scientific research or education; and

(4) It will make efforts that are reasonabl e under the
circunstances to attract |icensees of subject invention that
are small business firnms and that it will give a preference to
a small business firmwhen |licensing a subject invention if
the recipient determnes that the small business firmhas a
pl an or proposal for marketing the invention which, if
executed, is equally as likely to bring the invention to
practical application as any plans or proposals from
applicants that are not small business firnms; provided, that
the recipient is also satisfied that the small business firm
has the capability and resources to carry out its plan or
proposal. The decision whether to give a preference in any
specific case will be at the discretion of the recipient.
However, the recipient agrees that the Secretary may revi ew
the recipient's |licensing program and deci sions regarding
smal | busi ness applicants, and the recipient will negotiate
changes to its licensing policies, procedures, or practices
with the Secretary when the Secretary's review discloses that
the recipient could take reasonable steps to inplenent nore
effectively the requirements of this paragraph (k)(4).

(1) Communi cation

Conmmuni cati ons concerning this provision shall be addressed to
t he USAI D Cogni zant Technical Oficer.
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