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Court of Appeals for the Federal Cir-
cuit expires. If an appeal to the U.S. 
Court of Appeals for the Federal Cir-
cuit has been filed, the patent owner’s 
appeal is considered terminated when 
the mandate is received by the Office. 
Upon termination of an appeal, if no 
other appeal is present, the reexamina-
tion proceeding will be terminated and 
the Commissioner will issue a certifi-
cate under § 1.997. 

(g) The times for requesting rehear-
ing under paragraph (a) of this section, 
for requesting further rehearing under 
paragraph (c) of this section, and for 
submitting comments under paragraph 
(b) of this section may not be extended.

§ 1.981 Reopening after decision by the 
Board of Patent Appeals and Inter-
ferences in inter partes reexamina-
tion. 

Cases which have been decided by the 
Board of Patent Appeals and Inter-
ferences will not be reopened or recon-
sidered by the primary examiner ex-
cept under the provisions of § 1.977 
without the written authority of the 
Commissioner, and then only for the 
consideration of matters not already 
adjudicated, sufficient cause being 
shown.

PATENT OWNER APPEAL TO THE UNITED 
STATES COURT OF APPEALS FOR THE 
FEDERAL CIRCUIT IN Inter Partes RE-
EXAMINATION

§ 1.983 Patent owner appeal to the 
United States Court of Appeals for 
the Federal Circuit in inter partes 
reexamination. 

(a) The patent owner in a reexamina-
tion proceeding who is dissatisfied with 
the decision of the Board of Patent Ap-
peals and Interferences may, subject to 
§ 1.979(e), appeal to the U.S. Court of 
Appeals for the Federal Circuit. The 
appellant must take the following 
steps in such an appeal: 

(1) In the U. S. Patent and Trade-
mark Office, file a timely written no-
tice of appeal directed to the Commis-
sioner in accordance with §§ 1.302 and 
1.304; and 

(2) In the Court, file a copy of the no-
tice of appeal and pay the fee, as pro-
vided for in the rules of the Court.

CONCURRENT PROCEEDINGS INVOLVING 
SAME PATENT IN Inter Partes REEXAM-
INATION

§ 1.985 Notification of prior or concur-
rent proceedings in inter partes re-
examination. 

(a) In any inter partes reexamination 
proceeding, the patent owner shall call 
the attention of the Office to any prior 
or concurrent proceedings in which the 
patent is or was involved, including but 
not limited to interference, reissue, re-
examination, or litigation and the re-
sults of such proceedings. 

(b) Notwithstanding any provision of 
the rules, any person at any time may 
file a paper in an inter partes reexam-
ination proceeding notifying the Office 
of a prior or concurrent proceedings in 
which the same patent is or was in-
volved, including but not limited to in-
terference, reissue, reexamination, or 
litigation and the results of such pro-
ceedings. Such paper must be limited 
to merely providing notice of the other 
proceeding without discussion of issues 
of the current inter partes reexamina-
tion proceeding. Any paper not so lim-
ited will be returned to the sender.

§ 1.987 Suspension of inter partes reex-
amination proceeding due to litiga-
tion. 

If a patent in the process of inter 
partes reexamination is or becomes in-
volved in litigation, the Commissioner 
shall determine whether or not to sus-
pend the inter partes reexamination 
proceeding.

§ 1.989 Merger of concurrent reexam-
ination proceedings. 

(a) If any reexamination is ordered 
while a prior inter partes reexamination 
proceeding is pending for the same pat-
ent and prosecution in the prior inter 
partes reexamination proceeding has 
not been terminated, a decision may be 
made to merge the two proceedings or 
to suspend one of the two proceedings. 
Where merger is ordered, the merged 
examination will normally result in 
the issuance of a single reexamination 
certificate under § 1.997. 

(b) An inter partes reexamination pro-
ceeding filed under § 1.913 which is 
merged with an ex parte reexamination 
proceeding filed under § 1.510 will result 
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