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(d) If a brief is filed which does not 
comply with all the requirements of 
paragraph (c) of this section, appellant 
will be notified of the reasons for non-
compliance and provided with a non-
extendable period of one month within 
which to file an amended brief. If the 
appellant does not file an amended 
brief during the one-month period, or 
files an amended brief which does not 
overcome all the reasons for non-com-
pliance stated in the notification, that 
appellant’s appeal will stand dismissed.

§ 1.967 Respondent’s brief in inter 
partes reexamination. 

(a) Respondent(s) in an inter partes re-
examination appeal may once, within 
the time limit for filing set forth in 
§ 1.963, file a respondent brief in trip-
licate and serve the brief on all parties 
in accordance with § 1.903. The brief 
must be signed by the party, or the 
party’s duly authorized attorney or 
agent, and must be accompanied by the 
requisite fee set forth in § 1.17(c). The 
brief must state the authorities and ar-
guments on which respondent will rely. 
Any arguments or authorities not in-
cluded in the brief will be refused con-
sideration by the Board of Patent Ap-
peals and Interferences, unless good 
cause is shown. The respondent brief 
shall be limited to issues raised in the 
appellant brief to which the respondent 
brief is directed. A third party respond-
ent brief may not address any brief of 
any other third party. 

(b) The respondent brief shall contain 
the following items under appropriate 
headings and in the order here indi-
cated, and may include an appendix 
containing only those portions of the 
record on which reliance has been 
made. 

(1) Real Party in Interest. A statement 
identifying the real party in interest. 

(2) Related Appeals and Interferences. 
A statement identifying by number and 
filing date all other appeals or inter-
ferences known to the respondent, the 
respondent’s legal representative, or 
assignee (if any) which will directly af-
fect or be directly affected by or have 
a bearing on the decision of the Board 
of Patent Appeals and Interferences in 
the pending appeal. 

(3) Status of claims. A statement ac-
cepting or disputing appellant’s state-

ment of the status of claims. If appel-
lant’s statement of the status of claims 
is disputed, the errors in appellant’s 
statement must be specified with par-
ticularity. 

(4) Status of amendments. A statement 
accepting or disputing appellant’s 
statement of the status of amend-
ments. If appellant’s statement of the 
status of amendments is disputed, the 
errors in appellant’s statement must be 
specified with particularity. 

(5) Summary of invention. A statement 
accepting or disputing appellant’s sum-
mary of the invention or subject mat-
ter defined in the claims involved in 
the appeal. If appellant’s summary of 
the invention or subject matter defined 
in the claims involved in the appeal is 
disputed, the errors in appellant’s sum-
mary must be specified. 

(6) Issues. A statement accepting or 
disputing appellant’s statement of the 
issues presented for review. If appel-
lant’s statement of the issues pre-
sented for review is disputed, the errors 
in appellant’s statement must be speci-
fied. A counter statement of the issues 
for review may be made. No new 
ground of rejection can be proposed by 
a third party requester respondent. 

(7) Argument. A statement accepting 
or disputing the contentions of the ap-
pellant with each of the issues. If a 
contention of the appellant is disputed, 
the errors in appellant’s argument 
must be specified, stating the basis 
therefor, with citations of the authori-
ties, statutes, and parts of the record 
relied on. Each issue should be treated 
under a separate heading. An argument 
may be made with each of the issues 
stated in the counter statement of the 
issues, with each counter-stated issue 
being treated under a separate heading. 
The provisions of § 1.965 (c)(8)(iii) and 
(iv) of these regulations shall apply to 
any argument raised under 35 U.S.C. 
102 or sec. 103. 

(8) Certificate of Service. A certifi-
cation that a copy of the respondent 
brief has been served in its entirety on 
all other parties to the reexamination 
proceeding. The names and addresses of 
the parties served must be indicated. 

(c) If a respondent brief is filed which 
does not comply with all the require-
ments of paragraph (b) of this section, 
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respondent will be notified of the rea-
sons for non-compliance and provided 
with a non-extendable period of one 
month within which to file an amended 
brief. If the respondent does not file an 
amended brief during the one-month 
period, or files an amended brief which 
does not overcome all the reasons for 
non-compliance stated in the notifica-
tion, the respondent brief will not be 
considered.

§ 1.969 Examiner’s answer in inter 
partes reexamination. 

(a) The primary examiner in an inter 
partes reexamination appeal may, with-
in such time as directed by the Com-
missioner, furnish a written statement 
in answer to the patent owner’s and/or 
third party requester’s appellant brief 
or respondent brief including, as may 
be necessary, such explanation of the 
invention claimed and of the ref-
erences, the grounds of rejection, and 
the reasons for patentability, including 
grounds for not adopting a proposed re-
jection. A copy of the answer shall be 
supplied to all parties to the reexam-
ination proceeding. If the primary ex-
aminer finds that the appeal is not reg-
ular in form or does not relate to an 
appealable action, he or she shall so 
state. 

(b) An examiner’s answer may not in-
clude a new ground of rejection. 

(c) An examiner’s answer may not in-
clude a new determination not to make 
a proposed rejection of a claim. 

(d) Any new ground of rejection, or 
any new determination not to make a 
proposed rejection, must be made in an 
Office action reopening prosecution.

§ 1.971 Rebuttal brief in inter partes re-
examination. 

Within one month of the examiner’s 
answer in an inter partes reexamination 
appeal, any appellant may once file a 
rebuttal brief in triplicate. The rebut-
tal brief of the patent owner may be di-
rected to the examiner’s answer and/or 
any respondent brief. The rebuttal 
brief of any third party requester may 
be directed to the examiner’s answer 
and/or the respondent brief of the pat-
ent owner. The rebuttal brief of a third 
party requester may not be directed to 
the respondent brief of any other third 
party requester. No new ground of re-

jection can be proposed by a third 
party requester. The time for filing a 
rebuttal brief may not be extended. 
The rebuttal brief must include a cer-
tification that a copy of the rebuttal 
brief has been served in its entirety on 
all other parties to the reexamination 
proceeding. The names and addresses of 
the parties served must be indicated.

§ 1.973 Oral hearing in inter partes re-
examination. 

(a) An oral hearing in an inter partes 
reexamination appeal should be re-
quested only in those circumstances in 
which an appellant or a respondent 
considers such a hearing necessary or 
desirable for a proper presentation of 
the appeal. An appeal decided without 
an oral hearing will receive the same 
consideration by the Board of Patent 
Appeals and Interferences as an appeal 
decided after oral hearing. 

(b) If an appellant or a respondent de-
sires an oral hearing, he or she must 
file a written request for such hearing 
accompanied by the fee set forth in 
§ 1.17(d) within two months after the 
date of the examiner’s answer. The 
time for requesting an oral hearing 
may not be extended. 

(c) An oral argument may be pre-
sented at oral hearing by, or on behalf 
of, the primary examiner if considered 
desirable by either the primary exam-
iner or the Board of Patent Appeals 
and Interferences. 

(d) If an appellant or a respondent 
has requested an oral hearing and has 
submitted the fee set forth in § 1.17(d), 
a hearing date will be set, and notice 
given to all parties to the reexamina-
tion proceeding, as well as the primary 
examiner. The notice shall set a non-
extendable period within which all re-
quests for oral hearing shall be sub-
mitted by any other party to the ap-
peal desiring to participate in the oral 
hearing. A hearing will be held as stat-
ed in the notice, and oral argument 
will be limited to thirty minutes for 
each appellant and respondent who has 
requested an oral hearing, and twenty 
minutes for the primary examiner un-
less otherwise ordered before the hear-
ing begins. No appellant or respondent 
will be permitted to participate in an 
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