
211

U.S. Patent and Trademark Office, Commerce § 1.947 

made by the Office in the reexamina-
tion proceeding as to compliance with 
this section. If questions of compliance 
with this section are raised by the pat-
ent owner or the third party requester 
during a reexamination proceeding, 
they will be noted as unresolved ques-
tions in accordance with § 1.906(c).

OFFICE ACTIONS AND RESPONSES (BE-
FORE THE EXAMINER) IN Inter Partes 
REEXAMINATION

§ 1.935 Initial Office action usually ac-
companies order for inter partes re-
examination. 

The order for inter partes reexamina-
tion will usually be accompanied by 
the initial Office action on the merits 
of the reexamination.

§ 1.937 Conduct of inter partes reexam-
ination. 

(a) All inter partes reexamination pro-
ceedings, including any appeals to the 
Board of Patent Appeals and Inter-
ferences, will be conducted with special 
dispatch within the Office, unless the 
Commissioner makes a determination 
that there is good cause for suspending 
the reexamination proceeding. 

(b) The inter partes reexamination 
proceeding will be conducted in accord-
ance with §§ 1.104 through 1.116, the sec-
tions governing the application exam-
ination process, and will result in the 
issuance of an inter partes reexamina-
tion certificate under § 1.997, except as 
otherwise provided. 

(c) All communications between the 
Office and the parties to the inter partes 
reexamination which are directed to 
the merits of the proceeding must be in 
writing and filed with the Office for 
entry into the record of the proceeding.

§ 1.939 Unauthorized papers in inter 
partes reexamination. 

(a) If an unauthorized paper is filed 
by any party at any time during the 
inter partes reexamination proceeding 
it will not be considered and may be re-
turned. 

(b) Unless otherwise authorized, no 
paper shall be filed prior to the initial 
Office action on the merits of the inter 
partes reexamination.

§ 1.941 Amendments by patent owner 
in inter partes reexamination. 

Amendments by patent owner in inter 
partes reexamination proceedings are 
made by filing a paper in compliance 
with §§ 1.530(d)–(k) and 1.943.

§ 1.943 Requirements of responses, 
written comments, and briefs in 
inter partes reexamination. 

(a) The form of responses, written 
comments, briefs, appendices, and 
other papers must be in accordance 
with the requirements of § 1.52. 

(b) Responses by the patent owner 
and written comments by the third 
party requester shall not exceed 50 
pages in length, excluding amend-
ments, appendices of claims, and ref-
erence materials such as prior art ref-
erences. 

(c) Appellant’s briefs filed by the pat-
ent owner and the third party re-
quester shall not exceed thirty pages or 
14,000 words in length, excluding appen-
dices of claims and reference materials 
such as prior art references. All other 
briefs filed by any party shall not ex-
ceed fifteen pages in length or 7,000 
words. If the page limit for any brief is 
exceeded, a certificate is required stat-
ing the number of words contained in 
the brief.

§ 1.945 Response to Office action by 
patent owner in inter partes reexam-
ination. 

The patent owner will be given at 
least thirty days to file a response to 
any Office action on the merits of the 
inter partes reexamination.

§ 1.947 Comments by third party re-
quester to patent owner’s response 
in inter partes reexamination. 

Each time the patent owner files a 
response to an Office action on the 
merits pursuant to § 1.945, a third party 
requester may once file written com-
ments within a period of 30 days from 
the date of service of the patent own-
er’s response. These comments shall be 
limited to issues raised by the Office 
action or the patent owner’s response. 
The time for submitting comments by 
the third party requester may not be 
extended. For the purpose of filing the 
written comments by the third party 
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