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§1.907 Inter partes reexamination pro-
hibited.

(a) Once an order to reexamine has
been issued under §1.931, neither the
third party requester, nor its privies,
may file a subsequent request for inter
partes reexamination of the patent
until an inter partes reexamination cer-
tificate is issued under §1.997, unless
authorized by the Commissioner.

(b) Once a final decision has been en-
tered against a party in a civil action
arising in whole or in part under 28
U.S.C. 1338 that the party has not sus-
tained its burden of proving invalidity
of any patent claim-in-suit, then nei-
ther that party nor its privies may
thereafter request inter partes reexam-
ination of any such patent claim on the
basis of issues which that party, or its
privies, raised or could have raised in
such civil action, and an inter partes re-
examination requested by that party,
or its privies, on the basis of such
issues may not thereafter be main-
tained by the Office.

(c) If a final decision in an inter partes
reexamination proceeding instituted
by a third party requester is favorable
to patentability of any original, pro-
posed amended, or new claims of the
patent, then neither that party nor its
privies may thereafter request inter
partes reexamination of any such pat-
ent claims on the basis of issues which
that party, or its privies, raised or
could have raised in such inter partes
reexamination proceeding.

§1.913 Persons eligible to file request
for inter partes reexamination.

Except as provided for in §1.907, any
person may, at any time during the pe-
riod of enforceability of a patent which
issued from an original application
filed in the United States on or after
November 29, 1999, file a request for
inter partes reexamination by the Office
of any claim of the patent on the basis
of prior art patents or printed publica-
tions cited under §1.501.

§1.915 Content of request for inter

partes reexamination.

(a) The request must be accompanied
by the fee for requesting inter partes re-
examination set forth in §1.20(c)(2).

§1.915

(b) A request for inter partes reexam-
ination must include the following
parts:

(1) An identification of the patent by
patent number and every claim for
which reexamination is requested.

(2) A citation of the patents and
printed publications which are pre-
sented to provide a substantial new
question of patentability.

(3) A statement pointing out each
substantial new question of patent-
ability based on the cited patents and
printed publications, and a detailed ex-
planation of the pertinency and man-
ner of applying the patents and printed
publications to every claim for which
reexamination is requested.

(4) A copy of every patent or printed
publication relied upon or referred to
in paragraphs (b)(1) through (3) of this
section, accompanied by an English
language translation of all the nec-
essary and pertinent parts of any non-
English language document.

(5) A copy of the entire patent includ-
ing the front face, drawings, and speci-
fication/claims (in double column for-
mat) for which reexamination is re-
quested, and a copy of any disclaimer,
certificate of correction, or reexamina-
tion certificate issued in the patent.
All copies must have each page plainly
written on only one side of a sheet of
paper.

(6) A certification by the third party
requester that a copy of the request
has been served in its entirety on the
patent owner at the address provided
for in §1.33(c). The name and address of
the party served must be indicated. If
service was not possible, a duplicate
copy of the request must be supplied to
the Office.

(7T) A certification by the third party
requester that the estoppel provisions
of §1.907 do not prohibit the inter partes
reexamination.

(8) A statement identifying the real
party in interest to the extent nec-
essary for a subsequent person filing an
inter partes reexamination request to
determine whether that person is a
privy.

(c) If an inter partes request is filed by
an attorney or agent identifying an-
other party on whose behalf the re-
quest is being filed, the attorney or
agent must have a power of attorney
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