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PRIOR ART CITATIONS

§1.902 Processing of prior art cita-
tions during an inter partes reexam-
ination proceeding.

Citations by the patent owner in ac-
cordance with §1.933 and by an inter
partes reexamination third party re-
quester under §1.915 or §1.948 will be
entered in the inter partes reexamina-
tion file. The entry in the patent file of
other citations submitted after the
date of an order for reexamination pur-
suant to §1.931 by persons other than
the patent owner, or the third party re-
quester under either §1.915 or §1.948,
will be delayed until the inter partes re-
examination proceeding has been ter-
minated. See §1.502 for processing of
prior art citations in patent and reex-
amination files during an ex parte reex-
amination proceeding filed under
§1.510.

REQUIREMENTS FOR Inter Partes
REEXAMINATION PROCEEDINGS

§1.903 Service of papers on parties in
inter partes reexamination.

The patent owner and the third party
requester will be sent copies of Office
actions issued during the inter partes
reexamination proceeding. After filing
of a request for inter partes reexamina-
tion by a third party requester, any
document filed by either the patent
owner or the third party requester
must be served on every other party in
the reexamination proceeding in the
manner provided in §1.248. Any docu-
ment must reflect service or the docu-
ment may be refused consideration by
the Office. The failure of the patent
owner or the third party requester to
serve documents may result in their
being refused consideration.
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§1.904 Notice of inter partes reexamina-
tion in Official Gazette.

A notice of the filing of an inter
partes reexamination request will be
published in the Official Gazette. The
notice published in the Official Gazette
under §1.11(c) will be considered to be
constructive notice of the inter partes
reexamination proceeding and inter
partes reexamination will proceed.

§1.905 Submission of papers by the
public in inter partes reexamination.

Unless specifically provided for, no
submissions on behalf of any third par-
ties other than third party requesters
as defined in 35 U.S.C. 100(e) will be
considered unless such submissions are
in accordance with §1.915 or entered in
the patent file prior to the date of the
order for reexamination pursuant to
§1.931. Submissions by third parties,
other than third party requesters, filed
after the date of the order for reexam-
ination pursuant to §1.931, must meet
the requirements of §1.501 and will be
treated in accordance with §1.902. Sub-
missions which do not meet the re-
quirements of §1.501 will be returned.

§1.906 Scope of reexamination in inter
partes reexamination proceeding.

(a) Claims in an inter partes reexam-
ination proceeding will be examined on
the basis of patents or printed publica-
tions and, with respect to subject mat-
ter added or deleted in the reexamina-
tion proceeding, on the basis of the re-
quirements of 35 U.S.C. 112.

(b) Claims in an inter partes reexam-
ination proceeding will not be per-
mitted to enlarge the scope of the
claims of the patent.

(c) Issues other than those indicated
in paragraphs (a) and (b) of this section
will not be resolved in an inter partes
reexamination proceeding. If such
issues are raised by the patent owner
or the third party requester during a
reexamination proceeding, the exist-
ence of such issues will be noted by the
examiner in the next Office action, in
which case the patent owner may de-
sire to consider the advisability of fil-
ing a reissue application to have such
issues considered and resolved.
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