U.S. Patent and Trademark Office, Commerce

three years from the filing date of the
first national application for patent
presented for examination; and

(2) Any time during the period of ap-
pellate review, as determined by the
Commissioner, during which the appli-
cant for patent did not act with due
diligence. In determining the due dili-
gence of an applicant, the Commis-
sioner may examine the facts and cir-
cumstances of the applicant’s actions
during the period of appellate review to
determine whether the applicant exhib-
ited that degree of timeliness as may
reasonably be expected from, and
which is ordinarily exercised by, a per-
son during a period of appellate review.

(e) The provisions of this section
apply only to original patents, except
for design patents, issued on applica-
tions filed on or after June 8, 1995, and
before May 29, 2000.

[60 FR 20228, Apr. 25, 1995, as amended at 65
FR 56391, Sept. 18, 2000]

§1.702 Grounds for adjustment of pat-
ent term due to examination delay
under the Patent Term Guarantee
Act of 1999 (original applications,
other than designs, filed on or after
May 29, 2000).

(a) Failure to take certain actions with-
in specified time frames. Subject to the
provisions of 35 U.S.C. 154(b) and this
subpart, the term of an original patent
shall be adjusted if the issuance of the
patent was delayed due to the failure of
the Office to:

(1) Mail at least one of a notification
under 35 U.S.C. 132 or a notice of allow-
ance under 35 U.S.C. 151 not later than
fourteen months after the date on
which the application was filed under
35 U.S.C. 111(a) or fulfilled the require-
ments of 35 U.S.C. 371 in an inter-
national application;

(2) Respond to a reply under 35 U.S.C.
132 or to an appeal taken under 35
U.S.C. 134 not later than four months
after the date on which the reply was
filed or the appeal was taken;

(3) Act on an application not later
than four months after the date of a
decision by the Board of Patent Ap-
peals and Interferences under 35 U.S.C.
134 or 135 or a decision by a Federal
court under 35 U.S.C. 141, 145, or 146
where at least one allowable claim re-
mains in the application; or
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(4) Issue a patent not later than four
months after the date on which the
issue fee was paid under 35 U.S.C. 151
and all outstanding requirements were
satisfied.

(b) Failure to issue a patent within
three years of the actual filing date of the
application. Subject to the provisions of
35 U.S.C. 154(b) and this subpart, the
term of an original patent shall be ad-
justed if the issuance of the patent was
delayed due to the failure of the Office
to issue a patent within three years
after the date on which the application
was filed under 35 U.S.C. 111(a) or the
national stage commenced under 35
U.S.C. 371(b) or (f) in an international
application, but not including:

(1) Any time consumed by continued
examination of the application under
35 U.S.C. 132(b);

(2) Any time consumed by an inter-
ference proceeding under 35 U.S.C.
135(a);

(3) Any time consumed by the impo-
sition of a secrecy order under 35
U.S.C. 181;

(4) Any time consumed by review by
the Board of Patent Appeals and Inter-
ferences or a Federal court; or

(5) Any delay in the processing of the
application by the Office that was re-
quested by the applicant.

(c) Delays caused by interference pro-
ceedings. Subject to the provisions of 35
U.S.C. 154(b) and this subpart, the term
of an original patent shall be adjusted
if the issuance of the patent was de-
layed due to interference proceedings
under 35 U.S.C. 135(a).

(d) Delays caused by secrecy order.
Subject to the provisions of 356 U.S.C.
154(b) and this subpart, the term of an
original patent shall be adjusted if the
issuance of the patent was delayed due
to the application being placed under a
secrecy order under 35 U.S.C. 181.

(e) Delays caused by successful appel-
late review. Subject to the provisions of
36 U.S.C. 1564(b) and this subpart, the
term of an original patent shall be ad-
justed if the issuance of the patent was
delayed due to review by the Board of
Patent Appeals and Interferences under
35 U.S.C. 134 or by a Federal court
under 35 U.S.C. 141 or 145, if the patent
was issued pursuant to a decision re-
versing an adverse determination of
patentability.
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(f) The provisions of this section and
§§1.703 through 1.706 apply only to
original applications, except applica-
tions for a design patent, filed on or
after May 29, 2000, and patents issued
on such applications.

[65 FR 56391, Sept. 18, 2000]

§1.703 Period of adjustment of patent
term due to examination delay.

(a) The period of adjustment under
§1.702(a) is the sum of the following pe-
riods:

(1) The number of days, if any, in the
period beginning on the day after the
date that is fourteen months after the
date on which the application was filed
under 35 U.S.C. 111(a) or fulfilled the
requirements of 35 U.S.C. 371 and end-
ing on the date of mailing of either an
action under 35 U.S.C. 132, or a notice
of allowance under 35 U.S.C. 151, which-
ever occurs first;

(2) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
a reply under §1.111 was filed and end-
ing on the date of mailing of either an
action under 35 U.S.C. 132, or a notice
of allowance under 35 U.S.C. 151, which-
ever occurs first;

(3) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
a reply in compliance with §1.113(c)
was filed and ending on the date of
mailing of either an action under 35
U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs
first;

(4) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
an appeal brief in compliance with
§1.192 was filed and ending on the date
of mailing of any of an examiner’s an-
swer under §1.193, an action under 35
U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs
first;

(5) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
of a final decision by the Board of Pat-
ent Appeals and Interferences or by a
Federal court in an appeal under 35
U.S.C. 141 or a civil action under 35
U.S.C. 145 or 146 where at least one al-
lowable claim remains in the applica-
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tion and ending on the date of mailing
of either an action under 35 U.S.C. 132
or a notice of allowance under 35 U.S.C.
151, whichever occurs first; and

(6) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
the issue fee was paid and all out-
standing requirements were satisfied
and ending on the date a patent was
issued.

(b) The period of adjustment under
§1.702(b) is the number of days, if any,
in the period beginning on the day
after the date that is three years after
the date on which the application was
filed under 35 U.S.C. 111(a) or the na-
tional stage commenced under 35
U.S.C. 371(b) or (f) in an international
application and ending on the date a
patent was issued, but not including
the sum of the following periods:

(1) The number of days, if any, in the
period beginning on the date on which
a request for continued examination of
the application under 35 U.S.C. 132(b)
was filed and ending on the date the
patent was issued;

(2)(1) The number of days, if any, in
the period beginning on the date an in-
terference was declared or redeclared
to involve the application in the inter-
ference and ending on the date that the
interference was terminated with re-
spect to the application; and

(ii) The number of days, if any, in the
period beginning on the date prosecu-
tion in the application was suspended
by the Office due to interference pro-
ceedings under 35 U.S.C. 135(a) not in-
volving the application and ending on
the date of the termination of the sus-
pension;

(3)(1) The number of days, if any, the
application was maintained in a sealed
condition under 35 U.S.C. 181;

(ii) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under §1.193 in
the application under secrecy order and
ending on the date the secrecy order
was removed;

(iii) The number of days, if any, in
the period beginning on the date appli-
cant was notified that an interference
would be declared but for the secrecy
order and ending on the date the se-
crecy order was removed; and
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